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rk Law and Litigation: A Brief Survey of
nherently Distinctive Trade Bress

I. INTRORUCTION

Trade dress in a modern intellectual property sense,
desciribes the colors, designs, énd symbols, used by merchants
to distinguish their product or service in the eyes*af.the
"beholding® consumer. In addition, trade dress may also
constitute the appearance of the prdduct itself. The
impression the colors, designs, and svmbols make, must go
bevond simple decoration. These visual effects must in some
way distinguish one product o 5&r§ice from aﬁather.

Trade dress litigation has raised many fundamental
questions as to when trade dress is protectable gndar
trademark principles. Ssction 43{(a) of the Lanham Act.n.l
"affords a civil action for a party injured by a competitor®s
"false designation of origin’® on its product. The injured
party may sue if it believes it has or will suffer damages
bacéuﬁa the competitor®s product or packaging is so similar
as to confuse purchasers of the products sowcee."n.? For |

trade dress to prmtectable wnder the Lanham Act, "the product

must have an image or look, referred to as “trade dress,”

that is so distinctive as to become an unregistered trademark
eligible for protection wunder the Lanham Act." n.3 & problem
arises when courts must determine when a particular trade

dress is inherently distinctive.
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I1I. PRE-TACD CABANA FACTORS IM TRADE DRESS LITIGATION

There are several determinations a court must make to
deteréine distinctivensss and uitimately trade dress
protection. Under ftrade dreéss, "a trade dress infringement
action brought by a manufacturer, must establish either that
its trade dress has acquired a ‘secondary meaning® or that
its trade dress is a "distinctive identifying mark.” The
manufacturer must also establish that consumers will be
Flikely contused” as te the source of the.prmduct because of
the similarity of the products appearance...even if all the
elements preaviously stated are present, a plaintiff cannot
prevail if the trade dress is found tﬁ be functional...," n.4
ITI. FUNCTIONALITY IN TRADé DRESS: & JURY QUESTION

One of the first issues prospective plaintiffs must face.-
is the questipn of functionality. "A product feature is
functional if it is essential to the product®s use or if
affects the cost and guality of ﬁhe article.” n.3 In Re
Morton—-Norwich Froducts, Inc., n.é aet.¥crth the relatiunshiﬁ
between “functionality®™ and distinctiveness..."the |
unexpressed'thbught may -have heen that if spmething is not
inherently distinctive, perhaps even austere, then, since it
does not at a particular time function as a legally |
recognized indicatian of source... And since it is so plain
that one may bslieve it is not, and will never be a
trademark, it will be perCEiQed -t that the design i= not

inherently distinective——but that it is "functional..."n.7

—_—T
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When a jury determines the issues of functionalitv at
the district court level, those jury'détarminatinns are
usuually upheld. The Supreme Dﬁurt continues to evade the
functionality guestion, leaving the appeals.cmurts hard
pressed to overturn a district couwrt jury finding aon the

question of trademark functionality.
IV, THE SECONDARY MEANMING DETERMINATION

Befors the Supreme Cowt decided Two Pasnég Inc., Q.
Taco Cabana, Inc., n.8 the Federal Circuits were not uniform
in determining whether inherently distinctive trade dress
must also have a showing of secondary meaning to be
protectable. In hast cases, a plaintiff had to first

egstablished that thesir overall trade dress was a non—

functional aspect of the product or service, the plaintif+

then had to address the next phase of the trade dress
analvsis: had the trade dress in guestion generated
distinctiveness through secondary meaning, or was the trade
dress inherently distinctive. And if the trade dress was:
inherently distiﬁctive, was a showing of secondary meaning
reqguired for the trade dress to be protectable.

Secondary meaning doctrine holds that "a descriptive or
geographical mark receives protection against copying only if
consumars have come to associate it with a particular
manufacturer or source. Nﬁen this assaciatian is established

and the mark has thus acquired secondary meaning, a second

-
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comer is barred from using it because such use is virtually
certain to create confusion in the public mind as tﬁ the
source of the product.'n.% In Perfect Fit, the New York court
put less emphasis on secondary meaning, and concentrated more
on the public®s likelihood of cunfuaimn...“tﬁa district court
fcuﬁd...and we affirm...the Ferfect Fit®*s trade dress was.
diétinctive and memorable, and that the Bedsack had bescome
very popular. fcme clearly sought to nullify Perfect Fit®s
advantage by copving its trade dress. The finding that
éET{ECt Fit failed to show that its dress had acquired
secondary meaning, therefore, should not have foreclosed
inequity into whether the prlic was likely to be confused by
the similarity of the tradedresseé."n.lﬂ It was then reasoned
that if & prudgct was inherénfly distinctive, a second comer
displaying & similar distinction of its ﬁrmduct will cause |

consumer confusion, irrespective of source identification.

The rationale of the New York district court was again
followed in the United States LCourt of Appeals for the Second

Circuit. In the case of 20th Century Wear, Inc.., Y. Sanmarj-

Stardust Inc-. n.ll the court held that..."In respect to

necessary under MNew York law in order to obtain relief from
an infringing trade dress...New York law focuses on whether
the public is likely to be confused by =imilar trade

dress.n. 12
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ne of the first cases to dispose of the secondary

maaning requirement was Chevron Chemical Co. v. Yeluntary

Purchasing, Inc.n.13, the court..."persuasively argued that
since trademark law only calls for a demonstration of
spcondary meaning when the claimed trademark is itself
distinctive (such through the utilization of a geographic or
descriptive name), trade dress law should require no more of
a demonstration. Thus if the feature sought to be protected
serve no descriptive function or do not assist in packaging,
they are protectable."n.14 Ultimately, it was the holding in
was used by the Supreme Court in settling the issue of
protecting inherently distinctive trade dress without
secondary meaning.

Yt until Tacop Cabana, the courts were still not uniform
on the issue of secondary meaning and distinctiveness.
*“Although other circuits have clearly stated that an
inherently distinctive trade dress may be protected without
prootf of secondary meaning, the Ninth Circuit has refused to

take such a step. In Fuddruckers the couwt left the question

open and noted that if consumers do not associate plaintiffis
trade dress with plaintiff then it would be difficult to see
how the trade dress distinguishes plaintiff®s product from

any other product.'n.13



V. FACTORS USE TO DETERMIME INHERENT DISTINCTIVENESS

The Federal Circuits have used a ssveral factors to
determine the inherently distinctive nature of s product, and
if secondary meaning was regquired. One of the earlier New
York cases to make this distinction was Dallas Cowboy
Cheerleaders Ing.. v. Eussycat Cinema. Lid..n-16 where under
New York law...''no secondary meaning needs to be shown. Once
plaintiff shows that its trade dress is distinctive., an
injunction may izssue upon zhowing likelihood of confusion
alone..."n.17
digtinction in perspective. The case deals with the issue of
similar greeting cards, and any inherent distinctiveness
these individual cards may possess. "When a trademark or
trade dress is inherently distinctive or fanciful, it is
unnecessary to make the further showing that the mark or
dress has become associated with a single producer. IF the
mark is not distinctive such that showing of secondary
meaning is required, it is not necessary that the public be
aware of the identity of the producer, but simply that the
public associate the mark or dress with a single source.''n.19

The Roulo case centers on the claimed distinctive nature
of the plaintif+’s greeting cards: "...here BRerrie asserts

that Foulp has failed to demonstrate that the elements of her

trade dress are distinctive...Berrie contends that Roulo’s
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cards incorporated several common featwres such as stripes,
dots, handwriting and other common design elements which are
indigenous to all.g?aeting carde and do not represent a trade
dress- element capable of protection.To establish her claim of
distinctiveness, Roulo introduced testimuﬁy of & card
curatmr...shé was unable to find any cards in their
collection from this centwy containing the same combination
of elements as used in the “Roulo” line." n.20

Several more recent cases cite directly to Roulo, when

making the secondary meaning and inherent distinctiveness

distinction. In Merchant % Evens, Inc. VY. RBoosevelt Building

Products Co., n.21 the court stated that..."Where a trade
dress is distinctive and nmn&uncticnal, it is unnecessary to
show more than that the trade dress has been associated with

a single producer for a significant period...Roulo..."n.22

laft off. The Fuddruckers court made a distinction between
secondary meaning and inherently distinctive trade dress, but
did not apply that approach te the dispute. In the recent

case of Storck USA., v. Farley Candy Company Inc., n.23 the

Fuddruckers type analysis. In Storck, the plaintiff sells
Werther’s Original candy in what is claimed to be inherently

distinctive packaging. Defendant Farley claimed that their

candy packaging was different from that of Storck...and not

- FRANKLIN PIERCE
LAW CENTER LIBRARY
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likelv to confuse. The court applied this analysis..." the
slements of trade dress should not be sxamined separately but
in total...the court believes'that‘the pouring pitchers
srenes of the pval shaped designs, with similarly colored
green and blue background images are images. which immediatgly
capture the attention of a consumer..."n.24

The Btorck couwrt concluded that..."Mone...{nothingl...
undermines in any way the distinctiveness of the pouring
pitehers image on theretarck...pa:kage. The cowrt holds that
the village design, including the pouring pitchsrs image, is
inherently distinctive, see Rgulg...{secondary meaning is not

necessary where the trade dress is distinctive), and serves

no functional purpose."n.2hH
IV. TACD CABANA: CHANGES IM THE SECONDARY MEANING REQUIREMENT

The Federal Circuits had besn moving towards the policy
protecting inherently distinctive trade dress that lacked
secondary m2aning. The Supreme Couwrt unified the Federal

Taco Cabana, Inc. n.26

In Taco Cabana, the Stehling brothers started a chain of
Mexican restawrants in 1978, having acquired & restauwrants in
.the San Antonio, Texas area by 1985. The Taco Cabana

restaurant trade dress motif is a Mexican fast—food interior,

with a festive eating atmosphere. The dining and patio areas

contain artifacts, bright colors, paintings and murals. The

{2 e
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patio includes interior and exterior areas with the ihside of
the patio capable of being sealed off from the outside patio
by overhesad garags doors. The outside of the building is a
foestive and bright coler scheme using top boarder paint and
neon stripes. In addition the exterior of the building
includes bright colored awnings and umbrellas to add to the
Mexican motif. |

in. 1985, HMarno McDermott and Jim Blacketer open a
Mexican restaudrant in the Houston area called Two FPesos. Two
Fesos has a Mexican motif consistent with that of the Taco
Cabana restaurant. Unlike Taco Cabéna howaver, the Two Pesos
chain expanded rapidly opening 29 stores in Houston and other
markets in and out of Texas. In 1987, the owners of Taco
Cabana sued the owners of Two Pesos for trade dress
infringement under section 43(a) of the Lanham Act, along
with ancillary trade secret claims that are not wholly
relevant to this document’s trade dregs analveis.

There is little dispute that the trade dress of the two
restaurants was very similar. 0On appealg Fhil Homano, £he
reatauranteur.who developed the now famous “Fuddruckera“
chain testified that the motifs were “...shapad.the Same.
they looked the samé. When you’re inside they feel the same.

They have the same product.” The fundamental issue in Taco

six Tavo Cabana restawrants inherently distinctive, and if

the trade dress in found to be inherently distinctive, does

e b e



secondary meaning also nesded to found in Houston for the
Taco Labana trade dress to be ptatectable,

On jury on the district court level found that:
“(1} Taco Cabana has trade dress (2) Taco Cabana®s trade
drees, taken.as a whole, is non—functional; (3) the trade
dress is inherentiy distinctive; (4) the trade dress has not
acquired secondary meaning in the {(Houston) Texas market; (5
customers might be likely to associate or confuse a Taco
Cabana restaurant with a Two Pesos FEStaurant;.té) Taco
Cabana sxercises adequate control over her sister chain
TaCasita, to ensure that the qualit? of Talasita®s goods and
sarvices are not inferior to Taco Cabana®s; and {7) Taco
Cabana was damaged by the trade dress infringement. The jury
awarded $304,000 for lost profits, $628,300 far lost income,
and % 0O for lost good will (the Fifth Circuit mada no
distinction between lost profits and lost income vet awarded
both). The district court doubled the damages for trade
dress infringement (bringing the total to $1,B&8,6GO),
awarded attorneys fess of %937,3550, and nrderad Two Fesos to
make several changes in restawant design.” n.27

The critical aspect of the district couwt finding was
the instructions given to the jury. The district court judge
used the language of the Fifth Circuit case Blue Bel; Bio-
Medical wv. Cin—Bad, Inc.. n.®8 finding trade dress as a
products total image and overall appearance; and - instructed

the jury that: ""trade dress” is the total image of the

e ii—



business. Taco Labana’s trade dress may include the shape
and gensral appearance of the exterior of the restaurant, the
identifying sign. the exterior kitchen floor plan, the decor,
the menu, the equipment used to serve food, thé servers’
uniform and other features reflecting the total image of the
restaurant. " n.2%9

Two Fesos wanted the cowt ta wuse of much narrower view
of trade dress than the total image of the business view. Two
Fesos argued that the jury instructions gave the jury the
impression that the Mexican thems in the Taco Cabana
restawrant precluded any other competing restaurant from
using a Mexican motif for a Mewican restauwrant. The district
court did not +tind this argument :mmpelling. The Fifth
circuit agreed that although "Taco Cabana cannot preclude Two
Fesos or anyone from entefing the ups&ale Mexican fast—food
market. But-thé jury was not misled.intm protecting such an
abstract level of faca Cabana®s trade dress." n.30

The Fifth Circuit also uéed the rationale from
Fuddruckers to determine how much of a pléintif%aa trade
dress a competitor can usé without infringing the plaintiff’s
trade d%ess: "A competitor can use elements of Taco Cabana®s
trade dress, but Taco Cabana “can protect a combination of
visual eslements® that, taken together,...may create a
distinctive visual impression.” Two ?éams'may enter the
- upscale Mexican fast food market, buf it may not copy Taco

Cabana’s distinctive combination of layout and design

_I 1~



features. Two Fesos®™ limitation reflects not merely
components of Taco Cabana’s trade dress, but its distinctive
integqration of components. The instructions properly
cautioned the jury not to focus on isolated components in
determining the protectability of Tacp Cabana®s trade dress,
but rather to consider the overall combination of the
elemants.” n.31

The Fitth Circuit also addressed the issue of trade
dress functionality in the Taco Cabana trade dress. Two Pesos
claimed that the Taco Cabana trade dress was functional thus
not meriting protection. Twn Pesos wrongly argued that Taco
Cabana was seehking protection for individual eslements of
their trade dress such as the garage door, the Mexican
artifacts and the patio areas, and not for the overall
combination of these and other slements. The district court
and the Fifth Circuit both agreed that Taco {abana’s trade
dress may consist of some functional elements (in the spirit
of Fuddruckers), vet the arbitrary combination of these
functional features when put together are not functional,
thus meriting protection.

Then Fifth Circuit then moved to the issue that has come
to symbpolize the Taco Labana caée; the issue of inhsrent
distinctiveness protection without a showing of secondary
meaning. This poliecy of inheresntly distinctive trade dress
protection without secondary meaning was by no means a

revolutionary finding. It was hmwever'an issue that separated
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the Circuits fu some degres, and needed to be resoclved by the
Supreme Cowrt. The jury found the Taco Cabana trade dress to
be inherently distinctive withaout finding secondary meaning.
Two Fesos arqued that for something to be inherently
distinctive it must have a secondary meaning to the consumetr
in Heuston, and that the jury®s finding of inherently
distinctiveness protection without secondary meaning
"contradicts its finding of no Eecundary meaning in the
(Houston) Texas market—and ignores the law of the
circuit.! no32

The jury was instructed that "distinctiveness is a term
used to indicate that a trade dress serves as & symbol of
origin. If it is showr by a preponderance of the evidence,
that Tacn cabana®s trade dress distinguishag'ita products and
services from those of other restaurants and is not
descriptive and not ¥gnctiunal, then you shouwld +ind that
Taco Cabana’s trade dress is inherently distinctive."n.33

The Fifth Circwuit upheld thg district court’™s proper
application of trademark law, and the jury instructions. The
Fifth Circult fowund that although the_Taca Cabana was not the
strongest mark ever used tm.distinguish a hexican restaurant,
it was still inherently distinctive, and merited prmfectian
without secondary m=2aning: "As no one contends that Taco
Cabana®s trade dréss is generic, the jury finding that the
trade dress is not merely descriptive means that the dreses is

arbitrary, fanciful, or suggestive. We need not determine



which of these three categories properly categorizes the
trade dress, because all three entitle Taco Cabana to
protection without proof of secondary meaning.n.34 The court
made the assumption that Taco Cabana’s trade dress fell into
oneg of the categories of arbitrary, fanciful, or suggestive,
Assuming this, the court considered categorization. an
unnecéssary and irrelevant step in the trade dress analysis.

Two Fesos sought certiorari before the Supreme Lourt on
various trade secret, improper licensing, and trade dress
issues., including whether an unregistered mark that does not
have secondary meaning, can be protected for its inherent.
distinctiveness. The Supreme Court only gfanted certiorari
on the trade dress guestion, Justice White delivered the
apinion. The court held that trade dress which is inharently
distinctive is protectable under the Lanham Act without
showing that it has acquired secondary meaning.

In a unanimous opinion, the Bapreme Court held that
tr-ade dress which is inherently distinctive is protectable
under 43{a) without thé secondary meaniné reguirement; "Trade
dress which is inherently distinctive is protectable under
section 43(a) without & showing that it has. acquired
secondary meaning, since such trade dress itself is caﬁable
Dfuidentifying products or services as coming from a specific
éﬂurce.“n.ﬁﬁ |

Certiorari was granted by the Supreme Cowt,in an

attempt to fimally decide the issue of secondary meaning, and
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to end the conflict among the Courts of Appeals. Two Pesos
was not heard on their claim that Taco Cabana’s trade dress
was functiocnal. Both the district court and the Fifth
Circuit agrsed that althowagh there were several functional
aspects included in Taco Cabana’s trade dress, those aspecte
taken as a whole are not functional in their combined effect.
The Suprems court tied in the Restatement (Third) of.

Unfair Competition and section 43%{a) as a means of preventing
deception and unfair competition. Considering the textual
basis of bhoth, the court held that:

"There is not textual basis to apply a

different analysis begtween the two. Section

4F(a) mentions neither and does not contain

the concept of secondary meaning, and that

concept, where it does appear in the-lLanham Act,

is a requirement that applies only to merely

descriptive marks and not to inherently

distinctive ones. Engratting a secondary

meaning requirement onto section 43{(a) also

would make more difficult the identification

of a producer with its product and thereby

undermine the Lanham Acts pwposes of securing

to a mark’s owner the goodwill of his business

and protecting consumer’s ability to distinguish

among competing products.'n.3é

The Court applied the general rule from the Restatement

(Third) of Unfair Competition which regard distinctiveness
as: "an identifying mark is distinctive and capable of being

protected if it is . either (1) inherently distinctive or (2)

has acquired distinctiveness through secondary meaning. "'n.37

In the general rule background, the Supreme Court also noted

the functionality rule for trade dress, as well as the
likelihood of confusion requirement for liability

under 43{(a). .



At the center ot the Two Fesos argument Qas the jury’s
conclusion that the trade dress ﬁad nﬁt_a:quired sacondary
meaning proved that the trade dress is.therefmre not
inherently distinctive. Two Fesos argued that the jury
finding is in sbarp contrast precedents set in the Fedaral.
Circuits. In the Fetitioner®s Opening Brief, Two Fesos used
language from the. Ninth Circuit and claimed: "Fuddruckers,
moreover, has not offered this court a definition of what
"inherently distinctive’ in the f{rademark sense might mean in
the absence of secondary meaning. I+ purchasers do not, in
fact associate Fuddrucker®s trade dress with a sowce of
restaurant services, then it is difficult to see how the
trade dress distinguishes Fuddruckers”® sefvice from the
the nons@naicality of a finding of inhérent'aisfin:tivenegs
in tﬁe absence of secondary méaning...NDt only is the lack of
secondary meaning inconsistent with a finding of inherent
distinctiveneés, 1t is fatal to Taco Cabana™s trade dress
claim. Many courts reguire that trade dress have secondary
meaning before it is protectable.” n.37 |
The Supreme Court dismissed the secondary meaning
requirsment argument by Two FPesos and congluded that the
disposition of the Fifth Eircuit Court of ﬁppealé was sounds:
"While tﬁe necegsafily.imper¥ect {and often prohibitively
difficult) methods for assessing secondary meaning address

the empirical question of current consumer association, the
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legal recognition of inherently distinctive trademark or
trade dress acknowledges the owner’s legitimate propristary
interest in its unigue aﬁd valuahle informational dévice,
regardless of whather substantial consumer association yet
bestows the additional esmpirical protection of secondary
meaning"” n.58

A fundamental part of the Supreme Court decision in Taco

with the viesw the Justices held in Tacp Cabana: "The Fifth

Circuit was guite right in Chevron, and in Taco Cabana, to

follow the Abercrombis classifications consistently and

inquire whether trade dress for which protection is claimed
under 43{(a) is inherently distinctive. If it is, it is
;apable of identifying products or services as coming from a
specific souwrce and secondary meaning is not required. This
is the rule generally applicable to trademark, and the
protection of trademarks and trade dress under 43{(a) serves
the same statutory purpose of preventing deception and unfair
caompetition. There is no persuasive reason to apply different
analysis to the two...The proposition that secondary meaning
must be shown even i+ trade dress is a distinctive,
identifving mark, [isl wrong, for the reasons explained by
Circuit appears to think that proof of secondary meaning is

superfluous if a trade dress is inherently distinctive."'n.3%



A great deal of weight was placed on the Supreme Court’s
interpretation of the Lanham Act., and the purpose of the
Lanham act as a means of securing goodwill. "Engratting onto
sepction 43{(a) a reguirement of secondary meaning for
inherently distinctive trade dress also would undermine the
purposes of the Lanham Act. Protection of trade dress, no
less than trademarks, serves the Act™s purpose to "secure to
the owner of the mark the goodwill of his business and to
protect the ability of consumers to distinguish among
competing producers. National protection of trademarks
fincluding Houston) is desirable, Congress concluded, because
trademarks. foster competition and the maintenance of quality
by securing to the producer the benetits of gund
reputation...By making more difficult the identification of a
producer with its product, a secondary meaning requirement
for a nondescriptive trade dress would hinder improving and
maintaining the producer’s cmmpétitive position." n.40

The Court included a policy based argument on why
secondary meaning shouldé not 59 reguired upon showing a mark
was inherently distinctive. At the center of this argument
was anticompetitive concerns: "There could be an
anticompetitive effect i+ 43(a) reguires a showing of
secondary meaning {(secondary meaning in the making)...by
creating burdens on the start—up of small business.
Fetitioner®s suggestion that such businesses be protected by
brietly dispensing with the secondary meaning requirement at
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the outset of the trade dress use is rejected, since there is
no bazis for such requirement in section 4%(a)." n.4l

In his concurring opinion, Justice Thomas wused a common
law intearpretation of 43{(a) without "moving bhack and farth
among the different sections of the Lanham Act or adopting
what may.nr may not be a misconstruction of the atatﬁte foar
the reasons akin to stare decisis."

Extirapolating from an early 1900"s common law case,
Thomas concluded that: "at common law, words and symbols were
arbitrary, fanciful, or suggestive {(called “inherently
distin:tive"_wmrds_or symbols, or trademarks®) were presumed
to represent the source of the praduct, and the tirst user of
trademark could sue to protect it without having to show that
the word or symbol represented the product’™s source in
fact...that presumption did not attach to parsonal or
geographic names or to words or symbalé that only described a
product (ﬁailed “trade names® ), and the user of a personal or
gecographic name or of a descriptive word or symbol could
ohtain relief only if he showed that his trade name did in
fact represent not just the product, but é producer (that
good or service had developed "secondary meaning. " n.42

Justice Thomas followed this common 1law reésmning to
show hﬁw over time trade dress, once unable to merit
protection as inhereﬁtly distinctiQe without secondary
meaning, evolved into a singularly protectable source of

praduct recognition..."Trade dress consists not of words or
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svmbols, but of a products packaging (or “image,’ more
broadly}, seems at common law to have been thought incapablie
ever of being inherently distinptive, perhaps on the theory
that the number of ways to package a product is finite. Thus,
a user of trade dress would always have to show secondary
meaning in order to obtain preotection." n.43 |
Justice Thomas came to the conclusion that over a period
of time, judges viewed product packaging as they would
arbitrary. fanciful and suggestive words, as limited only by
the human imagination, thus opening the way for the
protection of distinctive product packaging. Consistent with
this view, Thomas concluded thatﬁk"é particular trade dress,
then, is now considered as fully capable as a particular
trademark af serving a;-a frepresentatinn or designation’® of
source under section 43(3). As a result, the first user of an
arhitrary package, like the tirst user o% an arbitrary word,

should he sntitled to the presumption that his pachkage

represents him without having to show that it does so in
fact., "This rule follows, in my view, from the language of
section 43{a}), and this rule-appliéﬁ under that section
without regard to the rules that apply under the sections of
the Lanham Act that deal with registration. Becauée.the Court
reaches the same conclusion for different reasons, I join its

judament. "n. 44



YII. TRADE DRESS ANALYSIS: TACD QQEQ@@IDECISIDN RAISES S0OME

FLUNDAMENTAL CQUESTIONS ARCUT TRADE DRESS FROTECTION

With inherently distinctive trade dress no longer
requiring secondary meaning to merit trade dress protection
under the Lanham Act, szeveral fundamental guestions about the
future of trade dress protection are raised. Justice White
made reference to Section 2 of the Lanham Act when he
characterized descriptive marks: "Marks which are merely
descriptive of a product are not inherently distinctive. When
wsed to describe a product, they do not inherently identify a
particul ar source, and hence cannot be protected. waevar,
descriptive marks may acquire the distinctiveness which will
allow them to be protected under the Act. Section 2 of the
Lanham Act provides that a descriptive mark that otherwise
could not registered under the Act may be registered if it
"has become distinctive of the applicaht’s goods in

=

commerce. ''n. 45
Justice White's view of Section 2 could bes problematic

for a user of trade dress that is descriptive, and lacks the
ability to protect the use of the descriptive dress, thus
preventing the trade dress from gaining distin:tivenesé. This
is understandable to some degree. Protecting descriptive
trade dress that has not vet acquired secondary meaning daes
potentially limit the public supply of accurate descriptions
of a product. The guestion is whether the intentional or

unintentional copying of descriptive trade dress will prevent



that descriptive trade diress from ever acquiring secondary
meaning, &s trade dress develops secondary meaning in the
making.

Taking this analysis one step further, the guestion then
becomes to what exteﬁt can one separate the inherently
distinctive trade dress from the mmpyinQ by a defendant. What
creates the distinctiveness then; is it the trade dress of a
plaintif+ taken as a whole minus fhe actions of the
defendant? If that iz the case, one of the only measuring
sticks for infringement will be the likelihood of confusion
between the plaintiff’s and the defendant™s marks. It would
appear that the act of copying by the defendant creates a
likelihood of confusion presumption, which then creates
the prmfectable subject matter. A question still remains
ébaut the logic is this presumption.

If trade dress infringement cases take on this "copying
presumption', will trade dress prmtectiun.evalve into
something similar to the infringement principle of
substantially similar works of authorship, in the law of
copyrights. Now that the 5upfeme Couwt has cut out secondary
meaning as.a reguirament for inherently distinctive trade
dress, are we now dealing.with a copyright éppruach to trade
dress? Under the law of copyrights, copying can be
shown in the following ways: (1) by direct aviden:e; i) bf
circumstantial evidence that the defendant had access té the

work and that the defendant®s work is similar to plaintiff’s;

e



{3} circumstantial evidence that the defendant’z work is
strikingly similar to the plaintiff s work, whether the
copying was intentional or unintentional.n.4é

Could this copying standard translate to the law of
trademarks? One of fundamental aspects of trademark law is
the concept of secondary meaning. Likelihood of confusion. in
trrade dress cases is the controlling factor. Trade
dress that is not registered, is now prdtected'if it is
distinctive, and it is distinctive provided it is not
descriptive. Any trade dress that is substantially similar to
an already existing trade dress can be-ihfringing that
existing trade dress, provided it is likely to confuse.

Copyright "type" treatment of trade dress leaves many
uncertainties in the future of trade dress. Legal scholars
have speculated about the end of the secondary méaning
reguirement in package trade dress that is inherently
holding.n.47 Various articles point out that product package
design and not product design, should be tested for inhersnt
distinctiveness. A test consists of the unigueness of the
overall aspects of the trade dress, and is only applisd to
the pachkage. Thé product design has aesthetic functinnality,
and should not theretore be protected as inherently
distinctive.

One article deals directly with the product design-—-

package design distinctian: "The Lanham Act provides
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protection for trade dress, which includes product design and
package design. A distinction must be drawn between these two
categories. The inherent distinectivensss test should not be
applied to determine whether a trade dress that consists of
product design should be prnteﬁted from intringement.
In a restaurant situation, product design could be considered
the services the restaurant renders. Secondary meaning is the
only appropriate test in tha£ case because application aof the
inherent distinctive test improperly expands. trade dress
protection into areas reserved for copyrights and
patents...The inherent distinctive test is proper for trade
dress consisting of package and display design. Because of
the numerous possibilities for package and display design,
application of the inherent distinctive test to this tvpe of
trade dress dnes.nut restrict
competition.” n.48
VIII. AESTHETIC FUNCTIONALITY AND THE FPRODUCT DESIGN

PACKAGE DESIGHM INTERFACE

Inherently distinctive trade dress protection, without
the requirement of secondary meaning raises important
assthetic functionality gquestions., "The aessthetic appeal of a
product has become increasingly important to its marketing
potential by aiding in the differentiation and identification
of the product. Consequently, obtaining trademark protection
for the aesthetic components of a product is guite

beneficial .''n.4%



il

i

The basis of Justice Thomas® Taco Cabana concurring
gpinion is rooted in the common law tradition that evelved to
the present scope of trade dress and functionality: “The
early common law distinguished betwesn "technical?
trademarks, which were inherently distinctive identifving
symbol 5 prétacted under a body of law known as trademark
infringement, and marks that were not inherently distinctive
and protected only under unfair competition law upon a
zhowing ﬁ{ secondary

meEaning.” n.So

Cases such as International Order of Job’s Daunhter v.

Lindeburg % Lo.,n.31 put the interpretation of the term
"technical” from the common law, and modern assthetic
functionality into perspective. Job"s daughter sued
Lindebuwrg for trademark infringement arising out of
Lindbuwrg’s manufactwe and sale of jewelry bearing the Job's
Daughter insignia. After the district.caurt found for Job?s,
the Minth Circuit revers=d on the basis that the nameland
emblem were functionally aeéthetic compoenents of the product,
not trademarks. Some critics have gone as far to say the

outcome in Jdob’s Baughter as a form of uncontrolled

lirensing.

The_q%gﬁtion'mf a restaurant’s Mexican motif and
apsthetic functionality, bfings thig analvysis to an
intertface between trademark law, and the laws that protect

design patents. There 1= a strong basis for a presmption



argument, or conceivably dual protection under the lLanham Act
and a design patent. These arguments are to say the least
speculative. Ultimately thowugh, the question of limitations
under the Lanham Act are of central concern. "It has been
argued that trademark protection should not be accorded
product featuwres for which protection under the design patent
and copyright laws has expired or been denied. Hecause
patent and copyright protection originate from the
Constitution, which reguires tha£ those protections limited
in duration, the granting of potentially indefinite trademark
rights, which originate at common law, would extend ths
rights in a design for which protection Has expired beyond
the constitutionally prescribed period."n.32

The protection limitations piaced on designs in patent
law, raises fundamental guestions about trademark law, and
the seemingly indefinite rights trademark law can generate.
Mow that secondary meaning is not reguired in thé protection
of inherently distinctive trade dress, gquestions are raised
about the characteristics of a products pa&kaging appEarance
and a product’™s design. "The problem is illustrated by Animal

Fair, Inc. v. Amfesco Industries, Inc., which involved

novelty slippers in the shape of beaf claws. In Animal Fair,
the plaintiff sought to anjmin the manufacture and pfomatipn
a? a similar slipper by a competitor and brought an action

for violations of copyright and unfair competition laws. The

court held that there was a likelihood of surcess on the
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merits in both copyright and the 43{(a) claim.” n.53
The plaintiff’s success on the copyright claim gave him
the right to manufacture the slipﬁers for the life of the

author, plus fifty years. Also, under the trademark law, the

" plaintiff could exclusively produce the bear claw slippers

indefinitely. What could be cmnsidered an illogical
conclusion, the court found an aesthetically functional
design to be inherently distinctive: "This essentially gives
the product design protection beyond that intended by
trademarlk law. Froviding protection for a product design
berause its'mriginalit* matches the basis purposes of patent
and capyright law more exactly than that of trademark law,
which is concerned with protecting the identity of sources of
goods. "n. 54

The protection of a restaﬁranta interior and esterior
can potentially limit a competitor®s access to fair
competition, certainly if the.essential characteristics of

the trade dress encompass functional elements of product

design. The Taco Cabana Merican restauwrant motif can be
considered an Driginal'prmduct design; rathér than the
traditional packaging design: "Driginality is an essential
elemant for copyright and design patent protections, and a
distinctive product design should be evaluated under those
laws rather than undesr the inherent distinctiveness standard
applicable to trade dress. Applying the inherent

distinctiveness test under trademark law to protect product



design results not only in the prevention of unfair
competition but also in the prevention of any competition at
all irm a product deemed inherently distinctive." n.35

Foth the Fifth Cirguit refused to take the position that
Taco Cabana’s Mexican motif was a functional product design.
The Supreme Court ignDEed the guestion of functional product
design all together. The interface between a product design
and a product package was not explored in the Supreme Court
holding. Justice White merely restated the law of the -Fifth
Circuit: "Suggestions that under the Fifth Circuit®s law, the
initial user of any shépe or design would cut off competition
from products of like design or shape are not. persuasive,
Unly nonfunctional, distinctive trade dress is protected
under section 43{a). The Fifth Circuit holds that a design is.
legally functional, and thus unprotectable, if it is one of a
limited number of equally Effiﬁient'mptimnE available to
competitors and free competition would be unduly hindsred by
according the-design trademark protection.'n.Sé

IX.  CHARACTERIZING TRADE DREBS DISTINCTIVEMESS:
PERSFECTIVES ON TRADE DRESS LITIGATION

The Supreme Court did not dieclpse any standard
formula for determining inherent distinctiveness in Taco
Eabana. The case law before and after Taco Cabana does not

set forth a concrete standard for determining if certain

trade dress is inherently distinctive, yet the case law
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characterizes many of the overall aspect of the trade dress
used to determine the unigueness and distinctiveness of the
trade dress.

The jury instructions at the district couwt level give
some direction as to requirements for trade dress protection.
Both the functionality and distinctiveness instructions were
upheld be the Supreme Court, and are to somne degree model
ingtructionzs that may now be used in many Jjurisdictions. The
jury was instructed on functionality as well as
distinctiveress. The functionality juwry instructions were as
follpws: "The law allows the'cmpying of functional featuwres
in the public interest of enhancing cnmpetiticn...Even if.the
trade dress is made up of individual elements, =some of which
serve a functional purpose, the trade diress may be
protectable so long as the combination of these elements
which define Taco Cabana’™s trade dregs.taken is arbitrary. On
the other hands, 1+ you find that Taco Cabana’s trade dress
taken az a whole must be used by others in order to compete
in the Mexican fast—food restaurant business, then you should
tind that Flaintiff's trade dréssfia functicnai and not
rotectable.n. o7

The jury was also gi#an instructidn on how to determine
the distinctiveness of a trade dress: "Distinctivensss is a
term used to indicate that a trade dress serves as a symbol
af origin. If it is shown, by a preponderance of the

evidence, that Taco Cabana’s trade dress distinguishes its
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products and services from those of other restaurants and is
not descriptive and not functional, then vyou should find that
Taco Cabana’s trade dress is inherently digstinctive.'"n.S8

fA. Protecting Inherently Distinctive Trade Dress:
A Plaintiff's Perspective

Whern a plaintiff brings an action for trade dress
infringement against a defendant, the plaintiff has the
bur-den of showing their trade dress is inherently
distinctive, nonfunctional, and likely to be confused with
the detendant™s dress. A& plaintiff may also argue that i+ the
trade dress is found not to be inherently distinctive,
through its use in commerce, it has acquired secondary
meaning, and. thus protectable.

The plaintiff's claim that a trade dress is iﬁherently
digstinctive will center on a totality of the elements in
the-eve of the beholder test. The plaintiff must show that
taken as a whole, the elements of his trade dress:are
inherently distinctive. The Oxford Universal Dicticonary (3d
gd. ,Rev. 1963) definess "inherent" to mean existing is
something as a permanent attribute or guality. "Distinctive®
is detined as having the ability to distinguish,
differentiate or discriminate. When used together, the
commonly held term "inherently distinctive" trade dress
distinguishes a single sowce of origin for goods or services
from all other sowces of origin.

The trade dress when in the sve of the beholder, the

consumer for example, it is likely to be confused with an
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infringer. Thus the beholder being confused between the
sources of the products, cannot rely on the =arned good will
from previous purchases of the plainti+f’s products. There
are numerous Erade dress infringement cases that describe the
components in the test for the totality of elements in the
gye of the beholder.

The key component in the "totality test" many ﬁmurts
focus on is the likelihood of confusion component.
lLikelihood of confusion presumption may be made if a second
comer s trade dress- is likely to ceonfuse beholding consumer
with the trade dress of the first comer. Courts traditionally
view the elements of trade dresses not separately, but on a
comparative basis.

Some of the most direct language concerning the standard
{see Roulo infra) for distinctiveness comes from Accurate

Leather % Novelitvy Co. Inc., v. LTD Commodities., Ing-.,n.39

where..."the court finds that the trade dress is distinctive.
The overall test for distinctiveness is the overall
appearance of the product including its size, color
combinations, textureg graphics, packaging or other
features...the fact that common indistinct elements are
combined dpes not wundermine the fact that the combination of
these items is distinctive. The cmurt_%inds that although
fAocuwrate pursé has featwres common to other purses, the trade

dress taken as a whole is distinchive. ' n. &0



Inherent distinctiveness can be somewhat defined from

the language of Grey v. Lampbell Soup QQ.,n.éi "the strength
of a mark loosely refers to its inhereﬁt distinctiveness
relative to the other marks in the field and to the level of
tecognition which is caused by.that distinctiveness. A
variety of factors go into the ﬁtrength of a trademark
including its inherent diafinativenesag duration of produce
use, volume of product =old and amount of advertising.'"n.bZ
The most typical cases in trade dress disputes appear to
follow a totality of elements in determining trade dress

Sheen Produckts. Inc.. v. Bevlon,

distinctiveness. Irn Sof
Inc.,n.&63 the court analyﬁed the tntaiity of the trade dress
elements under the Illinois antidilutian.gtatﬁte. n.&4 Sotft
Sheen has shown that its bright yellow and red trade dress is
distinctive, and that Revlon’s use of its Creme of Nature

container dilutes that distinctiveness."n.as

i

In CFC International. Inc., v. LCaribe Food Dist..n.6é

plainti+f CPC totality of trade dress was found distinoctiwve,
"CPC claims the Mazola corn oil label and trade dress are
*distinctive® and consist. ot the following eleménta; {a) A
vellow jug—shaped bottley (b)) a green screw—on capi; (<) A
iabel, consisting of a vellow, white, gresen and red color
scheme. .. "n.b67

The determination of a trade dresses inherent
distinctivenesss is made on a court by court basis, and mavy

not always be uniform in the trade dress decisions. Some
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cauwrts are unable to separate the viswual effect of the trade
dress from the advertising associated with promoting the

product. In Qlay bompany, Ing.- v- Cogocare Products,

Inc. .68 the court characterized the trade dress as "....a

pink backaround and a blach tombstone design cartouche in the
center of the front display panel. However, it is impossible
to separate the strength of Olay’s trade dress from the
impact of its advartisiﬁgﬂ which the evidence shows has had
the =ffect of making the trade dress distinctive and
menairable in the mine of the puﬁlic. OGlay"s trade dress has,
therefore, through this massive advertising, acoguired
spcondary meaning in’that the public has come to associate it
with a particular source."n.&%

B. Protecting Inherently Distinctive Trade Dress
A Defendant’s Ferspective

The majority of arguments opposing a plaintiffs
assertion that a tréde dréss is inherently distinctive, and
that a defendant is infringing, will center on several
themes. A dafendant will aften claim the trade dress iz not
inherently distinctive bt iz functional, and therefore not
protected under the Lanham Act. 4 defendant may: argue that a
plaintif+'s trade dress protection is overreaching,
%uncfimnal, and excludes fair competition; and a defendant
will wuswally claim that there is no substantial likelihood of
confusion between their trade dress, and that of the

plaintiff.
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The basisz of the Appellants argument before the Supreme

Court in Tacno Labana was that the Lanham Act protects trade

dress, not restadrant concepts, and should not he used to
hinder legitimate competition. Fuwther, the counsel for Two
Fesos argued that Taco Cabana’s "trade dress® is not
inherently distinctive, but functional. Two Pesos argued:
"“..T[Ctlhere is a world of difference between the concept of
a fast food Mexican restaurant using Mexican decor and a
protectable trade dress, inherently distinctive and
associated in consumers” minds with a particular source. A
concept cannot he effectively monopolized under the Lanham
Art: a trade dress can. As the trial unfolded in the present
case, the evidence revealed that Taceo Cabana was attempting
to protect merely the concept of a fast food Mexican
r@stauraﬁt using Mexican decor, not a trade dress.'n.70
Although this is the prevailing defense argument, in Taﬁm
Cabana, the Supreme Court upheld thea jury instructions as
proper, and therefore upheld the jury’s ftindings.
VII. CONCLUSION |

Trade dress describes the colors, designs, and Eymbniss
uéed by merchants to distinguish their product or service in
the eves of the consumer. Section 4%2(a) of the Lanham Act,
15 U.5.C. @ 1125¢a) (1983, "affords a civil action for a
party injured by a competitor®s “false designation of origin’
on its product.

For trade dress tao be protectable it must be non-

-
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functional, be inherently distinctive or have secondary
meaning. Frior to Taco Cabana, the Circuits were not uniform
on the dual reguirement of distinctiveness and secondary
meaning. After Taco Cabana, if trade dress is inherently
distinctive, it need not have secondary meaning.

Trade dress distinctivensss appears to be decided by a
"totality ﬁf elements in the eve of the beholder test."

The case law applies the overall aspect of the trade dress
and determines the unigueness of the trade dress. When a
plaintiff brings an action for trade dress infringement
against a defendant, the plaintiff has the buwrden of showing
their trade dress to be inherently distinctivé,
nonfunctional, and likely to be confused with the defendants
dress.

A defendant will.mFten claim the trade dress is not
inherently distinctive but is functional, and therefors not
protected under the Lanham Act. A defendant may argue that a
plaintif+°s trade dress protection is over reaching, and
excludes falr competition; and a defendant will usually claim
that there is né substantial likelihood of cmn?usicn between
their trade dress, and that of the plaintiff.

The determination of a trade dresses® inherent
distinctiveness is still not uniformly detined. Application
of a "totality of elements in the eve of the bhehalder
test,” on a case by case basis, will be the method many
jurigﬁictinns will use in determining inherently distinctive

tréde dress.
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