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Why own patents?
0O

United States Patent | 111 Patent Number: 5,925,907

1. Forcefully keep others e

[54]  SEMICONDUCTOR DEVICE INCLUDING
TRANS

SISTOR WITH COMPOSITE GATE L Hapan
STRUCTURE AND TRANSISTOR WITH AE Hapan

from encroaching on

your proprietary

[22] Filed Sep, 27, 199%

130] Forvign Application Priarity Data

technology or your P
markets

2. Use as a retaliatory
weapon if others charge pe 1 7]
you with infringement

3. Generate hard cash or
leverage your business
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Monetizing patents before 1982
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Monetizing patents in the last 25 years

* Rise of the knowledge based economy
* Rise of patent enforcement
 Dramatically increased patenting around the world

* Monetizing portfolios — sometimes for large
amounts of money
— Return on R&D
— Competitive weapon ~ cost of doing business
— Profit enhancement

 Emergence of “trolls”

e Legislative, judicial, procedural reactions
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Corporate changes in the last 25 years

e |PIs an asset

* Financial return must now account for
— Operational results

— Optimal management of IP |
— Strategic initiatives S ’TV /

— Monetizing -

.

« Fiduciary responsibilities N
— Address IP issues ‘
— Approve sound and reasonable IP strategies
— Fix responsibility and accountability
— Be proactive: invest executive time and drive the program
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Alternative uses of patents

4#9

%‘ =
e The three reasons for ’

Owning patents can be Exclude License
captured in two broad Others Others
categories:
— Prevent others from

using your

technology

— Invite others to use
your technology
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Playing defense — “Exclude Others”

 Through cease & desist letters m

 Formal letters of infringement

o ] _ _ _ _ Patent
 Litigation against third parties - License
You retain for yourself . . . —

e The better functioning product

* The lower-cost manufacturing
method

* The exclusivity of a market
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Playing offense — “License Others”

e For many reasons, you may choose to
license patents to others

— Make money

— Generate a return on R&D

— Counter-balance another portfolio
— Business venturing
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Playing offense — “License others”
« However:

— To say “patent licensing” is not m

definitive enough

: : _ Patent
— There are two types of patent licensing * License
and they have different objectives —
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Offensive & defensive
licensing

e You hit me first! Using
your patents reactively to
counter charges of
Infringement from others

Force them to settle for A 9aresso; /4 y
little or nothing o

 Look at what | have.
Asking others to license
your portfolio for
something in return
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Proactive licensing

« Don’t you want to use this?

a.k.a. “Carrot” licensing — you
have a new technology of
interest to others

Exclude ' License

Others Others

e Hold on! | own that. B R
You know others are already SO /
using your technology and you | W
want to “strongly encourage” “TeCQ“y”O'O 7 fosert
them to take a license Licensing’ Rights
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Assertive licensing

=1
: 3=
 I'm sure you will agree '
... Send a letter ’
. . Exclude License
suggesting they will want Others Others

to license your patent

e Pay me...orstop... React to License
" . - an Proactivel
or ... a.k.a. “Stick Aggressor -
licensing
|nf0rm a thll‘d pal’ty yOu “Technolo Assert
. gy Your
know they are using your icensing’ Rights

patented technology and
a license Is necessary

' / Aggressiv

Softly ely
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Soft approach

« Companies receive these
letters all the time

* They likely ignore the
situation as long as possible

 They politely respond
(reduce the chance for
willfulness / now
recklessness) and wait for
the licensor’s next move

 The Alamo only with infinite
food, water and ammunition

©2007 International Patent
Licensing Company

Exclude ' License

Others

React to
an
Aggressor

Others

License
Proactivel

y

“Technolo

gy
icensing”
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Assert
Your
Rights
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4 ! Aggressiv

Softly /
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Aggressive approach T

=

—_———

=
* You believe yous@tents ’
Exclud Li
are being infringgd ,» SRR

* You will defggmjy patents

° YOU W p05|t|0n React to License
P tivel
of |nfr| L e
truction

“Technol A t

\‘\ Engmeerlng | ecgy'f" ° ijj{

itigate if necessary s -

e o
softy 7 AOgressv
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Important questions for patent holders

* Isthere an IP strategy in place?

— Other than filing patents to protect your technology.

— Can you show where it is written or is it just understood?
* Are you doing technology licensing?

— Are the revenues received adequate? Optimal?
* Are you defending your product and market space?

— Will you litigate if necessary?

« Are you foregoing revenues from royalties where your
technology is already benefiting others?
 Does anyone appreciate your IP position?
— Are they altering business strategies because of it?
— Do the analysts understand?
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Why are these questions important?

e There should be an operational interest

— Maximize what opportunities there are in the
market

— Protect the market
— Grow the market

— Provide financial flexibility
— Optimize technology licensing revenue
— Optimize assertive licensing revenue
— Fund R&D, product development, capex . . .
* You want others to like you
— The investment community
— The entity that might buy you
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Patent licensing space

COMPANY
PATENT
LICENSING
MARKETS

CORE SPACE

SECONDARY

The application SPACE

of XXXXX

TERTIARY
SPACE

PATENT PATENT PATENT
FAMILY FEAMILY FAMILY

|
PATENT PATENT PATENT
EAMILY FAMILY FAMILY

©2007 International Patent Anatomy of Assertive Licensing
Licensing Company

PATENT PATENT PATENT
FAMILY FAMILY FAMILY

Page 17



IPLC

International Patent Licensing Co.

Map the f
Strategy ' COMPANY

PATENT
LICENSING
MARKETS

Exclude License
Others Others

React to License
an Proactivel
CORE SPACE A ggressor y _CONDARY

The application
of XXXXX SPACE

TERTIARY
SPACE

“Technolo Assert
gy Your
[ Rights

PAIENT ‘ Aggressiv

FAMILY

ely
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It Is not all good news

« TIME: Assertive licensing may take a long time
— Does not fix next quarter’s profit issues
— It’'s not as too late now as it will be later
« COST: While “opportunistic” technology licensing costs
little, assertive licensing costs significantly more
— Staff (maybe)
— Management / board focus
— Qutside help: licensing, legal
— Other program expenses like travel
 RISK: Litigation
— You must be prepared to litigate
— Every time you file litigation, you put your patents at risk
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The value of patents to patentee

Base Case
Revenue 100,000
Cost of Revenue (50,000)
Gross Profit 50,000

Operating Expenses (50,000)
Operating Income (5,000)

Enhanced Case

Revenue 100,000
Cost of Revenue (50,000)
Gross Profit 50,000
Operating Expenses (50,000)

Net Licensing Royalty 10,000
Operating Income 5,000

This is the model everyone understands

©2007 International Patent
Licensing Company
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The value of patents — look deeper
Sales & Profit - Base Case Sales & Profit - Enhanced
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The value of patents — look deeper
Sales Cases Compared Profit Cases Compared

- Improved operational results
- Technology & assertive royalties
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SO, HOW DOES ONE
SUCCESSFULLY
ASSERT PATENTS AND
REALIZE A RETURN?

Anatomy of Assertive Licensing
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What Is an assertive licensing program?

The process o f evaluatin ga _ mmunmmmmnununpmnmnmnmnmmm
portfolio of patents to find those  ~s==ss——  zz= =
that have a strong potential for BECEL. e S

| BT R 140934 14071216, [57] ABSTRACT
1

151] iobd of Giasch A banding 100l 10 temsicn and Jock &

licensing** and successfully SeERALS GREmEiege
granting one or more third S rossaeT
parties a patent license

***Strong potential for licensing” means
there is at least one patent believed to
be infringed
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Four principles of assertive licensing

In high-tech, there are so many charges of infringement
that companies become numb — it is no longer
practical to respond in the same manner to all

Principle 1. Propare A lal licensees why you
have co ] agree to a ligense (including
docume ' )

Principle 2: alty with a
method QENPECERiE itions, not
courtrooPSER s, -

Principle 3: |A. ; essful negotiation requires advocacy and
inteqrity:, { N\ A

S

Principle 4: |'H ‘\_ differencesia m decisions — as
with products\amd marke 6 sk and return
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It looks easy and
but it can be more

straightforward . . .
- complex than expected
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Program methodology — a process of reduction

Five Phases

<

Licensees 1 through n

Evaluate Por I.‘tate Action

©2007 International Patent Anatomy of Assertive Licensing Page 27
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Principle 1: Prepare to explain to
potential licensees why you have
concluded they should agree to a
license (including documents proving
Infringement)

©2007 International Patent Anatomy of Assertive Licensing
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Program methodology — searching for patents

1. Patent prospecting
2. Preliminary review
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Patent prospecting

Michelangelo is to have stated
something to the effect that he
did not create a sculpture —

he removed the stone that is
not needed so he could see
the sculpture within

©2007 International Patent Anatomy of Assertive Licensing Page 30
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Patent prospecting

It is NOT about finding valuable
patents

It is about ignoring low value
patents

 The goal is to reduce the number
of patents for detailed evaluation

e Set aside
— The trivial
— The almost obvious
— The insignificant market
. ... until patents with potential are
visible

©2007 International Patent Anatomy of Assertive Licensing
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And, forget “Rembrandt in the Attic”

There may be several
Norman Rockwells

INn the file cabinet

Find and move them through the
process as quickly as possible
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Patent prospecting —the second misconception

You should focus your efforts on non-core
patents and protect core patents

e Question: Are you doing the right thing by not investigating
whether companies — in your industry and outside your
Industry — are using your technology and you are not doing
what you can to learn this?

 There are better strategies than saving core patents for
defensive use only (when someone attacks you)
« Core patents will always be there for defense
— Licensing them eliminates problems or generates a return
— If not in your industry, at least consider outside your industry

©2007 International Patent Anatomy of Assertive Licensing Page 33
Licensing Company



IPLC

International Patent Licensing Co.

Patent prospecting is the start of the process

1. Patent prospecting

e Group patents according to similar 2. Prefiminary review
technologies

 Reduce number of patents
e Qrganize for assignment to experts
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Patent Categorization Example

XXXXX Patent Portfolio Analysis

Patent Categorization

Table 1: Summary of All Patents (sorted by Patent Number)

INSIDETEC! INOLOGY

Filing Date |Issue Date

# 53::;'; P’[i)oa':te‘/ Subject Patent Type | Rec. Reason Comments
1. .)(}00'{29? Jan-25-83 | Mar-9-85 | Jul-19-80 |Device leads made with tabs to Packaging Yes |Method for soldering looks simple,
increase solderability during circuit iwill be easy to find if itis used.
board mounting
A 1I-25-87 | PWM Modulator Circuitry No |It would also be a challenge to prove |Analysis would be complex and time
# Patent FiIin( Rec T @
Number
1 POCOES7 Jan| Yes |Method for soldering looks simple, B
will be easy to find if it is used. —
e
2 POOX847 Jul-|  No |1t would also be a challenge to prove |Analysis would be comple
if a triangular wave generator exists. |consuming
5 [}00906 May-6-92 | Sep-19-93 [! ]
of two sets of read crcuits (sense |derected cells mapping Is typicaily presencefabsence of party bits and
Amplifiers) and correcting circuit. limplemented in memory controller double read circuit for each word.
ii:PU software.
6 POOXX594 Apr-20-93 | Feb-13-94 | Sep-25-90 |Ferroelectric capacitor for non- ‘ Process Maybe iF’mbablv used by X000 KOs FRAM device.
volatile memory device. |

20 June 2007
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Patent Categorization Summary

20 June 2007

Statistical Summary of Patents

INSIDETECH MOLOGY

Page 1

Patent Category

Initial Number pf
Patents

Patents to Cat,

Patents to Review

Analog 81 61 50
Audio 32 19 18
Digital —RO_ 25

<Eisk Drive 14 7 2 —
ESD i
Power Supply 29 22 15
Video 31 15 8
Layout 16 12 12
LCD 21 S5 2
Memory 31 13 3
Packaging 141 56 11
Process 226 87 55
Processors & DSP | 7 3 G
System 45 3 2
Total 742 342 204

Anatomy of Assertive Licensing
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Summary cross-categorization

Applications
~ ~ ~ ~ R <
Topics Non-— e AM| NVM other 1 hop | comms 'Mmaging/ High Ty,
Specific Memory Display | Power
# of Patents 743 520 369 467 106 342 29 98 | 214
ADC h 53 52 1
Address path h 46 1 41 31 34
ALU h 35 1 32 2
Amplifier - Data h 28 21 4 4 3 1 1

Applications

Other ™ p
Topics DRAM NVM DSP
Memory
# of Patents 520 369 467 106
ADC A 53 52 1
|

Address path 46 1 41 31 34
ALU h 35 1 32 2
Amplifie = - N 28 21 4 4 3 1 1
Amplifier - Output 44 37 4 1 1 3
Amprrer=rowWer h 36 14 22 6 1
Amplifier - Comparator ‘ 15 14 1

Memo:y systems ) 82 24 13 11 12 23 1 15

Misc h 148 55 5 2 3 8 20 4 4 54

Pad Protection 33 20 2 1 9 1

PLL ) 27 21 4 2

Process h 95 39 14 5 7 7 1 33

Redundancy 73 69 61 66

Reference - Current 28 26 1

Reference - Voltage 36 28 5 4 5 1 1

RF - Building Blocks ) 70 2 66 1 2

RF - Demodulator 33 31 2

RF - Modulator 17 17

Sensing h 57 2 34 27 37 3

Signal Processing h 116 9 11 26 23 49

Switch 57 16 5 33 3

Testing/Configuration 173 57 93 83 81 7 2 1 7

Voltage - Converters h 34 11 23

Voltage - Regulators A 27 15 2 1 1 9 1

Voltage - Supply from RF 9 4 5

Voltage - Supply systems 41 14 11 7 7 3 3 7 1

Number Sorted 2195

Semiconductor
9 insights™

20 June 2007 Anatomy of Assertive Licensing Page 37
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Preliminary review — the first major milestone

« Each remaining patent is read and 1. Patent prospecting
understood

e Claims are examined in some detall

o A patent summary is prepared
— The invention
— Problem solved
— Claim limitations
— Type of patent (apparatus, method)
— Technology used (CMQOS, microcode)

— Applicable devices (cellular base stations,
memory chips)

— Other patent data (inventor, priority date)

2. Preliminary review

©2007 International Patent Anatomy of Assertive Licensing Page 38
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Patent Review Example

Patent Summary CHIPWORKS Rating: | A1+

United States Patent | Patent Number: | 3969706

Tombstone Data

Title: Inventors: Date of Patent: 13-Jul-76
DYNAMIC RANDOM ACCESS MEMORY MISFET |  [Proebsting T -
INTEGRATED CIRCUIT Green Date of Filing: 08-Cct-74

Assignee(s): ;Mostek ]

Devices it might — |

re ad O n Indepandent Claims: |1 2.456.781011,1213.1516.17.18.23 |

Scope of Pa Type | Circuitry

Circuits Devices JIechnologies
Clock Generators DRAM NMOS

Clock Timing Circuits Multi-port RAM Net Specific
Data Input Path VRAM

Decoders, general Wide-word Memory

Mot Specific

Analysis of Patent

Subject: [The RAS/CAS patent. A fairly complete description of the Mostek MK4096 most significantly claiming the concept

mutliplexing the row and column through the same pins.

DgEign Problem: [An improved DRAM. Specifically a design which can use a smaller standard 16 pin package. Alsc a DRAM with a
high speed column access mode (Page mode). Maximizing efficiency while reducing the pin count for a DRAM.

Limitations: [Most of the claims require multiplexed addresses.

Comments: [This patent contains the original proposal to multiplex both row and column addresses over the same set of pins. |
from the realization that the column circuitry cannot (usefully) be activated in DRAMs until well after the start of the
Furthermore, row addresses need not be static but can instead be latched on-chip at the start of the cycle. The d
iof latched, multiplexed addresses continues today with new DRAM interfaces.

Most of the circuits for the MK409E are included in the disclosure. Claims 1 and 3 are the RAS /CAS multiplexed address
specification described in detailed patent language. Claims 4 and 5 are the same thing very briefly and broadly described.

Subject, Design

(Claim 6 describes an extended data cutput hold technique.

P ro b I I I I ] ‘Claim 23 begins the cutput contral method which builds into page mode operation with the addition of claim 30.
H H H Many of the other claims detail pieces of the RAS/CAS specification. Some additional space is given to describing prehistoric
I I l l Itatl O n S’ versions of Schroeder clocks and DRAM sense amplifier schemes circa 1974,

This is cne of the most significant DRAM patents ever issued.

Comments Rating: (K= Frably Seed 5y s

1-> Analysis is straightforward
+ -= Known prior art is not a concem

Analyzed by: [Terry Ludlow

20 June 2007 Anatomy of Assertive Licensing
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Patent Review Example

Patent Summary

|United States Patent | Patent Number:

Tombstone Data

Title: Inventors:

DYNAMIC RANDOM ACCESS MEMORY MISFET | [Proebsting
INTEGRATED CIRCUIT

Clock Ti Circuits

. wy ] 0(\
A\ O 18 W O- 0"

Dot ecifi
Inft . Vi ‘v
Giﬂgeneml 6 word Memory “
el Specc A\ m _“G_
Anal f ateno' ‘\
éﬂ The RAS/CAS patent. ete ddkcription of the Maostek MK ly claiming the concept of

mutliplexing the esses through the same pl

esign Problem: An improved D ||ya design which ¢ a8 smal d 16 pin package. Alsoa DRAM with an improved |
peed colu 55 mode (Page modw effici ile reducing the pin count for a DRAM.

‘ .

2

‘a mWPlex both row and column addresses over the same set of pins. It stems

from the realization i AYeannot (usefully) be activated in DRAMs until well after the start of the row cycle.
%sws gegdct be static but can instead be latched on-chip at the start of the cycle. The development

of £ ddresses continues teday with new DRAM interfaces

fhis patent contains the origig

lorthe MK&O!QS ale incluy the disclesure. Claims 1 and 3 are the RAS /CAS multiplexed address
Celms 4 and 5 are the same thing very briefly and broadly described.

Claim 6 descrlbe's an e echnigue.

elhod which builds into page mode operation with the addition of claim 30.

|ms d il pieces of the RAS/CAS specification. Some additional space is given to describing prehistoric
der clocks and DRAM sense amplifier schemes circa 1974,

is one of the most significant DRAM patents ever issued.

A -> Probably used by others
1-= Analysis is straightforward
+ -=> Known prior art is nol a concem

Analyzed by: [Terry Ludiow

Y

N\
N/
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Summarize and Report

Sorted by: Technologies

18-Aug-03
Technologies Patent Number Assignee(s) Title Rating
CHMOS
4849169 [METHOD OF MAKING A MEMORY CELL | c=zt
18-Aug-03 - =
ve Sorted by: Technologies
Technologies Patent Number Assignee(s) Title Rating
CMOS
4849169 METHOD OF MAKING A MEMORY CELL c2/
5011287 PRODUCTION OF AN INTEGRATED CELL C3/
m@)
4624364 PROCESS FOR JUXTAPOSITIONING OF AN INTERCONNECTION Alf
LINE ON A CONTACT HOLE OF A CIRCUIT
Drv Etching
4624364 [PROCESS FOR JUXTAPOSITIONING OF AM INTERCOMNECTION AlS
LINE OMN A CONTACT HOLE OF A CIRCUIT
Embedded EPROM
5696918 [DEVICE HAMING AN ERASABLE MOM-WVOLATILE B2/
MEMORT
Eloating Gates
4851065 [PROCESS FOR A MEMORY CELL [ car
5138173 [NONWVOLATILE STORAGE CELL T
Sate Dielectrics
5138173 [NON-VOLATILE STORAGE CELL [ car

20 June 2007
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Preliminary Prior Art Research

He ||:|

Window

Patent Reporis Opftions

Projects & Patents Patent Review
" | Title 4 | # Patents | Project Date | Acct Mar US 5,244,833 - M
i : | —- T electrode using a
| » B 1st Project 13|Jan 24, 2007  |Jason White

grn.! Patent ... 4 | Title | Date & _SI Rating

Rating: C - Limiter

i iUS 5,124,780 Conductive contact plug and a method of forming a conductiv... Jun 23, 1992
ELJS 5,202,197 Data processing device having an improved manually operated ... Apr 13, 1993 e
% LIS 5,244,832 |Method for manufacturing an integrated drcut chip bump ele... |Sep 14, 1993 A method for mal

j EUS 5,250,459 Electricalty programmable low resistive antifuse element Oct 05, 1993
'US 5,282,158 Transistor antifuse for a programmable ROM Jan 25, 1994
' Collect :J | Collect Project .|
Patent Data
WUEC Il Detais | Parties, Priority & Continuity
I.mSIGHTS\aadal S5XSuperSemico | 1.2.1.31 / 1.2 | Jan 26, 2007 04:07 | Ready...

preferably a semic
where connectior
bumps connectec
solder stop layer ¢
fayer further comy
which uses only ©
integrated circuits
Thus, thereisan
wafers and allows
the same substrat

| May 24, 2007 |

i

20 June 2007
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Program methodology — markets

3. Analyze markets
4. Consider possible
infringers

5. Evaluate licenses

©2007 International Patent Anatomy of Assertive Licensing Page 43
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Analyze markets — think like a venture capitalist

3. Analyze markets

e Match potentially valuable patents from e posable
the patent review with product markets 5. Evaluate licenses

« Develop an initial list of potential infringers
e Continue reducing the number of patents

e Determine feasibility of investing in this
program

©2007 International Patent Anatomy of Assertive Licensing Page 44
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Research potential licensees / analyze existing

I | C e N S eS 3. Analyze markets
4. Consider possible
] . . . . infringers
« Refine the list of potential infringers 5. Evaluate licenses

e Determine any conflicts
— Joint ventures, suppliers, customers

* Analyze existing licenses — the source of many
surprises
— Who is already licensed

©2007 International Patent Anatomy of Assertive Licensing Page 45
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Program methodology — products

6. Evaluate infringer
7. Match products and patents
8. Improve patent position

Evaluate Por

©2007 International Patent Anatomy of Assertive Licensing Page 46
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Collect market research on potential infringers

6. Evaluate infringer

« Collect published market and S
revenue information

* Review technical publications
« Evaluate patenting activity

©2007 International Patent Anatomy of Assertive Licensing Page 47
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Patent-Market Matrix Example

Sample Patent / Market Mapping

Table - 1: Market Res

Company

Company A

| WY, COMPA)

INSIDETECH NOLOGY

3roduct§

Wel

Company B

Company C

Company A

C Eeven ued

(U.S. Dollars)

Listing of major products

Company B

1999 Annual Sales
2000 Annual Sales
Product family A - $
Product family B- $
Product family C - $

Listing of major products

Company D

Company E

Company C

1999 Annual Sales
2000 Annual Sales

Listing of major products

Listing of major products | Not available.

[ Product family C - §

1999 Annual Sales
2000 Annual Sales
Product family A - $

approximately 170
employees.

Small company,

20 June 2007
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Map patents to products and processes

» Read patent in detail — become an 6. Evaluate inringer

7. Match products and patents
expe rt 8. Improve patent position
— What was the novelty of the
Invention?

— How are the claims limited?
— Could there be prior art?
e Map patents against products

 |dentify specific products and/or
processes for reverse engineering

 Continue the reduction in the number
of patents

©2007 International Patent Anatomy of Assertive Licensing Page 49
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Patent-Product Matrix Example

XXXX re: XXXXXXXX
Patent Product Matrix
(All Patents Sorted by Patent Number)

JOLOGY

C nt
ttem | Patent SN Patent priority [ L | Method of e L TR G T AL
# Number Sub-category Date g Analysis Product 1 Product 2 Product 3
1 | XXXX.415 | EEPROM system with bit | Digital - Memory| Sep-13-87 A2/ DAW OO OO K XXX (such as Circuitry is fairly easy to find and RE
error detecting function (controller with the X000 2000 but analysis of the error detection
embedded Flash) mixed signal operation may be more complex.
- Device Number and Type
Ite Patent : &
Patent Subject
z X Number XXX Product 1 Product 2 Product 3
em
415 | EEPROM system | oo g HHX XXXXX (such as
. controlier wi S v v w v v v.v.y
erreroet function ) .
9 embedded Flash) mixed signal
3 X 4 XXX . troll
et microcontroller)
emb
4 X fle’E- O HKK XKAKHKHK KK XXX X K(such as
" = Y F
2 | X, XXX543 Control circuit for I RE (controller with the XXX XXXXX
EEPROM embedded Flash) m!xed signal
microcontroller)
5 XXHX,500 Constant-voltage Analog - Aug-25-93 B1/ Analysis of |20 X000 POOK HHAKHX K HIHAN, The patent is a very straightforarard
generation circuit General CARs, DAW |PWM Controller Linear Regulator Battery cell charger  |Voltage Reference circuit. It has
DAW been re-rated to B1/as some X0
circuit analysis reports were
investigated but no applications have|
been found.
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International Patent Licensing Co.

Improve patent position

6. Evaluate infringer

» Identify areas that will benefit from 7. Match products and patents
targeted patenting

 Make suggestions for specific claims
In continuations and divisionals

8. Improve patent position

This takes time to realize benefits

©2007 International Patent Anatomy of Assertive Licensing Page 51
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Program methodology — look at products

Evaluate Por

9. Match claims and products
10. Prepare claim charts

©2007 International Patent Anatomy of Assertive Licensing
Licensing Company
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Reverse engineer and analyze products

e Take products apart and evaluate them 10. Prepare claim charts

* Photograph, diagram, document the products
« Extract the apparatus and analyze the method

* Identify every element of a claim within the
product

©2007 International Patent
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Reverse engineering and analysis

metal 2 —]

metal 1 —

AccV  Spot Magn  Det WD F——— 2m
200kV 40 8000x SE 105

2.1.0 Close-Up SEM Cross-Section of Thin Film
Resistor of Device

20 June 2007 Anatomy of Assertive Licensing
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| passivation
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Global Intellectual Strategies

Firmware Code Disassembly o5

Get. \""Smart

lobal Intellectual Strategies
Lok
. Call function. at P _ :
address valuz Operands  eddess 0xBal address Insix ‘Operands
A T 7 —_——
e _Eemgin FuresiLon
P 'ox-s,nsncu.-; =2 L4, Ba] — | oxooooosan | dxeszadoonl _g-. - stmfd =131, [x14}
e on-moon?:q it e Ox00000944 | oxelaszsos! B, - mev £3,E3,1al #16
e OO0 BT - IDx-mDDIle| Swade oxoc000948d omemoogooz! (... bl ox958
1 T ox0000094c] oxeboooozal :... bl oxade
1 | ox00000950] oxemoonoon ! ... : Bl oxSES
! | =009 54 JI OxeSkBABDOD ) . ... = Letmrel =131, [p=}
t
| begin fasmkerion | and fonokion
CROD0C0ELe: | ORaS2A4000]| 8-, atmfd Call Femction at 1 |
131, (=14} | [ address 0x558 | hegdn SEnpedon
e, 1T R E L BT TOPS, 1. 1.5, 5. T B : Bl DxSEa OxOCO0095E | Oxad2A4021 | 'A-. = stmfd =131, {20, =5, 214] 4
00000052 : | Oxak000084 | . _ Dmade OxOCO009Se ) ORa3a0S00E | .P.. 2 s =5, #8
Cx000C0EZE : | Oxek00000al . : Bl OxSEg O=0C000950 ) ORaI3al006E | o. .. = A =0, FOxEE
Ouoe 00 082 oxaooonazl B ' Bl Dm e OxOC000354d ] Cealbl3083 | .0.. = me =3, =23 1sl #1
Cx0O000S3E0 : | Oxaroosoos | . _ OxS5a 0xO0000SSE ) OxIa000000 | ... = Lo oxST0
o000 EIe34 : |oxa00nnan | 1 Bl Dxm3e Dm0 0095=y Ona3ali0ds | BE. .. = = =0, FO=xdE
0R0000093E : |oxak00000s! 1 Bl oxSsa 0x0C000STO Y CovalsO0003: | ... = b1 Dxabd
0000 Ee: | OxaBhdE000 -t 1kl OxO0H005TA | OwaZSSE00L| PO, = sula =5, 5 #1
=131, (ped | 1 0=OCO00STEY ORlafffefe| ... = e DEHED
| end functhon 0xO0C0009Ta] CReShABO2L| 1. .. 2 Letmrel EL3T, (20,25, pa] -
} | end functlon
1 I | |
1 ! Call fancticn at addmass Ix0B | begin fusbbion
} 1 P OxOO0009E0 ] Oxedzadozol B-. - stmfd =131, =5, =14} ¥
OR00000EEs: |OnasSd3004] : 1= 3, [e4,#4] 0=OC0009Ed ] CrelalS00E]| (P.. = s =5, 3
0000 00Ee Oxek00 Clae | se 1 Bl RSB —— ox000009EEd omelsczazz! ke, e EZ, 23, lax B16
Cx0O000Ead : |Oxeboonodal L bl DxaSe ox0c0009esd Oxakoogoos | (... Bl OxSES
Cel00DDEcE IEll5£l_35£!1! AE.. 1ele £33, 0x0C000=10 OmO0000550 ) Oxelaozoos! (oo, = e =3, =8
;= #Om00S0Tdea | ox0C000954 ] oxewogoooT! (L. Bl OxSES
t 0xO0000358 _Des 11,7 Ll =131, (=5, pa] -
1 dmd.lfu_nc'r_im
1
Ir——— - ——————— == —_— 1
“1 Instruction code stored in I ———————————— -
. PPN
: Flash 1 Load and Store Multiple to
———————————————————— ! preserve and restore the
processor state during a
procedure

BT &l
—
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Logic Analyzer Signal Testing

Get Smart
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w »
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Prepare infringement documents — milestone 2

9. Match claims and products

 Formally document the results of 10. Prepare claim charts
reverse engineering

— Claims charts
 Even more patents are eliminated at this step

 Form a reasonable basis for informing a third party
you know they are infringing

* This is the information most likely to convince the
Infringer to accept a license

« Patent and engineering experts use this in technical
meetings

« Make this litigation / trial quality

©2007 International Patent Anatomy of Assertive Licensing Page 57
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Document preparation — claim chart

Claim 1

10. Prepare claim charts

A thin film resistor for an integrated circuit comprising:

substrate means having a top surface;

insulating layer means formed on the top surface of said substrate means, said
insulating layer means having a top surface;

resistor layer means formed on and in contact with the top surface of said
insulating layer means opposite to the substrate means; and

contact means for making electrical contact with said resistor layer means,
whereby said insulating layer means between said substrate means and said
resistor layer means prevents diffusion of said resistor layer means into said
substrate means.

Claim 2

The thin film resistor of claim 1 further comprising a passivation layer means
formed on top of said resistor layer means, whereby said passivation layer

means passivates said resistor layer means.
N\ PN

20 June 2007 Anatomy of Assertive Licensing \I u
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Document preparation — claim chart

contact means

passivation layer means

insulating layer means

substrate means

2.0.0 Close-Up SEM Cross-Section of Thin Film
Resistor of Device (with Claim Annotation)

20 June 2007 Anatomy of Assertive Licensing
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This completes the technical preparation and
satisfies the intent of Principle 1
3% to 6% of portfolio

- IDOr‘ll.‘/

©2007 International Patent Anatomy of Assertive Licensing Page 60
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International Patent Licensing Co.

Principle 2:

Determine a fair and reasonable royalty
with a methodology suited for
business negotiations, not courtrooms

‘LICENSEE BUSINESS ANALYSIS 30.May.07

TOTAL
NOTE 2003 2004 2005 2006 2007 2008 2009 2010 2011 2012 2013 2014 2015 2016 2002-2016

[WORLD-WIDE SALES HISTORY

nsut
x Tn% Feoz Feb0o TG verson o o0l ks h Tolow g charges from e meetng 1
X s Apo2  Jan9s A0z SyncaEqual The L1 patent s gove bt e s are cared by th 66,
i1 Octs3 395 Octo3  Repertor Diler Handso ingaer bogns wi e otficason f e 656 — y 2002
lu1o JI00 W03 Wi20  Vector Moduator Basa saions o bogn Jly 2002
X e Sep00  May 04 Sep00  Auomatic Nam
SELECTED CURRENCY.
OLDER Cell Phones Sales (Willons 5) (@) 683 1280 $5062  $6196  S7673|  $7850  ssali  $970 i85 543 S22 61§31 $i6 535095
rcent infinge. 1000%  1000% 1000%  1000%  1000%| 1000%  1000%  1000%  100.0%  100.0% 10005  100.0%  100.0%  100.0%
NEWER Cell Phones Sales (Willons ) (2) S140  $4210  Se036  $14933  $30162| S57171 58600 $59573 66722 74720 8306 93740 104980 117568  775289)
Percent Ifinge 1000%  1000%  1000%  1000%  1000%| 1000%  1000%  1000%  100.0%  1000%  1000%  1000%  100.0% _ 1000%
TOTAL Cell Phoes Sales (ions) $1823  $5492 $13098 §21129 $3,7835| 955031 963911 $60543 7207 $74972 $33818 $9,3801 $i05020 Sil7e0.4 s811284)
"CAGR Oider 0407 63.1%] oV 5]
CAGR Newer (04-07)  41.3%| 12.0%
CAGRTOTAL (04:07) __20.1%| 1179
® Forecasied Growh Rale OLDER 0% 0% So0%S00%S00% 500 S00h_S00%
D) 0% 1ow  ow  120%  Toow 120w % taow 120w
[DIRECTINCOUNTRYSALES  |NOTE 2003 2004 2005 2006  2007| 2008 2000 2010 2011 2012 2013 2014 2015 2016 2002-2016
SELECTED CURRENCY.
OLDER Urits (Thousands) (¢) £ 26 83 i il 1429 961 104 112 & 3 1 10 5 7]
il s21  sis sue $120 sis| S0 Sl 8100 595 590 590 590 500
NEWER Units (Thousands) () 27 15 £ 5  1ga| 381 4288 4468 513 5900 6786 7812 8999 10375 60714
AP (@) S5 wol s S0 S1s| 210 $205  S20  $1o5  $100  sigs S0 S5 si70
U.S. a5 a Percent of Total Market (OLDER) _(¢) 0% 2B0%  260%  240%  220%|  200%  190%  200%  22.0%  240%  260%  27.0%  280%  300%  22.4%)
U.S. a5 a Percent of Total Market (NEWER) (0) 100%  100%  110%  120%  13.0%|  1a0%  15.0% 150w  150%  15.0% 150  150%  150% 1500 147%]
USS. as a Percent of Total Market (TOTAL) () TS 1a2%  l6@  158%  lagw|  1ame  153%  151%  151%  150% 150  150%  150% 1509 1519
OLOER (villons) () s205  s3so  sisie  sie7  siess|  sisT2  si09  S104  $i07  $58 S50 S1s %9 $05 58057
sitasi2 54 $1792  ss921| S04  $6790  $6936 SL00DE  $L1209 $12554 SLA061 SLST48  SLIG:
© S30  s7m0  s200  $3270  Sse09|  S9576  $9799  $o150 SLOILS SLI268 1286 SIA077 SLsTs7 SiTeds  sizz1so|
CAGR Ofger 0407 T0.9%| oV g
CAGR Newer (04-07) 49.4%| 12.0%
CAGRTOTAL (04.07) _29.2%| 1L6%
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Program methodology

3% to 6% of portfolio

Evaluate Por itiate Action

12. Formal notification of
infringement

13. Technical meetings

14. Business case development

15. License negotiations

v
Licensees 1 through n

©2007 International Patent
Licensing Company
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International Patent Licensing Co.

Notify the alleged infringing party

12. Formal notification of

o N0t|fy the infl‘ingel‘ by Ietter infringement
. . 13. Technical meetings
— How do we write this letter? 14. Business case development

15. License negotiations

 Identify specific patents and specific
claims related to the infringing activity

* Notification can begin the damages
period
« Avoid retaliation by infringer

©2007 International Patent Anatomy of Assertive Licensing Page 63
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International Patent Licensing Co.

Meet and discuss technical iIssues

« Do not “hide the ball” or falil to tell 12 Formal notification of
infringement
them What y()u be"eve 13. Technical meetings
14. B_usiness case d_evelopment
— Present and explain all claim charts 5. License negotiations

— Share the rational for claim construction
« Attempt to answer all questions
 Rebut arguments of non-infringement
 Rebut arguments of invalidity
« Parties will agree . . .
or agree to disagree . . .
on issues of infringement and validity ¥

©2007 International Patent Anatomy of Assertive Licensing Page 64
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International Patent Licensing Co.

Develop a business case

12. Formal notification of

* Analyze available information on infringement
. . . 13. Technical meetings
sales of infringing product 14, Business case development

15. License negotiations

* Project market growth in the future
e Estimate infringer’s future sales
e Apply multiple royalty rates

* Prepare for negotiating rates or lump
sum agreements

©2007 International Patent Anatomy of Assertive Licensing Page 65
Licensing Company



IPLC

International Patent Licensing Co.

Business case development — research

° PUb“C domain 12. Formal notification of

infringement
13. Technical meetings

- PUb“Shed artiCIeS 14. Business case development

15. License negotiations

— Regulatory agency reports
e Industry forecasts
— Purchased studies, e.g., Gartner
— Brokerage firms’ industry analyses
 Company published information

— Executives and marketers cannot help
themselves . . . they say very
Interesting things

©2007 International Patent Anatomy of Assertive Licensing Page 66
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Business case development — do it right

“I think you should be more explicit here in step two.”

©2007 International Patent Anatomy of Assertive Licensing Page 67
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International Patent Licensing Co.

Begin with market analysis and drill down

12. Formal notification of
infringement

13. Technical meetings

14. Business case development

15. License negotiations

EGES

{11

From market to product

To geography

To infringer

©2007 International Patent Anatomy of Assertive Licensing Page 68
Licensing Company



£

IPLC

International Patent Licensing Co.

Business case development — markets

W-W Mobile Subscribers

» Begin with market
demographics that
drive product
demand

» Example: The
world-wide
subscriber market
for mobile phones
will continue
steady growth

©2007 International Patent Anatomy of Assertive Licensing Page 69
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International Patent Licensing Co.

Business case development — product assessment

W-W Handset Shipments

» Tie demographics to
product volumes to
begin the process of
assessing the value
of a license

» Example: Falling
service provider and i
handset prices make n
communicating .
affordable to the
masses and
replacement easier

©2007 International Patent Anatomy of Assertive Licensing Page 70
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Business case development — geographical focus

Handset Shipments in Japan

» Tailor your business
case to the markets
of patent coverage

» Example: Growth
In Japan expected
to be limited as
handset
replacements
account for 88% of
sales

©2007 International Patent Anatomy of Assertive Licensing Page 71
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International Patent Licensing Co.

Business case development — the infringer
Infringer Sales Volumes
» Finally, show how
you use information
to assess sales by
the infringer

» Example: After years
of limits on CapEXx,
you now have more
freedom and a
product lineup that
supports increased
market share

©2007 International Patent Anatomy of Assertive Licensing Page 72
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Business case development — soft factors

 The mobile unit is rated highly by
reviewers such as . ..

o Credit Suisse Is raising Its
estimate of your . . .
« The Financial Times is reporting

statements by your Chief
Executive . . .

©2007 International Patent Anatomy of Assertive Licensing
Licensing Company

12. Formal notification of
infringement

13. Technical meetings
14. Business case development
15. License negotiations
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Model the past and future in some detail

|LICENSEE BUSINESS ANALYSIS

30-May-07
TOTAL
NOTE 2003 2004 2005 2006 2007 2008 2009 2010 2011 2012 2013 2014 2015 2016 2002-2016
WORLD-WIDE SALES I HISTORY
In Suit
X 338 Jun 90 Feb 92 Feb 09 | This version of the model makes the follow ing changes from the meeting in
X 732 Apr 92 Jan 95 Apr 02 Sync & Equal The '111 patent is gone but older handsets are carried by the '666.
111 Oct 93 Jul 95 Oct 93 Repertory Dialer Handset infringement begins w ith the notification of the '666 -- July 2002.
119 Jul 00 Jun 03 Jul 20 Vector Modulator Base stations also begin July 2002.
X 666 Sep 00 May 04 Sep 00 Automatic Nam
SELECTED CURRENCY
OLDER Cell Phones Sales (Millions $)  (a) $68.3 $128.2 $506.2 $619.6 $767.3 $786.0 $531.1 $97.0 $48.5 $24.3 $12.2 $6.1 $3.1 $1.6 $3,599.5
Percent Infringe 100.0% 100.0% 100.0% 100.0% 100.0% 100.0% 100.0% 100.0% 100.0% 100.0% 100.0% 100.0% 100.0% 100.0%
NEWER Cell Phones Sales (Millions $)  (a) $114.0 $421.0 $803.6  $1,493.3  $3,016.2| $5,717.1 $5,860.0 $5,957.3 6,672.2 7,472.9 8,369.6 9,374.0 10,498.9 11,758.8 77,528.9
Percent Infringe 100.0% 100.0% 100.0% 100.0% 100.0% 100.0% 100.0% 100.0% 100.0% 100.0% 100.0% 100.0% 100.0% 100.0%
TOTAL Cell Phones Sales (Millions) $182.3 $549.2  $1,309.8 $2,112.9  $3,783.5| $6,503.1 $6,391.1  $6,054.3  $6,720.7 $7,497.2  $8,381.8  $9,380.1 $10,502.0 $11,760.4  $81,128.4,
CAGR Older (04-07 83.1% 10 Yr. (08-16) -49.5%
CAGR Newer (04-07) 41.3% (08-16) 12.0%
CAGR TOTAL (04-07) 30.1% (08-16) 11.7%
(b) Forecasted Growth Rate OLDER -50.0% -50.0% -50.0% -50.0% -50.0% -50.0% -50.0% -50.0% -50.0%
(b) Forecasted Growth Rate NEWER 12.0% 12.0% 12.0% 12.0% 12.0% 12.0% 12.0% 12.0% 12.0%
DIRECT IN-COUNTRY SALES I NOTE 2003 2004 2005 2006 2007 2008 2009 2010 2011 2012 2013 2014 2015 2016 2002-2016
SELECTED CURRENCY
OLDER Units (Thousands)  (c) 93 205 883 1,239 1,468 1,429 961 194 112 65 35 18 10 5 6,717
ASP  (d) $221 $175 $149 $120 $115 $110 $105 $100 $95 $90 $90 $90 $90 $90
NEWER Units (Thousands)  (c) 27 145 332 815 1,824 3,811 4,288 4,468 5,132 5,900 6,786 7,812 8,999 10,375 60,714
ASP  (d) $425 $291 $266 $220 $215 $210 $205 $200 $195 $190 $185 $180 $175 $170
U.S. as a Percent of Total Market (OLDER)  (e) 30.0% 28.0% 26.0% 24.0% 22.0% 20.0% 19.0% 20.0% 22.0% 24.0% 26.0% 27.0% 28.0% 30.0% 22.4%
U.S. as a Percent of Total Market (NEWER)  (e) 10.0% 10.0% 11.0% 12.0% 13.0% 14.0% 15.0% 15.0% 15.0% 15.0% 15.0% 15.0% 15.0% 15.0% 14.7%
U.S. as a Percent of Total Market (TOTAL)  (f) 17.5% 14.2% 16.8% 15.5% 14.8% 14.7% 15.3% 15.1% 15.1% 15.0% 15.0% 15.0% 15.0% 15.0% 15.1%
OLDER (Millions)  (g) $20.5 $35.9 $131.6 $148.7 $168.8 $157.2 $100.9 $19.4 $10.7 $5.8 $3.2 $1.6 $0.9 $0.5 $805.7
NEWER (Millions)  (h) $11.4 $42.1 $88.4 $179.2 $392.1 $800.4 $879.0 $893.6  $1,000.8 $1.120.9 $1,255.4 $1.406.1 $1,574.8 $1.763.8 $11,408.2
TOTAL (Millions)  (9) $31.9 $78.0 $220.0 $327.9 $560.9 $957.6 $979.9 $913.0 $1,011.5 $1,126.8 $1,258.6  $1,407.7 $1,575.7 $1,764.3  $12,213.9
CAGR Older (04-07 -39.9% 10 Yr. (08-16) -46.0%
CAGR Newer (04-07) 49.4% (08-16) 12.0%
CAGR TOTAL (04-07) 29.2% (08-16) 11.6%

©2007 International Patent
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Develop alternative royalty scenarios

|LICENSEE ROYALTY CALCULATIONS

30-May-07|

TOTAL
NOTE 2003 2004 2005 2006 2007 2008 2009 2010 2011 2012 2013 2014 2015 2016 2002-2016
IN-COUNTRY ROYALTY
PPLICABLE OLDER SALES (@) $84.4 $157.2 $100.9 $19.4 $10.7 $5.8 $3.2 $1.6 $0.9 $384.1
PPLICABLE NEWER SALES (@) $196.1 $800.4 $879.0 $893.6 $1,000.8 $1,120.9 $1,255.4  $1,406.1 $519.7 $8,072.0
PPLICABLE XXX SALES (b) $219.1 $793.3 $1,031.4 $1,340.9 $1,743.1 $2,178.8 $862.8 $8,169.4|
Note (a)
Note (b)
All values in Millions U.S. Dollars —P  4,143.4 —p] 2,0429] —p 104392 TOTAL —P» 16,6255
OLDER DISC | NPV
2.0 PERCENT 7.0% 7.7 1.688| 3144 2018 0388 0213 0117 0.063 0.033 0.017 7.7
1.5 PERCENT| 7.0% 5.7 1.266 2.358 1.514 0.291 0.160 0.087 0.048 0.025 0.013 5.8
1.0 PERCENT| 7.0% 3.8 0.844 1.572 1.009 0.194 0.107 0.058 0.032 0.016 0.009 3.8
0.5 PERCENT| 7.0% 1.9 0.422 0.786 0.505 0.097 0.053 0.029 0.016 0.008 0.004 1.9
0.2 PERCENT| 7.0% 0.8 0.169 0.314 0.202 0.039 0.021 0.012 0.006 0.003 0.002 0.8
0.1 PERCENT| 7.0% 0.4 0.084 0.157 0.101 0.019 0.011 0.006 0.003 0.002 0.001 0.4
NEWER DISC NPV
2.0 PERCENT| 7.0% 149.2 3.921 16.008 17.580 17.872 20.017 22.419 25.109 28.122 10.394 161.4
1.5 PERCENT| 7.0% 111.9 2.941 12.006 13.185 13.404 15.012 16.814 18.832 21.092 7.795 1211
1.0 PERCENT| 7.0% 74.6 1.961 8.004 8.790 8.936 10.008 11.209 12.554 14.061 5.197 80.7
0.5 PERCENT| 7.0% 37.3 0.980 4.002 4.395 4.468 5.004 5.605 6.277 7.031 2.598 40.4
0.2 PERCENT| 7.0% 14.9 0.392 1.601 1.758 1.787 2.002 2.242 2.511 2.812 1.039 16.1
0.1 PERCENT| 7.0% 7.5 0.196 0.800 0.879 0.894 1.001 1.121 1.255 1.406 0.520 8.1
XXXX DISC NPV
2.0 PERCENT| 7.0% 145.1 4.383 15.866 20.627 26.818 34.861 43.575 17.256 163.4
1.5 PERCENT| 7.0% 108.8 3.287 11.900 15.470 20.114 26.146 32.681 12.942 122.5
1.0 PERCENT| 7.0% 72.6 2.191 7.933 10.314 13.409 17.431 21.788 8.628 81.7
0.5 PERCENT| 7.0% 36.3 1.096 3.967 5.157 6.705 8.715 10.894 4.314 40.8
0.2 PERCENT| 7.0% 145 0.438 1.587 2.063 2.682 3.486 4.358 1.726 16.3
0.1 PERCENT| 7.0% 7.3 0.219 0.793 1.031 1.341 1.743 2.179 0.863 8.2
TOTAL DISC NPV
2.0 PERCENT| 7.0% 301.9 5.609 19.152 23.981 34.126 40.857 49.354 60.033 71.730 27.667 332.5
1.5 PERCENT| 7.0% 226.5 4.207 14.364 17.986 25.595 30.642 37.015 45.026 53.798 20.750 249.4
1.0 PERCENT| 7.0% 151.0 2.805 9.576 11.990 17.063 20.429 24.676 30.017 35.865 13.834 166.3
0.5 PERCENT| 7.0% 75.5 1.402 4.788 5.996 8.532 10.214 12.339 15.008 17.933 6.916 83.1
0.2 PERCENT| 7.0% 30.2 0.561 1.915 2.398 3.413 4.086 4.936 6.003 7.173 2.767 33.3
0.1 PERCENT] 7.0% 15.1 0.280 0.957 1.199 1.706 2.043 2.468 3.001 3.587 1.384 16.6
Ir LICENSE
INTEREST RATE 2003 2004 2005 2006 2007| TOTAL PCT| PastInf Interest Older. Newer XXX| TOTAL
2.0 PERCENT| 8.0% 3.269 24.7 2.00% 123.7 24.7 0.2 73.8 104.2 326.6
1.5 PERCENT| 8.0% 2.451 18.5 1.50% 92.8 18.5 0.2 55.3 78.2 245.0
1.0 PERCENT| 8.0% 1.634 12.4 1.00% 61.9 12.4 0.1 36.9 52.1 163.4
0.5 PERCENT| 8.0% 0.817 6.2 0.50% 30.9 6.2 0.1 18.4 26.1 817
0.2 PERCENT| 8.0% 0.327 2.5 0.20% 12.4 25 7.4 10.4 32.7
0.1 PERCENT| 8.0% 0.163 1.2 0.10% 6.2 1.2 3.7 5.2 16.3
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Principle 3: Negotiate in good fait
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12. Formal notification of

« Arrive at an agreement for a license infringement
. 13. Technical meetings
10 a pa‘[ent or por’[foho 14. Business case development

15. License negotiations

« Falilure at this point forces a decision

Walk away? Litigate? Not an easy decision!
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Litigation is the last thing you want

« All the work and
expense you have put
In must be weighed
against the probability usmeSS decision.
of winning at trial

— Will the infringer
want to settle before
trial (when)?

— Are you putting your
patents at greater
risk (prior art)?

ot technlcal decision
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Consider the following In organizing your program

Fee based

Contingent — 100%

In-house

Headcount / budget

Law firm — to license Yes Not many do this
Consulting licensor Yes There are a few
Law firm — to litigate Yes Growing number
EXPENSE RISK REWARDS
eHeadcount eHarm your company'’s *Royalty falls to bottom line

*Reverse engineering
sLegal support
«Settlement consulting
*Travel

*Prior art review
Litigation

reputation

ePatents aren’t as strong as
you think

*Cross-complaints
sCustomer relationships
*Personal

Revenue higher than with
“soft approach”

*Fastest to closure

eEnhance your company’s
reputation
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THERE ARE (AT LEAST)
FOUR ISSUES WITH WHAT
| HAVE SAID
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Issue — Is It better not to know?

It is reasonable to ask if it is better not to know that your
patents are infringed if you are not committed to
pursue the matter

e This can become an issue of laches

Rebutal

* Forreasons of damage to your business and the lost
opportunities to generate revenue — it is better to know

 |f you are not committed to pursue the matter, the
Issue of laches is immaterial

©2007 International Patent Anatomy of Assertive Licensing Page 81
Licensing Company



IPLC

International Patent Licensing Co.

Issue — What happens if they say you infringe their
patents (retaliation)?

« Accept the fact that can happen and plan for it

e Itis an issue of equity Infring
— Analyze the sales positions of both companies
— Choose who to assert against very carefully

* Think carefully before deciding not to begin a licensing
program because of this issue

— There are many high-tech companies successfully doing
this and . . . the number is growing
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Issue —in light of SanDisk v. ST . . . Is assertive
licensing possible?

©2007 International Patent Anatomy of Assertive Licensing Page 83

Good guestion
People are already figuring work arounds
Be prepared for a DJ

Think about how likely a DJ really is

— Large firms cannot afford to file a DJ for every letter that
arrives

— Small firms may not be litigation smart
It is the prediction here that the courts will have to find

a better balance of presumed litigation and the ability
of companies to successfully license their patents
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Issue — Are there other ways to do assertive
licensing?

e There is more than one way to approach assertive
licensing

 However, ignoring the four principles outlined here
severely reduces chances of success and, at
minimum, lengthens the time to money
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Seven takeaways

1. There is no difference in making decisions — as with
products and markets you determine risk and return

Focus on eliminating low value patents

Do not avoid considering licensing core patents
Think like a venture capitalist

Work to improve your patent position

Make your work high quality and do not “hide the ball”
Negotiate in good faith

N o ok Wb
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