SUMIARY_OF UNIFORM PATENT PROCEDURES ACT OF -1983:

The bill would standardize sgency petent procurement policies and procedures,
and encourzge private sector development of new discoveries mezde under &
federal research and development contract, in the following specific ways:

. 1t creates a presumption in .avor of contractor ownership of
New 1nvent10ns ceveloped under federal RE&D ccntrocts,

1t prohibits agencies from recuiring the surrender.of so-called

N "background raghts“*as a pre-condition to cobtzinment of a federal
R&D contract except where the agency head personally determ1nes
that. such rights are essential to the acconp115hment of aaency
purposes 1n the contract ;

- It streamlines the procurement procédures, establishes oﬁe po1i¢y
o for all governmenti agencies, &nd conforms that poT1cy to the
- pr1nc1p1es of P.L. 96-517;

o it eliminates existing provisions of law that unnecessarily complicate
the procurement process. . : T ,

”Background r1ghts refers to the contractor's interest in inventions
and technical data which were not developed pursuant to-a federal ;

. R&D contract, but which pre-dated thst contract. It has been a cormon -
agency practice to asutomaticzlly require federal contract participants
to surrender such interests to the sgency as a cond1t1on of obtaining
2 federa] R&D contract.



© UKTFORM PATENT PROCEDURES ‘ACT OF 1983

SECTIONAL ANALYSIS

Sec. 1: Title
“Sec. 2: Conforms P.L. 96-517 chapter designztions to U.S.C.A.'cédification.

Sec.3i: Adds a new chapter to Title 35, U.S.C., the provisions of]which would
do the following: ‘ ' _

Sec. 212: States the po]ncy 0b3ect1ve of the Act, to "1nsure +h
all inventions made with federal support are used in &
‘manner to promote free competition and enterprise.™ -

Sec. 213: Definiticons used in the Act.

Sec. 2Y4: Authorizes the Secretary of {ommerce to jssue imp1ementing
: regulations for the Act. : o

ec. 215: Provides that federal contractors may automatically own
* inventions they make under Government R&D unless:

1) it is determined that the discovery is needéd'fcr'
foreign intelligence or counternnLel1wuence purposes,

2) the contractor is not loczted in the U.S.,-or_ws a fore1gn
~ government; or C

3) 9t is deuern1ned on 2 case by-czse basis that exceptwona]
c1rcumstances requﬁre federal ounersh1o

Such deLermwnatwons will be mede in ur1;1ng and f11ed with the
Secretary of Commerce to prevent zbuse of these exceptions to

_contractor cwnership. In cases of zbuse, the Secretary shall
notify the ARdministirator of the Office of Federal Procurement
Policy who may issue guidelines ending such practices.

This section a]so'provides that, in instances where the
contractor does not elect to file & pztent appilication in the
‘United States or abroad, the agency may then assert ownership
if i1 desires to do SO.

-In addition, Section 215 also ttlquaLes that the aoency may
‘use & subject invention roxa]ty free and can reguire that it be Lept
updated on utilization of the invention by the corntractor,




Seé.

| Sec. 216:

Sec. 217

Provides that -agencies may force contractors to grant licenses
to competitors for using an invention mede under federal R&D

if effective steps are not being taken toward commercizlization;
to alleviate serious health or safety needs not being sztisfied
by the contractor; or to meet requirements for public use
specified by federal reguiations not being satisfied by the
contractor. Agency determinations on mandatory licenses

may be apoea1ed by the contractor wwthun 60 days to the

United States Clzims. Court.

Protects contractors from the threat that agencies m1oht re0u1re -
them to give up privately developed technoiogwes to competitors -

in order to secure & contrect, unless specifically approved by the
agency head. Such determinations can be made only after an

agency heur1ng with prompt.not1f1cat1on to the contractor.

Zbr Chapter head1ngs redesagnated
Sec. 2c: Repeals certain 11n1toulons p1uced upon un1vers1ty Tvcens1ng by present
- law, in order to encourage more co11oborct1on between 1ndus;ry and

univer51t1es E _ B

Sec.- 3 : Repeals old patent poTicieS so that this'Act may.fmp1emented.unifdﬁm?y.

Sec. 4: Specifiesjthat nothing infthis Act shall be construed to grant ahy -
any c¢ivil or criminal immunity from any antitrust Taw of the United States.

Sec. 5: Provides that the Act becomes effective six months after enactﬁent,
and authorizes agencies to apply its provas1ons to pre- estt1ng contracts

_ where deemed appropriate. _ o
Sec..6:“ Provides that the Secretary of Commerce'sheT1 report to the.Cohgress

‘within 224 months, and every two years thereafter, on the implementation

~ of this Act.along with any recommendztions for legislative or administrativ

‘changes.



