 PROPOSED AMENDMENTS TO'S, 414
Oh .p, 2',_ li_ne 3, delete "Patentabiiity o " and subs_titute f'Eatent
nghts In" - | | | | o
Delete lmes 19 a.nd 20 on p 8 and substltute the followmg
"wh1ch is not 1tself engaged in or does not hold a : |

o substantlal mterest in other orgamzatlons engaged n

_ the manufacture or sale

o | On p 9 delete lme 11 and substitute the followmg

"as to_ other flelds of use, and a first commercial sale

" or use with respect to a product of the invention shall -~ .-

" not be deemed to end the exclusive period to different
: subsequent products covered by the invention; (c) a require- =
: ,ment that the con—

On P 10 between lmes 9 and 10 add a new subsecnon (f)(l) as

o follows -

(f)(1) No funding agreement w1th a small husmess flrm or

' -'-_nonpr'oflt orgamzatzon shall contain a prov1s_1on allowing the Federal o
. Government to require the licensing to third parties of inventions
~.owned by the contractor that are not subject inventions unless such

- provision has been approved by the head of the agency. and éwritten T

justification has been signed by the head of the agency. Anﬁr such

- provisions shall c-lear_ly'state whether licensing may be required




in connectron with the practice of a sub_]ect invention and /or. |
- 'spectftcally identified work objects. The head of the agency
_may.not delegate-the au'thor'ity to approve prov1s1ons or sign
Just}ftcatlons requrred by this subparagraph o
(2) The Federal Government shall not requ1re the 11cens1ng-_ SR

.of thtrd partres under any such prov1smn unless the head of the c
agency determmes that the use of the mventton by others is . V

| necessary for the pract1ce of a sub;ect invention or for the use.

| of a WOI'k ob;ect of the fundtng agreement and that such actron is
necessary to achteve the pract1ca1 apphcatton of the sub]ect mventron B
or work object. Any such deterrnmauon shall be on the record after N
| .'_an 0pportun1ty for a. hearmg Any act1on commenced for the Jud1c1a1 _': -
- review of such determlnatlon shall be brought W1th1n smty days after

: ;notrt'rcatlon of such dec1S1on

.~ On pp 11 and 12 substitute the fo]lowmg for the language of Section 204

(a) If after the flrst Unrted States patent apphcatton is f11ed
:_ I'.on a snbgect mventlon,_ a n_onp_roflt organtzatton, _a small busmess
RS .firm, or. an organization.to vtrhom snc:h invention was assigned .for )
' licensing nurl-)osesreceives $.70, COO’-in gross income for any one
e calendar year from the licensing of a subjectinvention or s_everal_ E

related subject inventions, the United States shall be entitled to




' flfteen (15) percent of all addltlonal such income for that year

: other than any such add1t10nal mcome recelved under nonexcluswe
licenses (except where the nonexcluswe lxcensee prevmusly held

B Van excluswe or partlaily exclus.we 11cense ) | .

" (b) If a:fter the flrst Un1ted States patent apphcatron is- fﬂed
“ona sub}ect mventlon a nonproflt orgamzatlon a srnall busmess o
_iflrrn, or an ass1gnee of a sub]ect 1nvent1on of such an orgamzatzon |
| ‘or firm receives gross income of $1 000 0{)0 on sales of 1ts products
Hembodymg or manufactured by a process employlng one Or more
:'subje_ct 1_nvent1ons, the Unn:e_d States shall be entltled to a share, _.

- .. to be negotiated'but .not to ex.ceed five (5) percent of a11 addi.tional :

- gross mcome for that year accrumg from such sales prov;ded

- however, that in no event shall the Umted States be ent1t1ed toan

‘amount greater than that port1on of the Federa’l fundmg under the o
fundmg agreement or agreements under Wthh the sub]ect mventmn -
: or 1nvent10ns was or were made that was expended on act1V1t1es -
_related by the Un1ted States _1n,accordanc_e with paragr_apn (b) of - -.
this Section 204. .In cases when more than one .subject invention |
is involved" no expenditure funded by the United States 'shal.l be B
' counted more than once in deterrnmmg the maximum amount to

.WhICh the Unlted States is ent1t1ed




| ~In line.s 11 on p. .13" -add the' word "either" after "assignee and on.

(c) The Dlrector of the Offlce Of Federal Procurement

Pollcy is authorlzed and directed to revise the dolla:r arnounts m

a paragraphs (b) and (c) of this Sect1on 204 at least every three years B
-in lzght of changes to the Consumer Prlce Index or other 1nd1ces _' _

-'whlch the Dlrector con31ders reasonable to use, - o

L

- (d) This fseCthn aPPhes only to subject mx'rentions-'upon which - .

. United States patents aré granted and in effect, -

i

_ zlme 14 add the followmg before the per1od “or that under the
| 7 _cmcumstances domestlc manufacture is not commerc1a11y feasﬂ;xle
: On lme 1 of p. 14 change the tltle to Sectlon 207 to read "UNLFORM _ .:
--CLAUSES AND REGULATIONS " add the followmg after 11ne 4:
| 1mp1ementmg the prov1szons of SeCtIOIlS 202 205 of th1s Chapter o
| 'and the 0ff1ce of Federal Procurement Policy shall" and change the | | o
lword establlshmg on line 5 to establzsh . |

| On p. 17, 11ne 18 ‘add the followmg before the pcrlod mark

| » prov1ded that any such plan may be treated by the Federal' ..

agency as comrnerc1al and f1nanc1a1 mformatlon obtained from a

- person and prlvﬂeged and conf1dent1a1 and not sub]ect to dlsclosure
under the Freedom of Informanon Act",

On P 23, add the following between lines 9 ancl 10:

(20) section- 306(d) of the Surface Mmmg and Reclamauon

~ Act of 1977 (30 U.S8.C. 1226(d) 91 Stat. 455)




i 'Economlc Development Act of 1978 (7 U. S. c. 178(3) 92 Stat. 2533) "

(21) section 21(d) of the Fedefal Fire Prevention and |

: 'Control Act Of 1974 (15 U. S.C. 2218(d), 88 Stat 1548), _

(22) section 6(b) of the Solar PhOtOVOltaIC Energy Research o

- _Develop'nent and Demonstration Act of 1978 @2 us. c. 5585(h)

o2 Star. 2516); and.

(23) sect1on 12 of the Natwe Latex Commermahzatmn and

'On p. 9 line 2, add the followmg after the Word contractor

"to persons other than small busmess firms",




S. 414 University and Small Business Patent Procedures Act

Member Committee

Original Sponsors on Judiciary
Birch Bayh, Indiana (D) x
Robert Dole, Kansas (R) X
Delmon, Oklahoma

Cochran, Mississippi (R) X
Dennis DeConcini, Arizona (D) X
Jake Garn, Utah (R)

Orrin Hatch, Utah (R) X

Mark Hatfield, Oregon (R)

Richard Lugar, Indiana (R)

Charles Mathias, Maryland (R) X
Spark Matsunaga, Hawaii (D)

George McGovern, South Dakota (D)

Howard Metzenbaum, Ohio (D) : X
Harrison Schmitt, New Mexico (R) .
Strom Thurmond, South Carolina (R) X

Daniel Inouye, Hawaii (D) - joined

Patrick:Moynihan,” New.York (D) - joined

Harrison Williams, New Jersey (D) - probable

Pete Domenici, New Mexico (R) - probable

Walter Huddleston, Kentucky (D)

Exon, Nebraska (D)

John Chafee, Rhode Island (R)

Edward Zorinsky, Nebraska (D)

Thomas Eagleton, Missouri (D) Probable

Patrick Leahy, Vermont (D) X




