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Dear Dr. Harrington'

G

' Agresment which have been signad on bahalf of

ﬁthe Uﬂivaraity of ﬂinconsin.

';; 1 hnva signcd tha Agrmenant on behalf of tho

partmant. effoctivd ‘as of Dezcomber 1, ‘1968, and
returning ona f£ully exacutod: coPy hnrﬁwith.

Your . intcrast in tho Dﬁpﬂrtmant'a patant prcgr@g
718 appraciatﬂd.:_. : -

-SiﬁCarély voura,

© Philip RJ Lea, M.D. :
aAssistant Soeretary for
- Health.and Sclontifie aAffairs

Fred Harvoy Harrington, Ph.D.
" pregidant

University of Wiﬂccnsin - T ~T: fff}1'

'fﬁgnmdiaon, Wiﬁconnin 5370’

o
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gh- INSTITUTIONAL PATLNT AGRLEMUNT ]

GOVI:-RHING GRANTS AND AWARDS FROM 'I‘H}:.
DhPARTMENT OF HEALTIH, LDUCATION AND WLLFARE

. This Agreement made and entered into this _1lst day of
December , 1968 , by and between the United States of_;;

-ijAmerlca as. represented by the ASblStant becretary {Health o
-~ ~and Scientific Affairs] of the Départment of Health, Education,-
'fiand Welfare Eegelnafter sometlmes referred to as the Grantor.;r'

and 1he§ﬂhlvere1ty of Wisconsin, herelnafter referred to as
the Grantee--. : o __77__,:,‘ : S .

WITNESbETH'

WHEREAS the Regulatlons of ‘the DepartmenL of Health
BEducation,. and welfare, covering inventions resultlng fromﬁf
- research grants, fellowship awards, and contracts for '
fresearch (45 CFR Parts 6 and 8), prov1de in Secs._B 1 through
‘8.5 that upon approval by the ASSlStant Secretary (Health and
Scientific Affairs), the ownership and dlSpOSlthn OF domes‘
‘and foreign rights to inventions ar151ng out of act1v1tles
‘assisted by grants and awards may be left to the Grantee

- pursuant to its -approved establlshed patent pollcy, w1th such
.fmodlflcetlons a3 may be agreed upon; and S

WHEREAS, the Grantee isg dESerUS of enterlng into an.
-agreement whereby it has a flrst option to reLaln prlnclpal
rights in and to administer inventions made "in the course of
or under research supported by grants and" awards Erom the
Department of Health, Educatlon, end Welfare pursuant to the
aforesald Regulatlons, and : : - R L : :

: WHEREAS, the A551stant Secretary (Health and SC16nt1f1C
jAffalrs) ‘has reviewed the patent policy of" the Grantee as .

.. 'set forth in the Unlver51ty s letters dated April 18, 1967 and ';
September 25, 1968 and the enclosures thereto,;and 1ts practlces

‘thereunder, and has found them to be acceptable subject to the

- provisions of this Agreement, and ‘that said uollcy provides
‘for administration by the Grantee of patents in the public
interest and is con&stenL with the stated ObJECLLVQS ot the
‘PreeldenL's Latvmcnt and Memorandum ol CuvvrnmunL Pu{unl
'quicy, issued U{LUbP_ 1o, 1u63; o
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NOW, THERE[FORE, in consideration of the EoregOLng; the:
paltlLS eretc agree as follows: S o

. .Scoge dE;Agreemeht

This Agreement shall define the rlghts of the parties
hereto- regarding dJdisposition of title to lnventlons made in

" the course of or under researgh supportad by g{iﬂgg ang.

'gggggs trom the Department of HLalth, Education, and Weltare

which are subject to the Department Patent chulatlon; and
'fare 1asued after the date hereof. = -

_apm———

TI. fbefinitions

(a) Thé.terml"subject_inveﬁtionﬁ_as used in thls

~Agreement.means any process, machine, manufacture comp051—'

tion of matter or design, or any new or useful improvement

thereof, and any variety of plant which is or may be pétént%‘

able under the Patent. Laws of the Unlted States made in the
course of or under research’ supported by grants and awards
Erom the Department of Health, Educatlon, and WGIEarL.

(b} The ‘term "made" when used in relation to any

" invention or discovery means 1ts conceptlon or Elrst autual
_reductlon to practlce. =

III. DisEQsition of'Principal Rigbts to Subject Inventions

The Grantee shall have Lhe right to elect to file patent

application in the United States and in Eor&lgn countrlta on _‘

“any subject invention and to admlnlbtar such 1nventlon pur- -

suant Lo the provisions of - this Agreement._,Grantee shall

notify Grantor at the time each subject invention is reported
to Grantor as required by paragraph.V hereof, if it lntends_'””'

to file patent application(s) on and to admlnlster the in-
.vention. If Grantee does not elect to ‘file a U. S patent

application on_and to administer a- sub]ect invention, it

“shall notlfy G_antor in sufficient time to permit Grant01
.to file a U.S. patent application thereon.  1In such event,

’

ali rlghts in and to such’ 1nventlon,'except rights. ;nrany_
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“Olngn ‘patent appllcatlon filed by brantec shall be: Sub]tCL.

to dleObltlon by the Grantor din accordance w1Lh ltS REgula—

.tions then in erffect.

i_IV.'-SugglemeﬂLagy patent Agrecements.

(2) -The Grantee shall obtain patent agreements Erom all
ptxbona who pELEOLm any part of the work under.a yrant or
award from Lhe Department of flealth,. Lducatlon, and wultare,
exclusive of clerical. and manual 1abor persunncl rcquxrlng
thaL such persons promptly erorL and asslgh all. subject '
1nvuntluna to g;antue or lLb approved paLLnL mdnagumunt'
organlzatlon. ' - SRl e o

(b) The Grantee shall lnclude the Eollow1ng prov1510n

C-in any contract it enters into- 1nvolv1ng research and/or

development Ffor whlch DHEW resear(h grant or aWard Fundsac'”

are, utlllzed : B _ L
“The Contractor hereby agrees to r8port tully and
plomptly to = ,

, (branten)

: any invention conceived or Eirst actually Leduced
to practice in performance of this coéntract .
(herclnaiter referred to as "SULh 1nvunLlon(b?),_:f
~and ‘to assign all *lght title and interest 1n .and -
to such invention to

: : (Crantee)
. or its designee; s

"In addltlon, the Contractor agrees to turnlbh the
EOIIOW1ng materlals, dlsclosures and reports-

g

."(i) Upon request _such duly executed
'1nstruments (prePared by the

: i - {Grantea} e
or 1ts dealgnee)ﬁand -such other papers as are deEmed
ntcessary to vcstaln the L ~ :

e : ' ((,Lanl.t.t_)

or its:dcuignue'LhL=

quhld qrdntcd under this clauuu
Cand Lo ¢nable the ‘ : '

—— o —

— s, -

. : 7 - (kHtHlLLL)

.OT its'designce-to-app{y tor and prousecute dny _
patent application, in any country,:covering such
invention. : -

october 1968
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"{ii) Interim reports on the first anniverséry
of this- contract where extended or renewed and every :

 year thereafter listing all such inventions made .f . o
.durlng ‘the-period whether or not previously reported
or certlfylng that no inventions were COﬂCElVEd or -
first ‘actually. reduced to practlce durlng the ap-
'pllcable polOd : . : L .

. - '“(111) Prior to’ Elnal settlement ot thle contract
a final report listing all such lnventlons lncludlng
‘all those previously listed in interim reports, or

certlfylng that no inventions were COHLELVCd or Elrst
-'actually reduced to practlce under Lhe contraat .

o T

Voo _REport of Invention'

: (é) The Grantee shall submit a wrltten 1nvent10n report
to the Grantor of each subject invention promptly after conw"

'-ceptlon or first actual rEductlon to practice.

(b)‘ SﬁCh invention'report shalI‘be furnished directly

~to the Grantor in addition to any other requirement underi-

any grant or award for the subm1531on of progress or '

. financial reports, and whether or not reference to sub]ect
invention-has been made in any progress or other report“_ .
furnished to the Grantor- such report shall include descrlp~ o
tion of such invention, appropriately illustrated by a’ s;mple-f””‘
sketch or diagram, to permit the invention to be understood

and evaluated, and buch other lnformaLlon as Qrantor may

require. :

,  {c).  The report shall 3pecmty whether . or not Grante

© " intends to file a U.S.. patent appllgatlon or any Eorexgn

patent application on the invention. .Notice of an’ electlon N

~not to file a U.5. patent eppllcatlon shall be given Grantor -

. notléss than ninety (20) days prlor to the date a statutory‘
bar becomes effectlve. : :

(d) if the Grantee 5pec1f1es that no U.S. patent’
’appllcatlon will be filed {(or having SpElelEd that it
intends to File, thereafter notifies. the Grantor to the
"contrary),‘theFurantee shall prometly lnform ‘the Grantor 

October 1968
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oE‘the date and identification of any known publlcatlon oE

+. subject ‘invention made by or known to. the Grantee .or, where o
}appllcable of any" contemplated publlcatlon to be made by

“or known to the Grantee, and also the date subject invention
ror any enbodiment thereof wac'flrst in publlc use or on sale
in the United States and shall furnlsh such other lnformatlcn

"g(and have executed such documents as prDVlde in VIITI(E) as
t;may be . requlred to enable the. Grantor to make d15p031t10n of
e=sub3ect invention rlghts) St : S

:VI, Admlnlstratlon of Inventlons on whlch the Grantee irét.
' Elects to Flle Patent - Appllcatlons ' S e

Ll

(a)' The Gzantee shall require assxgnment Lo it of’ all

- right, title and interest in and to each. SubJLCt invention on

‘which it elects to file any patent appllcatlon for administra-.

- tion by it in accordance with and sub;ect to the terms and

icondltlons herein set forth. ASSLgnments ‘from the inventor

~to the Grantee under U.S. patent appllcatlons shall be prompti; o
* obtained and recorded by the Grantee in the United states T

Patent Office and copies of Lhe recorded a551gnment shall be

'- £urn1shed to" the Grantor.

{b) The Grantee shall grantttcmthe'ceve:nment of the

- United states a nonexclusive, 'irfevocable.-royalty-free

license for governmcntal purposea=and on behalf of any foredign
‘government, pursuant to any exlstlng or Future trcaty ‘or o
“agreement with the United Stales under eath U.S. or forelgn
 patent application it elects to file on a subject invention.
" The form of the license to be’ granted shall be as set forlh

in Exhibit "a", attached hereto, and by this reference macie
. a part hereof. Any llcense issued by Qlantee shall be made -
. expressly subject to~ the llcenqe to Lhe chernment of the

(c) The Grantee shall adm:nlster tho se sub]ect 1nventlonsu;

to which it elects to retain title in the public interest and

shall, except as provided in paragtaph {a) below, make them

available through licensing on a nonexcluslve, royalty—free='
'_or reasonable royalty basis to quallfled appllcants. '

:Octobur 1968 _ : : - |
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- (d) - ‘The Grantee may license a subject invention on an

exclusive basis 1F it determines that nonexclusive licensing
“will not be effective in bringing such inventions to -the
'commercial market in a satisfactory manner. -:Exclusive licenses”
~should ba, issued onLy'after?reasonable efforts have been' made -
“to license on a nonexclusive basis,.or where the grantee: has - -
determined that-an exclusive llcenae is necessary-astan in--
ICuntlvc Eor development of - the lnvantlon ‘or. where market .
CDHdlLlOnS are such as to requlrL ~licensing on:an uxclu51ve :
:ba;xs., Anyrexcluplve License isgssued. by,cranteu‘under a_U.q.'.
~.patent or patent application shall be-for -a limited period-of:’
‘time and such period .shall not, unless otherwise approved by o

the assistant sceretavy (Health and Scientitic aAffairs), : 7
exceed ‘three years trom the date of the first commercial’. L e e S
, bgigwln thL Uulted states of America ofa pdeULL orﬁg;occss '
;bmgggx&gg the _invention, ar eight years. Crom . the date of the

~exclusive license, whichever occurs First; provided-that .the

‘Hicensee. shall use all reasonable effort to effect sintroduction:

‘into the commercial market as soon as practicable, ‘consistent

with soina and veasonable business practices and judgment. Any -

extension of the maximunt pﬂrlod of exclusivity shall be subject:.

to approval of the Grantor. Upon 'expiration of ‘the: period: of,_f}

exclusivity or any extension thercol, licenses shall be offered: -

to all yualified appllcants ata reasonable: royalty rate not -

in. excess of the exclusive llcense royalty rate. :

- {e)  Any. license granted by the Grantce to other than the'"-'f* S l
Government of the United States under: any patent application -7 S
or patent on a subject invention shall dinclude adequate safeo~ . e
guards_against unreasonable royalty and repressive practices. - _— 1
”Royaltles shall_not in any event,.be in excess of normal , -
trdde~practices. such license shall.also: provide that. atl o ;.;“I
sales to the U.5. Government shallrbe royalty free. o '

{£)y 1f permlLtcd by zts patunt pollc195 and thn tELmb o .f“']l
ot the grant or award under which an invention is made, the *‘;}:: ]1
Grantee may sha*c'royaltla received with-the inventor(s), ‘ _ " L
'prov;dgd that - lya.grdntec shall not pay -Lhe Lnventor (s) more” el T
than {1} fifty pervent {(50%) of the tlrbt $3,000 yross S - ',;‘
royalty paid under the patent, (2) twenty-rlva percent (”"} : I

October 1968 . R | o - ]
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the grOSa roydlty income bCLWLLn $3, 000 and $13 oo, and

'.(3) tifteen percent (15%) of the gross royalty in excess of
.-.$13,000. The balance of the roydlty income atter - payment of
‘expenses incident to the administration of all invéntions

assigmed to it pursuant to the: plOVlblOnb of this Agreement

" shall be utilized for the support of educatiocnal and research
 pursuits. A AT s T

{g) All 11censee lssued by the Grantee to: other than ,
the. Government ©of ‘the United States under any patent aPDllca_ﬁ@

.tlon or . patent on a. subject 1nvent10n "shall be subject to s

the conditions of this Agreement and shall. spec1f1cally

‘reserve to Grantor -those rlghts SpelelEd in- paragraph XIi

hereof. fThe Granteée shall, upon request, promptly furnish
copies of any license agreemEnts enLered lnto by 1t to the

. pepartment.

'-VII-jPatent1Management Organizationsw'

The Grantee shall not assign any- subject invention to

-partles other than the Grantor in c1rcumstances as set rorth

‘o
7

in this agreement except it may assign rights in the 1nventlon R

to a nonprofit patent management organlzatlon provxded that
the patent administration aqreement ‘between" such organlratlon

' ‘and Grantee is approved by the Grantor.’ Any reference to'a
- Grantee in this Agreement shall also. 1nclude a patent manage~

ment organlzatlon when- appllcable and” an assxgnment to ‘such _
an organization shall be sub]ect to all the terms and condl- S
tions of this Agreement : i 3

VIII;“gatent Applications'

',(aY.fGrantee,snall'promptlytturnish‘rrantor w:th a cogy

Cof. each U.$. patent application filed in accordante with thS-.“
- Agreement specifying the f£iling date and the serial number."

Grantee -shall promptly notify Grantor of each . fo:elgn patent

application filed, including filing date and seriil number, .
~and - shall furnish a copy of each application upon request.

(b}.'ﬁpenﬂrequest, Grantee.shell fuliy‘édvise the f“

“Grantor concerning all steps and actions taken during the . -
 prosecution of .any patent application covering a subject =
~inventiaon ‘and shall, upon request, furnish copies of any
finzl actions, amendments, petitions, motions, appeals, or
‘other papers relating to the prosecution-oﬁ;said-applicetibn@




'XII. Addltlonal Licenses

The Grantor shall have the rlght to publish and make

disclosure of any information relatiny, to any subject 1nven£10n'

whenever deemed to be in the public interest, provided that ..

-upon request reasonablh opportunity shall be. afforded the

Grantee to Elle U.5. .and Eorelgn patent aPpllLatLOnb.

XI. -Reports on Develooment and_Commerc1al.Usa

"The Grantee shall prov1de a written annual report to the‘,

__“Department on or beEore September 30 of each year coverlng _
—fthe preceding year, ending June: 30, regardlng the development e
and  commercial use that is belng made. or lntended to be made o  ~"“

~of -all subject inventions left for admlnlstratlon by the L
‘Grantee. - Such reports shall anludL “information regardlng

devélopment, the date of First: commerulal sale, gross salev

by licensees, yross royalties received by the Grantee and
- such other data and 1ntormaL10n as the Department may SPEully.

Qo RS- : :
{a) The Grantee agrees that if it, or its licensee,

has not taken effective steps within three years after a

United States patent issues on a subject lnventlon left for '4
administration to the Grantee to bring that. invention to the

- point of practical appllcatlon, and has not made such .in=-
wvention available for licensing royalty—free or on terms that

are. reasonable in the c1rcumstances, and cannot show cause'
why he should retain all right, title and 1nterest for a

further period of time, the Grantor shall have Lhe right to
reguire (1) assignment of said pa;ent%to the United Statesg,

'as represented by the Grantor; (2) cancellation of any out— .

standing exclusive licenses under said patent; or (3) the

‘granting of licenses under‘said"patent to an applicant on a
' nonexclusive, royalty-free basis. or on terms that are .- '

reasonable in the c1rcumsLancus.

BT PRSI § . |
(b) The Grantor reserves the rlght to 1Lcunbe or to )
requlre the llcenSLng of other persons under any U. patent ¥

. or U.3..patent application Filed by the Grantee.on a sub;act

invention on a Loyaltj—free basis or on’ terms that are
reasonable in the circumstances, upon-a determination by

¢the.Asslstant Secreta ry. (gealth and Scientific Affalrs) that

Octobrer 1988
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.regulations, that the public health, safety, or welfare

“public¢ interest would otherwise suffer. unless such
Iicense(s) were granted. The CranLee and its licensees

o .. if-reduested, shall be granted a hearlng before the deter—
. humlnatlon is lSSuEd and oiheLWLSe made effectlve :

_XIII. Inventlons by Federal hmEloyees LT L;f:eif”ff-'xa,wa‘

S XTIV, Termlnatlon

~convenience upon thirty (30) days written notice. UlbpoSlé“

under grants or awaLds entercd into durlng and subject. to m"“. 4 o

10

the  invention is required. for public use by gove;nmental

requires the issuance of such license(s), or that the

shall be given written notice of any proposed detelmlnatlonn
pursuant to this subparagraph not less than thllLy (30) days
prior to the effective date of such determlnatlon and that' '

' Notw1thstand1ng any provision contalned in thlb Agreement,
inventions madejby Federal employees, or by Fedcral employees.,_“
]01ntly with others, ‘shall. be subject to dlSpOSltlon under -
provisions of EX&cutive orders, Governmental and Department
Regulatlons applicable to Federal meloyees.

Thls Agreement may be termlnated by e1ther paxty for'

tion of rights ln and administration of inventions made

this Agreement will not bL‘aFLchLdvby such a termination S -
except that in the event the Department terminates this o
Ayreement because of a failure or refusal by Grantee to

comply with its obligations under Articles V or VI of this

Ayreement, the Department shall have the rlght to require!

that the Grantee's entire rlghL title and interest in and

" to the particular invention with resvect to which the breach h

‘occurred be assigned to the United States of Amerlca,'as
represented-by the Secretary of the: Department oE Health
Educatlon,-and Welfare.- :

XV. .Limitation

It is agreed.and understood'tba£ this Agreement shall "

‘not apply to any grants or awards 1saued under statutes con-

taining requirements for disposition of invention rights with e
which the provisions o £ this Agreement arc inconsistent. It o
is. Lurther agreed that any cunslituent agency of the Depart-
mz.nt ot Healil, Bducation, .anl wWoe 1tare may, with Lhe agiproval

~pctober 1968
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ol the Assistant Secretarvy  {iuallth. and Scientific AFfairs),
_provide a3 a vomlition of any yrant or award'LhaL this “
Agreement shall not apply thereto. "It is also agreed that
any ‘constituent agency- 6f Lhe Uepartment of Hcalth, Educatlon
©and WGlfdre may provide,. subjdct to approval by . the Assistant
becretary (Health and Scientific Affairs), that thls AgreL—y_'
ment shall apply to SPElelC research” contracts )

e IN WITNES& WHERLOF, each of the paotles hereto has .
Qexecuted thls Agreement as. of the day and year flrst above
) 'r-'wrltten.' FoT ' -

" UUNITED STATES OF AMERICA. -~

BY'_i/',:// A ’-"- i

oo e

Assistant Secretary for ‘
‘.Tl*-le Health.and Scientd: F!P I\'FFaJ,rs

.~ mmEmeemsor o,
(Corporate sSeal) . o THE UNIVERSITY OF WLSCONSIN D

By "J}‘,L-, ‘(fi.».':._l {A'\\,.._L4“”

I;ied _H&rVey ‘Hq"r‘{_ngcon l,
. Tltle ‘Presidant of the. .

o

Uni._ers"{ ty of ﬁisconsin

CERTIFICATE B EE
P TR Ciatke Smith ' - ct_Ltlfy that I am the o
aedreLary ot The Regents of the University of.. WLsconBin o L _ o
named above; that Fred Harvey Harrington ~— '~ 07 f“*e,?ﬁﬁuv;;ﬂoﬁ A
 iwh0 nggggﬁgglg q%reement on behal;hot said Lorporetlon,_was
then University of Wiscepsin ~ - .. - exxmow“c“pemt&m
and that this Agreement was. duly 51gned for and in behalf of
said corporatlon by authority of its governlng body and is

‘within the scope of its corporate powers

o

Witness mg hand’ and the seal of sald corporatlon thls 22ndﬂ
day of chember . o, }_9 68 .
(Corporate Seal) - : By ' L, DL T f;“{:,.—, )

: o T : - Clarka 'Smith, " Secratary
'{Octobez,IQGS}; . . : . e
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LICENSE T TiT 0T7iT 3TNTLS OF
. - 2. '_The*ﬁréensor TEOVENnants” and*warrants'ihat he has th
m.,m%.rlght ‘to grant the foregoing license, . and that any aSSLgnant
- or 11%kpse -which he may make of ‘the: 1nventlon or ‘the said .
’; patent applications—or paEEnts"LherLon, ahaII—_kpresst be
madt bubJect to this lxcange.w, , pEs inve F . <
7 anc. Tiled & pIient -
3. Thq~L1§§nsor agrecs Ehat ‘the Government shall noL be.
oned-at aqy leL to contest Lhe enfoxceablllty,:
saoPe of,
5% %R?%&ﬁ
WHERE :
supporied -
and welfar }
. WHERE
; certain ri _
| reason cf
' WHEREAS, - th - L,
| herei inaf car
: . at Ve m e -
LOm=—Eia—irmson
the inventaor
NOW, THIAZZLDN:
. The Licensor, I oonsid
v other good znd valushle C B?;F;C
conveys to the Unid E
oexclusive and frrevocolls
rom bc.é_; FEamas Soetc o o
S a3m ,__sm_-ﬁ,m__“ - = - i
”gnmeg Al Llcensor htIEln' thap_ oy : S
yho_s gned th;s Llcense on behalf of the. InstlLutlon i
, e h; ngﬁ_:Jw S S S _OE sg}g In&tltutlon,_ I ] :
) 'ﬁglw_I&UEDSQ was duly signed” for and in behalt- oL‘gg;d In ti~
.Eytxonrby authollty uf its qov;xuxng body,_qnd 15 Wthln the
HEopC ot _Ls COLpordtL powelb.,_;. .
a-—u-w;-, T e - -
and naves pradt TIOGIVIOR
gr havs s21d) T
Governrment of ToTiEl
: .OLLober 1968
: Qutobar 1 TR




