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Dca r Colleague:

On August 3, 1979 I introduced S. 1679, the Patent Law Amendments
Act.

This bill is designed to reduce the costs of challenges to the
validity of an issued patent by allowing the Patent and Trademark Office
to reexmnine contested patents rather than going to court in litigation
Idlich frcquently costs both parties $250,000 or more and can take months
(and evcn years) of legal manuevering before any decision is reached on
the worth of the patent. The Patent and Trademark Office has the capability
of evaluating such patent challenges for a modest fee and has the teclmical
expertise to evaluate the complex materials which are used in these patent
cases.

TIle Patent Law An~ndments Act will help to restore confidence in
our patent system by eliminating unnecessary legal red tape. TIlis bill
will be important to all patent holders, but is especially important to the
independent inventor and small businessman who sometimes find themselves
being "blackmailed" by larger corporations who realize that these inventors
Carulot afford to defend their patents in court and can be infringed upon
with little danger.

S. 1679 will also help turn around our declining rates of innovation
and productivity by restoring confidence in our patent system. The bill .
Jlas been unanimously endorsed by the American Bar Association's Patent,
Trademark and Copyright Law Section at its Annual Meeting on August 11, 1979.

I hope that you will join me in support of this important bill. If
you need any n~re infonnation please ask me or call Joe Allen of my staff
ut 224-9263. I have enclosed a copy of my floor statement and the bill for.
your information.

~;'t
Birdl Ba~~



'" 301. Rules ~!.u.bIl5hed bj Comm1..!l.bloner
or P::n.enU

'·The CommL~!.loner shall establish rules
and reg-uJlltklQJl for the ell.lton to the omc.
ot prIor art Pat-e'ota or pUbllc..anorn. per­
tlo~nt t.o the uJldlty or pat~ota. and for t.he
~UmIDat1oool pAWInta 10 tbe lliht of
•ucn pl'1or art.
'" 30~. Citi.t!on or ut

"Any pers.oo 0181. At ~r time within the
ptnad of eoforceabllity of a patent. cite to
the Omc.e pr1orl*tf!nu or publlcatlOns .. hleb
rna] have a be&rtDg 00 the patentabUlty or
any elUm of the pat.tnt, pronded that the
~~on CI tlDg such prior art 1dentlfi~ tIt
W1'1~ng tbe part(tl or tbe &ame considered.
pettlnen t a.nd the manDeor or apptrlI1i' tbe
s.ameto at least one claim or tbe patent. The
...,.Iung Identlfytng IJ1d applytng th~ aame
than be-CQme .. pa.rt or the omcl&1 flle or
the patent. The ldeotlt1 or the person elt­
lng the pr10r art ""m be exeluded from lucb
fHe upon hLt. request to rem..tn &Donymoua,
... 303. Request ror en.m1natlon

"Any person may. at anr time w\thLD the
pe;lOd or enrorceabllity of a p ..tent. request
ref>,'-:amlnatlOn or the plllen~ l'l.! to thl!l pa_
ter.tabJllty o~ any claim thereof 1n thl!l Ughti
or any prior art clt~ under the provtalo~

or Sl'C"::,:m 30'2 of thLS cbapter, by n11ng 10
the omce a rntten requ~t for suebte·
uamJnatlon accompanied by a renam1na..
tlon fee prescribed. according to tbls ttUe
ano by Do stateIQent Of the relal10n ot SUch
prIor art to the patenta.bllity or the cla1m
01' cla"lIn.s Ult"oh'ec1. UeJess the rt'questlnil:
pe:-son l!. the paten~, the CommJ,.s.sloDer
!!lh».ll prom~tJY !!loeod a Cl.,pY or such request
.\lld State:nellt to the o"ner of tbe pat.ent
appea.rlng from tbe recorda of the Omce at
ttle time of the ollcg of the request.
'" 300i [)et.ermlnatlon of l~ue by CommJs·

Joloner of Pat..enta
.. (al Wlttllo olt:.ety ders following the

flllnt:: C'f .. request for rt't''[llmIDation under
sect!on 303 of tblS chapter, the Commb..
S10fH,'r sha:l rn.'l.ke ~ deterrnJoation ... to
0;1.-1"".,,1 !"',tr a substant1el new questIon of p..t~
H:tl\blllty af'fN't!r.g any c:.1lm of the patent
cot:cr'11ed. not prtVIOuSly COn.!ldered 10
u.amlnfHlon or reexamInation ot such c1a.Lm.
III. ra.lsed by the consideration. wltb or with·
out a.r;yother ptlor &1t.. or the prior Art which
haa. be-en cited In relatloD to the patent ac­
eerdmi to section' 302 of th1s ehapter, The
Commlsslvoer on hl.S own InltIatl ....e ma,.
make such a determJnatlon at a.ny tlml!l.

"( b I A record or the Commls.sloner·s de..
termInation under pangnph (a) or tble sec­
t10n Sh 1H be ma.de In tbe Jile of the p..tent.
a.nd a eopy ot It sent promptly to the O1Fl3er
of the patent.

"/,1 A de~ermlnatlon by the Commlsstoner
pursuant to paragrapb tal of th19 s.ecUon
th~t 8uch .. new questloo ot patentability 1.11
not so rala.ed 5hall be final and nonsp­
pe&1able,

"1305, Reexamlna.tlon ordered by Com:nlc;·
• Ioner or P&tenta

·'It. In a'dt-termlnatlon made pUtstlsnt to
pare:;rt.ph fll) of section 30",. the Commls·
SI.:lner finds thl'lt a substant:al ne;\, question
of patentsbUlty al'fe-ctlng a clnlm or elalm.!l or
the r,ate-nt Is ralst"d by eOI~Slde-rntlon of the
paren:..c; and publlCatlor.s that hat"e been
cl~t-d In reln:lon to the rSt('nt e~C'ordlnb to
&e-C.~:OIl 302 of t~IS ch3p~er, he sha:l order a
reexamInation or the pEdent for the resolu­
tion or the que-sHon. and S~311 proceed to
resolve It :is thou~h the c:alm or cla!ms
lr.vol\'td were- pre:sent ~I: a. pelld:n;; appllca.
t!cn ~e pstent owner sholl be sln'n s rea­
sona!":le per:od. not le~ than tWo months,
after the ·f'lllr.g of the rec.um::la:lon Order
wl~r.:n 'II>'hlch he IDa':' f.!e ,. sta~ement on
s\;ch q'.:est\on tor COIlDld(,~3tlon in the
reexamln&~\Cn, The r3~ent~e ~hl1l1 serve a
cory of (Ouch !.t:l.lement on any pers....n '\I..ho

2

tl&I requel'tt!'d naJn.lnl,tlOll aeeort:Img t.o SK·
Uon 303 ot tbta chapter and auen person
ehalf b ..... the J1Cht. w1thm a penOd of tWO
mon\.h.s from web _"tee. to aubmlt a r-eply
to th! pllteDtee atatemeDt. An,. rTeu.D'l.1na·
tlOD PJ'OC"Cl.lD.C' under thJa MC:tloo 'ban be
COD"OCted with 1p«:1al dIspatch lI'1thlD. the
OtnOl.
00. 308. Kesponse or' &mend.lDlnt by paant

o.",er
"The patent owner Ih&1.I be proVided an

opportunltJ LD an,.· neu.mlnatlon proceed·
l.D.& u.nder t.h!J, ehJLptet" to amend any cla.lm
or hLJ. patent 111 order \0 cll.3UngUlah '-he
eLtJm frotQ prior al'\ dted accorcUng 1.0 sec"
Uon 302 of this chapter. or- in response to
.. cleGl&loD. adnrM. to thl!l pa.teut&bUlty of
thl!l ClLIm. but no amendm.ent en1&rJ1n.g the
leope of • calm &hAll be permltted lrl a re·
eu.m!DaUoopr~ under 1.hl3 chapter.
-I 307. Appeals

-rile owner ot .. patent lnvolftd I.D .. re-
eu.mlD.&tlOI1 pI"OCftd1Dg under We cbapter
ma, &.Vpee.! from a Anal deelslon 10 !lueh
poccert'OIr adnne to the pewot&blUty ot&D' e1a1m. or amended cl&1m. of the patent.
-I 3(lCJ. Cert.lacaw ot patentabUlty; unpa.t ..

entablHty and e1a.1m canceUation
·''Whm tIl .. reeu..m1Da.Uon proceeding

undt:r this chapter \.be ttme fOl" appe&1 hu
exptred or any appeal proceeel1ni b.u ter­
IDlnated. the COmmiu.looer ah.all laue and
pUbl~h ~ tertlAcate cancelling an,. e1&1m or
the patent ana.lly determined In 5uch pro­
ceed.lng or aD appe3J therun to be unpa.t~

eota.ble. conft.tmlng aoy claJm ot the patent
so detenn1ned to be patent.&.ble. and Incorpo.
r&t-tng tn the pa.tent aoy amende--d claun
thereot so determined to be patent.&ble.
··13(llg. Rella.nee on ar\. 1n coW'\

"No patent. or Ipr1nt.edl publ1ca.t.lon may be
r-el1ed upon aa eVidence of nODpatenta.bUity
In e ctvll a.cUon InvolvlnS an l£Sue at .....Ud.lty
or infringement. or a puent. unlessla) the
p:l.l.ent or pubUc..uon "'&II cJttd. by or to the
omce durtng prosecution or the appllcattan
for the patltnt Or wu submlt:..eG for consld­
en.tlon bJ Lhe Oflce In a.ocordanee \l.. tth see·
ttoO$ 302 and 303 of thls chapter and was
..ctually OOnsJodered. In aceord&nce wltn see­
tton 304. or tbl the Court. upon motton. con~
eludes IUch subm.ls.sloll and reconiotderauon
to be unnecessa.ry [or Its adJudlc&t10n or lbe
lssue of "&lldtty or lntr1ngeml!Dt. The
l,lmlta.tton· prOVided. by t.his aecttOD. shall ap~

ply tn. any clvlI -&CUon Ln which .. pleading
'presenta .. claim for Inlr1nge.m.ent oi' tor
adJud.le&tloo or the nUdity or a pat.ent.
upon the basis ot U1e contents ot the paLent
DIe a.a It existed. on tbl!l date of the tlJlng
or such pleading. nceptLng that a P&rtf
may reI,. upon .. patent Of' pubUcatlOn c1t.ed
later, and upon the final del.ertnlnallon bad
00 It. request for re-eutnJnation In the Itght
or sueb patent or publleatlon. If lucb paLent
or pUblicauon W&J!I cUed and luch reqUMt
waS riled In the Omce wtthln the pertod of ..
sta, OI"doered by the court. LD acc::ordance wltih
aecUoD 310 of t.bJ:I chapter•
•• , 310.. Stay ot court proceed.1Dp to permit

omce reT1ew
"t.) Any p&1ty to a tlvU &etlan aplnst

Whom .. pleading presenta .. clAlm for Ln­
trtngem.ent or for adJudlcatlon of the· ...Jldlty
or .. PAtent &haJJ have the right... bJ moUOD.
brought bdON any responsive plea.d.lnr. toO
5eCW"e .. ltay of aU proc:eed,lIliI IQ the &eUOD
by OI"der of \be court for .. period. not leu
tb.&.D. four montba. .umcient to enable such
p&Tty to search for a.nd elte patents or pub.
IIca.tton.s conslde--red pertlnmt to the pLtent
And to rtqut'St te1!umlnaUon ot the paunti
In Y1ew of such prior art according to M'CUons
302 &D..d 303 of tbl. ehapter. If IUth party
ftles a request tor llueb ~:la.m1DAt1on10 the
Omce &D.d 3eMCI a.lld rues a copy of 1t 10 the
action wlthtn the pertoc:l. or lb, Ita, pro­
vided. by IUch order. the ltay &ha.U be e:r:.-

tendea. Of ru.n.nrr nn1er of Ibe court untU
lot. 1eut t ...eDt,. days after the tI.n.a1 deW.
m.Ln.&t1on or tbl!l request tor lft::Ia..minaUon.

-lb} The court. 00 ttKlUon and upon such
~ ... are Ju:lft, may at a.n, ttme Ita,. U1e
Pl"'OOeedlnp tn • chn Il-CUon In wbleb the
nUdity of a pate~ ta lfI. iaaue tor a pulod
'u.mc&ent. \D .na..bJe the CDO"I1DI part, to c1te
to &.be omce De-wi,. d' iLh<l a.ddltlOl'\&1
pr10r art In Ule D&ture of pe.t.enta or (pf,nt.­
ed) pUbl..1.ea.Uor:la and toO IeCUft Ow doter­
m1n&tJoo of a reqUNt forreeumina.t1oo of
the p&UDt in the right of sueh addlt10nal
pM"" art. PrO'Ytd~ tbe OOuTt flod.!. that Neb
ad.d.1Uon.aJ prior an. I.D t-.c:t. oonsUtutei
IWWlJ d1ecx:tnred. rrtden.oe whICh by due d.1U..
crnoe couJd DOt. ha.re been d1I<:O'Pered In tlml
to be dWid to a.o4 t'Ob61drred. by \.be om~
wtth1D the per104 of a Ita,. of Iw:h Proc::ncl­
IDp Ulat ..... 01' COU14 h&\'I been 1tCUNd.
accord1n& to s.ubsertSan (a) of uu. aeetlon.
-'311. !l'Iml.I' of compl.a1nt

-rbe party or pvUea whoee eompla.1Dt
eommeneJ.ng &. ClyU &et!on prese.nta a e.l.&1m
for lIlfrJ..ngeme..a.t or fot adJudJcaUOD of the
nUdity or a patent ah.u have the rtil:ht. br
JUJt10e str"ft'd u1'O'C the other party or parrtes
and Aled In the &r!tlon at an, tlme ~thtn
the perlod at altay CIt"CIeted by the eou.n pur..
N&D.t. to eeet!on 310 at thts. c:bapt.er. to dta.
m1IiII eueb. oomple.1nt without prtJucUce a.nd
Without coeta to an,. PU"t,.-~

Dun R.l::Porr ON PATE!ft PouC'!'
(A dratt "POrt of the AdvIsOry Subcom.mJ.t.

tee on Patent antS Information Pollcy ot the
Ad11.lcn'1 Committee on tndu.str1a1 Innon.­
tloa est&bll!hed ... part of Ule Domestle
PoUey Renew. Dec. 20. 1078)

(NotW: 't'hll report ft'PreaeDti the "len
01 the SUbeOtmnltt.ee; on Plt.tent and Informa­
tloo PoUcy of the AdvlsoTy Co.mmJtt.ee on
Industrial Inno..lton. ao aodT1.cry Comml,"",
tee oonyened by a.ndftpotUnr \0 tbe Srttl!l •
tary or CODUneree. The yleWB or the Sub­
eommlttee do nOt oeeess.arIlJ represent t.hos.e
ot the ~artm~ntot Commerce or any other
aeenC1 of the hd.eT&1 Go-remment.)
~T I'tl'aoowacmn OM' .AT"£NTI!I AND

DI?OI.KA'nOK

HftbeTt R. Brtnberg. Co..Cbalrm.a..n.. tntor..
matton. Pt"'ldent. AJpen SrsuID.I COrpora.
t.1on.

-Robert B. SensoD. CoooChaln:na.D. Patent.!l.
Dlrec'tor. Patent Law Department. Allll.Cb&1..
men Corporatloo.

BndOJpb J. Anderson. Jr.• AModate Gen­
eral CoUn.&el. Meret a: Company. tn.e.

-Tom Arnold. Arnold. WbJte" Durtee.
Henry L B&ehman. VIce Prea1ck.nt-Qual­

Ity. Ha.::eltlnl!l C<:lTpon.Uon..
tk'rvd U. BaUgtlDIn. Vl.c:e Prea1dent. CoD­

troI Data Corpoontlo11.
-Bomer Bla.1r. Vice 'PresIdent. httnta •

I 'MD&tDI. lteJl O:lrpon.t.1oa..

._0( Ulo WorlWlC 0rDap ....­
I'oIlcJ.

Olorta Cohen. CODJ:u1t&z:lt. lnl'on::aatloD.
6erIleu. .

-Joseph A. OeOrandi, B.nmdge. Degrt.DctI.
Eline. Lutllfonl...

-Joe Enlelbtrger. Pre&.k1ent. trllJ.ml,Uon.
-Cb.J,rIe:s Helken. Esq.
B. E. O'Xe11ey. Pr-Mldeot '" CbJet E1eCU­

tlve Omeer. Oat.a.polnt COrporauon.
Dan lAC'y. Vlee President. ~cOraw.B1U.

-Pau!lne Newmt.n. Dlrector. Patent II tJ ..
censl.ng. PUC Corporation"

Dont.ld J, QUigg. Patent OouD!eJ. PhU11PI
Petroleum Cotnpa.ny.

W1lllam R&ga.n. Vice Presldeot. ResearCh ar:
Development. Br.cton -' OIc.lc1nson Company.

-ErIc P. Scb.~1llD.~.

Clarence Bpa.ngle. P"ree1deDt. HoneyweU
Information Servtces.

-David. E. Bunstem.
Leo J" Tbomu. Jr.. Director ot Research.

E.a.sU%laD Kodat.
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LAWTeUOfl ·Welte. PrelldeDt. ·1DtematiODAl
Comput.er Pf'Ogram..
PWOroe&L 11~ POll 'U:I:I.A..:ou.now or.....,.,.,..

One of the fuDd&mf!uW problema of the
el1l1::lng ~tent I'JWt.em til thU pertinent prior
an ia ..." otLftl fD1l.Dd Iftel' the patel' hu
lIaued &nd hu beeoa1.e colD.l:Z:lllr'C1aJly 1.zD.
port&l:lot; At th1s polni 1.D. t1me•. l4d1tlol1&1
prIOr art. DOt conLlclend by tM PrO. 111 ottaD.
found wbJcb cru.tel UD.Cle1'1&1.nt.7 eoocef'D1nl'
the entorceabUltr of the patenL Such uncer'"
t.ab3:t,. otten det.en the pe.tent owuer of n...
ceJ:lloee- from commerC1a.UzJDS the 1Dvent1OZl.
Buell urieer1&Int1 ean .leo detlef eommeretaJ...
1JaUoa. b,. aa lDtaeI&ed.. p&rtJ wbo e&nDOt
qulCkl,. and. cbeapl, ...... tM YlJue at the
pa.t:enL LltJptJoD IS aklow Ulld. ..,. «J:peD­
al... Bueh u.neenaun,. coupled Y1tb web .
ez~ e&D. be uWJzed. b11ntrtiJ.&era to a.01d
fellpect1ng \he patem p1"O'ptlrt,.. u:pec1&11,
those owned by 1nd~p.endent inventon &Del
.tD.&ll bu.stnes&6, which In tu::nl reduced. the
T~U' of pAtetltl iii l.!11DreDt1n to tncante.
Tbere!ore•• Deed. ez.Ltt.a tot' .. rut. lcupen­
ltv'!' method for lncreulnl' the cert&tntr .. to
t.he en!orceabUlty &Ad. acope of a patent..

Accord.Jngly. tbe suhcotrun1t1e'e propoeea
that \be PTO 1D.1uat.e .. Iyn.em for tha reu...
am1D.&t1on of OS p.&te.nt& br any plZtr re...
quesUng such reeumlna..tlon during the Ute
of me patem. The ~tnatlon s:vst~

should. pro"de for robtnlM1oD of WTltten
arguments by the pateDtee &D4 other In...
ter'Mted persons ecDOt'rtlmg patenta.bntty
OYet' prior patents or printed publ1eatLona.
Sucb reenmlnatloD. sbould be hLndlt"C1 OIl; aD.
nped.lted bull by the PTO 10 t.bat .. promp,
deds.1QD ea.o. be l'eodf'..red. U the clLlml are
hetd to be plUeDtable over the cited art. the
pi't::sumpttoD of Talldlty of the pat.ent la en"
b&nce-d ..nd p&ttnt"'t3 and: Interested parttes
would bave a. clearer Idea abO'O.t. thestrengtb
of the patent. wlthout re&OI"tlng to Ilttgatlon.
In acme lnat.&nCft,· tbe reeJ:lJJ11J1.l.Uon proce...
dure &bould belp I.T'Old bt.lgt.Uon eoats.

If the patent daJ..ms were heJel to'be invalid
onr tbe eltt'd 1J"t., the pa\.ellt.et woulel have
tbe rlgbt. \.0 amend bl.a cLa.lma &Dd to deb'
blalnventtonmore accurate17 or &&Sen h1a
position to tbe Board of-APPWI &Del. on lop­
peal. to tbe Court of Customs a.nc1 Patent
A-ppe-e..ls or tbe U.S. Dtstrict Court for the
Dtlltrlct of COlumbia.

This r~zamlDat1onsystem woutel be aTan­
able whether or not the patent to b~ reeJl: ...
a.m1.J:Ied ",·u already InYOlved In llUga.tlon. In
such case. b(rylftTeT. It would be IOtel" wtth1n
the court', d15cretlon 1.8 to whet.her Lhe Uti..
gatloD IiboU1d. be stayed pendJD.g tbe r8ezam­
inaUon. so &S to avOld undue delar' 1D
obt.&l.n1ng • flnal court adJud.JcaUon.

The Import..wce of havlni prwrart re·
lied upon to Inn.lldatea patnlt revtewed
In the tint Instance by the PTO. when ob·
talnable without dela,. of Intr1n,ement Uti..
• auon. cannot be too hlgbly emphulzed..
In.d.H<I. rel1a.ble It&tb.Uca IUDelt that ..
aJJDiAantJ1 htsber percenta.s. ot UtJgateci

3

pa.tenta are held. invalid wbere prior tort
rt"'lted 0.0 in court W"IlI not prnlou!llr eon ..
Iidend by the PTO tha.il .... the CIlJl.e ..here
the prior art ha.cl been 30 consldered.'

The IUbcommltte<e l"t'eOlIUZlenda en.r..ct ..
InUIt. of SUitable lrglelatlon l to fulIy 1m.
plemeDt the rteUmJna.UOD Iystemi 10 the
lnterJm. t.be lubcommJ1.t.M eoooura.ges the
COm.mJssJ.oner 1.0 ua.e bll rUlf:-ma.klDg &U­
thorlty to InsUtut.e reexa.mJ.na.Uon to the
fUllest nunt pa&Slble,

The net etrect of thl1 sUbcommtttee's pro.
poul for fffhmtna.tlon would be 10 provide
a Ilmple. Inexpen.lve m~thod ot gre-atly 1m..
pronnl t.he quality and reua.bUlty of those
'O.s. plUAmtl wbleh b ....e demonstrated, com.
tnere1&l nlue aDd to .TOId upeIUiiln ILDd
.....te.tul procedUreI WIth te8peCt to non.
com.merclal developments. It would· a1&o
proTide a 1,IteM wbereby <:ompeu tors of
tbe pateDtee can request a more accurate
de~nltlon of tbe lnvenUon (Claims) &S
ruld:a.n.ce In their eft'ortato legitimately
compete with the patentee.s

J'OO'nf0tt5

t See Jtoenlg. "Patent Inv&1ld1tr-A Stat1a..
Uc::aJ &nd Sublta.nttve Analysis" \C1uk
Bovdma.n Co., Ltd. 1918).

I StIch u B.R. lC8:n. 94tb Congress. Ja.nu...
a.ry 30. 1978. al mocUned by Resoluttons Two
a.nd. Three or tbe August. 1811 annual ~t.
I..Dg at the Patent., Ttadema:t And Copy.
rlght Law SeeUOD of tbe Amer1eUJ Bar ..u­
IOClatloD. the eftect of wbleh Is to III giTe
the eourt.s dtscrttton to atay UtlgaUon for
determin.aUon of \he 1&Iue by tbe PTO, and.
(2l pro"'lde third parties who bue Initiated
a reuamJnatlon proceecllng to have an op_
portunity to submIt .. wntt.en ~ponse to
the Itatemenu fl1ed by the patentee.

• Bee AppendiX H.•
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