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August 28, 1979

Dear Colleague:

On August 3, 1979 1 introduced S. 1679, the Patent Law Amendments
Act, : : '

This bill is designed to reduce the costs of challenges to the
validity of an issued patent by allowing the Patent and Trademark Office
to reexamine contested patents rather than going to court in litigation
which freauently costs both parties $250,000 or more and can take months
(and even years) of legal manuevering before any decision is reached on
the worth of the patent. The Patent and Trademark Office has the capability
of evaluating such patent challenges for a modest fee and has the technical
expertise to evaluate the complex materials whlch are used in these patent
‘cases.

The Patent Law Amendments Act will help to restore confidence in
our patent system by eliminating unnecessary legal red tape. This bill
will be important to all patent holders, but is especially important to the

independent inventor and small businessman who sometimes find themselves
being "blackmailed" by larger corporations who realize that these inventors
canmot afford to defend their patents in court and can be 1nfr1nged upon
hlth little danger.

S. 1679 will also help turn around our declining rates of innovation
and productivity by restoring confidence in our patent system. The bill
has been unanimously endorsed by the American Bar Association's Patent,
Trademark and Copyright Law Section at its Annual Meetlng on August 11, 15979,

1 hope that you will join me in support of this important bill, If
you need any more information please ask me or call Joe Allen of my staff
at 224-9263. 1 have englosed a copy of my floor statement and the bill for
your information. S

Sincerely,

Nt

Birch Bayh [/



“§301. Rules established by Commissioner
of Patents

“The Commissioper shsell estadblish rules

and reguletions for the gitation to the OfMce

of prior art patenis or publications, per-

tipent td the validity of patents, and for the

reezamination of patents in tbe JMght of

.. sumh prior art.

"§ 307 Citation of art
"Any person maey, at any time within the
period of enforceability of & patent, cite to
the Office prior patents or pubiications s hich
may have s beiring on the patentabllity of
any <isim of the patent, provided that the
person citing Such prior art identifies it
writing the parife) of the same considered
.pertinent and the manner of spplying the
same to at least one claim of the patent. The
wTiting !dentifying snd spplying the same
_shall become & part of the official file of
the patent. The ldentity of the person cit-
Ang the prior art will be excluded from such
e upon his request to teroalh ANORFMOUS.
" 303. Request for examination
*ADY person may, At sny time within the
period 5f snforceabllity of & patent, request
yeexemination of the PALERT A3 1O the pa-
tentabliity ©f any cialm thereof tn the Ught
of any prior &rt cited under the provislons
of sectisn 302 of this chepter. by filing !o
the Office s written request for such .re-
examination accompanied by s reezsmina-
tion fee prescribed according to this titde
and by a siatement of the retation of such
pricr art to the patentabllity of the claim
or claima luvolved. Unless the requesting
persan ts the patentee, the Commissioner
snall promptly send s cupy of such request
and siatement to the owner of the patent
appearing Irom the records of the Ofice at
the time of the Alizg of the request.
“§ 304 Determination of {ssue by Commls-
sioncr of Pstlents
“(a) Within ninety deys following the
pling of & request for reexamination under
seciton 363 of this chapter, the Commis-
sloner sha!l make a determination as to
aterher a substantia) new question of pat.

entability afferting any cialm of the patent

conrerhed, nhot previously considered in
examination oOr reexaminailon of such claim,
18 ralsed b§ the considerstlon, with or with-

. out any other prier art, of the prior art which
has.been cited ln relation to the patent ace
carding 1o sectlon 302 of this chapter, Tha
Commissicner on his own Initiative may
make such & determination at any time.

" *(b) A Tecord of the Commissigner's de-
termination under paragraph (4) of this sec-
tion shail be msade in the fle of the patent,
and & copy of It sent promptly to the owner
of the patent,

“ici- A determination by the Commissioner
pursuant to paragraph () of this sectlon
that such & pew question of patentabllity is
not so ralsed shall be Bnal snd Donap-
peelable, .

4 305. Reexamination ordered by Commis-

sicher of Paients

v1f. in s-determinstion made pursnant to
parsgraph (a) of seciion 304, the Commis-
sioner finds that & substantial hew guestion
of patentablilty affecting & cinim or claims of
the patent Is ralsed bv consuderation of the
parenis and publications that hare been
clted In relntlon o the patent sfcording to

gec:lon 302 of this chap:er, he shal order a
reexaminstion of the palent for the resoju-
tiort of the guestion, and shall proceed to

_ resolve it as though the c¢laim or claims
involved werd present i 8 pending applica-
tion. The psatent owner sholl be given a rea-
scnahle period, not leis than 1wo months,
after the Aling of the recxam!naiion order
within which he mav file a statement on
sueh ouestion for consideraticn in the

resxaminaticn. The patentee shsl]l serve &
copy of such statement on any person who

has requested exammation sccortding to sec-
tion 30Y of this chapter snd sucn person
snatl have the right, within & period of two
months from sich mervice, to submit & reply
to the patentes statement. ANy reciamins-
tion proceeding under this section shall be
condneied with special dispstch within the
Office.
"§ 304. Response of améndment by patent
owner

“The patent owner ghall be provided an
oppartunity in any reexamination proceed-
ing under this chapter to amend any claim
of his patent in ofder to dlitingutsh the
cislm from prior art cited according to sec-
tion 302 of this chapter, or in response to
& declsion adverse io the pateatablilty of
the claiza, but Do amendment enlarging the
scope of & claim shall be permitted In s re-
examination proceeding under this chapter,

“$ 307, Appeals
*The owner of » patent involved ln & re-
examination under this chapter
may appeal from s final decision in such
Froceeding adverse to the petentabllity of
any claim, or amendéd claim, of the patent.
“§ 308. Certificate of pstentabiiity, unpat-
entability and claim cancellation
“Whets in » reexsmlnationr proceeding
under this chapter the time for appeal has
axpired of any Appesl proceeding bas ter-
minated, the Commissloner ghall {ssue and
publish & certificate cancelling any claim ot
the patent finally determined in such pro-
ceeding or on appeal therein to be unpsi-
entable, confirming any clalm of the patent
30 determined 10 be patentabie, and incorpo-
ming in the patent any amended claim
thereof s0 determined to be patentable.

*§309. Rellance on art in court

“'No patent or (printed) publication may be
teiled upon as evidence of noopatentabliity
tn & civtl nction Involving an ssue of validity
or infringement of & phtent uniess {a} the
patent or publication was cited by or to the
Office during prosecution of the application
for the patent or wea subml!tied for constd-
tratlon by the Office 1n socordance with sec-
tlons 302 and 303 of this chaprer and was
sctually considered In accordance with sec-

tion 304, or (b} the Court. upol motion, con- .

cludes such submlisslon and reconsideration
Lo be unhecessary for its adfudication of the
tssue of walldity or Infringement, ‘The
Lmitation provided by this section shall ap-

_ply 1o any civil action in which & pleading

presents a claim for infringement or for
adjudication of the wvalidity of a patent,
upon the basls of the contents of the patent
Ole as 1t existed on the date of the filing
of such plesding, excepting that a party
may rely upon a patent or publicstion cited
later, and upon the final determination had
on a request for reexamination it the light
of such patent or publication. iIf such patent
or publleation was cited and such request
was filed in the Office within the period of &

stay ordered by the court in aocordance with
section 310 of this chapter.

“$310. Btay of court proceedings to permit

Offce review

“{a) Any party tw & tivil action sgainst
whom & pleading presents & claim for In-
fringement or for adjudication of the valldity
of & patent zhall have the right, by motian
brought before any responsive plesding, o
secure & stay of all proceedings in the acuon
by order of thre court for a period, not less
than four months, sufficient to ensable such
party t0 search for and cite patents or pub-
lications considered pertinent w the patent
and to request reeanminstion of the patent
in view of such prior art sccording to sections
302 and 303 of this chapter. If such party
files & request for auch reezamipation in the
OMce and serves and files & copy of it in the
sction within the period of the stay pto-
vided by such order, the stay shall be ex-

tendea oy rurther prder of the court unti
&% leaxt Twendy days after the final deter-
mination of the request fof reczamination,

“{b) Thbe court, on motion and upon such
terme a4 sre Just, may at Aoy time stay the
proceedings in a ctrll acuon in which the
valldity of & patend la in istus for s period
sufficient 1o enabls the moving party to cite
to the OMce Dewly discovered additional
Prior art (o the pature of patents or (piint-
ed} publications and 10 secure final deter»
minstion of & request for reazamlnation of
the patent in the Hght of such additional
prior art, provided the court finds that ruch
sdditlonal prior art, in flect, constitutes
newly discoversd evidence which by due dill-
genoe could nol hare been discoverad In tims
1o be cited to and considersd by the OfMce
within the period of & stay of such proceed-
ings that was or could have been pecursd
&ccording to subssction (a) of this section.
*$ 311. Dismissal of complaint

“Ibe party of partles whose complaint
commencing & ¢ivil action presants & ciatm
for infringement or for adjudicstion af the
validity of & patent shall have the right, by
hgtice served upon the olher party or parties
and flled in the srtion st any time within
tbeperiodotlmymmtdbywacounpurc
suant to section 310 of this chapter, to dis-
miss such compisint without prejudice and
without costa to any party.”,

DaArt RIPORT OR PATENT PoLicy

~ (A draft repart of the Advizsory Subcommits
tee on Putent and Information Policy of the
Advisory Committee on Industrial Innova-
tion estabiished as part of the Domestic
Policy Review, Dea. 20, 1978)

(Notioe: This report represents the views
of the Subcommittee on Patent and Informa.
tion Pollcy of the Advisory Committee on
Industrial Innovstion, an sd¥visory commlte
tee convensd by and reporting to the Secre-
tary of Commerce. The views of the Sub-
committee do DOt Decessar!ly represent those
of the Department of Commerce or ADy other
sgency of the Pederal Government.)
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Lawrence Welke, President, Internstional
Computer Program. .

FROPrOGAL D—PFROVIDE FOR RITXAMINATION OF
- PATENTS

One of the fupdumental problems of the
exizting patent system is that pertinent prior
art ia vary often found iter the patent bas
fssued and has become comirmreially im-
portant; At thiz point in time, sdditional
prior art, bot considered by the PTO, it often
found which crestes uncertainty congeraing
the enforceabllity of the patent. Bueh uncer-
tainty often Geters the patent owner of I«
censse- from commercializing the invention,
Buch uncertainty ean also deter commercial-
tration by an interested party whe cannot
quickly and cheaply sssess tha viius of the
patent. Litigaticn Is slow and vy ¥Xpen-

sive. Buch ubncertxiniy coumpod with such

expanss can be utilized by infringers to svald
respecting the psateni property, especlally
those owned by independent invantors and
small businesses, which in turn reduced the
value of patents a8 An incentive to INNOYAtE.
Therafore, & need exists 1or » Tast, LDEXpen-
sive method for increasing the certainty as to
the enforceability and acope of & patent.

Accordingly., the subcommittee proposes
that the PTO [nitiats & sysiem for the reex.
amination of U.S pstents by any party re-
questing such resxamination during the life
of the patent. The reexamination aystem
shouki provide for submimsfon of written
arguments by the patentes and other in-
tereated persons oonoerning patentabllity
over prior patents or printed publications,
Buch reexaminstion should be handled on an
expedited basis by the PTO so that a promps
decision can be rendered. If the clalms are
held to be patentabie over the cited alt, tha
presumption of vaiidity of the patent 8 en-
banced and patentees and Interested parties
would have s clearer idea about the strength
of the patent, without resorting 1o Iitigation.
In some inatances, the reeoamination proces.
dure should heip avold Hiigstion costa

If the patent clatms were held tobe Invalid
over the cited art, the patentee would have
the right to amend hia claims and to define

" bis inventioh more sccurately or assert his

position to the Board of Appeals and, on &p-
peal, to the Court of Customs and Patent

© Appeala or the U.8 District Court for the

District of Columbia.

This reexamination system would be avafl-
sble whether or not the patent to be reex-
amined was slready involved in Utigation In
such case, howerer, it would be polely within
the cotrt's discretion as to whether the ltl-
gation sbould be stayed pending ithe reexam-
tpation, 5o a8 to avoid undue delays in

obtaining a final court adjudication.

The Importance of having prior art ree
lied upon to Invalldate s patent reviewed
in the first instance by the PTO. when ob-
talnable without delay of Infringement Hti-
gation, cannot be too highly emphasized
Indeed, reliable statistics suggest that &
signtfcantly higher percentage of litigated

patenta are held invalid where prior art
reiied on in court wss not previously con-
sidered by the PTO than was the case where
the prior art had been 30 consdered.

The subcommitise recommends enact-
ment of sultable legialstion ' to fully im-
plement the reexagunation systemm; in the
interim, the subcommitlee encourages the
Commuissicner 10 use his rule-making au«
thority to Institute reexamination to the
fullest extent possible,

The net effect of this subcommittee's pro-
posal for reexamination would be to provide
& simple, inexpenstve method of greatly im-

" proving the quality and reliabliity of those

U .S patents which have demonstrated com-
mercisl value snd to avold expensive and
wasteful procedures with respect to non-
commercial deveiopments. It would also
provide s system whereby competitors of
the patentee can request & Imore accurate
definition of the Invention (clalms) as
guldance in their efforts to legitimately
cofmpete with the patenteed
FOOTNOTES C

18ee Eoenlg, "Patent Invalldity—A Statis.
Heal and Substantive Analysis™ (Clark
Boardman Co., Ltd. 1976).

1Such st HR. 14832, 84th Congress, Janu-
ary 30, 1078, as modified by Resolutions Two
and Three of the August, 1977 annual meet«
ing of the Patent, Trademark And Copy.
right Law Section of the American Bar As.
sociation, the effect of which Is to (1) give
tha tourts discretion to stay iitigation for
deterrninstion of the iasue by the PTO, and
(2) provide third parties who have lnitiated
B reexamination proceeding to have an op-
portunity to submit & written response to
the statements fited by the patentee,

4 Bee Appendix H.g




