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To establish a uniform Federal system for manegement _protection, and utilization

of the resilts of federally spo ored smentﬁw ‘and’ .eehnologleal reséarch and

development and to further the' pubhe interest of the Umted Sta,tes domesti-
cally and abroad, and for other related purposes

NS AR

IN THE HOUSE OF REPRESENTATIVES

SEPTEMBER 23 1981

Mr ErTEL (for himself, Mr. FuqQua, Mr, WALGREN Mr BROWN of Ca,hforma,
- Mr.. HOLLENBEOK Mr. LaFarce, Mr. AuComy, Mr, MurPHY, Mrs. HEOK-
LER, Mr. HUGHES a,nd Mr WINN) mtrodueed the followmg b]ll which
was referred Jomtly to the Committees on the J udiciary and Science and

~ Technology

A BILL
To establish a uniform Federal system -for management, protec-
tioﬁ, and utilization of the results of fe erally . sponsored
scientific and technological research en'd‘f-:det?elol‘)'menti;f and
to further the publie interest. of the United States domesti-
cally and abroad, and for other related purposes.
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- ‘See. 101, Findings:'
:'-See :102. Declaratmn of purpose

, _ 2 :
B'e';'.'t enacted- by the Senate and House of Representa-
tives of the United States of America in Congress assembled,

That this Act may be cited as the “Umform Federal Re-

search and Development‘Utﬂmatlon Act of 1981” |

TITLE I—POLICY '

TITLE II—FUNCTIONS OF THE OFFICE OF SOIENCE AND TEOHNOL-
OGY FPOLICY AND THE FEDERAL:COORDINATING . GOUNCIL FOR
SCIENCE, EN INEERIN ;) AND "HNOLOGY '

See. 201. Federal Coordma,tmg Council for Science, Engmeermg, and Technology

NITLE T ALLOCATION OF PROPERT ”RI__(}HTS iy INVENTIONS RE-

SULTING FROM FEDERALLY SP (SORED RESEARCH AND DE-
h VELOPMENT ' :

Sec. 801. Ownersh1p and rights of the Government, .

Sec. 302. Rights of the contraetor. . . . ... .. . . .. ..
Sec. 303. Waiver,

Sec. 304. March-in-rights.

Sec. 305, ; General pl‘OVlSlOIlS

Sec. 308. Judicial review.” "

See: 307. Contractor’s payments to the Government.

- . Sec. 308. Background rlghts

e B Deftons. |
Frig, Bee;: 512, Relafionship to otherlaws: [, 0o i

% TITIE W_-DOMESTIC AND FOREIGN PROTECTION AND LICENSING

a OF FEDERALLY OWNED INVENTIONS

Sec. 401. Authonty of Federai agencies. - o :

Sec. 402. Authority of the SBecretary of Commerce in cooperatlon w1th other Fed-
eral agencies,

Sec. 403. Authonty of the Administrator of General Services.

Sec. 404. Grants of an exclusive or partially exclusive license.

. CrAPTER 1—DEFINITIONS; RELATIONSHIP TO OTHEE Laws:; » ¢ [

(HAPTER 2-— AMENDMENTS TO OTHER Acts -

Sec. 521, Tdentified Acts amended.
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- CmaPTER 3—RBrwRoTIvE Dare 'Pnov’rsrort .
Sec. 531. Bffective date. R E o
TITLE I—POLICY
. FINDINGS

SEO 101 The Oongress recogmzmg the profound

_1mpaot of sc1enee and technology on somety and the 1nterrela-

L_tlons of selentlflo technologleal econom1c somal pol1tlcal

and 1nst1tut10nal faetors hereby f1nds that——.
(1) lIIVBIItIOIlS m SCleIlt]flc and teehnologmal f1elds
‘ resultmg from Work performed under Federal researeh |
and development programs oonstrtute a valuable na-
| _t1onal resource; |
) (2) Federal pohoy on the allooatmns of nghts to
B ;lnventmns resultrng from federally sponsored researoh
e and development should stnnulate mventors meet the
| needs of the Federal G‘rovernment and serve the pubhc
‘mterest and A _4
B (3) the publlc mterest Would be better served if
\_greater efforts were made to promote the oommero1al
iuse of new teohnology resultlng from federally spon—
I_lsored research and development both in the Umted
_‘_States and forelgn eountrres as approprlate
o | DECLARATION OF PURPOSE
| ) SEG 102 It is the purpose of thls Aot to—
(1) estabhsh a unrform Federal system for the

management and use of the results of federally spon— _

J. 86-300—0




1 | sored scientific and teohnologlcal ‘research and develop-
2 ment o - | S
3 (2) prorrlde for umform 1mplementatlon of the pro-
4 v1s1ons of this Act and to make a contlnumg effort to
5 o momtor such 1mp1ementation S
6 B (3) allocate rrghts to 1nvent1ons by contractors
7 o whlch result from federally sponsored research and de-
8 | '_Velopment 50 88 to—~—"k o
9 " R (A) enoourage the partlelpatlon of the most
10 | quahfled and oompetent veontraotors
11 | (B) foster competltlon B
12 | (C) reduce the admmrstratwe burdens, both
13 "lfor the Federal agenmes and its eontractors, and
14 | (D) proteot the pubhe mvestment in researeh
15 ‘iand development by promotlng the \mdespread
16 | h .'{utﬂlzatlon of 1nvent1ons, R |
17 (4) prov1de for a domestlc and forelgn protectlon
18 B and hcensmg program to obtam eommerelal utlhzatlon
19 'lj‘_‘.{of federally owned 1nvent10ns W1th the obJeetlve of
20 {5strengthen1ng the Nanon ‘s”economy and expand.mg 1ts
21 ".:domestro and forelgn markets and o .
22 | (5) amend or repeal other Acts and Exeeutlve
23 orders regardlng the allocatlon of rlghts to lnventlons
24 whlch result from federally sponsored researeh and de-
25 N Velopment and the hcensmg of federally owned patents

3. 86-300—0
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TITLE I[—-FUNCTIONS OF THE OFFICE OF SCI-
ENCE AND TEOHNOLOGY POLICY AND THE
 FEDERAL OOORDINATING OOUNOIL FOR SCL.
: __.ENOE ENGINEER]ZNG AND TEOI—INOLOGY }

1

2

3

4

5 .l_‘FEDERAL COORDINATING COUNCIL FOR SOIENCE

6 - -_ ENGINEERING AND TECHNOLOGY .‘ , R |
7 . SEC 201 (a) The Federal Coordma,tmg Counoll for SCI—
87 ence, Engmeermg, and Technology (estabhshed by seotron
9 | 401 of the Natlonal Sorence and Technology Pohcy, Orgam-

10 zatron and Prrorrtles Act of 1976 (42 U S C 6651)) (hereln-

11 after in thls Act referred to as the “Councﬂ”) shall make

12 _recommendatlons to the Drrector of the Off1ce of Scrence and
I‘if_’.js_.Teohnology Pohcy (herema,fter m tlns trtle referred to as the
14 "‘Dlreetor ), with regard to—_ o _ I
5 ) (1) umforrn and effeotrve plannmg and admrmstre; x;
16 ) tron of Federal progra,ms pertammg to rnventrons pat— ‘

IV ents, tra,demarks copyrrghts nghts in teohmoal data‘

18 __ -_ and matters connected therewrth “

19 - (2) unlform pohmes, regulatrons guldehnes and

20 B | .preetroes to ca,rry out the prowsmns of thrs Aot and‘

21 t_ . other Federal Government ob3eot1ves in the freld of 1n-' '

22 | tellectual property, and | o -

23 o (3) umformlty and effeotlveness of 1r1terpretat1or1

24 J.a,nd 1mplementatlon by md1v1dua1 Federal egencres of

J. 86-300—0
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the prowsmns of th1s Act and other related Federal

9 Government pohcles regulatlons and practlces

(b) Recommendatlons regardmg matters Set forth in sub-

4 seotlon (a) whlch are made hy the Councll and adopted by the

5

Dlrector shall be transmltted to Federal agenc1es through ap-

6 proprlate channels

(e) In order to carry out the respons1b111t1es set forth in

subsectlons (a) and (b) the Councﬂ 1s authorlzed to—

(1) acqulre data and reports from Federal agencles

. on the 1nterpretat10n and unplementatlon of th1s Aet

mand related pohcles regulatlons and praetlces o

(2) rev1eW on 1ts own 1n1t1at1ve or upon request

| by a Federal agency, Federal agency 1mp1ementat10n

_ of the prowsmns of thls Act

| (3) analyze on a contmumg hasm data acqmred

“ ..by the 00un011

(4) cons1der problems and developments in the

' flelds of mventlons patents trademarks, eopyrlghts

__ rlghts in techmcal data and matters conneoted there-

Wlth and the 1mpact thereof on Federal Government

pohoy or unlform aecommodatlon or unplementatmn by

L

_Federal agenoles and

(5) pubhsh annually a report on Counell efforts

fmdmgs and recommendatmns made under this sec-

tron. :

86-300—0 -
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.:'1 TITLE III—ALLOOATION OF PROPERTY "RIGHTS
' IN INVENTIONS RESULTING FROM FEDERAL- |

LY SPONSORED RESEAROH AND DEVELOP-
';‘MENT' Dol ey

. OWNERSHIP AND RIGHTS OF THE GOVERNMENT

behelf of the Federal Government at the t1me of entermg

9"
3
4
5
' :6;": :SEO 301 (a) anh ‘Federal ageney shall a,cqmre on
7
8 i mto a eontraet tltle to0 any 1nvent10n made under the con-
9

traet of a Federal ageney if the agenoy determmes thet—

10 S (1) the' services of the contraetor are for ‘the oper-

11 ation of Federal research and development eenters in-

12 “eludmg Government" owned -.-:research or produotmn
e 'faclhtles e A -
14 B (2) the restrletlon or ehmmatlon of the rlght to
15.; e retam fitle to eny subjeot 1nvent10n is neeessary to pro-
16 . tect the natlonal seeurlty na,ture of such’ actmtles
17 S beeause of exceptlonal cucumstances aoqulsl-
18 " tion of title by the Government is necessary to assure
19 7 the adequate proteotlon of the pubhe health sefety, or
20 welfare or |

21 (4) the. prlnolpal purpose of the oontra,ot is to de-
99 "Velop or 1mproue products prooesses or methods

23 ‘which will be requn'ed for use by Govemmem
o4 '"reguletlons—Peceeseled- howover: g}h&ﬁ the Tedersl
% .'&geney rany Sﬁbﬂﬁq%ﬂﬂ.’y‘ waive all or &ny part of the

J. 86-300—-0




N thtseftheFedefalGevemmeﬂt-ﬂ-nderthisseeﬁeﬂte

o

%}B’H 393_ R ; e NN i
(5) themcontmct' ] not.to be- perfomed in the

Umted S tates, zts possesszons or Puerto tho :
. (6) the contractor 1s a busmess ent1ty
, that does not have a place of busmess located

L m the Unlted States, except that thls para-

@ oo e Tov ot W -%o Lo

- ,__kr‘graph shall not requlre an agency to take an

" __{___jt;of the Unlted States, or

|
1@

_ngiactlon m v1olatlon of exrstlng treatres or laws

il L
DDt

(7) the contractor 1s or 1s subject to the

ol
o

control of a forelgn government except that

U

. _thls paragraph shall not requlre an agency to

-
o

- take an actlon in vmlatlon of ex1stlng treatles

) or laws of the Unlted States

H v-'\
ST

g ‘The Fedeml agency may. subsequently wawe all or any part

. (IJ w3

‘of tke mghts of the Fedeml Govemment wnder thts sectton to

Ci—t
o

_such mvennon n conformtty wzth the pmmswns of section

303,

o
o N

(b) In other S1tuat1ons not covered by subsectmn (a) each

B R R ]
w LD ‘_‘51.}—‘

_Federal agency shall acqun'e on behalf of the Federal Gov—
ernment at the t1me of contractmg—?

(1) an agreement that 1f the contractor elects not

e )
e~

2 DO
st

Mo iﬂe a patent. _.@Ppl}ﬁaft..lea n._ﬁ..sublect-mventlon in

J. 86-300—0




9

* any country, titlé ‘to-such an:invention shall be as--

+gigned to -the Federal -Government;: subject to the
i rights retained - by the- ‘contractor; under section 302;
v ignd 1 i e ny s e
oo vi(2)7an agreementithat; if‘the contractor -eleéts oo
file a patent application in accordanée with section
302—
(A) the Federal agency: shall: haxfé‘" the right

© ® N B G R W

1 t0- require periodic: written: reports-‘at-reasonable

- sutervals and;: when specifically requested. by: such

— o=
= O

" agency, Teports ion the' eemmereial use commer-

-

"33 cialization o ‘other - form “of “utilization by the

1 publie” that is“being made or is:intended to be

© made of “any” subject invention: - Provided;That

L

* “aniy such information”shall'be treated by ‘the Fed-

-
o

7 Yeral agenicy as-commercial 'or finaneial information

2
=

7 obtained from & person and privileged or’confiden-

“ fal> and not-subject 'to’ disclosure under the: Free-

k.
Qo

“4 " dom of Tnformation Act' (5 US.0. 552); - 1~ ,

it
S

1757 (B) the Govertiment: shall have a ‘nibnexclii-

SRR
= O

* ‘sive, nohtransferable; irrevocable; ‘paid-up licerise

w.

o practice’or have practiced any ‘subject invention

B
e

throughout the world by or oii behalf of ‘the Fed-

i eral Government, ‘and ‘tmay, i provided m such

b

95 " "' agreement, have' additional’ rights to "sublicerise

J. 86-300-—0——2
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- -any:State or domestic local government. or to sub-
w=izlicense tany: foreign -government: pursuant to for-
© eign; policy: considerations, ..or. any -existing -or
future treaty or agreement, when it i§-determined
1220 torbe in the national interest to.acquire such add_j-
tional rights.::

RIGHTS OF THE CONTRACTOR. '

20 ool BB 302:-(a) Whenever & contractor enters into .a con-

10;-

12
13

15
16
17
18-

‘19

20,
22:
237
25,

«tract. with- a: Federal ‘agency. other. than. in: those circum-

stances-identified. i : section- 301(a), the centractor or inven-
tor-shall have:the-option. ofretaining title to any invention
made under the:contract.-Such rights. shall be subject to the
limitations: set forth in section:304 and the provisions of see-
‘Hion sections 301(h)(2). and:305.. Such: option shall be exer-
‘cised by notifying the Government:at, the, time of disclosure-of
the: invention. or within, such. time thereafter as may be pro-
vided in; the, contract. The Government. shall obtain title to

any:invention for. which.this.option is not. exercised.

(b} When the Government, obtains. itle to an invention
-under section 301 or 302(a), :the contractor shall retain a
nonexclusive, ‘royalty-free:license ;which shall be revocable

~only to the extent necessary for the.Government to grant an

«(e) If-a_contractor. does mot exercise s option to retain

title the. Federal agency may consider and, after consultation

J. 86-300—0
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SEc. 303. A Federal agency. may.at, pny time weive all

or any part of the rights of theUmted States under this title

section 301(a) to any invention or class of inventions made or

. which may be made by any person or class of persons under

s under-,se@tmn .;3.0} 1o ,h{lge-l,‘; G;%E,SPS. or. Ph@.. mtﬁ?.‘?ﬁ?ﬁ ~9,f. ‘%h?
United, States and. the general publ_ic._w._ill .be_'. best served

,.;__thereby The agency. shall maintain a record which. shal] be

made pubhc and periodically updated, of determmatlons made

. under . this section.. In making-. such determmatlons the

-agency shall. cons1der the following ebjectives:

(1), encouragmg the wide avallabﬂlty to the puhhc :
of the benefits of the experimental, dgj}iqlqunental, or
- research, programs in the shortest practicable time;

+ (2) promoting the commercial utilization of such

- cdnventionsy .o

(3) encouraging participation.by private persons in

“ . the Government-sponsored experimental, developmen-

. tal, or.research programs; and. .. . o
(4:) r . ' - : EREE -..2
| m&rke%eeﬂeeﬂ&&%wﬁeftheepe&%mefmﬁﬂﬂ%eﬁ&neeef

J. 86-300—0
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1 i ieneitont itk s Latitast Towes

fostering ’*éiifﬁl’iéfifi;iii'n‘ and ‘preventing the cre-
atlon or mamtenance of situations 1ncons1st-

ent w1th the antltrust aws

MARGI-I—IN-RIGI—ITS I P e

“od o rétain title to an hvertion ‘under Section 802 or 308,
‘the Federal agency shall have the Hight, pursiiant to regula-
“ioiis and sibjeét 15 the providions of sibsbotion ()L 10 grast,
or Tequire the contractor to’ grant, a nonexclusive, partially
" exchusive, ‘or exclusive license to # responsible’ applicant or

i, g trnie resobl e he s,

(1) because the contractor hés not taken, or'is ot
expected’ to take'- ’Wlthln' a"'reasona;ble"tlme-, ‘effective
o fsteps 0" achleve practlca,l apphca,tion of ‘the subject in-

o ;'Ventlon

Q) o' alleviaté Serious héalth: safety, or welfare

" 'néeds which ate ot résoriably satisfied by the con’
tractor or its licensees or otherw;lé;iiﬁ"r?é(iﬁfr"éd for the

© (3) to meet requirements’ for public use specified

by Federal regulation” which aré tiot reasonably satis:

“ fied by the eonttactor or its licerisées; or

- J. 86-300—0"
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=
-
o

1 (@) because the Aactions of the contractor heyond

i 2 -Mthe” exerclse of the excluel\r “ ;r1ghts Vhe 1 ‘ventlon

Shwe teaded s-u-bs-t&ﬂtml—ly o lessen eem?etmea éf o
5the Uﬁited Sta;tee i &ny }me e£ commerce to whieh

6 the teehueleg—y fel-&tes- o te eree-te &n& mmm et-hef

) 7 &t&&t&e&s tﬁﬂﬁ&ﬂﬂ-ﬁﬂﬁtwﬁh the&ntxtr&st laws~ have

8 ﬁ'created or i{ialﬁltéinéd a mtuatlon 1nc0n51st-
9.

§ ent Wlth the antltrust laws

(b) The determmatlons reqmred under subseotlon (a)

sha,ll be made upon the bams of such mformetlon a8 may be

| e
=5

T
(] I—l

presented by the contractor an mterested party, or any Fed-

eral agency Such determmatlon shall be made after pubho

g =
5753..03 s

' 14 notloe end opportumty for hearmg 1f suoh a heanng is re-

L=

15 quested hy any mterested person Justrfymg suoh 2 hearmg

_ 16 GENERAL PROVISIONS o

IV SEG 305 (a) The allooatlon of property rlghts in sub—

18 ]ect mventlons shall be determmed by umform regulatlons

19 ..1ssued by the Admrmstrator of Greneral Servrces and the Seo-

20 retary of Defense employmg -a srngle patent rlghts clause 1 in
21 all mstances exeept as may be prowded in such regula—_
22 ,_.tlons—s&bjeet te the mm*mm ﬂ-ghts eeqmred anaer ﬂeetiee
23 391(19){2}- oFr 88 preﬂdedm pa-m—gea—ph (-5) Such a patent‘

24 rrghts olause shall mclude _the provrs1ons requlred by sectrons;

© 1. 86-300—0




1 301 3()2 and 304 and eaeh eontraet entered mto by the

| .‘:2 Federal ageney shall melude prowsmns t0-— .

(1) requlre a prompt; dlsclesure by the contra,etor

" of each subJeet mventwn Whlch 1s or may be patentable

under the laws of the Umted States -
A %9 ﬁle & l eﬂ the E ]E EE% -HHVEEB

(2) requz're an electwn at the ttme of d’tsclosure or

fo oiral o oot

10 ' within @ reasonable tzme thereafter whether the con-
11 . :tmctor mtends to ftle o patent applteatton on the sub-
12 Ject mventwn m the Umted States or other cou'ntmes
e (3) ey i ﬁhe contractor clecto fo e ol

LA (3) requzre where the contmctor elects to retem

18 .i"_. t'ttle—.:‘
19 o (A) the lemg of a patent appltcatzon wzthm

50 | ;:"'a Teasonable penod of tzme and S

21 (B) the lemg of a declamtwn of the contmc-

22 o tors mtent to eommercwlzze or otherwzse achzeve

03 the utzlzzatwn of the m'eentwn by the pu S .

24 R (4) requlre an obllgatlon on the part of the con-'

25 tractor, in the event a United States patent application

J. 86-300—0
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' is filed by o on its behalf of by any assrgnee & ‘the
':contractor t0 nlclude Wlthm the speclfrcatlon ‘of such
"‘.'i:'.appheatron and any patent 1ssu1ng thereon 2 state-
“ment specifying ' that the invention was made ‘with
o :'Government support and ‘that the Government has cer-
""‘:"'tam rrghts in ‘the mventlon pnd | | \
| 5 permlt devmtlon to the minimum rlghts ac-

o ':'qulred under sectlons 301(b)(2) and 304(&) on's’ class

‘i‘:»: IS

basrs in—"

(A) contracts mvolvmg cosponsored cost

?.'%Ir;:?jlshé,ﬁng; or ]Omt “Jentiire researéh when' the eon-
" iractor is required to make & ‘substantial contribi-
tion of funds, facilities, o equlprnenttothe work
performed under the contraet; and ‘
(B) speclal contractlng situations  such as

" Fedetal pr1ce “or purchase supports and” Federal"'

Y6) require tha & tmnsferby thecontmctorof the

ks i any siljedt ihdention will be vubject t the

 rights”of the Federal ‘Government provided for' i sec’
T tivhs 801, 808,304 and 807, ¢ T e
No deviation under this subsection shail waiveé; iti whole or in'

patt, the minimum Tights to'be sécured for-the Fedéral Gov-

“ernment set forth in' section $04(a)(4). The Federal Govern-

“‘merit ‘shall’ withhold publication or ‘release to"the  public of

J. 86-300—0
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, 1nf0rmat10n dlselosmg any | 1nvent1on subJect to. the umferm
iregulatlons 1ssued under thls subseetlon for a reasonable tnne

1n order for a Unlted States or forelgn patent apphcatlon 1;0

if__be flled

~~~~~~~~ Tieini i s HELT e

(b) When it is. determmed that the r1ght to reqmre 11-
censing or the r1ght-0f the Federal agency fto hcense should

he exerelsed pursuant to section 304(&) the Federa,l agency

may . speelfy terms and eondltlens meludmg royalt1es to be

charged, if any, and the duration and field of :;];'1;,;89:‘§0f the li-

.cense, if appropriate.consistent with the provisiom of title I V
,,_eof this Aet. Agency. determlnatmns as to the rlghts to 1nven-
;-tions under this title shall be made in an expedltleus mannerr

 without unnecessary delay. .

. ... JUDICIAL REVIEW,

. SEC.. 308, Any person adversely affected by a Federa]

.. Agency. ¢ determlnatlon made under eeehen 394{&-) oF 396(49}

this Aet may, at any tnne WlthlIl smty days after the determi-

. nation is.Issued, file a pefition to the United. States Ceurt of
. Gleims Court of Customs, and, Patent Appeals, which shall

-have, jurisdiction to determine, the matter, de,novo and to

affirm, reverse, or rnodify -as,.app‘l;gpnieyt{_e,_-ﬁﬂge determination

of the Federal agency. . :...c il it oy

.» SEC: 307, :(a) The. Administrator of the General Sery:

Jces. Administration.and the Secretary of Defense shall issue

J. 86-300—0 ‘ ‘ e
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" regulations.which will provide payment to:the:Government .
“for: Federal 'funding ‘of: research and-development activities
“through the sharing of royalties ‘or:revénues: or-both with the

-contractor:Such regulations- shall provide, to the extent ap-

SR TR AN v

“propriate, a-standard ‘contractual claiise tobe:included in all
Federal research and-development:eontracts:« «: “:loe
w5+ (by Such regulations may-allow the:agency to'waive all

“or part.of the paymeént set forth in subsection (a) above:at the

--time of ‘contracting 'or: at the request of the contractor:where

—
<

“the agency-determines.that— oo oo -

(1) the probable administré,tivés:cb§its;.f:a;re:.likely t0

o
b =

be greater-than the expected amount of payment; or .

2t (2): the Federal ‘Government’s ¢ontribution to thée

=
= w

- technology as licensed or.utilized is instbstantial:com-

[S=3
o

pared ‘with private investment made or to-be made in

L
(@]

" ..the technology; or +*

H‘
~T

- 7.77(8) the' contractor is-a ‘small “business, ‘educational

(SN
co

institution, or nonprofit organization; ‘or’

[y
o

= -(4)"thetotal “Government funding of the technol:

ho
e

ogy with:thé contractor: is less than $500,000; or

(W]
[EaTy

< s#d(b)the payment would place the ‘dontractor at a

b
o

competitive ' disadvantage - or: wouldstifle - commercial

M.
@

©.+% utilization of the:technology; or i

bD
o=

i:(@)+it.is - otherwise in the best interests of the Gov-

o
o

ernment and the general public.

J. 86-300—0——3
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18
-+.{c) Such:regulations shall be promulgated within twelve

s‘months -of enactment of this-section, but will not take effect

for a period: of sixty-days subject to:disapproval by resolution

by either: H‘ousjé;:-:of-.-;":C'()ngress. Sueh disapprovel reselution

shall be eonisidered & preforential resolution and may be

.+ (d) Until such regulations become: effective; each agency

‘shall obtain:payment or behalf of the Federal Government
“for-its research’and development activities:on a contra,ct-by-
contract ba,sm in a manner consistent with the prowsmns of

1 - subsection{h): above

4 BACKGROUND RIGHTS 5

- .. SEC..308. Nothing contained in this: Act shall be con-

=strued: to:deprive the owner of any-background _;.p_a_tent or to

~'such rights as the owner:may have thereunder. :

TITLE IV—DOMESTIC AND FOREIGN - PROTEC-
oo TION AND: .. LICENSING - OF . FEDERALLY

OWNED INVENTIONS . . - - b

‘- AUTHORITY .OF FEDERAL AGENCIES

¢ SEC.401: Federdlagencias_-aare_:_a,-uthorizéd 50—
- A1). apply. for;. obtain, and maintain patents or
.- other forms of, protection in the United:States and in
foreign countries on:inventions . in, which:‘the Federal

: - Government owns:a right,title, or:interest;

J. 86-300—0




-1, -(2) promote the.licensing;of inventions covered by

o _-federally. .own_ed_.:pa,teﬂt.:‘a;_)plicai;_;io_ns,--;-p_atent_s-, or other
. forms-of protection obtained: with the .ije,otiv‘e of maxi-
, Iﬁizing utilization by. the: public :of the.__-inve_ntiohs cov-
woooceredstherebys o essie b

~+(8) grant- nonexclusive; exclusive, or partially ex-
-+ clusive-licenses under: federally. owned: patent applica-

- tions; patents, -or'.other forms: of ‘protection obtained,

royalty free or for royalties: or other: consideration, and

[y
<

~+~on such-terms and conditions, imcluding -the grant to

-
Pk

'+ the licensee'of the right-of enforcement pursuant to the

provisions of chapter 28 of title 85, United States

e
W b

~:Code, as deémed. appropriate in the public interest;

e
H

- . +(4) make market surveys :and other investigations

bl
o

. - for determining the potential of: inventions for domestie

[y
o

‘and foreign licensing and ‘other forms of utilization; ac-

—t
-J

© " quire technical information and ‘engage in negotiations

[}
o

- and other activities- for promoting: the licensing and for

[y
o

*. the purpose ‘of enhancing their marketability and publi¢

utilization;=3 Solmaag s Ll it i

% i (5). ‘withhold ‘publication -or release to the public |

)
g

- information ‘disclosing any-invention in ‘which the Fed-

[ ]
o

eral Government owns or may own a right, title, or in-

no
>

“u terest for a reasonable time'in order for a patent appli-

o
O

eation to e filed; - = & ot et

J. 86-300—0




20
s w(@y undertake: thesabove and all-other suitable and
i v riecessarycsteps to protect and -administer tights to in-
“ ventions on' behalf of the Federal Government either
wiri direetly or throuéh?- contract; < i
(7) transfer custody and ad'x‘rﬁhistf’&tidn,*- in whole

" or-in part,‘to’' the Department of Commerce or to other

Federal: agencies; of the: -right,- title, or-interest in aﬁy

" invention: for: s'the'::spurpose' -of :administering the authori-

©® ® A B moRw =

- ties: set -forth' in paragraphs (1) through+(4), without :

-
o

. regard to ‘the provisions: of-the Federal Property and

v+ Administrative Services: Act-of 1949.(40:U.S.C. 471);

“and ’

|_L
o

ju—
oo

© '(8).designate the:Department of Commerce as re-

—
=

"+ cipient.of any or all-funds: received from fees, royalties,

H
o

-+ or:other management of federally owned inventions au+

=+ thorized under this: Aet:: -

TR

7. AUTHORITY:OF THE SECRETARY OF COMMERCE IN

—
®

-/ COOPERATION WITH OTHER FEDERAL AGENCIES

19. . Sec. 402. The Secretary.of Commerce is authorized i
20 cooperation with other Federal agencies f0m

21 ~ (1)..coordinate a program for:assisting all Federal
22 - agencies in carrying out the authority setforth in sec-
98 L HORAOL; s o e

24 .- - - (2) publish-notification -of all federally owned in-

25 ventions that are available for licensing; .- -

J. 86-300—0
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L pubhc of in entlons S0 1dent1f1ed P

17 Uele fian

23

24 N

L

the purpose.of:thls Act and

(3) evaluate mventmns referred by Federal agen-

cies, and patent. appheatlons f11ed thereon in order to

T

/ 1dent1fy those 1nventlons w1th the greatest commercral

potentlal and to msure promotlou and utlhzatlon by the

(4) assist the Federa,l agenoles in seekmg and

mamtammg proteet:ron on invenfions in the Unlted

‘,.,;\,

.., States and in foreign. p.qsns:%ss including the payment

of fees and costs conneeted therewith;

(5) aooept custody and admmlstratlon m whole or

m part of the nght t1t1e and 1nterest m any 1nvent10n

for the purposes set forth 111 8 t1on 401 (1) through

_ (4) Wlth the a,pproval of the Federal agency conoerned

Wlthout regard f0 the provrsrons of the Federal Proper—

by and. Admunstratrve Servrce Act of 1949 (40 U.s. C

(6) reeewe funds from fees royaltres . or other
ma,na,gement of federally owned mventlons authorlzed

under thls Aet but _ueh funds shall be used only for

z"'-n"
{3

end such other functmns

e1ther dJrectly or, through sueh contracts as are neces:

sary. ’a,nd a,pproprlate o;_accomphsh the purposes of thls

[REESO0T BRI R T iR ey A

86-300—0
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K

AUTHORITY OF THE ADMINISTRATOR OF GENERAL

SERVIOES

SEG 4 3 The Admlnlstra,tor of General Servmes is ail-

_" thorlzed o0 promulgate regulatlons speelfylng the terms a,nd

oond1t1ons upon which any federally owned 1nvent10n may be

'hoensed on a nonexcluswe partlally exelusnve or exclusrve

GRANTS OF AN EXOLUSIVE OR PARTIALLY EXGLUSIVE &

: s

SEC 404 (a) Federal agenoles Inay grant exclusive or

?

| partlally exoluswe hoenses in any invention covered by a fed-

"i"erelly OWII ed domestlc pa,t,ent 01‘ patent appllG&thIl 01’11}’

Ul}inotlce and OPPOrtunlty fOI’ f111ng Wﬂtteﬂ Ob-]ec_.

A"’tlons, 1t is deternnned that_ L
16

(1) the 1nterests of the Federal Government and

the pubho will best be served by the proposed lloense

" in view of the apphcant s 1ntent10ns plans, and ablhty
to brmg the invention-to praetlcal a,pphoatlon or other-
wise promote the mventlon s utlhzatlon by the pubhc

(2) the desn‘ed practlcal appheatlon has ‘not been'

' acnleved or is not hkely expedltlously to be aohleved
‘under any nonexeluswe hcense which ‘has been g'rant—’
“ed, or whlch may “he granted on the invention; &
(3) exclusive or partially exclusive hoensrng s a

reasonable and necessary incentive to call forth the in-

I 86-300—0
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23
Lvestment of I'lSk capltal an& expen(htures to brmg the

- mventlon to practlcal apphoatmn or otherw1se promote

" the mventlon s ut1hzat10n b)’ the PUth’ and”

(4) the proposed ‘torms ‘and " soop f 'exolusmty

e ot greater ‘than reesonably necessary to P rovide

'-the mcentlve for brmgmg the inivenition to practlcal ap—

'phcatlon or othervvlse promote this invention’s utiliza-

~tion'b by the puhhc

except that a Federal agency sha,ll"'ﬁdf g‘rant

':or partrally exoluswe license if it determines that the grant of
' suich Heonse will tend’
'resﬂtm&ndﬁeeeﬁeeﬁtr&t}eﬂm&nyeee&eﬂétheee&ﬂtfym
&ny ue of ¢ Y whidh e tochisolos

.": T %9 ] ﬁf

F o be lida

;:fe}ates—erteereeteerm&mt&methefsﬂ&&treﬁemeeﬁsrsteﬂt

_ “duch’ llcense would ‘apart from
the exercise of the ‘exclusive rights in'the inven-

tion, ‘create or mamtaln a sﬂ:uatlon 1ncons1stent

i:*wrth the antltrust laws

o (b)Aftercon51deratlon 6f whetherthe ":i:rite‘r}éf’sts of the

commerce will be enhanced, Federal’ ageneres may grant ex-

:cluswe or pa,rtlally ‘exclusive Ticenses in’ any ‘invention cov-

ered’ by a forelgn patent a,pphcatmn or patent ‘after pubhc

:‘notloe and opportumty for fllrng ‘written ObjthIOHS except

“that, a Federal agency shall ot grant such excluswe or par-

J. 86-300—0O
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_i:_the antrtrust laws.
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24
@ialir .@zscluﬁiré;,,li,?ees;e it it dotermines tha the grant of such
n &n&ue eeﬁeeﬁtmtiea a:e a—ny eeetren e£ the eeun-tr—y 35S any

_Jghneeieemmereetewhiehtheteetmelegytebeheeﬁeedre-

fl-atee—erteereeteermemtemetherertu&tienemeeﬂﬂﬁteﬁt

wrth the entatfest laws— hcense Would apart from the

_;,_gexerclse of -the excluswe rlghts in the mventlon,

create or maintain a mtuat‘rogrl_Jlrrgorl&s:lts_t’ent with

(e) The Federal agenoy shali mamtam a record of deter-

':mmatlons to_grant, exoluswe‘_‘jor partlally exoluswe hcenses

censeshallcontam Such terms and 9.99@4!1.0118: as the ;_._F!?Sie?@l

_.agency may determine to be appropriate for the protection of

the interests of the Federal Governmentand the public, in-

\,\\:.icludmg prowsmns_:for the following: .

dle ertten reports at reasonable 1ntervals

1noludmg, when spemﬁoally requested by the Federal

- agencytheextent of the commercial or. Other use by

. ,the public that is being made or is intended, to be. made
of the. 1nventron

(2) A nonexoluswe nontransferable 1rrev00able,

. 7,;,,(}pa1d—up hoense to praotree or, have praotloed for the

ei _Federal Government

J. 86-300—0
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" ricluding any Federal agency), and the additional right
“"fo sublicense ‘any State” or domestic local government
" o to ‘sublicerise “any foreigh - governiient pursuant ‘to

““foreign poliey” donsiderations, ‘or any existing or future
e treatyoragre ettient i “the 'Fed’érh;‘l “agericy determines

it wotlld be in “the ‘hational irterest to Tetaitisuch addi-

.(

!

i

%
.
=
et
CH
i
i
S
S
i
=]
!

H

i

H

tlonal I‘Ig’htS,

U S8y thie right of ‘the Federal “agenty ito’ terminate

© o 4 m o o W e =

" “such license” in' ‘wholé o6f in' part’ unléss:the licensee

-
o2

7 demonstrates Bo the ‘satistaetion”of ‘the Federal agency

ol
jay

that the licensee has taken efféétive steps; or within a

reasonable time s expected to take such steps, to #c-

-y
(]

“7%7 Gomplish substantial Gomitiercial ‘or other use ‘of ‘the in-

ot
o

vention by the puBlib";- -and

p—t ped
o

(4) the right of the Federal agency, commmencing

-y
=2}

three years after thegtant of:a license, to:Tequire the

-1

~ “licensee to ‘grant a‘nonexclusive-or: partially exclusive

o

‘license to'a-responsible applicant or:applicants, upon

=,
©

. terms reasonable imder the ‘circumstances; and in ap-

b
<

propriate ‘circumstances o0 terminate: the. license ©in

s whole or in part,-after public notice'and’ opportunity for

T
L

* - hearing, upon-a: petition‘by-an ‘Interested:person jus-

&
o

tifying such hearing, if-the Federal sgéncy: determines,

i

" upon review of :such niaterial -as-it -deems: relevant, and

< after the licensee,:or 'ot'her-;'-interé's’ted.:peps',on, has had

b

J. 86-300—0
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(- the;opportunity to. provide such releyant and material
+ovinformation; as  the Federal agency may require, that

Ly to lessen eompeti-

-4:5--;_Heﬁef%efes&lnﬁﬂﬁd&eeeneeﬁ%f&$mnm&nyseeﬁeﬁ
. . tochnology relates; or to.ereate or maintain other situ-

m&nyhaeefeemmefee%ewhieh%he

&Heﬁsmeeﬁsﬁ%em%hthe&nﬁﬁf&s%}&ws-suchh-

L CENSe: has, apart from the. exerclse of the ex-

i clusive rights in the invention, created .or

+ smaintained a:situation inconsistent with the

-+ -antitrust laws.

= TITLE: V—-MISCELLANEOUS..

- :{CHAPTER;1-——DEFINITIONS;: RELATIONSHIP TO OTHEER;

DEFINITIONS

suonoSBO. 511 A used:in this: Aet— . o

0:(1): The term ‘‘Federal agency’’ means an “execu-

<o tive agency’ a8 defmed by..section 105 ;of title:5,

./ United States: Code; and: ;thee;mlhtary; departments de-
v fined by:section' 102 of title 5, United States Code. :
(2):-The: terin:-*'contract”; means :.any contract,
“inn ogrant;s oricooperative agreement sentered. into between
<o any-Federal -ageney iand vany person for-the perform-

. -ance‘of ‘experimental;: developmental; - or:research work

- substantielly funded: by the, Federal Government. S_,l_‘_l_qh

L5

86-300—0 _
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11 term..includes; any. assignment; substitution of parties,

_i4ip-or-subcontract..of , any . type. entered. into.for, the per-
formance of experimental, developmental, or research

-1 work under.a,contract.....

Lo oo(3), The.term. {‘contractor”’ means .any person {as

defined in section 1 of:title 1; United States. Code) that

is a party. to the.contract.. ' wows iy o

e (4)The term., “‘invention!’ means any invention or

+ L. discovery and .includes. any. art,.method, process, ma-

et
f)

.+ ~chine, ,manufacture,;. design,or..composition of matter,

-y
i

or any new and useful improvement thereof, or any vas

ot
ro

+7 riety: of :plant, which:is or.may: be patentable or other:

[y
et

i wise. protectable. under:the laws of the-United States;

—

2 e D) The, term - {‘subject linvention- means any in:

el
o

i vention.or.discovery: of the.contractor conceived or first

-
@

..., actually.reduced.to: practice in.the course of or under-a

ot
]

CCODMrACY. hedinany wg ghope dod 0 bl

o
w

s inde 46) The term {‘practical -application” means to

w0

-+ .-manufacture in.the. case-of .a.composition or product, to

DD
£

: -f'«~-;z-af:n;-i;_:'::_-:;P\I‘aGJJ:_i@e n: the: case -of 2 process, .or. to:‘operate in the

e

" ‘cage of a machine: or system,.and,-in-each case, under

D
B

such conditions. as to esfablishithat.the invention s

)
o

~. being: worked and.that.its benefits ;are available to the

LD
-

_public either on reasonable: termis :or.through reason=

b -
ot

. able licensing arrangements.

J. 86-300—0
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Ster o ao(7) The  term““person’” mieans any “individual,
“* partnership; T corporation, © association, * institution, or

otherentlty

(8) The term “made”, when used i relation to

““any invention, means the conception or first actual re-

4 duction‘to practice of such invention.

(8) Tho torm ontisries love mhosis— -

‘approved July ;1800 (5 T:S:0- + et
U By thethet entifled “An Adb to' supploment

DY sdetions 93 and T4 6f Hhe Aeh entitled
<k Aot to reduee taxation to provide revenue for
& August 2% 1894 (15 U868 and 0);
T o (Y the Aet of dune 1951036 (15 H-S:0- 18; -‘

J. 86-300—0
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(9) The term “antltrust law means the

- :__laws mcluded w1th1n the deflmtlon of the

term ° antltrust laws” in section 1 of the Clay-

‘_t?ljl__Act‘(lf) U.8.C. 12), as amended.

1
2
3
4
5 L RELATIONSHIP TO OTHER LAWS .
6 ,SEC 512. Nothmg in thls Aect shall_be deemed to
7._convey to any individual, corporation, or other business orga-
8 nization immunity from civil or eriminal liability, or to create
9. defenses to actions, under any antitrust law.
10 ... . QI_IAPTER 2—-—'—AMENDMENTS.TO OTHER ACTS

. IDENTIFIED ACTS AMENDED |

12 SEC 521 The followmg Acts are hereby amended as

13 . follows i e e S et o e

14 o (1) Section 205(&) of the Act of August 14, 1946
15, _\ (_7.U_.S.0. 11624(2); 60 Stat, 1090), is amended by
16 , - _striking out the last sentence thereof. .
17 (2) Section 501(c) of the Federal Coal Mine
18, ... Health and Safety Act of 1969 (30 U.S.C. 951(c); 83
19 Stat. .742) is amendéd by étriking out the last sentence
20. .. thereof. .. ... - e .
21 ... . (3) Section 106(c) of the National Traffic and
22 Motor Vehicle Safety Act,of 1966 (15 U.S.C. 1395();
23" 80 Stat. 721) is repealed.. ... ...

J. 86-300—0
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30
- (4) Sectlon 12 of the Natmnal Sclence Foundatlon
© Act of 1950 (42 US 0 1871(&) 82 Stat 360) is re-

0 pealed

( ) Sectlon 152 of the Atomlc Energy Act of
1954 (42 US.C. 2182; 68 Stat 943) is repealed.
66) ﬂéhe National Aefeﬂar&ﬁes &n& Spaee Aeb &f

| \:'7-1-958(49%—@—245-}6%%%7—28%&?4%}}5%8&&-7

%%eﬁ%mmmm%ﬂwaﬁ
patents in which the written stad

" in subseetion (¢) of such soetion has been fled of
T requested to bo filed by the Commissioner of Pat-
| %&Bd%demﬁfkﬂpﬁefﬁeﬁheeﬁemmef

21 B&t&B—E&e%tpfepes&lfo&ﬁywmefdp&teﬁﬁﬂghﬂheld"
29 wmmmmmﬁm&mmmm’
23 Contributions Board which shall be established by the Ad-
24 ministrater within the Administretion: Sueh Beard shefl
25_%mmmwmwﬁmymam
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9
3

_4 »

10
11 T
14
15 :

18
19

e
e
93
94

.
m%mﬁmmﬁeﬁm%mém.
%ﬁhwﬁmmw&ﬂw&mmﬂmm
m%ebegﬁkeﬁmw;. sibs

' (G-)byme&hngseeaeng%%hefeé@g'
g;)bymseﬁmg&“heeﬁéefm%%@
_(‘14’) o pfeﬂde etostive eontrasinal
M%@%ﬁgém%émmé%
Axdministation; inluding foll and complote. technics

| feﬁeﬁfngeﬁ&nymnwaﬁeﬁm&éem%heee&méef
H:B&ef &n-y eemf&es of ﬂahe Adseinisteations
(E-)hymsefﬁﬂg&t%heeﬁée-fseeﬁeﬁ%@%
M%M%%Mmm
| (@) For the purposes of chapter 17 of title 35 of the
W%%mﬁmﬂﬁmﬂmﬂmm&
ée#e&se&ge&eyeﬁthe@m%e&%%&bes—&nd _
(—F—)bysiﬁfﬂﬂﬂgeﬁﬁsheﬁeﬂem&gmsee%wﬁ'
" }ng&beﬂ*ﬁs&ﬁd&g%bs%hefe&ﬁdeﬂ—

| (6) The Natlonal Aeronautlcs and Spacel
Act of 1958 (72 Stat. 426) is amended— '
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Ao e A by strlklng out section 305 there-
2 _5,__{:__0f (42 USC 2457) except that subsec-
3 ‘tlons (e), (d) and (e) of such sectlon
A L shall contlnue to be effectlve Wlth respect
'54 to any applicatlon for patents in Whlch
6. .. the written statement referred to in sub-
1. . section (c) of such sectlon has been flled
8 or reguested to be filed by the Commls-
9L ;‘_a.r:._smner of Patents and Trademarks prlor
100 to the effectwe date of thls Act
1. (B) by strlkmg out in sectlon 306(&)
12 ) thereof (42 USC 2458(a)) “(as defmed'
18 _,_‘_by sectlon 305)” and by strlkmg out “the
14 ,__Inventlons and Contrlbutlons Board es-
15 .____tabllshed under sectmn 305 of this Act”
16 " | and inserting in lleu thereof ‘an Inven-
7. .. tions and Contrlbutlons Board Whlch
18 _shall be estabhshed by the Admlmstrator
19 . ‘Wlthln the Admlmstratlon 3

20 o (C) by strlkmg out the perlod at the
21, :.';_____end of paragraph (13) of section 203((:)
22 .thereof (42 U. S C 2473(c)) and msertlng
23 . . Inlieu thereof a semlcolon and by lnsert-
24 | __ _,,mg after such paragraph the followmg

J. 86-300—0




“(14) to provule effective contractual pro-

e

ST vlsaons for the reportmg of the results of the

act1v1t1es of the Admlmstratlon 1nclud1ng

e full and complete techmcal reportlng of any

1nnovat10n ‘made in the ¢oiirse of ‘or under

o any contract of the Admlnlstratlon s

(D) by addlng at the end of such sec-

tlon 203 the followmg new subsectlon

© W A1 o OF e o bl

z“(d) For purposes of chapter 17 of title 35 of
"the United States Code, the Administration shall

- et
o o

be considered a defense agency of the Unlted

12 States sand

13 7 (BY by strlklng ‘out “(mcludmg pat-
14_ PN ents and "'rig'htS' ’ther’el‘lndel‘)” “in such sec-
16 " (7) Section 6 of the Coal Research and Develop-
17 "’ment "Act of July 7 1960 (30 vse. 666 74 Stat.
18" ”"":”’:""337) i3 repealed Com e o
19" 7 (8) Section 4 of the Helium ‘Aot '}:A'rnendments of
20 1960 (50 U.8.0. 167h; 74 Stat. 920) is”amended by

21 '"strlkmg out both prowsos 5t the end thereof
22 (9) Section 32 of the Arins’ Conrol “and Disarm-
23 ament Act (22 U.S.C. 2572;"75 Stat. 634) is repealed.
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(10) Suhseetion (e) ef the section.302 of the Ap-—

_palachlan Regmnal Development Aet of 1965 (40
i U S. C App 302(e) 9 Stat 5) is repealed |

| _Eede_rn_al,:Ngnnuclear Energy_(ﬂRe:s_eereh_ a_nd_ _Develep-
ment, Act of 1974 (42 U.S.C. 5908; 88 Stat. 1887) is

, . Tepealed. .

(12) Seetlon 5(1) of the Tennessee Valley Authorl—

: i',f}_tyi;i' ACt ‘?’(-e)f 1923, (16 USCSgld(l)’ 48 5;7___Sltat. 61) is
.. amended by striking both proviso clauses at the end

(138) Section 5(d) of the Consumer Product Sa,feny

o Act(15 USCQO54(d), 88 _quat.;lQll) is repe_aled. ”

. (14) Section 8 of the Act of April 5, 1944 (30

U.8.C. 823; 58 Stat. 191), is repealed.

... {15) Section 8001 of the Solid Waste Dispos__a}

Act (42 U S C 6981 90 Stat 2829) is repealed

&G}Seeﬁeﬁeéehelge%eﬂ%ené@mdem&fk

A:mendmen%dl—%&@@é@—%—@—%&%%ﬁb&t—%}&ﬁ

(26)(4) Chapter 38 of title 35, United States

. Code, 15 repealed.

- (B) The table of chapters of tztle 35 Umted
States Code, is amended by striking out the item per-

taining to chapter 38.
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1 (17 Section 6(¢) (1) and (2) of the Stevenson-
2 Wydler' Technology Innovation Aet of 1980 (15
3 U.8.C. 3705(e) (1) and (2); 94 Stat. 2313) is repealed.
4 CHAPTER 3—EFFECTIVE DATE PROVISION

5 | EFFECTIVE DATE

6 SEc. 531. This Act shall take effect on the first day of
7 the-seventh month beginning after the date of enactment of
8 this Act, except that regulations implementing this Act may
9 be issued prior to such day. | |
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