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To establish a uniform Federal system for management, protection, and utilization
of the results of federally sponsored scientific and technological research and
development; and fo further the public interest of the United States domesti-

o cally and abroad and for ‘other re]ated purposes

IN THE HOUSE OF REPRESENTATIVES
SEPTEMBER 23,1981
Mr. ErteL (for himself, Mr. FUQUA M. WALGREN Mr. Brown of California,
Mr. HOLLENBECK, Mr. LaFavrcE, Mr. AuCoIN, Mr. MurpHY, Mrs. HECK-
LER, Mr. HUuGHES, and Mr. WiNN) introduced the following bill; which was
- referred jointly to the Committees on the Judiciary and Science and Technol-

To establish. a uniform Federal system for management, protec-
tion, and utilization of the, results of federally sponsored
scientific and technological research and development; and
to further the public intexjé‘_St_ of ‘the United States domesti-
cally and abroad, and for other related purposes.

Be 1t enactgc.l‘aéy the__ Se_na;e and House of Representa-
twes of the United States :of America in Congress assembled,

That this Act may be cited as the “Uniform Federal Re-

) l'_w_ -

search and Development Utilization Act of 1981",
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. TITLE I-POLICY
| " Fipmes 7
~..8Ec. -101.. The: Coﬁgr_e_ss, recognizing the profound
- impact of science-and technology on society and the int.errela,-.
tions qf,:_scientific, ‘technological, economiq, social, political,

and institutional factors, hereby finds that—
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_f(l-)--invenﬁiqns.;:in'_ scientific and technological fields

resulting from work performed under. Federal research

.. and development programs constitute a valuable na-

tional resource;. .. . .. .

.- (2) Federal policy on the allocations of rights to
. :inventions. resulting {rom federally sponsored research
- and-development should: stimulate inventors, meet the
-needs of the Federal Government, and serve the public

- .. interest; and. .

(3)' the public interest would be better served.if

greater efforts were made to promote the commercial
use. of new. technology resulting from federally spon-
~ sored research and development, both in the United

States and foreign countries, as appropriate.

.- . DECLARATION OF PURPOSE

. 'SEC. 102. It is the purpose of this Act to—

(1) est_ablish 2 uniform Federal system for the

. management and use of the results of federally spon--
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-.TITLE'-IL»FUNCTIONS OF THE OFFICE OF SCI-

ENCE. AND TEOHNOLOGY POLICY AND THE

- FEDERAL COORDINATING COUNCIL FOR SCI-

- ENCE, ENGINEERING, AND TECHNOLOGY

' FEDERAL COORDINATING COUNCIL FOR SCIENCE,
ENGINEERING, AND TECHNOLOGY

-SEC. 201. (2) The Federal Coordinating Council for Sci-

‘ence, Engineering, and ;-Technology ,_(established by section

‘401 of the National Science a,nd Technology Policy, Organi-
zation, and Priorities, Act of 197 6 (42 U S.C. 6651)) (herein-

-—-a,fter--ln;-thm._Act...rgferr.ed.,_to as the “Council”) shall make

recommendations.to the Director. of the Office of Science and
Technology Policy (hereinafter in this title referred to as the
“Director’’), with regard to— |
| B (1) uiliform and 'Q_ffective planning and a.__d_irﬁniStra-
tion of Federal programs pertaining to inventions, pat-
- ents, 4_;tra_,démarks,_ copyrights, rights in technical data,
N _'-a.n__d_ matters connected therewith; ..
~ (2) uniform  policies, regulations, guidelines, and
__J'pr_acti.ces 1o _carry out the prqvis_io_ris of this Act and
~other Federal Government obj__eciives_ in the field of in-
tellectual property; and . N |
- (3) unifqrr_hity_rand _:effectiveness of interpretatibn

“and imp_lement_ati'on_by individual Federal agencies of

H.R. 4564—ih
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1 TITLE III—~ALLO0ATION OF PROPERTY RIGHTS
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IN INVENTIONS RESULTING FROM FEDERAL
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3 LY SPONSORED RESEAROH A.ND DEVELOP-
4 MENT

6

7

8

9

OWNERSHIP AND RIGHTS OF THE GOVERNMENT

SEC. 301 (a) Each Federal agency shall acqmre on

'oehalf of the Federal Govemment at the time of enterlng
mto a contract tltle to any mventlon made under the con-

tract of a Federal agency 1f the agency determmes that——

(1) the serwces of the contractor are for the oper-

atlon of Federal research and development centers, In-

| cludmg Government—owned research or production

" fac:htles,

(2) the restnctlon or ehmlnatlon of the rlght to

retam tltle to any sub]ect mventron is necessary to pro-

tect the nat1ona1 secunty nature of such actmtles,

(3) because of exceptlonal cucumstances, acqu1s1—

thII of t1t1e by the Government is necessary to assure

H_”L.the adequate protectlon of the pubhc health, safety, or

Welfare, or

(4) the pr1nc1pal purpose of the contract is to de-

_.velop or 1mprove products  Processes, or methods
thlch Wlll be requlred for use by Government regula—
tlons Promded howeoer That the Federal agency may

suhsequently waive all or any part of the rlghts of the

H.R, 4564—ih
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9.
]ect to dlsclosure under the Freedom of Informa-
t10n Act (5 U.S. 0 552) | _7
(B) the Government shall have 2 nonexclu—
_sive, nontransferable 1rrevocab1e, pald-up license
to practice or have practlced any sub]ect mventlon
. throughout the world by or on behalf of the Fed—
eral Government, and may, if prcmded in such
agreement, have additional rights to subhcense
‘any State or domestic local government or to sub-
license any. foreign government pur'su@nt to f_dr-
- eign policy consideratidns,,_ or a,ny He};;lsting or
- future treaty or agreement, when it is déﬁefmined :
~.to be.in the national _int_e_,re_st to acquife sﬁch addi-
tional rights. | D |
- RIGHTS OF THE C_ONTBACTOE _‘
SEc. 302. (a) Wheneirer a contr‘aqtor._enters iﬁtp- .a 6011— :
tract with a Federal agency other than in -t'_h-otsﬂle. circum-
stances identified in section 301, the cont.rac_tof. or ihveﬁtor
shall have the option-of retaining _ti_tlé_ to _aﬁjinv_e_nt_iéh 'm_a,:de
under the contract. Such rights shall be su_.bjectlki;(_) t-h_e; limiia-
" tions set forth in section ,304_. and the i)rdvisiﬁné lof | ﬁeci_;ion
. 305. Suéh option shall be exercised by notifying the Govéfn-
ment at the time of dlsclosure of the mventlon or W1th1n such

time therea,fter as may be prowded in the contract The Gov-

H.R. 4564—ih——2
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(3) eneouragmg partlclpatlen by pnvate persons m

:_,_;the Government-sponsored experlmental developmen-
.tal or research programs and -

(4) fostermg competltlon and preventmg undue
dma,rket concentratlon or the ereatlon or ma,mtenance of
‘. ._ether Sltll&tl()l’ls 1nconS1stent w1th the antltrust laws.

MARCH-IN-RIGHTS o

SEC 304 (a) Where a eontraetor has elected to retain

5 t1t1e to an mventlon under seetlon 302 or 303, the Federal

agency shall have the rlght pursuant to regulatlons and sub-
_Jeet to the prowsmns of subseetlon (b) to grant or reqmre
.the eontra,ctor to gTa.nt a nonexcluswe partlally excluswe,
.or excluswe heense to a respons1ble apphcant or apphea,nts,
_ upon terms reasonable under the elrcumstanees 1f the agency
) determmes sueh aetlon 1s necessarym:. | | |
| (1) beeause the eontractor has not ta,ken or 1s not
expeeted te take W1th1n 2 reasonable tlme, effectlve
. steps to aehleve praetwal appllcatlon of the subjeet 1n-
:VBIlthIl L o -
| (2) to allewate serlous health safety, or welfare
I.lﬁneeds whleh are not reasenably satlsﬁed by the eon-
‘: tractor or 1ts hcensees or othervvlse requn'ed for the

i

protectlon of natlonal secunty,

H.R. 4564—ih
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1. 301, 302, a,nd 304, cand, -each contract entered into by the

~2 Federal agency shall include provisions to—
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~(1) reqm're‘ a prompt diselosure by the contractor

<of eachfsﬁbject-invention which is or may be patentable

‘under the laws of the United States; -

(2) fequir_é_;,an -election. whether. the contractor in-

- tends to file-a patent application on the _su_bjre‘ct inven-

Stiom; - b

“* (3) require, if the contractor. elects to file, a decla-

“/ ration .of the contractor’s intent to commercialize . or

otherwise achieve the widespread utilization:of the in-

- -vention by the-public; -

(4) require -an,-: obligation. .on the. part .of the con-

tractor, in the event a United States patent application

- is filed by or on its behalf or by any assignee of the

contractor,. to include within the specification Of such

- application; :and. any patent issuing thereon, a state-

_ment specifying that the invention was made with

- Government support and that tl_ge Government has cer-
21

tain rights in the invention; and , ., -

(5) penmt deviation .to the minimum rights ac-

quired under s,ectio_n_s;30_1,(]3),(_2)‘_a.,nd_.,3()_4(a;_) on a.class

basis in—: .-, .-
. (A) : contracts . involving- cosponsored, . cost

sharing, .or joint venture research when the con-




e

W O -1 & Ot s W b

I I I T S U O S I Y
W W R O ® O A ;R W N o= O

24

15

- may, atanytlmewmhmsu;ty days after the determination is

issued, file a':'petii::ion to ‘the United States. Court of Claims

~which shall have jurisdiction to determine the matter de novo

~.and to affirm, reverse, or modify as appropriate, the determi-

‘nation of the Federal:agency. . .

‘CONTRACTOR’S PAYMENTS. TO .'_I“I.{-E--_GVOVEBNMEN'_I‘

SEC. 807. {a)-The  Administrator of the:General Serv-
ices Administration ‘and the Secretary of Defense shall issue
regulations which will provide payment to the_ Government
~for Federal funding of research and development activities
‘through the sharing of royalties or revenues or both with the
contractor. Such regulations shall provide, to the.extent ap-
propriate; ‘a standard: contractual clause. to be included in all
‘Federal research and de';.relopment contracts.

(b) Such regulations may allow _the__agenéy to waive all

“or part of the payment set forth in subsection (a) above at the

' timé of contracting or at the.request__’t)f_ the contractor where

‘the agency:determines that— . .. - .
s (1) the probable-a,dm-ini_stra,t_ive'costs are likely to
“be greater than the expected amount of payment; or
'.(2)‘-.the ;--'-Federal.'(a‘rov_emment’s contrihition to the

' technology as licensed or utilized is ihsubs‘ténti;l com-

47t pared -with-private investment made or to ‘be made in

the technology; or. " o =i

H.R. 4564—ih
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1 _TITLE IV—DOMESTIO AND FOREIGN PROTEC-
TION AND LICENSING OF FEDERALLY

OWNED INVENTIONS o

AUTHORITY OF FEDERAL AGENCIES
SEc. 401. Federal agencies are authorlzed to—

- (1) apply for obtam and mauntam patents or

- other forms of protection in the Umted States and in

, .‘.____forelgn countries on 1nvent10ns n whleh the Federal

Government owns a right, tltle, or mterest

(2) promote the hcensmg of mventlons covered by

.. federally owned patent applications, patents, or other

- forms.of protection obtained with the objective of maxi-

mizing -utilization by the public of the inventions cov-

.ered thereby;

(3) grant _nenexeiusive,_ exclusive, or partially ex-

. . clusive licenses under federally owned patent applica-
~_tions, patents, -or other forms of protection obtamed,
. royalty free er_ for reyelties or other consideration, and

~on such. terms and _eondjtieﬁs, including the grant to

the licensee of the right of enforcement pursuant to the

provisions of chapter 28 of title 35, United States

~ Code, as deemed appropria,te n the public interest;

{4) make market surveys and other mvestlgatlons

. for determlmng the potentlal of mventlons for domestlc

- and foreign licensing and other forms of utilization; ac-

H.R. 4564—ih
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1~ 'AUTHORITY OF THE SECRETARY OF COMMERCE IN

| coOPERﬁTI'éﬁ’WITﬁ OTHER FEDERAL AGENCIES

2

3 SEC 402. The Secretary of Commerce is authorized in
4 cooperatlon with other Federal agencles to—"

5 (D) coordinate a program for assisting all Federal
8 agenciéé-in” carrying out the authority set forth in sec-
7 ‘tion 401; e E

8 (2) publish notlfma,tmn of all federally owned in-
9 ' “'ventions that are available for licensing;

10 ~ (8) evaluate inventions referred by Federal agen-
11 "cie's: and ‘patent applications filed thereon, in order to

12 identify those inventions  with the greatest commercial

18 = potential and to insure promotion and utilization by the
14 public of inventions so identified;

15 (4) assist the Federal agencies in seeking and
16 ~  maintaining ‘protection on inventions in the United
17 - States and in foreign countries, including the payment

18 ' of feés and costs connected therewithiy - '

19 ¢ (5) décept custody and administration, in whole or
20 7 in part, ‘of the right, title, and ‘interest in any invention
217" '.'_"f(")r :'thé-piirpoée's'is'ef"fdi‘th. m séction . 4017 (1) th'rough
92 (4), with the approval of the Federal agency concérned
98" without regard to the provisions of the: Federal Proper-
YR ‘ty ind Administrative Service Act of 1"949.' (40 U.S.C.
05 T Brgqpyp el e e, 7 R e

H.R, 4564—ih
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to hrmg the mventlon to praetlcal apphcatlon or other-

wise promote ‘the’ mventmn S utlhzatlon by the public;

| (2) the desued practlcal application has not been

| achleved, or is not likely expeditiously to be achieved,

' under any nonexclusive licenise which has been grant-
'ed, .or:w'h'ieh trxay be granted, on the invention:

(3) exclusive or ”}i}artiallly exclusive licensing is a
teaeet;able and necessary incentive to call forth the in-
 vestment of risk cat:;:)itell and 'experllditut'ee'toi‘ bring the
| irivlentidn'i to ':];l).r'acti.cal‘ application or O{therwise:'pro'r’nrote

the invention’s utilization by the public; and -

o (4) the pteposed terms and scope ‘of exelu'sivity

are' not g:"r’e'eter'- than reasonably "nebessa;ry ‘to- provide
 the ihcentive for bringing the'inventit)n to practical ap-
| phcatlon or ‘otherwise promote the invention’s utiliza-

 tion by the pubhc

'except that a Federal ageney shall not grant such-exclusive

or partially exclusive license if it determines that the grant of

such hcense will tend suhstantmlly to lessen competition or

result in undue concentration in any section of the country in

any’ Yine of commerce to which the technology to be licensed

relates, or to create or maintain other situations inconsistent

'th the antitrust laws.

(b) After con31derat10n ‘of whether the interests of the

Federal Government or United States mdustry in forelgn

H.R. 4564—ih
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‘Federal Government the licensed -invention throughout

o the world by or‘on beha,lf of the Federal Government

(including any Federal agency), and the additional right

to sublicense any State or domestic local government

.. or to ‘sublicense any foreign government pursuant to
- foreign policy considerations, or any existing or future

- treaty or agreement if the Federal agency determines

it- would be in the national interest to retain such addi-

tional rights;

= (8) the right of the Federal a,gency' to terminate

-such license 'in whole .or in part unless the licensee

demonstrates to- the satisfaction of the Federal agency

that the licensee has: taken effective steps, or within a

‘reasonable time is expected to take such steps, to ac-
_complish substantial commercial or other use of the in-

~“vention by the public; and

- +(4) the right of the Federal agency, commmencing

- three years after the grant of a license, to require the

licensee to grant a nonexclusive or partially exclusive

license to: a responsible applicant or applicants, upon

.. terms reasonable under the circumstances, and in ap-

propriate circumstances to ‘terminate.the license in

- - whole or in part; after public- notice and opportunity for

a hearing, upon a petition by an -interestéd person jus-

- tifying such’ hearing, if- the Federal agency determines,

A

H.R. 4564—ih [ERREL DI ot N
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i _ mental, de#el_o’pm‘ental, or feSéarch' work under a con-
2 ' tract.
3 (3) The tex;n' ;‘(lzdntra.ct.()r;” means any person (as
‘4 defined in section 1 of title 1, United States Code) that
‘ 5 is a party to the contract.
6 (4) The term “invention” means any invention or
._ 7 discovery and includes any art, method, process, ma-
'8 chine, manufacture, design, or composition of matter,
9 or any new and useful improvement thereof, or any va-
10 riety of plant, which is or may be patentable or other-
11 wise protectable under the laws of the United States.
12 (5) The term "‘subje'ct invention” means any in-
13 vention or discovery of the contractor conceived or first
4 aétually reduced to practice in the course of or under a -
15 contract. ‘
16 (6) The term ‘“‘practical application” means to
17 manufacture in the case of a cdmiiosition or product, to
18 .pi'a,ctice'in the case of a process, or to operate in the
19~ ‘case of a machine "or"systerh., and, in each case, under
20 such conditions ‘as to establish that the invention is
21 -being worked and that its benefits are available to the
22 public either on reasonable terms ‘or through reason-
23" *  able licensing arrangements. -

[ H.R. 4564—ih
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~_ RELATIONSHIP TO OTHER LAWS
SEC 512 Nothmg in this Act shail be deemed to
corlvey to any 1ndlv1dual corporatlon or other business orga-
nlzatron 1mmun1ty from clvﬂ or enmmal hablhty, or to create

defenses to actlons under any antltrust law

._ pealed.

.CHAPTER 2-—-AMENDMENTS TO OTHER Acts
IDENTIFIED ACTS AMENDED

SEC 521 The follomng Aets are hereby amended as

follows

_ (1) -Sectien 205(3) of the Act of August 14, 1946

_:(_7 _U.S.C. 1624(&)} GOJSta‘,t.i 1090),'is amended:‘by

striking out the last sentence thereof.

(2) Section 5_01(0) of the Federal Coal Mine

Health and Safety Act of 1969 (30 U.S.C. 951(c); 88 .

Stat. 742) is amended by strlkmg out the last sentence

. thereof

(3) Sectlon 106(0) of the Natlonal Traffic and

Motor Vehlcle Safety Act of 1966 (15 U.S.C. 1395(0)
_ 80 Stat 721) is repealed .

(4) Sectmn 12 of the Natlonal Scienice Feundatlon

__Act of 1950 (42 US C. 1871(3,) 82 Stat. 360) is re-

(5) Sectlon 152 of the Atomlc Energy Act of

o 1:954 (42_ U.S.C. 2182, 68 Stat. 943) is repealed.

H.R. 4564—ih
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(D) by inserting at the: end of section 203(c)

thereof (42 U.8.C.. 2473(c)) the. followmg new
paragre,ph: - |
“(14) to __pro_\'ride_: .effecti\_r_e. _e_pntra,etpe,l provisions -
for the reporting .of the 'r_esults_ of the activities of the
Administration; including full and ,_corh_plete__ technical
reporting of any innovation made in the course of or
under. any contract of the Administration.”;. o
(E) by inserting at the end of section 203
_thereof (42 U.S.C. 2478) the following. new _sub_-.
section: " _ :
“(d) For the. purposes-of chapter 17 of title 35. of the
United States Code the Admin_istra,tionas_hell;be- considered a
defense agency of the United States 5 and - et

(F) by striking out ‘the following in section
203(c)8) thereof (42 U.S.C. 2473(0)(3));: ‘_‘(iI_lelud-

- ing: patents and rights thereunder)” _‘ _
{7) Section 6 of the Coal Research and Develop-
ment ‘Act of July 7, 1960 (80 U.S.C. 666; 74 Stat.
337), is repealed. | S
- (8) Section 4.of the Helium Act Amendments of
1960 (50 U.S.C. 167b; 74 Stat. 920) is amended by

striking out both provisos at the end thereof. | |
) .Section 32 of the Arms Clontrol and Disarm-
ament Act (22 U.S.C. 257 2;. 75 Stat. 634) is repealed.

" H.R. 4564—ih
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1 CHAPTER 8.—EFFECTIVE DATE PROVISION
2 | © YEFFECTIVE DATE
3 SEc. 531. This Act shall take effect on the first day of

4 the seventh month beginning after the date of enactment of
5 this Act except that regulatlons implementing this Act rnay '

6 be issued prior to such day

O
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