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Tomorrow mb;ning you will be chairing full Judiciary Committee hearings
on yourApatent reexaminatlon bill, S. 1679. This is one of the most- '
popular'chcepts among'the patent bar and business communlty;

Basically the problem is that many patents are challenged in court on
the"basis'thatrthe patent examiner missed pertinent data in the initial
patentxeaamination - As you know, between 2% to 28% of the search files

:1n the Patent Offlce are m1551n° so even w1th the best of efforts there
is always a chance of somethlng belng mlssed " When these mater1als are
found by patent challengers and_presented 1n»dlstr1ct courts about.SO%
of the Datents;are found'to be invalid Many districts, such as the 9thA

are notorlous as'"antl patent" courts and rarely flnd patents ‘valid when

«new.materlals are presented

“*expertlse in the ™ area they are not- able to- adequately access the o ;} i
r.;lmportance of this neWamaterlal’and some-tend to find thelea51est_course '
,of action to be te invalidate-the patent. |

Your bill would allow the patent'holder or challenger te'present this,
missing material- to” the Patent Office and seek a reexamlnatlon If the
Cemm1551oner determlned that this new materlal does raise questlons about
the patent's validity the patent examiner would consider this data and
Tule on whethervor not the patent is still valid. The patent owner would
have the option of marrowing the clahns of the patent if they are found
to be too broad or could appeal any decision of the Patent Office negating

the patent. If the Comissioner determlned that no new issues are contained

: iBecause‘the Judges rarely haVe techn1cal—_”g;vff5”r
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in the challenge or’subsequent . reexamination upheld the patent : there
would be no appeal although the challanger would have the option of filing
an action in the district court. OF couree the Patent Office's detennination
woald'be onfthe;record to nrotect the patent holder. |
Your bill Would only allow the‘Patent'Office'to reexamine printed materials
that are being:used to challenge the patent. Other charges requiring
expert testimony7snch aé'prior usage in the market, would still require.
litigation. | | .
Patent'reexamination would help the courts by reducing their workload
and prov1de an 1nexpen51ve alternatlve for settllng patent va11d1ty cases :-l.i
3?'. to the courts (1t routlnely costs $250 OOO for 11t1gat10n accordlng to o
the American Patent Laqussn. ViTSUS $750—$1,000 for Patent Office
' reexamlnatlon) | 'f o v? R |

There are some techn1cal questlons about S 1679 Wthh'Wlll be ralsed but ‘

liufthey are. not controver51a1 and—I thlnk thatiwe can,accomodate most of them‘°

w1ll lead off The Admlnlstratlon w111 be prop051ng a Very similar

reexamlnatlon to yours in a few days and Diamond w111 probably mention it

~while supportl your efforts. A1l of the Tepresentativé of the patent

bar, Small and 1arge bu51nesses, and the Patent Offlce will support

1
Teexamination. We will have a small business "horror story" to illustrate

the problenm.

The only opp051t10n will be from Edward Irons from the Washington, D.C.
flrm of Ir0ns.and Sears. He is somethlng of a patent gadfly and is afraid
- that reexamination will be used-as a pretext fof slipshod examination. We ;

will have many:witnesses addre351ng this qpestlen Attached is a copy of the
w1tness list for your information.
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