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November 1, 1978
"

PATENT BRANCH, OGe
DHEW

NOV 8 1978

Mro. Alan ParkeI'
General Counsel
House Judiciary Committee
2137 Rayburn House Office Building
Washingtoo, D.C. 20515

Dear Alan:

Thanks for giving me the .time to discuss the Juvenile Justice and Delinquency
Prevention administration progrem for a Natic:oal School Resource Network. I
look fOl"Ward to hearing fran you or another member of the staff if it appears
that we have SOlIe justification far' further canplaint.

As I mentioned to you, Rutgers and Princetoo UIliversities are very supportive
of the SmallBusiness Nooprofit Organizi:ltioo Patent Procedures.Act that was
introduced in the Senate last year. Although Senatar's D:>le and Bayhwere the
mjor sponscrs , 14 other members of the Senate cosponsored including Senatore
Williams and Case. Attached are reprints fran the ConE'!';'ssiooal Record , a
copy of the bill (5 3496), a background paper and a secttonal, analysis of the
bill. .If you .and other members of the Judiciary staff agree that it is a
wortl-Mhlle bill, I hope that you will encourage Mr. Rodino to introduce a
s:i.milar bill at the beginning of the 96th Congress.

On DeceJT'l=' 1, 1978 I will be leaving futgers to take a position with a
ccmpany in New York, so future cootacts regarding the patent legislatioo
should be with D:nald Edwards, Vice President for Administration an::l Public
Affairs at Rutgers (201-932-7741) and Allen Sinisgalli, Associate Director,
Office of Research and Project Administration, Princetoo UIliversit'.f (609­
452-3091) •

Thank you for the assistance you have given to me and to Rutgers in the past.

Cordially,

cf
Willian! T. Lyoos
Director of Federal Relat:ions

wrL:bf

Attachments

ee: Dcnald Edwards
Allen 5inisgalli

bee:, Newton Cattell
\J NOI"ID3l1 Latker
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April ~, 1978

•

The Honorable William Proxmire
United States Senate
Washington, UC 20510

Dear Senator Pro~ire:

I have recently been made aware of important new considerations concerning
the management ,of inventions which are' p,enernted hy research investip,ators sup­
ported by federally funded agencies such as the National Science Fonndntion and
the National Institutes of Health (Nlll). '1'his is of particular importance to me
for a variety of reasons. First', I am the holder of a major prop:ram-p,:oj'ect p;rant
from NIH as well as other federally funded research p,rants, Secondly, '1 have been
able to generate, over the course of the past 15 yenrs, some 25 U.S. patents and
over 80 foreifln patents on new active forms of vitamin n which will be:used to'
benefit mankind in treating bone disease. In fact, one of my patents was among
those initially negotiated with the NIH and was the f orcrunncr of the current
institutional agreement between HEW and ,the University of 11isconsin.

I understand that some eonflressiona1 leaders feel that inventions!from
research investir:ators supported by federal funds should he in the public domain

'and be available to all interested parties royalty free. This includes foreign
companies as well as U.S. companies. However, U.S. companies would not have the
same privilege as regards royalties on inventions in foreip,n countries. lIe now
enjoy a $4 billion advantage in terms of balance of payments from patent'roya1ties.
An important segment of this will be j eopardIzed if inventions orip:inatinp, from
Scientists supported by federal funds are elimillated by such a policy change. Our
balance of payments are already a serious problem and this change would place our
industry at a great disadvantage.

If inventions are held in the public domain, I am confident that very few
inventions would be disclosed. What incentive would there be for an inventor to
fHe for I'atentsif they would 'not benefit him or his institution? Pat.ents are
never used as a basis for r,r~nt renewal and they are not recognized by the intel­
lectual connnunityas an achievement like regular publications are. If.my patents
could not be assigned to the Wisconsin Alumni Research Foundation (HARF), lam
confident I would,' not apply for them. '

.
If patents are available to all companies they are not likely to be developed

for commercial use. Inth" pharmaceuticaL industry, for example, millions of
dollars are expended to make a single drug commercially available. No <company
would routinely invest such money in a drug if their market was not protected at
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by patents at least to some extent. Thus the inventions generated by tax support
would never reach the taxpayer. This would actually shortchan~e the taxpayer more
than the small royalties which are funneled back into research. Under the present
patent policy of HEH and lII!!, patents may be fned through a nonprofit orp,anization
such as WARF and the royalties returned to the University. Furthermore, the
government has royalty-free use of the fully developed inventions lind r e t a Ina
march-in rights.' The public is fully protected under the present permissive
legislation. p],ease note that WARF has been an<1 is an important supporter of the
University of Wisconsin-}!ndison, contributinr, $4-5 million annually for research
in all fields. These funds come from the patents on inventions such as those now
under debate. I do not believe thnt the Senators would want to jeopardize this
important support for the Un:Lversity or deny this excellent support for afl
fields of intellectual endeavor.

Finally, I would like to pose to you, whom I rer,arcl as a great champion of
human rights, the question of whether an invention Ls anyone's property' except the
person who conceives of it? Is it fair that someone or some ar,cncy that provides
financial support for an individual to earry ou t his or hcr vork shoul.d thereby
own the concepts and ideas generated by the inventor? I believe it isa violation
of human rights to usurp these inventions simply because the individual was finan­
cially supported to carry out work which he delivered but in addition conceived
of inventions. It is my po s Lt Lon that these inventions should remain as the
property of the inventor and no company or federal sf,ency should be able to demand
those inventions which are a spin-off of the investir,ator doinf; his required work.

I am sure your concern is that the taxpayer should not be shortchanged. I
submit that a policy which would discourage patent application and development in
our free enterprise system would be the best way to shortchanr,e the taxpayer who
invests iri reseach investigators to combat disease or provide important techno­
logical advances which will ultimately benefit them. I see no other way to ",reater
benefit the American taxpayer than to protect the inventor, encourage his in­
ventiveness anu to encourage companies to develop the inventions so that they will
be reduced to practice at tha earliest possible time.

I sincerely hope yon will give adequate consideration to this important line
of reasoning before acting on any lC1\islation which would prohibit institutional
agreements with federal a1\cncics rer,arding patents ~enerated from research ~rant

. and contract support. I would like to remind yon that .t.he current policy is
permisaive; . that is, a federal agency can enter into institutional ar,reements for
the development of patents but it docs not neccssartIy have to do so. At the very
least, I would hope that this situation would be allowed to prevail. 1 would very·
much appreciate an opportunity to explain my position to you.

Sincerely yours,

n. F. DeLuc a
Professor and Chairman

HFD/bjj



Thank you for your very thoughtful letter on
Institutional Patent Agreements and the study of Government
patent policy undertaken by the Monopoly and Anticompetitive
Activities Subcommittee of the Senate Select committee on
Small Business.

Certainly, the University of Wisconsin has benefited
from its Institutional Patent Agreement with the Department
of Health, Education and Welfare through your discoveries
and the patent management 'services of the Wisconsin Alumni
Research Foundation.
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April 20, 1978

SELECT COMMITTEE ON SMALL BUSINESS

WASHINGTON. D.C. 20510

~CnHe~ ..${afcz ..$cnafe

As you may know, the Office of Management and
Budget has granted my request for a stay in the effective
date of a procurement regulation which would authorize and
encourage Government-wide use of an Institutional Patent
Agreement. The stay of 120 days from March 20 will allow
the sUbcommittee to hold hearings on the history, legal
basis and implications of the Institutional Patent Agreement
as an implement of Government patent policy.

Dear Mr. DeLuca:

I am enclosing a copy of my letter to the administrator
of OMB's Office of Federal Procurement Policy requesting the
stay. I think you will find that the case I made for staying
the regulation does not deny that there are reasons for and
advantages to current practice in the allocation of rights
to Government-sponsored inventions.

H. F. DeLuca.
Professor and Chairman
university of Wisconsin-Madison
Department of Biochemistry
420 Henry Mall
Madison, Wisconsin 53706

,.... OA'tUlJIIg, PIKL.GON, WIS., CHA1AM"N

THOMA' J. MC INTYAlI:, IlI.N. LOWI:\"l" P. WElCHER. JR" CO~N,
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Further, the proposed Government-wide Institutional
Patent Agreement would allow an institution to retain "the
entire right, title, and interest throughout the world"
in a research investigator's invention. I believe that is
a greater assumption of ri.ghts by the institution than is
sanctioned by the standard a~t HEW has been using.
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Chairfnan

-.
welcome n opportunity to discuss these

Committ e staff membe Gerald sturges is

incerel '\

I would
matters with you.
preparing for the
with you.

GN/gsy
Encl.

One of the questions to be asked at our forthcoming
hearings is the very one you raise about the campus
inventor's rights in his own discoveries. You ask whether
it is fair "that someone or some agency that provides
financial support for an individual to carry out his or
her work should thereby own the concepts and ideas generated
by the inventor," yet that is standard practice in private
industry.
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JAM•• R. CALLOwAY
CHlllt"P' COUNSEL AHD STAFf' DlnECTaR

WAI'IllnlN Go .....OHUIION. WAIIAt., CHAIRMAN
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IJOHN c:. ItTI:NNtI. NUlL
"""'lIlT C. IlYAO, W. VA.
WILLIAN PItOJlMIl'Il[, WI••
DANIEL K,.IHOUYI, tlAWAl1
.... ',urn .....ou.INOIl••.C.
• lftCI1 BAYH, IND.
THOM"S f'. £AGLIETON, MO.
LAWTON CHIL£G, I'l-A.
J. e£Nf:oIm JO\oINlJ'TOH, LA.
WAi.TIE:R P. HUDDLI:ITOfoI, MY.
QUIINTIN H. IMJNOlCK. N. DAK.
rAT1'!ICK J. L«A...', VT.
JIM ....SSUI. TENN.
DItNNI8· DI: CCM.cIHI.· ARIZ.
DALE IWMr&:"s, Atlll.
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MILTON ft. YOUNG. N. OAIC.
CLII"f'OJilDP. CASE, N.J.
CDW...."!) W. D1I001<I:, Molle.,
MAIlIK O. N"T!"IELD, OREa.
TI:D STeVENS. AUSKII.
CH ..... L£S Me C. MATHIA•• JR .. MD•
IIIIlCH"RD I. tlCHW£IKER. Poll.
HII:NRY BELLMON. OKLA.
LOWELl. P. WIi:ICI<£R, .I..... CONN.
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MAY 08 1978

~CnHei:l ,${a{C$ ..$cnate
COMMITTEE ON APPROPRIATIONS

WASHINGTON, D.C. 20510

May 3, 1978

Professor H. F. DeLuca
University of Wisconsin-Madison
Department of Biochemistry
420 Henry Mall
Madison, Wisconsin 53706

Dear Professor DeLuca:

Thank you so much for a very fine letter in which you make amnnber
of excellent points regarding Federal patent policy.

Although I do feel that the taxpayer who foots the bill should be
the primary beneficiary of the research and development performed with
Federal dollars, I agree with you that there must be proper incentives
to get the patents marketed and into the public mainstream.

In any event, you raise some important issues that will receive my
careful consideration. I am unaware of any legislative efforts at this
time to alter the present patent policy criteria among Federal agencies,
but I would welcome any additional information you might have regarding
Federal patent policy and specifically, its effect on non-profit organiza­
tions and the universities.

It was good of you to share your thoughts with me in this

Sincerely,

;P~p

WP:rmk
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