89TH CONGRESS :
ch Session.

* FEDERAL INVENTIONS AGT OF 1066

. A, 16,:1966.—Ordered 'to be printed

Mr MCCLELLAN, from tha Conumttee on the J udlclary, submltted -
S “itha! followmg s

.REPORT

The Comrmttee on. the'fJudlcmrv, 10 Wh.lch was. referred the hill
(S 1809): to establish 'a uniform national policy coneerning. property
rights in imventions made through the expenditure 'of public’funds
and for other purposes, having considered the same, reports favorably
thereon, with an amendment 1n the nature of a su_bstltute and récom-
mends tha.t the blll as; amended do pass : A

Stnke a]l after t.he enacbmg'cla,use and ; f er in liey thereof the
followmo-.ﬁ ; g :

Tha.t. thfs A._t ma.y be c1ted KL he “Federal In, entwns Act of 196 3’

DBFINITIONS

SEc 2 As used in t}ns Act- .

(a) The term ‘‘(Fovernment agencv mcludes anv ex?cutwe or m111tary depart-
ment of the United .States, any other, azency, independent commission, board,
office, administration, or. a.uthorlty 0f the Government and. ARy who] y owned
Government COPPOTALION. | oo 70 | i ¢ o e e f T E

(b) The term “agency head” means the head of any Government agenc exeept
that (1} the Secretary of Defense shall be the head, of the; Department of befense
and of each mlhtary depa,rtment thereof, .and:. (2) in the cage of a.ny authorlty,
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2 . FEDERAL INVENTIONS ACT OF 1966

commission, or other agency, control over which is exercised by more thian one
individual, such term means the body exercising such control.

(e) The term “‘contract’”’ means any contract, grant, agreement, commitment,
understanding, or other arrangement entered into between any Government
agency and any.other person where a purpose of the contract is the conduet of
experlmenta,l, -developn research work., Such term includes any assign-
rhent;igubstitution ofupafrtl “subcontract of any tier entered into or executed
for or ip_connection with the performance of that contract,

( ) “The term “contiactor” means any person and any pubhc ‘or prwa.te corp0~
ratlon, partnershlp, ﬁrm, a.ssoclatmn, 1nstxtut10n or other entlty whwh i a party
to-the contract.

(e} The term ¢ 1nvent10n means any mventlon d1scovery, innovation, or im-
provement which, without regard to the patentablhty thereof, falls within the
classes of pa.tenta.ble subject matter defined in title 35, United States Code.

(f) The term “disclesure’” means a written statement sufficiently complete as to
technical detail to convey to one skiiled in the art to which the invention pertains
a_clear understanding of the nature, purpose, operation and, as the case may be,
physical, chemical, orglectrical. characteristics of the invention:’

(g) The term “made” when used in relation to any invention, means the con-
geption or first aetual reduction to practice of such invention in the course of any
experimental, development, or-research-work under the contract.

(h) The term ‘‘to bring to the point of practical application’. means to manu-
facture in the case of a-doriposition orpraduct; e practicein the case of a process,
or to operate in the case of a magchine. or. system,, and, in each case, under such
conditions as to establish that the invention is being worked and that its benefits
are reasonably accessible 10 the Publ:c

(1) The term ‘‘principal rights” when. used in relation to any inventign, means

all rights to and interestin such invertion with théexdeption of theirights: Teserved
either to the Government or to the contractor.under section 3, as the sase may be.

CONTRACT REQUIREME‘QTS

Sze. 3. {a) Whenever a contract 1s entered mt.o there shall be deemed to be
included therein eontract provigions, in accordanee with regulations promulgated
by the head of the contracting agency or-under:section 5(a), to carry into effect
the requirements of this Act.

(1) Each contract enteredsinto-shall eontain:provisions effective to—

(1) require the prompt - disclosiiré” by {lie contractor to that agency of
any invention made under the contract;

(2) reserve to the Unitéd States: r]ghts in eaich such invention as the head
of the ageney may defermine in conformity with the provisions of this Aoct;

. {3) reserve to the United States not less than an irrevocable, nonexeluswe,
©* nohtransferable, royalty-free license for-the ‘praetice of each sueh invention
~throughout the. world, by or:on ‘behalf 'of the United States (ineluding any

- agengy thereof, State, or .domestic munieipal government) and if thé agency

- head determmes it to be in the interests of. the United States, reserve such a,

" license to a foreign govemment ‘pursuang’ to any treaty or other agreement

“with the United States;

(4) reserve to the contractor;: subject to-the provisions’ of: sectmns 3(b) (D)
and 6(b), not less than an irrevocable, nonexcluswe, royalty-iree license for
the practice throughout the world of each such invention. In the case of
nonprofit institutions such licénse shdll bé transferable subject to the approval

.. of the agency which awarded the contract. In the case of any other con-

tractor, such license shall ‘extend to its existing ‘and future associated and
affiliated companies, if any, within the corporate structure of whieh: the
contractor. is_ a part and _shall be. nentransferable, except that it shall be
assignable to ‘the successdr of that ‘part of the contractor’s business'to which
such invention pertains;

(5) reserve {0 the United States, whénever principal rights to an invention
made under a contract are acquired by any pérson’ ‘other ‘thah’ an agerncy
‘head on behalf ‘of the United States, the Tight' to licgnse or require the owrer

- of suchtights to licdnse ofher _persons t0 practice such invention on a royakty-

“free bagis or on ‘terms that-aie reasonable ifl the cirdiimgtances after a deter-
mination made by the agency head that the ownerof Such rights:hag not

U taken effective steps within thrée years after a patént issued on the mven’mon

: to bring the invention ‘to the point of practical application;

“T(6) reserve tothe United States; wheénever prineipal nghts 1o’ any invens
tlon made under a contract are acquired by any person other than an agency
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2 ~ohegd on behialfof the United States; the right to licerise:or reguire the owner
wof  sich: rights- to license-gther- persong-te practice sieh hivention:onsterms
that are reasonaple in the eirecumstances, as determined by-tlhié agency thead,
.after:a determma,tlon made by the agency head that th e publiehiealth, safety,
or welfare requires the issuance o such hconses, o tha,t h ubhc 1nterest

i Would ‘otherwise siffer unless such licenses were granted
s provrde, swhenevier: priticipal r% hts ini any: mventlon made under a
contract are: acquired by the United: Btates; and thieagenoy: Head does niot

elect to gecure a patent in a foreign ecountry, appropriate medns whereby. the

- . contractor: may: a.cqu:re ‘guéh ‘greater foreign Tights subject o thé rights

‘ reserved to-the United States in subsestions (b) (2) and (b){(3} of this sestion ;

L (8) s provide; dnttheéventia patent application:is filed ‘or ‘canséd to kg filed"

by the contractor on any invention made wnders eontract, appropriate means

.- whereby:the applicant shall be-Fegquired 'to inclide wrthni thetfirst paragraph

of the specification of such app]lca,t.ron and any pa.tent dssuing: thereon, a

statement! specifyinhg: tha.t':th 1l “des cr ihi 1

,iprov1smns ofghisiAct; i

g {9) prov1de=a.ppropnate. means. whereby a,llﬁr ‘ &I ve

‘fr'-under a:contraet shall ‘become the exelusive property: of ‘the: Unlted States,

“pon:a defermination made by an ageney head:that (¥) thie contrastor falled

- sutorrenderia prompt diselosure.of suchinvention: to-that agenéy; on! (11} ih an

~ugppropriste proceéeding -brought' under::applicable santitrus iBefore
properly constituted authority authorized to hear such: mattars; Jthere was

: «a final:conclusion that the patent covering such invention his: been used for

afi unlawiul purpose in restraint of trade, or- (ii1)  the’ statement equlred by

section: 5(b) ‘cantained a falsé representation; - 1io ; :

: (10) -provide; whenever: pnnclpal rights: o any L,

- .-contract’ Are-acquired /by ‘any. person-other ‘than the: ageney:head on behalf

of the: United SBtates; the rights torequire the owner of such rights to: providé

Gwritten reports at reasonable dntervals; when requested-by-the ageney, on

- the-eormereialuse: tha.ti' bemg made or’ 13 mtended to be made of such

: i'=1nventron -and: il : :
con [y provrde that: nothmg contamed in- tlns At shall be constriued a8
.--‘requnmg theigranting 1o the United: States ‘ofany-right or interest duly

aequired in or with respect to any patent Jssued for:any mventmn not made

B ‘I-‘uoder —the contraet ;

: PRO?ERTY RIGHTS

Sme. 4. (a.) .The: agency. head- shall -acquire,. at the me.:of .entering; into a
eontract, on behalf of the Unlted States the prmelpal rrghts in any- mvent]on made
by a contractor if:. ;o

(1) -a principal- purpose of the contract is to oreate, develop, .or. improve
products, processes, .or methods which are intended for commercial use by the
general.public, or-which will be required for such use by governmental regula-
tlons or

(2) a-prineipal purpose of the: contract is: for experrmental developmental
.or research. work which dirgctly concerns thepublic; health, Welfare, or. safety,

. (3) ‘the coutract is in a field of science or technology in. Whlch there has been
little: significant experience, outside of work funded by the Government, or
where the Government has been the sole, principal, or pritue developer of the
field, and. the aequisition of prineipal rights at the time of: eontractm 5 mlght

‘ confer on the contractor a. preferred or, dominant position;.or.-

{4) the services of the contractor are-for.the operation . of. a, Government-
owned research or productmn faoﬂlty, or for coordmatmg and directing the
work of others. :

' The contractor may acqurre at the tlme of contractmg or upon disclosure of the

inventiony greater rights:than the nonexclusrve hcense speclﬁed m sectron 3(b) (4)

1f the agency head: determines thaty o ’

: -(A) itheaetual or anticipated- aggregate financial contrlbutlon of the Gov—

; ernment tothe making and perfecting-of the inventior to the poinf-of practical
- application and: uge:has been or is-expected to.be less than the dctualsor
- anticipated: aggregate financial- contribution ‘of: the' contraetor and -othér

persons associated with the contractor in the making and’ perfectmg of ‘the

I invention to the point of practical application and use;or: =
i+ (B) beeause: ofthe. -additional™ expenditures of - non- Government funds
¢ - necessary to bring the:ilivention to the point of practical application: and-ise
- and:the rigks involved :in makmg ‘such -expenditures, -the jgranting of:such
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nghts to: the contraetor a.ud .other; persons ‘agsociated with.the contractor is
- development andi wvailability for

: :the; ontr-ac.ter.an
gr}:lts would be'consistent with the: publie.interest. ; i K

(b) he contracter.shall norma.lly ‘acquire, .at: the  time: of ;contreetmg, the
principal rights $o any Jinvention made under:a. contract. not fallingywithin any
eategory seb.forth-in paragraphs.{1). throug {4).'6f- subsectlon (a,): of -thls sect.lon,
1f the ‘agency. head; determines that— . 2
nioair 41) the purpose.of thé. contraet is ‘to buﬂd upon exmtm ‘wledge or
technology to. develop ‘informasion,. products, processes; or methods for use
*: by the .Government,; and.the . work called-for:by. the ‘contract.is.ina field of
- r»,technology An Whleh .the :eonfractor . has, acquired: technicalcompetence
o oo direetly related . toran srea in Whlch he ha.s :an estabhshed nongoverumental
-:.commerelal position;:or
: {2) ‘the eontra.ctor is (1) a. smell busmess concern, as, eertlﬁed by the Adimms—

tra.tor of the Small Busginess Administration in accordance’with the.criteria
o oofsthe:Small Business: Acg, . 15 :1U.8.C...632, or.a:nonprofit; rorganization, no
v, part-of the net earnings. of which inures to the benefit of, any.-private stock-
:.:holder or individual, and: {ii): the agency head. determines;:after considering
:the intentions .and; ple.ns «of the . contractor-to, bring inventions made:under
.. the contract-to the pomt of practlce.l a.pplma.tmn, tha.t such actlon!mll BErve
- the publie- interest.: o
(e) .-A8. to, any, other. contraet ‘not fallmg w1thm the purwew ofnsubeectlons {(a)
or (b): of this. section; the determination of rights.in any invention made by the
contractor shall be determined by.the agency: head after the disclosure:required
by-gection’ 3(b).(1} thas een received,:. Upon:a-request.made by:the icontractor
within a reasonable time-determined by the agency-after,receipt-of the disclosure
by: the ageney, the:agency head may -accord; prmclpal rights ‘to-the contractor if
the agency head;after .considering the.contractor’s intentions and-plans to bring
the .invention to the:point: of pra.ctlcal application, determines that -the public
interest will be served thereby. In making such a determination,:ithe.agency
head shall fake into iconsideration’ that:normally:the public interest wilk not be
gerved: by the contractor. a.cqulrmg the prmelpe.l ndhts to sueh mventwns Where

it-is found. that. the; invention::: . ;.- il
(1) is dlrectly related to a Government. program for creatmg, developmg,
or improving products, processes; or-methods intended for commercial use

by the general publie; or

- (2) w111 be reqizited for suchuse by governwmientsl regulatmns or
{3y iy directly’ related to the' public health, welfare; orsafety; or - v
(4) is in a field of science or teehnologv in which theré has® been httle
significarit experienceoutside of work funded by the' Governihent, or where
‘the Government has beén the sole: principsl, or prime developer of the' fieid,

- and-the ‘geuuisition -of prinéipal rights might confer -upon’ the contractor
. __a preferred or domjnant position.

Tfno’ réiiest-is 'made by the contractor for prineipal righits Wlthm the permd
gpecified - by the ageney,the princiapl righits to such inventions'shall be deemed
vested in the United States.

() Whenever ‘s - determiniition’ as to whether & contraet falls within any of
subsectlons (&), (b)Y, 6T (c) of this zection would unduly delay ‘execution ‘of the
eonfract; such determingtion may ‘he'made after execution’of the contraet, pro-
vided that. in'each such instance' the agency’ hedd ghiall régerve ‘at the dime the
contract is executed theiright-to’ acqmre the prmclpal nghts o all mventmns
whxch mey be ma.de under t.he contract. " : ;

PROCEDURES AND JUDICIAL REVIEW

SEc 5 (a.) The Premdent ‘shall issue auch ru]ee and regulatmus a8 may be neces-
sary or desirable to earry out and effectuate the policies and provisions of this Act.

IE{) Before :any. :United - States” patent,-not. asgigned to. the : United ‘States, is
issued on any-invention,.the applicant therefore shall -be.required fo submit a
gtatement. to the Commissioner .of Patents under- rules promulgated: by. him
deelaring . whether or not the 1nvent10n was made under & contract w1th any
Government ageney.:

(¢) Determinations made by an agency head under sectlons 3(b)(5), 3(b)(6),
«or 3(b)(9) shall be' made ‘only -after providing the lowner-of the:rights rezsonable
notiee that such-a determination is. under consideration: and-the opportunity to
present such facts which the .owner believes will be pertinent toithe making of
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the determination.: If the parties toa-license:granted or a' proposed: license re-
quired. to; be-granted under-sections: 3(b).(5) -or-3{b) (6) ‘cannot reach un ggreetnent
on the terms of such license, the ageney head may determine! terins “which are
reasonable:in:the: elrcumstances ‘after.affording: such: parties:the opportumty to
present sueh facts; as may:bé pertinent to:the establishment of such terms. '

(d);. Whenever-any finaldetermination affecting rights: in-anijnvention under
h:e Apt iz made-by:an agency: head, any: party aggrieved/thereby, shall‘Have a
remedy by ecivil aetion against the Umted States in the United Statss District
Court in the: District: of :Coluinbia or-in-the United States District ‘Court for the
district in' which sugh:party resides, if such action'is ‘commenced: Wwithin- sixty-days
after notification of such a determination..- The scourt shall ‘have:the gower to
affirm,modify; orget aside:the determination; and thé Judgment ‘and-decree of the
court shall be final except that it shill be subjeet toTeview as provided:in séctions
1291 end 1254 of title 28, Unlted States Code

<8 (a. Each agency hee,d or- the Attorney Genera.l upon requeet ma.de by;f
the: agenty.head; is authorized. to:take all suitable and: necessary steps' to: protect!
and enforce the rrghts of the United States in any: 1nvent10n fade under s contract
with such agency.

(b) Government-owned dinventions:shallibe made available and their techno-
logical advances brought into being through dedjeation to the publie, publication,
or Heerigirig. -~ Licensing' within the United States;’its posséssions and territories,
norinally -shill be on a royalty-free, nonexclitsive ‘basis. If such’ honexclusive,
licensing’ either” fails to result in the: pragtice of ‘the inyention, or if it 1mt1a.lly"
appears that exclusive licensing will more effectively promote utjlizdtion’ of an’
invention in‘the public-interest, each’ Govirnient agency may ‘erant exclusive’
licenses for the practice of such invention, subject to tHe Fights retained’ by the
Governmerit in’ Seetion’ 3. and sub]eet ta a nonexcluewe license to the eotitractor
on ‘terms that are reasonsble in the cirelisisnees, in el ‘of the licénse epemﬁedj
insection’ 3(b)(4), such ‘termis t6 be determined-by the’ Ageney Hedd only after
affording thé' confragtor the ‘opportunity to present sueh’ facts mey Be'perti-’
nent. Txelusive licenses for use of an invention either dometically or in Foreign’
eountrles may be gra.nted under such terms as the agenc v h ; 3,3% ‘determine

with'or without;

SEC‘ 7 Each agency hee,d may delega.te any: aubhori Y. conferred upon “hitg by*
this At to' aily oflest, ‘SEeldl] o other employes of the' Agericy) éXcept for'the
authority to make determmatmns as po the granting of greater rights as provided’
for in seetiond(n): Progided, however; that the Secrefary of Defense may atthorize
the Becrétaties of ‘the Army,’ Navy, and Air ‘Toree to thake sueh’ deter; inations
undér gestion’ 4(4) 'with’ respect to, ontraet ‘enteréd into by the @5 mili-
ta.ry depertments

RECORDS ND‘ REPORTS

SE Ro(a) Wich ageney sha,ll develop and preserve for not less than SIX years
recerds in support of ;5
2w(1) the': a.pphcetlon of secﬁlons 4(a.}, 4(b), or 4(c) to mdwrduel eontra.cta
(2): the identity: and circumstances surrounding each éontract’or: invention
© which was determinéd: by the agency head:to fall:withi '*'the greater rlghts
provrsmn of section 4(a) during the repérting period;:: i ey B
4{ ()3) dgtermma,t]ons made in: regard to mdlvrdual mventlons under seet.mn
fod{ey; an; - R
o .3( (;1% )ageney determmatrons and actmns under sect:ons 3(b) (5} 3(b) (6), and
(byThe Président ghall' submit ahnually: a report-fo the Co ress concermng
the operatmn of the Government agencies under thé policies:and -provisions’ set:
forth in this Aet: -Such’annual- reports shall include the -following -information:
(1) ‘the number of contiacts or procurcment actions entered:into by each’
: Government agency during the reportmg per:od eIass:ﬁed a.ceordmg to the'
¥ ‘subseetmne (a), (b); and:(c) of section 4; :
w (2 the number ‘of inventions drsclosed to ea.ch Government a.gency Wlth i
respect to which the Government sequired principal or exclusive rights during
the reporting period; )
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-:{8) 1 the. number of inventions disclosed to each Government agency with
respect. to,which. contractors reta.m prmelpal or exeiuswe nghts durmg the
reporting period; - .-
+i.(4)- the number of Unlted Statee a.nd fore1gn petent-s Issued to each’ egeney
on behalf of the United States during the reporting period;

(5):.the number, of United States and. foreign patents 1ssued to contractors
. .‘-duung the- reportmg period on mventlons made under contracts of - each:
o BEENEY; i
- {B) the number of t.ypes of hcenees gra.nted dunng the repertmu perlod by
each, Government - -agency. ‘on. patents of, patent epphca.tmns held by that
: gency on. behalf of .the United States; and - -

- (7)-a..description  of- the actions taken by or on beha.lf of. each agency
. under sections 3(h) (5), 3(b)(6), and 3(b) (9)

SDVERABILITY CLA'USE

Sec. 0. If any prowsmn “of this Act or the appl:ca.tlon of such provmon to any
person:or oncumstence ‘is-held mvahd the ‘remainder of this Act:or the applica-
tion-of guch.provisions to. . peErsons. or cu‘cumstences other tha,n those as to Whlch
it.is:held invalid, shall not be affected thereby. .-

TECHNICALITY AM}-.NDMENTS

(8., ec’cmn 10(3) of the Act of June 29 198 y 88 added by sectlon
of the' Act of " August 14, 1946 (60, Stat. 1085, as amended 7. U8,C. 427i(a))
is.. amended ‘by..striking | out the followmg language: ‘‘Any. contra.cts -made purs
suant to this authonty shall contain requirements making the results of research
and investigations available fo the public through dedication, asmgnment to the.
Government, or stich other means ag the Secretary shall determine,”

by Sectlon 205(&} of the Aet of August 14, 1946 (60 Stat. 1090, as amended
7 10.8./C.1624(a)), 15 amended by striking out "the following langua.ge e Any. con-
tract made pursuant to thig section shall contain requirements ma.kmg the result.
of such research snd investigations. ava,llable to fhe pubhe by such means as the
Secreta.ly -of Agriciltyre shall determing.” 3

.(¢) "Section 301(33 of fhe Att of August 10, 1948 (62 Sta.t 1276 as_amended
12708, C. 17D1e{a)}, is amended by striking out the following language: “All
contracts made by the Administrator for technieal research and studies authorized
by this or any other Aét shall contain requirements. making the resutts of such;
research or studies available to the publie through dedication, assignment to the
Government, or sich other means as.the Administrator shall determine.”

(d) The l\z’atlonal Science Foundation Aet of 1950 is emended by repeelmg
section 12 thereof (42 17.8.C.. 1871)... : i
S {e). ShCe'Atomw Lhergy ‘Act of| 1954 ia a.mended by repeellng sectlon 152 thereof :
2

(f) The National Aeronautlcs and Space Act of 1958 is aimended by--
(1} repealing section 305 thereof (42 U.B.C.2457): Promded, however, Thet—
: .'subseetlons (e}, {d), and (e) of said sectioh 305 shall continue to e effective.
with respect to any application for’ patent in which the wr ]
referred to in subsection (¢} of said, section 305 hag been filed or requested ‘to’
be filed by the Commissioner of Patents prlor to the effective date of this Aet;
o {2) striking’ oub the following: language ‘insubsection: 206 (i) “thereok (42
U 5.C. 2458): ‘“‘{as defined by section 305)” and striking out:the: following;:
language: ‘the Inventionhs and Contributions Board, established under section
05 of.this--Act? and- inserting in: lieu:thereof- the following: language: “‘an
.o :Imventions= and:: Contributions - Board+: Whlch ‘ghall be esta,bhshed by the
Admln:stra.tor within.the -Administration®;-and. |
<o (3)dnserting at theiend:of ‘section 203 thereot: {422U;S.0.' 2473) the follow-
mg new subsaection: “(¢) For the purposes of chapier 17 of title:35.0f the
'z United :States {Code-the -Administration shall:be considered g defense agency
of the United States.”
@) The Coal Reséarch and- Development Act of 1960 i8 amended by I‘epea.lmg
sectxon A& thereof (30:T.8:C, 666): .. :
() The Heliwm: et -Amendments .of 1960 s emended by strlkmg out the:
followmg laniglage in -section 4 -thereof- (50) U.8:.C.- 167b):~“Provided, ' however,
That-all: research :contracted. for, sponsored, cosponscred; or. authorized  under
authority of this Act shall be provided for in ‘such 8’ manner that all infermation,
uses, products processes, patents, a,nd other deveIOpments resultlng from such
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research developed by Government: expenditure will (with such exceptions and
limitations, if any, as the Secretary may find to be necegsary in the interest of
nationai defense) be available to the general public: And. provided further, That
nothing contained herein shall be constiuéd as to depfive the owner of any baclk-
ground patent relating thereto to such rights as he may have thereunder.”
(i) The Saline Water Convelsmn Act of 1961° 1s a.mended by repea,hng sectmn
4{b) thereof (42 U.8:C.-1954)..
{j). The: Arms Control and: D1sarma.ment Act of 1961 is amended by repeaimg
section 32 thereof (22 U.8.C. 2572),
(k) The Water Resources Research Act of 1964 1s amended by repeahng
section 303 therecf (42 U.8.C.1961¢-3).
{(1): The:* Appalachian - Regional: DeveIOpment Act of.. 1965 is: amended by
reperzhng section 302(dY thereof. (79 :Stdt, 20). :
(m) The Solid Waste Dmposa.l Act P amended by repealmg sectlou 204(0)
thereof (79 Stat. 999). ) i
' EFI‘ECTIVE DATE

8ec. 11, This Act shall take effect’ on the ﬁrst da.y of the fourth month
beginning after the date of enactment of this Act.

- Amend the title so as to read as follows

To establish a uniform, natlona.l pollcy concernmg property rlghts in. mventlons
resulting, from the;expenditure .of. public funds-for experimental;. developmental,
or research work, for promoting the utilization of such inventlons, & or, other
purposes . . ‘ . S

The purpose of Lhe proposed Iemslatlon as amended, 1§40 esta,bhsh
a’ uniform ‘national policy  concerning’ ‘property Tights in'inventions
resulting  from the expenditure of pubhc funds for expérimentaly
developmental; or- research''work:"'At!the present time-the patent
policies of some Government agencies are controlled by statite while
other agencies do not operate under v statiitory policy but: under the
Statemient: of Government Patent: Policy 1ssued by Pre51dent John F
Kennedy on’ October-10,71963;

Ir vecent years the Cloiigress has’ authonzed B number of new
programs which provide for the conduct of research. “Frequently, in
the consideration of ‘thesé’ measures, Datent amendnients’ have- been
proposed.* A number of these amendrients was ‘approved; but others
failed of enactment. As a result, existing patent policies are'a hodge~
podge of legislative or eXecutivé action, The "purpose: 6f 'the bill,
therefore; 15 to establish''s general pohcy which” would "govern: all
Government expenditures for reséarch ‘and- development work. A
existing statutory patent’ provisions: relat,mg to‘contraots for resi arch
and development would be repealed; -

“The législation also-sééks to proniote the- utll1za,t10n ‘of the: new
technology resulting from the Government’s expenditures for reséarch
and*development. - Thls will " be accomphshed prmc;pa,ﬂy by per- -
mitting the contractor in most situations té. Tetan owrership of the
patent rights so that the investiert of additional ‘funds nécessary to
develop the invention to the point of commercial use will be encour-
aged. " In situations where the ‘Government goguires the prmclpal
rwhts the legislation seeks to make the new technologmal i
available to the publi¢: through ‘dedication. piblication, or’hcensmg
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R d from Grovernmse t'egencles concernmg 8. 1809
e,re contained in the printed hearings on this lepislation.. ;

“The ' Department of ‘"Agriculture recommended enactment of S
1809 with certain specific changes,, . . '

The Atomic Energy Commission urged moreetudy'of the experlenee
under the -Statement of ‘Government' Patent: Policy of .Qctober 10,
1963, issued by President John F.-Kennedy  before: leglsla,tmn s
© enacted; and adeordingly, did not favor 8 1808, ,

The Bureeu of the Budget indicated that if legislition were eneeted
it favored the approach of 5. 1809. .

‘The Department of Comiderce urged enactment “of S. 1809 W1th=
certain amendments. '

The Comptroller General: uiged eriactitient of 1eg151et10n but took
ne position concerning:the pollcy sues dnviolved.iw i o
“HPhg Depa,rt"‘ et of - Defen‘ "'pported Si_ 809 '_ :
dmendmeénts: SRR e

The Fedearal Avmtmn Agency reported that the provisions of S.1800
would not require a change in the basic patent policy of the agency.

: ‘The; Federal :Communications. Commission . took: no position.on-S.
1809 beoeuse of‘the ebsenee of .any, srgmﬁeent reseerch contra.ctmg
expenence -

:The, (}enerel er ces Admmlstretlon O'enerelly fevored the enaet-
ment of 8., 1809, iy -
/The: Department of Hea.lth Eduee,tlon, end Welfere 1ndlea,ted tha,t
edd1t1one1 experience; should be. galned under the Statement, of Govern-
ment Patent Policy of October 10, 1963, before legls],etlon .was enacted:
However,.if the, Congress . deelded to leglsla,te, 1t fevored S. 1809 with
certain amendments, ... -, , i ;

... The. Department . of . the ‘Interlor 1ndlea,ted thet o leglsle,tmn was
neeessary, but tha,t S..1809, uld have.no 51gn1ﬁeant effect, on 1ts
patent: practices.

‘The Department of Justice reported that more. expemence is. requlred
under the Staternent, of. Government, Patent Policy and that it Was,
therefore, opposed to legislation at, this time, ..

The. Netlonel Aeronautics. and  Space. Admmlstretlon supported
S 1809 w1th certe,m amendments. :

i z:,enera,l favored eneetment of

.. The, epertment reported that S 1809 was the most
acceptable of the pending, bills.,

The- Depertment of State. supported S 18{)9 Wlth certa.m amend—
ments o

The Tennessee Valley Authorlty f a,vored further study of the experl—
ence under the Statement of Government Patent Policy, but reported
‘that S. 1809 Would :have little effect . on. the patent practices. of:the
agenc

Thg Department of the Treasury reported that it has no significant
research contracting experience, and that S. 1809 would not adversely
affect the operations of the Department.

The U.S. Arms Control and Dlsarmament Agency reported that it
preferred S. 1809.



:The Veterans’ Administration:reported: thats genera]ly the prowsmns
of S 11809 Were m sccord Wlth 1ts patent pohcles.

D4

LEGISLATIVE ‘-I-Irs'ron

.. This proposed leglslatlon represents t culmmatlon of a long perlod
‘of study,.- nvestigation, and. hearings. .concerning-the allocation. of
patent rights in inventions madeunder Government:-financed contracts
or grants. As the dollar volume of Government résearch and develop-
ment . confracts increased . to its _present. annual level of over. $15
billion, greater consideration was given to the. ownershlp of the pa.tent
rights.in the inventions resulting.from this research... §

This coramittee’s Subcommttee on Patents, Tradema.rks, and Copy-
rights published a series of staff reports descrlbmg thepatent. practices
of the Department of.Defense, Department-of Health; Education,
and. Welfare, Department of Agrlc ture, Department of Commerce
Department of the. Interior, Depertment of the Treasury, Post Offico
Department, National Science: Foundation; General Services . Admirn-
istration, : Tennessee . Valley Authority, . Fedéral ‘Aviation Ageney,
Federal Communications Commission, Veterans’. Administration;
-Government Printing. Office, and. Govemment.; ;Pat.ents ~Board. .

In 1960 the.then.chairman.of. the Subcommittee on. Patents, Trade-
marks, and: Copyrights, Senator: Joseph -C.. O’Mahoney,: introduced
S. 3156. 0f the 86th Oongress_ to.provide - “for- the . protection of  the
interests- of the United States:in basic:zesearch with respect. to patent
rights arising from, resesrch. conducted. -under, projects: financed.. by
the United States.” Hearings on this bill were conducéted on, May
17 and 18, 1960. With the retirement: of -Senator O’Mahoney, his
successor as chairman of the subeommlttee, Senator John L. McClellan
in 1961 introduced S.:1084, of the 87th:Congress,swhich-was:identical
to S. 3156. This bill was introduced solely to provide a;basis for the
further consideration of; this subject, Senator R ssell B, Long
intFoduced during the same Congress, S. 1176, andw"hearln s on_both
of these bills were conducted on April 18, 19, 20, and | 21, May 31, and
June 1 and 2, 1961, No further actlon was ta.ken by the subcommlttee
during the 87th. Congress.

. During; this period the Congress enacted & series of blIls &uthorlzmg
new or expanded programs; 6f Government sponsored: research: -Fre-
quently during. the consideration: of -these measures, either.ih -com-
mittee or on the floor, amendments were proposed to.incorporate
provisions -establishing’ o statutery patent-policy: for these néw: pro-
grams. Such provisions were included in -the-Coal.. Research and
Development Act:of 1960, the Helium Aet Amendments: of .1960; the
Saline: ; Water Oonverelon Act-iof: 1961;::the: . Arms:; Control: -and
Disarmament: Act of 1961,.the Water: Resources Research Act ol 1964,
the Appalachian Reglonsl Development Act. of: 1965 and the Solld

Waste f)mpossl Act of.1965..

During the 88th Congress, Senator McClelIan mtrodueed S 1290
which. differed in: many respects. from :the :predecessor bills. - Senator
Long introduced S. 1432 which was similar to.his bill of the: previous
Congress,  and Senator Saltonstall introduced. .S, 1623.--On October
10, 1963, President John F. Kennedy promulgated a Statement: .of
Government FPatent: Polity- to.control :the patent practices. of those
Government agencies which did mot.have a statutory policy, and also

§. Rept. 1461, §9-2— 2 :
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40 govern -the- practices: of ithe:agenciesi -having such a: poliey to7ithe
extent that the President’s statemeht!wasinot inconsistent: with-the
statutory policy. No action was taken on the patent policy bills
introduced in the 88th-Congress:soasitorallow & period of time to
observe the operation of the policy statement.

It became apparent, liotwever that the need for legislation persisted
and that-the basic policy questmn involved should:be détermined by
the Corgress. » Tharefors; in1965 Tnathe first déssion of ‘the présent
‘Congress, Seniator McClellan:introduced: S.- 1809 which s a modified
Version of S £290. ‘Senstor’ Saltonstall introdiiced S, 789 and Senigtor
TLiong " introducedS: #1899 which tare ‘similar “to- their ‘esrlier - bills.
Hearings on these. bills ‘were: cemmenced-fon June T,' 1965, and’con-
tinued on June:27and’ 3,-July-6 and 7, and August: 17 snd: 19,1965,
While these-hearings were in progress, ‘Senator Kverett Dirksen ifitro-
duced’ S.72326 /t6, %kemse “establish a-Nitional Government patent
policy. ubsequent to:the heerin ut prictito the consideration of
‘thése measuies’ 'exeeumve session by ‘the: Stibcommittee on Patents,
Trademarks; :and «Copyrights; Senator Phlhp Hart, for- himself- and
Senatol Quentin Bur 1ek 1ntreélueed S 2715 ‘to also estabhsh a um—
form nutional policy: :

Whﬂe the subeemmltte

bllls Whleh smendiients would have 2estebhsl:ued & Statutory patent
'pohcy applymg to7the Tésedrch: euthorrzed by those'measures. This
wiis done soagito permlt the Sen&te o reso Ve the issue of Government
Patérit policy:ion =

basm :

jSecmonI Z’etle gl L P A '
Sgetion rovrdes that thr aet may be erted ae the “Federal

Inventlons Act f,1966 T o S

Section, .2 quimteons

Section 2(a) deﬁnes the term “Government agenev” to mclude
any execittive: ol military ‘departoerit;.‘of* the ‘United States, any
other agency; indeperndent eommission, board; office; admlmstratlon
or‘authority: of theGovernment and any who]ly owned Goverlment
corporatlon : : ‘

~Seetion: 2(b) defines the term
any Government agency::

“Section :2 (¢):defines the: term ontract” to melude any contract
.grant ‘agreefment, - commitment) understa,ndmg, or other- arrangement
enteréd into between any: Govemment agency and any -other person
whete s/ purpose-of the ‘contract is the econduet of -experimental,
development, or research work. The definition specifically’ includes
-substltut.lons 'of parties-and subeontracts of any lower tier. = i

“Section 2(d) defines the term “‘contractor’ toTnean any. ‘pérson; any
‘publlc ‘OF prlvete corporationy;: partnershlp, firm, association) ingtitu-
tion, or othier. entlty Whlch is 8/ perty to & eontraet or & subeontraet
"ﬂhereunder @

Séction 2(e) deﬁnes the terrri “mventlon” to melude any mventren
'drscevery, innovation;or improvement), Witheut regard to the petent-

o ‘agenoy hea,d” to mean the head of
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-ability thereof; which falls swithin the:elasses of: pa,tentable subject
matter deﬁned in title:35:6f the United:States Code: : This: definition
“requires: the contracter t0 report:those items: Whlch :appearste’ be
:within“the~ general “classes 1of - patentable subject - matter; “without
regard to the fact that: the"tem may not be patent bleifor vtechmcal
-leﬂal Tedsons] o) i ‘

Sectlon 2{f): de- ez the, term: “dlsclosme = to requn' "tt‘en'state—
menr, sufficiently: con'plete to convery to oné skilled in the art to'which
‘the inventiom pertains u:cléar understanding of the nature purpose
.operatlon and:characteristics of the mventlon :

Section: 2(g) defines: the tetm “made” as’ meanmg the conceptlon or
ﬁrst. dctual:reduction: to practice:of the invention insthe course:of .any
-'experlmenta,l development, or: research  work under. the contract::

“Seetion: 2(h) ‘defines.ithe" terny: #to- brmg 'to- 'the!point:of! practlcal
'apphcatlon ‘as requiring: the minufacturing, practicing;or-operating
‘of itheinvention under:such conditions ag'torestablish that the inven-
‘-tmn 1s belng Worked and tha "‘beneﬁts are reasonably ccess1b}e to

Togn T jiie

Sectron 2(1} deﬁnes the term pmnmpa,l rlghts’ as- e ompassmg a.ll
'-rlghts andnterést in-subjéct-inventions-with !the ‘exceptionyof ithe
‘rights reserved:either to the Gdévernment or ‘to-the.contractor::+: When
‘applied: to'ithe Government; principsl rights:-means all:rights-toithe
inventionfexcept for the nonexcluswe Thicense: retained by the::con-
tractor and the residual rights in foreign countries whenever:the
~Governtient does not exerciserits-optionfor such: forelgn righitsi (When
used in® connectlon with:a contractor, ‘the term “principal-rights”’

includes all:rights. in-aninventien except for 'the royslty-frée license
‘reserved to. the Government; the right for the Government to either
Ticense oir-behalf: of the contractor or ‘require the contractor to license,
-and-the right for the Government to require:the forfeitureiof all rlghts
given ' 'to- the contra,ctor under the cu'cumsta,nces:"prowded for 111
“spetion’<3. e . AN PN B

Section 3.. Contract regmreMents L

“Section 3(&) provides that whenever a contract. is entered mto, there
‘shall be deemed, t6-be included therein contract. provisions, in accord-
~ance with regulations promulgated. by. the head.of the contracting

agency or by the President uné'er section 5(a), to carry into. effect the
-requirements of this act. This, provision, operates. to. automatically
incorporate appropriate, patent: provisions in subject confracts ‘even if
_the patent contract; provigions were omitted through madvertence or
error.

Section. 3(b) requires that, each such contract sha.ll chta,m certam
specified provisions,

_-Subsection (1) requires the mclusmn in. the\contract of prowswns to
assure the prompt disclosure by the. contractor of subject.inventions.
__Subsection (2) d1rects the inclusion of provisions to reserve. to the
United States rights .in .each subject. invention. as the head of the
agency, may determine in conformity with the. -provisions. of ‘this act.
Subsection (3) requires.the inclusion of provisions reserving.to the
United States not less than a royalty-free. license for.the pracmce of
subject inventions throughout.the world, by or on behalf of the. United
States (inchuding .any agency. thereof, State, or domestic municipal
_government), and if the agency head determmes it to be in.the interests
of the United States, reserve such a license to a foréign government
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‘pursusnt:to any-treaty -or other agreement-with:ithe Unitéd States.
:Thislanguage does not-require an automstic license to foreigh govern-
«mhents: -KEach. agency-head. is. granted the -authority to :determine

‘whether or not: foreign governments should recéive a hcense dependmo'

‘upon -the-existence of treaties or other agreements. -

Subsection (4) reserves to the contractor, subject to the prov131ons

-of section;8(b)(9): and section 6(b), & Toyalty-free license for the.prac-
‘tice throughout :the world of each such invention .and: provides in the

case-of nonprofit: institutions:that -such. license shall be transferrable
sub]ect to the approval of the: agency which awarded the:contract.
Subsection (5) requires:the in¢lusion of contract: prov1s1ons reserving

-vto the United States whenever the principal rights are acquired by any

person other than the agency head, the right to.license or:require the

i owner of 'such Tights to license other: ‘persons. to: pra,ctlce the invention
~on & royalty-frée basis or:on terms that-are-reasonable in the circum-
-stances afteria determination madé by the agency. that:the .owner of
- the:principal-rights: has-not-taken effective steps within 3:-years after

the issuance of the patent to bring the invention to the pomt of .prac-

‘tical ‘application.. - 1t is not contemplated by /this: subsection. that the
~United:States.should license or require; the!owner of the patent rights
¢ to/license:other persons if the-owner of the principal rights-has, exerted

ssubstantial efforts:to;develop the invention, but such efforts have:.not

-been:effective beca,use of the- necess1ty to comply w1th Government

=_'=rewulat10ns

‘Btbsection e eqmres the mcluslon in: the contract of prowsmns

freservmv -tothe United;.States,: whenever.’the principal:rights -are

;acqurred by:any person- other than the agency-head, the right to license
:or Tequire the .owner:of such rlghts tolicense other persons. to-practice

the:ifivention on;terms that-are reasonable in the. circiimstances, as

-détermined .by:the agency head, . after a deterinination made by the
Bgency: head ‘that . the: public- he&lth safety, or-welfare, requires the

issuance of such licenses, or that the public interest would otherwise
suffer unless such licenses were granted.
Subsection (7) requires the mclusmn in the' dontract of pr0v151ons to

“permit’' the contractor t0 acquire certdin - foreign p&tent rights ‘when
: '-the ageticy hetd dogs not ‘elect to securs s patent in'a foreign country.

- Subseetion (8) reéqjuires the ‘inclusion’ i ‘the contract:of’ provisions

'33!:0 agsure that whén a patent application is filed by ‘the contractor-on
“an‘invention niade under the contract, ‘the applicant shall be fequired

“t0 incliidewithin' the Bpecification of the application and of any issuing

“patent,’a’ statemert spacifying’ that theinverition” is'sibject’ to the

r_prov:smns of this act.

‘Subsectiofi (9) reqiires‘the inclusion in the contract of provisions t,o
assure that all rights in subject inventions shall bécome ‘the exclusive

“property 6! 'the Unitéd ‘States if the contractor failed to render a

~prompt diselésure of the invention, or'a patent covering such mventlon

* had been ysed for'an unlawlul purposein restraint of trade; or'a false
"representatlon was containedin the statement required by section 5(b),

“whereBy ah*applidant for a U.3. patent must sibmit s statement

"declaring"whether ot not the' 1nvent10n was made under a contract

‘_ Wlth any Goyernment agency.

- Bubsection (10) requires the 1ncIus1on in the contract of pI‘OVlSlOIlS

'to insure that whenever the 'principal righits” to an“invention -are
"acquired by any person other than the agency h_ead__ the'__Government
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shall Jiave :the’ right to require the owner: of such:rights.to: prov1de
reports conderning:the: commercml use :of the invention: g

Subsectlon {11)requires: the inclusien’in the contracb«o .prowsmns:
to insure;that the:United:States shall noti acqulre any. rights ‘with:
respect ‘to any patent issued for an-invention:mot: made-underithe
contrac 3

Sectmn

c1pa,1 rlghts in any mventmn made by a contractor ;1f (1) a. prmc1pal
purpose of the contractis, to create, develop, or. improve.products,,
processes, or methods: which are intended.for commercial -use by
the'general public, or ch.will. be required. for such use by . govern-.
mental recru_}l)atmns or (2) s prm(',lpal purpose of ‘the contract is for
experiment&l developmental .or research work .which’ directly. .con-
cerns. the pul)hc ‘health;. Welfare, or safety or (3):the. contract is in

a: ﬁeld ‘of science.or teclmo]ogy in-which there has been litle ; significant

experienge outsitde: of work funded by the Government‘ where the
Government has been the sole, ‘principal, or prime lopen .of the
field, and the acquisition of principal rights at the i ontractlng

mloht confer on the contractor a- preferred ot démhin SRt position’; or
(4) the’ services of the:contractor: are for the: operition, ofa: Govern-
ment-owned research or: ploductmn facﬂlty, r:for: oordlnatmg nd:
dlrectmg the wotk of others.: g T
15The! contractoratithe: fime o entractmo- or.upons 1sciosure of:the:
invention may: acquire greater rights than amonexclusive:license if the;
agency head determines that: (A) the:actual or-anticipated aggregate
finsncial seontribution: iof the:Government :to the marking rand per-
fecting of: the inverition to the point: of ipractiéal: a,pphca,tlon and-se;
has been.oris expected:to be: less: than the actual-or anticipated aggres
gate: finaneial: contribution -of thé: contractor:and other:persons.assos
ciated ‘with: thé eontractor-in-the making:and perfecting ofithesinvenss
tion:to thespoint of practical application and:use; or(B):because of-the!
additional expenditures of non-Government funds: necessary to bring:.
the. invention::to:ithe; poiht «ofipractical -application-and iusecand-the
risks involved in making such expenditures;the granting-of:such-rights:
to the contractor and other persons associated. with. the__,contra.ctor is.
more likely to accelerate or assure such development and availability
for public use; or (C) other equities exist in favor of the' olitractor and
the eranting of stich rights wotld be consistent with the public interest.”

Section 4(b) provides that the contractor shall normally. s
the time of contracting the principal rights to inventi
contracts, other than' those falling within subsection (a) of section 4,
if ‘the - -agency head determines .that (1) the purpose of the contract-
is to build upon existing knowledge or technoﬁ)ogy and the work called’
for by the contract is'in a field of téchnology in which the’ contractor’
has equired technical coropetence directly related o an are; jeh
he hds an established commerclal _position; or.(2)ithe c :
small business concern or &' honprofit' organization, and’ the" ‘agency’
head determines that the crrantlng of prmelpal nghts Would sérve; the,~.
public interest. o o

.Section 4(c). prov1des that he determmatmn of nofhts dan 1nvent.10ns--;.
made under contracts not within the purview of subsections {ay or
{(b) shall be determined by the agency head following disclosure of




14 . FEDERAL INVENTIONS ACT! OF.iLO66]

thie: invention::yThe:agehey-head may-accord prinéipal-rights:toithé.
contractor if hecdeterminés ‘that:the- ‘public -intérest;iwill: bes served:
thereby.«It-is - further provided that.in maling, such determinations
thewagericy: head shall take inté- consideration fthat notmally the:
public:iinterest:awillsmot e served: by the .contractor -acquiring. the,
prineipal rights to inventions (a) directly related to a Government.
program for creating, developing, or improving-products, Processes,
or methods intended for commercial use.by 'the géneral piblic; or
(2) will“bé Teqiiired’ for ‘such use by government.al gula.tlo 7or
(8) directly related to the’public health, welfare, o safety; or(4)"
in‘a field" of scierice of technology in which there has Been Tittle signifi-
cant ‘experience outside of work funded by the Government, orf where
the Governrient has ‘been ‘the sole principal, or prime developer of
* the field, and the acquisition of principal’ nghts mlo'ht eonfer upon-
the Contrasior a ‘preferred or dominant position. ‘
Section’ 4(d) provides' that wheneéver a determination s 6 whether
8 contract falls within any of subsections (a); (b), or (¢} would unduly
delay execution of the contract, such: determma,twn Tosy be made
after execution of 'the contract, provlded thit the agency head shall
reserve the right to &cqmre the prmclpal rlghts toall mventlons made
under the contract. : '

Sectmn i Procedwes cmd gudwwl remefw

/Section=5(a)-authorizes the President: to issue neoessa,ry rules and
regul&tlons to carryout. the policies of this act:.

Section 5(b) requires that any applicant. for ‘a U 8. pa,tent shall-—
gubniit astatement to:the Commissioner of Paterits:declaring Whether
or: ot the invention was made under:a Government: contract: - :

+:Section 5(c) reqiiires-that priorto any determinations by-an’ agency
head relating -to:the hcensmg provisions-of 3(b)5 and 3(b)6; or.the
forfeiture:of -contractor's patert: rights under 3(b)9,-thé owner of the
patent rights must beiaccorded notice and-an opportunity to-present:
pertinent facts.: It is further provided that if the parties:te.a license
under:sections 3(b)5:-or "3(b)6+ cannoti ‘agree “on: ‘the: terms: ‘of isuch:
license,-the:agency: head may determme terms Whlch are reasona.ble
m the eircumstances: :ue* i i R ;

= Section (d)- prowdes or- ]udlclal :cewew of any;ﬁnal determmatlon
&ﬁeo‘ﬁmg rlghbs n: 1nvent10ns- under thlS’*ﬂ.ctu* SRNEE :

i

10 ﬁ(a)w g y Attomey General'
to take necessa,ry steps t.o protect and enforce the rights-of the Unlted'
States in subject inventions. . ‘

‘Section 6(b) declares that Govemment owned - mventlons sha]l be
ma'de”avallable through dedication to the public, pubhcatlon, or
licensing. It is prov1ded that licensifig normally shall beon & royalty-
free: nonexclusive bagis. - If nonexclusivé licensing fails to result mn
the. practice of the invention or if it initially appears that exclusive
licensing will more effectively promote utilization of an invention,
each Government e.Eenoy may grant exclusive Heenses subject to the
rights reta,med by the Government and by the contra.ctor o '

Sedition 7 Delegatwn of authomty G oarin o SR

Section 7 authorizes each a,gency head to delegete the &uthorlty'
conferred upon-him by thls act Wlth the exeeptlon of the authorlty to
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maike: deternnnetrlons as
for-in-section (s}

Section 8. Keeords. and reporta ,
Sectmn 8(&) requn-es each ege CY: - P
less than 6 years: certain, records, reletmg to cer;
made, pursuant fo the provisions of this act. .

Section 8(b) provides that the President: shall submlt annually a
report to. the Congress concerning the operation -of -the Government
agencies under the pOllCleS of this _act. The section. spec1ﬁes the
1nformet1on Wh.lch shall be mcluded in, sueh reports P L

Sgctwn 9. Seeembzlzty clause - I = R U EHEEEE
Seétioti 9 provides that if: any provision of thls act s held mvahd

the remaander of the act shall’ nob be eﬂ'eeted there :

Section 10, Tecknwal amendment "

Section 10 provides for:a number ef techmeel e.mendments to re-
peal all existing statutory provisions relating te.property. rights in
Inventions. resultlng from. the expendlture of pubhc funds for experl—
mental, developmentel o, research Work I ;

Sectwn 11 Effective date: = 0 G

-Seetion 11 ‘provides that this a,et shall take eﬁ’ect onl :,the ﬁrst day
of the fourth month beomn]ng after_the da,te ef_' ctment i

it the grentmm :

_ preserve for-.not
_n determmetrons

Drecossr

- Of t.he bllllons of dollers mvested in reseerch and development in
tlns country each- year, epprommately $15 billion, estimated to be
more than.70 percent of the total;is spent in progrems sporsored and
paid for by the Federal: Government -Theé Department of Defense,
the National Aeronauties:and ‘Space Administration; and the Atomm
Energy Commission together spend more than '$13 billion ennuelly in
research. and development.  Tnthe ‘medical field, over: $1 billion is
spent by the Department of Health, Education, ‘and- Welfare and by
the National Science Foundation in eupportlng thousends of research
efforts by individual scientists on campuses and by research organiza-
tions in industrial laboratories, Qut of this enormous_effort, literally
hundreds of inventions are made and reported to Federal departments
and agencies each month. A récent survey conducted by the Federal
Council for Science and Technology indicates that over 8,000 inven-
tions were made in the course of federally. sp,nsored resea,rch and
development contracts and reported t0'15 agencies during fiscal year
1965." Almost 5,000 of these inventions were madg,during. tl:us _period
under contracts W"lbh the’ Depa,rtment of Defense alone..

N otmthstandlncr this massive comnmitment of the Federel Gov-
ernment in sponsoring research and development, and notwithstand-
ing the potential value of inventions resulting from bhis commitment,
Congress has failed to enact a Governnient-wide policy for the man-
agement of this all-importént national résource,  Instead, in a
number of isolated acts passed betiveen 1946 and 1965, Congress has
enacted patent provisions applicable only to a smgle agency, or to
a single research and development program. Because Federa, patent
policy has never been formulated by the.Congress in the meaningful
eontext of the, Government 5. overall. research and development pro-
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grams---with:the goals.and objectives underlying all of: these Progeams
clearly in view—the statutory patent provisions now ih effect reflect
widely varying policies and approaches. . it ‘
In 1963 President Kennedy issued & Memorandum df Statement‘
o’ Governmeént Pitenit’ Pohey (28'Fed. Reg. 10043-46) ‘which ‘was
desighed to establish“dommmon ‘guidelinés for all Federal departments
and agencies to follow in-allocating rights to inventions made under
their “contracts. ' This’ Presrdentlel ‘statement reflected the' ‘views
and experience of all of the" departments and agencies having research
and development respon51b111t1es, and was issued for all departments
and agencies to follow within the ¢ontext of- speclﬁc statutes goveln-
the allocation of rights to inventions, ..«
his proposed.legislation. reflects: the. &ppro&eh and crlterm of the
Premdentml statement. - /To. strengthen and. complement ; these- cri-
teria, however, several 1mportant Provisions not present, in the State
ment are incorporated into the bill. These provisions— " - :
o (1) “Expand:the control: which the Government ‘acquires when
-"-prmm al rightssto afi invention' are wecorded a contractor to guar-
S anties ! thet the piiblié interest ¥will not be adversely’ eﬁeeted even
if circumstances change followmg ‘the allocation of rights; i
(2) Recognize the unique status of small business:concerns.
.;, and. nonprofit institutions and the importance of . inventions: to
" their contin ‘ed development and ervice to, the public; .. -
(3) Allow greater flexibility in cases where the Government
contributes to only a minor, portion of cost of the development
of an invention; for example, when it cosponsors research;
oo (4), Provide: procedural safeguards..and-i the opportumty for
;Judrcml review: of final: determinations, by- agency heads. aﬁectlnw-
rights in.inventions made: underiGovernment contracis; and-
“..(5): Require. the: departments -and-agencies  to develop and res
port. 1o the . Congress.. comprehensrve statistical Teports - and.
mformetlon' regardlng their.operations tunder this bill- to facilitate.
iew and,; if;necessiry,. medlﬁeatwn of the gulde-;

2 5tild the pa.tent poheles of the'
various egencles is well as the. testlmony and stetements presented at
the ‘subcommittes hearings; demonstrate the fact that Government
financial support of research and development involves virtually every
coriceivable combination of ¢ireumstances. ” No single rule of presump-
tion could possibly provide &dequetely for ‘every situation which might
arige. " This fact led to the réjection of an inflexible rule or standard in
favor of establishing’ clear guldell_nes Tor exeeutive action with suffi-
cient, discretion rema,lnlng in’ 'the agencles m&kmg the” day to—dey
deCISIODS ' .

companies to 1nd1v1dual scientists; from proﬁt orlented to’ nonproﬁt
not-for-profit and educational 1nst1tut1ons "There are diversified firms
producing a range of products-—those who specialize in ‘the éonduct of
research for commercial and- governmental applications, and those who
do research only for the Govemment in the case of smaller firms often
in’ ‘a narrow area only.

Government contracts are - awerded for a sweepmg var1ety of
puiposes, and with an almost limiitless range of goals i in mind. "The




et B e e e il S . A

Depe.rtment of Agrleulture ;ilone for example awards eontr,aets

the field of basic research to acquire scientific knoWledge dnd. in the"
fisld of applied research. to diséover * * * new uses for agricultural’
produces. and to. develop new. equipmient for use by agricultiie end.‘
by those industries which use agricltural products as'raw materials.”
The Department of Defense, on the other hand, supports reséareh
desighed necessarily to Tieet r_mhtaay needs snd for use only- by ‘the:
Government. The National Seience I‘oundetlon , under. its' broad’
charter of encouraging research and education in the sciences, supports
an éxtensive range of research progratns, W_hﬂe ‘the reséarch conducted__f
by the Atomic Energy Commission " is’ geherally. limited “to “aréas

related to atomic energy and its uses. | The research work conducted

by the National Aeronautics’ and’ Space Administration -¢uts across
all fields of science and technology extending, as’ reported by NASA-

from giant rocket engines to mieroelectronies. "

The contract work 1 may fall in a new field of science or teehnology——’
for example, atomic energy, supported-since its beginning ilargely. at:
public expense—or it.may. fall mnto, fields such: as. photogrephy which
have matured: over, the years, through prlvate efforts and at prlva,te
expense. ‘ : .

I%‘mally, 1nvent10ns resultmg from Government contracts mey be[ﬂ
fully: developed and.ready for.immediate commercial use; they. may .
result from a basic research program, for example, and be Who]ly P
developed or they may be complete only: insofar as governmente]_
purposes.are concerned, but far from.a form which civilian consumers.,
could use or afford: The President’s. science. adviser,-Dr. Donald T,
Hornig, reports that ¢ ‘almost all of the Federal research and develop-
ment. expenditures are aimed. at achieving national goals other tha,n'
the produetmn of commercial produets or: processes for the economy,”
and thus it would be expected that the greatest number.of inventions.
made under Government contracts Wou%d fall into the latter, cetegory;
and.be a form suitable only for. governmental ] purposes.... . :

-The- foregoing -factors have led .all. the Federal . egenmes.-hevmg.'
sizable’ research .and development contracts—and  this ineludes  the.
Department of. Defense ‘the Atomic Energy Commission, the National -
Aeronatitics - and : Space Administration, . the. Department, of Heslth
Edueation, and Weﬁere, ‘the, Department of Interior,: the, Department.
of Agriculture, the Department of. Commerce, and.- others—to, adopt’
guidelines in the past under. which they would acquire prlnclpa.l rights -
to contractor inventions in some or.evenimost instances, but.in others:
would require-only a license for.Government use O sueh a license.
coupled: with other: rights. As might-be. expeeted, given. this ex er-‘
ience;, all:of these agencies .in:commenting. on: the hve bﬂ]s ‘pending -
before the subcommittee stressed the need: for a flexible policy and for.
the-retention of diseretion by the individual agencies: - -For example,
i ‘commenting on; i5:,.1809; . the: Atomie Energy. Commlssmn ;reported
that S.-1809: was generally in- accord. with ;the. Gommission’s . views
that & flexible Government -position. is. more. desirable than, rigid,.
inflexible requirements.”’ . Similarly, in opposing.enactment, of S,,1899.
and : the: -establishment - of a-centralized. Federal Invention Adminis-
tration,: the Department: of ;Agriculture urged that, the “initiative in’
' determlnmg :practices-and procedures X % ¥ remain with. th peret—-f
ing: agencie$: who-are most familiar. Wlth the problems . '
. their individual spheres of actlwty "

" 8. Rept. 1461, 89
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. Fhe, bill. which the committee recommends for enactment nehlevee;
this needed ﬂembﬂlty im-a. umber of ways which should be' brleﬂy:
outlined.. Foremost among. ‘these is the fact that the bill definds in
clear terms broad . categories of contract situations and types, ‘of
inventions and’ prov1des a f.ormula, for rlghts allocation {ailored to.
fit each situation which is. “defined. Further ‘the bill ncludes pro-
visions. for ‘départing from general rules i each category if defined
factors indicate that the usual procediire should not be followed even'
though a given. case-falls within a category defined by the Bill. " In
addition, the bill gives executive agencies the authority and the duty
to. readmst earlier allocations. of rights where changing factors or
accumulated: ex Lﬁ)enence indicate that adjustments should be made.
Finally, the.bill looks toward confinuing Téview by the agenciés
implementing it and by the’ ‘Congress_itself to enable a periodic’
reasmgument of the pohcy lald down in the context of 1ts actuel"_'

2 S%tmttons A whech the Govemment ascgmres pmncepal mghts

‘Sectict 4(&)f'of the bill defines four: contract sitaations in which the:
Government ust” genera.ﬂy ‘atquire,” 2t 'the' time “of  eontracting,
principal rights to all inventions which might be made under:the
contracts, E"’)I‘htezse ‘are situations, in“the committes’s view, in which
the’ pubhe interest normally® predommetes overother’ factors which
‘might point to contractor retention of exeluswe rights!" “Additionally; -
where the allocation’of Tights’in‘an invention is deferred “until report-
ing“of the invention; under sectiofi 4(0) of the bill, the Governmint
must acquire’ ownersinp of *cértain types of mventmns Where there 1s‘=
a high'degrée of public. interest. : -

“The overriding public’inter mventmns resultmg from certain”
rnment contracts and ‘the 1mporte.nce of ‘certain ¢ontract inven-
tions 'to Federal programs, #équire that full ownershlp of such inven~:
tions” vest’in ‘the United" States, eéxcept in cases where compellmg-
equitable considerations point to the desirability ‘of aecordmg greater
righits* than 8 ‘ionexclusive’ licelise t0' the  contractor... Much' of ‘the
testimony during the- subcommittee hearings was devoted to-delineat-
-~ ing thoge instances in which:the Government should acquire title; and
o ‘nuinber of agencies; including the Atomic Energy’ Commission, the
Deépartment: of ‘Health; Bducation, and ‘Welfare, the Department of’
tlie Tntetior; the )epartment of Agriculture; ‘and the Feders]l Aviation
- Agency expressed the opinion that the provisions of séction-4(a): of:
5.°1809 were consigtent with ‘their policies regarding the: takmg of tltle'-
to inventions ari§ing undér ¢ertain categories of contracts: .

‘Where' the Government ‘contracts for:development of-end- jtems for
usé: by ‘the' general’ public;:as in the case-of agriculture utilization
research “tinder Department of’ :‘Agricultire ‘contracts; - or “fertilizer:
research forthe Tennessee Valley Authority, in most instances inven=
tions relating to the’ end item’aie developed under Government: spon-.
sorship to'a peint-of pract.mai commerci#l utility where they are ready
for'sale; In these cases,; there is little remaining need for:exclusivity”

as” ,spur "to- commercinlization.:’ The Géovernment: has recognized a.:
public® need; 'sporisored research: to*'solve: the ‘need, -and: supported-
developme'ﬁt of ‘the resultinig iniveritions-to fruition as‘a solution: of
‘the “problem. Thls ‘being ‘so, and’in' keeping: with: the:ultimate goal-
of" such programs; sectmn 4(&) (1) of the bill ‘provides for the: Gove =

L bivii
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n tanoes Wh re the Government spon-
sors Teséatch atid’ development related to the Piblie healih, welfar
or safety, resultmg inventions are fully developed. under Governmen ‘
contracts:” Thigiy true; for example, where thie Départihent of Déferise .
contracts for'the: development of antimalarial Vaccimes-or dental equip-
meht Tor use by servicemen, ‘and under some programs of the Depart~
ment of Health, Education, and Welfire. As'the testimony of Gov=
ernrient, mdustry, #nd’ un1vers1ty witnésses at. the''hearings clearly
mdmated however, thers are many ‘exceptions to' this rule. In the'
health ﬁeld i particuler, 4 great deal of privatelyfunded testing,
evaluation;” and refinetent is often nhecessary ‘before an’invention
msade” under a Government grant or contract can become of beneﬁt
to the publie. ‘ -
Pr. Shannon, the D1rector of the Natlonal Inst.ltutes of Hea]th
and s numiber of other witiesses pointed out that particuiarly in ‘the’
case of ‘Government Erants or research’ contracts for basic Tesearch =
relating to disedsés, it may oftén be the case that ¢omponents may be
conceived’ and: perhaps syntheswed in small” quant “whick appear
to have potential benefits “as a"cure for''or a preventative aghirst”
the disease being studied or other diseases. Often Government sups
port for- the' research- ends gt ‘this point without paying for the ex-
tremely costly but essential clinical testing required for the Food and
Drug Administration before a drig miay be marketed.  The witnesses
stressed, because of the ‘thousands ‘of Untested compounds awalting”
further development and’ testing, that: private industry” is” most: ~
hesitant to unidertake the testing of these compounds without patent -
protection—protection which is lacking where the Governuient takes::”
full rights to' patents’ covering these’ compounds ‘However, when it’
appears that extensive further development is ‘not" necessary to' -
ilizgtion, or that. the cost of 'f ] velopment needed’
will be, or'is likely to bei’ borrie by éither the Government or by -
industry without exclusive rights, theri ‘c e,rly ‘the public’ intérest: 1s°
best'served by Government acquisition of principal tights to contract
inventions, and se¢étion 4 (a)(2) of ‘the ‘bi idi A’perfect::f;
example of ‘& ‘proper application: of this ge
brought several times to the attentionof the Senate regazrdmo the*”
development of ‘& Blood test kit for phenylketonuna, (PKU) which was
develo under ) grant Supported by e - National stltutes of
Heslth. diitidentical cdse were to'arise indér the ig+ |
bill, .the Government would be requlred to take pr rights to *
all’ 1nvent10ns, ‘and the reportifg’ provisiohs’ and ‘safegitards ‘would:
require these mvent1ons to. be reported promptly to the Government
The Governmier search and
grams in’ entirel; fields
the future may v1tally' imi ' ' y Tt 9 these
areas where there is a oss1b 1t§r that.: a;ﬁ'ord_lng -contractor-exelusive .~ -
rights: eould-lead .to: his being. placed in. a; preferred or:;domma,nt
position:in; the ﬁeld Aocordmgl --where. the: contract falls within: a.: .
new‘field -of .science .of, teehnologyf eveloped: ;primarily. at, Fe, T
expenseand. the. ;COntT ectua effort, is of a gcope: sufficient. to.raise the !
danger. of anticonipetitive effec 3 ve rights were, accorded. 0.
the: contraotor,? the, Grovernment; must aoqul.re t1tle to eontraet i
ventions under section 4(a) (3) of the bill. :
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Finally, contracts for the operation:by the contractor .of:a, Govern- .
ment-owned plant, or solely for the diréction and control of the work of -
other contractors, are.of such a type. that equitable considerations
favor Government ecqulsltmn of tltle, and . this is requlred by section

4(6)(4)..

Recogmzmg ‘ ally wﬂl be: si fall
within one of the fo ‘ubsectmns of section 4(a) in. Whlch 1t may not
be in the overall publlc'mterest for the Government to. insist upon .
principal rlghts to resulting inventions,. ‘this ‘section . has provisions.. .
which. permit the agency head to grant to thé contractor rights greater.
than the nonexclusive license spe(',lﬁed in sectlon 3, either at the time .
of contracting or-upon disclosure of & particular’ mventmn, in any one
of three situations.. The first is where fhe actual or anticipated
financial contribution of the Government to the making and perfecting.
of the invention has been, or is expected to be, less than the actual or
anticipated contribution of the contractor or other persons associated
with the contractor. Typmelly intended to:be, covered . under. this
criteria is the type of contractmg situation described where the con-
tractor has an, ongoing area of research which is of partlcul&r mterest .
to the Government, and the Government, with a relatively minor
contribution, desu'es. 0 obtaln the beneﬁts of the earlier. prwately
developed research.. .

The second criteria covered is Where the grantmg of such rlghts to’f _
the contractor’ or: persons. associated with: the contractor is more
likely to accelerate.or assure the development, a,nd thereby the avail-
. ability for pubhc use,. of inventions which will need the additional
expenditure of pnvate risk capital to bring the mventlon to the point
of . pract.lcal apphca,tmn and use. The. third errterm is  where other
equities exist in favor of the contractor, and the granting of such
rights would be consistent with the pubhc interest. One example
might be where a contractor has, coriceived and nea,rly completed work:
on:an invention and filed. a patent apphcatmn all at its-own expense, '
but the final work under the contract is hkely to reduce the: 1nvent10n
to the point of commiercial application, .

These three . categones ‘which }l)ermlt the contractor t.o aequrre p
rights greater than a nonexclusive license are included to Browde the
Government: agencies Wl‘bh the necessary degree of. fexibi lity, Wh]ch
substa,ntla]ly all sgencies. a.ppear to desire. . T

Where: the; allocation of rights is defelred until  the ,ntlon is -
reported to the contra.ctmg agency, section 4(0) (1) to provides
that . the ‘Government would normally acqu:re prmc1pa1 Tights to .
.mventlons which are— N x
‘ (1) Directly rel

pubhc use; o -
T(2). Dlrectly elat
o (3). Likely to ]'i\
..position in' & field large y. sup

8. G’ovemment lwense and_mrch‘-‘m mghte

Just a5t ) p
the Government. il "a,]ly acqurre prmmpal‘rlg

ng’ there are ‘othersituations where it is'in- the pubhc mteresb for
the ‘contractor: 40’ retam stich nghte provided: adequate: dontrols and
safeguards "are’ acquiréd’ by the Grovernmen T'his “ conclusion 48
'dlctated ﬁret by ‘the need of the Gover fe :
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"restramed coopera,tmn of mdustry and to enoourage prwa,t,e concerns
to freely apply their most advanced, privately developed background
. and experience, and their ost oroatlve minds, to’ GGovernment re-
search programs,  Second, the essential objective of assuring that new
“technology resulting from Government research programs is dissem-
inated and utilized as widely as possible requires that'incentives be
provided in appropriate cases to encourage private concerns to assume
the risk and expense often connected with the adoption of néw tech-
nology. To place the discussion of each of these factors in proper
context, it is important to understand clearly the nature and scope of
the rlghts and controls which the Government must always retain
_ wher principal rights to an invention are accorded a contractor,

The rights which the Government must always acquire in s confract
invention . -whenever pribcipal rights are rétained. by the" Gontractor
are spelled out in sect.mn 3 of the bill. Section 3(b)(3) reserves to
" the Government ‘“an irrevocable, nonexclusive, nontransferable,
_royalty-frée license for the practice’ of each such 1nvent10n throughout
the world, by or on behalf of the United States.”” This license
extends to State and municipal governments, and if the agency head
so requires, to foreign governments pursuant to. treaties. or other
agreements. This Government license is. essential in insuring that
. the Government and its eonfractors working .on its. behalf will have
- free .access. to all inventions:made under.Government contracts
‘Equally important are: the. ”ma;rch—m rights’’-secured in section; 3
- of this-bill which ' guarantee- that in:no. event may :the exercise of
_discretion. by an agency lead to,results inconsistent. with the purposes
. of the bill. . "Because-of these controls, whenever a contractor acquired
. principal rlghts to .an-invention,: the head. of ‘the SPONSOring .agency
- retains. the:right fo license or- compel the contractor to license. other

persons to practice the invention—+ . .:
' (1) ff the-contractor fails: to: ta,ke eﬁ’ectwe sto s W"J.thm 3 venrs
after issuance of a.patent covering. the: invention to :work. the
inventlon &nd make its beneﬁts reasonably aocesslble_to the pub-
ie; or

(2) If the agency head determmes thai. the publ ok
.or welfare requires.such.action; or:.... - o SR
. :(3) If . the :public. mterest woul oth "se suﬂer'
- llcenses were granted::. Vi
-+ Regarding the.first of these, since & m&]or purpose of the b;l] is to
Edeﬁne a national . policy. to; promote . the. utilization-. of inventions
‘resultmg from. Government. contracts; in -order. for a- contractor £o
. retain the full benefits of being: &ccorded ;principal rlghts in gn inven-
- tion he.must take efféctive steps within. a reasonable time to-develop
the invention and make its benefits reasonably accessible to the public.

Stmilarly, because of the overriding public interest in inventions
related 'to the public héalth, safety, or welfare; thé bill,. under the
second basis for compulsory hcensmg, reqlnres that ‘& contra.ctors
rights in any invention be subject to'the right of the agency head to
insure that any invention be used to the maximum extent__posmble to
fulfill public' health, safety; or welfaré regiiirements. =

The third basis for' compulsory licensing is included in “the’ ‘bill so
= that there:is no possiblelway:in which. the public interest:could suffer
by theallocation of prineipalrights te-a contractor. /-The importance
-;of -this: provision ‘is’ apparent.; 1t.harmonizes, .on tho oné” hand, ‘the
desirability of aceording a contractor principal rlghts to hls mventmns '

ealth safety,

nless such
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.in certain cases.and, on the other hand a legitimate. concern that such .
“action. could perheps produce undesu"able results in. isolated cases.

In addition to spelling out the’ grounde on which the contractor may -

,be compelled to license an invention resulting from a Govérnment
_contract, section 3 of the bill prowdes that the confractor will forfelt
Lall rlghts he may. have in any invention made under & contract— o

(1).If e fails to'render 8 ‘prompt_ dlselosure of the mventlon to
the sponsormg agency;or | .
(2) If, in an appropriate antltrust proceedmg, there is s ﬁnel
conelusmn ‘that the patént covering stch an invention Had been
| used for sn unlawful purpose‘in restraint of trade.
Fmally, under section 3(b)(7) of the bill o contractor must include

-in any patent covering an invention made under & Government con-

. tract & staterment speelfymg that the invention is siibject to the pro-

'v151ons of the bill.  This will provide notice to the Ppublic that the
“march-in rlghts apply to the patert, And under section 3(b)(10)

whenever A contractor retains prmelpel nghts to-an invention he must

. .report upon request to the sponsoring agency the commerelal use that

.is being made. or mtended tobem

i The: need for exelusive mghts

.+ Thyoughout! the hearings ‘of: thie Patents Subcommlttee, witnesses
~placed oreat: emphasm on-therole ‘that exeluswe rights can play-and

. haveplayedin stimuléting privite investment in developmg and ‘mar-
-Ketinig: mventlons result.mg from Government research:and: ‘develop-
‘mieftcontrgcts. - The ‘pointiwas repeatedly 'made that Wwhenian un-
“devéloped 'invention; mot suitable: for immediate ‘commércial use;tis
iade freely: aveﬂable toall; no-ong is-willing to risk thHé necessary ex-
v petige t6

- mercialiaige. - Whilethis i by Estal meens true in every. eaee, there are
metances in which the pomb ig vadidv e P

<P heNations] Aesronautics and Speee Admlmstrartzon, for exemple
! reported a niiriber: ‘of” ¢dses' where a "NASA allocation:iof- excluswe
: **eommerela,lsnghts to-a/ eonitractor resulted in’the ‘transfer of & space-

- Bros. - Researeh: Corp.; ., of Boulder; Colo. 4
. of company funds to improveé: ‘thé versetﬂ‘
“diicer developed’ under a’ NASA ¢ontract for tse

de. of the mventlon

-eIop the' mvenmen to!a. poitit: where it is suitable for com-

related invention to the civilian economy. In one instance, the Ball-
vested: miore h’en $25,000
emperature trans-
2 satellite to make
this  transducer more adapteble to eommeroml gpplications:’ This

: ;company—*sponsored program resulted. in the: development iof- a-signifi-
-~ reantly improved version of the otigirial mvenmon anddn-an antlclpa,ted
" reduction from $200 t6 $100 in the unit price of-the: ‘conimiereislnodel.

As ‘of Januery 1,:1966; Ball Broa! have enjoyed icommiercial gales of
it erensdueer totalmg overr$20 000 An ofﬁeml of_ the

: n the a,bsenoe of obtemmg tltle to. the mventlon, petitioner .
Cwould have little or no incentive for investing its own funds. .
- in.development, work of ‘the above type (that necessary to..
_.odevelop, and..apply. the. mventmn to. commercial prod-

uets), * ¥ *'The recove these development costs,_-,-g

s TInid: sn:nﬂaf case, the: Geephysms Corp of Amenca, 2 sma.ll busmees

- coneerns loeeted in Bedford Mass.; invested :$15;000 of Atsiown funds

m 1mpro i

g B’ REDIE R gege 1t had developed fer space exp runents
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under a NASA contract. . As of 1965, commercial sales of products :
incorporating . this. 1nvent1on total in excess of '$150,000, snd the
_Government has’ obtainéd s royalty-free licensé in ‘an’ improvement
in the invention made by the contractor during thé development
“program designed to adapt the invention to commercial applications.
The nnportance of exclusivity i in this case is sugaested by the state-
‘ment of Dr, Murray Zelikoff, vice premdent of- GCA 111 a report to
NASA dated Ja &nuary 13, 1965+

. Had the waiver not been gra,nted in waiver case W—167 o
: GCA and. Vacuum Industries, Inc. (a sub31d1a,1y of . GCA) o
would not have attempted to develop this invention, into a"
. marketable produot This decision was based on the follow-. -
. ing factors: The ionization gage developed for NASA was
: j,requu'ed to meet su.eh strmcrent requirements as to meoha.moal, o
performance (for use in various space vehicles) as 0 render.‘_,_ ,
.1t too expensive for.commereial purposes; therefor ; v
.. tures of development funds from. company. sources NECess . |
- sary in order to reduce the invention to.a marketable product, .
- but this development. expense would only be justified -if ..
i @GOA were assured of pabent protection. sufficient 0. enable ..~
. it to have a reasonable degree of assurance that, the dove Op-.. ...
ment funds so expended oould be reeovered by oo} relal,
- sales of the product,. . ., ' L

b ﬁ&s the Tennessee Valley _Authorlty t.ated 111 1ts comments 1 the
ills: ] i ‘ :

Getmng an mventlog nto: prodijctive and beneﬁ al it

, whlch is ‘the ultimate ob;eotlve, not be achi ved 51mp1
. by giving, notloe,of the. : , ex1stenoe peop!

firms,, ha,thr 8, p0531b1e mtteres.‘ in'it.

~Fypical of the testmlony presented by unlvemltles -on.-thig pomt:ls
the statement of tthe American Counoﬂ ot Bducatior :

. Thé’ oolleges and unlver51t1es regard the broad ind flexible

o approa,ch proposed in'S. 1809 as'greatly” prefereble to-a. pohoy'

~ of assigning to the- ‘Government all rights to-all'inventions &

. the time of contracting. We believe that'i ma,ny Ccas
;nventlons wotld not'téach the ¢ivilian gconomy" if relignee:

- were placed on'a kind of mail-order:catalog of avaﬂable new ¢

.~ product idéas. Freq ntly agoressive ‘Search is required to

find someoné willing't devote the energy‘and the; addltlonal‘ii-*-‘-'

o oaptml o the t4 ‘ s

On the basis, of its study, the cor ee
_.contractors to retain exclusive: oommerow,l rig
under Government .contracts. in. appropria 'pl rowde a
. -positive and: 1mportant 1ncent1ve to the ulfimate com i-¢ia, iz’_a,tlon_of
. contract. inventions. .. And it,;should be Stressed here: that in any
instance where prmclpal rights to an invention are retained by s ‘con-
tractor and this desired. commercm,llzatlon does not’ resu]t within 3
years after a.patent issues .on the invention, under the “march-in
rights” “the exolusw1ty is reinoved and-the- contraotor m&y be com-
pelled to hcense others to pmctlce the 1nvent10n
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5 Allocai‘wn of mghts at the tzme of contmct

. As diseussed, in the section. 1mmed1ately precedmg the present one,
.there are instances Where the public interest is best served by retention
by the contractor of principal rights in contract inventions. This is
80 since the incentives of principal rights can be brought to bear as a
positive factor on every: part .of the Government—contractor relation-
ship from acceptance of the contract through application to the
contract work of the very best the contractor has to offer, and on
through the making, identifying, and reporting of inventions and
ultimately to the arduous efforts often hecessary to commercialization
of inventions after the Government efforts are completed. -

Realizing the important roles that according prineipal rights to the
contractor could play, there remains the most difficult problem of
deciding upon the stages in the rocurement cycle where the alloca-
tion of rights to inventions shoul% be made.

Tt has often been urged that the Government should never accord
principal rights to contractors until the invention in question has been
fully identified and reported to the contracting ageney. The reason
invariably presented for urging this approach’is that unless the Gov-
ernment knows “the-precise nature of an invention, it can never be
certain that it is not placing an unwarranted and unw1se monopoly
in the hands of the contractor.

The argument in support of this position that alloca,mon of rights

-should -await invention reporting rests on a preoccupation with the
supposed dangers of Ieaw.ng prmclpal rights with contractors—
dangers which, in the view of the commlttee, are avoided by the safe-

uards and controls discussed in the preceding. section of this report.
%‘urther, the_argument. overlooks two controlling’ facts which should
be considered. First is the fact th&t often in contracting for research
or development the Government is- merely asking the contractor to

“eontinue work : already underwsay ‘at private expense, to build upon
the contractor’s: existing' know-how, expertise, and:commercial posi-
tion. . :The:second.fact is the critical impact that the creation of new
"t-echnology, its development and widespread. use. can have upon this
Nation’s statusin the world as well as on the hea.lth and well- bemo'
of its. citizens.at home. . ..~ .-

- Retention of. exclusive I‘Ibhts in.an: mvenm

‘ean. sblmuia,te ‘the con-
tractor to make.the investment.of caplta,l and la,bor needeéd to develo
the invention to marketable form, and this is true even if. excluswmy is
obtained: only .after, the’ mventmn is reported:., But..a. decision to
allocate principal rights to the contractor at the’ time of contracting
_can. act as a much greater incentive, since assurances in advance that
“.comimercial” exclus1v1ty is' availablé ¢an spur acceptance of Govern-
“ment contracts in the first place, application-to work of ‘the best com-
" merical expertise available to the contracter, and donscientious efforts
_to accomphsh the all-important, step of’ 1dent1_fy1ng and: reportmg in-
. ‘ventions.” Nome of these steps recéive arny positive incentive from
~allocation “of rights after reporting: ' Yet, as stated by NASA Ad-
' mlmstrator ‘Webb during' the hearlngs of the Patents Subcommmtee

For NASA to.succeed in its missions, we urgently neéd the
unrestralned cooperation of wide sedments of industry.”
Some 20,000 contractors, prime ‘and sub are now at work 1n
a wide Vanety of technolovles It has been my experience
that few factors dlscmu'nsre a contractor’s unrestrained ap--



. plication of his best talent to a Government contract more
_than 'a patent policy which ereatés uncertainty 'and. which
" causes him to fear that his commercial status Based on a -
. proprietary positio: already achieved. will'be jeopar:
“dized.” R IS
The Department of Defense, in commenting upon the bills beif
the Patents Subcommittee, also stressed the importancé of ‘attracting - -
industry’s ‘best, most advanced private'developments by statings "~
.. * * * Department of Defense reseatch and. development. = . ..
contracts are awarded to those organizations which have the =~ "'
highest competénce in the specific field of science or tech— .=
- nology involved. . This means that in most cases the con--*
. iractors and subcontractors chosen will be those which have . .
.acquired their background skills and knowledge for applica~ .
.. tioh in their own' commercial program. - It is ntial 4
" the success of the defensé misgion. that. thése skills and’ .
knowledge be readily available to the Department.” It is”
 equally essential that such firms feel free to bring: their new: .-
" .ideas forward.at the earliest time; not only after .contract:i: ... ;
- performance has begin but'before contracts are ever awarded., ... ... .
1t seems cleéar that permitting contractors to know that they will’
have exclusive rights.to resulting inventions when’ contracts are en- -
tered Into will have several béneficial effects: TFirst, as'stated above,
it will encouragé corporations tofreely apply ‘their privately developed:
background without fear of Tosing all'rights"to the results of this'werk
to their competitors. The mere fact-that a contractor may hope to
be able to receive exclusive Tights after an invention has been identified
certainly is an ineffective incentive to a private corporation when such
a decision is solely within the discretion of the Government agency, .
and does little to provide definite incentives for reviewing the results -
of research work to anticipate possible applications of it. Mr. Mark .
Owens, Jr., patent administrator of the University of California;
exemplified this situation by testifying that the university recently
increased the incentives to the people perforining research on behalf
of the university, which was accompained with- a marked increase
in the number of inventions being disclosed to the university.”
With these factors in mind, the commities concludes that contrac-
tual situations should be defined in which the contractor should be
accorded principal rights in his inventions at the time of contracting;:
retaining appropriate safeguards, as discussed above. Section 4(b) of
the bill defines the three situations where this is generally the case, -
Whenever a contract was not of a type defined in section 4(a) of the
bill, where the Government should normally acquire principal rights to
inventions, the contracting agency should then consider whether the
contract is of a type defined in section 4(b). The three types of con-
tracts defined in section 4 (b) may be briefly deseribed as contraets in a
field of technology in which the contractor has background expertise
and know-how directly applicable to his established private “com-
mercial product line, and contracts with small businesses and nonprofit.
organizations which have acceptable programs designed to achieve
- public realization of the benefits of inventions. o
Deciding upon the allocation of rights at the time of contracting-
for work in fields relating to the commercial line. of the contractor is
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1mport:mt in b obtai _Allo' atmn
of rights at t e 1 0, nonp fit’ institu-
tions with effective plans for cotnim 1 st ngthert thése
xmporbant ‘segrnents of prlvate enterprlse ‘and enable them’ to better

-continue their useful roles in the national economy

of regul&tlon as may e Necessary or desu*able to carry out the pro-
on. Sorme Gos Jert - effulatlons will -

.be necessiry islation th

out the Governm

Technology ha

developmfr comiiion
guidelines for %h

mlplementatmn of the 1963 ‘Statement’ of Govern-
. The’ necessﬂ.y fo_ ch a body w1]l contmue

Sectmn“5(d) ofthe bill is: mtended Lo we ]udlclal review by trlal
de novorin-the: U:S. district: court:of-all; final- determinations made
after the execution of a contract by.an agency. head, or his.authorized
designee, Whlch ‘affect rights in inventions made. under the contract.

% section is not intended, however, to provide judieial Teview of :
decisions made by an agency head or-hi uthorized designee; as’ to‘ .
the type of patent clause that shali be’ mcluded in.a contract :

‘EC;'MMITTEE CONC_USI v,

For the foregoing redsons the comrmbtee recommends that the blll
S, 180 iended, be’ favorably conmderod ‘ : -
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INDIVIDAL VIEWS OF MESSES. Haa, BUbIc, axd
‘TYDINGS ' - RE

We conclude tha,t enacfsment of S 1809 Would be Worse than no_
action by Oongress on patents in. the research. and -development
eontract fleld. . .

The subcommittee. Work a,nd Study which produced thls blll was
undertaken to prowde & uniform patent policy operating in the pubhc
interest in connection with Government-financed veseareh, ™~

But S. 1809 ‘does little for uniformity’ and freezés inte taw. the very
conditions ‘we set-out to correct; including the glvmg away of patenti
rights developed at public expense. :

Just what, as we see it, would: this bill de? - ERE

First, in the great m&]orzty of R. & D. contracts it Would glve con=:
tractors all property rights to inventions financed by public funds.

None of us would consider voting taxpayers’ funds-for-the building
of a bridge only to present it‘as a gift to some contractor who could
begin to charge a toll of all who-use it.: Yet S 1809 Would have this
result with inventions, -~ "~ -

Second, eontractors would be given: these rlghts ata tlme When no
raan alive could possibly know the nature, economic: 1mportance or
other characteristics of the product which would be: developed.

-Would the Congress consider for one moment giving the Secretarv
of Interior power to sell mineral rights in public lands without knowl-
edge by the Secretary of the nature, kinds, and amounts of minerals
in the Jand? ~Yet, S.'1809 would allow analogous dctions: ¢ .

" Third, the bill grants such broad discretion to each agency head,
largely without legislative guidelines; that no umformlty of 1nterpret&~
tlon and application of its provisions can be expected.

" In'fact, we can expect a continuance of exactly the same situation
we have today Thus, the developers: of “the aerosdl- bomb,: frozen-
orange juice, and ﬁame—reﬂstant cotton found that because they were
déaling ‘with the Department of Agriculture they could obtain hicenses:
under the prodiict patents—but no exclusive rights. +On' the'other:
hiand, contractors performing’ rese&rch for the Defense Department:
gener&lly can sectre exclusive rights to inventions of great:commercial .
value. Indeed, one company ack owledged that-several of the invens:
tions to which it had obtained title were so significant that they could:
create an entire new industry:. The National Aeronautics and: Space
Adminjstration adheres to a policy which, though distinetive, savors.
strongly of that “used by the Defense Department The ‘Atoraic.
Energy Cominission, by contrast, generally takes title to inventions:
made by its “research performers ‘What- we are confronted with;
therefore, is a:vast range of discordant policies. ~Will this bill harmo-.
nize them? - In our view, it will not." By répealing the title-reténtion:
policies now 1ncorporated in several existing statutes (including the:
AEC Aet), it would only add to the confusion—erring, though;, on:the
side of giving' away patents to: contractors Who mlght not be enmtledr
to'thém under’existinglaw. - - o

A5 we consider this bill we should remember that no one has any,s
inherent right t6 & ‘patent. - i :
- This is the creature of statute. o
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The Constitution grants Congress the power to give these protec-
tions in article I, section 8, clause 8. However, this grant of power
i also a-limitation of power..~ The Supreme- Court recognizes that
the dominant purpose of the patent:system is the social gain which
flows from an mducement to the mventor rather than a natural rlght
to hig dlscovery s

“As stated dn | G’mham i Joim Deere C’o 86 S Ct. 684 (1966)

. . The grant of an exclusive right to an invention was' the e
.creatiof.of society-—at odds with the inherent free natiure of
“discloseéd 1deas-—-and wis not to be’ freely given, fo

-When and under what cirenmstances. then is the Grovernment ]ustl-'
fied in furning over to pnva.te control -a patent monopoly created at_,
public expense? y

It should come as no surprise: that t.he clrcumsta,nces Whlch we'see as
acceptable :are those outlined i in our bill—S, 2715. -

- Briefly; those would be— _....; ;- ‘

1. The. .right to: mventlons made. under R & D contracts
should remain'in the Government, at least untll full mformat1on

j. on the nature-and potentlal of. the invention is known..: )
2. When the nature and potential of the invention is known,

- granting of a patent monopoly might be acceptable for a Ilimited

_time and. under limited circumstances where necessary to induce a.-
company to.rnake further: expensive development of the invention,

.- 3. The -Congress- should - establish reasonable . guidelines for

- AZENCY heads in: exerelsmg theu' dlscretlon in dlsposmg of p&tent

Loorights.:

4, Umfermlty of - mterpretatmn and actlon by agency heads

~--ghould. be further aided-by a review.system in the executive

- branch.” - As:a basic rule, however, Wh&t the Government pays for -
should belong to the. Government, |

~$.:1809 is based partly on the theory that ‘the favormg of contractors
Wlth atent rights to inventions- made under . Government-financed

& %D contracts will servesbest the. social purpose inherent in the
pa,tent laws inducement to inventors to develop their idess.  However, .
this bilk does not reward the inventor but the contractor. . Invention -
is.the:product of the ingenious brain.of one human being. He may be;
assisted: by others in carrying out his: .Gonception of ‘the . invention.
But it is his ingenuity which the Constitution authorizes Congress to
reward as & secial galn, not that of the Government. contractor. -

- Patent :property.and. its.incidenee ‘depend on'the statutes (O:r'own
D’Le & Tool .Co. v. Nye. Tool & Machine Works, 43 8. Ct. 254 (1923):.
Kronaier v U8, 110 F.-Supp. 730(1953}). : Patents shall have the
attributes of personal property. (title 35; sec. 261 United States Code).-
But these property rights: bélong to the inventor and no oneelse-tinless
assigned or transférred by him. - It is doubtful that Congress, under
these : hmltatlons could grant ‘such.: rights to &nyone other than’ the;
1nvent0r T 4

+/This repesed leglslatlon,dea,ls not mth the ch 10e between the-_
rlght.s o? the. inventor -and the Government; it .deals only with the.
patent property as between an R, & D. contractor and the. Govern-, .
ment: [t::pays; or.provides no réward -fo the™ 1nventor The. con-
tractor by virtue of the R. & D. contract—not-b tue of the.patens;
laws-—takes both the profits from the.contract, and: the. patent. .Prop-
erty regulting from performance of the contract, The bill, of course, is
based on the assumption that the contractor will require hls emplovees
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to" asgign” tohin: 1nvent10ns=‘
contract program, i - i ' i

‘It "has been - 1ndustry s--contentlon that "y they pa.y the mventor,-
they: should ‘et the profits;of -his labor. . “The same standsrd-should
apply then when the public, through ta,x dolla,rs m&kes the expendl-
tures for Rl & 'D. contracts. = = Fig

' We have supported-the’ research and development progra,ms Whlch'
ha,ve so'greatly increased in recent:years.: But.we believe:the products
of ‘those expenditures belong: to all the people just: a8 do.the natural
resources & part:of the publiclands:: ~The fruits from:R.-& D. expendi~
tures should not be locked .ap:in" Government-created: monopolies
except ‘as this may be: necessary for: the soeml ga,m, to result 1n the
development of new knomedge

+‘When and under what czrcumstences is the GOvernment ]ust1ﬁed iy
turning over to aiprivate cortrol:a;patent monopoly:créated. at: ‘public
expense?  Although the’ knowledge: disclosed in & patentris of general
benefit In: promotmg the:arts, the direct benéfit: flows from fhe-putting
to:use"of the process:or: makmg available: the product.. - Therefore, it
miy be desirable to. grant:a: patent monopoly for & limited timeto
induce “further: privaté -expenditures “where expensive: development:
is' iécessary to make theiprocess:or products-available. s Demand for:
its use may be sma.ll and yet a large expense:for:further.development:
may benecessary. . On'the other hand the:market may be very: large
and justify a- larO'e expenditure: w1thout exclusive rights. - If others:
drefwilling to Tnake the invention freely available to the pubhe without
monopoly rights, the :Goyernment-has:no-justification-for: denying:
them* the “opportunity. “Fhe' nature ‘of ‘the markeét, the: relat10n51pz
of the invention to the :market, its effect: on' existing and future com=
petition are ‘among Factsr relatmg 'to the public: 1nterest ‘which:must be
considered.: But cértainly none of: these facts:can ‘be: determined at:
the_time the R: & D. contract:is executed-=—~the ‘precise: time- 8./ 1809
aiithorizes ~the ‘agency 0 eta,ln or glve away the Government’ 3
rlghts to these iInventions: s : ;

"Giving to the R. & D. eontractors all patent property at the t1me of:
makmg the contract—as S.:1809 does—-is blind &CthIl" : At ‘nhat tlme-
seney heads ¢éan only grope in thedark. : : sk :

In addition, S. 1809 lacks meaningful: guldehnes *It allows ageney
héads ' almost unhmlted diseretion, - Coneedirig: that there should ‘be
some flexibility in such legislation; hence some diséretion left to agency
heads, there also should %e means:to assure reasonably uniform: inters
pretatmn and application of the act..: Otherwise; each ‘agency-head
will be able to'do as he wishes and: ]ustlfy hls= ctlon on: h_ls 111terpre-
tetion of the law—which'is'today’s situation.: 2

‘In’contrast; our bill, 8.-2715, provides deﬁnlte a,nd 8 eclﬁc gulde—i
hnes not merely g hstlng of-different; types - of -R. -& % ~contracts
categorized according to the principal purpose of: the centraet as’ are'
subsectmns (&), (b); and (c) of section4:of 8.:1809: o ;

‘In disposing of patent rights we are.dealing: with: mventlons them-'
selves: the purpose:of ‘the’ contract: has littlel relevance. ~In many
instances there may be norelevance: between-the purpose of the con=
tract and the nature of the invention. - Just'oneexample: the contract:
was to search:for and ‘develop a new industrial .chemicsal;, the resulting:
invention was:a chemical usefu] asa drufr Resea,reh frequently leads
to thlS result R

'lmade’rwhﬂe Workmg on- the“R.' & D

(Mh S
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¢In#S. F2715; specific facts -And determinations- musti bearrived.: at.
before the agency head is justified in exercising his discretion. :- These,
are:applicable to:the:invention: disclosed: instead -of .to :the: ‘prineipal
purpose.of:the R.:.& D..contraet. . Thi “approach We belleve, makes
better;sense.than-that-of 8:.1808. - TH PN : -

The categories of contract purposes as prowded in: S 1809 are 50
vague and:difficult: to deternine that-the bill recognizes in subsection
{d) of:section 4 -that the parties:may not-be able.to make such. deter~
mingtion:until after disclosure of the invention. . It also. admlts the.
invention filay not fall within. the purpose of the contract in elther of-
the categories {a), (b);.or:(¢) in:Section 4,

< Bubsection (d). of ;section-4-rather support.s our behef that. the de—
termmamon of rlghts growing out of the:invention can:and should be
precisely :determined and.acted upon:only. after. the disclosure of the
wvention, and-under guidelines ‘applicable to_the invention, rather
than by general categories of purposes of R.-& D. contracts. .

~In addition to the need for guidelines, some administrative review
bo&rd ig: desirable.. -Such-a board. would review -agency decisions
before court action: . The review board should interpret the act and
consider inconsistent actions by agency heads to provide uniform in-
terpretations and consistency of action.- It shotld also review possﬂale
erroneous actionsin particular cases. -

~Nothing in 5. 1809 meets: this- problem The Pre31dent may issue
gu1de11ne regulations but:is not réquired: to.do so. - No. specific au-
thority-is.given to agency. heads to adopt- regulations -although such.
action may. 7 be inferred. :Noris there-any reqmrement as 1o umforlmty
of regulations.: There can be as many different interpretations of the,
act and. direction of actions under.it as there are-contracting agencies, .

. President. John J. Kennedy issued-a;patent; policy. d}rectwe to all
agencies seeking to bring unlformlty out of the widely varying practices
of .different contracting agencies.. .. The- effectiveness of his effort to,
bring:order out of ¢haos has been la,rgely nullified by the widely varying.
and frequently divergent interpretations and applications by agency.
heads. . -Kach seems:to_interpret it-in such manner as to justify the
end he séeks to reach. . Inour opinion thisisnot a satisfactory solution.
nor do we believe the publlc mterest is; served N or Would S 1809
1mprove on-the present: situation. :

-1t ‘would--appear to fréeze: into laW the unsablsfactory_ condltlons
Whmh mow: exist under:the Presidential ; dlrectwe We oppose Iegls-
latlve sanction of present: conditions. rror- -

~Indeed, only'recently-a special committee of the Federal Councll 011
Science and Technology-began: collecting. the-kind of information that
will permit an intelligent. apprmsal of the 1963 guldehnes . What the
Senate is being asked itoide; therefore, is enact into law unproven. and
untested policies and procedures to:zovern the: disposition of. rights
in-the-thousands of inventions spawned by the $16 billion annual Fed-
eral research expenditures: * This is to. ask us to legislate in the dark.
There is:no-great urgency in ddopting patent policy legislatlon Par-
ticularly.-where it is -clear:that the %Iouse will not. act this year on.
patent legislation, it would-be better to swait atleast another year, to

gather additional information, and then determine what course should
be followed. - The enactient of legislation, conceived in haste and:con-
sidered in-the mistaken belief that a.statute is urgently needed, Would
be worse than the adoption of no legislation.

The public interest we believe would not be served nor protected by
passace of 8. 1809 as rennrtad




ADDITTONAL. INDIVIDUAL VIEWS:OF MR TYDINGS

I concur in the views ‘of Senators Hart and Burdick expressed in
this report, . L. beheve enactment «of. S 1809 Would be "WOrse the,n no
law at,all: ,

I agree with. all the memberb of the Judmmry Commlttee that legls-_
lation i is advisable to bring a greater: measure of rationality -and uni-
formity.into the diverse and sometimes conflicting patent pohcles
presently practiced by the.Various. Federal. Government agencies.,
But.I do not agree: with the majority of this committee that the way
to. bring. more rationality and uniformity into the present system is
to freeze that ver v system into.statute. ,Y,ef;‘the advoc&tes Of S,.1809.
proclaim . its, principal purpose o be ]ust that. .

The principal argument advanced in favor of freezlng into Iaw the
present inadequate, un-uniform, and often-conflicting Federal agency:
patent policy is to end. the piecemesl legislation of that patent policy.
on & program—by—program basis. I think an end to.piecemeal patent,
policy amendment is. neither a likely result nor even s reasonable
expectation from Senate passage of S..1809 because:.

Pirst: The.provisions of S. 1809, if enacted, would be ]uet as vulner—
able to plecemeal .program-by-program amendment as is -the present.
part statutory, part administrative Federal agency patent policy.: ..

‘Second: Passage of S,.1809 will by no means reduce the likelihood
of piecemeal, amendment of .Federa I Agency ; patent . pohcy 1t will
most. likely - actually increase the likelihood. that . opponents : .of. the.
policy embodied in S. 1809 will seek to circumvent it at, every. juncture
at which an argument can be made that the public. mterest 18, better
served by a more, pubhc[y oriented patent pohcy

Third: S.. 1809 faces an.uncertain future.in. the, House, and Wﬂl
cerbem,ly nob bé acted upon at: e]] untll kwell into. the next sessmn of
Congress..i ;...

Rather than pI‘OVldlI]g an eﬂ’ectlve Wey to end plecemeal petent
policy, amendment, Senafe passage of S. 1809 is just as likely to.prove
a. futile and costly delay m achieving a rational . Government-wide
patent policy. By meeting none: of the objections which have led to
piecenteal a.mendment of the present Federal. agency: patent: policy:

system,.S. 1809 is both uncertainof final passage by :Congress, .and
doomed to the very klnd of case~by case; amendment which 1 b
forward torend. ..

Tt,.would; be far. more. prudent for the Senate to eeek 8 patent bﬂl
which the. crities and. amenders. of present Federal agency patent
policy can accept without feeling the need to -continue to' make:case=
by-case .amendment of that policy.. S. 1809 merely freezes into.law:
the Very pohcy Whlch hes frequently msplred such. amendment




MASSAOHUSETTS

Over the la.st 12 years, the U (A Government has spent OTe’ th&nﬂ
$100 billion on scientific research.. This year we will spend more on
scientific rédearch’ than the Federal’ Government spent 'duriig” the
entire 19th ¢entury. The stifnulus of this investment has 80 deceler-
ated the Tite of ‘our technologmal advarcé ds to dritnatically sfféct
the life-of every American. ® It has brought about incredible advances
in" communicstion  and” tra,nsportaﬁoh in’ new ‘diugs and I dical
téchniques; it“has résulted in'‘the mtroductmn of hterally th hds
of new products forthe home afid business. - '

Because of the tremendoéus’ 1mpact that* Government—spo i
research can have on our soclety, 1t is’apparent that we'must'have a

' hie! thousands of mventlons

tiventions spawned by
put to prompt and éfiectiv
public, and “yet under cond1t1ons Whlch aﬂ’ord ‘an - ifice
contractor to' devote to'th (T es often
aohlevmg prompt: us S H
“There is ‘also Hroad greement on the need'to enact-:at “thi
general legislation’ 6n this subjéct i order to end the' preserit Practice
f Tegislating plecemeal pa,tent-pohcles whiéh ary vrldely fr 0, ¢
géncy’ and even fronm pro cesTE T
871800 THay ot bé o ‘the complex probleris inherent:
in' formulating a Govérfithen{-wi atent ‘policy: which ithiles’ ‘the
delicate balatice betweeh public and private ntetests in new sment,lﬁc
diseoveries; but it follows those procediries ‘and employs thios orig
with Whlch both Government and industry are most familia 0
Bive ‘extendive’ éxperience operiting”within its framework, as'it was
originally - formulated in ‘the’ patent guidelines issued by’ the ‘White
House in 1963 It'is; therefore; & Known quantlty ‘and, on the’ basis
of the information presently ‘availablé, it seetis to be - an- approach
Whlch has worked Tessongbly well - : S g
" Clonséfwently, T think it would be unwise' to shlft ‘8 thls ti
radlcally differeitt 4pproach’ t6- Government ‘patent policy, whick’
would disrupt well-established procedures, without a sound empirical
basis for favoring such an’ ‘approach over that’ presently ‘embodied in
the ‘White ouse: guldehnes and in S 18097 This i¥ not 'to say that
871809 in its presént form eannot be improved.” T:consider it ex~
ttemely important:that any legislation ‘in this drea’ conta,m ‘adequate
safeguards *to'* protect” the “Government’s interest. ' I “believe’ that
provisions of 5. 1809 such as sections 4(&) (1)—(4) a,long with the provi-
sions establishing the Government’s “‘march-in” rights do provide
the basic machinery for insuring protection of the public interest.
However, when this bill reaches the Senate floor, I intend to of”er

32
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a number of amendments designed to expand and clarify the rights of
the Government and thereby emphasize the public interest aspects
of the legislation.

Moreover, to achieve the objectives of the bill, its provisions must
be conscientiously administered by the sponsoring agencies if we are
to have protection ofthe publicinterest:in: fact’as well as in law. For
example, I believe that NASA has made a conscientious effort to
insure that research dlscoverles ‘are put’te expeditious public use on
fair and equitable terms. “Unfortunately, there is evidénce that not
‘every sponsoring agency has'démonstrated’ the's same- {4} t’*of ca,le-j*nd
‘concern for the protection of the public interest:: i

It is therefore incumbent on the Cohgress: both to'make clea,r its
intent that its guidelines be followed, and to carefully oversee the
administration of these provisions by’ the agencies.

Clearly, our responsibility. in this area does not end when 3. 1809
is enicted into law., Further experience under this approach may
indiéate that changes ini our patent policy ‘are essential. While the
issues underlying patent policy have been studied in‘depth by Senator
MeClellan’s subcommittee and diseussed fully by this committee,.there
is a lack of empirical data regarding such factors as (1) the eﬁ'ects of
patent policy on invention ut%matlon and on commercial competition,
‘and’(2) the role such policy ‘plays in bringing the best’ efforts’ of 1n-
‘dustry ‘and universities to bear in" ‘Government progr&ms - A ¢omk-
mittee on Government patent pohcy of the Federal' Council for Science
and “Technology is presefitly engaged in a comprehensive study of this
question designed to develop the ind of information which will help
us reappraise our position. If the results of this study suggest that
changes in S. 1809 are justified or that an entirely new approach should
be taken, - T-would not hesitate to‘introduce: appropriste legislation,

Ty addﬂ;mn T ' believe Congross: shoild make’ speclﬁc ‘provisions' to
cversee the Workmgs of 8:/1809 in-actual practice.:-‘For that-reasefi I
intend to introduce an amendment which would require “the ad-
ministration, in providing the Congress -annually «with extensive
statistical information on the operation of this policy, also to furnish
an appraisal of the effects of the act on the public interest, and recom-
mendations for changes required ‘to better.serve the pubhc interest in
_v1eW of the data regardmg such operatlons




5 Pl _ a, thonty il.con
g‘_ the results of re earch and investigations
OVern-

An; contrac made pursuant to this-. sectlon shall,. contain
requirements making -the result .of such. research ard _investigations

available 1o the: publlc by such: means ag the Secretary of Agrlculture
.sha}l determme G i Lok

; AHOUSING RESEARCH

Act of August 10, 1948 (62 Stat 1276 as amended by the Act of
July 15, 1949 63 Stat. 413, 431; 12 U.S.C. 1701e(a))

" ® ® % % % ®
Sro. 301(a) * * *
* & #* ] % ® #*

* % % FAJl econtracts made by the Administrator for technical
research and studies authorized by this or any other Aet shall contain
requiremsents making the results of such research or studies available
to the public through dedication, assignment to the Government, or
such other means as the Administrator shall determine.]} .

. » » » * * *

34
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Act:0f May 10; 1350

—pi1gh - §oilvn LAG :
o[B8, -12.(a): Each: contract or other arrangement execyted: pur-
suant to. this Aect: which: relates to-scientific-research. shall: eontain
provisions: governing - the:-disposition i of . inventions: preduded  there-
under in & manner .calculated . to! protect thé public. interest:and the
equities-of: the individual or. organization; with owhich : the. contract.or
othier: arrangement. is: executed: Provded, however; That nothing. in
this-Act shall be construéd to authorize the Foundation ‘to .enter,into
any.éontractudl or other arréngement-inconsistent with any; provision
of:law affecting: the issuancéror use of patents.. :
(k) -Noofficer or émployee of the Foundation sk
or transfer any rights; under: the.patent laws of.the ad-States, o
otherwise; in any.invention which he may make,or produce in.connec-
‘tion; with: performing: hisiiassigned : activities. and .which. is .directly
related.to-ithe subject matter  theréof: Provided, however,. That this
subsegtion. shall mot: be- eonstrued to. prevent, any-officer:or -employee
of :the Foundatioh-from: exeguting any:application: for patent .on.any
such invehtion.for; the purpose of assigning.the same:to. the:Govern-
ment:-or. its:nominee .ifi ‘accordance:wath:such;rules .and. regulations
as the:Director may: establish,

. Act of"Aﬁ'g'.us_t 30,195‘4 (68 S*i},é,'t,';_gl'g,’tg 445 4‘2‘_1]1__ Gl 2182)

[Sec. 152, InvenTions Cowcreivip Durivg Coammassion Cow-
TRACTS.—Any invention or discovery, useful in the producticn or
utilization of special. nuclear material or atomic .energy, made or
conceived under any contract, subcontract, arrangement, or other
relationship with the Comunission, regardless .of whether the contract
or arrangement involved the expenditure of funds by the Commigsion,
shall be deemed to have been made or concéived by the Commission,
except that the Commission may waive its claim to any such invention
or discovery if made or concéived by any person at or in connection
with any laboratory under.the: jurisdietion;of; the. Commission as:pro-
vided in section 33, or under such other circumstances.as.the Comimis-
sion may deem appropriate. No patentfor any invention or discovery,
useful in the production or utilization of special nuclear material or
‘atomic energy, shall be’ issied unless:the applicant files “with: the
‘dpplication;: of within 30 days after  regquest theréfor by the: Com-
missioner of Patents, a statement under oath setting forth the’full
facts surrounding the making or conception of the inventien or
discovery described in the application and whether the invention or
discovery was made or concelved in the course of, in connection with,
or under the terms of any contract, subcontract, arrangement, or
other relationship with the Commission, regardless of whether the
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contract or arrangement-involved the expenditure of funds by the
Commission. The Commissioner of Patents shall forthwith forward
copies of the application-and ‘the statement'to the Commission.
[‘The Commissioner of Patents may proceed with the application
and issue the patent to the applicant (if the invention or discovery is
otherwise patentable) unless:the Commission, within 90 days after
receipt of copies of the a,pphcatmn and statement, directs the Com-
Hiissioner -of Paterits: to issue the patent to the. Corhmission : (if ‘the
inveritionof discovery:is otherwise patentablé)’ to be ‘held by the
Commmsxon ‘a5 the ggent 'of and on behalfiof the United States,
s LT the Commission files such s direction 'with the Commissioner of
'Patents, and if the applicarit’s statement claims; and the applicantstill
‘belisves, that the invention. or d1scovery wis not made or conceived'in
‘the' course ‘of, in connection ‘with, or'under the terms of any contraet,
subeontract; a,rmngement ‘or other relationship with the Commlssmn
entitling the Comunission’ to takeé-title to the application or the patent,
the: apphcant‘m&y, witnin 30 days dfter notification of the filing of such
a’ direction; request a' ‘hearing’ before a Board. of-Patent Interferences.
“The ‘Board shall have:the power: to hear and determine: whether: the
‘Comimission’ wig entitled: to the ‘direction filed with the Commissioner
of Patents.” “The Board shall: follow’ theirules ‘and procédures estab:
lishied for inteiference cases and an a,ppea,l ‘may be taken: by either-the
applicant or the Commission: from the final-order of the Board to the
Court of Customs and Patent Appealsin stcordance witn ‘the proced-
ures governing thé appeals from the Board of Patent Interferences.
[Tt the statement filed by the applicant'should-thereafter-be found
to contain false material statements any notification by the Commis-
sion that it has no ob]ectmns to_the issuance of a patent to the appli-
cant shall not be deemed in any respect to constitute a waiver of the
provisions of this section or of .any-applicable civil or eriminal statute,
and the Commission may have the title to the patent transferred to
the Comtisgion ‘o the : Tedords of the Commissioner of Patents in
‘accordance with the provisions of this section.] ‘ _

”m SEG 2{)3 ‘(a,) The Adinmistratmn 1n rdér to carry out the purpose
'off this Act sh&11~——-' ',-‘ : Ea

(c)‘ For the purposes of chapter 1‘ ’f of ztle‘35 of the'Umted States :OOde
_the Admzmstmtwn shall be conmdered a. defense agency of the Umted
o, ,*_.';:‘_..
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(72 Stat 426 435 436 437 4 U.SO 2457)

[PROPERTY RIGHTS I

[SEc 305 (a) Whenever any rnventlon is made in the performance:
of .any. work under any contract of, the Adminlstr&tlon, and ; the;
Admlmstra,tm determines, that— - : " :

“L(1) the person who mad ‘che inve ion, was.. employed or-
eeelgned to perform research, development, or.exploration work’
-and: the invention .is. related to the.work he was,employed . or

. assigned to perform, or that it was within the scope. of his employ-

" ‘ment duties, whether or. not it, was made during working hours,

" . or.with a contribution by the ‘Government of . the use of Govern-
T ment facilities,, ¢quipment, materials, alloeeted funds, informa-
L. tlon. proprletary' to the Govelnment oL servmes of Government
. .employees during working hours; or. .
. .1..[(2) ‘theiperson who made. the 1nventlon W&S not employed or,
;. assigned. to_pexrform research, ‘development, .or.exploration. work;
" but,the invention.is nevertheless related., to the contract;.or to
. the. work.or duties. he was. .employed. or ass1gned £0 perform, and
.+ was made during working hours,, or with a. contribution from. the

_Government of the. sort, referred to:in clause (1), such invention
.- shall be the exclusive property: of the United States, and.if.such

.. invention is.patentable a patent therefor shall be 1esued to..the
. United. States. upon appllcatmn .made by :the Administrator,
.+ unless the Administrator.waives all or. any part of the rights of
... the . United. States to. sueh. invention .in -conformity Wlth the.

‘,',prov1smns of; subsectlon ). of this section: . .

[(b) Each. contract. entered .into_ by, the Admm1strator mth any:
party for the performance of any work shall contain effective provisions.
under which such party. shall furnish promptly. to.the Administrator.
& written report containing full and ‘complete technical .information.
concerning . any . 1nvent1on, discovery, . 1mprovement 0T, mnova.tlon
which may be made in the performance of any such work. ;

L(c), No patent. may ;be. issued to any. applicant other than the
Administrator for any invention which appears to. the Commissioner.
of Patents to_have significant utility. in the conduct of aeronautical
and: space activities unless the applicant files with the Commissioner,;
with the. application or within thirty, days after request therefor by the:
Commissioner, a. wr_ltten statement. executed under oath setting forth
the full facts congerning the circumstances under which such invention.
was made and stating the relationship (if any) of such invention to.the.
performance of any work under .any. contract of, the Administration.,
Copies.of each such statement and. the application to which it. relates
shall. be tra,nsrmtted forthwmh by the Comlmssmner to fhe
Administrator. .-

() Upon an apphcatlon as to which any such. sta.tement has
been transmitted to the Administrator, the Commissioner may, if
the invention is patentable, issue a petent to the applicant unless
the Administrator, within ninety days after receipt of such application
and statement, requeste that such patent beissued to him on behalf
of the United Stetes Tf, within such time, the Administrator files
such a request with the Commmsmner the Comrmssloner shall trans-
mit notice thereof to the applicant, and shall i issue such patent. to
the Administrator unless the applicant within thirty days after
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receipt of such niotice requests. a hearing before a-Board of Patent
Interferences on the question whether the Administrator is entitled
under this section ‘to'receive such patent, *“The Board may hear and
determine, in accordance with rules and procedures established for
mterference cases; ! the question so- presented and its determination
ghall be‘subject 0 appeal by the applicant or by the Administrator
to the Court of Customs and Patent Appeals in sccordance with
procedures’ governing ‘appeals from declslons of the Board of Patent
Interferences in other proceedings. . -

“I(e) Whenever any patent has been 1ssued to any applicant in
conformity- with subséction (d); and the Administrator thereafter
has reason to beliéve that the statement filed by the applicant in
connection therewith containéd any false representation of any
material fact; the ‘Adininistrator within five years after the date of
issuance of such pateit may file with'thé Commissioner a request for
the transfer to the Administrator of ‘title to'such patent on the'records
of the Commissioner. * Notice of ‘any such request shall be transmitted
by the Commissioner to the'owner of record of such patent, and title
to’ such pateént shall’ be so transferreéd to' the Administrator unless
within ‘thirty days after receipt-of sueh motice such owner of Tecord
requests  a hearing  before a’ Board of ‘Patent Tnterferences on the
question’ whether any-such false répresentation was contained; in ‘such
statement. Such question shall be heatrd and detertiined, and de-
termination  thereof shall be’ subject o’ review, in the mannér pre-
scribed | by “subsection’ (d) ‘for' ‘questionis arising thereunder.’ No
request made by the Admmistrator uinder this subsection for the transfer
of ‘title: to any patert, and '1ig prosecutmn for the violation of any
criminal statute, shall be batred by any failure of the Administrator
to'meke g ré est under subsection’ (d) for the'issuance of such patent
to him, ‘or by any ‘Tiotige previdusly.‘given by the- Administrator
stating that he had' no ob]ectlon to the 1ssuance of such patent to
the appllca,nt therefor. - '

L) Under such regulativns it conform1ty ‘with this subsection; as
the Administrator shall prescribe, he may waive all gr-any part of ‘the
rights of the United: States ‘'under this section with Tespect: to. any
inventiotr‘or class of inventions made or which may be made by any
person”or class’ of ‘persons’in ‘the ‘performance of any work reqiiired
by any contract of the Administration if the Admiinistrator determiries
that the intetests of ‘the United -States will be served thereby. - Any
such waiver may be made upon’ ‘stich’ terms and under such ¢onditions
gs the Administrator'shall deterndirie to be required for the protection
of ‘the' interests ‘of the United States.” * Fdch such waiver miade with
réspect 'to- sy invention shall be- subject ‘to ‘the reservation by the
Advainistrator - of ‘an’irrevocable,  nonexelusive, nontransferrable,
royalty-free license for the practice of such’ invention ‘throughout the
world by or on behalf of the United States or any foreign g government
pursuant to-any treaty or agreenteént with the United States. Each

toposal for ‘any’ waiver under this subsection shall be reférred to an
% ventions ‘and Contributions Board Which “shiall ‘be established by
the - Administrator Wwithin the Adrninisfration. " Such Board shall
accord to'each interested party ‘an opportunity for Hearing, and shall
transmit to the' Administrator its indings of fact with respect to such
proposal and its recommend&tums for actlon to be taken with respeci;
thereto A ; '
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f(g) The Administrator-shall determine,.and: promulgate regula-
tions specifying, the terms and conditions upon which licenses will
be granted by the Administration for the prictice by any person (other
than an agency of the United States) of any invention for which the
Administrator hold s a patent on behalf of the United: States.

F(h) The Administrator is authorized to take dll'suitable and neces-
sary steps to ‘protect any invention or discovery to which he has title,
and to require that contractors or persons who retain title to inventions
or discoveries under this section protect the mventlons or discoveries
to which the Administration hag or may acquire a licenss of use. - -

FG) The Administration shall be considered a defense agency of
the United States for the purpose of chapter 17 of tltle 35 of the Umted
StatesCode. ©* - .

[(_]) ‘Asused in' this sectlon——' B e e ' "

'[(1) ‘the term “pérson” mieans eny 1nd1v1dual p&rtnersh1p,'
corporation, association, institution, or other: entlty,

F(2) the term “contract” means any actual or:proposed:con-
tract, agreement, understanding, or other arrangement, and
1ncludes any assignment, substitution of parties, or subcontract
executed or enterad’-into: thereunder, ‘and

‘[(3). the term ‘made”, when used in relation to any invention,
means the’ conceptmn or first actual reduc‘mon to’ praetlce of such
invention.] . .

'-?*;f-'-_.'"5-‘:“‘*’:':; sl kL

P?'omded however that subsections ), (d) il (e} of smd sectzcm 305
shall continie to-be eﬂectwe with respect 8 any application for patent in
whick the wiitten statement referred to.in’ subs tion (¢ of scm,d sectwn 305
has beén filed or'requested to be filed by the Ct '

: he eff ectwe date of this Aet

-Sno; 306 (a) Sub]ect to the prov131on : )
Istrator is ‘authorized;. upon. his-own-initiative orapen-application’ of:
any; person;-to-: make g onetary award, in:suech’ amount and ypon:
such terms as he shall ‘determine. to be Wa,rranted to.any person [ (as.
defined by section 305)]. for any scientific or- techmcal contribution to:
the Admmlstratlon which. is: determined by the Administrator to liaye:
significant value.in: the.conduct: of - aeronautical .and space activitigs:
Each_application made for any such award shall be referred to [[the
Invention and Contributions Board established under section 305
of this Act.} an Inventions and Coniributions Board which shall be
established by the Administrator awithin: the. Administration, Such
Board shall accord to each such apphcant an opportunity for hearing
upon suek application, and shall - transmit ‘to: the Administrator its
recommendation as to the terms of the award, if any, to be made to
such appheant for such con trlbutlon k& g

o LR E T B R 3 ‘ :
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~Coat Resesror axn DEvatosMent -~ 7 &
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[Sno 8 No reseazch. shall be carried-out,. contrected for,s sponsor
cosponsored ot authorized. under . suthority .of this Act, unless: ‘al]
information, uses, . prod.ucts, processes, . patents, and other develop~
ments, resultlng from such research will,. (with such . exceptions and
lumtatlons” if_any; as.the Seeretary, may.find to: be. necessary, in the
interest.of national defense) be available 1o the general public.  When-
ever in the estimation of-the Secretary. the purposes of .this Act roild
be furthered through the use of patented ‘processes or equipment,
the Secretary is autﬁonzed to enter into spch agreements asqhe deems
necessary for the. acqulsltlon or_use of such patents on 1easonable
terms and condltlon

Set. 4. TheSecretaryis authorized to maintain and-operate halium
production -and wpuriication  plants. together .with faclfl)mes iand.ac-
cessories thereto; cquire; istore,, transport sell, -and.- conserve
helium; . helium=bearing: natural - gas, . and hehum-gas .mixtures, . to.
conduet exploration: for. and “production of helium. on. a.nd from. the\
lands aoqulred leased, or reserved; and t ,eonduct or, contract with,
ﬁubhc or private parmes for experlmentatlon and research to disgover

elium supplies and to improve processes and methods of helium
production, purification, transportation;:lequefaction, storage, and
utilization: [Provided, howewr, That all research contracted for, and

sponsored, cosponsored;:or -authorized:under-authority of this Act

shall be provided for in such a manner that all information, uses,
products iprocesses, patents,; and other-devélopments esultlng from
such: research:developed:by: ‘Government expenditure: will  (with:such’
exceptions and’ l1m1tatlons, it “any, ‘a5-the: Secretary may; findto be
necessary “in the inferest” of -natiorial’ defense) ‘be:available"to ‘the:
general publicy And: promded Surther, That nothing: contained | erem‘
shall:be cohstrued-as to’ deprive the'owner of any backgrouni
relatmg thereto to such "ghts #is‘he! ma,y heve thereunder ]':‘

. _"SALINE WATI:R CONVERSION - -
Act of Sept 22 1961+ (75 S‘Gat 628 629 42 U S. C 1954)

* wt WL ,* _*A. O L E

Sec. 4. (a) Research and development acmvmes undertaken by
the Secretary shall be coordinated or conducted jointly with the
Department of Defense to the end that developments under this
Acet which are primarily of a civil nature will contribute to the defense
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of the Nation:and that-developmients: which: are ;primarily: -of & mili-
tary magure;will] to the: greatest. practicable extent .compatible with
military and sécurity: requitenients, belavailable to advance ‘the pur-
poses of this Act and to:strengthen the civil: economy-of the Nation.
The fullest cooperation by and.with Atomic Energy Commission,
the Depariment of Health, Education, and Welfare, the Depart-
ment of State; and:.other congerned: deencies -shall 'also be carried
out in the interest of achieving the objectives of this Act.

£¢(d) a. All research within the United:States ¢contracted for, spon-
sored, cosponsored, or authorized:under authority of:this Act, shall
be provided for in such manner that all information, uses, products,
processes, patents,’ and.other.!developments ‘resulting from such
research developed by -Government expenditure will (with:such
exceptions and limitations, if any, as the Secretary may find.to be
necessary .in, the interest of national.defense) be avialable fo. the
general public. . This..subsection. shall::not. be so. construed: as to

deprive:the owner of angf b&ckgr;ound,. ‘pabent relatifig thereto,
rights as he may have thereunder. ‘ e
eyl o

of Sept. 26, 1961 (75 Stat, 631,634;22 US.C.2572) = .

¢ [raTENTS]

'[Sme. 32.0 All research. within: the United: States- contracted. for;
sponsored, cosponsored,-or authorized: underasuthority..of this. Aet,
shall be:provided-for in such mannér that all information. as. to-uses;
products;: processes, patents,:and .other developmerits .resulting -from
such: research. developed by Government expenditure: will: {(with such
exeeptions and limitations, if any, as.the Director may find: to be
necessary-in: the public interest):be’available 'to-the general public.
This -subsection shall not:be. so:construed as to deprive the: owner of
any background patent relating theréto of such:rights:as he may have
there;mder.]ff, N I P . diih R T AT S N IE I BT PO ';'T‘j

| Wassn Resovnows Ressanon |-

U Aet of July 17, 1964 (78 Stat.’ 329, 332; 42 U.S.C. 1061c-3). -

fSec. 303. No part of any appropriated funds may be expended
pursuant to authorization given by this Act for any scientific or
technological research or development activity unless such expenditure
is conditioned upon provisions determined by the Secretary of the
Interior, with the approval of the Attorney General, to be effective
to insure that all information, uses, products, proeesses, patents, and
other developments resulting from that activity will (with sueh excep-
tions and limitations as the Secretary may determine, after eonsul-
tation with the Secretary of Defense, to be necessary in the interest
of the national defense) be made freely and fully available to the
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‘general public; :Nothing contained:in"this section :shall deprive ithe
owner: of- any-background patent relatlng 1o any such’ &CtIVIt' =0f"-any
mghts whlch tha,t OWIer-me '-h nder tha,t patent ]

i t'of any-appro . xpended pur: anf.
to authonzat i’ given by this Act volvm’g any 'scientific or téchno:
logical fesearch o7 ‘déveloprient-astivity unless ‘Such’ expenditure is
conditioned upon provisions effective to-insare that “dll irformation;
copytights, usés, processés, patents; and other developinents resultmg
from that actlvlty will be madenfreely avallable to the general public.
Nothing contained in this subsection shall deprive the owner of any
backtrround patent relatiig:to-any such:activity, without his consent,
of any right which that owner may have nnder that patent. When-
ever any mformatlon copyright usé; rocess, patent or development

resulfing from any such Tesearc d}:‘,velopment activity conducted
in whole or in part with ap roprmted futids expended under authoriza-
tion of this Aet is mthhel or disposed of ' by any person, organization,
or agency in contravenfion of the provisions-of ‘this subsectlon ‘the
Attorney General :shall:institute; upon his. ‘'own. motion’ or “upon
request made: by any person: havmg' knowledge of pertinent facts;an
action for the:enforcement -of the provisions-of this- subsection in the
district court -of -the United States-for ‘sny judicial district in -which
any defendant:resides, ‘is found, or:-has a place of business. ‘Such
conrt shall-have: ]ur1sd1ct1on to hear and determine such action; and
to enter thereinsuch ‘orders:and decrees as it shall-determine - to be
required to carry :into: effect) fully the provisions of this subsection,
Process of the district court for any judicial district ir any action
instituted undér this subsection may be served in any other judicial
district of the United States by-the-United States marshal thereof.
Whenever it appears to the court in which any such action is pending
that other parties should be brotight before the court in such action,
the court may.cause such other parties to be. summoned from any
judicial dlSLI‘lCt of the United States.J
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TITLE II. SOLID WASTE DISPOSAL
s * * * * * *

Sgo. 204, (a) * * *

[(c) Any grant, agreement, or contract made or entered into under
this section shall contain provisions effective to insure that all infor-
mation, uses, processes, patents and other developments resulting
from any activity undertaken pursuant to such grant, agreement,
or contract will be made readily available on fair and equitable terms
to industries utilizing methods of solid-waste disposal and industries
engaging in furnishing devices, facilities, equipment, and supplies to
be used in connection with solid-waste disposal. In carrying out the
provisions of this section, the Secretary and each department, agency,
and officer of the Federal Government having functions or duties
under this Act shall make use of and adhere to the Statement of
Government Patent Policy which was promulgated by the President
in his memorandum of Octocber 10, 1963. (3 CFR, 1963 Supp., p.
238).] * * *

* # ) * * & * *
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