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IX. Admini s trati on of Inven tions ~n Wh i ch t h e Inst i t ution El e c ts t o
Retai~ Ri ghts

(a) The Ins titu tion sh a l l admi n i s te r tho se Subj ec t I nven t i on s to
whi ch it e lec ts to r e t a in tit l e in t he publi c i n t e r e s t and sha l l , ex- ­
ce p t as provided i n subs e c t i on (b), be l ow, make t hem ava i l ab l e t h r ough
l i c ens i ng on a nonexclus i ve, royalty- fr ee or r e a s onab le r oyal ty ba s i s
to all quali f i ed appli cants.

(b) The Insti t ut ion may li cens e a Subj ec t Invent ion on an ex­
c l u s i ve b2s i s i f i t det ermine s tha t an exc lusive li ce ns e i s r equi r ed
in t he pub lic int erest becau s e i t i s ne cess ary as an i ncent ive for
developmen t of the invention or becaus e mar ke t condi t i ons are suc h as
t o require li c e ns i ng on an exc l usive basi s i n order t o br i ng the
i nv e n t i on t o t he point of practica l app lication . Any exclus ive
l i ce ns e i ssue d by the Insti tu tion und er a U.S . patent or patent
a pplica t ion sha l l be for a limited pe riod of time and such pe r i od
sh a l l not, unle s s other wise approve d by t he Agency , exce e d fi ve yea rs
f rom t h e dat e of the f i r st commercial sa l e or us e i n t he United States
o f America of a pr oduct or pr oc ess embo dying the i nvent ion , or e i gh t
ye a r s f rom the dat e of the ex c l us i ve lice ns e except ing t hat t i me
be f or e regu l at or y agenc i es ne ce ss ary to obt a in prema r ke t clearanc e ,
whicheve r occur s f irst . Suc h li cens e sha l l also pr ov ide t h at the
licens e e sha l l us e a l l r ea s onab l e ef fo r t t o effect i n t r oduc t ion into
the cornme r c i a I market as so on as prac t i cab l e , cons i st ent wi t h sound
and r easonable busine ss pr actice s and j udgme nt. Any ex tens ion of t h e
max i mum pe r iod of exc l us i v i t y sh a l l be sub ject t o appr oval of t he
Age ncy . Upon expi r at i on of t he pe r i od of exc l us i v ity or any ex t ens i on
t he r eo f , l i cens e s sha ll be off e r ed to all qual if ied app licant s at a
r e as onab l e roya lty r a t e not i n exces s of t he ex c lu s ive li ce ns e roya lty
r a t.e .

( c) Roya l ties sh all not no r mally be i n exces s of ac ce pt ed tr ade
pract i ce . The I ns t itution also ag rees that no r oya l t i e s sh a l l be
pa yab l e by i t s licens ee s or subl i cens ees with r es pe c t t o any Sub jec t
I nven t i on in procur eme nt s for or on behal f of the Gov e rnme nt and to so
pr ov i de in any i ns t rument tra ns fe rring r i gh ts t o any pa r t y in any
Subj e c t I nv~ntion.

Cd) The bal anc e of the royalty i nc ome af ter payment of ex pe nses ,
including payments t o i nve n t or s, incide n t al t o the admi nis t ra t i on of
all inventions ass i gned t o i t pursuan t t o the pr ov i s i ons of t his
Ag r e emen t shal l be utilized f or t he support of educ a t ion or r e s e arch.

_._~-- -- --_._-----------------------

_ _ _ _ _ _ .... I .... ............. >,J ~ 1.l lJ ,L V V..-... _L ll .
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( e) Al l l i ce ns e s is s ued by the Institu tion t o other th a n the
Gove r nme n t of the United States unde r any patent app l i ca tion or pa t ent
on a Sub ject I nvention sha l l be made ex pr es sly sub j ec t t o t he condi­
ti ons of this Agreement. The I n s t i t u t ion sha l l , upon r eque s t,
prompt l y furnish copie s of any license agr eements en t e red i nto by i t
t o t h e Agency.

X. Pa t ent Management Or ga ni za t i ons

The Institution shal l not as s i gn any Subj ect I nv ention to par t i es
( o t h e r th an t he Agency ) except t ha t i t may make such an as s ignment to
t he fo l Lowi.ng patent management or ga n i za t i ons -- 8/
-- or any other patent management organization if sub s equently
appr oved by t he Agency. Any assignment to a patent management orgam.­
zati on sha l l specif i cally be mad e sub ject to all the te rms and
condi t i ons of thi s Agr eement.

XI. Reports on Development and Commerc i al Use

The Inst itution shall pr ov i de a writ ten annual report t o t h e
Agency on or befor e De cembe r 31 st of each yea r covering the preceding
yea r en ding September 30th , regarding the sta tus of d~vpl opment and
comme r c i a l use t h a t i s being made or i nt ende d t o be mad e of ea ch
Subj e ct Inven tion l ef t fo r administrat ion t o the I nst i t ut i on and t he
s t e ps t h at have be en t aken by the Inst itution t o bring t he i nv en tion
t o t he po int of prac tical appl i cat ion . 9/ Such reports shall include
i n f or ma t i on r ega rding s t a t us of developme nt , the date of fi r st comme r -:
c i a l sal e or use, gross r oya l t i e s received by the I n s titut i on and such
ot he r da t a and i nfo r ma t i on as the Agency may r ea so nab l y speci fy. To
the ex tent da ta or information suppl ied t o thi s se ct ion is considered
by a lic ens ee t o be priv il eged or confidential and is so ma r ked , t he
Agency agree s that to t he extent pe rmi tted by law it wi l l not di s c l ose
such inf orma t ion t o pe rsons out side the Government.

XI I. I nventions by Federal Emp loyee~

Nothing in t his Agre ement sha l l preclude t he Gove r nmen t fr om
ob taining great e r right s in a Subj ec t I nve n tion made by an i nven tor
wh i l e a Fede r a l employee .
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XII I . Terminat ion .

Th i s Agr eeme nt may be ter minate d by e ithe r pa rty for conveni ence
up on th i r ty days wri t ten not i ce. Di s pos i t ion of righ t s i n, and
ad mi ni s t r a ti on of inventions made unde r con tracts sub jec t t o th i s
Agreement wi l l no t be af f ect e d by such a t ermi na t ion; exce pt t h a t 1n
th e eve n t t he Government t e r mi na t e s t h i s Agr eeme nt be caus e of a
f a ilur e or r e f us a l by the I ns titution t o comply with any of its
ob l i ga t i ons under se c t i on s V(a), VI, IX, and X o f thi s Agr eement, th e
Agency ha s t h e r ight t o r equ ire th a t t he Ins titu t ion's ent i r e r i ght,
t it l e , and intere s t in an d to t h e par ticula r i nv e n t i on with r e s pe ct to
which the br ea ch occurred be as s i gne d t o t he Unit ed Stat e s of p~eric a,

as r ep r e s en t e d by t he Agency.

XIV. Commun icat ions 10 /

Reque s ts for Agency appr ov a l s , extens ions , or s i mi lar act ions and
ot he r cor r espondence r equir e d by thi s Agr e ement shou l d be addr es s ed t o
_ _ .___ _ Except wh e r e sp e c ifica lly
provide d otherwise i n this Agr eement, the or h is
de s i gnee sh a l l act as the poi nt of authori t y wi thin th e Agency to
gr ant such appr ov als , ext ensi ons , or t ake such oth e r Age ncy actions as
ma y b e authori zed in this Agr eement .

IN HI TNESS v.JHEREOF, each of the pa rtie s here t o ha s executed this
Agr e eme nt as of t he day and year be low.

UNITED STATES OF AHERICA

By
Title
Da t e

(Co r por a t e Sea l)
(Ins t itu t i on)

By
T i t""'l-e--- ------ -- - -

Date

CERTI FI CATE

who s igned
, ce r ti f y th a t I am t h e

---;--~-----:--
above ; that
of sa i d I nst-i tu tion 1S

I,
of t he I ns ti tut i on named
t h i s Agr ee ment on heh alf

- - - _ . .__._ -- -_. _.._---_• ... -- ---- - - - - - - - ---- ---- - _. -
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of s a i d Ins t itu t i on ; and that this Agr eement was duly signed for and
1n beh a lf of s aid I ns ti t u tion by authority of it s governing body and
1S wi t hin the s cope of it s co r pora t e powers.

Wit ne ss my hand and t he sea l of said corporation thi s da y of
19

( Cor por a t e Seal)

Appl i c a ti on for:
Inve n t od s )
Se r i a l No .
Fi ling Dat e :

By _

EXHI BI T A

CONFI RMATORY I NSTRUHENT

(Title of Invention )

Con trac t (Grant) No.
I nsti t\l tion

The i nven t i on ident i f i ed abo ve i s a "Subj ec t Invention" un der
( i den ti f y Institutional Patent Agreement number )

t o wh ich con t r a ct ( gr a nt) No. wi t .h
( spe c ify Gove r nme n t agency ) was sub jec t .

Th i s document is confi r mat ory of the pa id-up l i cens e granted to
t h e Gove rnmen t unde r th is contra c t ( gr ant ) i n th i s inven t i on, patent
ap plic a t i on and any r e sul ting patent, an d of a l l ot he r r ights acqui red
by t he Governme nt by th e r eferenced Agr eement.*

*If i n accor da nce wi t h Section I V ( a ) of the Agr eement , th e Agency
ha s determined t ha t a l ice ns e fo r state and domest ic ffiJn i c i pa l
gove r nme nts wi ll not be obta ined , t he fo l l owing sh ou l d be ad ded t o
t he Confirmatory Instrument :

liThe li ce ns e gra nt e d to the Government does not i nclude state
and dome s t ic muni c ipal gov ernments . "
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The Gover nmen t is hereby gr ant ed an i r r evoc ab l e powe r t o i ns pe ct
and make copies of th e above-iden t i f ied pa t ent applicat i on.

Signe d t h i s day of _ ___ __, 19

CERTIFI CATE

(Ins titut ion )

(Signa t ur e )

(Pr int or t ype name)

<O ff i c i al t i t fe- )------

I , , cer t i fy that I am th e of the Ins titution
named as lic'ensor herein ; that \'7110 signed thi s
Li ce ns e on behal f of the Ins t i tu tion i s of
s a i d Institut ion; and t h a t sa i d Li cens e was duly s igned for an an
beh a l f of s a i d I nsti t ution by aut hor i t y of its governing body , and i s
wi t h i n t he s c op e of it s c o r p o r ate powe rs.

( Si gna t u r e )

- - --- -- - - -- -------.. --- - ------------------- -- --------

_ ___ . ~ "_. ~_ ._ ...,.~A ~ } _ 1 ~ ~'"" v · .J_ 1.J. ..1.. t..J..J::.. IJU UV . Ci.1. lU -.1... '::>
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Not e s fo r Comple tion of I PA

1/ Ins er t name of Agency .

2/ Inser t r eference t o Ins titution 's of fi cial po li cy s t at ements .

~/ 'L~~~'~f/t~~~~--W'i1\J._r-tffi\..?-p~~.i~,~JS ..e~~-l

4 / Some agenc i e s may wish to have the agreemen t app l y to a ll
inven t i ons reported after the execution of the ag r eement , eve n
wh ere the contract was ent ered i nto prior t o th.e ag r eement . I n
such cases, the following l angua ge may be sub s t i t u ted :

"Th i s Agr eement defines the rights of the parties heret o rega r ding
the allocat ion of r ight s in Sub j e c t Invent ions re por ted af t e r the
execut ion of t he Agree me nt and made und e r contra cts ent e r ed into
with the Age nc y ~Ae:71'i Sept e mber 30 . _~ , i ncluding con t rac ts
ent e r e d into pr ior to t h i s Agr eement , except such contract s as TIlay
be s pe c i f i ca l l y ex c l ude d by the Age ncy . "

Age nc i e s us ing th is l angua ge wh i ch wi sh to exclude any curre nt
cont r a c t s from the ag r eemen t shou ld add a s t a t eme n t su ch as the
foll owi ng:

"Thi s Agr eement sha l l not app l y t o th e followi ng cont r ac t s : • • • "

5/ The br acke t e d l a ngua ge may be dele t ed but normally it i s ex pe c t ed
that I ns titut i ona l Pa tent Agreements will apply to grant s as well
as contra cts.

6/ Agencies may sp ec ify a for m.

7/ Agencie s may find it us eful to include mo r e deta i led instructions
here on the for ma t of t h e s e r ep or t s and the pe r s ous t o wh orn t h ey
sho u l d be supp lied. The exact claus e may have to be var i ed
a cc or d i ng to the agency 's nor mal contrac t clos e-out procedur es .

8/ If none are to be used , insert "none ."
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9/ Di f feren t da t e s ma y be subs titu t ed dep e nding on the Agency 's
needs.

10 / Insert appli cable adress es and officers.

4. Add a new section §1-9 . l 09- 7 as fo llows :

§1·-9 . I09- 7 Nego t iat i on of Institutional Patent Agr e ement s

(a )
nonp r ofi t
Agr eement

i nc l udi ng :

Information to be submitt ed by nonprofit organi zation . A
organizat i on desi ring to ent e r i n t o an Ins t i t ut iona l Patent
sha l l prov ide the agency with the followi ng i n f or mat i on :

(1) General i nformation concerning t he institution,

( i ) A copy of it s Ar ti cles of Incorporation ;

(i i) A statement of the i nstitution's purpos e and
aims ; and

(i i i ) A statement i nd icat i ng the so urce of the
i n s t itu t i on' s f unds ;

(2) A copy of the or ga ni za t i on ' s es tablished pat ent
poli cy, to gethe r wi t h t he dat e and ma nner of its adoption;

( 3 ) The na me , title, add r e ss , and telep hone number of the
of fi cer r e sp onsible fo r ad min i s t ration of patent and invention mat t ers
and a de scr ipt i on of st af fing in this area , including all off i.ces
wh i ch contribute to t he organizat i on ' s pa t e n t manage ment
capabili t i e s;

(4 ) A des crip tion of the organiz a t i on ' s procedures f or
i den t i f y i ng and r ep orting inventions and a de s c ription of the
proce du r e s for e va lua t ion of such inve ntions for i nclus i on in t he
or gan i za t i on' s promotional pro gram ;
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( 5 ) A copy of t he agre ement signed by empl oyee s eng aged i n
r e s ea r ch and development, i nd i c a t i ng t heir ob liga t i on wi t h r egard t o
i nven t i ons conceived or for t he fi rst time r ed uc ed to pr a c t i ce in the
cour s e of their as s i gned dut i es;

( 6) A copy of t h e invent ion r eport fo r m or outline
utiliz ed f or prepar ation of i nvention r ep orts ;

(7) A st a t emen t whe t he r t he organi zat ion has an
agreement wi t h any pat e nt manag emen t or ga ni za t i ons or con s u l tc::nts an d
a copy of any su ch agreeme nt s ;

( 8) A descrip t ion of the plans and int en tions of the
or ganiz at i on to br i ng to the marke t pl a ce i nventions t o wh i.ch it
r e t ains ti tle , includi ng a de s cr i p tion of the effor t s t yp i cal l y
unde r t ake n by the org anizat ion to licens e i t s i nve nt i ons;

(9)
applica t i on and
f o llowi ng:

A de s cript ion of t he organization' s pas t pat ent
pa t ent li cens i ng ac t i v i t i es , i ncluding the

(i) Numb er of inven tions r epor ted t o t h e organi z a t i on
dur i ng each of t he past five years;

(1i) Number of pat en t ap plica t i ons fil ed dur i ng each
o f t he pa st five years ;

( iii) Number of patent s obtaine d dur ing each of
pa s t f ive years ;

(iv) Number of exc l us ive l i ce ns e s i ssued during of
e a ch of the pas t five years ;

(v ) Number of nonexc l usive licens es, other than those
t o spons or i ng Government ag enc i es, issued dur i ng
each of t he pas t five yea r s ;

(vi) Gr os s roya l ty i ncome during each of the pas t f i ve
ye a r s ;

(vii) A genera l descripti on of royalt i e s ch a r ge d,
includi ng minimum an d maximum roya lty r a t es ;
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(10) A lis t of subsidiary or affil iate organizations , wh ich
would be covered by an ag reemen t signed by the or gan i zati on;

( 11) If the organizat ion i s a subsidiary or affili at e organi ­
zation , the name of the othe r or gani zati on and a de s cription of the
r e l a t i onsh i p ;

(12) The amount of Gove rnment suppor t for r es e a r ch and
deve l opme nt activit i es currently being admi n i s t e r e d by t he organiza­
t i on, giving Gove rnmen t agency and breakdown;

I

(1 3 ) A ~t a tement of t he organizat ion ' s po l i c i e s with res pe c t
to the sharing of roya l t i e s with empl oye es ; and

(1L~) A de scr i p t i on of th e us e s made of any net income
gene r a t e d by the organi za t i on ' s pat en t managemen t pr ogr am.

(b) Criteri a fo! eva luat ion of a t e chno l ogy trans fer program.

Before an I ns t itu t i onal Patent Agre ement is ente r ed into wi t h a non­
pro fit organization , th e organization sha l l have a t e ch nol ogy transfer
pr ogr am which , as a min i mum sh al l i nc lude:

(1) An estab l i shed pat en t policy wh ich i s consi stent wi th
t he po l icy 1n §1-9.107-3 ~nd i s administered on a continuous bas i s by
an office r or organi zati on r e s pons i b l e t o the organi zation;

( 2 ) Agr eement s with empl oyees r equir i ng t hem t o as s ign to
t h e or ganiza t i on or i t s de signe e or the Government any i nvent i on con­
ceive d or first actually r ed uc ed to practice by t hem in t he course of
or under Government contracts and awards or assurance tha t such ag ree­
ments are obtained prior t o the as signment of pers onne l to Government­
supported res e arch and development proj ects ;

(3) Procedur e s for pr ompt inven t i on ident i f ic a tion and
timely di sclosu r e to the office r or organizat i on administe ring the
paten t pol i cy of t he i ns titution ;

(4) Proced ures fo r i nv ention ev a l ua t i on ; and

( 5) An ac t i ve and ef fe ct i ve promot i ona l pr ogr am for t he
l i ce ns i ng and roa r. keting of i nve nt i ons .
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(c) FCCSET List.

(1) The Fed eral Coord i nating Council fo r Science ,
Engineering, and Te chnology has appoi n t e d a subcommi tt ee to prepare a
l i s t of organiz a t ions tha t have te chno l ogy transfer prog r ams mee t i ng
th e cr iteri a set forth i n §1-9.l09-7(b). In accordance with i ndivi­
du al agency r egulations or pr oc e dures , this list may be used in li eu
o f i nd ividua l agency dete r min a tions of e l i gi b il i t y f or Ins titut ional
Pat en t Agree men t s ; a ltho u gh the i nclus i on of an or ga ni z a tion on th i s
list , unl e s s otherwi s e prov i ded i n an agency 's r egula tions , wi l l not
pr e c l u de the ag ency from decl ining an app lica t i on fo r an Institu tionel
Pa t e n t Agreement . It i s also expe c ted t ha t t h is l i s t may be us ed by
s ome agenc i e s in connection wi th greater r i gh ts de t e rminations or
r equest s f or t he i nc l u s i on of clau s es in contracts gi v i ng the non­
profit or gan i zation t he fi r st option to principa l r igh t s i n i nv ent i ons
made under the cont r a c t .

( 2 ) Nonprof i t or gani zations wishing t o be i nclude d on the
l i st sh ould submit a r equest accomp anied by the i nfor ma t ion se t forth
i n §1-9. 109-7( a) to . ~ {if:....--,-]~ _

I
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OPTIO~AL FORM N O , 10
JULY 1973 £O'T'-ON
GSA FPM R ( 41 CFR) 10 1_11 . 6

U NIT ED STATES GOVERNMENT

Memorandum

-.

TO

FROM

SUBJ ECT:

Nor m Latker
Gene Pawl i kowski

JesseE. LaSktfj~L-
Revised FPR/ I¥A Amend men t

24, . 1977

Enclos ed is a new FPRjIPA amendment revised as per the l a s t SIP
meeting. Let me know i f you have any comments. I l e ave i t up to Norm
as to whethe r it should also be sent t o Joe Rus z for r evl ew, The dr a f t
i s now on tape so i t should be easy to make any further changes .

Al so enclosed is a draft memor andum to a c company i t . I would
like t o have t he t hr ee of us sign it . I doubt that Joe Rusz would,
and a gai n I le~Ve it t o Nor m as to how tha t s hould be hand l ed .

I believe i t is pr e fe r able to get t he subs tantive changes
discuss ed a t the next SIP mee ting and , if pos s i bl e, get agreement on
the changes t h en. Onl y as a l a s t resor t should we agree t o delay
consider a t i on t o a l a ter meeting.

Enclosur es

Buy U.S. Sa vings' Bonds Regularly on the Pay roll SatJjn(g.r Plan
- -_._. ...._--_._ - .._ - --- --- .._- --

. :
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J une 8 , 1 97'7

OGe

HEHORl\,.NDUH FOR Dis t ribu t i on Below

Eu g en e .J . Pawl.Lk ows k i
Patent Adv i s er

'/!~ \" j-:- ;\ f;r~
. , .~

:! , ~ :: . J ~' . " ~;" 'j

i I f J ; 1\ ;/ 1 '

i

I
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I am c ncLo s trig a copy o f t h e IPA wh i ch I have r evis e d i n o r der
to (1 ) r e flec t cer t a in substaut Lve c h a n g e s agr e ed t o b y SI P at
it s Hay 19 meetillg and (2) bring the IPA int o c onforruance wLt.h
r.h e FPR cla u s e t o the max I muru exte nt p o s s Lb Le . I h ave p e r f or med
r.Li .s r a t h e r Labor Lou a c h ore f o r t he b e n e f i t of SIP, so t.hat bo t h
d ut.r a c t or s a n d s upp or t e r s o f the IPA ma y h ave at l a s t a c ommon
gr ound froTIt \vhi c h t h e I PA a n d the FPR may b e c ompa r e d .

Rather than a t. t.empt; h e re a ny a n alys i s of t h e c h ange s macle , I wou Ld
sug ge s t t h a t we ge t toge t her p r ior to J une 21 i~ o rde r t o pr e s ent
t o e a ch of SIP's members a c opy o f t .h e 1:211. in a f or rn ev i d e n c i n g
our agreeme n t as to all , or as man y as possib1e~ o f i t s provis:i.oI's .
Any f orwardLng Let t er t o a ccompany the 11'1\ could b e p r c pare d at
tha t time . I l e ave i t to J e s s e Lask e n t o a r r ange suc h a mee t ing .
I a m una v a i l able Jun e 14 b e c aus e o f per s onal pla n s ..

Vi eYJing t h e changes to the IF.:\. a s a vJhole, I thi nk it n e e d s to
b e k e p t in min d t ha t de spite t h e changes in word ing wh .i. ch I have
prop o s ed i n U te a t t a ched r ev i s i.on , the Se c t i on l(a) basis or t h e
Il'A , wh Lch \V<lS endorsed b y t he Commi t t e e OIl Gov e r nmen t Patent Po l icy
em Sep t ember 23, 1 975, and aga i n reneHed by v ote a t t he l as t SIP
li1e e t i rlg) is pre served Lnt. act; ..

I n rev i ewing the f o Ll.owi n g ma t er i a l , omj.t t h e parts s t r uck thr ough
and i n s e r t the. p a rts under l i ned . Na r gina l e n tries are r eferences
t o app l ica b l e sect i on s of 41 CFR Part 1- 9 and a r c Lnt.enda d a s
exp l a n a t i on of many of t h e a d d e d and / or d e l e t e d part s .

Eric Lo sure

D'is tr Lbu t.Lon

. {, J L 1Vt~ C)rrrlall .... .at; ...-:.er
r I 1~. es s e .l a s ce ll
.Io s eph E & l~1.1.sZ
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Nemorandum to:

Fr om:

Subj ect:

Hemb e r s of the Subc ommitt e e on I n t ellec t ual Pr operty

i
f / t>

Je sse F. , La s ke n , NSF I I if'

Revised IPA/F PR ame~ ment draft

As reque sted a t the SIP mee t i ng of May 19, 1977, Nor m La t ke r ,
J oe Rusz , Gene Pawl ikowski , and I are s ubmi t ting a r edr a ft wit h thos e
changes that were ag reed t o a t t ha t meeting . Cha nge s a re also made to
par ts o f t he draf t no t discussed a t SIP' s l a s t mee t i n g a s well as parts
that were disc us s ed i n orde r t o bring t he propo sed I PA i n c l os e r conformity
with FPR l anguage. At i ts la s t meeting, t he SIP went t hrough Articl e Veal
of the IPA. SIP conc urred i n § 1-9 . 107- 7(a ) of t he FF'R.

We note, howe ve r, t ha t the a t tached draf t st i ll co ntains ce rt a i n
variations f r om c ur r ent FPR language i n the fo l Lowi ng se c t i ons whi ch
were not r eache d by SIP at i ts l a s t meeting :

1. Sec ond sente nce of Art ic le IX(c) o f the IPA .

2. Some o f t he time pe r i od s in Article VI(b ) of the IPA. Ot her­
wise the substance of t h is pa r agr a ph is t he s eme as the FPR al t hough the
gramma tic a l a rrangement i s an improvement .

3. The s econd sentence of Art icle Vee) o f t he I PA wh i.ch is an
att empt to de al , with FO rA p ro ~l ems.

4. " Hel fa re " i s de l e t ed from the ;lla r ch - i r:. prov i sion i n IV (.:~ ) (2) (i D.

vIe urge SIP t o r e tain the abov e pr ov i s i.ons a nd t o t r a nsmi t t o
GSA, alo ng w i t h t he IP A amendme nt , s ome ad ditio nal amendrnen t s t o t he
FPR t o change the othe r FPa clause s to conform wi t h t he ab ove cited
language. We be l ieve thes e changes sho uld not ~ e c unt r ove r s i a l and
should be con s i dere d by rap <15 pa rt oE i t s r ev i.e w of til e dra f t . Al l bu t
t he last we r e cha nge s r ec o.nmeude d by s ome of t he commentator s on t he dra f t

sent o u t by GSA and ar e , we bel ieve, emi nent ly wor t h~l i le c ha nge s .

To e lahorate on these var i atio ns in l ang uage, we bel ieve t he
ch an ge s to the time pe r i od s in Artic le VI(h) deal wi t h r o u t i.ue
admi n is t ra t i ve ma t ter s and mere l y e x t e nd s l i gh t l y various time pe r iods
that ar e ar b itr a r y i n a ny CA se . TIlese change s i n no way a f fect the
substantive r ights of t:il8 Cov e r n -ne n t ,
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The change in Article IX(c) dealing w i t h royalty rebates is,
perhaps, mor e s ub s t an t i ve , b u t is ;1 s L;;n i, fican t ircproveme nt and does
not affect, except prob~bly for the better, the Government's rights.
We believe it makes more sense to bar a contractor from changing
royalties on sales by his licensees to the Government than for the
Government to allow him to charge them and then collect them back.
It would seem that in this way the s e l l e r would have no reason to
charge the Co ve r nne n t; foe r o y a l t i e s in the first place . And if it
did charge, clearly the Government would have an action against the
seller either for fraud or under the Cost anrl Pricing Data/Truth in
NegotLations procedures.

The second sentence of Article V(c) is an a t tenp t to deal wi t h
the problem created by the interplay of the current FPR language and
the FOIA. It should be noted that a s wr i.t t e n the FPR migh t have the
effect of creating a statutory bar to patentin3 ~1en a disclosure is
macl<" h'''CililS'~ 0 f th,~ ava Ll ab i l ity of the disclosure under til ':, FOl>'\..
We urge SIP members to be prepared at the next meeting to discuss
and either accept ths proposed language or d raft alternative
language to deal with this problem .

He further r e c ommend that SIP, either at its n e x t; meeting or
at a meeting soon after r ev i.e w of the IPA ame nd.ne n t is c ornp le t e d ,
focus o n the fo Ll owi.rig items which represent Lang uag e t11'1.t ll:1S c:m-­
tained in the prior .I r a f t b u t that has been d r o pp e d from this d r a f t :

Deletion of t h e "welfare" language in IV(a)(2)(ii) was done
because the FPR Lang u age is i nc.i.i s i,:-J i>~!lt wi t h t he Pre s i dsn t I s pol icy .

1. The time for rep(n~tillg or i.nve n t i.on s .

2. Th e La s r; p.'lI·r1graph i.n Article IV(b) of the p r i.o r draft
dealing with march-in procedures.

3. The l;an;:?;'lage of III(c)(ii) dealing ';'lith foreign f i Li ug s
pr i.o r to an agency request for transfer of r i.gh t s , (Thi.'J is a
i rro r technical improvement wh i ch might po s s i b Ly bl~cec')'l-3idl:orll~d at
the next meeting and treated in the same manner as suggested for the
royalty, FOrA, and time period variations. It is not nearly as
important as 1 and 2.)

Items 1 and 2 evoked considerable comment from persons
c o .n.ne n t i ng on the d r af t regulations ancl,vece di.s c u s se.l at length
:)y t:v; Subco.n.n it t e e on University Patent Policy. It a p pe a rs that
SIP' '3 ac t i o n \'1:18 b a s e d solely on the fact that the Lang uage in the
draft is different from that 0 E the FPR w i.t.hou t ~ny c ousid e r a t i on
of the fact that it FlY '·l'PI·':'~·;.~:lt :: s ub s t au t ia l i.mprovemen t • He
bel ieve it is important ':~v·li:i." the~ Ilfl~a( future these tHO i t ems be
taken up by SIP for discussion. ,h~ "maLl pr-,~L~, i:ha,: this be done
in conjunction with the IPA amendments, but agree that it could be
de f e r r e d to a La t e r meeting as long as there is fl (;(),[\;nitij.~'.lt by SIP
to discuss these problems.
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PROPOSED FPR P~VI S ION

Pr e par e d by Ad Hoc Subcommitt ee on Unive r s i t y Pa ten t Pol i cy

As Marke d- up a t SIP Mee t i ng of May 19, 1977

1. Add t he f o l l owi ng su bsec t ion (6) to 11- 9. 107- 4 ( 8 ):

( 6) In accordance wi t h t he exce p t iona l ci rcums t ance s l a nguage of
11-9 .107 -3( a) and /or the special s ituations langua ge of §1-9 . 107- 3(c ) ,
agencies may ent e r i nto I ns t i t u t i onal Pa t eut; Agreemen t s as s e t f o r t h
i n §1-9.10 7-6( c)(2) with nonpro f it organizations having a t echnology
transfer program mee t i ng the criteria of §1-9.109-7( b) . Such agree ­
ments provide the or gani zati on t he r i ght t o re tain the ent i re r igh t ,
title and i n t e r e s t i n i nv ention s made in t he cour s e of or und e r con­
trac ts s ubj ect to ce rt ain co nditions. Whe n such an ag r eemen t has been
made with a nonprof it organization, it sh all be made appl i cab l e t o
e ach con tract with th e organi zat ion i n li eu of the Pa tent Ri gh ts
cl aus e s in 11-9. 107-5 and §1-9 . 107- 6 (un l e s s a det e rminat ion ha s be en
made to exc lude the contra c t from t h e agre ement. )

2. Retitle §1-9 .l07-6 a s f o l.Lows : "Cl aus e s fo r domes ti c con t r a c ts
(sh or t f or m) a nd I ns t.it u tional Pat en t Agr eement s . "

3 . Add the fo l l owi ng new subsec ti on (c ) t o §1- 9 . 107- 6 :

( c ) Patent Ri ghts - Institutional Patent Agr eeme nt. (1) When an
agency ha s determine d in accordance with §1-9. 109-7 t hat a nonp r of i t
organi zation shou,ld r e ce ive an ag r eeme nt <1 S authori zed unde r
§1- 9 . l 07-4 ( a)(6 ) , th e Agree ment se t fo rth in: pa r ag r a ph (d ( 2) of thi s
s e ction appropr iately comple t ed as i ndi ca t ed i n t he numbere d not es
appear ing af t e r t h e Agreement sha l l be us ed . Change s in the agreeme nt
sh ould be limit ed t o change s di c t at ed by s t atutes applicab le to th e
a ge ncy or by sp ecial admini stra tive ne e ds. In making any change s an
agency sh all s eek to ens u r e t h a t th e agr eeme n t continue s t o inc l ude at
l e a s t t he following f eatures:

(A) A requi r eme nt for the pr ompt r ep ort ing of a l l inve nt i ons t o
t h e applicable agency a long wi.th an el e c t i on of r i ghts ;

(B) Reserva t ion of a l l r i gh t s sp e c i f i ed 1n §1-9 . 107-3 ( e ) - (h);

(C) A requi rement that the organ i zat io n make such inven ti ons
avail able on a nonexclusive basis excep t ~le re t he de s i r ed pr actic a l
or commercial ap p l i ca t ion h a s no t be e n ac h i eve d or i s no t Li.k e Ly to be
expedi tiously achieved t hrough such li ce ns i ng;
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(D) A co ndi t i on l i mi t i ng any exc l us i ve li cens e to a per iod not
subs t a n t i a l l y gr eate r than necessary to prov i de t he incentive fo r
bringing t he i nvention to the point of pr a c t i ca l or commerc ia l
a pp l i ca t i on and to permit th e lice ns ee t o re coup i t s cost s and a
r e as onable profit the reon;

(E) A r e stric ti on that r oya lty ch a r ges be limi t ed t o wh a t i s
reasonable unde r the circ ums t ance s or r ea s ona b l e wi thin t he i ndustry
invo l ve d ;

( F ) ~ r equi r ement that t he or ganiz a tion's royal t y r eceipts, aft e r
pa yment of admin i s t r a t i ve cos t s and payme nt s to i nven t or s , be ut i l i zed
f or educat i ona l or re s earch purpo s es;

( e ) A prov ision permi t ti ng t he age nc y t o exce p t i ndi v i dua l
contra c t s fr om t he opera t i on of th e ag reeme n t ;

(H) A requi r ement for progress r eport s aft er designated pe r iods ;

( 1) A prohibition aga i ns t ass ignment of inven t i ons wi thou t
Gove r nme nt a l ap prova l t o persons or organ i zatio ns , oth e r t h an
assignme nts to approved patent management organi zations sub j e ct t o t he
ab ove conditions; and

(J) A provision permitting t erminat ion fo r co nveni ence by either
party upo n thir ty days wr i t t e n notic e.

( 2 ) The foll owing i s th e I ns t itu tiona l Pat e n t Agr eement :

I NSTI TUTI ONAL PATENT AGREE ME NT

Thi s Ag~eement is ma de and en tere d i n t o by and betwe en t he United
Stat es of America, as represen t ed by th e . . .Y
hereinafter r efe rr ed to as th e "Agency ," and
he r einafter r ef erred to as th e "Ins titu tion . "..,..--- - .-- - -...-.---~~.-

WHEREAS, i n accorda nce wi t h t he Pres i de n t ' s Hemor andurn and
Stat eme nt of Gover nment Pat ent Poli cy dat ed Augus t 23 , 1971 , and the
provi s i on s of !fl CF'R l -9.107--4( a) (6), i t has be e n de t e r mi ned t h a t t he
I ns titu t i on has a tech no logy transfer pr ogram me e ting the criteri a of
41 CFR 1-9.109-7 i n th at t he I nstitution ' s pat e n t poli cy as set for t h
in 2/ and its t echnology tr ansfer pr a c t i ce s
ha ve been revie~"eci and found ac cep t ab 1e ; a nd

. - ........... -r- n, r I v u~ , ......
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WHEREAS, the Institution is desirous of entering i n t o a n agree ment
whe r eby i t may ·ie ta i n t he entire r i gh t , ti tle, and i nt erest in and
ad min ister invent ions made in t he cours e of or under r esearch
suppor ted by th e Agency, su bj e c t t o ce r t a i n r i ght s ac qui r e d by the
Government:

NOW, THEREFORE, 1n cons i de rat ion of t he forego ing , t he part ies he re t o
agree as foll ows :

T. Scope of Agreement

Th is Agreemen t de f i nes the r ights of t he part i e s he r e t o
r egarding t he allocat i on of ri gh t s i n subj e ct inve nt i ons ma de unde r
cont r act s with the age ncy ent e r ed in to aft er the exec ut i on of the
Agreement exc e pt such co n t r a cts as may be spe c i f ica ll.y excluded by the
Agency . 3 /

t l: ( ..,J!...,l ':" C (v"z.)
II. Definit ion~ / .,-It

( a) IIsub~~ention " mean s any Lnven t i.on or di s co ve ry of
t he Inst i tution ....conce i ve d or f irst actually r educe d to pr ac t i ce i n the
cour s e of or un4er a contract with the Agency , and inc ludes any art ,
method , process, machine , manufacture , de sign , or comp os i t ion of
matte r , or an y new and use f ul i mproveme nt there of, and any va ri e ty of
pl ant, which i s or may be pat ent able unde r t he Pa t e n t Lal'7 s of th e
Un i t ed St a t e s of America or any fore ign ceuatry .

(b ) "Con t r ac t " me ans any con trac t , ( a g r e emen t , gr a nt , or ot he r
ar rangement ) 4/ or subcontrac t eu t. e r ed into wi.th or for t he be ne fit of
th e Government , where a pu r pos e of the con tract is the conduct of
experiment al, deve lopmenta l , or r esearch work.

(c ) "St a t e s an d domes t i c mun i c i.pa I gover nments " means t.he S t a t es
of t he Unit ed S t~tes, the Di st r i ct of Columbia , Pue r t o Rico , the
Vi r gin I s l ands, Ame r i can Samoa , Guam, and the 'Erus t Terr i t or y of th,::
Pacifi c I s l ands, and any poli t i c a l subd i v i s i on an d ag e nc i es thereo f .

(d ) "To bring to the point of: pr act i cal ap p l i ca t i oa ll mea llS t o
manufa c tu r e i n the ca s e of a composit ion or pr oduct , to prac tice in
th e cas e of a pr oce s s, or t o oper a te i n t h e cas e of a ma ch ine and
und er such co ndi tions as t o est ablish t h a t the i nve n t i on i s baing
worked a nd t hat i t s bene f i t s are r e a s ona b l y ac ces sibl e t o the publ ic .

(e) "Ha de," when tined in re la t i on to any inv e nt ion or di s co ve r y,
means the conce pt i on or first actua l r educ t i on t o pr ac t i ce of such
invention i n the cou r s e of or under a con trac t.
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III. All ocation of Principal Righ t s

( a) The Institut ion may retain t he en t ire r i ght, tit l e, an d
i nte r e s t t h r oughou t t he wor l d or i n ~ny country thereof in and t o each
Sub j e c t I nvention di s c l ose d pur suant to Section V., be low, sub j e ct t o
t h e provi sions of t his Agreement. The Inst itution sha l l inc lude with
ea ch Sub j ect I nve nti on discl osure an e l e c t i on wh e t he r i t wi. Ll r eta i n
th e ent i re r i gh t , titl e , and int e r es t in t he inve nt ion t h r oughout th e
world or i n any country t he r e of sub ject to t he r i ghts acquire d by t he
Cove r nmen t in Se ction IV of the Agreement ; provided t h a t the Ins t i ­
t ution may request an extension of the time for e l ect ion.

(b ) The I ns t i t ut i on agre e s t o convey to t he Government, upon
r e ques t , the ent i r e dome stic righ t , t itle, an d i nt e r est in any Sub j ect
I nve ntion when the Ins ti tution :

(i)

( Li )

doe s no t elec t unde r Section Il I (s ) t o r e t a i n such
ri ghts; or

fai ls to have a United St a t e s Patent Applicat i on filed
on the inven tion in ac cor da nce wi t h Section VI( a ), or
de cides no t t o continue prose cution of such app l i c­
a t i on; or

( i i i) at any t i me, no longer desire s t o r e tain ti tle .

(c) The I nstituti on agre e s to convey t o the Gove r nmen t , upo n
r e que st, the ent i r e ri gh t , t i t l e, and int e r e s t i n any Sub j ect I nven­
ti on in any fo r e i gn coun t ry wh en t he I nst i t u t ion:

does not e l e ct under Sec tion III ( a ) t o r etain such
r i gh t s i n the coun t ry ; or

(i i) f a i l.s to ha ve a pa tent app l icat ion filed in t he coun t r y
on the i nven tion in acc or dance wi t h Se c tion VII( s); or
de c i de s not t o continue prosecution of such applicat ion
or t o pay any ma intena nce fe e s cove ring the invention .
To av oid f or fe i t ur e of t he pa t ent app l i ca t ion or
pa t ent , t he I ns t i t u t i on shal l not i f y th e Agency not
l e s s than s ixty day s before th e expira tion per i od for
any ac t io n requ ired by the fo r e i gn pat e nt offi ce .

- - - - - - ~. _. - - - _ . .. -- ~~ -, -- t"' ......,.. ..
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(d) A conve yance, request e d pur s uant t o Se c t ions I I I(b ) or (c) of
thi s Agreemen t , sha l l be ma de by de l iver i ng t o t he Agency du ly ex­
e cu te d inst r ument s ( pr epare d by th e Age ncy ) a nd su ch ot h e r pape r s as
are de eme d necess ary to ves t i n t he Gov e r nme nt t h e ent i r e r i gh t,
title, and int e r es t t o enab le th e Gov e rnment t o apply for and pro s e­
cu t e pa ten t appl i cat i ons cove r i ng t h e inven t i on in t hi s or th e f o r e ign
coun t r y, r espe c ti vely , or ot.h e r v i s e estab l is h i t s ownership of such
i nventi on.

I V. Mi n imum Right s Acqu i r e d by th e Gove r nment

( a) Wit h re sp e ct t o ea ch Sub j e c t I nven t ion to Wh1Ch t he I ns ti­
t u t i on r e t ains principa l or ex c lu s ive r igh ts , t h e Ins t itut i on :

(1 ) he reby gr a n t s t o t he Gov e rnment of the Unit ed S ta t es a
nonexc l us i ve) nont r a nsf e r ab le , pa i d- up Li.ce u s e to mak e )
us e) and se l l each Subj e c t I nve ntion thr ougho ut t h e
wor l d by or on be h a lf of t h e Gov e r nme n t of t h e Un it e d
Stat e s (i ncludi n g any Gove r nment ag ency ) and S t a t es and
dome s t i c mun i c i pa l governme nts , un le ss t he Agency
det e r mi ne s afte r t h e inve n t ion has bee n i dent if ied t h a t
it woul d not be i n t he public i nt e re st t o ac qui r e the
li cens e fo r Sta t e s and domesti c ITlln ic ipa l gov e r nme nt s ;
and

(2) a gree s to gr a n t to r es pon sible app l ican ts ) upo n r e qu est
of t h e Age ncy , a l i c e ns e on t e r ms t.ha t are reasonable
u nde r th e ci rcumst arlc es ;

( 1.) un l e s s t he I n s t i t ut i on, i t s li c e ns e e) or i t s
a ss igne e, demons t r a t es to t he Gove r nme n t th a t
e f f e c t i ve steps have be en t ake n wi th i.n t hre e ye a rs
a ft er a patent i s s ues on s uch i nvent i on to bri ng
t h e i nve nt i on to t h e po i n t of pract ic a l
a ppli c a t i on or t ha t t h e i nventi on has been ma de
a va i l abl e f o r li ce ns i ng roy a l ty-f r ee or on t e r ms
t h a t ar e r e a s onab l e i n the circums t a nce s or can
8h O\o7 cau s e 1'711)' t h e principal or exc l us i ve r ights
s h ou l d be re tained f or a furthe r pe r i od of t ime ;
or

(ii) to t he ex ten t tha t t he i nv enti on i s r equi r ed for
publ i c us e by gove r nme n t a l r e gula ti ons or as way
b e necess ary t o fu l f il l pub l ic heal th or safe t y
ne e ds) or for ot he r publi c purpos e s st ipu la ted i n
t he appli cabl e contrac t.

( b ) No th ing co nt a ined i n t h i s sec t ion sha l l be de e De d t o gr an t to
t h e Gove r nme nt an y r ight s wi t h r esp e ct t o any inv '~ nti on other th an a
Sub j e c t I nv e n t ion.
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v. I nv ention I de n t i f i c a t i on , Disclosure s , and Report s

( a) The Instit u tion sha l l furnish t h e Agency:

( i ) a co mpl e te tech nica l dis c l o s ure fo r e ac h Sub j ect
I nve n t i on wi t h i.u s ix mont hs a f t er co nc ep tion or firs t
actua l r eduction to pr actice whi.cheve r occurs fi r s t in
t h e co urse of or un der the contrac t , but in an y event
pr ior to any on sa l e , pub li c us e , or pub lica t ion of t h e
i nve n t i on known to the I n s ti t uti on. The d i s c l .o su r e
shal l identi f y t h e contract and inventor and sh a ll be
sufficien tly comple te in t e chnical detai l to convey to
one sk ill e d in t he art to whi ch t he invention pe rtai ns a
c l e ar un de r st and ing of t h e na t ure , pu r pos e , op e r ati on ,
a nd, to the ex t ent kn own, t he phys ica l, ch emical,
bi o l og i c a l or el ectrical ch arac t er is t ics of th e
i nven t i on .

( i i ) I n t e r i m r ep ort s 5 / f o r e a ch con t r a c t a t l e a st ev e r y
t we Lve mo n t .hs f ro ;!! the dat e of t he cou tra c t li s t i ng
Subj e c t I nvent ions f or t h e pe r i od an d certifying t h a t
al l Su bj e c t I nventions have be en dis clos e d or t h a t t h e r e
are no such i nventions •

.~ ': c epi",hie.
(i i i) A",f inal report wi t h i n th r e e mo nt h s after comp l e t i on of

t h e wor k unde r any co n tr a c t, li sting a l l Sub j e c t Inve n­
t i on s or ce r tify i ng t h a t t h e r e we r e no su ch inve ntions. 6 /

( b ) 'I'h e Ln st ituti on 8h <l L I. ob tain pa t e n t; agre e me n t s t o e f f e ctu a t e
t h e p r ov i sion s of t h i s Agr e e ment fr o m all pe rsons i n it s empl oy' wh o
perfor m any part of th e work un der any cont ract excep t nont echni c a l
pe rson nel, such as c l e rica l employee s a nd manua l l a bor e r s .

( c ) Th e Ln s ti t ir t i.ou ag r ees t ha t th e Gov ernment ma y du pli c a t e an d
disc l os e S ub j e c t Ln ve u t i.o n dis c l osures an d , su b ject t.o Se c t ion ZI, al l
oth e r r eports and p2. pe r s fu rni s he d or r e qu ired to be furn ished pu r -:
s ua nt t o t h is Ag r e e me n t . Howev e r , i f t h e Inst i tuti on is t o f ile a
patent app l i c a t i on on a Sub j e ct Inve ntion, the Agency ag r ee s , upon
wr i tt en r e ques t of t h e I n s t .it u t i o n, to us e i t s be st e f fort s to
wi t hhol d publ ic a tion of such i nvent i on di sc lo sures un t i l a pa t en t
a pp l i c a t i on is f i l e d th e ron , bu t in no even t sha l l t he Gov e rnment or
i ts ejap loy e (~s be liable f o r any publ ication t he r e of.
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( a) Hi t h respect t o ea ch Sub j ec t Inve n t ion i n wh i ch t he I nst i ­
tut i on e l e c t s to re t a i n dome s tic r i gh t s pu rsuant t o Se ct i on II I ( a ) of
t h i s Agreeme nt , t he Ins titu ti on sh all have a domes t ic pa t en t app l i­
cati on f i led wi t h in s i x mo n t h s after an e lection h a s been made
pu rsu ant t o Se ct i on II I Ca ) o f t h i s Agr e emen t or s uch longer per iod as
may be a pp roved in wr i. t i.ng by the Age nc y .

( b)
fi l ed by

F o r each Sub j e ct I nv ent ion on whi.c h a pa ten t app li ca t i on 0 0

or on be h al f of th e I n s ti t u t i o n, th e Inst itution sha l l :

(i) with i.n s i x mon ths af ter s uch fi ling , or wi t h i n s ix
months after submi s s i on of t he i nv e n t i on di s clo sure l. r

t h e pa te nt appl i ca t i on wa s f iled pr i or t o t he cont r a ct ,
de l i ve r t o th e Agency ( A) a copy of t h e appl i ca t i on as
fil ed , in.clud i ng t he fi l ing da t e and s e ri a l numbe r: ( B)
a copy of an as s ignmen t fro m the i nve n t o r or inventors
t o t he I n s titut i on of al l right , ti tle, an d i nt erest 1n
t he i nven t i on proper l y r e co r de d i n t he Unite d Sta t es
Pa t ent and Tr ademark Offi ce ; and ee) a duly exe cu t ed and
a ppr ov e d i ns trume nt on t h e for m s pecified i n Exh i b i t A
whi ch is at t a che d he r e t o an d ma de a pa rt he r eo f;

( i i ) i nclu de t h e followi ng s t atement, appropri at ely
c ompLe t e d , i n t.h e s e c on d pa r a g r a ph o f the spe c i f ic at i o n
of th e app l i ca t i on an d any pat en ts i s su ed on t he Sub j e ct
I n ve n t i on, liTh e Gove r nme nt ba s ri gh t s i n t h i s inve n t i.on
p u r s ua n t to Con tra c t I s ) (or Gr an.t( s») No(s ) . _
awa rde d by (i d e n t i fy t h e Age ncy or Agenc i es )" ;

( i i i) not l e s s than t hir t y day s before t he exp i r a t i on of t he
r e s,pons e period for a ny action r e qu i r e d by the Un ited
Sta t es P a ten t and Tra de ma r k Of f ic e , notify t h e Agency of
any de cision no t t o cont inue t h e pr os e cu t i.on of the
app l ication and de l iver to the Agency execut ed
i n s t rume n t s gr an t ing the Gove r nme n t a powe r of
a t t orney ;

( i v )

( v)

upon r equest , fu lly advi s e the Agency co ncern i ng a l l
acti on s t ak en during th e pr os e cu t i on of an y pat ent
ap pl ic a t i o n and fur nish cop ie s of any r e l ev ant do cume nt s
as r equest ed ; and

Tw o
pr ov i de t h e Age ncy ["ith a copy of the paten t \-l i thin ~
month s af t er a pa tent i s s ue s on t h e app l i c a t i on .
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( c ) For e ach Sub j ect I nv e nti on in wh ich t he I nst i t u t i on i ni t i a l l y
el e ct s no t t o ret ain right s or r e que s t s an ext ens i on of th e e l ec tion
per i od, th e I n s t i t u ti on s ha l l inf or m th e Age ncy prompt l y i n wri t i ng of
th e date and identity of any on s ale , pu bli c us e, or publicat i on of
t h e inven t i on wh i ch may cons t i tu t e a s t a tu tory ba r unde r 3S USC 10 2 ,
whi ch vJ2 S au thor ized by or kno wn to th e Inst itution or any co n t er.r­
p l a t ed a c t io n of t h i s natu re.

( a) Hith re s pe ct t o ea ch Sub j e c t I nve n ti on i n wh i.ch t he I nst itu­
tion e l e c t s to r e tain principal r igh t s in a f or e i gn co un try pursua n t
t o Sec ti·::m 111«,) o f t h i s Agr e e me n t , t he I ns t i t u tion sh a l l have a
pa t e n t ap pl i cat i on f i l ~ d on t he i nven t i on i n that co unt r y, i n ac cord­
an ce "lith app l i ca b l e s t a t u t e s an d regu l at i ons, and wi t h i n on e of tile
f o llo~ing per iods:

( i) eight rno nt.h a from t he date o f a co r r esponding Unit ed
St a t es appl i ca t ion fi l ed by or on behalf of the
I n s t i t u t i on ; or i f such an app l i c a tion is not f il e d,
s i x months f r om th e da t e t h e inventi on is submi t t e d i n
a di s c l os u r e pursua nt to Se c t ion V( a) of t hi s Agree -
ment;

( i i ) s i x mon t h s f r om t he cia te a l i ce ns e i s gran t ed by t h e
Commi s s i one r of Pil t ent s a::d Tr ademarks t o f il e f o reign
a pp l ic a tions wh e n such filing has been prohibited by
Se CUYl t y r eas ons ; o r

( i i i ) s u ch l onge ~ pe r i od as m~y be appr oved by t h e Age ncy .

(b ) The Ins ti t u t i on sh a l l no t i f y t h e Agency of forei gn app l i ca­
t i ons filed and , up o n request , sha ll fu r nis h an En g l ish ve rs i on of
su ch app l i c a ti on \"ithou t add i t i on a l co mpe nsa t i on.

VI II, Subcont r actc

( a ) Except 8 S pr ov i de d in ( b ), be low, or whe n the subc ontr a c tor
ho l ds an I nstitu t io na l Paten t Agreement with th e Agency , t he Ins t itu­
t i on s ha l l i n cl ud e in any subc ont r ac t wh e r e a purp os e of t h at su b-:
ccn tra ct i s t h e conduct of exp e r i men t a I , de velopmental, or re s ea r ch
work the fo ll o~i ng clau s e :



(a)
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The Contractor hereby

--( I ns-t i t~t{onr------
actually reduced to practice in the course of or under this
contract (hereinafter referred to as "Subject lnvention(s),"
and, subject to (b), below, to assign all right, title, and
interest in and to such i~vention to

or its designee.

At the time(b) the Contractor reports any "Subject Invention" to
, the Contractor, at its option, may also

- CYn s t-i t-,7t i"on )--- -

report the invention to the agency with wh i ch the Institution
holds the prime contract and request that the agency make a
determination whether and on wha t terms the contractor may
retain principal rights a.n the invention in l ieu of as s t.gning
it to Such determinations by the

0nstitution)
agency shall be in accordance with the policies and pro­
cedures of Part 1-9 of the Federal Procurement Regulations
and/or applicable agency regulations. Such determinations
shall be final on both the Contractor and ,

(Institution)
provided that Contractor may elect not to ac ccp t the Agency
determination and i n s t e a d assign all right, title, and
interest in the invention to or its

(Institution)----
designee.

(c) In add it i.on , the Contractor agrees to furnish the fo ll.owi.ng
materials, disclosures and reports:

or its
(Institution)

under this clause and to enab I e the

(i) Upon request, such duly executed instruments
(prepared by the or its designee) and such

(Ins tituti0"D:")"--
other papers as are deemed necessary to vest in the

or its de s i.gnee the rights granted
"..,----,,-----

( Ins t:i. t ~tTo;;T­

designee to apply for and prosecute any patent application,
in any country, covering such invention.

(ii) Prior to final settlement of this contract, a final
report listing all Subject Inventions or certifying that no
inventions were conceived or first actually reduced to
practice under the contract .
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Cd) The Cont r ac t or shall i ncl ude in any subcon tract a c l au s e
identi cal t o t hi s c l ause , if a purpose of t h e s ubcont rac t ~ s

e xperime nt al, developmenta l, or r esearch work. If a
s ub con t r actor refus es to accept th i s clau ses or if , i n t he
opi ni on of the Cont ract or , t hi s clause i s inc onsis t ent Hith
t he po licy se t forth in 4 1 CFR 1-9 . 107 -3 , the Contracto r (i)
shal l promp t ly notify t h e Institution and ( ii) s ha l l no t
proce e d wi t h t he subcontract wit hout t h e wr i t ten
au t hor i z at i on of the Ins titution . I t i s un de r stood that t he
I n s titu t i on wi l l seek directiJn from t h e ( i ns e r t name of
a ppr opr i a t e Agency ) ,

( e) The Contrac to r sh all no t be obl i gat ed t o en f orce the
agre ements of any Subcontractor he r e unde r relat ing t o t he
ob l i ga t i ons of the Subcont r actor t o t he Gove r nment in regard
to Sub jec t I nventions.

[End of Cl aus e)

( b) I n t he event of a r e f us al by a su bcontracto r t o accept of t he
c laus e specified i n (a ) , or if , i n t he opini on of t he I ns titutio n,
t his c lause is i nconsisten t wi t h t he policy se t fort h i n 41 e FR
1-9 .107-3, t he I ns titut ion (i ) sh all promptly su bmit a writ t en notice
to t he Agency se t ting f or t h r ea sons f or t h e Subcontract or ' s refusa l
and other pertinent i n f or ma t i on l;})1 ich may exp edite di spo si ti on of the
mat te r; and (i i) shall not pr ocee d wi.th t he subcontrac t wi t hou t. t he
wr itten author iza tion of t he Agency .

(c) It i s understood that t he Government i s a third par t y be ne­
fi ciar y of any subcon tract clause gr a nt i ng r ight s to the Governme nt i n
Subj e c t Inventions , and the Inst i t ution hereby ass igns to the Govern­
ment all ri gh t s th at it woul d have t o enforce t h e Subcontra c t or 's
obligati on s fo r t he be nef it of the Government with res pect to Sub ject
Inventi ons. The Inst itution sh all no t be obligated t o enforce the
agre eme n t s of any subcontrac tor he r e und er relating to the ob li gations
of the Subcontractor t o the Governme nt i n regard t o Sub ject In ven­
tion .

(d) Nothing i n t h is Agreement i s intended to preclude t he
Institution fr om granting a su bc ontractor r i ghts or an op t ion to
right s i n any i nv en ti ons ma de by th e subcontractor to t he ex t ent such
ri gh t s are cons i s tent wi t h th e provisions of th is Agr eement.

"'1 I I f I ,"1 I r- 1_. .... I "t
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I X. Administration of Inventions 1 il Whi ch the I nstitution Elect s t o
Re t a i n Ri gh ts

( a ) The Insti tut ion shall admini st e r thos e Subj e ct In ve ntions to
whi ch i t e l e c t s to re tain tit l e in t he publ i c i nt e r est and sh a l l , ex­
cept as provided i n subsect i on (b) , below, make t hem avai lab le thr ough
li c en s i ng on a nonexc lus ive, ro yal t y-fr ee or r e as onab l e r oyal ty ba sis
to all qua l ified app l ic a nts.

(b) The I ns t i tut ion may l ice nse a Subj ect I nv ention OIl an ex­
clusive ba s is i f i t de t e rmines that an exc Lus i.ve l i.cens e IS r equi.re d
in the pub l ic interest becaus e i t is ne ce s s ary as an ince ntive for
deve lopment of th e i nv en tio n or be cause marke t con di tions ar e su ch as
to r e qu i re l i cens ing on an ex c l usive bas i s i.n or de r t o br i ng th e
inventi on to t he poin t of prac t i ca l app l i ca t i on. Any excl us i ve
lice ns e issue d by the Institution und er a U.S. pa t e nt or pat en t
application sha l l be f or a limit ed pe r i od of t i me and s uch period
shal l not, unless othe rwis e approve d by t he Age nc y , exceed f ive years
from the da t e of th e fi rst comme rcial sa le or use i n the United Sta t es
of Ameri ca of a product or process emb odying t he i nven tion , or ei gh t
ye a r s from th e da t e of the exclusive l i cense ex cep ting t h at time
be f or e r egu l atory agenc i es neces s a r y to obt ain prema rke t cle a ranc e,
wh i ch eve r occur s first. Such l ice ns e shall al so prov i de th at t he
licens ee sh a l l use al l reasonab le effort to eff e ct i nt roduc t i on into
t he comme rcia l mar ke t as soon as prac tic able, consi s t ent wi t h sou nd
and reas onab le busine ss pr actices an d judgment. Any ex tens ion of t he
maximum peri od of: exclusivi ty sha l l be sub j ec t t o approva l of t he
Agency. Upo n expira t i on of the period of exc l us i vity or any ex t ens ion
t hereo f , licens e s sha l l be of f e r ed to a l l qualifie d app licants a t a
r e a s onab l e r oyal t y r ate no t in exces s of the exc lusive l i cens e r oya lty
ra t e .

( c ) Royalt~e s sh all no t norma l l y be in ex cess of accept ed trade
practice. The I nsti tut ion also agr ees tha t no r oya l t ie s sha l l be
payable by it s l i ce ns e e s or sublicens e es wi t h r e s pe ct t o any Sub j e c t
Invent ion in pro cur ement s for or on behalf of t he Governme nt and t o so
provi de in any i nst r ume n t transferr i ng rights to any part y in any
Subj e c t I nven tion.

( d ) The ba lance of t he royalty income af te r payme nt of expenses ,
includi ng paymen ts to i nven to r s, i nc i de n t a l to the admini strat ion of
all inventions ass igned to i t pursuant to the provis ions of t hi s
Agr eeme nt shal l be uti lized for the su ppor t of educat ion or research.
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(e) All licens e s i s sued by th e I nstitution to oth e r than the
Gove r nme n t of t he Unit e d St a te s under any pa t e n t appl i ca t ion or pa t en t
on a Subj ect I nvention shal l be made ex press l y subj ect to the condi­
t i ons of thi s Agr eemen t . The I nst i t u tion shal l , upo n r eque st,
pr omp t l y fur nish copi e s of any lic e ns e agreeme nt s e-fteeretl into 5y I.E
t o I-be !\ gGHl C)' &

The I ns titutiuH sha l l not ass ign any Subject Invention to par t ies
( othe r Cl an t h e Age ncy ) exc ep t t hat it may make such em assignment t o
th e f ollow i ng pa t ent management or ga nizations - - 7/
-- or any ot he r pa t en t manag ement org an izat ion if subseque.nt ly
approved by t he Age ncy . Any as s ignment t o a pa t ent ma nagemect organl­
z at i.on sh a ll s pec i f i ca l l y be made sub ject t o a l l t he t erms and
conditions of th i s Agreement.

XI . Rep..?_rt s on Dev ,:: lo pmen t and Comme r c i al Use

Th e I ns t i t u tion shal l pr ovide a wr i t t en an nual .ceport t o t he
Age ncy on or before December 31 s t of each ye a r cove ring the preceding
ye a r ending September 30th , r egarding t he s t atu s of development and
comme r c i.a I use t h at is being made o r i nt ende d to be made of each
Subject Inventio n l e f t for administration t o t he I nst itu tion and the
s teps t hat hav e be e n t ak en by the Institu t ion t o bring the invention
to t he point of pr actical app l ica t i on . 8 / Such repo r t s shal l include
in f o ;::- mDt i on r egarding s tatus of deve lopr;:;ent , t he cla t e of fi r s t comme r­
c ial s a le or us e , gros s roya lt ies re ce i ved by t he I ns ti t u tion a nd such
other data a nd i n fo r ma t i on as t he Agency may reas onably sp e cify . To
t h e extent dat a or i nf or mation supp li ed t o th is se c t ion is consi de red
by a li ce ns e e to be privilege d or confident ial and is so ma r ked, the
Agency agrees th a t to the ext en t permitted by l a w i t wi l l no t dis c l os e
such information to persons ou ts ide t he Gove r nment.

e- .. , ." . ...! ~ , 1_ ~. r-. "
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XI I i!. Termi na t ion .

Thi s Agr eemen t may be t erminated by ei t h er pa rty fo r conve nl ence
upo n thir t y day s wr i t t e n notice. Di sp os ition of r ight s i n , and
ad min i s t r at ion of inventions made under contrac ts subject t o t h i s
Agreeme n t wi l l no t be aff ecte d by such a t ermination ; e xc ept t ha t 1n
t he even t the Gov e rnment t erminat es t h is Agr eeme nt because of a
f ailure or r e fu sal by the Insti tut i on to compl y wi t h any of i t s
obli gat ions un de r se c ti ons V(a ) , VI, I X, and X of thi s Agreement , the
Agency has t he ri ght t o r equir e tha t t he Institution's entire r i gh t ,
t i t l e , and i n t e r e s t i n and t o t he par ticula r invent ion wi th r e spect t o
wh ich t he breach occurred be ass i gne d t o t he Unit ed Stat e s of America,
as repr e sen ted by t he Age nc y .

-y;Ti-
~ Communications 9/

Reque sts for Agency appr ov a l s , ex tens i ons , or simi l ar ac t i ons and
othe r cor re s pondence r equ i r ed by t h i s Agreemen t shou l d be add r e ss e d t o
___ _ __ "__ , ._ ____ _ _ Excep t wh e r e sp e c i f i Ca 11 y
prov ided o t.h e rwi s e in this Agr e eme n t , the or hi s
des i gnee sh a ll act a s t he point of au t h or i t y wi th in the Age nc y to
gran t such ap prova l s , ex tens i ons , or t ake such other Agency ac tions as
may be au t horized in thi s Agree men t .

I N WI TNESS WHERE OF , each of the partie s hereto ha s exe cut ed this
Agre eme n t as of th e dRy and ye ar bel ow ~

UN ITED STATES OF AHERICA

By
Ti t l e
Date

( Corpo r a t e S e al)
( I ns t i t u t i c;n )

By
Title
Dat e

CE RTIFICATE

I , , cer t i f y that I am t he
o f t h e ·InsTlt~ t J. on M;le"d.-above; that
t hi s Agree men t on beh a l f of sa i d Lns t i t u t i.on 1 S

who s i gne d
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o f said Ins titution ; and t ha t this Agre e ment was du ly sign ed for and
1n beha l f of sa i d I nstitution by au th or ity of its governing body an d
18 wi t h i n the scope of i t s cor por a t e powers .

Witne s s my hand 8nu the sea l of sa i d corpo ra t i on thi s day of
19

(Cor por a t e Sea l)

App l i ca t i on f or:
Inven t or( s)
Ser ia l No .
Fi ling Da t e-:-- ·

By

EXH I BIT A

CONFI R.t>L!\.TORY I NSTRUr-lENT

(Ti tl e of Invention )

Co"D t r act ( Gr ant ) No .
I ns t i t ut i on - - - ---- -------

- - --------- -

The

t o whi ch
( s pe c i f y

i nvent i on iden t i f i ed abo ve i s a "Sub j ec t I nve n t i on" under
(identi fy In s t itutional Patent Agreemen t numb er )

con t ract ( grant ) No . with
Gov e r nme n t age ncy ) wa s sub j e c t.

Thi s doc ument is confi r mat or y of the pa i d- up l i ce ns e gran t ed to
the Gove r nme n t under t hi s contract ( gr ant ) i n th is i nven t i on, pa t ent
ap p lica tio n a nd a ny res u lt i ng p~ t e nt , an d of al l other r i ght s Requi re d
by t he Governme n t by t he r e f e r e nced Agr eemen t , *

"*I:f" i r-;" accor dan c e -\,)ith"-:C;E~c ti on I V ( a ) of the Agr eemen t, the Agency
h as de t e r nri.n e d t hat a li ce ns e fo r s ta te and domest ic muni cipa l
governments wi l I no t be obta i ned , t he fo l l owi ng shou ld be added to
t he Confirma tory I n stru~e nt :

"Th e l i cens e gra n t ed to t he Cove r nrnen t doe s not inc lucie s tate
and domest i c mun i c ipa l gover nment s . "
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The Gov ernment i s hereby grante d an irrevocab l e powe r to ins pec t
and make copies of t he above- i den tif ied pa tent app l icat i on .

Signed t h i s ___ da y of

( I nst i t ut i on )

- -rsigna t u r e )

( Print or ty pe name )

(Off i c i a l title )

19

CERTI FICATE

th a t I am th e ~ of the I nstitution
, wh o signed th i s

of
s ai d I ns t i t ution ; a nd t h at sa i d Lice ns e -,va s- du l y -sign-eel fo r an an
beha l f of said Inst itu tion by authority of its gove r ni ng body , and i s
wi t h i n t he scope of i t s co r po r a t e powers.

( Si gna t u r e )



16

No tes f o r Comp letion of I PA

1/ Ins e r t name of Agen cy .

2 / I n s e rt r e f e r e n c e to I n s t i t u t i o n' s of f ic ial pol i cy sta t e men t s .

3/ Some age n c i e s may wish to h a v e t h e ag re eme n t app ly t o al l -~ ·

inv e n tions r e p ort e d after t h e executio n of the ag r e e me n t , eve ri
wh e r e t he con t r act was entere d i n t o pr ior t o the agreement . I n
s u ch ca ses , t h e followin g l a ngu a ge may be subs t itu t e d :

)

"Th i s Agre e me n t def i ne s t he r i gh t s of th e pa r t i e s here t o rega r d i ng
th e a l loc a t i on of r i gh t s in Sub j e ct I nv enti on s rep o r t e d af te r t h e
e x ec u tion of t h e Agreement , i n c lud i n g con t racts en te r ed i n t o pr i or
t o t hi s Ag r eeme nt, e xcept such con t r a c t s as may be spec ifica lly
e xclu de d by the Agenc y . "

Ag e n c i e s u s ing thi s l a ngu a ge wh ich wi s h to ex c lude any cu rrent
c on t r a c t s f rom t h e ag reeme nt should add a s tatement such as t h e
f o l l oving :

"T h i s Agr e e me n t sha l l no t ap p l y to the f o l l owi.n g contr a c t s: ••• "

4 / Th e bracke t e d l an g u a ge may be de leted bu t no r mally it is expe c t e d
t h a t I n stitutional Pa ten t Agree me n t s wi l l app ly to gran t s as we l l
a s contrac ts .

5/ Age ncie s may s pe cify a fo r m.

6 / Ag e n c i e s may, fi n d i t us e f u l to inclu de mo r e de t a i led i n s t ruc t i ons
here on t h e f or ma t of th e s e r e p o r t s and t he pe r son s to whorn they
sh ou l d be sup p l i e d . Th e exac t cl o. u s e may h a ve t o be va r i ed
a c c o r d i n g to t h e age nc y ' s norma l con trac t cl o s e - out pr oc e dur es .

7/ I f no ne are t o be u s e d , i ns ert " n o ne ."

8 / Di f f e r ent dat e s rr~y be sub s t i t u t e d depe nd i n g on t h e Age nc y ' s
ne e ds .

9 / Ins e r t a pp l i cable a d d r e sses a nd of f i c e r s .
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4. Add a new se c t i on §1-9 . 109- 7 as fol l ows :

§1- 9 . 109-7 Negotiat i on of Ins t i tutiona l Pa t en t Agr eement s

( a )
n onpro f it
Agr8e ment

includ i ng:

I n fo r mation t o be submi t te d by nonprof i t or gani z a t i on . A
Qrgan i za t i on des ir ing to en ter i nt o an Ins titu t ional Patent
sha l l prov i de th e ag ency wi t h t h e fo llowi ng information :

( 1) Ge nera l i n f or ma t i on concerning the i ns t itu t i on,

(i) A copy of i t s Ar t i c l e s of I nc orpo r a tion ;

(i i ) A st a t emen t of th e i ns t itution ' s purpos e and
aims; a nd

( i i i ) A s t atement indi ca t i ng t he so urce of the
i ns t i t u t i on' s funds ;

( 2 ) A copy of t he organ i zat ion 's es t ablished pa tent
pol i cy , t ogethe r with the da t e and ma nne r of it s adopt i on ;

(3 ) The name , t i t l e , addr ess , and t e l e phone numbe r of the
offic er re spons i b le f or admini s tra t i on of patent and i nve nt i on ma t t e rs
an d a de s cription of st a f f i ng in t h i s are a , inc luding all of f i ces
whi ch con tr ibute to t he or ganizat i on ' s pa t ent manage rne n t

c a pa b i.Li t i e s;

( 4 ) A descr iption of the organizat ion 's procedures for
i de nti f y i ng and r ep or ting inventions and a descript i on of t he
pr oce dur e s for eva l ua t i.on of such i nv en t i ons fo r i nc l us i on i n the
or gan i zation ' s promo t i onal pr ogr am;
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(5) A copy of t he ag reemen t signed by empl oyees engaged in
r e sea rch and deve lopmen t, i ndicating t heir obli gation with r e ga r d to
inve n t i ons conceived or fo r t he fir s t t i me r ed uc ed to pr ac tice in the
co u r s e of the i r as s i gned duti es ;

( 6 ) A cop y of t he i nv e ntio n r e por t f orm or outline
utiliz ed fo r prepara t ion of invention r ep or t s ;

(7 ) A statement wh e t he r the organization has an
ag r eement wi.t h any pa t ent manageme n t org a n i.za t i ons or cons u l tants and
a copy of any su ch agreements ;

(8) A de s c r i pt i on of t he pl ans and i nt ent i ons of t he
organizat ion to bring to t he ma r ke t pl a ce inventions t o wh i.ch it
r eta i ns ti t le , inc l ud i ng a desc r ip t ion of the ef f or t s typi cal ly
un de rt aken by t he org anization to li cense it s inventions;

( 9 ) A desc r i pt ion of t he or ganization's past patent
appli cat ion and pa t ent licensing ac t i vit ies , i ncluding t he
Eo Ll owi n g :

(i ) Numb e r of inventi ons r eport ed to the or gan iza t i on
du ring ea ch of t he past five ye ars ;

(i i ) Numbe r of pa t ent app l i c a t i ons fil e d dur i ng each
of the pa s t five yea r s ;

( i i i ) Numbe r of pa t en ts ob t a i ned during each of
past fi ve ye ars ;

( i v ) Number of exc l us ive l icens e s i ssued dur i ng 0~~
e ach of th e pas t five year s ;

(v ? Number of non exclusive l i cens es , other th an t hos e
t o spon s oring §over n,r:21;t ag encies , i ssued duri ng
ea ch of the past \five year s ;

( v i ) Gr oss roya l ty i ncome during each of t he past five
ye ars;

(v i i ) A general desc r ip tion of r oya l t i es charge d ,
i nc l udi ng mi nimum and maximum royal ty rat es ;
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(0) A lis t of s ubsidiary or aff i lia te or ganizations, wh i ch
would be covered by an ag r e emen t s igne d by the or gani zation;

ru: I f
za tion , t he na me
r elationsh i p;

t he organi zat ion i s a subs i diar y or affiliate organi ­
of t he oth e r organ izat ion and a desc r ip t ion of the

,0 .,;... J..": ·..._..~~ 1 / " /:"

( Hl~~)i?'c> . .- i /' ; h_' :' " .'. , \ . '

(1 2 ) The amo un t of~1IDen t suppor t / f or r es e arch and
development act i vities curren tly being admi nis i e red by the or ganiza­
t i 0 0 , g.i:vi.ng .G0.v~.J:t:m:-~" h ag.en-G-y~"d.-hr_e.al&dQRo.;...-" / '-'./<'r '. ' ., ... .. " . ..__ ... _- _.

( 13 ) A s ta temen t of t he organization ' s policies wi t h respec t
to the sharing of royalt i es with employ ees ; and

(1 4 ) A des crip t i on of the us es made of any ne t i ncome
gene r a t ed by t h e organ i z a t i on ' s pat ent manageme n t progr am.

(b ) Criteria for e va l ua t i on of a t echnology tr ans f e r pr ogram.

Before an I nst itu t i onal Patent Agre emen t is ente re d i nto wi th a non­
profi t organizat ion , the organi za tion sha l l have a t e chno l ogy tra nsfer
program which , as a minimum s ha l l inc l ude:

.t _ ..
! h / ?'

fl ' -: ~

( 2 ) Agr eeme nts wi. t h employees requ i.r i.n g them to ass i gn to
t h e crgan.iz a t i.o n ror, i t s des ignee or t he Gove rnment any i nve nti on con-­
ce i ved or fir st ac f'ua Ll. y r e duc e d t o pr act ice ~h~m in t he course of
or under Gove r nment con t r ac t s and awa r ds or as s urance t ha t such agree­
ments ar e obta i ned prior t o the ass ignment of personne l t o Government­
supported r esea r ch and de ve lopment projects ;

( 1 ) An estab l i shed pa~en t policy wh i ch i s consis tent with
the po licy ln §1- 9. 107-3 and i s adminis t e red on a cont inuou s basis by
an off i cer or organization r e s pons ible to t he organiza t ion ;

i

( 3 ) Proc edur e s for promp t inven t i on iden t i f i cat i on and
time l y di s c l osur e to the office r or organ i za t i on admini st e ring the
patent policy of the ins t i tution ;

(4 ) Proced ure s fo r i nve nti on eva l ua t i on ; an d

( 5) An ac t ive and ef fec t ive promotion a l pr ogram f or the
l i ce ns i ng and ma rketing of i nve ntion s.
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(c) FCCSET Li s t.'_@ r"r " ,~_ / / - ; (
JeJ l 5f7~ dJ!,{--

(l)~AFede r al Coor d.i t i ng Counci 1 f or Science ,
Eng ine e ring/ arlcl Te chnolog~ .. ,. ap poi nted a subc ommi tt ee to pr epar e a
l i s t of organi za t ions tha t 'have t echnology transfer programs me e t i ng
t he criteria set forth in §1-9.109-7(b). In accord ance with ind ivi­
du al agency regula tions or procedures , this l i st may be used in li eu
of i ndivi dua l age ncy determinations of eligi bility for I nst itutional
Pat ent Agreement s ; although t he i nclu s i on of an or ganization on this
l i s t, unles s otherwise provided i n an agency ' s regula tions , wi l l no t
preclude the age ncy f rom declining an applica tion for an Institutional
Pa t en t Agreement . It i s also expec ted t ha t thi s l i s t may be used by
s ome agenc ies i n connec t i on with gre a ter r igh t s de t e r mi nati ons or
r e quests for the inclus ion of c l au s e s i n con t r ac ts givi ng th e non­
p rof i t or ga ni zation the f i r st op t i on t o principa l righ t s i n i nventions
made und er the con t r act.
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June 21, 1977

PROPOSED FPR REVISION

As Approved py the Subcommittee on Intellectual Property

at its Meeting of June 21, 1977

1. Add the following subsection (6) to §1-9.l07-4(a):

(6) In accordance with the exceptional circwnstances language of
§1-9.l07-3(a) and/or the special situations language of §1-9.l07-3(c),
agencies may enter into Institutional Patent Agreements as set forth
in §1-9.l07-6(c) (2) with nonprofit organizations having a technology
transfer program meeting the criteria of §1-9.109-7(b). Such agree­
ments provide the organization the right to retain the entire right,
title and interest in inventions made in the course of or under con­
tracts subject to certain conditions. \~en such an agreerrent has been
made with a nonprofit organization, it &~all be made applicable to
each contract with the organization D1 lieu of the Patent Rights
clauses in §1-9.l07-5 and §1-9.107-6 (unless a determination has been
made to exclude the contract from the agreement.)

2. Retitle §l-9.l07-6 as follows: "Clauses for domestic contracts
(short form) and Institutional Patent Agreements."

3. Add the following new subsection (c) to §1-9.l07-6:

(c) Patent Rights - Institutional Patent Agreement. (1) When an
agency has determined in accordance with §1-9.l09-7 that a nonprofit
organization should receive an agreement as authorized under
§1-9.l07-4(a)(6), the Agreement set forth in paragraph (c)(2) of this
section appropriately .oorrp l e t ed as indicated in the nuwbered notes
appearing after the Agreement shall be used. Changes in the agreement
should be limited to changes dictated by statutes applicable to the
agency or by spec i a l administrative needs. In rraking any changes an
agency shall seek to ensure that the agreement continues to include at
least the following features:

(A) A requirement for the prompt reporting of all inventions to
the applicable agency along with an election of rights;

(B) Reservation of all rights specified in §1-9.l07-3(e)-(h);

(C) A requirement that the organization make such inventions
available on a nonexclusive basis except whe r e the desired practical
or commercial applica t ion has not been achieved or is not likely to be
ex~~itiously achieved through such licensing;



2

(D) A condition limiting any exclusive license to a period not
substantially greater than necessary to provide the incentive for
bringing the invention to the point of practical or commercial
application and to permit the licensee to recoup its costs and a
reasonable profit thereon;

(E) A restriction that royalty charges be limited to v,hat is
reasonable under the circumstances or reasonable within the industry
involved;

(F) A requirement that the organization's royalty receipts, after
payment of administrative costs and payments to inv~ntors, be utilized
for educational or. research purposes;

(G) A provision permitting the agency to except individual
contracts from the operation of the agreement;

(H) A requirement for progress reports after designated periods;

(I) A prohibition against assignment of inventions without
Governmental approval to persons or organizations, other than
assignments to approved patent management organizations subject to the
above conditions; and

(J) A provision permitting termination for convenience by either
party upon thirty days \~itten notice.

(2) 'llle following is the Institutional Patent Agreement:

INSTITUTIONAL PATENI' AGREEMENl'

and between the United
y

This Agreement is rrade and entered into by
States of America as ,represented by the ----:;---------'hereinafter referred to as the "Agency, II and
hereinafter referred to as the "Institution.11-------------

WHEREAS, in accordance with the President's Memorandum and
Statement of Government Patent Policy dated August 23, 1971, and the
provisions of 41 CFR 1-9.107-4(a)(6), it has been determined that the
Institution has a technology transfer progrfu~ meeting the criteria of
41 CFR 1-9.109-7 in that tl1e Institution's patent policy as set forth
in 2/ and its technology transfer practices
have been reviewed and found acceptable; and

WHEREAS, the Institution is desirous of entering into an agreement
whereby it may retain the entire right, title, and interest in and
administer inventions rrade in the course of or under research
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supported by the Agency, subject to certain rights acquired by the
Goverrurent:

NOW, THEREFORE, in consideration of the foregoing, the parties hereto
agree as follows:

I. Scope of Agreerrent

This Agreement defines the rights of the parties hereto
regarding the allocation of rights in subject inventions made under
contracts with the agency entered into after the execution of the
Agreement except such contracts as may be specifically excluded by the
Agency. 3/

II. Definitions

(a) "Subject Invention" rreans any invention or discovery of
the Institution or its contractors conceived or first actually reduced
to practice in the course of or under a contract with the Agency, and
includes any art , method, process, machine, manufacture, design, or
composition of matter, or any new and useful bmprovement thereof, and
any variety of plant, which is or may be patentable under the Patent
Laws of the United States of America or any foreign country.

(b) "Contract" rreans any contract, (agreement, grant, or other
arrangement) 4/ or subcontract entered into with or for the benefit of
the Government, v.here a purpose of the contract is the conduct of
experimental, developmental, or research work.

(c) "States and domestic municipal governments" rreans the States
of the United States, the District of Columbia, Puerto Rico, the
Virgin Islands, American Samoa, Guam, and the Trust Territory of the
Pacific Islands, and any political subdivision and agencies thereof.

(d) "To bring to the point of practical application" means to
manufacture in the case of a composition or product, to practice in
the case of a process, or to operate in the case of a machine and
under such conditions as to establish that the invention is being
worked and that its benefits are reasonably accessible to the public.

(e) "Made," when used in relation to any invention or discovery,
means the conception or first actual reduction to practice of such
invention in the course of or under a contract.

III. Allocation of Principal Rights

(a) The Institution may retain the entire right, title, and
interest throughout the world or in any country thereof in and to each
Subject Invention disclosed pursuant to Section V., below, subject to
the provisions of this Agreement. The Institution shall include with



4

each Subject Invention disclosure an election whether it will retain
the entire right, title, and interest in the invention throughout the
world or in any country thereof subject to the rights acquired by the
Government in Section IV of the Agreement; provided that the Insti­
tution may request an extension of the time for election.

(b) The Institution agrees to convey to the Government, upon
request, the entire domestic right, title, and interest in any Subject
Invention when the Institution:

(i) does not elect under Section III(a) to retain such
rights; or

(ii) fails to have a United States Patent Application filed
on the invention in accordance with Section VI (a), or
decides not to continue prosecution of such applic­
ation; or

(iii) at any time, no longer desires to retain title.

(c) The Institution agrees to convey to the Government, upon
request, the entire right, title, and interest in any Subject Inven­
tion in any foreign country when the Institution:

(i) does not elect under Section III (a) to retain such
rights in the country; or

(ii) fails to have a patent application filed in the country
on the invention in accordance with Section VII(a); or
decides not to continue prosecution of such application
or to pay any maintenance fees covering b~e invention.
To avoid forfeiture of the patent application or
pat.ent, the Institution shall notify the Agency not
less than sixty days before the expiration period for
any action required by the foreign patent office.

(d) A conveyance, requested pursuant to Sections III(b) or (c) of
this Agreement, shall be made by delivering to the Agency duly ex­
ecuted instruments (prepared by the Agency) and such other papers as
are deen~ necessary to vest L~ the Goverrunent the entire right,
title, and interest to enable the Government to apply for and prose­
cute patent applications covering the invention in this or the foreign
country, respectively, or otherwise establish its ownership of such
invention.

IV. Minimum Rights Acquired by the C-overnrnent

(a) With respect to each Subject Invention to which the Insti­
tution retains principal or exclusive rights, the Institution:
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(1) hereby grants to the Government of the United States a
nonexclusive, nontransferable, paid-up license to make,
use, and sell each Subject Invention throughout the
world by or on behaLf of the Government of the united
States (including any GoverlliTient agency) and States and
domestic municipal governments, unless the Agency
determines after the invention has teen identified that
it would not te in the public interest to acquire the
license for States and domestic municipal governments;
and

. (2) agrees to grant to responsible applicants, upon request
of the Agency, a license on terms that are reasonable
under the circumstances;

(i) unless the Institution, its licensee, or its
assignee, demonstrates to the Government that
effective steps have been taken within three years
after a patent issues on such invention to bring
the invention to the point of practical
application or that the invention has teen made
available for licensing royalty-free or on terms
that are reasonable in the circumstances or can
show cause v.hy the principal or exclusive rights
should be retained for a further period of time;
or

(ii) to the extent that the invention is required for
public use by governmental regulations or as rray
be necessary to fulfill public health or safety
needs, or for other public purposes stipulated in
the applicable contract.

(b) Nothing contained in this section shall be deemed to grant to
the Government any rights with respect to any invention other than a
Subject Invention.

v. Invention Identification, Disclosures, and Reports

(a) The Institution shall furnish the Agency:

(i) a complete technical disclosure for each Subject
Invention within six months after conception or first
actual reduction to practice whichever occurs first in
the course of or under ~~e contract or within six months
from the time a contractor of the Institution reports an
invention to it pursuant to Article VIII, but in any
event prior to any on sale, public use, or publication of
the invention known to the Institution. ~~e disclosure
shall identify the contract and inventor and shall be

-- .1..._ , ' .. I .... +-',.....,.....~ r"'\r ~c Tn:::lI"ii'
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sufficiently complete in technical detail to convey to
one skilled in the art to \\hich the invention per t.a ins
a clear understanding 'of the nature, purpose, operation,
and, to the extent known, the phys ical , dlemical,
biological or electrical characteristics of the invention.

(ii) Interim reports 5/ for each contract at least every
twelve months from the dat e of the contract listing
Subject Inventions for the per iod and certifying that
all Subject Inventions have been disclosed or that there
are no such inventions.

(iii) An acceptable final report within three rronths after
completion of the work under any contract, listing all
Subject Inventions or certifying that there were no such
inventions. §I

(b) 'Ihe Institution shall obtain patent agreements to effectuate the
provisions of this Agreement from all p::rsons in its employ who p2rform
any part of the work under any contract except nontechnical p2rsonnel,
such as clerical employees and manual laborers.

(c) 'fue Institution agrees that the Government nay duplicate and
disclose Subject Invention disclosures and, subject to Section XI, all
other reports and papers furnished or required to be furnished pur­
suant to this Agreerrent. However, if the Institution is to file a
patent applicat ion on a Subject Invention, the Agency agrees, upon
written request of the Institution, to use its best efforts to
withhold publication of such invention disclosures until a patent
application is filed theron, but in no event shall the Government or
its employees be liable for any publication thereof.

VI. Filing of Domestic Patent Applications

(a) With respect to each Subject Invention in which the Insti­
tution elects to retain domestic rights pursuant to Section III(a) of
this Agreement, the Institution shall have a domestic patent appli­
cation filed wi th i n six months after an election has been nade
pursuant to Section III (a) of this lBreement or such longer per i.od as
may be approved in writing by the Agency.

(b) For each Subject Invention on which a patent application is
filed by or on beha l f of the Institution, the Institution shall:

(i) within six months after the filing, or within six rronths
after submission of the invention disclosure if the
patent application was filed prior to the contract,
deliver to the Agency a duly executed and approved

,.-------- -r-r- - - - - - ---- -_. - - --J--- __A . -- - - ~ - - -, - -- - •• ..J - - - -~ _ . ~_ . . - r

1" ~.
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instrument on the form specified in Exhibit A which is
attached hereto and made a part hereof;

(ii) within two rronths after the filing, or within two rronths
after submission of the invention disclosure if the
patent application was filed prior to the contract,
deliver to the Agency (A) a copy of the application as
filed, including the filing date and serial number, and
(8) a copy of an assignment from the inventor or
inventors to the Institution of all right, title, and
interest in the invention properly recorded in the
United States Patent and Trademark Office.

(iii) include the following statement, appropriately
completed, in the second paragraph of the specification
of the application and any patents issued on the Subject
Invention, "'Ihe Cover nrnent; has rights in this invention
pursuant to Contract(s) (or Grant(s» No(s).
awarded by (identify the Agency or Agencies)";

(i.v) not less than thirty days before the expiration of the
response period for any action required by the United
States Patent and Trademark Office, notify the Agency of
any decision not to continue the prosecution of the
application and deliver to the Agency executed instru­
ments granting the Government a power of attorney; I

(v) upon request, fully advise the Agency concerning all
actions taken during the prosecution of any patent
application and furnish copies of any relevant documents
as requested; and

(vi) provide the Agency with a copy of the patent within two
months aft.er a patent issues on the application.

(c) For each Subject Invention in which the Institution initially
elects not to retain rights or requests an extension of the election
period, the Institution shall inform the Agency promptly in writing of
the date and identity of any on sale, public use, or PUblication of
the invention '\',hich may constitute a statutory bar under 35 USC 102,
which was authorized by or known to the Institution or any contem­
plated acti.on of this nature.

VII. Filing of Foreign Patent Applications

(a) With respect to each Subject Invention in which the Institu­
tion elects to retain principal rights in a foreign country pursuant
to Section III(a) of tl1is Agreement, the Institution shall have a
patent application filed on the invention in that country, in

r
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accordance with applicable statutes and regulations, and within one of
the following per iods:

(i) eight months from the date of a corresponding United
States application f iled by or on behalf of the
Institution; or if such an application is not filed,
six months from the date the invention is submi.t.t.ed in
a disclosure pursuant to Section V(a) of this Agree­
ment;

(ii) six rronths from the date a license is granted by the
Commissioner of Patents and Trademarks to file foreign
applications when such filing has been prohibited by
security reasons; or

(iii) such longer per iod as nay be approved by the Agency.

(b) 'fue Institution shall notify the Agency of foreign applica­
tionsfiled and, upon request, shall furnish an English version of
such application without additional compensation.

VIII. Subcontracts

(a) Except as provided in (b), below, or when the subcontractor
holds an Institutional Patent Agr eement with the Agency, the Institu­
tion shall include in any subcontract where a purpose of that sub­
contract is the conduct of experimental, developmental, or research
work the following clause:

Patent Rights

(a) The Contractor hereby agrees to furnish a complete t echni ca l
disclosure to the within six rronths after

(Institution)
any invention is conceived or first actually reduced to
practice in the course of or under this contract (hereinafter
referred to as "Subject Invention(s) ") and, subject to (b),
below, to assign all right, title, and interest in and to
such invention to or its designee.

(Institution)

(b) At the time the Contractor reports any "Subject Invention" to
, the Contractor, at its option, may also

-'(";I-n-s7"t-ri7"t-u-;-t-rio-n--')---'
report the invention to the agency with which the Institution
holds the prime contract and request that the agency make a
determination whether and on what terms the contractor may
retain principal rights in the invention in lieu of assigning
it to Such determinations by the

(Institution)

---~ .....-.._ ... ,,.... ... n " ~,...... ....... , "'! ......-e- r-.r L'::I," "l"""\£"'loY ' TT'I£:)n r=a 1 ~L::Il~70 1 {",T "llTJC.:1,n r .:4 1 ~ lr r~ ............~rl 'll
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agency shall be in accordance with the policies and pro­
cedures of 41 CFR 1-9.109-6 and/or applicable agency
regulations. Such determinations shall be final on toth the
Contractor and , provided that the Contractor

(Institution)
may elect not to accept the Agency determination a~ instead
assign all right, title, and interest in the invention to

or its designee.
(Institution)

(c) In addition, the Contractor agrees to furnish the following
materials, disclosures and reports:

or its
(Institution)

under this clause and to enable the
-:-=-.,-,.,--.,-,-.,.-
(Institution)

designee to apply for and prosecute any patent application,
in any country, covering such invention.

(i) Upon request, such duly executed instrwnents
(prepared by the or its designee) and such

(Institution)
other papers as are deemed necessary to vest in the
---:-=--.,.....,.-,---:--:----:- or its designee the rights granted

(ii) Prior to final settlement of this contract, a final
report listing all Subject Inventions or certifying that no
inventions were conceived or first actually reduced to
practice under the contract.

(d) The Contractor shal.L include in any subcontract a clause
identical to this clause, i f a purpose of the subcontract is
experimental, developmental, or research work. If a
subcontractor refuses to accept this clauses or if, in the
opinion of the Contractor, this clause is inconsistent with
the po l icy ~t for th in 41 CFR 1-9.107-3, the Contractor (i)
shall promptly notify the Institution and (ii) shall not
proceed with the subcontract without the written
author ization of the Institution. It is understood that the
Institution will seek direction from the (insert name of
appropriate Agency).

(e) The Contractor shall not be obligated to enf or ce the
agreements of any Subcontractor hereunder relating to the
obligations of the Subcontractor to the Government in regard
to Subject Inventions.

[End of Clause]

- - ---- -- ---- ---- - - -
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(b) In the event of a refusal by a subcontractor to accept the
clause SPecified in (a), or if, in the opinion of the Institution,
this clause is inconsistent with the po l i.cy set forth in 41 CFR
1-9.107-3, the Institution (i) shall promptly submit a written notice
to the Agency setting forth reasons for the Subcontractor's refusal
and other pertinent information vbich may expedite disposition of the
matter; and (ii) shall not proceed with the subcontract without the
written authorization of the Agency.

(c) It is understood that the Government is a third party bene­
ficiary of any subcontract clause granting rights to the Government in
Subject Inventions, and the Institution hereby assigns to b~e Govern­
ment all rights that it would have to enforce the Subcontractor's
obligations for the benefit of the Government with respect to Subject
Inventions. The Institution shall not be obligated to enforce the
agreements of any subcontractor hereunder relating to the obligations
of the Subcontractor to the Government in regard to Subject Inven­
tion.

(d) Nothing in this Agreement is intended to preclude the Insti­
tution from granting a subcontractor rights or an option to rights in
any inventions made by the subcontractor to the extent such rights are
consistent with the provisions of this ~reernent.

IX. Administration of Inventions in Which the Institution Elects to
Retain Rights

(a) The Institution shall administer those Subject Inventions to
which it elects to retain title in the public interest and shall, ex­
cept as provided in subsection (b), belovl, make them available ttlrough
licensing on a nonexclusive, royalty-free or reasonable royalty basis
to all qualified applicants.

(b) The Institut'ion may license a Subject Invention on an ex­
clusive basis if it determines that an exclusive license is required
in the public interest because it is necessary as an incentive for
development of the invention or because rrarket conditions are such as
to require licensing on an exclus ive basis in order to bring the in­
vention to the po int, of practical application. Any exclusive license
issued by tl1e Institution under a U.S. f)atent or p3.tent application
shall be for a limited period of time and such period shall not,
unless otherwise approved by the Agency, exceed five years from the
date of the first commercial sale or use in the United States of
America of a product or process embodying the invention, or eight
years from the date of the exclus ive license excepting that time
before regulatory agencies necessary to obtain prernarket clearance,
vmichever occurs first. Such license shall also provide that the
licensee shall use all reasonable effort to effect introduction into
the commercial rrarket, as soon as practicable, consistent with sound
and reasonable business practices and judgment. Any e~tension of the
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maximum period of exclusivity shall be subject to approval of the
Agency. Upon expiration of the period of exclusivity or any extension
thereof, licenses shall be offered to all qualified applicants at a
reasonable royalty rate not in excess of the exclusive license royalty
rate.

(c) Royalties shall not normally be in excess of accepted trade
practice. The Institution agrees to refund any amounts received as
royalty charges on any Subject Invention in procurements for or on
behalf of the Government and to provide for that refund in any instru­
ment transferring rights to any par ty in the invention.

(d) The bal.ance of the royalty income after payrrent, of expenses,
including p:tyments to inventors, incidental to the administration of
all inventions assigned to it pursuant to the provisions of this
Agreement shall be utilized for the support of education or research.

(e) All licenses issued by the Institution to other than the
Government of L~e United States under any patent application or p:ttent
on a Subject Invention shall be made expressly subject to the condi­
tionsof this Agreement. The Institution shall, upon request,
promptly furnish copies of any license agreements to the Agency.

X. Patent Management Organizations

The Institution shall not assign any Subject Invention to p:trties
(other than the Agency) except that it nay make such an assigrurent to
the following patent rranagement organizations -- 7/
-- or any other p:ttent managernent organization if subsequently -
approved by the Agency. Any assignment to a p:ttent rranagernent organi­
zation shall specifically be nade subject to all the terms and condi­
tions of this Agreement.

XI. Reports on Development and Commercial Use

The Institution shall provide a written annual report to the
Agency on or before December 31st of each year covering the preceding
year ending September 30th, regarding the status of developrrent and
commercial use that is be inq rrade or intended to be rrade of each
Subject Invention left for administration to the Institution a~ the
steps that have been taken by the Institution to bring the invention
to the point of practical application. 8/ Such reports shall include
inforrnation regarding status of development, the date of f i r s t commer­
cial sale or use, gross royalties received by tile Institution and such
other data and information as the Agency rnay reasonably specify. To
the extent data or information supplied to this section is considered
by a licensee to be privileged or confidential and is so rrarked, the
Agency agrees that to the extent permitted by law it will not disclose
such information to persons outside the Government.

- - .--L-
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XII. Reporting of Policy and Administrative Changes

The Institution shall promptly notify the Agency of any signif­
icant changes in the information submitted by it in support of its
request for an Institutional Patent Agreement; in particular, manges
in its patent policies or its administrative capabilities.

XIII. Termination.

This Agreement nay be terminated by either party for conven­
ience upon thirty days written notice. Disposition of rights in and
administration of inventions rrade under contracts subject to this
Agreement will not te affected by such a termination; except that LD
the event the Government terminates this Agreerrent tecause of a
failure or refusal by the Institution to comply with any of its
obligations under sections V(a), VI, IX, and X of this Agreement, the
Agency has the right to require that tl1e Institution's entire right,
title, and interest in and to the particular invention with respect to
which the breach occurred te assigned to the united States of America,
as represented by the Agency.

XIV. Communications 2V

Agency
actions

extensions, or similar actions
this Agreement should be

Except vtlere

Requests for Agency approvals,
and other correspondence required l::¥
addressed to

--..,....,.-".-:-;----:----:--:-;-.,---::-----:-~

specifically provided otherwise in tl1is Agreerrent, the ~__~~~ __
or his designee shall act as the point of authority within the
to grant such approvals, extensions, or take such other Agency
as may te authorized in this Agreement.

IN WITNESS WHEREOF, each of the parties hereto has executed this
Agreement as of the day and year telow.

UNITED STATES OF Al'1ERICA

By
Tit-:;"l-e-----------
Date ----------

(Corporate Seal)
(Institution)

By
Tit"""l-e-----------
Date -----------

_ . ~ ...... '""1- .... - Y \.ooI."""""-..L\..JJ..ln

__ _ _ _ _ 1_
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CERI'IFICATE

who signed
I, , certify · that I am the

-----~---:--of the Institution named above: that
this Agreerrent on l:ehalf of said Inst-,i"7"t-u"7"t-,.i-o-n---;"i-s---------------

of said Institution: and that this Agreerrentwas duly signed for and
in behalf of said Institution by authority of its governing body and
is within the scope of its corporate powers.

witness my hand and the seal of said corporation this ---, 19 •--------
day of

(Corporate Seal) By----------

EXHIBIT A

CONFIR1ATORY INSTRUMENI'

Application for:
Inventor(s)
Serial No.
Filing Date:

(Title of Invention)------------
Contract (Grant) No.

Institution ------------
The invention identified above is a "Subject Invention" under

(identify Institutional Patent Agreement number)
to which contract (grant) No. with
(specify Government agency) was subject. ---------.

This doclli~nt is confirmatory of the paid-up license granted to
the Government under this contract (grant) in this invention, patent
application and any resulting patent, and of all other rights acquired
by the Government by the referenced Agreement.*

It is understood and agreed that this document does not preclude
the Government from asserting rights under the provisions of said
Agreement or of any other agreement between the Government and the
Contractor, or any other rights of the Government with respect to the

. above identified invention.

*If in accordance with Section IV (a) of the Agreement, the Agency
has determined that a license for state and domestic municipal
governments will not be obtained, the following should be added to
the Confirmatory Instrument:

"The license granted to the Government does not include state and
dorrestic rrunicipal governments."



14

'!he Government is hereby granted an irrevocable power to inspect
and make copies of the above-identified patent application.

Signed th is day of , 19
--- ------

(Ihstitution)

(Signature)

(Pr int or type nane )

(Official title)

CERI'IFICATE

I, , certify that I am the
of the Institution named as licensor herein', that ---------

---.,------ 'who signed this License on behalf of the Institution is
of said Institution; and that said License wa-s~d~u~l-y-s~ig-n-ec~­

--f,....o-r-an--..i-n-·behalf of said Institution by authority of its governing
body, and is within the scope of its corporate powers ,

(Signature)

Notes for Corrpletion of IPA

1/

2/

3/

Insert name of Agency.

Insert reference to Institution's official :[X)licy statements.

Some agencies may wish to have the agreement apply to all Subject
Inventions reported after the execution of the agreement, even
where the contract was entered into prior to the agreernent. In
such cases, the following language may be substituted:

--- ---.- ---------- --------_._---_.
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"This Agreement defines the rights of the parties hereto regarding
the allocation of rights in Subject Inventions reported after the
execution of the Agreement, including contracts entered into prior
to this Agreement, except such contracts as may be specifically
excluded by the Agency."

Agencies using this language which wish to exclude any current
contracts from the agreement should add a statement such as the
fo Ll.owinq :

"This Agreement shall not apply to the following contracts: ••• "

4/ The bracketed language may b= deleted but normally it is expected
that Institutional Patent Agreements will apply to grants as well
as contracts.

5/ Agencies may specify a form.

6/ Agencies may find it useful to include more detailed instructions
here on the format of these reports and the persons to illom they
should be supplied. TIle exact clause may have to be varied
according to the agency's normal contract close-out procedures.

7/ If none are to be used, insert "none."

8/ Different dates may be substituted depending on the Agency's
needs.

9/ Insert applicable addresses and officers.

4. Add a new section §1-9.l09-7 as follows:

§1-9.109-7 Negotiation of Institutional Patent Agreements

(a) Information to be s ubmitted by nonprofit organization . A
nonprofit organization des i r i ng t o ent e r into an Institutional Patent
Agreerrent shall provide the agency with the following information:

(1) General information concerning the organization
including:

(i) A copy of its Articles of Incorporation;

(ii) A statement of the organization's purpose and
aims; and

(iii) A statement indicating the source of the
organization's funds;

·~' _ _ "h •• •• _. • _

.l.JJ...L.L.li:::: L'Il:::=JI-L \ ....U .:J..L CiUI J.U::::JV ~ nl.JIJ~L L LIJ L~ \R-"'l r.-"'lll J 1111.....1 lJ11 III~ I-\LJt-"IIt : V :"-to
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(2) A copy of the organization's established patent
policy, together with the date and manner of its adoption;

(3) The name, title, address, and telephone number of the
officer responsible for administration of p3.tent and invention rratters
and a description of staffing in this area, including all offices
which contribute to the organization's patent management capabil­
ities;

(4) A description of the organization's procedures for
identifying and reporting inventions and a description of the proced­
ures for evaluation of such inventions for inclusion in the
organization's promotional program;

(5) A copy of the agreement signed by employees engaged in
research and development, indicating L~eir obligation with regard to
inventions conceived or for the first time reduced to practice in the
course of their assigned duties;

(6) A copy of the invention report form or outline
utilized for preparation of invention reports;

(7) A statement v.hether the organization has an agree­
ment with any patent management organizations or consultants and a
copy of any such agreements;

(8) A descr iption of the plans and intentions of the
organization to bring to the rrarket place inventions to \<.hich it
retains title , including a description of the efforts typically
undertaken by the organization to license its inventions;

(9) A description of the organization's past p3.tent
appl ication and patent licensing activities, including the
following:

(i) Number of inventions reported to the organization
during each of the past five years;

(ii) Number of patent applications filed during each
of the past five years;

(iii) Number of p3.tents obtained during each of the
past five years;

(iv) Number of exclusive licenses issued during
each of the past five years;

(v) Number of nonexclusive licenses, other than those
to sponsoring Federal agencies, issued during
each of the past five years;

'....-l _nlll~ L ..LL..L C , .... j,J.'"" ~"-'4............ ~ ... ..., ...... __ j :- _
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(vi) Gross royalty income during each of the past five
years;

(vii) A general description of royalties charged,
including minimum and maximum royalty rates;

(10) A list of subsidiary or affiliate organizations, which
would be covered by an agreement signed by the organization;

(11) If the organization is a subsidiary or affiliate organi­
zation, the name of the other organization and a description of the
relationship;

(12) The amount of support from each Federal agency for
research and development activities currently being administered by
the organization;

(13) A statement of the organization's policies with respect
to the sharing of royalties with employees; and

(14) A descr iption of the uses rrade of any net income gener­
ated by the organization's patent rranagement program.

(b) Criteria for evaluation of a technology transfer program.

Before an Institutional Patent Agreement is entered into with a non­
profit organization, the organization shal l have a technology transfer
program which, as a minimum, shall include:

(1) An established patent policy which is consistent with
the policy in Section 1-9.107-3 and is admi ni s t e red on a continuous
basis by an officer or organization responsible to the organization;

(2 ) Agreements with employees requiring them to ass ign to
either the organization, its designee or the Govermnent any invention
conceived or first actually reduced to practice in the course of or
under Government contracts and awards or assurance that such agreements
are obtained prior to the assignment of personne l to Governn~nt supported
research and development projects;

(3) Procedures for prompt invention identification and
timely disclosure to the officer or organization administering the patent
policy of the institution;

(4) Procedures for invention evaluation; and

-----------------'--------_._-~

-- ...J - - - - -- - - - - - ~ - - , - - - -- ..J - -- - - - - - -- ----- - ---- - - -- -.------ _-.l~ ----... ...- ----
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(5) M active and effective promotional program for the
licensing and rrarketing of inventio~s.

(c) FCCSET List.

The Conmi.t.t.ee on Intellectual Property and Information of the
Federal Coordinating Council for Science, Engineering, and Te~~nology

is authorized to appoint a subcommittee to prepare a list of
organizations that have technology transfer programs meeting the
criteria set forth in §1-9.l09-7(b). In accordance with individual
agency regulations or procedures, this list rray be used in lieu of
individual agency determinations of eligibility for Institutional
Patent Agreements. However, the inclusion of ill1 organization on the
list, unless otherwise provided in an agency's regulations, will not
preclude the agency from declining an application for an Institutional
Patent Agreement. It is also expected that the list nay be used by
some agencies in connection with greater rights determinations or
requests for the inclusion of clauses in contracts giving the
nonprofit organization the first option to principal rights in
inventions nade under the contract.

- - - - -- - - - _. -- - _. - - - .... ·.m_.. _


