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IX. Administration of Inventions in Which the Institution Elects to
Retain Rights

(a) The Institution shall administer those Subject Inventions to
which it elects to retain title in the public interest and shall, ex~
cept as provided in subsection (b), below, make them available through
licensing on a nonexclusive, royalty—-free or reasonable royalty basis
to all qualified applicants.

(b) The Institution may license a Subject Invention on an ex-
clusive basis if it determines that an exclusive license is required
in the public interest because it is necessary as an inceative for
development of the invention or because market conditions are such as
to require licensing on an exclusive basis in order to bring the
invention to the point of practical application. Auny exclusive
license issued by the Institution under a U.S. patent or patent
application shall be for a limited period of time and such period
shall not, unless otherwise approved by the Agency, exceed five years
from the date of the first commercial sale or use in the United States
of America of a product or process embodying the invention, or eight
years from the date of the exclusive license excepting that time
before regulatory agencies necessary to obtain premarket clearance,
whichever occurs first., Such license shall also provide that the
licensee shall use all reasonable effort to effect introduction into
the commercial market as soon as practicable, consistent with sound
and reasonable business practices and judgment. Any extension of the
maximum period of exclusivity shall ba subject to approval of the
Agency. Upon expiration of the period of exclusivity or any extension
thereof, licenses shall be offered to all qualified applicants at a
reasonable royalty rate not in excess of the exclusive license royalty
rate.,

(c) Royalties shall not normally be in excess of accepted trade
practice. The Institution also agrees that no royalties shall be
payable by its licensees or sublicensees with respect to any Subject
Invention in procurements for or on behalf of the Government and to so
provide in any instrument transferring rights to any party in any
Subject Invéention.

(d) The balance of the royalty income after payment of expenses,
including payments to inventors, incidental to the administration of
all inventions assigned to it pursuant to the provisions of this
Agreement shall be utilized for the support of education or research.
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(e) All licenses issued by the Imstitution to other than the
Government of the United States under any patent application or patent
on a Subject Invention shall be made expressly subject to the condi-
tions of this Agreement., The Institution shall, upon request,
promptly furmish copies of any license agreements entered into by it
to the Agency.

X. Patent Management Organizations

The Institution shall not assign any Subject Tuvention to parties
(other than the Agency) except that it may make such an assignment to
" the following patent management organizations -- 8/
-- or any other patent management organization if subsequently .
approved by the Agency. Any assignment to a patent management organi-—
zation shall specifically be made subject to all the terms and
conditions of this Agreement.

XI. Reports on Development and Commercial Use

The Institution shall provide a written annual report to the
Agency on or before December 31lst of each year covering the preceding
year ending September 30th, regarding the status of development and
commercial use that is. being mwade or intended to be made of each
Subject Invention left for administration to the Institution and the
steps that have been taken by the Iamstitution to bring the invention
to the point of practical application. 9/ Such reports shall include
information regarding status of development, the date of first commer-
cial sale or use, gross royalties received by the Institution and such
other data and information as the Agency may reasonably specify. To
the extent data or information supplied to this section is counsidered
by a licensee to be privileged or confidential and is so marked, the
Agency agrees that to the extent permitted by law it will not disclose
such information to persons outside the Government,

XII. Inventions by Federal Employees

Nothing in this Agreement shall preclude the Governweni from
obtaining greater rights in a Subject Invention made by an inventor
while a Federal employee.
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XITT. Terminatigg.

This Agreement may be terminated by either party for convenience
upon thirty days written notice. Disposition of rights in, and
administration of inventions made under contracts subject to this
Agreement will not be affected by such a termination; except that 1in
the event the Government terminates this Agreement because of a
failure or refusal by the Institution to comply with any of its
obligations under sections V(a), VI, IX, and X of this Agreement, the
Agency has the right to require that the Institution's entire right,
title, and interest in and to the particular invention with respect to
which the breach occurred be assigned to the United States of America,
as represented by the Agency.

X1V, Communications 10/

Requests for Agency approvals, extensions, or similar actions and
other correspondence requivred by this Agreement should be addressed to
. Except where specifically
provided otherwise in this Agreement, the or his
designee shall act as the point of authority within the Agency to
grant such approvals, extensions, or take such other Agency actions as
may be authorized in this Agreement.

IN WITNESS WHEREOF, each of the parties hereto has executed this
Agreement as of the day and year below.

UNITED STATES OF AMERICA

By
Title
Date

(Corporate Seal)

(Institution)

Title
Date

CERTIFICATE

1, , certify that I am the
of the Institution named above; that . who signed
this Agreement on behalf of said Institution is
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of said Imstitution; and that this Agreement was duly signed for and
in behalf of said Institution by authority of its governing body and
is within the scope of its corporate powers.

Witness my hand and the seal of said corporation this day of
19 .

(Corporate Seal) By

EXHIBIT A

CONFIRMATORY INSTRUMENT

Application for: (Title of Invention)
Inventor(s) '

Serial No. Contract (Grant) No.

Filing Date: Institution

The iavention identified above is a "Subject Invention" under

(identify Institutional Patent Agreement number)

to which contract (grant) No. with
(specify Government agency) was subject,

This document is confirmatory of the paid-up license granted to
the Government under this contract (grant) in this invention, patent
application and any resulting patent, and of all other rights acquired
by the Government by the referenced Agreement.¥

*I1f in accordance with Section IV (a) of the Agreement, the Agency
has determined that a license for state and domestic municipal
governments will not be obtained, the following should be added to
the Confirmatory Instrument:

"The license granted to the Government does not include state
and domestic wmunicipal governments.'

. % =
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The Government is hereby granted an irrevocable power to inspect
and make copies of the above-identified patent application.

Signed this day of , 19 .

(Institution)

(Signature)

(Print or type name)

(Official title)

CERTIFICATE
I, ' , certify that T am the of the Institution
named as licensor herein; that , who signed this
License on behalf of the Institution 1is of

said Institution; and that said License was duly signed for an in
behalf of said Institution by authority of its governing body, and is
within the scope of its corporate powers,

(Signature)
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Notes for Completion of IPA

Insert name of Agency.

Insert reference to Institution's official policy statements.

%{'Z§§§§§?131d%E%/{g/qu%J}ﬁ>£@;nggﬁtxwf?l,rdﬁ\gppgggima&p1ym€iygq

&/

6/
7/

Some agencies may wish to have the agreement apply to all
inventions reported after the execution of the agreemenlt, even
where the contract was entered into prior to the agreement. In
such cases, the following language may be substituted:

“"This Agreement defines the rights of the parties hereto regarding
the allocation of rights in Subject Inventions reported after the
execution of the Agreement and made under contracts entered into
with the Agency pries—t0_3 b E=30m10 B including contracts
entered into prior to this Agreement, eXCOpt such contracts as may
be specifically excluded by the Agency."

Agencies using thlu language which wish to exclude any current
contracts from the agreement should add a statement such as the
following:

"This Agreement shall not apply to the following contraclts:..."

JIhe blank—fer—the—date showldbe—completed so that—the-agreenent
_Will—sum=Fpproximately Ilve years.

The bracketed language may be deleted but normally it is expected
that Institutional Patent Agreements will apply to grants as well
as contracts.

Agencies may specify a form,

Agencies may find it useful to include more detailed imstructions
here on the format of these reports and the persons to whom the
should be supplied. The exact clause may have to be varied

according to the agency's normal contract close-out procedures.

If none are to be used, insert "none."
. 3

1 & _ & 1 4 1 i -4 " .-t ~
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9/ Different dates may be substituted depending on the Agency's
needs.

10/ Insert applicable adresses and officers.

4, Add a new section §1-9.109-7 as follows:
§1-9.109-7 Negotiation of Institutional Patent Agreements
(a) Information to be submitted by nonprofit organizatiom. A

nonprofit organization desiring to enter into an Institutional Patent
Agreement shall provide the agency with the following information:

(1) General information concerning the institution,
including:

(1) A copy of its Articles of Incorporation;

(ii) A statement of the institution's purpose and
aims; and

(iii) A statement indicating the source of the
institution's funds;

(2) A copy of the organization's established patent
policy, together with the date and manner of its adoption;

(3) The name, title, address, and telephone number of the
officer responsible for administration of patent and invention matters
and a description of staffing in this area, including all offices
which contribute to the organization's patent management
capabilities;

(4) A description of the organization's procedures for
identifying and reporting inventions and a description of the
procedures for evaluation of such inventions for inclusion in the
organization's promotional program;
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(5) A copy of the agreement signed by employees engaged in
research and development, indicating their obligaticn with regard to
inventions conceived or for the first time reduced to practice in the
course of their assigned duties;

(6) A copy of the invention report form or outline
utilized for preparation of invention reports;

(7) A statement whether the organization has an
agreement with any patent management organizations or consultants and
a copy of any such agreements;

(8) A description of the plans and intentions of the
organization to bring to the market place inventions te which it
retains title, including a description of the efforts typically
undertaken by the organization to license its inventions;

(9) A description of the organization's past patent
application and patent licensing activities, including the
following:

(i) Number of inventions reported to the organization
during each of the past five years;

(i1) Number of patent applications filed during each
of the past five years;

(1ii) Number of patents obtained during each of
past five years;

(iv) Number of exclusive licenses issued during of
each of the past five years;

(v) Number of nonexclusive licenses, other thaan those
to sponsoring Government agencies, issued during
each of the past five years;

(vi) Gross royalty income during each of the past five
years;

(vii) A general description of royalties charged,
including minimum and maximum royalty rates;
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(10) A list of subsidiary or affiliate organizations, which
would be covered by an agreement signed by the organization;

(11) If the organization is a subsidiary or affiliate organi-
zation, the name of the other organization and a description of the
relationship;

(12) The amount of Goveranment support for research and
development activities currently being administered by the organiza-
tion, giving Government agency and breakdown;

|

(13) A statement of the organization's policies with respect

to the sharing of royalties with employees; and

(14) A description of the uses made of any net income
generated by the organizaticn's patent management program.

(b) Criteria for evaluation of a technologyitransfer program,

Before an Imstituticonal Patent Agreement is entered into with a non-
profit organization, the organization shall have a technology transfer
program which, as a minimum shall include:

(1) An established patent policy which is consistent with
the policy in §1-9.107-3 and is administered on a continuous basis by
an officer or organization responsible to the crganization;

(2) Agreements with employees requiring them to assign to
the organization or its designee or the Government auy invention con-—
ceived or first actually reduced to practice by them in the course of
or under Government conftracts and awards or assurance that such agree-
ments are obtained prior to the assignment of personnel to Government-
supported research and development projects;

(3) Procedures for prompt invention identification and
timely disclosure to the officer or organizaticn administering the
patent policy of the institution;

(4) Procedures for invention evaluation; and

(5) An active and effective promotional program for the
licensing and marketing of inventions.
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(¢) FCCSET List.

(1) The Federal Coordinating Council for Science,
Engineering, and Technology has appointed a subcommittee to prepare a
list of organizations that have technology transfer programs meeting
the criteria set forth in §1-9.109-7(b). In accordance with indivi-
dual agency regulations or procedures, this list may be used in lieu
of individual agency determinations of eligibility for Institutional
Patent Agreements; although the inclusion of an organization on this
list, unless otherwise provided in an agency's regulations, will not
preclude the agency from declining an application for an Institutional
Patent Agreement. It is also expected that this list may be used by
some agencies in connection with greater rights determinations or
requests for the inclusion of clauses in contracts giving the non-—
profit organization the first option to principal rights in inventions
made under the contract.

(2) ©Nonprofit organizations wishing to be included on the
list should submit a request accompanied by the information set forth

in §1-9.109~7(a) to 1 F 7 :
1
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Revised FPR/IFA Amendment

Enclosed is a new FPR/IPA amendment revised as per the last SIP
meeting. Let me know if you have any comments. 1 leave it up to Norm
as to whether it should also be sent to Joe Rusz for review. The draft
is now on tape so it should be easy to make any further changes.

Also enclosed is a draft memorandum to accompany it. I would
like to have the three of us sign it. I doubt that Joe Rusz would,
and again I leave it to Norm as to how that should be handled.

I beljeve it is preferable to get the substantive changes
discussed at the next SIP meeting and, if possible, get agreement on
the changes then. Only as a last resort should we agree to delay
consideration to a later meeting.

Enclosures

»e

72

Buy U.S. Sdung Bonds Regularly on the Payroll Savings Pls

*
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PATENT BRANCH, OGC
DHEW
B0,

June &, 1977

MEMORANDUM FOR Distribution Balow

T am enclosing a copy of the IPA which ¥ have revised in ordar
to {1) reflect certain substantive cbapgas azreed to by SIP at
its May 19 meeting and (2) bring the TPA into conformance with'
the FPR clause to the maxinmum extent possible., I have performed
thiis rather laborious chore for the henefit of SIP, so that both
detractors and supporters of the IPA may have at last a comnon

=

ground from wh cl the IPA and the FPR may be compared.

Rather than attempt here any analysis of the changes made, I would
suggest that wve get together prior to June 21 in crvder to p1 ent

zo each of SIP’S members a copy of the IPA in a form evidenci ;g
our agreement as to all, or as many as pessible, of its provisions.
Any foxwaLd.”g letter to accompany the TPA could be prepared at
that time. T 1@ wwve it to Jesse Lasken to arrangé such a meeting.

I am unavailable June 14 because of personal plans.

Viewing the changesz to the IPA
be kept in mind that despite

proposed in the attac hed revisi lection l(@) baszs of Lh

IPA, which was endorsed by the Committee on Government Patent Policy
cn September 23, 1975, and again renewed by vote at the last SIF
meeting, is preserved intact.

To veviewing the following material, omit the parts struc
and dinsert the parts underiined. Marginal entries are
to applicable sections of 41 CFR Part 1-9 and are inten

explanation of many of the added and/or deleted parts.

QAH
m
©

Enclosure
Distribution

. Latker
Sk
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June 15, 1977

Memorandum to: Members of the Subcommittee on Intellectual Property
7

‘/ f
/
4

ent draft

-
s

From: Jesse E. Lasken, WNSF,
7

F4
Subject: Revised IPA/FPR ameé:m

7

As requested at the SIP meeting of May 19, 1977, Norm Latker,
Joe Rusz, Gene Pawlikowski, and I are submitting a redraft with those
changes that were agreed to at that meeting. Changes are also made to
parts of the draft not discussed at SIP's last meeting as well as parts
that were discussed in order to bring the proposed IPA in closer conformity
with FPR language. At its last meeting, the SIP went through Article V(a)
of the IPA. SIP concurred in §1-9.107-7(a) of the F

We note, however, that the attached draft still contains certain
variations from current FPR language in the following sections which
were not reached by SIP at its last mesting:

1. Second sentence of Article IX{c) of the IPA,

2. Some of the time periods in Article VI{(b) of the IPA. Other~
wise the substance of this paragraph is the same as the FPR although the
grammatical arrangement is an improvement.

3. The second sentence of Article V{(c¢) of the IPA which is an
attempt to deal,with FOIA probleams,

4. "Welfare' is deleted from the march-in provision in 1V{a){(2)3{(ii).

We urge SIP to retain the above provisions and to transmit to
GSA, along with the IPA amendment, some additional amendments to the
FPR to change the other FPR clauses to conform with the above cited
language. We believe these changes should not be controversial and
should be counsidered by S5IP as part of its review of the dvaft, All bat
the last were changes recommended by some of the commentatnrs on the draft
sant out by GSA and are, we believe, eminently worthwhile changes.

To elaborate on these variations in language, w2 beliove the
chaages to the time periods in Article VI(b) deal thh routine
administrative matters aand merely exteund slightly various t}re er
that are arbitrary in aay case. These changes la no way affect the
substantive rights of the Goveramnent,
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The change in Article IX{c¢) dealing with royalty rebates is,
perhaps, more substaantiva, buib is a significant improvement and does
not affect, except probably for the better, the Government's rights.
We believe it makes more sense Lo bar a coantractor from changing
royaliies on sales by his licensees to the Goverument than for the
Governm2ant to allow him to charge them and then collect them back.
It would seem that in this ”ay the seller would have no reason to
charge the Governnent for royalties in the first place. And 1f it
did charge, clearly the GoveruﬂenL would have an action against the
sellev either for fraud or under the Cost aad Pricing Data/Truth in
Negotiations procedures,

3

made bacause of thae availability of the disclosure under ths FOTA,
We urge SIP membars Lo be prepared at the next meeting to discuss
and either accept the proposad language or draft alternatbtive
language to deal with this problem,

The second sentence of Article V{c) is an attempt to deal with
the problem created by the interplay of the current FPR language and
the FOIA. It should be noted that as written the FPR might have the
effect of creating a statutory bar to patenting when a disclosure is

S

We further recommend that SIP, either at its next m tlu: or
at a meeting soon after review of the IPA amendaenl is c¢

focus on the following items which represent language that was con-
tained in the prior drafit but that has been droppad from this draft:

Deletion of the "welfare" language ix
oy (&
Wi

) was done
because the FPR language is incoasiatent de

n
th t! nt's pelicy.
1. The time for reporiiayg of iaventions.

2., The lasi paragraph in Article IV(b) of the prior draft
dealing with march-in procedures.

3. The langaage of II1I1(c)(ii) dealing with foreign filings
prior to an auoﬁcy request for transfer of rights. (This Ls a
inor techuical improvement which might possibly be reconsidered at
the next meetiag anl treatad in the same manner as suggested for the

royalty, FOIA, and time period variations. It is not nearly as
important as 1 and 2.)

Items 1 and 2 evoked considerable commeat from persoas
comaenting on the draft regulations and were discussad at le
by the Subcommnittee on University Patent Policy. 1t appears that
SIP's action was based solely on the fact that the languape in the
draft is different from that of the ¥PR withoul aay consideratio

of the fact that 1if any repressaal a substantial improvement . We
believe it 1is iwmportant thait ia ths near future these two items be
taken up by SIP for discussion. Wz would prafer that this be done
in conjunction with the IPA amendments, but agree that it could be
deferred to a later meeting as long as thare is a ¢

to Jdiscuss these problems.

oL bnant By S1P




JEL:DRAFT: 6/15/77

PROPOSED FPR REVISION
Prepared by Ad Hoc Subcommittee on University Patent Policy

As Marked~up at SIP Meeting of May 19, 1977

1. Add the following subsection (6) to §1-9.107-4(a):

(6) 1In accordance with the exceptional circumstances language of
§1-9.107-3(a) and/or the special situations language of §1~9.107-3{(c),
agencies may enter into Institutional Patent Agreements as set forth
in §1-9.107-6(c)(2) with nonprofit organizations having a technology
transfer program meeting the criteria of §1-9.109-7(b). Such agree-
ments provide the organization the right to retain the entire right,
title and interest in inventioans made in the course of or under con-
tracts subject to certain conditions. When such an agreement has been
made with a nonprofit organization, it shall be made applicable to
each contract with the organization im lieu of the Patent Rights
clauses in §1-9.107-5 and §1-9.107-6 (unless a determination has been
made to exclude the contract from the agreement.)

2. Retitle §1-9.107-6 as follows: '"Clauses for domestic contracts
(short form) and Institutional Patent Agreements."

3. Add the following new subsection (c¢) to §1-9.107-6:

(¢c) Patent Rights —~ Institutional Patent Agreement. (1) When an
agency has determined in accordance with §1-9.109-7 that a nonprofit
organization should receive an agreement as asuthorized under
§1-9.107-4(a)(6), the Agreement set forth in pavagraph (c)(2) of this
section appropriately completed as indicated in the numbered notes
appearing after the Agreement shall be used, Changes in the agreement
should be limited to changes dictated by statutes applicable to the
agency or by special administrative needs. In making any changes aa
agency shall seek to ensure that the agreement continues to include at
least the following features:

(A) A requirement for the prompt reporting of all inventions to
the applicable agency along with an election of rights;

(B) Reservation of all rights specified in §1-9.107-3(e)~(h);

(C) A requirement that the organization make such inventions
available on a nonexclusive basis except where the desired practical
or commercial application has not been achieved or is not likely to be
expeditiously achieved through such licensing;
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(D) A condition limiting any exclusive liceuse to a period not
substantially greater than necessary to provide the incentive for
bringing the invention to the point of practical or commercial
application and to permit the licensee to recoup its costs and a
reasonable profit thereon;

(E) A restriction that royalty charges be limited to what is
reasonable under the circumstances or reasonable within the industry
involved;

(F) A requirement that the organization's royalty receipts, after
payment of administrative costs and payments to inventors, be utilized

for educational or research purposes;

(C) A provision permitting the agency to except individual
contracts from the operation of the agreement;

(H) A requirement for progress reports after designated periods;

(1) A prohibition against assignment of inventiocns without
Governmental approval to persoms or organizations, other than
assignments to approved patent management organizations subject to the

above conditions; and

(J) A provision permitting termination for convenience by either
party upon thirty days written notice,

(2) The following is the Institutional Patent Agreement:

INSTITUTIONAL PATENT AGREEMENT

This Agreement is made and entered into by and between the United
States of America as represented by the 1/
hereinafter referred to as the "Agency," and

hereinafter referred to as the "Inskirution."

WHEREAS, in accordance with the President's Memorandum and
Statement of Goveranment Patent Policy dated August 23, 1971, and the
provisions of 41 CFR 1-9.107-4(a)(6), it has been determined that the
Institution has a technology transfer program meeting the criteria of
41 CFR 1-9.109-7 in that the Institution's patent policy as set forth
in 2/ and its technology transfer practices
have been reviewed and found acceptable; and

RS AT Y Gaga
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WHEREAS, the Institution is desirous of entering into an agreement
whereby it may ‘retain the entire right, title, and interest in and
administer inveuntions mwade in the course of or under research
supported by the Agency, subject to certain rights acquired by the
Government:

NOW, THEREFORE, in consideration of the foregoin
agree as follows:

g, the parties hereto

I. Scope of Agreement

This Agreement defines the r‘ghts of the parties herato
regarding the allocation of rights in subject inventions made under
conffabrs with the agency entered into after the execution of the
Agreement except such contracts as may be snnc1{1‘ully excludad by the
Agency., 2/ ‘

{/‘5 (Q,,/ivz @ cfuzed

II. Definitions ke

(a) "Subjeet Invention" means any invention or discovery of
the Institution “conceived or first actually reduced to practice in the
course of or under a contract with the Agency, and includess any art,
method, process, machine, manufacture, design, or composition of
matter, or any new and useful improvement thereof, and any variety of
plant, which is or may be paLentabLe under the Patent Laws of the
United States of America or any foreign country.

(b) 'Contract” means any contract, (agreement, grant, or ot her
arrangement) 4/ or subcontract eatered into with or for the benefi
the Government, where a purpose of the contract is the conduct of
experimental, developmental, or research work.

(c) "States and domestic municipal governments" means the States
of the United States, the District of Columbia, Puerto Rico, the
Virgin Islands, Amevican Samoa, Guam, and the Trust Terrifo”y of the
Pacific Islands, and any political subdivision and agencies theveof.

(d) "To bring to the point of practical application" meauas to
manufacture in the case of a composition or product, to practi

the case of a process, or to operate in the case of a machine aad
under such conditions as to establish that the invention is bzing

worked and that its benefits are reasonably accessible to the publi

(e) 'Made," when used in relation to any invention or discovery,
means the conception or first actual reduction to practice of such
invention in the course of or under a contract.




%

I1I. Allocation of Principal Rights

(a) The Institution may retain the entire right, title, and
interest throughout the world or in any country thereof in and to each
Subject Invention disclosed pursuant to Sectionm V., below, subject to
the provisions of this Agreement. The Institution shall include with
each Subject Invention disclosure an election whether it will retain
the entire right, title, and interest in the invention throughout the
world or in any country thereof subject to the rights acquired by the
Government in Section IV of the Agreement; provided that the Insti-.
tution may request an extension of the time for election,

(b) The Institution agrees to convey to the Government, upon
request, the entire domestic right, title, and interest in any Subject
Invention when the Institution:

(1) does not elect under Section III(a) to retain such
rights; or

(ii) fails to have a United States Patent Application filed
on the invention in accordance with Section VI{a), or
decides not to continue prosecution of such applic-—
atiomn; or

(iii) at any time, no longer desires to retain title.

(¢) The Institution agrees to convey to the Government, upon
(=] 4 3
equest, the eative right, title, and interest in any Subject Inven-

1

tion in any foreign country when the Institution:

(i) does not elect under Section III{a) to retain such
rights in the country; or

(i1) fails to have a patent application filed in the country
on the invention in accordance with Section VIi(a); or
decides not to continue prosecution of such application
or to pay any maintenance fees covering the invention.
To avoid forfeiture of the patent application or
patent, the Institution shall notify the Agency not
less than sixty days before the expiration period for
any action required by the foreign patent office.,

= et m e v e sarme e g s



(d) A con
this Agreement,

5

veyance, requested pursuant to Sections ITI(b) or (c) of
shall be made by delivering to the Agency duly ex-—

ecuted ins fruménts (prepared by the Agency) and such other papers as

are deemed nec
title, and int
cute patent ap
country, respe
invention,

essary to vest in the Government the entire right,

erest to enable the Government to apply for and prose-
plicaticns coveriﬂg the invention in this or the foreign
ctively, or otherwise establish its ownership of such

IV. Minimum Rights Acquired by the Government

(a) With
tution retains

(D)

(2)

(b) Nothi
the Goverament
Subject Invent

respect to each Subject Invention to which the Insti-
principal or exclusive rights, the Institution:
hereby grants to the Government of the United States a
nonexclusive, noantransferable, paid-up lic=nse to make,
use, and sell each Subject Iavention throughout the
world by or on behalf of the Government of the United
States (including any Covernment agency) and States and
domestic municipal governments, unless the Agency
determines after the invention has bezen identified tha
it would not be in the public interest to acquire the
license for States and domestic municipal governments;
and

agrees to grani to responsible applicants, upon request
of the Agency, a license on terms that are reasonable
under the circumstances;

(i} unless the Institution, its licensee, or its
assignee, demoustrates to the Goverament that

effective ste ps have been taken within three years
after a patent sues on such invention to bring
the invention to the point of practical
application or that the invention has been made
available for licensing roya1“v free or on terms
that are reasonable in the circumstances or can
show cause why the principal or exclusive rights
should be retained for a further period of time;
or

(ii) to the extent that the invention is required for
public use by governwmental regulations or as wmay
be necessary to fulfill public health or safety
needs, or for other public purposes stipulated in
the applicable contract.

ng contained in this section shall be deemed to grant to
any rights with respect to any invention other than a
ion,

(SRS P EEd VD TOVIRNIVE T aywisin o e
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V. Invention Identification, Disclosures, and Reports

(a) The Institution shall furnish the Agency:
(i) a complete technical disclosure for each Subject
Invention within six wonths after conception or first
actual reduction to practice whichever occurs first in

the course of or under the contract, but in any event
prlor to any on ualb, public use, or publication of the
invention known to the Institution. The disclosuvre

shall identify the contract and inventor and shall be
sufficiently complete in technical detail to convey to
one skilled in the art to which the invention pertains a
clear understanding of the nature, purpose, operation,
and, to the extent known, the physical, chemical,
biological or electrical characteristics of the
invention.

(ii) 1Interim reports 5/ for each contract at least every
twelve wonths from the date of the contract listing
Subject Inventions for the period and certifying that
all Subject Inventions have bzen disclosed or that there
are no such inventions.

(iii) A, final report within three months after completion of
the work UﬁdAL any contraci, listing all Subject Inven-
tions or certifying that there were no such iaventions. a/
(b) The Institution all tain patent agrecuents to effectuate

the provisions of ti
perfora any part of
ersonnel, such as cl

from all persons in its employ who
ler any contract except nontechnical
oyees and manual laborers,

5 - i . .

(¢) The Institution egrees that the Government may duplicate and
disclose Subject Inmvention disclosures and, subject to Section XI, all
other reports and pd fornished or required to be furnish
suaat to this Agre £ HOVQVFI, if the Institution is
patnuf application oa a Subject Invention, the Agency ag:

grees, upon
writ ,cn regquest of the InstifatLoz to use its best efforts to
withhold publication of such invention disclosures until a patent
Pr e Government or

uhnli cation is filed theron, but in no
i
c

£ event shall th
its employess be liable for any publicat

ion thereof.

o
£




VI. Filing of Domestic Patent Applications

(a) With respect to each Subject Invention in which the Insti-
tution elects to retain domestic rights pursuant to Section I1II(a) of
this Agreewent, the Inszi’ut}oﬂ shall have a domestic patent appli-
cation filed within six months after an election has been made

pursuant to Section I1I1I(a) of this Agreement or such longer period as
may bs approved in writing by the Agency.
(b) Tor each bj ¢t Invention on which a patent application is
filed by or on beshalf of the Institution, the Institution shall:
(i) within six months after such filing, or within six

months after submission of the invention disclosure if

the patent application was filed prior to the contract,

deliver to the Agency (A) a copy of the application as

filed, including the filing date and serial number: (B)

a copy of an assignment from the iaventor or inventors

to the Imstitution of all right, title, and interest in
1L

the invention properly recorded in the United States
Patent and Trademark Office; and (C) a duly executed and
approved instrument on the form specified in Exhibit A
which is aittached hereto and made a part hereof;

(i1) include the following statement, ap
complietad, in the second paragraph ication
of the application and any patents Subject
Invention, "The Goverament has rig invention
pursuant to Contract(s) (or Grant(

awvarded by (identify the Agency or

(iii) not less than thirty days before the expiraticen of the
response period for any action required by the United
States Patent and Trad@mavk Office, notify the Agency of
any decision ﬂut to continue the prosecution of the
application and deliver to the Agency executed
instruments granting the Government a power of

at Cory 1“y;

(iv) >on requaest, fully advise the Ageuncy conceraiag all
actions taken during the prosecution of any patent
application and furnish copies of any relevant documents
as requested; and

—
[w'o

(v) provide the Agency with a copy of the patent within g3z
onths after a patent sues on the application.

Cm o mem e tejma e grha A LIS OL L LA XL AL X%
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(¢) For each Subject Invention in which the Institution initially
elects not to retain rights or requests an extension of the election
period, the Imstitution shall inform the Agency promptly in writing of
the date and identity of any on sale, public use, or publication of
the iovention which may constitute a statqtory bar undey 35 USC 10Z,
which was authorized by or known to the Institution or any contem~
plated action of this nature.

VII. Tiling of Foreign Patent Applications

(a) With respect to each Subject Invention in which the Institu-
tion elects to retain principal rights in a foreign country pursuant
to Section II1I(a) of this éyreen&nt the Institution shall have a
patent application filed on the invention in that country, in accord-
ance with applicuble statutes and regulations, and within oune of the
following periods:

(1) eight months from the date of a corresponding United
States yg!TC&tion filed by or on behalf of the
Institution; or if such an application is not filed,
six monuhs from the date the invention is submitted in
a disclosure pursuant to Section V(a) of this Agree-

O

ments

from the date a license is granted by the
e s of Patents and Trademarks to file foreign
s wvhen such filing has been prohibited by
oe\dLl y reasons; or

(iii) such longer period as may be approved by the Agency.

(b) The Institution shall notify the Agency of foreign applica

tions filed and, upon requesi, shall furnish an English version of
such application vithout additional coip nsation.

VIII, Subcontracts

Except as provided in (b), below, or when the subcontra
zn Institutional Patent Agreement with the Agency, the Ins
tion shall inflxuo in any subcontract where a purpose of that sub-
© act is the conduct of experimental, developmental, or research

;
work the following clause:




(a)

(b)

{c)

e

. L'
9 A Galhde ) gt

e

. {
Patent Rights ¢
N RS Iy TR N .

&1f,giﬁ @Lwavf/,)w

The Contractor hereby agrees to vepert, Pty and s L o] !
7 e . A J Nl . a A // )2 § o
any invention cenceived or first . :
(Institution | acfvif

actually reduced to practice in the course of or under this 4r¢/;f%“94/
contract (hereinafter referred to as "Subject Invention(s)," y =

and, subject to (b), below, to assign sll right, title, and

interest in and to such invention to

(Institution)
or its designee.
any “"Subject Invention" to

At the time the Contractor repor
2 at its option, may also

L£g
, the Contracto

(Institution)
report the invention to the agency with which the Institution
holds the prime contract and request that the agency make a
determination whether and on what terms the countra
retain principal rights in the invention in lieu of assigning
it to . Such determinations by the
(Institution)
agency shall be in accordance with the policies and pro-
cedures of Part 1-9 of the Federal Procurement Regzulations
and/or applicable agency regulations. Such determinations
shall be final on both the Contractor and N
titution)
provided that Contractor may elect not to accapt the Agency
determination and instead assign all right, title, and
interest in the invention to or 1is
(Institution)

designee,
In addition, the Contractor agrees to furnish the following
materials, disclosures and reports:

(i) Upon request, such duly executed instruments
(prepared by the or its designee) and such
(Institution)
other papers as are deemed necessary to vest in the
or its designee the rights granted

(Institution)
under this clause and to enable the or its
(Institution)
desiguee to apply for and prosecute any patent application,
in any country, covering such invention.

(ii) Prior to final settlement of this contract, a final
report listing all Subject Inventions or certifying that no
inventions were conceived or first actually reduced to
practice under the contract.
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(d) The Contractor shall include in any subcontract a c7a‘se
identical to this clause, if a purpose of the subcontract is
experimental, developmental, or research work. If a
subcontractor refuses to accept this clauses or if, in the
opinion of the Contractor, this clause 1s inconsistent wit
the policy set forth in 41 CFR 1-9.107-3, the Contractor (
shall promptly notify the Institution and (ii) shall not
proceed with the subcoantract without the writien
authorization of the Instituticn. It is understood that the
Institution will seek direction from the (insert name of
appropriate Agency).

fan §

T

(e) The Contractor shall not be obligated to enforce the
agreements of any Subcontractor hereunder relating to the
obligations of the Subcontractor to the Goverament ia regard
to Subject Inventions,

[End of Clause]

(b) 1In the event of a refusal by a subcontractor to TCCLp* of the
clause specified in (a), or if, in the opinion of the Instit
this clause is inconsistent with the policy set forth in 41
1-9.107-3, the Imstitution (i) shall promptly submit a writt@n notice
to the Agency setting forth reasons for the Subcoutracto 's refusal
and other pertinent information which may expedite disposition of the
matter; and (ii) shall not proceed with the subcontract without the
written authorization of the Agency.

(¢) 1t is understood that the Govermment is a third party bene-
ficiary of any subcontract clause granting rights to the Government in
Subject Inventions, and the Institution hereby assigns to the Govern-
nent all rights that it would have to enforce the Subcontractor's
obligations for the benefit of the Government with respect to Subject
Inventions. The Institution shall not be cobligated to enforce the
agreements of any subcontractor hereunder relating to the obligations
of the Subcontractor to the Government in regard to Subject Inven—
tion.

(d) ©Nothing in this Agreement is intended to preclude the
Institution from granting a subcontractor rights or an option to
rights in any inventions made by the subcontractor to the extent such
rights are consistent with the provisions of this Agreement.

e
e ——
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E ~Al
e G, & AEEED 8RO 1 del 1



11

IX. Administration of Inventions in Which the Institution Elects to
Retain Rights

(a) The Institution shall administer those Subject Inventions to
which it elects to retain title in the public intevest and shall, ex-
cept as provided in subsection (b), below, make them available through
licensing on a nonexclusive, royalty—free or reasonable royalty basis
to all qualified applicants.

(b) The Institution may license a Subject Invention on an ex-
clusive basis if it determines that an exclusive license is required
in the public interest because it is necessary as an inceantive for
development of the invention or because market conditions are such as
to require licensing on an exclusive basis in order to bring the
invention to the point of practical application. Any exclusive
license issued by the Institution under a U.S, pateant or patent
application shall be for a limited pariod of time and such period
shall not, unless otherwise approved by the Agency, excead five years
from the date of the first commercial sale or use in the United States
of America of a product or process embodying the invention, or eight
years from the date of the exclusive license excepting that time
before regulatory agencies necessary to obtain premarket clearance,
whichever occurs first. Such license shall also provide that the
licensee shall use all reasounable effort to effect introduction into
the commercial market as soon as practicable, consistent with sound
and reasonable business practices and judgment,. Any extensioa of the
maximum period of exclusivity shall be subject to approval of the
Agency. Upon expiration of the period of exclusivity or any extension
thereof, licenses shall be offered to all qualified applicants at
reasonable royalty rate not in excess of the exclusive license royalty
rate,

(¢) Royalties shall not normally be in excess of accepted trade
practice. The Institution also agrees that no royalties shall be
payable by its licensees or sublicensees with respect to aay Subject
Invention in procurements for or on behalf of the Government aund to so
provide in any instrument transferring rights to any party in any
Subject Invention.

(d) The balance of the royalty incoms after payment of expenses,
including payments to inventors, incidental to the administration of
all inventions assigned to it pursuant to the provisions of this
Agreement shall be utilized for the support of education or research.
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(e) All licenses issued by the Institution to other than the
Government of the United States under any patent application or patent
on a Subject Invention shall be made expressly subject to the condi-
tions of this Agreement. The Institution shall, upon request,
promptly furnish copies of any license agreements emtered—INTO by it
to T .

X. Patent Management Organizations

The Tanstitution shall not assign any Subject Invention to parties
(other ihan the Agzncy) except that it may make such an assignment to
the following patent management organizatbions —-— 7/
-— or any other patent management organizatiocn if subsequently -
approved by the Agency. Any assignment to a pateni management organi-
zation shall specifically be made subject to all the terms and
conditions of this Agreement.

XI. Reports on Development and Commercial Use

The Institution shall provide a written annual report to the
Agency on or before December 31lst of each year covering the preceding
year ending September 30th, regarding the status of development and
commerciul use that is being made or intended to bz made of each
Subject Invention loft for administration to the Institution and the
steps that have been taken by the Institution to bring the invention
to the point of pfactlcal application., 8/ Such reports shall include
information regarding status of development, the date of first commer-
cial sale cor use, gross royalties received by the Imstitution and such
other data and information as the Agency may reasonably specify. To
the extent data or inforwmation supplied to this section is considered
by a licensee to be privileged or confidential and is so marked, the
Abepcy agrees that to the extent permitted by law it will not disclose
such information to persons outside the Government,

4

XIIE* Inventigns by xedprﬁt Euglo)yq
L 4 : \\l‘~é\ \vr
\ hirke 1 \i { gkepmen sall pr ude th querq
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obtdfﬁ\ﬁv g in a Subject Invention made by
while a Ted’ra!
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XIIZ& Termination.

This Agreement may be terminated by either party for convenience
upon thirty days written notice. Disposition of rights in, and
administration of inventions made under contracts subject to this
Agreement will not be affected by such a termination; except that in
the event the Government terminates this Agreement because of a
failure or refusal by the Institution to comply with any of its
obligations under sectiomns V(a), VI, IX, and X of this Agreement, the
Agency has the right to require that the Institution's entire right,
title, and interest in and to the particular invention with respect to
which the breach occurred be assigned to the United States of America,
as represented by the Agency.

XEd. Communications 9/

Requests for Agency approvals, extensions, or similar actions and
other correspondence required by this Agreement should be addressed to
. Except where specifically
provided otherwise in this Agreement, the or his
designee shall act as the point of authority within the Agency to
grant such approvals, extensions, or take such other Agency actions as
may be authorized in this Agreement.

IN WITNESS WHEREOF, each of the parties hereto has executed this
Agreement as of the day and year below,

UNITED STATES OF AMERICA

By
Title
Date

(Cerporate Seal)
P

(Institution)

By
Title
Date

CERTIFICATE

I, , certify that I am the
of the Institution named above; that who signed
this Agrecment on behalf of said Institution is
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of said Imstitution; and that this Agreement was duly signed for and
in behalf of said Institution by authority of its governing body and
is within the scope of its corporate powers.

Witness my hand and the seal of said corporation this day of
19 .

3

(Corporate Seal) By

EXHIBIT A

CONFIRMATORY INSTRUMENT

Application for: (Title of Invention)
Inventor(s)

Serial Ho. Contract Grant) No.

Filing Date: , Institution

The invention identified above is a "§

(identify Institutional P
to which contract (grant) No e
(specify GOVLLﬂm“nL doency) was subject.

Subject Invention" under
tent Agreement number)
th

e

<

This documsznt is confirmatory of the paid-up license ted
the Governwent under this contract (grant) in this invention, patent
app?*cation and any resulting patent, and of all other rIOhtu acq
by the Government by the referenced Agreement.¥®

#1f 1n accordance with Section IV (a) of the Agreement, the Agency
has determined that a license for state and domestic municipal
governments will not be obtained, the following should be added to
the Confirmatory Ipnstrumenk:

"The license granted to the Covernment does not include state

and domestic municipal governments."

By i T e
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The Government is hereby granted an irrevocable power to imspect
and make copies of the above-identified patent application.

Signed this _day of g 19

(Institution)

(Signature)

(Print or type name)

(Official title)

CERTIFILCATE
i, , certify that I am the , of the Institution
named as licensor herein; that , who signed this
License on behalf of the Institution is of
said Institutiom; and that said License was duly signed for an in
behalf of said Institution by authority of its governing body, and is
within the scope of its corporate powers.

(Signature)




1/
2/
3/

5/
6/
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Notes for Completion of IPA

Insert name of Agency.

Insert reference to Institution's official policy statements.

inventions reported after the execution of the agreement, even o
where the contract was entered into prior to the agreement. In
such cases, the following language may be substituted:

Some agencies may wish to have the agreement apply to all 7. =,

"This Agreement defines the rights of the parties hereto regarding
the allocation of rights in Subject Inventions reported after the
execution of the Agreement, including contracts entered into prior
to this Agreement, except such contracts as may be specifically
excluded by the Agency."

Agencies using this language which wish to exclude any current
contracts frowm the agreement should add a statement such as the
following:

"This Agreement shall not apply to the following contracts:...'

eted language may be deleted but normally it is expected
titutional Patent Agreements will apply to grants as well
ct

Agencies may specify a form.

Agencies wmay fiud it useful to include more detailed instructions
here on the format of these reports and the persons Lo whom they
should be supplied. The exact clause may have to be varied

according to the agency's normal contract close-out procedures.

If none are to be used, insert '"none."

or
o}
®

Different dates may be substituted depending on Ageuncy's

needs.

Insert applicable addresses and officers.
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4, Add a new section §1-9.109-7 as follows:
§1-9.109~7 UNegotiation of Institutional Patent Agreements
(a) 1Information to be submitted by nonprofit organization. A

nonprofit organization desiring to enter into an Iustitutional Patent
Agreement shall provide the agency with the following information:

(1) General information concerning the institution,
including:

(1) A copy of its Articles of Incorporation;

(ii) A statement of the institution's purpose and
aims; and

(iii) A statement indicating the source of the
institution's funds;

(2) A copy of the organization's established patent
policy, together with the date and wanner of its adoption;

itle, address, and telephone number of the
officer responsible for administration of patent and investion matters
and a description of staffing in this area, including all offices
which contribute to the organization’s p
capabilities;

(3) The name, tle
11

ea,
ateni management

(4) A description of the organization's procedures for
identifying and reporting inventions and a description of the
procedurzs for evaluation of such inventions for inclusion in the
organization's promotional program;
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(5) A copy of the agreement signed by employees engaged in
research and development, indicating their obligation with regard to
inventions conceived or for the first time reduced to practice in the
course of their assigned duties;

(6) A copy of the inmvention report form or outline
utilized for preparation of invention reports;

(7) A statement whether the organization has an ]
agreement with any patent management organizations or consultants and
a copy of any such agreements;

(8) A description of the plans and intentions of the
organization to bring to the market place inventions to which it
retains title, including a description of the efforts typically
undertaken by the organization to license its inventions;

(9) A description of the organization's past patent
application and patent licensing activities, including the
following:

(1) Number of inventions reported to the organization
during each of the past five years;

(ii)  Number of patent applications filed during each
of the past five years;

(iii) Number of patents obtained during each of
past five years;

(iv)  Number of exclusive liceunses issued during of*
each of the past five years;

(v) Number of nonexclusive licenses, other than those
to sponsoring Govevansunt agencies, issued during
each of the past \five years;

PSS e
ot £

(vi) Cross royalty income during each of the past five
years;

(vii) A general description of royalties charged,
including minimum and maximum royalty rates;
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(10) A list of subsidiary or affiliate organizations, which
would be covered by an agreement signed by the organization;

(11) If the organization is a subsidiary or affiliate organi-
zation, the name of the other organization and a description of the
relationship; R B -

¢ fea frims sty 7ol

fo
{ #

(12) The amount of Government supportfor research and
development activities currently being administered by the organiza-
tion, giving Gevernmeat.-agency-aand breakdown;.

% A 5 i »,.M,-.- S

(13) A statement of the organization's policies with respect
to the sharing of royalties with employees; and

(14) A description of the uses made of any upet income
generated by the organization's patent management program.

(b) Criteria for evaluation of a technology transfer program.

Before an Institutional Patent Agreement is entered into with a non-
profit organization, the organization shall have a technology transfer
program which, as a minimum shall include:

(1) An established patent policy which is consistent with
the policy in §1-9.107-3 and is administered on a continuous basis by
an officer or organization responsible to the organization; ,

g: 177

(2) Agreements with employees requiring them to assign to
the organization -gr_ its designee or the Government any invention con-
ceived or first actually reduced to practice -by~tlitm in the course of
or undar Government contracts and awards or assurance that such agree-
ments are obtained prior to the assignment of personael to Government-—
supported research and development projects;

i
(3) Procedures for prompt invention identification and
timely disclosure to the officer or organization administering the
patent policy of the institution;

(4) Procedures for invention evaluation; and

(5) An active and effective promotional program for the
licensing and marketing of inventions.
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(c) FCCSET List. -V ..
L ,

(1) M%Aﬁcderal Coox fing Council for Science,
Engineering,’ and echuologv’ééngpPOLnted a subcommittee to prepare a
list of organizations that hdvm technology transfer programs meeting
the criteria set forth in §1-9.109-7(b). 1In accordance with indivi-
dual agency regulations or procedures, this list may be used in lieun
of individual agency determinations of eligibility for Institutional
Patent Agreements; although the inclusion of an organization on this
list, unless otherwise provided in an agency's regulations, will not
preclude the agency from declining an application for an Institutional
Patent Agreement. It is also expected that this list may be used by
some agencies in comnnection with greater rights determinations or
requests for the inclusion of clauses in contracts giving the non-
profit organization the first option to principal rights in inventions
made under the contract.

/
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June 21, 1977 ‘/

PROPOSED FPR REVISION
As Approved by the Subcommittee on Intellectual Property

at its Meeting of June 21, 1977

1. Add the following subsection (6) to §1-9.107-4(a):

(6) In accordance with the exceptional circumstances language of
§1-9.107-3(a) and/or the special situations language of §1-9.107-3(c),
agencies may enter into Institutional Patent Agreements as set forth
in §1-9.107-6(c)(2) with nonprofit organizations having a technology
transfer program meeting the criteria of §1-9.109-7(b). Such agree-—
ments provide the organization the right to retain the entire right,
title and interest in inventions made in the course of or under con—
tracts subject to certain conditions. When such an agreement has been
made with a nonprofit organization, it shall be made applicable to
each contract with the organization in lieu of the Patent Rights
clauses in §1-9.107-5 and §1-9.107-6 (unless a determination has been
made to exclude the contract from the agreement.)

2. Retitle §1-9,107-6 as follows: "Clauses for domestic contracts
(short form) and Institutional Patent Agreements."

3. Add the following new subsection (c) to §1-9.107-6:

(c) Patent Rights - Institutional Patent Agreement. (1) When an
agency has determined in accordance with §i-9.109-7 that a nonprofit
organization should receive an agreement as authorized under
§1-9.107-4(a)(6), the Agreement set forth in paragraph (c)(2) of this
section appropriately .completed as indicated in the numbered notes
appearing after the Agreement shall be used. Changes in the agreement
should be limited to changes dictated by statutes applicable to the
agency or by special administrative needs. In making any changes an
agency shall seek to ensure that the agreement continues to include at
least the following features:

(A) A requirement for the prompt reporting of all inventions to
the applicable agency along with an election of rights;

(B) Reservation of all rights specified in §1-9.107-3(e)—(h);

(C) A requirement that the organization make such inventions
available on a nonexclusive basis except where the desired practical
or commercial application has not been achieved or is not likely to be
expeditiously achieved through such licensing;

. N 2R S 8
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(D) A condition limiting any exclusive license to a period not
substantially greater than necessary to provide the incentive for
bringing the invention to the point of practical or commercial
application and to permit the licensee to recoup its costs and a
reasonable profit thereon;

(E) A restriction that royalty charges be limited to what is
reasonable under the circumstances or reasonable within the industry
involved;

(F) A requirement that the organization's royalty receipts, after
payment of administrative costs and payments to inventors, be utilized
for educational or research purposes;

(G) A provision permitting the agency to except individual
contracts from the operation of the agreement;

(H) A requirement for progress reports after designated periods;

(I) A prohibition against assignment of inventions without
Governmental approval to persons or organizations, other than
assignments to approved patent management organizations subject to the
above conditions; and

(J) A provision permitting termination for convenience by either
party uwpon thirty days written notice.

(2) The following is the Institutional Patent Agreement:

INSTITUTIONAL PATENT AGREEMENT

This Agreement is made and entered into by and between the United
States of America as represented by the 1/
hereinafter referred to as the "Agency," and

hereinafter referred to as the "Institution."

WHEREAS, in accordance with the President’s Memorandum and
Statement of Government Patent Policy dated August 23, 1971, ard the
provisions of 41 CFR 1-9.107-4(a)(6), it has been determined that the
Institution has a technology transfer program meeting the criteria of
41 CFR 1-8.109~7 in that the Institution's patent policy as set forth
in 2/ and its technology transfer practices
have been reviewed and found acceptable; and

WHEREAS, the Institution is desirous of entering into an agreement
whereby it may retain the entire right, title, and interest in and
administer inventions made in the course of or under research
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supported by the Agency, subject to certain rights acquired by the
Government :

NOW, THEREFORE, in consideration of the foregoing, the parties hereto
agree as follows:

I. Scope of Agreement

This Agreement defines the rights of the parties hereto
regarding the allocation of rights in subject inventions made under ]
contracts with the agency entered into after the execution of the :
Agreement except such contracts as may be specifically excluded by the {
Agency. 3/ !

II. Definitions

(a) "Subject Invention" means any invention or discovery of
the Institution or its contractors conceived or first actually reduced
to practice in the course of or under a contract with the Agency, and
includes any art, method, process, machine, manufacture, design, or
composition of matter, or any new and useful improvement thereof, and
any variety of plant, which is or may be patentable under the Patent
Laws of the United States of America or any foreign country.

(b) "Contract" means any contract, (agreement, grant, or other
arrangement) 4/ or subcontract entered into with or for the benefit of
the Government, where a purpose of the contract is the conduct of
experimental, developmental, or research work.

(c) "States and domestic municipal governments" means the States
of the United States, the District of Columbia, Puerto Rico, the
Virgin Islands, American Samoa, Guam, and the Trust Territory of the
Pacific Islands, and any political subdivision and agencies thereof.

(d) "To bring to the point of practical application” means to
manufacture in the case of a composition or product, to practice in
the case of a process, or to operate in the case of a machine and
under such conditions as to establish that the invention is being
worked and that its benefits are reasonably accessible to the public.

(e) "Made," when used in relation to any invention or discovery,
means the conception or first actual reduction to practice of such
invention in the course of or under a contract.

III. Allocation of Principal Rights

(a) The Institution may retain the entire right, title, ard
interest throughout the world or in any country thereof in and to each
Subject Invention disclosed pursuant to Section V., below, subject to
the provisions of this Agreement. The Institution shall include with

CLANe N ¥ s emrre e —— —
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each Subject Invention disclosure an election whether it will retain
the entire right, title, and interest in the invention throughout the
world or in any country thereof subject to the rights acquired by the

Government in Section IV of the Agreement; provided that the Insti-
tution may request an extension of the time for election.

(b) The Institution agrees to convey to the Government, upon
request, the entire domestic right, title, and interest in any Subject
Invention when the Institution:

(i) does not elect under Section III(a) to retain such
rights; or

(ii) fails to have a United States Patent Application filed
on the invention in accordance with Section VI(a), or
decides not to continue prosecution of such applic—
ation; or

(iii) at any time, no longer desires to retain title.

(c) The Institution agrees to convey to the Government, upon
request, the entire right, title, and interest in any Subject Inven-
tion in any foreign country when the Institution:

(i) does not elect under Section III(a) to retain such
rights in the country; or

(ii) .fails to have a patent application filed in the country
on the invention in accordance with Section VII(a); or
decides not to continue prosecution of such application
or to pay any maintenance fees covering the invention.
To avoid forfeiture of the patent application or
patent, the Institution shall notify the Agency not
less than sixty days before the expiration pericd for
any action required by the foreign patent office.

(d) A conveyance, reguested pursuant to Sections III(b) or (c) of
this Agreement, shall be made by delivering to the Agency duly ex—
ecuted instruments (prepared by the Agency) and such other papers as
are deemed necessary to vest in the Government the entire right,
title, and interest to enable the Government to apply for and prose-
cute patent applications covering the invention in this or the foreign
country, respectively, or otherwise establish its ownership of such
invention.

IV. Minimum Rights Acquired by the Government

(a) With respect to each Subject Invention to which the Insti-
tution retains principal or exclusive rights, the Institution:




(1)

(2)
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hereby grants to the Government of the United States a
nonexclusive, nontransferable, paid-up license to make,
use, and sell each Subject Invention throughout the
world by or on behalf of the Government of the United
States (including any Government agency) and States and
domestic municipal governments, unless the Agency
determines after the invention has been identified that
it would not be in the public interest to acquire the
license for States and domestic municipal governments;
and

agrees to grant to responsible applicants, upon request
of the Agency, a license on terms that are reasonable
under the circumstances;

(i) unless the Institution, its licensee, or its
assignee, demonstrates to the Government that
effective steps have been taken within three years
after a patent issues on such invention to bring
the invention to the point of practical
application or that the invention has been made
available for licensing royalty-free or on terms
that are reasonable in the circumstances or can
show cause why the principal or exclusive rights
should be retained for a further period of time;
or

(ii) to the extent that the invention is required for
public use by governmental regulations or as may
be necessary to fulfill public health or safety
needs, or for other public purposes stipulated in
the gpplicable contract.

(b) Nothing contained in this section shall ke deemed to grant to
the Government any rights with respect to any invention other than a
Subject Invention.

V. Invention Identificaticn, Disclosures, and Reports

(a) The Institution shall furnish the Agency:

(1)

a complete technical disclosure for each Subject
Invention within six months after conception or first
actual reduction to practice whichever occurs first in
the course of or under the contract or within six months
from the time a contractor of the Institution reports an
invention to it pursuant to Article VIII, but in any
event prior to any on sale, public use, or publication of
the invention known to the Institution. The disclosure
shall identify the oontract and inventor and shall be

S N S S ol | waseinl AT AMeT Ay aCc Tmosg



6

sufficiently complete in technical detail to convey to
one skilled in the art to which the invention pertains

a clear understanding of the nature, purpose, operation,
and, to the extent known, the physical, chemical,
biological or electrical characteristics of the invention.

(ii) Interim reports 5/ for each contract at least every
twelve months from the date of the contract listing
Subject Inventions for the periocd and certifying that
all Subject Inventions have been disclosed or that there
are no such inventions.

(iii) 2n acceptable final report within three months after
completion of the work under any contract, listing all
Subject Inventions or certifying that there were no such
inventions. 6/

(b) The Institution shall obtain patent agreements to effectuate the
provisions of this Agreement from all persons in its employ who perform
any part of the work under any contract except nontechnical personnel,
such as clerical employees and manual laborers.

(c) The Institution agrees that the Government may duplicate and
disclose Subject Invention disclosures and, subject to Section XI, all
other reports and papers furnished or required to be furnished pur-
suant to this Agreement. However, if the Institution is to file a
patent application on a Subject Invention, the Agency agrees, upon
written request of the Institution, to use its best efforts to
withhold publication of such invention disclosures until a patent
application is filed theron, but in no event shall the Government or
its employees be liable for any publication thereof. ‘

VI. Filing of Domestic Patent Applications

(a) With respect to each Subject Invention in which the Insti-
tution elects to retain domestic rights pursuant to Section III(a) of
this Agreement, the Institution shall have a domestic patent appli-
cation filed within six months after an election has been made
pursuant to Section III(a) of this Agreement or such longer period as
may be approved in writing by the Agency.

(b) For each Subject Invention on which a patent application is
filed by or on behalf of the Institution, the Institution shall:

(1) within six months after the filing, or within six months
after submission of the invention disclosure if the
patent application was filed prior to the contract,
deliver to the Agency a duly executed and approved
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instrument on the form specified in Exhibit A which is
attached hereto and made a part hereof;

(ii) within two months after the filing, or within two months
after submission of the invention disclosure if the
patent application was filed prior to the contract,
deliver to the Agency (A) a copy of the application as
filed, including the filing date and serial number, and
(B) a copy of an assignment from the inventor or
inventors to the Institution of all right, title, and
interest in the invention properly recorded in the
United States Patent and Trademark Office.

(iii) include the following statement, appropriately
completed, in the second paragraph of the specification
of the gpplication and any patents issued on the Subject
Invention, "The Government has rights in this invention
pursuant to Contract(s) (or Grant(s)) No(s).
awarded by (identify the Agency or Agencies)";

(iv) not less than thirty days before the expiration of the
response period for any action required by the United
States Patent and Trademark Office, notify the Agency of
any decision not to oontinue the prosecution of the
application and deliver to the Agency executed instru-
ments granting the Government a power of attorney;!

(v) upon request, fully advise the Agency concerning all
actions taken during the prosecution of any patent
application and furnish copies of any relevant documents
as requested; and g

(vi) provide the Agency with a copy of the patent within two
months after a patent issues on the application.

(c) For each Subject Invention in which the Institution initially
elects not to retain rights or requests an extension of the election
period, the Institution shall inform the Agency promptly in writing of
the date and identity of any on sale, public use, or publication of
the invention which may constitute a statutory bar under 35 USC 102,
which was authorized by or known to the Institution or any contem-
plated action of this nature.

VII. Filing of Foreign Patent Applications

(a) With respect to each Subject Invention in which the Institu-
tion elects to retain principal rights in a foreign country pursuant
to Section III(a) of this Agreement, the Institution shall have a
patent application filed on the invention in that country, in
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accordance with applicable statutes and regulations, and within one of
the following periods:

(i) eight months from the date of a corresponding United
States application filed by or on behalf of the
Institution; or if such an application is not filed,
six months from the date the invention is submitted in
a disclosure pursuant to Section V(a) of this Agree-
ment;

(ii) six months from the date a license is granted by the
Commissioner of Patents and Trademarks to file foreign
applications when such filing has been prohibited by
security reasons; or

(iii) such longer period as may be epproved by the Agency.
(b) The Institution shall notify the Agency of foreign applica-
tions filed and, upon request, shall furnish an English version of
such application without additional compensation.

VIII. Subcontracts

(a) Except as provided in (b), below, or when the subcontractor
holds an Institutional Patent Agreement with the Agency, the Institu-
tion shall include in any subcontract where a purpose of that sub—
contract is the conduct of experimental, developmental, or research
work the following clause:

Patent Rights

(a) The Contractor hereby agrees to furnish a complete technical
disclosure to the within six months after
‘ (Institution)
any invention is conceived or first actually reduced to
practice in the course of or under this contract (hereinafter
referred to as "Subject Invention(s)") and, subject to (b),
below, to assign all right, title, and interest in and to
such invention to or its designee.
(Institution)

(b) At the time the Contractor reports any "Subject Invention" to
, the Contractor, at its option, may also

(Institution)
report the invention to the agency with which the Institution
holds the prime contract and request that the agency make a
determination whether and on what terms the contractor may
retain principal rights in the invention in lieu of assigning
it to . Such determinations by the
(Institution)

AT AaAstE 10 R A AIIATE AT AvTOAYr TmanT o M7 F AT VTEATIT 22 | ISts FEAISEI ST LT Y



(c)
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agency shall be in accordance with the policies and pro—

cedures of 41 CFR 1-9.109-6 and/or applicable agency

regulations. Such determlnatlons shall be final on both the

Contractor and , provided that the Contractor

(Insn1tut10n)

may elect not to accept the Agency determination and instead

assign all right, title, and interest in the invention to
or its designee.

(Institution)

In addition, the Contractor agrees to furnish the following
materials, disclosures and reports:

(i) Upon request, such duly executed instruments
(prepared by the or its designee) and such
(Institution)
other papers as are deemed necessary to vest in the
or its designee the rights granted

(Institution)
under this clause and to enable the or its
{Institution)
de51gnee to apply for and prosecute any patent appllcatlon,
in any country, covering such invention.

(ii) Prior to final settlement of this contract, a final
report listing all Subject Inventions or certifying that no
inventions were conceived or first actually reduced to
practice under the contract.

The Contractor shall include in any subcontract a clause
identical to this clause, if a purpose of the subcontract is
experimental, developmental, or research work. If a
subcontractor refuses to accept this clauses or if, in the
opinion of the Contractor, this clause is inconsistent with
the policy set forth in 41 CFR 1-9.107-3, the Contractor (i)
shall promptly notify the Institution and (ii) shall not
proceed with the subcontract without the written
authorization of the Institution. It is understocd that the
Institution will seek direction from the (insert name of
appropriate Agency).

The Contractor shall not be obligated to enforce the
agreements of any Subcontractor hereunder relating to the
obligations of the Subcontractor to the Government in regard
to Subject Inventions.

[End of Clause]
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(b) In the event of a refusal by a subcontractor to accept the
clause specified in (a), or if, in the opinion of the Institution,
this clause is inconsistent with the policy set forth in 41 CFR
1-9.107-3, the Institution (i) shall promptly submit a written notice
to the Agency setting forth reasons for the Subcontractor's refusal
and other pertinent information which may expedite disposition of the
matter; and (ii) shall not proceed with the subcontract without the
written authorization of the Agency.

(c) It is understood that the Government is a third party bene-
ficiary of any subcontract clause granting rights to the Government in
Subject Inventions, and the Institution hereby assigns to the Govern-
ment all rights that it would have to enforce the Subcontractor's
obligations for the benefit of the Government with respect to Subject
Inventions. The Institution shall not be obligated to enforce the
agreements of any subcontractor hereunder relating to the obligations
of the Subcontractor to the Government in regard to Subject Inven-
tion.

(d) Nothing in this Agreement is intended to preclude the Insti-
tution from granting a subcontractor rights or an option to rights in
any inventions made by the subcontractor to the extent such rights are
consistent with the provisions of this Agreement.

IX. Administration of Inventions in Which the Institution Elects to
Retain Rights

(a) The Institution shall administer those Subject Inventions to
which it elects to retain title in the public interest and shall, ex-
cept as provided in subsection (b), below, make them available through
licensing on a nonexclusive, royalty—-free or reasonable royalty basis
to all qualified applicants.

(b) The Institution may license a Subject Invention on an ex-—
clusive basis if it determines that an exclusive license is required
in the public interest because it is necessary as an incentive for
development of the invention or because market conditions are such as
to require licensing on an exclusive basis in order to bring the in-
vention to the point of practical application. Any exclusive license
issued by the Institution under a U.S. patent or patent application
shall be for a limited period of time and such period shall not,
unless otherwise approved by the Agency, exceed five years from the
date of the first commercial sale or use in the United States of
America of a product or process embodying the invention, or eight
years from the date of the exclusive license excepting that time
before regulatory agencies necessary to obtain premarket clearance,
whichever occurs first. Such license shall also provide that the
licensee shall use all reasonable effort to effect introduction into
the commercial market as soon as practicable, oconsistent with sound
and reasonable business practices and judgment. Any extension of the
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maximum period of exclusivity shall be subject to approval of the
Agency. Upon expiration of the period of exclusivity or any extension
thereof, licenses shall be offered to all qualified applicants at a
reasonable royalty rate not in excess of the exclusive license royalty
rate.

(c) Royalties shall not normally be in excess of accepted trade
practice. The Institution agrees to refund any amounts received as
royalty charges on any Subject Invention in procurements for or on
behalf of the Government and to provide for that refund in any instru-
ment transferring rights to any party in the invention.

(d) The balance of the royalty income after payment of expenses,
including payments to inventors, incidental to the administration of
all inventions assigned to it pursuant to the provisions of this
Agreement shall be utilized for the support of education or research.

(e) All licenses issued by the Institution to other than the
Government of the United States under any patent application or patent
on a Subject Invention shall be made expressly subject tc the condi-
tions of this Agreement. The Institution shall, upon request,
promptly furnish copies of any license agreements to the Agency.

X. Patent Management Organizations

The Institution shall not assign any Subject Invention to parties
(other than the Agency) except that it may make such an assignment to
the following patent management organizations —-— 1/
~— or any other patent management organization if subsequently
approved by the Agency. Any assignment to a patent management organi-
zation shall specifically be made subject to all the terms and condi-
tions of this Agreement.

XI. Reports on Development and Commercial Use

The Institution shall provide a written annual report to the
Agency on or before December 31lst of each year covering the preceding
vear ending September 30th, regarding the status of development and
commercial use that is being made or intended to be made of each
Subject Invention left for administration to the Institution and the
steps that have been taken by the Institution to bring the invention
to the point of practical application. 8/ Such reports shall include
information regarding status of development, the date of first commer-—
cial sale or use, gross royalties received by the Institution and such
other data and information as the Agency may reasonably specify. To
the extent data or information supplied to this section is considered
by a licensee to be privileged or confidential and is so marked, the
Agency agrees that to the extent permitted by law it will not disclose
such information to persons outside the Government.
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XII. Reporting of Policy and Administrative Changes

The Institution shall promptly notify the Agency of any signif-
icant changes in the information submitted by it in support of its
request for an Institutional Patent Agreement; in particular, changes
in its patent policies or its administrative capabilities.

XIII. Termination.

This Agreement may be terminated by either party for conven—
ience upon thirty days written notice. Disposition of rights in and
administration of inventions made under contracts subject to this
Agreement will not be affected by such a termination; except that in
the event the Government terminates this Agreement because of a
failure or refusal by the Institution to comply with any of its
obligations under sections V(a), VI, IX, and X of this Agreement, the
Agency has the right to require that the Institution's entire right,
title, and interest in and to the particular invention with respect to
which the breach occurred be assigned to the United States of America,
as represented by the Agency.

XIV. Communications 9/

Requests for Agency approvals, extensions, or similar actions
and other correspondence required by this Agreement should be
addressed to . Except where
specifically provided otherwise in this Agreement, the
or his designee shall act as the point of authority within the Agency
to grant such approvals, extensions, or take such other Agency actions
as may be authorized in this Agreement.

IN WITNESS WHEREOF, each of the parties hereto has executed this
Agreement as of the day and year below.

UNITED STATES OF AMERICA

By
Title
Date

(Corporate Seal)

(Institution)

Title
Date

e A Ay
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CERTIFICATE
I, , certify-that I am the
of the Institution named above; that who signed

this Agreement on behalf of said Institution is

of said Institution; and that this Agreement was duly signed for and
in behalf of said Institution by authority of its governing body and
is within the scope of its corporate powers.

Witness my hand and the seal of said corporation this day of
1

(Corporate Seal) By

EXHIBIT A

CONFIRMATORY INSTRUMENT

Application for: (Title of Invention)
Inventor(s)

Serial No. Contract (Grant) No.

Filing Date: Institution

The invention identified above is a "Subject Invention" under
(identify Institutional Patent Agreement number)
to which contract (grant) No. with
(specify Government agency) was subject.

This document is confirmatory of the paid-up license granted to
the Government under this contract (grant) in this invention, patent
application and any resulting patent, and of all other rights acquired
by the Government by the referenced Agreement.*

It is understood and agreed that this document does not preclude
the Government from asserting rights under the provisions of said
Agreement or of any other agrcement between the Government and the
Contractor, or any other rights of the Government with respect to the
. above identified invention.

*If in accordance with Section IV (a) of the Agreement, the Agency
has determined that a license for state and domestic municipal
governments will not be obtained, the following should be added to
the Confirmatory Instrument:

"The license granted to the Government does not include state and
domestic municipal governments.”
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The Government is hereby granted an irrevocable power to inspect
and make copies of the above-identified patent application.

Signed this day of P 19 .

(Institution)

(Signature)

(Print or type name)

(Official title)

CERTIFICATE
I, , certify that I am the
~ of the Institution named as licensor herein; that ’

who signed this License on behalf of the Institution is

of said Institution; and that said License was duly signed
for an in behalf of said Institution by authority of its governing
body, and is within the scope of its corporate powers.

(Signature)
Notes for Completion of IPA

1/ Insert name of Agency.
2/ Insert reference to Institution's official policy statements.

3/ Some agencies may wish to have the agreement apply to all Subject
Inventions reported after the execution of the agreement, even
where the contract was entered into prior to the agreement. In
such cases, the following language may be substituted:
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"This Agreement defines the rights of the parties hereto regarding
the allocation of rights in Subject Inventions reported after the
execution of the Agreement, including contracts entered into prior
to this Agreement, except such contracts as may be specifically
excluded by the Agency."
Agencies using this language which wish to exclude any current
contracts from the agreement should add a statement such as the
following:
"This Agreement shall not gpply to the following contracts:..."
The bracketed language may be deleted but normally it is expected
that Institutional Patent Agreements will apply to grants as well
as contracts.
Agencies may specify a form.
Agencies may find it useful to include more detailed instructions
here on the format of these reports and the persons to whom they
should be supplied. The exact clause may have to be varied
according to the agency's normal contract close-out procedures.

If none are to be used, insert "none."

Different dates may be substituted depending on the Agency's
needs.

Insert applicable addresses and officers.

4, Add a new section §1-9.109-7 as follows:
§1-9.109-7 Negotiation of Institutional Patent Agreements

(a) Information to be submitted by nonprcfit organization. A

nonprofit organization desiring to enter into an Institutional Patent
Agreement shall provide the agency with the following information:

(1) General information concerning the organization

including:

(1) A copy of its Articles of Incorporation;

(ii) A statement of the organization's purpose and
aims; and

(iii) A statement indicating the source of the
organization's funds;

'O ra
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(2) A copy of the organization's established patent
policy, together with the date and manner of its adoption;

(3) The name, title, address, and telephone number of the
officer responsible for administration of patent and invention matters
and a description of staffing in this area, including all offices
which contribute to the organization's patent management capabil-
ities;

(4) A description of the organization's procedures for
identifying and reporting inventions and a description of the proced-
ures for evaluation of such inventions for inclusion in the
organization's promotional program;

(5) A copy of the agreement signed by employees engaged in
research and development, indicating their obligation with regard to
inventions conceived or for the first time reduced to practice in the
course of their assigned duties;

(6) A copy of the invention report form or outline
utilized for preparation of invention reports;

(7) A statement whether the organization has an agree-
ment with any patent management organizations or consultants and a
copy of any such agreements;

(8) A description of the plans and intentions of the
organization to bring to the market place inventions to which it
retains title, including a description of the efforts typically
undertaken by the organization to license its inventions;

(9) A description of the organization's past patent
application and patent licensing activities, including the
following:

(1) Number of inventions reported to the organization
during each of the past five years;

(ii) Number of patent applications filed during each
of the past five years;

(1ii) Number of patents obtained during each of the
past five years;

(iv) Number of exclusive licenses issued during
each of the past five years;

(v) Number of nonexclusive licenses, other than those
to sponsoring Federal agencies, issued during
each of the past five years;
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(vi) Gross royalty income during each of the past five
years;

(vii) A general description of royalties charged,
including minimum and maximum royalty rates;

(10) A list of subsidiary or affiliate organizations, which
would be covered by an agreement signed by the organization;

(11) If the organization is a subsidiary or affiliate organi-
zation, the name of the other organization and a description of the
relationship; .

(12) The amount of support from each Federal agency for
research and development activities currently being administered by
the organization;

(13) A statement of the organization's policies with respect
to the sharing of royalties with employees; and

(14) A description of the uses made of any net income gener-
ated by the organization's patent management program.

(b) Criteria for evaluation of a technology transfer program.

Before an Institutional Patent Agreement is entered into with a non-
profit organization, the organization shall have a technology transfer
program which, as a minimum, shall include:

(1) An established patent policy which is consistent with
the policy in Section 1-9.107-3 and is administered on a continuous
basis by an officer or organization responsible to the organization;

(2) Agreements with employees requiring them to assign to
either the organization, its designee or the Government any invention
conceived or first actually reduced to practice in the course of or
under Government contracts and awards or assurance that such agreements
are obtained prior to the assignment of personnel to Government supported
research and development projects;

(3) Procedures for prompt invention identification and
timely disclosure to the officer or organization administering the patent
policy of the institution;

(4) Procedures for invention evaluation; and
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(5) An active and effective promotional pregram for the
licensing and marketing of inventions.

(c) FCCSET List.

The Committee on Intellectual Property and Information of the
Federal Coordinating Council for Science, Engineering, and Technology
is authorized to appoint a subcommittee to prepare a list of
organizations that have technology transfer programs meeting the
criteria set forth in §1-9.109-7(b). In accordance with individual
agency regulations or procedures, this list may be used in lieu of
individual agency determinations of eligibility for Institutional
Patent Agreements. However, the inclusion of an organization on the
list, unless otherwise provided in an agency's regulations, will not
preclude the agency from declining an application for an Institutional
Patent Agreement. It is also expected that the list may be used by
some agencies in oonnection with greater rights determinations or
requests for the inclusion of clauses in contracts giving the
nonprofit organization the first option to principal rights in
inventions made under the contract.




