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OFFICE OF THE SECRETARY fm ‘l‘/\ n g
WASHINGTON, D.C. 20201
EPR 12 W17 ) OFFICE OF THE

GENERAL COUNSEL

Mr. James E. Denny - _ [~
Chairman

Subcommittee on Inteliectual Property

U. S. Energy Research & Development Admin.

Washington, D. C. 20545

Subject: Federal Procurement Reguiations Regarding
Institutional Patent Agreements (IPA).

Dear Jdim:

On November 10, 1976 the General Services Administration submitted the
approximately 60 comments received on the proposed amendment to the
Federal Procurement Regulations recarding Institutional Patent Agree-
ments (IPA) to the University Patent Policy Subcommittee for initial
disposition. The comments were overwhelmingly in favor of proceeding
with implementation of the IPA policy. Only one comment could be
identified as being opposed to the philosophical premise of the propcsed
.amendment. Notwithstanding a ciear endorsement to proceed, a number of
the commentors made suggestions on perfecting the proposed regulation.

He are attaching herewith as Appendix A the revised regulation we propose
for final publication after review by the Subcormitte on Intellectual
Property (SIP) at its April 21, 1977 meeting. In addition, we are
attaching as Appendix B & paper organizing the suggested changes under
the sections of the regulations to which they pertain with proposed
disposition of the suggestion and the raticnale for such disposition.

If SIP wishes to amend the proposed regulation, this may require changes
in the disposition and rationale sections of Appendix B.

The language of various paragraphs of the IPA in the proposed FFR amendment
does not entirely correspond with comparable language in the current
FPR "s@ort form* clauses. For example, the model IPA provides for
reperting of an invention “promptly" after conception of first actual
reduction to practice rather than "six months" after such event. The
change was deemed appropriate in Tight of many suggestions pointing out
the impracticality of the “six month" period. If SIP wishes to alter the
current FPR provisions relating to non-profits to correspond to the
propqsed.FPR lenguage, the University Subcommittea would be pleased to
Sgsz;gg)1mp;ementingf]anguage (which we have to some extent Eegun to

. owever, further work i is di i i i
RIEhOUE. rior S9rast o o SIP.]n this direction appears inappropriate
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o Rage 2 - Mr. James E, Denny

I have invited the members of the Uni?ersity Subcommittee not already
represented on -SIP to attend the meeting in order to aid SIP in its review.
The entire University Subcommittee joins with me in thanking Jesse

Lasken, our draftsman, for his timely and precise work produce and

his perseverance in accommodating the demands of the Subcommittee.

Sincerely yours,

/l/ ‘ s :
. Sl e
Norman J. Latker

Chairman, University Patent
Policy Subcommittee

cc: To SIP members w/attachments _
University Patent Policy Subcommittee w/attachments
Mr. Charles H. Herz, General Counsel, NSF, w/attachments

<




OF IGHAL FORM NO, 10
JULY 1873 ZOoTION
GSA FPMR {41 CFR) 101-11.€

UNITED STATES GOVERNMENT

~

0 & Members of the University Ad Hoc Task Force DATEL March 16, 1977

FROM Jesze B, Lasken
7 AT ——
SUBYRL: Revised Draft of Proposed FPR Revision

a revision of the FPR/IPA package incorporating the
changes agr at our meeting of March 10, 1‘37(7 Alvo attached is
1

a copy of Monty Hougen's comments which hav
J

redraft except for 8 as per the discussion at t"ne mee»..lng and the
first sentence of the second #6 since this differe from FPR punctuation.

Some minor editorial changes suggesited by Gene ‘r”at\*likowgkl are also

made
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JEie Feb, ?591977 it accorance

¢ " eyor
! g
i with subcomn essions of
. /AI'/ 1
Proposed TPR Revision | .

Frepared by Ad Hoc Subcommittee on University Patent Policy
February1977

1. Ada the following subsection (6) to l~9.107~4(a):

o
rh

O <o

(6) In accordance with the exceptional circumstances language
‘l~§.137~3(a) and/or the bp&Clhl situ apions language of 1-9.107-3(c),
agencies may enter into Institutional Patent Agreements with
. nonprofit organizations having a technoiogy tfaﬁsfer.program

wmeeting the criteria set forth in 1-9.109-7(h).

the right to retain the entire right, title and

interest in inventions made in the course of or under contracts subject

to certain conditions. When such an agreement has been made with a nonnrofit

it shall be made applicable to each contract with the

Cion in 11eu of tbe Patent R1ght clauses in 1-9.107--5 and

46
oo

1-9.107-6 (unless a determination has been made to exclude

the contract from the agreement.)

2. Retitle 1--8,107-6 as follows: "Clauses for domestic contracts

(short form) and Institutional Patent Agreements.”

3. Add the following new subsection (c) to 1-9.107-€:

(¢} Patent Rights - anrlfutz nal Patent Agreem . (1) ®hen

au agency has determined in accordance with 1-9.109-7 that a nonp

o should receive an agreement as authorized.under 1-9.107-4(2) (6), .
A

w
et
i

ub, antia
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P aees
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2
appearing after the

4
complatOd as xndxcated in the numbered notes

agr@empnt set forth in paragraph (c)(2) of this section (and appropriatel
Changes in the aprpemeut

Agreement) shall be used
I‘Aeb"jl. .
3d be limited to changes dictated by statutes

(//:_7 u./;,ic; fd,/) )

o

ncy or by special admlﬁlatratlve needs.

applicable to the Qgc
) .
\ ——sirat f —
e\?‘—'ﬂt ATYTE Anaﬁs shasdd J:j:\.‘.LuUL at—teast—the—foltlowing feabuios
(A) Ar - for thempssapt reporting of all 1ﬂbentlons /éﬁxf
A 3 - . X - 7}/ ’
to the a;ﬁ}lCdJlP &gqﬂby along with an election of rightg} fﬁ“ﬁ/dy@4fr//
/ 7T e =
{ » j/
oo "y » o © o e o S i Y.
(B) T%:Delxifﬁon of all ri s spacified in 1 10{,,( ~{ng; VtﬂlﬂiimWJW“\
(C) A reaZrement that the organization ranaks such/inventions (""/L 7{&53&'{
‘3.. f’ f 3 I
“the desired practical /9‘“ﬁ?1-—

2 nonc cclusive basis Lxcap**“hel
n mCthV d ox/is not likely to be J/
N éhe

available on
, \§
i a een achieve v ;
NN P =
. :.‘!‘*g’
= ¥ @

or commgTrcial application has not b
W Boansing:
4 K3 /j} . -
to a pariod not

expedifiously chigveéiﬁhroudh such licensing;
7 Y
5 ‘ﬂ_flCQHSC

%
on llm{}lu anyﬁéxclualve
!”v,
ovide Lhe incentive for

 (7} A conditi
subgtantially greatar than ubéibsary to pr

inging the invention to the,poxpt of prao{ical or “commercial
" g -

TN
3 recoup its costs and a

e

pplication and to permit the licengpee ¢
4 ‘ 5,
\

appli

reasonable profit thcrgé/

(E) A restrij élon that royglity chargcs be limited to vhat is
try in€q}vad

s oY wié&in the indus

v
Aow s Noabl e

4%?qj;ﬁ'%;;"

reasonzble under Ahe circumstanc
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(¥

3

(¥ A requirement that the organization's roye

after payment of administrative

inventors, be utilized for educational or research purposes;
(G) A provie Jon . pe rnitting the agency to except individual

contracts ew.granls fro"m the operation of the agreement;

(H) A requirement fohr progress reports after designated

(I) A prohibition against ass

Governmentsl approval to persons or O mzations, other than
¥

assignments Lo approved patent managam ﬂn‘{,\oz' ganizations subjec

to the above conditicns; and \\

(3} A provision permitting termination for cowvenience by

either party upon thirty days written notice.




' - INSTITUTIONAL PA 'ENT AGREEMENT

WHEREAS, in accoxdaﬂCG with the President's
Statemoent of CGovernment Patent Policy dated Aupgust L
the provisions of 41 CFR 1-9 LOYMQ(a){G)? it has }oen uPLglﬂ:ﬂod B
B e © Institution has a technology transfer progranm
meeting the criteria of 41 CFR 1-9.109-7 in that the Institution’s
patent policy as set forth in _ 2/ and its
technology transfer practices have been reviewed and found
accep t&blp, and

WHEREAS, the Institution is desivous of entering into an
agreement in the entire right, title, and

interest in and gdn nister inventions made in the
under reseaz ch supported by the Agency, sub
rights ac pizéé by the Government: .
KOW, THEREFORE, in consideration of the foregoing,
agree as follows: , ' .

I. Scope of Agreement

This

Agreemeant defines the

rﬁgardiﬂg the allocation of rights in
after the date of this Agreement and xmwd

crnent, exeept.contracts

Definitions

(2) '"Subject Invention" means any invention
Institution conceived or first actually reduced t

course of or under a contract

method, process, machine, manufacture, design,

Qr

with the Agency, an
or

(@]
1
u

composition of matt

2
i

und&r C@niracts
enﬁered hﬁ@ with the Agency, UHJ.U:ug“buggb%ﬁ

g

course of or
ject to certai

discovery of
practice in the
includes a
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or any newy and useful dmprovement thereof, and any variety of plant,
which is or may be patentable under the Patent Laws of the United
States‘of America or any foreign country.

(5) af,act” means any contract, [agreement, grant, or other
arrangam ié %for subcontract entered into with or for the benefit of

the Governn ent,‘WNblv a purpose of the contract is the conduct of
\ygmzwnth 1, developmental, or research WOLk ' '

smestic municipal governments! means
, the District of Columbia, Puert

the Virgin Islan rican Samoa, Guam, and the Trust
of the Pacific

the raof,

ry

any political subdivision and ager

(d} "To bring to the point of practical application" means to
of a composition or product, to practice in

manufacture in the case
the case of a process, or to operate in the case of 2 machine and under
s

such conditions as to establish that the invention is being worked and
that its benefits are recasonably accessible to the public.

(e) "Ma
magns ﬂl‘“ﬁ CC?Z?.')C&}}')»E{‘J, QT 1Ly

invent

&
ion in the course of or under a con

111, Aiinzat‘cl

(2) The Institution may retain the entlre right, t
d or in any country thereol in and to
h Y

interest throughout “the worl ¥

each Subject Invention disclosed pursuant to Scculd
subject to the provisions of
include with each Subject Tnven
will vetain the entive right, title, and interest
throughout the world or in any country théreof subject to the rights,
acquired by the Goveroment in Seciion IV of the Agreement; provided

that the Institution may reqiest an  extension of the tiwe for election.
' i wheddbsednoa. Subiect Invention,

TopOLLs 1ot ge—=

on di sclosure an

n the invention

.
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(b) The Institution agrees to convey to the Covermment, upon
request, the entire domestic right, title, and interest in any Sub- .
ject Invention when the Institution:

N (i) - does not elect under Section III(a) to retain such
x1¢3t5' or
) (ii) fails to have a United States Patent Application
" filed on the invention in accordance with Section
Vi{a), or decides not to continue prosecution of such
aop11Cdtlon‘ or
(iii) at any time, no longer desires to retain title.

"{c) The Institution agrees to convey to the Covernmment, upon
request, the entire right, title, and interest in any Subject Invention
in any foreign country when the Institution:

(i) does not elect under Section IT1I{a) to retain such
. rights in the country; or o g
) {ii) £zils to have a patent application filed in the counzry
i on the invention in accordance with Saction ViI(a); sxcent
» {éény*" that if an application has been filed in a foreizn couniry
(Ar after the times specified in Sectioa VII(a) but prior to
‘%f? such request by the Government, the Institution shall retain
:4671 ‘ the-entire right, title, and interesst in the Subject
f/ Invention in the country involved; or -
{3ii) decides not to continue prosecution of.such applica
] tion or to pay am: intenance fess covering the iavantion.
To avoid forfeiture of the patent application or patent,
’ the Institution shall notify the Agency not less than sixty
days before the expiration period for any action re-
:ired by the foreign patent office.
tions JIT(L) or (¢}
£ th the Agency duly
executed Agenc and such wotler
papers as are deem cd necess ary to vest 1u the Covernmeut the engire
right, title, and iuterest to enable the Goverument to apply for and
prosecule patent applications covering the invention in this or the
foreign country, respectively, or otherwise establish its ownership
of such invention. ‘




IV, Minirnum ]\Lbhm A ired by the Government 7
(2} With respect to each Subject Invention to which the Instituti
_ retains principal or exclusive rights, the Institution hereby grants
to the CGovernment of the United States a nounexclusive, nontransferable,
paid-up license to make, use, axrd sell each Subject Invention throughout
the world by or on behalf of ¢ Government of the United States (including

jeii
any Govecnment agency) and States and domestic municipal govermments,
uvaless the Agency determines after the inve tion has been identified
that it would not'be in the public interest to acquire the license

Stutes and domestic mm*i -ipal avermwntb
Y

~

iy

(b)Y With respect to each Subject Invention to which the
Institution retaius princinal or exclusive rights, the Iastitution
agrees to grant to responsible applicants, upon request of the
Agency, a license on terms thai are reasonable under the circumstance
(i)' wunless the Iustitution, its licensee, or its assignez,
demonstyrates to the Government that effective steps have been taken
vithin three (3) years after a patent issues oa such inveantion to bring
the invention to the point of practical application or that the invention
) has been made available for licensing roysity—-free or ou terms that are
reesonable in the circumstauces or can show cause why the principal
or exclusive rights should be retained for a further pericd of time; or
that the invention is required for public
0r as may be nacessary to fulfill public
ther public purposes stipulated in the

il

ﬁ’h ,/by h;&.c_a of Yhe A

(;\dl" Institution shall

~

/ﬂf”

(',f A

¢
b

i

pr—

A

%

S
~,,,de the specifig obhbc‘uop»s of the Ing
{; invention/swhich ngﬁt otherwish
7 .,’( A’“‘{(\V‘nt,;u, 6/

f\!’ not less the issuance of
request and,

the request is L\s@d and

{c) ot\mthstancfmg Saction IIEW

~ this Agreem\,nt, thd Institution agrtes t
(’(’ Inventions as directed by the A,gﬁncy
ny applicable LZPTﬂdt10ﬂ3 Zgreemght.
Y Ipstitution, tl & Agency W’Lﬁ after An jxvention is identified iqentify‘ ’7
Hifdtion with respect '
onflict with the proxiziens “of this

anted a hear

y other /Q;P g

/

(¢) MNothing contained in this section shall be deemed to
graant to the Government any rights with respect to any invention

other than a Subject

W
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Disclosures, and Reports
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Vi. 'i*' ling of Domestic Patent Applications

5 ) : " . .
(a) With respect to each Subject Invention in which the Institution
elects to retain domestic rights pursuant to section III(a) of this

Agresment the Institution shall have a domestic patent application filed
-within six months after an election has been made pursuant
to section TII(a) of this Agreament or such longer period as

may ba a

roved in writing by the Agency. Howeaver, if the ot
Agency de stermines that there has been such use or
publication of the invention so as to initiate a one-year
statutory period which ends less than six months after
the election, the Agency may require the application to
ba filed one month or less before 51 end of the statutory
With respect to such invention, the Institution
romptly notify the Ag

ey of any decision not to file

tcations

\
4
> - 2 , B
{b) ¥Yor each Subject Invention on which =z
iz filed by or on behalf n

(i) within six months after such filing, or within six months

after submission of the inveuntion disclosure if the

patent application was filed prior to the contract, deliver

to the Agency (A) a copy of the application as filed, includ-

ing the filing date and serial number; (B) a copy of an ‘,

assi.gmnen't from the inventor or inventors to the Institution -
{ 211 right, title, and interest in the invention properly ‘

recorur~d in the United Stateg Patent and Trademark Office; '

and (C) a duly executed and approved instrument on the

form specified in Exhibit A which is attached hereto and
meade a part hers :

(i) include the following statement, appropriately com-
e
I [2Y 0=

pleted, in the second pa gg“fﬂph of the specification of

the application and any patents issued on the Subject \

Invention, "The Government ’Ac; as rights in this invention '
ursuant to Contract{s) (or Grant{s)) No(g),

awarded by {identify the Agency or Agencies)'’; '

B T e T T
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on ITI{a) of this Agrecment, &
caticen filed on the invention in
cable
d

10 -

(iii) not less than thirty days before the sxpiration
of the response period for any action required by the
United States Patent and Trademark Office, notify the
Agency of any decision not to continue the prosecution
of the application and deliver to the Agency upon request
executed instruments granting the Government a power
of attorney;

(iv) upon request, fully advise the Agency concerning
21l actions taken duruv'hh,pros“cu ion of any patent
application and furnish copies of any relevant documents
as requested; and

(v) provide the Agency with a copy of the patent within six
months after a patent issues on the application,

prlncln11 rights

statutes and regulations, the L0]70~ u

\

(1) eight months from the date of a correspo

United States application filed by or on behalf o
Institution; O)lf'\u\ﬂ an application is not le?d?
£ix months after aun election is made pursuant

to section I11{a) of this Agreement:

ty ,‘“J
oo
o
=3

besol

rF
——

=
£

(ii) six months from the date a license ig granted
by the Commissioner of Patents and Trademarks to file
foreign applicatious when such filing has been pro-
hibited by seccurity reasons; or

(iii) such longer peried as may be approved in writing
by the Agency.

L-
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itution shall notify the Agency of foreign
and, upon request, shall furnish an English

(b) The In

~

applications Llé
version of such foreign application without additional compensation.

'
GU

a

&

VIiI, Subcontracts

(a) Except as provided in (b), below, or when the subcontractor
holds an Institutional Patent Agreement with the Agency, the Institution
shall include in any subcontract where a purpose of that subcontract
is the conduct of experimental, developmental, or research work
”D‘l"'f‘nt Rights - Acquisition by the Government' clause

T

either th

found at 41 CFR 1-9.107-5(a) or the following clause:
Potent Richis

{a) The Contractor hereby agrees to report fully and
promptly to ot . ' ___eny
' {Institution)

inveniion conceived or first actually reduced to practice
< ~ - * - » )
inn the course of or under this contract (hereinafter

C ey 5 as VSubisctm Inver 3
referred to as "Subjecr Invention(s),” and to assign all
xight, title, and interast in and to such invention to

' : or 1%s designee.

(b} In addit

3.
. 3
p g
s “ o e
folloving materials, d

> : N :
(i) VUpon reguest, such duly executed instruments {pre-
e

(iuxu*hu*‘on)

snd such other papers as are deemed necessary to vest.in
s w o .
the or xts designee the

“(Instit
p?ﬁ%ecu?e any patent application, in any counkry, covering
uch xhvfe\-fdxui.

conlract, a
or certifying
%

LI R L et e



{a) The Contractor shall include in 2dy subcontract

ither a clause identical te this clau r the Y

ﬁights - Acquisition by the Gover 1wnprﬁ“c}1u > found at
I CFR 1~ 9 107-5(a) if a purpose of the subcontract is

qugioprnantal or research work, If

o1 refuses to accept eithexr ,

ses or,if, in the opinion of the Contra ctor,

these clauses are jnconsistent with the policy set forth in

£1 CFR 1-9.107-3, the Coniractor (i).shall premptly notify

the Institution and- (ii) shall not proceed with ¢

contract without the written authorization of the

T is understood that the Institution will seek direction

-from the (insert n o

Agency). :

-

(d) The Contractor shall report any subcontracts containing

& patent r5z its clause to the Instituiion. The Contractor

shall not be obligated to enforce the agreements of any
Subcontr;ctox hereunder yelating to the obligations of the
Subcontractor to the Goveramept in regard to Subject Inventions.

[¥nd of Clause]

2 'l)f & ¥l L“);J.i L‘)’ 2

either of the clauses specified in (a), £, th inion of the
Tnstitution, these clauses are inconsistont with the policy set
forth in 41 CFR 1-9.107-3, the Tastitution (i) shall promptly

gubmit a written noti the Agzency setting forth reasons for

tha Subeontractor’ and other perti nformation which
may expedite dispos: th( m:tter; ii) shall not proceed
with the subcontra horization of the Agﬁncy.

(c) It is understood that the Government is a third party bene-

o

ficiary of any subcontract clause granting rights to the Covermment in
Subject Inventions, and the Institution hereby assigus to the Govern-
ment all rights that it would have to enforce the Subcontractor's
obligations for the benefit of the CGoverameant with respect to Subject

Inventions. The Institution shall not be obligated to enforce the
agrecm"ﬂ?s of any subconly
"of the Subcontrac i

actor heceunder relating te the obligations

‘he Government in regard to Subject In ”“ntLOJ».

nded to preclude the ‘>

rights or an option to
ithoontractor to the extent

=re consistent with the provisions of this Agrecement.

any inventions made by the s
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IX. Administ cation of Inventions in Whi ch the Institution Elects
to Retain Ph&hgg .

(2) The Institution shall administer those Subject Inventions
to which it elects to retain title in tha public intcrest and shall,
except as provided in subsection (b), below, make them availab’ o
through licensing on a noﬁexclusive,~roydlty~f1eﬁ or reasonabdl T
royzity basis to all qualified applicants. '

¢

exclusive basis 1f it determines that an exclus ive licensc 1s
required in the public interest because it is neﬂnfcaLy as an

{v) “he Institution may license a Subject Invention on an
i

incentive for development of the invention or bacause macket conditions
are such as to require licensing on an exclusive basis in order to bring
the invention to the point of practical application. Any exclusive
license issued by the Institution under a U.S. patent ‘ ap

ghall be for a limited period of time aud s

othervise Agency, excesd five Yy

:
the first c
¥ 7

n
product o i

process sembodying the invention,

date of the EXCiHSiVE license excepting that time before regulatory
ageiﬁies'necuSﬁazy'ﬁ3ob,au1p ‘emarket clearance, whichever occurs

first. Such license ghall also provide that the licensee shall use
aﬂ.reasonabhasﬁferti‘ effect intreduction into the comme ial

market as scon as practicable, consistent with sound and : ﬂasonaﬁﬂe
busincss practices and judgment. fxny extension of the maximum
period of exclusivity shall be subject to approval of the Agency. Upon
expiration of the period of exclusivnty or any extension thereof,
licenses sha to 21l gualified applicants at a reasonable

royalty rats excesy of the exclusive license royalty rate.
B excess of accepted
grecs that no royalties shall

stice, The Instit;LLsa also e
be payable by its licensees orx suB icensees with respect to any
r

Subject Invention in procurements for or on behalf of the
Govermment and to so provide in any instrument transferring
rights to sny party in any Subject Invention.
{¢) ‘fhe balance of the royalty income after payment of expenses,
» . L £
including payments t nventors, iacide 1§zi £o the ton of

o 1r

ned.to it pursuant to the provisions of this
tilized for the support of education or .
rescarch,

“(e) A1l licenses

issuad by the Instituticn to other i

Government of the United States uunder any patent applicatlon or

patent on a Subject Invention shall be made expressly subject to the

conditions of this Agreement. The Institutlou shall, upon request,
3 . B

proaptly furnish copies of ang ticense agreements entered into L7 1t

pronph]

to the Agency. -
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X.

The Instit

3.

(o‘th er Hlan thm A gency) except that it may 2ssign’ ~4—@-‘1@-@‘8 in the
invention to the following patent managenfént organizations --

o £
[SYEY

management organizati

8/ -~ or any oth
subscquently approved

her patent
by m"x Agency.

ek % o

L $ue

Sy }}@wn to parties

wori

Any referTERCS

o on J0S FiTn i OTT T

swedude

a-pakertrraTTa gomncnt o ganinatior
waticn sha

signment to such an orga

subject to all the te

a8

and

PIXLS

i
CO1

ZL.

RUSPEE

Thﬁ:iﬁst““u{ ion shall provide a written anaual report to the Agencs

on or before | st of each year covering the preceding

year ending So 3 ~ling the status OijSValdptﬂCﬁi a11d

conmercial use s be wade or &dx@lﬂed to be made oI cach

Subject Invention left for administration to the Institution and the
steps that have beén takea by the Institution to bring the invention

‘to the point of practical application.. 9/ Such reports shall include

ieformation regarding status of nt, the date of first commercial
sale or usc, gross royaltles the Institution, and such other
ata and 3n£orm‘:ion as the Agency may reasonably specify. To the extent

data or information supplied pursuanl to this SOCL{OQ is cousidered

by a licensee to be priviloged or confidential and is so marked, the

Loency agrees that to the extent permitited by law it will not discloss

such Infornation to persons Outside the Government.

5 O



XII. TIsventions by Federal Fumplovees

Kothing in this Agreement shall n*ecludp tH“ Government from obtaining
greater rights in a2 Subject Inve “ion made by an investor while a
¥ederal employee. '

111, Termlraticn

This Agreement may be terminated by either party for convanience upon
thirty days written notice. Dispesition of 1 ripghts in, and
administration of inventions made under contracis subject'po this
Agreement will not be affected by such 2 termination; except that in
the event the Government terminates this Agreemeat because of a

failure or refusal by the Iastitufion to comply with any of its oblis
under sections V{a), VI, IX, aﬂd X of

of this Apresement, the Agency has
the right to require that the Institution's entire right, title and
invention wi t to which

interest in and to the particular t &
the breach occurred be assigned to the United States of America, as
represented by the Agency.

XIV. Communications 10/

s atatid] -
equests for Agency approvals, exte ensions, or similar actisus znd other
correspondence required by this Agreement cshould be addressed to

-

. Except wher

specifically provided othervise in this Agreement, the
or his designee shall act as the point of authority within the Agency
to grant such approvals, extensions, or Lake sagh other Agency actilons

as may be authorized in this Agreement.
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IN WITNESS WHEREOF, each of the parties hereto has executed

“this
. ;3

L

Agreement as of the day and year below.

UNITED STATES OF AMERICA .

By
Title
Date

(Institution)

By
Title
Date

CERTIFICATE

, certify that I am the

of the Institution_

, who signed

naned aboys; that
on behalf of said Institution is
stitution ; and that this Agrecment

¥ 5
signed

was duly

governing body and is wi

¥itness my hand a

day of

{(Corporate

Ingtitution. by authority of its

- T
scope 01 Lts

corporale powers.
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An behalf of s

, Exhibit A

CONFTPIAEO?Y INSTRUMENT

Apnllcatlon for:
Inventor(s):

N

et
-~d

.

(Title of Invention)

Serial MNo. : Contract (Grant)
¥iling Date: Institution:

No.

The 1nventlon 1dent1f1°4 above is
(identify Insti
to vnlch contract (grant) No.

&
tUL,

;.al P
with

(BpQley Govermment agency) was subjech.

atan

”qubJCCL Invention

on
L Agree

M ounder

mend pumber)

~

This document is confirmatory of thé paid-up license graxte%.to
the Government under this contract (grant) in this invention, patent
application and any resulting patent, and of all other rvighis acquired
by the Govermnment by the referenced Agrecment.*

The Covernmeni is hereby granted an irrevoczbla power to i
and make copies of the abov “«vd;ntvfleq ratent application.

Siguned this _ day of s 18 _ . '
1
(Institution)
L d
: ,
(Slgnaturc)
- (Print or type name)
B

(Officizl Title)

CERTIFICATE

: 1N ’ , certify that I am the

of the Institution nemed as licensor herein;
7ho signed thi

that
s License on behalf of the Institubion

of said Institution; and that said Lices
aid Institution by authority of its

and is within-the scope of 1ts corporate powers.

p 2
is
1se was duly signed for aud
governing body,

Sign

* If in accordance with Section IV(a) of the
determined that a license for state and doue
will not be obtained, the following should b
Instrument:

“"The license granted to the Govarnment
domestic municipal governments."

allure

Agreement, the
stic municipal goveruments

not

include

Agency has

uLntC

o added to the Confirmatory

and
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If auy current grants or contracts are to be excluded from
egreement , a statement such as the following should be inser!
here: "This Agreement shall not apply to the following contr

Agencies may wish to limit the
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19
4. Add a new section 1-9.109-7 as follows:
§1-9.109-7 Negotiation of Institutional Patent Agrecments

(a) Tuformation to be

m

it organization desiring to

greement shall provide the agency with the following information:

(1) Geueral information concerning the imstitution, including:

(i) A copy af its Articles of Incorporation;

(

bl

i) A statement of the intitution's purpose and a1m¢' and

(iii) A statement indicating the source of the institution's
funds; ’
(2) A copy of thzo: -established patent policy,

together with the date and manner of its adoption;

(3) The name, title, address and telcphone number of the
officer vesponsible for administration of patent and invention
matters and a description of staffing in this area, including all

offices which contribute to the patent management

lescription of theorianization's procedures for

and reporting Inventions and a description of the pro-

raluation of such inventions for inclusion in the

promotional program;

(5) A copy of the agreecment Slgﬂﬁd by employees engaged in
rescarch aad development, indicating their obligation in regard
to inventions conceived or for the first time reduced to practice

in the course of their assigned duties;




.
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A copy of the invention report form or ou
for prepa

tline utilized
ion. of invention reports;
.
(7) A statemeat whether the organizat
with

any patent managemeni or

gan:

any such agreements;

of the plans and intentions of the organization
retplace inventions to which 1t retains title,
the efforts typically undertaken by the

invontions

ription of theorganization's past patent application
and patent licenmsing act

llewing:
Fumber of inventions reported to the organizstionduring
cach of the past five yzars;
(ii) 1Yumber of patent applications filed during each of the
hnv{ five yoprs:
past five yoars;
¥ .
(iii) YNuwmber of patents obtained durin
five years;

past
13
(iv) THumber of excle

g each of
five years
(v) RKumber of nonexclusive lice
sponsor ing Governa

other than those fo
ent agencies, issued during ecach of the past five
years;

ss royalty income during each of the past five years;
(vii) A general desc ‘iptvon of royalties charged, including
minimicn and maximus royalty rates;
.
e I A

PR I T T ST SR,



(10) A list of subs idlaxy or affiliat:

@13, which

wvoyld be covered by an agreement qued by the ovganization;

< ¥
(11) If theorganizationis a subsidiary or affiliate organiza-
tion, the name of the other organization and a description of the

relationship;

voand

Pyl

(12) The amount of Government support for researc

development activities currently being administered Ly the

o3

giving Government agency aad

“

heorganization's policies with respect to the

(14} A statement of t

royalties with employeses; and

(15) A descyiption of the uses made of any net income generated

5 . ; . . 02
Before aa Institutisnal Patent Agreement is enterad into with

have a technology

officer or organization r
(7) Agrecments with employces requiring them to assign to the
organization or its designee or the Covermnment any invention couceived

1

or first actually reducced to practice by them in the course of or

> 4

under Coverpment contracts and awvards or assurance tha

2

U such agree-

ments are obtainced prior to the assigoment of personncl to Government-

1

subported research aud d~ucl pueat projects;




(3} Procesdures for prompt inventlion identification and
timely disclosure to the officer or organization administering the
patent policy of the institution;

(4) Procadures for invention evalaat

W
O
=

s
o
o
DJ

(5) An active and effective promotional pregrea for the

licensing and marketing of inventions.




FEDERAL COORDINATING COUNCIL FOR SCIEINCE,
COMMITYEE ON INTELLECTUAL PROPERTY AND INFORMATION
SEEDERAKOCUNCUK FUREGHENZ R AND T ECHNOEREK X
2CORRIRE I ENCRVARNMERPESIENKRELIGY X
U.S. DEPARTMENT OF COMMERCE BUILDING
WASHINGTON, D.C. 20280

UNIVERSITY AD HOC TASK FORCE
Minutes of Meeting - FebruaryAl4, 1977

The meeting convened at 9:30 a.m. in Room 338 of the

Jational
Science Foundation, 1800 G Street, W.W., Washington, . Ca
Attendees
" HMembers Present
Norman J. Latker, Chairman HEW
Jesse Lasken ' NGF
Martin S. Postman , AF
Frank Lukasik AFSC
L/C H.M. Hougen Army
A. F. RKwitnieski MR
Robert Kempf NASA
John HE. Raubitschek NSF
Eugene Pawlikowski NBS
Executive Secretary Present
0. A. Neumann DGC
Members Absent
Robert Poteat ' ' ERDA

genera;

The Chairman briefly discussed the actions taken to date by
Messrs. Latker and Lasken in compiling the comments received
on the proposed amendment to the FPR, and Mr. Lasken's
proposed revisions suggested thereby.

Mr. Latker noted and distributed the materials submitted by
Mr. Denny setting forth suggested ERDA waiver procedures for
nonprofit institutions having a patent management capability.
Mr. Latker also advised that Mr. Henderson indicated DOD would
probably agree to accept any list of institutions approved by
the interagency group.

Mr. Kempf asked if the proposed amendment to the FPR covering
nonprofit institutions would deviate with respect to reporting
and other procedures set forth in the basic short form patent
rights clauses of the FPR. Mr. Lasken sucgested that the
short form clauses of the FPR be modified to accommodate the
changes made to the clauses for use under the IPA's. It was
the consensus of the task force that any deviations would

also be recommended for the short form clause of the FPR to
assure the desired uniformity.




University Ad Hoc Subcommittee
Minutes of Meeting - February 4, 1977
-2

Revisions to FPR Amendment

A page-by-page review of the proposed FPR amendment was made
with the task force adopting certain modifications suggested
by the comments received.

It was agreed that the disposition, and rationale therefor,

of the comments are to be documented for the record by Messrs.
Latker and Lasken. It was further agreed that the work of
the Task Force would be further reviewed by the Intellectual
Property Subcommittee and that its recommendations be sub-
mitted to GSA.

Hext Meeting

For the next meeting, the Chairman asked the members to
consider whether or not the 6-month period for reporting
inventions ought to be extended, and what period - 6, 12,
18 or 24 months, is preferable.

The Chairman would advise the members of the next meeting
date. '

The meeting adjourned at 3:15 p.m.

L L PR s

C. A, Neumann
Executive Secretary
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EDERAL COORDINATING COUNCIL FOR SCIENCE, EMGINEERING, AND TECHNOLO

COMMITTEE ON INTELLECTUAL PROPERTY AND I Ji‘()‘l)li%i?i[()}]
:'3(3‘-?: 3 - {‘-, _‘;&:{Y;{E—Qx’{’k:\ H’i\’? »‘i]\‘%;t »/
2 B SYRRSKLBET R R RHK
FTHMEMT OF COMMERCE BUILDING
WASHINGTOM, D.C. 20230

UNIVERSITY AD HOC TASK FORCE
Minutes of Meeting — February 23, 1977

The meeting convened at 9:30 a.m. in Room 321 of the National
tence Foundation, 1800 G Street, N.W., Washington, D. C.

Praegsent
nan J. Latker, Chairman HEW
Jegae Lasken NSF
Eugene Pawlikowski NBS
John Raubitschek MSF
bart Crawford for A.F. Kwitnieski ONR
ILWC H.M. Hougen Army
Thomas KRundert AF
Capt. John J. Bartus AT (BATB)
Executive Secretary Present
0. A. Neumann DOC
Members Absent
Frank Lukasik AFSC
Bobert Poteat ERDA
Robert Kempf NASA

The Executive Secretary distributed the minutes of the February
1977 meeting.

:REVIEW OF THE FPR AMENDMENT

The Task Force continued its page-by-page review of the proposed
amandment to the FPR concerning Institutional Patent Agreements.

The 6~month period for reporting under subparagraph V. (a) (i)

" [page 30] was discussed at length. All agreed that this period

was in practice too short. It was suggested first that the
words "promptly but in any event immediately upon® replace the
specific time period. The Chairman noted that this was a
suggested Fhange to the Subcommittee on Intellectual Property
and that agencies were not to be bound by it.

The Task Force completed its review of the comments and revised
the proposed amendment to the FPR as appropriate.

AT
GY

4,




University Ad Hoc Task Force
Minutes of Meeting -« February 23, 1977
—D e

PROCEDURE

It was agreed that Mr. Lasken would make available to the members
the revised amendment for additional clean-up comments.

It was also agreed that Mr. Latker would advise Mr. Denny of
the options as to how the Task Force should proceed.

The meeting adjourned at 3:30 p.m.
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0. A. Neumann
Executive Secretary




OPTIOMAL FORM NO, 10
JULY 1873 EDITION
GSA FPMR (41 CFAR} 101.11.6

UNITED STATES GOVERNMENT

TO

FROM

SUBJECT!

5010-110

n g 7
J@/§Ze%?g!A@ﬁ, VeIl sd]
(VALOITES 7 Tl liie

Members of the University Ad Hoc Task Force DATE: ol 4¢
)
///Z

Jesse E. Lasken/;<{;£7%241 ———

Revised Draft of FPRs

Enclosed for your review is a revised draft of the proposed FPR
amendments based on our meetings of February 4 and 23, 1977. 1I1f you
find any typographical errors please let me know so that these can be
corrected. Any substantive comments that might require additional
meetings to resolve should be addressed to Norm Latker.

It is my understanding that Norm is to determine whether we should
also prepare other FPR changes to bring the "Short Form" clauses in line
with the proposed language in the IPA. Assuming this is to be done, I
would be prepared to submit a draft to the Task Force for consideration
at another meeting. I have done a preliminary draft, and it would be a
relatively easy task to complete a draft.

Distribution:
Norman J. Latker &~
Martin S. Postman

‘H. M. Hougen

A. F. Kyitnieski
Robert Kempf

John H. Raubitschek
Eugene Pawlikowski
0. A. Neumann
Robert Poteat

.

By U.S. Savings Bonds Regularly en the Payroll Saving




: JEL: Feb, 25, 1977 in accordance
;L¢§ ﬂ with subcommittee mark-up sessions of
AEE 2/4/77 and 2/23/77

Proposed FPR Revision

"Preparéd by Ad Hoc Subcomﬁittee on University Patent4Policy

‘ Februaryl977 -

1. Add the following subsection (6) to i~9.iO7—4(a):

(6) In accordance with the exceptipnal circumstanceé ianguége of
'l—é.lq7—3(a) and/or the épecial situa;iods language of 1-9.107-3(c),
agencies may enter into Institutional Patent Agreeménts with educational
and‘other nonprofit insti;utions havingva technoiogy transfer prbgram
meeting the criteria set forth in l—9.i09;7(b); Such agreements éhaliAbe
substantially ' .. -.me as the standard agreement of 1-9.107-6(c)(2) and
pfovide the institution the rigﬁt to retain the entire right, title and
‘interest in inventions made in thercoursé of or-und§¥ contracts subject
to certain conditions. When such aﬁ agrééﬁent_has been made with an
. institution, it shall be made apélicable to each gontract with the
institution in lieu of the Patent Rights clauses in 1-9,107-5 aﬁd
1-9.107-6 - (unless a determination has been médc to exclude

the contract from the agreement.)

2. Retitle 1-9.107-6 as follows: "Clauses for domesfic contracts

(short form) and Institutional Patent Agreements,"

3. Add the following new subsection {c¢) to 1-9.107-6:

~ (c¢) Patent Rights - Institutional Patent Agreement . (1) When

an agency has determined in accordance with 1-9.109-7 that an Institution
should receive an agreement as authorized.under 1-9.107-4(a)(6), an

Institutional Patent Agreement substantially similar to the standard




agreement set forth inrparagraph (¢)(2) of this section (qnd appropriatelf
completed as indicéted in the numbered notes gppearing after the
Agreement) shall be used. Changes in the égreement should be kept
to a minimum and should 5e limited to changes dictated by statutes
vapplicablé to the égeqcy or by special adminigtrative néeds. In any
évent, agreements should include at ieasé tﬁé following features: -

(Aa) A réquirement for the prompt reporting of all inventions
to the applicable agency along with an election dfirights;

(B) Reservation of all rights specified in 1-9,107-3(e)-(h);

(C) A requirement that the institution make such inventions

available on a nonexclusive basis except where the desired practical

or commercial application has not been achieved or is not likely to be

expeditiously achieved through such licensing;

(D) A condition limiting any exclusive licéns? to a period nof
substantially greater than necéssary to provide the incentive for
“bringing the invention to the point of pfactica} or commercial
application and to permit the licensee to recoup its~cos;s and a
reasonaﬁle profit thereon;

| (E) A restription that royalty charges be limited torﬁhat is

reasonable under the circumstances or within the industry involved;




(F) A requirement that the institution's royalty receipts,
after payment of administrative costs, including payments to
inventors, be utilized for educational or research purposes;

(G) A provision permitting the agency to except individual
contracts or grants from the operation of the agreement;

(H) A requirement for progress reports after designated
periods;

(I) A prohibition against assignment of inventions without
Governmental approval to persons or organizations, other than
assignments to approved patent management organizations subject

to the above conditions; and
(J) A provision permitting termination for convenience by
either party upon thirty (30) days written notice.

(2) The following is the standard Institutional Patent Agreement:




i - INSTITUTIONAL PATENT AGREEMENT

This Agreement i made and entered into "by and between the ,
United States of Americaas represented by the 1/.
hereinafter sometimes referred to as the ! Agency,” and
, hereinafter referred to as the "Institution,"

WITNESSETH:

WHEREAS, in accordance with the President's Memorandum and
Statement of Government Patent Policy dated August 23, 1971, and
the provisions of 41 CFR 1-9.107-4(a)(6), it has been determined by
the Agency that the Institution has a technology transfer program
meeting the criteria of 41 CFR 1-9.109-7 in that the Institution's

- patent policy as set forth in 2/ and its
technology transfer practices have been reviewed and found
acceptable; and

WHEREAS, the Institution is. deqiro{xs of entering into an

agreement whereby it may retain the entire right, title, and
interest in and administer inventions made in the course of or

under research supported by the Agency, subject to certain
rights acquired by the Government:

NOW, THEREFORE, in consideration of the forego:mg, the parties hereto
agree as Follows. :

I. Scope of Agreement

This Agreement defines the rights of the parties hereto
regarding the allocation of rights in Subject Inventions reported
after the date of this Agreement and made under contracts
entered into with the Agency, including contracts entered into
prior to this Agreement, except contracts specifically excluded
by the Agency. 3/ 4/

II. Definitions

(a) "Subject Invention" means any invention or discovery of the
Institution conceived or first actually reduced to practice in the
course of or under a contract with the Agency, and includes any art,
method, process, machine, manufacture, design, or composition of matter,

TIONTO a1t el er btnm D mecm macmvmn = oo L



or any new and useful improvement thereof, and any variety of plant,
which is or may be patentable-under the Patent Laws of the United
States of America or any foreign country.

(b) 'iCOatract" means any contract, [agreement, grant, or other
arrangement} __é,ior subcontract entered into with or for the benefit of
the Government, where a purpose of the contract is the conduct of
experimental, davelOpmental or research work

(c) "States and domestic municipal governments' means the
States of the United States, the District of Columbia, Puerto Rico,
the Virgin Islands, American Samoa, Guam, and the Trust Territory
of the Pacific Islands, and any political subdivision and agencies
thereof.

(d) "To bring to the point of practical application' means to
manufacture in the case of a composition or product, to practice in
the case of a process, or to operate in the case of a machine and under
such conditions as to establish that the invention is being worked and
that its benefits are reasonably accessible to the public.

(e) "Made, " when used in relation to any invention or discovery,
means the conception or first actual reduction to practice of such
invention in the course of or under a contract.

I1I. Allocation of Principal Rights

(a) The Institution may retain the entire right, title, and
jnterest throughout the world or in any country thereof in and to
each Subject Invention disciosed pursuant to Section V., below,
subject to the proﬁisions of this Agreement. The Institution shall
include with each Subject Invention disclosure an election whether it
will retain the entire right, title, and interest in the invention
throughout the world or im any country thereof subject to the rights,
acquired by the Goverament in Section IV of the Agreement;provided
that the Institution may request an extension of the time for election.
If the Institution elects not to retain rights in a Subject Invention,
it shall supply the Agency with any written reports upon which this
decision was made, such as marketing reports, patent searches, or
other similar reports.

- A . T s - z
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e (ii) fzils to have a patent application filed in th

8 - { 6
(b) The Institution agrees to convey to the Govermment, upon
request, the entire domestic right, title, and interest in any Sub- .

ject luvention wheu the Institution:

(1) does not elect under Scction III(a) to retain such

rlghts, or

: (ii) fails to have g United States Patent Application
filed on rhe invesiion in accordance with section
¥ii .. o~ “:cides not to continue prosecutlon of such

application; or

(iii) at_ any time, no longer desires to retain title.

(c) The Instltu&lon agrees to convey to the Government, upon
requesu, the entire right, title, and interest in any Subject Inventlon
in any foreign country when the Institution:

(i) does not elect under Section III{a) to retain such
. rights in the country; or .

2
(¢}

try

- on the iavention in accordance with Saction Vil(a);
that if an application has beeu filed in a foreigzn coun
after the times specified in Section VII(a) but prior to
such request by the Government, the Tostitution shall retain
the entire right, title, and interzst in the Subjact
Invention in the country involved; or -

(D
n

rv

ou
ep
tr

¥

(iii) decides not to continue prosecution of.such applica-
tion or to pay any maintenance feas covering the invention.
To avoid forfeiture of ‘the patent application or patent,
the Institution shall notify the Agency not less than sixty
(60) days before the expiration period for any action re-
quired by the foreign patent office :

(d) A conveyance, requested pursuant to Sections ITII(b) or (c)
of this Agreement, shall be made by delivering to the Agency duly
executed instruments {(prepared by the Govermment) and such other
papers as are deemed necessary to vest in the Government the entire
right, title, and interest to enable the Goverument to apply for and
prosecute patent applications covering the invention in this or the
foreign country, respectively, or otherwise establish its ownership
of such invention. ’ :

.




IV, Minimum nghts Acqmred by the Govcrnmert v

'
N .

(a) Wlth respect to each Subject lnventlon to whlch the InstltuLqu,
retains principal or exclusive rights, the Institution hereby grants
to the Governmeut- of the United States a nounexclusive, nontransferable,
pald-up license to make, use, and sell each Subject Invention throughout
the world by or on behalf of the Government of the United States (including
any Govecnment agency) and States and domestic municipal govermments,
unless the Agency determines after the invention has been identified
that it would not'be in the public interest to acquire the license for
States and domestic municipal governments;

(b) With respect to each Subject Invention to which the
Institution retains principal or exclusive rights, the Institution
agrees to grant to responsible applicants, upon request of the
Agency, a license on terms that are reasonable under the circumstances;

(i)' unless the Institution, its licensee, or its assignes,
demonstrates to the Government that effective steps have been taken.
vithin three (3) years after a patent issues on such invention to bring
‘the invention to the point of practical application or that the invention
has been made available for licensing royalty-free or on terms that are A
reasonable in the circumstances or can show cause why tne principal
or exclusive rights should be retained for a further period of time; or

.

(ii) to the extent that the invention is required for publlu
use by govnrrneqral regulations or as may be nacessary to fulfill public

health or safety nseds, or for other public purposes stipulated in the
applicable contract.

Any requests made pursuant to this subparagraph (b) shall be
by the head of the Agr=ov ov 2 duly authorized agent, and the
Institution shall be given writcen notice of any proposed request
not less than thirty (30) days prior to the issuance of a formal
request and, if it so requests, shall be granted a hearing before
the request is issued and otherwise made effective

(c) Notwithstanding Section III(a) or any other provisions of
this Agreement, the Institution agrees to license or assign Subject
Inventions as directed by the Agency to comply with the terms of
‘any applicable international agreement. At the request of the
Institution, the Agency will, after an invention is identified, identify
the specific obligations of the Institution with respect to such
invention which might otherwise conflict with the provisions of this
Agreement. 6/

(d) VNothing contained in this section shall be deemed to
grant to the Government auny rights with respect to any invention
other than a Subject Invention.-
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V. Invention Identification, Disclosures, and Reports

v (a) The Institution shall furnish the Agency

(i) a complete technical disclosure for each Subject
Invention promptly after conception or first actual
reduction to practice, whichever occurs first in the

course of or under the contract, but in any event
immediately upon any on sale, public use, or publication of
the invention known to the Institution. The dis-

closure shall identify the contract and inventor and

-shall be sufficiently complete in technical detail

and appropriately illustrated by sketch or diagram

‘to convey to one skilled in the art to which the

invention pertains a clear understanding of the nature,
purpose, operation, and, to the extent known, the physical,
chemical, biological or electrical characteristics of the
invention. Such disclosure shall be furnished directly

to the Agency in addition to any other requirement under
“the contract for the submission of progress or other
reports and whether or not reference to the Subject Invention
has been made in any such reports.

(ii) Complete information concerning the date and identity of
any on sale, public use, or publication of the invention
which may constitute a statutory bar under 35 USC 102,
which was authorized by or known to the Iastitution or

any contemplated action of this nature.

(iii) A final report within three months after completion
of the work under any contract, listing all Subject -
Inventions or certifying that there were no such inventions. 7/

(b) The Institution shall obtain patent agreements to effectuate
the provisions of this Agreement frem all persons in its employ who
perform any part of the work under any contract éxcept nontechnical
personnel, such as clerical and manual laborers.

(c) The Institution agrees that the Government may duplicate
and disclose Subject Invention disclosures and, subject to Section XI,
all other reports and papers furnished or required to be
furnished pursuant to this Agreement. _Notwithstanding, the Agency .~
will take reasonable care to ensure that such disclosures are not ‘/{1
released to the public unless the Agency determines, after ’ %
consultation with the Institution, that the proposed release will

not adverseﬁy affect the Institution's opportunity to obtain patent - U}
protection..

(d) The Institution shall not bar or prohibit publication of

disclosures of Subject Invention on which patent applications have
been filed.




VI. 'Filing of Domestic Patent Applicatioﬁs.

5

(a) With respect to each Subject Invention in which the Institution

. elects to retain domestic rights pursuant to section III(a) of this

Agreement the Institution shall have a domestic patent application filed

-within six (6) mouths after an election has been made pursuant
to section ITI{a) of this Agrecmeat or such longer period as -

may be approved in writing by the Agency. However, if the e B
Agency determines that there has been such use or

-publication of the invention so as to initiate a one-year

statutory period which ends less than six months after

the election, the Agency may require the application to

be filed one month or less before the end of the statutory

period. With respect to such invention, the Institution

shall promptly notify the Agency of any decision not to file

an application, _ _
(b) For each Subject Invention on which a patent applicatien

is filed by or on behalf of the Institution,” the Institution shall

0

(i) within six months after such filing, or within six months
after submission of the invention disclosure if the
"patent application was filed prior to the contract, deliver
to the Agency (A) a copy of the application as filed, includ-
ing the filing date and serial number; (B) a copy of an
assignment from the inventor or inventors to the Institution
of all right, title and interest in the invention properly
recorded in the United States Patent and Trademark Office;
and (C) a duly executed and approved instrument on the
form specified in Exhibit A which is attached hereto and

by this reference made a part hereof;

(ii) include the following statement, appropriately com-
pleted, in the second paragraph of the specification of
the application and any patents issued on the Subject
Invention, "The Government has rights in this invention
pursuant to Contract(s) {or Grant(s)) No(s).

awarded by (identify the Agency or Agencies)';

B T L L LTy
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(iii) not less than thirty (30) days before the expiration
of the response period for any action required by the
United States Patent and Trademark Office, notify the
Agency of any decision not to continue the prosecution
of the application and deliver to the Agency upon request
executed instruments granting the Government a power
of attorney; '

(iv) upon request, fully advise the Agency concerning
all actions taken during the prosecution of any patent
application and furnish copies of any relevant documents
as requested; and

(v) provide the Agency with a copy of the patent within six
months after a patent issues on the application.

vir. Filing of Foreign Patent Applications

(a) With respect to each Subject Inventicnin which the Jonstituticn
elects to retain principal rights in a foreign country pursuant to
section ITI(a) of this Agreement, the Institution shall-have a patent
gpplication filed ca the invention in such country, in accerdance with
applicable statutes and regulations, and within one of the follewiug
periods: '

(1) eight months from the date of a corresponding
United States application filed by or on behalf of the
Institution; or if such an application is not Iiled,
six months after an election is made pursuant
to section III(a) of this Agreement:

(1i) six months from the date a license is granted
by the Commissioner of Patents and Trademarks to file
foreign applicatiouns when such filing has been pro-
hibited by security reasons; or

(iii) such longer period as may be approved in writing
by the Agency.
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right, title, and in

| - " ( n
(b) The Institution shall notify the Agency of foreign

applications filed and, upon request, shall furnish an English
version of such foreign application without additional conrpensatxon.

“VIII. Subcontracts

(a) Except as provided in (b), below, or when the subcontractor
holds an Institutional Patent Agreement with the Agency, the Institution
shall include in any subcontract where a purpose of that subcontract
is the conductofexperhnenial developmental, or research work
either the "Patent Rights - Acquisition by the Government' clause
found at 41 CFR 1-9.107-5(a) or the following clause:

Patent Rights

i

(a) The Contractor heredby agrees to report fully and

promptly to _ . any

(Institution)
invention conceived or first ucyually reduced to practice
in the course of or under this contract (hereilnaftar
referred to as "Subjecr Invention(s),” and to assign all
terest in and to such iavention to
___or its designee.

{Institution)

{(b) In addition
cerl

the Contractor agrees to furnish the
folloving ma s

s
1als, disclosures and reports:

(i) Upon request, such duly executed instruments (pre-

pared by the . or its designee)
' (Iusyltut*on) . :

snd such other papers as are deemad nacessary to vest.in

the L : or its designee the

(Inst1*vt1:w§
rights grented under this clause and to enable the
or its designee to apply for and

(InotiELLiOH)
prosecute any patent application, in any country, covexlnp
such 1nven~1on.

(ii) Prior to final settlement of this contract, a
final report listing all Subject Inventions or certifying
that no inventions were conceived or first actually
reduced to practice under the contract.
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:
(c) The Contractor shall include = v subcontiract
either a clause identical to thi .- use or the "Patent

Rights - Acquisition by the Governme nt" clause found at

41 CFR 1-9.107-5(a) if a purpose of the subcontract is
experimental, developmental, or research work. If

a subcontractor refuses to accepte1ther .

of these clauses or if, in the opln‘ou of the Contracbor,
these clauses are inconsistent with the policy set forth in
41 CFR 1-9.107-3, the Contractor (i).shall promptly notify
the Institution and (ii) shall not proceed with the sub-
contract without the written authorization of the Institution.
It is understood that the Institution will seek direction
-from the (insert name of appropriate
Agency). g

(d) The Contractor shall repert any subcontracts containing

a patent rights clause to the Institution. "The Contractor

shall not be cbligated to enforce the agreements of any
Subcontractor hereunder relating to the obligations of the
Subcontractor to the Goveramegt in regard to Subject Inventions.

[End of Clause]

.

(b) In the event of a refusal by a subcontractor to accept
either of the clauses specified in (a), or if, in the opinion of the
Institution, these clauses are inconsistent with the policy set
forth in 41 CFR 1-9.107-3, the Institution (i) shall promptly
gubmit a written notice to the Agency setting forth reasons for
the Subcontractor's refusal and other pertinent information which
may expedite disposition of the matter; and (ii) shall not proceed
with the subcontract without the written authcrization of the Agency.

(c) Itis understood that the Government is a third party bene-

ficiary of any subcontract clause granting rights to the Govermment in
Subject Inventions, and the Institution hereby assigns to the Govern-—
ment all rights that it would have to enforce the Subcontractor's
obligations for the benefit of the Govermment with respect to Subject
Inventions. The Institution shall not be obligated to enforce the
agreements of any subcontractor hereunder relating to the obligations
‘of the Subcontractor to the Govelnncn; in regard to Subject Iuvcntlons.

(d) Nothing in this Agreement is intended to preclude the
Institution from granting a subcontractor rights or an option to
rights in any inventions made by the subcontractor to the extent
such rights are consistent with the provisions of this Agreement.
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IX. Admlnlstratlon of Inventions in Whu:h the Iustitution Llects
to Retain Rights :

(a) The Institution shall administer those Subject Inventions
~to which it elects to retain title in the public interest and shall,
except as provided in subsection (b), below, make them available
through licensing on a nonexclusive, ro;alty-free or reasonable T
ro""uy basis to all gqualified applicants. '

(b) The Institution may licensa a Subject Invention on an
exclusive basis if it determines that an exclusive license 1s
required in the public interest because it is necessary as an
incentive for development of the invention or because market conditions
are such as to require llr‘eas’uz on an exclusive basis in order to bring
the invention to the point of practical application. Any exclusive
license issued by the Institution under a U.S. patent or patent application
shall be for a limited period of time and such period shall not, unless
otherwvise approved by the Agency, exceed five years from the date of
the first commercial sale or use in the United States of America of a
product or process embodying the invention, or eight years from the
date of the exclusive license excepting that time before regulatory
agencies necessary to obtain premarket clearance, whichever occurs
first. Such license ghall also provide that the licensee shall use
all reasonable effort to effect introduction into the commercial
market as soon as practicable, consistent with sound and reasonable
business practices and judgment. Any extension of the maximum
period of exclusivity shall be subject to approval of the Agency. Upon
expiration of the period of exclusivity or any extension thereof,
licenses shall be offered to all qualified applicants at a reasonable
royalty rate not in excess of the exclusive license royalty rate.

(c) Royalties shall not normally be in excess of accepted
trade practice. The Institution also agrees that no royalties shall
be payable by its licensees or sublicensees with respect to any
‘Subject Invention in procurements for or on behalf of the
Government and to so provide in any instrument transferring
rights to any party in any Subject Invention.

(é¢) The balance of the royalty income after payment of expenses,
nxcludlng pa*muxts to inventors, incidental to the administr: ation of
ell inventions assizned.to it pursuant to the provisions of ths o
Agreement shall be utilized for the support of education or by P
research.

“(e) All licenses issued by the Institution to other than the
Covernment of the United States under anv patent application or
patent on a Subject Invention shall be made expressly subjcct to the
conditions of this Agreement. The Institution shall, upon request,
promptly furnish copies of any licanse agr“cmen;q entﬂred into by it
to the Agency.
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X. Patent Management Organizations

The Institution shall not assign any Subject Invention to parties
(other than the Agency) except that it may assign rights in the
irvention to the following patent management organizations --

8/ -- or any other patent
management organization if subsequently approved by the Agency.
Any reference to an Institution in this Agreement shall also include
a patent management organization where applicable and an
assignment to such an organization shall specifically be made
subject to all the terms and conditions of this Agreement,

XI. ~Reports ‘on Development and Commercial Use

The Inst‘tut*on %Hall provide a written annual report to the Agency
on or before December 31st of each year covering the preceding

year ending ‘September 30th, regarding the status of developrnent and
conmercial use that is being made or intended to be made o1 each
Subject Invention left for administratior to the Institution and the
steps that have been taken by the Imstitution to bring the invention
‘to the point of practical application. 9/ Such reports shall include
information regarding status of deyelopment, the date of first commercial
sale or use, gross royalties received by the Institution, and such other
data and information as the Agency may reasonably specify. To tha extent
data or information supplied pursuaant to this section is considered -
-by a licensee to be privileged or confidential and is so marked, the
Agency agrees that to the extent parmitted by law it will not dlsclose
such 1nformatlon to povsons out91de the Govelnment
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XII. Inventions by Federal Emplovees

-~

Nothing in this Agreement shall preclude the Government from obtaining
greater rights in 2 Subject Invention made by an inveator while a
Federal employee. ' ' '

XIII. Terminaticn
This Agreement may be terminated by either party for convenience upon
thirty (30) days written notice. Disposition of rights in, and
administration of inventions made under contracts subject to this
Agreesent will not be affected by such a termination; except that in
the eveat the Government terminatas this Agreemeat because of a
failure or refusal by the Iastitution to comply with any of its cbligations
under sections V(a), VI, IX, and X of this Agreement, the Agency has
the right to require that the Institution's entire right, title and
interest in and to the particular invention with respect to which
the breach occurred be assigned to the United States of America, as
~represented by the Agency. :

XIV. Communications 10/

Requests for Agency approvals, extensions, or similar actions and other
correspondence required by this Agreement should be addressed to

3 ) . Except where
specifically provided otherwise in this Agreement, the
~or his designee shall act as the point of authority within the Agency
to grant such approvals, extensions, or take such other Agency actions
as may be authorized in this Agreement.
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IN WITNESS WHEREOF, each of the parties hereto ﬁas executed
-this Agrecement as of the day and year below.

\

UNITED STATES OF AMERICA

By
Title
Date

(Corporate Seal)

(Institution)

By
Title
Date

CERTIFICATE

I ' s, certify that I am the Secretary of
' . * - named zboye; that '
, who signed this Agreemzat on behalf of said . Institution was then
of said Institution ; and that this Agreement
was duly signad for and in behalf of sald Institution. by authority of its
governing body and is within the scope of its corporate powers.

Vitness my hand and the seal of said coérporation this

day of 5 49

Q

(Corporate Seal) By
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Exhibit A .« B3

CONFIIiAIORY IVSTRUH&NT

Application for: (Title of Invention)
Inventor(s): - :
Serial Ho. Contract (Grant) No.

Filing Date: ¢ Institution:

The invention identified above is a "Subject Invention" under
(1dﬂnt1fy Institutional Patant Agreement number)
fo vhich contract (grant) No. with
(specify Govermment agency) was subject.

This document is confirmatory of the paid-up license granted to
the Govermment under this contract (grant) in this invention, patent
application and any resulting patent, and of all other rights acquired
by the Govermment by the referenced Agreement.¥ '

The Govermment is hereby granted an irrevocable power to inspact
snd make copies of the abo*“~1dent1f1ed patent apnllcatlon.

Signed this _day of L 19 .

!

(Institution)

(Signature)

- (Print or type name)

(Officizl Ticle)

CERTIFICATE

of the Institution nemed as licensor herein; that
vho signed this License on behalf of the Institution 1s

of said Institution; and that said License was duly signed for dﬂd
in behalf of said Institution by authority of its governing body,
and is within.the scope of its corporate powers.

Signature

* If in accordance with Section IV(a) of the Agpreement, the Agency has
determined that a license for state and domestic municipal governments
vill not be obtained, the following should be added to the Confirmatory
Instrument: ‘

“"The license granted to the Government does not include state and
domestic municipal governments."

.
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Notes for Completion of IPA

1/ Insert name of agency

2/. Insert reference to Inmstitution's official policy statements.,

- N

2/ If any current grants or cottracts are to be excluded from the
agreement, a statement such as the following should be inserted
here: "This Agrecement shall not apply to the following contracts..."

4/ .Agencies may wish to limit the scope of the agreement to contracts
entered into after the date of the Agreement. In such case,

this section would have to be revised. If such
an approach is used, consideration should be given as to how contract
extensions will be treated. :

e may be deleted bu
Patent Agreements wil

=4

-

6/ Some agencies may wish to include additional or alternative provisions
——- concerning international matters including such language as thay
cousider necessary pursuant to~1-9.107-3(n)(2). .
7/ Agencies may find it useful to include more detailed instructions
" herc on the format of thesa reports and the persons to whom they
ghould be supplied. The exazi clause may have to ba varied
according to the agency's normal contract close-out procedures.

8/ If none 2re to be used, insart "mane., !
9/ Different dates mavy be substituted dapending on the Agency's
P g <3 3 <y T

)
4 e g .
neaas,

10/ Insert applicable addresses and officers.
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4. Add a new section 1-9.109-7 as follows:
§1-9.109-7 Negotiation of Institutional Patent Agreements

(a) Information to be submitted by Institution

An institution desiring to enter into an Imstitutional Patent
Agreement shéll provide the agency with the following information:
(1) _Gene%al information éoncerning the institution, including:
(i) A copy’of its Articles cf Incorporation;
(ii) A stateﬁent of thé intitution's purpose and aims; and
(iii) A stateﬁent indicating the source of the institution's
funds;
‘ (2) A copy of the instiiution's-cstablisheé patent policy,.
together vith the date and manner of its adoption;

(3) The name, title, address and telephone number of the

-

officer responsible for administration of patent and invention
matters and a description of staffing in this area, ingluding all
offices which contribute to the institution's patenﬁ mﬁﬁagement.
capabilities; =

(4) A description of the institution's procedures for
identifying and reporting inventions and a description of the pro-
cedures for evaluation of such inventions for inclusion in the
institution's promotional program; .

(5) A copy of_ the agreement éigned by employees engaged in
resecarch qn& devélopment, indicating their obligation in regard

to inventions conceived or for the first time reduced to practice

in the course of their assigned dutiesy

U MHOlitT e Sdva—y —o -
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(6) A copy of the inventicn rejoi? . or outline utilized
for preparation of invention reports;
: (7) A statement whether the instifution.hés an agreement
with any patent management organizations‘or consuitants and a copy‘of

any such.ag;eements;

(8) A descrip§ion of the plaés and inténtions of the institution
to bring to the ﬁarkétplace inventions to which it retains title,
including a description of the cffort; typically undertakeh by the
institution to license its inventions;

(9) A description of the institution's past patént application
and patent licensing activities, iﬁcluding the following:

(i) Kumber of inventions reported to the imstitution during
cach of the past five years;

(ii) Number of patent applications filed during each of the
pési'five years; .

.

(iii) Number of patents obtained during each of the past

3

five years; S :
]
. . . - . »
(iv) Number of exclusive licenses issued during each of

the past five years; i

(v) Kumber of nonexclusive licenses, other than those to

sponsoring Government agencies, issued during each of the past. five

years;

(vi) Gross royalty income during each of the past five years;
(vii) A general description of royalties charged, including

minimum and maximum royalty rates;

A au N UL LY FHCIT N1 1T NnAo



- . i

(10) -A list of sugsidiary or affiliat; institutions, thch
wouyld be covered.by an agreement signed by the institutiog;'

(11) If the institution is a subsidiary or affiliate organiza-
tion, the name of the other organiiation and a description of the
trelationship;

‘ (;2) The amount of Government support for research and
‘development aétivities currently being adninistered by the institution,
giving Government agéncy and breakdown;

(14) A statement of the institution's policies with respecf to the
éhariﬁg of royalties with eméloyees; and

"(15) - A description of the uses made of any net income generated
by the institution's patent management pfogrém;

(b) Criteria for evaluation of a technology transfer program

Before an Institutional Patent Agreement is entered into with
an institution, the institution shall have a technology transfer

program which, as a minumum shall include:

(1) Ao establishgd patent policy whicg is coﬁsistent with the
policy in §1-9.107-3 and is adninistered on a continuous basis by an
officer or organization responsible to the institﬁtion;

(2) AgreemeAts with employces requiring them to assign go the
institution or its designee or the Covernment any‘invention couceived
or first actually reduced to practice by them in the course of Qr
under Government contracts and awards or assurance that such agree-

ments are obtaincd prior to the assigament of personnel to Government-

supported rescarch and developuneat projects;
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(3) Procedures for prompt invention identification and
timely disclosure to the officer or organization administering the
patent policy of the institution;

(4) Procedures for invention evaluation; and

(5) &An active and effective promotional program for the

licensing and marketing of inventions.




UNIVERSITY AD HOC TASK FORCE

Minutes of Meeting - March 10, 1597

The meeting convened at 9:45 a.m. in Room 511 of the National
Science Foundation, 1800 G Street, N.W., Washington, D. C.

Attendees ,
Members Present
Norman J. Latker, Chairman HEW
Jesse Lasken NSF
Robert Xempf NASA
Eugene Pawlikowski NBS
A. F. Kwitnieski ONR
Thomas Kundert for Martin Postman AF
Executive Secretary Present
O. A. Neumann DOC
Members Absent
Robert Poteat ERDA
LTC H. M. Hougen : Army
John Raubitschgga_ﬂ_____“_‘ NSF
i . "‘_\*.__—_\\‘
REVIEW

The Chairman asked for specific comments to the Institutional
Patent Agreement, and to the March 10, 1977 memorandum
distributed by Mr. Lasken at the beginning of the meeting.

Following a discussion of Mr. Lasken's work product, it was
agreed that Mr. Latker would make available to the Subcommittee
on Intellectual Property the revised IPA, and would suggest

the revising of the FPR if the revisions to the IPAR are adopted.
/

The Task Force also agreed that a copy~of the comments received
by GSA together with the disposition and ratiocnale therefor

would be prepared and made available to GSA when the proposed
amendment to the FPR relating to the IPA is submitted for
issuance. S

CORRECTION-FO-MEWYPES~ ——

Mr. Neumann noted Mr. Lukasik's request to correct the minutes
of the February 4, 1977 meeting of the Subcommittee by adding
his stated opposition at that meeting to the continued work




University Ad Hoc Task Force
Minutes of Meeting - March 10, 1977
D

on the IPA." This statement is intended to provide the
correction.

The meeting adjourned at 11:45 a.mn.

P
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0. A. Neumann
Executive Secretary

cc: Frank Lukasik




