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DEPARTMENT OF HOUSING AND URBAN DEVELOPMENT

WASHINGTON, D.C. 20410

OFFICE OF THE ASSISTANT SECRETARY

FOR AOMINISTRATION

September 17, 1976
IN REPl.Y REFER TO:

ACC-S

Mr. Philip G. Read
Director of Federal Procurement

Regulations
General Services Administration
Hashington, D. C. 20406

Dear Mr. Read:

This letter is in response to your inquiry of July 23, 1976,
requesting our comments on a proposed amendment to 41 CFR 1-9.1,
Patents.

He support such an amendment to the FPR whic.h includes provisions
relating to Institutional Patent Agreements with educational and
other nonprofit institutions having a technology transfer program
meeting specified criteria. Thank you for the opuortunity to comment
on this matter.

If we can be of further assistance, please let us know.

Sincerely, ~

~f~.
Thomas R. ~{hittleton

Director
Office of Procurement

and Contracts

,....~ ....... 1 ....



OFFICE OF THE SECRETARY OF THE TREASURY

WASH INGTON. D .C. 20220

SEP 211976

Mr. Philip G. Read
Director of Federal Procurement Regulations
Office of Procurement Management
General Services Administration
Washington, D.C. 2040Q

Dear Mr. Read:

This is in response to your letter dated July 23, 1976,
requesting our review of a proposed amen dment to Subpart
1-9.1, Patents, of the Federal ProcuremeD~ Regulations.

The Department .of the Treasury concurs in the pro­
posed amendment to the Federal Procurement Regulations.

Thank you for giving us the opportunity to comment.

Sincerely,

\ //7 j'/IJ ,~/"> ~
~::47C-;"'7'7&/7 /~ LX /' / rhU..

Thomas P. O'Malley
Assistant Director

Office of Administrative Programs
(Procurement and Personal Property Mgt.)



u.s. GOVERNMENT

SMALL BUSINESS ADMINISTRATION
WASHINGTON, D.C. 20416

Sept. 17, 1976

Mr. Philip G. Read
Director
Federal Procurement Regulations
General Services Administration
wa S h i n g~~ D.C. 20406

Dea r M~,~~ead:
This is in response to your letter of July 23, 1976 relative ­
to the proposed changes to the FPR in regard to Institutional
Patent Agreement s . From both a legal and program viewpoint,
We have no objection to the proposed change to Section 1-9.107-4
(a) or the new Section 1-9.109-7. We concur as proposed.

SinC~\~)Y,

;a±-' --L~>k
R. F. Mc~~mott,j}rfector
Offi ce of Procurement and
Technology Assistance

-- ---_. --- _._ --- -- -- - - ------- - -- - - - - --- - - - - - - -
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USIA
U~ IT[ D STArES

f\:FOR.\!ATlON :\G ENCY
\\,ASHIr-.:GTO\i 205+7

Sept ember 21, 1976

Dear M.r . Read:

It is not anticipated that t he propo sed amendment of Federal
Procurement Regulat i ons, Subpar t 1-9.1 dealing with Institutional Patent
Agreements with educational and nonprofit institutions having a technology
tran s f er program would hav e applicabi l i ty t oaar0' Agen cy contracts. However ,
we have reviewed the revision and have f ound it to be acceptable.

Thank you for the opportunity to review ~~d comment on t hi s proposed
amendment .

Sincerely,

G_>JJj//~
h~es T. I·jc I lwee

Chief
Contract and Procurement Division

Mr. Phil i p G. Read
Director, Federal Procurement Regulations
Office of Federal ~~agement Policy
General Services AdT.Qnistration
Washington , D. C. 20 406

- --- - - - ----"- ------ - ---- ----- " .. ~._- ------_.- - - - - ---_._---------- - - ---- -_.
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~h'parfilll'l1t l1f 3]lt!3tirc
~l:t!llli1tBtLllt 20530

lrr. Philip G. Read
Director of Federal

Procurement Regulations
General Services Administration '
Washington, D. C. 20406

Re: Proposed Amendment to FPR Concerning
Educational and Nonpr of i t Institutions

Dear Mr. Read:

This is in response to your letter of July 23,
1976 requesting the views of the Department of
Justice on a proposed amendment of the Federal
Procurement Regulations. The amendment would add
provisions relating to "Institutional Patent Agree..;.
men t s" 1;vith educational and nonprofit institutions.

The thrust of the amendmerit is that educational.
and nonprofit institutions which meet certain criteria
would be permitted to keep title to inventions growing
out of Government research and development contracts,
subject to (1) specified march-in rights with respect
to those inventions, and (2) a royalty-free license in
the Government. To carry out the policy, the proposal
would provide in the FPR a form of agreement entitled
"Institutional Patent ,Ag1;"eement." '

We believe that-the proposal appears reasonably
acceptable as a limited experiment wLt.h a "title in
the institution" approach.

We suggest the following modifications in the
draft proposal:

- ---- ,. --_._-------------.---------~
I ( " 1;...r I
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(1) In subpar. 3(c)(1)(C), page 2, line 3 change
"or" to "and." This change would make the agreement
contain the requirement that licensing by the insti­
tution will normally be nonexclusive except where
the desired practical or commercial application has
not been achieved and is not likely to be expeditiously
achieved through such licensing. This change will - .
provide a stricter standard for other than nonexclus~ve

licensing and will eliminate the alternative choices
provided by the present structuring. Non-achievement
of the desired application can be ~eadily identified,
but the alternative provided by the present wording
would appear less susceptible of ascertainment and
conducive to subjective decision. The existing
choice be tween alternatives may invite resort to
the less demanding test of unlikelihood of expeditious
achievement as grounds for departure from the normal
licensing called for. The weakness of the current
language is that it forecloses nonexclusive licensing
in the situation where the desired practical or
commercial application could, in fact, have been
expeditiously achieved contrary to the impression
at time of licensing.

(2) . Page 7 , subpar . . (b) - We urge that a "march-in"
right in the Government be spelled out with respect
to antitrust principles. Such right should be absolute
and not subj ect to the p rovLs Lons of IV(b) (A) and IV(b) (B) •
Although march-in for competitive reasons could be
achieved under the present language of IV(b) , such ·
right would not be absolute. The urged addition could
provide for the exercise of "march-in" rights "should
the Government determine that the retention of
principal or exclusive rights by the Institution
will tend substantially to lessen competition or to
result in undue concentration in any section of the
country in any line of commerce to which the technology '
involved relates, or to create or maintain other situations
inconsistent with the antitrust laws." A similar "march-in"
provision is included in the proposed draft bill on
Government Patent Policy emanating from the Committee
on Government Patent Policy this year. The quoted
antitrust standard is from the Federal Nonnuclear
_En e r gy Research and Development Act of 1974.

- - - - --- -- -- ----- -------- - -- ------ - - - - - -- - - - -
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(3) Page 13, subpar. (b) - The periods prescribed
regarding exclusive licensing should not be subject
to extension; indeed, we believe that the maximum
periods should be less than those in the proposed
regulation. "

We have noted the follm.;ingtypographical errors:

(1) Page 4, 2nd u\·;HEREAS" clause, line 2 - "and
entire right" should read "an entire right."

(2) Page 5, subpar. (e), . line" 4 - letters transposed
in "agencies."

(3) Page 5, subpar. (a). line 7
in "to."

letters transposed
•

(4) Page 5, subpar. (a), line 9 - "any" should read
"an." "

' ....: . ".
IRVI G J FFE '

Deputy Assistant Attorney General
Civil Division '

' N.I " f'I.. .... , ...., t....,.. " I' ..
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VETERANS ADMINISTRATION
DEPARTMENT OF MEDICINE AND SURGERY

WASHINGTON. D.C. 2.042.0

SepretdJer 21, 1976 IN REPl..Y

REFER TO: l34A

• Mr. Philip G. Read
Director of federal Procurement

Regulations
Federal Sup ply Service
General Services Ad'Tlinistration
Crystal Square No.5, Room 1107
Washington, D. C. 20406

Dear Hr. Read:

We have revi~~ed and concur in the proposed change to FPR 1-9.1
on the subject of Institutional Patent Agreements. Attached for your
information is a copy of a memorandum on the subject from our agency
patent counsel.

Sincerely yours,

(10 () C~
~~OK '
Dir~, Supply Service

Enclosure

ShoUl tltltra'n's full name , l01 file number, anJ social security number 011 ill! correspondmc«,
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Septerrber 21, 1976

Mr. Philip G. Read
Director of Federal Procurement

Regulations
Federal Supply Service
General Services A~inistration

Crystal Square No.5, Room 1107
Washington, D. C. 20406

Dear Mr. Read:

134A

We have reviei-ied and concur in the proposed change to FPR 1-9.1
on the subj ect of Institutional Patent Agreements. Attached for your
information is a copy of a memorandum on the subject from our agency
patent counsel.

Sincerely yours,

CLYDE C. COOK
Director, Supply Service

Enclosure

--------~~--- ---
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Proposed Revision to FPR Subpart 1-9.1 Patents

SEP 15 1976-'
"

,. ~

. '

Assistnnt General Counsel (024)

Deputy Director, Supply Service (134A)

2. The proposed revision, prepared by the Ad Hoc Subcom-
mittee on University Patent Policy, would add subsection
(6) to 1-9.107-4(a). TlLls new subsection ~ould permit
Federal agencies to enter into lnstitutioncl Patent
Agree~ents with .educational and ether nonprofit institu-
tions having a technology transfer prograw mee t i ng the
criteria set forth in 1-9.107(b). The revision would
-a l.s o re title 1-9.107-6 to rea.d, "Clauses for Domestic
Contracts (short form) and Institutional Pa tent Agreekcnts"
and a dd a new subsection (c) to 1-9.107-6 ~]hich toi i 11 set
forth the patent righ~s under Institutional Pa t ent Agreements,
as ~ell as a new section 1-9.109-7.

1. This is in response to your memorandum reouest of
August 2, 1976, for co~~nts on the proposed rev~s~ons to
the Federal Procurement Regulations, Subpart 1-9.1 Patents.
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3. Thi~ office has reviewed the proposed revisions and
we find no objection th;2:CCtO. Use of the I nstitutional
Patent Agreeraenr appxoach t,;ith educational and other
nonprofit Lns t Ltut.Lous t-:1-11 be new co this .:gcncy, however,
not new to t he Federal Ccve rnment; , He are cware of at
least one other agency t-Jhich presently utilizes this
3??rC3Ch and, we beLi.cve , expe~ienc8 has 5ho\-1:1 t ha r the use
of such a grecL':c:nts can f .:l.:::ilitutc the process of deterr::ining
owner s hf.p rights and a dmi.n.i s t.ra t.Lon of any patents for
inventions e~nating froill research efforts. - The agency
will not be di ve s t i ng itself of control over rights in
inventions, but alloHinr'; the institutions to a drri.nf.s t e r
patent rights in accordance with m1 Institutional ?atent
Agreement~ entered into before~~d by the parties •

..



4. We do feel, however, that co~ent should be made with
regard to another ~tter. f~esentlYt a draft bill entitled,
"National Intellectual Property Act of 197.6" is before the
Office of }~nl1gcrr:cnt: and Budget; fo:t' approval , The exact
effect that enactl~cnt of the bill would have on the
proposed revisions to the FPR is not presently kno~~. It
appears evident, however, thct if the bill is ultirr.ately
enacted. substantial changes or more likely, repeal of the
FPR revisions under consideration will occur. The bill
contains an entire chapter devoted to allocation of property
rights in inventions resulting from Federally-sponsored
research and development. No distinction is contained in
the bill regarding contractors with technolOGY transfer·
capabilities and those 'tvithout such capabilities and,
therefore, application of the FPR revisions, once the bill
is enacted, would not be feasible. Under the bill,
allocation cf property rights in inventions will be
handled uniformly as provided for in the bill, regardless
of the nature of the contractor.
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5. To summarize, we have no legal objection to the proposed
. FPR revisions, however , ~']e do realize that enac traerrt of
the I'Nctional Lnt e.L'l ec rueL Proper-ty Act of 1976" ~;i l l

effect those revisions. Enac t men t of that bill, however ,
is not e~~ected to occur for quite some time and, therefore;
we recorrrr~nd concurrence in the FPR changes at this ti2e.

JOHN B. DE LEO

2.
'.



UNIT ED STATES

ENERGY RESEAf{ CH AiW I.~ E V EL Opr.~ E NT AD lvl : ~·!lSTP.ATIO N

WASlllil GTON, D.C. 20545

SEP 2 O· 1976

l·j.r. Phi lip G. I\ead , Director
Fede ral ProcureRent Fc~ u12tions

Genercl Services Admi ni s t ra t i cn
Federal Supply Servi ce
~'~ashing ton , CC 20406

Dear Hr. Read:

'Ihis is in response to your letter of July 23 r 1976 r request.inc our vi.ews ,
Lncluc irr; t hose of our patent counsel, on the proposed revision to Subpart
1-9.1, fatents, of the federal Procurement, I:E:~ulations.

We note that the profosed @nendment represents the efforts of the Univer­
sity Patent Pol i cy Ad Hoc Subcommittee of the Exec utive Subcommi t tee of
the Committee on Gove~Th~ent Pat ent Pol i cy to develop a stwldard I ns titu­
tional Patent AgreeIT.ent (IFA) fo r use by al l C~vern~ent agenci es and that
an ERDA represent ati ve par t i cipated in the actual draf t ing of the proposed
text of the I f-A. ' \';e, th er ef or e , suppor t the approach taken In the pro ­
posed FPR h~endment ; namely, L~at 211 C~ve rnment agenci es should have a
standard t ext covering agreements with educational and other ronprof i t
institutiors wh i ch have a~ approved technolOjj trans f er projra~ , provi ded
the agreement has the requisite flex ibility to permit deviations ~11ere

required by our statut es. Eased on our review of th i s ~endIT.ent , i t
appears that th e proposed IPA has this requisite flexibility in that G"1e
provisions f€rmit arl agency to deviat e on a case-by-case contract situa­
tion or wher e required by statute.

It should be euphas i zed , however, th at Er~A has interpreted Sect i on 9(d)
of the Federal Konnucl car Ener~f Rese arch and Development Act of 1974
(P. L. 93-57"1) as not authorizing the Administrator or hi s des i gnee to
automat i cal.Iywai ve r at the tLT€ of contracting, title t o i nvent i ons to
nonprofit educational Ins t i tut i cns having an approved t echnoloqy trans­
fer capability. Rather , £IrA on a case-by- case-determi nat icn is con­
sidering waiver reques t s by nonprofi t educational institutions, applying
tre criterion that the fact that the institution has an approved t ech­
nology trans fer capabil i t y is not in and of itself j ustification for the
grant of an advance waiver . In our report to Cong ress , this i s sue was
identified as one in whi ch possible legislati~e clarification or modifi­
cation may need to be addressed.



~k. Philip G. F£ud 2
SEP 2 D 1976

Furthermore , under the propos ed ned section 1-9 .1U9-7, t f' e re a re p ro­
vis i ons for necot i.a t ion or IfA1s . enucr tr, c .: '~:;:::;ro2ch conte i ned t here­
in each i nstitut i on i s reoui r ed t o s urrrr i.t ce r t.e in infon.>~;tion t o each
agency wi th vh .i.ch it .j~sirc:s t o ent.e r i nt o all IFA. y~e voul.d suppor t
the establ i shment of an i nt erager:cy gr0 1_::: wh i ch vou l c b2 the central
Ocvernn.ent; contac t [ or rece i v i nq a::d E::vE1L:cttin'J t he various appl ica­
tions for 2.L={)[OVal of on .ins 't i tut i cn vs t cchnc.Iccy t r.snsf er program.
ERDA presen tly in i t s waiver ceterminat i ons takes into account the
fact of whether or not the reques t or hes en e;:i s'c.ing ar-pr cvEC tech­
nolcgy trans f er pr oqram with any other Covernn.ent; agency , since vie
have not es tabl ished .a procedure or cri t e r i a for approvi~0 technology
trans f er prcq r aras • .

vdth respect to the tex t of the proposed a:r:2ndrr;en t , ,-;e have some sug­
gested chonges for you r ccnsideration, and we have marked i2p a nw~Per

of pages ' to reflect them.

We appreciate the opportunity to provide these comments.

Sihcerely,

_/5/f/~'I rn .l:;hy!~
Yr!'LJf Richard P. hhi te, Chi.ef
LJ- policy Deve~orment Branch

Division of F~ocurement

Enclosure:
Pertinent marked ~~ pages of

proposed FPR Amendmen t;

--- ,,----- - ----- - - .._------------------------_.~----"'-~-



}Ir . Phi l ip G. Read
Director of Feder~l

Pr ocur emen t Regul a t i ons
General Services Adminis t r a t i on
Feder a l Supply Se r Jice
Washi ngt on , D.C. 20406

Dear Hr. Read :

This is in reply to your letter of July 23, 1976 , regarding a

proposed revision to Subpar t 1-9.1 . Patents. The Panama Canal Company

has no objection to t he proposed revision.

Sinc erely yours ,

Thomas M. Consta.nt
Secr e t arv , Panama Canal Company

.. ..--- - - ---- -_.­--- - - ------- - -

....,

;
. i

I
I



OFFICE OF THE SECRETARY OF TRANSPORTATION

WASHINGTON, D.C. 20590

November 1, 1976

Mr. Philip G. Read
Director of Federal Procurement Regulations
General Services Administration
Washington, D.C. 20406

Dear Mr. Read:

This is in reply to your letter of July 23, 1976,
requesting comments on proposed coverage in the Federal
Procurement Regulations (FPR) Subpart 1-9.1, Patents,
on Patent Agreements with educational and other nonprofit
institutions having a technology transfer program meeting
specified criteria.

The concept of Institutional Patent Agreements (IPAs)
is acceptable, but applying such agreements only to
educational and nonprofit institutions is not acceptable.
Educational and nonprofit institutions constitute a
minute segment of the economy engaged in research, while
private industry spurred by the profit motive constitutes
the largest research factor in our economy. The Govern­
ment should seek the broadest market in order to obtain
the greatest return from the tax dollar it invests in
research. Therefore, unless the proposed FPR coverage
on IPAs includes on an ad-hoc basis, application to
private industry as well as educational and nonprofit
organizations, I oppose the coverage as discriminatory
and not maximizing possible benefits to the Government.

Sincerely,

<~4...~4
~~rnett M. Anceleitz ~
Director of Installations

and Logistics

______ ___ _ _ _ _ _ _ • n • • • • • _

,1 ~ _ , •.• __ ..1.... .... ...... + .... ,... ......... ,........,V"\ ,...,,~ L:"l,r""'II'""\"t"'\r"\Tn"'l:7
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michigan technological university

houghton, michigan 49931

Mr. Philip G. Read
Director of Federal Procurement
Regulations

Federal Supply Service
General Services Administration
Washington, DC 20406

Dear Mr. Read:

-:2./ li
•.~ ~ "'r

division of research
906/487-2225

This is in response to your letter of August 5, 1976, which
solicits the views of my organization on the amendment of
Federal Procurement Regulations to provide for Institutional
Patent Agreements. Michigan Technological University is a
non-profit educational institution which has an existing,
successful, technology transfer program.

Let me begin by strongly endorsing the principle of Institu­
tional Patent Agreements--it has been our experience that
everyone benefits from this rational approach to the problem
of putting into practical use and commerce the inventions and
discoveries made at non-profit institutions . That the "build
a better mousetrap ..... " adage is flatly untrue has long been
known by those of us facing the practical challenge of insuring
that newly developed technology is put to work for the benefit
of mankind. The misconception that eager licensees will line
up with fat royalty offers for any patentable invention has long
been espoused by many legislators and bureaucrats who lack ex­
perience in buying and selling technology; my recent paper,
"Triggering Technology Transfer" (copy enclosed), discusses
approaches and challenges to technology transfer in practical
terms .

With this preface, I turn to some detailed comments regarding
the proposed FPR Revision dated January 1976:

3. (C)--relating to non-exclusive versus exclusive
licensing: Who is to exercise the judgment
as to whether "the desired practical or co~­

mercial application has not been achieved or
is not likely to be expeditiously achieved"
through non-exclusive licensing?

3. (D)--also relating to exclusive licensing: Who
is to judge what period of time will be
necessary to "provide the incentive for
bringing the invention .... "?

______ .... .... _. ,..l.. ...II,.A..'-' r-..l...L"'- LJL.L..L....J..\J.



Mr. Philip G. Read -2- October 21, 1976

3. (E)--relating to royalty charges: Who is to
decide "what is reasonable under the
circumstances"?

3. (I)--assignments "to approved patent management
organizations": What and where is the pro­
cedure for a patent management organization
to obtain approval for assignment of inven­
tions?

3. (c) (2)--the Standard Institutional Patent Agreement:
V.(c) specifies that "the Government may duplicate
and disclose Subject Invention disclosures." My
university objects to premature publicity with
respect to invention disclosures as being inimical
to our interests and the Government's interest in
obtaining suitable patent coverage--at least until
after patent applications have been filed. Even
in that circumstance, it is often undesirable to
publish invention disclosure information. We
therefore recommend that paragraphs (c) and (d)
be reworded to make public disclosure of invention
disclosure materials an optional matter, depending
upon the judgment of those who are working on
obtaining patent protection for the inventions.

VI. (b)--contains onerous reporting requirements
which tend to negate the value of the proposed
policy. For instance, why is it necessary for
the Agency to have a copy of the patent application
as filed, and why does the Agency need a copy of
the assignment from the inventor to the institutiop?
Unlike Federal agencies, the universities do not
have manpower available to prepare and submit copies
of sensitive documents to Federal departments which
have neither the need for such detail nor the space
to store the applications and assignments. It should
surely be sufficient for the Agency to receive an
annual report listing the titles, filing dates and
serial numbers of all invention disclosures on which
patent applications have been filed by the institution-­
with the option of requesting copies of relevant docu­
ments, as proposed in subparagraph (viii) .



Mr . Philip G. Read -3- October 21, 1976

Subparagraph (iv) is positively insulting to
the universities. Exhibit A confirms , with full
legal trappings, the legal responsibility which
had already been established by legal agreement
and, in addition, confirmed by a statement re­
quired in each patent specification, as per
paragraph VI. (b)(iii). This is bureaucracy
carried to the ultimate extreme, and Michigan
Technological University strongly recommends
that the entire requirement of that subparagraph
(iv) , together with Exhibit A, be deleted from
the proposed revision.

VII.--(incorrectly labeled VIII, p. 10 of the
draft) : Paragraph (a) includes three alternatives;
presumably the word "or" should follow the semicolon
at the end of subparagraphs (i) and (ii). Even with
the addition of this alterrtative, we object to the
specification of fixed time periods--eight months"
in the first paragraph and six months in the second.
In patent matters , it is our experience that each
specific case must have decisions of this kind made
as a result of circumstances which exist, uniquely ,
for that particular case. We therefore recommend
that subparagraphs (i) and (ii) be rewritten to
g en e r a l i z e the elapsed time for forei gn filings;
e.g. "foreign filings shall be made at an appropri­
ate date following the filing of a corresponding U. S.
application, so as to obtain suitable foreign
protection with a minimum risk of premature disclo­
sure, etc."
-'~r1:r ,';'

'l.:.;1~e;$·

XI. (b)--specifies a period of five or eight years
for an exclusive license . It is our experience that
these times are not long enough to bring many inven­
tions to the marketplace and still assure a return
on the investment of the exclusive licensee. We
recommend that these time periods be extended to
eight years from the date of the first commercial
sale or ten years from the date of the exclusive
license, whichever occurs first--if we are to attract
a licensee to make an investment in and market new
technology developed under Federal contract or grant
auspices.



Mr. Philip G. Read -4- October 21, 1976

Additional comments which follow are related to paragraph .
1-9.109-7, Negotiation of Institutional Patent Agreements;
several of the requirements for information from the performing
insti tution are of questionable value . Paragraph (a), sub­
p aragraphs (8) and (9)(vii) request vague plans, intentions
and descriptions which are literally impossible to generalize
upon. It is our experience that each invention owned by the
University requires a separate and distinctive "game plan"
and marketing strategy--as well as royalty schedules which
most emphatically must be tailored to fit the particular
invention. For instance, Michigan Tech has just licensed
a new proprietary development (molded wOQd particle pallet
production and products); the first licensee has obtained
substantially better terms and larger exclusive production
territory than subsequent licensees will be offered. Product
cost is substantially dependent upon the geographical location
of the production facility, and sales price is also dependent
upon the distance from the factory to the customer. Ma r k e t
demand from region to region is also sharply different, so
that annual minimums could not possibly be the same for each
licensee. · Consequently, we submit that the simple existence
of a patent and licensing program and the existence of licensees
(perhaps some sample license agreements might be filed with the.
Agency) is suitable evidence that an institution is capable of .
effecting technology transfer via the licensing route.

1; final comment c'?lJfe r n s ( th~i'if'Us e of the word "ir:suring"
In paragraph (b)(li~) and (lV) of the last sectlon. Our _ex­
perience indicates that one can never insure that inventions
are promptly identified and timely disclosed or that, conse­
quently, they can be evaluated for inclusion in the institution's
program. We can demonstrate, of course, that our institution has
procedures for the prompt identification and timely disclosure
and procedures for the evaluation for inclusion of inventions
disclosed ..... but , unfortunately, we can never insure that
inventions will always be identified and disclosed. Perhaps
some more appropriate wording might be substituted?

This lengthy dissection of the proposed FPR Revision is not
intended to imply that we are not in favor of the change .
Indeed, Michigan Technological University strongly supports
the principle which is embodied in t h e changes--we have entered
into a similar agreement with the U.S . Department of Health ,
Education, and Welfare. It would be desirable, in our opinion,
to make some modifications to the p roposed Revision--as indi­
cated by the remarks above.



y~ ~ Phi l i p ~a Read
Director of Feder al
Procurement Regul a t i ons
Fe de :r:a l Supp ly Serv:i.cl~

G(m er a l Servic es .f.'l.d.t1Iinis t r a ticn
~.,yashington, D. C. 20l~0 6

Dear l''1r. Read :

SEF "'i ..,,~ ", .
.. ,,':J j ; .

Reference your lett er dated J ul y 23, 1976,
-J • • ,.., ~ , ] ~" p .

u propose~ amenl~len~ to ~UDparc _- ~ .~; ~acents,

Fe deral Procurement Regulations 0

conce'rnf.ng
of t.he

The Dep ar tment of J u.s t ice has no c ommen t; O'J:t the
propos ed revis i on.

or i gi nal sigTled by

_ _ _ _ _ _ _ _ _ _ __ • • • u

- - --- ._ - -- - - -- - -- - - - - - - - - - - - - - - - -



UNITED STATES DEPARTMENT OF AGRICULTURE
OFFICE OF THE SECRETARY

WASHINGTON, D.C. 20250

OFFICE OF OPERATIONS

Mr ~ Phil i p G. Read , Di rect or
F!:::;defD.l Pro cur ement Re9ull} i: ions
Fe dera 1 Supp1,y S~~ r'\r; ce
GeiHsr a1 Sf!\~ vi cos f\dnri n 'l:~ t\Etat i on
Wash i n9 to~ ~ D& Cs 20406

Thi £ 15 In response t o you r 12tter of July 2 J~ 1 97L ~ r~qu2st i ng

ou r CO~~1Tnents on c. proposa l t o .rdn[: ~i d t he Fc:(i(;ra l Prc cur eaent
Q''' f'ii ' -I "~L' .; I",q ;;; \'11' t!· r rfc. 'fl" D ""n .J,. CI T.';'".;.•j ". " ~' 1' 0 "';'11 l) "J.~·, · ",l · :\ .', 'r ••·,..p '-' ·l'- s-et ..~. :) vl \.fo . ~ '. ,~· I . o,,# ;f , \,o.'oiJ , '.~::: ~ -..; .;; • • ~...r:: t.. •... t~ .,;)L>t' ~.J\A "" j ~ (-,; l l' CA. { # ·~ i 1 w ! '\-~ •...: ~" Fi. '\;- ! {,.<o.# It>

Th~: proposed aJ:~cndr~t2 n t shoul d m().-rc expcdt tiousl y br i n9 i~ bcut

t he uti 1i zaticn of t~~chno1ogy (~e\!e1oped U n (~8 r GOVt3~--ar lfi1en t 9rant s
and cont r ects by erJucti t i c71 al and ot hct nO~{i -p r'rJ f i t ojnst"i t ut i ons..,
l~c cord i n;a1 )f 9 l,1E' r·,~~cOi;~rne·nd i rnp1e:nfEnt ,t t i Oti ,t;

Sin ce re lY !t
'.'

< . • •• • , •

.. ' \



DEPARTM ENT OF STATE

Washin gto n, D .C . 20520

September 15, 1976

Mr. Philip G. Read
Director of Federal
Procurement Regulations
Crystal Square Bldg. 5
Room 1107
'V'Iashington, D.C. 20406

Dear Mr. Read:

This is in reply to your letter of July 23 in which you

requested the Department's views on the addition of

provisions dealing with Institutional Patent Agreements

with educational and other nonprofit institutions. The

proposal has been circulated to interested offices

within the Department and they have indicated they offer

no objections to the proposal.

Sincerely,

Harry ~JI. Hi te
Supply Management
Representative
Supply and Transportation

Division

- _._--- --~_...._ - --- - - - - - - - - - - -



Fc c
/,~~.( ~~--~

August 25, 1976

2800

General Services Administration
Federal Supply Service
t-la s hi ngt on , D.C.. 20406

Attn: Philip Go Read

RE·: Institutional Patent
Agreements

Dear Hr.. Read:

Pursuant to the request made in your letter of July 23,. 1976, this
office reviewed the proposed amendment; to Subpart 1-9.1 of the Federal
Procuzement. Regulations.

This office concurs with the proposed amendment ..

Sincerely,

Kenneth A. Gord<>n
Contracting Officer

IJM/jf

------~- _.- _ .•-- _._--- - _ ..--



J \11 y 2 3, l'n 6

De a r Si r :

Ft deral S uliP!)' S eruice
IV oshir,g lon, D C 2(; -~06

This p r o po sed c.me ndme n t o f the Fed era l Pr o c u r e me n t Regulation s
(FPR ) wh i c h i s e n c l o s e d is fODvardedto you f o r c onsidera t i on
i n you r c e p e c i.t.y as a mernb e r o f th e In 'ce :c;s.g e n cy Procureme n t
Pol i cy Co~@ittee .

Th e p r opo s a l c on c e r ns Su b p a rt 1-9. 1 , Pa t e n t s , and involves
t h e addi t ion o f p rovis i on s d e a ling wi th I n sti t u ti onal Pa tent
Agr e emen t s wi t h educa t iona l and othe r nonpro f i t i ns t i t ut ion s
hav i ng a t e c rillo l ogy t ransfe r progr illn me e t ing s p e cified
cr i t er i a.

"~ a d hoc subcommittee o f the Co~mittee on Gover ili~en t Pa tent
Po l i cy d e v e l o ped t h e p r opo s a l a nd it ha s the a p p r oval o f t h e
f u ll Commi, t tee .

I n v iew- of the a c t i o n by the COIT@i ttee , i t i s nOw app ropri at e
t o s o li c i t for~al agen c y view s . I t wou l d b e d e sir ab le , o f
cou rse , fo r your a gency 's paten t c ouns e l t o b e inv o l ved I n
t h i s ma tter.

I wou l d lik e to r e ceive y o u r v i ews o n t h e p ropo s a l , i n
QJ p l i cate, by S ept~mber 1 8 , 19 7 6 . Ques t i on s s h ou ld b e
di r e c ted to r~ . Norman La tker (4 9 6- 70 5 6 ) .

Si n c ere ly ,

/
/r

L.L -7....--~

PHILIP G. R.El~D

Direc tor o f Fe d e r a l Pr"ocur e ment R?gul a tions

En c l osure



4 . Page 5, Allocation ot Principal
de l.e t e t he ,ifOr d ,tlot:r a nd aubs t Lt.ut;e
H a ny " and s ubs titute lI o.nll.

TAB A
Case 76- 120

Ri.ghts, parsgt'aph (a) , line 7,
"to"; l i ne 9) dele te the ~,;o r d

These t wo changes a l s o correct typographica l error s .

5 . Pa ge 7, Hi niJ:;n.lin Rights Ac qu ire d by t he Government, p a ragraph·
( c), r ewr Lt;e t h e firs t sent ence. to rea d:

N:)t \-liths tr:.n.ding s e c t i on II I ( <?) or any other p r ov i.s i.ons of
t.h Ls 'a gr e ei:le nt , t h e Institution agrces to Li.c c n s e or assign
Sub j e ct Lnvcnt Lons as direc ted by t he Age ncy t o comply ,,rUh
the terms or £lny app l :i.c .:J.bl e international agrccment .

This change subst:eutial lyshor t ens the first s entence of paragr aph
(c) and consider ably enhances t he r eadabi lity thereof .

6 . PaGe 8~ Invention Identificat i on , Dls c losurcs , a nd Re po r ts ,
subparagraph (a) ( i), r ewrLt;e t he l as t sentence of the subparagraph
t o read:

Such dis c losu r e sha l l be furn ishe d di rect ly to t he Agency

t he s ub:nis s ion of other reports Hbich may reference os:
disclos e ,t he Sub ject I nve n t ion .

Th is c h ange s hortens the sent e nce and als o enhances the rea dabi l ity
thereof. The ch a nge als o e LdraLnate s t .he vords " progress or f Lnanc La L"
and s ubs t i t ut e s the wor d "o ther",

7. Pa ge 12, Patent Rights ClnuGe, paragr aph (c) at t he top of t he
p ...ge , r e ';vi:i t e the f :Lrst six lines to read:

r

The Con tractor shal l include in any subcontract either this
c lause or t h e " ? !.l tcnt: Rights - Acquisit ion by t he Gov e r m7!c n t "
c l aus e found in ~l CFR 1-9.107-5 if a purpose of t he sub contracc
i s experimental, dcve Lopment a L, or r e search work , If a sub-:
cont r ector re fu s es to ~ccept either

This change shor t ens t he f irs t s ix l i ne s and a1 36 clarif i es t he
mea n ing of t he parag r ap h , The wor ds "Excep t a s provided be low"
were i nt ent i onally de l eted. I t i s dif f icu lt t o de t e rmine what; is
meant by the ,.ords " p r ovided b e.Lov!" , The. words "pr ov i.de d be Low"
could be co ns trued as r eferring to subject ma t te r wi t h i n the sc:me
par a gr aph or cou l d als o b e cons trued a s referring to subject n:at t er
s e t f orth i n pa r a gra ph (b) on page 12. . It \Yi ll be noted r ha t par a­
graph (0) on page 12 i s not part of '~h e Pa t ent Rights Clause.

2
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UNITED STATES OF AMERICA

GENERAL SERVICES ADMINISTRATION

Federal Supply Service
W ashington, D.C. 20406
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Phil i p G. Read
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?iI :r ~~ JI I-) 0 ~ T!:::l:J)
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Ke ep Freedom in Your Future Wi th U.S . Savings Bonds
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NOV 10 1975

' UN IT ED STATES OF AMERICA

GENERAL SERVICES ADMINISTRATION

Federal Suppl» Service

Wash ington, DC 20406_ •,

P"T',_-'j,'T D~! 'I ~',1 nl:C'(\ \;. ;., .'... ....,i1, lJU8!

Mr. Nor man Latk er
Paten t COLltlc i l
Westwood Building, Room SA03
National I nstitutes of Health
Bethe sda, Ma r y l a nd 20014

. .~~
De 'H',tr W, to 1 t ke r :

/ '
", ,- ' ,

The responses received from agencies and industry on YOLlr

proposed amendment to Su~~art 1-9.1, Patents, of the

Federal Procurement Regulations r e ga r d i ng institution3l

patent agreements are fo c ~a r d ed, a s requested, for your

evaluation and use in preparing a revised proposal.

Sincerely,

PHILIP G. READ
Dir ector of Federal Pr oc ur eue n t; Re q uLa t i on s

Enc l os ur e s

Keep Freedom in Tour Future With U .S. Savings Bonds



RESPONSES RECEIVED BY AGENCIES AND INDUSTRY ON PROPOS ED
AIvIENDMENT TO SUBPART 1-9.1, !?t\'rl::N '['S i Of '1' H1<; fEDE RAL

PROCUREMENT REGULATIONS

~:1e n~

. /'
V National Aeronautics and Space Adm.
~Depar tme n t of Defense
t..;'Depa r t :!lt=n t of Housing and Urba n Deve Lopm t .
v' Department of the Treasury
V Srna l l Busine s s Administr a tion
v/U.S. Information Agency
~Department of Justice, Civil Di vision
V""Agency for Ln t e r na t i.on a L Development , ~

v/Departmen t of t he Interior
• ~ I • _ .c .1 1 T' • Of f 'v ue p a r c.ne n C OL ene .i n t.e r lor, . l C12

of the So l ic i t o r
v-;-~i :.) r ;;lr y of Congress
t/Vete r ans Administration
L.--1>a nama Canal Compa ny

.-::
~ Ene r gy Researc~ & De velopment Adm.
6~epa r tme n t of Justice
~~ypa rtffien t of Agriculture
~~epa r tme n t of State
'~ede r a 1 Commu nications Commission
0epartinen t of Transportation

-: -,.~~

Industry

VM i chigan Technological Unive r si t y
VUniversity of !>'li nne s o t a .
~New York Univer sity
~Cornell Un ivers ity
~Color ;;ld o State Uni ve rs ity
~he University of Connecti c ut
~~e r i can Patent Law Association
~he University of Georg i a
~Purdue Research Foundation
~ociety of Unive r si t y Pa tent Adm.
~The Pennsylvan i a State University
t-/'f;Ja t i a nal Assoc. of College & Univer s i ty
~usine3s Officers

~~~~~~~~ti~~~;3 ~~ ~~ ~ a~~ ~(~ ~ I ~ t ~~~o~f
~ica; I nc.

~~ ive rs i ty ') f ~ash i ng ton
~R~ea r ch Triangle Institute
~'anford Univer sity
~~~c i 1 of Defense & Space Industry Assoc.
~he University of Ro che s ter

• ..,i - ...... _ .... - L

Date

9/27/76
9/28/76
9/17/76
9/21/76
9/17/76
9/21/76
9/17/7 6
9/1 7/7 6
No d a t e
9/3/ 7 6

9/13/76
9/21/76
9/20/76
9/ 2 0/ 76
9/17/76 ·
9/21/76
9/15/76
8/25/76
11/1/76

10/21/76
10/7/76
10/7/76
1 0/3/7 6
10/7/76
10/5/7 6
10/21/76
10/5/7 6
10/6/76
10/5/76
10/1/76
9/28/76

9/29/76
9/27/76

9/23/76
9/10/76
9/8/76
9/ 14 / 76
8/ 31 / 7 6

AlOV 9 1976



Da t e

8/10/76 . .".......,..
8/4 /7 6 I :!/...i.P~
9/17/7 6
8/17/7 6
8/1 6/ 76
8/ 18/ 76

2

Ind~stry (~ontinued

~gerS
V~A:er ican Patent LawA.ssociation
" sconsln Alumnl Re s e ar c h Fo un d a t l on

" C~lifornia Institute of Technology
~~n ive r sity of Ca l i f o r n i a
~er ican Society of Civil Engineers
/C.:)(} s tr uc t ion Div i s i on
~ , sh ing ton Univer s~ tYl SL Loui s , 8/17/7 6
~ssa ch u s e t t s Instltute of Technol o gy 9/1 3/ 76
VU~ive rs i ty of Vir gini a 9/ 2 2/7 6
~ichigan Sta te Un i ve r s i t y 9/17/7 6

P:~t~~l=p~:~:~~':i " ' ~~~~~~~~~ 1 :le d : 0 31 r r E.. e_.~ ... .. ~;~~;:~.:~ .~

~/.Uj;r (-e,{! .(4 f eJ C?d~e-/ 17C~-'.·j ."ii ,:..".) Or-h'~ ("' 1/ 1 / 2/ 7(,

~jyi~)~'!"',: .::,(, h/' C~i trC /i'~:'/ \ . . 1 /2 V/71:
/ .'{ ¥/J /" .(J ,If ~Se" ',/" ~ . 'LJ : I ,"Iv /«: ."- 8/ 12/ ' 7k

../ IV ',f!J /1;/li 7' I..; , .j 7-.-, IY c> / / . .
C · .: . ro 5"' I 7(:,

V ~Pf} I I / nrj 7h

.'
-.~



n~/~.~J\I
B~J t~

NalionalAeronaulics and
S.~ce Administration

ftvashington. D.C.
I 20546

~

SEP 2'7 1976
Reply 10 Attn 01: lIP

Mr. Philip G. Read
Director of Federal Procurement Regulations
Federal Supply Service
General Services Administration
Washington, DC 20406

Dear H)pa;"f?J~
This is in response to your letter of July 23, 1976, requesting our
comments on a proposed amendment to Subpartl-9.1, Patents, of the
Federal Procurement Regulations, whi ch involves the addition of
provisions concerning Institutional Patent Agreements wi t h edu­
cational and other nonprofit institutions.

Although . ~ve have no objection to t he proposed Institutional Patent
. Lgr e emen t for u s e by other agenc i e s , wh en app r op r La t e , it is no t
applicable to NASA because of our statutory patent r equirements and
the patent wai v er policie s dev e lop ed ther eun der. ~ASA could, however,
give consideration to any qGalifying institution unde r an Institutional
Patent Agreement wh en r evLcwi.ng patent waLver requests.

We appreciate the oppor t un i ty to comment on the proposed amendment to
the Federal Procurement Regulations.

Sincerely,
,

~J(
J. O' Neil Ha ck ey , Jr.
Deputy Assi stant Adr.linistrator
for Procurement

.. .. <"

..

" ~'- 'O"#l·l1
1 ,

... ' _ _ n ' ... _



OFFICE OF THE ASSISTANT SECRET ARY Of DEFENSE
WASHIN GTON, D. C. '20 30 1

I!H lA U ... T10N5 AND l O GI STICS

28 Septembe r 1976

Mi' o Philip G o Read
Di r ector of Federal Procurement Regulat ions
General Services Administ r at i on
Hashi ngt on, Do C . 204.06

Dear M:c 0 Read:

This ,'!ill acknov'Ledge your letter of 23 July 1976 request i ng comments on
t he proposed amendment of Subpart 1-901 r ela ting t o I nst itutiona l Patent
Agr eements .

At t ached f or your eval uat i on and cons ider ation is the Pat ent s Subcorr~ittee

r epor t of 9 Sept ember 1976 on t he proposed a~endment o Thi s repor t i s con ­
sider ed se li' -explanat ory and concludes t na t the proposed I nst itutional
Pat ent Agr eements cover age i s appropriat e f or i nclus i on in ASPR ,'!ith t he
attached, suggest ed edit or i al changes .

Since r ely,

Att ac hment
as st at ed

--- - - -- -- - - - - - - _._----- -- - --- - - ------- - --- --._-------- ------ - -- --- - - - - -

,
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DEPl\r-<TMr~NT OF THE r'lAVY
OFFICE OF NAVAL I<ESEId'~CH

AHLI:"IGTON. VlnCI",IA 222!7 .

303 :RTC: srn
9 Sap 1976

HTJ:iOR".'.1m;m FOR CHAIRl-fAH, ASPR COHHl'ITE1~

\

SUBJECT: ASPR Case 76-120, Institutional Patent Ab~eemeuts

I. PROBLEt{:

To review the proposed &,encment to Subpart 1-9.1 of the
Fe de r a I P'ro cuueraent; )~egll1(;,tions relating to Institutional P.:J.t~n.t

Agrce.nent;s and provide the ASPR Commi.t tee ,lith comme.nts t.he rcon
t.o ge t.he r vith a pr opcs e d letter to the General Se rvLce s Adminis tration
(GSA.) for the Chrd.rman's signature.

II. RECO:; Q·SNDAT ION :

1. The Institutional Patent Agreement proposed by GSA is
appropriate in concept for inclusion in ASPR.

2. Before incorporating the Institutional Patent Agreement into
. - --.-. - - .'- .. .... .. ,., -' ~., :- ..... ." .
~~;:);;1.~"') sro u s uou i,u \'/a1.L UftCL.)_ vCiJ.~ ll~;';':;

> ,

proposed ame.ndment; to Subpart 1-9.1 and has prepared a final versLon
of the proposed ame ndrne nt ,

3. \'fuen a final version has been prepared) DOD rcp re.sentat.Lvos
should meet ~ith GSA represent&tives to coordinate the incorporation
of the Institutional Patent Ag reement into AS::?R. The p rocedure a
for the use of Institutional Patent Agreements 'as Bct forth in the
proposed amendmc nt; to Subp a r t; 1··9.1 \tlill possibly have to be revised
s omewhat; before incorporation into ASI'R to reflect the DOD organLzatLonaL
structure and to acc ornmodat;c DOD contracting procedures.

4. Certain editorial, changes should be made in the propused
Institutional Patent A3reeI;lcnt to el:Lrr.:i.nate f:.!:,bisuities and typo­
graphical errors therein &5 well as to enhance the readability thereof.
Such changes iv111 also shorten cer t a i.n portions o f the proposed ..
Institut ional Patent. Agreement. These e df.t or LsL changes axe illustrated
in TAB A.

Ill. DISCUSSION:

1. The Sub ccrmri t t ce cons Lde r s Ins ti tut:i.onal Patent; Agreements
to be appropriJt:e £0"(" use i.n DOD contrL1cts and can visualize no
problems of an uuusu a I na t.u.r e that lilir,ht ar Lsc f rorn their use. The
proposed Institution3-l Patent Agrccm-er;t in concept is considered to
be sound.
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2. The procedures or instructionu:l. matc~ial in ASI'R fOJ:

Lncorpor at.Lng Lna t.Lt.ut.Lona.L Panenc A3reeme:uts Lut;o DOD contract;a
may have to as sume a form slightly differ,::nt: than the procedures
appearing in the proposed amendment: to subpo:rt 1-9.1 but such
p rocedu r e s can best be '(,;ritte.n after the fined. version of the
proposed Hlllendm2nt has been p r epar-e d , In par't Lcu l ar , t:h~ propcs ed
proce.d'.'''::.'':9 appearLng on pages 1, 2, and 3 of. Subpart 1~9.1 t.1ay
have (:: ',e;;, modified in a suitable. manner. ¥ihcn Lncorpo r at.ed into
fSPR. Such ?rocedurcs msy have to be rr.odif:ied to recite that the
Officr.: -:.< ;-hval Rcaearch ,dll be aas fgncd the r enpons Lb Ll.Lt.y for
admL.' .'.; ".:L;:..:ing Lns t Lt.ut.Lcna.l, P12tent Agreements for DOD and that
Ius~it..;;;:';:;~wl Patent Agzeement s ,dll be Lncorporated into OOD
con~.:::"c,::;:.:'; by reference.

3. rne editorial changes Ln the proposed Iustituttonal Patent;
Agre(",'~nt are illustrated and explained in T,i\B A.

f~, A proposed letter to GSA is attached as TAB B.

5. All meraber s of the Sub comcd t t ee concur on the comment.s set
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TAB A
Cas e 76-120

" EDITORL\L CFANG~S IN, Tilli PROPOSED
INSTlruTION~\L PATE~r AGP~Erlli~r

1. _Page l~ , second mlERlli\.S c Laus e , r ewr Lt; e the claus e to read :

vTHEREAS, t hc I nst itution is des i r ou s of ent e r i ng into en
agreeme nt ~hcreby it may r e t ain the cnt ire r i ~ ~ t ) title,
and int e r c s t: i n and a dmi ui.s t e r Lnv ent Lons mad " i n. the
course of or unde r rese arch sup ported by the !gency ,
subject to cer caLn rights acquired by the Gove r nmerr t ;

This change el~.ITllnate8 a typographical e r r or and a lso enhances
the re ad ability of t he clause by placing the words fl s ub j ect
to certain righ t s a c qu i r e d by th:~ Gove r n;nent lf at t he end of the
HHEFEAS clause.

2. Page 4, Scope of Agreement , r euri te the first s entence to J:cad:

This Agre cli:'?llt defines t he right s of the p a r t i e s h e r e t o
::- ega r ding t he aJ.l<;c a t ioaof right s in Sub ject I Dven t5.ons
r e port e d afte r the dat,e of th is <'~RX'ecmel1t and made u nder
cont r ac t s entered int o prior to ~ - _ _~~~~_ 11)
except co nt r ac t s s pe c i f i cally excluded by t he Agency .

This change cla r i f i e s t he meLULing of the fi r st s e n t e nce. Th e
sentence as i t cu r r e n t ly a pp e.arn i n the proposed i m t:U.:u t i ona l
Pate n t Ag:::-e <:.r~ent f.uc Ludes t h e wor ds "p r Lor t o" and "any f utur e
cc n t r a ct ", TI.lese ~.Jol:,d8 cxc a.. t.e an i:~mbig'u ity c onccrni.ng t.he a.pp l i cab i l i t y
of ,,:11 I ns t itut ional Pat e nt Ai!. j~ee;n ent to c on t r ac t s ,;,'la rdcd pr ier to
the effective c1.a te of the Ins t i t u t i ona l Patent Ae r cE.rr:e nt 3.nd to thiJ
reporl:ing of i nv €:n tions under such cont r acts , The su bstitu t e ,wrds
" e xcept; coutr act s ~ ; p c c i f :tc ally c xcLude d by t.lie Agl)ucy" clarify
the meaning of t he s cnce nce , In r ewr Lt.t.en form, t he s entence can
clearly be c ona t r ued to mean that an Lns t Lcut Lona I Pa.tent; Ag~cc:('ment.

,.;rill be appLi.cab l,o t o cont.xac t s m·nu:cccl prior to t.hc e f f ective- d ate
o f the I nstitu tiona l Pa t e n t Agrecffi8ut , unle s s t he pr i o r co nt ract s
are mended t o s pecifica l ly excl ude-the a pp l i c c.b il i t y of t he
Inst itutional Pa tent Agreement .

3. Pagc 5, par agraph (C)1 l iue 4, de l e te "Agnecic :3" a nd subs t itu t e
"Agencies".

Tilis ch ange cor~ects a typographical error •

... -- . _ -- ---- - - ----- -- ---- - --~- -- - --



Mr. Ph i l i p G. Read -5- October 21, 1976

Thank y ou for the opportunity to comment on the proposal.
I wil l be pleased to elucidate upon these remarks- -either for
clar i fication or for additional emphasis--in the event tha t
you f ind such amplification desirable.

Sincerely,

~/!L
TPE: mlflo
Enc.
cc : Nor ma n J . Latker , NI H

Thomas P. Evans
Director of Research



UNIVERSITY OF MINNESOTA
TWIN CITIES

'l ice of the Admin istrator

Patents
. .Jniversity-Sponsored Educational Materials

332 Morrill Hall
Minneapolis. Minnesota 55455

(612) 373-2092

Oc t ob e r 7, 1976

Mr. Philip G. Read
Director of Federal Procurement Regulations
General Services Administration
Federal Supply Service
Washington, D.C. 20406

Dear M,r. Re a d :

This letter is in r espons e to yo ur letter of Augu s t 4, 1976
relative to Sub part 1-9.1 o f t he Federal Procurement Re g ul a t i o n s
and deals specifically wi t h Institutional Patent Ag r e e me n t s
wi t h educational and other non-profit institutions having a
technology transfer program meeting specified criteria.

We have carefully revi~wed the proposed FPR revision and
advocate its adoption. It i s our opinion t hat the adoption
o f Institutional Patent Agr eemen t s on a government-wide basis
i s definitely in the public interest as the y facilitate the
e xpe d i t i o u s transfer into p~bl i c use of the results of government
sponsored research. The a doption of this amendme n t will encourage
more organizations to acquire a technology transfer capability
because of the assurance presented that all discoverie s, either
government or organization funded, will be available to carry
the load costwise which such a technology transfer program
entails.

With respect to educational institutions, we believe they
have a unique capability not present where title p a s se s to the
government in the availability of the inventor to perfo rm the
considerable scientific support that is necessary to market
high technology inventions.

Sincerely,

pf,/;~orM~
G. Willard Fornell
Patent Admi ni s t ra t o r

GWF:tfh



New York Uni versity

Office of Sp onsored Pr ograms

15 Washingt on Place, Apt. H-l
Ncw York, N .Y. 10003
Telephone: (212) 598-2191

October 7, 1976

Mr. Philip G. Re a d
Division of Fede ral

Procur eme n t Regu l a t i on s
Genera l Se rvices Admi n i s t rat i on
Washington, D.C. 20406

Dear Mr. Read:

We have e xami ne d the proposed ame ndme nt to FPR subpart 1-9.1
reg a r di ng provisions dealing with institutional patent agre ements
wi t h e du c a t i on a l and other non-profit insti tutions. I wou l d like
to say a t the outset that we favor a uniform institutional patent
agre e ment between educational institutions a n d a l l f ederal agencies.
I th ink it is clear that the a dmi n i s t r a t i v e burden to both the
agencies a n d the grantee institutions would be considerably lessened.

The amen&~ent as contained in your letter of August 3, 1976
meets with our approval; we think that it will help to eliminate
many of the difficulties and objections to the present system of
case-by-case justification of a particular patent clause in each
grant or contract. We have the following comments to make:

Under section IX(f), "Administration of Inventions", it seems
that the language is unnecessarily constraining, particularly the
last phrase beginning, "In such c ases ... " The implication is that
preference would be given to organizations or individuals other
than those listed in part (f). Thus, it appears that the regula­
tions require the grantee to act in an unnecessarily discriminatory
manner.

Under section l-9.l09-7(b) (5) the wo r d i ng does not make clear
the evaluation criteria for assessing "an active and effective
promotional program." This is of particular concern to us since
the Department of the Navy, for example, has interpreted technology
transfer capability to mean that the grantee must demonstrate
representative patents and licenses in specific fields of technology.
(ONR memorandum of February 17, 1976, ref: 6l0:JKP:dcl). The Navy ' s
interpretation thus clearly favors those organizations wh i ch have
already secured patents and licenses an d effectively eliminates the
entry of other institutions into the field of t echnology transfer.
We would therefore recommend that part l-9.l09-7(b) (5) be worded to
read "Procedures for insuring an nctive and effective program of
licensing and marketing of inventions."

" _ . - -_ ., '_ . "- - ---. " ... - ._-"_... - -'-- '. - - - --- - ---._- -

-..: ----....., ,,.... , ., r-.. I I r I ~ t _ LC ..L '-' _ ... __~ ~ _.
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We hope that you have found our co~~ents useful; we are
hopeful t h a t the present non-uniform, administrativ ely complex,
and often discriminatory procedures wi l l b e amen de d . Ple as e be
as s ured of our willingness to be of a ny as s i s tan ce .

~
' ~
j~cerely you r s , ~

I Ii , r )I Il l' 'i t JV \ ,tI( Q(f.e -
' -, / ."\._ I ' \ ~\ v -c., • ...( / ' \ L'-.

V'ictor Medina
As s i s t an t Di rector

VIVl:kclo



Cornell University
123 Day~HRll, P.O. Box D.H.

Ithaca, N ew York 14853

October 8, 1976

Mr . Ph i lip G. Read
Dir ector of Federa l Pr ocurement

Regulations
General Se r vices Admi ni s t r a t i on
Fe deral Supply Ser v i ce
Washington, D.C. 20406

Dea r Mr. Read :

We have read with grea t interest the report of the University
Patent Policy ad- hoc s ub-commi t tee relating t o t he exp editious de­
velopment of civili an use of inv entions resulting from research
f und ed by the f ederal gove rnmen t . We have a l s o reviewed with
care t he proposed r evisions to the f ed eral procurement r egulations
whi ch included a standard institutional patent agreement for general
use.

We woul d like to exp res s our support of the efforts of the
sub-committee and the proposed FPR r evisions as we l l a s t h e IPA
itself. We trust that the following comments will be t aken in the
light of that general approval. They are offered as constructive
criticism rather than opposition.

By virtue of the fact that the proposed reVlSlon is basically
the addition of a sub-section (6) to 1-9.107-4 (a) it is likely
that the requirements it contains will be interpreted as being
inapplicable to organizations other than educa t i ona l and non­
profit operations. I suspect that this is not t he intent and that
further changes to the FPR should be considered.

As a case in point, I r efer to section IV MinimUm Rights
Acquired by the Government subsection (c). As I understand the
situation, the requirements that led to IV (c) are such that they
should be generally applicable. As to th~section itself, FPR
section 1-9.107-5 (e) sets forth the obligations and the applicable
clauses to be used in the event the agency head or his duly authorized
designee may determine them to be necessary. It specifies that the
license to the government shall include the right of the government
to sub-license foreign governments pursuant to a ny treaty or a greement
with such foreign governments. Section IV (c) of the IPA is somewhat
different in that it requires action on the part of the institution
to r equest identification of those cas es in which obligations may exi s t •

.1:.L..L~ .I.. .... "' ~ ......, ~ _



Hr. Read -2- October 8, 1976

The r eference to " co nt r a ct s uppo r t and i nte r na tional ag r e ement; and
t reat y" seems to us to be vague and we are concerned ab out t he ob­
ligation that we mus t foll ow " s uch othe r dir ections of the agency
as a re de~l!ed n ecessary by t he agency to comp l y vnth the t e r ms of
any ap plicable international agreement s . " l-Je believe it should be
the obligation of the agency to a dvis e the i ns titution at the time
of a proposed grant or contract of any such r equiremen ts, and that
they shoul d no t b e r et r oa ctive. Dir ec tions of the agency to whi ch
we wi l l b e obli gat ed should be cl early stated a nd und er stood pr i or
to con t r act execut ion .

Section V (a) r equires a complet e techn ical di sclos ur e for each
s ub j ec t inven t i on wi thin s ix mo nt h s a f ter concept i on or first r eduction
to practice and sec t i on III (a) r equires that s uch dis closure be
acc ompanied by the i nstitution's e lec t i on as to whe t.her it wishes
to retain ent i r e right, title a nd interest in the invention. Assuming
the most f avor ab l e , but mos t unlikely situation in which the institution
is illva r e of an invention i mmediately upon conception or first r eduction
to practice, this woul d mean that the decision as to filing woul d
have to be ma de within six months at best. Our exper ience indicates
to us that this period is unrealistic in t erms of normal r eporting
practices of inventors coupled with the time required for patent and
commercial evaluation. Solicitation of commercial interest, analysis
of the market, review of i ndustrial requir ements on obtaining approvals
for new projects usually take a considerably longer period. What we
a re suggesting h ere is not omis sion of time frames but some a dded
flexibility to the institution to make a thorough a s ses sment possible.

With regard to section VIII which provides for assignment of
rights to the IPA holder from sub-contractors, we woul d like to see
some language added to eliminate this requirement if the sub-contractor
is itself an IPA holder. We a s s ume that for the purposes of section VIII
that the requirement is intended to apply to sub-contractors who are
not educational or non-profit institutions.

While we understand the reasoning that led to the provlslons of
section IX (f), and we find that these restrictions might at times
lend f or ce to our decisions in such ma t t e r s , it is our view that we
are in perhaps the best position to assess possible conflicts. It
is our interpretation that these provisions will not restrict the
institution from licensing a current or fo~~er employee (or student)
or group of employees or an organization of which an employee is a
member if to do so woul d bring t he benefits of the invention promptly
to the public. On this point we are referring to X (f) iii.

With r egard to "march in rights", it would be helpful if it were
possible to develop more specific criteria although we recognize this

.L \...J'J.L I-._..... r- -



Hr . Read - 3- October 8 , 197 6

may b e mos t diff i cult . We do , however , s ugges t that t he decision
on s uch mat t e r s be sp ec i f ied to r e s t at t he high es t l evel withi n
a giv en agency .

Si ncerel y ,

:\c2 =-_C\,C~cI~__
Thomas R. Roge r s '-j
Associate Vic e-Pres i dent

fo r Resear ch

TRR/ l k

_._ -_ ._ - - - - - - - - - - - - - -



_ORADO
STAT E vice president for resea,~ch

'EASITY
lAT COLLINS

COLORAOO
80521

October 7, 1976

Mr. Philip G. Read
Director
Federal Procurement Rebula tions
General Services Administration
Washington, D.C. 20406

Dear Mr. Read:

The Colorado State University administrative office for patents and
inventions is pleased at the prospect of an amendment to the Federal
Procurement Regulations of the General Services Administration which

.would initiate a uni.forrn patent policy for all civilian agencies who
qualify for an institutional patent agreement. ' Much of the difficulty
in administering inventions at the university would be eliminated through
an institutional patent a greement of this, type enabling a more efficient
and sizable technology trensfer prograi.u Lo evolve.

We are in agreement with the proposedFPR revision with the excep­
tion of the terms set forth in Section IX(b). The restriction of five
or eight years placed on the term of exclusive licenses would not always
provide adequate time for the product to reach the commercial marketplace
or for the licensor and licensee to recover costs and a reasonable royalty.
There are examples where this restriction could be a problem. One would
be an invention offered on an exclusive ·basis where additional research
and development was necessary to bring the invention to a patentable and
marketable stage. Development work of this type could take any number of
years to complete. A second example where this restriction could be a
problem would occur should an unduly long period of time be required for
premarketirig approval, i.e., new drug approval. Of ten, the time required
for new drug approval could run as long as five years in itself. A more
favorable clause might read in part:

"Any exclusive license issued by the institution under a U.S. Patent
shall be for a limited period of time and such peri.od shall not, Wlless
otherwise approved by the Agency, exceed the life of the patent (patent
renewals excluded) or ten years, whi cheve r is longest. Any exclusive
license issued by the institution f or a nonpatented invention shall be for
a limited period of time and such period shall not, unless otherwise approved
by the Agency, exceed ten years from the date of the first commercial sale
or use in the United States of f~erica of a product or process embodying the
invention."

- - -_.__.._---------~----"'-
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Mr. Philip G. Read
Oc.tober 7, 1976
Page 2

A clause such as this would provide the university and the licensee
with an opportunity to recover all costs incurred in the develc?ment and
patenting of an invention as well as receive a reasonable royalty income.
The royalty income to the university would be used to support educational
and research activities and provide an incentive to those faculty and
staff members involved in research projects.

The opportunity to comment on the proposed amendment to the FPR is
appreciated and we loo~ forward to the possibility of participating in
an institutional patent agreement with the General Services Administration.

Very truly yo~rs. I
~Q7¥~

Cynthia J. Hanson
Administrative Assistant

c.c. R.J. Woodrow, President
Society of University Patent Administrators

•
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The
University

oi-r->
Connecticut

October 5, 1976

Mr. Philip G. Read
Director of Federal Procurement Regul at i ons
General Services Admi ni s t r at i on
Federal Supply Service
Washington, D. C. 20406

Dear llr. F.ead:

STORRS, CONNECTICUT 06268

THEGRAOUATESCHOOL
Research Foundation

U-133

. ~ ,- .
~. -' ~

I ,.;ish to acknow.Ledge your letter of August 3, seeking comment on proposed
amendments to section 1-9.1, FPR, whi ch wouLd establish an Institutional Pat ent
Agreement. The objective is excellent, and I hope that you find sufficiently
enthusiastic endorsement of the plan, and sufficiently feH irreconcilable
institutional requests, that it can be adopted.

The posture of the Uni ver s i ty of Connecticut is determined largely by state
statutes, attached. Thes e statutes have been augmented by 9;uide l i nes of t he
Board of Trustees and administrative pr oce dur es to encourage invention di s cl os ur es .
The University has had since 1954 an agreement vr i th ?-es earch Corpor at i on , Hh ich
examines 15-20 disclosures annually.

Comments

I. Scope of Agreement

It is implied that the University, when it is .a subcontractor to a prime
contract of a federal agency is bound only by its Oyffi statutes and regulations
regarding patents and licensing. Is this a correct interpretation? Section
VIII does not really answer the question.

II. Definitions

Possibly include "institution", clarifyinp; relationship to constituent
schools, colleges, institutes and Agricultural Experiment Station.

III. -Allocation of Principal Rights

It is not clear whethen the University may assign its rir.hts to the inventor
when that person has been associated professionally Hi t h a gover nment contract.
If the institution wi she s to make such assignment, or alternatively an assignment
in the public interest to a private corporation, is such permission to be gr ant ed
only upon application of the inventor or representative of the private corporation
to the governmental agency?

Are these questions presumed to be covered by the last sentence of
section III (a)?

---- - - - . - - - -- -- _. -----~----~--------''--



Hr. Philip G. Read

IV.

- 2 - October 5, 1976

It is not clear under Hhat circumstances the agency will determine that
it is or is not in the public interest to acquire licenses for states and
domestic municipal gover-nments , Presumably inventions made writhout govern­
ment support would be patented and licensed for sale or use by state or
municipal governments, and it is not difficult to discern irreconcilable
institutional policies concerning federally supported or non-federally
supported inventions.

I am also uneasy about the meaning of a "non-exclusive, non-transferable
paid up license" for the U.S. goverm:1ent, and the requireDent that the in­
stitution "grant to responsible applicants, upon request of the govermn.ent,
a license •• ~". It is simply not clear whether the agreenent gives the
right to own , assign or license patents, or whe'ther- the agency retains the
right to order the issuance of a license (B) (b), "to fulfill public health
or safety needs, or for other public purposes • • • ".

V, VI, VII

Ho comment

VIII.

Is a subcontract by institutions to a private contractor possible in
practice under provision of section VIII? If it is implied by the statement
that the institution "Hill seek direction" from the agency, that the agency
will comply, perhaps it would be more expedient to elininate the entire pro­
vision. It is not difficult to imagine that the process of "seeking direction"
might require an inordinate period of time, effectively s Lowi.ng the accomplish­
ment of the purpose of the contract.

IX(f) (i)

Does this provlslon prevent assignment of patent rights to the inventor?
Is this section in conflict with last sentence of section III (a)? See also
second paragraph of section X.

XII.

Does this section give special rights to the agency concerning employees
paid in part by the Agricultural Experiment Station?

Attachrnerrt
HC:cs
ce: 111'. Norman Latker c

Hr. Raynond Woodrow
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Copif'd from: General Statutes of Connecticut, Revision
of 195B and the 1905 Supnle~ent to t he r,enpral Statutps g/30 /f

Sec. 10·124. Research foundation. Definitions. As used in
sections 10-125 to 10-131, inclus ive, "university" means T he Univer­
sity of Connecti cut; "board " means the board of trustees of the un i­
versity; "founda tion" means th e re search foundation establish ed in
accordance with section 10-125 j "employee l) means any member of
the fa cul ty or staff of the university or the founda tion, or any other
employee thereof ; " im'en tion " means an y invention or discove ry and
shall be divided into the f ollowing categories : A. Any inventio n con­
ceived by one employee sol ely, or by employees jointly; B. any inven­
tion conceived by one or more employees jointly wi th one or more
other persons j C. any invention conceived by one or more persons not
employees. (1949 Rev., S . 3278.)

Sec .. 10-125. Establisl1ment a !1Q management of foundation. Tho
board is authorized to es tabli sh and manage the founda ti on as pro­
vided he rein. The found a tion may, subject to di rection, r egu la tion
and authorization or ratification by the board: (1) R eceiv e, solicit,
contract for a nd collect, and hold in separate custody for p urposes
herein expressed or implied, endowments, dona tions, compen sat ion
and reimbursement, in the form of mo ney paid or promised, se rvices,
materials, equipment or any other things tangible or intang ible th at
may be acc eptable to the founda tion; (2) di sbu r se fu nds acquired
by the foundation from any source, fo r purposes of instruct ion,
research, invent ion, di scovery, develop ment or engineering, for the
dissemination of information r elated to such ac tivities, and for other
purposes approved by the board and consi stent wi th sections 10-124­
to 10-131, inclusive; (3) file and prosecute patent a ppl ications and
obtain pa ten ts, r ela tin g to inven ti ons or di scoveries which the un i­
versity may be justly ent itled to own or control, wholly or par tly,
under circumstances herein after defined j and re ceive and hold in
separate custody, a ssi gnmen ts, g rants, licen ses and other r igh ts in
respect to such invcntions, discoveries, pa tent applications and
patents j (4) make assignments, grants, licenses or other disposal,
equitably in the public in terest, of any ri ghts owned, acquired or con­
trolled by th e found ation, in or to invent ions, d iscover ies , patent
applications and pntents ; and to charge therefor and collect, and to
incorporate in fu nds in the custody of the foundation, re asonable
compensation in such form an d measure a s the board a uthorizes or
ratifies; and (5) execut e con tracts wi th employees or others for th e
purpose of carrying out the provisions of sections 10-124 to 10-131,
inclusive. All property and rights of every character, tangible and

. . _ .. . . . ._._.~~~~~~~~~~~~ .L._
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Chapter 165 Tnl~ UNIVERSITY OP CONNECTICUT 265

intangible; placed in the custody of the foundation in accordance
with said sections shall be held by the foundation in trust for the
uses of the university. '1'11e entire beneficial ownership thereof shall
vest in the university and the board shall exercise complete control
thereof. (1049 Rcv., S. 3279.)

Sec. 10-126. Ownership of inventions. The university shall be
entitled to own, or to participate in the ownership of, and to place
in the custody of the foundation to the extent of such ownership,
any invention, on the following conditions: (a) The university shall
be entitled to own the entire right, title and interest in and to any
invention in category A, ill any instance in which such invention is
conceived in the course of performance of customary or assigned
duties of the employee inventor or inventors, or in which the inven­
tion emerges from any research, development or other program of
the university, or is conceived or developed wholly or partly at the
exnense of the universitv, or with the aid of its eouinment. facilities
or"'personnel. In each s~'ch instance, the employee i;lvent~r shall be
deemed to be obligated, by reason of his employment by the univer­
sity, to disclose his invention fully and promptly to an authorized
executive of the university; to assign to the university the entire
right, title and interest in and to each invention in category A; to
execute instruments of assignment to that effect; to execute such
proper patent applications on such invention as may be requested
by an authorized executive of the university, and to give all reason­
able aid in the prosecution of such patent applications and the pro­
curement of patents thereon; (1) the university shall have the rights
defined in subsection (a) of this section with respect to inventions
in category B, to the extent to which an employee has or employees
have disposable interests therein; and to the same extent the em­
ployee or employees shall be obligated as defined in said subsection
(a); (c) the university shall have no right to inventions in category
0, except as may be otherwise provided in contracts) express or im­
plied, between the university or the foundation and those entitled
to the control of inventions in category C. (1949 Rev., S. 3280.)

. Sec. 10-127. Employees to share in proceeds. Each employee
who conceives any invention and discharges his obligations to the
university as he reinbcfo rc provided shall be entitled tv share in D..ny
net proceeds that may be derived from the assignment, grant, license
or other disposal of such invention. The amount of such net pro­
ceeds shall be computed by, or with the approval of, the board, with
reasonable promptness after collection thereof, and after deducting
from gross proceeds such costs and expenses as may be reasonably
allocated to the particular invention or discovery. A minimum of
twenty per cent of the amount of such net proceeds shall be paid to


