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REPORT
OF
UNIVERSITY PATENT POLICY
AD HOC SUBCOMMITTEE

1.  THE SUBCOMMITTEE'S ASSIGNMENT

The President's Statement on Government Patent Policy stresses
that inventions resulting from research funded by the Government
constitute a valuable national resource, and that the public interest
requires that efforts be made to encourage the expeditious develop-
ment and civilian use of these inventions. The Subcommittee was
established to recommend a patent policy which the Government should
follow in its research and development activities with universities
and other nonprofit organizations.

The importance of this assignment is evidenced by the substantial
amount of research funded by the Government at universities and non-
profit organizations.l/ For example, in Fiscal Year 1972, the Govern-
ment spent approximately $3.1 billion of the total $12 billion expended
on research and development outside its own laboratories on grants
and contracts to universities.Z2/

1/ For convenience, "Universities and nonprofit organizations" shall
hereafter be referred to as "universities". In this regard, see
APPENDIX B, "Issues Upon Which the University Patent Policy Ad Hoc
Subcommittee Voted", where the Subcommittee discussed this matter
and voted to afford universities and nonprofit organizations the
same treatment. However, also note Section 9{(d) (11) of the Federal
Nonnuclear Energy Research and Development Act of 1974, which, while
affording special treatment to universities, makes no mention of
nonprofit organizations.

2/ The distribution of such funds on an agency basis was as follows:

HEW - $1,109,000,000 USDA - $75,000,000
AEC - $532,000,000 EPA - $31,600,000
NSF - $449,000,000 Interior - $31,000,000
NASA - $288,000,000 DOT - $26,000,000
Air Force - $228,000,000 Commerce - $9,000,000
Navy - $172,000,000 Justice - $6,500,000
Army - $97,000,000 HUD - $5,000,000

National Science Foundation Report - 1972 NSF 71-35, Table C-9




2.  CURRENT PRACTICES OF THE AGENCIESE/

Except for the agencies discussed below, Executive agencies
have traditionally interpreted the provisions of the President's
Statement on Government Patent Policy or applicable statutes to require
the use of patent rights clauses in grants or contracts with univer-
sities to provide for either title in the Government in the invention
generated in performance of such grants or contracts or a deferred
allocation of patent rights. The deferred allocation clause
provides for deciding the allocation of patent rights until after
an invention is identified. Under this policy, after the making of
the invention, the university may seek to retain principal rights
in the invention, subject to the funding agency's agreement. Where

~a title clause is used ownership to resulting inventions are acquired
by the Government. However, in many cases the clause, like the
deferred clause, may permit the grantee or contractor to request and
retain the principal rights in the invention after the invention has
been identified with the agency's agreement.

The Department of Defense (DOD), the Department of Health,

Education, and Welfare (DHEW), and the National Science Foundation
(NSF) have each adopted special patent policies and regulations vis-a-vis
universities. DOD has applied the "special situations” provision of
section 1(c) of the President's Statement, and allows universities with
. "approved patent policies" to retain title provided the award does

not fall within section 1(a) of the Statement. DHEW and NSF have both
adopted special policies for universities implemented by Institutional
Patent Agreements (IPA) with qualified universities, which provide that
such universities may retain title subject to various conditions and limita-
tions.4/ In the case of DHEW, its special policy applies only to grants.
Inventions generated under DHEW contracts are subject to a deferred
allocation policy. The NSF special institutional policy applies to
grants and contracts. In any case, NSF and DHEW may except specific
awards from the operation of their institutional agreements.

3/ The Subcommittee at the outset of its assignment conducted a survey
of agency policies and practices vis-a-vis university patent policy.
The survey was previously submitted with the Subcommittee's
August 2, 1972, Report, and has been changed only by the formaliza-
tion of the NSF Institutional Patent Policy in 39 F.R. 41982-41985
and 40 F.R. 12819.

4/ Copies of the DHEW and NSF IPA's are set forth in APPENDIX A of
this report.




- Both NSF and DHEW consider their university policies consistent
with section 1(a) of the President's statement, based on an early
interpretation of this provision by the Patgnt Advisory Panel of the
Federal Council for Science and Technology.2/ The Subcommittee
gives it great weight as a contemporaneous interpretation by persons
who were closely involved with its original development.6/

0f course, DOD, DHEW, and NSF continue to use essentially a
deferred determination approach with universities which do not have
IPA's or qualified patent policies.

5/ The Panel's interpretive statement, set forth in the 1965 Annual
Report on Government Patent Policy, reads as follows: "Examples
of exceptional circumstances of the type contemplated by section
1(a) might be . . . where the public interest will be advanced
by Teaving principal or exclusive rights to a nonprofit educational
institution that agrees to administer inventions in a manner deemed
.by the agency to be consistent with the public interest."

6/ The President's Patent Policy is founded on the concept that the
allocation of patent rights should be determined at the time a
contract or grant is awarded. This policy contemplates a review
at the time of each award to determine whether Section 1(a) or
1(b) is applicable. Some agencies have adopted specific procedures
to conduct this evaluation. (See ASPR 9-107.4(b) and DOD Form 1564,
noted in ASPR 9-107.4(a)). Other agencies whose programs fall
basically under Section 1(a) have not adopted procedures- for A
reviewing each award in the Tight of the President's Statement, .
but have operated on a presumption that ail their awards are under
the title portion of Section 1(a). Only where a special patent
rights problem arose was a specific determination made. Agencies
which have adopted the "exceptional circumstances” interpretation
of the President's Statement to include universities with approved
patent policies have also utilized the concept of a presumption
that all awards to such universities fall within "exceptional
circumstances" subject to a specific review or procedure for
exempting specific awards where the agencies determine that excep-
tional circumstances are not present. The utilization of this
presumption for "exceptional circumstances" is considered to be
consistent with the interpretation of and procedures utilized by
the agencies under the President's Statement.




3. THE GOAL OF UNIFORMITY

Four basic approaches are now being used for the allocation of
patent rights under university grants and contracts, i.e., deferred
allocations; title in the Government, with or without provision for
the contractors to request and retain principal rights after the invention
has been identified; recognizing universities under 1(c) as a special
situation, (DOD); and the DHEW/NSF Institutional Patent Policy approach
with selected universities. Yet one of the basic considerations underlying
the President's Policy is the need for a "Government-wide policy .
reflecting common principles and objectives, at the same time re-
cognizing that need for uniformity in the area of patent rights
must be subservient to the missions of the respective agencies."
In framing its recommendation, the Subcommittee has considered the
differing missions of the respective agencies and the types of university
research which they support. In the Subcommittee's opinion, the differing
missions of these agencies do not support the wide differences in treatment
of a particular university doing similar work for different agencies,
although it is recognized that some agencies may be governed by statutory
requ1rements that hamper implementation of the recommendat1ons
made in this report. :

Furthermore, the need to arrive at a uniform university patcnf
policy is supported by Governmental policies in adg}t1on to the
Pres1dent s Statement of Government Patent Policy.

7t

For example, the following directive from Federal Management
Circular 73-7 was considered by the Subcommittee to be a
further mandate to seek a uniform Government patent policy as
applied to universities:

"Differing administrative policies and practices associated
with Federal grants and contracts for supporting research at
educational institutions create confusion and additional admin-
istrative effort for educational institutions, cause conflict
between the university community and the Federal Government,
and reduce the effectiveness of the institutions in performing
the desired research.

Since many Burdensome inconsistencies in Government Administra-
tive policies and practices can be removed without jeopardizing
the effective pursuit of the research efforts, it is in the
interest of both the Government and educational institutions to
remove such inconsistencies wherever feasible."

FMC 73-7, Administration of College and University Research Grants -
December 19, 1973. This was formerly OMB Circular A-101.




Accordingly, the Subcommittee has formulated guidelines to
implement a uniform Government patent policy for universities.

4., CRITERIA CONSIDERED BY THE SUBCOMMITTEE IN ARRIVINGVAT ITS
RECOMMENDAT IONS

In arriving at its recommendations, the Subcommittee has attempted
to devise a uniform university Government patent policy within the
framework of the President's Statement that emphasizes allocation of
patent rights at the time of contract or grant utilization of inventions
while reducing the administrative burden to all parties involved. At
the same time, the Subcommittee made efforts to ensure that the public
interests would be protected.

5. © THE FRAMEWORK FOR COMMERCIALIZATION OF UNIVERSITY INVENTIONS

In order to arrive at a uniform patent policy covering the
inventive results of university research, an understanding of the
nature of this research and the inventions which flow therefrom is
imperative. Accordingly, various characteristics of technology
transfer of inventions from universities to the marketplace and
barriers thereto were examined. Some of the factors which were
considered by the Subcommittee are set forth in this section.

A. The Need for Commercialization by Industry

The most obvious fact that influences the utilization of
university inventions is that these institutions do not engage in the
direct manufacture of commercial enbodiments, and it is industry
which must bring the university inventions to the marketplace. However,
it is the observation of many who have studied the technology
transfer process that inventions resulting from university research
have not been delivered to the public by industry to the extent or
in the time expected when gynsidering the amount of research being
conducted at universities.>

8/ For example, as early as 1912, Dr. Frederick Cottrell, whose gift
of patent rights provided the original endowment for Research
Corporation, spoke of this concern for "an intellectual by-product
of immense importance” that was largely going to waste. This
by-product of college and university work, recognized by
Dr. Cottrell, is "the mass of scientific facts and principals
developed in the course of investigation and instruction, which
through lack of the necessary commercial guidance and supervision
never, or only after unnecessary delay, reaches the public-at-
large in the form of useful inventions, and then often through
such channels that the original discoverers are quite forgotten."

Address before the 8th Annual Congress of Applied Chemistry, N.Y.,
1912, as reported in Research Corp., Quarterly Bulletin, Summer 1974
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The President's first message on Science and Technology on
March 16, 1972 expressed concern about this matter. For example,
among the "urgent situations” that led to and were reflected in
this Message was:

"Continuing failure of industry, universities and Government
to cooperate in developing civilian technology in the way
they produced defense, space and atomic tools."3/

The Subcommittee believes that as to universities this failure
can be attributed to the lack of an adequate mechanism to facilitate
the transfer of the inventive research results to industrial concerns.
Even where universities have patent protection, they may well fail to
encourage the utilization of their inventions if_an adequate, organized
effort to communicate with industry is not made.l10/

3/ wscientists Meet on U.S. Woes", The Washington Post, p. A-1, Feb. 18,
1972. This article is based on a series of meetings between the then
President's Science Advisor, Dr. David, and leading scientists and
engineers. According to the White House fact sheet issued with the
President's Message, the message was based, in part, on those discussions.
Also, see Dr. David's article originally appearing in The Wall Street
Journal and reprinted in The Washington Star, August 4, 1974, entitled
"Making the Most of Our Progress in Technology", in which he finds
that "U.S. taxpayers deserve more dividends" from Government-
supported research and development.

10/ For example, see the Proceedings of the Conference on Technological
Transfer and Innovation, National Science Foundation - NSF '67 -
May 15-17, 1966, where various participants observed: "To transfer
scientific or technical information into specific innovations requires
a certain amount of organized effort." Further: "The mere existence of
a body of research outputs and other technical knowledge is not, in itself,
enough to result in significant industrial innovation." And: "In
sum, a good communications system does not just happen accidentally;
management must take deliberate, specific action to devise and
keep open necessary communication channels. It must also give
explicit attention to its goals."
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B. Current University Technology Transfer Programs

Most universities transfer technology through personal contacts
between scientists, attendance at professional meetings, and scientific
publications. But in many cases the mere disclosure or publication of
technology may not attract the expenditure of private capital to promote
utilization. A few universities recognize the inadequacy of publications
or personal contacts to achieve utilization and have established an in-
house management mechanism to transfer their inventive results to industry.
Another fairly large group of universities obtain similar services through
outside patent management organizations, such as Research Corporation and
Battelle Development Corporation. However, many of these universities do
not have techniques to identify or report inventions. The lack of concerted
efforts to obtain invention disclosures, coupled with the lack of a patent
management organization to promote inventions, has in the opinion of the
Subcommittee resulted in less effective technology transfer than has occurred
at universities with active in-house patent management programs.

There are indications that a number of universities, which here-
tofore have been relatively inactive in this area of technology transfer,
are considering taking more active roles. For example, several univer-
sities have initiated new efforts in the area, and several others
will be participating in a "patent awareness program" with Research
Corporation, which is being partially supported by the National Science
Foundation and the Department of Commerce. The interest that has
been manifested in these and other ways has been sufficient for
instance, to Tead the National Association of College and University
Business Officers (NACUBO) to prepare and distribute recently a set
of guidelines for formulating university patent policies.ll/

C. The Need for Strong Patent Management Capability to Transfer
University Technology

1/patent at Colleges and Unijversities, Guidelines for the Develop-
ment of Policies and Programs - Committee on Governmental Relations -
NACUBO, 1974
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The need for a strong patent management capability or
“technical entrepreneurs"12/ in technology transfer is especially
acute in the un1vers1ty sett1ng because of (1) the characteristics

of the inventions coming out of university research efforts, (2)
the "publish or perish" ethic, and (3) industry attitudes towards
university inventions.

But before discussing these factors, one point should
be emphasized. This is that the patent rights retained by the
university will almost always be critical to the undertaking by
the university to interest industry in the further development or
commercialization of an invention. This is because, for all
practical purposes, the main right the university can utilize as
negotiating Teverage is its exclusive right in a patent. And
since it would be unreasonable to expect an industrial organization
to be willing to risk its financial resources to develop new
technology without satisfactory means of protecting its invest-
ment, it is obvious that the question of patent ownership is
critical to any university's efforts at technology transfer.

12/v1f any suggestion were to be made as to what should be done
to promote innovation, it would be to find -- if one can,
“technical entrepreneurs". L ErE

Battelle Columbus Laboratories, Science, Technology and Inno-
vation, Summary Report - February 1973, p.8.
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(1) Characteristics of University Inventions

The Subcommittee considers the following characteristics
to be significant.

(a) Basic and Applied Research

Most of the university work performed under Government-
sponsored grants and contracts is basic research. Inventions arising out
of such research are normally incidental to the research and at most
involved compositions of matter with no clear utility, prototype devices,
or processes that have been tried only in the laboratory. Yet it has been
estimated that the cost of br1ng1ng the typical invention (both university
and 1ndustw% to the marketplace is ten times the cost of making the
invention.!®/ It would be rare for a university to be in a position to
bring an invention beyond the initial theoretical or laboratory stage.

It has neither the facilities nor a reason to attempt to perform the
engjineering effort necessary to design and manufacture commercial embodi-
ments of their inventions nor, of course, the marketing resources.

Even where a university undertakes "applied" or
"directed" research, the situation is not much different, since university
inventions that resu1t from applied research normally reach only the
laboratory model stage.

(b) Isolation of Inventions

- Universit¥ inventions, unlike those of industrial
firms, normally stand alone.l4/

13/ U. S. Department of Commerce - Technological Innovation: Environ-
ment and Management, at 8-9.

14/ As explained in a Harbridge House study prepared for the National
Science Foundation:

"Their isolation is a major obstacle to utilization since

most inventions are not marketable products in themselves.

The industrial product is often protected by a cordon of
patents, as illustrated by the list of patents on a packet

of Polaroid film. A university invention, on the other

hand, is a one-shot patent. Even if the patent specification
discToses "an ingenious invention, the patent claims which define
the scope of monopoly are likely to be narrowly drawn. Whereas
industry will add to its patent arsenal as a product is improved,
a university patent, if it is to be licensed at all, must be
licensed on the initial effort."

Harbridge House, Inc, Legal Incentives and Barriers to Utilizing
Technological Innovation, p. 11-13 (March 1974).
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Further, university inventions must be licensed for
royalties only. Universities, unlike manufacturing firms, cannot transfer
their technology through cross-licensing arrangements, since the university
has no need to obtain the right to manufacture the inventions of others.

{2). The "Publish or Perish" Ethic

The tradition of publication reflects the belief in the academic
world that publication is central to scholarly pursuit. The goal is
publication in the learned journals or books. Patents, on the other hand,
have traditionally been regarded by the university community as irrelevant
at best and, at worst, as an indication of unwortny commercial motives.
These factors led Harbridge House to the conclusion that "perhaps the
single most difficult task of a university patent administrator was the
solicitation of invention disclosures."15/  And they found it not uncommon
that even where disclosure and cooperation was obtained, the disclosure
was often not reported until many months after pubiication. Obvious-
ly, therefore, there is an acute need for efforts to be made to
obtain early reporting if technology is to be transferred at the
optimal rate. Such efforts, however, require strong management.

Because the one-year period for the filing of patent applications
has often begun to run by the time university administrators receive
invention disclosures, or soon thereafter, university patent managers
must be prepared to act quickly to protect inventions once they are
identified. Moreover, they need to be able to overcome the reluctance
of many faculty members toc concern themselives with these efforts. Further,
universities, even if predisposed to do so, cannot deal in trade secrets
since "publish or perish"” is the rule and therefore, universities cannot
control publication by its faculty. '

It also should be noted that even if a domestic patent appli-
cation is filed within the one-year statutory filing period initiated
by publication, such publication before filing will bar issuance of
valid patent protection in most of the important industrialized foreign
countries. This may detract from the “product" that the university
has to offer industry and adversely affect our balance of trade.

15/ 1Id at II-14.
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(3) Industry Attitudes Towards University Inventions

Universities attempting to transfer university technology ,
must also overcome certain attitudes of their potential industrial transferees.
The existence of these attitudes (or organizational barriers) is under-
standable. But they again highlight the need for a strong and aggressive
patent management capability at the universities. Among these industriai
attitudes are the following:

(a) The "Not-Invented-Here" Syndrome

Industrial organizations have commercial interest
in most areas of their research. Accordingly, there is an in-house
incentive and capability for such organizations to further pursue the
results of their research. This incentive stems from the organizations'
ability to continuously evaluate this research through all stages of its
development. There is a lesser incentive for industry to further pursue
the results of university research where such research was not under
the organizations' initial sponsorship. This bias towards investment
in further development of its own ideas, rather than ideas from outside
sources, is commonly referred to as the "not-invented-here" syndrome.

(b) The Desire for Patent Rights in Collaborative Situations

In some situations, industry has refused to collaborate
in bringing university inventions to-the marketplace unless provided some
patent protection as quid pro quo for the investment or development effort.
This has been substantiated by a Harbridge House and a General Accounting
Office (GAO) study both of which found an industry-wide reluctance by
pharmaceutical firms to test comp?g}t1ons of matter synthegsized or isolated
by grant-supported investigators. This was found to be due to DHEW's

16/ Harbridge House, Inc. - Government Patent Policy Study - Final
Report to Committee on Government Patent Policy, FCST, May 17
1968; and GAO Report, Problem Areas Affecting Usefulness of
Resu]ts of Government-Sponsored Research in Medicinal Chemistry =-
August 12, 1968.

Harbridge House, for example, found:

"In both cases [referring to university and nonprofit
inventions] the inventions most frequently arise from
basic research and require substantial private develop-
ment before reaching the stage where they are commercially
useful. Some measure of exclusive rights appears neces-
sary to motivate licensees to invest in the work necessary
to commercialize these inventions. (Bracketed added. )
Note 13 at p. 11 of first cited report.
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restrictive implementation of its patent policy which normally resulted

in title in the Government. Industry argued that such implementation failed
to take into consideration industry's large private investment before

such compositions coulid be successfully marketed as drugs. Although not
extensively documented, similar situations have occurred in the area of
medical hardware devices.

In view of the university's past experience in
dealings with the pharmaceutical and medical device industry there will
probably be other situations where industry would be reluctant to
collaborate with universities in bringing a high-risk invention to the
marketplace if some patent exclusivity is not first provided to the developer.

(c) Contamination

As used by industry, "contamination" means the
potential compromise of rights in proprietary research resulting from
its exposure to ideas, compositions, and/or test results arising from
Government-sponsored research at universities. For example, if a
company were to incorporate into its research program some of the
research findings of a university doing parallel research and then
develop a product patentably distinct from the university’'s invention,
the company might rightfully fear that a competitor might assert the
Government's rights as a defense if the competitor manufactured an
infringing product.

6. CONCLUSIONS OF THE SUBCOMMITTEE

A. Creation of University Technology Transfer Capabilities
Should be Encouraged

Because of the various factors enumerated above, the Subcom-
mittee is persuaded that the Government needs to create an atmosphere
conducive to the transfer of inventive results from universities to
industry. It appears essential that the Government induce universities
to provide an internal mechanism that will serve as a focal point for
receipt of the inventive results of university research for later
dissemination to those industrial concerns most likely to utilize such
results.

Government patent policy can play a most critical role in
creating the necessary atmosphere for this transfer. As previously
noted, patent rights are essential if a university is to have an
inducement to undertake the efforts needed to produce commercialization
of their inventions by industry. The President's Message on Science
and Technology provides a clear mandate to make use of such an oppor-
tunity. As urged by the President:

" T RN FINT NN LI L TIT 3CIINLAIL F ) E 1



13

". . . we must develop careful strategies for pursuing
those goals, strategies which bring together the Federal
Government, the private sector, the universities, and the
States andl}?cal communities in a cooperative pursuit of
progress.” '

B. Agreements Permitting Qualified Universities to Retain
Title to Inventions Would Create an Incentive to Develop
University Technology Transfer Capabilities

It is our conclusion that the maintenance or creation of
university technology transfer mechanism can be encouraged to a substantial
degree by permitting qualified universities to retain principal rights in
Government-supported inventions. The specific recommendation to
accomplish this is set forth more precisely in section 8 below. The
retention of principal rights by qualified universities carries with
it the right to license commercial concerns, thus creating the incentive
necessary to induce universities to seek industrial development of their
inventions and overcome the industry attitudes discussed above.

Of course, universities without a satisfactory program would
continue to be subject to patent rights provisions providing for allo-
cations of rights by the Government after the invention has been
identified.

17/ 0Others have also noted the important role that the Government
can play in bringing about technology transfer of university
research. See, e.g., OECD, The Conditions for Success in
Technological Innovation, Paris, 1971, in which it stated
"In cases where the requirement for university/industry
relations is not met in a satisfactory manner, Government can
have an important role to play as a catalyst or 'impresario' in
creating the framework within which regular contacts take place
between university and industry."”
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C. Additional Benefits Would Flow if Qualified Un1vers1t1es Retain
Principal R1ghts to Resulting Inventlons

In addition to the creation of a strong incentive for transfer
of the results of Government-supported university research, other
benefits would flow from the retention of principal rights in inventions to
qualified universities. The following are examples of such benefits.

(1) Recognition of Co-sponsor Equities

The Government often does not provide the total costs of
research projects conducted at universities. Universities in many cases
assume part of the costs of such projects, and may also receive support
from other sources, such as private foundations and industrial organiza-
tions. The Subcommittee's proposal permits, to the extent possib]e,
recognition of the equities of the universities and:other groups making
contributions to university research projects by perm1tt1ng the benefits
which enure to such universities to be shared with co-sponsors.

The Subcommittee believes in the absence of an IPA, a
co-sponsor's equity could be considered under the exceptional circumstances
provision of 1(a) of the President’s Statement, which provides additional
support to the Subcommittee's position that its recommendation also falls
within such provision.

(2) Ease of Administration

By eliminating case-by-case decisions on individual requests
for patent rights, administrative work on the part of both the universities
and the Government would be diminished.

(3) Use of Rovalties for S;ppprt of Scientific Research and
Education

Universities would be entitled to retain income generated
from their patents. Such income would be used to cover the costs of patent
administration and invention incentive awards programs. Any remaining
income would be available for support of education and scientific research
at universities. These are purposes which are clearly in the public interest.

The Subcommittee did consider the quest1on of whether. the
Government should share in the income generated.  However, it was concluded
that this would create a disincentive to universities to establish or
maintain technology transfer programs by making the likelihood of operating
in the black even lower than it currently is.
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(4) Use of Management Capability for A1l Inventions

Once a university has established a management capability
to transfer technology, it is presumed that all inventions made at the
university, whether they be Government-supported or not, will be promoted
in the same manner. This, of course, would expand utilization of not
only Government-funded inventions, but all other inventions generated at
universities.

(5) Training of Future Technology Transfer Managers

A few universities have experimented with courses that
utilize the services of students in their business, engineering and
law schools to exploit university inventions. Presumably the practical
experience gained by such students is in the public interest. It would
seem reasonable to expect an increase in the opportunities for such a
learning experience if more universities were able to retain rights to
inventions.

7. ALTERNATIVE APPROACHES CONSIDEREDIS/

No serious support was voiced for a policy of Government acquisition

of title to all university inventions followed by its dedication to the
“public or the granting of only nonexclusive licenses therein by the
Government, since this would eliminate the stimulus envisioned by the
patent system. However, much discussion centered on a uniform policy of
deferring the allocation o7 rights or the acquisition of title by the
Government for Tater licensing of the invention by the Government. Such
licensing would include the possibility of exclusive Ticensing after a
determination that nonexclusive licensing would not iikely result in
expeditious commercial use. (The latter policy will hereafter be referred
to as the "Government iicensing policy".) It was argued that either of
such policies would permit the Government to identify and evaluate the
invention prior to making any determination that exclusivity was
necessary as an incentive to further development. It was agreed that
such policies might maximize the possibility of "competition"” since
exclusivity would be granted only when it is shown that it is the
determining factor in bringing the invention to the marketplace. It

was also concluded that such policies would afford the Government
greater control over the terms of any licenses to be granted.

18/ Appendix B contains a discussion of some of the specific issues
considered by and voted upon by the Subcommittee.
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A. Shortcomings of a Deferred Allocation Policy

As already noted, inventions resulting from research at univer-
sities ordinarily require extensive development prior to their marketing,
with little expectation that such development will be funded by the
Government. Accordingly, it appeared that in a large proportion of cases,
a deferred allocation would merely delay a decision that could have been
made at the time of funding, thus acting against the expeditious develop-
ment and utilization of inventions. Administrative costs of both the
Government and universities would be unnecessarily increased by the
need to prepare, review, and respond to requests for rights on a case-
by-case basis.

In addition, the uncertainties involved in deferring the
allocation of rights would discourage active collaboration between
universities and industry prior to the actual decision that rights are
to be retained by the universities, whereas in the case where the uni-
versity retains rights at the time of contracting, patent applications
might be filed promptiy and negotiations immediately commenced with pros-
pective licensees. In fact, in the Jatter case, collaborative arrange-
ments could be made wherein industry participation is protected before
it is even clear whether or not inventions will be made.

Furthermore, because of the pressures for publication noted
earlier, the time required for deferred aliocations may in many instances
result in the failure of the university to file patent applications
within the statutory period initiated by publication due to a reluctance
to commit funds prior to having its rights establiished. Thus, incentives
to seek commercialization could be destroyed in some instances.

B. Shortcomings of Acquisition of Title by the Government
Coupled with Government Licensing

The Subcommittee also concluded that a "Government licensing
policy"”, as identified above, was not an adequate substitute to ownership
in universities if the private undertaking of extensive development and
marketing of university inventions is to be encouraged. While possibly
appropriate in situations where a given university's patent managerial
capabilities does not include administering patent rights or transferring
technology, a "Government Ticensing policy" is not deemed an adequate
substitute for an effective university patent management organization.

The above conclusion took into consideration that a “Government
licensing policy" would - '
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(5) Would require time-consuming negotiations in exclusive
licensing situations, the terms of which will vary from invention to
invention. Moreover, if the program is to be successful, a "marketing"
type of organization would have to be developed and funded by the
Government. _

8. -SPECIFIC RECOMMENDATION -- ADOPT A POLICY THAT QUALIFIED UNIVERSITIES
_MAY RETAIN TITLE IN INVENTIONS UNDER INSTITUTIONAL PATENT AGREEMENTS

It 1s recommended that the various executive agencies be advised to
adopt policies and regulations recognizing that the public interest will
normally best be served by allowing educational institutions with a
- technology transfer program meeting the general criteria set forth below
to retain title to inventions made in the course of or under any Government
research grant or-contract. These policies and regulations should require
the use of Institutional Patent Agreements (IPA'S) with universities that
are found to have an established technology transfer program that is
administered consistently with the stated objectives of the President's
Memorandum and Statement of Government Patent Policy.

In general, the Subcommittee believes adoption of the recommendation
would: ;

Implement to the extent possible the emphasis of the
President's Statement on Patent Policy that the
allocation of patent rights be made at the time of
contract or grant;

Eliminate to the extent possible the wide differences
in treatment of a particular university doing similar
work for different agencies;

IPA's should be extended to universities only after Government review
of the adequacy of their technology transfer capability. The Subcommittee
concluded that public interest is better served by a deferred allocation
policy in situations where the university has not initiated a technology
transfer program. '

APPENDIX C to this report contains a Tist of the type of information
that should be sought from universities in considering whether an
Institutional Patent Agreement is justified. The information generated
by APPENDIX C will provide the Government with the facts necessary for
determining whether the university has a satisfactory patent technology
transfer program which includes at least:
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A formal patent policy which is administered on a
continuous basis by an officer or organization
responsible to the institution;

Assurance that-university employees will be legally
obligated to assign to the institution or the
Government any inventions made by them under
Government grants or contracts;

An invention disclosure system; and
A program for the licensing and marketing of inventions.

After the Government concludes that the university can satis-
factorily perform in a manner that would maximize the transfer of its
inventive results to the public, the Government and the university
should enter into the IPA whereby the university retains py¥incipal
rights to all inventions made in performance of their Government-funded
research on which the university elects to file a patent application.

However, any agreement utilized to implement the Subcommittee's
recommendations should include at least the following provisions in
order to protect the public interest: ‘

A requirement for the prompt reporting of all inventions
to the applicable agency along with an election of rights;

Reservation of all the righté specified in paragraphs
(e)-(h) of the 1971 President's Statement on Government
Patent Policy;

A requirement that licensing by the universities will
normally be nonexclusive except where the desired
practical or commercial application has not been
achieved or is not likely to be expeditiously achieved
through such Ticensing;

A condition 1imiting any exclusive license to a period
not substantially greater than necessary to provide
the incentive for bringing the invention to the point
of practical or commercial application and to permit
the licensee to recoup its costs and a reasonable
profit thereon;
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A restriction that royalty charges be limited to
what is reasonable under the circumstances or
within the industry involved;

A requirement that the university's royalty
receipts after payment of administrative costs and
incentive awards to inventors be utilized for
educational or research purposes;

‘A provision enabling the agency to except individual-: . ..
contracts or grants from the operation of the o
agreement where this is deemed in the public interest;

A requirement for progress reports after designated
periods and re-execution of the agreement only if the
Government deems the university's performance to be
satisfactory;

A prohibition against assignment of inventions without
Government approval to persons or organizations

other than approved patent management organizations
subject to the above conditions; and

A provision permitting termination for convenience
by either party upon thirty (30) days' written
notice.

" The Subcommittee also suggests that the agencies which implement
this recommendation form an interagency committee under the Executive
Subcommittee of the Committee on Government Patent Policy for the
purpose of encouraging uniformity in the criteria for the selection
of universities eligible to receive IPA's. Such an interagency
committee could also work towards common administrative procedures
and practices. For example, often university inventions are made
under multiple agency support. Procedures for assignirg a single
agency primary responsibility in such cases might be developed.

9. SUMMARY

By way of summation, the Subcommittee agrees that inventions
made at universities with Government support constitute a valuable
national resource, but these inventions normally will benefit the
public only if there is a sufficient incentive to make them known to
private industry for their further development for the marketplace. The
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Subcommittee views the Government's role in the national research
effort as complementing the activities of other elements within

our society, both public and private, that also support research

and development. It appears to. the Subcommittee that the interests of
the American people are best served when the various elements

of this research structure can interact. The most effective inter-
relationship results when the particular capabilities of the various
elements, Federal and non-Federal, can be utilized to the fullest
extent. Universities, being not-for-profit, public-interest-oriented
organizations, can most effectively promote the development and the
ultimate utilization of inventions by industrial organizations. They
can obtain such development and utilization while at the same time,
due to their unique character, safeguarding the public interest.
-This opportunity should not be lost.




APPENDIL A

_ INSTITUTIONAL PATENT AGREEMENT
GOVERNING GRANTS AND AWARDS FROM THE
DEPARTMENT OF HEALTH, EDUCATION, AND WELFARE

This Agreement, made and entered into this day of
. 19 , by and between the United
States of America, as represented by the Assistant Secretary
(Health and Scientific Affairs) of the Department of Health,
Education, and Welfare, hereinafter sometimes referred to as
the Grantor, and

hereinafter referred to as the Grantee.
WITNESSETH:

WHEREAS, the Regulations of the Department of Health,
Education, and Welfare, covering inventions resulting from
research grants, fellowship awards, and contracts for research
{45 CFR Parts 6 and 8), provide in Secs. 8.1 through 8.5 that
upon approval by the Assistant Secretary (Health and Scientific
Affairs), the ownership and dispesition of domestic and foreign
rights to inventions arising out of activities assisted by
grants and awards may be left to the Grantee pursuant tc its
approved established patent policy, with such modifications
as may be agreed upon; and :

WHEREAS, the Grantee is desirous of entering into an
agreement whereby it has a first option to retain principal
rights in and to administer inventions made in the course of
or under research supported by grants and awards from the
Department of Health, Education, and Welfare, pursuant to the
aforesaid Regulations; and

WHEREAS, the Assistant Secretary (Health and Scientific
Affairs) has reviewed the patent policy of the Grantee as
.set forth in

‘

and its practices thereunder and has found them to be acceptable,
subject to the provisions of this Agreement, and that said
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policy provides for administration by the Grantee cof patents
in the public interest and is consistent with the stated ob-
jectives of the President's Statement and Memorandum of
Government Patent Policy, issued October 10, 1963;

NOW, THEREFORE, in consideration of the foregoing, the
parties hereto agree as follows:

Is Scope of Agreement

This Agreement shall define the rights of the parties
hereto regarding disposition of title to inventions made in
the course of or under research supported by grants and awards
from the Department of Health, Education, and Welfare, which
are subject to the Department Patent Regulations and are
issued after the date hereof.

Iix. Definitions

(a) The term "subject invention" as used in this
Agreement means any process, machine, manufacture, composition
of matter or design, or any new or useful improvement thereof,
and any variety of plant which is or may be patentable under
the patent Laws of the United States made in the course of or
under research supported by grants and awards from the Depart-
ment of Health, Education, and Welfare.

(b) The term "made" when used in relation to any in-
vention or discovery means its conception or first actual
reduction to practice.

III. Disposition of Principal Rights to Subject Inventions

The Grantee shall have the right to elect to file patent
application in the United States and in foreign countries on
any subject invention and to administer such invention pursuant
to the provisions of this Agreement. Grantee shall notify
Grantor at the time each subject invention is reported to
Grantor as required by paragraph V hereof, if it intends to
file patent application(s) on and to administer the invention.
If Grantee does not elect to file a U.S. patent application on
and to administer a subject invention, it shall notify Grantor
in sufficient time to permit Grantor to file a U.S. patent
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application thereon. In such event, all rights in and to
such invention, except rights in any foreign patent applica-
tion filed by Grantee, shall be subject to disposition by the
Grantor in accordance with its Regulations then in effect.

IV. Supplementary Patent Agreements

(a) The Grantee shall obtain patent agreements from all
persons who perform any part of the work under a grant or
award from the Department of Health, Education, and Welfare,
exclusive of clerical and manual labor personnel, requiring
that such persons promptly report and assign all subject in-
ventions to Grantee or its approved patent management organiza-
tion. :

(b) The Grantee shall include the following provision
in any contract it enters into involving research and/or
development for which DHEW research grant or award funds are
utilized.

"The Contractor hereby agrees to report fully and
promptly to

(Grantee)
any invention conceived or first actually reduced
to practice in performance of this contract (herein-
after referred to as "such invention{s)", and to
assign all right, title and interest in and to such
invention to

(Grantee)
or its designee.

“In addition, the Contractor agrees to furnish the
following materials, disclosures and reports:

‘(i) Upon request, such duly executed instruments
(Prepared by the

(Grantee)
or its designee) and such other papers as are
deemed necessary to vest in the _
or its designee the

{Grantee)
rights granted under this clause and to enable the
or its

(Granteé)

Rev. 8/26/68
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designee to apply for and prosecute any patent
application, in any country, covering such
invention.

'{(ii) Interim reports on the first anniversary of
this contract where extended or renewed and every
year thereafter listing all such inventions mads
during the period whether or not previocusly re-
ported cor certifying that no inventions were
conceived or first actually reduced to practice
during the applicable periocd.

*(iii) pPrior to final settlement of this contract,
a final report listing all such inventions, in-
cluding all those previously listed in interim
reports, or certifying that no inventions were
conceived or first actually reduced to practice
under the contract.'"

v. Report of Invention

{(a) The Grantee shall submit a written inwvention report
to the Granteor of each subject invention promptly after con-
ception or first actual reduction to practice.

(b) Such invention report shall be furnished directly
to the Grantor in addition to any other requirement under
any grant or award for the submission of progress or financial
reports, and whether or not reference to subject invention has
been made in any progress or other report furnished to the
Grantor; such report shall include description of such in-
vention, appropriately illustrated by a simple sketch or
diagram, to permit the invention to be understocod and evaluated,
and such other information as Grantor may require.

(c) The report shall specify whether or not Grantee
intends to file a U.S. patent application or any foreign
patent application on the invention. HNotice of an election
not to file a U.S. patent application shall be given Grantor
not less than ninety (90) days prior tc the date a statutory
bar becomes effective.
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(d) If the Grantee specifies that no U.S. patent
application will be filed (or having specified that it
intends to file, thereafter notifies the Grantor to the
contrary), the Grantee shall promptly inform the Grantor
of the date and identification of any known publication of
subject invention made by or known to the Grantee or, where
applicable, of any contemplated publication to ke made by
or known to the Grantee, and also the date subject invention
or any embodiment therecf was first in public use or on sale
in the United States and shall furnish such cther information
(and have executed such documents as provided in VIII(f) as
may be required to enable the Grantor to make disposition of
subject invention rights).

VvI. Administration of Inventions on Which the Grantee
Elects to File Patent Applications

{a) The Grantee shall require assignment tc it of all
right, title and interest in and to each subject invention
on which it elects to file any patent application for ad-
ministration by it in accordance with and subject to the
terms and conditions herein set forth. 2Assignments from the
inventor to the Grantee under U.S. patent applications shall
be promptly obtained and recorded by the Grantee in the
United States Patent Office, and copies of the recorded
assignment shall be furnished to the Grantor.

{b) The Grantee shall grant tc the Government of the
United States a nonexclusive, irrevocable, reyalty-free
license for governmental purposes and on behalf of any foreign
governmeént, pursuant to any existing or future treaty or agree-
ment with the United States under each U.S. or foreign patent
application it elects to file on a subject invention. The
form cf the license to be granted shall be as set forth in
Exhibit "A" attached hereto, and by this reference made a
part hereof. Any license issued by Grantee shall be made
expressly subject to the license to the Government of the
United States.

(c) The Grantee shall administer those subject inventions
to which it elects to retain title in the public interest and
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shall, except as provided in paragraph (d) below, make them
available through licensing on & nonexclusive, royalty-free
or reasonable royalty basis to gualified applicants.

(d} The Crantee may license a subject invention on an
exclusive basis if it determines that nonexclusive licensing
will not be effective in bringing such inventions to the
commercial market in a satisfactory manner. Exclusive
licenses should be issued only after reasonable efforts
have been made to license on a nonexclusive basis, or where
the grantee has determined that an exclusive license is
necessary as an incentive for development of the inventicn
or where market conditions are such as to require licensing
on an exclusive basis. Any exclusive license issued by
Grantee under a U.S. patent or patent applicaticn shall be
for a limited periocd of time and such period shall not,
unless otherwise approved by the Assistant Secretary (Health
and Scientific Affairs), exceed three years from the date of
the first commercial sale in the United States of America of
a product or process embodying the invention, or eight years
from the date of the exclusive license, whichever occurs
first, provided that the licensee shall use all reasonable
effort to effect introduction into the commercial market as
soon as practicable, consistent with scund and reasonable
business practices and judgment. Any extension of the
maximum period of exclusivity shall be subject to approval
of the Grantor. Upon expiration of the period of exclusivity
or any extension thereof, licenses shall be offered to all
qualified applicants at a reasonable royalty rate not in
excess of the exclusive license royalty rate.

(e) Any license granted by the Grantee to other than
the Government of the United States under any patent applica-
tion or patent on a subject invention shall include adequate
safeguards against unreasonable royalty and repressive
practices. Royalties shall not, in any event, be in excess
of normal trade practice. Such license shall also provide
that all sales to the U.S. Government shall be royalty free.

Rev. 8/26/68

o ek  leeaan DLt e de U TN - Ry, TR gy B el i R B R v i A i " ik My, .



Page 7 of 12

(f) 1If permitted by its patent policies and the terms
of the grant or award under which an invention is made, the
Grantee may share royalties received with the inventor(s),
provided that the Grantee shall not pay the inventor{s) more
than (1) fifty percent (50%) of the first $3,000 gross
royalty paid under the patent, (2) twenty-five percent {25%)
of the gross royalty income between $3,000 and $13,000, and
(3) fifteen percent (15%) of the gross royalty in excess of
$13,000. The balance of the royalty income after payment of
expenses incident to the administration of all inventions
assigned to it pursuant to the provisions of this Agreement
shall be utilized for the support of educational and research
pursuits.

(g) All licenses issued by the Grantee to other than
the Government of the United States under any patent applica-
tion or patent on a subject invention shall be subject to
the conditions of this Agreement and shall specifically
reserve to Grantor those rights specified in paragraph XII
hereof. The Grantee shall, upon request, promptly furnish
copies of any license agreements entered into by it to the
Department.

VII. Patent Management Organizations

The Grantee shall not assign any subject invention to
parties other than the Grantor in circumstances as set forth
in this Agreement except it may assign rights in the invention
to a nonprofit patent management organization, provided that
the patent administration agreement between such organization
and Grantee is approved by the Grantor. Any reference to a
Grantee in this Agreement shall also include a patent manage-
ment organization when applicable and an assignment to such
an organization shall be subject to all the terms and condi-
tions of this Agreement.

 VIII. Patent Applications

(a) Grantee shall promptly furnish Grantor with a copy
of each U.S. patent application filed in accordance with this
Agreement specifying the filing date and the serial number.
Grantee shall promptly notify Grantor of each foreign patent
application filed, including filing date and serial number,
and shall furnish a copy of each application upon request.
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{b) Upon reguest, Grantee shall fully advise the
Grantor concerning all steps and actions taken during the
prosecution of any patent application covering a subject
invention and shall, upon request, furnish copies of any
final actions, amendments, petitions, motions, appeals or
other papers relating to the prosecution of said application.

{c) Upon reguest, the Granteée shall promptly furnish
to the Grantor an irrevocable power of attorney granting the
right to inspect and make copies of any patent application
covering a subject invention or any of the final actions,
amendments, petitions, motions, appeals, or other papers
relating to the prosecution of said application.

{d) The Grantee shall include the following statement
in the first paragraph of the specification following the
abstract of any patent application filed on a subject
invention:

"rThe invention described herein was made in the
course of work under a grant or award from the
Department of Health, Education, and welfare."

(e) The Grantee shall not abandon any U.S. patent
application filed on a subject invention without first
offering to transfer all rights in and to such application
to the Grantor not less than forty-five (45) days prior to
the date a reply to the Patent Office action is due. If
the Grantor does not request assignment within thirty (30)
days of receipt of this offer, the Grantee may permit the
application to go abandoned.

(£) If the Grantee elects to file no patent application
or to abandcn prosecution of a U.S5. patent application on a
subject invention, he shall, upon request, execute instru-
ments or require the execution of instruments (prepared by
the Grantor) and such other papers as are deemed necessary
to vest in the Grantor all right, title and interest in the
subject invention to enable the Grantor to apply for and
prosecute patent applications in any country. '
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IX. Invention Reports and Certifications

Notwithstanding the provisions of this Agreement, the
Grantee shall provide invention reports and certifications
as may be required by the terms of any grant or awarxd.

X. Disclosure and Publication

The Grantee shall not bar or prohibit publication of
disclosures of inventions on which patent applications have
been filed.

The Grantor shall have the right to publish and make
disclosure of any information relating tc any subject in-
vention whenever deemed to be in the public interest, pro-
vided that upon request, reasonable opportunity shall be
afforded the Grantee to file U.S. and foreign patent
applications.

XI. Reports on Development and Commercial Use

The Grantee shall provide a written annual report to the
Department on or before September 30 of each year covering
the preceding year, ending June 30, regarding the development
and commercial use that is being made or intended to be made
of all subject inventions left for administration by the
Grantee. Such reports shall include information regarding
development, the date of first commercial sale, gross sales
by licensees, gross royalties received by the Grantee, and
such other data and information as the Department may specify.

XII. Additional Licenses

(a) The Grantee agrees that if it, or its licensee,
has not taken effective steps within three years after a
United States patent issues on a subject invention left for
administration to the Grantee to bring that invention to the
point of practical application, and has not made such invention
available for licensing royalty-free or on terms that are
reasonable in the circumstances, and cannot show cause why he
should retain all right, title and interest for a further
period of time, the Grantor shall have the right to require
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(1) assignment of said patent to the United States, as
represented by the Grantor; (2) cancellation of any out-
standing exclusive licenses under said patent; or (3) the
granting of licenses under said patent to an applicant on
a nonexclusive, royalty-free basis or on terms that are
reasonable in the circumstances.

(b) The Grantor reserxves the right to license or
to require the licensing of other persons under any U.S.
patent or U.S. patent application filed by the Grantee
on a subject invention cn a royalty-free basis or on terms
that are reasonable in the circumstances, upon a deter-
mination by the Assistant Secretary (Health and Scientific
Affairs) that the invention is required for public use by
govarnmental regulations, that the public health, safety,
or welfare requires the issuance of such license(s), or
that the public interest would otherwise suffer unless
such license(s) were granted. The Grantee and its
licensees shall be given written notice of any proposed
determination pursuant to this subparagraph not less
than thirty (30) days prior to the effective date of
such determination, and that if requested, shall be
granted a hearing before the determination is issued and
otherwise made effective.

XIII. Inventions by Federal Employees

Notwithstanding any provision contained in this
Agreemsnt, inventions made by Federal employees, or by
Pederal employees jointly with others, shall be subject
to disposition under provisions of Executive Orders,
Governmental and Department Regulations applicable to
Pederal employees.

XIV. Termination

This Agreement may be terminated by either party
for convenience upon thirty (30) days written notice.
Disposition of rights in, and administration of inventions
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made under grants or awards entered into during and
subject to this Agreement will not be affected by such
a termination except that in the event the Department
terminates this Agreement because of a failure or re-
fusal by Grantee to comply with its obligations under
Articles V or Vi of this Agreement, the Department shall
have the right to require that the Grantee's entire
right, title and interest in and to the particular in-
vention with respect to which the breach occurred be
assigned to the United States of America, as represented
by the Secretary of the Department of Health, Education,
and welfare.

XV. Limitation

It is agreed and understood that this Agreement
shall not apply to any grants or awards issued under
statutes containing requirements for disposition of
invention rights with which the provisions of this
Agreement are inconsistent. It is further agreed, that
any constituent agency of the Department of Health,
Education, and welfare may, with the approval of the
Assistant Secretary (Health and Scientific Affairs),
provide as a condition of any grant or award that
this Agreement shall not apply thereto. It is also
agreed that any constituent agency of the Department
of Health, Education, and welfare may provide, subject
to approval by the Assistant Secretary (Health and
Scientific Affairs), that this Agreement shall apply
to specific research contracts.

IN WITNESS WHEREOF, each of the parties hereto
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has executed this Agreement as of the day and year first
above written.

UNITED STATES OF AMERICA

By
Title
{GRANTEE)
(Corporate Seal) By
Title
CERTIFICATE
I, , certify that I

am the Secretary of
named above; that
who signed this Agreement on behalf of said corporation was
then of said corporation; and
that this Agreement was duly signed for and in behalf of said
corporation by authority of its governing body and is within
the scope of its corporate powers.

’

Witness my hand and the seal of said corporation this
day of . 19

(Corporate Seal) By
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EXHIBIT "A"

LICENSE TO THE UNITED STATES GOVERNMENT

WHEREAS , , of

~(Inventor)

. has

invented . and
(Invention)

filed a patent application thereon in +4+4+

(Country)
bearing Serial No. ., filing date :

and

WHEREAS, the invention was made in the course of research
supported by grant(s) from the Department of Health, Education,
and wWelfare; and

WHEREAS, the United States Government is entitled to certain
rights in and to said invention and application by reason of the
terms of said grant(s): and

WHEREAS, the .
(Institution)
hereinafter called the "Licensor" has acquired by assignment
from the inventor the entire right, title, and interest of the
inventor to such invention;

NOW, THEREFORE:

1. The Licensor, in consideration of the premises and other
good and valuable consideration, hereby grants and conveys to
the United States Government a royalty-free, nonexclusive and
irrevocable license for governmental purposes and on behalf

of any foreign government pursuant to any existing or future
treaty or agreement with the United States under the aforesaid
patent application, and any and all divisions or continuations,
and in any and all patents or reissues which may be granted
thereon during the full term or terms thereof. As used herein,
"governmental purpose" means the right of the Government of
the United sStates (including any agency thereof, state or
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domestic municipal government) to practice and have practiced
(made or have made, used or have used, sold or have sold)
throughout the world by or on behalf of the Government of the
United States.

2, The Licensor covenants and warrants that he has the right
to grant the foregoing license, and that any assignment or
license which he may make of the invention or the said patent
applications or patents thereon, shall expressly be made
subject to this license.

3 The Licensor agrees that the Government shall not be
estopped at any time to contest the enforceability, validity,
scope of, or title to, any patent or patent application herein
licensed.

(Institution)

(Signature)

(Print or type name)

Date

(Official Title)

CERTIFICATE

I. , certify
that I am the
of the Institution named as Licensor herein; that
. who signed this

License on behalf of the Institution is

of said Institution; and that said License was duly signed

for and in behalf of said Institution by authorxity of its
governing body, and is within the scope of its corporate powers.

Rev. 8/26/68




APPENDIX B

. .

Issuas upon which the Umvcrslty Patent Pohcy Ad Hoc
Subcommittee Voted

.

"publie institutions™

"(a) Should the Subcommittee treat
differently from industrial concerns?:

This, of course, was the majer issue under consideration
and the 'ch“L reflects the majovrity view that special policies snould

be utilized for public insuitutions.

itional Agrcemcnt aoproach be utilized

(b) <Should the Institu
as the mechanism for providing special treatment to public institutions?

The Subcommittee was unanimcusly in favor of the Institutional

Patent Agreement espoused by the report, o e .
) (¢) Should universities and other non-profit institutions
be afforded the same treatment? o .

As reflected by the report, the majority of the Subcommittec
felt that since universitices and other-non- pruzlL institutions both
required industrial aid in briaging their imventive results .to the

.marketplace, the proposal should treat them cqunlly. However, two
menbers of the Subcommittee {felt diifferently. It was their opinion
that the line betwecen non-profit and proiit organirations has
clouded in reccut years, with wmany noa-profits act:ally functioning
as profit-uwsking ovgunizations. Further, since non-profit orpanizations
have no cducational mission, none of the royalty roturns could be
utilized for that purpose. They also vondered whether thosce orpaniza-
tions were strongly motivated to utilize voyvalty receipts for rescarch
purposes.. The nmajority of the Subcormittce felt that these conzerns
coula be resolvad on a case-by-case basis at the time a non-profit

organization was negetiating for an Institutional 2atent Agraement,
Any agreenmcnt anecgotiated «would, of course, set forth the Zb
in which royalty receipts could be utilized.

(d) SHould the Institutional Patent Agrecement be limited

to designated "fields of tcchnology'?

As reflected by the report, the majority of the Subcommittee
did not belicve the Instituticnal Patent Avrcenent should be so
Addmited. However, four newmbers of the Subcommittece felt that the
Agreerment should be limited to those inventions falling within techno-
Jogical arecas in which the institution had a demoastrated cupertise.




The majority feit that such a condition weuld make a dotermination

of cuncrship impossible until the inventicn wos identifled, since enly
at that tinc could it be decermianed what § f technolory it crose
ine Further, the majoerity felt that the "fields of tachaology”

could not be defined with any accuracy, ui ic" courd resule in pro?nﬁfad
argumcent as to wnather an iaventien fell withia or out of a particular
ield.

1

Ti0ld of

he results of tha survey of

(¢) Should f ; ¢ :
is ed by the Subcomnittee be included din the report?

and statistics conduct

istic . com
are available regarding iudustry gonerated invantions.
(f) Should an
for revicwing and approving
. =

purposes of uniformit:?

< for st tutaani.
icve wiform treatment of

* (g) Should any distinctien be mads between inventions aricine
- - -~ . e o - . ‘ - i .;’
from grants or centracts? -
The Subcormittce unanimousiv agreed that ther. should ie
no distinctien miade betieen prants and i Ll

that arise frem either instrunent would
industrial aid in co:ple:in;,uevclowmh“
to the *tplace,  Further, the Subeer wod that thers
was no clear definition of grant or contruct acceptadli-. or ucilized by
all the { Tais position is reflecied in the ronort by ;
failure to make a distinction betuween erants and controots,

N
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L0 LNVancion

0

a
=
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1.
(1) Should tke Imstitutjional Patent Agrecment be included
nder J1(a) and/or 1(¢) of the Presidential Policy Statzient?
'l"he (‘u} ourai tto S S ¥ IR L v. o f- ¥ o o . .
ouvcommi ttee unanimously agrced that the Iastitutional
Patent Agrcement should be justified undor the "ereeptional circun-
— ~1 Fogoe Brces: . : = " .
slaa?o? language of Paragraph 1(a) or under the speeinl situation"
provision of Paragraph 1(c) of the President's Statement,

S
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: ' APPENDIX C

"MODEL IPA SUPPORTING INFORMATION

An Institution desiring an Institutional Patent Agrcomcnﬁ
should supply the following:
- g Géncral information éoncérning your institution,
inciuding:
(a) Copies of Articlcs of Iﬁcorpora?ion;
(b) The institution's purpose.and ains;
(c) Source of funds.
2. A copy.of your instituidon's formal patent policy,
‘together withvthe date and manner of its adoption.
3. Name:'title, addfess, and telephone number of
institutiopal:official responsiblg for adminiétfation of
patent and invention matters and a descfiption of staffing

in this area. Also identify any other institutional offices,

institutes, etc., which also contribute to your institution's

batent management capabilities.
4, A description of your institution's procedures for
identifying and reporting ianventions.
5. A copy of <he form of agreccment required to be
signed by faculty and other employees of the institution

engaged in rescarch, indicating their obligation in regard

to inventions made at your institution.

~,;
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6. A copy of the invention report form or outline utilized for

preparation of invention reports at your institulion.

7. Advice as to whether your institution has a formal agreement
with any patent management Or\;;;mi:::‘-mtions, such as Rescearch Corporation,
Ba‘ttcllc Development C‘Iorporation, or ot‘.hcr organizations. A copy of
any agrcement in effect should be enclosed.

8. A description of the efforts which the institution would expect
to Inakc' in Lringing to the marketplace inventions to which it retains

title, ’ ' : S

itution's past patent and invention

N

9. A gecnceral description of the ins
licensing activities, including the following:
o ’ ” o

(2) Number of inventions reported to the institution during cach

.

of the past ten years;

(b) Nuwmber of patent applications filed cduring cuch of the past

ten years;

o §o: -
ast ten

(c) Number of patents obfained during ecach of the p years

;
(d) Number of exclusive licenses issued during cach of the past
ten ycars;

(e) Number of noncxclusive licenses issued du ing cach of the
past ten years;

(f) Gross royalty inc:orn.c during cach of the past ten ‘;c:‘.r:':;

(g) A gencral description of royaltivcs charged, including minimum

and maximum royalty rates,




=3~
10..tA list of subsidiary of affiliate instituLioﬁs,
hospitals, etc., which would be covercd by an agrcement
signed by your institution.

11, If ycur institution is a subsidiary or affiliate
of another organization, state name and descrise relation-
ship. |

12, The amount of Government support currently being
administered by your institution, giving agency>hru3kdown.

13. Do you have an Instituticnal Patent Agreement with

DHEW, NSF, or any other Government agency? If sc, pleasc supply

a copy of the Agreement and any antual or other periodic
rerports déscribing activities under the Agrccm;nt which
vere submitted to the Agency within the last three yéars.
14. If not set forth elsewhere,'state vour policy as
to sharing of royaltices with faculty and othexr enmployces.

i5. Describe the usces made of any net inconme generated

by your patent management programn,

0

i




e ' ' APPENDIX C

°

. MODEL IPA SUPPORTING INFORMATION

An Institution desiring an Institutional Patent Agrccmcuf
should supply the following:
S P Géneral information doncérnilg your institution,
inciuding:
’ (a) Copies of Articlcs of Iﬁcorporagion;

(b) The institution's purpose-and ains;

(c) Spurce_of funds.
2. A copy'of your institudon's formal patent policy,
‘together with.theAdate and manner of its adoption.

3. Name:’fitle, addfess, and telephone number of
institutiopélfofficial responsible for adminiétfation of
patent and invention matters and a deScfiptiou of staffing
in this area. Also identify any o-ﬁer institutional oifices,
institutes, etc., which also contribute to your institution's
batent management capabilities; ‘

4. A description of your institution's procedures for
identifying and reporting inventions.

S. A copy oi <he form of agreement required to be
signed by faculily and other cmpioyces of the institution
engaged in research, indicating their obligation in regard

to inventions made at your institution.
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6. A copy of the invention report form or outline utilized for

preparation of invention reports at your institulion.

.
)

7. Advice as to whether your institution has a formal agreement

with any patent management oryganizations, such as Rescarch Corporation,

Battelle Development Corporation, or other orpaniszuations. A\ cepy of
any agrccment in effect should be enclosed.

8. A description of the efforts which the institution would expect

to malke in Lringing to the marketplace inventions to which it retains

title, '

]

9. A gencral description of the institution's past 3

licensing activities, including the following:

(2) Number of inventions rcported to the instilution during cach
- of the past ten years; .

(b) Number of patent applicaiions filed during cuch of t}

-

1c past

o

ten years; -

(c) Number of patents obtained during cach of the past ten years;

(d) Number of exclusive licenses issued during cach of the past

ten years;
(¢) Number of nonciiclusive licenses issued during cach of the

past ten ycars; - ¢

(f) Gross royalty income during cach of the past ten yeors;

(g) A genceral description of royaltics charged, including mininnuan

-

and maximum royalty ratcs,

vaient and invention




10. A list of subsidiary or affiliate institutions,

hosPitals! etc., which would be coverced by an agrecement

signed by your institution.
. 11. If ycur institution is a subsidiary or affiliate

of another organization, stdte name and dcscri$e relation-

ship.

.12, The amount of Government support currently being

]
$

administered by your institution, giving agency breakdown.

13. Do you have an Instituticnal Patent Agreemeni with

DHEW, NSF, or any other Government agency? If sc, pleasc supply

. o

a copy of the Agreement and any annual or other periodic
reports describing activities undcer the Agrecuent which

vere submitted to the Agency within the last three years.

-

14, If not set forth elsevhere, state your policy as
} 3 -

to sharing of royalties with facultiy and other employcces.

15. Describe the uses made of any net incone gencerated

by your patent management progran,.

- . -
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