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The CODf'erence Yill,.' on the bas1a ot the facts a.vailable:

~. Ascert&1D t12l.rt· the debt is a Just clebt; and it so,

2. lDdeavor to ob1i&1n an agreement for liquidating the indebtedness,
subject to the proviso in subparagraph .04b.3. of this section.

3. ~ Interual Revenue Service is authorized, but not requ11"ed, to
ut1J.1ze this procedure in collecting clel1nqueDt Federal taxes. In lieu of
the procedure ~scribed in this paragraph .04, the Internal Reveuae Service
-.y-, if it SO ~..1res, ut1l.1ze the procedure described in the tolJ.Dw1Dg pro­
v18icm of JAw (68l Stat. '783; 26 u.S.C. 633~ (a»:

"If' &D¥ person llab.le to pay 8.1'V tax neglects or ref'Uaes ,to pay the '
S8IIe "1:th1D 10~ atter notice and demRlld , it shall be lawf\1l; for
the Secretary or his cleJ.egate to collect such tax (and such further
S\8 &8 sb&ll be su:r.r1eient to cover the expenses of the lev7) by..
J.evy upon all property and rights to property( except such propert;y ,
&8 18 exempt UDder Section 6334) belong1Dg to such perSOll or 011 vh1ch
there is a lien provided in this chapter for the payEDt 01' such tax.
Levy ..-:r be 1IIlIde upon the accrued saJ.ary or wages of &r:rT o':ff'icer"
eJII'J.oyee, or eJ.ected ofticial, ot the United States, the D1Rr1ct, of
Col1mlb1a, or &'07 agency or 1nstraEntalityof the United Statu or'
the District of ColuDlb~,_by serving a notice of l.e'ty OIl the empJ.o1er
(u defined in Section 3&K)~{d» of such ot:ficer, employee, or elected.
C>ttic1&l. I:r the 8ecret&r;y or his deJ.egate DBkes a 1'1nd1 DC tb&t the 2.~
collection of such tax is in jeoparq, notice and dewnd for~,

payMnt of such tax ..,. be ade by the Secret&17 or h~ delegate 8DCl,
upon fa1lure or ref'usaJ. to pay such tax, collectiCl1 thereof 'b7,
levy shall be lavtuJ. without regari to the 1O-day period prov1c1ec1. 1n
this aecttOll."

In the event the InternaJ. Revenue Service 1naists upon collection by levy,
rather thaD collecticm by payroll da4uct1on pJ.an, the procedure '1'ctr collect1cm
by lev;y IIWIt be observed, and the rea1Dder of this parasraph .~ 18- D.O't
appllcable •

c. Voluntary llquidat10n of & .1U!t debt. When it 18 establ.1she4 that the
debt is & jusi; debi;, that i;he e.p~ is Vi' 1 ins to enter into & plan ~t:tr

l1quidatiDg the indebte4ne.s, aDd that collection by' levy procedures is DDt
1nvo~ved, the Department representative Y1ll &8s18t h1m in formDlatiDg such
a plan subatmt1&1..q sa folJ..ova: ·

~. The emplo7ee·V1:ll agree to (a) a cash settlement 1n full Dr cash p&7-
mellt by :lDstal1mmts " ' or (b) p&1rOll dech1.ct1Oll8 to cover the~ due •.

2. ~e payEDt ahoa.14 be.. Jarp as the esplo;yee'. perllOD&1 f:1JJac:1al
situation vUl permit. Except 1D extrse circumstM.ces, the~..t 8bmIl4
be Jarge enoush to llquic1ate the 1mlebteclness in tull (1DclucJ1D& 8DT 1nterest
due) in DOt mre thaD one;year. Insta"JMDts in DO cue 8hould. be leu thaD
five dollars tor each agreed t1pOJl 1Da1;a

'
'went period. The.,.",..n; 4edac:te4

1II18t rea1n coutant e%Cept for the 1'1D&l deduction, vh1ch a7 cover the
b&J.lmce d:u.e in aa a.:nmt leaa than a reguJa.r ~t1on•

• • _ ' . , m ' • ,, _ _ . , . _ . _ . _ _ '_, _ • __... . . .~ _
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c'. · lUpt81Jl:tIle ,slozee. · Where the Genera1.Co1.m8el h..; c1etend.Ded to,
. leave the dcIIeirt,1c r1gh't8 in 8D4 'to an 1nveut:1Da v1'th aJ1:ellp1oy'ee -8Ubjec't ..
toa l1ceDS~1p.;.favor of 'the GoverDEnt and. the employee acqu1uces' '1D;
th1s deterll1bil'C1oD, the General Couuel vill, upon the til1Da ot 811 appli­
cation for patat and peDd1Dg review of the <1eter1l1n&tion by' the CaIa18S1oDer,
01Jta1D tor the··OovezDED't a ncm-exc1usive, 1nevoeable, !'01al:ty-free 11-- ,
ceJI,8e in the 1DveDtion With power to gran't licenses tor all Fvernmental.
purposes, V1thout prejudice to the sub8equeJlt acqu1sition by the GoverDaIent.
of the eD'tire &:.e8tic rishts, title, and interest 1D azul to, the in-
Tention should the Cowissioner 80 decide •

•10 Scope of Section. The prov1sioDs of this section sppl;r to &IV'..1D­
vent10ll IIIIi4e b,. au employee on or after J8I1U&1'7 23, 1950. ,

SIC'lIOll 4. JltDDtB'EiSS TO DB \JI:rt15JI) f1l'ADS aov:8BIImR. . .

.01 ParJose. TIle purpose of this sectio~' is to prescribe"Departmental
pollcy 8Dd. procedure relating to 1Dc1ebtedDess of 8Il'..1D7e& to 'the:
United states GoTeZ'lDll!Dt other thaD &11 1D;debtedDes. arums' 0U't.,ot'...aD

erroneous~t ~ p&1' collection ot which ' is va1veel:lUIder 5 tT~S~C. 5584.
(see Adw1n 1 atrati ve Order 202-558). . ' . , ' , . .

. ,

.02 Lepl ksia. Sec'tion 6331 Of the IDterualB~Co46:f4 '1954:, ap;. "
proved August 16; 1954 (68A. stat.783; 26 U.S.C-. 6331li authorizes 1Dvol1m­
tRy cIecluct10Da f'roa the sala'r7 of a~. o:tt:tcer or.«IIIPlo7ee whO.···
18 delinquent in pq1ng his Federal 1ncome tax. 5 U.S.C. 5514 authorizes
1nvoJ.1mtatoy dednctiou f'r0lll &IV' eJIlI)JD1ee'a saJ.ar;y tor ' 1Dc1abt edlleas to the
GoVWlllWDt reault1q trca~ b7 the &geD.C7 ccmcenae4_ . In ad4:1tioa,
Where the~ 18 both debtor aDd crecl:l.tor Vith re8];MtCt to .. ea­
pJ.o1ee, the GovezWE4t has a r18J1t to set ott' the 1nubte4De•• 'to 'the Gove.rn­
lIeut -.='DS't the 1Ddebtec1Dess ot the GoYUDIMA't to the gp1oJ8e 1D;. aettJ.:1Dg
accOUll'ts. (See R_ S. 236; .Act of June 10, 1921, 42 Stat. 24; 31 U.S.C. 71,
&Dei 33 eomp. Oen_ 443-)

.03 Policy. Timq ~1IIeJ11; of err 1Dclebt~ss to the Oovwaamt of the
th11ted states 18 an 1JIportut per8OD8J.respcmsib1l1ty of each elfPJ.o1ee
concerned. Any ellPlD;ree who tails to liquidate such 1n.UbtedM.s prcllllpt~

when due is a soarce of embarrassment to the ])epartmeDt aD4 wUl be subJect
'to seizure ot sa.l.azT 8Dd to appropriate discipJ.1Jl8:r'y' ac1iioR, which~
:Include reawaJ..

a. Resp9ns1bU1ty. B,. virtue ot the Department Organization Ol-der 20-8, the
au'thority tor'adia:1nistering these regulations is vested in the Director ot
PersonneJ.. Such authority 1s redelegated by Administrative Order 202-250 to
ap,point1ng otticer8 who ..,. be ass1s'ted or repre8ented b,. 8uch responsible
otticiaJ.s as the,. ..,. deem appropriate. The perSOIl exercising such authorit,.
shall be designated as Dqartment representative.

b. ID1't1a.l coDtact Vith .1pne_ Where a cCII{)l&:lnt 18 receiTe4 eee-
CerD1nc, or an error 18 tOUDd. creat1Dg, an 1Ddebte4De.. to the United. statea l

such 1Dt01"Jll&tion Yill be referred to the Department repreleDt&tiTe. The
.1)epartMDt represeat&tive Y1ll cODf'er V1th the 8111}J.o1ee c:oncernecl 8Dd &4-
vUe h:la of 'the~'. poUc;yre~ 'the J.;J.qvJ.cI&'t10D fd 1DIIe1:Jt......

"-' '' - ....._-_.._._. ... . _ --_.__ .. .._. _------_. - - -_.

. .---- ~pv~iO~-u.L-i.:.&.~~"cDWUUn~ U~ CNnu.O"~Q. m- ~rallt:ll1iea. uy Buell reBpODB~g.L.e
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tacts":~," h18~~••: 1I~ _ exped1te,sueh couider&t1oa:bl:'DOt~: , ,"
the eo-1ss1oDer vheillle does not intend to tile a rep~ to-the-agency repOrt.
Atter a hear1Dg-cm- ":t1I. :~eal, it a hearing vas requested, or after expirat10Jl ­
ot the period tor the inventor's replJr to the agency report it no hear1ng is '
set, the eo-18S1o~,~ issue a decision on the atter, which decision
slJall be tiDal &1"ter 'the period tor ..kiDs recons1Cleration expires or on the
date that a decision on a petition tor reconsideration 18 t1.' 'y disposed ot..
Aq reqlle.-t tor recouideration or -.odUication ot the decision -..'t be f1l.e4
Yithin 30 dqs troll the date of the or1g1Dal decision (or Y1.thin such 8Zl
extension thereof as aT be set bY' the Conn' S8wner b~ore the orig1Dal periocl
expire.) • The ee-'8sloner ' s Clecision shall be made a:tter consideration of
the 8't&'te:Mn1!s ot fac't in the emplDyee '8 appeal, the 8geDC7' a report, and 'the, '
ellPlo1ee 's rep~, bu't the eo-1as1oner, &'t his cl18C1"e'tion aDd nth chle respec't
to the :J:"ip-ts' &Del ccmveDience ot the 1Jmmtor an4 the GovenDleDt aceDCJ', 1aJ'
call far further s'ta't.-nt8 on specific questions· ot ·t act or '~ request ad.­
di't1cmal evideJice in the form ot attidav1ts or depositionS on ,specitic tacta
in d1spIte. - '

c. Petit10u DOt 1Dvo1v1p" appeala. In the eveat 'i t 18 aeteridDed·'that tbe
rights in and to _ inveJXtion are to be lett With the emp~,. report .of
such dete1'lll1Dation is requjred'to be sub1l1t1ied to the C<wn'.8ioner of Patents ,
tor review. The C~sicmer W1ll :J:"ev1ev the determ1Dation 8D4h1a c1ecis1oD
respec:tiDg the _t't81' sh&U be t1D&l, subject to the riP't' of the emplo)"ee
to 8UbII1t to the Cow,••louer Yith1D 30 days (Qr such 10Dpr peri04 as the
CaaIII1as1oner ay, for goo4 cauae, fix in any cue) &f'ter receiv1D&' DOtice of
the decision, a petit1cm for rec:oD8ideratwn it the eo-1as1oDer'. deci.1cm
gives the Govermeat greater r1.&b'ts than the orig1D&l detera:1Datlon" - Copies
ot weh petitions vUl be t1le4 Yith the head of the operat1Dg.1Dl1t and the
General CouDSel•

•09 Patent Protec1i1on.

a. General. The CeDeral Coun8e1, upon detem1n 1ns that an invention has
been a4e under the eon41t1cmlJ specified in lJUbparasraph .07a. of this aec:tioD,
shall detendne wbether pateDt pro'tect1oD Yill be sought in the Un1te4 State.
by the~ of eo-rce for such 1JlventioD. A controverll)' over the'
respective 1'1sbts of the GovCDiEDt an4 of the ilmmtor in~ cue shall.
not delaY'the taldng ot &zQ' action~'eeldD8 such patent proteci;1on. In cu.
'Where it 18 d.e'terai.11e4 that the 4Dmeat1c :J:"1Qbts 1A aDd to the 1Dveat10n are
to be lett with the 8J11PJ.cyee, actioD b7 the Dep8.rtMDt of' Caswrce JcoldDs
toward such pa'tent prctectiOD shall be cont1DgeDt upon the consent of' the
inventor.

b. Dispte as to:i!Jl!it.. Where there is a dispute as to whether the QcmIrD­
me1It 18 to obtain _ ".1pment of the dDDestic rights in 8Dd. 'to 'the 1DveDt1oD
or on:Q" a 11cense tMzoeaD4er, -t he General CoUDSe1 V1ll dete1'1l1De whether'
paterrt protec't1on w1.U be aough't in the United States pend1 ns the ee-:tas1oDer's
decision OIl the dispute. It the General Ccnmse1 decides that an appl1c&t1oD
tar patent 8bould be 't Ued, he v1ll obtain tor the OoverDiMnt & DOD-exclwsive,
irrevocable, royalt7-f'ree liceue in the invention with power'to grant 11­
censes tor all govenUilttntal purpose., but this aha" be Y1thout preJud1ce to
8Cquir1Dg an ".1grDE1t to the Gove:rDli84't of the entire do_lItic right, title,
aDd. interest in acd. to the 1Dvelltlon should 'the eo.1ss1.on.er se decide.

---oro~a-llcwe "taeziii:iiiGer~;~~iieueDera.i.-~UD8e.i~~~WDellU~
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!Par aU other .emplOyees, the Government DII1St establish that ·the .con41t1ou
ot subparacraph .07a., it present, are sufficient equ:tt&b~ to requ~ _
ua1pmeDt to the Government ot the invention and to any patent.which'..,.
issue thereon• .....:.. _. .

g. Foreip r1gbts. An 88s1gDment of the foreign rights in aDd to the iD­
vention shall be .-de 'by the employee, upon requeB"t, whenever aD assignment
of the domestic rights 1s requ1Z'ed•

•08 A:ppeals end Petitions.

a. Appeals. Azq employee who is aggrieved by a deterlll.1D&tion ot the
<JeneraJ. .Counsel 88 to his rights to or in aD invention he has made _y obta:1n
a review ot the determ1Dation by til:1ng two copies ot a written appeal With
the eo.18sioner c4 Patents Within JO clap after recelY1D1 notice of the
determ:lDatlon (or such longer period as the Conn18S1oner ay, for good cause,
fix 1D~ case). '!'he decision of the eo.:tssioner ot Patents upon 8Q}" ap­
peal -.de to h1lll shall be fiDal, after the period tor uld.Dgrecona1dera-·
t10D expires. Jzq request by the iDVetttor tor reeonai4eration 1IIU8t be tUed
With the Conn1 ss i oner Within 30 days from the date ot the orig1D&l 4ecis10n
ot the Comm1ssioner (or Vi'th1n such an extension thereo:r- ..~ be set by
the eo.1sa1oDer before the or1g:1nal period exp1res). .

b. Aaency report on appeal. ID the event 8D7 eJl.PJ.oiee files an appeal, the
General Cow:ase1 8hall tur:n1ah the Cc_dssioner of Patents, with a caw to
the employee, the following 1Dtormation:

1. Description ot the invention in sufficient detail to perJl1t a satisfactory
rerl5; .

2. 11_ of the 1uventor and his employment S'tatus, 1Dclud1Dg a detailed
statement of hiB ottici&l duties and responsibilities at the ti1le of making
the invention; .

3. A statement c4 the agency determiuation ~d reasons therefor; &D4

4. A detailed state.nt ot the points ot dispute or ccmtroverq, together
with capies ot ~ statement or written arguments t1lecl With the agenc)", and
ot any other relevant evidence that the agenc)" cOlUJiderecl 1D -.t1Dg its de­
term1Dation of Gc:7v'ertliMDt 1Dtereat. Within 25 d.a7s (or such J.oJl@la" pe:r1od
as the eo-1ss10ner ..,., for 8004 cause shown, fiX in any. case) &f'ter the
tr&DBm1ss1on ot a caw of the agenc)" report to the employee, the employee
~ tile a repq thereto With the Coaa1ssioner and file one cavY thereof
With the agency- Atter the t1Jlle tor the inventor t 8 repl1' to the OovermaeDt
&gency's reparthu·expired ad 11' the 1nveutor has so reque8ted 1D his
appeal, a dateVul be set tor the hearing of oral argwaeDts by'the -.P1D1ee
(or by an attorDq whom he de8ipates by' written power of attorney tiled.
before, or at the hearing) and a representative of the aovenr.-nt &pIlC7 iD­
volved. !he heariDg w1ll be conducted b)" the Cc.D1a81oDer, an Aa81ataDt
Cosa1ssioner, or • hearmg otticer des1gDated by the Caa18s1oner. UnJ.e.. it
shall be otherv1se ordered before the hearing beg1Da, oral arsu-nta Will
be l1m1ted to thirt)" minute. tor each side. The etlPJ.a,ee need. nat ret&1D.
aD attorne)" or request an oral hearing to secure tull consideration o:r the

- ----:_- .... . . - :.. ., - ....ew-..~;·-u.7 .~.i:",~eii power or a,;~)" r:ll.ed
before, or at the hearing) and a representative of the aovenr.-nt &pIlC7 iD­
volved. !he heariDg w1ll be conducted b)" the Cc.D1as1oDer, an Aa81ataDt
CoID1ssioner, or • hearmg ott1cer des1gDated by the Caa1881oner. UnJ.e.. it
shall be otherv1se ordered before the hearing beg1Da, oral arsu-nta Will
be l1m1ted to thirt)" minute. tor each side. The etlPJ.a,ee need. nat ret&1D.
aD attorney or request an oral hearing to secure tull consideration o:r the
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'aect2t.' G1at;~~~_atIC· rigbts emcf,tn the :'41icret1oz1of th&~~· · . c· '
8craue1, fare.:-,#!.~.~: 111 8Dd to the 1DveDtion M.all beloq to the Govera.. "
-at it: ; ~··· .:; · :

(1) 1'he ~1OD8 are equ1tab:q autf'ieieat to jatU'y ..sip~
.ut thereot by the elllPloyee to the Ooverm.Dt; aa4

(2) !he OoTeu_mt baa n:N'ieieu1i taterest 1D the 1JlTeDt1on to
requ1:N ...ign-llt thereof by the mpJDyee.

Where tbe Oova£0M4t vou.l4 otherwise· be e1l'titJ.e4 to lID ...i.-=, it it
sbouJ4 be f0an4 .that such ...~nt shoulcl DOt be required. because of ,leek
of Attieieut 1Dtereat in the 1Dv'ention on the part otthe GoverDMJlt, the ,
..,lo;ree DflCthele.. shallbc requ1roc1 to gr&1lt te the Ckn'eza..-a1; a DOIl­
exc1uiTe, .irrevocable, royalty-tree license in the :lnventiClll a4 UDdar 8Zrf
patents which Ja7 uaue thereon, with power to grant licenses for aU goverll-:
.-tal' purpo.... '

~ .... .

' d . lIrtire title to 1JlveDtiOD lett to !!IRlDyee. " When. none of the· cOll41ttoU
set fortla 111~ .07a. of thissaction ez1rt,the ....ire r1P't, title,
and 1Jrtereat in &D4 to the 1Dventiol1 ab.all be J.eft in ,the 8IPJ.o1ee,. nbtJeet.
to law.

e. WIleD ccmd1t1oD8 for ...ilD!!!t are pre8Ullled to ex1a't. It IJ1:IaU be pre­
.-ed that the cOll41t1oDII of~h .07a. of this section ex1at 1Ib.eIl
the ew»lo7ee i8 eJIIFJ.o7eel or as.iped.: ::::'~

(1) ~ iDverlt or 1IIp!'0ye or pertect 8Dl' proces., MOhi_, -.m-
fsc'ture,dea1p, or caiposit~of_t1;err

(2) ~ cOD4uct or pertora·re.e&1'ch or Uve~t Yark, or
both;

(3) To superviae, direct, eoord1Date or review GoverDMiit­
t1DaDced or cOll4ucte4 reaeat'Ch or daveJ..op-mt vo.rk, or
both; or

(4) !o act 1D a l1a111OD capacity 8IIaIg iOYfUm.Iltal or DOD­
aovfUUEIttaJ. apDC1•• or 1D41T14ua1a eDfP1&'!4 1D ncla, re- ,
search ,or c1ev&los-nt1lQl:'k, or both.

/ "

This pre~t1oa, lliit;ibe re'butted. 1»7' the tacta or c1rculD8taace8"t.tteD4aDt upoD
the cODtit1oDll uaf.~]dl1ch &D7 ~iculR 1nVent1oD 18 ... aDd. 8b&ll DOt pre­
eJ.ude a c1et6N'I~!(l)that the (Io,e:tUiEDt .hallleaTe the entire ri_,
title aDd 1Jltere~,;'m &Dcl-to the 1nvent1on in the emp1D1ee, .uJect to ~,
or (2) that title ·&ball be . len 1Il the emplo1ee subJect to a lie... to the
GoYerueut u Nt'torth in' a1lbpaNcraph .01e. of thi. ROtioD.

f. Barta f4 Foot. _lo7ees '...1pe4 for 8JV' ODe or .... of tile p~.
~ 1:A~ .07e. ot thi. RCtiOD 87 nb1I1t ev1clace thR V1l1.
enabJa the CJen«r&l CcmM1 to eatabl1. the abaeDCe of ~ one or 1IDl"e of the
eOD41t:louof~, .07&. of this .ectiOll, or tbat the COIItit1ou vtl1cIl
ezUt are ~fieieJl't: equi'tab~ 'to j1wt1:f')' & requ1relleD't that _ip-at be
1I&de to the Gove:z t.iEl1t of the invention ADd &D:I patent whieh 1a7 18.. tb.ereoD.

or (2) that title .• )-' be~-t.JI.- the emp_ subJect to a lie... to the
GoYerueut U Nt' torth in'~ .01e. of thi. ROtioD.

f. Barta f4 Foot. _lo7ees '...1pe4 for 8JV' ODe or .... of tile p~.
~ 1:A~ .07e. ot th1. RCtiOD 87 nb1I1t ev1clace thR V1l1.
enabJa the CJen«ral Co1mM1 to eatabl1. the abaeDCe of ~ one or 1IDl"e of the
eOD41t:lou of~, .07&. of this .ectiOll, or that the eoad.1t1ou vh1c1l
ezUt are ~fieieJl1: equi'tab~ 'to j1wt1:f')' & requ1relleD't that _11D'"D't be
1I&de to the Goftt iiEJ1t of the invention ADd &D:I patent whieh 1a7 18.. tb.ereoD.

n _ ' u

n

_
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b ~ · ~. he~; o~"each operating unit or his designee shall subllitto the
<JeDeral ~1&ll descriptions ot inventions furnished by eDlPlo7ees.

~- .,...../

c. 1'he Ge~>C0uD8el shall uinta1n a docket ot all employee in­
ventions · • ,tate· steps to obtain appropriate 1nf'ormation on Poru CD-240,
"lilveD:ti on Di.cJDsure," aDd CD-241, "Invent i on Evaluation," on these
1DveJrt1ou•

•07 Deter1l1DatiOD ot Rights.

a. Ccmd1tions tor &8s1p!ent. The Depart1leut ot Co..-rce ...!!!!L..requ1re as­
.'gmwnt -to the QoverDllen't ot the en't1re righ't, title, and S1'iest in and
to 1DYentioDS __ by i~s employees aDd to ~ pateuts tbat -.y be issued em
ncb inventioDa 1:t it -is establlshed that 8ZJY of the follov1ng condi't1ona
are pre.a:1i &D4 are sufficieD't~ equitable to Jwrt1f'7 requ.1reJleD.1; of ..sip-
--4... .

-"e .

2. It the 1DVeDtion vas -.de, 'With a contribution by the Qavez"DJllllmt ot
:tactUties, equ:1plel:lt, lBter1&la, tunda, or 1nforma1i1on, or ot t1Jle or services
of other~ut ap10yees on ot:tic1al dxrt7; or .
-~

/ 3. : It the 1nTeDtion bears a c11rect relation to or wu -.de 111 consequence
~ the official dxrties o:t the inventor•

.
b. De.f'1n1tiou of cantitiona. In ·de1ierm1n1DS whether ~ of the coDdi­
ti0D8 set torth above vere present in the _kins of the inVention, the
toJ.:l.oriDs def1n1tiou 8hall appq:

1. Work hours shall _811 t1ae spent d11r1ng either the usuaJ. vork1ng hours,
or overt1Jle, or both;

2. .A. contribution ot tacUities, equ1pEDt, aterials, or tuDds shall _an.\
that ~nt tacU1ties, equiPMD.t, mater1ala, or f'w1cla vere actuaJ..q I
used in cozmection with the 1DVeDt10D; ~

3. .A. coatributioA of 1Dt~'tiOll shall M_ that the 1DtoratloD used in
JM.lr1ng the 1JlTeDt1cm ".. available cml3' b7 reason of 'the 1BVezrtorf.o:f':t1.c1al
duties &Del ".. obt&1Ded froa sources not o'therY1se available;

4. A coutr~1oD of tt. azul services of other GoverDlleDt ellPlDyees on
0:ttic1&l aam*ti.-,u _811 that their time or services were utU1zed duriDg
vark boars.aij_tined above; and

5. Bear1Dg: a . c11reat relation to or ada in conaequeDCe ot the ottic1&l
dlltie. ~ the 1Dventor ... that the duties to vh1ch the inventor ha4
DeeD ...1gDe4 nre such that the 1Dvent1on could reuonab~ be expected to
azoue tlaere1'rc..

J""""-.- - - ...... ..---... .
c. When ...ie-llt 18{~ecl..-When~ ot the CODC11tiou eet torth in
8UDparasraph .07&. of th tion &8 detined in 8U~h .07b. ot this

n._._ ·'· " __.__ _ _. .,_.., _..~.---.; _ _.--- - _ .--- ----...- -_ . _ - -- -- ~ -_ ~ V'S v v... "&.Ie \I• .&. ~....

dlltie. ~ the 1Dventor ... that the duties to vh1ch the inventor ha4
DeeD ..s1gDe4 nre such that the 1Dventlon could reuonab~ be expected to
azoue tlaere1'rc..

".-"..-----_....- ... . .

c. When ...ie-nt 18'~~ecl..-When ~ ot the CODC11tiou eet torth in
8UDparasraph .07&. of th tion &8 de:t1Ded in 8U~h .07b. ot this

n ' • _ _ • _
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·~ 03· Pollcyofthe:·D!martiMmth It i8-the pol1q ot·'late~:.or:Co" ~ce.:to
eacourase 1:Aventi01l'D7 its employees and to take :tull copiZ8llce Of' the right. ,
and. 1Dterests o:tui~:eII;p1DJee-1nTeutors,v1th1n the ' llm1t&1;1cm ot 11;s &ll1ohOrl1;7, '
in p1ci ng detera1n&t'lou.ot' the respective rights aud equit1•• of the~..
aDd. ot 'the inventor 1D au invention made by au employee of the Depart-m; o~, CoDl­
merce •

•04 Definit1ou. :For purposes ot this sect1on, the toJ.l.ov1Ds de1"1D1t1onssh&ll.
appJT:

a. "GoVerDllent emplo74te" or "employee" 1s &Dy' officer or eJII)lo1ee ot 'late Depart­
ment, includi ng .-rq part-time consuJ.tant or part-t:t. ~loy'ee except as otherwi.e
-.y be prOVided. b)" contract, regulation, or practice &pprO'Y'e4 by the eo-18aioDer .
ot Patents; &Dd

b. "InTention" JDe&118 &J:I:T art, machine, -.nu:tacture, des1pi or cOll;pOsition o~

_tter, or ~ new aud uaetul improvement thereot, or '8Dl' vvle1:7 ot plant, Vhieh ·
is or -.:J' be .patentable uc!er the patent lavs. ot the Un1tecl $tat.8~ : · .

•05 As.1.sjDent of Re!POD!ibU1tiea.

a. In disch&'r11Dg ita responaib1llt1ea 1D connection vith -the unitor.a patellt
pollcy, the Depart1llD.t of Coaaerce ia charged with:

~. Determining whether the results ot reseRch, deve1Dpmmt or other actl,.,lt7 .
within the Department coutitute invention With1D the purview 'Of Becut!'" Or'der
10096, aa amended by Executive Order 1.0930, ot Jlarch 24, 1961; . " .

2. Determining, subject to review b7 the Cc.18s1one:r o~P&teDt., the reapectiTe
rights ot the Government ami of the inventor 1D and to uy :1J:mmtion .ae b7 an
employee ot the Department of CoDIIIIerCe;

3. Determining, subject to certa1n exCeptiODS here&tter nated, 'Whether patent
protection Y1ll be 8OU8ht by the DepartJlent of CoIaerce for such 1DveDt1aD8; aad

4. Furn1.8h1Dg reports as required to the eo-tssiODer of Patent. with reapect
to the deterll1Dation ot r1gb'ta, the taJd.ng of appeals, the f1l1.Dg of .appl1cat1oDa,
and the issuance of pateDts.

b. The Genera1 Colmae~ Yill clIn"T out these responalb1J.1t1es ~or the Depart­
lllent and Y1ll aJ.ao serve as the Department t. liaison officer to deal With the
C01IIDissioDer of PateDts on theae and other _tters pertainiDg to eJIIPlDyee

inventions. In the41achu'ge of his responsibilities .. ema.rated 11'1 sub- tI
paragraph •05a.o~ thi. s .aect1on exclusive ot subpa.ra.sraph .05a.4., the GeDeraJ.. .
Counsel TMJ.Y utilize. ,'8UCh.. representatives, boarda, and c~ttee... he .ae-a
appropriate, or raJ 'delegate h1s authority 11'1 such -=er .. he de-. desirable '

.06 Detena1Dation ot Invention.

a. Every aplo;,ee of the DepartMDt vbo believes he baa .... aD 1JxventioD
shall proIIpt~ turDish a tull description thereof 111 wr1t1Ds to the head ot h1s
operatlDe unit, or to hi. designee for 'this purpose.

.06 Detena1Dation ot Invention. r. :

I !

a. Every aplo;,ee of the DepartMDt vbo believes he baa .... aD 1JxventioD
shall proIIpt~ turDish a tull description thereof 111 wr1t1Ds to the head ot h1s
operatlDe unit, or to hi. designee for this purpose.

u ... . _ . m _ _ • •_u ~ . .. . _ . _. _ . _ ..~ _



- 3 - AO 202-735-A

c. _ loyee who intends to participate in a program such··u···1a de-
scribed in par .03 -of this section shall give vritten notice of such
intention to the Gener unse1 or his designee, or to the head of his
operat1Dg unit, as appropriate connection With an application for authoriza-
tion (see subparagraphs .04&. and • f this section). In each instance
a copy of such notice shall be traDSlll1tted era1 Counsel.

SECTICIl 3. OO'LOYEE lBVElfrIOBS •

•01 Purpose. The purpose of this section is to prescribe the regulations
of the Department of Commerce with respect to patent rigbts in and to
1nventions~ made by employees of the Department •

•02 Legal Background and Authority.

a. ExecUtive Order lQ096, as amended.

1. Executive Order 10096 of J8I1ua:ry 23, 1950 (15 F.R. 391), establlsbed
uniform patent pollcy with respect to inventions -.de by employees of the
Federal GovermDent UDder which the Goverument -1' acquire title to inventions
made by its employees under certain cond1tiona, while proVid1Dg for the
partial or cOlllPlete retention of rights b;y employees under ather conditions. ·
This order, which established a Government Patents Board, authorized its
Cha1rDao to issue, With the approval of the President, such rules and
regulations as are necess&r.1 to the adm1nistration of UD1tora patent pollcy
with respect to inventions made by earployees tllrou8J1out the Ooverament.

2. The President, by Executive Order 10930, dated March 24., 1961 (26 F.R.
2583, Mareh 28, 1961), abollshed the Government Patents Board, - 1Delud1Dg the
Of'fice o't the Cha1rDao, and traus'terred its functions to the Secretary of
COIIDerce. The authority to perfora such f'uDctions vas delegated. on the
sezae date, March 24, 1961, by the Acting 8ecretar,y of Coaaerce, to the
Ctm1ss i oner of Patents (26 F.R. 3ll8, Apri1 12, 1961).

3. Executive Order 10096, as 8Mnc1ed., provides that each GoT~nt de­
partment and independent estab1ism.nt is directed to take all &teps Deces­
sary to effectuate the Executive Order, 1nc1ueU ng the issuance ot necessary
regulations consistent with provisions of the Executive Order and the
rul.es and regulations issued thereunder by the Co1IIIl1ssiouer.

b. Rule. and regulatioua. Basic Government patent policy Yith respect
r to inv,m:i ons -.de by Govermaent 81lIPloyees is adm1ni.trative~restated. in

:t£ -~~ Chapter rrr, Title '!T, Code ot Federal Regul.at1oJl8, '!T C.P.R.
300.1-300.11; (27 F. R. 3289, April 6, 1962), but therein are set forth,
as approved by the President, Pebruary 6, 1962, the reaponaibil.1t1es of
Government agencies and procedures to be follDved. These responsibilities
incl.ude (1) the determination of 1Dventlon, (2) "the detera1natiOD of r18t1ts
in inventions, (3) ....inistrative appellate rights of aployee-1DYeDtors,
(4) the detera1D&tion 88 to whether patent protection will be sought, and
(5) the f'urn1sh1ng ot certain reports to the CoIa1ssioner ot Patents.

- - - -- - -- ~-- - - - ~ - ----- .--:=:---_-.=-.....-==-...: ..=--:::.::"'~- "'~ -~~DlO:WD, \2} "the detera1natiOD of r18t1ts
in inventions, (3) ....inistrative appellate rights of aployee-1DYeDtors,
(4) the detera1D&t1on 88 to whether patent protection will be sought, and
(5) the f'urn18h1ng ot certain reports to the CoIa1ssioner ot Patents •

. .~ , .- . . __ - "_ ._ 0-- ' _ '_- - ' -- 0 ' . _ - . . .. _ • . - - - - -- - - - - - - - - - - - - -
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d.Each supervisor is responsible for overseeing employee activity in order
to aSS1.U"e that the public interest is protected, and he shall take appropriate
action whenev_er~_it_ appears to him that there is or may be a question of ccmpati­
bility between the official duties and the outside employumt of one of his
subordinates •

. 03 Proced1.U"e.
. .

a. Private practice of law. Except as provided in subparagraphs .02b. and
.02c. of this section, full-time employees, whether occupying legal positions or
not, who desire to engage in the private practice of law shall submit in w:ri.ting
a request -for a decision. Each request sh~ include (1) a brief description of
his official title and nabuze of work; (2) whether he holds himself out to the
public "as a practitioner of law by maintaining a publicly listed place of busi­
ness, or a mail or answering service for such purpose, or by a.ffiliating himself
with others engaged in private practice af laV; (3) whether he has regular part­
t ime emp:Loyment as an attorney .f or any business or other organization; and (4) a
description of the nature and extent of the private practice or legal work to be
performed. The request shall be addressed to the GeneraJ. Counsel. of the Depart­
ment, who serves as counse'lor ··f or the Department With respect to matters covered
by Department Administrative O~r 202-735, or to an appropriate deputy counsel­
or designated by the General Cotmsel. The following ha.ve· been designated as .
deputy counselors for this purpose by the General Co~sel:

Deputy General Counsel of the Department.
Assistant General Counsels of the Department
General Counsel, National. Oceanic and. Atmospheric Administration
Solicitor, Patent Office
General Connsel, Maritime Administration
Chief Connsel, Economic Develo:PJI1ent Adm1n1stration
Chief Counsel, Office of Foreign Direct Investments

The counselor or a deputy counseJ.or will prcmptly issue a written decision to
the applicant. In the event of an adverse decision, the decision W'1ll explain,
insofar as practicable, why the proposed private practice or legal. work is
deemed incompatible with the empl.oyee IS ofnc1al duties and What, if anything,
may be done by the employee to bring the proposal W'1thin the bounds of compati­
bility. Each deputy counselor issuing such a decision shall transmit a copy
t her eof , with a copy of the employee r s request, to the connselor. A copy of
t he decision shall be filed in the employee's official personnel folder.

b . other outside emploY!!!p:t. For any outside employment other than the pri­
vat e practice of' law which gives rise to a ques1iion of cCJ!Ill'&tibility as de­
scribed in SUbparagraph .O~b. of this section, each employee shall submit a
request in writiIig for a decision to the head of the operating tmit concerned
or his designated representative. The request shall con1iain a. brief descrip­
tion of the employee r s official duties and sufficient details of the nature
and extent of his outside employment for an informed decision to be made. The
head of such operating tmit may consult W'1th the counselor or a deputy counsel­
or and shall promptly issue a. written decision to the applicant. A copy of the
decision shaJ.l be filed in the empJ.oyee's official personnel fo1der.*

(Text continued on page 3)

Amendmen't 1

October 6, 1970

- - - --- - - --- - --- -- -- - ---- =-_=::..:_.....u...l..t. c.Len"ti <1e'ta1l.s of the nature
Wlo. extent of his outside employment for an informed decision to be made. The
head of such operating unit may consult with the counselor or a deputy connsel­
or and shall promptly issue a written decision to the applicant. A copy of the
decision shaJ.l be filed in the empJ.oyeels official personnel fo1der.*

(Text continued on page 3)

Amendmen't 1

October 6, 1970

- - - --"------
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b. A question of compa.tibility arises where an employee's outside work is of
such a nature that it in\Tolves, tends to involve, or a:ppears to involve, (1) a
conflict of interest (regardless of when the work activity takes place), or
(2) a holding out by the employee of his availability for outside work or com-

' muni cat i on about it without an indication that he is not available during his
hours of duty, or (3) any of the following matters during hours of duty (includ­
ing overtime hours) for which the employee is expected to be available: (a)
communication with other parties or their access to the employee with respect
to the outside work; (b) his engaging in outside work or activity connected
with it; (c) impairment of his mental or physical capacity to discharge his
Governmental duties and responsibilities in an acceptable manner; or (d) other
activity which 'may create a problem of supervision or,management in connection
with the discharge of his official duties (e.g., need for 'absences from duty?
inattention to duty, preoccupation 'W'ith outside eIIl:Ployment, and the like).

c. Where a question of compatibility with his official duties may be created
by an employee's out side employment, the employee shall consult the counselor
or a deputy counselor designated under paragra:ph 0.735-38 of Department Adminis­
trative Order 202-735 (see paragraph .03 of this section), prior to undertaking
or continuing such outside: employment, and obtain a decision with respect to
the compatibility of the outside employment with the employee's official duties •

.02 Special Policy: Private Practice of Law.

a. Except as is otherwise provided in subparagraphs b. and c.of this para­
graph .02, the private practice of law generally is of such nature that, when
engaged in by a full-time employee of the Department, i t - gives rise to a
question of compatibility with the discharge of his official duties, which must
be resolved. A decision on compatibility shall be obtained as specified in
paragraph .03 of this section.

b. It is the policy of the Department to encourage employees qualified to
practice law to participate, in off-duty hours and to the extent consistent
with the discharge of their official duties, without· c~nsation for their
services in a program to provide legal assistance or representation to poor
persons. Such participation shall not include representation or assistance
in any criminal or other matter or proceeding in which the United States (in­
cluding the District of Columbia Government) is a party or has a direct inter­
est. An employee who intends to participate in such a program 1s not required
t o obtain a decision _on compatibility but shall give written notice to the
counse l or or deputy counselor concerned (see paragraph .03 of this section) of
hi s intention.

c. When the private practice of law (1) cannot possibly involve )Y of the
cons i der at i ons described in subparagraph .Olb. of this section, (2 is limited
to occasional handling of legal matters which do not involve the interests of
the Government (e.g., wills and. private reaJ. estate transactions), and (3) is
limited to clients whose interests cannot be affected directly or iiidIrectly
by the employee's performance of his official duties, the private practice of
law will not be deemed to give rise to a question of compatibility, and no
decision with respect to compatibility need be "requested.

Amendment 1

October 6, 1970

\';UHb.l. LLt:.I."a-u ons aescnoea. in subparagraph .Olb. of this section, (2ns limited
to occasional handling of legal matters which do not involve the interests of
the Government (e.g., wills and. private reaJ. estate transactions), and (3) is
limited to clients whose interests cannot be affected directly or iiidIrectly
by the employee's performance of his official duties, the private practice of
law will not be deemed to give rise to a question of compatibility, and no
decision with respect to compatibility need be "r eque st ed .

Amendment 1

October 6, 1970
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EMPLOYEE RESPONSIBILITIES AND CONDUar
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Purpose
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Credit Union
Private Indebtedness
Effect on Other Orders

SEcrION L PURPOSE•

•01 The purpose of this order is to prescribe instructions to supplement
Departmental regulations on employee responsibilities and conduct approved
by the Civil Service Commission, as set forth in Department Administrative
Order 202-735 (formerly Department Order 77, 15 CFR 0.735-1 - 0.735-41).
These supplementary instructions are issued in accordance with 5 U.S.C. '
301 and paragraph 0.735-32 of Department Administrative Order 202-735 •

•02 The instructions in this order relate to (a) certain outside -employ­
ment or other activity, (b) employee inventions, and (c) indebtedness of
enlJ,)loyees •

.01 General Policy.

a. Department Administrative Order 202-135 prohibits outside employment
by Department employees which is not compatible with the full and proper
discharge of the duties and responsibilities of their Government employ­
ment. Two of the principles implicit in that general policy are that
(1) outside work engaged in by enlJ,)loyees must not involve a conflict of
interest, and (2) it must not interfere with or be detrimental to the
efficient discharge of the official duties of employees during the hours
they are expected to be available to perform the work of the Department.

*OUTSIDE E:Ml?U)YMENr.SECTION 2.

•03 The instructions relating to outside employment or activity are
*revised to clarify the basis for the requirement for determinations of
compatibility with respect to outSide employment.* The instructions
relating to employee inventions are a restatement of existing regulations
without substantial change. The instructions relating to indebtedness of I
employees are a restatement of existing regulations without substantial I
change except as necessary in section 6 to bring them into alignment with I
paragraph 0 .735-16 of Department Administrative Order 202-735· j

I
I

I

Amendment 1

October 6, 1970

_ _ _ ___ __ _ _' --- __.:. -=- ~..:..;.:.. ., ... IJ...'" WJ.II11 1;ne rur.L and proper
cascnezge of the duties and responsibilities of their Government employ­
ment. Two Of the principles implicit in that general policy are that
(1) outside work engaged in by employees must not involve a conflict of
interest, and (2) it must not interfere with or be detrimental to the
efficient discharge of the official duties of employees during the hours
they are expected to be available to perform the work of the Department.

Amendment 1

October 6, 1970
useo_oc: "21I·"n
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~~:.~,: Memorandum
U.S. DEPART~fENT OF r:OM\fERCE

OFFICI:: OF THE SECRETARY

TO

FROM

Assistant General Counsel

for Science andT~Y

Ge~ .'/« In reply refer to:

...

SUBJECT: Delegation of Authority Relating to Commerce Department Inventions .

By virtue of the authority vested in the General Counsel by 's ub pa r a g r a ph
5.02 of Administrative Order 201-8 (Revised), dated July 26, 1962, I
hereby delegate to the Assistant General Counsel for Science and Tech­
nology, without powers of subdelegation, the authority to:

---- .-- -
1. Determine whether the results of research, development

or other activity within the Commerce Department
constitutes invention;

2. Determine, subject to review by the Commissioner of
~. _-.. __.- . _. ' .. . .

Patents, the respective rights of the Government and of
the inventor in and to any invention made by an employee
of the Commerce Department; and

3. Determine, subject to the exceptions noted in the Order,
whether patent protection will be sought by the Commerce
Department for such inventions.

The authority hereby conveyed shall be exercised in accordance with
the policies and procedures set forth in .'Executive Order 10096, as
revised by Executive Order 10930, and in Administrative Order 201-8
(Revised).

All previous delegations of authority by the General Counsel of the
. Department of Commerce regarding the same or similar subject
matter are hereby canceled.

-

BUY U .S. SAVINGS BONDS REGULARLY ON THE PAYROLL SAVINGS PLAN

- ---- - - - - - - - ----- -- - --.- ..-
• n ,, - _ , _ - _ - - - -- - - -- --. ~------- .. - - - - - - - - - -

BUY U.S. SAVINGS BONDS REGULARLY ON THE PAYROLL SAVINGS PLAN
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,I SrorION_ 1. PURPOSE.

'i'hepurpose 'ofthi~ordeJ: is too set forth the policies and.proc,~~res

fo. the '9rOri~irig:hof i~c:;~p.ve award~ to Federal. inventors.
-,- :;~~-~ ~ji~:~~~~ili : , .~ ::~~ ~ ';~:_; ' - ' ,~ ~ ~.~-~~~";'. . .. .; -

-~,.. -::.;: -;.;;:.-:-~"

-.,,-, ,SsCrI~i . · · 4;,;:~.c :-·m,.lGiJan,IW..:.·.·.· , t - ",:,) .'
~ - - =~ - - ~ ~'. .'...: ~ .. : ~

.:.:..... ' ' . ' c;,~y, ':()y. A11,cci#t,;J;; '~"~~;~:~_c)Y.&, as ,def,ined. under 5 u.s .ct~ 2.:\05, eaploy­
ees ofthe~;~t~tf;:~~ ~Dlstriet of COlunt>ia" and' tnerl'b!rs. of the
coomissioned coq?So£:':@e' ,National .Oceanic' and Aboospher ie Adlninis­

, "--' :-- tration (lII)AAlF~~bntted States Public Health, Service~~(8ISl O.l'e-
inafter "civil" ser;,idl c~oveeSIf) 'shall be eligible to .recei,ve aWards
pursuant tathia~(jrcai!I 'atte( their employing agency or Department "has
entered_into ·:.·~ ' '--~E1Ate cooperative agreement with m'Is. Arnor1q..
other . "' ~~", C .... >~r~t1ve agreements shall contain pcovisions

I that , " r>-;'of inventions owned by the United States to the

'
I D '~~CO~[~ in_order to permit NrIS to license those- inven-tio ,'. - ,

I ' . _ , .~ 9_"--

I . ." " :: 2X~~ve Order 11438,. 3 CFR 75~ (1966,-70 Coop.),
I lO -O.. · .. ' ., ,,~~ , ., ··-"~ .~fe<;exm~a:tion may be made to the DepartmentI of Del , .' ·to;; , . '. . t:: of Transportation in the case of a

. - c. L,:_. '.~~~: .=::::ac::~when~; ~i~~[=r~i::~ :e:rin

. ; :"'~ " 4~~;::':;:-'; ' ~- ' ~_~~,~liti" ,' __ ~i~.~tined under 5 U.S.C: 2101 (2). '

.0: I~?:t~" }':'~, ;"y:, ~-.",:.;, ;",;'" ,,1'7 .

",, ~>: ,'.•~.:,- _,'" ~'t? _,__~t~}l' :~:f~< :~; ;;T: "',_;;;~,~
ai : ~Sbail~;" bt!'1

" >:'· ~l;t'4D~edLtQ., '" ~ (~t3 ',t t · :-:,',:\fllf f'- .. ~ .~t~IJ
- "'and'_r~l~:E' . =., 1~~'arid" (2l~ , ".., ,_ ~ r inventors

, to- disc-lose~~~i~li?,promisjnJ: in'Lertti .ons aE8~ fac!l4a~ th~ trans-

::~~~~~4 :~~~~'~~L:7~ _ ~~,,~~~~~~~;~, ~~~~~~1CJ9¥r ~O: .~~};~~~.~~{:' " .l~ '::

,. ~~~" J ' ~'L ,~~~..~laI¥TY. . ,, ' ,~,:~ :~~~~, .~: ': _; . ~:~ ;.
_._".., ' -t , -~;~its\: authority,. urider ' oepart.meot, Organizatd,QnOroer: ,J~7A:t .

" , .~,as'amerxiedr ' tne:~Natia1a1~icu Information Servi~ (~I$). sha11 '

have the: p'.t~~• • t~ona~ respcmsibility, for, tile gran-U.,q:of iricen-
tive awarcuf 'to;'Fedetalt i nventor s .~el'- this·order,,..; :' , ' -', .

_ _ _ _ ,__~~ - -- -- - - -- -- -- , - -.------". ---- · - · - -- ·· - - -- ..· - - -- - - - - _- , -_ - _- "'- _ -.'__.U Ilii;;I I '-

. ----r--.-.·- ,""n::<:~'C1I!J1~ of Transportation in the case of a
I !Dent>er of~::CGast; Guard, When it is not operating as a service in
.. the:·Navy,: ,~. " ~~.;,-twU, . UDder this order be made to a member

: ' _f~~OC"-" ~ " ~-,_ ~.i~a~_f~it(~:Jj.:..~~~f1ned under 5 U.S.C: 2101 (2). -

_....-_.. ,. ----_. "._-- - - - --- - ---- - - - - --- -
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.01 Awards to ciVi"i service employees shall be g-ranted pursuant; to
5 U.S.C. 45Ul-4506" and regulations issued thereunder by the Civil
Service Cormlission. at 5 CFR Part 451.

.02 Awards to members of the armed forces may be recomnended
pursuant to the provisions of Executive Order 11438•

•03 Pursuant to Department Organization Order 30-7A, as amended,
tne Director; .NTIS has been delegated the authority to approve and
pay cash awards not exceeding $5,000 to civil service employee­
inventors and to recorrmend to the Department of Defense, or to the
Secretary of Transportation in the case of a member of the Coast
uuard when it is not operating as a service in the Navy, that a
cash award not exceeding $25,lJUU be granted to a member of the
armed forces pursuant to Executive Order 1143d.

~ incentive award to an inventor under the provisions of tnis order
will be supplemental to and cumulative with any other incentive award
grantee to the inventor under Civil Service l:onmission regulations.
Presently, initial awards between $511 to :;i3uu are often made to toe
inventor oy the employing agency at the time of filing the patent
application cover ing an invention or at the time a patent issues
on an invention.

SECl'ION 7. DfSCRIi?'rION OF THE MARD•

•01 Awards for civil service employees:

a. Upon execution of a royalty-bearing license agreement by
N'rIS, the inventor, or inventors .I n the case of a jointly made
invention, whose invention is covered by the license agreement,
shall be entitled to receive a cash award under the provisions
of this order.

b. The amount of the award shall be determined through the inter­
agency coordination process described at section 8.01 of this order. c.For each year during which the royal tv-bear ing license agreement is
effective, the inVentor or inventors shall be entitled to receive a
minimum cash award- of $300. tlhere an award in excess of S3uu is
contemplated, the total annual award to an inventor for a single
. 1
Invencion shall not ' exceed fifteen percent (15,) of the annual gross
revenues received by ~rl~ unuer the license agreenent covering that
lrlvent.ion.

c. In tne event the cumulative cash awards for a single invention
exceea .:;i~,uuu but do not exceea :;.~:>,uuu, tne Director, i'4'rIS snall "
prepare a recomnendation from the Secretary of Conmerce to the

-~.

lrlvention.
j

c. In tne event the cumulative cash awards for a single Invent.ion
exceea .:;i~,u-uu but do not exceea ~~~,uuu, tne Director, L'4'r I S snall -10--

prepare a recomnendation from the Secretary of Comuerce to the
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Chairmanr,of the Civil Service Commission for approval of the award.
Purs ~:...5 . u.s.c. 45Q4, in those instances where, based upon the
except!:. .·-value and benefit of the inventor I s contribution, a
cumulat£~iaward for a single invention in excess of ~25,OOO is
warranted"l the Director, l>1U S , shall prepare a recomnendation from
the Secretary of Commerce to the Chairman of the Civil Service
Corrmission, and to the Director of the Office of Management and
Budget, that a Presidential award be made. Upon endorsement 'at
both the Chairman of the Civil Service Camdssion and the Director
of the Office of Management and Budget, the President may grant a
cumulative award in excess of $25,000, and honorary recognition
may be granted as deemed appropriate.

d. All reeomnendations for awards prepared for the Secretary 'ay
the"Director, Nl'IS in accordance with subparagraph 7.0Ic., above,
shall be reviewed by the Department' s Incentive Awards Board be­
fore they are submitted to the Secretary for consideration•

•02 Awards for rnerrtlers of the armed forces:

a. Upon the execution of a royalty-bearing license agreement by
NTIS covering an invention made by a member of the armed forces,
the Director, NTIS shall, pursuant to Executive Order 11438, recom­
mend to the Department of Defense, or to the Department' of Trans­
portation in the case of a member of the Coast Guard when that

. agency is not operating as a service in the Navy, that a cash award
be granted. The amount of the award recomnended shall be deter­
mined through the interagency coordination process described. in
paragraph 8.01 below. For each year during which a royalty-bearing
license agreement is effective, it shall be suggested that at a mini­
mum an award of $300 be paid. Where an award in excess of $300 is
cont~lated, the total annual suggested award shall not exceed fif­
teen percent (15%) of the annual gross revenues received by rlI'IS
under the license· agreement covering the invention.

b. Any cash award granted to a I'\lE!Ilt)er of the armed forces shall
be made in accordance with the provisions of Executive Orde.r 11438•

•03 The Director, Nl'IS, shall establish procedures for the orderly
and efficient granting of incentive awards under this order. Such
proc~ -':$hall include provisions for the preparation and main­
ten '·' ' :tJCCUr at e records of all awards made under the provisions
of th - , . Records shall be prepared and maintained with
respeci . :~ invention which becanes the subject of an award
under this order. 'Ihese records shall help to ensure that limita­
tiona on the dollar amounts of awards are not exceeded, and that
awropriate' approvals for certain awards are obtained as ·required.

SECTIOO 8. GRANTD«; AWARDS•

•01 Interagency coordination of awards:

- u _ ................m. GlI.UWlOit OJ!: awaras are not exceeded, and that
awropriate approvals for certain awards are obtained as required.

SECTlOO . 8. GRANTD«; AWARDS.·

.01 Interagency coordination of awards:
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a. To ensure that awards criteria are uniformly applied, interagency
coordinating meetings will periodically ,beheld at the call of the
Director, NTIS, to review the proqram. 'rhe senior patent counsel from
each par ticipating agency, or a designee, and the Director, N'rIS, or
a designee, shall participate in these reviews.

b. 'fhe arount of the nonetary award for each invention shall be jointly
determined, pursuant to policies established at the interagency coordinat­
ing meetings .. by the senior patent counsel from the inventor's agency
and the Director, NTIS, or their designees, who shall apply the awards
criteria described in parag~aph ~. 02, below•

•02 Cr i ter ia for monetary awards:

In determining the amount of the award, factors such as the follow­
ing shall be consideredr

a. the extent to which the invention advances the state of
the art;

b. the scope of its application;

c. the importance of the invention in terms of its value and
benefits to the Government and the public; and

d. the contribution that the inventor (s) makes to the private
sector utilization of the invention by assisting in the transfer
of the technology to prospective licensees •

•u3 Procedures for granting of awards:

a. Proceaures for granting of awards by N'l'IS shall be specified i n
the applicable interagency cooperative agreement whiCh snall be con­
sistent with the provisions of 5 CPR 451. 3U9 with regard to awards
to civil service employees and with the provisions of Executive
Order 1143d with regard to awards to members of th~ armed forces.

b. 'i'he iniHal award to the inventor shall normally be made at a
formal presentation ceremony following the execution by NTIS of the
first license agreement on the invention. A plaque or certificat~

shall accompany the cash payment. The presentation will be made
ei ther by the Direm:or, NI'IS, or by the Director of the errploying
agency, or their tiesignees. The ceremony shall normally occur at
the inventor's place of 'NOrk.

c. Subsequent awards to the inventor, in addition to the $300
mini mum annual award, shall be based on additional utilization of
the invention, and shall be made annually for as long as a
royalty-bearing license agreement covering the inventor's invention
is in effect.

c. Subsequent awards to the inventor, in addition to the $300
mi ni mum annual award, shall be based on additional utilization of
the invention, and shall be made annually for as long as a
royalty-bearing license agreement covering the inventor's invention
is in effect.

'..,
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d. Whenari invention is attributable to more than one inventor,
the awa,rd shall be divided arong the joint inventors pursuant to
sUbparagrapn 8.02 of this order.

SECTION 9. FUNDIl~ OF AWARD PAYMENTS.

The l'1rIS patent program is currently funded primarily from appro­
priated funds. In seeking to increase the transfer of Government
technology through the licensing of patents covering Government­
owned inventions, NTIS is striving to develop a self-sustaining
program in which fees and royalty income will offset program costs.
Award payment under this order, as one of the costs of the patent
program operation, will only be made from available royalty
income derived from the licenses.

Director, National .TeChni cal
Information Service

Approved:

Assistant Secretary for Administration

Office of Primary Interest
- National Technical Information Service

Index Changes:

Add:

Fedit'aI Inventors, Incentive Awards for
Incentive Awards for Federal Inventors
Inventors, Incentive Awards for Federal
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TRANSMITTA.t

DEPARTMENT
ADMINISTRATIVE ORDER ..2.loO'Q2.....-4....:.L:o<5:.ooo2 _United States of America

DEPARTMENT OF COMMERCE

DEPARTMENT
ADMINISTRATIVE

ORDER SERIES

DATE OF ISSUA NC e:

May 5, 1981

I!:FlflCTIVE DATI

May 4, 1981

SUBJECT

Department Administrative Order 202-452 of Jtme 3, 1977 is hereby
arrended as shc7.vn 1:::elow. The purpose of this arrendment is to authorize
the Director, NrIS to approve am pay awards not exceeding S10,OOO
(r:aragraph 5.03); aIXl d1ange referenees to the Civil Service O:mni.s­
sioo throughout the · Order as appropriate.

1. SEX:TICN 5. AIJI'HORITY'. In pen and ink, cl"large the title "Civil
Service Cattnissioo" appearinq in paragraIh 5.01 to "Office of Per-son­
nel Management; " and d'lanJe the "$5,000" appearing in the third line
of paragraIh .03 to "S10, 000."

2 • SEX:TICN 6. REI.ATIONSHIP TO EXISTIOO AWARDS PReX;RAMS. In pen
and ink, change the title "Civil service ecmnission" to "Office of
Persamel Management. II

3. SEX:TICN 7. DESCRIPI'ION OF '!HE AWARD. In pen and ink, in
sul:paragraph .Olc., change the title "Chai.rman of the Civil Service
Ccmnissicn" to "Director of the Office of Persamel Management."

Director,
Service

Af:proved:

Aci

I

USCOMM-DC 0 81-3295

- - - --- .- - ---- -

USCOMM-DC 0 81-3295

- I

t

- - ---_ ._ ---- -- ,,,._-- -- -
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EMPWYEE RESPONSIBILITIES AND CONDUO-r

Section 2 is amended in its enti.retYJ t o change polley. with regard
to outside employment, incJ.uding the private. practice of law, by
inserting revised page!3 'as :f..nd:1 cat ed. b&lOW; . ,

Department Administrative Order 202-735A,
hereby amended as to~ows:

) I.

dated November 5, 1969, is

) 2 . Manual-holder should d.e1ete::;by pen. and ink,_ sUbpar~aph 2.o4c."
which appears at the ' top of page 3.:

~. Manual-holder' should change J by pen and, ink',. "PB;rt 3ool
t' in line 3

or subparagraph 3.02b. (page, 3) to read. 11Part 100. 11
' i

Remove Pages

Page s Changed

Dated Insert Pages Dated

1 and 2 (rmdated) 1, 2 and 2a 10/6/70

USCOMM-DC - 7079

USCOMM-DC - 7079

Pases Changed

Dated Insert Pages

--'--" " - - - -

Remove Pages

1 and 2 (rmdated) 1, 2 and 2a

Dated

10/6/70

\

I
I
I

I

----_ .._ - - - - _.. --- _.- ----- - - - - - ..._- ._--- - - - - - - - -- - - - - -
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TO

FROM

UNrTED STATES GOVERN!\fENT

Memorandum
Assistant General Counsel

for Science and T~Y

Ge~ .' / «

u.s. D£PART~f E.NT OF r:O:-'·f\fE.RCE.
OFFICF. Of THE SECKETARY

DATE : ~e- r»-I .. 3. 0 , ( q (, p
In reply refer to:

SUBJECT: Delegation of Authority Relating to Commerce Department Inventions .

By virtue of the authority vested in the General Counsel by 's ub p a r a g r a ph
5.02 of Administrative Order 201-8 (Revised), dated July 26, 1962, I
hereby delegate to the Assistant General Counsel for Science and Tech­
nology. without power!!.-~f subdelegation. the authority to:

-_.- --
1. Determine whether the results of research , development

or other activity within the Commerce Department
constitutes invention;

2. Determine. su1?iect to review by the Commissioner of
Patents , the respective rights of the Goverrunent and of
the inventor in and to any invention made by an employee
of the Commerce Department; and

3. Determine, subj ect to the exceptions noted in the Order,
whether patent protection will be sought by the Commerce
Department for such inventions.

The authority hereby conveyed shall be exercised in accordance with
the policies and procedures set forth in :Executive Order 10096, as
revised by Executive Order 10930, and in Administrative Order 201-8
(Revised).

All previous delegations of authority by the General Counsel of the
Department of Commerce regarding the same or similar subject
matter are hereby canceled.

-

BUY U.S. SAVINGS BONDS REGULARLY ON THE PAYROLL SAVINGS PLAN

_.- - ----- - - _ ._ -- - - - - - - - - - - - -
_ _ _____ _ • .. _ . ' _ n ' . _ _ .. _ _ n nn ' "

.
BUY U.S. SAVINGS BONDS REGULARLY ON THE PAYROLL SAVINGS PLAN





DEPARTMENT
ADMINISTRATIVE ORDER 202-735-A, ' " U"ic.d Statu of America

DSP:\lTNENT OF COMMERCE

TRANSMITT AL C,7

I
. ,DEPARTMENT

'AIMINISTRATIVE
~'.IDER SERIES

OAT! 0' IUUANCI: !f"'Ec.TIVE OATE

November 5, 1969 November 5, 1969

SUBJECT

EMPLOYEE RESPONSIBILITIES AND roNDUCT

Section L,
Section 2.
Seetion 3.

. Section 4.
Section 5.

section 6.
Section 7.

Purpose
"*Outside Employment*
Employee Inventions
Indebtedness t o the Umt ed States Government
Indebtedness to a State or Local Government or t o a

Credit Union
Private Indebtedness
Effect on Other Orders

SEOl'ION, L PURroSE•

•01 The purpose of t his order is to prescribe Lnstiructtcne t o supplement
Departmental regulations on employee responsibilities and conduct appr oved
by the Civ1l Service Commi s sion, as set forth in Department Administrative \
Order 202-735 (formerly Department Order 77, 15 CFR 0.735-1 - 0.735-41).
These supplementary instructions are issued in accordance with 5 U. S.C.
301 and paragraph 0.735-32 of Department Administrative Order 202-735•

.02 The instructions in this order relate to (a) certain outside 'employ­
ment or other actiVity, (b) employee inventions, and (c) indebtedness of
employees .

. 01 Gepera1 Poll cy .
~ _ : " . : T

a. ~ment Administrative Order 202-735 pr ohibi t s outside employment
by Department employees yhich i s not compatible wi th the full and proper
discharge of t he duties and responsibilities of their Government employ­
ment. Two of the principles implicit in that general policy are that
(a) outside York engaged in by employees must not involve a conflict of
interest, and (2 ) it must not interfere with or be detrimental to the
efficient discharge of the official duties of employees during the hours
t hey are expected to be available to perform the York of the Department.

*OUTSIDE EMPWYMENr.SEfJrIOB 2.

•03 The instructions relating to outside employment or activity are
*revised to cl arify t he basis f or t he requirement for determinations of
compa.tibilitywith respect to outside employment.* The instructions
relating to employee inventions are a restatement of existing regulations
without substantial change. The instructions relating to indebtedness of
employees are a restatement of existing regulations without substantial I
change except as necessary in section 6 to bring them into alignment wi t h I
paragraph 0.735-16 of Department Administrative Order 202-735· I

I
I
i

I

I
1

AInendment l

October 6, 1970

u~ •.- ~ - --_. --- _ _ _ . ~~",.u..&.C W.L [, L.L lJne Iu..LL ana proper
discharge of t he duties and responsibilities of their Government employ­
ment. Two of the principles implicit in that general policy are t hat
(r) outside york engaged in by employees must not involve a conflict of
interest, and (2) it must not interfere with or be detrimental to the
efficient discharge of the official duties of employees during the hours
t hey are expected to be available to perform the York of the Department.

AInendment l

October 6, 1970
U'CO"",,"OCU11. '. U
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d. Each supervisor 16 responsible for overseeing employee activity in order
to assure that the public interest is protected, and he shall take appropriate
action wheneV.er..,it., appears to him that there is or may be a question of cCIllpati­
bility between::"the officie.l duties and the outside employm!nt at one of his
s ubordinate s •

•03 Procedure.

a. Private practice of law. Except as provided 1n subparagraphs .02b. and
.02c. of t his section, full-time employees, whether occupying legal positions or
not, who desire to engage in the private practice of laW' shall submit in writing
a request -f or a decision. Each requ~st shall include (1) a brief description of
hi s offici-al. title and nature of work; (2) whet.her he holds himself out to the
public 'as a practitioner of law by maintaining a publicly llsted place of busi­
ness, or a mail or answering service for such purpose, or by affiliating himself
with others engaged in private pra.ctice of law; (3) whether he has regular part­
t ime employment as an attorney for any business or other organization; and (4) a
description of the nature and. extent of the priva.te practice or l.ege.lW'ork to be
performed. The request. shal.l. be addressed to the Gener&! Connse:l of the Depart­
ment, who serves as counselor for the ~nt with respect to matte,rs covered
by Department Administrative O.%'der 202-735, or to an appropr1e.te deputy counsel­
or designated by the GenereJ. Counsel. The follaw:tng have' been designated as
deputy counselors for this purpose by the General Co~sel:

Deputy General Counsel of the Department.
Assistant General. Counsels of the Department
General Counsel., National Ocea.m.c and. Atmospher1.c Administration
Solicitor, Patent Office
General Counsel, Maritime Administration
Chief Counsel, Economic Development Administration
Chief Counsel, Office of Foreign Direct Investments

The counselor or a. deputy counselor will prcmptly issue a written decision to
t he applicant. In the event of an adverse decision, the decision Will expla1n,
insofar as practicable, why the proposed private practice or legal. work is
deemed incompatibl.e with the employee's ott1cial duties and what, if anything,
may be done by the employee to bring the FOPOsal. within the bounds of compati­
bilit y . Each deputy counselor issuing such a decision shall transmit a. copy
thereof, with a copy of the employee I s request J to the counselor. A copy of
t he decision shall. be fil.ed in the employee's official personnel folder.

b. Other outside employment. Por any outside employment other than the pri­
vat e pra.ctice oiLlAw which gives rise to e. question of compatibility as de­
s cr ibed i n subP.aaraph .Ol.b. of this section, ea.ch employee shall submit a
reques t in w:r11:i1JJg for a decision to the head of the opera.ting unit concerned
or his designated 'representative. The request sh&ll contain a brief descrip­
tion of t he employee t s official. duties and sufficien-t details of the nature
and extent of his outside emplqyment for an ini'o:rmed decision to be made. The
head of such operating unit may consult with the counselor or a deputy counsel­
or and sha.ll promptly issue a written decision to the applicant. A copy of the
decision shall be filed in the employee's official personnel folder. *

(Text continued on ~e 3)

Amewbnent 1

October 6. 1970

_ ' ......... "' ~ Q.U\,L :5UIn.~ent details of the nature
and extent of his outside employment for an ini'o:rmed decision to be made. The
head of such ope r at i ng unit may consult W1th the counselor or a deputy counsel­
or and sha.ll promptly issue a written decision to the applicant. A copy of t he
decision shall be filed in the employee's official. personnel folder. *

(Text continued on ~e 3)

Amendment 1

October 6. 1970

,--- - - -- --' , - ' ,- - ' -~- ,- , --- ---- - --- - ---,-----' ~ -- ~-- -"
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b . A question of compatibility arises where an employee's outside work is of
such a nature t hat it involves, tends t o Lnvofve , or appears to involve, (1) a
conflict of i nt er e st {regardless of when the work activity takes place), or
(2 ) a holding out by t he employee of his availability for outside York or com­
munication about it without an indication that he is not available during his
hours of duty, or (3) any of the following matters dur1;ng hours of duty (includ­
i ng overtime hours) f or which the employee is expected to be available: (a)
communication with other parties or their access to the employee with respect
to the outside work; (b) his engaging in outside work or activity connected
With it; (c) impairment of his mental or phyaf.ca.L capacity to discharge his
Governmental dutie-s and responsibilities in an acceptable manner; or (d) other
act i vity which 'may create a problem of supervision or management in connection
with the di scharge of his official duties (e.g., need for - absences from duty,
inat t ent i on to duty, preoccupation with outside employment, and the like).

c. Where a question of compatibility with his official duties may be created
by an employee's outside employment , t he employee shall consult t he counseLcr
or a deputy counselor des'ignated under paragraph 0.735-38 of Department Adminis­
trative Order 202-735 (see paragraph .03 of this section), prior to undertaking
or continuing such outside employment, and obtain a decision with. respect to
t he compatibility of the outside employment with the employee's official duties .

•02 Special Policy: Private Practice of Law.

a. Except as is otherwise provided in subparagraphs b. and c. of this para­
graph .02,7 the private practice of law generally is of such nature that, when
engaged in by a full-time employee of the Department, it gives rise to a
quest i on of compatibility with the discharge of his official duties, which must
be resolved. A decision on compatibility shall be obtained as specified in
paragraph .03 of this section.

b . It i s the policy of the Department to encourage employees quaJified to
pr a ctice law to participate, in off-duty hours and to the extent consistent
with the discharge of their officiaJ. duties, without · compensa.tion for their
servi ce s in a program to provide legal assistance or representation to poor
persons . Such participation shall not include representation or assistance
in any criminal or other matter or proceeding in which the United States (in­
c.Iud.i.ng t he District of Columbia Government ) is a party or has a direct inter­
est . A.TJ. employee who intends to participate in such a program is not required
t o obt ain a deci sion on campat1.bility but shall give written notice to the
counsel or or deputy counselor concerned (see paragraph .03 of this section) of
hi s intent i on.

c . When t he private practice of law (1) cannot possibly involve )Y of the
cons i derations described in subparagraph .Olb. of this section, (2 is limited
t o occas i onal handling of legal matters which do not involve the interests of
the Govermaent (e.g., wills and private real estate transactions), and (3) is
limited to clients whose interests cannot be affected directly or i iidI'r e ct ly
by t he employee's performance of his official duties, the private practice of
law will not be deemed to give rise to a question of compatibility, and no
decision with respec.t to compatibility need be 'requested.

Amendment 1

October 6, 1970

___ , u _ , _ _ . , _ , , , _ _ • •

t o oc cas i onal handling of legal matters which do not involve the interests of
the Govermaent (e.g., wills and private real estate transactions), and (3) is
limited to clients whose interests cannot be affected directly or i iidI'r e ct ly
by the employee's performance of his official duties, the private practice of
law will not be deemed to give rise to a questi.on of compatibility, and no
decision with respe.c.t to compatibility need be ' r eque s t ed •.

Amendment 1

October 6, 1970

1
1

. . _.u _ , _u. ,_ ,_, u_ . _ _ _ ... _ _. _ .. ._ _ . _
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c. loyee vho intendato participate in a program such u ·-a' de-
.cribed in par . .03 ·of this section shall give vritten notice of such
intention to the Oener e1 or his designee, or to the head. of his
operat1ng unit, as appropriate coonect ion with &n appl1cation tor authoriza-
tion (see subp&r88Z'&pha .04&. and.f this section). In each ins'taDce
a copy of such notice shall be tranS1lt1tted a1 Counsel.

.01 Purpose. The purpo.e of this section is to prescribe the regulationa
ot the Department ot Co1Iderce Vith respect to patent rigbts in and to
1Dventions- III&de by employees of the Department •

•02 Legal Background and Authority.

&. Exec"utive Order lOO961 as amended.

1. Executive order 10096 ot January 23, 1950 (15 F.R. 391), established
un1:t'orm patent polley vith respect to invent10na IIIIde by employees ot the
J'ederaJ. Govertmen't UDder which the Oovermaent -.y acquire title to inventions
-.de by ita emplo7'ees under certain conditiona, vb.ile provid1Dg tor the
part1&l or c01llplete retention of rights by elllPl.oyees under other conditions • .
This order, which established a Government Patents Board, authorized its
Cha1rllaD to issue, With the spproval ot the President, aueh rules and
regulations &8 are necessazo.)' 'to the administration ot UIl1tora patent pollcy
with respect to inventions made by em:ployees throughout the GovermIeDt.

2. The President, by Executive Order 10930, dated. March 24, 1961 (26 F.R.
2583, Mareh 28, 1961), abolished the GoverDlllent Patents Board, 1Ilell1d 1Dg the
Ot'1'ice of the Ch&1ran, and tr&D.8ferred its functions to the Secretary ot
eo..erce. The authority to perform such functions vas delegated on the
same date, March 24, 1961, by the Acting Secretary of CoDaerce, to the
co.a1 s s i oner of Patents (26 F.R. 3ll8, April 12, 1961).

3. Executive Order 1.0096, as emended, provides that each GoTenment de­
partment and independent estahlisbJllent 1s directed to 'take all lIteps neeea­
sary to effectuate the Execut1ve Order, 1nelwUng the is.-u&nCe ot necess&ry'
regulations conalstent with prov11ious of the Executive Order and the
rules and regulat10ns issued. thereunder by the eo.d.ss1oDer.

b. Rule. and regulat1ou. Baa1c Goverm:Dent patent po~icy nth respect
-1 r to ~~At1ons -.de by- Goverzment ewployees 1s adw1 n 1at r at 1velJ r . st at ed in
.P' ,~ 36Q, Chapter rrr, Title 37, Code ot FederaJ.Regu,lations, 37 C.J'.R.

300.1-)OO.U; (27 F. R. 3289, April 6, 1962), but therein are set torth,
as apprO'l'ed bT the PresidelIt, J'ebruary 6, 1962, the relpoD.libillt1es of
Government &genc1es and procedures to be tolloved. These re8p0D8ibil1tiei
include (1) the determination of invention, (2) the deters1nat1on ot rigbts
in inventions, (3) adJI1n1strative appel1.&te rights ot nployee-1DV'entors,
(4) the deteI'1l.1D&t1on sa to Whether patent .protection will be soU4P1t, and
(5) the f'urn1shing ot cert&1.n reports to the Co1aI1ssioner ot Patents.

, . -.... ..,• ...a'H.U,,".A.UD, \i::} ue a.e1;era1n&tion ot rigbtl
in inventions, (3) adJI1n1strative appel1.&te rights ot nployee-1DV'entorl,
(4) the deteI'1l.1D&t1on sa to .Whether patent protection will be soucht, and
(5) the f'urn1shing of cert&1.n reports to the CoIa18sioner ot Patenta •
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c. The
vent1oD.8
"IuveDt10n
1DreJrt1cU•

•07 De'tera1Datioa. of Rights.

3.06b~ .
-1.'- '_'-••-, . ~

,..,!?" ,.:r~ ..••'., y , .-:-';i\:. !- />. J;~'. : :

.•- ~:;: ; ·~-~M'beacb. operat1Dg unit or his designee shall suba1tto the
GeDeral~f' &li descriptions of inventions turn1shed by ellPloyees.

'""'; ~ ~'''' -' ~<--::\~ '' ---, ../
~ ';;:Cow:uIel shall _inta1n a docket of all employee in-

.-. . steps to obt&1n appropriate 1ntormation on lI'Ot"lU CD-240,
aflGaure," aDd CD-241, "Invention Evaluation," on these

a. CoD41tiona tor us1pment • The .Depart_ntof Co.-rce ~requ1re as­
S1sn-nt.:to the QOVerJJMDt of the ent1re right, title, end tire1'rest 1n &D4
to 1DYeDt'1ona ..se by 1:ts employees end to any patents that JJJAy be 1aaued em
neh 1DTent1aDa it it is established that mr:r of the f'olloviDg conditions
are prelleA't &D4 &r'e sut'1"1c1eDt~ equitable to JU8t.1f7 requ1re1leJlt of ....iID-
'-1 .

J:. It 1;M. 1Jmmt1oa vaa -.de during, vorld.na bours;

2.. It the 1DY'eDt1011-VU Jade nth & cOll'tr1butlon by the OoverDllieDt ~
tae111t1e.', ~t, .ter1ala, tunda, or 1Dt0r8.t1oD, or of t1lle or services
f4 other aover-ut apJoye.1 on ottic1al ehrty; or

/ --- I

/ 3•.' It the 1DTeDt1oD bearl a d1rect relation 100 or vu -e 1D conaeqwmce
'---·or the ottic1&l dUties o~ the 1I1velltor•

.
b. ~1Jl1~1oU of conditicma. Indetenrt n 1n s wether arrr ot the coDd1­
ti0D8 set torth above were prelent 1n the MldnS f4 the invention, the
toJ..1.ov1Ds defiD1tioaa 8hall -W~:

1. Work bour. shall _m t1lle spent duriDs either the U8U&lwrk1D8 bau.r.,
or overtt., or both;

2. .A. contribution ottacilities, equ1pMDt, -.ter1als, or tun48 ah&ll .:::\
that Qo,e.x~n:t :t'ac1JJ.t1•• , equ:1paaent, lI&'ter1&l.8, or :t'uDd8 vere act~ I
used in connection rt'th the 1.IIveJXtion; ..----.

3. A coatribut1oll or 1Dtanation shall _an that the 1Dt01"ll&'tion used 111
wldns the 1JmtD:t1cm ".. ava1labl.e~ b7 re&llOl1 c4 'the 111Ventor'. ott1c1&l
duties aDd ".... olrta1De4 rro. 80Urces DOt otherv18e available;

q.. .A. a
ottic1&l
wark hoar.;

; c4 t1ae and serviaes ot other Govermaent aployeea on
_aD that their tt.e or service. were utilized dm'1Dg

~lI:\L above; and

5. Be&r1Dc.•. 41rect relation to or -.de. in coueq\1.8DCe 01' the official
clIati.. of the 1..DftD.tor _au that the duties to which the inventor baA
beea ...1pe4 were ncll that the 1nveJXtion could reuonab~ be expected to
arUet~.

~------ .~

c. . Wbe ....~rrt u&~ When .&II;Y ot the con41tiou. let forth 1D
subpar.apll. a. of t . t10n &8 defined. in aubparsgraph .07b. 01' this

~ ...__"'........-G u. "uc O~I~C1&J.

dIlt1•• of the 1..DftD.tor _aDa that the duties tovh1ch the inventor baA
beea ...1pe4 were ncll that the invention could reuonab~ be expected to
&rue't~. ..------~~

c. Wbe ...ipwpt 1ah~When &II;Y ot the COD41tiou let torth 1D
subparac;raph .ara. of t . t10n &8 defined in aubparsgrapb .07b. 01' thia



, "":i.. ", . ' -, " , ,{;
• ' • •~ 1.. : . 1 , ( 40. ~:~: • ~ - , '

~:;~~T:~£:::.~~:" ; i.; . " . . - .!f. • . ~ '., ,::,:::~~~:~i~Jt~l~;· . . . ":::~-':

.03, FoltCl>OI i-~~DJJ!!f-Ph It 18 the pollq o~· the;:~~"ot.~CC._~
eJlCOUr8Ce 1Jwen-ttC2lt ;.~ i~. eIfl)1oy'ee. and to tate tul1 copizaace··Qt' the·-l'iab. . ~

aM_1D'ter.est. ot . - ~e-1nTeDtor. , v1th1n the..llm1tat10a~·1'tlJ;authOr1~,. _.

in Mk11\6 det u, ,_ - - -~ " ~ ot the retpeetive rights and equitie. ot the GoTeaet
m4 ot the 1nTe~:~i'- inTention -.de by an employee ot the Depart-ut of', ColI...
meree •

•~ Definitions. !'or purposes ot this sec"t1on, the tol.loV1D& de:t1n1tiona shall
app~:

a. "OoTenmaent emplo)"ee" or Itemplo)"ee" 18 any otticer or ellPlDJee ot the Depc1;­
ment, 1Dclnding.azq part-t:1me conaultant or part-t~ eIIllo;yee except .. otherv!.e
~ be providecl by contract, regulation, or practice, approved b7 the ee--

'
. e1ouer .

ot Patmt.; and

b. "I:1:1ftAt1cm" ... &D7 art, Il&eh1De" ~tve" de.:lgn# or cOIIJQ.1t1oD 0.'1'
_tter" or e;q new &D4 uaetuJ. iDrproveMD't thereof, or 8ZV' ~1e't7 ~- plao;t ,. vh1cb.
i. a1t ~ be_patentable lD14a' the peiteJXt lava, ot the 1lD.1~ .~&'te'-t~"i.L;:;: ;'"

..... , ~~ ~ ~,> ' --~ , ' .~- .
•05 A.a.1gpeDt or Re!l!O!!ib1lltie• •

a. In d1achva1Dc it. re8POJW1b1l1tie. 1n c0DDeC'b1on.: vith the·~ara p&1:~
pollq, the Departalllt ot CoaIIerce 18 charged nth: .;

1. Determining Whether the re8Ults ot rese&rcll" c1eT~ or ~bf:I.);ac:tlyi~ ,
v1thiD the Department conatitute invention vi:thu tile VGJI'Yiev 'Of ~~:.. Qr4ar
10096, sa ....uc1ed b7 Execut1ve Order .lO930, or Marel:I. ~, 1961.; . ,;;'"" ,

-- • . ,... . ~l~- __t, <:yJ~ "' ." .
2. Determ1n1DI 1 aubJecrt to review by- the ee-1ac1oDer o-r Paten." t lle' ·r-"ct:1ft
rishta ~ the GoverDJlent aud of the 1Jmmtor in azul to, wq 1nYeD:.t1cm --- 1»7 8A
eJII)lo;yee ot the Depart1lll!Dt ~ ColJDerCe;

3. DetenrtU1ng " subject to certain except10D8 here&t'ter Dated, whether ]!&teat
protection Y1ll be soush"t by the Depart_nt ot Co1Derce tor nell 1DYeJlt1aU; &ad

4. FurniahiDg report... required to the eo.u.s:1oDer at l'atfRl'b;a V1tb.~
to the de'term1Datlon ot r1ght.~ the taktug or appeals, the t1J.1Ds. ot".lIp#I1c&t1oaa,
and. the u8UADCe ot pate.at• •

b. The General CcNnae~ Y1ll c&!'r7 oat theae respou1b1llt1•• ~or 'the Depart­
ment &Dd Yill &l8o serve .. the J)epart.mt f. ]i&1801l o1"t1cer to de&J. Vit4 the
Coam1S8toner ot Pa1;~~ on these &D4 other matters perta1n1Ds to eIIP~

invent1ona. In t~'-~ge ot h1a respoDSibilities .. eDUM1"ated 1.D sub- 11
par.86raph .05" ot. ": .'..... ' ...' ,1on excJ.ua. i ve ot subparagrap·. . h .•05&.q.., th. e GeDeral-. . ... . . ..
Counsel ~ utili. ' ,., ' representatives, boaz'da-, ADd cCllR1ttee. .. be a.e.. .
appropriate" or ~':'cli1egate hU authority in IUCh -=_ .. he deeu· deatr&ble ·' .

•06 Detera1Dat ion ot InTention.

&. E'rer7 eJlPlo)"ee ot the DepertM11t who believe. he baa ... &D 1DYentJe
shall praIpt~ furnish a tul.l 4e.cr1pt1oD thereot 1J1 wr1t1Dg to the ha4 ot h1a
operatiDa unit, or to his de.1p.ee- tar this purpose.

_ _ _ _ _ _ __ _ n ' _

&. E'rer7 eJlPlo;ree or the DepertM11t who believes he baa ... &D 1DYent1on
shall praIpt~ turnish a tul.l 4e.cr1pt1oD thereot 1J1 wr1t1Dg to the hea4 ot h1a
operatiDa unit, or to hta de.1p.ee tar this purpose .

- - - - - - ,-- ' -- - - - _. _- - --_.- - - - -- - -- -- - - -- -, - ,- ~-----_._. _-
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lor all ot~. eq,1D1ee., the Government IllU8t e.tabliah that the cond.1t1cma,
at~. .07&., it present, are But'ticient equitabI;r to requu-e au.
u.~ to ' the~ ot the invention and to any patent which' ."
issue thereon", --..~ --. .

g. J'areip rig\lt.. AD &881gDment of the foreign r1.&ht. in and to the in·
YeDtlon Bha1l be -.de by the employee, upOD request, weneTer an assignment
of the &::>Matie rtghts 18 requ1red•

•08 ApPeaJ.s and Petitions.

a. Appeais. A:rrr employee who is aggrieved by a determ:1Dation ot the
Qeneral.Counsel &8 to hi.s rights to or in an inVention he haa made m&y' obtain
a review or the determination by tiling tvo oopies ot a written appeal with
the Co1a1asloner ot Patents within 30 dJ9'8 atter reeeirtna notice of the
Qetel"ll1natlon (or Iuc1l JJ:mge.r period as the CO-Ua1oDar -.y, tor good cause,
tix 1D &117 case). 'lhe decision ot the Comis.lon«r ~. Patent. upon aDy' ap­
peal~ to h1Jll·lhal l be f1n&l, at"ter the per104 tor uk1D8 reconaic!era-.·­
t1DJ:l exp1res. kq request by the inVentor tor reccma1c1erat1cn ..t . be. <t Ued
with the Com1.s1oner within 30~ troa the-date, ot the:: 0z01g, n a l etee1a1on
ot the CoDm1as1oner (or within such an exteus1OD 'the1"tlot .. .." be aet 1>7
the eoa.ta.1oDe.r bet'orethe or1g1n a l per104 exp1.re.). .- . ." -

-b. Y!n9' rept on !fR!!l.. In the event 8ZQ' empl.ojee- t1le. tia-appeal, - the
<JeDeral Counaelah&ll f'urn1ah the Conn1aa1one:r of Patents, nth .. eapy to
the ellPloy'ee, the tollo1r1ng mt01"llll&tion:

1. Description ot the1D.veDtion in 8Uf'ticient de'tatl to pen1t -a 8&tia1'act0r'7
review;

2. If.. ot the 1nVeator and hisemploymeut statua, 1:nclud1.Dg a deta11ed
statement of his oNici&! duties and responsibil1t1es at 'the t1Jle of JM1S'1ng
the invent10n; -

3. A fft&'teltielrt of the agency deteradnat10n~ reaaonIJ tberet'or; u4

4.. A detailed stat-.nt ot the points ot dispute or controverq, together
with capies ot e:a:r etatement or written argument. tUed with the agenoy, and
ot ~ other relevant evidence that the agencY' eona14ered in -..t1n& it. de­
tel"'ll1nat1on ot GovextiiMtrt 1Dterut. Wi'th1n 25 4aya (or 8uch l.oupr per10cl
as the eo-1.aaioner ~, tor good oause shown, tix 1.a &D7 cue) &tter the
tr&n8ll1a8ioll at &; COVT ot the agencY' report to the eIIIp.J.oyee, the employee
IIIa1' tUe a repqthereto with the CoaI1s81oner and file one ct:1f!1 thereof'
nth the ageDeh t ~er the time for the inventor I. rep~ to the (love UIiMD."L
agency's I"eporiJ ': ', " expired aDd 11" the inventor has 80 requested. 1.a his
appeal, a date ·vB! be 8et tor the hearing ot oral &rgullleuts by the eIIIP]oyee
(or by aD atto%1le)" whom he deaignate. by vr1tten power ot attorney t-il.ed.
betor., or at the he&riDg) and a representat1ve ot the OoYe:z:aamt apeq 1D­
volved. 1'he hear1ll& vU1 be eou4ucted by the Cc.a:1a11oner, &ZL b.1staDt
CoIII1sa10ner, or • hear1D8 otficer d.es1gDated by the Caa1••1oDer. Un.la•• 1t
shall be otherviae ordered. betore the hearing begiml, oral arsm-nta Y1ll
be l:11ra1ted to thirtY' lIl1nute. tor each aide. The elllPl.o7ee need. not reta1D
an att01"Dey or request &ZLoral hearing to secure tull conaidera:t1on at the

__.._v, \J~; .... l;Ae l1e&r1DgJ and a representat1ve ot the~ apee;r 1D­
volved. 1'he hear1ll& vU1 be con4ucted by the Cc.a:1aa1oner, &ZL bs1staDt
CoIII1sa10ner, or • hear1D8 officer d.ea1gD&ted by the Caa1••1oner. Unl.e.. 1t
shall be otherviae ordered. be~ore the hearing begiml, oral arsu-nt. Y1ll
be l:11ra1ted to thirty lIl1nute. tor each aide. The elllPl.o7ee need. not ret&1D
an att01"Dey or request au oral hearing to secure tull cona1dera:t1on at the



(1) an, equttab':q 1\1it't1c1eut to JuatU7' ...igI:l-
UlI,,*~ by the -.lo7ee to the Govera.1It; aD4

(2) '!he aoveu_tnt baa n:rtlc1ent 1Jltere.t 1DtheiDTeatlOQ to
require ...18,,-at thereot b1 the ealPloy'ee.

Where tM acnuUMlit voul4 otAerv1•• be ent1tled to lID ..1:tCU_=, it it
aboaJ4 be t0an4 'th&'t such ...1gDMDt- should DO't be required because ~ 1&clc
or nff1c1eut iDterelFt 1D the iDYeat10D on the- part Qt. . the ao"ubiWUt,tIa.
-..1DJ:M.. .....thele•• shall be requ1.rec1. 'to~ to the OcHe:t-.&t & DOll­
exc1wt1-nt, .1rrAn'ocable', ~7-tr", license in the 1AYeAUCD aacl 1i1Ddar 1iIQ-"
pateBt. which.-.s· u.,. thereou, vith poveJ: to grant license.. tot all go'C1l~

1MIl"bal.~.~ ",- , ,~ -:.•.·i,•...; _...~.,:.:.,..'.", .'. '. ..... j _:-~ ~ ,~. ,;y ,.. " .. _ _ :;_' ,i' 1

de. 1IIt1ft ttt~;' to. 1DYeDt1Qn left to !llRJ.pze!'.. ~, . DIOlIe' ·~tlW cca&:t:t!oU
8et torth in~ .07&. ~ thia ,aec'tion ex11J.t'~ 'tile; eD1i1re r~J title"
&tid. 1Dtereat in &D4'to the :blveat,1oD ahaU be lett, :l.D. :the eQ~1' ." ,jflOt.
to~ . ' ,

e. ~ cOD41t1oD8: tor -:1,,,- an preS\1llle4 to e:x1ft.., tt abell" pre-.';,"
.-e4 1;hat- the coDd1:t1au ~~h .07a . ot ·tiilj nc:t1oll aut·.1IUD
the earplo7ee 1.~ 01' &88!pe4:

(1) ~ 1Dftat or 1JIproTe or perteet 8D7 proc..., mecb1- J -=.",
1'8C-ture, clea1p, or cCllliPoai't18l ot _tter;

(2) '1'0 couc1uat or per1'ozw,reaearch or 48T..1DpMDt lftJrk, or
both;

( 3) To npervi.s., 4:i:No't, cOOZ'~"t. OZ' zoe'riew ·ao~­
t1.DaDce4 or ccmdac'te4 na-.reb or c1evel.op.ut work" ee­
bath; or

(4) 1'0 act in & l1ai8Oll capac1t,. &IDI8 iOVeIDiMUtal or JlIOD..
~"':ie.'·Or 1DcU:r1~ eJl&ll;&lld 1D aw:Il re­
search or: .4eY'~~'WQI'k, or both.

/ '

'l'h1a pre8lDfPt1oA." \,zoebGtt ecl lq the tacts Qr c1rculutmcea<z"tteDdaDt 1JPOD.
the ccm41ttou ' "'" L . ., ~1cular 1Jmmt1oD 18 ..sa, aDd aha1l DOt pre-
clude & 4et I )l tha the ao"er-.ot .haJJ. laaft the at.1re ricb',
title aDd 1Jl't , . . ' to the 1.DftDt;1on :in the ellPl:c7ee, RbJeet to law,
or (2) tUt 1011014 -aM ' 1 be, left 1Jl the etlPlo1" subject. to a 11c... to tU
(JovC'lmeDt .. Nt t'Orib. 1D.~ .07'=. at tbi.! eect1oD.

t. BarcIa of poot. _101M- au1pe4 tor &zaJ' one or .... of ta·JlaI'JNI!'.
emJMrate41D~ .07e. ot th1a sect10n ., aubJl1:t ev14eDc:e tba't Y11l
enaJ:»la the 0eD«r1J. CoaDael to ell't&J)l1Q. the absence of -.r one or ot the
ccm41101oU of~ .07&. o-r th1a lection, or that the cOlldit1oDa 1Ih1cJl
enat are ~ieDt equ1tab:Qr to JUtU7 & require.en't tha't _'sn-nt be
ada to the Go9'eraent at the 1.1m!:atlon and &1V patent wh1ch .,. 1..... thartMm.

t. Ba:r4e of poot. _1.oJH.'...1pe4 tor &zaJ' 0., or .... of tbe'pculfOMs
emJMrate4 1D~ .07e. ot th1a sect10n., auba1t ev14eDce tba't Y11l
enaJ:»la the 0eD«r1J. CoaDael to ell't&J)l1Q. the absence of -.r one or ot'the
ccm41t1ou of~h .07&. o-r thia aection, or tha't the cOlldit1oDa 1dl1ch
enat are 1J18ut1'1c:ieDt equ1tab:Qr to JUtU7 & require~ that _'r-Dt be
ada to the 0<ne1DlEnt ~ the 1.DveIlt1on and &1V patent wh1ch .,. 18.. thareaD..

-:;,
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c'. ' ,. lU,i!faJ ja;'tb.;!!plD7ee. Where the General/Co'tmael","'.dft~ to~ ·
leaft, the dt:IIIIi!l:ti1e. r~t:. 1D aDd. to an inveDt1OD'" vS:tll u ;:'_1D1H 'Rb~~~J

to a l1c~' ,"··t it.Yal" 0'1 the OoverLiil8Dt aDd. the em»lcr.fee ~qu1eaQ•• 'in;. ,
th1a clet , ' ,. the Gener&l CotmBe1 Vill, upon the' til.1Dg· o't g ' appl1-
cation tor ' '. aDd. peDd:1:ng reT1.ev at the dete:t'll1n&tion b7 the ec-a1 n 1oMr,
obt&1D tor-tU~,.DEnt a DC11-exelu.aive, 1rreToeaba, r01al:ty-f'ree lJ:~ '

ceue in the invention w1th power to grant licenses tor a:u ~vernme.ntaJ;:, ' .
purpose., Without prejwi1ee to the subsequelXt acqu:1s1tionby the Gover11lDl!ll1;:
of the entire doMat1c r18Jlts, title, and. interest 1n and to, the in·
TeDt1.on .hou.ld the ee-1s s i cmer 80 decid8'•

•10 Scope ot8ec't1on. The prov181ona 0'1 this section -W~ to an;y !D­
veDt10n II&de bY' aa eur,pJ.oyee on or a:rter Jana&r'7 23, 1950•

•01 Parpoae. The purpose ot this lect10ll- 18 to>pre.cr1.~aL'
pol1O)' IID4 procedure relat-1Dg to 1ndeb'tedDeslIi~. an; -..~ to-,the; ., ,
Un1tecl States,Oontr~ other thaD au' 1xldebtedhe•• ·0.'1:.\0111;·-0' ..\
e:rroneoua~t ~~ COlJ.ec'tiOD o,t Vh1eh:1B val~~ lIDi!.er ; tT;S't C. 5~
(see A4II1D.1a'trat1Te Order 202.,58). " ', ,~ :'.:;'J/~ ,,'

.J <. ~,;~, ~~: _ ~ : ~ . .~ " '.;

.02 Le~ Basta. section 6331 f4 the IDten.liB~:·~~:· 195Jf.:, tap~. -­
prove41UiUst 16, 1954 (6& 81:&1;.783;26 U.S·~ C". 633I}; au'tbOrfsu 1nvolml- .;
tary dHDct1aDa :troll the- sal.a1T o't .. OoVeJDDtAt ;otti'C'W. ...~ wfUJ,,· ~
18 del 'nquat 1D p&71ng hi. Ped8!'&l iDCome tat..' 5 u.s~c:. 5;14 atI:th.or'1ze&
:lD:9oJ.1mtary dedDet1oaa. :rraa 8D7 ellplo,.ee t S saJ.ar;r r~' 1l1dab'tean. .. 'to tile
Ooftuaent reauJ.t1D& t!'aI~ by" the~eOJlCerue4.~ : Jili a441t 1Da,
vbere the GCnerDBDt a bo"th debtor m4 cre41tor·nth re~ 'to, _f. .
pJ.o1ee, the OoverDM'llt hall & r1gtl't to set off the 1D4ebte4De•• to tb.e-,Qbte:r.a­
Dmt .'nat the 1D.4ebtecJneaB ot the GoYea:WEUt to 1;he' elllPlo1ee 1D Ht'tJ..:f.Da,
aecOQDts. (See a. 8. 236; Act c4 June 10, 1921, 42 St&'t. 2~j. 31 tJ.8'.O. ' 71,
aDd 33 Comp. Gen. 443.)

.03 PoUcz.. TUlaq~ of err :1D4eb't~•• "to 'the (Jo,V'el'Da'lIt '01 the..
Uu1ted states 18 an 1JIIpor'tU1f per8OD&l respou1bU1ty o~ each aploJee
concerned. A:t:q~~ 1ibo ta118 to l1qu1cJaU ncb 1Dc1ab'tedM••~q
vbeD d:ae i8 a soarce at embarruaMllt to the~ aDA vUl be aub3ec-t
to seizure 0'1 8&l.Cr'7 _4 toeappropriate cl1acipJ.1.Dl.z7' action, which ~.

tnelude removal.

,;..~..~

a. ReS~.~..t.!. By virtue ot the Department Organization Order 20-8, the
authorit1'i [ ) 1i1:i8teriDg these regulatiOlllli8 vested in the Director o't
Personnel. S\ieti' &Uthor i t y 18 redelegated by Mmjn1atrative order 202-250 to
appointing officers who may be &aBi8ted or represented by such responsible
officials as theyay deem appropriate. The person exercising such authority
shall be de8ignated .. Depl.rtment represeutatl've.

b. ID1t1al contact with '1Im!!. Where a ealPla1nt is received eea­
cerD1J1C, or _ error 18 t0aD4 cre&t1Dg, a indebtedne.s to the UDite4 State.,
8uch iDtoratton rill be reterred to the Depart-m; represeDtatift. !be
Depa::rtaeut repreHDtat1Te Y1ll eozrtG" Y1."th the ellPlo7ee CODCerDe4. and acl-
viae h1a ot the 1lep&rtDIent's polleT rep:c"4.1D& 'the l1qu1da'tlon or 1DdebtedDe•••

- - - /r- ----..-- VJ GQlWU rt:8p0D810J.e
vu ...~.UUB as l;l1ey tJIII.Y deem eppropriaete. The person exerc181n& such authority
shall be designated .. Department representative.

b. ID1t1&l coatact With 511m!!. Where a ealPlaint i. received C011­
cerD1D8, or _ error 18 toad creat1Dg, an indebtedne.s to the United Sta'te.,
such iDtoration ¥ill be referred to the Department repreHDtat1Te. 'l'b.e
Depa::rtaeut repreHDtat1ve Y1ll ·eozrter vt:th the etlPlo7ee CODCerDe4. and ad-
viae h1a ot the Department '8 pollCT repz'Cl1D& the llquida1;lOn or 1DdebtedDe•••
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'1!1e ca1terence vill, :-CD the b&sia ot the facta available:

1. Ascert&1D. that . :the- debt is a Just debt; and it 80,

2. BadeaTOr to obt&1n an agreement for liquidating the 1Ddeb1oedDesa"
subject to the provUo in subparagraph .04b.3. of this seet1oD.

3. The Internal Revenue Service 1& authorized, but not requ1red, to
ut1l1ze th1.a proee4ure 111 collecting del1nquent Fecler&l taxes. In lieu of
the procedure ~8cr1bed in this paragraph .04, the Internal Revenue Serv1ce
"'" 1t it SO c!4s1res, ut1llze the procedure described in the foll.ow1J2s pro-
V1a1on ~ law {68A. Stat. 783; 26 U.S.C. 63~ (a»: .

"It 8227 persaD l1a!»l.e to pay 8D7 'tax. neglects or retuaea to~ the
same Y1th1n 10 days a:tter notice and c1.eIIImd, it shall '06 1aVftI1,t~
the SecretU'7 or h1.a de.legate to collect au.c.h tax (and such. further
sua .. shall be 1Nt'f'1eleDt to cover the· expenses of the~) bJ':,:;
levy upon all property and rights- to property(exe:ept nch prope:a:tJ
&8 18 exempt UDder Section 63~) belong1Dg to 5Ucll perSOD or, on vI11ch
there is • lien provided. in this chapter for the' p&71111mt ~ such; tax.
Lev7 -.:r be made upon the accrued saJ..a.r;y or Yaps of azq o1':t1cer, ­
eJII)lo,ee., or eJ.ected, otrlcIal, of the Un1.ted sta'tes, the Distr1.ct or
Co1ullb1&" or &IV' tIg8JlC7 or inatruEntal1ty of the UD1ted State. or
the D1str1ei; or Collab~!_b~ serving a notice ot lev7 on ~b.e ..~
(as det1Ded in Section J&K)l{d}) of such atticer, eDlPl.o7ee, or elec:ted, "
ot't1c1&l. Ir the. Secret&.r7 or h1a delegate DBkes • f1Dd1DC that' the
collectIon ot such tax is 1D Jeop&rq, notice 8Dd d.eMD4 tor ~te
payment of such tax wq be -.de by the secretary or b~ aelagate aalj
upon failure or ret'aaal to pq such tax, collect1cn tbereo1" b7
lev7 shall be lavtuJ. Y1thout regaN. to, the 1O-day period~ m
thu section."

In the event the InternaJ. Revemte Service ins1sts upon eolleetion 07' lev,rI '
ra1:her 1:~ col.l.ec1:1Cl11 by pqroll d.edue1:1011 p.1.aQ, 1:he procechnoe ~or eol.l:.e.e1:1oD
by levy 1IILl8t be observed, and the rema1nder ot this p&ra6I:'&ph .04 18 DOt
app.licable •

c • VoJJmtary l1quidation ~ & Jvt debt. When it 18 establlabe4 tba't 'the
debt 18 a ju8t debt, that the ellPlo,ee 18 V1l.11.Dg to enter 1D'to & plan t~
llquldAt1ng the indebtednes., and that collection by levy procedures is DOt
involved, the Depart:ment represeutct1ve v1l1 lIBs1st h.1m in t01"llll1&t1.Dg ncb
a plan BUbatClt1&.lJ¥ ... tol.JDo: ·

1. The eJlPJ.o7ee dD.asree to (.) a , cub settlement m t'Ull III' cub pIllJ'­
raent by 1nst&lJlWTfta, . or (b) pqroll deduct10Da to cover the aD\mt d:ae.

2. !be~ 8bould be .. large .. the ~loyee's personal t1DaDe1&l
situation v1.U pem1t. Except in ext1"eM cireUJlUStacea, the p&J-=t. lbcm]tJ
be large eDDUgh to l1qu1date the 111debte4ne8. in full (1l1c'l:ud

'na
au:r 1Dterest

due) in DC1t mre thaD ODe 78&r. Inat&1JJle11ta in DO c:&H ahoW.d be le.. tba.
tive doUara tor each agreed upoJl inA.) JPIft period. 'lbe "W)cmt~
IIU8t rea1n cOAl'taat except tor the tin&l deduction, vb.1eh ~ CO'Ier the
ballmaedue 1Jl sa amtmt leu than a regular ~t.1oD.

2. The~ 8bould be .. large .. the ~loyee's personal t1DaDc1&l
situation v1.U pem1t. Exeept in ext1"eM clreumataDcea, the p&J-n, aJvm]tJ
be large eDDUgh to l1qu1clate the 111debte4ne8. in full (1l1c)wUna au:r 1D:taut
due) in DC1t mre thaD ODe 78&r. Inat&1JJle11ta in DO c:&H IhaW.4 be le•• tba
tive dollar. tor each agreed upoJl inA., 'Pntperiod. 'lbe ..,cmt~
IIU8t rea1n cOAl'taat except tor the t1D&l deduction, vb.1eh ~ CO'Ier the
ballmae due 1Jl sa smunt leu than a regular ~t.1oD.



_ "' ft ' ~7'~~~'-c.h> '~ · " ··'··4. " ,, - • . 8\ ';" " , .~ .,': _,.::~'.'.' ._-. ->..•.,._.,\_.• _'.~. , ,·.,".·.:•......3-;:·.•.;.~· .·.·-.~.~ ·,~ -·AV~· 'n~~'-; - -~-_·- - yl" · '~f -'· -- ,," . •~ <-. ,~\{::-~:~ s·,'o1;r- : r-, _ _-: .,; ; r . ' ' ' ' < ', ' ~

~. ~d;:;;~~f~:. a&7 ~;';8ucIi.~1~ud~"~~ .
the ee-t••toner vff:.;M b8 DOt 1DteD4 to tile a repJ~' to- thf:'&gelie,.·~eport.
Mter a hear_.Olt-:::. 'lppeal, 11' & hearing was requested; ar 'tU'ter exp1r6t1oD'
ot the period tor tI~ lATentor I" reply to the ageney report if no hearing 18
8et, the ea-1.8~:~.-.u iaaue & d,e(:1s10A on the .tter, wh1eh d.eei81OD:
8ball be t1nal &otter". period tor uk1ng reeonsideratiOA expires or on the
date 'that & dee18108 OA • petition tor reeona1derationu tip)]!' disposed.. of.
jzrrreqweet tar recou14er&tion ar -.od1:tie&tiOD ot the deci8ion cst be t1le4
Y1thin 30~ 1'roa the date ot the original , deei810A (ar Within 8Ueh an
extension thereo:t' ..~ be "et b;r the Ccmn1.81oner b~ore "tu or1g1Dal period
expires) • The ee-is.1aner I. d.ecisiOA shall be -.de &t'ter consideration of
the s-tate-n1;.s ot tact in "the emploJ'ee'8 appeal, the &geDC7'. report, &D4 t.be
eJII)l.o1M '. repl;r, b11't the C<ww1••1oDer, at h18 c11~et1oll aDd. Vith due' reapect
to the rishts aDd. ccmven1ence o~ the 1.Jrnntor &D4 the Oove:nment agenc,-, ..
call tor :tt2rther at-ateMJlt8. OD fPec1r1c que8't1Qu oS·tact. CQ:~ requaat a4~ ­
tit1oD&l ev1c!eDce in the tona. ot att1davit. or dI1J.'Oait:loU, OJ) ,epecltlc.. tact.
in d1sprte. <--,c , " C . ; " . · '~' ·':_' :'i . .. " , "_-{ ":!._,

e • . Pet1tiOu not1xlYo1V1yseal~h.In the .event It i.;&rt·~1(~ that t_~" "
r1ghta ill Im4 to aataveJIt10D are to,be lett vith tbe'eJIW~.".r~'Qt
auch dete1'DdD&'tlon 18 requ1red to be au'b1I1tted to the. c::o-rr••1oiDer ot"-Pktenta.;
tor rertev. T'be C~s1cmer V1l1 review the detena1D&t1oD aD4\h18" clac1a1oA
re~~ the _-tter abaU ba t:1nal, eubjeC't to the r~' <'.~. -.101ee
to 8\1bm1t to "the ea.' s . ioJ:l£ rith1D 30 dqa. (or aucb~'~S04 ~•.'1:obe
Cawf-.ioner -.r¥, tor good. caue, tix -111 an;y- cu.) &tter'recelY1D8' DOt:1ce ~- _
the dec18j,on, a petlt1an tor recouic1er&-t1on U the' ea-is.1oDer'. i!ac1a1ca
give8 the aoVeIDlleAt Fester r1&hta tbaA the orlg:llla ] de1;era1.DatIOD... ~, Co,pl.
ot euch petit.1onII V11I be tUe4 nth the head of the operatiDguait &D4.the
General Colmael•

•09 Patent ProteC't1Olll.

a. General. The General CoaDael, upon detendn1D& that an invention baa
been -.de UJ1der the eondit1oDa spe<:1.f'1e4 in~ .07&. err th.1a sect1ca·.
shall detena1De ne1iher pateat ~1cmY1ll 'be eoqbt in the United State.­
by the Deparbeut ot eo-rce toz:' ndl :lDventiou. A coatroverllJ' over· tiler
respective righta of the OoYerJ:llilmt tm4 of the :lJmm:t.01" 1D~. cue eha:t1.
not delay the taJdng ot ~" aet.ion seek1Dg 8UCh patent proteetioD. In cUea
where it 18 deterll1ne4 that the daleatic r1gb.t. 111 aDd to the S-ent1on are
to be art Vith the ..,J.c:r;yee', ac1i1oa b7 the Departmeut ot CaB-rce lookiDa
ton.rd such patent p.-oteetioD shall becon't1Dgen't uponthec0D8eJIt arthe
inventor.

" ,

b. Dimte .as e A where there i8 & d,18ptIt.e u to Whether the Cla9'ern­
lIeD't 18 to obtam ., , " iiii-eut of' the dQmestic right. in aDd to the 1.nveDt1oD
or onlJ' & l1ceA&e~, .t he General. Couuel vUl dater1a:lDe whether .
patent protect1on vUl be IIOUgb;t in the United States pen4:fna the ee.msa1oDer'a
d.ec181cm OIl the dispute. It tlut General Couneel decide. that .. applicab10D
tor patent Uoa.14 be tUed, he Y1U obtain tor the GoYernMDt a DOD.-exclusITe,
irreVocable, royalty'-t'ree Ueeue in the invent10n with power to graDt 11­
eenae8 tor all govez biWirtAJ. purpose., but this Ih&ll be without preJudice to
aequ1riDg an ".'sn-n-t to the Govan.ent of the entire do_st.ic right,. title,
and interest in and to the 1DveDt1on aboul.d the eo.1.8iozwr 80 decide.

_ _ _ , ._ ._ _ . m _.

~"au" !UV~lIIC1iu)D In..LL De ~1!l ue UIU:ted statesp4m4:fna the ee.msa1oDer'.
d.ec181cm OIl the dispute. It tlut General CouDael decide. that .. applicab10D
tor patent 8hou.l4 be tUed, he Y1U obtain tor the OoYernMDt a DOD.-exclusITe,
irrevocable, royalt7-t'ree Uceue in the invention with power to graDt 11­
eenae8 tor all govez naeutal purpose., but this Ih&ll be without preJudice to
aequ1riDg an ".'sn-nt to the Gove:zXlillent of -the entire dollUtic right, title,
and interest in and to the :lJmmt1on aboul.d the eo.188iozwr 80 decide,.

_ _ _ _ _ u . • _ _ • _ _ "'_
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THE SECRETARY OF COMMERCE
Washington, C.C. 20230

/ 14 DEC 1987

Honorable Richard E. Lyng
Secretary of Agriculture
Washington, D. C. 20250

Dear Dick:

On March 18, 1987, this Department published in the Federal
Register regulations which set out the patent clauses to be
used in funding agreements with small business firms and
nonprofit organizations, 37 CFR Part 401 ·(enc l os ed) . The
authority for these regulations is contained in Title 35,
Section 206 of the United States Code (enclosed). .

The patent clauses contained in these regulations allow small
business firms and nonprofit organizations to take title to any
inventions arising under a funding agreement. These clauses
ease technology transfer as set out in Executive Order 12591.

Subsection 401.1(e) of the regulations states th&t they shall
take precedence over any other inconsistent regulations dealing
with ownership of inventions made by small business and
nonprofit organizations. Thus, where patent clauses set out in
the Federal AcqUisition RegUlation (FAR) are inconsistent with
the '37 eFR Part 401 patent clauses for small business firms and
nonprofit organizations, the latter clauses must be used.

Accordingly, your agency should use the patent clauses for
small business firms and nonprofit organizations as set out in
37 eFR Part 401. These clauses take precedence over the
inconsistent clauses in the FAR.

Sincerely,

r>J
Secretary of Commerce

Enclosures

_ _ m._. .... ·__· · _

------_._ - - - - - -- - -- ..



THE SECRETARY OF COMMERCE
Washington, C.C. 20230

14 ere 1SS1

Honorable Richard E. Lyng
Secretary of Agriculture
Washington, D. C. 20250

Dear Dick:

On March 18, 1987, this Department published in the Federal
RegiQter regulations which set out the patent clauses to be
used in funding agreements with small business firms and
nonprofit organizations, 37 CFR Part 401 -(enc l os ed ) . The
authority for these regulations is contained in Title 35,
Section 206 of the United States Code (enclosed).

The patent clauses contained in these regUlations allow small
business firms and nonprofit organizations to take title to any
inventions arising under a funding agreement. These clauses
ease technology transfer as set out in Executive Order 12591.

Subsection 401.1(e) of the regulations states th&t they shall
take precedence over any othe r inconsistent regulations dealing
with ownership of inventions made by small business and
nonprofit organizations. Thus, where patent clauses set out in
the Federal AcqUisition RegUlation (FAR) are inconsistent with
the -37 eFR Part 401 patent clauses for small business firms and
nonprofit organizations, the latter clauses must be used.

Accordingly, your agency should use the patent clauses for
small business firms and nonprofit organizations as set out in
37 CFR Part 401. These clauses take precedence over the
inconsistent clauses in the rAR.

Sincerely,

r>1
Secretary of Commerce

Enclosures

. _.nn_• • _ ' _ ' _' • n _ _ n h n - - - - - - - - - - - - - - - - - - - - -

- _ .-- -- -
-----~~----

n - - - -

- ----.- - --
-~ - --- ----- --- -._- ---- - _._--_._ ....-_. .. -
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14 DEC 1Sa7

Honorable Richard E. Lyng
Secretary of Agriculture
Washington, D. C. 20250

Dear Dick:

On March 18, 1987, this Department published in the Federal
Register regulations which set out the patent clauses to be
used in funding agreements with small business firms and
nonprofit organizations, 37 eFR Par t 401 -(enc l os ed ) . The
authority for these regulations is contained in Title 35,
Section 206 of the United States Code (enclosed).

The patent clauses contained in these regulations allow small
business firms and nonprofit organizations to take title to any
inventions arising under a funding agreement. These clauses
ease technology transfer as set out in Executive Ordet 12591.

Subsection 401.1(e) of the regulations states th&t they shall
take precedence over any other inconsistent regulations dealing
with ownership of inventions made by small business and
nonprofit organizations. Thus, where patent clauses set out in
the Federal Acquisition Regulation (FAR) are inconsistent with
the '37 CFR Part 401 patent clauses for small business firms and
nonprofit organizations, the latter clauses must be used.

Accordingly, your agency should use the patent clauses for
small business firms and nonprofit organizations as set out in
37 CFR Part 401. These clauses take precedence over the
inconsistent clauses in the FAR.

Sincerely,

"';
Secretary of Commerce

Enclosures

-- - - _.-. _ ._~- - _.. -- '_ _ _ _ _ _ _ _ _ _ ._ n -- - -

~-- - - _ ._-----~- -- - - - - - _ ... _ - - . . _-_.



THE SECRETARY OF COMMERCE
Washington, D.C. 20230

14 DEC 1587

Honorable Richard E. Lyng
Secretary of Agriculture
Washington, D. C. 20250

Dear Dick:

On March 18, 1987, this Department published in the Federal
Registe, regulations which set out the patent clauses to be
used in funding agreements with small business firms and
nonprofit organizations, 37 CFR Part 401 ·(enc l os ed ) . The
authority for these regulations is contained in Title 35,
Section 206 of the United States Code (enclosed).

The patent clauses contained in these regulations allow small
business firms and nonprofit organizations to take t itle to any
inventions arising under a funding agreement. These clauses
ease technology transfer as set out in Executive Order 12591.

Subsection 401.1(e) of the regulations states th&t they shall
take precedence over any other inconsistent regulations dealing
with ownership of inventions made by small business and
nonprofit organizations. Thus, where patent clauses set out in
the Federal Acquisition Regulation (FAR) are inconsistent with
the '37 crR Part 401 patent clauses for small business firms and
nonprofit organizations, the latter clauses must be used.

Accordingly, your agency should use the patent clauses for
small business firms and nonprofit organizations as set out in
37 CFR Part 401. These clauses take precedence over the
inconsistent clauses in the FAR.

Sincerely,

nj
Secretary of Commerce

Enclosures

- _. .._. --_.----.-._ ----- - ..-.--- - --. _---
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14 DEC 1537

Honorable Richard E. Lyng
Secretary of Agriculture
Washington, D. C. 20250

Dear Dick:

On March 18, 1987, this Department published in the Federgl
Register regulations which set out the patent clauses to be
usea in funding agreements with small business firms and
nonprofit organizations, 37 CFR Part 401 ·(enc l os ed) . The
authority for these regulations is contained in Title 35,
Section 206 of the United States Code (enclosed).

The patent clauses contained in these regulations allow small
business firms and nonprofit organizations to take title to any
inventions arising under a funding agreement. These clauses
ease technology transfer as set out in Executive Order 12591.

Subsection 401.1(e) of the regulations states that they shall
take precedence over any other i nconsis t ent regulations dealing
with ownership of inventions made by small business and
nonprofit organizations. Thus, where patent clauses set out in
the Feaeral Acquisition Regulation (FAR) are inconsistent with
the '37 CFR Part 401 patent clauses for small business firms and
nonprofit organizations, the latter clauses must be used.

Accordingly, your agency should use the patent clauses for
small business firms and nonprofit organizations as set out in
37 CFR Part 401. These clauses take precedence over the
inconsistent clauses in the FAR.

Sincerely,

r>1
Secretary of Commerce

Enclosures

_ _ _ _ ___ __ _ _ ~~ • • • • •__ • • • __ u

_ _ _____ • • • u _



THE SECRETARY OF COMMERCE
Washington. D.C. 20230

14 GEC 1987

Honorable Richard E. tyng
Secretary of Agriculture
Washington, D. C. 20250

Dear Dick:

On March 18, 1987, this Department pUblished in the Eede~gl

Re9is~t regulations which set out the patent clauses to be
used in funding agreements with small business firms and
nonprofit organizations, 37 CFR Part 401 -(enc l os ed) . The
authority for these regulations is contained i n Title 35,
Section 206 of the United States Code (enclosed).

The patent clauses contained in these regulations allow small
business firms and nonprofit organizations to take title to any
inventions arising under a funding agreement. These clauses
ease technology transfer as set out in Executive Order 12591.

Subsection 401.1(e) of the regulations states th&t they shall
take precedence over any othe t inconsistent regulations dealing
with ownership of inventions made by small business and
nonprofit organizations. Thus, where patent clauses set out in
the Pederal Acquisition Regulation (FAR) are inconsistent with
the '37 eFR Part 401 patent clauses for small business firms and
nonprofit organizations, the latter clauses must be used.

Accordingly, your agency should use the patent clauses for
small business firms and nonprofit organizations as set out in
37 CFR Part 401. These clauses take precedence over the
inconsistent clauses in the FAR.

Sincerely,

11/
Secretary of Commerce

Enclosures

--- - - - -_. ---------------- -----
- - --------- - - - - - - - - - - -

-- ----- -- -- - - - - - - - - - - - -
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14 DEC 1587

Honorable Richard E. Lyng
Secretary of AgricUlture
Washington, D. C. 20250

Dear Dick:

On March 18, 1987, this Department published in the Federal
Register regulations which set out the patent clauses to be
useQ in funding agreements with small business firms and
nonprofit organizations, 37 CFR Part 401 ' (enc l os ed) . The
authority for these regulations is contained in Title 35,
Section 206 of the United States Code (enclosed).

The patent clauses contained in these regulations allow small
business firms and nonprofit organizations to take title to any
inventions arising under a funding agreement. These clauses
ease technology transfer as set out in Executive Order 12591.

Subsection 401.1(e) of the regulations states that they shall
take precedence over any other inconsistent regulations dealing
with ownership of inventions made by small business and
nonprofit organizations. Thus, where patent clauses set out in
the Federal Acquisition Regulation (FAR) are inconsistent with
the '37 erR Part 401 patent clauses for small business firms and
nonprofit organizations, the latter clauses must be used.

Accordingly, your agency should use the patent clauses for
small business firms and nonprofit organizations as set out in
37 CFR Part 401. These clauses take precedence over the
inconsistent clauses in the FAR.

Sincerely,

r>j
Secretary of Commerce

Enclosures

• • • • _ _ u._-,--.. - .

.. - --- . - --..__._ -n_ u
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14 DEC 1987

Honorable Richard E. Lyng
Secretary of Agriculture
Washington, D. C. 20250

Dear Dick:

On March 18, 1987, this Department published in the federal
Register regulations which set out the patent clauses to be
used in funding agreements with small business firms and
nonprofit organizations, 37 CFR Part 401 ·(enc l os ed ) . The
authority for these regulations is contained in Title 35,
Section 206 of the United States Code (enclosed).

The patent clauses contained in these regulations allow small
business firms and nonprofit organizations to take title to any
inventions arising under a funding agreement. These clauses
ease technology transfer as set out in Executive Order 12591.

Subsection 401.1(e) of the regulations states th&t they shall
take precedence over any other inconsistent regulations dealing
with ownership of inventions made by small business and
nonprofit organizations. Thus, where patent clauses set out in
the Federal Acquisition Regulation (FAR) are inconsistent with
the '37 crR Part 401 patent clauses for small business firms and
nonprofit organizations, the latter clauses must be used.

Accordingly, your agency should use the patent clauses for
small business firms and nonprofit organizations as set out in
37 CPR Part 401. These clauses take precedence over the
inconsistent clauses in the FAR.

Sincerely,

r>/
Secretary of Commerce

Enclosures

_ h . __~ _- --- - ~----

- - - - - - - -- - ----- - - ---
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Honorable Richard E. Lyng
Secretary of Agriculture
Washington, D. C. 20250

Dear Dick:

On March 18, 1987, this Department published in the Federal
Regi§ter regulations which set out the patent clauses to be
used in funding agreements with small business firms and
nonprofit organizations, 37 CFR Part 401 '(enclosed). The
authority for these regulations is contained in Title 35,
Section 206 of the United States Code (enclosed).

The patent clauses contained in these regulations allow small
business firms and nonprofit organizations to take title to any
inventions arising under a funding agreement. These clauses
ease technology transfer as set out in Executive Order 12591.

Subsection 401.1(e) of the reg ulations states th&t they shall
take precedence over any other inconsistent regulations dealing
with ownership of inventions made by small business and
nonprofit organizations. Thus, where patent clauses set out in
the Federal Acquisition Regulation (FAR) are inconsistent with
the '37 erR Part 401 patent clauses for small business firms and
nonprofit organizations, the latter clauses must be used.

Accordingly, your agency should use the patent clauses for
small business firms and nonprofit organizations as set out in
37 CFR Part 401. These clauses take precedence over the
inconsistent clauses in the FAR.

Sincerely,

r>J
Secretary of Commerce

Enclosures

---~- _._-_._~-_._~----- - .
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Honorable Richard E. Lyng
secretary 'of Agriculture
Washington, D. C. 20250

Dear Dick:

On March 18, 1987, this Department published in the Federal
Register regulations which set out the patent clauses to be
used in funding agreements with small business firms and
nonprofit organizations, 37 CFR Part 401 ·(enc l os ed ) . The
authority for these regulations is contained in Title 35,
Section 206 of the United States Code (enclosed).

The patent clauses contained in these regulations allow small
business firms and nonprofit organizations to take title to any
inventions arising under a funding agreement. These clauses
ease technology transfer as set out in Executive Order 12591.

Subsection 401.1(e) of the regulations states that they shall
take precedence over any othet inconsistent regUlations dealing
with ownership of inventions made by small business and
nonprofit organizations. Thus, where patent clauses set out in
the Federal Acquisition Regulation (FAR) are inconsistent with
the '37 eFR Part 401 patent clauses for small business firms and
nonprofit organizations, the latter clauses must be used.

Accordingly, your agency should use the patent clauses for
small business firms and nonprofit organizations as set out in
37 CFR Part 401. These clauses take precedence over the
inconsistent clauses in the FAR.

Sincerely,

1'51
secretary of Commerce

Enclosures

---- -- - - _ ...- --_. . . .__.. _-_ . . ..

--- - - - - - _ . .._._ ..-_....
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Honorable Richard E. Lyng
Secretary of Agriculture
Washington, O. C. 20250

Dear Dick:

On March 18, 1987, this Department published in the Federal
Registet regulations which set out the patent clauses to be
used in funding agreements with small business firms and
nonprofit organizations, 37 CFa Part 401 -(enc l os ed ) . The
authority for these regulations is contained in Title 35,
Section 206 of the United States Code (enclosed).

The patent clauses contained in these regulations allow small
business firms and nonprofit organizations to take title to any
inventions arising under a funding agreement. These clauses
ease technology transfer as set out in Executive Order 12591.

Subsection 401.1(e) of the regulations states that they shall
take precedence over any othe r inconsistent regulations dealing
with ownership of inventions made by small business and
nonprofit organizations. Thus, where patent clauses set out in
the Federal Acquisition Regulation (FAR) are inconsistent with
the -37 eFR Part 401 patent clauses for small business firms and
nonprofit organizations, the latter clauses must be used.

Accordingly, your agency should use the patent clauses for
small business firms and nonprofit organizations as set out in
37 CFR Part 401. These clauses take precedence over the
inconsistent clauses in the FAR.

Sincerely,

n/
Secretary of Commerce

Enclosures

------ - - - - - - - - - -- _ ._ - -

- - - - - - - - - - - - - - _ .._-----
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§ 1-9.100

..... "" '"tJ..... .&.UU \.,.J.. 1 lJa. 1, uevt.:1tJIJ-
mental, or research work. T h e policies,
procedures, and contract clauses may
also be used in grants. agree me nts,

Subpart 1-9.1-Patents

PART 1-9-PATENTS, DATA, AND
COPYRIGHTS

SUbpart 1-9.1-Patents

le ases it from any a n d al l otilic ations a r isin g
under the contract or by reason of it s torm i­
nation; a nd the G o vernment ag rees t h a t all
obligations arising un der the contract. or by
re ason of it.s term ination. shall be de emed
to be concluded ; excep t as fullows:

[Lis t reserved 'or excepted ri ghts a n d li­
abilities ; see § 1-8 .20 9-2 and Ar tic le 6 of the
agreements se t forth in § 1- 8. 806-1.]

In Witness Whereof . e t c.

§ 1- 9.100 Sco pe of sub pa rt.

T h is subpart sets forth policies, pro­
cedures, and contract clauses with re­
spect to inventions made in the course
of or under a contract or subcontract
entered into with or for t he benefit of
the Government where a purpose is
the conduct of experime ntal. develop­
mental, or research work. T h e policies,
procedures, and contract clauses may
als o be used in grants, agreements,

Sec.
1-9.100 Scope of subpart.
1-9. 101-1-9.106 [Rese rved]
1- 9.107 Patent. ri ght. s under contracts for

re search and de velopment.
1-9 .107-1 Genera l.
1- 9.107 - 2 [Reserved ]
1- 9 .107- 3 Policy.
1- 9 .107- 4 Procedures .
1- 9.107- 5 Clauses for domestic contracts

<long form ).
1-9 .107- 6 Clauses fo r domestic con t racts

(short form) and Ins ti t u ti on a l Patent
Agreements.

1-9.107- 7 Clause for fo reign contracts.
1- 9.108 [R eser ved ]
1- 9.10 9 Administration of Patent R ights

cla use s .
1- 9.109- 1 P a tent. ri ghts follow-up.
1-9.109- 2 Follow-up by contractor.
1- 9. 109- 3 Follow-up by Government.
1- 9.109- 4 Remedies,
1- 9 .109- 5 Conveyance of in vention rights

ac q u ir ed by the Government.
1- 9 .109- 6 Retention of greater r igh ts .
1- 9.109-7 Negotiation of Institutional

Patent Agreements.

AUTHORITY: S ec. 205 (1'), 63 Stat. 390 (40
U.S.C, 486(1'».

SOURCE: 40 FR 19814, May 7, 1975, unless
ot h erwise n o ted .

545

agr ee-

ditionall y wa ives a n y clai m ag a ins t the Gov­
ernmen t by reason of the t erminati on of the
contract and, except as set forth below, r e-

Cha pter l ·-Federal Procurem en t Reg ulations

§1- 8.806- 7 No-cost settlement
ment-complete te r mination.

THIS SUPPLEMENTAL AGREEMENT OF SETTLE­
MENT, entered into this --- day of ---- ,
19- ,bet ween t h e UNITED STATES OF AMER ICA
(hereina fte r called " t h e Government" ). rep­
resented b y the Contracting Officer execut­
ing this con t ract , and - - --- -
, (a) A corporation organized and exis t ing
under the laws of the State of------;

(b) A partnership consisting of -----;
(e) An ind ivid ua l doing -busin ess as

Iher payments or t.o carr )' alit ot 'rcr under­
taking s in connection wit h sa id t ormtnated
porti on , and the G overnmen t acknowledge s
tha t the Contracto r has n o obligat io-i to
perform fu rther wo rk or serv ices or to m ake
further deliveries of a r t icles or material s
under the t erminated portion of the con­
tract: Provi ded, tiou.e i.er, That nothing
herein contained shall impair or affect. in
an)" way any other co venants . terms or con­
ditions of the con t ract: And provui ed 11Lr­
ttier, T'hat, wit h r espe ct to t h e t e r m inated
porti on of the con tract. t.he followin g r igh ts
and liabilities of t.h e pa rt.ies a re re served :

[List reserved or exce p ted ri ghts and li­
abilit ies ; see § 1- 8 .209- 2 and Art. icle 7 of t he
agreem ent set for th in § 1-8.806-2.1

In Witness Whereof, etc.

545

(hereinafter called "the Contractor").
WITNESSETH THAT:
WHEREAS. the Contractor and t.he Govern­

ment have entered into Contract. No. - - ­
under date of ---- , 19- which, together
with an y and all amendments, changes ,
modifica ti ons , and supplements ther eto, is
hereina ft e r referred to as "the co ntract";
and

WHEREAS. the contrac t provid es that the
performan ce of work t.h er eun der m ay a t th e
convenience or option of the Government
be te rminat ed by the Government in whole ,
or from time t o time in part, when ever a n y
such termination is determined t o be for t.he
best interest of the Government , and t h a t
the Contractor and Co ntracting Office r may
agree up on the wh ole or any part of the
amount or a m oun ts t o be paid to the Con­
tractor by reason of suc h term in ation; and

WHEREAS , by notice of ter m tnat.ion dat.ed
----, 19-, t.ne Government advised th e
Contr actor of the te r m in a t ion o f the con­
tract for t h e convenience or at the op tion of
the Gov ernment; and

WHEREAS, the Contractor is willing to
waive un condi tionally any clai m a gainst th e
Governmen t by reason of such t erminat.ion.

Now . THEREFORE, the parties h ereto agree
asfellow s:

- ARTI CLE 1. The Cont.ra r t c r hereb y uncon­
ditionally waives a ny cla im ag ainst t he Go v­
ernment by reason of the termination of the
contr act and, except as set forth below, 1'1'-

agree -<'ttl<! me nt
.u io n ,

REEMENT OF SETTLE-
-- day of n ,

S TATES OF AMERIC,\
G overn m en r"), r ep­
t ing Officer execut-

.n ized and existing
t l I' of ------;
c,li '1g of - - - - - ;
:oing busi ness as

' to r is willing to
claim ag ainst the
such terrninat.ion .
:ties hereto agree

Co n t r actor " ).

Led po r t ion of the
follows: (Specify

.early as to items
-". (b ) descriptions.

oj) unit price of
.e rrnina tc d items.
at ion n ecessary to
i dervtariding . )
to:: h ereb y uncon­
1 against the Gov­
I' t er m in a ted po r-

r eason of its ter­
ru t limitation . all
l en t to make fu r-

mguage should be

1 Ca,..;, U.l! V l u.s i.er ­
rut limitation, all
len t to make fur -

or and the Govern­
Son tract No, --­
"j - wh ich , to ge ther
:.drnents , changes,

.ie rnen ts thereto, is
as "the contract";

, provides that the
-re u nde r m ay at the
' , f the Government
.vornm en t in whole,
pa r t , whenever any

. rn in ed to be fo r t h e
-rnrnent, and that
ra ct in g Officer may
Jr a ny part of the
, C' paid to the Co n-
' d m in a t ion ; and
te rm ina t io n dated

nmcnt adv ised the
termin a t ion of the
'l iene e or at the
-n t as of th e date
.: in s uch notice, to
v made as t o the
part is he reinafter

rinated portion of
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h ead of the department or age ncy de­
te r mi nes that t he r et ention of suc h
greater ri gh ts is consisten t wit h the
intent of this paragraph (a) of this

(d) Background patent rights. No th­
in g in this su bpar t is intended to pre­
clude the use of appropria te contract
provislons concerning ri ghts in con ­
tractor's background patents .

§ 1- 9.107-2 [Reserved]

§ 1-9.107-3 Policy.

(a) The Government shall no rmall y
ac quire or re se rve the righ t to acquire
t he princip al or exclusive r ights
thr ou gh ou t the wor lrl in and to any
invention made in the course of or
under a co n t ract where:

(1) A principal purpose of the con­
t ract is t o create, de velop, or im prove
products, processes, o r methods wh ich
are intended for commercial use (or
which are otherwise intended to be
made avail able fa; use) by the general
public a t home or abroad, or which
will be required for suc h use by gov­
er nmen ta l regulations; or

(2) A principal purpose of the con­
tract is for exploration into fields
which directly concern the public
hea lt h, public safety, or public wel­
fare; or

(3) The con t ract is in a fi eld of sci­
en ce or technology in which there has
been little sign ifican t expe r ience out­
side of work funded by the Govern­
ment , or where the Government has
been the principal d eveloper of the
field, and the retention of exclusive
r ights at the time of con t r ac ti ng might
con fe r on the contractor a preferred
or dominant pos it ion; or

(4 ) The se rv ices of the contractor
are:

(i) For the operation of a Govern­
m ent-owned re search or production fa- _
c ilit.y: or

( ii ) For coordinating and directing
t h e work of others .
In ex ceptional circumstances the con­
t racto r m ay retain greater ri gh ts th an
a nonexclusive license a t t he time of
cont racting wh ere th e h ead of t he de­
par tmen t or ag ency certifies t h at such
acti on will best se rve the public inter­
es t. Greater ri ghts may a lso be re­
t ained by the contractor after th e in­
vention h as be en identified where the
h ead of the department or agency de­
te r mi nes that the r et ention of such
grea te r rights is consistent with the
intent of this paragraph (a) of this

§ 1-9.107-1

purpose of t h e con t ract.
H owever, a gencies are en couraged t o
follow the provisions of this subpart to
the extent practicable.

an d other arrangem en ts as agencies
deem a ppropr ia te.

§§ 1-9.101-1-9.106 [Reserved]

§ 1-9 .107 Patent ri ghts under contracts for
research a nd development.

§ 1--9.I 07- 1 General.
(a) I ntroduction. On Au gu st 23 .

1971, the P r es ident iss ue d a S tatement
of Government P a t ent Policy (36 F R
16887, August 26 , 1971) applicable to
all executive departments and agen­
cies, r evising a prior Statement _of
Policy (28 FR 10943, October 12 , 1963).
Essentially, the goa ls of this S tate­
m ent a re t o provid e criteria for deter­
mining the allocation of ri gh ts in in­
ventions resulting from federally spon­
so red research and development con­
tracts , to promote their expedi tious
development so that th e public can
benefi t from ea rly civ ilian use of t h e
inventions, and to ensure their contin­
u ed availability. In applying this r egu­
lation , agen cy heads must weigh both
the n eed Jar incent ives to draw fo r th
priva te ini tiatives , an d the need to
promot e h ealthy competition in indus­
try. Consistent with the FPR system,
agencies m ay implement and supple­
ment this subpar t.

(b) Applicable st atutes. E xcep t to
t he ex tent tha t agencies are governed
by specific stat u tes or by any treaty or
agreement be tween the United States
and any forei gn country that a re in­
consis tent with this subpart, agen cies
shall follow t h e provisions of t h is s ub­
part, including the use of th e pre­
scribed clauses. Modifications to the
prescrib ed clauses are permissible to
the extent that these clauses are in ­
consisten t wit h the requirements of
s tatutes, t re aties , or agreements.

(c ) Co-spon sored, co st sh aring, or
joint venture research. The provisions
of t h is subpar t are not m andatorily .
applicable t o co-sponsored , cos t shar­
in g, or joint venture re search when
the a gency determines that in the
course of the work .un der the con t ract
the contractor will be required to
m a ke a s ubstantia l con tribu tion of
fu nds, faciliti es, or equ ipm ent to the
principal purpose of the contract.
H owev er, a gencies ar e encouraged t o
follow the provisions of this subpart to
the extent practicable.
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ments, unless the agency head or his
designee determines that it would not
be in the public interest to acquire the
license for the States and domestic
municipal governments; and

will be an additional factor in the eval­
uation of the proposals.

(e) Where the principal or exclusive
rights in, an invention remain in the
contractor, he should agree to provide
written reports at reasonable intervals,
when requested by the Government,
on the commercial use that is being
made or is intended to be made of in­
ventions made under Government con­
tracts.

(f) Where the principal or exclusive
rights in an invention remain in the
contractor, unless the contractor, his
licensee, or his assignee has taken ef­
fective steps within 3 years a fter a
patent issues on the invention to bring
the invention to the point of practical
application, or has made the invention

/ 'available for licensing royalty-free or
on terms that are reasonable in the
circumstances, or can show cause why
he should retain the principal or ex­
clusive rights for a f'urt.her period of
time, the Government shall have the
right to require the granting of a non­
exclusive or exclusive license to a re­
sponsible applicantrs) on terms that
are reasonable under the circum­
stances.

(g) Where the principal or exclusive
rights to an invention are retained by
the contractor, the Government shall
have the right to require the granting
of a nonexclusive or exclusive license
to a responsible applicantts) on terms
that are reasonable in the circum­
stances (i) to the extent that the in­
vention is required for public use by
governmental regulations, or (ii) as
may be necessary to fulfill health or
safety needs, or (iii) for other public
purposes stipulated in the contract.

(h) Whenever the principal or exclu­
sive rights in an invention remain in
the contractor, the Government shall
normally acquire:

(1) At least a nonexclusive, non­
transferable, paid-up license to make,
use, and sell the invention throughout
the world by or on behalf of the Gov­
ernment of the United States (includ­
ing any Government agency) and
States and domestic municipal govern­
ments, unless the agency head or his
designee determines that it would not
be in the public interest to acquire the
license for the States and domestic
municipal governments; and

when two or more potential contrac­
tors are judged to have presented pro­
posals of equivalent merit, willingness
to grant the Government principal or
exclusive rights in resulting inventions

section and is either a necessary incen­
tive to call forth private risk capital
and expense to bring the invention to
the point of practical application or
that the Government's contribution to
the invention is small compared to
that of the contractor. Where an iden­
tified invention made in the course of
or under the contract is not directly
related to a principal purpose of the
contract, greater rights may also be re­
tained by the contractor under the cri­
teria of paragraph (c), of this section.

(b) In other situations, where the
purpose of the contract is to build
upon existing knowledge or technol­
ogy to develop information, products,
processes, or methods for use by the
Government and the work called for
by the contract is in a field of technol­
ogy in which the contractor has ac­
quired technical competence (demon­
strated by factors such as know-how,
experience, and patent position) di­
rectly related to an area in which the
contractor has an established nongo­
vernmental commercial position, the
contractor shall normally retain the
principal or exclusive rights through­
out the world in and to any resulting
inventions.

(c) Where the commercial interests
of the contractor are not sufficiently
established to be covered by the crite­
ria specified in paragraph (b) of this
section, the allocation of rights shall
be made by the agency after the in­
vention has been identified, in a
manner deemed most likely to serve
the public interest as expressed in this
policy, taking particularly into ac­
count the intentions of the contractor
to bring the invention to a point of
commercial application and the guide­
lines of paragraph (a) of this section,
provided that the agency may pre­
scribe by regulation special situations
where the public interest in the avail­
ability of the inventions would best be
served by permitting the contractor to
retain at the time of contracting great­
er rights than a nonexclusive license.

(d) In the situations specified in
paragraphs (b) and (c) of this section,
when two or more potential contrac­
tors are judged to have presented pro­
posals of equivalent merit, willingness
to grant the Government principal or
exclusive rights in resulting inventions
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in § § 1-9 .107-5 or 1-9.107-6 may be
us ed in contrac ts calli n g for basic or
appl ied researc h with nonprofit orga­
ni zations. S olicitations shall provide
offerors wit h an opportunity to sh ow
t hat t he selected clause proposed for a
contract is in appropriate for a particu­
lar pr ocurem ent si tuation. In no eve n t
will contractors be asked to sta te their
willingness to gr ant the Government
principal or ex cl usive pa ten t rights
prior to a determination that propos­
al s of equ ivalen t merit have been pre­
sented.

( 2) The P a ten t Ri ghts clause in § 1­
9.107-5( 30), except as otherwi se pro­
vided in § 1-9 .107-6 (30 ), shall be used
whenever the agency determines that
the experimental, developmental, or
resea rch work to be performed under
the contract falls within § 1-9 .107-3(30).
T h is clause provides that t h e Govern­
m en t shall acquire ti tle, under certain
circ ums tances, to inv entions made in
the course of or under the contract
su bject to th e reservation of nonexclu­
sive lic ense rights t o the con t rac tor.
The contractor may retain gr ea ter
ri ghts than a nonexclusiv e licen se
after an in vention has been identified
if the agency determ ines th at the cr i­
te r ia of § 1-9 .109-6 are met. When the
agency head or his dul y authorized
designee determin es th a t except ional
circums tances exist as provided fo r in
§ 1-9.107- 3(30 ), para graphs (b) and (i)

of the clause p rescribed in § 1-9 .107­
5(a ) may be appropriately modified so
that the contractor retains greater
rights than a nonexclusive license con­
cerning all or specific inventions.

(3) T h e P atent Rights clause in § 1­
9.107 ·5(b) shall be used when eve r the
agency de te rm ines that the exper i­
mental, developmental , or re search
work to be performed under t he con­
t ract do es not come wit hin § 1-9 .107­
3(a) but is within § 1-9.107- 3(b ). This
clause provides that ti t le to any in ven­
tions resulting from t h e contract re­
mains in the contractor subject to the
acquisition of certa in sp ecified rights
by the Government.

(4 ) The P aten t Ri ghts clause in § 1­
9.107-5(c), except as otherwise pro ­
vided in § 1-9 .107-6(b), shall be us ed
wh enever the agency determines tha t
the ex pe r ime n t a l, deve lopmental, or
research work to be per formed under

by the Government.
(4) The P atent Ri ghts clause in § 1­

9.107-5(c ), excep t as ot.herwise pro ­
vid ed in § 1-9.107-6(b), sh a ll be used
wh enever th e agency determines t.hat
the exp erimental, developmental , or
research work to be performed under
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contracrrrt g''" ;\'(1,"",,,
in the contract a P atent Rights clause
from §§ 1-9.107-5 or 1-9 .107-6. The
clauses in § 1-9.107-5 sh all be used as
appropriate in contracts with industri­
al concerns or in con t racts with non­
profit organizations callin g for devel­
opmental work. T h e clauses specified

(j
J (2) The ri gh t to sublicense any for­

"eign gov ernmen t pursuant t o an y ex­
isting or fu ture treat y or agreement if
the agency h ead or h is desl rrnee deter­
mines it would be in the national in­
terest tv ac qu ir e the r igh t ; and

(3) The pr inc ipal or exclusive rights
to the in ven tion in an y country in
which the contractor do es not elect to
secure a patent.

(i) Whenever the principal or exclu­
sive ri ghts in an inventi on are ac­
quired by the Government, there may
be reserved to the contractor a revoca­
ble or irrevocable, nonexclusive, royal­
t y-free license for the practice of the
in vention throughout the world; an
ag ency may r eserve the right to
revoke such license so that it m ight
gr ant an exclus ive license wh en it de­
termines that some degree of excl us iv­
ity may be n ecessary t o encourage fur­
ther development an d commercializa­
tion of the in vention. Where the Gov­
ernment acquires the principal or ex ­
clusive rights to an in vention and do es
not elect to secure a patent in a for­
eign country, the contractor m ay
retain such rights in an y foreign coun­
try in which he el ects to secure a
patent, subje ct to the Government's
ri ghts set forth in pa ra graph (h ) of
this section.

(j ) Nothing in this subpart shall be
const rued to confer immunity upon
any person from the antitrust laws or
from a ch a rge of patent misuse. and
no person sh a ll be imm une from the
op eration of State or Federal law by
re ason of the retention and use of
rights pursuant to this subpart.

§ 1-9 .107-4 Proced ures,
(a ) Sel ection of Patent R i ghts clause.

(1) Whenever a contract which is to be
performed in the United States, its
possessio ns, Puerto Ri co, or the Dis­
trict of Columbia has as a purpose the
conduct of experimental, de velopmen­
tal, or rese arch work, the agency shall
apply the policy in § 1-9.107-3 to t h e
contracting- s it ua t ion and sh all include
in the contract a Patent Rights clause
from § § 1-9.107- 5 or 1-9.107-6. The
clauses in § 1-9 .107-5 shall be used as
appropriate in contracts with industri ­
a l concerns or in contracts with non­
profit organizations calling for devel­
opmental work. The clauses specified
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(b ) Record of decisions. Agencies
shall .record the basis for t he followin g
actions: (1 ) S elect ion of a P a ten t
Righ ts clause; ( 2 ) findin g of except ion­
al circumstanc es in § 1-9 .107-3( a ) or of
sp ecial situa t ions in § 1-9 .107-3(c ); (3 )
r eten ti on of greater ri ghts pursuant to
§ 1-9 .109-6; nn d (4) determ inations
under § § 1-9.107 -4 (c ) an d ( d ) .

(c) L i cen se f or the Go vernment,
States, and municipal governments.
The policy se t fort h in § 1-9 .107­
3(h )(1) provid es that th e Government
sh all normally acquir e a paid-up li­
cens e in any invention resulting from
t he contract for the Go vernmen t,
States, and municipal governments.
P aragr aph (c) (1) in the P a tent Ri gh ts
clauses in § 1-9.107-5 se ts fo rth suc h a
license. When the agency determines
that it wo uld n ot be in the public in ­
terest in a par t icular contracti ng sit ua­
tion to acquire a license fo r the G ov­
ernment of the scope in paragr aph
(c)( 1), this para gr aph ma y be appro­
pria t el y modified . The agency head or
hi s duly a ut horized designee may de­
termine at the t im e of con t rac t ing
that it would not be in t he public in ­
te res t t o acquire s uch a license for
S ta tes and municipal gove rn me nts or
m ay reserve the righ t to m ake t h is de­
termination after the invention has
been ide ntified. When the det ermina­
tion is m ade or th e r igh t t o m ake t he
determinat ion is reserved, paragraph
(c)(1) of t he P a tent R ights claus es in
§ 1-9 .107-5 shall be re placed with t he
ap propr iate paragraph in § 1-9 .107­
5(d).

( d) Righ t to su bl ice nse fo reign gov­
ernments. Paragr aph (c) of t he P atent
R ights clauses in § 1-9 .107-5 does not
pro vid e the Government wit h the
ri ght to gran t a su bl icense in any in ­
ven ti ons resul ting from the con t ract
t o any forei gn gover n me nt pursuant
to any t reaty or ag reement. The
agency h ead or his dul y au t horized
design ee m ay determine at the time of
contracting that it would be in the na­
t ional in ter est t o acqu ire this ri ght, or
h e may re ser ve the ri ght to make this
determina tion after the in vention has
been identified. Wh en the agency
h ead m ak es or reserves t he ri gh t to
m ak e t h is determination , the appro ­
priate sentence in § 1-9 .107-5(e ) shall
be included as part of paragraph (c) in
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,;" ,.t..,,''' '' '
..... ... o ..... U U ... U.\./J. VH , J. l. ;:,U d,.H ue Illaue aPPllca-
bl e to each contrac t with the in stitu­
t ion in lieu of t he P a tent Righ ts
clauses in § 1-9.107-5 and § 1-9.107-6 ,
unless a determina t ion h as be en made
t o exc lude the contract from the
ag reement.

t he contract does not co me with in
§§ 1-9.107-3 (a) or (b) , bu t is with in § 1­
9.107-3 (c ). The cla us e in § 1-9 .107-5(c )
provides th at the allocation of righ ts
in in venti ons resulti ng fr om the con ­
tract shall be def er red un til after an
inven ti on has been ide ntif ied. When
the a genc y determin es pursuant to it s
regul a ti ons t hat a specia l situa ti on
exists, paragraphs (b ) and (i) of the
clause prescribed in § 1-9 .107-5 (c) may
be modified so t h at the contractor re­
t ains greater ri ghts than a nonexclu­
sive license.

(5) A shor t form P aten t Rights
clause in § 1-9 .107-6(a ) or (b ) may be
used by the agency instead of the
clau se in § 1-9.107-5 (a) or (c ), respec­
ti vely, wh ere the contract calls for
basic or applied resea rc h and the con­
tractor is a n onprofit organization for
other than the op eration of a Govern­
ment-own ed r esearch or production fa­
cility. These clauses are not appr opr i­
a te for us e where the agen cy h ead de­
termines that th e contractor is en ti ­
tl ed to retention of greater ri gh t s
upon a finding that ex cep ti onal cir­
cumst ances as provid ed for in § 1­
9.107-3(a) are present or where the
contract falls with in t he spe cial situa­
tions crit eria of § 1-9 .107-3 (c ). In
eit her eve n t , a P atent Ri ghts clause in
§ 1-9.107-5, appro pr ia tely modified,
shall be us ed.

(6) In accordance with the lan guage
re garding exc eptional circumstances
in § 1-9.107-3(a ) and/or the language
re gard in g sp ecial sit ua t ions in § 1­
9.107-3(c ), agencies may enter into In­
st it utiona l Patent Agr eements (see § 1­
9.107-6(c » with universi ti es and non­
profit orga ni zations h aving te ch nology
transfe r progr ams m eeting the cr iter ia
of § 1-9.109-7(b ), The a gr eem en ts
permit those in stitutions, subje ct to
certain conditions, to r etain the entir e
righ t , title, and interes t in in vent ions
m ad e in t he course of t heir contract s.
When su ch an agreemen t h as been
mad e wit h a uni versity or nonprofit
org an iza t ion, it shall be made applica­
ble to eac h contract with the institu­
tion in lieu of the P atent Ri gh ts
claus es in § 1-9.107-5 and § 1-9.107-6,
unless a determina tion has be en mad e
to exclude the contract from the
agreement.

Righ ts clause in § l­
as otherwise pro­

')(a ), shall be used
HCy determin es that

dev elopmental , or
oe performed under
.I t .hin § 1-9.107-3.ca).

s t hat th e Govern­
title, under certain

inven t ions m ad e in
under the contract

-rva t ion of nonexclu­
.; t o the con t r ac t or .
cay retain greater
.inexclusive lic en se
h as been identified

-rrn lnes that the cri-
a re met. When the

lis duly authorized
,'3 that exceptional
, as provided for in
:,graphs (b) and ( i)
.c r ibe d in § 1-9.107­
»r iat el y modified so
i or retains greater
xclusive licen se con­
.ic in ven tions .

.cights clause in § 1­
o used wh enever th e

that the ex per t­
; -n t a l , or re search

red under the con­
.u- within § 1-9.107-

§ 1-9.107-3 (b ), This
l.t title to any in ven­
.n the co ntract re­
act or subject to t h e
a in specified rights

'~ l ghts clause in § l­
as otherwise pro­

oCb). shall be used
.icy determines that

developm ental , or
JE.' performed under

,t igh ts clause in § l­
as otherwise pro­

tlC b ), shall be used
.icy determines that

de velopmental. or
.Je performed under

1-9 .107-6 may be
call in g for basic or
vit h nonprofit orga ­
lions shall provide
.pportunity to sh ow
-la use proposed for a
.pr iat e for a par ti cu­
.t ua t ion . In no event

aske d t o state t heir
nt the Government
.is i ve patent rights
inat ion that propos­
ner tt have been pre-

opertyManagement
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§ 1-9 ,107-5 Causes for
(long form).

(a) Patent R ioh.ts
lion by the Govern ~

a gency has determin
lalls wi thin § 1-9.10 ,
lo win g clause shall br
contract.

Chapter 1-Federal P

PATENTS RIGHTS-Ac"
GOVERNM

( a) Definition s. (l ) . . ;

means any inventi on "
Contractor conce ived 0

duced to pr acti ce in th .·
th is contract . and in cl u ..
pr ocess. mach ine. man '
compositio n of matt er
useful improvement t tu ­
of plan t . Which is or
under t he Pat en t Laws (,
of America or any Ior eu:

(2 ) "Contract.. means
men t , grant. or other 3 ,

con tract en tered into w.:
of th e Governmen t wl u
con tract is t he condu ct
ve lopment.al, or resea rcj:

(3) "Sta tes and dorn
ern ments" mea ns tilt ;

S tat es, the Distri ct 0 ;
Rico, th e Virgin Island
Guam, the Trust Ter ru .
lands. and any potru ..
agencies th ereof.

(4) "Go vernmen t ag,
ecutive depar tm ent. ir
sion. board, off ice. age' .
author ity. G over rnuer .
other Governm en t est ..:
ecu tive branch of thr­
United States of Arner i -

(5) "To th e point of "
means to rnan u f r.ctun - .
posi tion or product, to
of a process, or to OPh
mach ine and under SUI·
ta blish th at the invent
and that its benefits ar
ble to the public.

( b) Alloc at ion of p rc..
sioiimeii t to th e Goven.
to r agree s to assign to .
ent ire righ t. title. ant :
t he world in and to ea.
except to the exten t t h.
by the Contractor uric
and (d) of this clause.

(2 ) G rea ter rights {
Contrac to r or the ern :
au thor izatio n of t he C
greater r igh ts th an th .:
provided in pnragrap}:
accord ance with the P i
of 41 CFR 1-9.109-6. A

(2) G rea te r rights {
Contrac to r or th e em;
aut horization of t he C
greater righ ts than U....
provided in para graph
accor dance with t he I; J

of 41 CFR 1-9.109-6. A

EFFECTIVE DATE NOTE: Paragraph (a)(6) of
§ 1-9.107-4 added at 43 FR 4424. Feb. 2.
1978. becomes effect ive July 18. 1978. (See
43 PR 53497, N ov. 16, 1978.)

(40 FR 19814. May 7. 1975. as amended at 43
FR 4424. Feb . 2, 1978]

EFFECTIVE DATE NOTE: Par agraph (a )(6) of
§ 1-9.107-4 added at 43 FR 4424. Feb. 2.
1978. becomes effect ive July 18. 1978. (See
43 FR 53497, N ov. 16, 1978.)
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t he Patent Righ ts cla uses of § 1-9.107- ficer for resolution prior to the award
5. of t he s u bc ontract. Upon s uch refer-

(e ) M inimum r i gh t s to contractor. ral , the same considerations a n d proce­
P a r a graph (d) of t h e P a tent R ights dures follo wed by the contracting offi­
clauses of § 1- 9.107-5 specify t h e m in i- eel' in selecting t h e P atent Rights
m um ri gh ts r eta ined b y t h e contractor clause included in t he prime contract
in in ventions made in t h e course of or shall be u sed in select ing the P atent
under t he co ntra ct. Where a p p ropr i- Rights clause to b e included in the
ate , the a gency m a y modify this Mini- subcontract.
mum Rights p r ovision, whereby, the (2) Cont r actors s h a ll not use the ir
contractor reserve::;: ability to a wa rd subcon t rac ts as eco-

(1 ) A revocable, nonexclusive, royal- nomic leverage to acquire rights for
tv-free license in t h e inventions, in themsel ve s in t h e inventions resulting
which case para graph (d ) of § 1-9.107- from subcontracts.
5(a) shall b e included in the Patent (g) Publ icat ion of invention di sclo-
Rights clauses in § 1-9 .107 -5; su res. The P atent Righ ts clauses of

(2) A revocable, nonexclusiv e, royal- § 1-9.107-5 and § 1-9.107-6 specify in
t v-tree license in t he in ventions only paragraph (e )(4) an d (b)( 2) , respective­
upon request by the contra ctor for r es- l y , t hat the G overnment m a y du p li­
ervation of s u ch a license, in which ca te and disclos e invention di sclosures
case para graph (d) (1 ) of the Pat ent report ed under the contract . However,
Rights claus es in § 1-9.107-V5 shall be t he publica tion of t he information in
r epla ced with para graph (d)(l) in § 1- an invention di sclosure by any p a r t y
9.107 -5 (f); before t he filin g of a patent applica -

(3 ) An irrevo cab le, nonexclusi ve , tion m a y create a bar to the filing of
royalty-free license in the in ven tions, for ei gn paten t a p plications. The
in wh ich case paragraph (d) of the agency may r es trict the publica ti on of
P atent Rights cl auses in § 1-9.107-5 such information by the contractor in
shall be r eplaced with para graph (d) order to pro tect the in terests of the
in § 1-9.107-5(g ); o r G overnment or t he contractor in ob-

(4) An irrevo cable, nonexclusive, t a in ing foreign patent s by adding the
roya lt y-fr ee lic ense in inventions con - paragra p h prescribed by § 1- 9.107­
structivel y r educed to prac tice prior to 5(i)(2 ) as a consecu tively -n u mber ed
the effec ti ve date of t he con t ract, in paragraph after para graph (e) (4) of
which case p a r a graph (d)( 4 ) of § 1- t h e clauses of § 1-9.107-5 , and after
9.107-5(h) shall be added t o the paragraph (b)( 2) of the cla use s of § 1­
P atent Righ ts cl auses in § 1-9.107-5. 9.107-6. Where the contractor h as

(f) Subcontracts. (1) The policy ex - b een a u t h or ized to fil e fo r e ign paten t
pressed in § 1-9.107-3 is applicable to applications, t he a gency m a y des ire to
prime contracts a n d to subc ontracts restrict its publication of the informa­
regardles s of ti e r . The a pp r opriate t ion in t h e relat ed invention di sclosure
P atent Rights cl ause prescribed by in order to protect the fi li n g of such
th is su bpart shall be included in all forei gn applications by the con t ract o r.
subcontracts h a ving as a pu r p ose the In t h is eve n t, the sentence in § 1­
conduct of experimental, dev elopmen- 9.107-5(i)(1 ) should be add ed to para­
t al , or r esearch wo r k. In general, t he grap h (e )(4 ) · of t h e P a tent Righ ts
P atent Righ ts clause in the prime con - clauses in · § 1-9.107-5, an d to para­
t ract, wit h the excepti on of t he with- grap h (b )(2) of Patent Rights clauses
holding provision, will be a ppro p r iate in § 1-9.107-6.
for inclusion in such subcontracts. (h ) Dev iat i ons. Any departures from
Whenever the p ri me contractor or a t he policy, procedures, an d clauses of
su bc on t ract or considers the inclusion this su b part s h a ll be subject t o the
of t h e P atent Rights cl ause of the provisions of § 1-1.009.
prime co n tract in a s u bc ontr a ct to be (40 FR 19814, May 7, 1975. as amended at 43
inconsis t ent with t he p oli cy exp ressed FR 4424, Feb. 2, 1978]
in § 1- 9.107-3 , o r a s ubcontract or r e­
fu ses t o acce p t a Pat ent R igh t s clause
in his subcontract , the matter shall be
referred to the agency contracting of-

o e ; ate ' t, ' ril rrts ba.u"; ",
prime contract in a subcontract t o be
inconsistent with the policy exp r essed
in § 1- 9.107-3 , o r a s ubcon t r actor r e­
fuses to accept a Patent R igh ts clause
in his subcontract, the mat ter shall b e
referred to the agency contracting of-
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(Ii) The s t eps t aken by the Contractor or
hi s trans feree to bring t h e inv en t ion to t h e
po in t of practic a l application or to make the
inventi on available fo r licen si ng:

(4 ) Agrees t o refund any a mou n ts re ceiv ed
as ro yalty charges on an y Su bj ect Inve ntion
in pro curements for or on behalf of th e
Government and to provide for that refund

n a ti on wh ethe r th e Contracto r or the em­
ployee- inv en to r is en titled to re tain such
gre a te r rights m ust be su bm itted to th c
Contracting Off icer a t t he time of the firs t
d isclosure of the in vent ion p ursuant to
paragraph (e H2Hi) of t h is clause, or no t
la ter t han 3 mo nths t h ereafte r. or such
lon ger p er iod as may .be a ut hor ized by th e
Contracting O ffi cer for good cause sh own in
wr iLing by t h e Contractor. T h e informat ion
to be su bm it ted for a greater ri ghts de t.e rrn i­
nation is spe cifi ed in 41 CFR 1-9.1 09-6 .
E ach de termina t ion of gr ea te r r ights under
t h is con tract normall y sh a ll be subject to
parag raph (c) of t his clause and to th e re s­
e rvations and cond itions deem ed to be ap ­
propria te by t h e agenc y.

(c) Minimum rights acqu i red by the Go v­
ern me n t. With respect t o each S ubjec t In­
ven ti on to which t h e Contrac tor ret ains
principal or exclusive ri ghts, the Contrac­
to r :

( 1) Hercby gran ts to the G overnmen t a
nonexclu si ve. nontransf erable. paid-up li­
cense to make. us e, an d sell each S ubject In­
vention th roughout t h e worl d by or on
behalf of th e Governmen t of t h e Urii tcd
S tates <including an y G overnment ag ency)
a nd S tates and domes tic municipal govern­
men ts :

(2) Agrees to gran t to respo nsible appli ­
cants, upon reques t of t h e G over n ment, a li­
cense on terms t hat a re reasonable under
the circum stances:

(i) Un less the Con t rac tor , hi s licens ee. or
hi s as si gn ee demonstra tes to the G overn­
ment th a t effective s teps have been ta ken '
wit h in 3 yea rs a ft er a paten t iss ues on such
inven ti on to brin g the invention t o the
point of practica l appli ca t ion , or t h at th e in­
vention h as been made available for licens­
in g ro yalty-fr ee or on terms th a t a re reason­
able in the circumstances. or can show cause
why the princ ipal or ex clus ive righ ts sho uld
be retain ed for a further period of time: or

(Ii) To t h e extent that t h e in ven ti on is re­
qu ir ed for public use by governmen ta l regu­
la ti ons or as may be necessary to fu lf ill
pu blic h ea lth , safe ty or welfa re n eeds, or fo r
other public purposes stipulated in this con ­
tract:

(3 ) Sha ll submit writ.t on reports a t reas on­
able in terval s upon reques t of the G overn­
men t d u ri n g t h e ter m of the pate n t on t he
S ub ject In vent ion rega rd in g:

(i) The com me rc ia l us e t hat is being mad!'
or is in tended to be made of t he inven tion :
a nd

(ii) The s t eps taken by t h e Contractor or
hi s t ransf eree to bring th e in ven tion to t he
poin t o f prac t ica l a pplication or to ma ke the
in venti on a vai lable fo r licensin g:

(4 ) Agrees to refund any a mo unts re cei ved
as royal ty charg es on a ny S ubject In venti on
in procu rements for or on behalf of the
Government an d to provide fo r that ref un d

and (d ) of this clause.
(2) Greater righ ts d etermiruilions. The

Contract or or t he employee-inv entor with
au thoriza t ion of the Contractor may re ta in
gr eater r igh ts t h an t he nonexclusive license
pr ovided in para gr a ph (el ) of this clause in
acco rdance with the proced ure a nd cri te ria
of 41 CFR 1-9 .109-6. A request for de termi-

§ 1-9.1 07- 5 Cla us es fo r domestic contracts
(long form ).

(a ) Paten t Righ ts clau se-Acquisi­
tion by the Government. When th e
ag ency h as det erm in ed that a contract
falls with in § 1-9 .107- 4(a )(2), the fol­
lowing clause shall be in cluded in t h e
contract.

PATENTS RI GHTS-ACQUISITION BY THE

GOVERNMENT

(a) D ef init i o ns. ( 1) "S ubject Invention"
means any inv ention or disco very of the
Con t ractor conceive d or fi rs t actually re ­
duc ed to practi ce in t h e course of or u nder
th is contract. and inc ludes any a r t , me th od ,
process, machine, ma nufacture, desi gn , or
com pos iti on of matter . or any ne w a nd
useful im provemen t t h e re of, or any variety
of pl ant , Wh ich is or may be pate n ta ble
under the P a ten t Laws of the Un ited S tates
of Am er ica or any foreign country.

(2) "Contract" means any cont ract, agr ee ­
men t. gra nt , or other arrangement, or su b­
contract entered in to with or for th e ben efit
of the Government where a purpose of the
con t rac t is the con duct of experimental, de­
velopmen tal , or research work.

(3) " S ta tes and domes ti c municipal gov­
ern men ts" means the States of the Uni t ed
States, t h e District of Colu m bia , P uer to
Ri co . t he Vir gin Isl ands, Am eri can Samoa,
Guam, the Trust Terri tory of the Pacifi c Is­
lands, and an y political subdivision and
ag encies t h ereof.

(4) "Government ag ency" includes an ex ­
ecutive dep a r t men t, in dep enden t commis­
sio n, board. of fi ce . a gency, ad m inistra ti on,
au thor it y, Government corporation, or
ot he r G overnment es ta bli shmen t of t h e ex ­
ecut ive branch of the G overnmen t of the
United S tates of America.

(5 ) "To the point of p racti cal a pplica t ion "
means to manufacture in t he case of a com­
pos it ion or prod uct , to pract ice in the case
of a process, or to op era te in the case of a
mach ine an d un der such con diti on s as to es­
tablis h tha t the invention is being worked
an d t hat its benefits are reasonably a ccessi­
ble to the public.

( b ) A lloca t ion of p rin c ipal righ ts. (l ) As­
signmen t to t tie Gover nmen t. T h e Contrac­
tor a grees to as sig n to the G overnmen t the
enti re r igh t . title. and in te rest th roug h ou t
the world in and to each Subject Inven t ion ,
exc ept to t he extent tha t ri ghts a re retai n ed
by th e Contractor u n der paragraphs (b)( 2)
an d (d) of this clause.

( 2) G r ea ter righ ts d etenni n ations. T h e
Con tractor or the employee- inventor wit h
authoriza t ion of the Contractor may re ta in
greater r ights than t h e nonexclusive license
provided in para grap h (el ) of t hi s cl ause in
accordance with t h e procedure an d cri ter ia
of 41 CFR 1- 9.109-6. A re ques t for determ i-

»rior t o t he award
. Upon s uc h r ef er­
cra t ions an d proce­
'll' contracting offi­
,Ie Paten t Ri gh ts
t.h e prime contr act
-lect in g t h e P atent
.,' included in the

;;;erty Management

· 1975, as amended a t 43
:j

,n:: P ara gra ph (aH 6) of
43 FR 4424, Feb. 2,

~ ive Ju ly 18, 1978. (S ee
· 1978.)

;f i nven tion di sclo­
R ights clauses of
9.107-6 spe cify in

,d (b )(2), respective­
-nm en t m ay dupl.i-
·ven t ion disclo sures
con t ract. However,
t h e information in
.sure by any part y

a pat ent applica­
bar to the filing of
a pplicat ions. The
t the publication of
JY the con t ractor in
! ~ e interes ts of th e

con t ractor in ob ­
ents by adding t h e
bed by § 1- 9.107­
ocut lvely-n um bered
iaragraph (e)(4) of

9.107-5, an d after
th e cla uses of § 1­

he contractor h as
file foreign pa tent

.cncy may desire to
l ion of the informa­
inven t ion disclosure

th e filin g of suc h
.s by t h e contractor.
i i ' se n tence in § 1­
. j be added to para­
1he P aten t Rights
07-5 , and to para­
. te n t Ri ghts clauses

.n al ! n ot us e their
.bcontracts as eco­
ac quire rights for

nve n t ions resulting

\ ny depart ures from
.u r es, and clauses of
l be subject to th e
.009.
· 1975. as amended at 43
:j

d 'E: P ara graph (a H6) of
43 FR 4424. F eb . 2,

~ ive July 18, 1978. (See
· 1978.)
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(4) T h e Con t ra r-:
ernment m ay d u p l i­
Invention disclosu r
and papers fu r nish.
rus hed p ursuan t to

( 0 Forf ei t u re o f r
iect Inventions. . ( J
fo r feit to the G ovr
S ub ject Inventi on ".
to the Contracti ng
after t.h e time h e:

CD Files or caU~ ·
S ta tes or fore ign ai.

(i i) SUbmi ts t h e
paragr ap h (eH 2)(j u
eve r is later.

(2) H owever, t he '
feit ri gh ts in a S i. :
t he ti m e specified
paragra ph ( 0, t h e I

(i ) P repa red a W I' .

a re view of the f!

was neither conce. .
duced to p rac ti ce 1.

t h e contrac t; or
(i i) Con t.en d in « . .

Subjec t Inven ti on .
t h e inv ention an d
can ten t ion to t.hr - (

(i ii) Establi shes I

d id n ot res ult Ir o.
( 3 ) P end in g \I T

paten t apphcattc r.
jec t In vention del ,
in g Officer to be :,
tion to be a Iina .
pu t es Cl ause ). u
de em ed to h old
paten t appltcatr o .
t h ereto in trus t :
forfei tu re p rov istc
s hall be in addiu . .
sede other ri gh ts
Govern men t m ay .
Iect Inven ti ons.

(g) Ex a tn i rui t i. 'I ,
uenlions. ( I) Th!' '
a u t hor ized repres ,
ti on of 3 years :. :
th is co ntract sha t
in e a ny books <ii.
books) , re cords. G'
po r ting da ta of i
Con tracti ng Offie
ncnt to t he d isc"
Su bject In ven t ior
wit.h t he requ irer:

( 2) The Con t.r ac.
ri ght to re view a .:
to ry notebooks ), ,
the Contractor 1'''1
firs t ac t ual r cduc
tions in t he sam :
work under t h.
whether any such
ven ti ons if the (
t o:

tory note oaks ). ,
the Contractor re i
f irst ac tual reduc
t.ions in t.he sam ,
work under t h o
wheth er any such
ven ti ons if the (
to:

+"....,."",
I

'Agenc y may specify form .

'Agenc y may specify form .

cause why the lice nse should not be m od i­
fi ed or r-evoked. The Con t ractor shall h a ve
the ri gh t to ap peal, in accordance with p ro ­
ce dures presc r ibed by t h e agency, any deci­
s ion concernin g th e m od ifi cation or r evoca ­
tion of hi s license.

(e ) I n v en tion , i dentification, d isclosures,
and reports. (1) T h e Con tractor shall es tab­
lish and m aintain active an d effec tive proce­
dures to ensure t h a t Subjec t In ventions a rc
p romptly identified and t imely disclosed.
These procedures sh a ll include the n.a inte­
n ance of laboratory no teb ooks o r equ iva len t
reco rd s a nd a ny other reco rd s t hat a re re a­
sona bly n ecessary to docu m en t t h e conc ep­
tio n and/or the first actual reduction to
practice of Subjec t Invention s , and records
wh ich sh ow that the procedu res fo r id en ti- ,
fyin g and d isclo s in g th e in ven tio ns a re fol- I
lowed. Up on re qu es t, the Con t ractor s h a ll II
furnish t h e Contracti n g Officer a descr ip -
ti on of these p rocedures so t hat he m a y
evalua te and de t ermine thei r effectiveness. tl\

(2) The Contrac tor sh a ll furnish the Con- "" II
tractin g O ff icer: ( . I

(i) A complete tech n ica l dlscl osure for
each Subject Invention wit h in 6 months • I
a fte r co nception or fi rs t act uaJ redu ction to i
practice which ever occ urs f irs t in t h e course I
of or under the contract, bu t in any event , i
prior to an y on sa le, public use , or p ublica- ,..1.; I
ti on of su ch in vention known to t he Co n- i;f "
tract or. The discl osure s hall identify t h e
contract a nd in ventor and shall be su ff i-
cien tl y com plete in t ech n ical d etail a nd at> i
p ropriate ly illus tra ted by sketch o r diagram I'
to con vey to one skille d in the a r t t a which
th e in vention perta ins a clear und ers tan d- I
ing of the n a ture, pu rp ose , opera t ion, and, I,ll

to t h e extent known, the ph ysica l. chemi cal ,
b iolo gic al , or ele ct r ica l ch ara cteristics of the
in vention ;

(i j) In terim repo rts I a t leas t every 12 l' /
m on ths from t he da te of t he co n t ract lis tin g v " . .
S ubj ect In ventions for t h a t period and certi-
fyin g that:

(A) The Contractor's procedures for ide n­
tifying an d discl os ing Su bject In ven ti ons as I
r equired by th is para gr aph ( e ) h ave be en
foll owed th ro ug h ou t the rep orting period;
and

(B) All Subje ct Invent ion s h av e been dis­
closed or that there a re no su ch inv entions;
and

(iii) A fina l r eport.' wit h in 3 mo n t hs a ft er
completion of t he contrac t work, listing a ll
Subject I nventions or ce r t ify in g that the re \.; I
were n o such in ventions. l

( 3) The Contractor sha ll ob ta in patent f
a gr eemen ts to e ffec tuate the p rov is ions of ,I.

this clause from a ll persons in hi s employ
who p orform a n y p ar t o f t h e wor k under
t hi s contrac t except no ntechnical pe rsonnel,
suc h as clerical employees and manual la ­
bor e rs.

Title 4 1- Public Contracts, Property Management§ 1-9.107-5

in any ins trument transferring ri ghts to any
party in th e in ven tio n; and

(5 ) Agrees to prov ide fo r the Govern­
men t's paid-up licen se pursu an t to pa ra­
grap h (cH 1 ) of t h is clause in any ins trumen t
t r an sferrin g ri ghts in a S ubject Invention
and to provid e for the granting of licenses
as required by ( 2 1 of t hi s clause, and f or t he
reportin g of uti lizat .ion information as re o
quired b y paragraph (c)(3 ) of this cl au se
when ever the Instrument transfers principal
or ex clus ive rights in any Subject Invention .

Not h in g con tained in this paragraph (c)
shall be deemed t o gran t to the Government
an y rig hts with resp ect t o any invention
other than a Subject Invention.

(d) Minimum ri gh ts to the Contractor. (1)
T h e Cont ract or reserves a rev ocable, nonex­
clusive , ro yal ty-free license in eac h patent
a pplicat ion fil ed in a ny coun t ry on a Sub­
ject Inven ti on and any resul tin g pa te nt in
which the G overnment ac qu ires t itle. The
license shall ex te nd to the Con tractor's do ­
m es tic subs idiari es and a ffil iates, if any ,
wi thin the cor pora te s tructure of which the
Cont rac tor is a part and shall in clude the
ri gh t to grant sublicenses of t he same scope
t o the extent t he Contractor was leg ally ob­
liga ted to do so at tile t ime the contrac t was
a warded. The licen se shall be t ransferable
on ly with app rova l of the agen cy except
wh en transferred to t he successor of tha t
part of the Contractor's bu siness to which
the invention pe rtains .

(2) T h e Con tractor 's n on exclusive domes­
ti c license retain ed pursuant to paragraph
(d Xl ) of th is clause m ay be r evoked or
mo dif ied by the agency t o t h e ex tent n ec es ­
sa r y to achieve exped iti ous pract ical ap pli­
cation of t hc Subject Invention under 41
CFR 101 -4 .10 3- 3 pursuant to an application
for exclus ive license s ubm it ted in accord­
a nce with 41 CFR 101-4.104-3 . This l icense
shall no t be revok ed in that field of use
and / or t he geographical a reas in wh ich the
Con tractor has bro ug ht t h c in ven ti on to the
poin t of prac tica l applica t ion a nd con tin ues
to m ak e th e benefits of the invention rea­
sonably ac ces sible to the public. The Con­
tractor 's non ex clusi ve license in a n y forei gn
country reserved pursu ant to paragr aph
(d H1) of th is clause m a y be revoked or
m odified at t he discr eti on of the ag en cy to
t h e ex te n t t he Con tractor or his dom estic
subsid ia r ies or affiliates h ave fa ile d to
achieve the p rac t ica l applicat ion of the in­
vention in that forei gn co un t ry .

(3) Before modification or revoca t ion of
th e license, pursuant to paragraph (d) (2) of
t his clause, t he agen cy shall fu rnish the
Contractor a wr itten n oti ce of its in ten ti on
to m odify or revoke t he license, and t h e
Con t ractor shall be allowed 30 days (o r such
longer period as m a y be a u th orized by the
agen cy for good ca use shown in writing by
t he Co ntractor) af ter the notice to sh ow

(3 ) Befare mOQl't'1l~c:;;a:r:L~1O)j171~uiY,i· ~~~~;;'=;~::::::!!~::'!:~~~~~
t he license, pursuant to para graph (d)( 2) of agreeme n ts to e ffec t uate t he p ro vis ions of'
t h is cla use, the agenc y shall furnish the th is clause fr om all persons in h is employ
Co n t rac to r a wr itten n otice of its intention who perform any part o f t h e wor k under
to m odify or re vok e t he license , and the this co nt rac t excep t nontechnical pe rso nnel,
Con trac tor s hall be a llow ed 30 days (o r such such as clerical em ploy ees and manual lao
longer period as m ay be a uthorized by t h e bor ers.
agency for goo d ca use shown in wr it ing by
the Contracto r) after the notice to show
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,i. 'ot- "tne pu rpose of
this pa r ag raph t he te rm "Contractor"
m eans t he par t y awa i d ing a s ub con t ra ct
and the t.errn "S ubc on t ra cto r" means the
party being aw arded a subcontract . r ega rd­
less of ti er.

(2 ) Unless otherwise a u t h o r ized or d irect­
ed by t he G overnmen t Con t.racting Office r,
the Contractor shall in cl ude t h is Pate n t

( i) Establish t he procedures of pa r agraph
(e)(1) of th is cla use : or

(i j) M a in ta in a n d Jo ll ow suc h procedures;
or

(ii i) Correct or elim in a te a ny m a teri al de­
ficiency in the procedures wit h in thir ty (30)
days afte r t h e Co ntrac t ing O fficer no tifies
t he Cont.r act or of su ch a def icien cy.

( h) Withh ol d i.n g of p a ym ent (Not applica­
bl e to Sub con t racts ). (1) Any t im e bef ore
f ina l pa ym ent o f t h e amount of this con­
t ract, th e Contrac ting Officer m a y. if h e
deems suc h ac t ion warranted. wi t h h old pa y­
m ent until a re serve n ot exceed ing $50.000
o r 5 pe rcen t of th e amou nt o f this con t rac t ,
whichever is less. s hall have been set as ide if
in his opini on t he Co n t r actor fails to:

(iJ Establ is h. m ain tain, a nd follo w effec­
ti ve procedures for identifyin g a n d d isclos­
in g Subject Inventions pursuant to para­
graph (e)(1 ) of t h is clause; or

t ii ) Di sclose any Subject Inven ti on pursu­
ant to pa ra graph (e)(2)( i) of t hi s clause; or

(iii) Deli ver acceptable in t erim reports
pursuant to paragraph (e)( 2)( iil of this
cla use ; or

( i v ) Provid e the informati on r eg arding
subcon tracts pursuant to paragraph (j)(5 ) of
t h is clause.

The r eserve or bala nce shatl be withheld
un til the Contracting O ffice r h as de ter­
mined t hat t he Contractor h as rectified
whatever deficiencies ex ist a nd h as deliv­
e re d a ll repor ts, d isc los ures, and other infor­
m ation r equired by this cla use.

(2) Fina l payment under th is contract
shall no t be made before t he Co nt rac to r de­
li ve rs to t h e Contracting Officer a ll di sclo­
sures o f Subject In ventions requi r ed by
paragr aph (e)( 2)(i) of t hi s clause. a n d a n ac­
ceptablc fin al re por t pursuant to (e)(2)(iii)
of t h is clause.

(3) The Con t racting O f Iicer m a y. in hi s
discr eti on , de cr eas e or in creas e t h e sums
withheld up to the m a ximum a uth or ized
a bove. If the Contractor is a nonprof it orga­
nizat.ion t he m a xim um amount. t h a t may be
with held un der th is paragraph s h a ll no t
ex ceed $50 .000 or 1 percent of t he a mo unt
of this contract whicheve r is less . No
amou nt sh a ll be wit h held under this para ­
graph while t he amo un t speci fie d by t his
paragra ph is bei n g withhel d unde r other
prov isions of t.he contract. The wi t h hol ding
of a ny am ou n t or subseq ue n t pa ymen t
t hereof s hall no t be construed as a wa ive r of
a n y r igh ts accru ing to t he Government
under this contract.

(i) Subcontracts, (1) For the purpose of
t h is para graph the term " Con t rac tor"
m eans the party aw ai d in g a s u bcon t ract
and the t.er rn "S ubcon t ract or" m eans th e
party be ing a wa rded a su bcontract. reg ard ­
less o f ti er.

(2 ) Unless ot h e rwise a uth orize d or dir ect­
ed by the Government Con tracti ng Officer,
the Contractor shall include t h is P a ten t

WI Y lIu ceoOOKS), r ecords a nd documents of
t he Co n tract or r e la tin g to t h e co nce ptio n or
fir s t actu al reducti on to practi ce o f in ven­
tio ns in t h e sa m e fi eld of t echnology as t h e
work under th is co ntract to determine
whether any such inv entions arc Subject In­
ventions if the Contractor re fu ses or fails
to:

(4 ) The Cont ractor agrees tha t the Gov­
ernment m a y d uplicate and d isc lose Subject
Inventi on di sclosures and a ll oth er repor t s
and p ape rs furnished or requir ed to be Iur­
ni shed p ursuant to this cla us e .

( f) F orf ei t u re of rights i n unrep orted Sub­
j ecl I n ven tions. (1 ) The Contr actor shall
forfei t t o the Government a ll ri gh ts in any
Subject In ve n ti on wh ic h h e fails to di sclose
to t h e Con tracti n g Officer with in 6 m on ths
a fte r t he time h e:

m Files or c aUGes to be filed a United
States or foreign a pplic a ti on thereon: or

(ii) Submi ts t h e fin al report required by
paragra ph (e) (:!)(ii i) of this clause , wh ich-
eve r is late r. ,

(2) Ho we ver. t he Cont r actor shall no t fo r ­
fei t r igh ts in a Subjec t Invention if, within
t he t ime sp ec ified in ( U m or (1)(ii) of t hi s
para gr aph (fl , the Contractor:

(]) P r ep ared a written decision basedupon
a r evie w of t h e record t hat t he in vention
was nei ther co nce ived nor firs t actually re­
duced to pr actice in the course of or u nder
the co n tract; or

( ii ) Cont endin g that t he in vent ion is not a
S ubject Inventi on , h e neverthel ess d isclo ses
the invent. ion and a ll Iacts pe rtinent to h is
contention to t h e Contracting Officer: or

(ii i) Establishes t h a t the failure to d isc lose
did not r esult fr om his fa ul t or n egli gence,

(3) P ending wr itten as signment of the
patent applications and patents o n a S ub ­
ject I n ven tion determined by the Co n tract­
ing O fficer to be forfeit ed (s uc h determ in a­
tion to be a fin al decis ion under the Di s­
putes Clause ). the Contractor shall be
deemed to h old the in ven ti on and t h e
pa ten t a ppl ica tions and patents pe rtain ing
thereto in trus t fo r t he Government . The
forfe it u re p rovis ion of t hi s para gr aph ( f)
sh a ll be in add ition to a nd sha ll n o t su pe r ­
sede o t her ri ghts and remedies whic h the
G overnmen t may have with re spect t o Sub­
ject I nventi ons .

(g) Examinat i on of records relating to in­
vent ions, (1 ) T h e Co ntracting Officer or hi s
au thorized represen tati ve un til the expira­
ti on of 3 ye a rs after fin al p nymerit und er
this contract sha ll h ave t h e ri gh t to exa m­
in e a n y bo oks ( in cluding la boratory note­
book s ). r ecords. docu me n ts . and other su p­
po rting da ta of the Contractor wh ich t h e
Con tract in g O fficer r easonabl y deems perti­
nen t to the d isc overy or identificati on of
Su bject Inventions to de te r m in e com plia nc e
with the req u irements of this claus e.

(2 ) The Con tracting Officer sh a ll h ave the
r ight t o review a ll books <including la bora­
tor y not ebo oks ), r ecor ds a nd documen ts of
the Con tractor r el a ting to t he conce ption or
fir st actual r educt io n t o practice o f inven ­
ti ons in the same fi eld of t ec h n olog y as t h e
work under t h is contract to determine
wh e ther any suc h in ventions arc Subject In­
ventions if the Contrac tor re fu ses or fails
to:

. ;11 3 months a ft er
.' t wo rk, lis ting a ll
' l if yin g that there

" ,ced u res for id en­
.rc t Invent ions as

ph (e ) have been
re por t in g period;

m.

: leas t every 12
H' contract listing

t, t period and cert i-

11 di sclosure for
.', it h in 6 months

,d ua l r edu cti on t o
firs t in the course
ou t in any event

,(' use. or publica­
n own to the Con­
·h a ll ident if y t h e

J sh a ll be s u f'f'i-
·-ca l detail a n d a p­
ske tc h or di a gr am

t)1" art to which
'lea r unders tand­

.('. ope ration . a nd,
;)h ysica l, chemi cal.
•ract er is ti cs of t h e

:,11 ob tain paten t
t h e provisions of

'os in h is employ
t.h e wor k u n der

cnntcal personnel,
-s a n d manual la-

m.

.ns in h is em p lo y
t.h e wor k under

,'lm ica l personn e l,
·s a nd manual la-

>l1S have been di s­
:0 such in ventions;
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',ll i on, discl osu rr.s,
, rac to r shall estab­
" d e f'Icctive proce­
" 'ct Inven ti ons a re
" t imely di sclosed.
' )clude the m a in te-

.oks or equi va len t
cords that a r e r ea­
ument the conce p-

ual reduction to
.: ions, and r ecords

..-dures for iden t.i­
.n ve n t.ion s are fol-

Co n t rac tor shall
O ffi ce r a descr ip­

so t hat h e m a y
· , 1' effectivenes s.
· fu rnish the Con-

.o u ld not be m odi­
, ractor shall have
-u rd a .nce wit h pro-
ag ency , an y d e ci­

i fica t ion or revoca-
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(4) A conveyanc e req i.
paragraph (bH2) or (3 , u

be made by deli vering I
O fficer duly execu ted
pared by t he Governm er
papers as a re deem ed n .
1: ], 1' Governmen t the ern.
in terest to en a ble the ei ,
for and prosecu t e pat ent
in g th e in ven ti on in U
cou ntry, respectively , or
it s own ersh ip of th e in vr-

(i) Filing of domest i c ; ,
(1) With respect to e .

tion in wh ich the Con t rr,
domes t ic ri gh ts pursu.u .:
of th is clause, the Con i '
d om es tic patent appl tr ..
m on t h s after s ubmlss ior
disclosure pu rsuan t to pr.
this clause or such Ion u­
a pp roved by the COIll
g-oo d ca use shown in wr it
tor. Wi th respect to the
t ractor shall prom ptl y "
ing O f i icer of any de c is i .
plication .

(2) For eac h Subject f f
patent a ppl ica t ion is f i!,
the Cont ractor, t he COli;

(j) Within 2 m ont hs
with in 2 m on ths a ft er 0'

ven t ion disclosure if t h,
previou sl y h as been f!
Con t ractin g O ffic er a (
t ion as fil ed includ in g
serial number;

(ii) Incl ude t h e follow.
secon d paragr aph of tI l<
a pplica tio n an d a ny pa t .
je ct I n ven ti on, "Th e G o '
in th is in ven tion p Ul'SU ,

- -- (or G ra nt No.
(identify t he a gency ).":

(iii) W ithin 6 mont h
pl ical ion or within 6 I :

t i ri g the in vention disc;
tion has been f ilvd pre':
Contracting O ff icer a u
proved instrumen t o n
t h e G overn men t full y
r ights t o wh ich the G o
a nd provid e the ag"
po wer to in sp ec t a nd
patent application Iil od

(Iv ) P rovi de t he Co n i
a copy of the patent w.:
paten t is issu ed on the "

( v) Not less than 30 ,
ra ti on of the response .
required by t he Pat ,
Office, n o tify the agen .:
to con ti n ue prosecu t.i..
and deliver to the a g-,
m ents gran t in g the G o'
attorney .

r a t.tori 0 1 t ne respo nse .
re q uired by the Pat,
Offi ce , no ti fy t h e agen.:
to con ti n ue p rosecu t.i..
a nd deli ver to the ag-,
meri ts gran t in g the G o'
attorney.

Subcontractor h ereunder rela ting to t h e o b­
liga ti ons of the S ubcontractor to the ' G ov­
e rn m ent in rega r d to S ub iect Inven t ions.

(b) Paten t Rights, cl ause- Re ten t ion
by the Con t ractor. (W h en the age ncy
h as determined' that a contract fall s
with in § 1-9 .107 -4(a )(3), t he P a tent
Rights clause in § 1- 9.107 - 5(a ) shall be
in clu de d in the contract, except t h a t
the name of the claus e shall be
ch anged t o "Paten t Rights-Retention
by t he Contractor" , paragraph (b) of
that clause shall be r eplaced by the
followin g paragraph (b). a n d the fol ­
lo wing paragraphs (j) a n d (k ) sh all be
added:

(b) Alloca t i on of p rincipal righ ts. (1) T h e
Contractor m ay retain t he enti re righ t , ti tl e,
an d in t eres t th ro ughout t he worl d or in an y
country t h ereof in and to each S ubject In­
ve ntion disclosed p urs uan t to pa ragra ph
(eH2Hi) of this clause , subj ect to t h e ri gh ts
obtained by the G over n men t in pa ragraph
(c) of this clause. The' Contrac tor s h a ll in-

clude ~tt te.l~.~ha:t~J ect Inven t ion . d iSCIO·

Y
I

sure an e ec 0 wh ether he will re ta in I
t he enti re rilffim e, ana Ill teres t in the in­
ve~ut the worl d 0"F1mY coun -
tr y thereof. I

(2) S ubject to the license specified in p'ara­
gra ph (d) of th is clause. t h e Con t ractor
agr ees to convey to t h e Govern ment, upon I
reques t , the enti re dom estic r ight, titl e, and
interes t in any Subject Inve ntion when t h e
Co n t ractor: i

(j) Does not elect under pa ragra ph (b )(1) .
of th is cla use to re tain suc h r ights; or

li i) F ai ls to have a Unit ed S tates p a tent
application fil ed on t h e inven tion in ac cord ­
a nc e wi th pa ragraph <j) of this clause. or de­
cides not to co n ti nue prosecu tion of suc h
application; or

( ii i) At any time, no longer desires to
r et ai n ti tl e .

(3) Subject t o t he licen se specif ied in para­
graph (d) of t h is clause. the Cont ractor
agrees to convey to t he G overnm ent upon
requ es t the on t.ir e right, t itl e. and in terest
in any Subject I nven ti on in a ny forei gn
country if the Con tra ctor :

(i ) D oes not elect u nder paragraph (b H1)

of t hi s clause to retain suc h ri ghts in t h e
cou ntry; o r

(ii) F ai ls to have a pa ten t a pp lica ti on fil ed
in t he coun t r y on the inven ti on in accord­
an ce with para graph (k) of this cla use, or
decides n ot to continue prosecu ti on or to
pay an y m a intenance fees covering t he in ­
ve ntion. T o avoid fo rfe it u re of t h e paten t
a pplica ti on or pa tent , t h e Con tractor shall
no ti fy th e Co n tracting O f Iic r- r not less than
60 days before t h e ex pirati on period fo r a ny
action required by t he foreign pa t en t office.

ance wit h pa ra gr aph (k ) of a ilS I' a u ," or
decides n ot to co nti n ue pro secu tion or to
pay any m aintenanc e fees covering t he in­
vention. T o av oid for fe it u re of the patent
a pplication or patent, t h e Contracto r sh a ll
n otify th e Con t ractin g Off ice r not less t han
60 days before the expi ra ti on period fo r a ny
action required by th e foreign patent office.
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Rights clause modified to identify the par­
t ies in any subcontract h ereunder if a pu r­
pose of the subco ntract is t h e conduct of ex­
perimen t a l, devel op m ental, or resea rch
wor k. In t h e event of ref usal by a S uucon­
t r actor t o accept t h is clause , or if in the
opin ion of t h e Contractor this cla use is in ­
consistent wit h the policy se t forth in 4 1
CFR 1-9.107- 3, t he Cont ract o r:

(i) S h all p r om p t.Iy subm it a wr itten no t ice
to the G overnm en t Con t racting O ffi cer se t ­
ting forth r easons for the Subco ntract or's
re fusal an d other pe rtincn t informati on
whi ch may exp edite disp osi tion of t h e
matter; and

(ij) Shall no t proceed wit h t h e s ubcontract
with out t he wr it t en auth orization of t h e
Government Contracting Officer.

(3) T h e Con tractor shall not, in a n y su b­
contrac t or by us in g a subcont ract as consid­
eration t heref or, acquire a ny righ ts in hi s
Subcon t ractor's S ubject Invention for his
own use (as dis t in gui shed from such ri gh ts
as may be requ ire d so le ly to fulf ill hi s con­
tract obli ga t ions t o th e G ove rnmen t in the
per form ance of th is con t ract>.

( 4) All in ven ti on disclosu res , reports , in ­
st ru m ents . and ot h er in for mation requi red
to be furnished by t he S u bcon t rac tor to t h e
Government Con t racti n g Officer under t he
provis ion s of a P atent R ights clause in an y
subcont ract hereunder may, in the discre­
t ion of the G overnm en t Con t ract ing Offi­
cer , be furn ish ed t o the Contractor for
transmi ss ion to the Government Cont ract­
in g O fficer.

( 5 ) The Contractor shall prom p tly no ti fy
the Govern m en t Con tractin g Officer in
wr iti n g upon t he award of an y subcont ract
con taining a P a ten t R ights cla use by id en ti­
fyin g t he Su bco n tractor , t he work to be p er­
for m ed u nder t he subcontract, an d t h e
dates of award and es ti ma ted comp letion .
Upon reques t of the Governm en t Co n tract­
in g O ffi cer, the Co ntracto r shall furn ish a
copy of t h e subcont ract. If t h er e are n o su b­
con t racts contain ing Pate nt Ri gh ts Clauses,
a negati ve re po r t shall bp include d in t he
fin al re port su bm itted ' pursu ant to para­
grap h (e H2)(ii j) of t h is clau se.

(6) T h e Co n tractor shall iden tify all S ub ­
ject Inven tions of t h e S Ubcontrac to r of
wh ich h e ac quires kno wle dge in the pe r ­
form ance of t h is co ntract a nd shall notify
th e G overnmen t Con tractin g O ff icer
prom ptly upon the id en tification of the in­
ventions.

( 7) I t is unders tood that t he G ove rnment
is a third party ben efici ary of any su bco n ­
tract clause gra nting r ights to t he G overn­
men t in Su bj ect Inventions, and the Con­
tractor hereb y assig ns to the G overnmen t
a ll r igh ts t hat he would have to enforce t he
Subco ntractor' s ob liga ti on s for the b en ef it
of th e Government wit h r esp ect to S ubject
In ven t ions. The Co ntractor shall not be ob­
ligated t o en fo rce the agreements of any

IS a LU U U }JcU "'.1

tract clause gran t ing ri gh ts to the G overn­
ment in Sub ject Inventions. a nd t he Con­
t racto r h ereb y as s ign s t o t h e Governmen t
all righ ts t hat he wou ld have to enfor ce t h e
Subcon tractor 's ob liga ti ons for the ben efit
of t h e G overnm en t with r espe ct t o Subjec t
In ven tions. T h e Con t ractor shall no t be ob­
ligated to en fo rce t he a greements of any
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t rac to r un der para graphs
t his clause.

( 2 ) Grr tiler righ ts d etermina t ions. T h e
Con tracto r, or t he em ployee-in ventor with
aut h or ization of the Con tract o r, may reta in
gr eater r igh ts than the n on exc lu si ve licen se
provided in paragraph (d ) of this cl ause in

(3) F or eac h Subject Inven ti on in wh ich
t he Cont ract or in itia lly elec ts no; to ret ain
p r incipal dom estic ri ghts, t he Contractor
sh all in form the Cont ractin g Officer
promptly in wri tin g of the da te and identi ty
of any all sale, p ub lic use , or pu bli ca tion of
the In venti on which ma y cons t itu te a statu­
to ry bar un der 35 U.S.C. 102. which was au­
t h or ized by or k nown to the Con tractor, or
any contempla ted action of th is nature. F

( k ) F i l i ng oj Io rcicn. p a tent ap plica tions.
(1 ) Wi th respect to each Sub jec t In ven ­

ti on in which th e Contractor elects to reta in
principal righ ts in a fo reign co unt ry pursu ­
ant to paragra ph (b)( 1) of th is cla use. t h e
Con tractor shall h ave a pa ten t app lica ti on
fil ed on t h e in ven ti on in that coun try. in ac­
corda nce with a pplicable s ta tutes and re gu­
la ti ons, and with in on e of th e followin g pe­
ri ods:

( i) E igh t months fro m the dat e of a corre­
sp ond in g United S tates app lica tion fil ed by
or on be half of t he Contractor; or if s uc h an
application is n o t f ile d. 6 mon ths f rom t h e
date the in vention is su bm itted in a disclo­
su re p ursuan t t o paragraph (e )(2 )(i) of this
clause;

(Ii) S ix m on ths from t he da te a licen se is
granted by t he Com m ission er of P a ten ts
a nd T rademarks to fil e foreign applica tions
wh ere suc h fil ing h as been prohibited by se­
cu r ity reas ons; o r

(iii) Such lon ger per iod as may be ap­
proved by the Cont rac t ing O ffi cer .

(2) The Con t ractor sh all noti fy the Con­
tracti ng Officer promptly of each fore ign
application fil ed and u pon wr itten request
shall furn ish an En glish versi on of t he for­
eign applica t ion without addi tional compen­
sation.

( c ) Patent Rights cl ause- Def erred.
When the ag ency h as determin ed th at
a contract falls within S 1-9,107­
4(a )(4 ), the P atent Rights clause in
§ 1-9 .107-5(a ) shall be included in t h e
contract, except th at t he n ame of t h e
clause shall be changed to "Patent
Rights-Deferred" and p ara graph (b )
of t hat claus e shall be r eplaced with
the foll owing paragr aph (b):

( b ) A lloc a t i on of p rinci pal ri gh ts. (1 ) As­
si gnmen t to t he GOl' c r n m cn t. Afte r a Su b­
jec t In ven ti on is iden ti fied. the Con tractor
agre es to as sig n to t h e G overnmen t the
entire ri ght. t itl e, and in t er es t t h ere in
th ro ughout t h e world except to t he exte n t
t h a t grea te r ri ghts are reta in ed by th e Co n ­
t ract or un der para gr aphs (b H2) and (d ) of
t h is clause.

( 2 ) G r r a.ler righ ts d etermi nat i ons. The
Con tractor, or t he em ployee- inventor with
authorization of the Con tract or, may reta in
gr eater r ights t han the n on excl usive licen se
provided in paragraph (d) of this clause in

ra ti on of the resp onse per iod for any action
required by t h e P at ent and Trademark
Office . notify the ag ency of any decision n ot
to con t in ue prosecution of t he application
and deliver to the a gency executed instru­
men ts gran ti n g the G overnment a po wer of
attorney.

(4) A conveya nc e req uested p ur suant to
paragr aph (b )(2) or (3) of this clause sh a ll
be m ade by deli veri ng to the Contractin g
Off icer du ly ex ecute d in s t ruments (pre ­
pared by th e G ove rnment ) a nd such oth er
pap ers as are deemed n ecessary to ves t in
the G overn men t the entire r ight , ti tl e, and
in teres t to enable the G overnmen t to appl y
for and prosecu te pa tent ap plica t ions cover­
in g the in ven ti on in this or the foreign
country. respect.ively. or otherwise establis h
its ownership of t h e in ven ti on,

f';-... (j) F iling of do mestic pa tent app lica t ions.

1

(1) _With resp ect to each Subject Invert­
t ion in~otltTactor ele cts to re ta in
domestic ri ghts pursu ant to 'paragraph (b )
of this clause, th e Con t ractor shall h ave a

, dome stic patent ap plic a tion filed wit hin 6
mo n ths after subm iss ion of the inven t ion
disclo sure p ursuant to paragraph (e)( 2)( i) of
this clause or su ch longer period as may be
ap~ by t he Contracting Officer for
good cau5eSfiownmwriting by the Con trac­
tor. W ith respect to the in ven ti on , t he Con­
t rac tor sh a ll promptl y n oti fy t h e Cont ract ­
in g O ffi cer of any decision not to file an ap-

t; pli cation .
• (2) F or each S ub ject In ven ti on on which a

pa ten t a pplication is filed by or on beh alf of
the Contractor, t he Contractor sh all:

(i) Within 2 m on t hs a ft e r t h e fili n g or
with in 2 mo nth s a fte r subm iss ion of t h e in ­
ven ti on disclosure if the patent application
previou sl y h as been fil ed, deli ver to t h e
Contracting Officer a copy of the applica­
tion as fil ed including the filing date and
se r ial n um ber:

(ii) In clude th e foll owin g stateme n t in t he
second pa ragraph of t h e specif ica t ion of the
ap plic a tion an d a ny p aten ts issued on a S ub­
ject I n ven tion , "T'h c G over n ment h as rights
in this inv en ti on p ursu ant to Con tract No.
--- (o r Grant No. ---) awa rded by
(id entify the ag en cy).";

(iii) Within 6 months a fte r filing the ap­
pli ca ti on or withi n 6 months after subm it ­
ting t h e in venti on disclosure if t h e applica­
tion h as be en fi led previo usly, delive r to the
Contract in g Officer a dul y execu ted and ap­
proved instr ument on a form spe cif ied by
t h e G overnmen t fu lly confirmatory of a ll
rights to which th e G overnment is en ti tled.
and provide t h e a gen cy an ir revocable
power to insp ec t a nd make cop ies of the
pat ent app lica t ion fil ed ;

u v) Provide t he Con tracting O ffi cer wit h
a cop y of the patent withi n 2 m on ths aft er a
pa tent is iss ue d on t h e a pp licati on ; and

(v) Not less t han 30 days before the ex pi­
ra ti on of the response period for a n y action
required by the P at en t and Trademark
Office . notify t h e ag ency of any decision not
to con t in ue pro secution of the a pplication
an d deli ver to the a genc y execu ted in s t ru­
men ts gr antin g t h e Government a po wer of
attorney.

lon ger desires t o

(' specifi ed in para­
t h e Con trac tor

l ..-ove rn me nt upon
I it le , a nd in teres t

." in any foreign

" pa ragra ph (b)( 1)

'uch r ights in t he

oi t rus Cla use.
prosecu ti on or to
s co veri ng t h e in­
'I re of th e patent

Contractor sh a ll
. r tcer no t less than
I ion period for any
·"ign patent office.

t applicatio n fil ed
vcn t ion in ac co rd ­
of t h is cla use. or
prosecut ion or to
s cover in g the in ­
'I re of the patent

Con tractor sh a ll
· ucer not less than
I ion period for any
·" ign paten t office.

!Jaragraph (b )(1)

' i l righ ts ; o r
' I ed S ta t es patent
·\ vn t ton in acco rd ­
, this clause, or de ­
'csccu t ion of such

'.' spe cif ied in pa ra­
" . th e Con t rac t or
.ovcrnm ent , upon

: rc righ t , t itl e , and
.ven tion when t h e

. ula ting to the ob­
':lctor to t he G ov­
iect Inventions.

pa l rights. (1) The
· »nti re ri ght, t itl e ,
:: P wor ld or in any

' J eac h S ub jec t In­
.u t to paragraph
'.i('ct to t he ri ghts

.icnt in pa ra grap h
on t rac tor sh a ll in-

In vention disclo ­
[h er h e will retain

i in te rest in th e in ­
vortd or a ny coun-
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vet, except th at
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b), and t he fol­
an d (k) shall be
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( 4) In addition to th e p.
gra ph (dl<J) of t his claus,
reserves an irrevocable, no '
ty -free license in eac h I):,
filed in any country a r,

patent on eac h Subject In '
ti vely re duce d to practi ce l.
prior to t he effective da u ­
The licen se sha ll extend to
domesti c subsid iaries and
Wi thin the corporate st ruct
Con tractor is a part an d ,
r igh t to grant sublicenses o
to the exten t the Contract
ligated to do so a t the tit re,
awarded. T'h r- license s h .i
onl y wit h approval by t.h r- :
th e successor of t hat par
tor's business to wh ich t1.
tains.

(h) Irrevocable l icen -:
ven t io ns previously C O J

duced to p ract i ce. Whe
cides tha t the con trac t
an irrevocable. nonexcl .
ty-free li cense fo r P I'
co u ntry o f each inven t.
ly r edu ced to pra c t ice U :

w hich was conceived a n .
Iy re duced to p ractice I.
tor prior to the effec t.
ecu tion of the contrac t .
para graph (d )( 4 ) s ha ll
p a r a gra ph (d) o f t he 1
clauses in § 1-9.1 07 -5:

(d ) The Con t ractor res r
ble. nonexclusive. roya l!
ea ch pat ent application fi j,
on a Sub ject Invention ~

pa ten t in which the G o"
title. The lice nse shall 1' ,.
tractor 's domesti c subs idia .
if a ny. wit hin th e corpo:
which the Co nt ra ctor is it

elude the righ t to grant >­
same scope to th e exten t
was legally obligated to II

the contract was awarded . .
be trans fe rable on ly wit h
agency. exc ep t wh en trans
cessor of that part of the .
ness to wh ich the in ven t ior

Con tractor is a part and ,
ri gh t, to gr an t sublicenses o
to th e exten t t he Con tract
liga ted to do so a t the tin"
awarded. T'h e licen se sh.
on ly with approval by t he
t he successor of t hat par
tor's business to wh ich t1.
tains.

Chapter I-Federal Pre

(g) Minimum rights
(i rrevocable ). W h en u.
m ines that the contrac
3.E irrevocab le. nonex c
f r e e license in the inn .
fro m t h e contract. pa
the P a t ent Righ t s claw
5 s h a ll b e replaced wi t;
paragraph (d):

This license shall inclu de the rig ht of the
G overnmen t to su blicense for eign govern­
ments pur suant to any trea ty or ag ree ment
with such fore ign governments.

( 2) When the agency hea d w is hes to
r eserve t h e right to m ake the determi­
n a tion to sublicense foreign govern­
m ents pursuan t to a n y t reaty o r a gr ee­
m e n t u ntil a fte r t he invention h as
b e en id entified . a sen tence s h a ll b e
a d ded to the end of p ara graph (c)( 1)
of t he P aten t Rights clauses in § 1­
9.107-5 as follows:

(e ) R i ght to sublicense f oreign gov­
ernments. (U W hen t he a gency h ead
or his duly authorized d esi gne e de t er­
m ines a t the time o f con t r actin g that
it would be in t h e n a tional in teres t t o
acq u ire t he r ig h t to s u bli cense foreign
gover n ments pursuant t o any trea t y or
agreement, a sentence s h a ll be added
to t he e n d of paragrap h (c)(1) o f the
P atent Rights clauses in § 1-9,107-5 as
follows:

This licen se shall incl ude t ne right of the
Government to su blicense fo reign govern­
m ents pursuant to any treaty or ag reement
if the agency h ead dete rmines after the in­
vention has been ide n tified t hat it would be
in t h e nat ional in t erest to acquire th is ri gh t,

(f ) M i n imum rights to Con t ractor
(upon request) . When t he agency d e­
termines t hat the contractor m a y re­
serve a r evocabl e . n one x clusi ve . r oyal­
ty-f ree li cens e in inventions m ade in
the cours e of o r unde r the con t ract.
only upon a r eq uest by the co n t r acto r
for the retention of such a licens e,
p ara graph (d)( 1) of the claus es in § 1­
9. 107- 5 shall b e r epla ced w it h the f o l­
lowing p aragraph (d x L):

<d) Minimum righ ts to the Co n t ractor. (l )

T h e Con tractor may reserve up on request a
revocable. nonexclusive, royalty-fr ee license
in eac h patent application fil ed ill a ny cou n­
tryon a S ubj ect Inven t ion and a ny res ult­
ing patent in whi ch th e Government ac­
Quires t itl e. The license sh a ll ex tend to t he
Contractor 's domest ic subsid ta r ics a nd af fil i­
ates , if any, wit hin the co rpo rate st r uct ur e
of wh ich t he Con t ractor is a part and shall
include the right to grant sublicenses of t he
same scope to the exten t the Con tractor
was legall y obliga ted to do so at the t ime
the contrac t was awarded. The lice nse shall
be assignable onl y with approval of the
agency ex cept to the success or of that part
of the Con t ractor 's bu siness to wh ich the in ­
vention pertains.
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oen arr or t.ne vovernm en t 01 t.ne ullI t ed ' . include t he righ t 0 gran su licenses of t he
Stat es (inc luding a ny Go vernment agen cy). same scope to the exten t the Con tractor
States and do mesti c mun icipal gove rnments. was lega lly obligated t o do so at t he t ime
un less the agency head determ ines after t he the contract was awa rded . The license s h all
invention has been iden tified t h a t it wou ld be assi gnable onl y with approval of t h e
not be in the public interest to acqui re t h e agenc y except t o t h e successo r of that pa rt
license fo r St ates and domestic municipal of t he Contract or's bu siness to wh ich t he in-
governme nts. vention pertains.

accordance with the procedure and criter ia
of 41 CFR 1- 9.109-6. A requ est for a deter­
mination of wh ether the Contractor or the
employee-inventor is entitled to re ta in such
great er r igh ts mu st be submitted to the
Contracting Officer at the time of fi rs t dis­
closure of the invention pursuant to para­
gr ap h (e)(2)(i) of t h is claus e. or not la t er
than 3 month s th ereafte r or such longer
peri od as may be authori zed by the Con­
t racting Of ficer for good cause sh own in
writ ing by the Contract or. The infnrnratiun
to be submitted for a grea ter righ ts de termi­
na tio n is specified in 41 CFR 1-9.109-6 .
Each determination of greater r igh ts under
this contract nor mall y sh a ll be su bject t o
paragraph (c) of t h is clause and to the res­
ervations and condit ions deem ed to be a p­
propria te by the age ncy.

(d) License rights of States and mu­
n i cipal gove rnmen ts. ( 1) When t h e
agency h e a d o r his d ul y a uthorized
d esi gnee d e t ermines a t the t ime of
contracting that it wou ld not b e in the
public int eres t t o acq u ire a p aid-up li­
cen s e in inventions m ade in the course
of or under the contract for S tates a n d
domes t ic municipal gover n ments.
parag r aph (c)(1) of t he P atent R ight s
cl auses in § 1-9.107-5 shall b e repla ced
with t he following p aragraph (c )(1):

( I) Hereby grants to the Governm en t a
nonexclusive. nontransfer able, paid-up li­
cense to make , use, an d sell ea ch Subject In­
ven t ion t h ro ughout the world by or on
beh alf of t h e G overnmen t of the Uni ted
S ta tes (including any Go vernment agen cy).

(2) W h e n t he agency h ead or h is
duly authorized desi gne e d ecides t o r e­
serve the right to m ake the d etermina­
tion that it would no t be in t he public
interest t o a cquire a p aid-up li cense in
a Subject I n ve n t ion fo r Sta t es and d o­
m es tic mun ic ipal gover n ments un til
after the invention h as b e e n iden t i­
fi ed. p aragraph (c )( 1) of t he Patent
Rights clauses in § 1-9.107-5 shall be
r eplaced with the following paragraph
(c)( l):

(1 ) Hereby gr ants to the G overn men t a
no nexclusive. nontra nsf erable. paid-UP li­
cense to make. use. and sell each SUbject In­
ven t ion t hrough out the world by or on
behalf of the Go vernment of the Uni ted
States (includ ing any Govern ment age nc y).
States and domestic municipal govern ments.
un less th e agency h ead determ in es after t h e
invention has been identified t hat it wou ld
not be in t he pu blic interest to acquire t he
license for Sta tes and domestic municipal
governme n ts.



§ 1- 9.107- 6

PAT ENT RIGHTS-ACQ UISITION BY THE
G O VE RN M ENT ( S HO RT F O RM )

PATENT RIGHTS-ACQUI SITIO N BY THE
GOVE RN M ENT (SHO RT FO RM )

(a) Def i n i t i ons. "S ubjec t In vent.ion"
me ans any in ven lion or discovery of the
Con tractor conceived or fir st actually re­
duced to practi ce in the course of or under

(j) Publication of inventi on di sclo ­
sures. (1) When the age n cy de t ermin es
t h at it is in t he b est interest of t he
p arties t o w it h h o ld the r eleas e o r p u b ­
li ca tion of information in an inventi on
di sclosure so t h a t the co n t ractor ma y
fil e fo r eign patent applications on t he
invention, the following sent ence s h a ll
be a d ded t o paragraph (e )(4 ) of t h e
P aten t R ig h t s clauses in § 1-9.107-5
a nd t o par a gr a p h (b )(2 ) of the Patent
R1ghts clauses in § 1-9.107-6:

If the Cont ra ctor is to fil e a fo reign
pat en t application on a Subj ect In ven tion ,
the Gov ernmen t agrees, upon wr it ten re­
quest of t he Contractor, t o use its best ef­
forts to wit h ho Jrl publication of suc h in ven­
ti on d isclosures un til a paten t a pplica tion is
filed t he reon. bu t in no even t shall t he Gov­
ern ment or it s em ployees be liable for any
publication thereof.

(a) Def i n i tions. "S ubject Inven tion"
means any in vcnlion or discovery of th e
Con tractor con ceived or fi rst actu al ly rc­
du ced to practice in the course of or under
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llgaLea [·0 do so at the t ime the con t ract was
award ed . T he licen se sh all be assignable
only with approval by t he agen cy excep t t o
the successor of tha t part of the Contrac­
tor's business to whi ch the invention per­
tains.
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(g ) M in imum righ ts to Contractor
( i rrevoca ble). W h en t he a gency deter­
m in es t h a t the con tract o r may r es erve
an ir r evoca ble , none xclu sive , royalty­
fr ee li cen se in t he inventions resulting
from t h e co n tract, p aragraph (d ) of
the Pat ent Right s clauses of § 1- 9 .107­
5 s h a ll b e r eplaced w i t h the following
para graph (d) :
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(d) T h e Con tr act or reserves an irrevoca­
ble, n onexclusive. ro yal t y-free licens e in
each paten t appucauon fil ed in any count ry
on a Subject Invention and a ny resul ti ng
pat en t in wh ich the Government acquire s
t it le. The licen se shall ex ten d to the Con ­
tractor's domestic subsidiar ies an d aff iliates ,
if a ny. wit h in the corporate str uctu re of
which the Contract or is a par t a nd shall in­
clude t h e righ t to gran t sublice nses of t he
sa me scope t o t h e exten t t h e Contractor
was legally obligate d to do so at t he ti me
the con tract was a warded . This licen se sh all
be transf erable only wit h app ro val of the
agen cy. ex cep t when t ra nsfe rred to the suc­
cess or of t h at part of th e Contractor's busi­
ness to whi ch the in vention pertains.

(2 ) When the a gency d etermines to
r estrict t h e con t racto r 's publica tion of
invention disclosures p r io r t o t h e
filin g of p atent applications , t he fol­
lowing p aragraph s h ould b e a d ded as a

(h ) Irrevocable licen se on Subject In- consecu tive ly numbered para graph t o
ven t i ons previousl y con st ructi vely r eo para graph (#1 of the P atent Rights
duceti to practice. When an agenc y d e- cl a u ses in § 1- 9 .107-5 and to p a r a graph
cides that t he contractor may r eserve (b)(2) of the Patent Rights claus es in
an irrevocable, nonexclusi ve and royal- § 1- 9.101::.6.: _. _. _-<
t y-fr ee li cens e f or prac tice in this ,,,•...-- --- , ..' ', .
co u n t r y of ea c h invention firs t ac t ual- ,,,,,,,{ ) In or de r to protect t he paten t. in terest

, / of- the G overnmen t or t he Con t ract or , the
ly ~educed to practi ce under a cont~ac} Con tractor sh all obta in t h e writt en app rov­
which was conceived and const r u c t lvt - al of th e Contractin g Officer prior to t he 1', ' ­

ly r educed La practice b y t h e con t rac- lease or publi ca ti on of t hc infor ma ti on in
tor prior t o the e ffective date of e x - any Su bj ect Invention d isclosure by the
ecution of t h e contract, the Iollowirig Con t ra ctor or other parties acting on h is
paragra ph (d)( 4 ) shall b e a d d ed It o behalf.
paragraph (d) of the Patents Rig l\tts [40 FR 19817, May 7, 1975; 40 FR 28068.
clauses in § 1-9.107-5: \ July 3, 1975J /

\ .-.--
(4) In addit ion to the provisions of para~". , . , § 1-9.](17-6 _.ClaH.s-es·'ftJ·rd1)meSnCCon ( ~;~(s

graph (d)( l ) of t hi s claus e. the C:0n t ractor --~rs~ form ) and Institutional Patent
reserves :,n l rre~ocable , nonexclu sive,. roya l- Agrecrnents.
tv-tr ee licen se 111 each paten t apnlica tton
filed in an y coun t ry a nd any resul ting (a) Paten t R i ghts cl ause-s-Ac qu is i­
patent on each Subject Inven ti on const rue- tion by the Go vernment. The follo wing
tively red uced to practi ce by the Contracto r clause may b e u se d inst ead of t h e
prior to the effect ive date of t h is contrac~ . c lause of § 1- 9 .107- 5( a ) in contra cts for
The llc~nse sh.all e~tend t o the Cont ractor s b asic o r a p p lied r es earch with non-
domesti c s ubsidia r'les and aff'ilia tes . If any, . . .
with in t he co rpora te st ruct ur e of wh ich the profit ?rgamzatlOns oth e r t han for the
Contracto r is a par t and s hall include the operation of a Government-owned reo
righ t to gran t sublicenses of t he sam e scope search or production facilit y.
to the ex tent t he Contractor was legall y ob­
ligated to do so at the ti me the contrac t was
awarded . T he license sh all be ass ignable
only wit h ap pro val by t h e agen cy excep t t o
the successor of that part of t he Contrac­
tor's business to whic h the invention pe r­
tains.

. lJ include t h e righ t of t he
'iublicense foreign govern­
o any treaty or ag re em en t
J determ ines after the In­
Iden t ified t h at it would be

'lterest to acquir e t h is ri gh t .

: rights to Con tractor
, W h en t he agen cy d e ­
' he contr a c tor may re­
i l e nonexclusive, royal-
id inventions made in
o r under t he contra ct,
q u es t b y t he contractor
Jo n of such a license,
1 ) of t h e clauses in § 1­
" replaced with the Iol­
.p h (d )( l):

"'Ih ts to th e Contrac tor. (1 )
,:,- y reserve upon requ est a

":usive, ro yal ty·free licen se
mlicat ion f iled in any coun­

. ' Inven t ion a nd any result-
ilich t he Governmen t ac ­
license shall ex t end to the
"'stic subsidia r ies and affili·
.m the corporate struc t u re
.u ractor is a pa r t and shall
to gra nt sublice ns es of the

:h e ex t en t the Con tractor
. nt.ed to do so at the ti me

awarded. T h e licen se shall
'1 ) Y with ap proval o f the
. t'he success or of tha t part

' ~ ' s business to which t he in-

11) Y with a pproval of the
, t'he success or of tha t pa r t

, ~ ' s busi ness to wh ich the tn-

.nl l include the ri gh t of t he
suuncense foreign govern­
' 0 any tre a t y or agreement
1 governmen ts.

, agen cy h ead wishes t?
h t to make t h e d e t erml­
< ce n se f orei gn govern­
: to any treaty or agree-
eel' the invention has

-I a sentence shall be
' ;ld of para graph (c )( 1)

Rights clauses in § 1­
.ws:

" Property Management

su bl i cen se foreign gov ­
Wh en t he agency h ead
. h o r ized dc srgn ee deter­
.rn c of contrac ting that
t h e n a tional interes t to
.n t to su b l icen se foreign
ursuant to any t r ea t y or
l'n t e n ce shall b e added
p a r a gr a p h (c )( 1) of the
cl a u ses in § 1-9.107-5 a s
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( CJ Patent Righis
Patent Agreement. (1) W
h as determined in accor c
9.109-7 t hat a universrt y
it organ izat ion shout:
ag reemen t as authorize.
4(;:1 ,,6 ), an agr ee ment s:
set fo rth in paragrapl.
§ 1- 9.107-6 shall be us ,
m erit sh all be appropria
as indicated in the nurnl
pearrng at th e en d of l

Changes may be made
ment bu t sh all be lirm:
req uired by applicable
special administrative n
agen cie s shall endeavor
agreements con ti nue
least t h e following fe a t ,

(j) A requirement for
porting of all inventio:
cable age n cy along witt
ri gh ts ;

OJ) R eservation of :
fi ed in § 1-9.107-3(e) t h o

(iii) A requirement :
t ion made such ln ven i. .
a n onex clu sive bas is ex
desired practical or t:.:
cation has not been .,:'
likel y to be expedi t i
through licensing;

(iv) A condition lim ,
sive lic ense to a p er iod
ly greate r th an n eces
the in centive for br u .
tion to the po int of p :
m ercial a pplica t ion an ­
licensee to recoup it s
sonable profi t t hereon :

(v ) A restriction th n:
be lim ited to wh a t is
the circ umstances
with in the industry in v

(vi) A r equirement ~

t iori 's ro yal ty recclp t».
of adm in is t rative cos:
to inv en t ors. be ut ili,'.•
al or res earch purpose.

(vii) A p rovision
agency to exclude in c!
from the op era tion of '

(viii) A r equirem en t
ports after de signate«

(ix ) A prohibition
m erit of in ventions \'
m ent app roval to per,
ti ons, other than as"
proved patent manar

( ix ) A
m erit of in ventions ..
m ent ap pro val to per.
ti ons, other t han as ­
proved patent mana. ,

I

1J

writing by t h e Con tractor. T h e informati on
to be su bmitted for a greate r ri ghts de termi­
n a t ion is specified in 41 CPR 1- 9.109-6 .
Each determ ination of greater r ights under
this contra ct sh'all be su bj ect to th e pr ovi­
sions of paragr a ph (c) "Min im um righ ts ac ­
quired by the G overn men t" of the clause in
41 CPR 1-9.107-5(a ), a nd to th e reser va t ions
and con ditions deem ed appropriate b y t h e
agen cy.

( d) Minimum rights to th e Contractor.
The Con t ractor re serves a revocable, n on ex­
clusive, royal ty-free lic ense in each pa t ent
a ppli cation fi led in any countr y on a Sub'
jec t Invention an d any resul ting pa tent in
which the Governmen t ac qu ires ti tl e, Revo­
ca ti on shall be in accord ance with the pro­
cedure of the clause in 41 CPR 1-9 .107-5(d)
(2) a nd (3).

(el Employee and Subcon tract or agree­
ments. Unl ess oth erwise authorized in wr it ­
ing by the Contractin g Officer, the Contrac­
tor shall:

(1 ) Obta in patent agree ments to effec tu­
ate the provis ion s of this clause from all
person s wh o perf orm any part of t he wo rk
under t his con tract except non technical
p er sonnel . su ch as cle r ica l em ployees an d
man ual lab or ers;

(2) Insert in each subcon t ract h a vin g ex­
perimental. developmental, or resea rch
work as on e of its p urposes provis ion s
makin g this clause applicable to the S u b-,
contractor and hi s em ployees; and

(3) P rompt ly notify t h e Co n t racting Offi­
cer of t he a ward of a n y suc h subcon t ract by
p rovid in g h im wit h a copy of t h e subcon­
t ract an d a ny a me ndments ther eto.

( b) Patent R ights clause-Def erred
(short jorm ). Th is clause may be us ed
instead of the clause of § 1-9 .107-5 (c)
in con tracts for basic or applied re­
se a rch with nonprofi t o rga n izations.
W h en th e agency determines t hat a
con t ract falls wit h in § 1-9 .107-3(c ) and
that a shor t form Paten t Ri ghts cl ause
is to be used pursuant to § 1-9 .107­
4(a )(5), the Patent Ri gh ts cl ause se t
for th in § 1-9.107 -6( a) shall be includ­
ed in t he co n t rac t ex ce pt t hat the
name of the clause shall be ch an ged to
"Patent Ri gh ts-Deferred (sho r t
form) "; and parag raph (c)(1) of that
clause sh a ll be replaced by the follow­
ing para graph (c) (1) :

( 1) Af ter a Subject Invention is iden tified .
t h e Con t ractor a gr ees to ass ign to t h e G ov­
ernmen t the en tire r igh t, tit.le , a nd in teres t
therei n t h rou gh out t h e world except to t h e
exten t that ri gh ts a re re tained by t h e Con­
t ractor under paragrap hs (c)( ;!l and (d ) of
this cla use .

e rn men t t he entire r igh t , ti t.le, a nd in ter est
there in t hrou ghout t he world except to t h c
exte nt t hat ri gh ts are re ta in ed by t h e Con ­
tract or u nd er parag raphs (c)( ;!) and (d ) of
t his clause.
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' Agency m a y specify a form .
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th is contract, and in cludes any ar t , meth od ,
p rocess. ma chine, manufac ture. de sign . or
composition of m atter, or any n ew and
usef ul improvement thereof, or a ny va r iety
of p lant which is or may be patentable
under t he Paten t Laws of t h e Un it ed s t ates
of Am eri ca or any forei gn count ry.

( b) I n venti on disclosures and reports. 0)
The Con t ract or shall furn ish t h e Contract-

l
in g Officer :

r i) A comple te tech n ical disc losure for
each ,S Ubject Inven t.ion . with in 6 m on ths
a f'ter concept ion or first actu al reduction to
p ractic e. wh iche ve r occurs firs t in the
co urse of or under t he contract, bu t in any

\Y
event prior to an;,: 9n sale . pll b li.C: use, or ,
pubITca Lion of the in vention kno":'~_.tsU~e

, Cone!ad qr . 1 h e dIsclosu re ' shan Iden t Ify
rue "Contract a nd in ven tor, a nd shall be su f­
fi cientl y co m plete in tech ni ca l detail a nd
appropria te ly illust rated by sketch or dia­
gram to convey to on e sk ille d in the a rt to
wh ich the in ven tion per tai ns a clear under­
stand ing of t he na tu re, purpose, op er ation.
and to the extent known, the physical ,
chem ical , biol ogical, or electr ica l charact er­
is t ics of the inven t ion :

<ill Interim rep orts ' at le ast every 12
mon t hs fro m t he da te of the co ntract lis ting
S ubject I nven t ion s for the pe r iod an d ce rti­
fyin g t hat all Subject Inventions h ave be en
disclosed or tha t there a re n o such in ven­
tion s a nd

(iii) An acce ptable fin al r epo r t 1 wit h in 3
mo nths after comp letion of the cont rac t
work, listing a ll Subject Inventions or certi ­
fyin g that t h ere were no such inv en ti ons .

(2) T h e Con t ractor a grees th a t the G ov­
ernment may du plicate and disclose Subject
Invention disclosures and all ot he r reports
an d papers furnished or requir ed to be f ur ­
nished p ursuan t to this clause.

(c) Allocation of p rinc ipal rights. 0 ) T h e
Con t ractor agrees to assign to t h e G overn­
ment t h e en tire rig ht, ti tle, and inter est
t hrou gh out t he world in a nd to each S u b­
ject In ven t ion . except to t h e extent that
r igh ts a re re tained by the Contracto r under
para graphs (c H2) a nd (d ) of th is clause.

(2) The Con t ract or or the employee-inven­
to r with a uthoriza tio n of t h e Contractor
may re ta in greate r r ights t han th e n onex ­
cl usive licen se p rov ided in parag raph (d ) of
t h is cla us e in a ccordance wit h t h e procedure
an d criteria of 41 CPR 1-9.10 9-6. A requ est
for a de te rm inatio n of whether the Co n t rac­
to r or t he employ ee-inventor is entitl ed t o
reta in such gre ater ri gh ts m ust be submit­
ted to t he Contracting Officer a t the ti me of
the firs t d isclosure of theInvention p ursu ­
an t to paragraph (bH 1) of this clause. or n ot
late r t h an 3 mo nths t he reafte r or suc h
longer period as may be a u thorized by t he
Co nt ractin g Officer for good cause sh own in
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subcontract thereun de r o f the age ncy en­
t er ed into with or fo r Ow benef it of the
Government. where a purpose of the co n­
trac t is the conduct of ex pe r ime n ta l, devel ­
opmen ta l, or re searc h work.

(3) "States a n d domestic municipal gov­
ernments" m eans the States of the Un it ed
States, the District of Columbia . Puerto

t ions subject t o all the condit ions of
this para grap h (c)(1 ); an d

(x) A prov ision pe rmitting the agree­
ment to be terminated by eit her part y
upon 30 days written notice.

(2) The Insti tutional Pat en t Agr ee­
ment prescribed for use is as follows:

I N STIT UTI ONA L P ATENT A GREEMENT

This Agreement is m ade a n d entered into
by a nd between the Uni t ed S tates of Amer­
ica as represe n ted by t h e --- - -- - - - (1 ) ,

h e rein a fter r ef erred to as t he " Agency," and
--- - - - -- h ereinafter r ef erred to as
t h e " I ns t it u ti on ."

W h e reas . in accor dance wit h the P resi­
den t 's M em orandum and Statemen t o f G ov­
ernment Patent P ol icy dated Au gus t 23.
1971. a nd t he p ro visi ons of 41 CPR 1- 9.107­
4(a )(6 ), it has bee n dete rmin ed that the I n ­
stitution h as a technology t ransfe r p rogram
m eeting the cr iter ia of 41 CFR 1-9 .109-7 in
that the Ins t itution 's pa tent poli cy as se t
forth in ----- (2) . a nd its t ech n ology
t ransfe r practices have been r evie wed a n d
fou nd acceptable; a n d

W h ereas. t he Ins t itu ti o n is desirous of en ­
t ering into a n agreeme n t wh ereby it may
r e ta in the en t ire ri gh t , ti tl e , a n d in ter es t in
and administer invention s made in the
course o f or under research suppor te d by
the Agen cy, subject to certai n rights ac-
quir ed by the G overnmen t: .

Now. t here fo re . in consideration of the
foregoing, t h e parties h ereto agre e as fol ­
lo ws :

(a) Sco pe of Agreement. T h is Ag reement
de f ines the r ig h ts of the parties h e ret o re ­
ga rd in g t h e a lloca t ion of right s in sub je ct
inventions made unde r contracts with the
ag ency en te red in t o afte r the exec ution of
the Agreement ex cept such co ntrac ts as
may be specifically exc lu ded by t h e Agency.
(3)

(b ) Def in i t io ns. <l ) "Subject I n ven ti on "
m ea ns any in vention or dlscove ry of the In­
s ti t u t ion or its con t rac to rs co nceived or firs t
act ually r ed uced to practice in tl1l' co urse of
or unde r a co ntract with the Agency. a n d in­
cludes a ny art, method, pro cess . m ach ine,
manu facture, design, or composition of
mat ter, or any n ew and us r Iu l im pro vem ent
t h e reo f. and a ny va r iet y of plant. which is
or may be pnt.entabte unde r the pa tent La ws
of t he Un ited S ta t es of America o r any for­
e ign cou ntr y.

(2) " Co ntract" m eans any contract (agree­
m ent, grant, or other arr a ngemen t ) (4 ) o r
subco ntract t h err un der of t he ag ency en ­
te red in to wi th or for t.he bcnefit o f t h e
G overnment. where a purpose of the con­
tract is the cond uct o f exper imental, devel ­
opmental, or r es ear ch wo rk.

(3) "States and domestic m u n icip a l go v­
er n m en ts " means t he States o f t h e United
States, the D istrict of Columbia , Puerto

lV! jJrogress
por ts af ter designa ted per iods;

Ox) A prohibition against ass ign­
men t of in venti on s wit h out Govern ­
men t ap proval to pe rsons or organiza­
tions , other than assign ments to ap­
proved patent management organiza-

(c) Paten t Rights-Institu ti onal
Paten t Agreement. (1) When an agency
has determined in accordance wit h § 1­
9.109- 7 that a universit y or a nonprof­
it organizati on should r eceive an
agreemen t as authori zed by § 1-9.107­
4(a) (6), an agreement. subs tant ially as
set for th in paragraph ( c)(2) of th is
§ 1-9.1 07-6 shall be used . T h e agree­
men t shall be ap propriately completed
as indicated in t he numbered notes ap­
pearing at the en d of th e agreement.
Changes may be mad e in t h e agre e­
men t but sh all be limite d to changes
required by applicable statutes or by
special admini strative needs. However,
agenc ies sh all en de avor to insure that
agreements continue to include at
least t he foll owin g fe atures:

(i) A requir em ent for t h e prompt re­
porting of all inv entions t o th e appli­
cable agency along with an election of
rights;

OJ) Reservation of all ri gh ts speci­
fied in § 1-9 .107- 3(e ) th ro ugh (h );

(iii) A requirem ent that t he institu­
tion made such in ven ti ons available on
a non ex clusive basis ex cept where the
desired practical or commercial appli­
cation has not been achieved or is not
likely to be ex peditiously achieved
through licensing;

(iv) A condition limiting any ex clu­
sive license t o a period no t subs tan t ial­
ly greater than necessary to provide
the inc entive for bringing the inv en­
tion t o the poin t of practical or com­
merc ial application an d to permit t he
licensee to recoup its costs and a rea­
sonabl e profit thereon;

(v) A restriction t hat royalty charg es
be limi ted to what is re asonable under
the circumstances or re asonable
within th e industry in volved;

(vi) A requirement that the instit u­
tion' s royalty receipts, af te r paym ent
of administ rat ive costs and paym ents
to inve ntors, be utilized for education­
al or re search purposes;

(vii) A provision permitting the
agency t o exclude individu al con t racts
from the operation of t he agreeme nt;

(viii) A requirem ent for progress re­
ports after design ated per iods;

(ix) A prohibition agai nst ass ign ­
men t of inventions without Gov ern­
men t approval t o per sons or or ganiza­
tions, other t h an ass ignments to ap­
proved patent management organiza-

:'~~~~~i~~ ·t~~ti~ ~· ·G ~~:
,c:h t . t itle. and in t er est
ue world exct'pt to the

',' retained by t he Co n ­
-a p h s (c )(2 ) and (d) of

.,,!bcon t ract havin g ex­
me n t a l, or research
< purposes provisions
;; plica ble t o the SUb -,

." Ioyees: and
t hf' Cont r acti n g orn-

o . ~. suc h subcontract by
'. ccpv of the subcon ­
uen ts thereto.

.Ls clause-Dej er red
clause ma y be used
use of § 1-9.107-5 (c)
.i as ic or applie d re­
.rofi t or ganizations.

det er mi nes t h at a
::1 § 1-9.107-3(c) and
-atent Ri gh ts clause
-suan t to § 1-9 .107-
', I Right s c lause set
(ita ) shall be includ­
ct except that the
shall be ch anged t o
-Deferred (sh or t

.raph (c)( 1) of that

.taced by the follow­
1):

Invention is identified ,
" to assign to t he Go\"­
' ;.:ht, title . and interest
ne worl d except to the
.' retained by the Con·
-a p h s ( c)(2) and (d ) of

Subcontractor aor ee­
;se auth orized in wr it­
, Office r , the Contrac-

J r eem en ts to e ffectu­
;."t h is cla us e fr om all

any part of t he wo rk
excep t n on technical

.er ica l em ployees an d

s to the Contractor.
r-s a revocable , nonex­
,' cnse in each patent
'l y cou ntry on a Sub­
l Y resulting paten t in
,I ac qu ires ti tle . R evo­
,Jrda n ce with t he pro­
11 41 CPR 1-9.107-5(d )

.' t or: T h e informatio n
'rea t er rights determ i·
I 41 CPR 1- 9.10 9- 6.
, grea ter ri ghts under
sub ject t o the 'pr ov\·
'Mi n im um r ights ac ­

'len t " of t he clause in
nd t o the r eservn.tions
d a ppr opr iate by t he

,J erty Management
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physical, ch emical, b i.
ch aract e r istl cs of t h e j '

(i i) In terim reports
a t leas t ever y 12 mo n
th e contr act lis ti n g fl '
t he period a nd ce rti f
Inven t ions h ave been (j

a re no such in ven ti on s.
(iii ) An acceptable !

month s a fte r comp tnu
contract, lis ting a ll ~

certi fying t hat th en '
Lio ns. (6)

( 2 ) The Institution
agr eem ents to effect I
Agreem ent, f ro m all ;
wh o perfor m an y par
any contract except no
su ch as clerical ern pl.
bor ers.

(3) Th e In s ti t u ti on
ernmen t m a y du pl irru .
Inven ti on disclosu res
graph (k ), a ll other n
rushed or required to l
to this Agreem en t. H,
tio n is . to fil e a pa ten '
Iect In vent ion, 1.11" •
wri tten request of tll\'
best efforts to wit. h ho.
in ven tion d isclosu res l .

lion is file d thereon . :
t he Governmen t or ,.
Io r any publication I le,

(f ) Fil ing of domest,
(1) Wi th respect to "r,
in wh ich the Inst.it u t,
mctic ri ghts purs uan t
this Agreem ent. t h e 11
domestic patent app ,
mon ths after an {·l,·(
pu rsu an t to paragr ap r
m erit or such longer
proved in writing by t :

(2) F or eac h Sub.icc
paten t applicat ion is ;
t h e In s ti t u ti on, the II

( j) Within 6 m on u
wi t.hin 6 mo nths after
ven tion disclosure if ;
was fil ed prior to the ,
Agency a du ly ex ecu
s trum en t on t h e form
which is attached h e.
h e reof;

Cii ) Wi thin 2 mon t.l
wit h in 2 mo nths aft r-r
ven t ion di scl osu re if
was fil ed prio r to the <
Agency (A I a co py
fil ed . in cludin g t.h t­
n umber, and (B ) a c,
from th e inven to r or ;
t ution of a ll ri ght. t i :
in vention properly .
States P atent and T ra

I ed, in cludin g t.h r­
n um ber, and (B ) a c.
from th e inven to r or ;
tu ti on of all r igh t . t i '
inv en tion properly .
States P a t ent and T'ra

'''''''';'''''e ha pte r l-Federa!

I
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t h e en t ire r igh t , t itle , and interest to enable
t he G overnm ent to apply for an d prosecu te
patent applic a t ion s cove r in g the invention
in t h is or the fo re ign country, respectively,
or otherwise r-sta.hl ish G overnment own er­
ship of such inven tion .

( d ) Minim u m righ ts acqui red by the Gov ­
ernm en t. (1 ) With respec t to each S ubject
Invention to wh ich th e In s t it u t ion retai ns
prin cipal or ex clus ive righ ts , the Ins t itution:

(i) Hereby gran ts to t h e G overnm ent of
the United S ta tes a nonexclus ive , n on tran s­
fe rable, pa id-up license to make, use. and
sell each Subject Invention throughout t he
world by or on behalf of the G overnment of
the United S ta tes (i nc luding a ny G overn­
ment a gen cy ) an d S t a tes and domestic mu­
n icipal gove rnments , unless the Agency de­
te r m ine s after t he in ven t ion has been iden ­
tified th a t it would not he in t h e public in­
te res t to ac qu ire th e license for S ta tes and
do m es ti c m un icipal gover nm en ts; a nd

OJ) Agr ees, upon requ es t of th e Agen cy. to
gran t licenses to res pon s ibl e app lican ts , on
terms that are reasonable under the circum­
stances excep t ;

(A ) W h en the Ins ti t u t ion , its licensee, or
its assignee. de monst rat es to t he G overn­
ment (1 ) that eff ective s te ps h ave been
taken within three ye ars a ft er a patent
issu es on such inv en t ion to brin g t he in ven­
t ion to the po in t of practical app lication or
(2) t h a t the in ven ti on h as been made ava ila­
ble fo r licens in g royal ty-f r ee or on te rms
that are reason able in the circ umstances, or
can sh ow cause wh y the p rincipal or ex clu­
s ive r ights should be retai ned for a further
period of t ime; or

(B) T o the ex tent t hat the in vention is re­
qu ir ed for public use by govern m ental regu­
lations or as may be n ecessar y t o fulfill
public h ealth o r safety n eeds . o r for other
public p urposes stip ula te d in t he applicable
con t ract .

(2) Nothin g co ntained in this paragra ph
(d) sh a ll be deemed t o gr ant to t he Govern­
ment any rights wit h respec t to an y in ven­
ti on ot h er t h a n a S ub ject I n vention .

( e ) Inven t i on i den t if ica t i on, disclosu res,
and r epor ts. (1 ) The Ins t.itution shall fur­
nish the Agency:

(i) A com ple te tec hnica l disc losu re for
each S ubject Inven ti on with in 6 mon ths
afte r conception or firs t a ctual red uction to
practi ce . whichever occ u rs first in the
course of or under t h e contract. or wit h in 6
months from the time a contractor of t h e
Ins t itu ti on repor ts an in vention to it pu rsu - , j [
ant to pa ragr ap h (h), bu t in any even t prior I if
to any on sa le . p ublic use. or publication of L!
the inven tion known to the Insti tu tion. The I
disclosure shall ide ntify the con tract and in-
ventor and shall be suf fic iently comp lete in I
te chnical detai l to con vey to one s killed in '
t he a rt to which t he in vent ion pertai ns a
cle ar unders tanding of the na ture. purpose,
op eration, and, to the ex ten t known, the

d i~~I~sure shall identl!y~the cOlltrac ( arid in:
vento r and shall be sufficiently complete in
techn ical deta il to convey to one s ki lled in
the a r t to whi ch the in vention pertains a
clear unders ta ndi ng of t h e na tu re. pur pose.
ope rat ion . a n d , to the extent kn own, t he
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Ri co, the Vir gin Islan ds, Am er ican Samoa,
Gu am . and the T r us t T erritory of the Pacif­
ic Islands , an d any po litical subdivision and
agencies t h er eof.

(4) "To bring to the poin t of practica l ap­
plica t ion " m eans to manufacture in t h e case
of a composi tion or product, to pra cti ce in
the case 'of a process, or to operate in t he
case of a m achine and unde r su ch condi­
t ions as to es tablish th a t t h e in vention is
being wo r ked an d that its ben efits are rea­
sonably accessibl e to t he public.

(5) "Made ," when used in rel a t ion t o any
in vention or discovery. means the concep­
tion or first actua l reduction to practice of
such in venti on in the course of or under a
contract .

(c) Alloca t i on of principal righ ts. (1 ) The
Ins ti tution m a y re t a in t he ent ire r igh t , t it le ,
and interest throughou t the world or in any
cou n try t hereof in a nd to each Subjec t In­
vention disclosed pursuant to paragraph (e) .

below, su bject to the provisions of th is
Agr eement. T h e In st it u tion sha ll include
with each Subject Invention disclosure an
election whether it will retai n the en t ir e
r igh t , title. and in teres t in the in venti on
t h r oughout the world or in a n y country
th ereof su bje ct to t h e r igh ts acquired by
the Government in paragra ph (d) of t h e
Agr eement ; P rov i ded T h a t the Institu t ion
m ay request a n extensio n of t h e t im e for
electi on .

(2) The Ins ti tu ti on ag rees to conv ey to the
G overnm ent, upon request, the en t ire do­
m estic ri ght. t itle, an d in terest in any Sub­
je ct In vention when the Insti tu tion :

(i) Does not elect under p ara gr aph (c )(1 )
to re tai n such ri gh ts; or

(Ii) F ail s to have a Un ited States P a t ent
Applicati on fil ed on t he inven tion in ac cord­
an ce with pa ragra ph (fH I), or decides no t to
con t inue prosecu ti on of such applica t ion ; or

(iii) At any t ime no longer desires to
re tain ti tl e.

(3) The Inst itution agrees t o convey to the
G overnment . upo n re quest. the en tire r ight ,
title . a nd in te rest in any Subject In vention
wh en the Ins t itu t ion :

(i) Does no t elect under paragraph (cH I)
to retain such righ ts in the country; or

(ij) F ail s to h ave a patent application file d
in t h e countr y on t he invention in ac co rd ­
ance with paragraph (fHI) or decid es not t o
continue pro secu ti on of suc h applicat ion or
to pay a n y maintenance fe es covering t h e
in vention . T o avoid for fei ture of the pa ten t
application or patent, the I nstitution shall
n otify the Agen cy not less than 60 days
bef ore t he ex pirat ion perio d for any action
required by the foreign patent office .

(4) A co n veyanc e. r eques t ed pursuant to
pa ra gr a phs (cH2) or (3 ) of t h is Agreement,
shall be made by delive ring to the Agen cy
dul y executed ins t rumen ts (prepared by t he
Agency) and such ot h er papers as a re
deemed n ec essary to vest in the government

. _ ~ . • "=,:,,-_~_ ..:...:..c~~~

(4) A con vey an ce. request ed pursu a n t to
paragraphs (cH2) or (3) of t his Agreement,
sha ll be m ad e by de liv ering to t h e Agen cy
dul y ex ecuted instruments (p repared by the
Agen cy) and such other papers as are
deemed nec essary t o vest in the government
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physica l, ch emical . bi olo gical , or el ect r ical
characte r istics of the inventi on.

(ii) Inter im r eports ( 5 ) for each cont ract
at least every 12 m on ths f r om t h e date of
t h e contract lis t ing Su bj ect I nven tions fo r
t h e peri od and ce rtifying tha t all Subject
I nven ti ons h a ve been d isclosed or that t here
are n o such in ven t ions.

(iii) An accepta bl e fi nal repor t with in 3
mon ths aft er comple ti on of t he wor k under
contract . l isting all Subject Invention s or
cer t ify ing that there we re no s uch inven­
tions. (6)

( 2) The Insti tution shall ob t ain patent
agre e ments to effect the provis ions of this
Agreem ent , f ro m all person s infts em ploy
wh o pe r for m any part of t h e wor k u nder
a n y co n t ract except no n te ch n ical personnel,
such as cl erical em ployees and manual la­
bore rs .

( 3 ) The Inst it u ti on a grees t hat t he G ov­
ernmen t m a y dupli cate and disclose SUb ject
Invention d isclosures and, subject to par a ­
gra ph (k), a ll other report s and papers fu r ­
n is hed o r r eq u ir ed to be furnish ed pursua nt
to t hi s Agr eeme n t. H owever . if the Ins t it u ­
t ion is to fil e a pa te n t application on a S ub­
ject In ven ti on. the Agency ag rees , upon
written re quest of the Insti tution, to use its
bes t e ff or ts to wit hhold p ublicat ion of suc h
in ven ti on di sclosures u ntil a pa tent appl ica-

(ii i) In clude t h e followin g stat emen t. a p­
propria te ly co mple ted. in t he secon d para­
grap h of t h e specif ica tion of the a pplica t ion
and any pa t ents issu ed on the S ubj ect In­
ven t io n , "Th e Government ' h as ri gh ts in
t his inven ti on pursua n t t o Con tract ts ) (or
G r an t rs) N ors). - - - aw a r de d by <identify
the Agency or Agencies )" ;

( i v ) Not less than 30 da ys befo r e the ex pi­
ration of t h e re sponse pe r iod fo r a n y act ion
r equired by t he Un it ed S ta t es P a ten t. a n d
T r ad emark Off ice . notify the Agency of any
decis ion n ot to continue the prosecution o f
t he a pplica tion a nd deliver to the Agency
execu ted ins t ru ments gra n ti n g the Govern­
m ent a po wer of at to rney;

(v ) Upon r eq ues t . fu lly advise t h e Agr-n cy
con ce rn ing a ll ac t ions t a ken du rin g the
pr osecution of a n y patent a pplica t ion and
f urni sh copi es of a ny relevan t documents as
r eq u es ted ; and

(vi) P r ovide t he Agency wit h a copy uf t he
paten t within 2 m onths a fter a p a tent issues
on the a pplica tion.

( 3 ) For each Su bject Invention in wh ich
the Ins ti tu t ion initiall y e lects n o t to re tain
r igh t s or r equ es t s a n ex tens ion of the elec­
tion pe riod , t he Ins ti t u ti on sh a ll infor m t h e
Age n cy prom ptly in writin g o f the da te and
ident i t y of a n y on sale , public use. or p ubli­
cation of the in venti on wh ich m a y cons t i­
t u t e a s tat utory bar under 35 n .s.c . 102.

tion is fil ed the reon" bu t in no even t sh a ll Wh ich was autho rized by or k nown to t h e
the G overnment or Its employ ees be liable Inst it u tion or a n y contem plated action of
for a ny publication thereof. h this n a ture .

( f) Fil i ng of domestic paten t applicati ons. I (g) Filing of foreign patent ap plications.
( ll Wi th respect to each Su bject Inve n t ion I (1 ) Wi t h r espect to each S ubject Inve n t ion
in wh ich t he Ins t it u t ion el ec ts t o re tain do- in wh ich t h e I ns t it u t ion elects t o re ta in
me ti c righ t s p ursuant to par~graph (c)( 1) Of

l
pr incipal ri gh ts in a forei gn country pu rsu­

t h is Agreement, the Inst.itu t ion sh a ll have a a n t t o paragraph (c)(1) of t h is Agreement.
domes ti c patent application fil ed with in 6 t h e I nsti tu ti on sh a ll h a ve a patent appl ica -
mon ths a ft er a n election h as bee n m a de tion file d on t h e in ven t ion in t hat count ry .
pursua n t to pa ragr a p h (c.)(1 ) of t h is Agr ee'l in acco rdance wi th applicabl e s t a t u t es and
ment o r suChJQ!J.~I4O~~._~e a p - r eg u lat ions, a nd wi t h in o ne of t h e following
proved in\l1l'lTing by t h e Agency. -" _ periods:

~
' (2 ) F or ea ch S ubject Inven tion on wh ich ( i ) E ight months fr om t h e da te of a corre-

t' i a t ent a pplication is fil ed by or on beh al f of spe nd in g Uni t ed S tates applic a ti on fil ed by
: .'t e In s t it u ti on . the In st it u t ion sh all : , or on beh a lf of the Inst it u ti on ; or if such a n

I I (i) W ithi n 6 m on t hs afte r t he f il irig, or a p plicat ion is not fil ed. 6 m on ths f rom t h e
i/ within 6 m onths afte r subm ission of the in - a t e the invention is s ubm itted in a d isc lo -

.J j ve n t io n di sclosu re if t h e p aten t a pplic a t ion ure pursuan t t o par agrap h (e )(1) of this
! I was fil ed prior to the con t rac t , deli ver to the ~ r eement;

Agency a duly execu ted a n d a ppr oved in - ii ) Si x m onth s fr om t he date a license is
st rum e n t on the fo rm specif ied in E xh ibi t A gr ted by t he Commissione r o f Paten ts a n d
wh ich is a ttach ed h e reto and m ade a part Tra em a r ks to file foreign a pplicat ions
hereo f; wh e su ch f iling has be en previously pro-

( Ii) Wi t hin 2 m on ths a fte r the fi lin g, or hib i ed by se c u r ity reasons; or
wit h in 2 months after su bmission of t h e in- ( ii ) S uch lon ge r per iods asTrnay be ap-
ven t ion d isclosu r e if t h e patent application pro ed by the Agency.
was filed prior to t h e co ntr ac t , deliver to the ( 2 T h e I ns ti tuti on shall n oti fy the

' Agen cy (A ) a co p y of t h e a pplication as Ag' cy of forei gn applica ti ons fil ed and,
filed , in cl ud in g the filin g da te and se r ia l up n req uest. s h a ll furn ish a n E n gli sh ve r-
nu m ber. and (B) a copy of a n as signmen t s i n of th e a pplica ti on wit h out add it iona l
from the in ven tor or in ve n tors to t he Ins t i- c m pensa t ion.
t ut ion of a ll ri gh t , title. and in t eres t in the (h ) Su bcon tracts. ( L) The Ins ti t u ti on sh a ll
invention properly recor ded in the United in clude the following clause in a ny su bcon -
S tates P a tent a nd Trademark Off ice ; tract wh e r e a p urpos e of that subc ontract is

i
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:' h in 6 mont h s
ua l reducti on to
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emb odying the in vent
t h e da te of the excl u.
that t ime before regut
sa ry to o btain prernar:
ever occurs f ir s t. S uch
vide that t he licensee
a ble eff or t to eff ec t ,
com me rcial m arke t as
cons isten t with soun d
n ess practices and ju do
of t.he maximum peri l'
be su bject to approva:
expiration of the p o:
a ny extensio n thereof
fered to a ll qu alified a
a ble royalty ra te n o: .
si ve license royalty ra i

( 3 ) Royalties s hal l
excess of accep te d I r~ i

( 4) The Insti tu ti on
amounts recei ved as l'i

S ubject In ven ti on in ; .
behalf of the G OVI' ,
for th at refund in an ,
ring r ights to any pa r :'

( 5 1 The ba lance i , '

a fte r payment of 1".'

meri ts to inven tors. i ::
istration of all in ve-n t
su an t to th e p r ov i.i.,
shall be util ized f'o r
tion or research .

( 6 ) All licenses iss u:
pa r ti es . ot h er than
Unit ed S tates , undr-r
or paten t on a S ub '
m ad e express ly su bi ­
this Agreement. 'I 'h «
requ es t . promptl y fu
cense agreements to i

(j) Pa.tent. Me no.
T he Ins t itution snau
In ven ti on 10 par ti es ,
excep t t hat, it ma ,
m ent to the Ioll owi:
organ iza ti ons- .
o ther patent m a na!
su bseque n tl y appro'
ass ignment to a pat.i
zation sh all be rnad«
a ll the terms and ( ,
m eri t .

(k ) R epor ts on Der.
ci al Use. The I ns t i
wr it ten ann ual rep"
before D ecember 31."
t h e preced ing yea r ,
r egarding th e st a t t •

commercia l use t h »
te nde d to be m ade
t.ior. left for admi n
ti on and the s te ps '
t he In xt it u t ion to bl
poi n t of practica l ;1,

ports sh all in c l u d r­
t h e s ta t us of deve lo,
mercial sa le or use ,

(:hapter 1-Federaf

t ton le tt or aorru n
t ion a nd the s te ps '
t h e In s t it ution to or
point of prac t ical ;1

ports sh a ll incluu,' "
th e status of devel o,
m ercial sal e or us e,

I
I ~.."..:-_. ",

t ion of th e Institu tion. It is un ders tood t h a t
the Ins ti tu ti on will se ek direct ion from t he
<inse r t n ame of appr op r ia te Agency >.

(e) The contractor s ha ll no t be obliga t ed
to en force th e ag reemen ts of an y S ub con­
t ractor h e reunder rel a ting t o th e obliga­
tion s of th e S ub contractor to t h e Govern­
m ent in regard to S u bject Invention s.

[End of Cla use]

(2) In the even t of a refusal b y a subcon ­
tractor to accept the clause spec i f ied in
( h XL) of th is a gree ment, or if. in t h e opin­
ion of t h e Ins ti tu t ion , th is cla use is in con ­
s is ten t wit h t h e po lic y se t for th in 41 CFR
1-9 .107-3 , t h e Institution ( i ) sh a ll ))rom p tl y
su bmit a written no t ice to th e Ageri cy set ­
ting for th reaso ns for t h e su bco ntractors
ref usal an d o ther pertinen t informati on
wh ich m ay expedite d ispos itio n of t h e
matte r; a nd (ii ) sh a ll no t proceed with the
subcontract without the written a u t h ori za­
ti on of t h e Agency.

( 3) It is u nd ers tood that the G overnmen t
is a t hi rd part y ben eficia ry of any subcon ­
tract cla use gran ting ri gh ts to t h e Govern­
m ent in Subject I n ventions , an d t h e Insti tu­
t ion hereb y assi gns to the G overnment a ll
r ights t hat it wo uld h ave to enforc e the sub­
contra ctor's obliga ti on s for the ben efi t of
t h e G overn men t wit h respect to S ub ject I n ­
ven tions. T h e Inst itu tion sh a ll no t be obli­
ga ted to en fo rce th e a greem en ts of any su b­
contracto r h e reunder rela ting to the o bliga­
ti ons of t he subcon tra cto r to t he G overn­
ment in regard to Sub j ect In venti on s ,

( 4) No thin g in t h is A greem en t is iru ended
to preclude t h e Ins ti tution from granti ng a
subco ntractor ri gh ts or an op ti on to r igh t.s
in any invention s made by t .he subcon t rac­
to r to the e xte n t such ri gh ts are co nsisten t
wi th t he p rovis ions of this Agr eemen t.

( i) Administration oj inventions in which
the I nst i tu t i on elec ts to reta in rights. (1 )

The Ins ti tu ti on sh a ll a dmin ister t h ose S ub­
ject Inven ti ons to whi ch it e lects to re ta in
title in t h e p ublic in t eres t a nd shall , ex cep t
3.., prov ided in s ubs ection (2) , belo w, m a ke
t h em ava ila ble t h ro ug h licensi n g on a no n "
exclus ive. ro ya lty-free , or r easonable royal­
ty basis to a ll q uali fied a pp lic an ts ,

(2 ) T h e In s ti tu ti on m ay lic ense a S ub ject
Inven ti on on a n exclus ive basis if it det er­
m in es th a t an ex clus ive licen se is requ ir ed
in t h e pu bli c interest because (A) it is n eces­
sary as a n incr- n ti ve for development of th e
in ven ti on or (B) mar ket con d iti ons a re suc h
as t o requ ire licen si ng on a n ex clusi ve bas is
in orde r to bring the in ven tion to t h e po int
of practi ca l a pplication . An y exclus ive li­
cense iss ued by th e Ins ti tution unde r aU,S .
pa te n t or patent applicat ion shnll be fo r a
limi ted period of t im e and su ch peri od shall
n ot . un less o therwise a pp rov ed by the
Agency. exc eed 5 yea rs from t he da te of the
first comm ercial sal e or use in t he Un ited
Sta t es of America of a produc t or process
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the conduct of ex pe r im ental, de velopmen­
ta l, or resea rch wor k, exce p t when the su b­
contractor holds an I ns t it u ti on al P atent
Agreem en t wit h the Agen cy or the su bcon­
tractor refus es as provided in ( 2) of this
p a ragraph (h J.

PATENTS R I GH TS

(a) The Contractor h ereb y a grees to fur ­
n ish a comple te technica l disclosure to the
---- - - (Institution) with in s ix months
afte r an y in vention is conceived or fir s t ac ­
tually reduc ed to practi ce in the course o f
or un der this con t ract (h ereinafter r eferred
to as "S ubject Inven tlon rs) " ) and, su bjec t to
(b ), below, to assign a ll ri gh t , t itle. an d in­
te res t in and to such in ven ti on to
- - - --- (I ns ti t u ti on ) o r it s designee ,

(b ) At the ti me t he Con tractor reports any
"Su bj ect Invention " t o ------ (I ns ti tu­
ti on ) the Co n t racto r. a t its option , m ay also
repor t the invention t o t he Agen cy with
wh ich th e Ins titu ti on hole's t h e pri m e con­
t ract a nd request the Agen cy to de termine
wheth er and on wh a t te rms t he Con t ractor
m a y re tain pr in cipal ri gh ts in the in ven tion
in lieu of as s igni ng it to' - - - - - - <Institu­
ti on). S uch determinations by t h e Agency
sh a ll be in accordance wit h t h e policies an d
procedures of 41 CFR 1-9.109-6 and /or ap­
pli cab le Agency regu la ti ons. S uch determ i­
n a ti ons sha ll be fi n al on both th e Contrac­
to r a n d - - ---- , (I nsti tu tion ), Prov i ded,
Tha t the Co n tractor ma y e ject not to accept
the Agency det erm in a ti on and ins tead
ass ign a ll ri gh t , t itl e, and interest in t h e in ­
ven tion to ------ <Institution ) or it s
des ignee.

(c) In addition, t he Con t ractor agrees t o
fu rn ish the followi ng m aterials . di sclosures
and reports:

(i ) Up on req ues t . such duly executed in­
s trum en ts (p repared by the - - - --- (I n ­
s ti tu ti on) or it s des ignee ) and suc h other
papers as a re de em ed necessary to ves t in
the - - - --- (I nsti t u ti on ) or its des ign ee
the ri gh ts granted under th is clause and to
enable the - ---,- - (Insti tutio n) or its
design ee to apply for a nd pro secute any
patent appl ication, in any coun t r y, cove ring
su ch in ven ti on.

( ii ) A fin a l r ep ort, p rio r to final settlemen t
of t h is con t ract, listing all Subject Inven­
t ions or certif ying t hat no in ventions were
conceived or fi r st actuall y reduced to prac­
ti ce under the contract.

(d ) T h e Con t racto r shall include in a n y
su bco nt ract a cla use id en ti cal to this clause,
if a purpose o f t h e su bcontra ct is experi­
m ental, de velop m ental. or research work. If
a Subcontractor refuses to accept this
c lause or if . in the opinion of t h e Co n t rac­
tor, this cla us e is inconsiste n t with the
po licy se t for t h in 41 CFR 1-9 .107 - 3, the
Co n t rac tor (i) sh a ll promptly notify the I n ­
stitution a nd (ii) shall not proce ed with the
subcontract without the wr itten authoriza -

if a p urp ose of th e" ~ubcontract I en" -. _ ,
mental, developmen tal. or research work. If of practi cal applicat ion. An y e xc lus ive 11­

a Su bcon t ractor refuses to acce pt t h is cen se issued by the Ins ti t u ti on under a U.S .
c lause or if , in th e opinion of th e Cont.rac- pa tent. o r patent appli cation s h a ll be fo r a
tor, t his cla use is incon s istent with the li mited pe riod of time and suc h period sh a ll
policy set for t h in 41 CFR 1- 9,107-3 . the not, un less ot h erwi se a pp rov ed by t h e
Contractor ( I) shall prom ptly n otify t he In- Agency, exceed 5 yea rs fr om t h e da te of the
s ti t.ution and (ii ) shall no t p ro ceed with t h e first com m ercial sale or use in the Uni ted
subcontract without t he wri t t en authortza - States of Am erica of a product or process
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EXHIBIT A.-CONFIRMATORY INSTRUMENT

Application for; ------'- (Title of In­
vention>.

Inventorcs) ------ .

)
I

UNITED STATES OF AMERICA

563

tion left for administration to the Institu- fI'itle --------------------­
tion and the steps that have been taken by /Dat.e --------------------­
the Institution to bring the invention to the I
point of practical application. (8) Such re- /
ports shall include information regarding;'
the status of development, datr- of first com­
mercial sale or use, gross royalties received

Chapter l-Federal Procurement Kegulations------,··-~-··-··~§1=9:r01-~,
~ ,

embodying the invention, or 8 years from bytJ;e Institution, and such other data and ....
the date of the exclusive license excepting information as the Agency may reasonably
that time before regulatory agencies neces- !specifY. To the extent data or information
sary to obtain premarket clearance, which- Isupplied to this sect,ion is considered by a li-
ever occurs first. Such license shall also pro- censee to be privileged or confidential and is
vide that the Iiccnsee shall use all reason- I so marked, the Agency agrees that, to the
able effort to effect introduction into the \ extent permit.ted by law, it will not disclose
commercial market as soon as practicable, \ such information to persons outside the /,,/
consistent with sound and reasonable busi- ''Government. . ,//
ness practices and judgment. Any extension ··..·,+)...Rgpoxli2Lfl-G.f Folio1l flrl-l4.A-d~!4-s1-l'ftti7)e

of the maximum period of exclusivity shall Changes. TIl(" Institution shall promptly
be subject to approval of the Agency. Upon notify the Agency of any significant
expiration of the period of <exclusivity or changes in the information submitted by it
any extension thereof, licenses shall be of- in support of its request for an Institutional
fered to all qualified applicants at a reason- Patent Agreement; particularly, changes in
able royalty rate not in excess of the exclu- its patent policies or its administrative capa-
sive license royalty rate. bilities.

(3) Royalties shall not normally be in (rn) Tennination. This Agreement may be
excess of accepted trade practice. terminated by either party upon 30 days

(4) The Institution agrees to refund any written notice. Disposition of rights in and
amounts received as royalty charges on any administration of inventions made under
Subject Invention in procurements for or on contracts subject to this Agreement will not
behalf of the Government and to provide be affected by such a termination; except
for that refund in any instrument transfer- that, in the event the Government termi-
ring rights to any party in the invention. nates this Agreement because of a failure or

(5) The balance of the royalty income refusal by the Institution to comply with
after payment of expenses, including pay- any of its obligations under sections (e)( 1),
ments to inventors, incidental to the admin- (f), (i ), and (j) of this Agreement, the
istration of all inventions assigned to it pur- Agency has the right to require that the In­
suant to the provisions of this Agreement stitution's entire right, title, and interest in
shall be utilized for _t}}~_.§JJ1:>.p..9rt of educa- and to the particular invention with respect
tion O1"-resear:~JJ,..-··"-- "..•, -. .... to which the breach occurred be assigned to
}6i All licenses issued by the Instf t.ution to '~e United States of America, as represent-

parties. other than the Government of ~he e~ by the Agency.
/Unit.ed States, under any patent applicat.ion '(n) Communications. (9) Requests for

! or patent on a SU~ject Invention ~hall be Algency approvals, extensions, or similar ac-
made expressly subject to the conditions of ~ons and other correspondence required by
this Agreement. The In~tltutJO~ shall, upon, ):his Agreement should be addressed to

uest. promptly Iurriish copies of any h-/ . Except where specifically pro-
cen reements to the Agenc~:..._,,__->: vided otherwise in this Agreement, the

(j) Pa enmeTl+-.-eJrgamzatwns. or his designee shall act as the
The Institution shnll not assign any SUbJeC~ point of authority within the Agency to
Invent.ion to part.ies other than the Agency, grant such approvals, extensions. or take
except that, It ma~ make such an assign- such other Agency actions as may be au-
ment to the followmg patent management 'horized in this Agreement.
organizations- ------ ( 7)-01' any L •

other patent management organization if In witness whereof, each of the parties
subsequently approved by the Agency. Any hereto has executed this Agreement as of
assignment to a patent management organl- the day and year below.
zation shall be made subject specifically to
all the terms~_O.1l9i!J:e>.!.1~.,<:l!._t.P.!.s_ ~.g~:~:""
ment. ~_.- "<, By ----------------------

(k)/Reports on Development and comme~ Title _

~
i { use., T.he Institution shall provide a \ D,ate , _
ritten annual report to the Agency on or \

before December 31st of each year covering • (Corporate Seal.)
I the preceding year ending September 30th, i _
! regarding the status of development and I <Institution)
! commercial use that is being made or in- B' y _
i tended to be made of each Subject Inven-

tion left for administration to the Institu- !fitle --------------------­
tion and the steps that have been taken by /Date ---------------------
the Institution to bring the invention to the I EXHIBIT A.-CONFIRMATORY INSTRUMENT
point of practical application. (8) Such re- /
ports shall include information regarding;' Application for; ------'- (Title of In-
the status of development, datr- of first com,' vention>.
mercial sale or use, gross royalties received Inventorcs) ------ .

i
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P ~l,tl'n t R igh t., c la use
ministered that:

(a) Inven tions a t.
closed. and reported :
co ntract clauses;

(b ) The rights of c'
su ch inventions a re ,

(c ) When appro pr:
cations are timely Ii ' .
by con t ractors or b,
. (d) The filing of p
15 docum en ted by i c.
such as licenses or a."

(e) Expeditious c,
tion of such inventio

§ 1-9.109-2 Follow-up

Each contractor s l
maintain effecti \' .
ensure that inven tt o:
contract are identlr :
wh en appropriate. p
fil ed , and that t!
rights therein are eSi
tected . When it is
the award of a cen t
tractor or subcont.ra
a cl ear understan c
and obligations of i :
Patent Rights cla us .
en ta ti on confereli (
be used by the G O\ \

these ri ghts and o bl.
view in g a cont.racto ­
t.icular attention 51 l '
certaining their ef fr
tifying and dtsclosin

§ 1-9.109-3 Follow-up

Each Governm r-r,
dertake to ensure I

contractor wit h tho
P atent Rights cla u
This eff or t should 1
ily toward contract:
about which then ' ;
t h e contractors rn a
wit h their co rit.ra
Other contracts
should be spotch cc.
These follow-up ac t .

(a ) Reviewing tpc'
mitted by t he COnt I' :

(b ) Checking :i ll

issued to the cont r. .
ed to his Governmr-.

(c) In terviewin g
nel regarding work
observing the W0 1 '

ed to his Goverrun».
(e ) In terviewing ,

nel regarding work '
observing the W 0 1 '

(4 ) The bracke ted language may be de ­
leted bu t no rmally it is exp ected tha t Insti­
tutional P a t en t Agr eem ents will apply to
grants as well as con t r acts .

(5) Agencies m a y specify a form.
( 6 ) Agencies m a y Iind it useful to include

more det ail ed in s tructions h ere on the
format of t hese reports an d the persons t o
whom th ey should be supplied. The exact
cla use m a y h ave to be var ied ac cord ing to
the a gen cy 's n orm al contract close-ou t pro­
cedures.

( 7) If n on e a rc to be us ed. in sert " none."
(8 ) Differen t da tes may be s ubs t itu t ed de­

pending on the Agency 's n eed s.
(9 ) Insert applicable addresses and offi­

cers.
(10) in accordance with Section (d )(1 ) of

th e Agreem en t , if the Agency h as deter­
mined that a lic en se for State and dom estic
municipal gove rnme n ts will not be obtain ed.
th e followin g should be added to the Confir­
m a tory Instrument:

"T he license granted to the Government
does not include State and domestic munici­
pal gov ernments."

[40 FR 19814, May 7, 1975, as am en de d at 43
FR 4424, Feb. 2, 19781

§ 1-9.107-7 Clause for foreign con tracts.

A Patent Rights clause sh a ll be in­
cluded in eve ry contract having as one
of its pur po ses the conduct of exper i­
mental, developmen tal, or research
work which is to be performed outside
the United States, its possessions, or
Puerto Rico. The clauses authorized
for domestic contracts in §§ 1-9.107-5
and 1-9.107-6 may be us ed or replaced
by any other clause ta ilor ed to m eet
the requirements peculiar to the for­
eign procurement.

§ 1-9.108 [Reserved]

§ 1-9.109 Administration of Patent Rights
clauses.

§ 1-9.109-1 Patent Rights follow-up.

It is important that the Government
and the contractor know a n d ex ercise
their rights in inventions conceived or
actually reduced to practice in the
course of or under Government con­
tracts in order to ensure their e xpedi­
tious availability to the p ublic , to
ena ble the Government, the contrac­
tor, and the public to avoid unneces­
sary payment of royalties . and to
defend t h em selves against claims and
suits for patent infringement. To
attain these ends, contracts having

tor, and the PUUUl' l ·U <.. ~.

sary payment of ro yalties. and to
defend themselves against claims and
suits for patent infringement. To
attain tt.ese ends. contracts having
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§ 1-9.107-7

<Official title)

(Signature)

<Institution)

The inv ention iden tified above is a "S u b­
ject Inven ti on " under - - ---- (ide ntify
Ins ti tu tional P a ten t Agreem ent n umber ) t o
which co ntrac t (gran t) No. ------ with
- - - - - - (sp ecif y Government agency)
was su biect.

This documen t is con firmatory of the
paid-up license gra nted to the Go vernment
under this con t ract (gran t ) in this inv en­
tion. patent a pplica tion . a nd any re sul ting
patent. and of a ll othe r r ights acquired by
th e Government by the referenced Agree­
m ent. (10 )

It is understood and a gr eed that this doc­
ument does no t preclude the G overnment '
fr om asser ti n g ri ghts under the provisions
of sa id Agreement or of any other ag ree ­
m ent between th e Governmen t an d t he
Contractor. or any other r ights of the Gov­
ernmen t wit h respect to the above-identi­
fi ed in ve n ti on.

The Government is h ereb y g-ranted an ir­
r evocabl e po wer to inspect a nd m ake copies
of the above-identified patent application.

Si gned this -- day of ------ , 19-.

Serial No . - - ---- Contract (Gran t)
No . - -------.

Filing D a te: ------ Ins t itution

(Print or type n ame)

(E n d of Agr eement)

(1) In sert name of Agen cy.
(2) Insert reference to Institution's official

policy state me nts.
(3) Some a gencies may wish to have t h e

agreem ent apply to a ll Subject Inventions
rep orted after the ex ec ution of the ag ree­
m ent. even where the contract was en te re d
into prior to th e agreement. In such cases ,
the following language may be substi tu ted :

"T h is Agreement defin es t he ri zh ts of the
parties h ere to regarding t he a lloca ti on of
ri gh ts in Subject Inventions reported a ft e r
the exe cut ion of the Agr eement, incl uding
contracts entered in to prior to t h is Agree­
m ent, except such co n tracts as m ay be spe­
cificall y exclude d by the Agency."

Agencies using th is language which wis h
to ex clude any curren t contracts from the
ag reement s h ould add a s ta temen t such as
the followin g:

"T h is Agreement sh a ll not apply to the
following contracts: . . . ..

cine
Agen'cies us ing th is language wll1cn W1 Sll

to ex clude any eurren t contracts from the
a gr eement should add a statement such as
the followin g:

"T h is Agr eement sh a ll not apply to the
following contracts: . . ...
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§ 1-9.109- 5

comPlete ~ti'ain a t itle in a
single instrument and may be us ed to
convey title to the Government. Alter­
nati vel y, if separate assignments are
used, both do cuments sha ll be for­
warded sim ultaneously to the agency
for recording.

spect ing la borat or y notebooks and.
other records of che contractor related
to work under the contract; and

(d) Interviewing agency technical
personnel concerning novel develop­
men ts in con t r acts under their cogni­
zance.

[40 FR 19821 , May 7, 1975; 40 F'R 28068,
July 3, 19 75]

§ 1-9.109-4 Remedies.

If the contractor op erating under
the Patent Ri ghts clauses of § 1-9.107­
5 fails to establish, maintain , or follow
effective procedures for identifying
and disclosing inv entions as required
by the Patent Rights clause or hils to
correct an y deficiency after notice
thereof, the con i. ract ing officer may
require the con t rac tor to make availa­
ble for examination books, records and
documents relating to inventions in
the same fi eld of t echnology as the
contract to enable an agency determi­
nation of whether there are such in­
ven t ions, and may invoke the with­
holding of payments provision. Fur­
ther, the contracting officer may
in voke the withholding of payments
provision if the contractor fails to dis ­
close an invention deemed by the
agency to be a Subject Invention.

§ 1-9.109-5 Conveyance of inventio n
rights acquired by the Government.

(a ) Where t he Government acquires
the entire ri ght, t itl e. and interes t in
an invention pursuant to a contract,
assig n men ts are requ ired from the in­
ventor to the contractor and from the
contractor to the Government, or
from the in ventor to the Government
wit h the consent of the contractor, to
establish clearly the ch ain of title
from the in ventor to the G overnmen t.
The form of Conveya nce of title from
the inventor to the contractor must be
legally sufficient to convey t he rights
the contractor is r equired to convey to
the Government. The optional form of
assi gnment set for t h h ereinafter pro­
vide s the complete chain of t it le in a
singl e instrument and may be us ed to
convey title to the Government. Alter­
nati vely, if separate assignments are
used , both documents shall be for­
warded sim ultaneously to the ag ency
for recording.

40- 104 0-79--37

(b) Checking sources for patents
issued to t he contractor in fields relat­
ed to his Government contracts;

(c) Interviewing contractor person­
nel regarding work under th e contract,
observing the work on site, and in-

Chapte l' ~-Federal Procurement Regula tion s

§ 1-9.109-2 Fo llow-up by contractor.

Each contractor shall establish and
maintain effective procedures to
ensure that in ventions made under the
contract are identified, dis closed, and
when appropriate, patent applications
filed, and that the Government's
rights therein are established and pro­
tected . When it is determined after
the award of a contract that the con­
tractor or subcontractor may no t have
a clear understanding of the ri ghts
and obligations of the parties under a
Patent Rights clause, a po st-award ori­
enta tion confe re nce or letter should
be used by the Government to explain
these righ ts an d obliga tions. When re­
viewing a contractor's procedures, par­
ticular a ttention shall be given to as­
certaining their eff ec t iveness for iden­
tifying and disclosing inventions.

§ 1-9.109-3 Follow-up by Government.

Each Government agen cy shall un­
dertake to ensure compliance by the
contracto r with the obliga tions of the
Paten t Rights clause of the contract.
This effort should be directed primar­
ily to ward contracts and subcontracts
about which there is r ea son to believe
the contractors may not be complying
with their contractual obligation s .
Other contracts and su bcontracts
should be spotch ecke d wh en feasible.
These follow-up activities may include:

(a) Reviewing tech n ica l reports sub­
mitted by the contractor;

(b) Checking so u rces for paten ts
issued to t h e contractor in fields relat­
ed to his Government contracts;

(c) In terviewing contractor person­
nel regarding work under the contract,
observing the work on si te, and in-

Patent Right;; clause" should be so ad­
ministere d t hat:

(a) Inventions are id entified, dis­
closed, and re po r ted as required by the
contract cla uses;

(b) Th e righ ts of the G overnment in
such inven tions a re esta blished;

(c) When appropria te, patent appli­
cations a re timely fil ed and prosecuted
by contra ct or s or by the Government;

(d) The filing of patent applications
is documented by formal instruments
such as licenses or assignments; and

(e ) Expeditious commercial utiliza­
tion of such inventions is achieved.

i;75, as amended at 43

i to the Government
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foreign contracts.
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(c) Assignments , L
tory instrum en ts, <J

evide ncing any ri gh :
m en t in patents or p,
shall be recorded i

R egister and/or de
Govern mental Regis '
the U.S . P a tent and '
pursuant to E xecu:
F ebruary 18, 1944.
shall be sen t to t.he
Patents and Tr ade.
Assignment Branch ,
2023 1, and when the
recorded in the Sf
shall be accompanu­
fee. When t he docun
t he S tatu to ry Reg is:
Trad em ark Office pI
re cord in g in t h e Go'
te l'. If the agency 0
docunlent r ecorded
Register, it shall ~(

t he documen t to til l

Pa ten ts and T r ad er:
t hat these docu m en t
igna ted section of ,
Register . T he Go vr ,
con ta ins se veral S( "

se cret, dep a r trn en t«
t ion. The sec ret sec ,
t ions bea ri n g a secu
t he departmental .'it

m erits which a re av,
ernment and to th ,·
app roval of the G
a nd t he public seen
to the pu blic.

§ 1- 9.109-6 Retenti o n

(a ) R equest j or the
er domestic rights.
quest for a dete-r
reta in greater dorn .
identified in vent ion
R ights cla uses of ;.;
or § 1-9.107-6 sha ll
wr iting to the a ge ru-

(1) The requ es t sr..
lowing informati on:

(i) The prime co.
t he s ubcontract 11\::
un der wh ich the n .
and an iden t .if'icat i r
con t racting office;

(jj) A brief descrn
t ion or a copy of t l:
s ure;

and an id en tiffcat ir
co n t racting off ice;

(j j) A brief descrij
tion or a copy of tl :
s ure;B usin ess Address

& Appi ;h~ht or '~ss ignee \
B y ----------------- - - - -
A TTEST: - - --- - ------- --- - -

(Agency Offi cia l)

(Contractor's Official an d Titl e )
Att est: - - - - - - - - - - - - - - - - --­
Accep t ed a nd agreed t o on behalf of the

Governm en t

Si gned this - - - day of - - - -, 19- .

B usin ess Addr ess

C ONF I RM AT ORY I NSTRU M ENT

(Lice ns e to t he G overnment)

Applica tion for: - - - - - --- -- .- - - ---
(T it le of invention)

Inventorts ): ----- ------ -----­
Serial No.: - - --- Con t ract No.: - - - -­
Fil in g Date: - - - - - Con tractor: --- --

T h e in ven ti on iden t ifi ed above is a "Sub­
ject In ven ti on " under P a tent Rights clause, .

(Da te )

(h) When the claus e of § 1- 9.107 -5 (b )
is incl ud ed in a contract or wh en a
party retains title to an ide n ti fie d in­
vention and t he right to fil e a patent
application pursuant to a greate r
r ights det ermin a t ion of § 1- 9.109-6 ,
the op t ional fo rm of Confirmatory In­
strument set forth hereinafter is ap­
prove d for use by the con t rac tor or by
the par ty ret aining t it le.

(identify clause)
(- --- ) (date) included in Con t ract No .
---with - ------- (sp ecify ag en cy).

T h is documen t is confirmatury of th e
paid-up licens e gran ted to the G over nmen t
in th is in ven tion . paten t appli cation. and
any resulting patent , an d all ot her ri ghts ac­
quired by the G overnment unde r the refer­
enced contract.

It is understood and a greed th a t this doc­
ument do es not preclude the G overnment
fr om assrrt.in g r igh ts under the provisio ns
o f said con t rac t or of any other ag r ec rucn t
between the Government an d the Contrac­
to r, or any other rights of the Government
with respect to the above- ide n tified in ven­
ti on .

T h e Government is h ereby granted a n ir ­
re vocable power to inspect and make copi es
of the above -iden ti f ied pa tent a p pl ication .

S ign ed this ---- day of - ----. 19--.
[ S EAL] --- - --------------­

Ap plica n t or Assi gn ee (R ecorde d)
B y ---------------------
ATTE ST: ------------------

S ign ed this --- day of ----, 19- .
[SEAL] - ---------------- -­

(Invento r)
Attest: - ----- - ----- - - ----­
R epeat above for each in ve ntor .

§ 1-9.109-5

Inventorts j: - -------- - ----- - -­
Contractor: - - -------- -------­
Contracting Government Agency: ----­
Contract No .: - ----- --- - - - - - - - ­
Applica ti on T itl e: - -- - --- - ----- - ­
Contractor's Invention Do cket No.:----­
Agen cy In ven t ion D ocke t No .: - --- -­
Serial No .: .- - - -- - - Filin g Da te :

ASSIGNMENT

Daters ) Inventorrs ) Executed Oa th : ----

The undersi gn ed In ven t.orts ), in re cogni­
tion of his (their ) obligation as employeets)
of the Contractor to ass ign in ven ti on s to
the Co n t rac to r, and pursuant to t he obli ga ­
ti ons of the Co ntractor to t he G overnmen t
under th e above con t ract h ereby as signs
(assign) to the United S tates of Am erica , as
represen t ed by t he above-id entified agency,
the enti re right, title, a nd interest in and to
each in vention disc los ed a nd claimed in the
a bove U.S _ paten t application and an y su b­
sti tution, division, continuation-in-part, or
contin uation of such patent application a nd
any application for reissu e of any patent re­
sulti ng fro m such patent application, su b­
jec t to t h e reservation of the fo llowin g li­
ce ns e , if a ny, to the Con t ractor .

The lice nse rese rved to t h e Contractor
shall ex te n d to the Contractor's domes t.ic
s ubsidia r ies and a ffilia tes , if any, with in the
co r porate s tructure of wh ich the Contractor
is a part and sh a ll incl ude the right to grant
sublicen ses of t h e sa me scope to t he exten t
the Con t ractor was lega ll y ob li gated to do
so at the time the contract was award ed .
T h e license shall be t r ansferable only with
app roval of th e a gency ex cept when t ra ns­
fe rred to the successor of t hat part of t h e
Cont ractor's bus iness to which such in ven­
t ion pertains.

T h e In ven t.orcs) fu rth er a gre es (a gre e ) t o
assist the Contrac tor and the G overnment.
upon reques t by furni shi ng any av a ila ble in ­
fo rm ation and do cu m en ts, pe r form ing a ll
a cts , a nd doin g a ll th ings wh ich may be rea­
son ably necessary to make this as sign men t
effective. .

T h e Con t ract or jo ins in a nd agree s t o t h is
ass ign me n t and ex cept for the above reser­
va ti on of a license , if a ny, re lin q uis h es and
ass ign s th e en ti re r ight , ti tle, an d in te res t in
a nd to s uch inventions. and further agrees
to furnish to the Government u pon req uest
an y avai lable in format ion a nd do cuments
n ece ssary for the pro secu ti on of the above­
iden ti fied application fo r patent.

Si gned this --- day of ----, 19- .
[SEAL] ----------- - - - --- -­

<Inventor )
At tes t : - - - ------------ - --­
R epea t above fo r each inventor.
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thoriza tion of the contractor-employer
sh ould be submit ted wit h the employ­
ee-inventor 's reques t for such a deter­
mi nation. In su bmittin g the in forma-

(iii) The nature and exten t of th e
rights de sired;

(iv) A description of the develop­
m ent, ri sk capita l and ex pense, an d
t ime req uired to bring the invention to
the point of pract ical application;

(v) A stat ement of the contractor's
plans an d in t entions to bring the in ­
vention to the point of practical appli ­
cation including:

(A) If fu r the r development an d mar ­
ke ting a re to be conducted by t h e con ­
t ractor, a description of the racntues.
personnel, an d marketin g outlets
av ailable for t h at purpose, and the
extent to which suc h development is
to be un de rtaken by the contractor or
others on h is beh alf an d/or;

( B) If licensing of t he invention is in ­
t ended, a brief description of the con ­
tractor's lic ensing program; an d

(vi) A statement, where the in ven­
tion fall s within § 1-9.107-3(a ), of the
contractor 's con tribution when the
contention is made that th e G overn­
ment's contr ibution t o the in vent ion is
sm all com pa re d to his contribution.

(2) Agencies may re quest addition al
informa t ion which would facili ta te a
det erm ination tha t greater rights
should be re ta in ed by the contracto r.
Illustra tions of suc h items of informa­
ti on in clude t he foll owin g:

(i) The relationship of the inv ention
to a principal purpose of t he contract;

( ii) Any facts or informa tion known
to t he contractor about wheth er th e
inven t ion is in tended t o be de veloped
by the Governmen t for commercia l
use or is to be required for such us e by
governmental regula tion;

(iii) The rel a tionship, if any, of t h e
in vent ion to the public h eal th, safety,
or welfare ; and

( iv) T h e fi eld of science and t ech nol­
ogy of the invention an d whether t he
Government has been t h e principal
developer of th is fi eld.

(3) The contracto r 's em ployeers )
who m ade an in ven ti on in t he course
of or under a contract may also re­
quest, with proper auth orization from
hi s employer , a de termin a ti on that h e
re t a in greater ri gh ts whenever the
con t ract so provides. A copy of th e au­
th or ization of the contracto r-employer
sh ould be subm itted with the employ ­
ee-inventor 's r equest for such a deter­
m ination. In su bmittin g the in forrna-

contracting office;
( ii) A brief descrip tion-of t he in ven­

tion or a copy of the in vention disc lo­
sure;

§1-9.109-6 Retention of greater righ ts.

(a ) Requ est f or th e retent i on of grea t ­
er domes tic righ ts. A contrac tor's re­
quest for a determinati on tha t h e
retain gr eater domestic r ights in an
ident ified in vention u nder t h e P a tent
Righ ts cla uses of § 1'-9 .107- 5 (a) or (c)
or § 1-9.107-6 shall be submitted in
writing to the agency.

0 ) The request shall cont ain t h e fol­
lowing information:

CD T h e prime contract n um ber an d
the subcontract number, if applicable,
under wh ich t he in vention was made
and an identification of t he agency's
contracting office;

(ii) A brief descr ip t ion -of t he inven­
tion or a copy of t he in vention disclo­
sure;

(c) Assi gnments, lic enses, con firma­
tory in st rum en ts , and other papers
eviden cin g any r igh ts of t he Govern­
ment in pa ten ts or patent applications
shall be recorded in the S ta tu tory
Regist er and/or documen ted in the
Governmental R egister m ain t ained by
the U.S . P at en t and Trad emark Office
pursuant to E x ecu ti ve Order 9424,
February 18, 1944. Such docum ents
shall be sent to t he Co mmissioner of
Paten ts and Trademarks, Attention:

t
' Assignmen t Branch, Washington, D.C.

20231, and wh en t h e document is to be
. recor ded in the S t a tu tory R egis ter,I shall be accom panied by the required
f fee. When t he document is r ecorded in
1 the Statutory R egis ter, the P aten t an d
f Trad emark O ffice places a co py of this

t.'

recording in th e Governmental Regis­
ter. If the agency does n ot have the
docum ent recorded in t he S ta t u tory

t
'. Register, it shall send two copies of

the document to the Com mi ssioner of
Paten ts and Trademarks an d req ues t

l that these documents be fil ed in a des­I ignated sect ion of th e G overnmental
Register. The Government al R egister
contai ns sev e ral sections including a
secret, dep artmen t al , and public sec ­
tion. The secret section is for applica­
tions bearing a security classi fication;
the de partmen t al section is for do cu­
ments which a re available to the Gov­
ernment and t o t he public only upon
appro va l of t he G overnment agency;
and t he pu bli c section permits access
to the public.

lay of ----, 19-.

d ag reed that t his doc­
'elude the Government
. '; under t.hr - provisio ns
,( any oth e r agreement
..nen t and t h e Contrac­
I , l S o f t h e Gove rnment
tbove-ide n t ifi ed inven-

.i Address

operty Management

.i Address

v clause )
:u ded in Contract No.

0_- (specify agency>'
o con fi rm ator y of the

o i ,'d to the Government
r; .1 en t application. and

.uid a ll other rig hts ac­
.iment under the refer-

Con t ract No.: ----­
Contractor: ---- ­

0. \ if ied a bove is a "Sub­
or Pa tent Ri gh ts clause,

(T it le of inventi on)

(Age n cy Official)

~d to on behalf of t he

is hereby granted an ir ­
' :spect and make copies
·d pa ten t application.

day of - ---, 19--.

.r Assignee (Reco rded)

(Date)

',use of § 1-9.107-5(b)
co n tract or when a

to an identified in­
°igh t to fil e a pa tent
! 'a n t to a greater

.on of § 1-9 .109 -6,
of Confirmator y In­

11 hereinafter is ap­
rhe contractor or by
~ ti tl e.

.: Y INSTRUMENT

il e Government>

••rs Official and Ti t le )
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( ii ) The G overnmen:
to t h e invention is SlU,

t h a t. of th e contractor.
(0 Agency determin e

r igh ts. (1) T h e agency ,
party request in g a de t
th e retention of gre a t
de cis ion. If the agenc y'
is not coex t ensive wit h
quest. the age ncy sh
pa r ty of the reasons
final acti on is based.

(2) Wh ere the deft'
vides fo r th e requ r
reta in title, the determ
quire that a domes ti c
tion be filed on the i ll
reque sti n g party, and
provisio ns shall apply:

( i ) The application
wit h in 6 months from
de t ermin a t ion , or suet
as may be authorized i .
agency fo r good ca use
in g by t he requestin g p

( ii ) F or each pa tent : ~

the party sh a ll :
(A) Wi t h in 2 m an

fili n g or wit h in 2 Ilk

da te of a de termi nat u,
app lication prev iousl y
del iver t o th e age ncy
plication as filed , in c:
da te and ser ia l n umbe-r

(B) Incl ude t h e folll
in the se con d paragr a j
cation of the ap pl ica t
su iti ng pa ten t : "T he,
ri ghts in this In veri u .
Contract No. - - ­
---) a ward ed by
agency ).";

(C) Wi t h in 6 man
filin g, or withi n 6 m
mission of the inven t!
the paten t application
ou sly filed, deli ver t
dul y ex ecuted a nd :
ment prepared by t .
fu lly confi rmatory o f
wh ich t h e Governmen
provid e t h e agency
power to in spect ant:
t h e patent applicatior.

(D) Provide t h e ag i'
of t h e pa t ent wit h in :::
patent is iss ue d on ,
and

:_..
• ).:r~

' po\ver Il1specf~:~nc:
t h e patent a pp ltcat.iot :

(D) Provide t h e age
of t he pa tent within :::
paten t is issued on ,
and

(1) T h e r equest in g p ar ty m ay r etain
greater ri ghts regardless of wheth er
t he inventi on is or is n ot directl y rela t ­
ed to a princip al purpose of the con ­
tract when the age n cy fi nds t hat the
invent ion comes with in the criteria of
§ 1-9 .107 -3(a ) (1) t h rough (4); and

( j) T h e re tention of greater r ights is
a necess ar y incentive to call forth pri­
vate risk ca p ital an d ex pe nse to brin g
the in ven ti on t o t he point of pract ical
application; or

(i j) The G overnment's con t r ibu ti on
to th e in ven tion is small com pared to
that of the contractor.

(2 ) The requesting party al so m ay
retain greate r r ights wh en the agency
finds that:

(i ) The in vention is no t directly re­
la ted to a pr incipa l pu rpose of t h e con­
tract and does not co me wit h in the cri­
t eria of § 1-9.107-3(a)(1) t h rough (4);
an d .

(ij) T h e likelih ood is th a t t h e in ven­
t ion will be more exped itious ly devel­
op ed to t h e p oint of pract ical a pplica­
t ion by the intentions and plans of th e
r equesting party than by th e activit ies
of the G overnment.

(e ) Criteria f o r a det erm i na t ion for
the ret enti on of grea ter ri ghts-De­
ferred clause, When the request fo r a II
det ermi n a ti on for the retention of
greater rights relat es to an in ven t ion :
re ported under the Pa ten t R igh ts 1
clause of § 1-9.107-5 (c) or§ 1-9.107- .

so», "(1 ) The requestin g pa r ty may r et a in
greater ri gh ts where the age ncy finds: I

( i) The in ven tion does not come I
within t h e criteri a of § 1-9 .107 -3 (a ) ,(1) I
throu gh (4); and

(ii ) The likelihood is tha t the in ven - I
tion will be more ex ped itiousl y devel­
oped to the poi nt of practi cal a pplica- .
ti on by t h e inten tions an d plans of the I
requesti ng party t han by the activit ies
of t he G overnmen t.

(2) The requestin g p a r ty may retain
greater ri gh ts when an agen cy finds
that t he inven tion comes within the
criteria of § 1-9 .107-3(a ) (1 ) t h rough
(4); and ,

(i) The re tention of great er r ights is
a necessary inc enti ve to ca ll fort h r isk
ca pi t al and expense t o bring the in ven­
tion to t he poin t of practical applica­
t ion ; or

( i) The re tention of grea ter rights is
a n ecessa ry incenti ve to ca ll forth r isk
capit a l and ex pe nse to bring the in ven­
ti on t o t he point of practical applica­
ti on ; or

§ 1-9.109-6

tion requ t-ed for a determination for
th e re ten tion of greater ri gh ts as pro­
vided in § 1-9.109- 6(a )(1 ), and in apply ­
in g the other provisio ns of this para­
graph, t he term contractor sh all be
understo od to also m ean t he employ ­
ee-i nven tor.

( b) R ei m bursemen t of costs for filing
patent applica ti.ons. In orde r t o pro­
tect the in terest of the G overnment
and the p ar t y submitting a r equest for
a determination that greater rights be
retai n ed , t h e filin g of a Unit ed S tates
patent application pr ior to t he agen ­
cy's determin ation is permissible. If an
application on a S ubject Inven tion is
fil ed durin g t h e pendency of the deter­
mination, or within 60 days prior t o
t h e receipt of a re quest by the agency,
the agency shall r eim burse th e party
fil in g the application for the r eas on­
ab le fil ing cos ts and for any paten t
p rosecution as may h ave occurred as
provided by § 1-15 .205- 26 or § 1-15.309­
22. When ever s uc h costs a re n ot co v­
ered by § 1-15.205-26 ' or § 1-15.309-22,
the agency may nevertheless reim ­
burse t h e party causing t h e a ppli ca­
t io n t o be fil ed for th e reasonable
costs of such fil ing and for any pate n t
prosecuti on that may h ave occurred,
subject to the availabili t y of funds,
provided:

(1) The agency determines t hat the
party is no t ent itled to th e ret en ti on
of gre ater r igh ts which are coexte n ­
sive wit h the party 's r equest; an d

(2) Prior to reimbursemen t t h e party
requestin g suc h det erm in a t ion ass igns
t he application t o a Government
agency and the ag ency acce p ts the as ­
signmen t of t h e applica t ion .

(c ) Agen cy con si de ra t ion. The
agency shall conside r each req uest for
a determina t ion for the retention of
greater domestic righ ts which was su b­
m itted wit h in the p er iod sp eci fied in
th e P a tent R igh ts clause aud shall
make t h e determination in accordance
wit h the cr iteria set out in paragraphs
(d) or (e) of t h is section, as applicable.

( d) Cri teria f or a rietermination for
the ret ention of greater righ ts-Acqui­
sit ion by th e G ov ernment cl ause.
When the req uest for a determi nation
fo r the re ten t ion of greater r ights r e­
lates to an in vention reported under
t he P a ten t R ights clause of § 1-9.107­
5(a) or § 1-9.107-6(a) :

s ton y lie--\1ov in tit : tL'a u"".
When the r equest for a determination
fo r the reten ti on of greater rights re­
la tes to a n inv ention repor ted under
t he Patent Ri ghts cla use of § 1-9 .107­
5(a ) or § 1-9.107-6(a ):
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VI may oe submit te d indep endently
thereof. The request shall contain the
following information:

( i) T he prime contract number and
the subcont ract number, if app licable,
under which the invention was made

(E) Not less t han 30 days before t he
expiration of th e response period for
any ac ti on required by t he Patent and
Trademark Offi ce, notify the agency
of any de cision not to continue pros­
ecution of the applica tion and deliv er
to the ag en cy executed instruments
gran t in g th e Government a pow er of
attorney to pro secute the application;
and

(iii) If the requesting party Jails to
file an application within the pre­
scribed time periods, de cid es not to
continue prosecution of th e applica­
tion, or no lon ger desires to retain
title, h e shall convey to the Govern­
m ent, upon request, his entire right,
title , and interest in the inventi on, anel
to any corresponding patent ' applica­
tion or patent. The convey ance shall
be made by delivering to the agen cy
duly executed instruments (prepa red
by the Government ) and, if applicable,
such other papers as are deemed nec­
essary to vest in the Government the
entire right, title , and in terest in' t h e
in vention and any corresponding
patent application, and to en able the
Government to prosecute the applica­
tion.

(3) Wher e the determination pro­
vides for the requesting party to
retain title, the de termination shall be
subject to a license to the Govern­
ment, and the lic ensing and t he com­
mercial us e report in g requirements of
paragr aph (c) " Min im um r igh l.s ac­
quired by the GO\ cr n rnent," of t he
P atent Rights clauses of § 1-9 .107-5.
The determina tion normally s h all al so
be su bject to any other re servation or
condition deemed to be appropriate by
the ag ency.

(g) Agen cy d etennin ation-Forcign
ri ghts. (1) A contractor's request for a
determination that he retain gr eater
foreign ri ghts in an in vention Linder
the P a tent Ri ghts clauses of either
§ 1- 9.107- 5 (a) or (c ) or '§ 1-9.107-6 (a)
or (b) may accompany a request for a
de termination t hat he retain greater '
domestic righ ts under § 1-9.109-6(a ).
or may be submitted indep endently
thereof. The request sh a ll contain the
follo wing in formation:

(i) The prime contract number and
the subcon t ract number, if applicabl e.
under which the in ven t ion was made

the pat ent application filed;
(D) Provide t h e agency with a cop y

of the patent within 2 mont hs afte r a
patent is issued on the application;
and

(ii ) The Government's contribu tion
to the invention is small compared to
that of the contractor.

(n A gen cy determ i n ation-Domestic
rights. (1) The agency sh all notify th e
party r equesting a determination for
the retention of gr eater righ ts of its
decision. If the agency's de t ermi na t ion
is not coextensive with the party's r e­
quest, the agen cy shall inform the
party of t h e reasons on which the
final action is based.

(2) Where the determination pro­
vides for the r eques ting party to
retain title, the determination shall re­
quire that a domestic patent applica­
tion be filed on the invention by the
requesting party, and the following
provisions shall apply:

(i) The application shall be fil ed
wit h in 6 months from the date of t he
determination, or such longer period
as may be authorized in wri ting by the
agency for good cause shown in wr it ­
ing by the requesting party;

(iD For each patent application filed ,
the party shall :

(A ) Within 2 months after such
filin g or within 2 months aft er the
dat e of a determination if such patent
application previously has been filed,
deliver to the agency a copy of the ap­
plica tion as filed, including the filing
dat e and serial number;

(B) Include the followin g statement
in the second paragr aph of the specifi­
cat ion of the ap plication and any re­
sulti ng patent: "The Government has
rights in t h is invention pursuant to
Contract No . --- (or Grant No.
- - - ) awarded by (identify the
agency)." ;

( e ) Within 6 months after such
filing, or within 6 month, afte r sub­
mission of the invention dis closure if
the patent application h as been previ­
ously filed , deliver to the agency a
duly ex ecuted and approved instru­
ment prepared by the Government
fully confirmatory of all the rights to
which th e Government is entitled , and
provide the a gency an irrevocable
power to inspect and m ake copies of
the patent applica tion fil ed ;

(D ) Provide the ag ency with a cop y
of the paten t with in 2 months a fter a
patent is issued on the application;
and

u detennination JOT
grea t er rights-De­

.·n the request for a
,)" the retention of
:1tes to an invention
. he Patent Ri gh ts
J7-5(c ) or § 1-9 .107-
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( ) sta ter ' Il 'lo Ul

tions poli cies with respc
ing of royal ! it's wit h err. ,

(14) A description 01

of an y n et in come genu,

Cl ltT~f' l-Federal Procur

ti on wit h r egard to iri vr
ceive d or for the first tim,
p racti ce in t he course of U­
duti es;

(6) A copy of t h e in ver
for m or ou tline utilized
t ion Of in venti on r eport s:

(7) A s tatem en t indica ;
t h e organ ization h as a n
wit h an y pat ent m anage;
za t.ions or consultants a ,
any such agreements;

( 8) A descri ption of t h e ,
ten tions of the organiz»:
in ventions to the m a rl ,
wh ich it retains ti tl e , in ,
scr ip tion of t h e efforts
dertaken by the organi:
ce nse its in ventions;

( 9) A d escription of :
t ion 's past patent a p p
paten t licensing activit i .
t he fo ll ow ing:

(i) Num ber of ln vent ioi:
t he organiza t ion during
pas t 5 years :

(i i) Number of paten t
fil ed durin g ea ch of t h e ;.;

( iii ) Number of pat
during each of t he pas t 5

(iv) Number of e xcl:
iss ued during each of t L

(v) Number of noncxc
other t han t hose to sP O[
al agenc ies, issued durin
past 5 years;

(vi) Gross royal t y it
each of t h e pas t 5 years ,

(vii) A general descr i j.
! t ies charged, in cluding J

Ima ximum royal t y ra t es
(10) A list of s u bs idi a

I
' orga n izations, wh ich wo :

, by a n agree m ent signee
I zation;

I
(11) If the organiza t.k.

ar y or a ff iliate organiza
of t h e ot h er organiza t.,

I scr iption of t he re latione'
(12) The amount o r

I each F ederal ag ency ro.
! developmen t activities c
! admin ist er ed by t h e ora.
! (13 ) A s t a temen t of
! tions pol icies wi th respr

ing of royal! it's with en :
(14) A description 0 1

of a n y n et income gener.

such a pplica ti on , t h e party shall
n otify the agency, not les s t han 60
days before the ex p ir a t ion period for
any ac ti on req u ir ed by the fo r eign
pa tent office, of any decision not to
con t in ue prosec ution of t he applica­
t ion or not to pay a n y m aintenance fee
covering the in venti on, and wit h in
suc h period sh all deliver to the
a ge n cy:

( A) E xecu ted in s truments gr an t in g
t o t he Gover n m en t power of attorney
in the application;

(B) Ail English version of the appli­
ca tion, if not previously provided, to
the agency; and

( C) Upon request, a co n veyance of
t he party 's entire ri ght, title, a nd in­
t e r es t in the invention in the foreign
countr y, a n d to any corresponding
patent application,

§ 1-9.109-7 Negutia t ion of in stitutional
patent agreements,

(a) Information to be s u bmitted by
nonprofit organi zation. A nonprofi t
organiza ti on desi r ing t o en t er in to an
Institu tional P a tent Agr eement with
an a gency shall be req u ir ed to provide
the a gency with the following infor­
m a t ion:

(1 ) G eneral informat ion concerning
t he organiza ti on inclu di n g:

(i) A copy of the organ iza t ion's Art.i ­
cl es of Inco rporation;

(ii) A statem ent of the organization' s
purpose and aims; a n d

(i ii) A stateme nt indicati ng the
source of t he organiza ti on 's funds;

( 2) A copy of t h r- org an iza t ion 's es­
tablished patent polic y, toge t h e r wit h
the date an d m anner of its ado ption ;

(3) The n am e, title , a dd ress, and
tel ephone number of t he officer r e­
sp onsible for adminis tra tion of pat ent
and inven ti on matt ers and a de scr ip ­
ti on of staffi ng in t h is a rea , in cludin g
a ll offices ,which contri bu te to t h e or­
gan izat ion's patent management capa­
bili ti es;

(4) A descri ption of t he organ iza­
tion 's procedures for (A) id entify in g
and r ep orting in ven ti ons a nd (B) for
t he -evaluation of such in vention s for
inclu sion in t he organization's promo­
tional prog ram;

(5 ) A co py of the agreement s igned
by em ployees en gaged in r es ea rch an d
development, indica ting their obl iga-

ti onal program;
(5 ) A co py of the agreemen t s igned

by em ployees engaged in r esearch and
d evelopment, indicating their obliga-

§ 1-9.109-7

and an id entifica ti on of t he agency's
contracting offi ce:

OJ) A brief descri p ti on of the in ven­
tion or a copy of t he invention disclo­
su re;

<iii) T h e cou n tries in wh ich the re­
que sting part y in t ends to file a p atent
app licatio n ; and

( i v ) Other information required by
the agen cy.

( 2) If t he G overnment determines
not t o fil e a pa tent applica tion on a
Subject Invention of the contractor in
any forei gn country, t h e a gency may
auth orize the reques ting part y to fil e
a p a tent ap p lication on t he in vention
in such foreign country and to re tain
the en t ir e ri ght , title, an d interest
therein if it determines suc h a uth or i­
za tion to be in t h e public in teres t, sub­
jec t to the license to the Government
provided in para graph (c ) of the
Patent Right s clause in ~ 1-9,107-5(a)
or § 1-9.107-6(a ).

(3 ) Where t h e det ermination in­
cludes a requiremen t that the reques t­
in g pa r ty fil e an d prosecu t e a fo rei gn
pa tent a pplica tion on t h e invention ,
the following provisions shall ap ply:

(i ) T h e r eques ti ng part y sh 8.11 fil e
and prosec u t e a patent applicati on on
the inventio n in <i de ntify t he fo reign
co untries) in accordance with applica­
bl e statu tes and regu lations an d
wi thin one of the following p eriods:

( A) Ei gh t months from t he dat e the
correspon ding Uni t ed S ta t es pa t ent
application is fil cd by or on behalf of
t h e requesting party; or if suc h an ap­
plication is not fil ed , 6 months from
the d a t e of this agreement;

(B ) Six mon ths from t he dat e a li­
ce nse is granted by t he Co mmissioner
of P aten ts a n d Trad emarks t o file for­
eign applications wh ere such fili ng h as
be en prohibi ted by secu rity reasons; or

( C) Such longer pe r iod as may be ap­
proved by the a gency;

(il ) The reques ting part y sh all notify
the agency promptly of each forei gn
a p plic ation fil ed and upon written r e­
ques t of t he agency shall furnish an
Engli sh ve rs ion of the foreign applic a ­
tion without additional compensation;
and

(i ii) If the req ues ting party f iles or
ca uses to be filed a pa tent a p plic a tion
on a Subject Inven tion in a n y forei gn
co untry, or if a patent is ob tained on

a nd
(ii i) If the requesting party fil es or

causes to be fil ed a patent a p p lic a ti on
on a Subject Inven tion in an y forei gn
country, or if a patent is ob tained on
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Chapter 1-Federal Procurement Regulations § 1-9.109-7

gan iza ti on 's paten t m anagement pro­
gr am.

( b ) Criteria f o r ev alu a t i on of a tech­
n ology transf er p ro gram. Before an In­
st itu tional P aten t Agr eement is en ­
t ere d in to with a n onprof it organiza­
t ion , t he organ ization sh all h ave a
t ech nology t r ansfer progr am wh ich , as
a minimum, shall include:

(1) An establis hed pa tent policy
which is consisten t with the policy in
§ 1 9.107 3 and is administered on a
continuous basis by an officer or an
organization r esponsible to the organi­
za t ion ;

(2) Agr eements wit h em ployees re­
quiring them to ass ign to th e organ iza­
ti on , its design ee, or t he Government
an y in ven ti on conceived or first ac tu­
a lly reduced t o pract ice in the course
of or under G overnmen t contracts or
assu rance t hat s uch agreements will
be obtain ed from employees prior to
t he assign m ent of employees to Gov­
ern ment-sup ported research and de­
velopment projec ts ;

(3) Procedures for prompt invention
ide n ti fica t ion and timely disclosure t o "
the officer or organization adm in iste r ­
in g the patent policy of the institu­
ti on;

(4) Procedures for in vention evalua­
t ion; and

(5) An active and effe ct ive prom o­
t iona l pro gram for t he licensing and
marke ting of in ventions.

( c ) Federal Coordi n a ting Council f or
Science, Engineering, and Technology
List. A list of organ izations that ha ve
technology transfer pro gr am s meeting
t he critieria se t forth in § 1-9.109-7(b),
pre pa red by a subcomm ittee of the
Commi t tee on Intell ectual Prop ert y
and Informat ion of t he Federal Co­
ord inating Council for Science, E ngi­
neer ing, and T echnology, m ay be used
in lieu of in dividual agency determina­
ti ons of eligib ility for Insti tut ional
Pa ten t Agr eemen ts . Ho wever , t h e in ­
clusio n of an organ iza t ion on t he list
will not p reclude th e agen cy from de­
clin ing an application for an Insti tu­
t ional P a tent Agreement. It is also ex­
pected that the list m ay be used by
som e ag en cies in connection with
gre a ter r igh ts determina ti ons or re­
quests fo r t he in clus ion of cla uses in
con t racts givin g thc nonprofi t orga n i­
za t ion t he fi rs t option t o principal

som e agen cies in conn ecti on with
gre ater r igh ts det ermi na ti ons or re­
quests for t he inclus ion of claus es in
con t racts giving the nonprofi t organi ­
za t ion the fi rs t op tion t o principal

t ion with rega r d to invention s con­
ceived or for the first t im e reduced to
practice in the cou rse of their assigned
duties ;

(6) A copy of t h e in ventio n report
fo rm or outline ut ilized for prep ara­
tion of in ven ti on reports;

(7) A statemen t in dica ti n g wheth er
the organization has an ag ree ment
with any pa ten t management or gani­
zations or consult an ts an d a copy of
any such agre ements;

(8) A de scription of the p lans and in­
tentions of t h e organiza tion to bring
inventions t o the market place t o
wh ich it retains title, includin g a de­
scr iption of the eff or ts typ ically un­
dertake n by t he organization t o li­
cense its in ven tions;

(9) A desc ription of t he or ganiza­
tion 's past pa tent applica ti on and
pa ten t licensing activiti es , includin g
the following:

(i) Number of inventions reported to
the organization during each of the
past 5 years;

( ii) Number of patent applicat ions
filed during ea ch of the past 5 yea rs ;

(iii> Number of paten ts obtained
during each of the past 5 years ;

(iv) Number of exclus ive licenses
issued durin g each of the past 5 ye a rs;

(v) Number of nonexclu sive lic enses,
other t h an t hose to sponsoring Feder­
al agencies, issued durin g eac h of the
past 5 yea rs;

(v i> Gross ro yalty income durin g
each of the past 5 years;

(vii> A general description of royal­
ti es charged, including minimum and
maximum ro yalty rates:

(10 ) A lis t of subsidiary or affi lia te
organ izations, wh ich wou ld be covered
by an agr eemen t signed by t he organi-
zation ; ,

(11) If t he organiza ti on is a subsidi­
ar y or affiliate organiza ti on , t h e n am e
of t he ot h er organizat ion and a de­
scription of t h e rel a ti onship;

(12) The amount of suppor t from
each Federal agency for resear ch and
developmen t activiti es cur rently being
administered by the organization;

(13) A sta tem ent of th e organiza­
tion's poli cies wit h respect to t h e shar­
ing of royalti es wit h em ployees; and

(14) A descrip tion of th e uses made
of any net in come genera ted by th e 01'-

(13) A stateme nt of the org ani za ­
tion 's poli cies with r espect to the shar­
ing of royal ti es wit h employees; and

(14 ) A descrip tio n of the uses made
of any net income genera ted by the 01'-

subm it ted by
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§ 1-1 0.102 Definitinn-;

As used in th is s .:
ing terms h a ve the i.

in t h is § 1-10.102.

§ 1-10.102-1 Bond.

"Bond" me ans a \ 1

exe cu ted by a bi d «
iden ti fi ed in the . :
" pr inc ip a l", toset.n .
party. iden tified iI.! :

th e "surety", to Sl T i

t h e bidder or con t ra ,
ti on s as set ou t in ti l
even t of his fa il ur-e .
pa ym en t of any l os>
party for wh ose pre
(in clud lng a n y n cc.
or reinsurance agr.
n ish ed , to the exter:
bond.

f42 FR 56116, Oc t. 21. 1 ~

§ 1-10.102-2 Bid g'uar"
"Bid guara n tee" n.

mitment, su ch a:' ;1

money orde r. ccr ur..
ch eck. lrrcvocabl e !l
certain bonds or 11 (;

States, accomnany. ,
a nce that ttie bid der
ance of hi s bid , cx o.
t ua! documerit., as r r
an y, and give bon d r­
sp ecified after the fc
to him.

usee! procurements .
to nego t iated procu .
" bid" a n d " i n v i t a t i .­
it : t h is subpa rt sha .
Incl ude their co unt,
p osal " a nd "req ur-s
an d the su ostltur •
t erms wh enever appr
iz e d ,

§ 1- 10.102- 3 Perform «,

"Performance bor..
ex ecuted in conn ec u.
to secure f ulfil lmen t
tor's obligations un c

§ 1- HU 02-4 Payment j

" Payment bon d " .
ecu ted ill conne ct iu. .
to assu re payment :,
of a ll p ersons s uppl,

§ 1- 10.102-4 Paymen t j

"P a ym en t bond " ;
ecu ted ill cori nect io. .
to assure payment :,
of all persons supp l,

S ec.
1-10.301 G eneral.
1-10.302 Notice of ca nce lla t ion o r change.
1-10.303 'Respons ib il it y Jor loss of or

damage to Go vernment pro perty.
1-10.304 I nsu ran ce again st loss of or

da m age to Governmen t property.
1-10.305 P ro cedures t o be followed in t he

event of los s or damage t o Governmen t
property.

1-10.500 Scope of subpart.
1-1 0.501 P oli cy.
1-10 .502 T yp es of in surance.
1-10.502-1 Workm en 's compen sati on an d

em ployers' l iab ili t y insu ra nce.
1- 10.502 -2 G eneral liabil it y in surance.
1-10.502- 3 Au t omobile liabi lity in surance.
1-1 0.502-4 Aircraft publi c and passen ge r li-

abili t y in surance. •
1-10.502-5 Vessel coll ision l ia bili ty a nd pro­

t ec ti on and in demnit y liabili ty insur­
ance.

1-10.503 S elf-insuran ce.
1-10.504 G overnm ent proper ty . [Rese rv ed]

AUTHORITY: Sec. 205(c). 63 Sta t . 390; 40
U.S .C.486(c ).

SOURCE: 29 F R 10247 , July 24. 1964. unless
otherwise n o ted.

Subpart I-IO.S-Insurance Under Cost­
Reimbursement Type Contracts

1-10. 400 Scope of s ubpart.
1-10 .401 P olicy.
1-10.402 Wor km en's Compensation insur­

ance overseas .

Subpart 1-10.4-·lnsurance Under Fixed-Price
Contracts

Subpart 1-10.1-Bonds

§ 1-10.000 Scope of part.

This part prescribes poli cies a nd pro­
ced u res wi th resp ect to the use of
bonds a n d insurance in connection
with pro curement con t racts. Specifi­
cally d eal t with are suc h su bjects as
bid guaran tee s. bonds, suret ies, and in ­
surance.

§ 1-10.100 Sc op e of subpart.

This subpart deal s. prima ril y. wit h
the use of bonds. It deal s al so , h owev­
er, with t he use of b id gua ra n te es
which, wh ile most f req uentl y in bond
form, may t ake other forms.

§ 1- 10.101 Applicability.

This Subp a r t 1-10.1 is applicable
both to nego ti ated and formally adver-

§ 1- 10.101 Applicability .

This Subpart 1-10.1 is applicable
both to n egotiated and formally adver-

Title 41-Public Contracts, Property Management§ 1-10.000

PART 1-10-BONDS AND
INSURANCE

ri ghts in inventions made under the
contract.

[43 FR 4427 , F eb. 2, 1978]

Sec.
1-10.000 S cope of pa r t.

Subpart 1-10.1-80nds

1-1 0.100 S cope of subpart.
1-10.101 Applicability.
1- 10.102 Def in iti on s.
1- 10.102-1 Bond.
1-10.102- 2 Bid guarantee.
1-1 0.102-3 P erfor ma nce bond.
1-10.102- 4 P aym en t bond.
1-10 .102-5 Adva nce pa ym en t bo nd.
1-1 0.102- 6 P a ten t in f r in gem en t bond.
1-10 .102-7 Con st ru ction contract.
1-1 0.102-8 Annual bid bond.
1-1 0.102- 9 An n ual pe rf'ormance bond.
1- 10.102-10 Con sent of suret y.
1-10 .102-11 P enal sum or amount.
1-1 0.103 B id guaran te es .
1-1 0.103-1 P olicy on us e.
1-10.103-2 Amoun t requ ired.
1-1 0.103- 3 In vita t ion fo r bids provisions.
1-10 .103- 4 F ailure to su bmit p ro per bid

guarantee.
1-1 0.104 P er formance bonds.
1- 10.104-1 Construc tio n co ntracts .
1-10.104- 2 O th er than cons t ructi on con-

tracts.
1-10.104- 3 Annual pe r fo rmance bonds.
1- 10.105 P a ym en t bonds.
1-10.105-1 Cons tructi on COil tracts.
1-1 0.105- 2 O ther than constr uction con-

t r acts .
1-1 0.105- 3 Fu rnish in g in format ion to sub-

contracto rs and suppliers .
1-10.106 Adva nce payment bonds .
1-10 .107 P a ten t infringement bon ds .
1-1 0.108 Other types of bonds.
1-10.109 E xecution and ad m inist ration of

bond s .

Subpart 1-10.2-Sureties on Bonds

1-1 0.201 General.
1-10 .202 Corporate sureties.
1-10.203 Indi vid ual su reties .
1-1 0.204 Opti on s in lieu of sureties.
1-10 .204-1 United State s bonds or n otes .
1-1 0.204- 2 Certif ied or cashie r 's check s.

bank dra ft s, mo ney orders , currency. or
irrevocable letters of credit .

1-10.205 Cons en t of surety.
1-10.206 F u rnishing in forma tion to su re ­

ti es .

Subpart 1-10.3-lnsurance-General

1-10 .300 Scop e of subpart.

ir re , (j

1-1 0.205 Consen t of surety.
1-10. 206 Furnish in g information to sure­

ti es .

Subpart 1-IO.3-lnsurance-General

1-10.300 Scope of subpart.
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Part II

Department of
Commerce
Office of the Assistant Secretary for
Productivity, Technology and Innovation

37 CFR Part 401
Rights to Inventions Made by Nonprofit
Organizations and Small Business Firms;
Final Rule
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DEPARTMENT OF COMMERCE

Offlce of the Aulstant secretary for
Produettvlty, Technology and
Innovation

37 CFRPart 401

[Dock.t No. 41278-700e)

Right. to Inventlona Made by
Nonprofit Organization. and Small
Bualness Firms

AGENCY: Ass istant Secretary for
Productivity. Technology and
Innovation.
ACTION: Final rule.

SUMMARY: Public Law 98-620 amended
Chapter 18 of Title 35. United States
Code. dealing with patent rights in
inventions made with Federal funding
by nonprofit organizations and small
business firms. lIalso reassigned
responsibility for the promulgation of
regulations implementing 35 U.S.C.ZOZ
through 204 and the establishment of
standard funding agreement provisions
from the Office of Mangement and
Budget (OMB) to the Secretary of
Commerce. This rule makes final the
interim final rule published in the
Federal Register on July 14. 1986. and
incorporates minor changes as a result
of comments received on the interim
final rule.
EFFf!CT1YI DATE April 17. 1987.
FOR FURTHER INfORMATION COIfTACT.
Mr. Norman Latker, Director. Federal
Technology Management Policy
Division. Office of Productivity,
Technology and Innovation, U.S.
Department of Commerce, Room 4837,
Washington. DC 2OZ3O. Phone: 202-311-

- 0659.

SUPPUMENTARY INFORMATtON:

Background

Public Law 9~20 amended Chapter
13 of Title 35. United States Code. and
assigned regulatory authority to the
Secretary of Commerce. The Secretary
has delegated his authority under 35
U.S.C. 206 to the Assistant Secretary for
Productivity, Technology and
Innovation. Section 206 of Title 35 U.S.C.
requ ires that the regulations and the
standard funding agreement be subject
to public comment before their issuance.
Accordingly. on April 4. 1985. the
Assistant Secretary published a notice
of proposed rulemaking in the Federal
Register (SO FR 13524) for public
comment. As noted at that time. the
regulation closely follows OMB Circular
A-124 which the regulation replaced.
Differences between the proposed rule
and the Circular were highlighted in
Supplementary Information

Assistant Secretary published a notice
of proposed rulemaking in the Federal
Register (SO FR 13524) for public
comment. A8 noted at that time. the
regulation closely follows OMB Circular
A-124 which the regulation replaced.
Differences between the proposed rule
and the Circular were highlighted in
Supplementary Information

accompanying the notice of proposed
rolemakiJl8.

Additionally. to comply fully with
section 206 of Title 35 U.S.C.• the
Department published in the FedM'al
Register (51 FR 25508) on July 14, 1988.a
final interim rule and requested
comments by September 12, 1981S..

Copies of all comments received were
made available for public tnspeeuea in
the Department's Central Refercca
Records Inspection Facility (CRRIf\
Room 6628 in the Hoover Buildina.

Information about the avaiiabiRty 01
these records for inspection may be
obtained from Mrs. Hedy Wal...t
(202)377-3271-

Treatment of Substantative COJ.nl1JI!n"
on Interim Final Rule.

A number of comrnents £rom ei8bt (a}
different sources were received on the
interim final rule in response to the July
14. 1986 notice.

The Department of Energy IDOB)
submitted five comments on the interiD
final rule. All of the comments. were
found to have merit and have been
incorporated in the final rule as follows:

DOE's first comment relates to •
8Uggested clarification in the diacussion
portion of the interim final rule rei_tiDI
to § 401.3(a) (2). DOE's concern ia that
the discussion suggests that the right or
the government to declare exceptional
circumstance for national security
reasons is limited to "some limited
aituations" and that application of this
section is therefore limited to situation.
where the invention report is etassified.
DOE correctly points out that this ia not
consistent with the actual language of
theregulattoa. We agree that the worda
"some limited situations" should not
have been included in the discusaiaa
portion of the July 14. 1986 notice.

DOE"s second comment states that ilia
reference in the discussion portion of th4l
interim final rule. in § 401.14(b) to
nuclear weapons programs is
inaccurate. We agree that the wurd
nuclear should not have been included
in the discussion of § 401.14(b).

DOE's third comment suggesta that
§ 401.3(c) be revised to be consistent
with I 401.14(b) , which permits DOE to
draft a substitute clause. We agree and
have included the words. "or substitute
thereto" after the reference to
1401.14(b) in § 401.3(c).

Another DOE comment suggesta that
§ 401.13(c) (2) goes beyond the aimiJar­
provision of O~iB Circular A-l24 by
appearing to preclude confidential
disclosure of patent applications or
information which is part of a patent
application obtained under the clauae to
other agencies or contractors of
government agencies. We have clarified

Anoth'er DO"E comment suggeste that
§ 401.13(c) (2) goes beyond the aimiJar­
provision of O~iB Circular A-l24 by
appearing to preclude confidential
disclosure of patent applications or
information which is part of a patent
application obtained under the clauae to
other agencies or contractors of
government agenc ies . We have clarified

this by adding the following additional
language to the end of 1401.13(c) (2):

This prohibition does not extend to
disclosure to other government agencies or
contractors of government agencies under In
obligation to maintain such information in
confidence.

DOE also suggests that 1401.13(c)(3)
is unnecessary in view of 1 401.13(c)(1).
HOWfl"ler, DOE suggests that if it is
retained. § 401.13(c)(3) should be limited
to the same time period as § 401.13(c)(1).
We agree but have made no change
because the language of § 401.13 (c) (3)
already refers back to and incorporates
the § 401.13(c)(3) already refers back to
and ineerporatee the § 401.13(b)(1)
UmitatHln.

DOE also states that in § 401.15. first
sentence. third word from the last word.
"ef" should be "or", We agree and have
made this change.

Finally. DOE suggests that 1401.15(b)
should have the following five words
added at the end: "Unless it has been
licensed." We agree and have included
these five words at the end of
t 401.15(b).

Another person submitted six
cemments which have been treated as
follows:

The first comment suggests that a
statement be added to § 401.3(c) as
follows: "the Department of Energy may
only exercise the exception at § 401.3(a)
(4} with regard to inventions at the
facility that are made directly and
primarily with funds provided by either
the Department's naval nuclear
propulsion or nuclear weapons related
programs." This comment was not
accepted since the statute does not use
these terms. Further. all determinations
made under section 401(a)(4)by DOE
are subject to review by the Department
of Commerce under 1401.14(£1 and each
determination will be examined to
ensure compliance with the law.

The second comment points out that
ill order to make a determination under
1401 .3(a) (4). an agency must find one of
the conditions set out in § 401.3(a) (1),
(2) or (3). We disagree with this
interpretation as § 401.3(a) (4) is
independent of § 401.3(a) (1), (2) and (3).

A third comment suggests that
ccnsideration should be given to adding
language to § 401.5(g) requiring the
contractor to return a significant or a
major portion of income to the facility at
wbich the invention was made . This
iuue was disposed of in the earlier
interlm final rule notice of July 14. 1986.
OD page 25509 under the discussion of
, 401.5(f}. The matter of royalty disposal
is one that is best left to negotiations
between the interested parties.

- - - -0 - - 0 - -- • a",_O_ \OI ·_,-.... • .... 0 ..........
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wbich the invention was made. This
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OD page 25509 under the discussion of
, 401.5(f}, The matter of royalty disposal
is one that is best left to negotiations
between the interested parties.
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The fourth comment relates to the
language in § 401.5(g) regarding the
physical location of contractor
employees responsible for licensing of
facility inventions. The comment
suggests that 401.5(g) expressly state
that contractors be obligated to
maintain personnel responsible for
licensing at the facility. However,
ano ther person requested that the
subsection not be interpreted strictly to
require that such a person be physically
located at the fac ility. Section
202(c)(7)(C) of Pub . 1..~o indicates
tha t licensing be done at the facility. "to
the extent it provides the most effective
technology transfer ...... We believe this
language precludes arbitrarily requiring
tha t licensing personnel be loca ted at
the facility.

A fifth comment recommended
requiring DOE funding agreements to
confonn to the language prescribed by
§ 4OU4(b)f2) when the exception at
§ 401.3(a}(4) is used. This was not
accepted. Although we have. in fact.
permitted DOE to use a substitute clause
for that set out in I 401.14(bJ(2). we will
be reviewing all agency regulations
including DOE's to ensure compliance
with the law and regulations. including
all substitute clauses contained in
agency regulations.

The final comment of this second
person is that we modify the statement
in § 401.15(a) that"within 90 days after
rece iving, . ," to read: Within 90 days
after receiving a request and supporting
informa tion or sooner if a statutory bar
to patenting is imminen t. the agency
shall either make a determination or
inform the contractor of why a
detenn ina tion has not yet been made
and when one can reasonably be
expected." This comment was not
accepted. At this time. this is a matter
best left to the parties to determine on a
case-by-case basis.

A number of comments were also
rece ived regarding a typographical error
in the "Backgro und" section on page
25510 of the [uly 14. 1986 Federal
Register notice. The word "not" was
inadverten tly left out of the last
sentence of the first paragraph
disc ussing § 401.7. The sentence should
have read as follows: "this change has
been made because small business
preference is not intended to inh ib it
industrial support of university
research ,"

Two comments were received that
relate to the exceptions to be made for
handling of inventions if they are under
research at a government-owned.
contractor-operated facil ity (COCO):

The first comment relates to the
requirement in 1401.5(g) that specifies

Two comments were received that
relate to the exceptions to be made for
handling of inventions if they are under
research at a government-owned.
contractor-opera ted facil ity (COCO):

The first comment relates to the
requirement in 1401.5(g) that specifies

that income be used for purposee
"consistent with research and
development mission and objectives of
the facility ," The commenter suggests it
would be preferable that a university be
able to direct the net royalty income to
the most promising research needs.
which may not necessarily be consistent
with the objective of the COCO facility.
We cannot accept this suggestion since
the language in the regulation is based
on the statute-Pub. L. 98-620.

The second comment goes on to state
that 9401.5(g) further specifies that if a
licensing program is successful. then
above a certain point. 75 percent is to be
paid to the U.S.Treasury. The
suggestion is that this reduces the
incentive to be successful. and
recommends the deletion of thi5
requirement. Again. we cannot accept
this suggestion since the regulatory
language herein is based on the
statute-Pub. 1.. 98-620.

A third comment references the
special clause entitled. "pa tent rights to
nonprofit DOE facility operations," The
comment states that this clause removes
a subject invention funded by the naval
nuclear propulsion or weapons related
programs of DOE from the nonnal
presumption of rights to the contractor,
and requires the petitioning procees that
was in effect before the enactment of
Pub. 1.. 96-517 . The concern is that if
these programs are exempted. then there
may be additional proposals to delete
other programs from the full operations
of Pub. L.~517. The comment then
concludes by recommending that this
special clause not be implemented. We
cannot accept this recommendation
since the statute, Pub. L. 98-62D, gives
DOE the discretionary authority to use
this for its naval nuclear propulsion or
weapons related programs.

Another comment received relates to
§ 401.14(c)(I). which calls for disclosure
by a contractor to the contracting
government agency of each "subject
invention. , ." within two months of
the time it is disclosed by the inventor in
Writing. The commenter complains that
two months is "too harsh." We do not
accept this comment for two reasons. (1)
The statute. Pub. 1.. 98-620. uses the
words "reasonable time" and we think
two months is reasonable: and (2)
§ 401.14(cJ(4) allows extensions of time
at the discretion of the agency.

One person asked for greater
guidance on whether contractor funding
of individual scientists at different
universities is an educational award
within 35 U.S.c. 212 and. if so. what
rights such awardees should have. We
have not acted on this comment since

at me ciscreuon of the agency.
One person asked for greater

guidance on whether contractor funding
of individual scientists at different
universities is an educational award
Within 35 U.Sc. 212 and. if so. what
righ ts such awardees should have. We
have not acted on this comment since

we do not believe any contractor has the
authority to use funding for the
educational awards covered by 35
U.S.C, 212.

A comment was submitted that
relates to the discussion in the July 14.
1986 not ice of I 401.13(b). The concern Is
that the discussion may be
misinterpreted to imply that agencies
may not apply the provision. of Pub. 1..
9H20 retroactively. Thi. point is weU
taken. It was our intent in the July 14.
1986 discussion of I W1.13(b) to note
only that the Department of Commerce
has no authori ty under the law to
require agencies to waive the cap on the
term of an exclusive license in a patent
clause that predates enactment of Pub.
1.. 98-620. There ill noquestion that the
agencies themselves have authority
under the law to wa ive such cap and the
regulations in fact urge them to do 80

-a bsent a substantive reason to do
otherwise.

Another person requested that the
Department of Commerce set a time for
issuance of draft supplementary
regulations relating to foreign filing
deadlines at' 401.14{c)(3). As we
previously indicated in the interim final
role notice on July 14. 1986. we are
considering this matter. Therefore. we
see no reason at this time to set a
deadline.

Finally. pursuant to requests by two
persona, we have included in this final
no tice . uniform policy guidance in
§ 401.1(a) to these final regulations
similar to that included in OMB Circular
A-124. This has been done to ensure
clarity and continuity between OMB
Circular A-124 and these final
regulations with regard to policy.

RulemaJUng Requi.reDUlnta

As stated in the proposed notice and
the interim final role. this regu lation is
not a ma jor role as defined in Executive
Order 12291. and it adds no paperwork
burdens. In fact. it reduces certain
paperwork requirements of the
regulations it replaces. And, 8S

discussed in connection with the
proposed rule and the interim final rule.
the General Counsel of the Department
of Commerce has certified to the Small
Business Administration that this rule
will not have a substantial economic
impact on a substantial number of small
entities.

Ust of Subjects La 31 CFR Ch. IV

Inventions. Patents. Nonprofit
organizations. Small Business firms.

eusmess Administration that this rule
will not have a substantial economic
impact on a substantial number of small
entities.

List of Subjects La 31 CFR Ch. IV

Inventions. Patents. Nonprofit
organizations. Small Business firms .

___ _ __ . ,. . • • _ • • u • _ _ . • ~ _
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Date: March 11. 1987.
D. Bruce Merrifield,
Assistant Secretary for Productivity.
Technology and Innovation.

Accordingly, Part 401 of Chapter IV of
Title 37. the Code of Federal Regulations
is revised to read as follows:

PART 401-RIGHTS TO INVENTIONS
MADE BY NONPROFIT
ORGANIZATIONS AND SMALL
BUSINESS FIRMS UNDER
GOVERNMENT GRANTS, CONTRACTS.,
AND COOPERATIVE AGREEMENTS

Sec.
401.1 Scope.
401.2 Definitions.
401.3 Use of the Standard Clauses at

§ 401.14.
401.4 Contractor appeals of exceptions.
401.5 Modification and tailoring of clauses.
401.6 Exercise of march-in rights.
401.7 Small business preference.
401.8 Reporting on utilization of subject

inventions.
401.9 Retention of rights by contractor

employee inventor.
401.10 Government assignment to

contractor of rights in invention of
government employee.

401.11 Appeals.
401.12 Licensing of background patent rights

to third parties.
401.13 Administration of patent rights

clauses.
401.14 Standard patent rights clauses.
401.15 Deferred detenninations.
401.16 Submissions and inquiries.

Authority: 35 U.S.C. 206 and the delegation
of authority by the Secretary of Commerce to
the Assistant Secretary for Productivity.
Technology and Innovation at Sec. 3(g) of
00010-1.

§ 401.1 SCope.

(a) Traditionally there have been no
conditions imposed by the government
on research performers while using
private facilities which would preclude
them from accepting research funding
from other sources to expand. to aid in
completing or to conduct separate
investigations closely related to
research activities sponsored by the
government. Notwithstanding the right
of research organizations to accept
supplemental funding from other sources
for the purpose of expediting or more
comprehensively accomplishing the
research objectives of the government
sponsored project. it is clear that the
ownership provisions of these
regulations would remain applicable in
any invention "conceived or first
actually reduced to practice in
performance" of the project. Separate
accounting for the two funds used to
support the project in this case is not 8
determining factor.

(1) To the extent that a non­
government sponsor established a

~~Oy-i~~;;;ti~n-';-~~~~~i~~d ~;fi;;t--- ...
actually reduced to practice in
performance" of the project. Separate
accounting for the two funds used to
support the project in this case is not 8
determining factor.

(1) To the extent that a non­
government sponsor established a

project which. although closely related.
falls outside the planned and committed
activities of a government-funded
project and does not diminish or distract
from the performance of such activities.
inventions made in performance of the
non-government sponsored project
would not be subject to the conditions of
these regulations. An example of such
related but separate projects would be a
government sponsored project having
research objectives to expand scientific
understanding in 8 field and a closely
related industry sponsored project
having as its objectives the application
of such new knowledge to develop
usable new technology. The time
relationship in conducting the two
projects and the use of new fundamental
knowledge from one in the performance
of the other are not important
determinants since most inventions rest
on a knowledge base built up by
numerous independent research efforts'
extending over many years. Should such
an invention be claimed by the
performing organization to be the
product of non-government sponsored
research and be challenged by the
sponsoring agency as being reportable
to the government as a "subject
invention". the challenge is appealable
as described in § 401.11(d).

(2) An invention which is made
outside of the research activities of a
government-funded project is not
viewed as a "subject invention" since it
cannot be shown to have been
"conceived or first actually reduced to
practice" in performance of the project.
An obvious example of this is a
situation where an instrument
purchased with government funds is
later used. without interference with or
cost to the government-funded project.
in making an invention all expenses of
which involve only non-govemment
funds.

(b) This part inplements 35 U.S.C. 202
through 204 and is applicable to all
Federal agencies. It applies to all
funding agreements with small business
firms and nonprofit organizations
executed after the effective date of this
part. except for a funding agreement
made primarily for educational
purposes. Certain sections also provide
guidance for the administration of
funding agreements which predate the
effective date of this part. In accordance
with 35 U.S.C. 212. no scholarship,
fellowship. training grant. or other
funding agreement made by a Federal
agency primarily to an awardee for
educational purposes will contain any
provision giving the Federal agency any
rights to inventions made by the
awardee.

~ith 35U~S.C. 2ii.n~;;~hol~~hip: __un

fellowship. training grant. or other
funding agreement made by a Federal
agency primarily to an awardee for
educational purposes will contain any
provision giving the Federal agency any
rights to inventions made by the
awardee.

(c) The "march-in" and appeals
procedures in n 401.6 and 401.11 shall
apply to any march-in or appeal
proceeding under a funding agreement
subject to Chapter 16 of Title 35. U.S.C..
initiated after the effective date of this
part even if the funding agreement was
executed prior to that date.

(d) At the request of the contractor. a
funding agreement for the operation of a
government-owned facility which is in
effect on the effective date of this part
shall be promptly amended to include
the provisions required by U 401.3(a)
unless the agency determines that one of
the exceptions at 35 U.S.C. 202(a)(i)
through (iv) § 401.3(a)(6) through (iv) of
this part) is applicable and will be
applied. If the exception at § 401.3(a)(iv)
is determined to be applicable. the
funding agreement will be promptly
amended to include the provisions
required by § 401.3(c).

(e) This regulation supersedes OMB
Circular A-124 and shall take
precedence over any regulations dealing
with ownership of inventions made by
small businesses and nonprofit
organizations which are inconsistent
with it. This regulation will be followed
by all agencies pending amendment of
agency regulations to conform to this
part and amended Chapter 18 of Title 35.
Only deviations requested by a
contractor and not inconsistent with
Chapter 18 of Title 35. United States
Code. may be made without approval of
the Secretary. Modifications or tailoring
of clauses as authorized by § 401.5or
§401.3.when altemative provisions are
used under § 401.3(a)(1) through (4), are
not considered deviations requiring the
Secretary's approval. Three copies of
proposed and final agency regulations
supplementing this part shall be
submitted to the Secretary at the office
set out in § 401.16for approval for
consistency with this part before they
are submitted to the Office of
Management and Budget (OMB) for
review under Executive Order 12291or.
if no submission is required to be made
to OMB. before their submission to the
Federal Register for publication.

(f) In the event an agency has
outstanding prime funding agreements
that do not contain patent flow-down
provisions consistent with this part or
earlier Office of Federal Procurement
Policy regulations (OMB Circular A-124
or OMB Bulletin 81-22), the agency shall
take appropriate action to ensure that
small business firms or nonprofit
organizations that are subcontractors
under any such agreements and that
received their subcontracts after July 1,
1981, receive rights in their subject

Policy regulations (OMB Circular A-124
or OMB Bulletin 81-22), the agency shall
take appropriate action to ensure that
small business firms or nonprofit
organizations that are subcontractors
under any such agreements and that
received their subcontracts after July 1,
1981, receive rights in their subject
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inventions that are consistent with
Chapter 18 and thi. part.

(g) This part is not intended to apply
to arrangements under which nonprofit
organizations. small bustness firms. or
others are allowed to use government­
owned research facilities and normal
technical assistance provided to users oJ
those facilities. whether on a
reimbursable or nonreimbursable basts,
This part is also not intended to apply to
arrangements under which sponsors
reimburse the government or facility
contractor for the contractor employee'.
time in performing work for the sponsor.
Such arrangements are. not considered
"funding agreements" as defined at 35
U.S.C. 201(b) and 1401..2(a) of this part.

§ 40 1.2 Deftnitlone.
As used in this part-
(a) The !@nn "funding agreement"

means any contract, grant. or
cooperative agreement entered into
between any Federal agency, other than
the Tennessee Valley Authority, and
any contractor for the performance of
experimental developmental, or
research work funded in whole or in
part by the Federal government. Thi.
term also includes any assignment.
substitution of parties, or subcontract of
any type entered into fur the
performance of experimental.
developmental. or research work under
a funding agreement aa defined in the
first sentence of this paragraph..

(b) The term "contractor" means any
person, small bumes. firm or nonprofit
organization which it a party to a
funding agreement.

(c) The term "invention" means any
invention or discovery which it or may
be patentable or otherwise protectable
under Title 3S of the United States Code.
or any novel variety of plant which ia or
may be protectable under the Plant
Variety Protection Act (7 U.s.c. 2321 et
seq.).

(d) The term "subject invention"
means any invention of a contractor
conceived or first actually reduced to
practice in the performance of work
under a funding agreement; provided
that in the case of • variety of plant. the
date of determination (al defined in
section 41(d) of the Plant Variety
Protection Act. 7 U.S.c. 2401(d)) muat
also occur during the period of contract
performance.

(e) The term "praetieal eppllcetion''
means to manufacture in the case of a
composition of product. to p,.ctice in
the cue of a process or method. or to
operate In the cue of a machine or
system; and. in each ease, under luen
conditiona 81 to establiah that the
Invention is being utillud and that it.
benefits are. to the extent permitted by

Lt.ow or govemment regulation-..
available to the public on reasonable
term •.

(0 The term "made" when used in
relation to any invention means the
conceptioB or first actual redltction to
practice of such invention.

(g} The tenn "small business firm"
means a small business concem as
defined at section 2 of Pub. L. 85-53& (15
U.S.C. 632) and implementing
regulations of the ~dministrator of the
Small Business Administration. For the
purpose of this part. the lize Itandarda
for small buaineaa concerns involved in
government procurement and
subcontracting at 13 CFR 121.5 will be
used.

(h) The term "nonprofitorganizatioo"
means universitiea and other inatitutlon.
o] higher education or an organization of
the type described in section 501(c}(3) of
the Internal Revenue Code oJ.1,g64 (26
U.S.c. 501(c) and exempt from taxatiaD
under section 501(a) of tha Internal
Revenue Code (26 u.s.c. S01{aHO~ aD, .
nonprofit scientific or educatiaoal
organization qualified under a .tate
nonprofit organization stablte. .

(i) The term "Chapter 18" IMaM
Chapter 18 of Title as of the United­
Statel Code.

lJ1 The term "Secnrtary"meana the
Secretary of Commerce or his or h..
designee.

§ 401.3 U.. of tIM StaDd8rd Ca- lit
§ 401.14.

(a) Each funding agreement awarded
to a small busineaafirm or nonprofit
organization (exupt thOM .ubjectto 35
U.S.c. 212) shall contain theclauae
found in t 401.14{a} with Sll~

modificationa and tailoring ..
authorized or required elsewhere in tm.
part. However. a fundin8 agreement ma,
contain altemative proviBion.-

(1) When the contractor ~ not located
in the United States 01' does not have a
place of buaine81 located in the United
States or ia subject to the control of •
foreign government: or

(2) In exeeptional circtunatancea whea
It i. determined by the agency that
restrictiOD or elimination of the right to
retain title to any subject invention will
better promote the policy and objectn'"
of Chapter 18 of Title 35 of the United
States Code: or

(3) When it I. detemdned by •
government authority which ie
authorized by statute or executi9'8 ofder
to conduct foreiga intelligence or
counterintelligence actiYitiea that the
restriction or elimination Ofthe right to
retain title to any aubject Invention I.
necessary to protect the lecwity to IUcll
activitiea: or

(4) When the funding agreement
includes the operation of the
govemment-cwned, contractor-opeee ted
facility of the Department of Energy
primarily dedicated to that Department'.
naval nuclear propulsion or weapoM
related programs and all funding
agreement limitations under this
subparagraph on the contractor's right to
elect title to a subject invention art!
limited to invention. occurring under the
above two pr.ogram1i,

(b) When an 8sency exerciaea the
exceptions at , 401.3(a)(2) or (3). It shan
use the standard clause at t 401.14(a)
with only such modification. as are
necessary to addres. the exceptional
circumstances or concernl which led to
the use of the exception. For example. if
the justification relates to a particular
field of use or market. the clause might
be modified along linet similar to those
described In 140U4{b}, In aDJ event.
the clauee Ihould~de the contractor
with an opportunity to receive greater
right. in accordance with the procedures
at t 401.1&. When an agency justifi"
and exereiles the exception at
1401.3(a)(2) and uses lID altematift
pnnrilion In the nmdins agreement 011
the bali. of national security. the
provilion shall provide the coat:ractor­
with the right to elect ownership to 80Y
Invention made lUlderIlJCh fw'Idins
agreement al provided by the Standard
Patent RightsClaUN found at 140U4{a)
if the inventloo I. not clal.ifted by the
agency within six month. of the date-It
is reported to the agency. or within the
lame time period the Department of
Energy doe. not, al authorised by
regulation. law 01' Executive Order 0'­
implementinS regulation. th.ereto.
prohibit unauthomed dineminatioft 01
the invention. Contracts in support of
DOE'. naval nuclear propnlsion progrltftl
are exempted &om thi. paragraph.

(c) When the Department of Energy
exercises the exception at 1401.3(8)(4}.
it shall use theclause preaeribed at
§ 401.14(b}or substitute thereto wt1tr
such modification and tailoring al
authorized or required elsewhere in this
part.

(d) When a funding agreement
involve. a leries of separate talk orders.
an agency may apply the exceptione Itt
I 401.3(a)(2) or (3) to tndlvidual tuk
orders, and it may strltctu.re the contrad
so that modified pateftt ri!hts provlaiOM
wlU applr to the tuk order ewn though
the clauaes at etthet-140t.14(a) or (b)
art! applicable to the remainder of the
work. Agenclew art! authorized to
negotiate such modified provisions with
respect to task orden added to a
funding agreement aner Its Inltiel
award.

_ _ _ _ ~~_" .. __VU6o&", un:r \OOVlll.l"1lG1'

so that modified pateftt ri!hts proviaiOM
wlU applr to the task order ewn though
the clauaes at etthet-140t.14(a) or (b)
are applicable to the remainder of the
work. Agencies art! authorized to
negotiate IUch modified provilione with
respect to task orden added to •
funding agreement aner Its Initial
award.

means to manufacture In the case of a
composition of product. to p,.ctice in
the cue of a process or method. or to
operate In the cue of a machine or
system; and. in each ease, under luen
conditiona 81 to establiah that the
Invention is being utillud and that it.
benefits are. to the extent permitted by

------------------:-::-:~---l..1 UllOm It II aeteMntned by.
government authority which ~
authorized by statute or executt9'8 ofder
to conduct foreiga intelligence or
counterintelligence actiYitiea that the
restriction or elimination Of the right to
retain title to any aubject Invention I.
necessary to protect the lecwity to IUcll
activitiea: or
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(e) Before utilizing any of the
exception. in 1401.3(a) of this section.
the agency shall prepare a written
determination, including a statement of
facta supporting the determlnatton, that
the conditions identified in the
exception exist. A separate statement of
facts shall be prepared for each
exceptional circumstances
determination. except that in
appropriate cases a single determination
may apply to both a funding agreement
and any subcontracts issued under it or
to any funding agreement to which such
an exception i. applicable. In case.
when 1401.3{a)(2) ia used. the
determination shall also include an
ana lysis justifying the determination.
This analysis should address with
specificity how the altemate provisions
will better achieve the objectives set
forth in 35 U.S.C. ZOO. A copy of each
determination. statement of facts. and. if
applicable, analysis shall be promptly
provided to the contractor or
prospective contractor along with a
notification to the contractor or
prospective contractor of its righta to
appeal the determination of the
exception under 35 U.S.C.202(b)(4) and
I 401.4 of this part.

(0 Except for determinatione under
1401.3(a)(3). the agency shall also
provide copies of each determination,
statement of fact, and analysis to the
Secretary. These shall be sent within 30
days after the award of the funding
agreement to which they pertain. Copies
shall also be sent to the Chief Counsel
for Advocacy of the Small Bu.iness
Administration if the funding agreement
is with a small business fum. If the
Secretary of Commerce believes that
any individual determination or pattern
of determinations is contrary to the
policies and objective. of this chapter or
otherwise not in conformance with this
chapter, the Secretary shall so advise
the head of the agency concerned and
the Admtnlstrator of the Office of
Federal Procurement Policy and
recommend corrective actions.

(g)To assiat the Comptroller General
of the United States to accomplish his or
her responsibilities under 35 U.s.C. 202,
each Federal agency that enters into any
funding agreements with nonprofit
organizations or small business finns
shall accumulate and. at the request of
the Comptroller General. provide the
Comptroller General or his or her duly
authorized representative the total
number of prime agreement. entered
into with small buetnesa firms or
nonprofit organizations that contain the
patent rights clause in this part or under
OMBCircular A-1Z4 for each fiscal year
beginning with October 1,1982.

ure I..umpuvuer Vt:nenu. provrue we
Comptroller General or his or her duly
authorized representative the total
number of prime agreement. entered
into with small buetnesa firms or
nonprofit organizations that contain the
patent rights clause in this part or under
OMBCircular A-1Z4 for each fiscal year
beginning with October 1,1982.

(h) To qualify for the standard clause.
a prospective contractor may be
required by an agency to certify that it i.
either a small business finn or a
nonprofit organization. If the agency has
reason to question the status of the
prospective contractor as a small
business finn, it may file a protest in
accordance with 13 CFR121.9. If it
questions nonprofit status, it may
require the prospective contractor to
furnish evidence to establish its status
as a nonprofit organizaticn,

I 401.4 ContrKtor.p~ of exceptIOnS.
(a) In accordance with 35 U.S.C.

202(b)(4) a contractor has the right to an
administrative review of a
determination to use one of the
exceptions at § 401.3(a) (1) through (4) if
thecontractor believes that a
determination is either contrary to the
policies and objectives of this chapter or
constitutes an abuse of discretion by the
agency. Paragraph (b) of this section
specifies the procedures to be followed
by contractors and agencies in such
cases. The assertion of such a claim by
the contractor shall not be.used as a
basis for withholding or delaying the
award of a funding agreement or for
suspending perfonnance under an
award. Pending final resolution of the
claim the contract may be issued with
the patent rights provision proposed by
the agency; however. should the final
decision be in favor of the contractor,
the funding agreement will be amended
accordingly and the amendment made
retroactive to the effective date of the
funding agreement.

(b)(1) A contractor may appeal a
detennination by providing written
notice to the agency within 30 working
days from the time It receive, a copy of
the agency's determination. or within
such longer time aa an agency may
specify in ita regulations. The
contractor', notice should specifically
identify the basis for the appeaL

(2)The appeal shall be decided by the
head of the agency or by his/her
designee who is at a level above the
person who made the determination. If
the notice raises a genuine dispute over
the material facta. the head of the
agency or the designee shall undertake.
or refer the matter for. fact-finding.

(3) Fact-finding shall be conducted in
accordance with procedures established
by the agency. Such procedures shall be
as informal as practicable and be
consistent with principle, of
fundamental faimelll. The proceduret
should afford the contractor the
opportunity to appear with counsel.
submit documentary evidence. preHnt
witnesses and confront such persons a.,
the agency may rely upon. A transcribed

oy me agency. eucn procecures snau De
as informal as practicable and be
consistent with principle. of
fundamental faimelll. The proceduret
should afford the contractor the
opportunity to appear with counsel.
submit documentary evidence. preHnt
witnesses and confront such persons 81'
the agency may rely upon. A transcribed

record shall be made and shall be
available at cost to the contractor upon
request. The requirement for a
transcribed record may be waived by
mutual agreement of the contractor and
the agency.

(4) The official conducting the fact­
finding shall prepare or adopt written
findings of fact and transmit them to the
head of the agency or designee promptly
after the conclusion of the fact-finding
proceeding along with a recommended
decision. A copy of the flndings of fact
and recommended decision shall be sent
to the contractor by registered or
certified mail.

(5) Fact-finding should be completed
within 45 working days from the date
the agency receives the contractor's
written notice.

(6)When fact-finding has been
conducted. the head of the agency or
designee shall base his or her decision
on the facts found. together with any
argument submitted by the contractor,
agency officials or any other information
in the administrative record. In cases
referred for fact-finding, the agency
head or the designee may reject only
those fact, that have been found to be
clearly erroneous. but must explicitly
state the rejection and indicate the basi'
for the contrary finding. The agency
head or the designee may hear oral
arguments after fact-finding provided
that the contractor or contractor'.
attorney or representative is present and
given an opportunity to make arguments
and rebuttal. The decision of the agency
head or the designee shall be in writing
and, if it is unfavorable to the contractor
shall include an explanation of the basis
of the decision. The decision of the
agency or designee shall be made within
30 working days after fact-finding or, if
there W81 no fact-finding. within 45
working days from the date the agency
received the contractor's written notice.
A contractor adversely affected by a
detennination under this section may, at
any time within sixty days after the
detennination is issued. file a petition in
the United States Claims Court, which
shall have jurisdiction to detennine the
appeal on the record and to afflrm,
reverse, remand. or modify as
appropriate, the determination of the
Federal agency.

§ 401.5~ and taIortnt of
etauMs.

(a) Agenciee .hould complete the
blank in paragraph (g){2) of the clauses
at , 401.14 in accordance with their own
or applicable government-wide
regulations such 81 the Federal
Acquisition Regulation. In grants and
cooperative agreements (and in

"¥-, .... nwvvn........~...... ---""W ...
etauMs.

(a) Agencie••hould complete the
blank in paragraph (g){2) of the clauses
at , 401.14 in accordance with their own
or applicable government-wide
regulations such 81 the Federal
Acquisition Regulation. In grants and
cooperative agreements (and in
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contracts. if not ineanli.tent with the .
Federal Acquisition Regulation}
agenciea wishing to appiy the lame
clause to all aubcontractcrs alii applied .
to the contractor may deblte paragraph
(g)(2)of the clause and delete the word.
"to be performed by a Imall busiae..
firm or domestic nonprofit organization"
from paragraph (g)(1).Also, if the
funding agreement is a grant or
cooperative agreement. paragraph (g){3)
may be deleted. When either paragraph
(g)(2) or pafagraphs (8) (2) and (3) are
de leted. the remaining paragraph or
paragraph. should be renumbered
appropriately. .

(b) Agencies ehould complete
paragraph (I)...Communicatione", at the
end of the clause I at § 401.14 by
designating a central point of contact for
communication, on matters relating to
the clause. Additional instruction. on
commun ications may also be included in
paragraph (I).

(c) Agencies may replace the
ita licized words and phrase. in the
clause. at '401.14 with those
appropriate to the particular funding
agreement. For example. "eontracts"
could be replaced by "grant,"
"contractor" by "grantee." and
"contracting officer" by "grants officer."
Depending on itl use. "Federal agency"
can be replaced either by the
identification of the agency Of6y the
specification of the particular office or
official within the agency.

(d) When the agency head or duly
authorized designee determine. at the
time of contracting with a small
business firm or nonprofit organization
that it would be in the national interest
to acquire the right to sublicense foreign
governments or international
organizations pursuant to any existing
treaty or international agreement. a
sentence may be added at the end of
paragraph (b) of the clause at '401.14 a.
follows:

11Iil lieen.. will include the right of the
government to sublicense foreign
governments. their na tional-. and
international organizationa. punuant to the
following treaties or international
agreements:

The blank above should becompleted
with the namel of applicable existing
treaties or international agreement••
agreement. of cooperation. memoranda
of understanding. or similar
arrangements. including military
agreements re la ting to weapon.
development and production. The above
language i. not intended to apply to
treaties or other agreementl that are in
effect on the date of the award but
which are not lilted. AJternatively.

agencies may use substantially similar
language relating the govemmeat's
rightl to specific treaties or other-··
agreements identified elsewhere In the
funding agreement. The language may
also be modified to make clear that the
rights granted to the foreign government.
and its nationals or an International
organization may be for additional
rights beyond a license or sublicense If
so required by the applicable treaty or
international agreement. For example. in
some exclusive liceDlJe. or even the
assignment of title in the foreign country
involved mightbe required. Ageneiea
may also modify the language above to.
provide for the direct licensing by the .
contractor of the foreign government or
international organization.

(e) If the funding agreement involve.
performance over an extended period of
time. such as the typical funding
agreement for the operation of a
govemment-owned facility. the .
foUowing language may also be added:

The agency reserve. the right to
unilaterally amend uu. funding agreementto
identify specific treatie. or intemational
agreementt entered into or to be entered IDto
by the government after the effective date of
thil funding ogrrH1ment and effeciuate thOM
Iicenle or other rightt which are necellary .
for the government to meet its obHgation. to
foreign governments, their netlonal. and .
international organizationa under Id
treaties or iDternational agreements witlt
respect to IUbject inventionl made after the
date of the amendment. .

(0 Agencies may add additional
subparagraph. to paragrapb (f) of the
clauses at t 401.14 to require the
contractor to do one or more of the
foUo~

(1) Provide a report prior to the close­
out of a funding agreement ti.ting all
subject inventiona or .tating that there
were none•.

(2) Provide. upon request. the filing
date. serial number and title; • copy of
the patent application; and patent
number and issue date for any subject
invention in any country in which the
contractor has applied for patents.

(3) Provide periodic (but no more
frequently than annual) listinglof all
subject inventions which were discloeed
to the agency du.rin8 the period covered
by the report.

(g) If the contract Is with a nonprofit
organization and is for the operation of
a govemment-owned. contractor­
operated facility. the following will be
substituted forparagrapb(k){3) of the
clause at t 40'1.14(a):

(3) After payment of patentina ca.ts.
licen.aingCOlt.. paYments to invenlon. and
other expenl" incidental to the
adminiltraUon af lubject inventions. the
balance of any royaltlet or Income Mmed

and retained by tM contractor duri"3 any
fileal yeu Oft subject inventionl under thll or
any IUCCellOr contractcontll!nin8 the same
requ1remeut. up to any amount equal to five

. percent of the bu.t of the facility for ttlet
fileal year, sbaU be used by the contractor for
lcientific reMatch. development. and
education conslatent with the research and
development minion and objectivea of the
facility. InctudtDg activitiu that increa.. the
licensing potential of other Inventtons of the
facility, U the balance axceeds five percent.
75 percent of the IXceII above five percent
shall be paid by the contractor to the
Trealury of the United Statel and the
remaininl Z5percent Ihall be used by the
contractoronly for the same purposes at
described above. To the extent it provide. the
moat effective technology transfer. the
licensing of subject invention. Ihall b.
admini.tered by contractor employee. on
location at the facility.

(h) If the contract is for the operation
of a government-owned facility,
agencies may add the following at the
end of paragraph (f) of the clause at
, 401.14(a):

(5)The contractor mall eltabU.h and
maintain activ.and effective procedures to
enaure that subject inventiona are promptly
identified and timelyditcloaed and sball
submit I descrtption of the procedurea to the
contractingoffic-r 10 that the contracting
officer may IV.Julte and determln. their
effectiVelleaa.

f 401.. EMI'CIM of nwch-in IigtltL

(a) The fonowing proceduru shall
govern the exerci.e of the march-in
right. of the apncie••et forth in 35
U.S.c. 20Sand paragraph OJ of the
clause at t 401.1...

(b) Whenever an agency receivetl
Information that it believetl might
warrant the exerci.e of march-in right..
before initiating any march-in
proceeding.lt shall notify the contractor
in writing of the information and request
informal written or oral comment. from
the contractor aa well as information·
relevant to the matter. In the absence of
any comment. from the contractor
within 30 days. the agency may, at ita
discretion, proceed with the procedures
below. If II comment is received within
30 days. or later If the agency has not
initiated the procedure. below. then the
agency ahall. within eo day. after it
receivea the comment. either initiate the
procedure. below or notify the
contractor. in writing, that it will not
punue march-in right. on the basi. of
the available information.

(c) A march-in proceeding shall be
Initiated by the iuuanee of. written
notice by the agency to the contractor
and lfa assignee or exclusive licenaee, a.
applicable and if known to the agency,
statinl that the agency II con.ldering
the exercise of march-in right.. The

punue mllJ'Cll-tnrtgJU. on the basi. of
the available information.

(c) A march-in proceeding shall be
Initiated by the iuuanee of. written
notice by the agency to the contractor
and lfa assignee or exclusive Heen.ee. as
applicable and If known to the agency,
statinl that the agency II considering
the exercise of march-in right.. The

II govemment-ownea. contractor­
operated faCility. the following will be
substituted for paragraph (k){3)of the
clause at t 401.14(a):

(3) After payment of patentina ca.ts.
licen.aingCOlt.. paYmentt to invenlon. and
other expenl" Incidental to the
edmin iltraUon af subject inventions. the
balance of any royaltlet or Income Mmed

_.~-_._.--- --_. -_.._--------------------~---:----=----
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of understanding. or similar
arrangements. including military
agreements re lating to weapon.
development and production. The above
language I. not intended to apply to
treaties or other agreementl that are in
effect on the date of the award but
which are not lilted. AJternatively.
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requirements shculdbe foUowed. for
funding. agreemt'nta covued by ani
preda ling thia PaJt. 4Q1...

(1)To the e~t8ntauthorized.by 3fi,
u.s.c. 205, a8GdlIl' aA.a.a DOleM,I':I.. fD
third partie.~t to requeeta undu'
the Freedom. oi laformaUoIlAct. (FOLA)
any informaijOG diKioaing a aubjed.
inventioa fer !1r~ time iJ:l ordeI'
for' a p.atenta~ mbefilad. WitA
respect 10 sOOtectin~ oi
contractors that a.rtl lllII6U buiae....fi.rma
or nonprofit organizations, a ;eaaonab1e.
time shall be the time during which an
initial patent It,,,Ik~Rmay btrfillHl.
under paragraph (c) of the standard
clause fOWldat 1401.14(a} a.1Uclk~
c1aU81t may be-l:lMd iJI the fttndiDs
agreement. HoweYeJ. an~ rney
discloH-lKh Hil;ect inventioDs under
the FOIl\, 11 it. di8Gletioa. alia I
contraetee h.. eiecied not to re~ title
or after the tilDe i.rb wbich the contrador
is required to make an election if the­
contractor Qa.IIOt.~sa eladiOQl
within. that time. Similarly. liD agency
may boocr a FOlANqll&s.t atia.
discretica i.i it flRda tllat U16 lama
infonnatiga, baft previouUy Dean
publlabeli by the illvem.or. CODtracto£" or
otherwise.lf the li8'1IU:ypt.aa-, t.- fIle
itself wheRthaamtra~tol' &unotl
elected title. it may. of comae. CODtitl.lIt
to avail itJelf of the awtbority Qf35­
U.S.c.~

(21m a&eordaJW:e with 3&usc. zos..
agencie. &hall not diaclOM OP release fOi
a period oilS mortl1H. fNm the filing,
date of the applil:atilm kl tbUd parti.u
pursuant to requeau under lb&Freedoa
of Infomratiolt Ac' 01: &tAerwi. copUla
of any dGcument which the ajeS&Y
obtained l1J1l:i-er tbiso clanse wl:tich il part
of an applicatioa for peEU with. \he u.s..
Patenland Trademark omceor any
foreign patent offiu ffied.by lb.
conlJ'8~tor (or ia aasigneu.licenlleu-. Q/I

employees) 011 a subje£t iAventWa. t~
which the COl1Ua(:tOlr baaelected. tQ
retain title. Thi. prohibition. dDel 5l.Ot
extend tG cii5':JcWi'e to other
governmenta~ or canusctaa DI
govel'TllDeJ1t agem:ies-unde. an
obligatiDn to maunain lUcia iAiormatiQl)
in confidenl::e.

(3) A number of ~etJ"Ye
policie. to enCO¥19.8J! public
diueminatioo oi ilia reauIt. of wora
supported by the agency througb
publication i.n government or other
publication. of technical reports of
contIllCw. at others.ln recognition of
the fact thet II.Ichpublication. if it
included deaaiptiona of .. subject.
invenUou. could. create ban to obtaining
paten' protectiga.. it ia the policy of the
execu tiva bta.ncil \Rat agendea. will not
include in SWcA publication proguma

copies- of diadoaurea of inwentio~
submitjed by lII1all bu.&me. fIrms. or
nonprofit organizations. pursuant to
parasrapb (~of \heataDdard c.lauae­
found at l401.14(a).,. except thai Imda
the same C~aMee under wbida
a~clu.are.lIt.borize4 ta~wda
information pursusnt to FOlA ref.I....
und..par~t~)t1)of \hi. NeVel..
agencies ilia)' pubi-iah -.c:Itdi~

(4) Nothinaiathia~l..
Intended to pncllJd.e aguQal> tre.
including in the Pubftcatio,ractlvi.tiello
described fA th~ fine Ietl\enca of
parqraph fc}(~)'o.pubUcatia:t.
rnate,*- deKribiJ18 a lubiect itaelIItitm
to the extent 8UCh matC'iaia weI8

provided u part of & tedmicai~ItCD!'

othe Sllbmisaioo of the contJac.t~

which were submitted~ of
the req\l.irelDeBW of the pateB1~
provisiGna oi the CODtmc:t. HoweYu. ifa
small business firm or nonprofit
organizatioc1 notifin It. agenq- tIIal a.
particlBar~ 01' other .....,' d ••
con tam. & dta:loeure oIlt subjeg:l
inventioa te' ada itbu eledlto titJ8~
may elect tiUlr. !.be llIIJ!IIl!DCY sEliu.
reoonBbie" ri.fDIU ta Jall'ict in.
pubica:ti.-. a:f the materiai li:ar six;
moadmli"em da. ofa.~ptat_­
report or tablBis"or.illftII'a... wd.
the contrllctcrr Is. ffied mlRitiai ,ateut
applicaUOIL Ageuci_ of COlllW. ret'IIia
the discretion to delay publ1cBtimlfur
addition. perioda of tUDe..

(S) NothqiadDparagnrpk.
intendei lD Dmia the authority of
ag!!ftCies.......d isr3li u.s.c. .. ia
circumatancea no' apecifirAti:r ducribeli·
in tiD p8&grapk.

§ 401.14 Standard ~tont rights cIauM8.
(a} ne~ .. ttl. m11'dard

patent rights clause to' be ueed n
specified in f 401~~
Patent RigIrU (SIRoHSUSillttAFirml ooa
Nonprofit Cl'fganiutioll8J
(a) DefinitiQD&

(1) "_veDUe." JDeaJ»aay iavlIDtioaOP
dis.c:ovSJ wb.icllia or May b4t patentable 0.­
oth-ue prtltectabla una.. Title 35 of tha
Unifed Stat1!1 Code. or any novel nriety of
plant whieh Is ormay be- protected under the
Plant VarietJ P!'otectioftAct (7 U~S.c. 2321"
seq.,.
[%)'~~~lD"'UV

inveatioD ef ..ctnTtracllQrc~ 01' fUst
actually reOeceti to pracrice jg the
peri'ormace c£work.lJIlduth.COllll'Ot$
provided that in thecase oC a variety of Plant..
the data of determination faadefined iD
section tt(d) of die !'fanf VIIrtety Protl!f:tfoa
Act. 7 U.S.c. ~dll mUlt allillt OCC'lI:r"cfurlns
the period ofcrmtmct petf'0ftDaftC:lft

(3)~ Applk8i.ierrlllllAU"
manafactus .. tbe C81eelac~_
prodoc:t. to pnc.liu In the ca•• 01a~
or lIIetJtod. • to opent. ia the eat. 0& a­
machia. or Io)"~: and. in ..u.c.... IIDda

such conditiona.III to establia.b. that the
invention i. beiRg.utilized lind that ita
benefits are. to the exteut permitted hy law or
govemmentrqtriatlou; naiJabli tn m.
publle on I'HItVllrbW tl!Tl!lJl,

(4) "Made" wfMnwed in nrJatiOlf~ erlf'
invention me8ll&tile COIIC:epCorz (JII fine lIdlIaIoa
reductioll to practic:. of Rdr iavmtica

(5) "Small Buainell Firm" meaM.-a
buaiMU cenam .. deful.ed at aectiol1.1. K
Pub. L.85-536 (15'U.s.C.6321 and
implementi.lli regul'ationll ot the
Admlnistra1Dr of tfnJ 8malt Btrsine..
Administration. For thlt pm'llO'M of tbf.
claU!'lt, tk·me.tandtud. for smeUbuIiilea­
COllCm» inYehtwd in 8G'f"I!'1IIMIIS
pl'OCB'lllMDt lUIIi.8bcofttnJdin3at 13 a?R
121_~ and 13 CFR 121.3-12. respectivel,.
will be used.

(8J '"NoRpIoIil OrgaDizatforrlM3nS' a
university or other institution of iiishew'
education or an.OrgaD.iza1ioD of the typ6
de.c:nIledin lft';tillD 5Ol(c}{3] Ilf the ~lelUc1

Revenue Code ot195f (28lJ.S.C. 501fc) and
exempt from InatloIr under' sect1cmSOt(a} of
the Intemat Re'ftlM! CadIt (2&U.S£. sotta}t
or a"" liOdj/ioGIICJentifil: fir edGal1liDnel
organiatkla lII'HIJIitd __ • ltd.~
org~siltIIII.

(b) AUwstiOlr efPrffteipei RfPW.
The Corztrodo, maJ retain the entire ri&bt.

title. amt iJrlenif~ tft. wurld fa
each ,ubject invM!ttlm subject too t.h.
proviliona of thia c1a1lM and 35 U.s.c...
With respect to anJ aubjeet invention ill
which thlt C077t1tr"*",,mainS' titfe. tbeFederal
governmenf .Indr have II DOl1l!llc:.flmfw.
nontransferable. irrevocablw. psttf-ap Itt:mse
to practica at'-practicaG. f. 01"OD beiIal£
of th. UaMe6S\a&H tk IUbjectia~
throqil.gu~tlIlt wodd.
(c) r-e.tiGII dl:scIioanJ;. Biectiml8f'Ii'- .....
FiliJltroi [lateu~utioDby~*&

(1)11Ie~wiU dis:IoIB e-=k.
IUbject inftllUoD to !he FedtDaJ A.,tmq
wi thin tw4 aoetU aifltr .. iDve:mer
diaclotea it In writina to~~
responlible for pa*eclmatters.'Iha~.
to tht agency s&all be in the form. of a writtea
report and shan identifY the colll1"Oct under
which tlle invenlion wn rmrdf!' and chit
inventorf.sl. If Illall be~ compI'"
in redm.icaldetfil to COMe)' • chi...
underlUllidiDs to tha extent kl'IOWIlattt.
time of the dilclosure. of the nallU'l. JUlPo.
operation. and the physical. chemical.
biological or electrical characteliltia ora..
invention. Th. discklture shall also identify
any publication.on sale or pubfic use of the
invention and whether 8 manuacripL
delcribina the invention hu been .ubmittecf
for publication and. if Ie. wltetherit fro bed
accepted for pablicatioft a. the lime of
disclolUN. In addtti-. affft cIiIdo8wlt to U.
agency. 1M CorUrocio, will promptl, IlO&ily. .
the CZSfIncy of tha~tlUlca of allY
manuacript dtscribinl the invenWla fC¥.
pubITcation or of aay on ..1.. or public ute
planned by ttmcontractor.

mTh~Comraeto, w+l} elect ill writ'fIIlJ'
whether M' 1IOf" mlri. t;.1'0 an,. sud&
invention b, noti:fY;DlJ~ FrderoJ Qlf!Jf7CY
withJtt two,... of disclaaun 10 ~. FMazaj
aglmcy. However. in any ca.. where

-------------------.~---

publication. oitechnical reports of
contIllCw. at others.ln recognition of
the fact thet II.Ichpublication. if it
included deaaiptiona of .. subject.
invenUou. could. create ban to obtaining
paten' protectiga.. it ia the policy of the
execu tiva bta.ncil \Rat agendea. will not
include in SWcA publication proguma

the data of determination faadefined iD
section tt(d} of die !'fanf VIIrtety Protl!f:tfoa
Act. 7 U.S.c. ~dll mUlt allillt OCC'lI:r"cfurlns
the period ofcrmtmct petf'0ftDaftC:lft

(3)~ Applk8i.ierrlllllAU"
manafactus .. tbe C81eelac~_
prodoc:t. to pnc.liu In the ca•• 01a~
or lIIetJtod. • to opent. ia the eat. 0& a­
machia. or Io)"~: and. in ..u.ca... IIDda

the a,g.ncy of tha~tlUle& of a"iry­
manuacript dtscribinl the invenWla fC¥.
pubITcation or of aay on ..1.. or public ute
planned by ttmcontractor.

mTh~Comraeto, w+l} elect ill writ'fIIlJ'
whether M' 1IOf" mlri. t;.1'0 an,. sud&
invention b, noti:fY;DlJ~ FrderoJ Qlf!Jf7CY
withJtt two,... of disclaaun 10 ~. FMazaj
aglmcy. However. in any ca.. where

-----------------.~---
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work object of the funding agreement
and that such action ill necessary to
achieve practical application of the
subject invention or work object. Any
such determination will be on the ~cord
after an opportunity for an agency '
hearing. The contractor shall be ginn
prompt notification of the det ermination
by certified or registered mail. Any
action commenced for judicial review of
such determination shall be brought
within sixty days after notification of
such determination.

§ 401.12 tJcen8Int Ofa.ck1"M'd PtIteM
RIiht*to Th6rdhrtIM. . .

(a) A funding agreement with a 'small
business firm or a domestic nonprofit
organization will not contain a provision '
allowing a Federal agency to require the
licensing to third parties of inventions
owned by the contractor that are not
subject inventions unless such provision
has been approved by the agency head
and a written justification hal been
signed by the agency head. Any such
provision will clearly state whether the
licensing may be required in connection
with the practice of a subject invention.
a specifically identified work object, or
both. The agency head may not delegate
the authority to approve such provisions
or to sign the justificatlon required for
such provisions.

(b) A Federal agency will not require
the licensing of third parties under any
such provision unless the agency'head
detennines that the use of the invention
by others is necessary for the practice of
a subject Invention or for the use of.

(2) A request for a conveyance of title
under paragraph (d) of the standard
clauses.

(3) A refusal to grant a waiver under
paragraph (i) of the standard clauses.

(4) A refusal to approve an
ass ignment under paragraph (k)(l) of the
standard clauses.

(5) A refusal to grant an extension of
the exclusive license period under
paragraph (k}(2) of the clause.
prescribed by either OMB Circular A­
124 or OMB Bulletia 8l-2Z.

(c) Each agency shall establish and
publish procedure. uadee which any of- § 401.13 AdfNnIatnition of Patent RIghta
the agency action. listed in paragraph Ca.u....
(b) of this section may be appealed to (a) In the event a subject invention is
the head of the agency or designee. made under funding agreements of more
Review at this level shall cons ider both than one agency. at the request of the
the factual and legal basis for ·the contractor or on their owninitiative the
actions and itl consistency with the agencies shall designate one agency as
policy and objectives of 35 U.S.C. 200- responsible for administration of the
206. rights of the government in the

(d) Appeals procedures established . "' invention.
under paragraph (c) of this section shal1 (b) Agencies shall promptly grant.
include administrative due procese unless there is a significant reason not
procedure. and standard&for fact- to. a request by a nonprofit organization
findi~g at least comparable to those set under paragraph (k){2) of the clauses
forth I.n I 4?1.6 (e) through (g) wbenev~.. - prescribed by either OMB Circular A­
there IS a dispute as to the factual be'la .'- 124 or OMB Bulletin 81-22 inasmuch as
for ~n agency request for e conveyance " 35 U.S.C. 202(c)(7) has since been
of title under par~grap~(d}of~ " amended to eliminate the limitation on
standard clause. including any dispute the duration of exclusive licenses.
as t? w~ether ~r not an invention I. a Similarly. unleuthere is a significant
subject Invention. reason not to. agencies shall promptly

(~) To the e.xten~ that any of the " approve an assignment by a nonprofit
ac.tlons ~cnbed l~ paragraph (b) of organization to an organization which
this section~ subject to appeal under has 8S one of it. primary functions the
the ContractDIspute ~ct. th. procedures management of inventions when a
unda:r the Act Wlllsatisfy thlt . _ request for approval has been
requ~rem~tsof paragraphs (e) and:{d) . , necessitated-under parasraph (k)(l) or
of ,thlS section. the clauses prescribed by either OMBo­

Circular A-124-or OMS Bulletin 81-ZZ
because the patent management
organiution is engage4in or holds a .
substantie! interest in other
organizations engaged iD the manfacture .
or sale of products or th. use of
processes that might utillte the
invention or be in competition with
embodiments of the invention. As­
amended. 3S U.S.C. 202(c)(7) no longer
contains this limitation. The policy of
this subsection should also be followed
in connection with similar approvals
that may be required under Instttutronal
Patent Agreements, other patent righ~
clauses, or waivers that predate Chapter
18 of Title 35, United States Code.

(c) The President's Patent Policy
Memorandum of February 18, 1983,
states that agencies should protect the
confidentiality of invention disclosure.
patent applications. and utilization
reports required in perfonnance or in
consequence of awards to the extent
permitted by 35 U.S.c. 205 or other
applicable laws. The foUowing

own internal purposes. The prescription
of fonns should be avoided. However,
any forms or standard questionnaires
that are adopted by an agency for this
purpose must comply with the.
requirements of the Paperwork
Reduction Act. Copies shall be sent to
the Secretary.

(b) In accordance with 35 U.S.C. 202(ct
(5) and the terms of the clauses at
§ 401.14. agencies shall not disclose such
infonna:ion to persons outside ilia
government. Contractors will continue
to provide confidential markings to help
prevent inadvertent release outside the
agency. .

§ 401.' Retention of Rl9hta by ContrKtor
Employ.. Inventor.

Agencies which allow an employeeI
inventor of thecontractor to retain
rights to a subject invention made under
a funding agreement with a small
business firm or nonprofit organization
contractor. as authorized by 35 U.S.C.
202(d). will impose upon the inventor at
least those conditions that would apply
to a small business finn contractor
under paragraphs (d)(lt and (3); (0(4);
(h); (il; and lil of the clause at
1401.14(a).

§ 401.10 Government Aaalgnment to
Contractor of Rights In Invention of
Government Emptoy...

In any case when 8 Federal employee
is a co-inventor of any invention made
under a funding agreement with a small
business finn or nonprofit organization
and the Federal -egencyempleytngeuch
co-inventor transfers or rea18ignl tha
right it hal acquired in the -subject
invention from itl employee to the
contractor as authorized by 35 U.S.C.
202(e). the assignment will be made
subject to the same conditions as apply
to the contractor under the patent rights
clause of its funding agreement.
Agencies may add additional conditions .
as long as they are consistent with 35 .
U.S.c. 201-206.

§ 401.11 App .....

(a) As used in this section. the term
"standard clause" means the clause at
§ 401.14 of this part and the. clauses
previously prescribed by either OMB
Circular A-l24 or OMB Bulletin 81-22-

(b) The agency official initially
authorized to take any of the following
actions shall provide the contractor with
a written statement of the basis (or his
or he r action at the time the action is
taken. including an)' relevant facts that
were relied upon in taking the action.

(1) A refusal to grant an extension
under paragraph (C)(4) of the standard
clauses.
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actions shall provide the contractor with
a written statement of the basis for hi.
or her action at the time the action is
taken. including an)' relevant facts that
were relied upon in taking the action.

(1) A refusa! to grant an extension
under paragraph (C)(4) of the atandard
clauses.

me autnority to approve such provisions
or to sign the justification required Cor
such provisions.

(b) A Federal agency will not require
the licensing of third parties under any
such provision unless the agency'head
detennines that the use of the invention
by othert is necessary for the practice of
a subject Invention or for the use of.

(cl The President's Patent Policy
Memorandum of February 18, 1983.
states that agencies should protect the
confidentiality of invention disclosure.
patent applications. and utilization
reports required In perfonnance or in
consequence of awards to the extent
permitted by 35 U.S.C. 205 or other
applicable laws. The foUowing


