§ 3701. Findings

The Congress finds and declares that:
[See main volume for text of (1) to (9)]

(10) The Federal laboratories and other performers of federally funded re-
search and development frequently provide scientific and technological develop-
ments of potential use to State and local governments and private industry.
These developments, including inventions, software, and training technologies,
should be made accessible to those governments and industry. There is a need
to provide means of access and to give adequate personnel and funding support

© to these means.

(As amended Pub.l. 98-602, § 9(f)1), Oct. 20, 1986, 100 Stat. 1797.)

Short Title of 1986 Amendments. Section | of
Pub.L. 99-502 provided that: “This Act [enacting
sections 3710s to 3710d of this title, amending this
section and sections 3702, 3703, 3704, 3708, 3707,
3708, 3710 and 3714 of this title and section 210
of Title 33, Pat and repealing former 0
3709 of this title) may be cited as the ‘Federal
Technology Transfer Act of 1986"."

Pub.L. 99-382, § 1, Aug. 14, 1986, 100 Stat.
811, provided: “That this Act {smending section

§ 3702. Purpose

3704 of this title] may be cited as the ‘Japanese
Techaical Literature Act of 1986"."

1986 Amendment. Par. (10). Pub.L. 99-302,

Laglslative Histery. For legislative history and
purpose of PubL. 99-502, see 1986 U.S.Code
Cong. and Adm.News, p. 3442.

\

It is the purpose of this chapter to improve the economic, environmental, and social

well-being of the United States by—

(1) establishing organizations in the executive branch to study and stimulate

technology;

(2) promoting technology development through the establishment of coopera-

tive research centers;

(3) stimulating improved utilization of federally funded technology develop-
ments, including inventions, software, and training technologies, by State and
local governments and the private sector;

[See main volume for text of (4) and (5))

1986 Amendment. Par. (2). Pub.L. 99-502,
§ 9(b)1), substituted “‘cooperstive resesrch cen-
ters” for “‘centers for industrial technology™.

Par. (3). Pub.L. 99-502, § 9(fX2), inserted >,
including inventions, software, and training tech-
nologies,” after “‘developments”.

§ 3703. Definitions

—(As smended Pub L. 99-602, § S(b)1), (1)X2), Oct. 20, 1986, 100 Stat. 1798, 17197.)

Legielative Histery. For legislative history and
purpose of Pub.l. 99-3502, ses 1986 U.S.Code
Cong. and Adm.News, p. 3442.

As used in this chapter, unless the context otherwise requires, the term—
(1) “Office” means the Office of Productivity, Technology, and Innovation

. established under section 3704 of this title.

(2) “Secretary” means the Secretary of Commerce.

(3) “Assistant Secretary” means the Assistant Secretary for Productivity,
Technology and Innovation, appointed pursuant to section 8704 of this title.

(4) “Centers” means the Cooperative Research Centers established under
section 3705 or section 3707 of this title.

(6) “Nonprofit institution” means an organization owned and operated exclu-

sively for scientific or educational pu

, no part of the net earnings of which

inures to the benefit of any private shareholder or individual.

(7) “Supporting agency” means either the Department of Commerce or the
National Science Foundation, as appropriate. ) .

(8) “Federal agency” means any executive agency as defined in section 106 of
Title 5 and the military departments as defined in section 102 of such title.

(9) “Invention” means any invention or discovery which is or may be patenta-
ble or otherwise protected under Title 85 or any novel variety of plant which is
or may be protectable under the Plant Variety Protection Act (7 U.S.C. 2821 ot
seq.).

(10) “Made” when used in conjunction with any invention means the concep-
tion or first actual reduction to practice of such invention.

(11) “Small business firm” means a small business concern as defined in
section 632 of this title and implementing regulations of the Administrator of
the Small Business Administration. ‘ )

(12) “Training technology” means computer software and related materials
which are developed by a Federal agency to train employees of _luch agency,
including but not limited to software for computer-based instructional systems
and for interactive video disc systems.

(As amended Pub.L. 99-502, § &(b)2), (d), Oct. 20, 1886, 100 Stat. 1796, 1796.)

Reforesces In Text. The Plant Variety Protec-
tion Act, referred to in par. (9), is Pub.L. 91-577,
Dec. 24, 1970, 84 Siat. 1342, as amended, which is
classified principally to chapter 57 (section 2321 et
seq.) of Title 7, Agriculture. For complete classi-
fication of this Act to the Code, see Short Title
note set out under section 2321 of Title 7 and
Tables volume.

1966 Amendmest. Par. (1). PubL. 99-502,
§ 9(OX2XA), substituted definition of “Office” as
the Office of Productivity, Technology, and Inno-
vation for former definition of that term as the
Office of Industrisl Technology.

Par. (3). Pub.L. 99-502, § 9(bX2XB), substi-
tuted provisions relating to the Assistant Secretary
for Productivity, Technology aad Innovation for
provisions which relsted to the Director of the
Office of Industrial Technology.

Par. (4). Pub.L. 99-302, § 9N2XC). substi-
tuted definition of “Centers” as Cooperalive Re-
search Centers for former definition of that term
a8 the Centers for lgdustrial Technology.

Par. (6). Pub.L. 99-302, § HOX2XD), redesig-
nated former par. (7) as (6), and struck out former
par. (6), which defined the term “Board™ ss the
National Industria} Technology Board established
pursuant to section 3709 of this title. :

Par. (7). Pub.L. 99-302, § S(O)2XD). redesig-
nated former par. (8) as (7). Former per. (7)
redesignated (6).

Pub.L. 99-502, § %bX2XD), redesignated for-
mer pars. (8) as (7).

Pub.L. 99-502, § 9(OXINE), in per. (6) ss 0
redesignated substituted “owned, leased, or other-
wise used by a Federal agency and funded™ for
“owned snd funded”.

Par. (8). Pub.L. 99-3502, § %d), added per.
(8). Former par. (8) redesignated (7).

Pars. (9) 10 (12). Pub.L. 99-502. § %(d), added
pars. (9) to (12).

Leglalstive History. For legisiative history and
purpose of Pub.L. 99-302, see 1986 U.S.Code
Cong. and Adm.News, p. 3442

§ 3704. Commerce and technological innovation

(a) In genersl!

The Secretary shall establish and maintain an Office of Productivity, Technolngy,
and Innovation, in accordance with the provisions, findings, and purposes of this

chapter.

(b) Assistant Secrelary

The President shall appoint, by and with the advice and consent of the Senate, an
Assistant Secretary for Productivity, Technology, and Innovation.

(¢) Dutles

The Secretary, through the Assistant Secretary on a continuing basis, shall—
[See main volume for text of (1) to (5)] _
(6) provide that cooperative”efforts to stimulate industrisl innovation be

(6) “Federal laboratory” means any laboratory, any federally funded research
and develo_pment center, or any center established under section 3705 or section
3707 of thia title that is owned, leased, or otherwise used by a Federal agency

and funded by the Federal Government, whether operated by the Government or
by a contractor,

B L e e A A R E

undertaken between the Assistant Secretary and other officials in the Depart-
ment of Commerce responsible for such areas as trade and economic I-lll_lhnel;

(7) encourage and assist the creation of centers and other joint initiatives by
State of ! local governments, regional organizations, private businesses, iqomu-
tions of higher education, nonprofit organizations, or Federal laboratories W
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186, 100 Stat. 1795, 1796.)

Par. (6). Pub.L. 99-302, § HbXN2XD), redesig-
ated former par. (7) as (6), and struck out former
ar. (6), which defined the term “Board” s the
lational industrial Technology Board established
ursuant 1o section 3709 of this title. '

Par. (7). Pub.L. 99-502, § S(b)2XD), redesis-
ated former per. (8) ss (7). Former par. (7)
pdesignated (6).

Pub.L. 99-502, § 9(bX2XD), redesignated for-
ner par. (8) as (7).

Pub.L. 99-502, § 9(OXINE), in par. (6) ss so
edesignated substituted “owned, leased, or other-
vise used by a Foderal agency and funded™ for
‘owned and funded”.

Par. (8). Pub.L. 99-3502, § %d), added per.
8). Former par. (8) redesignated (7).

Pars. (9) 10 (12). Pub.L. 99-502. § %(d), added
ars. (9) to (12).

Leglalstive History. For legisiative history and
wrpose of Pub.L. 99-302, see 1986 U.S.Code
Cong. and Adm.News, p. 3442.
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encourage technology transfer, to stimulate innovation, and to promote an
appropriate climate for investment in technology-related industries;

(8) propose and encourage cooperative research involving appropriate Federal
entities, State or local governments, regional organizations, colleges or universi-
ties, nonprofit organizations, or private industry to promote the common use of
resources, to improve training programs and curricula, to stimulate interest in
high technology careers, and to encourage the effective dissemination of tech-
nology skills within the wider community;

(9) consider government measures with the potential of advancing United
States technological innovation and exploiting innovations of foreign origin; and

(10) publish the results of studies and policy experiments.

(d) Japanese technical literature

(1) In addition to the duties specified in subsection (c) of this section, the
Secretary shall eatablish and, through the National Technical Information Service
and such other offices within the Department of Commerce as the Secretary
considers appropriate, maintain a program (including an office in Japan) which shall,
on a continuing basis—

(A) monitor Japanese technical sctivities and developments;

(R) consult with businesses, professional societies, and libraries in the United
States regarding their needs for information on Japanese developments in
technology and engineering;

(C) acquire and transiate selected Japafiese technical re, and documents
that may be of value to agencies and departments of the Federal Government,
and to businesses and researchers in the United States; and

(1)) coordinate with other agencies and departments of the Federal Govern-
ment to identify significant gaps and avoid :ﬂ)heaﬁon in efforts by the Federal

Government to acquire, translate, index, disseminate Japanese technical
information.

Activities undertaken pursuant to subparagraph (C) of this paragraph shall only be
performed on a cost-reimbursable basis. Translations referred to in such subpara-
graph shall be performed only tp the extent that they are not otherwise available
from sources within the private sector in the United States.

(2) Beginning in 1986, the Secretary shall prepare annusl reports regarding
important Japanese scientific discoveries and technical innovations in such areas as
computers, semiconductors, biotechnology, and robotics and manufacturing. In
preparing such reports, the Secretary shall consult with professional societies and
businesses in the United States. The Secretary may, to the extent provided in
advance by appropriation Acts, contract with private organizations to scquire and
tm;:lau Japanese scientific and technical information relevant to the preparation of
such reports.

(3) The Secretary also shall encourage professional societies and private business-
es in the United States to increase their efforts to acquire, screen, translate, and
disseminate Japanese technical literature.

(4) In addition, the Secretary shall compile, publish, and disseminate an annual

directory which lists— .
(A) all programs and services in the United States that collect, abstract,
translate, and distribute Japanese scientific and technical information; and
(B) all translations of Japanese technical documenta performed by agencies

and departments of the Federal Government in the ing 12 months that are
available to the public.

(5) The Secretary shall transmit to the Congress, within 1 year after August 14,
1986, a report on the activities of the Federal Government to collect, abstract,
transiate, and distribute declassified Japanese scientific and technical information.

(e} Report

The Secretary shall prepare and submit to the President and Congress, within 8
years after October 21, 1980, a report on the progress, findings, and conclusions of
aetivitios eonducted pursuant to this section and sections 3706, 8707, 8710, 8711, and

8712 of this title (as then in effect) and recommendations for possible modifications

thereof.

(As amended Pub.L. 89-382, § 2, Aug. 14, 1986, 100 Stat. 811; Pub.L. 99-502, § SOX$)(6),

(eX2)A), Oct. 20, 1986, 100 Stat. 1795, 1797.)
180 in original. Probably should be “or”.

1986 Amendments. Subsec. (). PublL.
99-502, § 9(b)(3), substituted “Office of Produc-
tivity, Technology, and Innovation” for “Office of
Industrial Technology*.

Subsec. (b). Pub.L. 99-502, § 9(bX4), subeti-
tuted “Assistant Secretary” for “Director” as the
subsection catchline, and in text substituted *“an
Amsistant Secretary for Produclivity, Technology,
and Innovation” for “a Director of the Office”
and struck out provision which required that the
Director of the Office be compensated at the rate
provided for Level V of the Executive Scheduls in
section 5316 of Title 3.

Subsec. (c). Pub.L. 99-502, § HOLXS)A), sub-
stituted “the Assistant Secretary” for “the Di-
rector” in provisions preceding par. (1).

Subsec. (c)6). Pub.L. 99-502, § S(OXSXA),
substituted “the Assistant Secretary” for “the Di-
rector”.

Subsec. (cX7). Pub.L. 99-502, § YOXINCO).
sdded par. (7). Former par. (7) redesignated (9).

Subsec. (cX8). PubL. 99-502, § 9ONIXC).
added par. (8). Former par. (8) redesignated (10).

Subsec. (cX(9). PubL. 99-302, § SOXINB).
redesignated former pas. (7) as (9).

Subsec. (c)(10). Pub.L. 99-302, § SOXSXB),
redesignated former par. (8) as (10).

Subsec. (d). Pub.L. 99-382, § 2(2), added sub-
sec. (d). Former subsec. (d) was redesignated (¢).

Subsec. (¢). Pub.L. 99-302, § eX2XA) in
subsec. (¢) a8 50 od inserted “(as then in
effect)” after *3712 of this title™.

Subsec. (¢). PublL. 99-382, § 2(1) redesigna-
ted subsec. (d) as ().

Lagielative Histery. For legisiative history and
purpose of Pub.L. 99-382, see 1986 U.S.Code
Cong. and Adm.News, p. 1812; Pub.L. 99-302,

recommendations for possible modifications

1986, 100 Stat. 811; Pub.L. 98-502, § H(dX$)(6),

Subsec. (cX7). PubL. 99-302, § YOXINO),
sdded par. (7). Former par. (7) redesignsted (9).

Subsec. (cX8). PubL. 99-302, § SONINC).
added par. (8). Former par. (8) redesignated (10).

Subsec. (cX(9). PubL. 99-302, § SOXXB),
redesignated former par. (7) as (9).

Subsec. (c)10). Pub.L. 99-302, § S(OXIXB),
redesignated former par. (8) as (10).

Subsec. (d). Pub.L. 99-382, § 2(2), added sud-
sec. (d). Former subsec. (d) was redesignated (¢).

Subsec. (¢). PubL. 99-302, § 9(eX2XA) in
subsec. (¢) a8 80 od (nserted “(as then In
effect)” after *3712 of this title™.

Subsec. (¢). PublL. 99-382, § 2(1). redesigna-
ted subsec. (d) as (¢).

Legiolative Histery. For legisiative history and
purpose of Pub.L. 99-382, see 1986 U.S.Code
Cong. and Adm.News, p. 1812; Pub.L. 99-502,

1986 US.Code Cong. and Adm.News, p. 3442

§ 3705. Cooperative Research Centers

(a) Establishment.—The Secretary shall provide assistance for the establishment
of Cooperative Research Centers. Such Centers shall be affiliated with any universi-
ty, or other nonprofit institution, or group thereof, that applies for and is awarded a
grant or enters into a cooperative agreement under this section. The objective of
the Centers is to enhance technological innovation through—

[See masn volums for text of (1) to (6))

(b) Activities.—The activities of the Centers shall include, but need not be limited
to—

(1) research supportive of technological and industrial innovation including
cooperative industry-university research;

. [See main volume for text of (8)(4); (c) and (d)]

(e) Research and development utilization.—In the promotion of technology from
research and development efforts by Centers under this section, chapter 18 of Title
86 shall apply to the extent not inconsistent with this section.

(D Repealed. Pub.L. 99-502, § 9(b)10), Oct. 20, 1986, 100 Stat. 1796.
(As amended Pub.L. 99-502, § 9(b)(6)-(10), Oct. 20, 1986, 100 Stat. 1796.)

1986 U.8.Code Cong. and Adm.News, p. 3442.
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tion.—In the promotion of technology from

iters under this section, chapter 18 of Title
ent with this section.

), Oct. 20, 1986, 100 Stat. 1796.
- 20, 1988, 100 Stat. 1796.)

1986 Amendment. Caichline. Pub L. 99-302,
§ %(bX6), substituted “Cooperative Research Cen-
ten” for “Centers for Industrial Technology™.

Subsec. (). Pub.L. 99-502, § 9(b)X7), substi-
tuted “Cooperative Research Ceaters” for “Cen-
tens for Industrial Technology” la provisions pre-
ceding par. (1). .

Subsec. (OX1)- PubL. 99-502, § 9(LX8),
struck out “basic and applied” following “indus-
ry-university”.

Subsec. (¢). Pub.L. 99-502, § HbX9), substi-
tuted provisions that in research and development
utilization under this section chapter 18 of Title
35 sball apply to the extent not inconsistent with
this section for provisions establishing conditions
under which each Center for Industrial Technolo-
§Y Or supporting agency could scquire or retain

title to any invention conceived or made under the
suspices of the Center, or patent oa such inven-
tion, and further establishing procedures for iseu-
ing licenses 10 responsible applicants, with de
novo review of adverse decisions by the support-
ing agency available in the United States Court of
Claims.

Cong. and Adm.News, p. 3442.

title to any invention conceived or made under the
suspices of the Center, or patent on such inven-
tion, and further establishing procedures for issu-
ing licenses 10 responsible applicants, with de
novo review of adverse decisions by the support-
ing ageacy available in the United States Court of
Claims.

Subsec. (f). Pub.L. 99-502, § 9(®X10), struck
out subsec. (), which had provided for consults-
i ing agency with the Attorney

an advisory opinion as (0 whethes the propased
joint sesearch activitios of a Cantes for Indusinal
l'l.'u:buolon would violaste any of the eatitrust
ws.
Legisiative Histery. For legisistive history and
purpose of Pub.l. 99-502, ese 1986 U.8.Code
Cong. and Adm.News, p. 3442.



National Cnitical Maternials Council, recommen-

Title 30, Miner Lands and Mining.
dations by Council regarding establishment of

§ 3707. National Science Foundation Coopérative Research Centers

(a) Establishment and provisions.—The National Science Foundation shall pro-
vide assistance for the establishment of Cooperative Research Centers. Such
Centers shall be affiliated with a university, or other nonprofit institution, or a group
thereof.

[See main volume for text of (b) and (c)]
(As amended Pub.L. 99-602, § 9(b)11), (12), (eN2XB), Oct. 20, 1888, 100 Stat. 1796, 1797.)

1986 Amendment. Caichline. Pub.L. 99-502, would apply 10 Centers established under this
§ 9(bX11), substituted ‘“Cooperative Research section.

Centers” for “Centers for Indusirial Technology". H For legislative Nis aid
Subsec. (a). Pub.L. 99-502, § (b)12), substi- Legislative History, For tive history

tuted “Cooperative Research Centers” for “Cen-  Purpose of Pub. 99-502, see 1986 U.S. Code

ters fos Industrial Technology™. Cong. and Adm. News, p. 3442.

Pub.L. 99-502, § 9%(eX2)XB), struck out provi:
sions that sections 3705(e) and 3705(1) of this title

§ 3708. Adminiatrative arrangements
[See main volume for text of (a) to (c)]

(d) Cooperative efforts.—The Secretary and the National Science Foundation
shall, on a continuing basis, provide each other the opportunity to comment on any
proposed program of activity under section 3705, 3707, 3710, 3710d, or 3712 of this
title before funds are committed to such program in order to mount complementary
efforts and avoid duplication.

(As smended Pub.L. 93-502, § (eX2KC), Oct. 20, 1986, 100 Stat. 1797.)

1986 Amendment. Subsec. (d). PublL. Legisiative History, For legislative history and
99-502, § HeN2XC), added references o sections  purpose of Pub.L. 99-502, see 1986 U.S. Code
3710 and 3710d of this title. * Cong. and Adm. News, p. 3442.

§ 3709. Repealed. Pub.L. 99-502, § 9(a), Oct. 20, 1986, 100 Stat. 1795.

Section, Pub L. 96-480, § 10, Oct. 21, 1980, 94
Stat. 2317, related to the National Industrial
Technology Board.

§ 3710. Utilization of Federal technology
(a) Policy

(1) It in the continuing responsibility of the Federal Government to ensure the full
use of the results of the Nation's Federal investment in research and development.
To this end the Federal Government shall strive where appropriate to transfer

federally owned or originated technology to State and local governments and to the
private sector.

(2) Technology transfer, consistent with mission responsibilities, is a responsibility
of each laboratory science and engineering professional.

(3) Each laboratory director shall ensure that efforts to transfer technology are
considered positively in laboratory job descriptions, employee promotion policies, and
evaluation of the job performance of scientists and engineers in the laboratory.

(b) Establishment of Research and Technology Applications Offices

Each Federal lsboratory shall establish an Office of Research and Technology
Applications. Laboratories having existing organizational structures which perform
the functions of this section may elect to combine the Office of Research and
Technology Applications within the existing organization. The staffing and funding

ievems aur Lhese OLlices BNail Le delerinined between each rederal laboratory and the
Federal agency operating or directing the laboratory, except that (1) each laboratory
having 200 or more full-time equivalent scientific, engineering, and related technical
positions shall provide one or more full-time equivalent positions as staff for its
Office of Research and Technology Applications, and (2) after September 30, 1981,
each Federal agency which operates or directs one or more Federal laboratories shall
make available not lesa than 0.5 percent of the agency's research and develogment
budget to support the technology transfer function at the agency and at its
laboratories, including support of the Offices of Research and Technology Applica-
tions.

Furthermore, individuals filling positions in an Office of Research and Technology
Applications shall be included in the overall laboratory/agency management develop-
ment program so as to ensure that highly competent technical managers are full
participants in the technology transfer process. '

The agency head may waive the requirement set forth in clause (2) of the
preceding sentence. If the agency head waives such requirement, the agency head
shall submit to Congress at the time the President submits the budget to Congress
an explanation of the reasons for the waiver and siternate plans for conducting the
technology transfer function at the agency. -

(¢) Functions of Research and Technology Applications Offices

It shall be the function of each Office of Research and Technology Applications—

(1) to prepare application assessments for selected research and development

projects in which that laboratory is engaged and which in the opinion of the
laboratory may have potential commercial applications;

(2) to provide and disseminate information on federally owned or originated
products, processes, and services having potential application to State and local
governments and to private industry,;

(3) to cooperate with and assist the National Technical Information Service,
the Federal Laboratory Consortium for Technology Transfer, and other orga-
nizations which link the research and development resources of that laboratory
and the Federal Government as a whole to potential users in State and local
government and private industry;

(4) to provide technical assistance to State and local government officials;
and

(5) to participate, where feasible, in regional, State, and local programs
designed to facilitate or stimulate the transfer of technology for the benefit of
the region, State, or local jurisdiction in which the Federal laboratory is located.

Agencies which_have established organizational structures outside their Federal
laboratories which have as their principal purpose the transfer of federally owned or
originated technology to State and local government and to the private sector may
elect to perform the functions of this subsection in such organizational structures.
No Office of Research and Technology Applications or other organizational struc-
tures performing the functions of this subsection shall subatantially compete with
similar services available in the private sector.

(d) Dissemination of technical information

(1) serve as a central clearinghouse for the collection, dissemination and transfer
of information on federally owned or originated technologies having potential
application to State and local governments and to private industry;

(2) utilize the expertise and services of the National Science Foundation and the
Federal Laboratory Consortium for Technology Transfer; particularly in desling
with State and local governments;

(3) receive requests for technical assistance from State and local governmenta,
respond to such requests with published information available to the Servics, and
refer such requests to the Federal Laboratory Consortium for Technology Transfer
to the extent that such requests Pequire a response involving more than the
published information available to the Service;

(4) provide funding, at the discretion of the Secretary, for Federal laborstories to
provide the assistance specified in subsection (cX3) of this section; and
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\0) use appropriate technology transter mechamams such as personnel exchanges
and computer-based systems. ’

(8) redesignated (5).

(e) Establishment of Federal Laboratory Consortium for Technology Transfer

(1) There is hereby established the Federal Laboratory Consortium for Technolo-
gy Transfer (hereinafter referred to as the “Consortium”) which, in cooperation with
Federal Laboratories and the private sector, shall— s

(A) develop and (with the consent of the Federal laboratory concerned)
administer techniques, training courses, and materials concerning technology
transfer to increase the awareness of Federal laboratory employees regarding
the commercial potential of laboratory technology and innovations;

(B) (urnish advice and assistance requested by Federal agencies and laborato-
ries for use in their technology transfer programs (including the planning of
seminars for small business and other industry); '

(C) provide a clearinghouse for requests, received at the laboratory level, for
technical assistance from States and units of local governments, businesses,
industrial development organizations, not-for-profit organizations including uni-
versities, Federal agencies and laboratories, and other persons, and—

(i) to the extent that such requests can be responded to with published
information available to the National Technical Information Service, refer
such requests to that Service, and

(il) otherwise refer these requests to the appropriate Federal laboratories
and agencies; .

(D) facilitate communication and coordination between Offices of Research
and Technology Applications of Federal laboratories;

(E) ulilize (with the consent of the agency involved) the expertise and services
of the National Science Foundation, the Department of Commerce, the National
Aeronautics and Space Administration, and other Federal agencies, as neces-
sary;

(F) with the consent of any Federal laboratory, facilitate the use by such
laboratory of appropriate technology transfer mechanisms such as personnel
exchanges and computer-based systems;

(G) with the consent of any Federal laboratory, assist such laboratory to
establish programs using technical volunteers to provide technical assistance to
communities related to such laboratory;

(H) facilitate communication and cooperation between Offices of Research
and Technology Applications of Federal laboratories and regional, State, and
local technology transfer organizations;

(I) when requested, assist colleges or universities, businesses, nonprofit orgs-
nizations, State or local governments, or regional organizations to establish
programs to stimulate research and to encourage technology transfer in such
areas as technology program development, curriculum design, long-term re-
search planning, personnel needs projections, and productivity assessments; snd

(J) seek advice in each Federal laboratory consortium region from representa-
tives of State and local governments, large and small business, universities, and
other appropriate persons on the effectiveness of the program (and any such
advice shall be provided at no expense to the Government).

(2) The membership of the Consortium shall consist of the Federal laboratories
described in clause (1) of subsection (b) of this section and such other laboratories as
may choose to join the Consortium. The representatives to the Consortium shall
include a senior staff member of each Federal laboratory which is & member of the

Consortium and a representative appointed from each Federal agency with one or
more member |aboratories.

i (3) The representatives to the Consortium shall elect a Chairman of the Consor
um.

(4) The Director of the National Bureau of Standards shall provide the Consor-

tium, on a reimbursable basis, with administrative services, such as office spacs,

personnel, and support services of the Bureau, as requested by the Consortium and
approved by such Director.

(6) Each Federal laboratory or agency shall transfer technology directly to users
or representatives of users, and shall not transfer technology directly to the
Consortium. Each Federal laboratory shall conduct and transfer technology only in
accordance with the practices and policies of the Federal agency which owns, leases,
or otherwise uses such Federal laboratory.

(6) Not later than one year after October 20, 1986, and every year thereafter, the
Chairman of the Consortium shall submit a report to the President, to the appropri-
ate authorization and appropriation committees of both Houses of the Congress, and
to each agency with respect to which a transfer of funding is made (for the fiscal
year or years involved) under paragraph (7), concerning the activities of the Consor-
tium and the expenditures made by it under this subsection during the year for
which the report is made.

(TXA) Subject to subparagraph (B), an amount equal to 0.006 percent of that
portion of the research and development budget of each Federal agency that is to be
utilized by the laboratories of such agency for a fiscal year referred to in subpara-
graph (BXii) shall be transferred by such agency to the National Bureau of
Standards at the beginning of the fiscal year involved. Amounts so tranaferred
shall be provided by the Bureau to the Consortium for the plrpose of carrying out
activities of the Consortium under this subsection.

(B) A transfer shall be made by any Federal agency under subparagraph (A), for
any fiscal year, only if—
(1) the amount so transferred by that agency (as determined under such
subparagraph) would exceed $10,000; and -
(i) such transfer is made with respect to the fiscal year 1987, 1988, 1988,
1990, or 1991.
(C) The heads of Federal agencies and their designees, and the directors of
Federal laboratories, may provide such additional support for operations of the
Consortium as they deem appropriate.

(8XA) The Consortium shall use 5 percent of the funds provided in paragraph
(TXA) to establish demonstration projects in technology transfer. To carry out such
projects, the Consortium may arrange for grants or awards to, or enter into
agreements with, nonprofit State, local, or private organizations or entities whose
primary purposes are to facilitate cooperative research between the Federal labora-
tories and organizations not associated with the Federal laboratories, to transfer
technology from the Federal laboratories, and to advance State and local economic
activity.

(B) The demonstration projecta established under subparagraph (A) shall serve as
model programs. . Such projects shall be designed to develop programs and mecha-
nisms for technology transfer from the Federal laboratories which may be utilized
by the States and which will enhance Federal, State, and local programs for the
transfer of technology.

(C) Application for such grants, awards, or agreements shall be in such form lnd.

contain such information as the Consortium or its designee shall specify.

(D) Any person who receives or utilizes any proceeds of a grant or award made,
or agreement entered into, under this paragraph shall keep such records as the
Consortium or its designee shall determine are necessary and appropriate to facili-
tate effective audit and evaluation, including records which fully disclose the amount
and disposition of such proceeds and the total cost of the project in connection with
which such proceeds were used.

(D) Agency reporting :

Each Federal agency which operates or directs one or more Federal laboratories
shall report annually to the Congress, as part of the agency’s annual budget
submission, on the activities performed py that agency and its Federal laboratories
pursuant to the provisions of this sectien. ‘

(g) Punctions of Secretary )
(1) The Secretary, in consultation with other Federal agencies, may—

(A) make available to interested agencies the expertise of the Department of
Commerce regarding the commercial potential of inventions and methods and
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pptiong for commercialization which are available to the Federal laboratories,
including research and development limited partnerships;

(B) develop and disseminate to appropriste agency and laboratory personnel
model provisions for use on a voluntary basis in cooperative research and
development arrangements; and
_(©) (umiah ndvfce and assistance, upon request, to Federal agencies concern-
ing their cooperative research and development programs and projecta.

(2) Two years after October 20, 1986 and every two years thereafter, the Secre-

Subsec. (f). Pub.L. 99-502, § 3(1), redesigna-
ted former subsec. (¢) as (f).

Pub L. 99-502, § 4(dX1), in subsec. () as 30
redesignated aubstituted “report annually to the
Congress, as part of the sgency's annual budget
submission, on the activities” for “prepare bien-
nislly a report summarizing the activities”.

Pub.L. 99-502, § 4(dX2), in subsec. () as 30

quired thet the report be transmitied to the Center
for the Utilization of Federal Technology by Nov.
| of each year in which it was due. .

Subsec. (g). Pub.L. 99-502, § S, sdded subesc.
®)

Legisiative History. For legislative hist8cy and
purpose of Pub.L. 99-502, see 1986 U.S. Code
Cong. and Adm. News, p. 3442.

tary shall submit a summary report to the President and the Congress on the use by
the agencies and the Secretary of the authorities specified in this chapter. Other
Federal agencies shall cooperate in the report’s preparation.

(3) Not later than one year after October 20, 1986, the Secre shall submit to
the President and the Congress a report regarding— e

(A) any copyright provisions or other types of barriers which tend to restrict

or limit the transfer of federally funded computer software to the private sector

and to State and local governments, and agencies of such State and local

governments; and

(B) the (euibility and cost of .compiling and maintaining a current and
comprehensive inventory of all federally funded training software.

(Pub.L.. 96480, § 10, formerly § 11, Oct. 21, 1980, 94 Stat. 2318, renumbered § 10 and amended
by Pub.L. 99-602, §§ 3-5, S(eX1), Oct. 20, 1986, 100 Stat. 1787, 1789, 1791, 1797.)

1986 Amendment. Subsec. (a). Pub.L. 99-502,
§ 4n), designated existing provisiona as par. (1),
and sdded pars. (2) and (3).

Subsec. (b). Pub.L. 99-502, § 4(b)1), substi-
tuted *200 or more full-time equivalent scientific,
engineering, and related technical positi shall
provide one or more full-time equivalent posi-
tions” for s total snnual budget enceeding
$20,000,000 shall provide st least one professional
individual full-time”, added “Furthermore, indi-
viduals filling positions in an Office of Research
and Technology Applications shall be included in
the overall Iaboratory/agency management davel-
Opment programs so as to ensure that highly
competent technical managers are full participants
in the technology transfer process™, substituted
“'requirement set forth in clause (2) of the preced-
ing sentence™ for * requirements set forth in ()}
and/or (2) of this subsection”, and substituted
;‘zl;fh requirement™ for “cither requirement (1) or

Subsec. (cX1). PubL. 99-502, § 4(bX2XA),
substituted “to prepare application assessments for
selected research and development projects in
which that lsboratory is engaged and which in the
opinion of the lsborstory may have potential com-
mercial applications” for “10 prepare an applics-
tion assessment of each research and development
project in which that lahoratory is engaged which
has potential for successful application in State or
local government or in private industry™.

Subsec. (c)(3). Pub.L. 99-502, § 4(bX2)XB),
substituted “the National Technical Information
Service, the Federal Laboratory Consortium for
Technology Transfer” for “the Center for the
Utilization of Pederal Technology”, and struck
out “and” following the semicolon.

Subsec. (c)4). Pub.L. 99-502, § 4®X2)XC0),
substituted “to State and local government offi-
cials; and" for “in response to requests from State
and local government officials” and struck out the
period et the end thereof.

Subsec. (cX5). PublL. 99-302, 2XD),
edded per. (3). by

Catchline. Pub.L. 99-502, § 4(cX1), substitut-

ed “Disdemination of technical information™ for
“Center for the Utilization of Federal Technolo-
o

. beec. (d). Pub.L. 99-502, § 4(cX1). in provi-
sions preceding par. (1), substituted “The Nation-
8l Technical Information Service shall” for “The
Center for the Utilization of Federal Technology
shall” and struck out provision establishing in the
Department of Commerce a Center for the Uti-
lization of Federal Technology.

Subsec. (dX2). Pub.L. 99-502, § 4(c)(3), redes-
ignated former par. (3) as (2), and in per. (2) s s0
redesignated struck out “existing” preceding
“Federal Laboratory”. Former par. (2) was
struck out.

Pub.L. 99-502, § 4(cX2). struck out former
per. (2), which had required the Center for the
Utilization of Federal Technology to coordinats
the activities of the Offices of Research and Tech-
nology -Applications of the Federal laboratories.

Subsec. (dX3). Pub.L. 99-502, § 4(cX¢). add-
ed par. (3). Formes par. (3) redesignated (2).

Subsec. (d)}4). Pub.L. 99-3502, § 4cX3), redes-
ignated former par. (3) ae (4). Former pas. (4)
was struck oul.

PubL. 99-302, § 4(cX6), in par. (4) as w0
redesignated substituted “subssction (€)3)” for
“subsection (c)(4)".

PubL. 99-302, § 4(cX4), struck out former
par. (4), which had required the Center for the
Utilization of Federal Technology to receive re-
qQuests for technical assistance from State and local
sovernments and refer thess requests to the appro-
priate Federal laboratories.

. Subsec. (d)(S). Pub.L. 99-302, § &(cX(3), redes-
namgd former pas. (6) a8 (5). Former pars. (3)
redesignated (4).

Subsec. (dX6). Pub.L. 99-502, § 4(cX5), redes-

ignated former par. (6) as (3).

Subsec. (¢). Pub.L. 99-302, § 3(2), added subd-
sec. (¢). Former subsec. (¢) redesignated (0.

redesignated struck out provision which had re-

§ 3710a. Cooperative research and development agreements

(a) General authority
Each Federal agency may permit the director of any of itsa Government-operated
Federal laboratories—

(1) to enter into cooperative research and development agreements on behalf
of such agency (subject to subsection (c) of this section) with other Federul
agencies; units of State or local government; industrial organizations (including
corporations, partnerships, and limited partnerships, aad industrial development
organizations); public and private foundations; nonprofit organizations (includ-
ing universities); or other persons (including licensees of inventions owned by
the Federal agency); and

(2) to negotiate licensing agreements under section 207 of Title 85, or under
other authorities for Government-owned inventions made at the laboratory and
other inventions of Federal employees that may be voluntarily assigned to the
Government.

(b) Enumerated authority

Under agreements entered into pursuant to subsection (a)1) of this section, a
Government-operated Federal laboratory may (subject to subsection (c) of this
section)—

(1) accept, retain, and use funds, personnel, services, and property from
collaborating parties and provide personnel, services, and property to collaborat-
ing parties;

(2) grant or agree to grant in advance, to a collaborating party, patent
licenses or assignments, or options thereto, in any invention made in whole or in
part by a Federal employee under the agreement, retaining a nonexclusive,
nontransferrable, irrevocable, paid-up license to practice the invention or have
the invention practiced throughout the world by or on behalf of the Government
and such other rights as the Federal laboratory deems appropriate; and

(3) waive, subject to reservation by the Government of a nonexclusive,
irrevocable, paid-up license to practice the invention or have the invention
practiced throughout the world by or on behalf of the Government, in advance,
in whole or in part, any right of ownership which the Federal Government may
have to any subject invention made under the agreement by a collaborating
party or employee of a collaborating party; and

(4) to the extent consistent with any applicable agency requirements and
standards of conduct, permit employees or former employees of the laboratory
to participate in efforts to commercialize inventions they made while in the
service of the United States.

(e) Contract considerations

(1) A Federal agency may issue regulations on suitable procedures (o.r implement-’

ing the provisions of this section; however, implementation of this section shall not
be delayed until issuance of such regulations.

(2) The agency in permitting a Federal laboratory to enter into agreements under
this section shall be guided by the purposes of this chapter. _

(3XA) Any agency using the authority given it under subsection (a) of this section
shall review employee standards of conduct for resolving potential conflicts of
interest to make sure they adequately establish guidelines for situations likely to
arise through the use of this authority, including but not limited to cases where
present or former employees or their partners negotiate licenses or assignments of
titles to inventions or negotiate cooperstive research and development agreements

quired thst the report be transmitted to the Center
for the Utilization of Federal Technology by Nov.
| of each year in which it was due. .

Subsec. (g). Pub.L. 99-502, § S, sdded subeec.
®)

Leglslative History. For legislative hist8ry and
purpose of Pub.L. 99-3502, see 1986 U.S. Code
Cong. and Adm. News, p. 3442.
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with Federal agencies (including the agency with which the employee involved is or
was formerly employed).

(B) If, in implementing subparagraph (A), an agency is unable to resolve potential
conflicts of interest within ita current statutory framework, it shall propose neces-
sary statutory changes to be forwarded to its authorizing committees in Congress.

(4) The laboratory director in deciding what cooperative research and development
agreementsa to enter into shall— '

(A) give special consideration to small business firms, and consortia involving
small business firms; and

(B) give preference to business units located in the United States which agree
that products embodying inventions made under the cooperative research and
development agreement or produced through the use of such inventions will be
manufactured substantially in the United States and, in the case of any industri-
al organization or other person subject to the control of a foreign company or
government, as appropriate, take into consideration whether or not such foreign
government permits United States agencies, organizations, or other persons to

enter into cooperative research and development agreements and licensing
agreements.

(6XA) If the head of the agency or his designee desires an opportunity to
disapprove or require the modification of any such agreement, the agreement shall
provide a 30-day period within which such action must be taken beginning on the

date the agreement is presented to him or her by the head of the laboratory

concerned. "

(B) In any case in which the head of an agency or his designee disapproves or
requires the modification of an agreement presented under this section, the head of
the agency or such designee shall transmit a written explanation of such disapproval
or modification to the head of the Iaboratory concerned.

“:i ) Each agency shall maintain a record of all agreements entered into under this
section.

(d) Definitions
As used in this section—

(1) the term “cooperative research and development agreement” means any
agreement between one or more Federal laboratories and one or more non-Fed-
eral parties under which the Government, through its laboratories, provides
pgmonnel, services, facilities, equipment, or other resources with or without
relm_bursemgnt (but not funds to non-Federal parties) and the non-Federal
parties provide funds, personnel, services, facilities, equipment, or other re-
sources toward the conduct of specified research or development efforts which
ar: _corlm:unt with the missions of the laboratory; except that such term does
not include a procurement contract or cooperative a, ment
used in sections 6303, 6304, and 6305 of "l)‘lgtlc 31; ‘g"r;o SSERE SEiane

(2) the Lerm “laboratory” means a facility or group of facilities owned, leased,
or otherwise used by a Federal agency, a substantial purpose of which is the

performance of research, developme i
Federal Government. R B SRR 1y soglys. ot the

(e) Determination of laboratory misslons

For purposes of this section, an agency shall make separate tions
miasion or missiona of each of its Ifbor:wriel. it of the

(N Relationship to other laws

N t . . . I3 . . 3 . 3 ) i . a0
age :c;.mg in this section is intended to limit or diminish existing authorities of any

(Pub.L.. 96480, § 11, former) 12, as added and 99-502,
S(eX1), Oct. 20, 1986, 100 Sht.yl"wﬁ, 1797?) MO TR by Tt s

Legiolative ilistory. For legislative history and
purpose of Pub.l.. 99-502, see 1986 U.S. Code
Cong. snd Adm News, p. 3442.

§ 3710b. Rewards for scientific, engineering, and technical personnel of Federal
agencies

The head of each Federal agency that is making expenditures at a rate ‘of more
than $50,000,000 per fiscal year for research and development in its Government-op-
erated laboratories shall use the appropriate statutory authority to develop and
implement a cash awards program to reward ita scientific, engineering, and techiiical
personnel for—

(1) inventions, innovations, or other outstanding scientific or technological
contributions of value to the United States due to commercial application or due
to contributions to missions of the Federal agency or the Federal government, or

(2) exemplary activities that promote the domestic transfer of science and
technology development within the Federal Government and result in utilization
of such acience and technology by American industry or business, universities,
State or local governments, or other non-Federal parties.

(Pub.L. 96480, § 12, formerly § 13, as added and renumbered § 12 by Pub.L. 99-502, §§ 6,
9e)(1), Oct. 20, 1886, 100 Stat. 1792, 1797.)

Leglslative History. For legislative history and
purpose of Pub.L. 99-502, sec 1986 US. Code
Cong. and Adm. News, p. 3442.

§ 3710c. Distribution of royaities received by Federal agencies

(a) In general

(1) Except as provided in paragraphs (2) and (4), any royalties or other income
received by a Federal agency from the licensing or assignment of inventions under
agreements entered into under section 3710a of this title, and inventions of Govern-
ment-operated Federal laboratories licensed under section 207 of Title 36, or under
any other provision of law, shall be retained by the agency whose laboratory
produced the invention and shall be disposed of-as follows:

(AXD) The head of the agency or his designee shall pay at least 156 percent of
the royalties or other income the agency receives on account of any invention to
the inventor (or co-inventors) if the inventor (or each such co-inventor) was an
employee of the agency at the time the invention was made. Thix clause shall
take effect on October 20, 1986 unless the agency publishes a notice in the
Federal Register within 90 days of such date indicating its election to file a
Notice of Proposed Rulemaking pursuant to clause (ii).

(l) An agency may promulgate, in accordance with section 5563 of Title b
regulations providing for an alternative program for sharing royalties with
inventors who were employed by the agency at the time the invention was made
and whose names appear on licensed inventions. Such regulations must—

(I) guarantee a fixed minimum payment to each such inventor, each year
that the agency receives royalties from that inventor’'s invention;

(ID provide a percentage royalty share Lo each such inventor, each year
that the agency receives royalties from that inventor's invention in excess
of a threshold amount;

(IID) provide that total payments to all such inventors shall exceed 16
percent of total agency royalties in any given fiscal year; and

(IV) provide appropriate incentives from royalties for those laboratory
employees who contribute substantially to the technical development of a
licensed invention between the time of the filing of the patent application
and the licensing of the invention.

() An agency that has published ita intention to promulgate regulations
under clause (ii) may elect not to pay inventors under clause (i) until the
expiration of two years after October 20, 1986 or until the date of the promul-
gation of such regulations, whichever is earlier. If an agency makes.such an
election and after two years the regulations have not been promulgated, the
agency shall make payments (in acfordance with clause (i)) of at least 16 percent
of the royalties involved, retroactive to October 20, 1986. If promulgation of the
regulations occurs within two years after October 20, 1986, payments shall be
made in accordance with such regulations, retroactive to October 20, 1988. The
agency shall retain ita royalties until the inventor's portion is paid under either

ng. and technical personnel of Federal

making expenditures at a rate 'of more
and development in its Government-op-
te statutory authority to develop and
ita scientific, engineering, and techiical

outstanding scientific or technological
es due to commercial application or due
al agency or the Federal government, or
' the domestic transfer of science and
ral Government and result in utilization
rican industry or business, universities,
\-Federal parties.

1 renumbered § 12 by Pub.L. 99-502, §§ 6,

by Federal agencies

and (4), any royalties or other income
ing or assignment of inventions under
of this title; and inventions of Govern-
inder section 207 of Title 36, or under
ied by the agency whose Iaboratory
of as follows:
isignee shall pay at least 16 percent of
receives on account of any invention to
itor (or each such co-inventor) was an
nvention was made. This clause shall
the agency publishes a notice in the
) date indicating its election to file a
. to clause (ii).
cordance with section 5563 of Title b
program for sharing royalties with
cy at the time the invention was made
nventions. Such regulations must—
ment to each such inventor, each year
'm that inventor's invention;
hare to each such inventor, each year
)m that inventor's invention in excess

, to all such inventors shall exceed 16
ny given fiscal year; and
i from royalties for those laboratory
II{ to the technical development of a
of the filing of the patent application

intention to promulgate regulations
inventors under clause (i) until the
1986 or until the date of the promul-
rarlier. [f an agency makes such an
ons have not been promulgated, the
e with clause (i)) of at least 16 percent
ober 20, 1986. If promulgation of the
October 20, 1986, payments shall be
retroactive to October 20, 1888. The
nventor's portion is paid under either



clause (i) or (ii). Such royalties shall not be transferred to the agency’s
Government-operated laboratories under subparagraph (B) and shall not revert
to the Treasury pursuant to paragraph (2) as a result of any delay caused by
rulemaking under this subparagraph.

(B) The balance of the royalties or other income shall be transferred by the
agency to its Government-operated laboratories, with the majority share of the
royalties or other income from any invention going to the laboratory where the
invention occurred; and the funds so transferred to any such laboratory may be
used or obligated by that laboratory during the fiscal year in which they are
received or during the succeeding fiscal year—

(1) for payment of expenses incidental to the administration and licensing
of inventions by that laboratory or by the agency with respect to inventions
which occurred at that laboratory, including the fees or other costs for the
services of other agencies, persons, or organizations for invention manage
ment and licensing services;

(i) to reward scientific, engineering, and technical employees of that
laboratory;

(i) to further scientific exchange among the Government-operated labor-
atories of the agency; or ]

(iv) for education and training of employees consistent with the research
and development mission and objectives of the agency, and for other
activities that increase the licensing potential for transfer of the technology
of the Government-operated laboratories of the agency.

Any of such funds not so used or obﬁpud by the end of the fiscal year
succeeding the fiscal year in which they are received shall be paid into the
Treasury 01 the United States.

(2) If, after payments to inventors under paragraph (1), the royalties received by
an agency in any fiscal year exceed b percent of the budget of the Government-oper-
ated laboratories of the agency for that year, 76 percent of such excess shall be paid
to the Treasury of the United States and the remaining 25 percent may be used or
obligated for the purposes described in clauses (i) through (iv) of paragraph (1XB)
during that fiscal year or the succeeding fiscal year. Any funds not so used or
obligated shall be paid into the Treasury of the United States.

(3) Any payment made to an employee under this section shall be in addition to
the regular pay of the employee and to any other awards made to the employee, and
shall not affect the entitlement of the employee to any regular pay, annuity, or
award to which he is otherwise entitied or for which he is otherwise eligible or limit
the amount thereof. Any payment made to an inventor as such shall continue after
the inventor leaves the laboratory or agency. Payments made under this section
shall not exceed $100,000 per year to any one person, unless the President approves
a larger award (with the excess over $100,000 being treated as a Presidential award
under section 45604 of Title 5).

(4) A Federal agency receiving royalties or other income as a result of invention
management services performed for another Federal agency or laboratory under
section 207 of Title 36 shall retain such royalties or income to the extent required to
offset the payment of royalties to inventors under clause (i) of paragraph (1XA),
costs and expenses incurred under clause (i) of paragraph (1(B), and the cost of
foreign patenting and maintenance for such invention performed at the request of
the other agency or laboratory. All royalties and other income remaining after
payment of the royalties, costs, and expenses desoribed in the preceding sentence
shall be transferred to the agency for which the services were performed, for
distribution in accordance with clauses (i) through (iv) of paragraph (1XB).

(b) Certain ssslgnments

If the invention involved was one assigned to the Federal agency—

(1) by a contractor, grantee, or participant in a cooperative agreement with
the agency, or

(2) by an employee of the agency who was not working in the laboratory at
the time the inventon ' was made,

the ageney unit that was involved in such assignment shall be considered to be s
Inhoratorv for purnorea nf thin aectinn,

" (¢) Reports

(1) In making their annual budget submissions Federal agencies shall submit, to
the appropriate authorization and appropriation committees of both Houses of the
Congress, summaries of the amount of royalties or other income received and
expenditures made (including inventor awards) under this section.

(2) The Comptroller General, five years after October 20, 1986, shall review the
effectiveness of the various royalty-sharing programs established under this section
and report to the appropriate committees of the House of Representatives and the
Senate, in a timely manner, his findings, conclusions, and recommendations for
improvements in such programs.

(Pub.L. 96480, § 13, formerly § 14, as added, renumbered § 18 and amended by Pub.L. 99-602,
§8 7, HeXd), (8), Oct. 20, 1986, 100 Stat. 1792, 1797))

180 in original. Probably should be “invention™.

Codification. Amendment to subsec. (a)1) by 1986 Amendment. Subsec. (a)1). Publ.

section (e)3) of Pub.L. 99-502, directing that
“section 11" be substituted for “‘section 12" in
provisions preceding subpar. (A), was not exe-
cuted in view of renumbering of section 12 of
Pub.L. 96-480 as section 11 by section 9(eX1) of
Pub.L. 99-502. Since both references transiate as
“section }710a of this title” amendment by section
9(eX3) of Pub.L. 99-3502 resulted in no change in

99-302, § %eX3), in provisions preceding subpar.
(A) substituted reference to section 11 of Pub.L.
96-480 for reference to section 12 of PubL.
96-480. See Codification note set out under this
section.

Legislative History. For legisiative history and
purpose of Pub.L. 99-302, sec 1986 U.S. Code

text. Cong. and Adm. News, p. 3442.

§ 3710d. Employee activities

() In general

If a Federal agency which has the right of ownership to an invention under this
chapter does not intend to file for a patent application or otherwise to promote
commercialization of such invention, the agency shall allow the inventor, if the
inventor is a Government employee or former employee who made the invention
during the course of employment with the Government, to retain title to the
invention (subject to reservation by the Government of a nonexclusive, nontransferr
able, irrevocable, paid-up license to practice the invention or have the invention
practiced throughout the world by or on behalf of the Government). In addition, the
agency may condition the inventor's right to title on the timely filing of a patent
application in cases when the Government determines that it has or may have a need
to practice the invention.

(b) Definition

For purposes of this section, Federal employees include “special Government
employees” as defined in section 202 of Title 18.
(¢) Relationship to other laws

Nothing in this section is intended to limit or diminish existing authorities of any
agency.
(Pub.L. 96-480, § 14, formerly § 15, as added and renumbered § 14 by Pub.L. 98-502, §§ 8,
e)1), Oct. 20, 1986, 100 Stat. 1794, 1787))

History. For legisiative history and
of Pub.L. 99-302, sec 1986 U.S. Code
Coag. and Adm. News, p. 3442.

§ 3711. National Technology Medal
[See main volume for text of section]

(Pub.L. 96480, § 16, formerly § 12, Oct. 21, 1980, 94 Stat. 2819, renumbered § 16 by Pub.L.
99-602, § 2, Oct. 20, 1986, 100 Stat. 1785, renumbered § 16 by Pub.L. 99-502, § SeX1), Oct. 20,
1986, 100 Stat. 1797.) -

§ 3712, Personnel exchanges .
[See main volume for text of section]

(Pub.L. 96480, § 16, formerly § 18, Oct. 21, 1980, 94 Stat. 2320, renumbered § 17 by Pub.L.
99-502, § 2, Oct. 20, 1976, 100 Stat. 1785, renumbered § 16 by Pub.L. 99602, § eX1), Oct. 20,
1986, 100 Stat. 1797)

issions Federal agencies shall submit, to
ation committees of both Houses of the
royalties or other income received and
rds) under this section.

after October 20, 1986, shall review the
' programs established under this section
f the House of Representatives and the

conclusions, and recommendations for

umbered § 18 and amended by Pub.L. 99-602,
n)

1986 Amendment. Subsec. (a)X1). Publ.
99-502, § %eX3), in provisions preceding subpar.
‘A) substituted reference to section 11 of Pub.L.
16-480 for reference, to section 12 of Pub.L.
16-480. See Codification note set out under this
ection.

Legisiative History. For legisiative history and
wrpose of Pub.L. 99-502, sec 1986 U.S. Code
Jong. and Adm. News, p. 3442.
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text of section]

94 Stat. 2819, renumbered § 16 by Pub.L.
d § 16 by Pub.L. 99-502, § H(eX1), Oct. 20,

lext of section)

34 Stat. 2320, renumbered § 17 by Pub.L.
d § 16 by Pub.L. 98-502, § 9(eX1), Oct. 20,



§ 3713. Authorization of appropriations

[See main volume for text of section]

(Pub.L. 96-480, § 17, formerly § 14, Oct. 21, 1980, 84 Stat. 2320, renumbered § 18 by PubL
99-602, § 2, Oct. 20, 1986, 100 Stat. 1785, renumbered § 17 by Pub.L. 99-602, § 9(eX1), Oct. 2,

1986, 100 Stat. 1797.)

§ 3714. Spending authority

No payments shall he made or contracts shall be entered into pursuant to the
provisions of this chapter (other than sections 8710a, 8710b and 8710c of this title)
except to such extent or in such amounts as are provided in advance in appropriation

Acts.

(Pub.L. 96-480, § 18, formerly § 15, Oct. 21, 1980, 94 Stat. 2820, renumbered § 19 and amended
by Pub.L. 99-502, §§ 2, 9(bX13), Oct. 20, 1986, 100 Stat. 1785, 1796, renumbered §18 and
amended by Pub.L. 99-502, §§ %eX1), (4), Oct. 20, 1986, 100 Stat. 1791)

Codification. Amendment by section He)4) of
Pub.L. 99-502, directing that “sections 11, 12,
and 13" be substituted for * 12, 13, and
14" was not executed in view of renumbering of
sections 12, 13, and 14 of Pub.L. 96-480 as
sections 11, 12 and 13, respectively, of Pub.L.
96-480 by section 9eX1) of Pub.L. 99-502.
Since both references transiate as “‘sections 3710a,
37106, and 3710c of this title", amendment by
section 9(e)4) of Pub.L. 99-502 resulted in no
change in teat.

1966 Amendment. Pub.L. 99-502, § 9(bX13)
added exception relating to sections 3710s, 3710
and 3710c of this title.

Pub.L. 99-502, § 9(e)(4), substituted refereaces
to sections 11, 12 and 13 of Pub.L. 96480 for
references to sections 12, 13 and 14 of Publ.
%-flo. See Codification note set out under this
section.

* Laeglelative Histery. For legislative history and
purpose of Pub.L. 99-502, see 1986 U.S. Code
Cong. and Adm. News, p. 3442.

CHAPTER 64—METHANE TRANSPORTATION RESEARCH,
DEVELOPMENT, AND DEMONSTRATION

Library References

War and National Emergency €=36, 40.
CJS. War and Nationsl Defensq §§ 44, 48.

§ 3803. Duties of Secretary of Energy

[See main volume for text of (a) and (b) ]
(¢) Assurance respecting scope of program uuvu.lu

ln_ assuring u.ne effective management of this program, the Secretary shall have
specific responsibility to ascertain that the program includes activities to—

[See main volume for text of (1) to (7) ]

(8) ascertain any changes in fuel rupply patterns, tax policies, and standards
governing the manufacture of vehicles which are needed to facilitate the
manufacture and use of methane-fueled vehicles.

[See main volume for text of (d) ]
(As smended Pub.L. 97-375, Title 1, § 106(c), Dec. 21, 1982, 96 Stat. 1820.)

1992 Amendment. Subsec. (c)(8). Pub.L.
97-375 struck out “and report to the Congress
on" after “ascertain™.

Legislative History. For legislative history and
purpose of Pub.L. 97-375, see 1982 U.S. Code
Cong. and Adm. News, p. 3433.

Cede of Fodorsl Regulations

Review and certification of agreements, see 10
CFR 478.1.

CHAPTER 65—LIABILITY RISK RETENTION

Sec.
3%02. Risk retention groups.
(s) to(c) [See main volume for text].
(d) Documents for submission 1o State
comm
(¢) Power of courts (o enjoin conduct.
() State powers to enforce State laws.
) States’ authority to sue.
) State authority to regulate or prohibit
ownership interests in risk retention
groupe.

. Purchasing groups. '
(a) to (c) [See main volume for text).
(d) Notice to State insurance commission-
ers of intent to do business.

Sec.

390s.

(0§ Purchases of insurance !through li-
censed agents or broker acting pur-
susnt to surplus lines laws.

(g) State pawers to enforce State l‘m.

(h) States’ authority 1o sue.

Clarification concerning permissible State

suthority.

(s) State motor vehicle no-fault and mo-
tor vehicle financial responsibility
laws.

(®) Applicability of exemptions.

(c) Prohibited insurance policy coverage.

(d) Siate authority to specify
means of estsblishing financial re-
spoasibility.

(¢) Designation of agent for service of . 3906. Injuncive orders losued by United Ststes

documents and process.

Library References
Insurance &=31.1.
C.J.S. Insurance § 91 et seq.

§ 3901. Definitions
(a) As used in this chapter—

district courts.

(1) “insurance’ means primary insurance, excess insurance, reinsurance, sur-
plus lines insurance, and any other arrangement for shifting and distributing
risk which is determined to be insurance under applicable State or Federal law;

(2) “liability”—

(A) means legal liability for damages (including costs of defense, legal
costs and fees, and other claims expenses) because of injuries to other
persons, damage to their property, or other damage or loss to such other
persona resulting from or arising out of—

(i) any business (whether profit or nonprofit), trade, product, servic-
es (including professional services), premises, or operations, or

(il) any activity of any State or local government, or any agency or
political subdivision thereof;, and

(B) does not include personal risk liability and an employer’s liability with
respect. to its employees other than legal liability under the Federal Employ-

ers’ Liability Act (46 U.S.C. 61 et seq.);

(3) “personal risk liability’” means liability for damages because of injury to
any person, damage to property, or other loss or damage resulting from any
personal, familial, or household responsibilities or activities, rather than from
responsibilities or activities referred to in paragraphs (2{A) and (2XB);

(4) “risk retention group” means any corporation or other limited liability

association—

(A) whose primary activity consists of assuming and spreading all, or any
portion, of the liability exposure of its group members;
(B) which is organized for the primary purpose of conducting the activity

described under subparagraph (A);

(C) which—

(D) is chartered or licensed as a liability insurance company under the
laws of a State and authorized to engage in the business of insurance
under the laws of such State; or

(il) before January 1, 1986, was chartered or licensed and authorized
to engage in the business of insurance under the laws of Bermuda or
Cayman Islands and, before such date, had certified to the insurance
commissioner of at least one State that it satisfied the capitalization
requirements of such State, except that any such group shall be
considered to be a risk retention group only if it has been engaged in
business continuously since such date and only for the purpose of

ITY RISK RETENTION

Sec. :
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L oS "’E | £ CHLAFSF A T R 1 & ;--’_..1;“3..'..' -cen SC -
MEMORANDUN FOR1. ~ HONORABLE MALCOLM BALDRIDGE
SECRETARY OF COMMERCE
FROM1 DAVID A. BTOCKMAN D X. S.
DIRECTOR
SUBJECT: Assignment of Lead Agency for

Imnplementation of P.L. 96-517 i

As you may know, we will soon issue a new OMB Circular which
provides uniform implementing guidance for the Government
patent policy section of Public Law 96-517, "The Patent and
Trademark Amendments of 1980." This Act gives nonprofit
organizations and small businesses a first right of refusal to
title in inventions they have made 1in performance of
Government grants and contracts. The Act takes precedent over
approximately 26 conflicting statutory and administrative

policies.

Since the Act is a fundamental change in the more traditional
policy of Government ownership to inventions made with its
support, we believe 1t is essential that a lead agency be
designated to review agency implementing regulations;
disseminate and collect information; monitor administrative
or compliance measures; evaluate the Act's implementation; and
recomuend appropriate changes to GMB/OFPP. (A more detailed
list of proposed lead agency functions and staffing is
provided in Attachment A.)

The Department of Commerce seems the natural choice for
assignment of this new lead agency function due to its prior
experience and wide ranging interest in technology transfe:.
productivity, innovation and Government patent policy. In
order to take full advantage of Commerce's experience and to
support the expansion of the concept of P.L. 96-517 to all
recipients of Federal research and development funding., . the
proposed functions include authority to collect information
and recommend policy and regulatory changes that affect
recipients beyond those covered by the Act.

recipients beyond éhose covered by the Act.
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I hope you will accept the responsibility for the lead agency
which we believe will be challenging and rewarding. I would
appreciate your designating an official to work with my staff
in developing the details necessary to assure smooth
implementation of the Circular and the lead agency.

I have designated Don Sowle, the Administrator of the Offigce
of Federal Procurement Policy as my staff focal point, who has
responsibilitiy for issuing patent policy regulatijons
implementing P.L. 96-517. '
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EXECUTIVE OFFICE OF THE PRESIDENT
OFFICE OF MANAGEMENT AND BUDGET )
WASHINGTON, D.C. 20503

February 10, 1982

/,‘

CIRCULAR No. A-124 - /

TO THE HEADS OF EXECUTIVE DEPARTMENTS AND ESTABLISHMENTS

SUBJECT: Patents - Small Business Flrms and Nonprofit
Organlzatlons

i Purpose. This Circular provides policies, procedures,
and guidelines with respect to inventions made by small
business firms and nonprofit organizations, including univer-
sities, under funding agreements with Federal agencies where a
purpose is to perform experimental, developmental, or research
work. .

2. Rescissions. This Circular supersedes OMB Bulletin 81-22
effective March 1, 1982. -

3. Authority. This Circular is issued pursuant to the
authority contained .in 35 U.S.C. 8206 (86 of P.L. 96-517, "The
Patent and Trademark Amendments of 1980").

4. Background. After many years of public debate on means
to enhance the utilization of the results of Government funded
research, Public Law 96-517 was enacted. This Act gives non-
profit organizations and small businesses, with limited
exceptions, .a first right of refusal to title in inventions
they have made in performance of Government grants and
contracts. The Act takes precedence over approxlmately 26
conflicting statutory and administrative policies.

Under the Act, the Office of Federal Procurement Policy (OFPP)
is responsible for the issuance of the regulations
implementing 35 U.S.C. 8202-204 after consultation with the
Office of Science and Technology Policy (OSTP). On July 2,
1981, OMB Bulletin 81-22 was issued to provide interim regula-
tions while agency and public comments were sought. Based on
a review of these comments, this Circular is issued to
establish permanent implementing regulations and a standard
patent rights clause.

5. Policy and Scope. This Circular takes effect on March 1,
1982, and will be applicable to all funding agreements with
small business firms and domestic nonprofit organizations
executed on or after that date. This includes

a review of these comments, this Clrcular 1s 1ssueu v
establish permanent implementing regulations and a standard
patent rights clause.

54 Policy and Scope. This Circular takes effect on March 1,
1982, and will be applicable to all funding agreements with
small business firms and domestic nonprofit organizations
executed on or after that date. This includes
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subcontracts at any tier made after March 1, 1982, with small
business firms and nonprofit organizations even if the prime
funding agreement was made prior to March 1, 1982. Unless
prohibited by law, agencies are encouraged to treat subject
inventions made under funding agreements made prior to July 1,
1981, in substantially the same manner as contemplated by P.L.
96-517 and this Circular for inventions made under funding
agreements entered into subsequent to July 1, 1981. This can
be accomplished through the granting of waivers of title on
terms and conditions substantially similar to those set forth
in the standard clause of Attachment A.

Agencies should be alert to determining whether amendments
made after March 1, 1982, to funding agreements entered into
prior to July 1, 1981, result in new funding agreements
subject to this Circular and the Act. Renewals and continua-
tions after March 1, 1982, of funding agreements entered into
prior to July 1, 1981, should be normally treated as new
funding agreements.

This Circular is intended to establish uniform and coordinated
implementation of 35 U.S.C. 8200-206 so as to foster the
policy and objectives set forth in 35 U.S.C. §200.

6. Definitions. As used in this Circular --

a. The term "funding agreement" means any contract,
grant, or cooperative agreement entered into between any
Federal agency, other than the Tennessee Valley Authority, and
any contractor for the performance of experimental, develop-
mental, or research work funded in whole or in part by the
Federal Government. Such term includes any assignment,
substitution of parties, or subcontract of any type entered
into for the performance of experimental, developmental, or
research work under a funding agreement, as herein defined.

b. The term "contractor"™ means any person, small
business firm or nonprofit organization that is a party to a
funding agreement.

S The term "invention” means any invention or
discovery which is or may be patentable or otherwise protect-
able under Title 35 of the United States Code. '

d. The term "subject invention" means any invention of
a contractor conceived or first actually reduced to practice
in the performance of work under a funding agreement.

e. The term "practical application” means to
manufacture in the case of a composition or product, to
practice in the case of a process or method, or to operate in
the case of a machine or system; and, in each case, under such

a contractor conceived or first actually reduced to pracrtice
in the performance of work under a funding agreement.

e. The term "practical application” means to
manufacture in the case of a composition or product, to
practice in the case of a process or method, or to operate in
the case of a machine or system; and, in each case, under such
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conditions as to establish that the invention 1is being
utilized and that its benefits are, to the extent permitted by
law or Government regulations, available to the public on
reasonable terms.

: The term "made" when used in relation to any
invention means the conception or first actual reduction to
practice of such invention.

g The term "small business firm"™ means a small
business concern as defined at section 2 of Public Law 85-536
(15 U.S.C. 8632) and implementing regulations of the
Administrator of the Small Business Administration. For the
purpose of this Circular, the size standards for small
business concerns involved in Government procurement and
subcontracting at 13 CFR 121.3-8 and 121.3-12, respectively,
will be used.

h. The term "nonprofit organization" means
universities and other institutions of higher education or an
organization of the type described in section 501(c) (3) of the
Internal Revenue Code of :1954 (26 U.S.C. 8501(c)) and exempt
from taxation under section 501(a) of the Internal Revenue
Code (26 U.S.C. 8501(a)) or any nonprofit scientific or
educational organization qualified under a state nonprofit
organization statute.

7. Use of the Patent Rights (Small Business Firm or
Nonprofit Organization) (March 1982) Clause.

a. Each funding agreement awarded to a small business
firm or domestic nonprofit organization which has as a purpose
the performance of experimental, developmental or research
work shall contain the "Patent Rights (Small Business Firm or
Nonprofit Organization) (March 1982)" clause set forth in
Attachment A with such modifications and tailoring as may be
authorized in Part 8, except that the funding agreement may
contain alternative provisions--

(1) when the funding agreement is for the operation
of a Government-owned research or production facility; or

(2) 1in exceptional circumstances when it is
determined by the agency that restriction or elimination of
the right to retain title to any subject invention will better
promote the policy and objectives of Chapter 38 of Title 35 of
the United States Code; or

determined DY TNE AgEeNCY THATU L[ESLLAVLAIUVIL Vi waamecc—mo——o
the right to retain title to any subject invention will better

promote the policy and objectives of Chapter 38 of Title 35 of
the United States Code; or
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(3) when it is determined by a Government authority
which is authorized by statute or executive order to conduct
foreign intelligence or counterintelligence activities that
the restriction or elimination of the right to retain title to
any subject invention is necessary to protect the security of

such activities.

b. (1) Any determination under Part 7.a.(2) of this
Circular will be in writing and accompanied by a written
statement of facts justifying the determination. The state-
ment of facts will contain such information as the funding
Federal agency deems relevant and, at minimum, will (i)
identify the small business firm or nonprofit organization
involved, (ii) describe the extent to which agency action
restricted or eliminated the right to retain title to a
subject invention, (iii) state the facts and rationale
supporting the agency action, (iv) provide supporting documen-
tation for those facts and rationale, and (v) indicate the
nature of any objections to the agency action and provide any
documentation in which those objections appear. A copy of
each such determination and written statement of facts will be
sent to the Comptroller General of the United States within 30
days after the award of the applicable funding agreement. In
cases of determinations application to small business firms,
copies will also be sent to the Chief Counsel for Advocacy of
the Small Business Administration.

(2) To assist the Comptroller General to
accomplish his or her responsibilities under 35 U.S.C. 8202,
each Federal agency that enters into any funding agreements
with nonprofit organizations or small business firms during
the applicable reporting period shall accumulate and, at the
request of the Comptroller General, provide the Comptroller
General or his or her duly authorized representative the total
number of prime funding agreements entered into with small
business firms or nonprofit organizations that contain the
patent rights clause of Attachment A during each period of
October 1 through September 30, beginning October 1, 1982.

Ce (1) Agencies are advised that Part 7.a. applies to
subcontracts at any tier under prime funding agreements with .
contractors that are other than small business firms or non-
profit organizations. Accordingly, agencies should take
appropriate action to ensure that this requirement is
reflected in the patent clauses of such prime funding agree-
ments awarded after March 1, 1982.

(2) In the event an agency has outstanding prime
funding agreements that do not contain patent flow-down
provisions consistent with either this Circular or OMB
Bulletin 81-22 (if it was applicable at the time the funding

appropriace accion LU cTusuic ha —eem— g
reflected in the patent clauses of such prime funding agree-
ments awarded after March 1, 1982,

(2) In the event an agency has outstanding prime
funding agreements that do not contain patent £flow-down
provisions consistent with either this Circular or OMB
Bulletin 81-22 (if it was applicable at the time the funding
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agreement was awarded), the agency shall take appr9pr1ate
action to ensure that small business firms or domestic non-
profit organization subcontractors under such prime funding
agreements that received their subcontracts after July 1,
1981, will receive rights in their subject inventions that are
consistent with P.L. 96-517 and this Circular. Appropriate
actions might include (i) amendment of prime contracts and/or
subcontracts; (ii) requiring the inclusion of the clause of
Attachment A as a condition of agency approval of a subcon-
tract; or (iii) the granting of title to the subcontractor to
identified subject inventions on terms substantially the same
as contained in the clause of Attachment A in the event the
subcontract contains a "deferred determination” or
"acquisition by the Government" type of patent rights clause.

d. To qualify for the clause of Attachment A, a
prospective contractor may be required by an agency to certify
that it is either a small business firm or a domestic non-
profit organization. If the agency has reason to question the
status of the prospective contractor as a small business figm
or domestic nonprofit organization, it may file a protest 1in
accordance with 13 C.F.R. 121.3-5 if small business f£firm
status is questioned or require the prospective contractor to
furnish evidence to establish its status as a domestic non-
profit organization.

8. Instructions for Modification and Tailoring of the Clause
of Attachment A.

a. Agencies should complete the blank in paragragh
g.(2) of the clause of Attachment A in accordance with their
own or applicable Government-wide regulations such as the FPR
or DAR. The flow-down provisions of the clause cited by the

agency should, of course, reflect the requirement of Part
7.c. (1)

b. Agencies should complete paragraph 1.
"Communications" at the end of the clause of Attachment A by
designating a central point of contact for communications on
matters relating to the clause. Additional instructions on
communications may also be included in paragraph 1.

. Cs Agencies may replace the italicizzd or underlined
words and phrases with those appropriate to the particular
funding agreement. For example "contract" could be replaced
by "grant", "contractor"™ by "grantee", and “contracting
officer" by "grants officer." Depending on its use, "Federal
agency” can be replaced either by the identification ©of the

agency or by the specification of the particular office or
~official within that agency.

Dy ~"grant-, “CONTractor” Dy ~grancee , auud CUllLE QU e e,
officer" by "grants officer.” Depending on its use, "Federal

agency”™ can be replaced either by the identification of the

agency or by the specification of the particular office or
~official within that agency.
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d. When the agency head or duly authorized designee
determines at the time of contracting with a small business
firm or nonprofit organization that it would be in the
national interest to acquire the right to sublicense foreign
governments or international organizations pursuant to any
existing treaty or agreement, a sentence may be added at the
end of paragraph b. of the clause of Attachment A as follows:

"This license will include the right of
the Government--t® sublicense foreign
governments - and international
organizations pursuant to the following
treaties or international agreements:

; or pursuant to any
future treaties or agreements with
foreign governments or international
;organizations."

The blank in the above should be completed with the names of
applicable existing treaties or international agreements. %The
above language is not intended to apply to treaties or agree-
ments that are in effect on the date of the award which are not
listed. The above language may be modified by agencies by
deleting the reference to future treaties or agreements or by
otherwise more narrowly defining classes of future treaties or
agreements. The language may also be modified to make clear
that the rights granted to the foreign government or inter-
national organization may be for additional rights beyond a
license or sublicense if so required by the applicable treaty
or international agreement. For example, in some cases
exclusive licenses or even the assignment of title in the
foreign country involved might be required. Agencies may also
modify the language above to provide for the direct licensing
by the contractor of the foreign government or international
organization.

e. To the extent not required by other provisions of
the funding agreement, agencies may add additional subpara-
graphs to paragraph (f) of the patent rights clause of Attach-
ment A to require the contractor to do one or more of the
following:

(1) Provide periodic (but no more freéuently than
annually) listings of all subject inventions required to be
disclosed:during the period covered by the report;

(2) Provide a report prior to the close-out of a
funding agreement listing all subject inventions or statinrg
that there were none;

. (3) Provide notification of all subcontracts for
experlmental,_developmental, or research work; and

(2) Provide a report prior to the close-out of a
funding agreement listing all subject inventions or stating
that there were none;

- (3) Provide notification of all subcontracts for
experimental, developmental, or research work; and
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(4) Provide, upon request, the filing date, serial
number and title; a copy of the patent application; and patent
number and issue date for any subject invention in any country
in which the contractor has applied for patents.

Part 9. Publication or Release of Invention Disclosures

a. 35 U.S.C. B205 provides as follows:

"Federal agencies are authorized to withhold
from disclosure to the public information dis-
closing any invention in which the Federal
Government owns or may own a right, title, or
interest (including a nonexclusive 1license)
for a reasonable time in order for a patent
application to be filed. Furthermore, Federal
agencies shall not be required to release
copies of any document which is part of an
application for patent filed with the United
States Patent and Trademark Office or with any
foreign patent office."

b. To the extent authorized by 35 U.S.C. 8205, agencies
shall not disclose to third parties pursuant to requests under
the Freedom of Information Act (FOIA) any information disclos-
ing a subject invention for a reasonable time in order for a
patent application to be filed. With respect to subject
inventions of contractors that are small business firms or
nonprofit organizations, a reasonable time shall be the time
during which an initial patent application may be filed under
paragraph c. of the clause of Attachment A or such other
clause that may be used in the funding agreement. However, an
agency may disclose such subject inventions under the FOIA, at
its discretion, after a contractor has elected not to retain
title or after the time in which the contractor is required to
make an election if the contractor has not made an election
within that time. Similarly, an agency may honor an FOIA
request at its discretion if it finds that the same informa-
tion has previously been published by the inventor, contrac-
tor, or otherwise. If the agency plans to file itself when
the contractor has not elected title, it may, of course,
continue to avail itself of the authority of 35 U.S.C. 8205.

Ca As authorized by 35 U.S.C. 8205, Federal agencies
shall not release copies of any document which is part of an
application for patent filed on a subject invention to which a
small business firm or nonprofit organization elected to
retain title.

4. A number of agencies have policies to encourage
public dissemination of the results of work supported by the

shall not release coples Of any GOCUMENT WNlCO 13 pait vi au
application for patent filed on a subject invention to which a
small business firm or nonprofit organization elected to
retain title.

_d. A number of agencies have policies to encourage
public dissemination of the results of work supported by the
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agency through publication in Government or other publications
of technical reports of contractors or others. 1In recognition
of the fact that such publication, if it included descriptions
of a subject invention, could create bars to obtaining patent
protection, it is the policy of the executive branch that
agencies will not include in such publication programs, copies
of disclosures of inventions submitted by small business firms
or nonprofit organizations, pursuant to paragraph c. of the
clause of Attachment A, except that under the same circum-
stances under which agencies are authorized to release such
information pursuant to FOIA requests under Part 9.b. above,
agencies may publish such disclosures.

e. Nothing in this Part is intended to preclude
agencies from including - in the publication activities
described in the first sentence of Part 9.d., the publication
of materials describing a subject invention to the extent such
materials were provided as part of a technical report or other
submission of the contractor which were submitted
independently of the requirements of the patent rights provi-
sions of the contract. However, if a small business firm or
nonprofit organization notifies the agency that a particular
report or other submission contains a disclosure of a subject
invention to which it has elected or may elect title, the
agency will use reasonable efforts to restrict its publication
of the material for six months from date of its receipt of the
report or submission or, if earlier, until the contractor has
filed an initial patent application. Agencies, of course,
retain the discretion to delay publication for additional
periods of time.

f. Nothing in this Part 9 is intended to limit the
authority of agencies provided in 35 U.S.C. 8205 in circum-
stances not specifically described in this Part 9.

10. Reporting on Utilization of Subject Inventions.

a. Paragraph h. of the clause of Attachment A provides
that agencies have the right to receive periodic reports from
the contractor on utilization of inventions. 1In accordance
with such instructions as may be issued by the Department of
Commerce, agencies shall obtain such information from their
contractors. Pending such instructions, agencies should not
impose reporting requirements. The Department of Commerce and
the agencies, in conjunction with representatives of small
business and nonprofit organizations, shall work together to
establish a uniform periodic reporting system.

b. To the extent any such data or information supplied
by the contractor is considered by the contractor, or its
licensee or assignee, to be privileged and confidential and is
so marked, agencies shall not, to the extent permitted by

business and nonprorit OrganlizatlONS, SHALL WULR LUYTLLSL wv
establish a uniform periodic reporting system.

b. To the extent any such data or information supplied
by the contractor is considered by the contractor, or its
licensee or assignee, to be privileged and confidential and is
so marked, agencies shall not, to the extent permitted by
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35 U.S.C. B202(c)(5), disclose such information to persons
outside the Government.

11. Retention of Rights by Inventor. Agencies which allow an
inventor to retain rights to a subject invention made under a
funding agreement with a small business firm or nonprofit
organization contractor, as authorized by 35 U.S.C. 8§202(4),
will impose upon the inventor at least those conditions that
would apply to a small business firm contractor under para-
graphs d.(ii) and (iii); £.(4); h.; i.; and j. of the clause
of Attachment A.

12. Government Assignment to Contractor of Rights in
Invention of Government Employee. 1In any case when a Federal
employee 1s a co-inventor of any invention made under a
funding agreement with a small business firm or nonprofit
organization and the Federal agency employing such co-inventor
transfers or reassigns the right it has acquired in the
subject invention from its employee to the contractor as
authorized by 35 U.S.C. 202(e), the assignment will be made
subject to the same conditions as would apply to the contrac-
tor under the clause of Attachment A.

13. Exercise of March-in Rights.

a. The following procedures shall govern the exercise
of the march-in rights of the agencies set forth in 35 U.S.C.
8203 and the clause at Attachment A.

b. Whenever an agency receives information that it
believes might warrant the exercise of march-in rights, before
initiating any march-in proceeding in accordance with the
procedures of Part 13.c.-h. below, it shall notify the con-
tractor in writing of the information and request informal
written or oral comments from the contractor. 1In the absence
of any comments from the contractor within 30 days, the agency
may, at its discretion, proceed with the procedures below. If
a comment is received, whether or not within 30 days, then the
agency shall, within 60 days after it receives the comment,
either initiate the procedures below or notify the contractor,
in writing, that it will not pursue march-in rights based on
the information about which the contractor was notified.

Ca A march-in proceeding shall be initiated by the
issuance of a written notice by the agency to the contractor
and its assignee or exclusive licensee, as applicable, stating
that the agency is considering the exercise of march-in
rights. The notice shall state the reasons for the proposed
march-in in terms sufficient to put the contractor on notice
of the facts upon which the action would be based and shall
specify the field or fields of use in which the agency is con-
sidering requiring licensing. The notice shall advise the

issuance of a written notice by the agency to the contractor
and its assignee or exclusive licensee, as applicable, stating
that the agency is considering the exercise of march-in
rights. The notice shall state the reasons for the proposed
march-in in terms sufficient to put the contractor on notice
of the facts upon which the action would be based and shall
specify the field or fields of use in which the agency is con-
sidering requiring licensing. The notice shall advise the
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contractor (assignee or exclusive licensee) of its rights, as
set forth in this Circular and in any supplemental agency
regulations. The determination to exercise march-in rights
shall be made by the head of the agency or designee, except as
provided in part 13.j. below.

d. Within 30 days after receipt of the written notice
of march-in, the contractor (assignee or exclusive licensee)
may submit, in person, in writing, or through a representa-
tive, information or argument in opposition to the proposed
march-in, including any additional specific information which
raises a genuine dispute over the material facts upon which
the march-in is based. If the information presented raises a
genuine dispute over the material facts, the head of the
agency or designee shall undertake or refer the matter to
another official for fact-finding.

e. Fact-finding shall be conducted in accordance with
the procedures established by the agency. Such procedures
shall be as informal as practicable and be consistent with
principles of fundamental fairness. The procedures should
afford the contractor the opportunity to appear with counsel,
submit documentary evidence, present witnesses and confront
such persons as the agency may present. A transcribed record
shall be made and shall be available at cost to the contractor
upon request. The requirement for a transcribed record may be
waived by mutual agreement of the contractor and the agency.
Any portion of a fact-finding hearing that involves testimony
or evidence relating to the utilization or efforts at obtain-
ing utilization that are being made by the contractor, its
assignee, or licensees shall be closed to the public, includ-
ing potential licensees.

s The official conducting the fact-finding shall
prepare written findings of fact and transmit them to the head
of the agency or designee promptly after the conclusion of the
fact-finding proceeding. A copy of the findings of fact shall
be sent to the contractor (assignee or exclusive licensee) by
registered or certified mail.

g. In cases in which fact-finding has been conducted,
the head of the agency or designee shall base his or her
determination on the facts found, together with any other
information and argument submitted by the contractor (assignee
or exclusive licensee), and any other information in the
administrative record. The consistency of the exercise of
march-in rights with the policy and objectives of 35 U.S.C.
§200-206 and this Circular shall also be considered. 1In cases
referred for fact-finding, the head of the agency or designee
may reject only those facts that have been found that are
clearly erroneous. Written notice of the determination
whether march-in rights will be exercised shall be made by the

or exclusive licensee), and any other information 1in <tne
administrative record. The consistency of the exercise of
march-in rights with the policy and objectives of 35 U.S.C.
§200-206 and this Circular shall also be considered. 1In cases
referred for fact-finding, the head of the agency or designee
may reject only those facts that have been found that are
clearly erroneous. Written notice of the determination
whether march-in rights will be exercised shall be made by the



