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Letter to Heads of Agencies on the Use of DoC Patent
Clauses for Small Business Firms and Non-Profit
Organizations

Letter to heads of Federal agencies emphasizes that
the patent clauses set out in DoC regulations (37
CFR Part 401) for small business firms and non-profit
organizations take precedence over any inconsistent
patent clauses set out in the Federal Acquisition
Regulations, (FAR). Letter concludes that in such
instances the DoC patent clauses should be followed.

The DoC patent clauses allow small business firms and
non-profit organizations to take title to inventions
arising under a funding agreement. At present patent
clauses set out in FAR are inconsistent with those
set out in the DoC regulations for small business
firms and non-profit organizations. Some agencies are
pot using the DoC patent clauses because they are not
yet set out in the FAR. Outgoing points out that all
Federal agencies are required to use the DoC patent
clauses for small business firms and non-profit
organizations in all instances and that the DoC
patent clauses take precedence over inconsistent
patent clauses in FAR. Outgoing also points out the
DoC patent clauses facilitate technology -t r a ns f e r
under Executive Order 12591.
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-- THE SECRETARY OF COMMERCE
Washington, D.C. 20230

14 DEC 19B1

Honorable Richard E. Lyng
Secretary of Agriculture
Washington, D. C. 20250

Dear Dick:

On March 18, 1987, this Department pUblished in the Federal
Register regUlations which set out the patent clauses to be
used in funding agreements with small business firms and
nonprofit organizations, 37 CFR Part 401 (enclosed). The
authority for these regulations is contained in Title 35,
Section 206 of the United States Code (enclosed).

The patent clauses contained in these regulations allow small
business firms and nonprofit organizations to take title to any
inventions arising under a funding agreement. These clauses
ease technology transfer as set out in Executive Order 12591.

Subsection 401.I(e) of the regulations states that they shall
take precedence over any other inconsistent regulations dealing
with ownership of inventions made by small business and
nonprofit organizations. Thus, where patent clauses set out in
the Federal Acquisition Regulation (FAR) are inconsistent with
the "37 CFR Part 401 patent clauses for small business firms and
nonprofit organizations, the latter clauses must be used.

Accordingly, your agency should use the patent clauses for
small business firms and nonprofit organizations as set out in
37 CFR Part 401. These clauses take precedence over the
inconsistent clauses in the PAR.

Sincerely,

nl
Secretary of Commerce

Enclosures
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Department Organization Order 10-1, dated January 22, 1984 is hereby amended as
shown below. The purpose of this amendment is to delegate the Secretary's .
authorities under P.L. 98-620, the Bayh-Dole Act, and P.L. 98-622, the Patent
Improvements Act of 1984•

SECTION 3. DELEGATION OF AUTHORITY. New subparagraphs .utr, and .01g. are
added to read as follows:

"f. The functions prescribed by TitleV of P.L. 98-620, 35 U.S.C. 200 et seq., (35
U.S.C. 206, 207(b), and 208) regarding the authority of the Secretary of Commerce (a)
to issue regulations which may be made applicable to Federal agencies implementing
the provisions of Sections 202, 203 and 204, Chapter 18 of Title 35 U.S.C.; (b) to
establish standard funding agreement provisions required under Chapter18; (c) to
ensure effective management of Government-owned inventions; and (d) to promulgate
regulations specifying the terms and conditions upon which inventions may be licensed•

"g. The responsibility in P.L. 98-622 to prepare for the Secretary's signature, an
annual report on the Statutory Invention Registration procedure as prescribed by 35
U.S.C. 157(d)."

~~
Secretary of Commerce

USODMM-DC - 85-8954

USODMM-DC - 85-8954
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SUBJECT:

_. .~ : .
HONORABLE MALCOLM BALDRIDGE
SECRETARY OF COMl-IERCE

DAVID A. STOCKMAN D.-~. S.
DIRECTOR

Assignment of Lead Agency
Implementation of P.L. 96-517

for

As you may know, we will soon issue a new OMB Circular which
provides uniform implementing guidance for the Government
patent policy section of Public Law 96-517, -The Patent and
Tr sdemark AmenOments of 1980." This Act gives nonprof i t
organizations and small businesses a first right of refusal to
ti t Le in inventions they have made in performance of
Government grants and contracts. The Act takes precedent OVEr
app:o~imatE1y 26 conflicting statutory and administrative
pollcies.

Since the Act is a fundamental change in the more traditional
policy of Government ownership to inventions made with its
support, we believe it is essential that a lead agency be
designated to review agency implementing regulations;
disseminate and collect Ln fo rrna t Lon j monitor administrative
or c~pliance measures, evaluate the Act's implementation, and
reconcend appropriate changes to OMB/OFPP. (A more detailed
1 ist of proposed lead Agency funotions and staff tng is
provided in Attachment A.)

The Department of Commerce seems the natural choice fo r
assignment of this new lead agency function due to its prior
experience and wide ranging interest in technology transfe~.

productivity, innovation and Government patent policy. In
order to take full aavantage of Commerce's experience and to
support the expansion of the concept of P.L. 96-517 to all
recipients of Federal research and development funding, the
proposed functions include author i ty to collect information
and recommend policy and regulatory changes that affect
recipients beyond those covered by the Act.

IIOil~

and recommen _~ __
recipients beyond those covered by the Act.
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I hope you will accept the respons!bl1ity for the lead agency
which we believe will be challenging an~ revar~ing. I would
appreciate your designating an official to work with my staff
in developing the details necessary to assure smooth
implementation of the Circular and the lead agency.

I have designated Don Sowle, the Administrator of the Offioe
of Federal Procurement Pol!icy as my staff focal point, who has
responslbi1itiy for iseuing patent policy regulations
implementing P.L. 96-517.
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Donald E. Sowle
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~ackground_

The ·Patent and Trademark Amendments Act of 1980· reppals. ~6 .
t. g: \1. ay statutes and regulations and establishes a pet . of
<;~, :'5 /?' l i ne s for giving universities, non-profit organi~ationB

....d &mall businesses the right of first refusal of title to
~nventionB resulting from ~rformance of Government grants and
contracts. As noted in the Senate Report accompanyi ng the
bill, "patent policies ••• represent a serious lmpedi,nent to
the effective transferral ' of new technologies." The bill
represents -an important first step in turning around the
undesirable productivity and innovation slumps that the United
States is now experiencing."

On Jane 3., 1981, the Offic,e ot Federal Procurement PolIcy
(OFPP) sought your decision about whether- -~-uniform--Gove['nment-:
wide regulations implementing the Act for both procurement and
9=ant transactions (should)· be. issued by ona.> : You concurred,
and OFPP, with the . s up pot t of Intergovernmental ~ffairs
Division (IGA) r Ls sued Bulletin 81-22, "Patents:"-Small
BUliine86 Firms and Non-Profit Organizations, ·settinSl forth
interim regulations with public comments due by Septe~er 1.
Me have completed the assessment of comments received and will
Boon be submitting a revised Circular for you~ signature.

SURJEC'1'c Decision Paper - Assignment of Lead Agen=y fa:,
"Patent , Trademark' Amen~:ments Act of 1980" (P.L.
96-517)

:,_ .. anlishment of uniform regulations implementing the iiubject
Act requires that OL·m decide which agency should rece~ve the
lead agency asaigruDEilnt to oversee implementation of the law
and regulations.

Me have comp~et:eo l;.11~

Boon be SUbmitting a revised Circular



" ..

In order to cc:::plete preparation of a Final Circular, the
issue of which agency Bhoul~ be aBBigned lead responsibility
must be decided. On the earliel:' memo c I ted above, you
selected the lea~ agency alternative rather than other
approaches and suggest~ th~ :Departm'ent of Commerce.

I , . , ~,. _

Discussion
){ . . ,

The Act i tselt specifies inc lead agency, nor does the
legislative history indicate any desire for such a mechanism.
The Act applies statutory requirements on all Federal agencies
generally, with only limited oitation of specifio agencies for
technical or pro forma functions. The following discusses the
choices, then reconunends that the Department of Commerce be
assigned the role.

Relationship to Current Situation. Recently the Congress has.
stipulated a lead agency to implement a similar bill
introduced by Senator Harrison Schmitt (R. -New Mex.). This
bill (5. 1657) extends to all pr ivate organizations,
regardless of size, the rights to patents as are now conferred
on small businesses and non-profit organizations. There is a
corr.panion measure in the House (H.R. 4564) introduced by
Congressman Allen Ertel (D. PAl. The Schmitt bill aesignates
Commerce as lead agency, while the Ertel bill cites a special
coordinating council. The Administration has testified· in
support of the Schmitt Lead Agency concept, although reserving
to the President the choice of which agency to serve as lead.

Also, the OHa Associate Director for Management has an
initiative under way to designate or redesignate lead agency
responsibili ty for all 61 generally applicabl~ requirements
tied to assistance ' p r og r ams . Assignment of a lead agency for
t.he new patent requirement is fully consistent with that
program.

Lead Agency Selection. To assess which agency should receive
the lead, it is necessary to identify the functions that a
lead agency would fulfill. _ 'In general, the agency would
provide advocacy, and assess-~~fectivenessof P.L. 96-517. It
would review agency implementing . regulations and procedures
and disseminate information both wi thin and without
Goverrunent; evaluate the Act I s implementation and recommend

~r. .." .-
r'
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Technological innovb.

c. Technology transfer,
I

d. Small business advoc cy?

Is the agency likely to

General Services Adminis~ration GSA has existing
respons b~l t es n ,the ar as of procurement and property
management and regulation. It is also geared to oeal
with a wide variety of ag~nCies. It is argued, however,
that GSA is not well au ted to leading the effort to
translate intellectual roperty into new commercial
enterprises. Further, GS has neither R , D nor patent
programs and would have'l difficulty ' in coordinating
cabinet-level agencies ,o u t s i d e of its Government
licensing functions. ' I

Department of Justice -- I This choice might allow any
enforcement function to ~ake on a certain formalistic
strength. But our review 40es not suggest an appropriate
affiliation wi thin Justic~, and there is reluctance to

__ ' ~'.J.1. e Chc.:lges to OHB OFPPJ anlS oversee necessary
;~~1ni5tr8tlve-or other camp! nnce measures. A Dare detailed
:i~t of proposed lead · - a ency functions · ie shown in
Attachment A. --- .. .', . : ':---~ ... ,' : l

r~~);:.,l, .':.;'''! ..}~.li:,"~~:o..-:l p':"c~(·nc.· '1·~ ·~ Jl;-:" " -_. r- -.1";--:- ....

strength. But our review 40es not suggest an appropriate
aff iliation wi thin Justic~, and there is reluctance to

.. light of the foregofrig, - we have applied the following
_ci~8ria to assessing which a ency to designatel

1. DOes the .agency have ex!
the following areasl

a.Patents and patent

2. Doaa the agency have suff cient personnel skilled in the
above areas, and in the area 0 grants and contract monitoring
or cross-agency relations?

3.

4. Could the agency expand ~o take on a larger policy role
regarding patents and innovati,n if the Administration should
so determine? I

!ssment of Choices.
~ Jdnizations show limited
criteria:



attach ~ litigational I cn t a l i t y to imPlernenti:g :hiS law.
The Dep ar tmen t; is un i ke Ly to ~~nt new f un c t Lon s not
directly related to it present law enfc~cewent funotions
and would_ ._have j • .. . ll tIe · active~ ' interest 1n the
commerciali;:atlon "proo Ba s , The Justice. Department has in
tbe past ·taken .a · poel ion against private.ownership of
patent. Lesulting fr Government~ponBoredR 5 D.

I .. . :: ..... c":" ._~ :. . ... .. .. ~ C'" .- ..~ ~ t ' -

National Science Feun ation and HBB. - ·~ o These ·agencies
have a strong comm tme t to basic research and have close
connections to the un! eraity community,·where much basic
research andinventio takes place. But these agencies
are less familiar wit the business world, and would not
be seen by the · bus ness community as an effective
advocate of applied .r search and technology transfer.

OMB!-OFPP/-oSTP -- The Executive Office, primarily OFPP,
has a statutory role in the law and is well situated to
pressure operating ag~ncieB not in compliance. It can
also serve as a prqminent spokesman for efforts to
promote innovation. ~ile the Executive Office may . be 8

suitable policy broken and "court of appeals," however,
placing the daily f mp l e me n t a t i o n burden here would
increase the number of operating functions to
Presidential staff.

Small Business Admini~tr~tion -- This agency has a Chief
Counsel for Advocacy ' with responsibilities in aiding
small business innovation. It also has staff dedicated
.t o funneling Government grants and contracts to small
business. On the other hand, the agency has little
experience with the univeraity and non-profit
communities, it also could not naturally expand to cover
large businesses shou~d such legislation be enacted. It
would have limited clout among Cabinet-level
departments.

Patent and Trademarks; Office -- This office within the
Department of Commerce deals principally with _ the
technical Iller its ot patent applications and has little
involvement with patent ownership problems, innovation,
productivity issues, or broad patent policy issues. The
Department of Commerce bas recently testified in behalf
of strengthening PTO' as part of an overall effort to
strengthen its patent policy funotions, but PTO in its
present form could not encompass the lead agency role.

I
I
I

I,
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w'':J0ncy {Unct{on-~ ~8si9ne6 to the Department of Coctme r ce foOP
the folloving rea~~31

-" ~ ~: ~ .. ,, ' ~ • . - .• r ~ - .. ., . . ., . . . ... .' ' , . -
The _ Departme:lt baa ' ,-. - natural scope:.cna ' prevloU5
experienoe -- COVer l.n~( hi>af ent5 , commerclaI. a!~air:a0" 'and
technological °innovatl(l):D. Cr itics might argue that it t.
leBa experienced 1D technology transfer nn~ baa I1mltec5
involvement 'vi th the' aCademic community (compared to NSI"
~ BHB). However, the ~partmen~ is moving to strengthen
its ability to ad~r'8. issues of produotivity and
innovation. xt. is presently reorganizing ita economic
affairs aotivi tie. to, campr i8e an Undersecretary for
Economio Affairs supervising an Assistant Secretary for
Productivity, Technology and Innovation (PTI) •
Furthermore, OSTPrecommends that the academic view,
where Commerce is veaJc, could be strengtheneCS via an
advisory group util1:zing it t 6 statutoril.y created
FCCSET, as well. as NSF.

2. The new Assistant Secretary CPTI) was conceived to use
existing staff resou~ces to concentrate on sector
analysis of major industr les. This would give little
attention to technological innovation in the small
business and non-profit sectors. As a Cabinet agency
alr-eady overseeing sta,ffa for small business, patents,
prorootion of commerce, and industrial analysis, howev~~,

the Department is best able of all the candidates to
reassign or recruit sufficient staff for the ' proposed
function.

3. Altho\l9b it may be ditficu1t to oversee such Departments
as Defense and Health and Human Services, who may re81st
,i n t r us i on by It l.eaO agency into disposition of their Own
substantial regearch program., a CAbinet agency 1s more
likely to succeed than are other canc:1idates. Even the
Executive Office wou1d £&11 to provide tbe detal1ed daily
oversight necessary to implement the law. The Assistant
Secretary CPTI) coul~ represent this function with
suitable rank for moat purposes, then have recourse, as
neces8Ary, through the Cabinet and working with Exeoutive
Office Statf.

4. Commerce hAS expres8e~ support, in princlp1e, tor
updating the patent system as an incentive to industrial
productivity. tThe Deparbnent has recent1y requeste~ more

0 '
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OMB assivn ... the lead ag~ncy ' function specifically to the
Department,·of 'Comme r c e . '.7 . _ ~. . ...~ . ..

• . ~. -; .r .: ". , . 1 . • . ~. . ' . •

" >.~'Concur l " des igna~lon letter for OMB Director to sign ,
, to 'Secretary of !Comme r oe is attached.
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A. Functions Specific to PubIj~ Law 9£,-517:
,

1. Review agency impl¢nentation to determine ccrnpl iance wi th the Act
and OFPP regul a tions ,

2. Develop f orrn at s a..rd procedures for the coIJection of utilization
information tram ceo tractors and grant e es. Collect and publish
utilization information.

3. Provide, as determined nece ss ar y, recommendations to OFPP/OM3 on
changes to Go vernrnen t-wide implementing regul s ti ons ,

4. As part of carrying :001 of f unc't i ons of A.l-3, establish and chair an
advisory group or groups, including representatives of the afencies and
the grantee/contractor cornmunit y and other pr i va t e organizations.

5. Opera t e the NTIS Government licensing program under the authority of
P.L. 96-5 17 and provide, ....·hen determine-d necessary, r e corrirriendatins
on improvements that could be made in this area.

B. General Functions

1. Review and evaluate the effec t iveness of e xis ting Government policies
on the o wners hip of inventions by Government coo tr actors , and make
recommendations to OMB as to how such pol icies couJd be improved to
more effectively stimulate innov a ti on and productivity.

2. Collect and rnaint ain statistics on Government patent policies and
practic es to provide a base for policy development and evaluation.

3. Establish and chair an advisor)' group or groups, including
re pr es ent a t.i ves of agencies and peri or rners of Government research, to
discuss is sues related to Government policies on owner-ship of inventions
made with Government suppor t , ~CSSE T « NSF should participate.

~. Coordinate administration positions on proposed legislation related to
ownership of inventions rn ade ·~,.. ith Cove rnmrn ent support.

5. Operat e the PTO govemmeni-c:.-mplo)· ~~ i nve nt ion dis po s i ti oo program
and provide, ....hen determined r~'"'Ct::=-<'2..!Y, recornrn eridti ons on
im pr o ve m ents that couJd be rnade in this ar e a .

5. Opcra t e the PTO govemmeni-c:.-mplo)·~ ~ inve nt i on dis pos i ti o n program
and provide, ....hen det er rni ned r~'"'C t::=-<, 2..! y, recornrr.endti ons on
improvements that couJd be rnade in thi s ar e a .
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'"
SUBncT I

ASSISTANTSECRETA~Y FOR PRODUCTIVITY, TECHNOLOGY AND INNOVATIOI
I,

I
SECTION 1. PURPOSEt.

•01 This Order prescrjbes the scope of authority and the tunctio~ of the Assistant
Secretary for Productivi~y,Technology and Innovation. . i

i

',02 This revision ren,cts the transfer of the Office of Competitive Assessment's
functions to the Internatlional Trade Administration; a change in the reporting
relationships to have the!Office pf Strategic Resources directly responsible to the
Under Secretary for Ecoflomic Affairs; and incorporates outstanding amendments to

I the Order. '- I :

.,,

SECTION 2. ADMINIS-rSATIVE DESIGNATION AND LINE OF AUTIlORITY.
,

.01 The position of Assistant Secretary of Commerce, established by the Act of
February 16, 1962, (15 U~S.C. 1507), shall be designated as the Assistant Secretary fo
Productivity, TechnologY, and Innovation <the "Assistant Secretary"). The Assistant
Secretary is appointed by the President, by and with the advice and consent of the
Senate•

•02 The Assistant Sectetary shall report and be responsible to the Under Secretary
for Economic Affairs. .

SECTION 3. DELEGA110N OF AUTIlORITY.
I

I .03 The Assistant Secretary shall be assisted principally by a Deputy Assistant
, Secretary Cor Productivity, Technology and Innovation, who shall perCorm such duties

as the Assistant SecretaliY shall prescribe and shall perform the functions of thei Assistant Secretary during the latter's absence.
I

I,
,

.01 Pursuant to the authority vested in the Secretary of Commerce by law, and
subject to such policies and directives as the Secretary and the Under Secretary for
Economic Affairs may prescribe, the Assistant Secretary is hereby delegated the
following authorities vested in the Secretary. I
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Slates, cooperative technology arrangements, and the transfer of industrial technology
from the Federal Government to the private sector•
..

c. Section 18 of the Office qf Management and B~dget Circular A-124, dated
February 19, 1982, issued pursuant to P.L. 96-517, ass~gning to the Department. lead

" agency responsibility with respect to the implementation of Federal patent policy.

d. Section 759(C) of Title 40, U.S.C., insofar as is required to: (1) exercise the
functions of the Secretary of Commerce under provisions in Federal Information
Processing Standards authorizing the Secretary to waive compliance with.
requirements of the standards; (2) issue interpretative guidelines conc~rn1ng,the
waiver provisions -of the standards; and (3) join with the Director, National Bureau of
Standards, in recommending to the Secretary the establishment of unifcrm Federal
automatic data processing standards.

e. Title 15 U.S.C. 171 et seg. as it relates to the collection and dissemination of
statistical .lnform ation. .

.02 The Assistant Secretary may exercise other authorities of the Secretary as
applicable to performing the functions assigned in this Order•

•03 The authorities delegated to the Assistant Secretary in this Order may be
redelegated, subject to conditions as may be prescribed by the Secretary.

SECTION 4. FUNCTIONS.

The Assistant Secretary shall serve as a principal deputy to the Under Secretary for
Economic Affairs, and as the principal Departmental advisor on issues of productivity
and technological innovation as they relate to public policy and the performance of
the U.S. economy. In this capacity, the Assistant Secretary shall:

a. Advise the Under Secretary for Economic Affairs and other Department
oCficials on important policy questions and problems relating to productivity and
technological innova tion;

b. Coordinate Departmental programs relating to productivity, technology and
innovation, and any other efforts within the Department to stimulate research and
development activities in the private sector;

c. Identify and analyze barriers to productiVity improvement and technological
growth in the U.S. economy, and provide leadership and assistance in developing
policies and programs designed to Iester greater private sector use of productivity
measurement and improvement techniques, enhance the now of Federally fundec
technologies to the private sector, and facilitate cooperative research aile
development arrangements;

e. Perform lead agency functions concerning Federal patent policy. including
coordinating, monitoring, gathering relev~l data, evaluating relevant programs and
actiVities, developing uniform Government-wide standards Cor implementation of
Federal patent policy, preparing reports. disseminating information. making'
recommendations, and taking other actions necessary to assure maximum prtvare

...............6.....51 ..~ IoU "lIlI; l-InVC:HlI; ;'lI;\;LUr, lUlU 18cunale cooperative research aile
development arrangements;

e. Perform lead agency Iunctions concerning Federal patent policy. including;
coordinating, monitoring, gathering relev~t data, evaluating relevant programs and
actiVities, developing uniform Government-wide standards Cor implementation of
Federal patent policy, preparing reports. disseminating information. making
recommendations, and taking other actions necessary to assure maximum private
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sector opportunity Cor commercidizing inventions resulting from projects financed
with Federal Government funds;

f. Provide liaison between the public and private sectors on voluntary metric
conversion assist and respond to inquiries Crom the private sector, coordinate the

.'" Federal G~vernment'sown metric conversion activities, including coordination of
Interagency CommiUee(s), assist State and local governments in metric problems, and
identify existing barriers to vcluntary conversion and recommend appropriate action;
and

g. Render final decisions pursuant to 41 CFR Part 101-4 on behalf of the
Department on appeals concerning the licensing of Department and/or Fedeeally-
owned patents and patent applications. . i

SECTION 5. UNITS REPORTING TO THE ASSISTANT SECRETARY FOR
PRODUCTIVrry, TECH NOLOGY AND INNOVATION.

•
.01 The Office of the Assistant'Secretary, .which shall consist of:

a. Office of Productivity, Technology and Innovation (000 35-9); and

b. Such other offices as the Assistant Secretary, in conjunction with the Under
Secretary for Economic Affairs and the Assistant Secretary for Administration, may
establish for the purpose of carrying out assigned functions and responsibilities.

•02 The National Technical Information Service (DOO 30-7A).

SECTION 6. EFFECT ON Oni ER ORDERS.

This Order supersedes Department Organization Order 10-1, dated April 19, 1982, as
amended.

.~~~~'7
Secretary of Com merce /

USCOM~-DC - 84-8990

,.

USCOM~-DC - 84-8990
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February 26, 1985

SUBncT I
!

ASSISTANT SECRETA~Y FOR PRODUCTIVITY, TECHNOLOGY AND INNOVATION

i
Department Organization Order 10-1, dated January 22, 1984 is herebyamended as
shown below. The purpcse of this amendment is to delegate the Secretary's

, authorities under P.L. 98+620, the Bayh-Dole Act, and P.L. 98-622, the Patent
Improvements Act of 1984.

SECTION 3. DELEGATlpN OF AUmORITY. New subparagraphs .eir. and .Olg. are
added to read as follows:

-r, The functions prescribed by TitieV of P.L. 98-620, 35 U.S.C. 200 et seq., (35
U.S.C. 206, 207(b), and 2(8) regarding the authority of the Secretary of Commerce (a)
to issue regulations which may be made applicable to Federal agencies implementing
the provisions of Sections,202, 203 and 204, Chapter 18 of Title 35 U.S.C.; (b) to
establish standard funding agreement provisions required under Chapter18; (c) to
ensure effective management of Government-owned inventions; and (d) to promulgate
regulations specifying the,terms and conditions upon which inventions may be licensed.

"g. The responsibility in P.L. 98-622 to prepare for the Secretary's signature, an
annual report on the Stat~tory Invention Registration procedure as prescribed by 35
U.S.C. 157(d)."

~~-I~O
Secretary of com~~~-/

USOOMM-DC - 85-8954

USOOMM-DC - 85-8954
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Introduction
i

The Federal Technology ~anagement Policy Division assists the
Executive Office of the jPresident, affected agencies, and the
Congress when requested , in developing the statutory, regulatory,
and administrative proc,dures necessary to establish, implement,
and evaluate policies to effectively manage the technologies
developed by Federal ag.ncies or with Federal funding. This
includes government-wide policies on ownership, protection, and
disposition of inventio~s, rights to technical data, and the
transfer of technology ~ rom the government to the private sector.

Duties

Incumbent is responsibl~ for the management and superv1s1on of
the Federal technology management policy program in the Office of
Productivity, Technology and Innovation. Incumbent reports to
the Assistant Secretary :for PTI •

The incumbent identifie$ the management and intellectual property
problems that would affect the use of technology resulting from
federally performed or funded research and resolves such problems
by developing and presenting persuasive administrative,
legislative, or regulatory positions on behalf of the Assistant
Secretary•

Incumbent manages and supervises the following functions in
performance of these duties:

1. The review and evalUation of the effectiveness of
existing goveJinment policies for- protecting the
government in~erests and promoting the commercial use
of inventions :made by government contractors, grantees,
and employees. The performance of major tasks as
assigned, including developing and issuing -government­
wide regulatiQns on the ownership and licensing of
patents to implement Public Laws 96-517, 97-219,
98-620, and 98-622, replacement of OMB Circular A-124
and GSA patent licensing regulations, and coordinating
with the OffiQe of Federal Procurement Policy on the
maintenance of Part 27 of the Federal Acquisition
Regulation.

2. The development of more efficient techniques for
agencies to use when determining the commercial value
of inventions 'as a bas is for deciding whether to file
for a patent or a Statutory Invention Registration as
authorized byP. L. 98-622, and deciding whether to pay
patent maintenance charges or allow a patent to become
inactive •

-~_ ...._ - - - -- _-:_ ... ... _ •• ....... _"""'_.. 6"."" ...A"~ '-j,J.'lij;j; ",,"UUUUC,L\,ooo.LQ,L va..J.,uc

of inventions 'as a basis for deciding whether to file
for a patent or a Statutory Invention Registration as
authorized byP. L. 98-622, and deciding whether to pay
patent maintenance charges or allow a patent to become
inactive •



3. The developme~t of reports, recommendations and
legislative prpposals on ways to improve the management
and transfer tp the private sector of technology
developed in f~deral laboratories to further the
objectives of ~. L. 96-480 and implement pertinent
recommendation$ of the White House policy councils.

I

4. The maintenance of close liaison with universities,
small business~s, non-profit organizations, private
industzy, othe~ agencies, professional associations,
and committees: of Congress on matters related to
government technology management and patent policies.
Pays particulac attention to the issues related to
implementation of Public Laws 96-480, 96-517, 97-219,
98-620, and 98~622.

5. The provision of advice to state and local governments,
universities, pusinesses, and federal agencies on ways
to accomplish effective transfers of technology, and on
ways to avoid disputes or resolve those which may occur.

6. The provision of legal advice to the Assistant
Secretary on ways to resolve industry protests of
licensing actions taken by NTIS.

7. The provision of staff support to the Interagency
Committee on Intellectual Property chaired by the
Assistant Secretary, including development of a
government-wide policy statement on the rights of
government contractors to technical data.

8. The development of information and analysis in support
of departmental participation on interagency or
government-wide policymaking boards, commissions, task
forces, advisory committees, professional
organizations, etc.

9. The development of systems for collecting and
evaluating inf~rmation on government patent and
technology management policies and practices to provide
a basis for policy development and evaluation, and
preparation of reports as required.

10. The coordination with agencies, OMB and the private
sector to achi~ve adequate collection of information
with minimum reporting burdens.

11. The review of implementing actions by Federal agencies
to assure compliance with Federal patent laws and
regUlations.

2

with minimum reporting burdens.

11. The review of implementing actions by Federal agencies
to assure compliance with Federal patent laws and
regulations.

2



12.

13.

14.

I
!
I

The provision i f OPTI leadership of interagency and
public-private sector task teams as necessary to
accomplish the above duties.

The conduct o~ special reviews, analyses, and projects
on technology ~anagement, innovation, productivity or
government patfnt policy as assigned by the Assistant
Secretary. :

,

The contact wi~h public and private patent licensing
organizations ~hat manage sizable invention portfolios
for the purpos~ of keeping the Assistant Secretary
alert to currept licensing practices and important
technologies. I

4

·-4
<

·­·,·­·····4
~····
4

Supervision Received

The incumbent is a recognized expert in the field of intellectual
property and as ~uch rec~ives only administrative guidance from
the Assistant Secretary. ;

Critical Elements

The incumbent must have an in-depth knowledge of the industrial
innovation process, expe~ience in coordinating and developing
government-wide policies" and experience in intellectual property
policies, (including but, not limited to patents, technical data,
copyrights, trademarks, and trade secrets) in all Federal
research, development and procurement programs.

The incumbent must be licensed to practice law in a state or in
the District of Columbia, and admitted to practice before the
u. S. Patent and Tradema~k Office.

3

3



CHARTER OF COMHI TEE ON INTELLECTUAL PROPERTY
FOR INNOVATI N AND TECHNOLOGY TRANSFER

Establishment

of the

FEDERAL
I

COORDINATING1COUNCIL FOR SCIENCE,
, NO TECHNOLOGY
i
;
I

I
l

ENGINEERING,

4.

Issues related to intellectual property, ranging from
commercial utilization of the results of federally-funded R&D
programs to federal policies affecting private sector R&D
constitute a set of problems that cut across many Departments
and agencies of the Executive Branch. To ensure that the
economic, scientific, technological and administrative
policies of the Executive Branch effectively address these
issues, it is desirable to establish an interagency mechanism
for monitoring the implementation of policy. Therefore, a
Committee on Intellectual Property for Innovation and Technology
Transfer is hereby established by the Federal Coordinating
Council for Science, Engineering, and Technology (FCCSET). The
Federal Coordinating Council for Science, Engineering, and·
Technology was established by 42 U.S.C. 6651. Under
Reorganization Plan Number 1 of 1977, it has been established by
the Executive Office of the President under the Chairmanship
of the Director of the Office of Science and Technology Policy.

Purpose

This Committee is concerned with establishment, maintenance,
licensing, disposal and infringement of intellectual property
rights in ideas, writings, computer programs, inventions and
technical data created in performance of or affected by
government programs and policies. Intellectual property
rights for the purpose of Committee consideration, include
patents, copyrights, trademarks, trade secrets or other legal
means of affording proprietorship in a person or the
government.

The Committee addresses the implementation of policy issues
related to intellectual property and makes recommendations
which will:

a) Stimulate private sector commercialization of ideas
and inventions resulting from government programs
while safeguarding the government's interests.

b) Provide a framework for government-wide regulations
and practices c~ .1sistent with executive policies and
legislation.

a) Stimulate private sector commercialization of ideas
and inventions resulting from government programs
while safeguarding the government's interests.

b) Provide a framework for government-wide regulations
and practices c~ .1sistent with executive policies and
legislation.
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c) Encourage effect~ve use of resources for the
management of in~ellectual property matters and
utilization of R~D results.

Members and Chairperson :
I

The Chairperson of the Cbmmittee on Intellectual Property for
Innovation and Technology Transfer shall be the Assistant
Secretary of Commerce fo~ Productivity, Technology, and
Innovation. The Executi~e Secretary shall be appointed by the
Chairperson. Membership: of the Committee shall be drawn from
the subcabinet or other Senior Policy officials who are
qualified to address int~llectual property, innovation, and
technology transfer issu~s from those agencies having
significant research and: development programs or private
sector policy roles. In addition, as deemed necessary by the
Committee Chairperson and with the concurrence of the members
of the FCCSET, or at the request of the Chairperson of the
FCCSET, subcommittees may be established as necessary and
additional members or observers may be appointed to provide
specific expertise. The Committee includes respresentation
from:

Department of Agriculture

Department of Commerce

Department of Defense

Department of Education

Department of Energy

Department of Health and Human Services

Department of the Interior

Department of Justice

Department of State

Department of Transportation

Environmental Protection Agency

General Services Administration

National Aeronautics and Space Administration

National Science Foundation

General Services Administration

National Aeronautics and Space Administration

National Science Foundation



3

Small Business Admi~istration

Veterans Administration

Nuclear Regulatory qommission

Office of Federal P~ocurement Policy/OMB (Ex Officio)

Office of Science and Technology Policy (Ex Officio)

Administrative Provisions

a) The Committee will report to the FCCSET through the
Chairperson of that body.

b) Meetings of the Committee shall be called as deemed
appropriate by the ,Commi t t e e Chairperson or at the request
of the FCCSET. At 'l e a s t two meetings of the full
Committee should be held each year to serve as a forum for
the identification of problem areas and for the discussion
and exchange of relevant program information and for the
evaluation of the programs undertaken by the Committee.

c) Special studies, analyses and recommendations may be
initiated by the Committee. As necessary, ad hoc
subcommittees or working groups with participation not
restricted to Committee members may be formed to assist
the Committee in its work.

-,-,.
d) Staff support shall be obtained in the same manner as

specified in Section (c) above. Committee members will
assign such working staff as requested by the Committee
Chairperson and as is necessary and feasible for the
conduct of Committee activities and the achievement of its
purpose. The agencies shall pay for direct and incidental
costs arising from the participation of their members and
staff in Committee ' a c t i v i t i e s .

Reporting

The Committee will submit a report on its activities annually
to the Chairman of the FCCSET.

Compensation

All members will be full-time Federal employees who are
allowed reimbursement for travel expenses by their agencies
plus per diem for subsistence while serving away from their
duty stations in accord~nce with Standard Government Travel
Regulations.

--·"~r ----- - - --.

All members will be full-time Federal employees who are
allowed reimbursement for travel expenses by their agencies
plus per diem for subsistence while serving away from their
duty stations in accord~nce with Standard Government Travel
Regulations.
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Duration

The Committee shall continue as described herein, subject to
annual determination by the Chairman of the FCCSET that its
continuation is in the public interest.

Determination

I hereby determine that the formation of the Committee on
Intellectual Property for Innovation and Technology Transfer
is in the public interest in connection with the performance
of duties imposed on the Executive Branch by law, and that
such duties can best be performed through the advice and
counsel of such a group.

vi J7/ _/
APproved:~._a~..!::::...- _

George A. ~eyworth

Science Advisor to the President
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FEDERAL TECHNOLOGY MANAGEMENT POLICY DIVISION
AUTHORITIES RELATED TO THE TECHNOLOGY TRANSFOR PROCESS CHART

"GOVERNMENT RESEARCH ESTABLISHMENTS" -- (GOGOS)

Basic invention ownership and Government
licensing policies
Regulations for licensing Government-owned
patents -
Report on Government use of Statutory
Invention Registration
Section 5 on innovation, including Stevenson/
Wydler report and support of Section lIon
Federal laboratories.
Policies and operation of Governme'nt employee
inventor program
Model agreements for laboratory/industry
collaboration
Advice on evaluating commercial potential of
inventions
Bi-annual report ?n agency use of provisions

"UNIVERSITIES AND RESEARCH COUNCILS" -- (All Government-funded
non-profit R&D organizations including GOCO contractors)

P.L. 96-517
Cir. A-124

P.L. 98-620
..~

, FAR
'.-,

Basic policies
OMB Implementing regulations, lead agency
assignment
DOC implementing regulations, particularly
for GOCOs, statutory lead agency assignment
Guide FAR implementation of 98-620
Guide FAR implementation of Technical Data

"INVENTOR ENTREPRENEURS" -- (Small business)

P.L. 96-517
P.L. 97-219

P.L. 98-620
FAR

Basic policies
Small Business Innovation Research Program,
based on patent policies in 96-517
DOC regulations for small business
Technical data provisions

"CONTRAC+ RESEARCH AND RAs" -- All other R&D contractors

OMB memo delegating DOC as policy lead agency
Presidential Patent Policy Memorandum
FAR Uniform provisions for all contractors

including for-profit operators of GOCOs
S. 64 Coordinate Administration support

"COMPANY LABORATORIES·

P.L. 98-622 -- Study of employeed inventors' rights
"'*I -
) .,

"FOREIGN SOURCES·

FAR

S. 64

?

UnItorm prOVIsIons ror aii con~rac~or5

including for-profit operators of GOCOs
Coordinate Administration support

"COMPANY LABORATORIES·

P.L. 98-622 -- Study of employeed inventors' rights

"FOREIGN SOURCES" ?
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Date

From

Subject

To

OCT I A 1987

Assistant Secretary for Health

Implementation of the Federal Technology Transfer Act of 1986:
Delegation of Authority

Heads of PHS Agencies, Centers and Institutes

'l11e secretary has delegated to me by the memorandum dated June 23, 1987
(Attachment I) all the HHS authorities under the Federal Technology
Transfer Act of 1986 (FTTA), (Attachment II), excepting issuance of
regulations and submission of reports to Congress. This action
responds to the President's April 10, 1987 Executive ~der No. 12591
directing the heads of all Federal agencies to 8elegate the authorities
of Section 2 of the~ to enter into cooperative research and
development and licensing agreements to the heads of its laboratories
(15 U.S.C. 3710a (a) (1) and (2» •

In order to expedite the President's and secretary Bowen's wishes, I
am: (1) making appropriate delegations; (2) asking for your agency's
participation on a PHS Technology Management Advisory Board; and (3)
asking for your agency to develop policies, implementation plans,
procedures and reporting relationships necessary to implement and
monitor the Act. Implementation of this legislation opens new
opportunities for PHS laboratories that call for you and your entire
staff to understand the FTTA. The intent of the Congress, the
President's Executive ~der and the Secretary's wishes require that we
move quickly to decentralize technology management to the level closest
to our creative investigators consistent with general policy
coordination. Since this has already been undertaken government-wide
in regard to universities and other federally-funded performers, there
is an additional need to act to preserve PHS' ability to compete for
the country's best investigators.

Accordingly, the Heads of PHS agencies, centers and institutes
(delegatees) are each hereby separately authorized, within existing
resources, to enter into cooperative research and development or
license agreements as described by Section 2 of the FTTA (15 U.S.C.
3710a(a) (1) and (2». In addition to having authority to enter
directly into collaborations when special circumstances warrant, each

• -~ •• " ~ _. _ .-. _ ...... .,. -~~ · · ·.-......-.. · .;: .~~·v~
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Heads of PHS Agencies, Centers and Institutes
Page 2

PHS agency head will be responsible for coordinating and monitoring
activities under the FTTA within the agency. In particular, while
delegatees are proceeding with cooperative or license agreements, each
agency should develop an agency tmplementation plan,establish
appropriate policy guidelines and procedures for carrying out the plan,
and develop reporting, data collection, and other mechanisms necessary
to assure that the FTTA is implemented in an appropriate manner. In
addition, each institute and center should develop an tmplementation
plan for carrying out their responsibilities under the delegation.

The PHS agency delegation also includes the general agency
responsibilities assigned to "a Federal Agency" in Sections 2, 6, 7,
and 8 of the F'TTA (15 U.S.C. 37l0a through 37100), with respect to
their centers and institutes subject to Appendix A and ASH's general
management and oversight responsibilities. In the same context, the
institutes and centers, when acting under 15 U.S.~. 37l0a(a) (1) and
(2), will undertake the responsibilities assigned to "a Government­
operated Federal laboratory" in sections 2, 6, 7 and 8 of the FTTA
subject to Appendix A.

'lbese delegations will be reviewed one year fran this date. At the end
of the year I intend to evaluate our progress, problems, procedures and
~lementation and the delegations made under the secretary's memo. In
the meantime, delegatees shall exercise the delegations made by this
memo in accordance with Append ix A.

For the purpose of assisting me in fulfilling coordination and
monitoring responsibilities at the PHS level, I am creating a PHS
Technology Management Advisory Board. The Board will consist of
Dr. Harmison, Deputy Assistant secretary for Health, as Chair, the
Associate General Counsel for Business and Administrative Law and the
respective agency heads. A mechanism for appropriate rotating
representation from the concerned institutes and centers will be
determined at the Board's first meeting. Others may also be invited to
attend meetings in order to provide coordination with the Office of the
secretary and with the Department of Commerce and to assist in
tmplementing the Act. we hope to convene a meeting of the Board within
the next few weeks.

I look forward to working with you on this matter which I hope will
open major new opportunities for research and collaboration.

~/ ~ / ..4«­
//~~ ~

:EVbert E. Windan, M.D.

Appendix A
Attachments I & II

urr,. -/-/'./ ~ / "L...~a""_.l •
//~....... ~

:EVbert E. Windan, M.D.

Appendix A
Attachments I & II
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APPENDIX A

CONDITIONS AND PRO:EXlRES ro BE FOLLCIiED BY THE HFADS OF
AGElCIES, CENTERS AND INSTI'lU'l'm IN EXER:ISIN:i THEIR DELEGATIOOS

1. Under cooperative research and development agreements entered
into pursuant to the Federal Technology Transfer Act of 1986 (FTrA),
delegatees may accept, retain am use furxls, personnel, services and
property from collaborating parties, and in exchange may provide
personnel, services and property, but not furxls to the collaborative
effort. (see 15 U.S.C. 37l0a(b) (1».

2. '!be delegatees may also, in advance, grant licenses or
assignments to collaborating parties for any invention made by a
Federal employee under such agreements; and also in advance, may waive
Federal Government ownership to any inventions made by employees of the
collaborating organizations under such agreements. However, licenses
must be retained for governmental use. (see 15 U.S.C. 37l0a(b) (2) and
(3) ) •

3. Where appropr iate, delegatees should permit' employees and former
employees of laboratories to participate in the oommercialization of
inventions they made while in the service of the United States. (see
15 U.S.C. 37l0a(b) (4».

4. section 2 of the FTTA (15 U.S.C. 31l0a(c» permits Federal
agencies to develop procedures for negotiating such agreements but
directs that negotiations of cooperative agreements not be delayed
pending their development and issuance. Since the secretary asked that
these procedures be developed, ASH will undertake this responsibility
in consultation with the PHS Technology Management Advisory Board.

5. In order to comply with section 2 of the~ (15 U.S.C.
37l0a(c) (3) (A», any potential conflict of interest arising during
negotiation of a cooperative agreement should be immediately reported
by centers and institutes to their respective PHS agency for purposes
of assessing the adequacy of agency guidelines on conflict of interest.

6. Under section 2 of the FTTA (15 U.S.C. 37l0a(c) (4) (A», when
negotiating such agreements delegatees should give special
consideration to small business firms and consortia involving small
businesses, and should follow the requirements of section 15 U.S.C.
37l0a(c) (4) (B) pertaining to preference for business units located in
the United States.

7. In accordance with section 2 of the~ (15 U.S.C.
37l0a(c) (5) (A», any cooperative or license agreement entered into by a
center or institute under 35 U.S.C. 37l0a(a) (1) and (2) should include
a clause providing the head of their respective PHS agency a
30-day period to disapprove or require the modification of the
agreement. In any case in which the head of an agency disapproves or
requires the modification of a cooperative or license agreement, the

~

~;;t;~--~; r~~tItute - under-3S~u:·s:c:-- 3710a{a)u) arxJ (2)snould lnclUde
a clause providing the head of their respective PHS agency a
30-day period to disapprove or require the modification of the
agreement. In any case in which the head of an agency disapproves or
requires the modification of a cooperative or license agreement, the

• u a .
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APPENDIX A, page 2.

head of the agency shall transmit a written explanation of such
disapproval or modification to the head of the center or institute in
accordance with 15 u.s. C. 37l0a(c) (5) (B).

8. 'nle heads of the PHS agencies shall receive all royalty or other
income produced under cooperative and license agreements negotiated
under 15 U.S.C. 37l0a(a) (1) and (2) for distribution to their
respective centers and institutes. After paying at least 15 percent of
the royalties or other income received to the inventor in accordance
with Section 7 of the FPl'A (15 U.S.C. 37lOc(a) (1) (A) (i», the majority
share of royalties and income shall be returned and utilized by the
center or institute where the invention occurred in accordance with 15
U.S.C. 37lOc(a) (1) (B). Agencies may establish larger inventor
percentages as deemed appropriate. Any remaining amount shall be used
at the agency or agency's other centers and institutes to carry out the
essential purposes of the Act in accordance with 15 U.S.C.
37lOc(a) (1) (B) • Funds accepted under paragraph I'. above are not
subject to this provision.

9. Notwithstanding paragraph 8. above, any agreement intended to
cover services of other agencies, persons, or organizations for
invention management and licensing services as permitted by 15 U.S.C.
37lOC(a) (1) (B) (i) and 15 U.S.C. 37l0c(a) (4) shall be sent to the
Assistant Secretary for Health for review and approval prior to their
execution and implementation. However, as intended by 15 U.S.C.
37lOC(a) (1) (B) (i), invention identification and evaluation and the
filing of patent application are the responsibility of the delegatees
or other persons designated by the delegatees without further review or
approval. Such invention identification and evaluation and the filing
of patent applications may be undertaken through the use of distributed
royalties or other income, as part of a cooperative or license
agreement or from other available resources.

10. Delegatees who have the right of ownership to an invention to
which it does not intend to file a patent application or otherwise
promote commercialization shall allow the inventor to retain title in
accordance with Section 8 of the FTTA (15 U.S.C. 37lOd).

- - - - . - -- - c.. ·-·- ..·- --.. -_~ -.- .-_- - ~.
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M£~JRA~~:~ TO: As~istant Secretary for Hea1t~

S~BJECT: De1e~ation of Au~hority: Stevenson-~idler 7e=~~cl~;j

Innovation Act o~ 1980 as amended by the Federal
TechnoloQY Transfer Act of 1986

1 hereby deleQate to the Assistant Secret~ry for Health all of
the authorities under the Stevenson-Wydler TechnoloQY Innovati~~

Act of 1980 (15 U.S.C. 3701 et seg.), as amended by the Federal
Technology Transfer Act of 1986, P.L. 99-502, with respect to
activities carried on within the Public Health Service,
excluding the authority to promulgate regulations and to sub~it

reports to the Con~~ess. This authority is subject to redele­
gat ion in accordanc~ with Executive Order No. 12591 of April 10,
1987.

This dele;ation is effective upon the date of siQnature.

_-:.- .-.....e -P'""L --............Yo. _.

Otis R. Bowen, M.D.
Secretary..
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ME~O~~SDU~ FOR ROBERT E. WINOO~, M.D.
ASSIS!A~T SECRETARY fOR HEALT~

SUBJECT: Implementation of the Federal Technolo~y Transfer Act
of 1986

I wholeheartedly support the ~resident's aim of vigorously
imple~enting the Technology Transfer Act of 1986. This Act
promotes the use of new knowledge from the research laboratory
to develop new products with potential application in the
private as well as the public sector. It offers new incentives
to government scientists and industry to participate in thi~

process.

I am ~irecting the Public Health Service to begin vigorous
implementation of the new law within existing resources, to
include entering into collaborative research arrangements with
the private sector, arrangin~ for the marketing of technolo~ical

inn~vations made by PHS .cientist~, and representing HHS on
Commerce's interagency committee.

Accordin~ly, I am delegatin~ you the authority to carry out the
major provisions of the Act. Since the Act offers significant
new opport~nities, in your implementation planning please
consider: ~

o the structure and procedures necessary to manage effective
implementation and operation of the Act, particularly
certain common procedures and data systems, conduits for
interaction with the private sector, and relationships with
other Federal Agencies, including use of their services for
inve~tion mana~ement, where appropriate:

o the de~ree of decentralization and roles of ~y office, OASH
and PHS agencies;

o rec~mm~ndations concerning royalty sharing and a cash awards
program;

o how to ensure the continued fulfillment of the Department's
research mission, and at the same time, effectiv.ly promote
the transfer of new knowledge from federal to the private
and non-Federal public sectors; and

o how to assess pro~ress in transferring technology and the
im?act of the Act on HHS activities, including reporting
requirements and the appro~riate structure for review •

.. "" ... "'".. II .....~g ... IJII;I ~IJIII.C~II.lII~ ~uY •• ~Y snarlng ana a casn awaras
program;

o how to ensure the continued fulfillment of the Department'S
research mission, and at the same time, effectiv.ly promote
the transfer of new knowledge from federal to the private
and non-Federal public sectors; and

o how to assess progress in transferring technology and the
im?act of the Act on HHS activities, including reporting
requirements and the appro~riate structure for review.



Pa;e 2 - ~o~ert E. Windo~, M.D.

In i~ur im~lemen~ation of th~ Act, you should plan to use
existi~J ijHS mechanisms for lnformati~" excha~1e, ;radually
buildinQ more syste~atic ~nes, ai appro~riate.

While the TechnoloJi Transfer Act applies ~rincipally t~

la~oratories within the P~blic Health Service, I loo~ to t~e F~S

to ~eyelo? procedytes that we could apply HHS-wide, as ap~ro­

pri5te. I would like you, after 'QDsu~~ation ~ith yo~r aQency
heads a"1 othe~s as appropriate, to sen~ me-yo~r detaile3
imple~e~tation plan withjn ~hree m~"ths, includinQ how you will
address the issues discussed" above, and any oth.r issues for my
consideration. In addition, please keep me a~vi$ed on a
perio~ic basis of proQress in impl.mentin~ the Act within the
PHS. 1

Under your leadership, I know that PHS scientists will respon~

enthusiastically to the purpose as vell as the opportunity
create~ hy this important leQislatio".

,.
{e.-:- -"J.~ , ~ ." - ~

Otis R. Bowen, M.D.
Secretary

cc:
OPDIV Heads
S'!AFFDIV Heads
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"(3) waive, lubject to relervation by the Govemment of a
nonezelUlive, irrevocable, paid-up lieenM to practice the inven­
tion or have the invention practiCed throUChout the world by or
on behalf of the Government. in advance, in whole or in part,.
any right of ownership which the Federal Govemment may
have to any lubjen invention made under the qreement by a
collaborating party or employ.. of a collaboratin, party; and

"(4) to the extent consistent with any applicable .,eney
requirements and ltandardl of conduct. permit emplo~ees or
former employees of the laboratory to participate in efforts to
commercialize inventions they made while in the .rvic:e of the
United States. • •

"(c) CoNTItACT CONSIDDAnoN.......U A Federal ageney may iMue
regulation. on luitable procedures for implementinl the provilions
of this section; however. implementation of thiI Mc:tion Ihall not be
delaved until iuuanee of lueh rerulationa.

"t21 The .,eney in pennittinc a Federal laboratory to enter into
agreements under this lICtion Ihall be CUided by the purpoaea of
this Act.

"(311Al Any ..eney Ulin, the authority given it under lubMction
Ca) shall review employee ltandardl of conduct for n!IOlving poten­
tial conflicts of interest to make lure they adequately _tabiWi
guidelines for lituations likely to ariM throUCh the \lie of thiI
authority. includinl but not limited to cue where sn-nt or
former employees or their partners negotiate lice~ or ..ign­
menU of titles to inventions or n~otiate cooperative relUl'Ch and
development agreements with Federal .,enei_ (including the
agency with which the employee involved ia or wu formerly
employed).

"'BI If, in implementiq lubpararraph CAl. an ageney it unable to
f'801ve potential confiieta of lftter. within its current ltatutory
framework. it Ihall propoeen~ atatutory chang- to be for­
warded to its authorizin, commiteee. In Conrre-.

"(41 The laboratory director in deciclingwhat cooperative I"IIMI'Ch
and development agreements to enter into Ihall-

"(A) Jive lpeciaJ consideration ·to amaU bUliD_ fil'1ll8. and
conlOrtla involving Imall bUlln_ firms: and

"(Bl live preference to bUlin.. units located iD the United
States which agree that produe:tl embodyinc inventiona made
under the cooperative ,..arctr and dev.lopment ...,...m.nt or
produced throuch the ute of luch inv.ntiona will be manufac­
tured 5ut»tantiaUy in the United Sta* and. in the CMe of any
industrial OfIaDization or other penon lubject to the control of
a foreign ClDrnpally or pemment, u appropriate, take into
considuation whether or not IUch foreign lovemment permits
United Statel ..enci_, ol'lanizationa, or other pel'lODi to enter
into cooperative reeean:h aDd development agreementa anel
licen.in, qreementa.

"(5I1AI If the head of the &pIlCY or lUI delipee clem... an
opportunity to dilapprove or require the modification of any IUch
......m.nt. the agreement IhalJ provide a 3O-day period withiD
which luch action must be taILea t.cinninl on the date the ......
ment ia p~tad to him or her by the head of the labora&of7
concemed.

"'81 In any cut in which tht heM of an apncy or hiI cfr·.,.
dilapproy" or reqUl,. the moclilic:atiaa aI U\ ..,.....t ..-nted
under thia leCtion, the head of the lpftCy or judi cIeaiID- Ihal1

Unit;rs~* a;;nci;.,-orlUiMii~;;:~~"c;tT.;~"P;;;;;; ~~;;..;
into cooperative reeean:h aDd development agreements anel
lieen.in, qreementa.

"(5I1AI If the head of the &pIlCY or lUI delipee clem... an
opportunity to dilapprove or require the modification of any IUch
......m.nt. the agreement IhalJ provide a 3O-day period within
which luch action must be taILea t.cinninl on the date the ......
ment ia p~tad to him or her by the head of the labora&of7
concemed.

"(81 In any cut in which tht heM of an apncy or hiI cfr·......
elilapproy" or reqUl,. the moclilic:atiaa aI U\ apH...t ..-nted
under thia leCtion, the head of the lpftCy or judi cIeaiID- Ihal1
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tran8mit a written uplaDation of IUch ctiMpproval or modificatioo
to the head of the laboratory coneemed.

"(6) Each apoc:y Ihal1 maintain a record of all q1Wmeott eo­
tered into under thia 1K'ti0n.

"Cd) ODrHmoN.-AI \lied in thillKtion- -
"(1) the term 'cooperative ,....rch and degelopment qree­

ment' meana u, aenement between one or more Federal
laboratori. aDd ODe or more non-Federal patti• . under whicn
the Govemment. throu,h itt laboratori.. provid. penonnel.
_me.. faciliti-. equipment. or other IWOU.". with or with­
out reimburMment (but Dot funela to Don-Federal parti.) and
the DOD-Federal patti. provide fuqcia, penonnel, _me.,
faciliti-. equipment, or other reIOUI"C8 toward the coDduct or
lpecified NlUrch or development etrona which are coDli.ttent
with the lI1iMioDi of the labOratory; eJ:eept that luch term d~
not include a procurement contract or cooperative III!'"meDt ..
th~ tenDI .... uted in 18cti0Da 6303. 6304, aDd 6305 of title 31,
United Statel Code; and

"(2) the term 'laboratory' mana a radlity or rroup of facill­
ti. owned, leuecl. or otherwiM u.ed by a Federal apDc:y, a
IUbitantial p~ of which ill the performance of ~h.
development, or enciD-riaI by employe-. of the Federal
Government.

"(e) DftuIaNA'ftON or Ldou1'OaY MmIIoNa.-For pu~ of
thiI 1K'ti0n, aD apnc:y lhall make ..parate determiDatiODI of the
lI1iMion or miliioDi of each of itt1aboratori• .

"(0 ~TlONIIID' 1'0 Onma L.\1".-N~ in thiI 1K'ti0D ill
inteDded to limit or dimiDilh uiItiDI authoritlel of aDy apDC:Y.".

8&C. a. DT.uUSIDlDll' 0 .. nDDAL LAJIO&AlORY CON80mt'll roR
ftCHNOLOGY Ta.Ulsn&.

Section 11 of the StfteDlOD-WydJer TechDolCV wovatioo Act or
1980 (15 U.S.C. 3710) ill ameoded-

(1) by ndeaipatiDllUblectiOD Ce) .. IUblectiOD(I); aDd
(2)by iDlertiDI after IUblection Cd) the followi,q:

"Ce) ~AaUIIOIDn' or Fl:DDAL L.uou1'Oay OSNeoltTIVII POa
'l'a:KNOLOGY 'I'I.AHIna......(1) There ill herelD' ....blilhed the Federal
LAboratory CoDlOrtium ror Technolev TraDaler <hereinafter ...
fe""" to .. the 'CoDlOr'tium'). which, in cooperation with Federal
LAboratori. aDd the pr;.at.e 18C1Dr, Ihall-

"(A) -"lop aDd (with the CODieDt of the Federa11aboratory
ClDDcerDtd' a41!!in ieur &echniqu., t1"aizUDl co~ &Dd mac.
ria1I CIODCIenU.DI t.ecImolOO tnul'er to UlCI"8Me tbt .wanD_
of Federal Iaboratol'J employ_ I"IIIIU'diDI the ClDIIUDercW
~&ial of laboratory tachDolOO ucl UulO¥atiOD8;

"'\B) fvDiab advice aDd __&Dee requ-..d by Federal .,.D­
a. _d Iaboratori. for .. ill their c.:hDoJOO U'aDafer p~
cr- tiDductiDI the plenni", ol.miu.rI for IIDa11 bllsjD_
aDdother iDdUIUJ};

"(e) pnmde a c:leariDIhouIe (or nquea. nceiftd at the
laboratory leftL (or t«hD.icaJ uUtue» from sc.ac. aDd UIlir.
ol local ~r.. buiD-. iMlIItrial dnelopmeDt
~tiona. DOC-(or.profit ~tioaa iDcJud.iDI UDi.,..
Ii~ Federal ...-a- ADd labon" ADd ot.ber .....
aDd-

lOCi) to the ateDt tat IUCh Nq\HIIta CAD be ,.,... to
with publiabld i.DIonutiaa a..&lable ..... Natioul To
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Dieal Inf'ormatioD Semce, refer IUch requ.-tl to that Serv­
ice.and

"(ii) otherwiM mer th.. requelta to the appropriate
Federallaboratori. and agenci.;

"CD) facilitate communication and coordinatioD between
Oftie. of &.eartb and TechnolOO Applicationl of Fedenl
laboratori.;

"(E) utilize (with the coa.ent or the apnC}' involved) the
ellpertile and ..me. of the National Science Foundation. the
Department of Commerce, the National AeroaautiCl and Space
Adminiaration. and other Federal .,enci.. u n....ry;

"(F) with the corwent of any Federal laboratory, facilitate the
UIe by luch laboratory of approl..r::e technolOO traDlfer
mec:haniamilUch u pel'lODDel esc • and computer-bued
lystelDl;

"(G) with the corwent of any Federal laboratory. UIWt IUch
laboratory to eRablilh pJ'Oll'lDl uaiDI technical volunteen to
provide c.chDica1 ..iltaace to colDIDUDiti. related to luch
laboratory; .

"(H) facilitate communicatioD and cooperation betw.D Of­
fie. of Relearch and TechnolOO Applicationa of Federal l»
ora tori. and Nlional, State; and lOcal technolOO tralWfer
0fJ,anizationl;

'(II _heD requelted, ..ia coU..- or univeniti•• bUlin_.
Donprofit oraaDizationa, State or locallOverumeatl, or recional
organizationl to .tablilh pfOl1'8lDl to ltimulate reIUl"Ch and
to eacourqe technolOO traDlfer in luch area u teehnolOl)'
pJ"Cl1'&D1 developmeat, curriculum d_iln, looc-term reMal'Ch
PlanniAl'rnoDDei aeedl pro,Ject.iou, and productivity ......
mentl;an

"(J) ..k advice in eKh Federal laboratory COlWOrtium "Cion
from repr-.eDtativ. of State aael loca1,ovemmeDC8. large aad
Ima11 buaiD_, UDiveniti.. and other appropriate pel'lOnI OD
the efrIC'tiYeD_ of the~ (and any IUCb advice Iball be
provided at DOe.nte to the GovermDeDt).

"(2) The membenhip of the Couortium ahaU coamt of the Fed­
erallaboratori_ d.mbed in ClaUie (1) of lubeeetioa (b) and lUeh
ather laboratori_ u may c:hcge to join the CoDIOrtium. The re~
....atati.,. to the CoDIortium Iball include a .Dior ItaIf member
of eKh ,ederal laboratDrf -bich •• IDember 01 the CoDIOrtium
and a rep*_4tative appomted fram.ell Federal apDCJ with oae
or more iDember laboratori_

"(3) The repa_atati~ to tM eoa.rtium Iball eJect a t"bairm.ul
01 the Co...uum.

"(4) 11M Dinct.or fA the Nat.ioaal Bu.nau of St.aa.,. Iball
pnrride the Coa8ortium, OD • reimtNr.ble bMie. with edminima­
tive .me., IUCb u offtce11*», 9Ii"IODHI, and IUpport ..me. of
the Bunau. • Nqu.&ed bJ the Couort.ium aDd appl'Oftll by IUda
Dinctor.

"(5) r..ch , lUontoory or .DC11bal1 t:naaf'er tachDole.,
ctinct11 to or rapr_otatiftl fIt.-n, aDd Iball nat t.raD.t'.r
tachDolev dinctJy to the eo.ortium. r.cta Federal laboratory
Iba1l CIDIw:t aDd tnIIIIer _bole., 0Dl, ill~ with thit
prw:tic:. and policiel of the Federal IPDCJ which owu. --. or
OtherwiM u.- lUeb FMerallaborat0'7.

"(6) Not later thaD 00.,... after t1W date 01 the .....t oCthia
.w-etiOD. aDd rterJ ,., tMnIfter. the~ 01thit CoDIor-
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dum Ihall IUbmit a Nport to the Pr.ident. to the appropriate
authorization and appropriation commiue. of bothH~ 0( the
Co~ and to each ...ncy with ~pect to which a traDlfer of
fundiDl ia made «(or the fiIcal yar or yean involved) UDder para­
paph (1). concemm, .the aetivi~. or th~ ConJC?rtium and th-e
expendituree made by It UDder thia lUblec:tion dunDI the year (or
which the report ia made_

"(7)(A) Subject to tubpllJ'all'aph (8). a amount equal to 0.005
percent of that portion o( the ,..,-ch and development budaet of
each Federal apncy that ia to be utilized b, the laboratori. of luch
-eeney (or a rweal year N(erred to in lub~~ph (BWii) ahall be
tranafenoeci by luch acency to the National-Bureau or Stanclanll at
the belinninf o( the rweal y... involved. Amountl 10 ti'auf'erred
.hall be pfOVlded by the Bureau to the CoDIOrtium (or the pUrpole
of carrym, out activiti. or the CoDIOrtium under thillUbiection.

U(B) A traDlfer .hall be made by an1. Federal apDCY UDder
lUb~ph (A). (or ay ftIcal y.... only if- .

U(a) the amount 10 uu.f'ernd by that IPncy <u determined
under .uch lubpancraphlwCN1d ezceed 110.000; and

"(ii) luch traDaler ia made with,.pect to the fiIcal ywar 1987,
1988.1989. 1990. or 1991.

"<C) The heada 0( Federal ...nci. aDd their d-,n... ad the
dil"lCtOfi of Federal laboratori.. ma, provide IUch additional IU~

. port for C?P8ratioDa of the CoDIOrtium u they deem appropriate.
U(8)(A) The CoDIOrtium lhall \lie 5 percent of the fUDda provided

in parqraph (7)(A) to -.blilh demoDitration projecta in weh­
noloo tranlfer. To carry out lUeb projec'tl, the CoDIOrtium IDaY
aJTance (or crantl or a.vd, to. t'r enter into qreementl 'With.
nonprofit State. local. or private OI'lu.izatioDl or entiti. whe.
primarypu~ an to facilitate cooperative I"8IeaJ"Ch between the
Federal laboratori. aDd ol"JUl,iz,atiou Dot -..ociated with the Fed·
eral laboratori.. to traD8fer t.ecbDolCV from the Federal labora­
tori., and to advance State aDd local ecoDomic aeti~ty.

u(B) The demoutratiOD projecta lltabliahed under IUbDarurapb
(Al .hall .1'Ve U model pf'Oll"Ul8.Sucb projec'tllball be 4elilDed to
develop Chr'm, aDd mechanisml for t.echDolCVtnDIfer frOm the
Federal ratori. which IDAy be utiliMd by the StAc. aDd which
will eDhaDce Federal. &ate, aDd local pfaII'&IDI for the traDlfer 0(
t.echDoICV· .

UIC) Application for NCh 1lUta. ...... or ..,.meDt81hall be
in NCb form aDei con\aiD IUCb iDlonutiDD _ the CoDIOrtiWD or ita
cMIiIn- 1ball1l*ilY.

u(D1 AJJ.y peniOn wllo,..~ or~ aD, prOClildl or .l"aDt or
award made, or .".ment eDtend into. UDder thi8 plftll'aph Iball
k-s» .... ,... AI &he~WD or its c*ip_1ball determine
an II« ''7 uci .ppropriate to facilitate efreetift audit aDd
en1uatioll. iIlcludi.DI I'IClOrdi which full, cIiK1aee the AlDCNDt aDd
Upaaition 0( IUCb proceedI .. tM &ootal ClaIt 01 tM project ill
CDIlDec:tioa with wbiclllUda .......... \II8d.",

ac. c. Ul'lLlZATlOfil ornDaALftCIDIOLOGY.
Ca) bIPo.....1Uft .. 1'a:RNOLGOY 'bAIcInL.......s.etioa 11<a) or

the SWftuOD·Wyd1er Tee:hJrircy~Aa011980 (15 U.s.c.
1710<a») • amended-

(1) by martial u(1Y'" .'Paucr.-": ucI
(2) by eddiSW a& &M .... \Mnaf tM faUawilll ...

paragraphs

. -- -- __ ..........~ .......I"111III.
an DeC ''7 uci .ppropr1ate to facilitate efreetift audit aDd
en1uatioll. iIlcludi.DI I'IClOrdi which full, cIiK1aee the AlDCNDt aDd
Upaaition 0( IUCb~ .. tM total ClaIt 01 tM project ill
CDIlDec:tioa with w' IUda .......... \II8d.".

ac. c. Ul'lLlZATlOfil ornDaALftCIDIOLOGY.
Ca) bIPo.....1Uft .. 1'a:RNOLGOY 'bAIcInL.......s.ctiaa 11<a) or

the SWftuOD·Wyd1er T....Jrircy~Aa011980 (15 U.s.c.
1710(&») • amended-

(1) by martial u(1Y'" .'Paucr.-": ucI
(2) by eddiSW a& &M .... \Mnaf tM faUawilll ...

paragraphs
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(2) j ;hnOIOO traD8C.J', CODIiIt.ent with JUlion ~~il­
itia ia relponaibilit, or ..m laboratory Iei.nee and .DIlD-rtaI
profe.io .

"(3) h laboratory director aha1l eDIUre that efForta to tranafer
tec:hnol areconlidered poIitively ill laboratory job ct.criptioftl,
employ" promotion polici-. aDd evaluation of the job perf'ormance
of lCientilt.t and enlineel'l ill the laboratory,".

(b)Ra&AJtCH AND TKKNOl.OGl' APPucAnON' OPnca.-(l) Sectioft
11(b) of luch Act (15U.S.C.371O(b» ia amended-

(A) by _Itrik,iq out "a total aDnw budpt .zc:eedina
120,000.000 ahall provide at I...t on. ~_0na1 individual
full·time" and in8ertiDI in lieu thereof '200 or more full.ume
equivalent leientwe, .qiDeeriDa. and related techDical poIi­
tiOni lhall provide ODe or more fulI·time equival.nt poIitioDl";

(B) by inMrtm. immediatell befo...·_ aat to lut MatenCle
the followina n.w .ntence: 'Furthermore, individuala til.liq
poIitioni in an Office of~ aDd TechDolOO AppUcatioDl
Ihall be included in the overal1laboratory/apac:ymanapment
development procram 10 .. to ....... that tuchly competent
technical m~1'I .... full putic:ipu&a ill the tecImolGl)'
tranaferp~ ';

(C)b~~ out "requiremata let forth ill (1) aDdlor (2) or
thia IU .on ill the aeEt to ... Mntellce aDd iulrtiDI in
lieu thereof "requirement.. forth ill c1au. (2)01 the~
.ntence"; and

(1) by ItriJWII out ".ither requirement (1) or (21' ill the lut
.ntence aDd~ iD Ueu th.reof "tueh NqWrement".

(2) Section UCe) of tum Act (15 U.s.C. 371()(c» ia amencled­
(AI by ItriJliq Nt pa.~h (1) gd iuertiD! iI\ I\.utt.reo!

the followiq:
"(1) to prepare applicatioa"l m.nt. for Mlec:tAId ..-...reh

and developmeDt projecta in which that laboratory iI eappd
and which in the opiAioa 01 the laboratory IDa)' have poteIltW
commercial applic:ationa;";

(BI by Itrikiac out "the CAater for the UtWatioa atF.raJ
TechnolOQ" iD ......,.ph (3) aDdiuI~ iD li.u theNof "th.
National TechDica1 lDformatioll Semce. the Federal Lab0ra­
tory CoDIOrtium (or TecuolCV TraDIf'.r.... aDd by ItriJtiDI out
"and" after the IeIDicoloa;

(0 '" ICriJUnI out "ill~ to~ from Star.a aDd
.local IV"W"UIMnt ofI\ciaJ8." .. ..........,.. (4) aDd iDlertiDI iD
lieu tti.reof "CO SCar.a aDd local pwIUIIeDt~ aDCl" ; aDel

(1) by m.1'tiDI im",.ija&al, after pancrapb (4) &bI (ollowiDl
Dew pancrapb:

"(5J &G pMX:i ....,. I..le. ill nP-aL seate. aDd local
prGInmI ~ • ltimulat.e &bI trulfer at
tec:tiaokD lor eM~ fill ...~.&ace. or 1ocII1 juri8dica
ti.- in .liidl tile F.rallabora., ia Jaeatad ..

fe) o-DaNA1'IOJI CW TIcIancAI. INJioaMAftOII. 8ectiaa l1(d) or
-.cb Act (15 U.S.C. 811()(d» ia .........-

(1) by ItrWaa out "(clr' aDd all that WI....... darouIb
"Ihall-" aDdm.rtiaa-ill lieu tMNat t.hafollowiDe

(d) DwiaMiMAftOII 01' T-..ICAL hoauIAftOII.-n. Netiaul
T..baica1lAlormatiaD .....1ba11-..;

(2) by .criki.III-t~ (I);
(3)b,.uikiDI- '-meinc" ill ....... (I). ...Nd-i....'­

iqlUCb .......... ,.,..r.pb (l); - -
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(4) by ItrikiDc out pancraph (4) aDd iuertmc ill lieu tMreof'
the foUowiDI:

"(3) r.-ive reque.t. tor technical uUtance from State aDd
local IOYemmenta. ~nd to IUch requ'" with publilhed
information available to the Semce. aDd refer IUch reque.t. to
the Federal Laboratory ColWOrUum tor Tedmolou Tranmer to
the eKteDt that .uch reqUeMa require a ~D.M iIlvolvinc more
than the publiahed information available to the Service;";

(5) by Nd_ilDatiDi pancrapbl (5) aDd (6) .. pancraph8 (4)
and (5). ,..pectivaJy; aDd

(6) by Ib"iki.nI CNt "(cX4)" ill puqraph (4).10 Ndelipated
aDd iDlertini ill lieu thereof "CcXS)".

Cd) ACDlCY RDoaTDfc.-8ec:tiOD l1d) fA IUch Act (15 US.C.
371Ote» eu red_icnated by 1Kti0n 3(1) of thia Act) iI amended-

(1) by Itrilr.inc out "prepare bienDiall, a· report .ummariliDc
the aeti-riti." ill the ruwt .ntence aDd iDlertiDI ill lieu thereof
"report aDDually to the Coner-, .. put 01the .,ency'. &IU1ua1
budpt IUbmiliiOD.OD the adiviu."; aDd

(2)bJltriJr.iDI out tha I8CDDd .ntance.

DC. L rt1NCftONI or THE IECU:TAAY or OOIDlDt(1

Section 11 of the SteveDlOD.W1d!er TecJmolOO ~atioD Act 01
1980(u ameDded b, the pr-ediac pI"OYiaiODa of tm. Act) iI further
amended by add.iDc at the eDd thaNe)( the followiDc Dew IUblectiOD:

"C.) FuMcnON' or TIm S8CUTA&l',~l)The Secntary, ill CIDIWU1ta­
tion with other Federal .,enei.. may-

"CA) make available to iIlterwted -cenei. the aperti8e 01 tha
Deputmeat oICommc:":2 rcprc:liac ~e comDbu"cw-poteaLial of
iIlWDtiOU aDd met.bodl aDd optiODa for commerciallution
which .... ani1able to the r~ Iaboratori.. iDcJud.i.ac ,.
.-reb aDd dnalopmeat limited partDenbis-;

"(8) develop aDd ~m.iAa~ to appropriate ..-Dey aDd~
oratory penoDDel IDOIlMJ pnMaioaI for &lie aD a 90hmtary buiI
iD cooperatin ..-rch aDd~t arTUIPIDIIDta; aDd

uCO funUab advice aDd~ UpoD requ-. to Federal
....ci. coacel'DiDc their coopIIaDft~ aDd .....o~
meat Pracramt aDd projecta.

"(2) Two ,.,. after t.be data tJI the ..am.t ", thi8 .w-eti0ll
aDd ..-rJ two ,...~, the~ abalI~& a ...
IIIAl7 rwpIWt to the Prwi<IBt .... dill Coaca- .. eM _ ." the
~ .. the Secncar7 fIl &be~ apecifted mu.. It4
~ r.IInI .oa. IIYJJ CDGplsue ill u. report'.~
.......... \haft ODe,.. ... eM.... fII tbt ·...,...,t fIlthe

P' , wi,.. ....... ' 'C1TraaiI6r M III 1_ 1MSlaelw7lMll eubmit
..1M PnlideDt mil tbec.en-.npert 1"IIU'liDI-

·W_,Wi'Ji" plVi"'" fill G&hu en- ~burimwlaich
tIad CO ...cricC...,. \lull.- ~ r..-..u, ...
par. IDftwan \0 1M~ ..... aM tID local
~... aDd......~.a""""local........
pj

"at) &be r..ibiJitJ aM CIIII& tJI __pi1iDc ... maia~ •
eumtilt ... t' 'N iDe .., aI all IIIIIIaIq .... ­
tniDi.aI ' ......
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1Ie. .. DWAJtDI fOR ICIKNii#lC. DCINDIUNC. AND ftCHNICAL
PDSONNEL 0& rEDEKAL ACDfCiIl.

The a..-.oD-Wycl1er TeclmolGIJ lDDoqtioD Act 01 1980 (u
ameDded by the prec:ediDI provWiOniof thia Act) it further &meDded.
b1 iD8ertiq after 1ICti0D12 the (ollowiq DewIeCtiOD: •

-ac. .1. aw.ums #0& lCJEm'inc. DlCINEDlNC. AND ftCHN'ICAL
PEUONNEL 0# RDUAL AGUeu:s.

'-rIl. head of eacb FederaJ ..eney that ia IIIAIUMespienditu,. at
a rate of more thaD 150.000.000 per fiIca1 year lor I'elUl'Cb aDd
deYelopaleDt iD ica GoYemm.D~perat.ed laboratori. Ihall U8e the
appropriate ttatutory authority to develop, aDd implelDent a cub
awarU PI"OlRlD to reward italeieDtirlC, eDlih-rinl, aDd technical
perwoDDel (or-

"(1) iDventiou. inDovatiOu. or other outItADdinlleientific or
technolOlica1 contributiOIW of valu. to the UDit.ed Seaw due to
commercial applicatioD or due to CODtributiolW to mi8li01W of
the Federal .,eney or the FederaJ perDIDeDt, or

"(2) ezemplary aetiYiti. that promote the domlltic tnuf'er
or leieDce aDd techDolOO development within the Federal
Governmellt aDd ...wt iD utilization of IUCh leiellee ud tech­
DolOl7 by AmerieaD iDdU1tr7 or buain_, UDiveniu.. State or
localperDIDeDtI, or other IlOD-Federal putia".

I.e. T. DlSftIal.'TiON 0# IIOYALTia uarvm IT noDAL ACDICDS.

The SWYenlOG·Wydler Tec:hDoIOlJ bmovatiOD Act or 1980 (u
amended by the precediDI proYiIiou of thiI Act) iI furth.r amellded.
by iD8ertiDI after eec:tiOD 13th. followiDl Dew 1eC'ti01l:

-SIC. Ie. DISTiUlt'TiON or IIOYALTiD uaJVED IY noDAL
ACENCiES.

'"\al III GIIfWlIAL-(1) Ezcept ..~ded iD pu'8ll'aptw (2) aDd (4),
any "".Jtielar other iDcolDe received by a Federal ..eDC')' from th.
liCllzwiq or .-iplBl'Dt of iD..atiolW u.adft' qreeleDca elltered
iDeo UDder 1eC'ti0D 12. aDd iIIvellUou fJI GcwernlD.D~ret.ed Fed­
.rallaboretori.liCllnied UDdereec:tioa 207of title 35, UDit.ed Stac.
CaM. ar UDder any other proYiIiOD of law, Uall be retaiDed by the
...., .... Iabontory produced tbe UaftDUOD aDd Uall be m.
,... oI.l0Uaw8: .

"Wi) The heM or the apDey or hia cIeIip. aba11 pay at I... 15
,.,..t of the royalti. or other iDcoIDe the ..-DC1 recei~ OIl
MCOWIt 01 aDy iD"Dtioa to the iDY'lDW (or ClOoUlftDtorw) if the
iDftD_ (oreadllUCh ClOoUlVUtor) .u aD emplQJee of the acney at
eM time the iDftDtioa •• mad•. Thiadaue Uall tab elflCt OD the
elate 011M uac:tmnt of tbiI -=tioa UD1_ the ",Dc, INbLU. a
IIGCiIat ill the , ........... ,"&hiD to. 0( INCh date iDcIica=­
iIlI .-cioD to &t a Notice af Prot: II t £ai...lriac punuut to
daue(ii).

"(ID AD -em9 IDA, jmHDuJpta. UI~ with -=tioa553 01
ti&Je 6. UDitad S&aw Code, nplatioM pro¥idiDf lor aD altMutaw
J'"lI"Ullor IbariDI royalti. with iDftllton .ho ..,.. employed ..,
tbI I' cy at the time the iDveDUoD .. IMlIt u4 ...........
appear.ti~ ..... 'Mvw Such ,..watioaa mUlt-

'''CD .... 2 I a a..I -i-; _ paymIIIt &0 .cis -.cia iII~
tar. -=b,.. u. .. ...., .-lwa iU) .... '"- &ltd
ill........ ..-t.i.DD;
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"em provide a percentap royalty Ihare to each lUeh Ulwntor.
MCh yuz that the ..enC)' NCliv. royalti. from that UlYft­
tar', invention in Uc.I of a th~old amount;

"(III) provide that total paymentl- to alllUcb inftDton Iba1l
nceed 15 percent 01 total ...-c7 royaltMi ill aDY liveD ftKal
Je8.I'! and

"(IV) provide appropriate incenti\W from royalti. for thc.e
laboratory employe. who contribute IUbetantia11y to the tech­
nical develoyment of a liceued invention between the time of­
the rlliDl 0 the patent application aDd the liceuiDI of the
invention.

"(ill) An apncy that baa publilhed ita intentioa to' promulpte
reculatiOIW under elaua (ii) may elect Dot to pay inveaton under
claue (i) until the upiration of two yean after the date of the
enactmeat of thia Act or until the date of the promuJcation of IUch
reculatiorw. whichever is earlier. U aD qelloy mak••ueh aD elec­
tion and after two yean the reculatiolW bave Dot been j»romuJptecL
the ..eney .hall make paymene. (ill aceordance with elaue (i» of at
leut 15 percent of the royalti. involved. retroactive to the date of
the enactmeat of thia Act. U promuJption of the I"eIU1atiorw oc:eww
within two yearl after the date of the enactment of thia Act.
paymeae. ,hAll be made in accordance with .ueh repJatioaa, mro­
active to the date of the enactment of thia Act. Tfie ..eac, Ihall
retain ie. royalti. until the inveator'. portion is paid under either
daue (i) or (ii), Such royalti. .hall Dot be tianmernd to the
apaey'. Qo.ernmeat-operated laboratori. under aubpara,raph (B)
and Iball DClIt ""ert to the Treaau::Fi:unuant to parqraph (2) u a
rwalt of any ~ela)' caUMd by naJe . under thia .ubparacrapb.

"(B) The balance of the ~alti. or 0 r incomelhall be tr'aUo
ferred by the ..eney to ie. Govermaeat~perated laboratori.. with
the ma.jority ,hare of the roy&iti. or other income from aD)' illve.
tioa l0lDol to the laboratory where the inveatioa occurred; and the
funds eo tl'aD8errtd to aD)' .uch laborator;Y may be U8Idor obtipted
by that laboratory durinl the fi8ca1 '1e&r III which they an receiv.t
ord~ the ...cCeedi"1 f*:al year-

"(1) for payment 0(upe~ incideatal to the edmjnistratioa
and liceDiinc of iIlveauoDi by that laboratory or by the qeac,
with Nlpec:t to illveatioDi which 0ClCUn"8d at that laboratory.
inclucliDj the f_ or other oaIta for the .me. of other ....
ci.. perwou. or orpAizatioDl lor iIlv_lion muapment UcI
~(~)..~~;. ..:a_ • • -_..I ._L . t 1u to rI'W~ lClea......~. _ -"aft emp fIJ-
_ til cut laboratory; .

"\W) '- fu\Mr llrieDaie ......... aIIlGIII the~
os-aYd labon..... fl. III'ftCTo fir

""'(i~) far educaticnl .. tI'aiDiDI of emplar- c:uu:iltnt with
.. .......-ch aDet d...lopaaat mieioo Met object.i~ til the
..-acy, aDd 'ar a&Mr Ktivi_ that iIIen•• the 1iceui.DI
pcMDtial for tnDIfer at the tecbao&au of the~

. 0prraYd laboratoMl of the apDc,.
AZI1 or I\Idl full_ DOt ID \lied or ob~t.ed bJ the .. til the r..l
~ ilUC'Wi"l t.be "-l ,., ill which daeJ are~... aba.U be
~d iAto &be n-.ury oldie Umt.ed!kat-.

"(2) U. after S-JlMDta to iDftDton UDder JlU'llll'8Dh (1). the
I'OJ&I. ,...i.-d==:a,::..ft8c:aI year amed Spm:at"
the budpt of the ~ 01 &he ...CJ
lor that~. 15 peftl8Dl oI-.adt _1II.l1 lie paid ..1M 'I'nMurJ
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01 the United Sta_ aDd the Nmajnjn. 25 perceDt may be UMd or
oblipted (or the pu~ delaibed iD clau.. (i) throUCb (iv) or
pararraph <lXB) durinl that ftIcal year or the IUcceec:linI fi8ca1 )W.I'.
Any funda Dot10 U8ed or oblipted Iba1l be s-id iDto the Tr.Iul'7 or
the United Stat-.

"(3) Any payment made to aD employ. UDderthiI -=tiOD _11 be
iD addition to the ,.war pay or the employee and to aDy other
.wards made to the employ., and Iha11 Dot affect the eDtitiemeD&
or the employee to aDy J"IIIU1ar pay, annuity, or .w.rd to which he w
otherwi8e entitled or (or which he wothenn. elilible or limit the
amount thereof'. Any paymeDt made to an inveDtor,U luch lhall
eoDtinue after the iDventor I.v. the 1aboratol'7 or Ipncy. P.y­
menta made under thill8Ctioa Iha11 Dot uCMd 1100,000 per,.... to
anyone pel"lOD, unl_ the Pr.ident approvel .la.rpr award (with
the ezee. over 1100,000 beinc treacad u • .P.r-ideatial.ward UDder
eection 4504o( title 5, UDited Sta_ Code). •

"(4) A Federal apDcy r-.iviDI royal~ or other income u •
,.ult of inveDtioD manapmeDt .me. performed (or another
Federa1_aeenc:y or laboratory UDder I8CtioD 20'7 of title 35, United
Statel Code, ahall retaiD Reb royalti. or iDcome to &he at.ent
required to offlet the payment 01 rUyalti. to iDventol"l UDderClaUie
(i) of paracraph (I)(A), COIla and ezpe~ iDCW"I"Id under ClaUie (i) or
parqTaph (IXB), aDd the COlt of (oreip pateDtiq aDd maiDtenaDce
for luch inventioD performed .t the requ_ or the other apDey or
laboratory. All royalti. aDd o&ber iDeoaDe remaiDinc after paymeDt
of the royalti., COIta, aDd upe~ et.cribed iD the prwediDI
lenl.ence Ih.all be t1"aIwferred to tbII apIlC7 for wbich the ..me­
were performed. (or cliItributiGa ill~ with c:Ia.- (i)
throUCh (iv)of ..,..,...ph (UB).

"(b) CDTAlH MltGHMDI'I'I.-1t die iD~tiOD iIlwl" .. ODe
Uliped t4) the F_ral ...~-

"(I) by • ClDDtnIdoI',lI'Utee, or putic:iput ill • cooperative
..,..meat with the ",~,or

"(2) by aD employ.. of the apDC)' who ..Dot workiDI ill the
laboratory .t U. CiIDe • iD~lOD ..........

the ...ney wait that .. iIlwl.. ill IUcb Ulipmeat Iba1l be
couideNd to be .l&boncor, for ,...,.... of UUlI8CtiOIL

"(c) RDoIlft.-(l) ID makine their aDDual budpt IUbmj......
Federal .,...a. 1ball1Ubmi" to tbII appropriate .uthoriutioD aacI
.pprapriatioa CIOIIUDiU- 01 both~ of tbII CoDl"a IUID­
mariII 01 1M UDCNDt of rGJal- or otMr iDcome NClIiwd aacI
~tu,. JUde (iDd~ iD.-......) UDdft thia IKtioIL

'(2) 'I'M e-pav1leJ' GDftL h ,.n after tbe da&.e of &be
--=-rat f1I W. .-ctiaa., IM1J rwftIw &be eft'eeti..... 01 tbII
ftriau.~,......_eh'iaMd uder,tb 8d:iaD ADcI
npar\ to ... -Hi..... ClIDIiUa- of &be H~ of .pamAw-
ti aDd tM seu.. ill. tizMb' manMP. _ ftncIi... caGclUlioM.
aDd n- f••paoe W'ta ill IUdl ,.,.......".

IK. I.IIIPLOTD .u;nfliiM.
". ..., • W,... T-tIl. IaDGfttioD Ad 01 1_ (._s «•.., tilt '::::1~ tJ!thia Ad) ~ ftanMr ......

.,~ .,.....1. &M faIIowiIII-- ......
-.c. aa.1IIPLOTD A(;fifma.

"tal hi 0.....-11 • r en ...C7 wIIidI 11M tile rtD& fII
owmlbip to .. bmDtioD ...... &hili Ad __..... to lie ,.

IK. I.IIIJILOTD .u;nfliiM."'.a · W,... T-' II. IaDGfttioD Ad 011_ (._s «•..,tIIt..=~~tJ!thiaAd)~ftanMr ......
.,~ .,..-.. • &M faIIowiIII-- ........
-.c. aa.1IIPLOTD A(;fifma.

"tal hi 0.....-11 • r tanl ...C7 wIIidI 11M tile rtD& fII
owlWUbip to .. iDwatioD ...... &hili Ad __..... to lie ,.
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• patent .~Ucation or othenn. to ~lDot.e CIOII11DercializatiOD of
lUeh iDvenuon, the -ceDey Ihall allow the iDventor, if the iDyentor
•• GoftrmDent emplC)Jee 01' rormer employee who made the iIl..D­
tion dul"iq the c:ow-. 01 emplO11Dent with the Gover11lDeat, to
retain title to the innDtiOll (lUbjeet to ~.tioa by the Gove~
ment or • DOnescluaive, nODtr'aDIf'errable, irrevocable, paid-up
lice.. to ~ce the inftlltion or have the iDveation practiced
throUChout the world by or OIl behall or the GoyenunenC). ID
Mdition, the apDC7 may ooaditioa the inventor'l rilht to title en
the timely ft1i.DI or • patent .pplication ill~ .hen the Govern­
ment determiD. that it hM or ma, haft • need to practice the
Ulftfttion.

"(1) DD'lHmoN.-For~ of thillICtion, Federal employ__
iIlelude '1PKia! Government empl~'..4efined in leCtion 202 or
title 18, U'nited Sta_ Code.

U(e) Ra.AnoNaKIP '1'0 0rxD LA...-N~ in thiI lICtioa ia
intended to limit or diminiah~ .utboriUII or aD, ...ney",

lie. t. IlllCEIJ.AJlfKOtJl AND CONPO..ING AllDDIIDITI.

(.)~ 0,. NATIONAL bnK1n'uAI.Tlcll:NOLOGY BoAU.-8eetion
10 or the SteveDIOn-WYdIer TechDolau 1zlDoqt.iaa Act ollt80 (15
U.S.C. 3709) ilrepeal•.

(1) CHAMa. IN TalmrOLOOY oa ADMUnftL\ftn Snucn1U.-(1)
Section 3(2) 0( the SteftMOll-W,.uer TechDolocy IDDovatiOll Act 01
1980 ia amended by Itriki..u out Ucenten ror iIldUltrial teehAolocy"
and inMrtiq iDlieu thereol"cooperative~ centen".

(2)s.ction 4 or lueh Act ia amencled-
(A) by It1'ikiIII out "lndumial TedmoloO" UI pancraph (I)

and iDlertiDI ia lift tbeNaf uProducti~ty. Teclmo!OV. ucl
IDnov.tion";

.it) by~ oat "'Uindor' ....... the Oinc:tor of the
Office or IDdUitrial TedlDoIV' in pan,raph (3) aDd iDIe~
iA Ueu thenoI .. ·A-....t SiCNtar7' IIMIaD8 the "-UItaIlt s.e.
~ ror Productivity. -r.dmolou, aDd lDDovation";

(C) by Itri.Ir.iaI eM ''Centen Tor IDdUltrial Technol.,,· in
~ph (4) ..~ ia liMa tbenaI "Cooperative
a-uda CeDten":

CD) b, Itrik.i.u out .-..raph (I), aDd~tiq .....
~. ('7) aad (I) • pianpsphl (I) aDCI ('7), rwpectivel~ aDel

(E) bJ ICrikiDI out "CrwDIiI aDd fuDclM" ill~ph (6)••
Ndriruted aDd~ in lin tbenaI ,.~ I.-d. or
GdwtrwiIe ... bJ. PederU ..-cY aDd ftmded··,

(1) s.:tiOD 5(.) ollUcb Act • aIDa'" bJ~ out '1DcluKrial
TechDoJV' ~ ill ... cMnlaf ""'ucti~t)'. T'"
DOlGO, ucl t.iaa".
(4)~ ") '" IUdl Ad II • ••d~~ GUt"DIuc'raa"

ud~ ill ... tMnaI ..MlmAJtf Aay'·. ucI bJltrik­
. out It. DiNdor til the 0fIb" aM all that fo11oww ucl iumiDI
~ tbenaf ..... AridaDt SIcn&arJ for PI'oIIud:iYity. TerbaoleV.
ud 1DDoftac..",

(6J s.:&ion 6(d til .... Ad 11·......-
CA) .., IIrikiIII out '-eM ou.." -=Ia ,... it ...... aM
~ ill liMa tMnaf·'\be~t fJecNtarY',

(B) by r-deip.ti ('7) ADd (I) ......... (I)
ud (10). i ,. tawJy; ....

(0 1)1~ je , 'eI,aft.-..,......... (I) the IDIIawbI8..~



' "

j

· . ------.;--------------



-

RamS-IS

protectabl. UDder the Plut vAriety Prot.ectiOD Act rr U.s.c.
2321 et ~.)._

"(10) 'Made' when u.s iD coIUWU:'tiOD with aDy iD.,.ntiOD
meana the conception or ftnt Ktual ncluetioD to~ of
weh invention.

"(11) 'Small buIiD_ firm' meeDIa IIIlalI bu.iD_ coacenl U
defined ill leCtion 2 of Public Law ~S36 (15 U.s.C. 632) anel
implementinc nculatioD.l of the AcIIDiD.Wtrator of the Small
Buain_ Adminiltration. .

"(12) 'Traininc technolCll'i meaD8 computer IOftware &Del
related mat.eriala whieh are developed by • Federal ...ney to
train employ.. of lUeh ..eaey. iDcJucIiDI but· DOC limited to
IOftware for computer-bued iDItrw:tioDal .,..ma ucl for iDee...
active videodiK IYWtema",

(e) REDIBIGHATION or S8CtIONI To ItDI.:'I' CllAxG. MADa n
PuaDIHG ~VIIION•.~1) Such Act (...amended by the pnc.tin.

rroviliona of thiI Act) it further ameaded by rad~tiq -=aoua
1 throqh 19 u leCtiona 10 throuch 18,••pa'1ift1,.
(2XAlSectioa 5<d) of .ueh Act it ameaded by~ "(. theD ill

eft"ect)" after "IeCtiOD.l 5, 6, 8. II, 12. anel 13 otthia AI:t' •
(B) Section 8<a) of lUeb AI:t i8 aJIMDIJed bJlCrikiDI oat the lM&

.at.enc:e.
(C) Sectioa 9<d) of lUeh Act it amended bJ.e:rikiaI om .... 11" ad

iDlertinr in lieu thereof "10,14. or 16".
(3)Section 13<a)(1) of lUeh Act (u rwfeeipatad by parqra~(1) cI

tbia ,ublec:tion) it amended by mik.iDa out "-=tioD 12" ill the
matter pr--di.,. aubparqrapb W ucI iaaertiaI ill lift thenaI
"l8Ction 11".

(4)Section 18 of lUeh Act (u ndempated bJ ..,.,...ph 0) of thia
.w.ection) it amended ~ Itriki.Dc out "-=tio.. 12, IS,.. 14" aDcl
i.nIe~ in lieu theNOf" lIIlr.'tione 11, 12, aJ'd 13".

<n CL.umCATION or FDmDfa. AND PuvaaI.-{1) The ..xnuI
.at.eace of aec:tion 2(10) of NCb AI:t (15 U.s.C. 8701(10» it ama"
by iDlertiDa ", which iDclude iDveatioaa. computer 1Oftwan, ADd
t:raiDi..ga teelmoJCIri-." immediateJ7 after ..cleftfopmag".

(2) Sictioo 3(3) of tueh AI:t (15 U.s.C. 37oa8» • 8IMGcIed by
iDle' ... iDclud.i.Dc iDftDtio-. IDftwan. aDd t:raiD.i.DI tae:b-
~~, immediately after .....,...0....

..... 1(... U 'f '8' f ... ..,...~

Pt• ..,of1M~ '---, -d'\R...

..... 1('" U 'f '8' f ... -r:~
Pt.idaloflM~'---' -d'\R...



f H01. TermlnaUon or lelr·dealln, contract.
Hote 1
I. SI.t••dkMI

It. Ilale may reol ncl nrrrali"n of indefinile price
eocaillinn e1.u.n in ,ao purch.~ a.rermenll if il
"h_ In do so nOlwilh.landinl • findin, Ih.1
luch • e1.u...... nol conlr.ry 10 feder.1 public
policy under Ihi, ch.pler. Superior Oil Cn. v.
We.'em Slope G.I Cn.. D.C.Cok>.1912. 549
F.S"I'I'. 463••mrmed "II F.ld 500.

Nllural G., r"licy Acl of 1978 don nol em­
power Puhlie Ulility Commiuion 10 m.nd.le u..
of ourcharle 10 fund rnidenlial consernlion pro­
luml; rund, crelled frum lurcharle .re 10 be
uwd 10 reduce r.leI of elilible cuolome,.. Pro­
«'!\.. G., eon,umcn Group", Pennlyl"ania Pub­
lic Ulilily Com·n. r. 1'116. 511 A.2d 1315.

Relul.'ion or inlr.".le priCetl for n.lur.1 ,.,

by le.illali"ely crealed Public Service Commie·
.icm. r.lhef Ih.1I by lelill.lure ilself, ••• relula·
li(\l1 by Ihe "..alt''' fnr purposes or IeClion or Ihe
Nol"r.1 G•• Policy Ael IUlborizin••1.le reJU1.­
linn for firll ..Ie or nalur.1 IU produced in Ihat
sl.le. Pennroil Cn. v. Public Service Com 'n.
W.V•. 19IS. 311 S.E.1d 444. certiorari deniad 106
S.CI 14. .

Federal jurilldiclinn .nd re.ul.lion. both ea­
p'..sed .lId impliril. did not .oyem wellhead
salt's of derelulaled n.lural .al, 10 U to .upenede
SI.le Oil ."d 0 .. Board rule requirina pipeline

componiel to r.l.bly lake au from weill produc.
in. rrom • common pool. where compul_ or
.uch rule wilh federal law revealed no poinl or
.ctu.1 connicl, .nd wllt'rt' lhere wu nothin. in
rederal I.w .. modilied by Ihie ehaptt'f which Id\
in place • scht'mt' of fedt'r.1 rqulatiolll 10 perva·
live .. 10 m.ke ~.bIe an Inft'fence th.t Con­
.r_ left no room for the .tatea 10 lupplement It.
Tra_tinental O. Pipclllll Corp. Y. State Oil
.nd Ou Bel. or Mluilaippl. MiaI9.... 457 5o.U
1291. probable jurildlcCioII notad 105 S.Ct. 1140,
IS L.Ed.2d 140.

2.1..... _ ....

New Me_ Natural au Prid... Act NMSA
1911. I 62-7-1 It ...... _ applicable to au
produced on IIldI8a _tloa and sold to _.
IndiaM on tIIc~. Jlearilla Apoeha
Tribe Y. SuplOll ., Corp.• C.A.N.M.19I4.
721 F.U I"S NlIauinI 712 '.U ISS......
llied 79) '.U 1171.

.. State,..."""
F.wred Nlloaa pntYlaIon In Jona.tenl\ contnet

for IJUfCh- or I.t,....te .. wu IIIlt contrary to
public policy or CGIondo. Superior 011 Co. Y.

W..lem Slop\0. Co.• C.A.IO (Cello.) 191'. 751
F.ld 500.

N..... vlDadIlaM
CoMtlt.t llty 'I>
e-1rIICtII .......
....... 1

Ih, e-dh.....lty
Tamiutlon proviaions or Condominium and

Cooperati". Abuat' Relief'Act IHoulin••nd Com·
lIIunlt, OeYelopmt'llt ACI or 19110. .. 601. llOI.
601(11. e). • .-ncIed. 15 U.S.C.A. II 3601.
)607. )607l'. c»). prMidin, that .upenn¥lril, or
tenanta ma, IennlMte 1OII,.term leaae betw_
IIpOIIIOI' and -..enti". corpor.tion obtain. b,
self...li....... _bl, related to Ieailim.te
COII.reIIIiauI .oa!. 10 lhat .ponaor. who cha!·
Jenaed COIIIIlt.tioll.lil, or act in luit ror injulICtive.
relJer. r.iled to eatabllah likelillood or1_ on
.....ta. 2)3 E¥t 16th Street Corp. ". Puk EMt
ApartJnetI... I.... 19M, 499 N.Y.S.U In. 131
MIac.U 242.
I. e-.................

Contneta betw_ cooperatift _iatioa
which __ .partlllellt buildin••nd Ih,. corpo­
ntlona _ .... by oriainal _ .nd developer or
IIuiltliIII ror pu",* orell'aetuatina _wenion or

builclin, from rental 10 cooperalive .Ia.".. _
not ....If-elealin. contracll" within _in. or
_linn or Condominium .nd Coopmtli". Abuse
Rt'lid' Act; COIItne:1I weft not in an, ......tic
left.. betw_ developer and cooperative --a.
tion ...uch or ill unit -.en; _. c.....
_min, conlr.,.I. "'ert' d....a to be "beI_"
dt'velopt'r and cooper.lift ~tiotI, dneloper
\llYt'f IIt'Id • "majorily or tilt' yotea" ill ..-.uon
or elt'fCited ".peeial developer _tnII.. • re­
quirad for .pplicabilily or .tatuta. W.. 141h
SIr" Commen:ial Corp. Y. , W.. I'" Street
Ownen Corp.. I.D.N.Y.19M, 625 F...... 934.

2. I~"""
. Sponsor railed 10 tIcmonatrate r.vorable balanca
or equillea. ror purpoaaa or Ita auIt to ••
lenanll rl'Olll tt'fmiMti". leaae under CondoIIIift·
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.. .uch or ill unit -.en; _. c.....

Imin, conlr.,.I. "'ert' d....a to be "beI_"
~Iopt'r and cooper.lift ~tiotI, dneloper
II' IIt'Id • "majorily or tilt' yotea" ill ..-.uon
~lt'fCited ".peeial developer _tnII.. • re­
ed for .pplicabilily or .tatuta. W.. 141h
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miniUIII recreational _Iitia leaae or contractual
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I IIII A.D.2d 436.

N.... ., DedIIeM

A..lle11 ., cM,t. I
e- '/\


