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Letter to Heads of Agencies on the Use of DoC Patent
Clauses for Small Business Firms and Non-Profit
Organizations

Letter to heads of Federal agencies emphasizes that
the patent clauses set out in DoC regulations (37

CFR Part 401) for small business firms and non-profit
organizations take precedence over any inconsistent
patent clauses set out in the Federal Acquisition
Regulations, (FAR). Letter concludes that in such
instances the DoC patent clauses should be followed.

The DoC patent clauses allow small business firms and
non-profit organizations to take title to inventions
arising under a funding agreement. At present patent
clauses set out in FAR are inconsistent with those
set out in the DoC regulations for small business
firms and non-profit organizations. Some agencies are
not using the DoC patent clauses because they are not
yet set out in the FAR. Outgoing points out that all
Federal agencies are required to use the DoC patent
clauses for small business firms and non-profit
organizations in all instances and that the DoC
patent clauses take precedence over inconsistent
patent clauses in FAR. Outgoing also points out the
DoC patent clauses facilitate technology transfer
under Executive Order 12591.
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| f W\ THE SECRETARY OF COMMERCE

X@ é’ Washington, D.C. 20230

"lru,,

14 DEC 1987

Honorable Richard E. Lyng
Secretary of Agriculture
Washington, D. C. 20250

Dear Dick:

On March 18, 1987, this Department published in the Federal
Register regulations which set out the patent clauses to be
used in funding agreements with small business firms and
nonprofit organizations, 37 CFR Part 401 (enclosed). The
authority for these regulations is contained in Title 35,
Section 206 of the United States Code (enclosed). '

The patent clauses contained in these regulations allow small
business firms and nonprofit organizations to take title to any
inventions arising under a funding agreement. These clauses
ease technology transfer as set out in Executive Order 12591.

Subsection 40l1.1(e) of the regulations states that they shall
take precedence over any other inconsistent regulations dealing
with ownership of inventions made by small business and
nonprofit organizations. Thus, where patent clauses set out in
the Federal Acquisition Regulation (FAR) are inconsistent with
the 37 CFR Part 401 patent clauses for small business firms and
nonprofit organizations, the latter clauses must be used.

Accordingly, your agency should use the patent clauses for
small business firms and nonprofit organizations as set out in
37 CFR Part 401. These clauses take precedence over the
inconsistent clauses in the FAR.

Sincerely,

03]
Secretary of Commerce

Enclosures
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DEPARTMENT OF COMMERCE 352253‘5'1& ORDER 101
DEPARTMENT DATE OF ISSUANCE zm{‘f"}en,}dmem—-l—— ‘
ORGANIZATION March 1, 1985 February 26, 1985
ORDER SERIES

SUBJECT

ASSISTANT SECRETARY FOR PRODUCTIVITY, TECHNOLOGY AND INNOVATION

Department Organization Order 10-1, dated January 22, 1984 is hereby amended as
shown below. The purpose of this amendment is to delegate the Secretary's
authorities under P.L. 98-620, the Bayh-Dole Act, and P.L. 98-622, the Patent

Improvements Act of 1984,

SECTION 3. DELEGATION OF AUTHORITY. New subparagraphs .01f. and .01g. are

added to read as follows:

"f. The functions preseribed by TitleV of P.L. 98-620, 35 U.S.C. 200 et seq., (35
U.S.C. 206, 207(b), and 208) regarding the authority of the Secretary of Commerce (a)
to issue regulations which may be made applicable to Federal agencies implementing
the provisions of Sections 202, 203 and 204, Chapter 18 of Title 35 U.S.C.; (b) to
establish standard funding agreement provisions required under Chapter18; (c) to
ensure effective management of Government-owned inventions; and (d) to promulgate
regulations specifying the terms and conditions upon which inventions may be licensed.

", The responsibility in P.L. 98-622 to prepare for the Secretary's signature, an
annual report on the Statutory Invention Registration procedure as prescribed by 35

Secretary of Commerce ;

U.S.C. 157(d)."

USCOMM-DC - 85-8954

UscoOMM-DC - 85-8954
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. CONFIDENTIALITY NOTE

This confidential facsimlle message is intended only for the individual entity named abave, and may contain information that is privileged and axempt from disclosure
under applicable law. If you, the reader of this message, are not the intended recipient, or the employee or agent responsible for defivering this message 1o the
intended recipient, you ara hereby notified that you should not copy this facsimile or distribute it to anyone other than the intended recipient In addition, if you have
received this telecopy in eror, please immediately nolify us by telephons or telefax and retum the original message 10 us at the address above via the Unfted States
Postal Service. Finally, if i would not Inconvenience you, we would apprediate it if you would first refax this message to the intended reclpient. Thank you.

If this transmission is not well received, please advise us at our telecopier

ne. 202-737-3528 or by e-mail at mall@browd_)melmark com, or call our voice
telephone no. 202-628-5197. .
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This confidential facsimlie messags is intended only for the individual entity named above, and may contain information that is privileged and axempt from disclosure
under applcable law. If you, the reader of this message, are not the intended recipient, or the employee or agent responsible for defivering this message o the
intended recipient, you ara hereby notified that you should not copy this facsimile or distribute it to anyone other than the intended reciplent In addition, if you have
received this telecopy in eror, please immediately notify us by telephone or telefax and retum the original message 10 us at the address above via the United States
Postal Service. Finally, if it would not Inconvenlence you, we would appreciate it if you would first refax this message fo the Intended reclpient Thank you.

If this transmission is not well received, please advise us at our telecopier

ne. 202-737-3528 or by e-mail at mail@.browd_)melmark com, or call our voice
telephone no. 202-628-5197. .
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_ DIRECTOR
SUBJECT: Assignment of Lead Agency for

Inplementation of P.L. 96-517

As you may know, we will soon issue a new OMB Circular which
provides uniform implementing guidance for the Government
patent policy section of Public Law 96-517, "The Patent and
Trademark Amendments of 1980." This Act gives nonprofit
organizations and small businesses a first right of refusal to
title in inventions they have made 1in performance of
Government grants and contracts. The Act takes precedent over
approximately 26 conflicting statutory and administrative

policies.

Since the Act is a fundamental change in the more traditional
policy of Government ownership to inventions made with its
support, we believe it is essential that a lead agency be
designated to review agency implementing regulations;
disseminate and collect information; monitor administrative
or compliance measures; evaluate the Act's implementation; and
recomnend appropriate changes to GMB/OFPP. (A more detailed
list of proposed lead agency functions and staffing is
provided in Attachment A.)

The Department of Commerce seems the natural choice for
assignment of this new lead agency function due to its prior
experience and wide ranging interest in technology transfe:r.
productivity, innovation and Government patent policy. In
order to take full advantage of Commerce's experience and to
support the expansion of the concept of P.L. 96-517 to all
recipients of Federal research and development funding, the
proposed functions include authority to collect information
and recommend policy and regulatory changes that affect
recipients beyond those covered by the Act.

recipients beyond those covered by the Act.

108
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I hope you will accept the responsibility for the lead agency
which we believe will be challenging and rewarding. I would
appreciate your designating an official to work with my staff
in developing the details necessary to assure smooth
implementation of the Circular and the lead agency.

I have designated Don Sowle, the Administrator of the Office
of Federal Procurement Policy as my staff focal point, who has
responsibilitiy for 1issuing patent policy regulations
implementing P.L. 96-517.




“he Director

Donald E. Bowle

SURJECT: Decision Paper - Aassignment of Lead Agency for

"Patent & Trademark Amendments Act of 980" (P.L.

96-517) | i
Issue g

—
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i+ .ablishment of uniform regulations implementing the aubject
Act requires that OMB decide which agency should receive the
lead agency assignment to oversee implementation of the law
and requlations. :

Background

The "Patent and Trademark Amendments Act of 1980" repeals 26
casncy statutes and regulations and establishes a set of
¢« 3delines for giving universitles, non-profit organirations
..a snall businesses the right of firet refusal of title to
inventions resulting from performance of Government grants and
contracts. As noted in the Benate Report accompanying the
bill, "patent policies . . . represent a serious impediment to
the effective tranaferral of new technologies."™ The bill
represents "an important first step in turning around the
undesirable productivity and innovation slumps that the Unite

States is now experiencing.” ,
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On June 3, 1981, the Office of Federal Procurement Policy
(OFPP) sought your decision about whether-™uniform-Government-
wide regulations implementing the Act for both procurement and
grant transections (should) be issued by OMB." You concurred,
and OFPP, with the support of Intergovernmental Affairs
Division (IGA), issued Bulletin 81-22, "patents-—-Small
Business Firms and Non-Profit Organizations, "setting forth
interim regulations with public comments due by Septeﬂber 1.
We have completed the assessment of comments received ond will
soon be submitting a revised Circular for your signatur€.
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In order to cecnmplete preparation of a Final Circuler, the
issue of which agency should be assigned lead responsibility
must be decided. On the earlier memo cited above, you
selected the 1lead agency alternative rather than other
approaches and suggested the Department of Commerce. .
Discussion ' T }

| . s
The Act itse‘i! specifies no lead agency, nhor does the
legislative history indicate any desire for such a mechanism.
The Act applies statutory requirements on all Federal agencies
generally, with only limited citation of specific agencies for
technical or pro forma functions. The following discusses the
choices, then recommends that the Department of Commerce be
assigned the role.

Relationship to Current Situation. Recently the Congress has.
stipulated a 1lead agency to implement a similar bill
introduced by Senator BHarrison Schmitt (R. —New Mex.). This
bill (S. 1657) extends to all private organizations,
regardless of size, the rights to patents as are now conferred
on small businesses and non-profit organizations. There is8 a
companion measure in the House (H.R. 4564) introduced by
Congressman Allen Ertel (D. PA). The Schmitt bill designates
Commerce as lead agency, while the Ertel bill cites a special
coordinating council. The Administration has testified in
support of the Schmitt Lead Agency concept, although reserving
to the President the choice of which agency to serve as lead.

Also, the OMB Associate Director for Management has an
initiative under way to designate or redesignate lead agency
responsibility for all 61 generally applicable reguirements
tied to assistance programs. Assignment of a lead agency for
the new patent requirement is fully consistent with that

program.

Lead Agency Selection. To assess which agency should receive

the lead, 1t 1s necessary to identify the functions that a
lead agency would fulfill. _'In general, the agency would
provide advocacy, and assess-effectiveness of P.L. 96-517. It
would review agency implementing regulations and procedures
and disseminate information both within and without
Government; evaluate the Act's implementation and recommend

RV e,
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A€ cheanges to OMB/|OFPP; and oversee necessary e
fiministrative or other compliance measures. A more detailed ‘%f
“ut oi proposcd lead - agency functions 18 shown in ?

Attachment A, — BrafGal s S . i
c«>¢:;:;ak1-at-on pTocesne), av Ju*t’~- LR F & gl :

y light of the foregoing, \we have applied the following '
.citeria to assessing which agency to designate: : :

1. Does the .agency have exigting :equnsibilifies in any of
the following areass i

a. Patents and patent Haw;

b. Technological innovation and commercialization;

Ca Technology transfer;

‘ v

4. Small business advocacy?
2. Does the agency have sufficient personnel skilled in the
above areas, and in the area of grants and contract monitoring
or cross-agency relations? ; .
|

3 Is the agency likely to b# supportive of the law?

4. Could the agency expand o take on a larger policy role
regarding patents and innovation if the Administration should
so determine?

»ssment of Choices. 'In sumnary, the following
« _anizations show limited capacity to meet the above
criteria: o | '

—~— General Services Administration —-- GSA has existing
responsibilities in. the areas of procurement and property
management and regulations. It is also geared to deal
with a wide variety of agencies. It is argued, however,
that GSA is not well suited to leading the effort to
translate intellectual property into new commercial
enterprises. Purther, GSA has neither R & D nor patent
programs and would have difficulty in coordinating
cabinet-level agencies outside of its Government
licensing functions. . }

— Department of Justice --| This choice might allow any
enforcement function to take on a certain formalistic
strength. But our review does not suggest an appropriate
affiliation within Justice, and there is reluctance to

EALE ok R T . ? = 2
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strength. But our review does not suggest an approprlate
affiliation within Justice, and there is reluctance to




attach a litigational mentality to implenmenting this law.
The Department 18 unlikely to want new functions not
directly related to its present law enfcrcement funotions
and would_. have. . little active »:-interest 4in the
commercialization processg: . The Justica. Department has in
the past taken a:- position against private . ownership of
patants resulting from Government aponsored R & D.
B T el S A8 - ST b

National Science Foun ation and EHHS. - —. These - agencies
have a strong commitment to basic research and have close
connections to the university community, where much basic
research and invention takes place. But these agencies
are less familiar with the business world, and would not
be seen by the - busineas community as an effective
advocate of applied. rﬁsearch and technology transfer.

OMB/-OFPP/-OSTP —-- The Executive Office, primarily OFPP,
has a statutory role in the law and 18 well situated to
pressure operating agencies not in compliance. It can
also serve as a praominent spokesman for efforts to
promote innovation. While the Executive Office may. be a
suitable policy broker and "court of appeals,”™ however,

" placing the daily implementation burden here would

increase the number of operating functions to
Presidential staff.

Small Business Administration — This agency has a Chief
Counsel for Advocacy' with responsibilities in aiding
small business innovation. It also has staff dedicated
to funneling Government grants and contracts to small
business. On the other hand, the agency has little
experience with the university and non-profit
communities; it also could not naturally expand to cover
large businessas should such legislation be enacted. It
would ‘have limited clout among Cabinet-level
departments.

Patent and Trademarks Office ~- This office within the
Department of Commerce deals principally with the
technical merits of patent applications and has little
involvement with patent ownership problems, innovation,
productivity issues, or broad patent policy issues. The
Department of Commerce has recently testified in behalf
of strengthening PTO as part of an overall effort to
strengthen its patent policy functions, but PTO in its
present form could not encampass the lead agency role.
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sy ancy function be assigned\ to the Department of Commerce fod

the folloving reas::“s:

1. The Departme::t has “’a’ natural scops’ and revious
experience - covering ‘patents, commercial affairs  and
technological innovation. Critics might argue that it is
less experienced in technology transfer and has limited
involvement with the academic community (compared to RSF
& BEB). However, the Department is moving to strengthen
its ablility to address issues of productivity and
innovation. It is presently reorganizing its economic
affairs activities to comprise an Undersecretary for
Economic Affairs supervising an Rssistant Secretary for
Productivity, Technology and Innovation (PTI).
Furthermore, OSTP recommends that the academic view,
where Commerce is weak, could be strengthened via an
advisory group utilizing it's statutorily created
FCCSET, as well as NSF. :

2. The new Assistant Secretary (PTI) was conceived to use
existing staff resources to concentrate on sector
analysis of major industries. This would give 1little
attention to technological innovation in the small
business and non-profit sectors. As a Cabinet agency
already overseeing staffs for small business, patents,
prorotion of cammerce, and industrial analysis, howewer,
the Department is best able of all the candidates to
reassign or recruit sufficient staff for the proposed
function.

3. Although it may be difficult to oversee such Departments
as Defense and Health and Buman Services, who may resist
-intrusion by a lead agency into disposition of their own
substantial research programs, a Cabinet agency isB more
likely to succeed than are other candidates. Xven the
Executive Office would fai{l to provide the detailed daily
oversight necessary to implement the law. The Assistant
Secretary (PTI) could represent this function with
suitable rank for most purposes, then have recourse, as
necessary, through the Cabinet and working with Executive
Office Staff.

4. Commerce has expressed support, in principle, for
updating the patent system as an incentive to industrial
productivity. The Department has recently regquested more
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resources to strengthen its patent licensing functions V.

and the Schmitt bill would definitely require Corzerce té 57-.

take the lead in patent refora, s L%
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OMB assign the lead agency £unction apecifically to the u'lf“;,;ﬂ-
T Department ot Commerce.-dr.- : _ R

-1<~ ' Concur- desxgnatlon letter for OMB Director to sign . -
) _ to Secretary of Commerce is attached.
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Functions Specific to Public Law 96-517:

L.

Review agency implementation to determine compliance with the Act
and OFPP regulations,

Develop formats and procedures for the collection of utilization
iformation from centractors and grantees. Collect and publish

utilization information.

Provide, as determined necessary, recommendations to OFPP/OMB on
changes to Government-wide implementing regulauons.

As part of carrying out of functions of A.l-3, establish and chair an
advisory group or groups, including representatives of the agencies and
the grantee/contractor community and other private organizations.

Operate the NTIS Government licensing program under the authority of
P.L. 96-517 and provide, when determined necessary, recommeridatins
on improvements that could be made in this area. '

General Functions

b

Review and evaluate the effectiveness of existing Government policies
on the ownership of inventions by Government contractors, and make
recommendations to OMB as to how such policies could be improved to
more effectively stimulate innovation and productivity.

Collect and maintain statistics on Government patent policies and
practces to provide a base for policy development and evaluation.
Establish and chair an advisory group or groups, including
representatives of agencies and performers of Govermment research, to
discuss issu=s related to Government policies on ownership of inventions
made with Government support. FCSSET & NSF should participate.

Coordinate administration positions on proposed legislation related to
ownership of inventions made with Governmment support.

Opecrate the PTO govermmeni-employece Invention disposition program
and provide, when determined mCesary, recommendlons  on
improvements that could bs madz in Uus arca.

Opcrate the PTO govermmeni-employee invention disposition program
and provide, when determined m<esary, recommencdlons on
improvements that could bs madz in Uus arca.
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3 United States of An;'perica DEPARTMENT } 10-1
DEPARTMENT OF COMRCE ORGANIZATION ORDER =
: | DEPARTMENT DATE OF I8SUANCX EFFRCTIVE DATE
’ ~ ORGANIZATION
ORDER SERIES June 26, 1984 January 22, 1%
1

: SUBJECT i

ASSISTANT SECRETAITIY FOR PRODUCTIVITY, TECHNOLOGY AND INNOVATIO!

: %
SECTION 1. PURPOSE#

.01  This Order prescr;bes the scope of authority and the funchonf of the Assistant
Secretary for Product:vxf:y, Technology and Innovation.

.02 This revision reﬂ¢cts the transfer of the Office of Competitive Assessment's
functions to the lnternatxonal Trade Administration; a change in the reporting
relationships to have the Office pf Strategic Resources directly responsible to the
Under Secretary for Economxc Affairs; and incorporates outstanding amendments to
the Order.

SECTION 2. ADMIN!STERATIVE DESIGNATION AND LINE OF AUTHORITY.

.01 The position of Assistant Secretary of Commerce, established by the Act of
February 16, 1962, (15 U.S.C. 1507), shall be designated as the Assistant Secretary fo.
Productivity, Technology and Innovation (the "Assistant Secretary”). The Assistant
Secretary is appointed by the President, by and with the advice and consent of the
Senate.

.02 The Assistant Secretary shall report and be responsible to the Under Secretary
for Economic Affairs.

.03 The Assistant Secretary shall be assisted principally by a Deputy Assistant
Secretary for Productivity, Technology and Innovation, who shall perform such duties
as the Assistant Secretary shall prescribe and shall perform the functions of the

O Assistant Secretary during the latter's absence.

f | SECTION 3. DELEGATION OF AUTHORITY.

.01 Pursuant to the authority vested in the Secretary of Commerce by law, and
subject to such policies and directives as the Secretary and the Under Secretary for
Economic Affairs may prescribe, the Assistant Secretary is hereby delegated the
following authorities vested in the Secretary.

a. The Act of February 14, 1903, as amended (15 U.S.C. 1512 et seq., 15 U.S.C.
171 et seq.), to foster, promote and develop the foreign and domestic commerce of th.
United States, to the extent necessary for the performance of the Assistant
Secretary's functions.

—— . — — A ® S ———— ¢ -

b. Sections 5, 6 and 11 of the Stevenson-Wydler Technology Innovation Act of
1980 (P.L. 96—480) relatmg to studies of technological developmenl in the United
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171 et seq. ), to foster, promote and develop the foreign and domestic commerce of th
United States, to the extent necessary for the performance of the Assistant
Secretary's functions.

b. Sections 5, 6 and 11 of the Stevenson-Wydler Technology Innovation Act of
1980 (P.L. 96—480) relatmg to studies of technological development in the United
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States, cooperative technology arrangements, and the transfer of industrial technology
from the Federal Government to the private sector.

é. Section 18 of the Office of Management and Budget Circular A-124, dated
February 19, 1982, issued pursuant to P.L. 96-517, assigning to the Department lead
agency responsibility with respect to the implementation of Federal patent policy.

d. Section 759(f) of Title 40, U.S.C., insofar as is required to: (1) exercise the
functions of the Secretary of Commerce under provisions in Federal Information
Processing Standards authorizing the Secretary to waive compliance with.
requirements of the standards; (2) issue interpretative guidelines concerning the
waiver provisions-of the standards; and (3) join with the Director, National Bureau of
Standards, in recommending to the Secretary the establishment of uniform Federal
automatic data processing standards.

e. Title 15 U.S.C. 171 et seq. as it relates to the collection and dissemination of
statistical information.

.02 The Assistant Secretary may exercise ;ather authorities of the Secretary as
applicable to performing the functions assigned in this Order.

.03 The authorities delegated to the Assistant Secretary in this Order may be
redelegated, subject to conditions as may be prescribed by the Secretary.

SECTION 4. FUNCTIONS.

'

The Assistant Secretary shall serve as a principal deputy to the Under Secretary for
Economic Affairs, and as the principal Departmental advisor on issues of productivity
and technological innovation as they relate to public policy and the performance of
the U.S. economy. In this capacity, the Assistant Secretary shall:

a. Advise the Under Secretary for Economic Affairs and other Department
officials on important policy questions and problems relating to productivity and
technological innovation;

b. Coordinate Departmental programs relati.ng to productivity, technology and
innovation, and any other efforts within the Department to stimulate research and
development activities in the private sector;

(.M Identify and analvze barriers to productivity improvement and technological
growth in the U.S. economy, and provide leadership and assistance in developing
policies and programs designed to foster greater private sector use of productivity
measurement and improvement techniques, enhance the flow of Feceraily fundec
technologies to the private sector, and facilitate cooperative research anc
development arrangements;

e. Perform jead agency functions concerning Federal patent poiiey. including
coordinating, monitoring, gathering relevant data, evaluating relevant programs and
activities, developing uniform Government-wide standards for implementation of
Federal patent policy, preparing reports, disseminating information, maxing
recommendations, and taking other actions necessary to assure maximum private

sewsmIVIVEISD WU LIS privale deCLor, ang jacluitale cooperative research anc
development arrangements;

e. Perform lead agency functions concerning Federal patent poiiey. including
coordinating, monitoring, gathering relevant data, evaluating relevant programs and
activities, developing uniform Government-wide standards for implementation of
Federal patent policy, preparing reports, disseminating information, maxing
recommendations, and taking other actions necessary to assure maximum private
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sector opportunity for commercializing inventions resulting from projects financed
with Federal Government funds;

f. Provide liaison between the public and private sectors on voluntary metric
conversion, assist and respond to inquiries from the private sector, coordinate the
Federal Government's own metri¢ conversion activities, including coordination of
Interagency Committee(s), assist State and local governments in metric problerns, and
identify existing barriers to voluntary conversion and recommend appropriate action;

and

g. Render final decisions pursuant to 41 CFR Part 101-4 on behalf of the
Department on appeals concerning the licensing of Department and/or Fedetally-
owned patents and patent applications. ' ’

SECTION 5. UNITS REPORTING TO THE ASSISTANT SECRETARY FOR
PRODUCTIVITY, TECHNOLOGY AND INNOVATION.

.01 The Office of the Assistant'Secretary, which shall consist of:

a. Office of Productivity, Technology and Innovation (DOO 35-9); and

B, Such other offices as the Assistant Secretary, in conjunction with the Under
Secretary for Economic Affairs and the Assistant Secretary for Administration, may
establish for the purpose of carrying out assigned functions and responsibilities.

.02 The National Technical Information Service (DOO 30-7A).

SECTION 6. EFFECT ON OTHER ORDERS.

This Order supersedes Department Organization Order 10-1, dated April 19, 1982, as
amended. o

';;2%%k4é;fﬂfi jégzéglo:jﬁ;

Secretary of Commerce

USCOMM-DC - 84-8990

USCOMM-DC - 84-8990
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" TRANSMITTAL
ted States of America DEPARTMENT
DEP%TMENT OF COMMERCE ORGANIZATION ORDER 1631
; Amaoandmant 1
DEPARTMENT DATE OF ISSUANCE EFFECTIVE DATE =
ORGANIZATIgN March 1, 1985 February 26, 1985

ORDER SERI!

|

SUBJECT

ASSISTANT SECRETARY FOR PRODUCTIVITY, TECHNOLOGY AND INNOVATION

' |
Department Organization Order 10-1, dated January 22, 1984 is hereby'amended as
_.shown below. The purpose of this amendment is to delegate the Secretary's
authorities under P.L. 98+620, the Bayh-Dole Act, and P.L. 98-622, the Patent
Improvements Act of 1984.

SECTION 3. DELEGATION OF AUTHORITY. New subparagraphs .01f. and .01g. are
added to read as follows:

"f.  The functions prescribed by TitleV of P.L. 98-620, 35 U.S.C. 200 et seq., (35
U.S.C. 206, 207(b), and 208) regarding the authority of the Secretary of Commerce (a)
to issue regulations which may be made applicable to Federal agencies implementing
the provisions of Sections 202, 203 and 204, Chapter 18 of Title 35 U.S.C.; (b) to
establish standard funding agreement provisions required under Chapterl8; (c) to
ensure effective management of Government-owned inventions; and (d) to promuilgate
regulations specifying the terms and conditions upon which inventions may be licensed.

"g. The responsibility in P.L. 98-622 to prepare for the Secretary's signature, an
annual report on the Statutory Invention Registration procedure as prescribed by 35

U.S.C. 157(4)."
Secretary of Commerce :

UsQoMM-DC - 85-8954

UsQoMM-DC - 85-8954
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" 5. Typed Name and Title of immediate Supervisor
Jack Williams, Director, Ofc. of Pro-

Quctivigg,: Technology &_Innovation _____
Signature P4 |Date .

Al D st

-\ for Productivity,
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Part I—Requesting Office. Also compiete Part Il ltemg 1 and 20-34 as necessary.

A For Agency Use

U. S. Department of Commerce

377-4165

E For Agdtonat Information Call (Name and Teisphone Number;

Doris Trunfio

C Personnel Action Requwred

Redescription of Duties

D| Proposed Ettective Date

‘
i
V

A-”‘/ .

-

€ Requested by (Signature Title and Date) .
Jack Williams, Dlrector, OPTI & ¢ -

,¥. A.M

F. Position Action Requested

q Proposed Ettective Date

oved by (Signature. Titlg. and Date)

! Té?% 73

D. Bruce Merr1f1e]d A/S for PTI

I Remarks by Requesting Office (Note Supervisors if action s emgioy 9 and if you know of for the resig . please state these facls on a separaie shee!
and attach 1o SF 52 ']
!
i
: F.T. Knickerbocker, Executive Director
4 For Ofc. of the U/S for Economic Affaires
Part ll—For Preparation of SF 50 :
1 Name (Last. First. Middie) ) 2 SSN 3. Poson Senstvey (Opt)| 4 Dete of Birth
Latker, Norman J. 356-22-3260
5. Veteran Preference ! 6 Serv Comp Deate (Leave) 7 Tenure 8. Retirernent
1—None 3—10 P1 Disab 510 Pt Other | 1S 35
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20. FROM: Position Titie and Number

Patent Policy Officer #1588701

27 TO: Position Title and Number

Supervisory Policy Officer #15388701

21. Name and Locaton of Employing Office
U. S. Department of Commerce
Nffice of the U/S for Economic Affairs
Office of the A/S for PTI/OPTI
Federal Technology Management Policy Div.

28 Name and Location of Employing Office

Uepartment of Commerce
Office of the U/S for Economic Affairs

L B

Office of the A/S for PTI/OPTI

Federal Technology Management Policy Div.

22 Pay Pan & Ocoupanonal Code |23 Grade or Level| 24 SteporRate |25 Salary 26 Pay Bass 23 PayPan & Occupatonal Code| 30 Grade or Level| 31 SteporRate | 32 Salary 33 Pay Bass
GM-0301 15 00 PA GM-0301 15 00 PA
34. Duty Station 35. Positon Occupied Code (Optional)
Washington, D. C. [ e 588 e Resarved C/601 /1471-00/47-00/10
37. Remarks
CONTINUED ON REVERSE SIDE ; 52112 Previous Editions Unusable Afier 12/31/81
NSN-7540-01-109-8814
: 52-112 Previous Editions Unusable Afier 12/31/81

CONTINUED ON REVERSE SIDE

NSN-7540-01-109-8814
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Part it—Continued :

38. Approval ; 39. FPMIS Data

1 certify to the accuracy of the information entered on this form and that the proposed action i1s "i compliance 1A Suov or Nonsugv ind | B VEV Ind C PRD D. Barg Unt Status | E. Functional Class
with statutory and reguiatory requirements.

Signature and Date
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' Q P
Part lli—Clearances
A Office/Function Intials/Signature Oatlb 8. Position Classification Action
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2 Ceiling/Position Control i . - 'T C Remarks (NOTE: Use item 37 on raverse for SF 50 Remarks )
,/ _ /7 o / ‘/-’ ,i‘ o / ,‘ ¢ Qualification Siandard
3. Classification 4 7

4. Placement/Empioyment

Part IV—Employee Resignation

Privacy Act Statement
You are requested to furnish a specific reason for your resignation and a forwarding ad-
dress. Your reason for resigning may be considered in any future decision regarding your
re-employment in the Federal service and may also be used to determine your eligibility

regard to employment of individuals in the Federal service and their recards, while sec-
tion 8506 requires agencies to furnish the specific reason for termination of Federal ser-

vice to the Secretary of Labor or a State agency in connection with administration of
for unemployment compensation benefits. Your forwarding address will be primarily

X unemployment compensation programs.
:d.',: '::::“Y:;‘ g)ptes of any documents you should have or any pay or compensation The furmishing of this information is voluntary; however. failure to provide it may result

in your not receiving: (1) your copies of those documents you should have, (2) pay or other
This information is requested under authority of sections 301, 3301, and 8506 of title 5,

compensation due you; and (3) any unemployment compensation benefits to which you
U.S. Code. Sections 301 and 3301 authorize OPM and agencies to issue regulations with may be entitled.
A. Reason for Resignation (NOTE Please give fic r for your g Avoid gt d )
8. Effective Date of Resignation C Empioyee’'s Signature D ODate Signed
€ Forwarding Address (Numper. Street. City State and Zip Code)
2. Gu? NF N FRINTING ¥ 4 2 - LR T %
B. Effective Date of Resignation C Empioyee’'s Signature D Date Signed i;;

€ Forwarding Address (Numbper. Stree!l. City State and Zip Code}
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Introduction

The Federal Technology Management Policy Division assists the
Executive Office of the|President, affected agencies, and the
Congress when requested, in developing the statutory, regulatory,
and administrative procedures necessary to establish, implement,
and evaluate policies t¢ effectively manage the technologies
developed by Federal agencies or with Federal funding. This
includes government-wide policies on ownership, protection, and
disposition of inventions, rights to technical data, and the
transfer of technology from the government to the private sector.

Duties

Incumbent is responsible for the management and supervision of
the Federal technology management policy program in the Office of
Productivity, Technology and Innovation. Incumbent reports to
the Assistant Secretary for PTI.

The incumbent identifies the management and intellectual property
problems that would affect the use of technology resulting from
federally performed or funded research and resolves such problems
by developing and presenting persuasive administrative,

legislative, or regulatory positions on behalf of the Assistant
Secretary.

Incumbent manages and supervises the following functions in
performance of these duties:

1. The review and evaluation of the effectiveness of
existing government policies for protecting the
government interests and promoting the commercial use
of inventions made by government contractors, grantees,
and employees. The performance of major tasks as
assigned, including developing and issuing government-
wide regulations on the ownership and licensing of
patents to implement Public Laws 96-517, 97-219,
98-620, and 98-622, replacement of OMB Circular A-124
and GSA patent licensing regulations, and coordinating
with the Office of Federal Procurement Policy on the

maintenance of Part 27 of the Federal Acquisition
Regulation.

2. The development of more efficient techniques for
agencies to use when determining the commercial value
of inventions as a basis for deciding whether to file
for a patent or a Statutory Invention Registration as
authorized by P. L. 98-622, and deciding whether to pay
patent maintenance charges or allow a patent to become
inactive.
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of inventions ‘as a basis for deciding whether to file
for a patent or a Statutory Invention Registration as
authorized by P. L. 98-622, and deciding whether to pay
patent maintenance charges or allow a patent to become
inactive.



10.

1l.

11.

The development of reports, recommendations and
legislative proposals on ways to improve the management
and transfer to the private sector of technology
developed in federal laboratories to further the
objectives of P. L. 96-480 and implement pertinent
recommendations of the White House policy councils.

The maintenance of close liaison with universities,
small businesses, non-profit organizations, private
industry, other agencies, professional associations,
and committees' of Congress on matters related to
government technology management and patent policies.
Pays particular attention to the issues related to
implementation of Public Laws 96-480, 96-517, 97-219,
98-620, and 98~622.

The provision of advice to state and local governments,
universities, businesses, and federal agencies on ways
to accomplish effective transfers of technology, and on
ways to avoid disputes or resolve those which may occur.

The provision of legal advice to the Assistant
Secretary on ways to resolve industry protests of
licensing actions taken by NTIS.

The provision of staff support to the Interagency
Committee on Intellectual Property chaired by the
Assistant Secretary, including development of a
government-wide policy statement on the rights of
government contractors to technical data.

The development of information and analysis in support
of departmental participation on interagency or
government-wide policymaking boards, commissions, task
forces, advisory committees, professional
organizations, etc.

The development of systems for collecting and
evaluating information on government patent and
technology management policies and practices to provide
a basis for policy development and evaluation, and
preparation of reports as required.

The coordination with agencies, OMB and the private
sector to achieve adequate collection of information
with minimum reporting burdens.

The review of implementing actions by Federal agencies
to assure compliance with Federal patent laws and
regulations.

with minimum reporting burdens.

The review of implementing actions by Federal agencies
to assure compliance with Federal patent laws and
regulations.



ebdana s w0

Fazdtihoedaias

12. The provision of OPTI leadership of interagency and
public-private sector task teams as necessary to
accomplish the above duties.

13 . The conduct of special reviews, analyses, and projects
on technology management, innovation, productivity or
government patgnt policy as assigned by the Assistant
Secretary. g

14. The contact with public and private patent licensing
organizations that manage sizable invention portfolios
for the purposb of keeping the Assistant Secretary
alert to current licensing practices and important
technologies. !

o i F ived

The incumbent is a recognized expert in the field of intellectual
property and as such receives only administrative guidance from
the Assistant Secretary.

Critical Elements

The incumbent must have an in-depth knowledge of the industrial
innovation process, experience in coordinating and developing
government-wide policies, and experience in intellectual property
policies, (including but not limited to patents, technical data,
copyrights, trademarks, and trade secrets) in all Federal
research, development and procurement programs.

The incumbent must be licensed to practice law in a state or in
the District of Columbia and admitted to practice before the
U. S. Patent and Trademark Office.
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CHARTER OF COMMITTEE ON INTELLECTUAL PROPERTY
FOR INNOVATION AND TECHNOLOGY TRANSFER
f of the

FEDERAL COORDINATING COUNCIL FOR SCIENCE, ENGINEERING,
AND TECHNOLOGY

Establishment 3

Issues related to intellectual property, ranging from

commercial utilization of the results of federally-funded R&D
programs to federal policies affecting private sector R&D
constitute a set of problems that cut across many Departments
and agencies of the Executive Branch. To ensure that the
economic, scientific, technological and administrative

policies of the Executive Branch effectively address these
issues, it is desirable to establish an interagency mechanism
for monitoring the implementation of policy. Therefore, a
Committee on Intellectual Property for Innovation and Technology
Transfer is hereby established by the Federal Coordinating
Council for Science, Engineering, and Technology (FCCSET). The
Federal Coordinating Council for Science, Engineering, and
Technology was established by 42 U.S.C. 6651. Under
Reorganization Plan Number 1 of 1977, it has been established by
the Executive Office of the President under the Chairmanship

of the Director of the Office of Science and Technology Policy.

Purgose

This Committee is concerned with establishment, maintenance,
licensing, disposal and infringement of intellectual property
rights in ideas, writings, computer programs, inventions and
technical data created in performance of or affected by
government programs and policies. 1Intellectual property
rights for the purpose of Committee consideration, include
patents, copyrights, trademarks, trade secrets or other legal
means of affording proprietorship in a person or the
government.

The Committee addresses the implementation of policy issues
related to intellectual property and makes recommendations
which will:

a) Stimulate private sector commercialization of ideas
and inventions resulting from government programs
while safeguarding the government's interests.

b) Provide a framework for government-wide regulations
and practices ccasistent with executive policies and
legislation. :

a) Stimulate private sector commercialization of ideas
and inventions resulting from government programs
while safeguarding the government's interests.

b) Provide a framework for government-wide regulations
and practices ccasistent with executive policies and
legislation. '
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c) Encourage effective use of resources for the
management of intellectual property matters and
utilization of R&D results.

Members and Chairperson

The Chairperson of the Committee on Intellectual Property for
Innovation and Technology Transfer shall be the Assistant
Secretary of Commerce for Productivity, Technology, and
Innovation. The Executive Secretary shall be appointed by the
Chairperson. Membership of the Committee shall be drawn from
the subcabinet or other BSenior Policy officials who are
qualified to address intellectual property, innovation, and
technology transfer issues from those agencies having
significant research and development programs or private
sector policy roles. 1In addition, as deemed necessary by the
Committee Chairperson and with the concurrence of the members
of the FCCSET, or at the request of the Chairperson of the
FCCSET, subcommittees may be established as necessary and
additional members or observers may be appointed to provide
specific expertise. The Committee includes respresentation
from:

Department of Agriculture

Department of Commerce

Department of Defense .

Department of Education

Department of Energy

Department of Health and Human Services

Department of the Interior

Department of Justice

Department of State

Department of Transportation

Environmental Protection Agency

General Services Administration

National Aeronautics and Space Administration

National Science Foundation

ENVITIONIENLal rivLTuLvavis sagvsa—yg
General Services Administration
National Aeronautics and Space Administration

National Science Foundation




Small Business Administration
Veterans Administration |
Nuclear Regulatory Commissioh
Office of Federal Pﬁocurement Policy/OMB (Ex Officio)
Office of Science and Technology Policy (Ex Officio)

Administrative Provisions

a) The Committee will report to the FCCSET through the
Chairperson of that body.

b) Meetings of the Committee shall be called as deemed
appropriate by the Committee Chairperson or at the request
of the FCCSET. At least two meetings of the full
Committee should be held each year to serve as a forum for
the identification of problem areas and for the discussion
and exchange of relevant program information and for the
evaluation of the programs undertaken by the Committee.

c) Special studies, analyses and recommendations may be
initiated by the Committee. As necessary, ad hoc
subcommittees or working groups with participation not
restricted to Committee members may be formed to assist
the Committee in its work.

d) Staff support shall be obtained in the same manner as
specified in Section (c) above. Committee members will
assign such working staff as requested by the Committee
Chairperson and as 1is necessary and feasible for the
conduct of Committee activities and the achievement of its
purpose. The agencies shall pay for direct and incidental
costs arising from the participation of their members and
staff in Committee activities.

Reporting

The Committee will submit a report on its activities annually
to the Chairman of the FCCSET.

Compensation

All members will be full-time Federal employees who are
allowed reimbursement for travel expenses by their agencies
plus per diem for subsistence while serving away from their
duty stations in accordance with Standard Government Travel
Reqgulations.

All members will be full-time Federal employees who are
allowed reimbursement for travel expenses by their agencies
plus per diem for subsistence while serving away from their
duty stations in accordance with Standard Government Travel
Reqgulations. ‘
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Duration

The Committee shall continue as described herein, subject to
annual determination by the Chairman of the FCCSET that its
continuation is in the public interest.

Determination

I hereby determine that the formation of the Committee on
Intellectual Property for Innovation and Technology Transfer
is in the public interest in connection with the performance
of duties imposed on the Executive Branch by law, and that
such duties can best be performed through the advice and
counsel of such a group.

/
X __,Z
Date:_9/8/83 Approved:__gff‘/%ﬂ“"“*/

George A. Keyworth
Science Advisor to the President

——

——
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FEDERAL TECHNOLOGY MANAGEMENT POLICY DIVISION
AUTHORITIES RELATED TO THE TECHNOLOGY TRANSFOR PROCESS CHART

"GOVERNMENT RESEARCH ESTABLISHMENTS" -- (GOGOs)

P.L. 96-517 -- Basic invention ownership and Government
licensing policies

P.L. 98-620 -- Regulations for licensing Government-owned
patents '

P.L. 98-622 -- Report on Government use of Statutory
Invention Registration

P.L. 96-480 -- Section 5 on innovation, including Stevenson/

Wydler report and support of Section 11 on
Federal laboratories.

E.O. 10096 -- Policies and operation of Government employee
inventor program
H.R. 3773/ =-- Model agreements for laboratory/industry
S. 1914 collaboration
—-- Advice on evaluating commercial potential of
inventions

-- Bi-annual report on agency use of provisions

"UNIVERSITIES AND RESEARCH COUNCILS" -- (All Government-funded
non-profit R&D organizations including GOCO contractors)

P.L. 96-517 -- Basic policies
Cir. A-124 -- OMB Implementing regulations, lead agency
assignment
P.L. 98-620 -- DOC implementing regqulations, particularly
for GOCOs, statutory lead agency assignment
FAR -—- Guide FAR implementation of 98-620
-— Guide FAR implementation of Technical Data

"INVENTOR ENTREPRENEURS" -- (Small business)

P.L. 96-517 -- Basic policies

P.L. 97-219 -- Small Business Innovation Research Program,
based on patent policies in 96-517

P.L. 98-620 -- DOC requlations for small business

FAR Technical data provisions

"CONTRACT RESEARCH AND RAs" -- All other R&D contractors

OMB memo delegating DOC as policy lead agency
Presidential Patent Policy Memorandum

FAR -- Uniform provisions for all contractors
including for-profit operators of GOCOs
S. 64 —-—- Coordinate Administration support

"COMPANY LABORATORIES"
P.L. 98-622 -- Study of employeed inventors' rights
"FOREIGN SOURCES" ?

FAR == Unitorm provisions ror all contractors
including for-profit operators of GOCOs
S. 64 —— Coordinate Administration support

"COMPANY LABORATORIES"
P.L. 98-622 -- Study of employeed inventors' rights
"FOREIGN SOURCES" 7



FEDERAL TECHNOLOGY MANAGEMENT POLICY DIVISION
AUTHORITIES RELATED TO THE TECHNOLOGY TRANSFOR PROCESS CHART
ZQ[:.M aﬁ'[{"]
'GOVERNMENT RESEARCH ESQABL;SBHENTS' ~-- (GOGOs)

P,L. 96~517 =-- Ba51c inventlon ownership and Goverfiment
licensing policies

P.L. 98-620 -- Regulations for licensing Government-owned
patents

P,L. 98-622 -- Report on Government use of Statutory
Invention Registration

P.L. 96-480 -- Section 5 on innovation, including Stevenson/

] Wydler report and support of Section 11 on
Federal laboratories.

E.O, 10096 -- Policies and operation of Government employee

PL. g -5C2 inventor program
/ =-=- Model agreements for laboratory/industry
Sl collaboration

-- Advice on evaluating commercial potential of
inventions
-- Bi-annual report on agency use of provisions

"UNIVERSITIES AND-F FE6BNSILS" —- (All Government-funded
non-proflt R&D organlzatlons including GOCO contractors)

P.L. 96-517 -- Basic policies
Cir, A-124 -- OMB Implementing regulations, lead agency
assignment
P,L. 98-620 -- DOC implementing regulations, particularly
for GOCOs, statutory lead agency assignment
FAR -~ Guide FAR implementation of 98-620
-- Guide FAR implementation of Technical Data

"INVENTOR ENTREPRENEURS" -- (Small business)

P.L. 96-517 -- Basic policies

P,L., 97-219 -- Small Business Innovation Research Program,
based on patent policies in 96-517

P.L. 98-620 -~ DOC regulations for small bu51ness

FAR Technical data provisions

"CONTRACT RESEARCH AND RAs" -- All other R&D contractors

OMB memo delegating DOC as policy lead agency
Presidential Patent Policy Memorandum

FAR == Uniform provisions for all contractors
including for-profit operators of GOCOs
S, 64 -- Coordinate Administration support

"COMPANY LABORATORIES"
P,L. 98-622 -- Study of employeed inventors' rights :
"FOREIGN SOURCES" ?

including for-profit operators of GOCOs
S. 64 -- Coordinate Administration support

"COMPANY LABORATORIES"
P.L. 98-622 -- Study of employeed inventors' rights :

"FPOREIGN SOURCES" ?
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Memorandum

Date OCT | 4 1987

From Assistant Secretary for Health

Subject  Implementation of the Federal Technology Transfer Act of 1986:
Delegation of Authority

To Heads of PHS Agencies, Centers and Institutes

The Secretary has delegated to me by the memorandum dated June 23, 1987
(Attachment I) all the HHS authorities under the Federal Technology
Transfer Act of 1986 (FTTA), (Attachment II), excepting issuance of
regulations and submission of reports to Congress. This action
responds to the President's April 10, 1987 Executive Order No. 12591
directing the heads of all Federal agencies to Helegate the authorities
of Section 2 of the FTTA to enter into cooperative research and
development and licensing agreements to the heads of its laboratories
(15 U.S.C. 3710a(a) (1) and (2)).

In order to expedite the President's and Secretary Bowen's wishes, I
am: (1) making appropriate delegations; (2) asking for your agency's
participation on a PHS Technology Management Advisory Board; and (3)
asking for your agency to develop policies, implementation plans,
procedures and reporting relationships necessary to implement and
monitor the Act. Implementation of this legislation opens new
opportunities for PHS laboratories that call for you and your entire
staff to understand the FTTA. The intent of the Congress, the
President's Executive Order and the Secretary's wishes require that we
move quickly to decentralize technology management to the level closest
to our creative investigators consistent with general policy
coordination. Since this has already been undertaken govermment-wide
in regard to universities and other federally-funded performers, there
is an additional need to act to preserve PHS' ability to compete for
the country's best investigators.

Accordingly, the Heads of PHS agencies, centers and institutes
(delegatees) are each hereby separately authorized, within existing
resources, to enter into cooperative research and development or
license agreements as described by Section 2 of the FTTA (15 U.S.C.
3710a(a) (1) and (2)). In addition to having authority to enter
directly into collaborations when special circumstances warrant, each

R A T T G s T e B R T A P

A T B P T . PO



Heads of PHS Agencies, Centers and Institutes
Page 2

PHS agency head will be responsible for coordinating and monitoring
activities under the FTTA within the agency. In particular, while
delegatees are proceeding with cooperative or license agreements, each
agency should develop an agency implementation plan, establish
appropriate policy guidelines and procedures for carrying out the plan,
and develop reporting, data collection, and other mechanisms necessary
to assure that the FTTA is implemented in an appropriate manner. In
addition, each institute and center should develop an implementation
plan for carrying out their responsibilities under the delegation.

The PHS agency delegation also includes the general agency
responsibilities assigned to "a Federal Agency" in Sections 2, 6, 7,
and 8 of the FTTA (15 U.S.C. 3710a through 3710d), with respect to
their centers and institutes subject to Appendix A and ASH's general
management and oversight responsibilities. In the same context, the
institutes and centers, when acting under 15 U.S.G. 3710a(a) (1) and
(2) , will undertake the responsibilities assigned to “a Government-
operated Federal laboratory" in Sections 2, 6, 7 and 8 of the FTTA
subject to Appendix A.

These delegations will be reviewed one year from this date. At the end
of the year I intend to evaluate our progress, problems, procedures and
implementation and the delegations made under the Secretary's memo. In
the meantime, delegatees shall exercise the delegations made by this
memo in accordance with Appendix A.

For the purpose of assisting me in fulfilling coordination and
monitoring responsibilities at the PHS level, I am creating a PHS
Technology Management Advisory Board. The Board will consist of

Dr. Harmison, Deputy Assistant Secretary for Health, as Chair, the
Associate General Counsel for Business and Administrative Law and the
respective agency heads. A mechanism for appropriate rotating
representation from the concerned institutes and centers will be
determined at the Board's first meeting. Others may also be invited to
attend meetings in order to provide coordination with the Office of the
Secretary and with the Department of Commerce and to assist in

implementing the Act. We hope to convene a meeting of the Board within
the next few weeks.

I look forward to working with you on this matter which I hope will
open major new opportunities for research and collaboration.

WWM\_

Robert E. Windom, M.D.

Appendix A
Attachments I & II

Robert E. Windom, M.D.

Appendix A
Attachments I & II




APPENDIX A

-



APPENDIX A
CONDITIONS AND PROCEDURES TO BE FOLLOWED BY THE HEADS OF
AGENCIES, CENTERS AND INSTITUTES IN EXERCISING THEIR DELEGATIONS

1. Under cooperative research and development agreements entered
into pursuant to the Federal Technology Transfer Act of 1986 (FTTA),
delegatees may accept, retain and use funds, personnel, services and
property from collaborating parties, and in exchange may provide
personnel, services and property, but not funds to the collaborative
effort. (See 15 U.S.C. 3710a(b)(1)).

2. The delegatees may also, in advance, grant licenses or
assignments to collaborating parties for any invention made by a
Federal employee under such agreements; and also in advance, may waive
Federal Government ownership to any inventions made by employees of the
collaborating organizations under such agreements. However, licenses
must be retained for governmental use. (See 15 U.S.C. 3710a(b) (2) and
(3)).

3. Where appropriate, delegatees should permit’employees and former
employees of laboratories to participate in the commercialization of
inventions they made while in the service of the United States. (See
15 U.S.C. 3710a(b) (4)).

4. Section 2 of the FTTA (15 U.S.C. 3710a(c)) permits Federal
agencies to develop procedures for negotiating such agreements but
directs that negotiations of cooperative agreements not be delayed
pending their development and issuance. Since the Secretary asked that
these procedures be developed, ASH will undertake this responsibility
in consultation with the PHS Technology Management Advisory Board.

5. In order to comply with Section 2 of the FTTA (15 U.S.C.
3710a(c) (3) (A)), any potential conflict of interest arising during
negotiation of a cooperative agreement should be immediately reported
by centers and institutes to their respective PHS agency for purposes
of assessing the adequacy of agency guidelines on conflict of interest.

6. Under Section 2 of the FTTA (15 U.S.C. 3710a(c) (4) (a)), when
negotiating such agreements delegatees should give special
consideration to small business firms and consortia involving small
businesses, and should follow the requirements of Section 15 U.S.C.
3710a(c) (4) (B) pertaining to preference for business units located in
the United States.

7. In accordance with Section 2 of the FTTA (15 U.S.C.
3710a(c) (5) (A)), any cooperative or license agreement entered into by a
center or institute under 35 U.S.C. 3710a(a) (1) and (2) should include
a clause providing the head of their respective PHS agency a

30-day period to disapprove or require the modification of the
agreement. In any case in which the head of an agency disapproves or
requires the modification of a cooperative or license agreement, the

b
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center or institute under 35 U.S.C. 3710a{a) (1) and {(2) should 1include
a clause providing the head of their respective PHS agency a
30-day period to disapprove or require the modification of the
agreement. In any case in which the head of an agency disapproves or
requires the modification of a cooperative or license agreement, the
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APPENDIX A, page 2.

head of the agency shall transmit a written explanation of such
disapproval or modification to the head of the center or institute in
accordance with 15 U.S. C. 3710a(c) (5) (B) .

8. The heads of the PHS agencies shall receive all royalty or other
income produced under cooperative and license agreements negotiated
under 15 U.S.C. 3710a(a) (1) and (2) for distribution to their
respective centers and institutes. After paying at least 15 percent of
the royalties or other income received to the inventor in accordance
with Section 7 of the FTTA (15 U.S.C. 3710c(a) (1) (A) (i)), the majority
share of royalties and income shall be returned and utilized by the
center or institute where the invention occurred in accordance with 15
U.S.C. 3710c(a) (1) (B) . Agencies may establish larger inventor
percentages as deemed appropriate. Any remaining amount shall be used
at the agency or agency's other centers and institutes to carry out the
essential purposes of the Act in accordance with 15 U.S.C.
3710c(a) (1) (B) . Funds accepted under paragraph 1. above are not
subject to this provision.

9. Notwithstanding paragraph 8. above, any agreement intended to
cover services of other agencies, persons, or organizations for
invention management and licensing services as permitted by 15 U.S.C.
3710c(a) (1) (B) (i) and 15 U.S.C. 3710c(a) (4) shall be sent to the
Assistant Secretary for Health for review and approval prior to their
execution and implementation. However, as intended by 15 U.S.C.
3710c(a) (1) (B) (i), invention identification and evaluation and the
filing of patent application are the responsibility of the delegatees
or other persons designated by the delegatees without further review or
approval. Such invention identification and evaluation and the filing
of patent applications may be undertaken through the use of distributed
royalties or other income, as part of a cooperative or license
agreement or from other available resources.

10. Delegatees who have the right of ownership to an invention to
which it does not intend to file a patent application or otherwise
promote commercialization shall allow the inventor to retain title in
accordance with Section 8 of the FTTA (15 U.S.C. 3710d).
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MEMORANDUM TO: Assistant Secretary for Health

SUBJECT: Delegation of Authority: Stevenson-wycdler Techrnclogy,
Innovation Act of 1980 as amended by the Federal
Technclogy Transfer Act of 1986

1 hereby delegate to the Assistant Secretary for Health all of
the authorities under the Stevenson-Wydler Technology Innovatiosn
Act of 1983 (15 U.S.C. 3701 et seg.), as amended by the Federal
Technology Transfer Act of 1986, P.L. 99-502, with respect to
activities carried on within the Public Health Service,
excluding the authority to promulgate regulations and to submit
reports to the Congress. This authority is subject to redele-
gation in accordance with Executive Order No. 12591 of April 10,
1987.

This delegjation is effective upon the date of signature.

S SU S e
b S

Otis R. Bowen, M.D.
Secretary
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MEMORANDUM FOR ROBERT E. WINDOM, M.D.
ASSISTANT SECRETARY FOR HEALTH

SUBJECT: 1Implementation of the Federal Technology Transfer Act
of 1986

I wholeheartedly support the President's aim of vigorously
implementing the Technology Transfer Act of 1986. This Act
promotes the use of new knowledge from the research laboratory
to develop new products with potential application in the
private as well as the public sector. It offers new incentives
to government scientists and industry to participate in this
process.

1 am directing the Public Health Service to begin vigorous
implementation of the new law within isting resources, to
include entering into col1abofE?TVZ_?ffﬁ:?Eﬁ"i??iﬁa!ments with
the private sector, arranging for the marketing of technological

innovations made by PHS scientists, and representing HHS on
Commerce's interagency committee.

Accordingly, 1 am delegating you the authority to carry out the
major provisions of the Act. Since the Act offers significant

new opportunities, in your implementation planning please
consider: .

o the structure and procedures necessary to manage effective
implementation and operation of the Act, particularly
certain common procedures and data systems, conduits for
interaction with the private sector, and relationships with
other Federal Agencies, including use of their services for
invention management, where appropriate;

o the degree of decentralization and roles of my office, OASH
and PHS agencies;

o recommendations concerning royalty sharing and a cash awards
program; :

o how to ensure the continued fulfillment of the Department's
research mission, and at the same time, effectively promote
the transfer of new knowledge from Federal to the private
and non-Federal public sectors; and

© how to assess progress in transferring technology and the
impact of the Act on HHS activities, including reporting
rejuirements and the appropriate structure for reviewv.

- ASwwIMIT WG LAVID WUIILELIIANY EVUYally SNaring anag a cash awards
program;

o} how to ensure the continued fulfillment of the Department's
research mission, and at the same time, effectively promote
the transfer of new knowledge from Federal to the private
and non-Federal public sectors; and

o] how to assess progress in transferring technology and the
impact of the Act on HHS activities, including reporting
reguirements and the appropriate structure for reviewv.



Page 2 = Robert E. Windom, M.D.

In your implementation of the Act, you should plan to use
existin) HHS mechanisms for informationn exchanje, gradually
building more systematic Snes, as appropriate.

while the Technolojy Transfer Act applies principally t»
laboratories within the Public Health Service, I look to the PHS
to develoo procedures that we could apply HHS-wide, as appro-
priate. I would like you, after consultation with your agency
heads and others as app:eprxate, to send me “your detaile?d
1mp1eme1tat10n plan within three months, including how you will
address the issues discussed above, and any other issues for my
consideration. In addition, please keep me aidvised on a
periodic basis of progress in implementxn; the Act within the
PHS.

Under your leadership, I know that PHS scientists will respon?
enthusiastically to the purpose as well as the opportunity
created hy this important legislation.

RN P S

Otis R. Bowen, M.D.
Secretary

ce:
OPDIV Heads
STAFFDIV Heads

\
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Public Law 99-502 Technology Transfer Act of 1986

H.R.8773

Rinety-ninth Congress of the Hnited States of America

AT THE SECOND SESSION

Begun and held et the Clty of Washington on Tussday, the twenty-first dey of Jenuary,
one thousend nine hundred end eighty-sis

To amend the Stevenson-Wydler mwmdlﬂum
tachnology transfer by suthorizing Government-operated laborstories to enter into

cooperative ressarch agreements and by th‘uﬂhﬁw‘mm
tium for Technology Transfer within the National Buresu of Standards, and for
other purposss.

Be it enacted by the Senate and House of Representati the
UnmdShtaofAmrmm(bwmof Ao

SECTION 1. SHORT TITLE.

l@ymﬂyudu-m'?mrmmmw"ma

8EC. 2 COOPERATIVE RESEARCH AND DEVELOPMENT AGREEMENTS.

The Stevenson-Wydler Technology Innovation Act of 1980 is
amended by redesignating sections 12 through 15 as esctions 16
%hlxl'ougbw and by inserting immediately after section 11 the
ollowing:

“SEC. 12 COOPERATIVE RESEARCH AND DEVELOPMENT AGREEMENTS.

‘“(a) GENERAL AUuTHORITY.—Each Federal urncy may permit the
director of any of its Government-operated Federal laboratories—
“(1) to enter into eoopenuve research and development
egreements on behalf of such sgency (subject to mibsection (c) of
this osction) mtg other Fede mncx?, m:!nm of State or local
government; industrial organizations u
partnerships, and limited partnerships, and mdul::r”‘ o
ment organizations); public and private foundations; mmpmé>
organizations (including universities); or other persons (includ-
m, licensess of inventions. owned by the Federal agency), and
‘(2) to negotiate agresments under section 207 of
title 85, United States or under other authoritiss for
Government-owned inventions made at the laboratory and
other inventions of Federal employess that may be voluntarily
“b) e : Under agresments entered into
TED AUTHORITY.— on in
pursuant to subssction (aXl), & Gcm-nncnwpeuu Federal lab-
oratory may (subject to subssction (c) of this ssction)—
“1) aaulpt. retain, and use Mtrmul. ssrvices, and
Y enlhbrlhn( parties provide personnel, serv-

property to collaborating partias;

“(2) grant or agres to grant in advance, to a collaborating
party, patent licenses or asgignments, or options thereto, in
uymnnuumndcmwhchwinpnbyal'dcnlm-
ployes under the retaining a mclnm
nhou . lnhuu ?oapnﬂ!ﬂ:hm"gw ﬂnva-ld

vention or have the inven

mnhh"dtheﬁmmtnndmmm-m

‘sderal laboratory deems appropriats; and

Wtww(uu..ummm PRISSG rouveins wmar
oratory may (subject to subssction (c) of this ssction)—
ﬂl)wy&m.ﬂmﬁnﬂmmw
Mhunenlhhw-nn(m provide personnel, serv-
“(2)mtotumhmntul advance, to a collaborating
party, patent licenses or asgignments, or options thereto, in
B i he agrotpdat. roialeing u. Nesiciuee
r
pin “: hnh the i :'oa zhnu‘!‘:w m.-"ﬁ
tion or have the inven!
':onbohanthermthMdhrnm-th

‘sderal laboratory deems appropriats; and
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“(3) waive, subject to reservation by the Government of a
nonexclusive, irrevocable, paid-up license to practice the inven-
tion or have the invention practiced throughout the world by or
on behalf of the Government, in advance, in whole or in part,.
any right of ownership which the Federal Government may
have to any subject invention made under the agreement by a
collaborating party or employee of a collaborating party; and

“(4) to the extent consistent with any applicable agency
requirements and standards of conduct, permit employees or
former employees of the laboratory to participate in efforts to
commercialize inventions they e while in the service of the
United States. v

“(c) CONTRACT CONSIDERATIONS.—(1) A Federal agency may issue
regulations on suitable procedures for implementing the provisions
of this section; however, implementation of this section shall not be
delaved until issuance of such regulations.

“(2) The agency in permitting a Federal labora to enter into
ngmh' Amema under this section shall be guided by purposes of
this Act.

*“(3XA) Any agency using the authority given it under subsection
(a) shall review employee standards of conduct for resolving poten-
tial conflicts of interest to make sure they adequately establish
guidelines for situations likely to arise through the use of this
authority, including but not limited to cases where present or
former employees or their partners negotiate licenses or assign-
ments of titles to inventions or negotiate cooperative research and
development ni:vemenu with Federal agencies (including the
agenlcy e:lmh which the employee involved is or was formerly
employed).

“(B1 If, in implementing subparagraph (A), an agency is unable to
resolve potential conflicts of interest within its current statutory
framework, it shall propose necessary statutory changes to be for-
warded to its authorizing committees in Congress.

“(4) The laboratory director in deciding what cooperative research
and development agreements to enter into shall—

‘“(A) give special consideration to small business firms, and
consortia involving small business firms: and

“(B) give preference to business units located in the United
States which agree that products embodying inventions made
under the cooperative researchr and development ment or
produced through the use of such inventions will be manufac-
tured substantially in the United States and. in the case of any
industrial organization or other person subject to the control of
a foreign company or government, as appropriate, take into
consideration whether or not such foreign government permits
United States agencies, organizations, or other persons to enter
into cooperative research and development agreements and
licensing agreements. .

“(SXA) If the head of the agency or his designee desires an
opportunity to disapprove or require the modification of any such

ment, the agreement shall provide a 30-day period within
which such action must be taken beginning on the date the agree-
memile:ruenudwhxmovherbythohudofthc
concerned. ] .

“(B) In any case in which the head of an agency or his designee
disapproves or requires the modification of an agreement presented
under this section, the head of the agency or such designee shall

—vrwes -veswweswe Ws SIWw WWWEs SWE GG VYES MGG PEI MW

United States agencies, organizations, or other persons to enter
into cooperative research and development agreements and
licensing agreements.
“(5XA) If the head of the agency or his designee desires an
opportunity to disapprove or require the modification of any such
ment, the agreement shall provide a 30-day period within
which such action must be taken beginning on the date the agree-
mentis':ruenudwhimo:herbythehudofthow
concerned.
*(B) In any case in which the head of an agency or his designee
disapproves or requires the modification of an agreement presented
under this section, the head of the agency or such designee shall



H.R.8T73-8

transmit a written explanation of such disapproval or modification
to the head of the laboratory concerned.
“(6) Each agency shall maintain a record of all agreements en-
tered into under this section. .
‘/d) DxrINTTION.—ASs used in this section— .
“(1) the term ‘cooperative research and development
ment’ means any agreement between one or more F:enl
laboratories and one or more non-Federal parties under which
the Government, through its laboratories, provides personnel,
services, facilities, equipment, or other resources with or with-
out reimbursement (but not funds to non-Federal parties) and
the non-Federal parties provide funds, personnel, services,
facilities, equipment, or other resources toward the conduct of
specified research or development efforts which are consistent
with the missions of the laboratory; except that such term does
not include a procurement contract or cooperative agreement as
those terms are used in sections 6303, 6304, and 6305 of title 31,
United States Code; and
“(2) the term ‘laboratory’ means a facility or group of facili-
ties owned, leased, or otherwise used by a Federal agency, a
substantial purpose of which is the performance of research

development, or engineering by employess of the Federal
Government.

‘“(e) DeTRRMINATION OF LAsoRATORY Missions.—For purposes of
this section, an agency shall make separate determinations of the
mission or missions of each of its laboratories.

. (D RmvationsHrr 70 OTHER Laws.—Nothing in this section is
intended to limit or diminish existing authorities of any agency.”.

SEC. 3. ESTABLISHMENT OF FEDERAL LABORATORY CONSORTIUM FOR
TECHNOLOGY TRANSFER.

Section 11 of the Stevenson-Wydler Technology Innovation Act of
) iy relagriat g, euhos o (o) s wabumctice s a5d

ting su on (e) as sul on (f); an

(2) by inserting after subsection (d) the following:

‘“(e) EsranLisHMENT OF Froemal Lasomatory CONsoRTIUM rFoR
TecHNOLOGY TRANSPFER.—(1) There is hereby established the Federal
Laboratory Consortium for Technology fer (hereinafter re-
ferred to as the ‘Consortium’) which, in cooperation with Federal
Laboratories and the private sector, shall—

‘“(A) develop and (with the consent of the Federal laboratory
concerned) admini techniques, training courses, and mate-
rials concerning technology transfer to increase the awareness
of Federal laboratory employees regarding the commercial
potential of laboratory technology and innovations;

‘4B) furnish advice and assistance requested by Federal agen-
cas and laboratories for use in their technology transfer pro-
grams (including the planning of seminars for amall business
“d(C) ¢ in:‘ c):;lunnchoun { uests, ved at th

‘“(C) provide a i or req received at the
laboratory level, for technical assistance from States and units
of local governments, businesses, industrial development

organizations, not-for-profit mmum including univer-
sities, Federal agencies and ratories, and other persons,

“(i) to the extent that such requests can be responded to
with published information available to the National Tech-

' “\B)hmhhmmmn&muumuyrmmqvn-
cias and laboratories for use in their technology transfer pro-
grams (including the planning of seminars for amall business
'“(3” pﬂmr in:. :'hlnnchm fi uests, ved at the
“ ide a i or recei

laboratory level, for technical .-um':'; from States and units
of local governments, businesses, industrial development
organizations, not-for-profit o tions including univer-
sities, Federal agencies and and other persons,
“(i) to the extent that such requests can be responded to

with published information available to the National Tech-
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nical Igformntion Service, refer such requests to that Serv-
ice, an

“(ii) otherwise refer these requests to the appropriate
Federal laboratories and agencies; o

‘(D) facilitate communication and coordination between
Offices of Research and Technology Applications of Federal
laboratories; .

“(E) utilize (with the consent of the agency involved) the
expertise and services of the National Science Foundation, the
Department of Commerce, the National Aeronautics and Space
Administration, and other Federal agencies, as necessary;

“(F) with the consent of any Federal laboratory, facilitate the
use by such laboratory of approprimte technology transfer
mechanisms such as personnel exc es and computer-based
systems;

*(G) with the consent of any Federal laboratory, assist such
laboratory to establish programs using technical voluntsers to

rg:ide technical assistance to communities related to such
ratory; .

“(H) facilitate communication and cooperation between Of-
fices of Research and Technology Applications of Federal lab-
oratories and regional, State, and local technology transfer
organizations;

(I) when requested, assist coll or universities, businesses,
nonprofit organizations, State or local governments, or regional
organizations to establish programs to stimulate research and
to encourage technology transfer in such areas as technol
program development, curriculum design, long-term researc
planning, rmnnci needs projections, and productivity assess-
ments; an

*“(J) seek advice in each Federal laboratory consortium region
from representatives of State and local governments, large and

business, universities, and other appropriate persons on
the effectiveness of the program (and any such advice shall be
;rwidcd at no expense to the Government).

*“(2) The membership of the Consortium shall consist of the Fed-
eral laborstories described in clause (1) of subsection (b) and such
other laboratories as may choose to join the Consortium. The rep-
resentatives to the Consortium shall include s senior staff member
of each Federal laboratory which is a member of the Consortium
and a representative appointed from each Federal agency with one
or more member laborstoriss.

(8) The representatives 10 the Consortium shall elect & Chairman
of the Consortium.

“(4) The Director of the National Bureau of Standards shall
provide the Consortium, on & reimbursable basis, with administra-
tive services, such as office space, personnel, and support services of
the Bureau, as requested by the Consortium and approved by such

_*(5) Each Federal laboratory or agency shall transfer technol
dnuﬂ{wunpnorwuuv-dmandlhnunot er
techno. directly to the Consortium. Each Federal laboratory
shall mmm«mwmymmﬁmm
practices and policies of the F agency which owns, lesses, or
otherwise uses such Federal laboratory.
*(6) Not later than one year after the date of the enactment of this
subsection, and every year thereafter, the Chairman of the Consor-

PI’W“I' -H' VAT WWLE, UV 8 ITUUUVWMIBEUIT URBLp, Wil j:
tive servicss, such as office space, personnel, and support services of
the Bureau, as requested by the Consortium and approved by such

_*(5) Each Federal laboratory or agency shall transfer technol
dnuﬂ{wunpnorwuuv-dmandlhnunot er
techno. directly to the Consortium. Each Federal laboratory
shall mmm«mwmymmﬁmm
practices and policies of the F agency which ownas, lesses, or
otherwise uses such Federal laboratory.
*(6) Not later than one year after the date of the enactment of this
subsection, and every year thereafter, the Chairman of the Consor-
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tium shall submit a report to the President, to the appropriate
authorization and appropriation committees of both Houses of the
Co! and to each agency with respect to which a transfer of
funding is made (for the fiscal year or years involved) under -
graph (7), concerning the activities the Consortium and the
expenditures made by it under this subsection during the year for
which the report is made.

“(TXA) Subject to subparagraph (B), an amount equal to 0.005
percent of that portion of the research and development bu of
each Federal agency that is to be utilized by the laboratories of such
agency for a fiscal year referred to in subparagraph (BXii) shall be
transferred by such agency to the National-Bureau of Standards at
the beginning of the fiscal year involved. Amounts so transferred
shall be provided by the Bureau to the Consortium for the purpose
of carrying out activities of the Consortium under this subsection.

‘“(B) A transfer shall be made by any Federal agency under
subparagraph (A), for any fiscal year, only if—

‘(1) the amount so transferred by that ?:g (as determined
under such subparagraph) would exceed $10,000; and
*(ii) such transfer is made with respect to the fiscal year 1987,
1988, 1989, 1990, or 1991.
‘YC) The heads of Federal agencies and their designees, and the

_directors of Federal laboratories, may provide such additional sup-

port for operations of the Consortium as they deem a&propmu.

“(8XA) The Consortium shall use 5 percent of the funds provided
in paragraph (7XA) to establish demonstration projects in tech-
nology transfer. To carry out such projects, the Consortium may
arrange for grants or awards to, or enter into agreements with,
nonprofit State, local, or private organizations or entities whose
grim::{ purposes are to facilitate cooperative research between the

'ederal laboratories and organizations not associated with the Fed-
eral laboratories, to transfer technology from the Federal labora-
tories, and to advance State and local economic activity.

‘(B) The demonstration projects established under u?nrunph
(A) shall serve as model programs. Such projects shall be designed to
develop Ynhow and mechanisms for technology transfer from the
Federal ratories which may be utilized by States and which
will h:nlhnce Federal, State, and local programs for the transfer of
technology. :

*(C) Application for such grants, awards, or agreements shall be
in such form and contain such information as the Consortium or its

dn$1' ee shall ify.

(D) Any person who recsives or utilises any proceeds of & grant or
a made, or agreement entered into, under this ph shall
keep such records as the Consortium or its designee determine
are necemsary and appropriate to facilitate effective audit and
evaluation, including records which fully disclose the amount and
disposition of such and the total cost of the project in
coanection with w such proceeds were used.”.

SEC. 4 UTTLIZATION OF FEDERAL TECHNOLOGY.

(a) Resronarsrrry roa TeCHNOLOCY TRANSFER. —Section 11(a) of
the Stevenson-Wydler Technology Innovation. Act of 1980 (15 US.C.
371a)) is amended—

(1) bz inserting (17" after “Poucy.—"; and
(2) bv adding at the end thereof the following Dew

paragraphs

,,,*,_-____..._.._—-.'.--—-.uwu-umrme
are necessary and appropriate to facilitate effective audit and
evaluation, including records which fully disclose the amount and
disposition of such and the total cost of the project in
coanection with which such procesds were used.”.

SEC. 4. UTTLIZATION OF FEDERAL TECHNOLOGY.

(a) Resronarsrrry roa TecsnowLocY TrANsFER.—Section 11(a) of

the Stevenson-Wydler Technology Innovation Act of 1980 (15 US.C.
8710(a)) is amended—

(1) bg inserting (1Y after “Poucy.—"; and
(2) bv adding at the end thereof the following nDew

paragraphs
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(2) Technology transfer, consistent with mission responsibil-

ltxe?. is ruponnbxhty of each laboratory science and engineering
essio

“(3) director shall ensure that efforts to transfer
technol m conn ered positively in laboratory job descriptions,
employee promotion policies, and evaluation of the job performance
of scientists and engineers in the laboratory.”.

(b) ReszARCH AND TBCHNOLOGY APPLICATIONS Orrices.—(1) Sectioh
11() of ‘:lilch Act (rlli:g: .C. 3710(b) wendcd— budget.

( st out “a annual ex@edﬂ
820000g00 shall provide at least one ?rof essional individ
full-time” and inserting in lieu thereof “200 or more full-time
equivalent scientific, engmeeru:gu and related technical pou-
tions shall provide one or more full-time equivalent positions’;

(B) b{ inserting umnedntely before' the next to last sentence
the following new oent.eneo. ‘Furthermore, individuals filling
positions in an Office of Research and ‘l‘cchnology Applications
shall be included in the overall laboratory/agency management
development program so as to ensure that highly eompetent
technical managers are full participants in t.ho technology
transfer proeu-.

(C) by striking out ‘“‘requirements set forth in (1) and/or (2) of

this su on~ in the next to last sentence and inse in
Lieu thereof "nqmnmnt set forth in clause (2) of the
sentence’’;

(D) by stnhnc out “either requirement (1) or (2)” in the last

sentence and inserting in lieu thereof “‘such requirement”.
(2) Section 11(c) of such Act (15 US.C. 3710¢) is amended—

(A) by striking out paragrach (1) and inserting in lizu thereof
the following:

“(1) to Preparc application assessments for selected research
and development projects in which that laboratory is engaged
and which in the opuuon of the laboratory may have potential
commercial applications;

(B) by nnhn. out "t.ho Center for the Utilization of Federal
Technol ph (3) and inserting in lieu thereof “‘the
National ochmcd ormation Service, the Federal Labors-
tory Consortium for Technology Transfer,”, and by striking out

ancg"ba’ftu the semicolon; State and

( striking out “in response to from te
Jocal government officials.” in (4) and inserting in
Lieu thereof ‘0 State and locnl E:mmm officials; and'’; and

(D) by mnmn( immedistely paragraph (4) the follcwm;
new

“(5) to pnmnp-u where feagible, in regional, State, and local

or b, buefit o the vegion, State, or 1ocal farssdin
r rqxon. te, or
tion in w the Federal laboratory is located.”
t¢) DmsmaanaTiON OF TecuNICAL INFORMATION.—Section 11(d) of
uchActﬂsUSC 8710(d)) is amended—
(1) by striking out “(d)" and all that follows do'u through

“ghall—"" and W the f
(d) DissmumiaTiON OF huonum.— National
Technical Information Service shall—";

(2) by striking out @'
@3 b out "i (8), and t
Mrhid yotnhu -mnm( m(arunph redesigna

(¢) DwsmxanaTioN or TecHNICAL huomnon —Section 11(d) of
L0 s devn
“ghall—"" and inse! in lieu thereof the l'onwmﬁ.
(d) DussmarnNATION ov Lvoana Nstional
Tcthn??)lblynfomm S shall—"";
.tnhnou m
(8) by striking out (8), and redesignat-
ing such paragraph as vmtnph 2y
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(4) by striking out paragraph (4) and inserting in lieu thereof
the following:

*(3) receive requests for technical assistance from State and
local governments, respond to such requests with published
information available to the Service, and refer such requests to
the Federal Laboratory Consortium for Technology Transfer to
the extent that such requests require a response involving more
than the published information available to the Service;"”;

(5) by redesignating paragraphs (5) and (6) as paragraphs (4)
and (5), respectively; and .

(6) by striking out “(cX4)” in paragraph (4) as so redesignated
and inserting in lieu thereof “(cX3)".

(d) Acency RxrorTING.—Section 11(f) of such Act (15 US.C.
3710(e)) (as redesignated by section 1) of this Act) is amended—

(1) by striking out ‘prepare biennially a-report summarizing
the activitias” in the first sentence and inserting in lieu thereof
“report annually to the Congress, as part of the agency’s annual
budget submission, on the activities”; and

(2) by striking out the second sentence.

SEC. 8. FUNCTIONS OF THE SECRETARY OF COMMERCE.

Section 11 of the Stevenson-Wydler Technology Innovation Act of
1980 (as amended by the preceding provisions of this Act) is further
amended by adding at the end thereof the following new subsection:

*(g) FuncTions or THE SecaeTARY.—(1) The Secretary, in consulta-
tion with other Federal agencies, may—

‘(A) make available to interested agencies the expertise of the
Department of Commerce rogarding *he commercial potential of
inventions and methods and options for commercialization
which are available to the Federa! laboratories, including re-
ssarch and development limitad partnerships;

‘(B) develop and disseminate to n'pproprinc agency and lab-
oratory personnel mode] provisions for use on a voluntary basis
in cooperative research and development arrangements; and

‘“C) furnish advice and assistance, upon request, to Federal
agencies concerning their cooperstive ressarch and develop-
ment programs and

D T 6  GSWAIY WA YISV WURGES S W S WP b § Sl WANE T
‘A) any copsTight provisions or othar types of barriers which
tand (o restrict ar limit the transfer of federally funded com-
puter software to the private ssctor and to State and local
goveruments, and agencies of such State and local governments;

"@)an&_@dmyﬂ&u&nﬂm ining &
current comprehensive inventory federally :
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SEC. & REWARDS FOR BCIENTTFIC, ENGINEERING, AND TECHNICAL
PERSONNEL OR FEDERAL AGENCIES.

The Stevenson-Wydler Technology Innovation Act of 1980 (as
amended by the pncyeding isions of this Act) is further amended
by inserting after section 12 the following new section: "

“SEC. 13. REWARDS FOR SCIENTIFIC, ENGINEERING, AND TECHNICAL
PERSONNEL OF FEDERAL AGENCIES.

‘“The head of each Federal agency that is mhn, expenditures at
a rate of more than $50,000,000 per fiscal year for research and
development in its Government-operated laboratories shall use the
appropriate statutory authority to develop and implement a cash
awards program to reward its scientific, engineering, and technical
personnel for—

(1) inventions, innovations, or other outstanding scientific or
technological contributions of value to the United States due to
commercial application or due to contributions to missions of
the Federal agency or the Federal government, or

‘“(2) exemplary activities that promote the domestic transfer
of science and technology development within the Federal
Government and result in utilization of such science and tech-
nology by American industry or business, universities, State or
local governments, or other non-Federal parties.”.

SEC. 7. DISTRIBUTION OF ROYALTIES RECEIVED BY FEDERAL AGENCIES.

The Stevenson-Wydler Technology Innovation Act of 1980 (as

amended by the preceding groviniou of this Act) is further amended
by inserting after section 13 the following new section:

“SEC. 14. DISTRIBUTION OF ROYALTIES RECEIVED BY PEDERAL
AGENCIES.

“(a} IN GovEmaL —(1) Except as provided in phs (2) and (4),
any royalties or other income received by a Federal agency from the
licensing or assignment of inventions under agreements entered
into under section 12, and inventions of Government-operated Fed-
eral laboratories licensed under section 207 of title 35, United States
Code, or under any other provision of law, shall be retained by the
mydvbmfmhboan produced the invention and shall be dis-

a8 ;

“AXi) The head of the agency or his designes shall pay at least 15
percent of the royalties or other income the agency receives on
account of any invention to the inventor (or co-inventors) if the
inventor (or each such co-inventor) was an employee of the agency at
the time the invention was made. This clause shall take effect on the
date of the enactment of this section uniess the agency publishes a
potice in the Federal Register within 90 days of such date indicating

mdﬁ)ﬂhﬁhlmdm pursuant to
use (id). ,

‘“ii) An may annluh.inmwith ssction 553 of
title 5, United States Code, regulations providing for an alternative

program for sharing royalties with inventors who were employed by
the agency at the time the invention was made and whoss names
oa hcaneed inventions. Such regulations must—
‘D guareatee s fized minimum payment to sach such inven-
tor, each yesr that the agency receives royaltes from that
inventor'e rvention,

potice in the Federal Register within 90 days of such dats indicating
its election to file 8 Notice of Proposed ing pursuant to

“(ii)Anmng‘my ulgate, in actordance with sectica 553 of
i f‘tad tes d.ml&ummv%fundumﬁg
program for sharing royalties with inventors who were employed
the agency at the time the invention was made and whoss names
appesar om liconsed inventions. Such regulations must—
‘AD guareatee s fized minimum payment to sach such inves-
tor, each yesr that the agency receives royaltes from that
inventor'e wrvention,
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‘1) provide a percentage royalty share to each such inventor,
sach year that the agency receives royalties from that inven-
tor's invention in excess of a threshold amount;

‘) ro\nde that total payments to all such inventors shall
exceed :mﬂt“wmlﬂwmydﬁuinmy‘imﬁml

year; an

“(IV) provide appropriate incentives from royalties for those
laboratory employees who contribute substantially to the tech-
nical development of a licensed invention between the time of*
the filing of the patent application and the licensing of the
invention.

‘(iii) An agency that has published its intention to promulgate
regulations under clause (ii) may elect not to pay inventors under
clause (i) until the expiration of two years after the date of the
enactment of this Act or until the date of the promulgation of such
regulations, whichever is earlier. If an agency makes such an elec-
tion and after two years the regulations have not been promulgated,
the agency shall make payments (in accordance with clause (i) of at
least 15 percent of the royalties involved, retroactive to the date of
the enactment of this Act. If promulgation of the regulations occurs
within two years after the date of the enactment of this Act,
payments shall be made in accordance with such tions, retro-
active to the date of the enactment of this Act. The agency shall
retain its royalties until the inventor's portion is paid under either
clause (i) or (ii). Such royalties shall not be transferred to the
agency's Government-operated laboratories under mbp-T h (B)
and shall not revert to the Treasury umnnttomnp 2 asa
result of any delay caused by rul ing under thi :::ﬁurwuph.

“(B) The ce of the royalties or other income be trans-
ferred by the agency to its Government-operated laboratories, with
the majority share of the royaities or other income from any inven-
tion going to the laboratory where the invention occurred; and the

ds so transferred to any such laboratory may be used or obligated
by that laboratory during the fiscal year in which they are received
or during the succeeding fiscal year—

“(1) for payment of expenses incidental to the administration
and licensing of inventions by that laboratory or by the agency
with respect to inventions which occurred at that laboratory,
including the fess or other costa for the services of other agen-
Cies, persons, or organizations for invention management and

“(ii) to reward scicntific, enginesring, and technical employ-
ess of that laboratory; -

“uii) to further sclentific exchange among the Government-
operatad laborutorias of the agency; or _ .

“(iv) for education and traning of employess consistent with
the ressarch and development mission and objectives of the
agency, and for other activities that increase the licensing
potential for transfer of the technology of the Government-

. operatsd laboratories of the agency.

Any of such funds oot so used or obligated by the end of the fiscal
year succeeding the fiscal year in which they are received shall be
paid into the Treasury of the United States.

“2) If, aﬂc:.rmenh to inventors under paragraph (1), the

royalties recei an agency in any fiscal year exceed t of
mbMdm%mmwwhd agency
for that year, 75 percent of such excess shall be paid to the Treasury

i
!

laboratories of the agency.
Any of such funds oot so used or obligated by the end of the fiscal
year succeeding the fiscal year in which they are received shall be
paid into the Treasury of the United States.

:
i
;
E
i
z
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of the United States and the remaining 25 percent may be used or
obligludhfo{ Xg‘.d purpaa: described in ctl!:unu (i) through (iv) of

aph ( ) during t fiscal year or the succeeding fiscal year.
AnygndlnotlouudorobﬁuudmubemidinwtheMryof
the United States.

“(3) Any payment made to an employee under this section shall be
in eddition to the regular pay of the employee and to any other
awards made to the employee, and shall not affect the entitlement
of the employee to any regular pay, annuity, or award to which he is
otherwise entitled or for which he is otherwise eligible or limit the
amount thereof. Any payment made to an inventor as such shall
continue after the inventor leaves the laborstory or agency. Pay-
ments made under this section shall not exceed $100,000 per year to
any one person, unless the President approves a larger award (with
the excess over $100,000 being treated as a Presidential award under
section 4504 of title 5, United States Code). °

“(4) A Federal agency receiving royalties or other income as a
result of invention management services performed for another
Federal Cgcncy or laboratory under section 207 of title 35, United
States e, shall retain such royalties or income to the extent
required to offset the payment of royalties to inventors under clause
(i) of paragraph (1XA), costs and expenses incurred under clause (i) of

ph (1XB), and the cost of foreign pntenﬁx:g and maintenance
or such invention performed at the request of the other agency or
laboratory. All royalties and other income remaining after payment
of the royalties, costs, and espenses described in the preceding
sentence shall be transferred to the agency for which the services
were performed, for distribution in accordance with clauses (i)
through (iv) of paragraph (1XB).

“(b) CxrTaIN AsSIGNMENTS.—If the invention involved was one
assigned to the Federal agen~y—

“(1) by a contractor, grantee, or participant in a cooperative
agreement with the agency, or
*(2) by an employee of agency who was not working in the
laboratory at the time the inveriton was made,
thcn:u:?unitthntminwlvdinluchmentmnh
considered to be a laboratory for purposss of this section.

‘“(c) Rzrox1e.—(1) In making their annual budget submissions
Federul agencies shall submit, to appropriate authorization and
appropriation committess of both Houses of the Congress, sum-
maries of the amount of royuities or other income received and
expenditurs made (including inventor awards) under this ssction.

“2) The Com Uuﬁnmﬁnmnﬂnhdnu

enactment of this section, "y :
e the j of the House of Represen
report W0 appropriats comrnitises ouse ta-
tives and the Senats, in a timely manner, his findings, conclusions,
and recommendations for improvements in such programa.”.
SBC. 4. EMPLOYRER ACTIVITIRA.

The Stevenson-Wydler Techaology Innovation Act of 1980 (as

-nnulnthpudn‘ wsions of this Act) is further amended
by inserting after section 14 the following new sectica:
=S3C. 15 EMPLOYES ACTIVITIER

"(n)lxcm-lllrdsnlmwhidlh-thrﬁ
ownership to an invention under this Act doss not intend to

;
E
|

of
for

SEC. 8. EMPLOYER ACTIVITIRA.

The Stevenson-Wydler Techaology Innovation Act of 1980 (as
mﬂhmm‘rﬁouqlMM)iww
by inserting after section 14 the following new secticn:
=S3C. 15 EMPLOYTES ACTIVITIER

“a) In GovuzaL—If a Federal agency which has the of
wmhiptnnhmﬁun&rth'nhﬁdn-uwh’ﬁh
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a patent application or otherwise to promote commercialization of
such invention, the nfency shall allow the inventor, if the inventor
is a Government emp ot former employee who made the inven-
tion during the course of employment with the Government, to
retain title to the invention (subject to reservation by the Govern-
ment of a nonexclusive, nontransferrable, irrevocable, paid-up
license to practice the invention or have the invention practiced
throughout the world by or on behalf of the Government). In
addition, the agency may condition the inventor's right to title cn
the timely filing of a patent application in cases when the Govern-
ment determines that it has or may have a need to practice the
invention.

“(d) Du'mmon —For purposes of this section, Federal emplgzea

include * Government employees’ asdefined in section
title 18, United States Code.

“(c) RevationsHrr 10 OtnEr Laws.—Nothing in this section is
intended to limit or diminish existing authorities of any agency.”

SEC. 9. MISCELLANEOUS AND CONFORMING AMENDMENTS.

(s) RzrzaL or NaTiONAL INDUSPTRIAL TRCHNOLOGY BoARD. —Section
10 of the Stevenson- rd.lu Technology Innovation Act of 1980 (15
U.S.C. 3709) is repeal

(b) CanGEs IN TERMINOLOGY OR ADMINISTRATIVE STRUCTURER. —(1)
Section 32) of the Stevenson-Wydler Technology Innovation Act of
1980 is amended by nni'ﬁ out “centers for industrial uchnolag"
and inserting in lieu the ‘“cooperative research centers’’.

2) S(e:u%:; 4 of such Act is x;g:endod—‘-r ogy” & {5

) by striking out “Industrial echno in
.I:: mnertm. in lisu thereof “Productivity, T cmog? and
ovation’’;
(B) by striking out “‘ ‘Director’ means the Director of the

Office of I.ndultrul Technol in paragraph (3) and mnrtmg
in lieu thereof “ ‘Assistant gmry g A-:m.nt

for Productivity, Techno lﬂd Innovation’’;
(O) by striking out ‘‘Canters or lndultnnl T-chnolag' in
mh ((}) nnd inserting in lisu thereof ‘“‘Cooperative

(D) by out paragraph (6), and nd-uuhn’
(8 6
e e o o O ey

in lieu thereof lc-nd.or
odn”udbym and funded”.

(3) Section 5(a) of such Act is amen by:nhn( out “Industrial
Technology” and inserting i lisu thereof ‘‘Productivity, Tech-
nology. and Innovation”.

« 5(d) of such Act is amended by striking out “Dmscros”
and inserting in lisu thereof “Assmsrany ARY", and by strik-
m’xeu ".mmdmomu"m.nmuonmm
and

dnrlnl " Asgstant Secretary for Productivity, '!‘ldmolqy

(5)%:&)0‘%%&“ B -
striking ou Director” -chpha ppears
inserting in lisu thereof “the Assistant Secretary’’; .
n?:l wmmmmm-mm
y, and
(Obymwydbr (6) the
K paragraph following

“lu-lun'unu--ov— L susv s

mﬁ' out “a Director of ”nddlt.hntfcnmnd
eu thcr:;fn‘:n Assistant Secretary for Productivity, Tm

(5) (A)gmaﬁ‘t: Dtmrqehphalt ppears and
lieu thereof “the Assistant Secretary’’; *
.321 mwmmm-mm
, respectively, and
(Obymwynﬁummmm
parmgraph:

g =
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“(7)|encourage and amsist the creation of centers and other
joint |initiatives by State of local governments, regional
organizations, private businesses, institutions of higher
education, nonprofit organizations, or Federal laboratories to
encourage technology transfer, to stimulate innovation, and to.
promote an appropriate climate for investment in tachnology-
nln(?)d indu.ltnel:d " h .

‘*(8) propose and encourage cooperative research involving
appropriate Federal entities, State or local governments, re-
[ organizations, colleges or universities, nonprofit
organizations, or private industry to promote the common use of
moum tamm‘pruv&"tlrunm(lpmm lnddc‘:rn'cuh. to
stimu in in high technology cageers, an encourage
the effective dissemination of technology skills within the wider
community;”. .

(6) The heading of section 6 of such Act is amended to read as
follows:

“SEC. ¢. COOPERATIVE RESEARCH CENTERS."

(7) Section 6(a) of such Act is amended by striking out “‘Centers for
Industrial Technology” and inserting in lieu thereof “‘Cooperative
Research Centers’.

(3) Secul_;:g 6(bX1) of such Act is amended by striking out ‘basic
and applied”.

9 ion 6(e) of such Act is amended to read as follows:

“(e) ResgaRCH AND DxvioruMENT UrtLIZATION.—[n the promotion
of technology from research and development efforts by Centers
under this section, chapter 18 of title 35, United States , ahall
apply to the extent not inconsistent with this section.”.

(1 ;sﬁu%nanon}uhm% .d'h:‘ ud by

($91 e heading of section suzh Act i3 amecds siriking
out ‘‘CENTERS FOR INDUSTRIAL TECHNOLOGY' and inserting in lieu
thereof “'COOPERATIVE RESEARCH CENTERS'.

(12) Section 8(a) of such Act is amended by striking out “Centers
for Industrial Technology” and inserting in lieu thereof “Coopers-
tive Ressarch Centers’'.

(13) Section 19 of such Act (as redesignated by section 2 of this
Act) is amended by striking out “pursuant to this Act” and inserting
in liew thereof “pursuant o the provisions of this Act (other than
sections 12, 13, and 14)". b

(¢) Roratep ConvorMING AMENDMENT.—Section 210 of title 35,
United States Code, is amended by adding at the end thereof the
following new luhucti:?:m w - e

“(e) provisions Stevenson-Wydler Techno Innove-
At of 1908, ehall take precedence over the provistons of this shapter

; (] nce over the provisions pter
to the extent that they permit or require a disposition of rights in
subject inventions which is inconsistent with this i
(d) ApormonaL Dernvrmions.—Section 4 of such Act (s amended
subsection (bX2) of this ssction) is further amended by adding at
end thereof the following new paragraphs:

*(8) 'Federal means n&:nmtiw agency as defined
in section 106 of title 5, United States Code, and the military
departments as defined in section 102 of such title.

‘(9) ‘Invention’ means any invention or di which is or
may be patentable or otherwise protected under title 85, United
Sut-&n.ornywdmdﬂntvhﬁicmh

o the extent that they permit or require  disposition of rights in
subject inventions :l?hi'c’h is inconsistent with this chapter.”.
(

de ents as defined in section 102 of such title.

‘(9) ‘Invention’ means any inveation or di which is or
may be patentable or otherwise protacted under title 85, United
Sut-&n.w,uyw'mdﬂnntvhﬂicmh
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ggtlacublc under the Plant Variety Protection Act (7 US.C.
et

“(10) * .ﬂnde when used in conjunction with any invention

means the conception or first actual reduction to practice of
such invention.

“(11) ‘Small business firm' means a small business concern as
defined in section 2 of Public Law 85-536 (16 US.C. 632) and
implementing regulations of the Administrator of the Small
Business Administration. -

“(12) ‘Training technology’ means computer software and
related materials which are developed by a Federal agency to
train emgloyeel of such agency, including but not limited to
software for computerbn: instructional systems and for inter-
active video disc systems

(¢) RepesicNaTION OF Sacrions To Rzyiscr Cuances Mao Y
Preceoing Provisions.—(1) Such Act (as- amended by the
grommm of this Act) is further amended by redesignating sections

h 19 as sections 10 through 18, respectively.

(2XA) ion 5(d) of such Act is unendnd uuemn‘ “(as then in
effect)” after “sections 5, 6, 8, 11, 12, and 13 of this Act”.

(B) Section &n)ofmchActhWbymoutthohn
sentence.

(C) Section %(d) of such Act is amended byltnhn.gm “or 13" and
inserting in lieu thereof “10, 14, or 16".

(3) Section 13(aX1) of such Act (a8 redesigna p:n{?ph (1) of
this subsection) is amended K out "
inserting in lisu t.h.nul

matter prwedmg subparagrap
“‘section 11”.

4) Secuon 18 of such Act (as redesigna pn{nph (1) of this
subsection) is amended hy striking out “llchonl 12,18, and 14" and
inserting in lieu thereof ‘“‘sactions 11, 12 and 13".

(H Crarmcarion or FINDNGs AND Punrosss.—(1) The second
sentence of section 2(10) of such Act (15 US.C. 8701(10)) is amended
by inserting “, wlnch include inventions, computer software, and
training ologies.” immedistel g after “develo ts”.

(2) Section ¥(3) of such Act (15 US.C. 370& )) is amended by

no “. mcludmg .;‘n;enuou. un!tnn. training tech-

of the of




Note 1

1. State action

A state may resirict operation of indefinite price
escalation clsuses in gas purchase agreements if it
chooses to do so notwitk ding a finding that
such a clause was not conirary to federal public
policy under thin chapter. Superior Oil Ca. v.
Western Slope Gas Cn, D.C.Colo.1982, 549
F Supp. 463, aflirmed 758 F.2d 500.

Natural Gas Policy Act of 1978 does not em-
power Public Utility Commission to mandate use
of surcharge 10 fund residential conservation pro-
grams; funds crested from surchacge are to be
used to reduce rates of eligible customers. Pro-
cess Gas Consumers Group v. Pennaylvania Pub-
lic Utility Com’n, Pa |986, $11 A.2d 1315,

Regulation of intrasiate prices for natural gas
by legisiatively created Public Service Commis-
sion. rather than by legislature itsell, was regula-
tion by the “siate” for purposes of section of the
Natural Gas Policy Act authorizing state reguls-
tion for first sale of natural gas produced in that
state. Pennzodl Co. v. Public Service Com'n,
W.Vs.1983, 327 S.E.24 444, certiorari denied 106
S.Ct 74

Federal jurisdiction and regulation, both ex-
pressed and implicit, did not govern wellhesd
sales of deregulsted natural gas, 30 s (o supersede
State Oil and Gas Board rule requiring pipeline

companies to ratably take gas from wells produc-

ing from a common pool, where comparison of

such rule with federal law revesled no point of
actusl conflict, and where there was nothing in
federsl law as modified by thie chapter which left
in place a scheme of federal regulations so perva-
sive as to make reasonable an inference that Con-
gress leN no room for the states 10 supplement it.
Transcontinental Gas Pipeline Corp. v. State Oil
and Gas Bd. of Mississippl, Mise. 1984, 457 S0.24
1298, probable jurisdiction noted 103 S.Ct. 1840,
85 L.Ed.2d 140.

2. Indisn reservation

New Menico Natura) Oas Pricing Act NMSA
1978, § 62-7-1 et seq., was applicable to gas
produced on Indian reservation snd sold to non-
Indians on the reservation. Jicarilla Apache
Tribe v. Supron Energy Corp., C.A.N.M.I984,
728 F.24 1355, on rehearing 782 F.2d 433, mod-
ifled 793 P.2d 1171.

3. State public policy

Favored nations provision In long-term contract
for purchase of intrastale gas was mot contrary o
public policy of Colorsdo. Superior Oil Co. v.
Western Slopt Gas Co., C.A.10 (Colo.) 1983, 758
F.2d 500.

CHAPTER 62—CONDOMINIUM AND COOPERATIVE CONVERSION
PROTECTION AND ABUSE RELIEF

§ 3601.

Notes of Declolons

Application of chapter 1 ’
Cosstruction ‘A

%. Conastruction

Cooperative conversion plan and smendment
adequately described existence and relevant provi-
sons of Federal Condominium and Cooperati
Abuse Reliel Act and gave tensnta additionsl 30
duys within which 10 exercise exclusive rights to
purchase snd, thus, satisfied informationsl pur-
pose of sistute [McKiuney's General Business
law § 352-¢, subd. I(b)] which requires coopera-
tive conversion plans to disclose material informa-
tion to purchasers. 2 Fifth Ave. Tenants As'n v.
May-Carlton Associates, 1986, 500 N.Y.$.2d 664,
119 A.D.2d 436.

Congressional findings and purpose

Condominium and Cooperative Abuse Relief

" Act [Housing and Commusity Development Act

of 1980, § 602 et seq., 8s amended, 15 US.CA.
§ 3601 et seq.). is remedial statute, which should
be interpreted broadly to give it effectivences. 133
East 86th Street Corp. v. Park East Apertments,
Inc., 1986, 499 N.Y.8.2d 8§33, 131 Misc.2d 242.

1. Application of chapter

Condominium and Cooperstive Abuse Relief
Act [13 US.C.A. § 3601 et 0eq.] was applicadle to
conversion of spertment building (rom rental to
cooperative status, even though conversion did not
involve eviction and no aged or disabled tenants
were deprived of shelter. West 14th Street Com-
mercial Corp. v. 35 West 14th Strest Owners
Corp., .D.N.Y.1986, 625 F.Supp. 934.

§ 3605. Noti‘e of conversion and opportunity to purchase; reiponllblllty of

State and local governments

Notes of Declsions

1. Disclosure
Conperative ¢ 1version plan snd emendment
adequately disclosed existence of Federal Condo-
inium and C ive Relief Act of 1980 and
its provisions and gave tenants sdditional 30 days
within which to exercise exclusive rights to pur-

chase and, thua, sstisfled informational purpose of
satuie [McKinney’s General Business Law
§ 352-<, subd. 1(b)] which requires cooperstive
conversion plans 10 disclose material information
to purchesers. Phosniz Tenants Ase’nm v. 6465
Realty Co., 1986, 300 N.Y.8.2d €57, 119 A.D.24
427.

§ 3607. Termination of seif-dealing contracts

Notes of Decilsions
Coastitutionslity %
Contracts within section 1
Injunction 3

‘A Constitutionality

Termination provisions of Condominium and
Cooperative Abuse Relief Act [Housing and Com-
munity Development Act of 1980, §§ 602, 608,
608(b, c). s amended, IS US.CA. §§ 3601,
3607, 3607(b, c)), providing that supermajority of
tenants may terminate long-term lesse between
sponsor and cooperative corporation obtained by
self-desling, was reasonably relsted to legitimate
congressional goal, 80 thet sponsor, who chal-

lenged constitytionality of act in suit for injunctive

relief, failed to establish likellhood of success on
merits. 233 Eagt 86th Street Corp. v. Park East
Apartments, Ing., 1986, 499 N.Y.S.2d 833, 131
Misc.2d 242.

1. Contracts within section

Contracts between cooperstive association
which owned apartment building and three corpo-
rations creatpd by original owner and developer of
building for purpose of effectuating conversion of

building from rental 10 cooperative siatus were
not “self-desling contracts” within meaning of
section of Condominium and Cooperative Abuse
Relief Act; contracts were not in any realistic
sense between developer and cooperative aseods-
tion as such or its unit owners; moreover, even
sssuming contracis were deemed (0 be “Detween™
developer and cooperative associstion, developer
never held 8 “majority of the voles™ in association
or exercised “special developer control” es re-
quired for applicability of statute. West 14th
Street Commercial Corp. v. 3 West I4h Street
Owners Corp., $.D.N.Y.1986, 623 F.Supp. 9)4.

3. Injunctien

" Sponsor failed to demonstrate favorable belance
of equities, for purposes of its suit o enjoin
temants from terminsting lease under Condomin-
ium and Cooperative Abuse Relief Act [Housing
and Community Development Act of 1990, § 602
¢t 5eq., as amended, 15 U.S.C.A. § 3601 ef seq ).
where sponsor had previously obusined lesse of up
10 93 years for unusually low rental figure from
cooperative corporation it controlled. 233 East
86th Street Corp. v. Park Esst Apartments, Inc.,
1986, 499 N.Y.S.2d 833, 131 Miac.2d 242.

§ 3608. Judicial determinations respecting unconscionable leases

Netes of Decisions

1. Due process

This chapler does not deprive party o a condo-
minium recreational facilitics lease of contractual
rights without due process of law, even when
applied to provide judicial review of leases entered
into before this chapter was passed, as the reme-

dies of this chapter are directed solely to uncon-
scionable lease provisions, so that there is no
interference with any valid contract rights. and
this chapter provides ample opportunity to show
that lease is not unconscionable. Bey Colony
Condominium Owners Ams'a v. Origer. D.C.IN
1984, S8< F.Supp. 0.

CHAPTER 63—TECHNOLOGY INNOVATION

3704. Commerce and technological innovation.
(2) In general.
(b) Assistant Secretary.
{(c), (d) [See main volume for text].
3708. Cooperstive Research Centers.
(a) Establishment.
() Activities.
(c). (d) {See main volume for text).
(¢) Research and development utilization.
(N Repealed.
3707. National Science Foundation Cooperative
Resesrch Centers.
3710. Utilization of Federal technology.

(e) 10 (c) [See main volume for text.}
(d) Dissemination of technical informa-

tion.

(¢) Bstablishment of Federal Laboratory
Consortium for Technology Teaus,
fer

(D . Agency repuriing.

(g) Functionn of Secretary.

Sec.
3710a. Cooperative research and development
agreements.
(a) QGeneral authority.
(b) Enumerated suthority.
(c) Cpatract considerations.
(d) Definitions.
(¢) Determination of laboratory missions.
() Relationship to other laws.

37100. .Rewards for scientific, engineering, and
technical personne! of Federal agencies.
3710c. Distribution of royalties received by Fed-
’ eval agencies.
(a) In general.
(b) Certain assignments.
(¢c) Reports.
3710d. Employee sctivities.
(9) In general.
(b) Definition.
{c) Relationship to other lawy.

s

ding from rental 10 cooperative siatus were
“self-dealing contracts” within meaning of
ion of Condominium and Cooperative Abuse
ef Act; oconiracts were not in any realistic
€ between developer and cooperative aseods-
as such or its unit owners; moreover, even
iming contracte were deemed (0 be “between™
tloper and cooperative associstion, developer
it held 8 “majority of the voles™ in association
exercised “special developer coatrol” as re-
ed for applicability of statute. West 14th
et Commercial Corp. v. 3 West 14th Street
ners Corp., 8.D.N.Y.1986, 623 F.Supp. 934.

Injusctiea

ponsor failed 10 demonstrate favorable balance
squities, for purposes of lts suit 10 enjoin
ints from terminating lease under Condomin-
and Cooperative Abuse Relief Act [Housing
Community Development Act of 1980, § 602
£q., as amended, 15 U.S.C.A. § 3601 e seq ).
re sponsor had previously obisined lesse of up
'S years for unusually low rental figure from
perative corporstion it controiled. 233 East
1 Street Corp. v. Park Easst Apartroenta, Inc.,
5, 499 N.Y.S.2d 853, 131 Miac.2d 242.

inconscionable leases

of this chapter are directed solely to uncon-
nable lease provisions, eo that there is no
ference with any valid contract rights, and
chapter provides ample opportunity to show
lease is not unconscionable. Bey Colony
dominium Owners Am’n v. Origer, D.C.INL
I, S8« F.Supp. 30.

)JGY INNOVATION

Ju. Cooperative research and development
agreements.
(a) QGeneral authority.
(b) Enumerated suthority.
(c) Cpatract considerations.
(d) Definitions.
(¢) Determination of laboratory missions.
() Relationship to other laws.

. .Rewards for scientific, engineering, and
technical personne! of Federal agenacies.

Oc. Distribution of royalties received by Fed-
’ eval agencies.

(a) In general.

(b) Certain assignments.

(¢c) Reports.
Dd. Employee activities.

(8) In general.

(b) Definition.

{c) Relationship to other lawy.




