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OFACE OFMANAGEMENT AND
BUDGET

Office of Federal Procurement Policy

CIrcular No. A-124, Patents-Small
FIrmsand~fttOrganizations

AGENCY: Office of Federal Procurement
Policy. OMB.
ACTION: Notice.

MIIIIIARY: This Circular, issued
pursuant to the authority contained in
Pub. L. 96-517, lets forth policies.
procedures and a standard cla~ for
executive branch agency use with
regard to inventions made by small
business fi.rtu and non-profit
organizations and universities under
funding agreements (contracts, ~ants
and cooperative agreements) witb
Federal agencies where a purpose is to
perform experimental, developmental
and research work. This supersedes
OMB Bulletin No. 81-22 and reflects
public comments received on OMB
Bulletin No. 11-22 (48 FR M7'78. July 2­
1981).
EF'FEC11W DAn: March 1. 1982.
FOR fJURTHER N'ORIIATION CONTACT:
Mr. Fred H. Dietrich. Associate
Administrator, Officeof Federal
Procurement Policy. 726 Jackson Place,
NW., Washington. D.C. 20503, (202) 395-
6810. _ _

IUPPUMENTAIlY INI"ORIIATION: This
Circular il a revision of OMB Bulletin
No. 81-22 which was isaued on July 1,
1981. accompanied by a l'eQ\lut for
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Bulletin No. 11-22 (48 FR M7'78. July 2­
1981).
EF'FEC11W DAn: March 1. 1982.
FOR fJURTHER ...ORMATION CONTACT:
Mr. Fred H. Dietrich. Associate
Administrator, Officeof Federal
Procurement Policy. 726 Jackson Place,
NW., Washington. D.C. 2D503, (202) 395-
6810. _ _

IUPPUMENTAllY INI"ORIIATION: This
Circular il a revision of OMB Bulletin
No. 81-22 which was isaued on July 1,
1981. accompanied by a l'eQ\lut for

comments from the public and Federal
agencies. Approximately 138 comments
were received from individuals,
universities, nonprofit organizations,
industrial concerns, and Federal '
agencies.

Copies of all the comments are
available on record at OFPP. A
compilation of summaries of the
comments organized by Bulletin section
along with a rationale for their
disposition can be obtained by writing
to: Fred Dietrich, address as above.

The Bulletin has been reformated for
easier reading and simplified reference
to its provisions. For example; the
standard clause has been moved from
the body of the Circular to Attachment
A. Instructions and policies on the use of
the standard clause have been
consolidated in Part 7. Instructions for
modification or tailoring of the clause
have been consolidated in Part 8. Other
general policies relating to the clauae or
the Act have been treated in separate
parts. Some of the more lignificant
changel that were made u a relult of
the comments are dilcusled below.

.Explanations are also given al to why
certain comments were not adopted.

L Commeatshlalina to PaIIq ad
aa,. Sec:tioN

A. Subcontracts

A number of comments indicated that
more clarification on the application of
the Circular to lu~tracta wal
needed. Revilio~were made in Part 5
and Part 7c. to ~ddres. ~ concern.
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L CommelltsllelatiDs to PaIIq ad
aa,. Sec:tioN

A. Subcontracts

A number of comments indicated that
more clarification on the application of
the Circular to lu~tracta wal
needed. Revilio~were made in Part 5
and Part 7c. to ~ddresl ~ concern.

B. Limitation to Funding Agreements
Performed in the United Stotes

'. There were also a large number of
comments questioning the limitation of
the Bulletin to funding agreements

_. performed in the United States:~e
Circular has been revised to eliminate
any distinctions based on where the
funding agreement is performed.
However. the definition of "nonprofit
organization" at 35 U.S.C. 201 has been
interpreted to cover only domestic, .
nonprofit organizations. The defim~on

of "small business" in SBA regulations
which are referenced in the Act
exclude. foreign business. A strong
argument can be made that the Congress
did Rot include foreign nonprofits. For
example, that part of the statut~ry

definition referencing organizations
, ."qualified under a S!f1tenonp.ro~t .

organization statute clearly IS limited
to U.S. organizations. Similarly, that part
of the definition referencing Section 501
of the Tax Code manifest an intention to
cover US. based organizations. slnce
foreign corporations are not subject to
u.s. tax except if they are doing
buaineu in the United States.

e. InventiCN16 Made Prior to July 1. 1981

Part 5 of the Circular was revised, as
auggelted by commentors. to encourage
agencies to treat inventions made under
funding agreements predating the Act in
• manner similar to inventions under fbI'
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• manner similar to inventions under fbI'

~.



Federal ReptM /Vol 47, No. S4 I Friday, February 19, taI.2 I Noticea ' 1557 ··

Act. if such actioa ia conaistent with
law.

D. Collaborotiv~ Ra«rrch and "de
minimus' Rt!Jcommt!lldations

There were ..veraJcommentl that
.ome "de minimUl"1ItaDdard be
eatabUlbed to define a threshold .
costribution of sovemment funding to
tile INWDB of a jointly funded invention
below which the Circular regulations
should not apply. These
recommendations were rejected as
being. inconsistent with the Act which
does not define subject invention in
terms of the si%e of the government
financial contribution in making the
invention.

These comments appear to be based
on a concern that the Circular does not
provide adequate guidance on the
obligations of a recipient of government
research funds when such research Is
closely related to other research
sponsored by an induatriaJ concern.
Since one of the primary purposes of
Pub. L. 96-511 is to foster cooperative .,'
research atT1lfl8emenbl among
government, universities and industry in
order to more effectively utilize the
productive resources of the nation in the
creation and commercialization of new
technology, it is important to remove
any doubt as to the propriety of such
cooperative arrangements and the
proper application of the Circular to
them.

Traditionally there have been no .
conditions imposed on research
performers by the government which
would preclude them from accepting
research funding from other sources to
expand. to aid in completing or to
conduct separate investigations closely
related to research activities sponsored
by the government. Such complex
funding arrangements are a necessity
given the limited financial resources of
individual sponsors, the unpredictable

• nature and continual expansion of
research. the aharing of expensive
resources, and the dynamic interactions
among scientists at research Institutions,
properappl{catfoii-ottne'C'm:1flar17t-1.
them.

Traditionally there have been no .
conditions imposed on research
performers by the government which
would preclude them from accepting
research funding from other sources to
expand. to aid in completing or to
conduct separate investigations closely
related to research activities sponsored
by the government. Such complex
funding arrangements are a necessity
given the limited financial resources of
individual sponsors, the unpredictable

• nature and continual expansion of
research. the sharing of expensive
resources, and the dynamic interactions
among scientists at research Institutions,

Notwithstanding the right of research
organizations to accept supplemental
funding from other sources for the
purpose of expediting or more
commehenaiveb accompl~hingthe

the planned and committed activities of
• government funded project ad does
not diminish or di.tract from the
performance of such activities.
inventions made ill performance of the

. non-govemment apc:JD8Oftlli pnJject
would not be aubject to the conditions of
,the Act An example ()f I1ICb related but
separate projecb would be•
government aponaored project having
research objectives to expend scientific
understandina in field with a closely
ntl.ted industry IpODaOJ"ed project
haviDB aa its objectives the application
of such Dew koowled8e to develop
usable Dew technology. The time
relationship in conducting the two
project. and the use of new fundamental
knowledge from one in theperfonnance
of the other are not important
determinants since mooinventiona reat
on a knowledge base built up by
numerous independent research efforts
extending over many years. Should auch
an invention be claimed by the
performing organization to be the
product of non-govemment sponsored
research and be challen,ed by the
sponsoring agency a. being reportable
to the government as a "subject
invention", the challenge ia appealable
as described in Part 14.c.

An. invention which ia made outside of
the research activities of a government
funded project but which in ita making
otherwise benefits from such project
without adding to it. cost, ia Dot viewed
as a "subject invention" since it cam10t
be shown to have been "conceived or
first actually reduced to practice" in
performance of the project AD. obvious
example of this is a situation where an
instrument purchased with government
funds is later used. without interference
with or cost to the govermnent funded
project, in making an invention all
expenses of which involve only non­
government funds.

E. Reports to the General Accounting
Office

In responae to the comment of one
agency. Part 7.b.(2) was amended to
otlie~ie 6eDent:.h 1ro'iniUcn:f;t'd}e't:\..l"
without adding to it. cost, ia not viewed
as a "subject invention" since it cam10t
be shown to have been "conceived or
first actually reduced to practice" in
performance of the project AD. ebvious
example of this is a situation where an
instrument purchased with government
funds is later used. without interference
with or cost to the govermnent funded
pro ject, in making an invention all
expenses of which involve only non­
government funds.

E. Reports to the General Accounting
Office

In responae to the comment of one
agency. Part 7.b.(2) was amended to
avoid the necessity of agencies that do
not enter into research grants or
contracts with nonprofit organizations
or small businessea from having to make
repartB to the Comptroller General.

agreements be identified when the
optional language is used. However. in
view of the broad wording of the statute.
.,enclee may aooti.oue to &I.e the .
optional Jansuate for "future" treaties at
their discretion. However, specific
languqe haa been added to encourage
agencies to drop the reference to future
treaties uJeaa Ihowa to be in the
national interest.

One agency .lso expressed the
concern that the language in the Bulletin
was too limited and implied only a right
to sublicense. whereas some
International agreements call for more
extensive rights. Section B.d. bas been
revised to make clear that more than the
right to sublicense can be taken.

G. Publication or Release ofInvention
Disclosure6

Some agencies expressed the concern
that the language in Part S.b .(4) of the
Bulletin required agencies to delay
publication for excessive periods.
Careful review of the language of Part
S.b.(4) indicated that it needed to be
restructured to more clearly distinguish
between situationa where the
publication of technical reports was
involved and situations where the
release or publication of invention
disclosures provided aa required under
the standard clause was involved. Part 9
has been revised to distinguish between
the two. and to clarify the policies in the
two situations.

H. Reporting on Utilization of Subject
Inventions

In response to the comments of one
888ncy and to minimize the burden on
contractors. Part 10 provides that
agencies shall not implement their rights
to obtain utilization reports under the
.t·andal'd clause until a Government­
wide reporting format is established.
This win be one of the fll'Bt tssks of the
Department of Commerce as lead
agency.

Also adopted was the
recommendation of one commentor that

DBB oeen I"'eVUtI:U W 4.U.U1qsu.JDU ...,.;;.........IW"
the two. and to clarify the policies in the
two situations.

H. Reporting on Utilization of Subject
Inventions

In response to the comments of one
888ncy and to minimize the burden on
contractors. Part 10 provides that
agencies shall not implement their rights
to obtain utilization reports under the
.tandal'd clause until a Government­
wide reporting format is established.
This win be one of the first tssks of the
Department of Commerce as lead
agency.

Also adopted waa the
recommendation of one commentor that
utilization reports be afforded maximum
protection from disclosure as authorized
by Pub. L 96-517. Accordingly. language
was revised to provide that such reportsu .' _ U _ _ .... '-- _ ~ .! _ -, ...J ... _..l __ ~TA 6_
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have been made as a result of the
comments.

Several agencies felt the procedures
were too formal and cumbersome. Some
universities were also concerned that
there did not appear to be a way for an
agency to reject a march-in without
going into a full-blown procedure. To
address these concerns Part 13.b. was
added to provide for an informal and
rapid agency decision making process as
to whether or not to begin a more formal
proceeding. Part 13.h. was also added to
make clear that an agency could
discontinue a proceeding at any time it
is satisfied that march-in is not .
warranted. This emphasizes that march­
in is strictly a matter for agency
discretion. Even though an agency may
begin march-in because of the
complaints of a third-party, that third
party does not have standing and cannot
insist on either the initiation or
continuation of a march-in proceeding.

A number of universities asked that
time limits be placed on the duration of
a march-in proceeding. It is not believed
to be practical to place an overall time
limit on a march-in proceeding,
particularly since delays in fact-finding
might be the result of contractor
requests for delays. However. Part 13.b.
includes a 'procedure for informal
agency decision-making. as noted
above. with specified time restraints. In
addition. Part 13.g. places a 90 day time
limit on the issuance of a determination
after fact-finding is completed.

Several universities also
recommended that march-in .
determinations be appealable to the
lead agenCy. However, this
recommendation was not adopted. It is .
believed the procedures established will
ensure that march-ins are only exercised
after careful consideration. Contractors
may also appeal any arbitrary decisions
or those -not conducted in accordance
with proper procedures to the courts.

Part 13.j. was added to clarify the
relationship of the procedures of the
Contract Disputes Act to the march-in
procedures of Part 13 c.-g. to the extent
a determination to march-in is
considered a contract dispute.

Several universities also
recommended that march-in proceedings
be closed to the public where
confidential Information might be
disclosed. Language has been included
in Part 13.e. to require this. The
information on utilization obtained as
part of a march-in is consij ered within
the scope of the utilization Information
which agencies are required to obtain
the right to under 35 U.S.C. 202(c)(5), and
the same statutory exclusion from
disclosure is applicable to it. It can alao
be expected that the same information

--- -- --- ~ --
be closed to the public where
confidential Information might be
disclosed. Language has been included
in Part 13.e. to require this. The
information on utilization obtained aa
part of a march-in is consij sred within
the scope of the utilization Information
which agencies are required to obtain
the right to under 35 U.S.C. 202(c)(5), and
the same statutory exclusion from
dieoloeure is applicable to it. It can alao
be expected that the same information

would be trade-secret information
exempt from public disclosure.

J.Appeais
As a result of a number of comments,

it was determined that the appeals
provisions of Part 5.g. of the Bulletin did
not address the full scope of appealable
decisions and that particularly in
forfeiture cases more detailed
procedures should be followed. Part 14
has been revised accordingly. However,
other recommendations to allow appeal
to the lead agency were not adopted
since a number of agencies were
concerned that this would interfere with
their prerogratives.

Since it is anticipated that in contract
situations a number of these actions
would be subject to the Contract
Disputes Act, language was added to
Part 14 to expressly acknowledge that
procedures under that Act would fully
comply with the requirements
established in Part 14.

K. Multiple Sources ofAgency Support
One university suggested that there

was a need for additional guidance in
caees when a subject inventioll can be
attributed to mo~ than one agency
funding agreement. To address this
concern Part 16c. was added to require
agencies to select one agency to
administer a given subject invention
when there have been multiple agencies
providing support. It is intended that .
only that agency could then exercise
march-in or take other actions under the
clause. It would be a matter between the
agencies as to how any actions of the
selected agency would be coordinated
with the others.

L Lead Agency
Bulletin 81-22 noted that the lead

agency concept was under discussion
and solicited comments on this matter.
The Department of Commerce has been
selected as the new lead agency based
on its prior experience and wide ranging
interest in technology transfer,
productivity. innovation and
Government patent policy. The lead
agency will, among other assignments,
review agency implementing
regulations: disseminate and collect
information: monitor administrative or
compliance measures; evaluate the Pub.
L. 96-517's implementation; and
recommend appropriate changes to
OMB/OFPP.

M. Optional Clause Language at Section
5b(1)(vi}of the Bulletin

The most commented upon lfSpect of
the Bulletin was the optional reporting
language authorized by Part 5.b.(1)(vi).
Approximately 70 comments were ·-

inIormatio~: monitor administrative or
compliance measures; evaluate the Pub.
L. 96-517's implementation: and
recommend appropriate changes to
OMB/OFPP.

M. Optional Clause Language at Section
5b(1)(vi}of the Bulletin

The most commented upon lfspect of
the Bulletin was the optional reporting
language authorized by Part 5.b.(1)(vi).
Approximately 70 co~ents were · '

.received from universities and nonprofit
organizations objecting to its use. The
premises underlying the rationale for the
optional language was brought in
question by a numberof cornmentors.
Many others made the point that the use
of the clause would undermine their
licensing efforts, result in nonreporting
of inventions by inventors. and would
generally be counterproductive. Byoway
of contrast no agency provided any
rationale for the need for these '
provisions.

In view ofthe comments and lack of
any established need for the optional
language, Part Sb(l)(vi) of the Bulletin
has been eliminated from the final . _ .
Circular. As will be discussed. below,
some changes have been made to
paragraph c. 'of the standard clause of
Attachment A of the Circular that relate
to the issues raised by the optional
language.

n. Comments on Standard Patent Rights
Clanae

A. Paragraph b.-License to State and
Local Governments

One agency suggested that the right to
license state and local govemments be
made part of the standard right!' of the
Government. This, however. has not
been done.since the granting of licenses
to state and local governments is not
consistent with Pub. L. 96-517. That
statute defines the Government's license
rights, and' any expansion of these
rights. would have to be justified under
the "exceptional circumstances"
language of 35 U.S.c. 202 on a case-by­
case basis. It is not anticipated that the
taking of such rights would ordinarily be
consistent with the policy and
objectives of the Act since such licenses
have acted as a disincentive to general
commercialization. Thus, while
appearing to be useful to state and local
governments such licenses have actually
acted to their disadvantage to the extent
they have precluded private

.developmen t of inventions useful to
state and local governments.

B. Paragraph c.-Reporting, Election,
and Disclosure

There were a number of comments on
various aspects of paragraph c. As a
result some changes have been made. In
general, these changes were designed to
provide a reasonable accommodation to
the interests of several agencies in
obtaining early knowledge of inventions
and to D;linimize the possibility of
statutory bars being created in
situations where the agency might wish
to seek patents if the contractor does
not elect rights. Thus. the reporting

There were a number of comments on
various aspects of paragraph c. As a
result some changes have been made. In
general, these changes were designed to
provide a reasonable accommodation to
the interests of several agencies in
obtaining early knowledge of inventions
and to n;linimize the possibility of
statutory bars being created in
situations where the agency might wish
to seek patents if the contractor does
not elect rights. Thus, the reporting
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period was lcwered from six months to C. Paragraph k 3. Authority. This Circular is issued · .
two months after contractor personnel th thbecome aware of the invention. There were several comments on pursuant to . e au ority contained in 35

paragraph Ie Some C t t U.S.C.206 (Section 6 of Pub. L."""17. :
Paragraph (c)(1)also contains revised . ommen a ors were <:Ar"V1 apparently unware that these ''The Patent and Trademark
anguage to ensure that contractors keep restrictlons are required by Pub. L. 96- Amendments of 1980").
:e agency informed as to initiation of 517.One commentator incorrectly 4. Background After many years of

e one year statutory period within interpreted paragraph k, (2) as requiring public debate on means to enhance the
which a patient application must be .agency approval of exclusive licenses to utilization of the results of Government
rued in order to obtain a valid patent in· large firms, whereas the language only funded research, Pub. L. 96-517 was
the United States. The period in which requires approval of licenses to such enacted. This Act gives nonprofit
an agency may require an election of firms which would exceed the five and organizations and small businesses.
rights has also been increased from 45 eight year periods in the statute. with limited exceptions. a first right of
days prior to a u.s. statutory bar to 60 Probably the most significant refusal to title in inventions they have
days. However. the requirements that a comments in this area were related to made in performance of Government
contractor also me 45 days prior to the the use of the word "any" in paragraph grants and contracts. The Act takes
bar date has been eliminated. but k, (3).It was pointed out that the use of precedence over approximately 26
paragraph (c)(3)has been revised to the word "any" could be interpreted as conflicting statutory and administrative
require the contractor to file before the requiring sharing of gross royalties. policies.
U.S. ~ar date in all cases. It is believed whereas many universities have sharing Under the Act. the Office of Federal
that It would be rare for a contractor to formulas based on net royalties In . Procurement Policy (OFPP) is
elect and notflle wi~ this time. It is response to these comments.th~ word responsible for the issuance of the
also expected that an mterested agency ' ''any'' has been dropped since it is not in regulations implementing 35U.S.C. 202-
should be ~ble to discuss .with a . '\ the statutory language. The intent is that 204 after consultation with the Office of
contractor Its plans for filing, IT the 1'- nonprofit organizations share either on a Science and Technology Policy (OSTP).
c~ntractor has subsequently changed its , net or gross basil! in accordance with On July 2, 1981.OMB Bulletin 81-22 was
~md. the a~ency should be able to . : their usual policies. . issued to provide interim regulations
~Ither c~nvmce the co~tractor to rescind There were also a few corpmentsthat while agency and public comments were
Its election or to take title under some minimum sharing formula be sought. Based on a review of these
paragraph (d) o~ the grounds that th~ established. However. this suggestion comm~nts. this Circu!ar is issued to
con~act?r has. m effect. abandoned Its was rejected as being inconsistent with estabh~h permanent Implementing
application, Should any real problems in the legislative intent as manifest on p 33 regulations and a standard patent rights
this ~rea d~velop in the future. . of Senate Report 96-480. . clan.se.. . ' . .
consideration would be given to ' . . ' .."'-~,~" ··5. Policy anaScope. This Circular" .,"",c--' , .,

tightening up the clause provisions to Paragraph t-s-Communloations takes effect on March 1. 1982.and will ,
cover cases when a contractor elects but A new paragraph has been added at be applicable to all funding agreements
makes no progress towards the timely the end of the clause in which agencies with small business firms and domestic
preparation for filing. are instructed to designate a central nonprofit organizations executed on or

One commentor expressed the point of contact for administration of the after that date. This includes
concern that the clause requires a clause. This paragraph was added as a subcontracts at any tier made after
contractor to file foreign patents if it result of a number of comments March 1. 1982.with small business firms
elects rights. It should be clear that suggesting this in lieu of the provision in all;d nonpr~fit organizations even if the
while 1here is an implicit obligation to the bulletin that contact points be Pl7me funding agreement was made
file an initial patent application when an indentified throughout the clause pnor to Marc~ 1, 1982. Unless prohibited
election is made•.the language is not whenever notices or communicatiens to by l~w. ~gencI.es are encouraged to treat
intended to require the filing of foreign the agency were required. subject Inventions n:ade under funding
applications. Instead. it is intended to OMBCircular No. A-124 follows. agreements made prior to July 1. 1981. in
establish a cut-off point so that the Donald E.Sowle. substantially the same m.anner as
sponsoring agency can file foreign Administra tor. c~ntemplate? by ~b. L.96-517 and this
applications if the contractor decides . CIrcular for inventions made under
not to. Circular No. A-124 funding agreements entered into
consrcerauon WOUIQ oe given to , " _L • • ~ 4Mft subseque?t to July 1. 1981. This can be
tightening up the clause provisions to Paragraph l-Communications takes effect on March 1. 1982.and will ,
cover cases when a contractor elects but A new paragraph has been added at be applicable to all funding agreements
makes no progress towards the timely the end of the clause in which agencies with small business firms'and domestic
preparation for filing. are instructed to designate a central nonprofit organizations executed on or

One commentor expressed the point of contact for administration of the after that date. This includes
concern that the clause requires a clause. This paragraph was added as a subcontracts at ~ny tier made after
contractor to file foreign patents if it result of a number of comments March 1. 1982. Withsmall business firms
elects rights. It should be clear that suggesting this in lieu of the provision in and nonprofit organizations even if the
while 1here is an implicit obligation to the bulletin that contact points be p~me funding agreement was made
file an initial patent application when an indentified throughout the clause pnor to Marc~ 1. 1982.Unless prohibited
election is made •. the language is not whenever notices or communicatiens to by l~w. ~gencI.es are encouraged to treat
intended to require the filing of foreign the agency were required. subject Inventions n:ade under funding
applications. Instead. it is intended to OMBCircular No. A-124 follows. agreements made prior to July 1. 1981. in
establish a cut-off point so that the Donald E. Sowle. substantially the same m.anner as
sponsoring agency can file foreign Administra tor. c~ntemplate? by ~b. L. 96-517 and this
applications if the contractor decides . CIrcular for invent ions made under
not to. Circular No. A-124 funding agreements entered into

In short. the clause provisions have February 10.1962. subsequ~nt to July 1. 1981.This .can be
been written to ensure that agencies are To the Heads of Executive Departments acc.omphsh~d through the grantmg of
able to make U.S. filings in cases when and Establishments. warvers ?f tltl~ o~ terms and conditions
contractors have received reports from Subject: Patents-Small Business Firms substantially Similar to those set forth in
.L_,_,_..__, ,_ .:__ •__11_... ,,-,_ 1-.... Anti Nnnnrnfit Orolmizations. the standard clause of Attachment A.J\ , '-_.. IA 1-._ _ 1_ _• • _
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implementation of 35 U.S.C. 200-206 so .• . organization qualified under a state
as to foster the policy and objectives set -nonprofit organization statute.
forth in 35 U.S.C. 200. 7. Use of the Patent Rights (Small

6. Definitions. As used in this Business Firm or Nonprofit
Circular- Organization) (March 1982) Clause.

a. The term "funding agreemeut" a. Each funding agreement awarded to
means any contract, grant, or a.small business firm or domestic
cooperative agreement entered into nonprofit orgaDization which has as a
between any Federal agency, other tbaa purpose the performance of
the Tennessee valley Authority, and any experimental, development or research
contractor for the performance of work shall contain the "Patent Rights
experimental, developmental. or (Small Business F'U1Il or Nonprofit
research work funded in whole or in Organization) (March 1982)" clause set
part by the Federal Government Such forth in Attachment A with such •
term includes any assignment, modifications and tailoring as may be
substitution of parties. or subcOntract gf . authorized in Part 8, except that the
any type entered into for the · - fundingagreement may contain
performance of experimental, alternative provisions-
developmental, or research work under (1) When the fundins agreeIDeDt is for
a funding agreement, as herein defined. the operation of a Govemment-owned

b. The term "contractor" me8IJ8 any research or production facility; or
person, small business firm or nonprofit . (2) In exceptional circumstances ",heft
organization that is a party to a funding it is determined by the agency that
agreement. restriction or eHmi,nation of the right to

c. The term "invention" means any retain title to any subject invention wilt
Invention or ~overy which is or may better promote thepolicy and objectives
be patentable or otherwise protectable of Chapter 38 of Title 35 of tire United
under Title 35 of the United States Code. States Code; or

d. The term "subject invention" means (3) When it is determined by •
any invention of a contractor conceived Government authority which is
or first actually reduced to practice in authorized by ~te or executive order
the performance of work under a to conduct foreign intelligena or
funding agreement. . .. . :vcounterin telligence activities that1he

e. The term "practical application" restriction or elimination of the right to
means to manufacture in the case of a retain title to any subject invention is
composition or product, to practice in necessary to protect the security of such
the case of a process or method, or to activities. .
operate in the case of a machine or b. (1) Any determiDatiOll under Part
system; and, in each case, under such 7.8.(2) of this Circular will be in writing
cond itions as to establish that the and accompanied by a written
invention is being utilized and that fts statement of facta justifying the
benefits are, to the extent permitted by determination. The statement of fads
law or Government regulations, will contaiJlsuch information as the
available to the public on reasonable funding Federal agency deems relenDl
terms. and, at miniJDJJJD. will (i) identify the

f. The term "made" when used in small business firm or nonprofit
relation to any invention means the organizatian involved; (il) describe the
conception or first actual reduction to extent to which agency action restricted
practice of such invention. or eliminated the right to retain title to a

g. The term "small business firm" . subject invention. (iii) state the facts
means a small business concern as and rationale supporting the agenCy
defmed at section 2 of Pub. L. 85-536 (t5 action. (iv) provide supporting
U.S.C. 632) and implementing documentation for those facts and
regulations of the Administrator of the rationale, and (v) indicate the nature of
Small Business Administration. For the any objections to the agency action and
purpose of this Circular, the size provide any documentation in which
standards for small business concema those objections appear. A copy of the
involved in Government procurement each such determinatioJl and written
and subcontracting at 13 CFR 121.3-8 statement of facta will be 8eJIt to the
and 121.3-12. respectively, will be used. Comptroller Generalof the United

h. The term "nonprofit organization" States within 30 days after the award of
means universities and other i:a8titutieDa the applicable funding agreemeot.ln
of higher education or an organization of cases of determinati0R8 application to
the type described in section 501(c} (~ small buainen firma, copies will al&o be .
of the Internal Revenue Code of 1954 (28 sent to the Chief Counael for AdToc8cJ
U.S.C. 501(c)) and exempt from taxatioD of the Small Business Adminiatration.
under section 501(a) of the Internal . (2) To assist the Comptroller General
Revenue Code (26 U.S.c. 501(a})or any to accomplish his or her respousibWtiea
nonprofit scientific or educational under 35 U.S.C. 202, each Federal

agency tlIat euten iJlto aDy fundi.D8
agl'eemeatll with nooprofit oJ'8lllDi%a.t:i0D8
or small bustne.. firms during the .
applicable reportill8 period shall
accumalate IlDIi, at the request of the
Comptroller GeDerW, JWovide tlre .:
Comptroller Geoerid 8l" his or bet chdy
authorized ~eJUlti~·the to&al

.number of prime agreesieirts eBtered
into witll small baillieis finJa Ill' •

nonprofit organizatiaus that confaill tile
patent rigbta clause of Attachment Pi
during ed period of October 1 throush
September 30, beaismios October1.
1982-

c. (1) Aseocies ..MiviBed that P8ri
7.a. applies to subcontracts at aDy tier
under prime funding agreements witIl
contractors that are other thlll1 BJnlI1l
businese firms 01' IIOI)pl'Ofn
organizatioll8. Accordingly. asencies
should take appropriate actioa to eD8Q1e
that this requirement is reflected in the
patent claUiea of luch prime fw.DdiDs
agreements awaJded after Mareh 1.
1~

(2) In theeftIIt 8ft agency hae
outstanding prime funding agreemeuts
that do not contaill ,atent now-dowa
provisions consistent with either thiS
Circular or OMB BuDetiR 81.:..z2 (if it was

..applicable at the time the fundirig
agreement was awarded). the agency _
shall take appropriate action to ensure
that sman busiftese fimisor domestic ­
nonprofit organization subcontractors
under such prime funding agreements
that received their subcontracts after
July 1. 1981. will reeeiYe.rights ill their
subject ioventionI that are consistent
with Pub. L. 9&-017 and this Ciraalar.
Appropriate actions might include (i)
amendment of prime contracts andIor
subcontracts; (ti) requiring the inclusion
of the clause of Attachment A as a
condition of agency approval of a
subcontract; or (iii) the granting of title
to the subcontractor to identified subject
inventioDa on terms subitaDtially the
same as contained in the clause of
Attachment A ill the event the
subcontract comaina a "deferred
determination" or "acquisition by the
Govemment" type of patent ri8hta
clause.

d. To qualify far tbe cia....
AttachmeDt A. a prospective cmtraca
may be required by an agency to certify
that it iI either a llIlall busbrelll firm gr

a domestic: DCJIIIlI'Qfit orsanizaticm.. H..
agency has rea90ll to questioa tire I1ata
of the pru.pectiwe coutractor 88 a 8ID8H
busineu firm ar doIaatic • ....,.0&
organizatioa. it may file 8 prote8t in
accorda8ce with 13 CPIl121.s-6 if amall
buaineu firm stlltua .. queatioaed or
require the prospective contractor to

involved in Government procurement
and subcontracting at 13 CFR 121.3-8
and 121.3-12. respectively, will be used.

h. The term "nonprofitorganization"
means universities and other i:a8titutieDa
of higher education or an organization of
the type described in section 501(c} (~
of the Internal Revenue Code of 1954 (28
U.S.C. 501(c)) and exempt from taxatioD
under section 501(a) of the Internal
Revenue Code (26 U.S.c. 501(a})or any
nonprofit scientific or educational

each such determiD8tioJl and Written
statement of facta will be 8eJIt to the
Comptroller Generalof the United
States within 30 days after the award of
the applicable funding agreemeot.ln
cases of determinati0R8 application to
small buainen firma, copies will al&o be .
sent to the Chief Counael for AdToc8cJ
of the Small Business Adminiatration.

. (2) To assist the Comptroller General
to accomplish his or her respousibWtiea
under 35 U.S.C. 202, each Federal

d. To qualify far tbe cia.. fIIf
AttachmeDt A. a prospective cmtraca
may be required by an agency to certify
that it iI either a llIlall busbre8ll firm gr

a domestic: DCJIIIlI'Qfit orsanizaticm.. H..
agency has rea90ll to questioa tire I1ata
of the pru.pectiwe coutractor 88 a 8ID8H
busineu firm ar doIaatic • ....,.0&
organizatioa. it may file a prote8t in
accorda8ce with 13 CPIl121.s-6 if amall

. buaineu firm stlltua .. queatioaed or
. require the prospective contractor to
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which the contractor Is required to make
an election if the contractor has not

-made an election within that time.
Similarly, an agency may honor an
FOIA request at its discretion if it finds
that the same information has
previously been published by the
inventor, contractor, or otherwise. If the
agency plans to file itself when the
contractor has not elected title, it may,
of course, continue to avail itself of the
authority of 35 U.S.C. 205.

c. As authorized by 35 U.S.C. 205.
Federal agencies shall not release copies
of any document which is part of an

, application for patent filed on a subject
invention to which a small business firm _.

. or nonprofit organization elected to
retain title.

d. A number of agencies have policies
. . to encourage public dissemination of the

results ofwork supported by the agency
through publication in Government or
other publications of techn ical reports of
contractors or others. In recognition of
the fact that such publication, if it
included descriptions of a subject
invention, could create bars to obtaining
patent protection, it is the policy of the
executive branch that agencies will not
include in such publication programs,
copies of disclosures of inventions
submitted by small business firms 'or ..
nonprofit organizations, pursuant to
paragraph c. of the clause of Attachment
A, except that under Utesame , ..... .. ' . .. .
circumstances underwhich agencies are
authorized ttl release such information
pursuant to FOIA requests under Part
g.b. above. agencies may publish such
disclosures.

e. Nothing in this Part is intended to
preclude agencies from including in the
publication activities described in the
first sentence of Part s.a, the
publication of materials describing a
subject invention to the extent such
materials were provided as part of a
technical report or other submission of
the contractor which were submitted
independently of the requirements of the
nonprofit organizations, pursuant to
paragraph c. of the clause of Attachment
A. except that under the same , . . . " .
circumstances uriderwhich agencies are
authorized ttl release such information
pursuant to FOIA requests under Part
g.b. above. agencies may publish such
disclosures.

e. Nothing in this Part is intended to
preclude agencies from including in the
publication activities described in the
first sentence of Part s.d., the
publication of materials describing a
subject invention to the extent such
materials were provided as part of a
technical report or other submission of
the contractor which were submitted
independently of the requirements of the
patent rights provisions of the contract.
However. if a small business firm or
nonprofit organization notifies the
agency that a particular report or other
ftu~..... icut;n" ,.",ntatnG Go ,.UC! .... l n C!' 1n '21 nf a

international agreement. For example,in .
some cases exclusive licenses or even
the assignment of title in the foreign
country involved might be required.
Agencies may also modify the language
above to provide for the direct licensing
by the contractor of the foreign
government or international
organization.

e. To the extent not required by other
provisions of the funding agreement.
agencies may add additional
subparagraphs to paragraph (f) of the
patent rights clause of Attachment A to
require the contractor to do one or more
of the following:

(1) Provide periodic (but no more
frequently than annually) listings of all
subject inventions required to be
disclosed during the period covered by
the report:

(2) Provide a report prior to the close­
out of a funding agreement listing all
subject inventions or stating that there
werenoiP:

(3) Provide notification of all
subcontracts for experimental,
developmental, or research work; and

(4) Provide, upon request, the filing
date. serial number and title: a copy of
the patent application: and patent
number and issue date for any subject
invention in any country in which the
contractor has applied for patents. '

Part 9. Publication or Release of
Invention Disclosures.

a. 35 U.S.C. 205 provides as follows:
Federal agencies are autborized to

withhold from disclosure to the public
inIormation disclosing any invention in which
the Federal Government owns or may own a
right. title, or interest (including a
nonexclusive license) for a reasonable time in
order for a patent application to be filed.
Furthermore. Federal agencies shall not be
required to release copies of any document
which is part of an application for patent
filed with the United States Patent and
Trademark Office or with any foreign patent
office.

b. To the extent aathorized by 35
U.S.C. 205, agencies shall not disclose to
contractor has applied for patents.

Part 9. Publication or Release of
Invention Disclosures.

a. 35 U.S.C. 205 provides as follows:
Federal agencies are authonzed to

withhold from disclosure to the public
inIormation disclosing any invention in which
the Federal Government owns or may own a
right. title. or interest (including a
nonexclusive license) for a reasonabla time in
order for a patent application to be filed,
Furthermore, Federal agencies shall not be
required to release copies of any document
which is part of an application for patent
filed with the United States Patent and
Trademark Office or with any foreign patent
office.

b. To the extent aathorized by 35
U.S.C. 205, agencies shall not disclose to
third parties pursuant to requests under
the Freedom of Information Act (FOIA)
any information disclosing a subject
invention for a reasonable time in order
~- - - _ _ .1. __ & H _ _ J..! __ a._ 'L..- t:t_.J tl,: ..L

furnish evidence to establish its status
as a domestic nonprofit organization.

8. Instructions for Modification and
Tailoring of the Clause ofAttachment A.

a. Agencies should complete the blank
in paragraph g.(2) of the clause of
Attachment A in accordance with their
own or applicable Government-wide
regulations such as the FPR or DAR.The
flow-down provisions of the clause cited
by the agency should. of course . reflect
the requirement of Part 7.c.(1).

b. Agencies should complete
paragraph 1. "Communications" at the
end of the clause of Attachment A by
designating a central point of contact for
communications on matters relating to
the clause. Additional instructions on
communications may also be included in
paragraph 1.

c. Agencies may replace the italicized
or underlined words and phrases with
those appropriate to the particular
funding agreement. For example
"contract" could be replaced by "grant",
"contractor" by "grantee", and
"contracting officer" by "grants officer."
Depending on its use. "Federal agency"
can be replaced either by the
identification of the agency or by the
specification of the particular office or
official within that agency.

d. When the agency heador duly
authorized designee determines at the
time of contracting with a small
business firm or nonprofit organization
that it would be in the national interest
to acquire the right to sublicense foreign
governments or international
organizations pursuant to any existing
treaty or agreement. a sentence may be
added at the end of paragraph b. of the .
clause of Attachment A as follows:

This license will include the right of the
Government to sublicense foreign
governmentsand international organizations
pursuant to the following treaties or
international agreements : : or pursuant
to any future treaties or agreements witlt
foreign governments or international
organizations.

The blank in the above should be
authorize<rdeslgnee determines at me
time of contracting with a small
business firm or nonprofit organization
that it would be in the national interest
to acquire the right to sublicense foreign _
governments or international
organizations pursuant to any existing
treaty or agreement. a sentence may be
added at the end of paragraph b. of the
clause of Attachment A as follows:

This license will include the right of the
Government to sublicense foreign
governmentsand international organizations
pursuant to the following treaties or
international agreements : : or pursuant
to any future treaties or agreements with
foreign governments or international
organizations.

The blank in the above should be
completed with the names of applicable
existing treaties or international
agreements. The above language is not
intended 10 ~'pp!y to .trea.~e~ or
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ID 3SU.S.C. 205 in circwu&ances pot ". '.- , "notify the cootractor ill wrWas of da. .; heariJ18 thst inwalv. testlDumy or .
specifically ~escribed.~~ Part 9. . informatiooanG request iDlODai evidenee ndatinB to the utWzatillDor

10.Reporting on Uti1J:wtiOll QfSuJ1jBd ,Written or oral~Bam die ...-" efforta at obtaiDfng uiUizalioa that are
Inventions. . contractor. III the abeence Pi allY being made by tlte cOlltnu:tor. it.

a. Paragraph h. of theclause of commeola from tlte CODtractor within 38 assiggee. or 1k:enseea .baY be cIoeed to
Attachment A provide. that agenciu day•• the agency mq. at ibl dNaetioR. . the public. indudins poteDtial ~ueee.
have the right to receive periodic reporla . proceed with the JII'OCIldulea below. U. ' f. The omdal conductins the fad- .'
from the contractor on utilization of r , • • comment is received. wbstb. orDDt ,~,cfinding shall prepare written findings at
inventions. In accordance with such within 30 days. then the agency shaH. fact and transmit them to the headaf tit.
instructions as may be isaued by the within eo day. after it receives the agency or designee promptly aflertbtf
Department of Commerce. agencie. . commeal, either iDititie the proc:edUl'-. conclusion of the fact..fIndiBg
shall obtain such infonnation from theho below or notify the contractor. ill proceeding. A copy of the fittdiDgliof'
contractors. Pending such instructions. Writing. that it will Dot puraue marclHa fact-shall be sent to the oontractor
agencies should not impose reporting rights baaed on the info.....tieP abeut (assignee or exchmTe 1fcenBee)br
requirements. The Department of which the contrador wu notifi86l registered or certified mail.
Commerce and the agencies. in c. A march-in proceeding ahallbe g. In C8seain which fact-ftndiBg!las .
conjunction with representatives of initiated by the isaU8DC8 of a writtea been conducted, the head of the agenCJ'
small business and nonprofit notice by the ageDCJ \0 tae contractor or designee shaD base his or her
organizations. shall work together to . and its assignee or exc1ualve licensee, u determination on the facts found,
establish a uniform periodic reporting appli.cab~e. statiDg~ the.DCY.~ . . together with any other information md .
system. · . - - c.onsldenng th~ exercise ofmareh-in . ,-, . argumentsubmitted by the contractor

b. To the extent any such data or rights. The notice 8ballstaae the reasons (assignee or exclusfvelicensee). and any
Information supplied by the contractor ill for the proposed march-in ill tenWI other information in the administrative
considered by the contractor. or its sufficient to put the coatractGr 011 notice record. The consistency of the exercise
licensee or assignee. to be privileged of the facts upon which the action would of march-in rights wfth the policy and
and confidential and is so marked, be based and shall specify the fiel3 or objectives of 35 U.s c.~al6 and this
agencies shall not. to the extent fields of use in which the ageacy ia Circular shaD alsobe considered. III
permitted by 35 U.S.C. 202(c)(5). disclose considering requiring licensing. The cases referred for fact-findiBg, thehead
such information to persona outside the notice shall advise the contractor of the agency or designee may reject
Government: . (~ssignee or~ve ~cenaee) ofill . only those facts that have been round

11.~ent](~n ofRights by Inventor: rights . as set forth in thia Circu1al: and m that are clearly erroneous. Written
Age~cl~swhich ano~ an.fnven~or to any supple~en~agency resuIatinna. . notice of the determination whether
retam rights !o a subject mve~tionmade The determmation to exerc;iae ma.rcll-iD '~march-in rightswiU be exercised.shall
und~r a funding agreement WIth!1 smaD - -rights shall be made by the bead o~ the be made by the heall of the ageJlC)' or
business finn or non~rofit orgarnzation agency or .deslgnee. except u provided designee and sent 10 the contraew
contracto.r. ~s authonzed by ~5 U.S.c.in Part ~3.}. below. . .- . '. _~. (a,ssigneeor exc1uaive licensee) by .= . ::: ';';_ -. ._.
202(d).will Impose upon the mventor at _. d, Within 30 days afteueceipt of tbe . c rtifi d or . tend mail withiD 90 ..
least those c~ditions that would apply Written notice of march-in, the d~ s :rter ~c:,mpIetionof fact-findina
to a small business firm contractor contractor (assignee or exclusive ~ dings will be deemed to
under paragraphs d. (ii) and (iii); f.(4) h.; licensee) may submit, in peraon. ill hor ebeenplocet e . t d d thereafter ....
. d i f th I f Att hment A. . . through . ave .ermlDa-8- an .-I.; an J. 0 e cause 0 ac wnting, or a representative. arch' b ed the f eta and reuou

12. Government Assignment to infonnation or IU'gDDleDt iDoppoaitioll ta · m -~chaBtile 011 ..A~..ft initiated
Contractor ofRights in Invention of the propoaed march-in, includiDg any upon w . proce...-... wu

, Government Employee. In any case 'additional specific informatioa whic8 may be exercised,
when a Federal employee is a co- raises a genuine dispute over the . h. An agency maJ. at any~'. .
inventor of any invention made under a material facts upon which the march-in te~atea ~-in proceeding if it 18
funding agreement with a small business is based. If the information presented satis~ed that it c:toea Dot wiab tg
firm or nonprofit organization and the raises a genuine dispute over the ex.eraee march-m rigbta.
Federal agency employing such co- material facts. the head of the agency or _ I. The procedures of !his Part lfbeII
inventor transfers or reassigns the rigbt designee shall undertake or refer the a.lso appl~ !o~ ex8lCl1le of.~.arch-ln
it has acquired in the subject invention matter to another official Cor fact- ngh.ts a~amst ~ventors recelVtng title to :
from its employee to the contractor as findins. ' subject mv~tioRlmder 36USc. 202(d)
authorized by 35 U.s.c. 202(e). the e. Fact-finding shaD be conducted in . and, for that JRD'POSe. the tenn
assignment will be made subject to the accordance with the procedures "contracto~"as uaed ~ thia Part shall be
same conditions as would ~ppIy to the established by the agency. 90ch de;med ~ mclude the mventor.
contractor under the clause of procedures shall be lIS informal as ). Notwithstanding the last senteRCe of
Attachment A. practicable and be consistent with Part 13.c., a determination to exercise

13. Exercise ofMarch-in Rights. principles of fundamental fairness. The march-in in cues where thesu~
a. The following procedurea shaH procedures should afford the contractor invention was made umler a conllact

govern the exercise of the march-ill the opportunity to appear wiIb counsel, may be made initially by the C9.$actiBs
rights of the agencies set forth in 35 submit doetJDJeDtary evidence. present officer in accordeDce with the
U.S.C. 203 and the clause at Attach:meut witnesses and confront such persona 8e procedures of the Contract Dlspates Act.
A. the agency may present. A transcribed In such cases. the procedures of the

b. Whenever an agency receives record shall be made and abeU be Contract Disputes Act will apply in lift'
information that it believes might available at coat to the contractor UpeD " of those in Parts 13.<1.1J. above (except
warrant the exercise of march-in rigb.. request. The requirement for • that the last senteuca of Part 13.e. shall
before initiating any march-in transcribed record may be waived by continue to apply). However. when the
proceeding in accordance with the mutual agreement of the contractor and procedures of thia Part n.}. are used, the
procedurea of Part 13.c.-h. below. it ahaII . the agency. Any portion of • fact~findiDs · contractQl'.al8~... exclusive

13. Exercise ofMarch-in Rights.
a. The following procedurea shaH

govern the exercise of the march-ill
rights of the agencies set forth in 35
U.S.C. 203 and the clause at Attach:meut
A.

b. Whenever an agency receives
information that it believes might
warrant the exercise of march-in rigb••
before initiating any march-in
proceeding in accordance with the
procedurea of Part 13.c.-h. below. it ahaII .

principles of fundamental fairness. The
procedures should afford the contractor
the opportunity to appear wiIb counsel,
submit doetJDJentaryevidence. preseDt
witnesses and confront such persona Be
the agency may present. A transcribed
record shall be made and abeU be
available at coat to the contractor UpeD
request. The requirement for •
transcribed record may be waived by
mutual agreement of the contractor and
the agency. Any portion of. fact~findiDs -

march-in in cue. where me su~
invention was made umler a conllact
may be made initially by the C9.$actiBs
officer in accordeDce with the
procedures of the Contract Dlspates Act.
In such cases. the procedures of the
Contract Disputes Act will apply in lift'

" of those in Parts 13.<1.1J. above (except
that the last senteuca of Part 13.e. shall
continue to apply). However. when the.
procedures of thia Part n.}. are used, the
contractQl'. al8~. .. exclusive
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liceuee will DOtbe required to grant a
ticea.M and the Gowmment will not
II'flDt lIDy liceD8e IIDtil after either: (1) 90
days rro. the date gf the contractor's
reoeipt of thecontracting officer's
declaioo. if DO appealof the decision has
been made to an agency board of
contract appeals, or Ifno action has
been brought under Section 10 of the Act
within that time; or (Z) the board or
court. a. thecaae may be, has made a
final decision in cues when an appeal
Ol' action hu been brought within 90 .
days of the contracting officer's
decision.

k, Agencies are authorized to issue
supplemental procedures. not .
inconsistent herewith. for the conduct of
march-in proceedinga,

U.Appeals.
a. The agency official initially

authorized to take any of the following
actione shall provide the contractor with
a written statement of the basis for his
or her action at the time the action is .
taken. including any relevant facts that
were rebed upon in taldng the action:

(1) A refusal to grant an extension
under paragraph c.(4) of the clause of
Attachment A.

(Z) A request for a conveyance of title
under paragraph d. of the clause of
Attachment'A.

(3) A refusal to grant a waiver under
paragraph i. of the clauae of Attachment
A.

(4) A refusal to approve an
assignment under paragraph k.(l) of the
clause of Attachment A.

(5) A refusal to approve an extension
of theexclusive license period under
paragraph 1t.(2) of.the clause of
Attachment A.

b. ~ch agency shaD establish and
publish procedurel under which any of
the agency a.ctioDa Iiatedin Part 14.0.
above may be appealed to the head of
the agency or designee. Review at this
level shall coosider both the factual and
legal basis for the action and its
consistency with the policy and
objective8 of asUSc. 200-206 and this'-I .... - ------- ...- 0--..... - .. . _ •• -- _ ..._ ....

paragraph i. of the clauae of Attachment
A.

(4) A refusal to approve an
assignment under paragraph k.(1) of the
clause of Attachment A.

(5) A refusal to approve an extension
of theexclusive license period under
paragraph 1t.(2) of.the clause of
Attachment A.

b. ~ch agency shaD establish and
publish procedure' under which any of
the agency a.ctioDa Jistedin Part 14.a.
above may be appealed to the head of
the agency or designee. Review at this
level shall coosider both the factual and
legal basis for the action and its
consistency with the policy and
objective8 of asUSc. 200-206 and this
Circular.

c. Appeals procedures established
under Part 14.b. above shall include
ad.minatrative due process procedures
an,.) at~nrla"rla Inr fa"t_lin~;1"'LAat taDG.

Act will satisfJ the teq.....eabl of -: -,- -.follow the guidance provided in 41 CFR
Parts lot. b. aDdCo aoon. 1..:g.109-5 or 32 CPR9-109.5.

15. LiGen_ing ofBackground Patent . . . c. In the event a subject invention is
Righu to Third Parties. made under funding agreements of more

a. A funding agreemeo.t with a small than one agency, at the request of the
business firm or a dome.tic nonprofit contractor or on their own initiative, the
organization will not contain a provision agencies shall designate one agency as
allowing a Federal e,geIlC)' to require the ' responsible for administration of the ,.
liGenaing to third pllltiet of inventions rights ofthe Government in the
owned by the contractor that are not invention. '
subject inventions unless such provision 17. Modification ofExisting Agency
has been approeed by the BSency head Regulations.
and a written jcstification has been a. Existing agency patent regulations
signed by the agency bead. Any such or other published policies concerning
provision will clearly &tate whether the inventions made under funding
licensing may be req1dled in connection agreements shall be modified as
with the practice of a subject invention, necessaryto make them consistent with
a specifically identified work object. or this Circular and 35 U.S.C. ZOO-ZOO.'
both. The agency bead may not delegate Agency regulations shall not be more
the authority to approw suchprovisions restrictive or burdensome than the
or to.ign the justification required for provisions of this Circular.
such provisions. b

b. A Federal asencY will not require . . After March 1. 1982. this Circnlar
the licensing of third parties under any and 35 U.s.c. 200-206 shall take
such provision unle .. the agency head precedence over any conflicting agency
detenninet that the ll8e 01 the invention regulations or policies.
by others Is neoeuary for the practice of 18. Lead Agency Designation. In order
a subject inYeDtionor for the use of a to assist the Office of Federal
work object of the funding agreement Procurement Policy to ensure that 35
and that such action la necessary to U.S.c. 200-206 and this Circular are
achieve practical application of the impll;mented in a uniform an~
subject invention or work object Any conslste.n~x.n~nner. the !oIlowmg
such determination will be on the record responalbilities are assigned to the
after an opportwllty fur -: agenCY -: > . : ' : .Department o~ Co~erce (hereafter .- _.
hearing. and the contractor shall be refe"7d to as 'The Department"). Oth:r
given prompt notification of the agencrea~ fully cooperate and aasist
determination by certified or registered in thec~ out of these
mail responsfbilitiee:

16. AdminiMralion ofPalant Rights - a. The Dep~ent will monitor
Clau6e. · agency regulations and procedures for

L It is important that the Government ~nsistencywith the Act ~d this
and the contractor know and exercise Circular, and It shall provide
their rights in subject mventiona in order recommendations to OFPP and agencies
to ensure their expeditious availability whenever it finds inco~istencies. .
to the public. to enable the Government. b. The D~partment~ consult WIth
the contractor, and the public to avoid representatives of ~gencl~8 and
unnecessary payment of royalties, and contractors to obtain advice on-
to defend themselves against claims and (1) the development of the periodic
suits for patent infringement. To attain reporting system required under Part 10
these ends, contract.a should be 80 of this Circular. and .
administered that: (Z) changes in this Circular which may

(11 Inventions are identifi~ . beneeded based on actual. experience .
~~~the-;~~;r shaUhe referr~'d to 8S ''The Department"). Oth:r
given prompt notification of the egencres~ fully cooperate and aasiet
determination by certified or registered in the~ out of these
mail responsibilitiee:

16. AdminiMralion ofPalant Rights . a. The Dep~ent will monitor
Clau6e. · agency regulations and procedures for

L It is important that the Government consisten.cy with the Act and this
and the contractor know and exercise Circular, and It shall provide
their rights in subject mventiona in order recommendations to OFPP and agencies
to ensure their expeditious availability whenever it finds inco~istencies. .
to the public. to enable the Government. b. The D~partment~ consult WIth
the contractor, and the public to avoid representatives of ~gencl~8 and
unnecessary payment of royalties. and contractors to obtam advice o~ .
to defend themselves against claims and (1) the development of the periodic
suits for patent infringement. To attain reporting system required under Part 10
these ends. contract.a should be 80 of this Circular. and .
administered that: (Z) changes in this Circular which may

(1) Inventions are identified. beneeded based on actual experience
disclosed. and an election is made as under the Circular.
required by the contrad clause. CoThe Department will accumulate,

(2) The rights of the Government in maintain, and publish such statistics
such inventions are established; and analysis on utilization and activities

{f31 "l ...rL .... ...!_ ... ...__ .... .".... "",..- .I.:n 1"":_.1 .... _ .... _..1 ..._..1 .... _
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Office of Federal Procurement Policy,
telephone number (202) 395-6810.
Donald Eo Sowle,
Administrator.
David A. Stockman.
Director.

,.~ to the proviaiooa of thia clause and 35
," U.S.C. 203. With respect to any subject
. invention in which the contractor ....
retains title, the Federal Govel'Ill1Wnt
shall have a non-exclusive, non­
transferable, Irrevocable, paid-up
license to practice or have practiced for

Attachment A-Circular A-1H .. .or on behalf of the United States the
The following is the standard patent subject invention throughout the world.

rights claused to be used in funding c. Invention Disclosure.Election of Title
agreements as provided in Part 7. and FilingofPatent Applications by
Patent Rights (Small Business Firms Contractor.
and Nonprofit Organizations] (March (1) The contractorwill disclose each
1982) subject invention to the Federalagency

within two months after the inventor
a. Definitions discloses it in writing to contractor

(1) "Invention" means any invention ...,··personnel responsible for patent
or discovery which is or may be . matters. The disclosure to the agency
patentable or otherwise protectable shall be in the form of a written report
under Title 35 of the United States Code. and shall identify the contract under

(2) "Subject Invention" means any. whiehthe invElntionwas made and the
invention of the contractor conceived or inventor(s). It shall be sufficiently
first actually reduced to practice in the complete in technical detail to convey a
performance of work under this' clear understanding, to the extent
contract. known at the time of the disclosure, of

(3) "Practical Application" means to the nature. purpose. operation, and the
manufacture in the case of a physical, chemical, biological or
composition or-product, to practice in electrical characteristics of the
the case of a process or method. or to invention. The disclosure shall also
operate in the case of a machine or identify any publicatton, on sale or
system; and. in each case. under such public use of the invention and whether
conditions as to establish that the a manuscript describing the invention·
invention is being utilized and that its" r r 'has been submitted for publication and.
benefits are, to the extent permitted by if so, whether it has been accepted for
law or Government regulations, publication at the time of disclosure. In
available to the public on reasonable » " "'e.ddition,:after:disclosure to the agency,
terms. the contractor will promptly notify the

(4) "Made" when used in relation to agency of the acceptance of any
any invention means the conception or manuscript describing the invention for
first actual reduction to practice- of such publication or of any on sale or public
invention. use planned by the contractor.

(5) "Small Business Firm" means a (2) The contractor will elect in writing
small business concern as defined at whether or not to retain title to any such
Section 2 of Pub. L. 85.536(15 U.S.C. 632) invention by notifying the Federal
and implementing regulations of the agency within twelve months of
Administrator of the Small Business disclosure to the contractor: Provided,
Administration. For the purpose of this That in any case where publication, on
clause. the size standards for small sale or public use has initiated the one
business concerns involved in year statutory period wherein valid
Government procurement and patent protection can still be obtained in
subcontracting at 13 CFR 121.3-8 and 13 the United States, the period for election
CFR 121.3-12, respectively, will be used. of title may be shortened by the agency

(6) "Nonprofit Organization" means a to a date that is no more than 60 days
university or other institution of higher prior to the end of the statutory period.
education or an organization of the type (3) The contractorwill file its initial
described in section 501(c)(3)of the patent application on an elected
Internal Revenue Code of 1954 (26 U.s.c. invention within two yeara after election
501(c)) and exempt from taxation under or, if earlier. prior to the end of any
section 501(a) of the Internal Revenue statutory period wherein valid patent
Code (26 U.S.C. 501(a)) or any nonprofit protection can be obtained in the United
scientific or educational organization States after a publication, on sale, or
qualified under a state nonprofit public use. The contractor will file
organization statute. . patent applicatiooa in additional

countries within either ten months of the
b. Allocation ofPrincipalRights Gorrespondinginittal patent application

The contractor may retain the entire or six months from the date permission
right. title. ADd interest throughout the i. granted by the Commi••ioner of
world to each subject invention subject Patents and Trademarks to file foreign

patent applicatiooa where such filing
has been prohibited by a Secrecy Order,

(4) Requests for exteoaion of the time
for disclosure to the agency. election,
and filing may. at the discretion of the
funding Federalasency. be granted.

"d: Conditions Men the Government
May Obtain TitliJ .' _"

(1) The contractor will convey to the
Federal agency. upon written request.
title to any subject invention: •

(i) U the contractor fails to disclose or
elect the subject invention within the
times specified in c. above, or elects not
to retain title.

(il) In those countries in which the
contractor faUs to file patent
applications within the times specified
in c. above: Provided,however, That if
the contractor has filed a patent
application in a country after the times
specified in c., above, but prior to its
receipt of the written request of the
Federal agency, the contractor shall
continue to retain title in that country.

(iii) In any country in which the
contractor decides not to continue the
prosecution of any application for, to
pay the maintenance feea on. or defend
in reexamination or opposition
proceeding on, a patent on a subject
invention.

e. Minimum Rights to Contractor,
(1) The contractor will retain a .

nonexclusive, royalty-free license _.- ..
throughout the world in each subject
invention to which the Government
obtains title except if the contractor
fails to disclose the subject invention
within the times specified in Co, above.
The contractor'. liceoae extends to its
domestic subsidiariel and affiliates, if
any, within the corporate structure of
which the contractor is a party and
includes the right to grant sublicenses of
the same scope to the extent the
contractor was legally obligated to do 80

at the time the contract was awarded.
The license is transferable only with the
approval of the funding Federal agency
except when transferred to the
successor of that party of the
contractor's business to which the
invention pertains.

(2) The COlItractor'. domestic license
may be revoked or modified by the
funding Federal agency to the extent
necessary to achieve expeditious
practical application of the subject
Invention pursuant to an application for
an exclusive license submitted in
accordance with applicable provisiooa
in the Federal Property Management
Regulatiooa. This license will not be
revoked in that field of UM or the
geographical areas In which the

&.& .... ""'&.A.WI......,u ............."" _v_.... ""........,......... \__• _

501(c)) and exempt from taxation under
section 501(a) of the Internal Revenue
Code (26 U.S.C. 501(a)) or any nonprofit
scientific or educational organization
qualified under a state nonprofit
organization statute. .

b. Allocation ofPrincipalRights
The contractor may retain the entire

right. title. ADd interest throughout the
world to each subject invention subject

~;: if-;~li~;:prio;'ia""th;-;~d~i~y----
statutory period wherein valid patent
protection can be obtained in the United
States after a publication, on sale, or
public use. The contractor will file
patent applicatiooa in additional
countries within either ten months of the
Gorrespondinginittal patent application
or six months from the date permission
i. granted by the Commi••ioner of
Patents and Trademarks to file foreign

m~ybe-~;~k;d~;~odi-fl;~fby ili-;---
funding Federal agency to the extent
necessary to achieve expeditious
practical application of the subject
Invention pursuant to an application for
an exclusive license submitted in
accordance with applicable provisiooa
in the Federal Property Management
Regulatiooa. This license will not be
revoked in that field of UM or the
geographical areas In which the
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h. Reporting OR lJtjJ/zation ofSubject
Inventions

contractor has achieved practical
application and continues to make the
benefits of the invention reasonably
accessible to the public. The license in
any foreign country may be revoked or
modified at the discretion of the funding
Federal agency to the extent the
contractor, Its licensees. or its domestic
subsidiaries or affiiates have failed to
achieve practical application in that
foreign country.

(3) Before revocation or modification
of the license, the funding Federal
agency will furnish the contractor a
written notice of its intention to revoke
or modify the license, and the contractor
will be allowed thirty days (or such
other time as may be authorized by the
funding Federal asency for good cause
shown by the contractor) after the
notice to show cause why the license
should not be revoked or modified. The
contractor bas the right to appeal, In
accordance with applicable regulations
in the Federal Property Management
Regulations concerning the licensin8 of
Government-owned Inventions. any
decision concerning the revocation or
modification of Its license.

f. Contractor Action to Pratect the
Governments Interest

(1) The contractor agrees to execute
or to have executed and promptly
deliver to the Federal agency all

jnstrumentsnecessary .0 (i) establish or
conflJ'Dl therlghts the Government has
throughout the world in those subject
inventions to which the contractor
elects to retain title. and (ti) convey title
to the Federal agency when requested
under paragraph d. aboft. and to enable
the Government to obtain patent
protection throughout the world in that
subject Inveation.

(2) The contractor agrees to require.
by written agreement. ita employees.
other than clerical 8J1d nontechnical
employees. to disclose promptly in
writing to personnel identified as
reaponsfble for the administration of
ottonaveexeciireb'lIr{b"prmntmy
deliver to the Federal agency all
_instruments necessary .0 (i) establish or
conflJ'Dl the ·rlghts the Government has
throughout the world in those subject
inventions to which the contractor
elects to retain title. and (ti) convey title
to the Federal agency when requested
under paragraph d. above, and to enable
the Government to obtain patent
protection throughout the world in that
subject Invention,

(2) The contractor agrees to require.
by written agreement. ita employees.
other than clerical 8J1d nontechnical
employees. to disclose promptly in
writing to personnel identified as
reaponsfble for the administration of
patent matters and in a format
suggested by the contractor each subject
invention made under contract In order
that the contractor can comply with the
disclosure proviaions of paragraph c.

patent applicationa prior to U.S. or agency may reasonably specify. The
foreign statutory ban. .. .. - . .contractor also agrees to provide

. (3) The contraotor will notify the additional reports as may be requested
Federal agency of any decision not to by the agency in connection with any
continue the prosecution of a patent march-in proceeding undertaken by the
application. pay melntenencefeee, or asency in accordance with paragraph j.
defend in a reexamination or opposition ., of this clause. To the extent data or
proceeding on a patent. in any country, information supplied under this section
not less than thirty days before the is scnsidered by the contractor, its
expiration of the response period &en.ee or assignee to be privileged and
required by the relevant patent office. confidential and is so marked, the

(4) The contractor agrees to Include, asencyagrees that. to the extent
within the specification of any United permitted by 35 U.S.C. 202(c)(5), it will
States patent application and any patent not disclose such information to persons
issuing thereon covering a subject . outside the Government
invention. the following statement, "This
invention was made with Government i. Preference for United States/ndustry
support under (identify the contract) Notwithstanding any othe r 'iiroVision
awarded by (identify tbe Federal of this clause. the contractor agrees that
agrighe~~~=~t has certain . neither it nor any assignee will grant to

eny person the exclusive right to use or
g. Subcontracts sell any subject invention in the United

(1) The controotor will include this States unlesa such person agrees that
clause. auitably modified to identify the enJ products embodying the subject
parties. in all aubcontraca. regardless of Invention or produced thfough the use of
tier. for experimental developmental or the subject invention will be
research work to be performed by a 'manufactured substantially in the
small business firm or domestic United States. However. In individual
nonprofit organization. The cases, the requirement for such an
subcontractor will retain all rights ' agreement may be waived by the
provided for thecontractor in this Federal agency upon a showing by the
clause, and the contractor will not. as contractor or its assignee that
part of the consideration for awarding .,.... •'reasonable-but unsuceessfu! effo~s.have
the subcontract, obtain rights in the been made to grant licenses on similar ...
subcontractor'. subject inventions. tenns to potential licensees that would

(2) '!'he contractor will include in all' · ' .- be likely to manufacture substantially in
other subcontracts, regardless of tier, for the United States or that under the
experimental. developmental or circuInstances domestic manufacture is
research work the patent rights clause not commercially feasible
required by {cite section ofagency . M iI' ; R ;;'J.ts
implementing regulations, FPR, or J. arc -tn ~,

• DAR}. The contractor agrees that with
{3}In the case of subocntracts, at any respect to any subject invention in

tier, when the prime award with the which it has acquired title. the Federal
Federal agency was a contract (but not a .agency has the right in accordance with
grant or cooperatiYe agreement). the the procedures In OMB Circular A-124
agency. subcontractor. and the . (and agency regulations at ) to
con.tra~tor agree that ~e mutual . require the contra~tor, an ~ssignee or
obligations of the partie. created by this exclusive licensee .of a subject invention
clause constitute a contract between the to grant a non-exclusive, partially
subcontractor and the Federal agency exclusive. or exclusive license in any
the'8ub60ntract,'~btam- ngntB m'lliil --' L _ been made to grant licenses on similar
subcontractor'. subject inventions. tenns to potential licensees that would

· (2) '!'he contractor will include in all ' , ' .- be likely to manufacture substantially in
other subcontracts, regardless of tier, for the United States or that under the
experimental. developmental or circuInstances domestic manufacture is
research work the patent rights clause not commercially feasible
required by {cite section ofagency . MX ; R;;'J.ts
implementing regulations, FPR, or J. arc -tn ~,

• DAR}. The contractor agrees that with
{3} In the case of subcentracte, at any respect to any subject invention in

tier , when the prime award with the which it has acquired title, the Federal
Federal agency was a contract (but not a agency has the right in accordance with
grant or cooperatiYe agreement). the the procedures In OMB Circular A-124
agency. subcontractor. and the . (and agency regulations at ) to
con.tra~tor agree that ~e mutual . require the contra~tor, an ~ssignee or
obligations of the partie. created by this exclusive licensee .of a subject invention
clause constitute a contract between the to grant a non-exclusive, partially
subcontractor and the Federal agency exclusive. or exclusive license in any
with respect to those matters covered by . field of use toa responsible applicant or
this clause. applicants, upon terms that are

reasonable under the circumstances.
and if the contractor assignee. or
_~_1 ~ . _ : . . .... 1: ............ft~ . ... ftlft .... . ,.l.. t:IIl
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are not reasonably satisfied by the will be utilized for the support of
contractor, assignee. or their lieensees. - -. ·-scientific research.oreducation..

(3) Such action is necessary to meet 1 Co . ti .
. t r bli ifi db ' • mmutuca tonsreqwremen s ror pu IC USB SPec re. ., y' :_ ~ _. " . ,, "; .~ ' : : ',: .. _. . : .

Federal regulations and such (Complete According to Instructions
requirements are not reasonably atPart B.b.of this Circular).
aa tisfied by the contractor, as.8ignee. or IFR Doc.~ PlIed %-1lHZ: 8:45 om}

licensees; or IM.UNG COIlE 31»-41-11

(4) Such action is necessary because
the agreement required by paragraph i.
ofthis clause has not been obtained or
waived or because a licensee of the
exclusive right to use or sell any subject
invention in the United States is in
breach of such agreement.

k. Special Provisions for Contracts with
Non-profit Organizations

If the contractor is a non-profit
organization. it agrees that:

(1) Rights to a subject invention in the
United States may not be assigned ' C

without the approval of the Federal
agency. except where such assignment
is made to an organization which has as
one of its primary functions the
management of inventions and which is
not. itself. engaged in or does not hold a
substantial interest in other
organizations engaged in the
manufacture or sale of products or the
use of processes that might utilize the
invention or be in competition with
embodiments of the invention-provided ., ---
that such assignee will be subject lathe
same provisions as the contractor);

(2) The contractor may not grant ' . : . ~. , . . , ~ t., . : _ s.:

exclusive licenses under United States
patents or patent applications in subject
inventions to persons other than small
business firms for a period in excess of
the earlier of:

(i) Five years from first commercial
sale or use of the invention; or

(ii) Eight years from the date of the
exclusive license excepting that time
before regulatory agencies necessary to
obtain premarket clearance. unless on a
case-by-case basis. the Federal agency
approves a longer exclusive license. U
exclusive field of use licenses are
granted. commercial sale or use in one
field of use will not be deemed
commercial sale or use as to other fields
ofuse, and a first commercial sale or
use with respect to a product of the
invention will not be deemed to end the
exclusive period to different subsequent
products covered by the invention.

(3] The contractor will share royalties
collected on a subject invention with the
inventor, and

(4) The balance of any royalties or
income earned by the contractor with
respect to subject inventions. after
payment of expenses (including
payments to inventors) incidental to the
administration of subject inventions.

UlVt:JIUUU ¥Vl.l! l1Ul U~ ...n ..""'•.u ....... ...__.__ _ _

exclusive period to different subsequent
products covered by the invention.

(3] The contractor will share royalties
collected on a subject invention with the
inventor, and

(4) The balance of any royalties or
income earned by the contractor with
respect to subject inventions. after
payment of expenses (including
payments to inventors) incidental to the
administration of subject inventions.

. ._--~- ------
---~. ~ --- - --~-
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OFFICE OF MANAGEMENT AND
BUDGET

Offk:e of Federal Procurement Policy

CIrcu.... No. A-124, Patents-Small
FIrms and Non-Proflt Organizations
AGENCY: Office of Federal Procurement
Policy,OMB.
AC11ON: Notice.

SUIIMARY: This Circular. issued
pursuant to the authority contained in
Pub. 1.. 96-517, aets forth policies.
procedures and a standard claU;H for
executive branch agency use WIth
regard to inventions made by small
business firma and non-profit
organizations and universities under
funding agreements (contracts. ~ants
and cooperative agreements) WIth
Federal agencies where a purpose is to
perform experimental, developmental
and research work. This supersedes
OMB Bulletin No. 81-22 and renects
public comments received on OMB
Bulletin No. 11-22 (48 FR 34776. July2,
1981).
IFFECTIW DATI: March 1, 1982.
FOR fIURT'HEIII INFORIIAT10N CONTAC'r.
Mr. Fred H. Dietrich. Anociate
Administrator, Office of Federal
Procurement Policy. 7Z6 Jackson Place.
NW.•Washington, D.C. 20503. (202) 395-
6810. _
IUPPL.EIIENTMY IM'OftIIA11ON: Thi.
Circular ia a revision of OMB Bulletin
No. 81-22 which wa. isaued on July1.
1981. accompanied by a ntQ\lNt for

comments from the public and Federal
agencies. Approximately 138 comments
were received from individuals.
universities. nonprofit organizations,
industrial concerns. and Federal
agencies.

Copies of an the comments are
available on record at OFPP. A
compilation of summaries of the
comments organized by Bulletin section
along with a rationale for their
disposition can be obtained by writing
to: Fred Dietrich. address as above.

The Bulletin has been reformated for
easier reading and simplified reference
to its provisions. For example, the
standard clause has been moved from
the body of the Circular to Attachment
A:. Instructions and policies on the use of
the standard clause have been
consolidated in Part 7. Instructions for
modification or tailoring of the clause
have been consolidated in Part 8. Other
general policies relating to the clause or
the Act have been treated in separate
parts. Some of the more aignificant
changes that were made u • reault of
the comments are discussed below.

-Explana tions are alao given as to why
certain comments were not adopted.

L Comments Relatlq to PoIIq ad
aa,. 8ediaa8

A. Subcontracts

A Illumber of comments Indicated that
more clarification on the application of
the Circular to lubt;qntracts was
needed. RevisioD,l were made in Part 5
and Part 7c. to ~ddres. ~ concern.

B. Limitation to Funding Agreements
Performed in the United States

There were also a large number of
comments questioning the limitation of
the Bulletin to funding agreements
performed in the United States. The
Circular has been revised to eliminate
any distinctions based on where the
funding agreement is performed.
However. the definition of "nonprofit
organization" at 35 U.s.C. 201 has been
interpreted to cover only domestic. .
nonprofit organizations. The defiDl~on

of "small business" in SBA regulations
which are referenced in the Act
excludes foreign business. A strong
argument can be made that the Congress
did Dot include foreign nonprofits. For

, example. that part of the statutory
~ definition referencing organizations
-"qualified under a State nonprofit
organization statute" clearly is limited
to U.S. organizations. Similarly. that part
of the definition referencing Section 501
of the Tax Code manifest an intention to
cover us, based organizations. ~ince
foreign corporations are not ~ubJect to
u.s. tax except if they are domg
busineu in theUnited States.

C.InventiOMMade Prior toJuly 1. 1981

Part 5 of the Circular was revised. as
auggested by commentors. to encourage
agenciea to treat inventions made under
funding agJ'eements predating the Act in
• lDanner similar to inventions under fbI>

foreign corporations are not suojecr to
u.s. tax except if they are domg
busineu in theUnited States.

C.InventiOMMade Prior toJuly 1. 1981

Part 5 of the Circular was revised. as
auggeated by comment~rs. to encourage
agenciea to treat inventions made under
funding agreements predating the Act in _
• lDanner similar to inventions under fbI>

'-"II.l.l&IJI;O UoIa, "'Gas AAMa"'.. __ AU.""'''' VA

the comments are dilCU88ed below.
-Exp lana tions are alao given aa to why
certain comments were not adopted.

L CommeDts Relatlq to PaIcJ ad
aa,. 8ectIcIM

A. Subcontracts

A Dumber of comments Indicated that
more clarification on the application of
the Circular to lubt;qntracts was
needed. ReviaioD,l were made in Part 5
and Part 7c. to ~ddres. ~ concern.

------- ----- - -- - -------------
B~;&No.l1..:zz(48 FR 34776. July2,
1981) .
IFFECTIW DATI: March 1. 1982.
FOR fIURT'HEIII INFORIIAT10N CONTAC'r.
Mr. Fred H. Dietrich. Anociate
Administrator. Office of Federal
Procurement Policy. 7Z6 Jackson Place,
NW.•Washington, D.C. 20503. (202) 395-
6810. _

IUPPL.EIIENTMY IM'OftIIA11ON: Thi.
Circular ia a revision of OMB Bulletin
No. 81-22 which was isaued on July 1.
1981. accompanied by a ntCl'lNt for

- --- - - - - - - - - ----- - - - -- -- - -- - - - - - --- - - - - - - - - - - - - - - - - - - - - - - --
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Act. if such actioo ia conaiatent with
law.
D. Collaborative Rnearch and "de
minimus" R#Ico1Drrl«ldations

There were Mveral CDmDlenta that
.ome "de minimua" 8WJdard be
eHabliebed to define a threshold
coabibution of 80vemment funding to
die making of a jointly funded invention
below which the Circular regulations
should not apply. These
recommendations were rejected as
being inconsistent with the Act which
does not define subject invention in
terms of the size of the government
financial contribution in making the
invention.

These comments appear to be based
on a concern that the Circular does not
provide adequate guidance on the
obligations of a recipient of government
research funds when 8uch research is
closely related to other research
apoIl80red by an industrial concern.
Since one of the primary purposes of
Pub. L. 96-517 is to foster cooperative "
research arrangementa among
government, universities and industry in
order to mare effectively utilize the
productive resources of the nation in the
creation and commercialization of new
technology, it is important to remove
any doubt as to the propriety of such
cooperative arrangements and the
proper application of the Circular to
them.

Traditionally there have been no '
conditions imposed on research
performers by the government which
would preclude them from accepting
research funding from other sources to
expand. to aid in completing or to
conduct separate investigations closely
related to research activities sponsored
by the government. Such complex
funding arrangements are a necessity
given the limited financial resources of
individuel sponsors, the unpredictable

• nature and continual expansion of
research. the sharing of expensive
resources. and the dynamic interactions
among scientists at research institutions.
pro"Pet·a:p~r{C'm6Ytfto~F~ihmlrFYJ',.,.,h
them.

Traditionally there have been no '
conditions imposed on research
performers by the government which
would preclude them from accepting
research funding from other sources to
expand. to aid in completing or to
conduct separate investigations closely
related to research activities sponsored
by the government. Such complex
funding arrangements are a necessity
given the limited financial resources of
individuel sponeors. the unpredictable

• nature and continual expansion of
research. the sharing of expensive
resources. and the dynamic interactions
among scientists at research Institutions.

Notwithstanding the right of research
organizations to accept supplemental
funding from other sources for the
purpose of expediting or more
comprehensively accompliahing the .

the planned and committedactivities of
I governnwot funded project ud doe,
not diminish or distract from the
performance of such activities.
iDventiona made in perform.ance of the

. non-goverumeot sponaored project
would not be IUbject to die conditions of
.the Act An eumple of nch related but
separate projectl would be a
government~ project having
research objectives to expud 8cientific
undentandlna in field with a closely
,.Iated industry~ project
having as Ita objectives the application
of such new IcDowledse to develop
usable new technology. The time
relationship in conducting the two
projects and the use of new fundamental
knowledge from one in the performance
of the other are Dot important
determinants since mc:»tinventimu reat
on a knowledge bale built up by
numerous independent reHarch efforts
extending over many yeU8. Should auch
an invention be claimed by the
performing organization to be the
product of non-govemment sponsored
research and be challenged by the
sponsoring agency as being reportable
to the government as a "subject
invention", the challenge is appealable
as described in Part 14.c.

An invention which is made outside of
the research activities of a government
funded project but which in its making
otherwise benefits from such project
without addi.n8 to ita cost. ia not viewed
as a "subject invention" since it cam101
be shown to have been "conceived or
first actually reduced to practice" in
performance of the project An obvious
example of this is a situation where an
instrument purchased with government
funds is later used. without interference
with or cost to the government funded
project, in makingan invention all
expenses of which involve only non­
government funds.

B: Reports to the General Accounting
Office

In response to the comment of one
agency. Part 7.b.{2)was amended to
d'd'l'ei'Mi@ ~1'l\~.~ifM)Wlnn
without addi.n8 to ita cost. is not viewed
as a "subject invention" since it cam101
be shown to have been "conceived or
first actually reduced to practice" in
perfonnance of the project An obvious
example of this is a situation where an
instrument purchased with government
funds is later used. without interference
with or cost to the government funded
project. in makingan invention all
expenses of which involve only non­
government funds.

E: Reports to the General Accounting
Office

In response to the comment of one
agency. Part 7.b.{2)was amended to
avoid the necessity of agencies that do
not enter into research granta or
contracts with nonprofit organizations
or small businesses from having to make
reports to the Comptroller General.

agreement8 be Identified when the
optional language is used. However, in
view or the broad wording of the stAtute.
-.enciN may contloue to UN the '
optiooal1anluale for "future" treaties at
their discretion. However, 8peCific
languap has been added to encourage
agencies to drop the reference to future
tJ'eatlea 1UlIeaa Ihowa to be in the
natiODaIinterest.

One ageDcyaleo expreued the
concern that the language in the Bulletin
was too limJted and implied only a right
to sublicense. whereas some
international agreements call for more
extensive rights. Section ad. has been
revised to make clear that more than the
right to sublicense can be taken.

G. Publication or&Jease of Invention
DiscJos~

Some agencies expressed the concern
that the language in Part 5.b.(4) of the
Bulletin required agencies to delay
publication for excessive periods.
Careful review of the language of Part
5.b.(4) indicated that it needed to be
restructured to more clearly distinguish
between aituationa where the
publication of technical reports was
iDvolved and aituatiOD.8 where the
release 01' publication of invention
disclosures provided as required under
the standard clause was involved. Part 9

. has been revised to distinguish between
the two and to clarify the policies in the
two situations.

H. Reporting on Utilization ofSubject
Inventions

In response to the commenta of one
Il88ncy and to minimize the burden on
contracton. Part 10 provides that
agencies shall not implement their rights
to obtain utilization reporta under the
at'andard clause until a Government­
wide reporting format is established.
This wiD be one of the ftrSt tasks of the
Department of Commerce as lead
agency.

Also adopted was the
recommendation of one commentor that

lAIID UC'4l;U ...... ,ullIliiW ..u ......m."6~..waA _ ••,, _

the two and to clarify the policies in the
two situations.

H. Reporting on Utilization ofSubject
Inventions

In response to the commenta of one
Il88ncy and to minimize the burden on
contracton. Part 10 provides that
agencies shall not implement their rights
to obtain utilization reporta under the
at'andard clause until a Government­
wide reporting format is established.
This wiD be one of the ftrSt tasks of the
Department of Commerce as lead
agency.

Also adopted was the
recommendation of one commentor that
utilization reports be afforded maximum
protection from disclosure as authorized
by Pub. I. 96-517. Accordingly. language
was revised to provide that such reports
u_L_n __"'.\.._ ..1:__1....__..1n"'~.m'A tn
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have been made asa result of the
comments.

Several agencies felt the procedures ­
were too formal and cumbersome. Some
universities were also concerned that
there did not appear to be a way for an
agency to reject a march-in without
going into a full-blown procedure. To
address these concerns Part 13.b. was
added to provide for an informal and
rapid agency decisiorr making process as
to whether or not to begin a more formal
proceeding. Part 13.h. was also added to
make clear that an agency could
discontinue a proceeding at any time it
is satisfied that march-in is not .
warranted. This emphasizes that march­
in is strictly a matter for agency
discretion. Even though an agency may
begin march-in because of the
complaints of a third-party. that third
party does not have standing and cannot
insist on either the initiation or
continuation of a march-in proceeding.

A number of universities asked that
time limits be placed on the duration of
a march-in proceeding. It is not believed
to be practical to place an overall time
limit on a march-in proceeding,
particularly since delays in fact-finding
might be the result of contractor
requests for delays. However, Part 13.b.
includes a procedure for informal
agency decision-making, as noted
above. with specified time restraints. In
addition. Part 13.g. places a 90 day time
limit on the issuance of a determination
after fact-finding is completed.

Several universities also
recommended that march-in .
determinations be appealable to the
lead agency, However. this
recommendation was not adopted. It is .
believed the procedures established wiD
ensure that march-ins are only exercised
after careful consideration. Contractors
may also appeal any arbitrary decisions
or those -not conducted in accordance
with proper procedures to the courts.

Part 13.j. was added to clarify the
relationship of the procedures of the
Contract Disputes Act to the march-in
procedures of Part 13 c.-1l. to the extent
a determination to march-in is
considered a contract dispute.

Several universities also
recommended that march-in proceedings
be closed to the public where
confidential information might be
disclosed. Language has been included
in Part 13.e. to require this. The
lnformation on utilization obtained as
part of a march-in is consij ered within
the scope of the utilization information
which agencies are required to obtain
the right to under 35 U.S.C. 202(c)(5), and
the same statutory exclusion from
disclosure is applicable to it. It can also
be expected that the same Information

be closed to the public where
confidential Information might be
disclosed. Language has been included
in Part 13.e. to require this. The
Information on utilization obtained as
part of a march-in is ccnsij ered within
the scope of the utilization information
which agencies are required to obtain
the right to under 35 U.S.C. 202(c)(5), and
the same statutory exclusion from
disclosure is applicable to it. It can also
be expected that the same Information

would be trade-secret information
exempt from public disclosure.

/. Appeals"
& a result of a number of comments,

it was determined that the appeals
provisions of Part s.g, of the Bulletin did
not address the full scope of appealable
decisions and that particularly in
forfeiture cases more detailed
procedures should be followed. Part 14
has been revised accordingly. However,
other recommendations to allow appeal
to the lead agency were not adopted
since a number of agencies were
concerned that this would interfere with
their prerogratives.

Since it is anticipated that in contract
situations a number of these actions
would be subject to the Contract
Disputes Act, language was added to
.Part 14 to expressly acknowledge that
procedures under that Act would fully
comply with the requirements
established in Part 14.

K. Multiple Sources ofAgency Support

One university suggested that there
was a need for additional guidance in
cases when a subject invention can be
attributed to mo~ than one agency
funding agreement. To address this
concern Part 16c. was added to require
agencies to select one agency to
administer a given subject invention
when there have been multiple agencies
providing support. It Is intended that .
only that agency could then exercise
march-in or take other actions under the
clause. It would be a matter between the
agencies as to how any actions of the
selected agency would be coordinated
with the others.

L:Lead Agency

Bulletin 81-22 noted that the lead
agency concept was under discussion
and solicited comments on this matter.
The Department of Commerce has been
selected as the new lead agency based
on its prior experience and wide ranging
interest in technology transfer,
productivity. innovation and
Government patent policy. The lead
agency will. among other assignments,
review agency implementing
regulations; disseminate and collect
information; monitor administrative or
compliance measures; evaluate the Pub.
L. 96-517's implementation; and
recommend appropriate changes to
OMB/OFPP.

M. Optional Clause Language at Section
5b(l}(vi} of the BuJJetin

The most commented upon ltspect of
the Bulletin was the optional reporting
language authorized by Part 5.b.(1J(vi).
Approximately 10 co~entswere ·

information; monitor administrative or
compliance measures; evaluate the Pub.
L. 96-517's implementation; and
recommend appropriate changes to
OMB/OFPP.

M. Optional Clause Language at Section
5b(l}(vi} of the BuJJetin

The most commented upon aspect of
the Bulletin was the optional reporting
language authorized by Part 5.b.(1J(vi).
Approximately 10 co~entswere ·

received from universities and nonprofit
organizations objecting to its use. The ,
premises underlying the rationale for the
optional language was brought in
question by a numberof commentors.
Many others made the point that the use
of the clause would Undermine their
licensing efforts. result in nonreporting
of inventions by inventors. and would
generally be counterproductive. Byoway
of contrast no agency provided any
rationale for the need for these 1

provisions.
In view of the comments and lack of

any established need for the optional
language, Part Sb(lJ(vi) of the Bulletin
has been eliminated from the final
Circular. As will be discussed. below.
some changes have been made to
paragraph c. of the standard clause of
Attachment A of the Circular that relate
to the issues raised by the optional
language.

n.Comments on Standard Patent Rights
Clause

A. Paragraph b.-License to Stote and
Local Governments

One agency suggested that the right to
license state and local governments be
made part of the standard rights of the
Government. This, however, has not
been done since the granting of licenses
to state and local governments is not
consistent with Pub. L. 96-517. That
statute defines the Government's license
rights, and-any expansion of these
rights, would have to be justified under
the "exceptional circumstances"
language of 35 U.S.c. 202 on a case-by­
case basis. It is not anticipated that the
taking of such rights would ordinarily be
consistent with the policy and
objectives of the Act since such licenses
have acted as a disincentive to general
commercialization. Thus, while
appearing to be useful to state and local
governments such licenses have actually
acted to their disadvantage to the extent
they have precluded private
.development of inventions useful to
state and local governments.

B. Paragraph c.-Reporting. Election.
and Disclosure

There were a number of comments on
various aspects of paragraph c. & a
result some changes have been made. In
general, these changes were designed to
provide a reasonable accommodation to
the interests of several agencies in
obtaining early knowledge of inventions
and to minimize the possibility of
statutory bars being created in
situations where the agency might wish
to seek patents if the contractor does
not elect rights . Thus, the reporting

'rnere were a numner 01 comments on
various aspects of paragraph c. & a
result some changes have been made. In
general these changes were designed to
provide a reasonable accommodation to
the interests of several agencies in
obtaining early knowledge of inventions
and to minimize the possibility of
statutory bars being created in
situations where the agency might wish
to seek patents if the contractor does
not elect rights. Thus. the reporting
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Circular No. A-1Z4

P;;rogr:'l;;hA

l:::Communications

A new paragraph has been added at .
the end of the clause in which agencies
are instructed to designate a central
point of contact for administration of the
clause . This paragraph was added as a
result of a number of comments
suggesting this in lieu of the provislon in
the bulletin that contact points be
indentified throughout the clause
whenever notices or communicatiens to
the agency were required.

OMBCircular No. A-l24 follows.
Donald E. Sowle.
Administrator.

Circular No. A-1Z4

7559

February 10. 1982.
To the Heads of Executive Departments

and Establishments.
Subject: Patents-Small Business Finns

and Nnnnrnfit Oreanizatlons.
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implementation of 35 U.S.C. 200-206 so organization qualified under satate agency taatemen iJIIto any fundiDg
as to foster the policy and objectives set nonprofit organization statute. ..- agl'eeJDellts with DODpJOfit organizatioDa
forth in 35 U.S.C. 200. 7. Use of the Patent Rights (Small or small busine.. firms during the

6. Definitions. As used in this Business Firm or Nonprofit applicable reportill8 period shaY
Circular- . _ Organization) (March 1982) Clause. accumalate aDd. at the requeet of the

a. The term "funding agreemelllt" _" a. Each funding agreement awarded to -,Compb'oUer GeDeI'8l, }JIO\'ide tlre
means any contract, grant. or , -' asmall busineasfirm or domestic '. Comptroller Generid er ha or her daly
cooperative agreement entered into nonprofit organization which has as a authorized repre8euaUyttthe~
between any Federal agency. other tha:a purpose the performance of number of prime agreemeIrts eBtered.
the Tennessee valley Authority, and any experimental, developmenf or research into with small huiDess fiDmI or •
contractor for the performance of work shall contain the "Patent Righta nonprofit orgwUzaOaDa that contain tile
experimental. developmental. or (Small Business rlrID or Nonprofit patent rights clause af Attachment 1IJ.
research work funded in whole or in Organization) (March 1982)" clause set during ed period of October 1 throush
part by the Federal Government. Such forth in Attachment A with such •
term includes any assignment. modifications and tailoring as may be SeptEmber 30. bePWns October 1.

:~~s:::t~:::rinu:osf::~bcOo~,e:" " 'fun~f~~=8~:=~~ ~e, , : : 1~1) A8eDCies lII8 ~viBed tbat IWt
performance of experimental. altemative provisions-- 7.a. applies to subcontracts at aDy tier
developmental, or research work under (1) When the funding agreeJDeDt is for under prime funding agreementa witt&
a funding agreement. as herein defined. , the operation of a Government-owned contractors that are other thaa IlDllJH -

b. The term "contractor" means any " research or production facility; or ' businesa firms 01' DOI)JJl'UfJt
person. small busineaa firm or nonprofit (2) In exceptional circumstances ,.,beD organizatioDs. Accordingly. "'88!S-..,lQti8m·lit '

organization that is a party to a funding it is determined by the agency that should take appropriate actioJl to ensme
agreement. restriction or eHmi,natioD of the right to that this requiremeDt is reflected in the

c. The term "invention" means any retain title to any subject invention wit) patent clauses of such prime~
IDvention or dlsccvery which is or may better promote the policy and objectives agreements awarded afte!' March 1-
be patentable or otherwise protectable of Chapter 38 of Title 35 of the United 1982<
under Title 35 of the United States Code. States Code; or (2) In the e'ftftt 8ft agency bae

d. The term "subject invention" means (3) When it is determined by • outstanding prime hmding agreemeats
any invention of a contractor conceived Government authority wbicb is _ that do not coutaiB plltent now-dowD
or first actually reduced to practice in authorized bJ Natjlte or executive order provisi_ cmmatent wittl either thiS
the performance of work under a to conduct foreign intelligence 01' Circular or OMB BuDefua~ (if itwas
funding agreement. .' J ,' ~ "-'- ' g,''''' ' counterintelligence activities that-the '::,,' --"applicable at the time Ihe fundirig :

e. The term "practical application" restriction or elimination of the right to agreement was awarded). the ageooy
means to manufacture in the case of a retain title to any subject invention is shall take appropriate action to ensure
composition or product. to practice in. '" necessary to protect the 8eC'lIrity of such that small business firms or domestic
the case.of a process or meth~d, or to activities. . . nonprofit organization subcontractors
operate in the case of a machine or b. (1) Any determinatiOQ under Part' under such prime fundingagreementB
system; and. in each case. under such 7.8.(2) of this Circular will be in writing that received their mbcoIItractll after
conditions as to establish that the and accompanied by a written July 1 1981 will receive right. mtheir
invention is being utilized and that its statement of facta justifying the sUbjed~ that are consistent
benefits are. to the extent permitted by determination. The statement of facia with Pub. 1..9&-&7 and this CirC1llu
law or Govemment regulations. will contaiJa such information as the Appropriate actions might im:lude (i)
available to the public on reasonable fundingF~ag~.~ema. relenm amendment of prime contracts tmd/or
termf Ths. t "made" wh d ' and.llabt R!~ntJmuu.firmwill (I)~U?' the subcontracts; (ti) requiring the iJlc1usion

. e erm e en use msma usmess or nonJA~ f the cl of Attachment A
relation to any invention means the organization involved> (Ii) describe the 0 clition.aUofge I ofas a

ti first tual d ....... to t t t hich . . ed can agency approva aconcep on or ac re UCUUll ex en 0 w agency action restrict b tract: (...) th tom.. of tide
practice of such invention. or eliminated the right to retain title to a su con or UJ e~~ .

g. The term "small business firm" subject invention, (iii) atate the facts ~o the ~ubcoutractor to Iden~ed subject
means a small business concern as and rationale supporting the agenCy mventioDa on~ subataBtially the
defined at section 2 of Pub. L. 85-036 (15 action. (iv) provide supporting same as conta~ed in the clause of
U.S.C. 632) and implementing documentation for those facta and Attachment A m~ ev:;nt the
regulations of the Administrator of the rationale. and (v) indicate the nature of subeOll~~~ a ~~ferred
Small Business Administration. For the any objections to the agency action and determmati~ or acqwsitio? by the
purpose of this Circular, the aize provide any documentation in which Govemment type of pateat rights
standards for small business CODCerD8 those objections appear. A copy of the clause.
involved in Govemment procurement each such determinatiOll and written d. Te qualify far the cla....
and subcontracting at 13 CFR 121.3-8 statement of facta will be seut to the Attachmerrt A. a proapectiw coutracklr
and 121.3-12, respectively, will be used. Comptroller General f>f the United may be required by an agency to certify

h. The term "nonprofit organization" States within 30 days after the aWlU"d of that it is either a small businen finn ar
means universities and other iDstitutieBa the applicable funding agreement. In a domestic IICIIIIflI'ofit Ol'8anizatioa. H the
of higher education or an organization of cases of determinatiOM application to agency has rea80ll to questioa the stata
the type described in section 501(e) {3} small businen firma, copies will also be of the proapectift coatract8r 88 a amaH
of the Internal Revenue Code of 1954 (28 sent to the Chief CounRl for AdVOC8CJ business firm or domeatic lloaprO&
U.S.C. 501(c» and exempt from taxation of the Small Business AdminiatratiolL organizatioe, it may file a protnt in
under lIection 501(8) of the Internal (2) To 8smt the Comptroller Genmal acc:onJa:ace with 13 CPR U1.3-6 if..nall
Reven ue Code (28 U.s..c. 501(a» or aDy to accomplish his or her respoD21ibilities buainesa firm atllba" queatianed ar
nonprofit scientific or educational under 35 U.s.C,. 202, each Federal ' require the prospective contracter to

involved in Govemment procurement
and subcontracting at 13 CFR 121.3-8
and 121.3-12, respectively. will be used.

h. The term "nonprofltorganisation"
means universities and other iDstitutieBa
ofhigher education or an organization of
the type described in section 501(c) (3)
of the Internal Revenue Code of 1954 (28
U.S.C. 501(c)) and exempt from taxation
under section 501(8) of the Internal
Reven ue Code (28 U.S,c. 501(a» or aDy
nonprofit scientific or educational

........ ""' ....... ,,""',..............,.............rr.... • ... ... --r,J""'" -
each such determinatiOll and written
statement of facta will be seut to the
Comptroller General f>f the United
States within 30 days after the aWlU"d of
the applicable funding agreement. In
cases of determinatiOM .application to
small businen firma, copies will also be .
sent to the Chief CounRI for AdVOC8CJ
of the Small Business AdminiatratiolL

(2) To 8smt the Comptroller Genmal
to accomplish his or her respoD21ibilities
under 35 U.s.C. 202, each Federal '

d. Te qualify far the cla....
Attachmerrt A. a prosPtl\:tiw coutracklr
may be required by an agency to certify
that it is either a small businen finn ar
a domestic IICIIIIflI'ofit Ol'8anizatioa. H the
agency haa rea80ll to questioa the stata
of the proapectift coatract8r 88 a amaH
business firm or domeatic lloaproDt
organizatioe, it may file a protnt in
acc:onJa:ace with 13 CPR U1.3-6 if ..nail
buainesa firm atllba .. queatianed or
require the prospective contracter to



-------- - - -------- - - - - - .u ----,---

Federal Register I Vol. 47. No. 34 I Friday. February 19. 1982 I Notices 7581

furnish evidence to establish its status
as a domestic nonprofit organization.

8. Instructions for Modification and
Tailoring of the Clause ofAttachment A.

a. Agencies should complete the blank
in paragraph g.(2) of the clause of
Attachment A in accordance with their
own or applicable Government-wide
regulations such as the FPR or DAR. The
flow-down provisions of the clause cited
by the agency should, of course. reflect
the requirement of Part 7.c.(1).

b. Agencies should complete
paragraph 1. "Communications" at the
end of the clause of Attachment A by
designating it central point of contact for
communications on matters relating to .
the clause. Additional instructions on
communications may also be included in
paragraph 1. '

c. Agencies may replace the italicized
or underlined words and phrases with
those appropriate to the particular
funding agreement. For example
"contract" could be replaced by "grant".
"contractor" by "grantee", and
"contracting officer" by "grants officer."
Depending on its use. "Federal agency"
can be replaced either by the
identification of the agency or by the
specification of the particular office or
official within that agency.

.d. When the agency head or duly
authorized designee determines at the .
time of contracting with a small
business firm or nonprofit organization
that it would be in the national interest
to acquire the right to sublicense foreign •
governments or international
organizations pursuant to any existing
treaty or agreement. a sentence may be
added at the end of paragraph b. of the '
clause of Attachment A as follows:

This licensewillincludethe rightof the
Government to sublicense foreign
governmentsand international organizations
pursuant to the following treaties or
international agreements: : or pursuant
to any future treatiesor agreements with
foreign governments or international
organizations.

Tho>hl,mlr in thp Ahnvp "J,nnln h ..
authorized designee determines at the .
time of contracting with a small
business firm or nonprofit organization
that it would be in the national interest
to acquire the right to sublicense foreign •
governments or international
organizations pursuant to any existing
treaty or agreement. a sentence may be
added at the end of paragraph b. of the '
clause of Attachment A as follows:

This licensewillInclude the rightof the
Government to sublicense foreign
govemmentsand international organizations
pursuant to the following treaties or
international agreements: ; or pursuant
to any future treaties or agreements with
foreign governments or international
organizations.

The blank in the above should be
completed with the names of applicable
existing treaties or international
agreements. The above language is not
intended 10 apply totrea_~ies or

international agreement. For example. in . '.which the contractor is required to make
some cases exclusive licenses or even an election if the contractor has not
the assignment of title in the foreign. madean election within that time.
country involved might be required. Similarly. an agency may honor an
Agencies may also modify the language FOIA request at its discretion if it finds
above to provide for the direct licensing .. that the same information has ..
by the contractor of the foreign . previously been published by the ' . .
government or international . .inventor. contractor, or otherwise. If the
organization. . agency plans to file itself when the

e. To the extent not required by other contractor has not elected title. it may.
provisions of the funding agreement. of course, continue to avail itself of the
agencies may add additional authority of 35 U.S.C. 205.
subparagraphs to paragraph (f) of the c. As authorized by 35 U.S.C. 205.
patent rights clause oTAttachment A to Federal agencies shall not release copies
require the contractor to do one or more of any document which is part of an
of the following: . application for patent filed on a subject

(1) Provide periodic (but no more invention to which a small business firm
frequently than annually) listings of all or nonprofit organization elected to
subject inventions required to be retain title.
disclosed during the period covered by d. A number of agencies have policies
the report; .'···t o encourage public dissemination of the

(2) Provide a report prior to the close- . results of work supported by the' agency
out of a funding agreement listing all through publication in Government or
subject inventions or stating that there other publications of technical reports of
were noW!: contractors or others. In recognition of

(3) Provide notification of all the fact that such publication, if it
subcontracts for experimental. included descriptions of a subject
developmental, or research work; and invention, could create bars to obtaining

(4) Provide. upon request, the filing patent protection, it is the policy of the
date. serial number and title: a copy of executive branch that agencies will not
the patent application; and patent include in such publication programs.
number and issue date for any subject copies of disclosures of inventions

.invention in any country in which the submitted by small business firms 'or ;0, ' ; : .r;

contractor has applied for patents. nonprofit organizations, pursuant to
Part 9. Publication or Release of paragraph c. of the clause of Attachment

Invention Disclosures. :' --A, excep q hat un,~eJ:the same :;. ~ •.. -" .
a. 35 U.S.C. 205 provides as follows: ' circumstances under which agencies are
Federalagenciesare authorized 10 authorized te release such information

withhold from disclosure to the public pursuant to FOIA requests under Part
information disclosing any inventionin which 9.b. above, agencies may publish such
the FederalGovernment owns or may own a disclosures.
right. title.or Interest(including a N thing. thi Part i . t ddt
nonexclusive license) for a reasonable timein e. 0 m s ar IS m en e 0
order fora patent applicationto be filed. preclude agencies from including in the
Furthermore. Federalagencies shall not be publication activities described in the
requiredto release copiesof any document first sentence of Part s.d., the
whichis part ofan applicationfor patent publication of materials describing a
filed with the UnitedStates Patent and subject invention to the extent such
TrademarkOffice or with any foreign patent materials were provided as part of a
office. ., technical report or other submission of

b. To the extent a~thorizedby 35 the contractor which were submitted
U.S.C. 205. aaencies shall not disclose to iqg!ffi~!!.Q.en9~.Q.tQ1~!!!.g}!i!!!11!.E!.~ts-~f the
contractor has applied for patents. nonprofit organizations, pursuant to

Part ~. Pu~licationor Release of paragraph c. of the clause of Attachment
Invention DIsclosures . ' . , -- A, except that un~er the same : .

a. 35 U.S.C. 205 provides as follows: ' circumstances under which agencies are
Federalagenciesare authorizedto authorized tu release auch information

withhold from disclosure to the public pursuant to FOIA requests under Part
information disclosing any invention in which 9.b. above, agencies may publish such
the FederalGovernment ownsor may own a disclosures.
right. title'.or ~terest (including a .. e. Nothing in this Part is intended to
nonexclusive license) for a reasonable timem . fr . I di . th
order for a patent applicationto be filed. prec~ud~ agenc~e~ . om mc.u I~ In e
Furthermore. Federalagencies shall not be publication activities described in the
requiredto release copiesof any document first sentence of Part s.d., the
whichis part ofan applicationfor patent publication of materials describing a
filed with the UnitedStates Patent and subject invention to the extent such
TrademarkOffice or with any foreign patent materials were provided as part of a
office. " technical report or other submission of

b. To the extent authorized by 35 the contractor which were submitted
U.S.C. 205. agencies shall not disclose to independently of the requirements of the
third parties pursuant to requests under patent rights provisions of the contract.
the Freedom of Information Act (FOIA) However, if a small business firm or
any information disclosing a subject nonprofit organization notifies the
invention for a reasonable time in order agency that a particular report or other

- - • -~ . .. . '1 ... .. A_' _ 't . _ _ , ~ _ ~_
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in 35 U.S.C. 205 in circumstances.'
specifically described in thie PIU1 9.

10. Reporting on UtiJimtion ofSulljeDI
Inventions. ,

a. Paragraph h. of.the clause of
Attachment A provides that agenciea
have the right to receive periodic repona
from the contractor on utilization of
inventions. In accordance with such
instructions as may be isaued by the
Department of Commerce, agenciea
shall obtain such information from their
contractors. Pending such instructiona.
agencies should not impose reporting
requirements. The Department of
Commerce and the agencies. in
conjunction with representatives of
small business and nonprofit
organizations. shall work together to '
establish a uniform periodic reporting
system.

b. To the extent any such data or
information supplied by the contractor is
considered by the contractor. or ita
licensee or assignee. to be privileged
and confidential and is so marked.
agencies shall not. to the extent
permitted by 35 U.S.C. 202(c)(5). disclose
such information to persons outside the
Government.

11. Retention ofRights by Inventor:
Agencies which allow an inventor to
retain rights to a subject invention made
under a funding agreement with a smaD
business firm or nonprofit organization
contractor. as authorized by 35 U.S.c.
202(d). will impose upon the inventor at­
least those conditions that would apply
to a small business firm contractor
under paragraphs d. (il) and (iii); f.(4) h.;
i.; and j. of the clause of Attachment A.

12. Government Assignment to
Contractor ofRights in Invention of

, Government Employee. In any case
when a Federal employee is a co­
inventor of any invention made under a
funding agreement with a small busine8e
firm or nonprofit organization and the
Federal agency employing such eo­
inventor transfers or reassigns the right
it has acquired in the subject invention
from its employee to the contractor u
authorized by 35 us,c, 202(e). the
assignment will be made subject to Ute
same conditions as would ~pply to the
contractor under the clause of
Attachment A.

13.Exercise ofMarch-in Rights.
a. The following procedures shaH

govern the exercise of the march-in
rights of the agencies set forth in 35
U.S.C. 203 and the clause at Attach:meut
A.

b. Whenever an agency receives
information that it believes might
warrant the exercise of march-in righ••
before initiating any march-ill
proceeding in accordance with the
procedures of Part 13.c.-h. below. it shaH

•notify the contractor ill WI'iIiDs of til. heari118 thst imIalvu testiDmny or "
information and request iDfolDlal evidence relating to Ike utilizatien or

, written or oral commentaDamtile effoN at obtaiaing uilli:za.lioIl that 8l'8

contractor. hl the ab8ence ..8DY being made by the CUDb'actor. im
commenta from the CODtractor within 38 assignee. or Uamseea shaD be cloeed to

,days. the agency m&J.at U. diecretioa. ' the public. induding poteDtial ~uees.
proceed with thep-oceduJrea below. If .' f. The omclal conducting the fact..

"'comment is received, whetheror nut finding shell prepare writfim fimIfngll or
within 30 days. then the agency shaH. fact and transmit !hem to theheed of tlte
within 60 day. after it receiYU the agency or designee promptly after tht!
commeat. either initiate the procledurn conclusion of the fact..ftm:lfng
below or notify theconvactor. ill proceeding. A copy of the findings of'!
writing, that it will not pursue marclHa fact shall be sent to the coub:actor
rights baaed OIl the infonpatigp &beut (assignee or exchmfye l'fceDsee)h)'
which the contractor was notifie6l. registered or certified mail

c. A march-in proceeding ahall be g. In case. in which fact-ftndiJIg has
initiated by the isaU8008 of a writteu been cOnducted. the head of the agenCJ
notice by the agency k) tJae contractor or designee shaD base his or her
and its assignee or exclualve licensee, U determination on the facts round.
applicable. stating that the apncy W together with any other information and
considering the exercise of march-in argument submitted by the contractor
rights. The notice 8ballstate the reasons (assignee or exclusive Ilcensee], and any
for the proposed maJ'Cb..in in terma other information in the administrative
sufficient to put the coatractGr OIl notice record. The consistency of the exercise
of the facts upon which the action would of march-in rights wfth the policy and
be based and shall specifJ the fiel3 or objectives of as U.S.c. 200(00) and this
fields of use in which the ageucy is Circular shaH also be considered. ID
considering requiring licensing. The cases referred for fact-findiDg. thehead
notice shaH advise the cOlllraclor ~ of the agency or designee may reject
(assignee or excluaivelicensee) of il8 only those facts fhat have been found
rights, as let forth in thia Circular and in that are clearly erroneous. Written
any supplemental agency regu1atiOM. notice of the determination whether
The determination toexerciae march-in ' "'"march-inrightaWill be exercised .sheil
rights shall be made by the bead of the be made by the head of the agency or
agency or designee. except as provided designee and sent to the contractGr
in Part 13.j. below. - - ' -- '(assignee or excl118ive licensee) by" ,~.~,

d. Within 30 days afterl'8Ceipt oftbe certified or ....oistered mail within 90
written notice of march-in, the --0-

contractor (assignee or exclusive days after the completion of fact-findiJla
licensee) may submit. in .....1'IInn in or the proceedings will be deemed to

r-~ have been terminated and thereafter JlG
writing, or through a representative. march-in based on the facta and reasons
information or argumeut ill opposition te ' upon which tlle proceedins was initiated
the proposed march-in. includiJlg any
'additional specific: informatioa wbidt may be exercised. '
raises 8' genuine dispute over the h. An agenCJ may. at any time.
material facts upon which themarch-in terminate a march-in proceeding if it fa
is based. If the information presented satisfied that it dou not wish to
raises a genuine dispute over the exercise march-in righ&a.
material facts. the head of the agency or ' i. The procedures of this Part lIbeD
designee shall undertake or refer the also apply to the exercise of ~arch-in
matter to another official fur fact- rights agalrist inventors receiving title to.
finding., subject inv~tioB8under 35 U.s.c. 202(dr

e. Fact-finding shall be conducted in ' and. for that purpose. the term
accordance with the procedures "contractor" as used in this Part shall be
established by the agency. Such deemed to include the inventor.
procedures shaD be as informal as j. Notwithstanding the last senti!RCe 01
practicable and be consistent with Part 13.c., a determination to exercise
principles of fundamental fairness. The march-in in case. where the8U~
procedures should afford the contractor invention was made uutler a conlliaet
the opportunity to appear with counsel. may be made initially by the C9$actiRs
submit doCUJJ1e'ntary evidence. present officer in accordaDce with the
witnesses and confront sueb pers0b11 a. procedures of the Contract Di8p1lte8 Act.
the agency may present. A transcribed In such cases, the procedures of the
record shall be made and shall be Contract Disputes Act will apply in liee:
available at cost to the contractor UpeD of those in Parts 13.d.-g. above (except
request. The requirement for • that the last sentenc:e of PIU113.e. shall
transcribed record may be waived by continue to apply). However. when the
mutual agreement of the contractor and procedures of this Part 13.J. are used. the
the agency. Any portion of a fact-finding contractor. a88~. or exclusive

13.Exercise ofMarch-in Rights.
a. The following procedures shaH

govern the exercise of the march-in
rights of the agencies set forth in 35
U.S.C. 203 and the clause at Attach:meut
A.

b. Whenever an agency receives
information that it believes might
warrant the exercise of march-in righ••
before initiating any march-ill
proceeding in accordance with the
procedures of Part 13.c.-h. below. it shaH

principles of fundamental fairness. The
procedures should afford the contractor
the opportunity to appear with counsel.
submit doCUJJ1e'ntary evidence. present
witnesses and confront sueb pers0b11 a.
the agency may present. A transcribed
record shall be made and shall be
available at cost to the contractor UpeD
request. The requirement for •
transcribed record may be waived by
mutual agreement of the contractor and
the agency. Any portion of a fact-finding

march-in in case. where the8U~
invention was made uutler a conlliaet
may be made initially by the C9$actiRs
officer in accordaDce with the
procedures of the Contract Di8p1lte8 Act.
In such cases, the procedures of the
Contract Disputes Act will apply in liee:
of those in Parts 13.d.-g. above (except
that the last sentenc:e of PIU113.e. shall
continue to apply). However. when the
procedures of this Part 13.J. are used. the
contractor••a88~. or exclusive
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- . follow the guidance provided in 41 CFR
1-9.1()!}-5 or 3Z CFR 9-109.5.

c. In the event a subject invention is
made under funding agreements of more
than one agency, at the request of the
contractor or on their own initiative. the
agencies shall designate one agency as
responsible for administration of the
rights ofthe Government in the
invention.

17. Modification ofExisting Agency
Regulations.

a. Existing agency patent regulations
or other published policies concerning
inventions made under funding
agreements shall be modified as
necessary to make them consistent with

-this Circular and 35 U.S.C. Z00-206.
Agency regulations shall not be more
restrictive or burdensome than the
provisions of this Circular.

b.After March 1, 1982, this Circnlar
and 35 U.S.e. 200-206 shall take
precedence over any conflicting agency
regulations or policies.

18. Lead Agency Designation. In order
to assist the Office of Federal
Procurement Policy to ensure that 35
U.S.e. 200-206 and this Circular are
implemented in a uniform and
consistent manner, the following
responsibilities are assigned to the.

.. Department of Commerce (hereafter ...
.. referred to as ''The Department"]. Other

agencies shall fully cooperate and assist
in the carrying out of these
responsibilities;

a. The Department Will monitor
agency regulations and procedures for
consistency with the Act and this
Circular, and it shall provide
recommendations to OFPP and agencies
whenever it finds inconsistencies.

b. The Department will consult with
representatives of agencies and
contractors to obtain advice on-

(1) the development of the periodic
reporting system required under Part 10
of this Circular, and

(Z) changes in this Circular which may
be needed based on actual experience
referre·a to~as 'The Department"). Other
agencies shall fully cooperate and assist
in the carrying out of these
responsibilities;

a. The Department Will monitor
agency regulations and procedures for
consistency with the Act and this
Circular, and it shall provide
recommendations to OFPP and agencies
whenever it finds inconsistencies.

b. The Department will consult with
representatives of agencies and
contractors to obtain advice on-

(1) the development of the periodic
reporting system required under Part 10
of this Circular, and

(Z) changes in this Circular which may
be needed based on actual experience
under the Circular.

Co The Department will accumulate,
maintain, and publish such statistics
and analysis on utilization and activities
under this Circular and under

Act will satisfJ the teq1liRlmeDta of
Parts 14. b. IlDdCo abo'Ye.

15. licensing ofBackground Potent
Righu to Third Parties.

a. A funding agreemeat with a small
business firm or a domuUc nonprofit
organization will not contain a provision
allowing a Federal~ to require the
liGensing to third parties of inventions
owned by the contractor that are not
subject inventions unless such provision.
has been approved by the ~encyhead
and a written justification has been
signed by the agency head. Any such
provision will clearly etate whether the
licensing may be required in connection
with the practice of a subject invention.
a specifically identified work object. or
both.The agency headmay not delegate
the authority to approve Stich provisions
or to aign the justification required for
such provisions.

b. A Federal agency will not require
the licenJing of third partiu under any
such provision unlesa the agency head
determines that theuse of the invention
by others is DeeeaaBJ')' for the practice of
a subject invention or1m the use of a
work object of the funding agreement
and that such action fa u.ecessary to
achieve practical application of the
subject invention or work object. Any
such determination will be on the record
after an opporhmity baa agenCy
hearing. and the contractor mall be
given prompt notification of the
determination by certified or registered
mail

16.Adrninistraiion ofPolent Rights
Clause.

.. It is important that the Government
and the contractor know and exercise
their rights in subject iDventiOM in order
to enaure their expeditious availability
to the public. to enable the Government.
the contractor, and the public to avoid
unnecessary payment of royalties, and
to defend themselves againat claims and
suits for patent infringement. To attain
these ends. contracta ahould be 80

administered that
(1) Inventions are identified.

--_.. - -rr-"'-"'- -01 --- - -0---"
hearing. and the contractor mall be
given prompt notification of the
determination by certified or registered
mail

16.Adrninistraiion ofPolent Rights
Clause.

.. It is important that the Government
and the contractor know and exercise
their rights in subject iDventiOM in order
to enaure their expeditious availability
to the public. to enable the Government.
the contractor, and the public to avoid
unnecessary payment of royalties, and
to defend themselves againat claims and
suits for patent infringement. To attain
these ends. contracta ahould be 80

administered that
(1) Inventions are identified.

disclosed, and an election is made as
required by the contract dause.

(Z)The rights of the Government in
such inventions are established;

PH Wh..n .,nnrn~.t.. n ..t ..... t

lieewl8e will DOtbe required to grant a
ID::eaM and the Govemment will not
srant any liceaae antil after either: (1) 90
days from the date of the contractor's
reoeipt of thecontracting officer's
decilioo, if DO appeal of the decision has
been made to an agency board of
contract appeals, or if no action has
been brought under Section 10 of the Act
within that time: 01' (2) the board or
court. aa the caae may be, has made a
final decision in caaes when an appeal
or action haa been brought within 90 .
days of thecontracting officer's
decision.

k, Agencies are authorized to issue
supplemental procedures. not .
inconsistent herewith, fur the conduct of
march-in proceedings,

U.AppeaJs.
a. The agency official initially

authorized to take any of the following
actions shall provide the contractor with
a written statement of the basis for his
or her action at the time the action is .
taken. including any relevant facts that
were reJIed upon in taking the action:

(1) A refusal to grant an extension
under paragraph c.(4) of the clause of
Attachment A.

(Z) A request for a conveyance of title
under paragraph d. of the clause of
Attachment'A.

(3) A refusal to grant a waiver under
paragraph L of the clauae of Attachment
A.

(4) A refusal to approve an
assignment under paragraph k.(1) of the
clause of Attachment A.

(5) A refusal to approve an extension
of theexclusive license period under
paragraph k.(2) of.the clause of
Attachment A.

b. .Each agency .hall establish and
publish procedure' under which any of
the agency actions Iistedin Part 14.a.
above may be appealed to the head of
the agency or designee. Review at this
level shall CODSider both the factual and
legal basis for the action and its
consistency with the policy and
objectives aI. 35 USc. 200-206 and this
-'" -.I !I. - - - - -- -- - Iio# •

paragraph L of the clauae of Attachment
A.

(4) A refusal to approve an
assignment under paragraph k.(1) of the
clause of Attachment A.

(5) A refusal to approve an extension
of theexclusive license period under
paragraph k.(2) of.the clause of
Attachment A.

b. .Each agency .hall establish and
publish procedure' under which any of
the agency actions Iistedin Part 14.a.
above may be appealed to the head of
the agency or designee. Review at this
level shall CODSider both the factual and
legal basis for the action and its
consistency with the policy and
objectives aI. 35 USc. 200-206 and this
Circular. .

c. Appeals procedures established
under Part 14.b. above shall include
administrative due process procedures
and Rtandards for fact-Aniline at l~aRt
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patent applications where suchfiling
has been prohibited by a Secrecy Order.

(4) Requests for extension of the time
for disclosure to the agency. election,
and filing may. at the discretion of the
funding Federal agency, be granted.

d. Conditions When the Govemment
May Obtain Title __,

(1) The contractor will convey to the
Federal agency, upon written request,
title to any subject invention: I

(i) If the contractor fails to disclose or
elect the subject invention within the
times specified in Coabove, or elects not
to retain title.

(il) In those countries in which the
contractor fails to me patent
applications within the times specified
in c. above: Provided. however, That if
the contractor has med a patent ._
application in a country after the times
specifled in Co,above, but prior to its
receipt of the written request of the
Federal agency. the contractor shall
continue to retain title in that country.

(iii) In any country in which the
contractor decides not to continue the
prosecution of any application for, to
pay the maintenance fees on, or defend
in reexamination or opposition
proceeding on, a patent on a subject
invention.

e. Minimum Righ18to Contractor,

(1) The contractor will retain a
nonexclusive, royalty-free license
throughout the world in each subject
invention to which the Government
obtains title except if the contractor
fails to disclose.the subject invention
within the times specified in Co,above.
The contractar's license extends to its
domestic subsidiariel and affiliates, if
any, within the corporate structure of
which the contractor is a party and
includes the right to grant sublicenses of
the same scope to the extent the
contractor was legally obligated to do 80

at the time the contract was awarded.
The license is transferable only with the
approval of the funding Federal agency

. except when transferred to the
successor of that party of the
contractor's business to which the
invention pertains.

(2) The contractor's domestic license
may be revoked or modifIed by the
funding Federal agency to the extent
necessary to achieve expeditious
practical application of the subject
inyention pursuant to an application for
an exclusive license submitted in
accordance with applicable provisiona
in the Federal Property Management
Regulations. This license will not be
revoked in that field of 11M or the
geographical areas In whichthe .

Office of Federal ProcuremenLPolicy,
telephone number (202) 395-6810.
Donald E. Sowle,
Administrator.
David A. Stockman,
Director.

to the provisions of this clause and 35
U.S.c. 203. With respect to any subject
invention in which the contractor
retains title, the Federal Government - ..
shall have a non-exclusive, non­
transferable, irrevocable, paid-up
license to practice or have practiced for

Attachment A--CircuIar ~-12C -or on behalf of the United States the
The following is the standard patent subject invention throughout the world.

rights claused to be used in funding c. Invention Disclosure, Election of Title
agreements as provided in Part 7. and Filing ofPatent Applications by
Patent Rights {Small Business Firms Contractor.
and Nonprofit 01'8anizations} (March (1) The contractor will disclose each
1982) subject invention to the Federal agency
a. Definitions within two months after the inventor

discloses it in writing to contractor
(1) "Invention" means any invention personnel responsible for patent

or discovery which is or may be matters. The disclosure to the agency
patentable or otherwise protectable shall be in the form of a written report
under Title 35 of the United States Code. and shall identify the contract under

(2) "Subject Invention" means any which the invention was made and the
invention of the contractor conceived or inventor(s).1t shall be sufficiently
first actually reduced to practice in the complete in technical detail to convey a
performance of work under this' clear understanding. to the extent
contract. . known at the time of the disclosure, of

(3) "Practical Application" means to the nature. purpose, operation, and the
manufacture in the case of a physical, chemical, biological or
composition or-product, to practice in electrical characteristics of the
the case of a process or method, or to invention. The disclosure shall also
operate in the csse of a machine or identify any publication, on sale or
system: and, In each case, under such public use of the invention and whether
conditions as to establish that the a manuscript describing the invention-
invention is being utilized and.that.its ---- has been submitted for publication and,
benefits are, to the extent permitted by if so, whether it has been accepted for
law or Government regulations, publication at the time of disclosure. In

-available to the public on reasonable . addition, after disclosure to the agency,
terms.. the contractor will promptly notify the

(4) "Made" when used in relation to agency of the acceptance of any
any invention means the conception or manuscript describing the invention for
first actual reduction to practice- of such publication or of any on sale or public
invention. use planned by the contractor.

(5) "Small Business Firm" means a . (2) The contractor will elect in writing
small business concern as defined at _ whether or not to retain title to any such
Section 2 of Pub. L. 85.536(15 U.S.C. 632) invention by notifying the Federal
and implementing regulations of the agency within twelve months of
Administrator of the Small Business disclosure to the contractor: Provided,
Administration. for the purpose of this That in any case where publication, on
clause, the size standards for small sale or public use has initiated the one
business concerns involved in year statutory period wherein valid
Government procurement and patent protection can still be obtained in
subcontracting at 13 CPR 121.3-8 and 13 the United States, the period for election
CPR 121.3-12, respectively, will be used. of title may be shortened by the agency

(6) "Nonprofit Organization" means a to a date that is no more than 60 days
university or other institution of higher prior to the end of the statutory period.
education or an organization of the type (3) The contractor will file its initial
described in section 501(c)(3)of the patent application on an elected
Internal Revenue Code of 1954 (26 U.s.c. invention within two year; after election
501(c») and exempt from taxation under or, if earlier, prior .to the end of any
section 501(a) of the Internal Revenue statutory period wherein valid patent
Code (26 U.S.C. 501(a)) or any nonprofit protection can be obtained in the United.
scientific or educational organization States after a publication, on sale, or
qualified under a state nonprofit public use. The contractor will file
organization statute. - patent applications in additional

. ... countries within either ten months of the
b. Allocation ofPrincipal Righ18 Gorresponding initial patent application

The contractor may retain the entire or six months from the date permission
right. title. and interest throughout the is granted by the Commissioner of
world to each subject invention sobject Patents and Trademarb to file foreign

U&"-';;;;.I.~.la& ~'~Y"'&.IL1'1;i ....uu~ U.L ....ii;lU"'Z \£AI \oI.u..""-k .............._-"'- •••~ " ...,.'" 3""10&4. m,,~............ '"' ...."'u

501(c») and exempt from taxation under or, if earlier, prior .to the end of any
section 501(a) of the Internal Revenue statutory period wherein valid patent
Code (26 U.S.C. 501(a)) or any nonprofit protection can be obtained in the United
scientific or educational organization States after a publication, on sale, or .
qualified under a state nonprofit public use. The contractor will file
organization statute. - patent applications in additional

countries within either ten months of the
b. Allocation ofPrincipal Righ18 Gorresponding initial patent application

The contractor may retain the entire or six months from the date permission
right. title. and interest throughout the is granted by the Commissioner of
world to each subject invention sobject Patents and Trademarb to file foreign

\"J ...U'OJ UUZ.N W""'-" _ """'......... 0 ...."" Ut"tlW,I,&OQ

may be revoked or modifIed by the
funding Federal agency to the extent
necessary to achieve expeditious
practical application of the subject
inyention pursuant to an application for
an exclusive license submitted in
accordance with applicable provisiona
in the Federal Property Management
Regulations. This license will not be
revoked in that field of 11M or the
geographical areas In whichthe .
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h. Reporting OR Utilization ofSubject
Inventions

contractor has achieved practical
application and continues to make the
benefits of the invention reasonably
accessible to the public. The license in
any foreign country may be revoked or
modified at the discretion of the funding
Federal agency to the extent the
contractor. its licensees. or its domestic
subsidiaries or affiiates have failed to
achieve practical application in that
foreign country.

(3) Before revocation or modification
of the license. the funding Federal
agency will furnish the contractor a
wr itten notice of its intention to revoke
or modify the license. and the contractor
will be allowed thirty days (or such
other time as may be authorized by the
funding Federal asency for good cause
shown by the contractoi) after the
notice to show cause why the license
should not be revoked or modified. The
contractor bas the right to appeal, in
accordance with applicable regulations
in the Federal Property Management
Regulations concerning the licensing of
Govemment-owned inventions. any
decision concerning the revocation or
modification of Its license.

r Contractor Action to Pratect the
Governments Interest

(1) The contractor agrees to execute
or to have executed and promptly
deliver to the Federal agency all .
instruments necessary to (i) establish or

. Confirm the rights the Government has
throughout the world in those subject
inventions to which the contractor
elects to retain title . and (li) convey title
to the Federal agency when requested
under paragraph d. above, and to enable
the Government 10obtain patent
protection throughout the world in that
subject invention.

(2) The contractor agree. 10require,
by written agreement. ita employees.
other thaD clerical and nontechnical
employees. to disclose promptly in
writing to peraonnelidentified as
responsible for the administration of
or to have executed 'and promptly
deliver to the Federal agency all
instruments necessary to (i) establish or
confirm the -rights the Government has
throughout the world in those subject
inventions to which the contractor
elects to retain title. and (li) convey title
to the Federal agency when requested
under paragraph d. above, and to enable
the Government 10obtain patent
protection throughout the world in that
subject invention.

(2) The contractor agree. to require,
by written agreement. ita employees.
other than clerical and nontechnical
employees, to disclose promptly in
writing to peraonnelidentified as
responsible for the administration of
patent matters and in a format
suggested by the contractor each subject
invention made under contract in order
tha t the contractor can comply with the
~;a"II\.""" ......",.inntl nf DJlI'RC7l'lulh Co

patent applicstioM prior to U.S. or ' . - ' , . ·ogency may re a80nably specify. The
foreign statutory ban. . __ ___ . _.. contractor also agrees to provide n •

(3) The contractor will notify the additional reports as may be requested
Federal agency of any decision not to by the agency in connection with any
continue the proeecution of a patent march-in proceeding undertaken by the
application. pay maintenance fees. or asency in accordance with paragraph j.
defend in a reexamination o.r-opposition ,, · of this clause. To the extent data or .
proceeding on a patent. in any country. information supplied under this section
not less than thirty days before the Ieconeidered by the contractor. its
expiration of the response period lJoeuee or asalgnee to be privileged and .
required by the relevant patent office. confidential and is so marked. the

(4) The contractor agrees to include. asency agrees that. to the extent
within the specification of any United permitted by 35 U.S.C. 202(c)(5). it will
States patent application and any patent not disclose such information to persons
issuing thereon covering a subject outside the Governmenl
invention. the following statement, "This
invention was made with Government .. i~ Preference for United States Industry
support under (identify the contract) Notwithstanding any other'proVislon
awarded by {ideutify tJae Federal of this clause. the contractor agrees that
agrlgher:.~~=~thas certam neitherit nor any assignee will grant to

. lU1y person the exclusive right to .use or
g. Subcontracts sell any subject invention in the United

(1) The contractor will include this States unless such person agrees that
clause, suitably modified to identify the an, products embodying the subject
parties, in all aubcontracta. regardleas of iBvention or produced through the use of
tier, for experimental developmental or the subject invention will be
research work to be performed by a 'manufactured substantially in the
small business firm or domestic United States. However, in individual
nonprofit organization. The cases, the requirement for such an
subcontractor will retain all rights ' agreement may be waived by the
provided for the contractor in thia Federal agency upon a showing by the
clause. and the contractor will not, as contractor or its assignee 'that
part of the ccnsideration for awardiIl~r'- : ' · · "'reasonable but unsuccessful eff0:ts. have ,
the subcontract, obtain rights in the . . been made to grant licenses on Similar
subcontractor', subject inventions. · terms to potential licensees that ~ould.

.. _.. (2) The contractor will include in -all- · ~n ~ "' btdikely to iniUlufacture substantially in.

other subcontracts, regardless of tier, for the United States or that under the
experimental. developmental or circuinstances domestic manufacture is
research work the patent rights clause not commercially feasible
required by {cite section ofagencY ';Mh . Righ· is
implementing reaulations. FPR. or J. oren-in

• DAR). The contractor agrees that with
{3} In the case of subcontracts, at any respect to any subject invention in

tier. when the prime award with the which it has acquired title . the Federal
Federal agency was a contract (but not a .agency has the right in accordance with
grant or cooperati'nl agreement). the the procedures in OMB Circular A-l24
agency. subcontractor, and the . (and agency regulations at ) to
contractor agree that the mutual . require the contractor, an assignee or
obligations of the parties created by this exclusive Iicensee'of a subject invention
clause constitute a contract between the to grant a non-exclusive. partially
subcontractor and the Federal agency exclusive or exclusive license in any
ih~ subcontract, ~btain rights in the ... . beenmad~ to grant licenses on similar
subcontractor', subject inventions. terms to potential licensees that ~ould.

(2) 'The contractor will includein-all- cn ~ "'beJikely to iniUlufacture substantially in

other subcontracts, regardless of tier, for the United States or that under the
experimental. developmental or circuinstances domestic manufacture is
research work the patent rights clause not commercially feasibl~

required by [cite section ofagencY;M 11' Righ- is
implementing reaulations. FPR. or J. arcn-ui

• DAR). The contractor agrees that with
{3} In the case of subcontracts, at any respect to any subject invention in

tier. when the prime award with the which it has acquired title . the Federal
Federal agency was a contract (but not a .agency has the right in accordance with
grant or cooperati'nl agreement). the the procedures in OMB Circular A-l24
agency. subcontractor. and the . (and agency regulations at ) to
contractor agree that the mutual require the contractor. an assignee or
obligations of the parties created by this exclusive licensee'of a subject invention
clause constitute a contract between the to grant a non-exclusive. partially
subcontractor and the Federal agency exclusive, or exclusive license in any
with respect to those matters covered by . field of use to a responsible applicant or
this clause. applicants. upon terms that are

reasonable under the circumstances.
and if the contractor assignee. or

,,- _ _~ . 1.. _
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BUDGET __• _

Office of Federal Procurement Policy

CIrcular No. A-124, Patents-Small
Flnna and N~fItOrganizatiOM

AGENCY: Office of Federal Procurement
Policy ,OMB.
ACT1ON: Notice.

8UIIMARY: This Circular, issued
pursuant to the authority contained in
Pub. L. 96-517, sets forth policies,
procedures and a standard clau:se for
executive branch agency use WIth
regard to inventions made by small
business firua and non-profit
organizations and universities under
funding agreements (contracts, ~ants
and cooperative agreements) WIth
Federal agencies where a purpose is to
perform experimental, developmental
and research work. This supersedes
OMB Bulletin No. 81-22 and reflect.
public commenta received on OMB
Bulletin No. 81-22 (46 FR 34716, July 2,
1981).
EFFECTIVE DATI: March 1, 1982.
FOR AJRntEJt INFORMATION CONTACT:
Mr. Fred H. Dietrich, Associate
Administrator, Office of Federal
Procurement Policy, n6 Jackson Place,
NW.• Washington. D.C. 20503. (202) 395-
6810. _ _

IUPPI.UlUTAftT IM'OIUIAflOH; Thi.
Circular ie a revision of OMB Bulletin
No. 81-22 which wa. iuued on July 1,
1981. accompanied by • requeat for

Bulletin No. 81-22 (46 FR 34716, July 2,
1981).
EFFECTIVE DATI: March 1, 1982.
FOR AJRntEJt IFORMATION CONTACT:
Mr. Fred H. Dietrich, Associate
Admini.trator, Office of Federal
Procurement Policy, n6 Jackson Place,
NW•• Washington. D.C. 20503, (202) 395-
6810. _ _

IUPPI.UlUTAftT IM'OIUIAflOH; Thi.
Circular ie a revision of OMB Bulletin
No. 81-22 which was iuued on July 1,
1981. accompanied by • requeat for

comments from the public and Federal
agencies. Approximately 138 comments
were received from individuals, -: r - - ­

universities. nonprofit organizations.
industrial concems, and Federal
agencies.

Copies of all the comments are
available on record at OFPP. A
compilation of summaries of the
comments organized by Bulletin section
along with a rationale for their
disposition can be obtained by writing
to: Fred Dietrich, address .s above.

The Bulletin has been reformated for
easier reading and simplified reference
to its provisions. For example, the
standard clause has been moved from
the body of the Circular to Attachment
A. Instructions and policies on the use of
the standard clause have been
consolidated in Part 7. Instructions for
modification or tailoring of the clause
have been consolidated in Part 8. Other
general policies relating to the clauae or
the Act have been treated in aeparate
parts. Some of the more significant
changes that were made .. a reeult of
the comments are discuaaed below.

-Explanations are also given .e to why
certain commenta were not adopted.

L CommeDb aelatlq to PaIIq aDd
aa,. Sec:tiaDa

A. Subcontracts

A Dumber of comments indicated that
more clarification on the application of
the Circular to .ub{;qntracts wal
needed. RevfsioD,l were made in Part 5
and Part 7c. to ~ddres. ~ concern.

--eo-- -_..... _-- --- - ----_... _-
the comments are discuaaed below.

-Explanations are also given .e to why
certain comments were not adopted.

L CoDUDellb aelatlq to PaIIq aDd
aa,. Sec:tiaDa

A. Subcontracts

A Dumber of comments indicated that
more clarification on the application of
the Circular to .ub{;qntracts wal
needed. RevieioD,l were made in Part 5
and Part ze, to ~ddre88 ~ concern.

B. Limitation to Funding Agreements
Performed in the United States

niiirewere also a large number of
comments questioning the limitation of
the Bulletin to funding agreements
performed in the United States. The
Circular has been revised to eliminate
any distinctions based on where the
funding agreement is performed.
However. the definition of "nonprofit
organization" at 35 U.S.C. 201 has been
interpreted to cover only domestic. .
nonprofit organizations. The definJ~on

of "small business" in SBA regulations
which are referenced in the Act
excludes foreign business. A strong
argument can be made that the Congress
did Dot include fore ign nonprofits. For
example, that part of the sta.tut~ry

definition referencing orgarnzations
, ."qualified under a State nonprofit
. organization statute" clearly is limited

to U.S. organizations. Similarly. that part
of the definition referencing Section 501
of the Tax Code manifest an intention to
cover u.s. based organizations, since
foreisn corporations are not subject to
U.s. tax except if they are doing
business in the United States.

C. InventiOll6 Made Prior to July 1. 1981

Part 5 of the Circular was revised. as
auggeeted by commentors. to encourage
agenciee to treat inventions made undt;r
funding agreements predating the Act in

a lDanner eimilar to inventione under tttp

foreign corporations are not SUDJeCt to
U.s. tax except if they are doing
business in the United States.

C. InventiOll6 Made Prior to July I, 1981

Part 5 of the Circular was revised. 8S

auggeeted by commentors. to encourage
agencies to treat inventions made undt;r
funding agreements predating the Act in

• manner eimilar to inventione under tttp
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Act. if such actiau la consistent with
law.

D. Collaborative Rnearch and "de
minimus" RIIcomrntJndations

l1tere went Mvwal commena that
.ome "de minimla" Randard be
ntablisbed to define a threshold
c:oatribution of government fnnding to
die making of a jointly funded invention
below which the Circular regulations
should not apply. These
recommendations were rejected as
bein& inconsistent with the Act which
does not define subject invention in
terms of the size of the government
financial contribution in making the
invention.

These comments appear to be based
on a concern that the Circular does not
provide adequate guidance on the
obligations of a recipient of government
research funds when such research Is
closely related to other research
sponsored by an industrial concem,
Since one of the primary purposes of
Pub. 1.. 96-517 is to foster cooperative ~.

research lI1TaJl8ement. among
government, univeraitles and industry in
order to more effectively utilize the
productive resources of the nation in the
creation and commercialization of new
technology, it is Important to remove
any doubt as to the propriety of such
cooperative arrangements and the
proper application of the Circular to
them.
-Traditionally there have been no .

conditions Imposed on research
performers by the government which
would preclude them from accepting
research funding from other sources to
expand. to aid in completing or to
conduct separate investigations closely
related to research activities sponsored
by the government. Such complex
funding arrangements are a necessity
given the limited financial resources of
individual sponsors. the unpredictable

• nature and continual expansion of
research. the sharing of expensive
resources, and the dynamic interactions
among scientists at research Institutions,

Notwith..ts>nAinn t ..... ";o"t of researchproper ..,pnounnf\rr\1JA~t.,",,~.. a.& LV

them.
_Traditionally there have been no .

conditions Imposed on research
performers by the government which
would preclude them from accepting
research funding from other lourees to
expand. to aid in completing or to
conduct separate investigations closely
related to research activities sponsored
by the government. Such complex
funding arrangements are a necessity
given the limited financial resources of
individual sponsors. the unpredictable

• nature and continual expansion of
research. the sharing of expensive
resources, and the dynamic interactions
among scientists at research Institutions,

Notwithstanding the right of research
organizations to accept supplemental
funding from other sources for the
purpose of expediting or more
mmpre~~ve~ya~pliahingthe .

the planned and committed activitiel of
a goveTllD*lt funded project aDd does
not diminish or distract from the
performance of such activities,
iDventiona made tD performance of the

. non-govemmeut~ project
would not be subject to tiae CODditiona of
..the Act. An eumple Dfncb related but
separate projecta would be a
government~redproject having
research objectives to expand scientific
undentandins in field with a closely
related induatry 8pOI1IOI'ed project
havW8 u ita objectives the application
of such DeW kDowiedse to develop
usable new technology. The time
relationship in conducting the two
projectl aDd the use of new fundamental
knowledge from one in the performance
of the other are Dot important
determinants lince mOlt inventiODl rest
on a knowledge base built up by
numerous independent reMarch efforts
extending over many years. Should such
an invention be claimed by the
performing organization to be the
product of non-govemment sponsored
research and be cba1lenged by the
sponsoring agency al being reportable
to the government as a "subject
invention", the challenge ia appealable
as described in Part It-c.

An invention which is made outside of
the research activities of a government
funded project but which in its making
otherwise benefits from such project
without adding to its cost, is not viewed
as a "subject invention" since it cani10t
be shown to have been "conceived or
first actually reduced to practice" in
performance of the project. An obvious
example of thil is a situation where an
instrument purchased with government
funds is later used. without interference
with or cost to the govermnent funded
project, in makingan invention all
expenses of which involve only non­
government funds.

E. Reports to the General Accounting
Office

In response to the comment of one
agency. Part 7.b.{Z) wu amended to
J..~gjq,,~~ ~~sj,q.caLae!!£i~~~ do
without adding to its cost, is not viewed
as a "subject invention" since it cani10t
be shown to have been "conceived or
first actually reduced to practice" in
performance of the project. An obvious
example of thil is a situation where an
instrument purchased with government
funds is later used. without interference
with or cost to the govermnent funded
project, in makingan invention all
expenses of which involve only non­
government funds.

E. Reports to the General Accounting
Office

In response to the comment of one
agency. Part 7.b.{Z) wu amended to
avoid the necessity of agencies that do
not enter into research grana or
contracts with nonprofit organizations
or small buainea8es from having to make
reports to the Comptroller General.

agreementa be identified when the
optional language is used, However, in
view of the broad wording or thestatate,
.,enci. lDAy oontiDue to WIe the .
optiooal Jansuqe for "future" treaties &t
their d1acntion. However, specific
languqe hu been added to encourage
agencies to drop the reference to future
treaties uleu IhoWD to be in the
national interest.

One agency al80expreued the
concern that the language in the Bulletin
wat too limfted end implied only • right
to sublicense, whereas some
international agreements call for more
extensive rights. Section ad. has been
revised to make clelll' that more than the
right to sublicense can be taken.

G. Publication or Release of Invention
Disclosuretl

Some agencies expressed the concern
that the language in Part 5.b.(4) of the
Bulletin required agencies to delay
publication for excessive periods.
Careful review of the language of Part
5.b.{4) indicated that it needed to be
restructured to more clearly distinguish
between aituations where the
publication of technical reports was
iDvolved and situatiooa where the
release or publication of invention
disclosures provided u required under
the standard clause was involved. Part 9
bas been revised to distinguish between
the twQ and to clarify the policies in the
two situations.

H. Reporting on Utilization ofSubject
Inventions

In response to the comment. of one
qency and to minimize the burden on
contractors. Part 10 providel that
agenciel shall not Implement their rights
to obtain utilization reporta under the
.tandard clause until a Government­
wide reporting format is established.
This will be one of the first tasks of the
Department of Commerce as lead
agency.

Also adopted was the
recommendation of one commentor that
~~-~!._-------.&- ""'- -""""\rAft" ft'IDV;?n"Yn

the twQ and to clarify the policies in the
two situations.

H. Reporting on Utilization ofSubject
Inventions

In response to the comment. of one
qency and to minimize the burden on
contractors. Part 10 provides that
agenciel shall not Implement their rights
to obtain utilization reporta under the
.tandard clause until a Government­
wide reporting format is established.
This will be one of the first tasks of the
Department of Commerce as lead
agency.

Also adopted was the
recommendation of one commentor that
utilization reports be afforded maximum
protection from disclosure as authorized
by Pub. L 96-517. Accordingly. language
was revised to provide that such reports
".hall Dot" be disclosed under FOlA to
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have been made as a result of the
comments.

Several agencies felt the procedures
were too formal and cumbersome. Some
universities were also concerned that
there did not appear to be a way for an
agency to reject a march-in without
going into a full-blown procedure, To
address these concerns Part l3.b. was
added to provide for an informal and
rapid agency decision making process as
to whether or not to begin a more formal
proceeding. Part ts.h, was also added to
make clear that an agency could
discontinue a proceeding at any time it
is satisfied that march-in is not .
warranted. This emphasizes that march­
in is strictly a matter for agency
discretion. Even though an agency may
begin march-in because of the
complaints of a third-party, that third
party does not have standing and cannot
insist on either the initiation or
continuation of a march-in proceeding.

A number of universities asked that
time limits be placed on the duration of
a march-in proceeding. It is not believed
to be practical to place an overall time
limit on a march-in proceeding,
particularly sincedelays in fact-findinB
might be the result of contractor
requests for delays. However, Part l3.b.
includes a procedure for informal
agency decision-making, as noted
above, with specified time restraints. In
addition. Part 13.g. places a 90 day time
limit on the issuance of a determination
after fact-finding is completed.

Several universities also
recommended that march-in .
determinations be appealable to the
lead agency. However, this
recommendation was not adopted. It is
believed the procedures established will
ensure that march-ins are only exercised
after careful consideration. Contractors
may also appeal any arbitrary decisions
or those-not conducted in accordance
with proper procedures to the courts.

Part 13.j. was added to clarify the
relationship of the procedures of the
Contract Disputes Act to the march-in
procedures of Part 13 c.-g. to the extent
a determination to march-in is
considered a contract dispute.

Several universities also
recommended that march-in proceedings
be closed to the public where
confidential information might be
disclosed. Language has been included
in Part 13.e. to require this. The
information on utilization obtained as
part of a march-in is conslt ered within
the scope of the utilization information
which agencies are required to obtain
the right to under 35 U.S.C. 202(c)(5), and
the same statutory exclusion from
disclosure is applicable to it. It can also
be expected that the same information

be closed to the public where
confidential information might be
disclosed. Language has been included
in Part 13.e. to require this. The
information on utilization obtained as
part of a march-in is conslt ered within
the scope of the utilization information
which agencies are required to obtain
the right to under 35 U.S.C. 202(c)(5), and
the same statutory exclusion from
disclosure is applicable to it. It can also
be expected that the same information

, would be trade-secret information
exempt from public disclosure.

, J. Appeals ' ,,, .... q

As a result of a number of comments,
it was determined that the appeals
provisions of Part s.g, of the Bulletin did
not address the full scope of appealable
decisions and that particularly in
forfeiture cases more detailed
procedures should be followed. Part 14
has been revised accordingly. However,
other recommendations to allow appeal
to the lead agency were not adopted
since a number of agencies were
concerned that this would interfere with
their prerogratives.

Since it is anticipated that in contract
situations a number of these actions
would be subject to the Contract
Disputes Act. language was added to
Part 14 to expressly acknowledge that
procedures under that Act would fully
comply with the requirements
established in Part 14.

K. Multiple Sources ofAgency Support
One university suggested that there

was a need for additional guidance in
cases when a subject invention can be
attributed to more than one agency
funding agreement. To address this
concern Part 160. was added to require
agencies to select one agency to
administer a given subject invention
when there have been multiple agencies
providing support. It is intended that
only that agency could then exercise
march-in or take other actions under the
clause. It would be a matter between the
agencies as to how any actions of the
selected agency would be coordinated
with the others.

L Lead Agency
Bulletin 81-22 noted that the lead

agency concept was under discussion
and solicited comments on this matter.
The Department of Commerce has been
selected as the new lead agency based
on its prior experience and wide ranging
interest in technology transfer,
productivity, innovation and
Government patent policy. The lead
agency will. among other assignments,
review agency implementing
regulations; disseminate and collect
information; monitor administrative or
compliance measures; evaluate the Pub.
1.. 96-517's implementation; and
recommend appropriate changes to
OMB!OFPP.

M. Optional Clause Language at Section
Sb(l}(vi} ofthe Bulletin

The most commented upon l!spect Ilf
the Bulletin was the optional reporting
language authorized by Part 5.b.(1)(vi).
Approximately 70 comments were,

information; monitor administrative or
compliance measures; evaluate the Pub.
1.. 96-517's implementation; and
recommend appropriate changes to
OMB!OFPP.

M. Optional Clause Language at Section
Sb(l}(vi} ofthe Bulletin

The most commented upon l!spect Ilf
the Bulletin was the optional reporting
language authorized by Part 5.b.(1)(vi).
Approximately 70 comments were,

received from universities and nonprofit
organizations objecting to its use. The
premises underlying the rationale for the
optional language was brought in
question by a numberof commentors.
Many others made the point that the use
of the clause would undermine their
licensing efforts, result in nonreporting
of inventions by inventors. and would
generally be counterproductive. Byway
of contrast no agency provided any
rationale for the need for these '
provisions.

In view of the comments and lack of
any established need for the optional
language. Part 5b(1)(vi) of the Bulletin
has been eliminated from the final
Circular. As will be discussed. below,
some changes have been made to
paragraph c. of the standard clause of
Attachment A of the Circular that relate
to the issues raised by the optional
language.

n. Comments on Standard Patent Rights
Clause
A. Paragraph b.-License to State and
Local Governments

One agency suggested that the right to
license state and local governments be
made part of the standard rights of the
Government. This. however. has not
been done since the granting of licenses
to state and local governments is not
consistent with Pub. 1.. 96-517. That
statute defines the Government's license
rights. and' any expansion of these
rights, would have to be justified under
the "exceptional circumstances"
language of 35 U.S.c. 202 on a case-by­
case basis. It is not anticipated that the
taking of such rights would ordinarily be
consistent with the policy and
objectives of the Act since such licenses
have acted as a disincentive to general
commercialization. Thus. while
appearing to be useful to state and local
governments such licenses have actually
acted to their disadvantage to the extent
they have precluded private
.development of inventions useful to
state and local govemments.

B. Paragraph c.-Reporting, Election.
and Disclosure

There were a number of comments on
various aspects of paragraph c. As a
result some changes have been made. In
general. these changes were designed to
provide a reasonable accommodation to
the interests of several agencies in
obtaining early knowledge of inventions
and to minimize the possibility of
statutory bars being created in
situations where the agency might wish
to seek patents if the contractor does
not elect rights. Thus. the reporting

There were a number of comments on
various aspects of paragraph c. As a
result some changes have been made. In
general. these changes were designed to
provide a reasonable accommodation to
the interests of several agencies in
obtaining early knowledge of inventions
and to minimize the possibility of
statutory bars being created in
situations where the agency might wish
to seek patents if the contractor does
not elect rights. Thus. the reporting
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Paragraph l-Communications

A new paragraph has been added at
the end of the clause in which agencies
are instructed to designate Ii central
point of contact for administration of the '
clause. This paragraph was added as a
result of a number of comments
suggesting this in lieu of the provision in
the bulletin that contact points be
indentified throughout the clause
whenever notices or communicatians to
the agency were required.

OMB Circular No. A-l24 follows.
Donald E. Sowle.
Administrator.

3. Authority. This Circular Is issued
pursuant to the authority contained in 35
U.S.C. 206 (Section 6 of Pub. L. 96-517,
"The Patent and Trademark
Amendments of 1980").

-4. Background. After many years of .
public debate on means to enhance the
utilization of the results of Government
funded research. Pub. t, 96-517 was
enacted. This Act gives nonprofit
organizations and small businesses.
with limited exceptions, a first right of
refusal to title in inventions they have
made in performance of Government
grants and contracts. The Act takes
precedence over approximately 26
conflicting statutory and administrative
policies.

Under the Act . the Office of Federal
Procurement Policy (OFPP) is
responsible for the issuance of the
regulations implementing 35 U.S.C. 202':" .
204 after consultation with the Office of
Science and Technology Policy (OSTP).
On July 2, 1981. OMB Bulletin 81-22 was
issued to provide interim regulations
while agency and public comments were
sought. Based on a review of these
comments. this Circular is issued to
establish permanent implementing
regulations and a -standard patent rights '
clause.

-" 5. Policy aiid Scope. This Circular ·· ··
takes effect on March I, 1982. and will .
be applicable to allfunding agreements
with small business firms and domestic
nonprofit organizations executed on or
after that da te. This includes
subcontracts at any tier made after
March 1. 1982. with small business firms
and nonprofit organizations even if the
prime funding agreement was made
prior to March 1.1982. Unless prohibited
by law. agencies are encouraged to treat
subject inventions made under funding
agreements made prior to July 1, 1981. in
substantially the same manner as
contemplated by Pub. L. 96-517 and this
Circular for inventions made under
funding agreements entered into
Sl!.!?~~q!1_eJ1Uo_J.!1!y.l, 1981 . This can be
takes effect on March 1, 1982. and will
be applicable to all funding agreements
with small business firms and domestic
nonprofit organizations executed on or
after that date. This includes
subcontracts at any tier made after
March 1. 1982. with small business firms
and nonprofit organizations even if the
prime funding agreement was made
prior to March 1. 1982. Unless prohibited
by law. agencies are encouraged to treat
subject inventions made under funding
agreements made prior to July 1, 1981. in
substantially the same manner as
contemplated by Pub. L. 96-517 and this
Circular for inventions made under
funding agreements entered into
subsequent to July 1. 1981. This can be
accomplished through the granting of
waivers of title on terms and conditions
substantially similar to those set forth in
the standard clause of Attachment A.

_ _ L _ _. l ..J L_ ... 1 ... _ . .......

period was lowered from six months to C. Paragraph k
two months after contractor personnel
become aware of the invention. There were several comments on
Paragraph (c)(l) also contains revised paragraph k, Some Commentators were
language to ensure1hat contractors keep apparently unware that these
the agency informed as to initiation of restrictiona are required by Pub. L. 96-
the one year statutory period within 517. One commentator incorrectly

hi h interpreted paragraph k, (2) as requiring
w c a patient application must be .agency approval of exclusive licenses to
filed in order to obtain a valid patent in.- large firms, whereas the language only
the United States. The period in which requires approval of licenses to such
an agency may require an election of firms which would exceed the five and
rights bas also been increased from 45 eight year periods in the statute.
days prior to a U.S. statutory bar to 60 Probably the most significant
days. However. the requirements that a comments in this area were related to
contractor also file 45 days prior to the the use of the word "any" in paragraph
bar date has been eliminated. but · k, (3). It was pointed out that the use of
paragraph (c)(3) has been revised to the word "any" could be interpreted as
require the contractor to file before the requiring sbaring of gross royalties.
U.S. ~ar date in all cases. It is believed whereas many Wliversities have sharing
that It would be rare for a contractor to formulas based on net royalties In
elect and notflle within this time. ltis response to these comments the word
also expected that an interested agency ' ''any'' has been dropped 8in~e it is not in
should be ~ble to discuss .with a I' the statutory language. The intent is that
contractor Its plans for filing. If the t- nonprofit organizations share either on a
c~ntractor has subsequently changed its . net or gross basts in accordance with
~md. the agency should be able to. ' their usual policies. .
~lther c~nvince the co~tractor to rescind There were also a few commentsthat
Its election or to take title under some minimum sharing formula be
paragraph (d) o~ the grounds that th~ established. However. this suggestion
con~act?rhas. m effect. abandoned Its was rejected as being inconsistent with
a~phcation.Shoul.d any real problems in the legislative intent as manifest on p. 33
this area develop m the future, of Senate Report 96-480.
consideration would begiven to ' . . .,
tightening up the clause provisions to Paragraph t-s-Communioations
cover cases when a contractor elects but A new paragraph has been added at
makes n? progres~ towards the timely the ~nd of the clause in which agencies
preparation for filing. are instructed to designate Ii central

One commentor expressed the point of contact for administration of the
concern that the clause requires a clause. This paragraph was added as a
contractor to file foreign patents if it result of a number of comments
elects rights. It should be clear that suggesting this in lieu of the provision in
while "there is an implicit obligation to the bulletin that contact points be
file an initial patent application when an indentified throughout the clause
election is made. the language is not whenever notices or communicatiens to
intended to require the filing of foreign the agency were required.
applications. Instead. it is intended to OMB Circular No. A-l24 follows.
establish a cut-off point so that the Donald E. Sowle,
sponsoring agency can file foreign Administrator.
applications if the contractor decides ·
.not to.
consideration would be given to '
tightening up the clause provisions to

.cover cases when a contractor elects but
makes no progress towards the timely
preparation for filing.

One commentor expressed the
concern that the clause requires a
contractor to file foreign patents if it
elects rights . It should be clear that
while "there is an implicit obligation to
file an initial patent application when an
election is made. the language is not
intended to require the filing of foreign
applications. Instead. it is intended to
establish a cut-off point so that the
sponsoring agency can file foreign
applications if the contractor decides·
not to.

In short. the clause provisions have
been written to ensure that agencies are
able to make U.S. filings in cases when
contractors have received reports from
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implementation of 35 U.S.C. 2~206 so .. organization qualified under a state . ageacy tJr.at emen iJlto ltDy fundiD8
as to foster the policy and objectives set . .. nonprofit organizatianstatute. .. .. - agreemeate with DODplOfit org&Diza.tiou
forth in 35 U.S.C. 200. . 7. Use of the Patent Rishts (Small or small busine.. firms during the

6.Definitions. As used in this Business Firmor Nonprofit applicable reportills period shall
Circular- Organization) (Morell 1982) Clause. accuma1ate aDd. at the request of tBe

a. The term "funding agreemeat" .. a; Each funding agreement awarded to ComplJoller General, proyide t1Ie
means any contract. grant, or . a small business finn or domestic Comptroller GeneriB ur m.or her dtsly
cooperative agreement entered into nonprofit organization which has as a authorized rept'eaeJ18ti~:the total
between any Federal agency. other thaB purpose the performance of number of prime agreemeRtB estered
the Tennessee valley Authority. and any experimental, developmenf or research into with small bu.ss firma or •
contractor for the performance of work shall contain the "Patent Rights nonpro&t organizatiaDe that contain tJse
experimental. developmental. or (Small Business rtrm or Nonprofit patent rights clause of Attachment It
research work funded in whole or in Organization) (March 1982)" clause set during ea period of Octobel' 1 throush
part by the Federal Government Such forth in Attachment A with such • September 30, beaii'rins October 1.
term includes any assignment, modifications and tailoring as may be 1982.
substitution of parties. or subcOntract of authorized in Part 8. except that the .
any type entered into for the -, funding agreement may contain ;. ~ .. .-c. (1) A8encies III'8l1dvisedtiaat P.t
performance of experimental. alternative provisions- - -7.a . app~ to ~ntr8cts at anY!i-
developmental. or research woU under (1) When the funding agreement is for under pnme funding agreement. wit:Ia
a funding agreement. as herein defined. the operation of a Govemment-owned _ con!Nctors tIlat are other thaD. 8DlIIH

b. The term "contractor" means any research or production facilitr. or . .bu~..~ 01'~rt .
person. small businesa firm or nonprofit (2) In exceptional circumstances whea org8IU2atiODs.Ac~•.~
organization that is a party to a funding it is determined by the agency that shoukl.take~~teaclia to.eosUle
agreement. restriction or eHmipatlon of the right to that this reqwrement J8~d~ the

c. The term "invention" means any retain title to any subject invention wilt patent clauses of.uch pruDe f1s.ndiJas
1nvention or discovery which is or may better promote the policy and objectives agreemeDla awarded after March t-
be patentable or otherwise protectable of Chapter 38 of Title 35 oftbe United 1982<
under Title 35 of the United States Code. States Code; or (2) In the e'ftftt &II agency ha.

d. The term "subject invention" means (3) When it is determined by • outstanding prime funding agreemeuts
any invention of a contractor conceived Government authority which is that do not contltiR ,atentnow~
or first actually reduced to practice in authorized by 8tatlJteor executive order provisions comristentwith either thiS
the performance of work under a to conduct foreign intelligence or Circular or OMB BuUetiR~ (if it was
funding agreement. · '· ; · ~ r: ' -:7 r::counterintelligence activities that the .,·,. ' applicable at the time the £undilla

e. The term "practical application" restriction or elimination of the right to agreement W8'8 &Warded). the agency
means to manufacture in the case of a . retain title to any subject invention is shall take appropriate action to ensure
composition or product, to practice in --· necessary to protect the aecurityof such. . -tha t small businese firms or domestic ..
the case.of a process or meth~d. or to activities. .. . nonprofit orgtinization BUbcontractors
operate m the case of a machine or b. (1) Any determiDati()l1under Part · under such prime funding agreementa
system; and. in each case. under such 7.8.(2) of this Circular will be in writiDg that received their mbcontracts after
conditions as to establish that the and accompanied by • written .- July 1 1981 will ret:eift rigbta mtheir
invention is being utilized and that its statement of facts justifying the subjed~ that are COllsisteDt

benefits are . to the extent permitted by determination. The statement of £ada with Pub. L. 98-517 and this Circular
law or Government regulations, will contaia such information as the Appropriate actions might include (Ii
available to the public on reasonable fundingF~ag~.~ems.relenDt amendment of prime contracts tmtl/or
terms. . " . and, at All.nnDum. will (1) identify the subcontracts; (ii) requiring the inclusion

f. The term 'made when used msmall business firm or DOnprofit f th cl of Attachment A as a
relation to any invention means the organization involved. (il) describe the o .dition~• aUofge I of a

ti first tual red lion to hich azencv actien restri ed con agency approva
conCt~p oP

f
or h i ac ti ue extel';lt !o w

t
d thagrigh~nctYtactio~ re~tltrictt subcontract; or (iii) the granting of tide-

prac Ice 0 sue mven on. or e imina e e 0 retain ti e 0 a t th bcoutract to id tified b......
g. The term "small business firm" . subject invention. (iii) state the facts .0 e ~u or I en. su J--

means a small business concern as and rationale supporting the agenCy mventioDs on~ sublitaRtially the
defined at section 2 of Pub. L 85-536 (15 action. (iv) provide supporting same as conta~ed m the clause of
U.S.C. 632) and implementing documentation for those facts and Attachment A In~ ev:;nt the
regulations of the Administrator of the . rationale, and (v) indicate the nature of subcoo~~~ a ~~ferred
Small Business Administration. For the any objections to the agency action and determmati~ or acqwsitl~ by the
purpose of this Circular. the size provide any documentation in which ~OYerlUBellt type of pateat rights
standards for small business concenw those objections appear. A copy of the c ause.
involved in Government procurement each such determinatioll and written d. To qualify far the cla.ee ..
and subcontracting at 13 CFR 121.3-8 statement of facta will be 8eIrt to the Attachment A. a prospective ccutractOl'
and 121.3-12. respectively. will be used. Comptroller General of the United may be required by an agency to certify

h. The term "nonprofitorganizatioo" States within 30 days after the award of that it ia either a amaD busiDe88 fum ur
means universities and other iIUItitutieBs the applicable ftmdius agreement. In a domestic: DOIJIIII'Gfit OI'8anizaticm. H..
of higher education or an organization of cases of determinatiOM application tv agency haa rea80ll to questioa tire stata
the type described in section 501(c) (3) small btmness firma, copies will also be - of the p.,.pective coutract8r 88 a Im8ll
of the Internal Revenue Code of 1954 (28 sent to the Chief Co1JJlR1 for AdYoc:aq- businesa firm or dcJIaatjc DWiploDt
U.S.C. 501(c)) and exempt from taxation of the Small Business AdminimatioILorganizatios. it may file a proteM in
under section 501(a1 of the Internal (21 To asmt tlw CoDq)troikl' General accarda8ce with 13 CPIl121.3-0 if lIIDalI
Revenue Code (26 U.S.c. 501(a})or any to accomplish his or her responsibilities busineaa firm statua is questioned or
nonprofit scientific or educational .under 35 U.S.G. 202, each Federal . . require the prospective contractor to

involved in Government procurement
and subcontracting at 13 CFR 121.3-8
and 121.3-12. respectively. will be used.

h. The term "nonprofitorganization"
means universities and other iIUItitutieBs
of higher education or an organization of
the type described in section 501(c) (3)
of the Internal Revenue Code of 1954 (28
U.S.C. 501(c)) and exempt from taxation
under section 501(sl of the Internal
Revenue Code (26 U.s.c. 501(a}) or any
nonprofit scientific or educational

;~~h-s~~hd~~ti-;;~~d-;;'ntten
statement of facta will be 8eIrt to the
Comptroller General of the United
States within 30 days after the award of
the applicable ftmdius agreement. In
cases of determinatiOM application tv
small btmness firma, copies will also be ­
sent to the Chief Co1JJlR1 for AdYoc:aq­
of the Small Business AdminimatiolL

(21 To asmt tlw CoDq)troikl' General
to accomplish his or her responsibilities

.under 35 U.S.G. 202, each Federal

d. To qualify far the cla.ee ..
Attachment A. a prospective ccutractOl'
may be required by an agency to certify
that it ia either a amaD busiDe88 fum ur
a domestic: DOIJIIII'Gfit OI'8anizaticm. H..
agency haa rea80ll to questioa tire stata
of the p.,.pective coutract8r 88 a Im8ll
businesa firm or dcJIaatjc DWiploDt
organizatios. it may file a proteM in
accarda8ce with 13 CPIl121.3-0 if lIIDalI
busineaa firm statua is questioned or

... require the prospective contractor to
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furnish evidence to establish its status
as a domestic nonprofit organization.

8. Instructions for Modification and
Tailoring of the Clause ofAttachment A.

a. Agencies should complete the blank
in paragraph g.(2) of the clause of
Attachment A in accordance with their
own or applicable Government-wide
regulations such as the FPRor DAR.The
flow-down provisions of the clause cited
by the agency should. of course. reflect
the requirement of Part 7.c.(1).

b. Agencies should complete
paragraph 1. "Communications" at the
end of the clause of Attachment A by
designating a central point of contact for
communications on matters relating to
the clause. Additional instructions on
communications may also be included in
paragraph 1. '

c. Agencies may replace the italicized
or underlined words and phrases with
those appropriate to the particular
funding agreement. For example
"contract" could be replaced by "grant",
"contractor" by "grantee". and
"contracting officer" by "grants officer."
Depending on its use. "Federal agency"
can be replaced either by the
identification of the agency or by the
specification of the particular office or
official within that agency.

d. When the agency head or duly ,
authorized designee determines at the
time of contracting with a small
business firm or nonprofit organization
that it would be in the national interest
to acquire the right to sublicense foreign _
governments or international
organizations pursuant to any existing
treaty or agreement. a sentence may be
added at the end of paragraph b. of the ,
clause of Attachment A as follows:

This licensewillincludethe rightof the
Government to sublicense foreign
governmentsand international organizations
pursuant to the following treaties or
international agreements: : or pursuant
to any future treatiesor agreements wi~
foreign governments or international
organizations.

:"L_, Ll __j , L.. . . __ \-_..., -'--..I,.l ,-_ ,

authorized designee determines at the
time of contracting with a small
business firm or nonprofit organization
that it would be in the national interest
to acquire the right to sublicense foreign _
governments or international
organizations pursuant to any existing
treaty or agreement. a sentence may be
added at the end of paragraph b. of the '
clause of Attachment A as follows:

This licensewillincludethe rightof the
Government to sublicenseforeign
governmentsand international organizations
pursuant to the following treaties or
international agreements: : or pursuant
to any future treaties or agreements wi~
foreign governments or international
organizations.

The blank in the above should be
completed with the names of applicable
existing treaties or international
agreements. The above language is not
intended to apply to treaties or

international agreement. For example. in which the contractor is requIred to make
some cases exclusive licenses or even an election if the contractor has not
the assignment of title in the foreign' ' . ' , ' made an election-within that time.
country involved might be required. Similarly. an agency may honor an
Agenc ies may also modify the language FOIA request at its discretion if it finds
above to provide for the direct licensing that the same information has
by the contractor of the foreign previously been published by the .
government or intemational inventor. contractor. or otherwise. If the
organization. agency plans to file itself when the

e. To the extent not required by other contractor has not elected title. it may.
provisions of the funding agreement. of course. continue to avail itself of the
agencies may add additional authority of 35 U.S.C. 205.
subparagraphs to paragraph (f) of the c. As authorized by 35 U.S.C. 205.
patent rights clause of Attachment A to Federal agencies shall not release copies
require the contractor to do one or more of any document which is part of an
of the following: , application for patent filed on a subject

(1) Provide periodic (but no more invention to which a small business firm
frequently than annually) listings of all or nonprofit organization elected to
subject inventions required to be retain title.
disclosed during the period covered by d. A number of agencies have policies
the report: . .' "' t o encourage public dissemination of the

(2) Provide a report prior to the close- results of work supported by the' agency
out of a funding agreement listing all through publication in Government or
subject inventions or stating that there other publications of technical reports of
were noW!: contractors or others. In recognition of

(3) Provide notification of all the fact that such publication. if it
subcontracts fOl' experimental. included descriptions of a subject
developmental, or research work; and invention. could create bars to obtaining

(4) Provide. upon request. the filing ' patent protection. it is the policy of the
date. serial number and title: a copy of executive branch that agencies will not
the patent application; and patent include in such publication programs.
number end issue date for any subject copies of disclosures of inventions
invention in any country in which the submitted by small business firms -'o.r'Y: :" :: '
contractor has applied for patents. nonprofit organizations, pursuant to

Part 9. Publication or Release of paragraph c. of the clause of Attachment
Invention Disclosures. . A. exceptthat under the same ; ,' ;"" ... '. •'

a. 35U.S.C. 205 provides as follows: circumstances under which agencies are
Federalagencies are authorized to authorized te release such information

withhold from disclosure to the public pursuant to FOIA requests under Part
information disclosing any invention in which 9.b. above. agencies may publish such
the FederalGovernment ownsor may own a disclosures.
right. title.or Interest(including a e. Nothing in this Part is intended to
nonexclusive license) for a reasonable timein preclude agencies from including in the
order fora patent application to be filed.
Furthermore. Federalagencies .hall not be publication activities described in the
requiredto release copiesof any document first sentence of Part g.d.• the
whichis part of an application forpatent publication of materials describing a
filed with the UnitedStates Patentand subject invention to the extent such
TrademarkOffice or with any foreign patent materials were provided as part of a
office. , technical report or other submission of

b. To the extent a~thorized by 35 the contractor which were submitted
~I ,ctt:' __ 2n"---"a,,:;>,.jQQJlh~1l ..,nt i!i",.ln,,,. tn !ndfm'.!w!eD!I'KJlr.tPg,rg.QMi.r§lJlltnt1J~f.the

contractor has applied for patents. ' nonprofit organizations. pursuant to
Part 9. Publication or Release of paragraph c. of the clause of Attachment

Invention Disclosures. . A. exceptthatunder the same; ' ,' ;" '" ,;"
a. 35U.S.C. 205 provides as follows: . circumstances under which agencies are
Federalagencies are authonzed to authorized te release such information

withhold from disclosure to the public pursuant to FOIA requests under Part
information disclosing any invention in which 9.b. above. agencies may publish such
the FederalGovernment ownsor may own a disclosures.
right. title.or Interest(including a e. Nothing in this Part is intended to
nonexclusive license) for a reasonable timein preclude agencies from including in the
order for a patent application to be filed.
Furthermore. Federalagencies shall not be publication activities described in the
requiredto release copiesof any document first sentence of Part g.d.• the
whichis part of an application forpatent publication of materials describing a
filed with the UnitedStates Patent and subject invention to the extent such
Trademark Office or with any foreign patent materials were provided as pad of a
office. , technical report or other submission of

b. To the extent a~thorizedby 35 the contractor which were submitted
U.S.C. 205. agencies shall not disclose to independently of the requirements of the
third parties pursuant to requests under patent rights provisions of the contract.
the Freedom of Information Act (FOIA) However. if a small business firm or
any information disclosing a subject nonprofit organization notifies the
invention for a reasonable time in order ag~nc.Y ~at a pa~icula~.re~ort or 0!her
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in 35 U.S.C.205 in circumstance. DOt notify the contractor ill wriUDs gf tit. -, -heariJIs that inwolvu tesllDrony or
specifically described in this Part 9. - .' . information and request iDfolDlaL - evidenc:e relating to &e utilizatia or

10.Reporting on Utilisation ofSuJijed written or oral~ Dam.. efforts at obtaiaf.oguftlizatilollthat are
Inventions. _ contractor.1D the abeeDce ci &Dy being made by tile CGDtractor. ia

a. Paragraph h. of theclause of commenta from the CODtrac&or within 38 . -- assignee. or Ik:enseea shaD be cIoIIed to
Attachment A provides that agenciea days. the aaeDCJ JDa7. at its dieaetioll, ,- the public, iududb18 poteDtiaI ~1I8ee8.
have the right to receive periodic reporia proceed with thepl'OeecluJea below.If. - f. The omcial conductins the fad.. _-..
from the contractor on utilization of -comment is received. whetheror not finding shall prepare written fimtinga of
inventions. In accordance with such within 30 days. then the agency shaU, fact and transmit them to thehead ofth.
instructions as may be isaued by the within 60 day. after it recei¥ea the agency or designee promptly after thtf
Department of Commerce. agencie. comment, either initiale theprocedwn . conclusion of the fact-ftmtfBg
shall obtain such information from their below or notify the contractor. ill proceeding. A copy of the fi:ndiuge of~
contractors. Pending such instructions, writing, that it will not pUlll11e marclHa fact-shall be sent to the eonfn.ctor
agencies should not impose reporting rights baaed on the infonpatigp abeut (assignee or exclusiTe Jk:emee} by
requirements. The Department of which the contractor waa notifie6l. registered or certified mail
Commerce and the agencies. in c. A march-in proceeding ahal1be g. In cases in which fact-ftndiDg has
conjunction with representatives of initiated by the i88U8JJQ! of a \¥rittea been conducted, the head of the ageIlCJ
small business and nonprofit notice by the agency k) thecontractor or designee shaD base his or her
organizations. shall work together to - and its assignee or exclu.ai.ve licensee. aa determination on the facts found,
establish a uniform periodic reporting applicable. stating that the apncy W together with any other information and
system. considering the exercise of march-in argument submitted by the contractor

b. To the extent any such data or rights. The notice eballstate the reaSODB (assignee or exclusive Ilcensee], and any
information supplied by the contractor is for the proposed marcb-in lD terma other information in the administrative
considered by the contractor. or its sufficient to put the COlltractar on notic:e record. The consistency of the exercise
licensee or assignee. to be privileged of the facts upon which the action would of march-in rights wftb the policy and
and confidential and is so marked, be based and shall specify the fieJ3 or objectives of 3'5u.s.c. 200-206 and this
agencies shall not. to the extent fields of use in which the ageBC)' ia Circular shaH also be considered. ID
permitted by 35 U.S.C. 202(c}(5}. disclose considering requiring licensing. The cases referred for fact-findiBg. thehead
such information to persons outside the notice shall advise the cODtractor of the agency or designee may rej.ect
Government:. (~ssigneeor~ve ~cenaee) of ita. only those facts that have been found

11. ~etentl~n ofRights by Inventor: rights. as set forth In this Circulal: andm thatareclearly erroneous. Written
Agencies which allo~ an.inven~or to any supple~en~agency rt;sWati0D8. notice of the determination whether
retain rights to a subject mventionmade....The determmation to exercl8e marclHn:"'miirch-iliiightSwill6e exercised.shaU
und~r a funding agreement with .a smaD rights shall be.made hy thebead o~ the be made by the heaal of the agell.CY or
buslness firm or nonl?rofit orgamzation ~gency or destgnee'ilXcept u provided designee and sent to the contraclar.
contractor. as authonzed by 35U.S.c. 10 Part 13.j. below..<... . . , ' (as signee or exclusive licensee) by'-
202(d), will impose upon the inventor at d. Within 30 dayi after receipt of the rtifi d or ..slered mail within 90
least those c~ditions that would apply written notice of march-in, the. d~ s :ner :completion of fact-findina
to a small busmess firm contractor contractor (assignee or exclusive ~ dings will be deemed to
~nder l?aragraphs d. (il) and (iii); f.(4) h.; lic:~ee} may submit. in person..lD h~vee~ce~ted and thereafter DB
1.; and J.of the clause of Attachment A. wnting, or through a repl'8Hlltative. arch' b ed the facta and reasona

12. Government Assignment to information or argument iA oppoaitioD te· m -WchUae OIl ....:Il~ft initiated
Contractor ofRights in Invention of the proposed march-in, includiJlgany upon w . proce....... was

, Government Employee. In any case 'additional specific informatiOB wbica may be exercised, •
when a Federal employee is a co- raises a genuine dispute over the h. An agency may. at any~, .
inventor of any invention made under a material facts upon which the march-in ten;nmate a m~-in proceeding if it Ia

funding agreement with a small business is based. If the information presented satis~ed that it~ Dotwiah tQ
firm or nonprofit organization and the raises a genuine dispute over the ex;l"ClfJe march-m righta.
Federal agency employing such co- material facts. the head of the agency or . I. The procedures of !his Part sbeH
inventor transfers or reassigns the right designee shall undertake or refer the a.lso appl~ !o~ exercISe of.~.arch-in
it has acquired in the subject invention matter to another official for fact- ngh.ts a~amst !Bventors receiving title to:
from its employee to the contractor as finding., subject mventiou 1IIlder35 usc. 202(d)
authorized by 35 U.s.c. 202(e}. the e. Fact-finding shaH be conducted in' and. for that purpose. the term
assignment will be made subject to Ute accordance with the procedures "contracto~" as uaed ~ this Part shall be
same conditions as would apply to the established by the agency. Such deemed to mclllde the mventor.
contractor under the clause of procedures shaD be as informal al j. Notwithstanding ~e last senre~of
Attachment A. practicable and be consistent with Part13.c., a determination to exercme

13.Exercise ofMarch-in Rights. principles of fundamental fairness. The march-in in cuel where thesu~
a. The following procedures shall procedures should afford the contractor invention was made antler a coo"act

govern the exercise of the march-in the opportunity to appear wi1b counseL may be made initially by the C9ntractiR8
rights of the agencies set forth in 35 submit doClIlm!utaryevidence. present officer in accordaBce with the
U.S.C. 203 and the clause at Attachment witnesses andconfront IUch persona sa procedures of theContract Displttes Act.
A. the agency may present. A transcribed In such case.. the procedures of the

b. Whenever an agency receives record shall be made aDdshall be Contract Disputes Act will apply in Ii"'
information that it believes might available at cost to the contractor upen of those in Parts t3.d.-g. above (except
warrant the exercise of march-in righ_. request, The requirement for • that the last sentence of Parl13.e. shall
before initiating any march-in transcribed record may be waived by continue to apply). However. when the
proceeding in accordance with the mutual agreement of the contractor and procedures of thiaPlirt 13.}. are used, the
procedures of Part 13.c.-h. below. it shaH the agency. Any portion of a fact-finding contractor. asaiBm!e. or exclusive

13.Exercise ofMarch-in Rights.
a. The following procedures shall

govern the exercise of the march-in
rights of the agencies set forth in 35
U.S.C. 203 and the clause at Attachment
A.

b. Whenever an agency receives
information that it believes might
warrant the exercise of march-in righ_.
before initiating any march-in
proceeding in accordance with the
procedures of Part 13.c.-h. below. it shaH

p~cipl;; ~i~~bdiaimess. The
procedures should afford the contractor
the opportunity to appear wi1b counseL
submit doClIlm!utaryevidence. present
witnesses andconfront IUch persona sa
the agency may present. A transcribed
record shall be made aDdshall be
available at cost to the contractor upen
request, The requirement for •
transcribed record may be waived by
mutual agreement of the contractor and
the agency. Any portion of a fact-finding

march-in in cuel where thesu~
invention was made antler a coo"act
may be made initially by the C9ntractiR8
officer in accordaBce with the
procedures of theContract Displttes Act.
In such case.. the procedures of the
Contract Disputes Act will apply in Ii"'
of those in Parts t3.d.-g. above (except
that the last sentence of Parl13.e. shall
continue to apply). However. when the
procedures of thiaPlirt 13.}. are used, the
contractor. asaiBm!e. or exclusive



-----------------~--~--- --------------

F....ral Register I Vol. 47, No. 34 I Friday, February 19, 1982 I Notices 7563

liCttlDee will DOtbe required to grant a
Iiasue and the Gowmment will not
srant any liceD8e atil after either: (1) 90
da)'tl from the date of the contractor's
receipt of thecootractmg officer's
decilioa. if DO appeal of the decision has
been made to an agency board of
contract appeals. or ifno action has
been brought under Section 10 of the Act
within that time: or (o2) the board or
court, as the case may be, has made a
final decision in cases when an appeal
Ol' action has been brought within 90 ­
days of the contracting officer's
decision.

It. Agencies are authorized to issue
supplemental procedures. not -
inconsistent herewith. fur the conduct of
march-in proceedings.

U.Appeals.
a. The agency official initially

authorized to take any of the following
actions shall provide the contractor with
a written statement of the basis for his
or her action at the time the action is .
taken, including any relevant facts that
were relied upon in taking the action:

(1) A refusal to grant an extension
under paragraph c.(4} of the clause of
Attachment A.

{Z} A request for a conveyance of title
under paragraph d. of the clause of
Attachment"A.

(3) A refusal to grant a waiver under
paragraph L Df the clause of Attachment
A.

(4)A re£utlal to approve an
assignment under paragraph k.(l) of the
clause of Attaclunent A.

(5) A refu.al to approve an extension
of the exclusive license period under
paragraph k.(2) of.the clause of
Attacbm.ent A..

b. ,Each agency .haD establish and
publish procedure' under which any of
the agency actions ~tedinPart 14.a.
above may be appealed to the head of
the agency or designee. Review at this
level shall CXlDSider both the factual and
legal basis for the action and its
consistency with the policy and
objectives 01as usc. 200-206 and this

\""J." .. "" .. _v""',, ..... 0---... .. - .............._ .. _ ..__..

paragraph L Df the clause of Attachment
A.

(4)A re£utlal to approve an
assignment under paragraph k.(l) of the
clause of Attaclunent A.

(5) A refu.al to approve an extension
of the exclusive license period under
paragraph k.(2) of.the clause of
Attacbm.ent A..

b. ,Each agency .haD establish and
publish procedure' under which any of
the agency actions ~tedinPart 14.a.
above may be appealed to the head of
the agency or designee. Review at this
level shall CXlDSider both the factual and
legal basis for the action and its
consistency with the policy and
objectives 01as usc. 200-206 and this
Circular.

c. Appeals procedures established
under Part 14.b. above shall include
administrative due process procedures
anA a.an~D1'"Aa fn... fal"'+-linA;ftM a+ laaa.

Act will satiafJ' the teq1liremeo.ts of "
Parts 14. b. aDd Co aOOn.

15. Licensing ofBackgroundPatent
Rightsl to Third Parties.

a. A funding agreemeat with a small
business firm or a domealic nonprofit
organization will not contain a provision
allowing a Federal88flllC)' to require the
1kenaing to third partie- of inventions
owned by the contractor that are not
subject inventions unless such provision.
has been approved by the asency head
and a written jo.stification has been
signed by the agency head. Any such
provision will clearly state whether the
licensing may be required in connection
with the practice of. subject invention,
a specifically identifIed work object. or
both. The agency headmay not delegate
the authority to approve such provisions
or to sign the justification required for
such provisions.

b. A Federal agency will not require
the liceIl.ling of third partiea under any
such provision unle81 the agency head
determines that the use at the invention
by others is DeeeaaIU'7 for the practice of
a subject invention or for the use of a
work object of the funding agreement
and that such action is necessary to
achieve practical application of the
subject invention or work object. Any
such determination will be on the record
after an opportunity for sa. agency
hearing, and the contractor mall be
given prompt notification of the
determination by certified or registered
mail

16.Admini.traUon ofPatentRights
Clause.

L It is important that the Government
and the contractor know and exercise
their rights in .ubject inventiona in order
to ensure their expeditious availability
to the public. to enable the Government.
the contractor, and the publtc to avoid
unnecessary payment of royalties, and
to defend themselves against claims and
suits for patent infringement. To attain
these ends. contracts should be so
administered that:

(11 Inventiom are identified.
ml... u.u. """yu411o"MU".1 u ........ UlS,:a,u...,y

hearing, and the contractor mall be
given prompt notification of the
determination by certified or registered
mail

16.Admini.traUon ofPatentRights
Clause.

L It is important that the Government
and the contractor know and exercise
their rights in .ubject inventiona in order
to ensure their expeditious availability
to the public. to enable the Government.
the contractor, and the publtc to avoid
unnecessary payment of royalties, and
to defend themselves against claims and
suits for patent infringement. To attain
these ends. contracts should be so
administered that:

(1) Inventiom are identified.
disclosed. and an election is made as
required by the contract dause.

(2) The rights of the Government in
such inventions are established;

{f:l\ 'A,rL ...._ .... -:._ ... ....._.

follow the guidance provided in 41 CFR
1-9.109-5 or 32 CFR 9-109.5.

c. In the event a subject invention is
made under funding agreements of more
than one agency, at the request of the
contractor or on their own initiative. the
agencies shall designate one agency as
responsible for administration of the
rights ofthe Government in the
invention.

17. Modification ofExisting Agency
Regulations.

a. Existing agency patent regulations
or other published policies concerning
inventions made under funding
agreements shall be modified as
necessary to make them consistent with
this Circular and 35 U.S.C. 200-206.
Agency regulations shall not be more
restrictive or burdensome than the
provisions of this Circular.

b. After March 1. 1982. this Circnlar
and 35 U.S.c. 200-206 shall take
precedence over any conflicting agency
regulations or policies.

18. Lead Agency Designation. In order
to assist the Office of Federal
Procurement Policy to ensure that 35
U.S.c. 200-206 and this Circular are
implemented in a uniform and
consistent manner, the following
responsibilities are assigned to the
Department of Commerce (hereafter .
referred to as "The Department"). Other
agencies shall fully cooperate and assist
in the carrying out of these
responsibilities:

a. The Department will monitor
agency regulations and procedures for
consistency with the Act and this
Circular, and it shall provide
recommendations to OFPP and agencies
whenever it finds inconsistencies.

b. The Department will consult with
representatives of agencies and
contractors to obtain advice on-

(1) the development of the periodic
reporting system required tinder Part 10
of this Circular, and

'(2) changes in this Circular which may
beneeded based on actual experience
referrea·to-as "the Department"). Other
agencies shall fully cooperate and assist
in the carrying out of these
responsibilities:

a. The Department will monitor
agency regulations and procedures for
consistency with the Act and this
Circular, and it shall provide
recommendations to OFPP and agencies
whenever it finds inconsistencies.

b. The Department will consult with
representatives of agencies and
contractors to obtain advice on-

(1) the development of the periodic
reporting system required tinder Part 10
of this Circular, and

'(2) changes in this Circular which may
beneeded based on actual experience
under the Circular.

CoThe Department will accumulate,
maintain. and publish such statistics
and analysis on utilization and activities
nn,..tal' thia: r;'N"ulo,. Anrll1nrlop
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Office of Federal Procurement Policy,
telephone number (202) 39&-6810.
Donald E. Sowle,
Administrator.
David A. Stockman,
Director.

Attachment A-Circular ~-12f
The following is the standard patent

rights claused to be used in funding
agreements as provided in Part 7.

Patent Rights (Small Business Firms
and Nonprofit Organizations)(March
1982)

a. Definitions
(1) "Invention" means any invention

or discovery which is or may be .
patentable or otherwise protectable
under Title 35 of the United States Code.

(2) "Subject Invention" means any ,
invention of the contractor conceived or
first actually reduced to practice in the
performance of work under this .
contract ,

(3) "Practical Application" means to
manufacture in the case of a
composition or-product, to practice in
the case of a process or method, or to
operate in the case of a machine or
system: and, in each case, under such
conditions as to establish that the
invention is being utilized and that its
benefits are, to the extent permitted by
law or Government regulations,
available to the public on reasonable
terms.

(4) "Made" when used in relation to
any invention means the conception or
first actual reduction to practice of such
invention.

(5) "Small Business Firm" means a
small business concern as defined at ,
Section 2 of Pub. L. 85.536 (15 U.S.C. 632)
and implementing regulations of the
Administrator of the Small Business
Administration. for the purpose of this
clause. the size standards for small
business concerns involved in
Government procurement and
subcontracting at 13 CFR 121.3-8 and 13
CFR 121.3-12, respectively, will be used.

(6) "Nonprofit Organization" means a
university or other institution of higher
education or an organization of the type
described in section 501(c)(3) of the
Internal Revenue Code of 1954 (26 U.s.c.
501(c)) and exempt from taxation under
section 501(a) of the Internal Revenue
Code (26 U.S.C. 501(a)) or any nonprofit
scientific or educational organization
qualified under a state nonprofit
organization statute. .

b. Allocation ofPrincipalRights
The contractormay retain the entire

right. title. and interest throughout the
world to each subject Invention snbjeet

501(c)) and exempt from taxation under
section 501(a) of the Internal Revenue
Code (26 U.S.C. 501(a)) or any nonprofit
scientific or educational organization
qualified under a state nonprofit
organization statute. .

b. Allocation ofPrincipalRights
The contractormay retain the entire

right. title. and interest throughout the
world to each subject Invention snbjeet

to the provisions of thisclause and 35
U.S.c. 203. With respect to any subject
invention in which the contractor 0

retains title, the Federal Govel11Jl1ent
shall have a non-exclusive, non­
transferable, irrevocable, paid-up
license to practice or have practiced for

. or on behalf olthe United States the
subject invention throughout the world.

c. Invention Disclosure,Election of Title
and FilingofPatent Applications by
Contractor.

(1) The contractorwill disclose each
subject invention to the Federalagency
within two months after the inventor
discloses it in writing to contractor
personnel responsible for patent
mattera. The disclosure to the agency
shall be in the form of a written report
and shall identify the contract under
which the invention was made and the
inventor(s). It shall be sufficiently
complete in technical detal1 to convey a
clear understanding. to the extent
known at the time of the disclosure, of
the nature, purpose, operation, and the
physical, chemical, biological or
electrical characteristics of the
invention. The disclosure shall also
identify any publication, on sale or
public use of the invention and whether
a manuscript describing the invention·
has been submitted for publication and,
if so, whether it has been accepted for
publication at the time of disclosUre. In
addition, after disclosure to the agency,
the contractor will promptly notify the 0

agency of the acceptance of any
manuscript describing the invention for
publication or of any on sale or public
use planned by the contractor.

, (2) The contractor will elect in writing
whether or not to retain title to any such
invention by notifying the Federal
agency within twelve months of
disclosure to the contractor:Provided.
That in any case where publication, on
sale or public use has initiated the one
year statutory period wherein valid
patent protection can still be obtained in
the United States, the period for election
of title may be shortened by the agency
to a date that is no more than 60 days
prior to the end of the statutory period.

(3) The contractor will file its initial
patent application on an elected
invention within two yelU'll after election
or, if earlier, prior .to the end of any
statutory period wherein valid patent
protection can be obtained in the United 0

States after a publication, on sale, or
public use. The contractor will file
patent applications in additional
countries within either ten months of the
Gorresponding initial patent application
or six months from the date permission
is granted by the Commissioner of
Patents and Trademarks to me foreign

or, if earlier, prior .to the end of any
statutory period wherein valid patent
protection can be obtained in the United 0

States after a publication, on sale, or
public use. The contractor will file
patent applications in additional
countries within either ten months of the
Gorresponding initial patent application
or six months from the date permission
is granted by the Commissioner of
Patents and Trademarks to me foreign

patent applications where such filing
has been prohibited by a Secrecy Order.

(4) Requests for extension of the time
for disclosure to the agency. election,
and filing may, at the discretion of the
funding FederuJ agency, be granted,

o d. Conditions When the Government
May O!Jtain Title e • •

(1) The contractor will convey to the
Federalagency, upon written request,
title to any subject invention: ,

(i) II the contractor fails to disclose or
elect the subject invention within the
times specified in Co above, or elects not
to retain title.

(ti) In those countries in which the
contractorfaUsto file patent
applications within the times specified
in c. above: Provided.however, That if
the contractorhas filed a patent 0

application in a country after the times
specified in Co, above, but prior to its
receipt of the written request of the
Federalagency, the contractor shall
continue to retain title in that country.

(iii) In any country in which the
contractor decides not to continue the
prosecution of any application for, to
pay the maintenance fees on, or defend
in reexamination or opposition
proceeding on, a patent on a subject
invention.

e. Minimum Right8 to Contractor.
0 _ (1) The contractorwill retain a
nonexclusive, royaltY~free liCense
throughout the world in each subject
invention to which the Government
obtains title except if the contractor
fails to disclose the subject invention
within the times specified in Co, above.
The contractor'6license extends to its
domestic subsidiarie' and affiliates, if
any, within the corporate structure of
which the cantractor is a party and
includes the right to grant sublicenses of
the same scope to the extent the
contractor was legally obligated to do 80

at the time the contract was.awerded,
The license is transferable only with the
approval of the funding Federalagency
except when transferred to the
successor of that party of the
contractor's business to which the
invention pertains.

(2) The contractor's domestic license
may be revoked or modified by the
funding Federalagency to the extent
necessary to achieve expeditious
practical application of the subject
inyention pursuant to an application for
an exclusive license submitted in
accordance with applicable provisions
in the Federal Property Management
Regulations. This license will not be
revoked in that field of tIM or the
geographical areas In which the

maybe revoked or modified by the
funding Federalagency to the extent
necessary to achieve expeditious
practical application of the subject
inyention pursuant to an application for
an exclusive license submitted in
accordance with applicable provisions
in the Federal Property Management
Regulations. This license will not be
revoked in that field of tIM or the
geographical areas In which the



Federal Register I Vol. 47, No. 34 I Friday. February 19, 1982 I Notices 7565

contractor has achieved practical
application and continues to make the
benefits of the invention reasonably
accessible to the public. The license in
any foreign country may be revoked or
modified at the discretion of the lunding
Federal agency to the extent the
contractor. its licensees. or its domestic
subsidiaries or affiiates have failed to
achieve practical application in that
foreign country.

(3) Before revocation or modification
of the license. the lunding Federal
agency will furnish the contractor a .
written notice of its intention to revoke
or modify the license. and the contractor
will be allowed thirty days (or such
other time as may be authoriied by the
funding Federal osency for good cause
shown by the contractor) after the
notice to show cause why the license
should not be revoked or modified. The
contractor bas the right to appeal. in
accordance with applicable regulations
in the Federal Property Management
Regulations concerning the licensing of
Govemment-ownedinventioos.any
decision concerning the revocation or
modification of its license.

r. Contractor Action to Protect the
Governments Interest

(1) The contractor agrees to execute
or to have executed and promptly
deliver to the Federal agency all
instruments necessary to (i) establish or .

. conflrmthe rightsthe Government has
throughout the world in those subject
inventions to which the contractor
elects to retain title . and (Ii) convey title
to the Federal agency when requested
under paragraph d. above, and to enable
the Government 10 obtain patent
protection throughout the world in that
subject invention.

(2) The contractor agrees to require,
by written agreement, ita employees.
other than clerical and nontechnical
employees. to disclose promptly in
writing to personnel identified as
responsible for the administration of
ofto"liaveexecufeiJ'an-aepfmftfmy
deliver to the Federal agency all
instruments necessary to (i) establish or
confirm the rights the Government has
throughout the world in those subject
inventions to which the contractor
elects to retain title. and (Ii) convey title
to the Federal agency when requested
under paragraph d. above, and to enable
the Government 10 obtain patent
protection throughout the world in that
subject invention.

(2) The contractor agrees to require,
by written agreement, ita employees.
other than clerical and nontechnical
employees. to disclose promptly in
writing to personnel identified as
responsible for the administration of
patent matters and in a format
suggested by the contractor each subject
invention made under contract in order
that the contractor can comply with the
disclosure provisions of paragraph c.

patent applicatiom prior to U.S. or -'. ' agency may reasonably specify..The
foreign statutory ban. .. ..: ... . -. contractor also agrees to provide

(3) The contraotorwill notify the additional reports as may be requested
Federal agency of any decision not to by the agency in connection with any
continue the prosecution of a patent march-in proceeding undertaken by the
application. pay maintenancefees•.o.r . osency in accordance with paragraph j.
defend in a reexamination or opposition of this clause. To the extent data or
proceeding on a patent. in any country. ' information supplied under this section
not less than thirty days before the Is sonsidered by the contractor. its
expiration of the response period liceIwee or assignee to be privileged and
required by the relevant patent office. confidential and is so marked. the

(4) The contractor agrees to include. agency agrees that. to the extent .
within the specification of any United permitted by 35 U.S.C. 202(c)(5). it will
States patent application and any patent . not disclose such information to persons
issuing thereon covering a subject outside the Government
invention. the following statement. "This
invention waslll8de with Government i. Preferellce!orUnited States Industry
support under (identify the contract) Notwithstandirigany otherproVlilion'
awarded by (identify tJae Federal of this clause. the contractor agrees that
agrighe~~~=t;,Dt has certain neither it nor any assignee will grallt to

any person the exclusive right to use or
g. Subcontracts sell any subject invention in the United

(1) The controctor will include this States unless IUch person agrees that
clause. suitably modified to identify the aIlJ products embodying the subject
parties. in all subcontracta. regardless of Invention or produced through the use of
tier. for experimental developmental or the subject invention will be
research work to be performed by a 'manufactured substantially in the
small business firm or domestic United States. However. in individual
nonprofit organization. The cases. the requirement for such an
subcontractor will retain ell rights . agreement may be waived by the
provided for tlte contractor in this Federal agency upon a showing by the
clause. and thecontractor will not, as contractor or its assignee 'that
part of the consideration for awarding .-". reasonable but unsuccessful efforts have
the subcontract. obtain rights in the been made to grant licenses on similar
subcontractor', subject inventions. - tenns to potential licensees that would
- {2}The contractor will include in all" be likely 10 manufacture substantially in
other subcontracts, regardless of tier. for the United States or that under the
experimental. developmental or circuinstancea domeatic manufacture is
research work the patent rights clause not commercially feasiblp
required by (cite section 01agency J'. March-in Rights
implementing regulations. FPR. or

. DAR). The contractor agrees that with
(3} In the case of subcontracts, at any respect to any subject invention in

tier. when the prime award with the which it has acquired title. the Federal
Federal agency was a contract {but not a agency has the right in accordance with
grant or cooperatin agreement). the the procedures in OMB Circular A-l24
agency. subcontractor, and the (and agency regulations at ) to
contractor agree that the mutual require the contractor. an assignee or
obligations of the parties created by this exclusive Iicensee'of a subject invention
clause constitute a contract between the to grant a non-exclusive. partially
subcontractor and the Federal agency exclusive, or exclusive license in any
thE!~ubcontfact.·~biam n8hiB mfuii-" L-. been made to grant licenses on sImilar
subcontractor', subject inventions. tenns to potential licensees that would

(2) The contractor will include in all · be likely to manufacture substantially in
other subcontracts. regardless of tier. for the United States or that under the
experimental. developmental or circuinstancea domeatic manufacture is
research work the patent rights clause not commercially feasiblp
required by (cite section 01agency J: MtJrCh-in Rights
implementing regulations. FPR. or

. DAR). The contractor agrees that with
(3} In the case of subcentracts, at any respect to any subject invention in

tier. when the prime award with the which it has acquired title. the Federal
Federal agency was a contract {but not a agency has the right in accordance with
grant or cooperatin agreement). the the procedures in OMB Circular A-l24
agency. subcontractor, and the (and agency regulations at ) to
contractor agree that the mutual require the contractor. an assignee or
obligations of the parties created by this exclusive licensee'of a subject invention
clause constitute a contract between the to grant a non-exclusive. partially
subcontractor and the Federal agency exclusive, or exclusive license in any
with respect to those matters covered by . field of use to a responsible applicant or
this clause. applicants. upon terms that are
h. Reporting OR Utilization 01Subject reasonable under the circumstances.
Inventions and if the contractor assignee. or

___I.....: ...... 1: ......_8........ W'>4OIoh 'G.aoG _,,..h 0
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are not reasonably satisfied by the
contractor, assignee. or their licensees; -

(3) Such action is necessary to meet
requirements for public use specified by
Federal regulations and such
requirements are not reasonably
8atisfied by the contractor. aS8ignee. or
licensees; or

(4) Such action is necessary because
the agreement required by paragraph i.
ofthis clause has not been obtained or
waived or because a licensee of the
exclusive right to use or sell any subject
invention in the United States is in
breach of such agreement.

k. Special Provisions for Contracts with
Non-profit Organizations

If the contractor is a non-profit
organization. it agrees that:

(1) Rights to a subject invention in the
United States may not be assigned
without the approval of the Federal
agency, except where such assignment
is made to an organization -which has as
one of its primary functions the
management of inventions and which is
not. Itself, engaged in or does not hold a
substantial interest in other
organizations engaged in the
manufacture or sale of products or the
use of processes that might utilize the
invention or be in competition with
embodiments of the invention provided · .­
that such assignee will be subject tothe
same provisions as the contractor);

(2) The contractor may not grant
exclusive licenses under United States
patents or patent applications in subject
inventions to persons other than small
business firms for a period in excess of
the earlier of:

(i) Five years from first commercial
sale or use of the invention; or

(ii) Eight years from the date of the
exclusive license excepting that time
before regulatory agencies necessary to
obtain premarket clearance. unless on a
case-by-case basis. the Federal agency
approves a longer exclusive license. If
exclusive field of use licenses are
granted. commercial sale or use in one
field of use will not be deemed
commercial sale or use as to other fields
of use, and a first commercial sale or
use with respect to a product of the
invention will not be deemed to end the
exclusive period to different subsequent
products covered by the invention.

(aJ The contractor will share royalties
collected on a subject invention with the
inventor, and

(4) The balance of any royalties or
income earned by the contractor with
respect to subject inventions. after
payment of expenses (including
payments to inventors) incidental to the
administration of subject inventions.

exclusive period to different subsequent
products covered by the invention.

(aJ The contractor will share royalties
collected on a subject invention with the
inventor, and

(4) The balance of any royalties or
income eamed by the contractor with
respect to subject inventions. after
payment of expenses (including
paymenta to inventors) incidental to the
administration of subject inventions.

will be utilized for the support of
scientific research or .education.

J. Communications

'{Complete According to Instructions
at "Part S.b. of this Clrcular).
fJ'1l Doc.II2-43llll PIled Z-18..&:.8:45 am]
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