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: ‘ : : _ E MEMO Noj. NL022IM
TO: Lowell Harmison - : _ S T

FROM: Norman Latker !/«/L_-—— '

' SUBJECT: GKSS (European Strategy)

e A AR

We are arranging to meet with GKSS during the week of June 13 to 17
in McLean. GKSS is a German research center which conducts pre-
industrial research and development with approximately $200 mllllon
dollars of funding from the German Federal Ministry for Reseerch ,
and Technology. With INRA as UPI’s French client, GKSS could give
USET a stream of technology from $600 million of European R&D.

Given we conclude UTC/UPI’s pursuit of the British Technology Group
as a cllent, this could go to $1 billion. %
GKSS’ Institutes of Technical Installatlons, Chemlstry, Physics and
Materials Technology are devoted to doing research and development
" on nuclear reactor safety, materials, underwater technology,§
environmental research and technology and meteorological research.
The results of all their research and development are made
available through licensing and publication.

I presume GKSS has contacted us because they are having difficulty

finding licensees for. their technology in the United States.: Their
March 15th letter proposes that USET/UTC be their exclusive
licensing agent in the United States for a commission to be .

negotiated including a percentage of any down payments or royalties
paid by a licensee. GKSS indicates that the percentages in |
existing UTC agreements would be satisfactory. This is virtually
the'same deal UPI has already made with INRA. : :

They spec1f1cally indicate that a technology liaison officer! is
unnecessary since they have resources to prepare and provide us
with a dossier of each invention containing a technical :
description, main applications, advantages compared to existing
technologies, state-of-development, patents and patent
applications, photographs of prototype of pilot plant, related
scientific puhllcatlons, test results and performance data and a
list of available proprietary information such as design draw1ngs
and specifications. :

I believe this to be a significant opportunity which we should _
pursue vigorously as part of our European strategy. At very most,
the only resources we need to promise to obtain this important
stream of technology is our UPI/UTC technology licensing services.
We would gain the possibility of return from licenses and a
51gn1f1cant stream of technology for the TIC technology lnfommatlon
service. _

If you have any other thoughts on the meeting we are pursulnq for ,
the week of June 13 through 17, pleage adv;se. o
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FACSTIMILE TRANSMISSION
from

uTe
3710 Unlver51ty Drlve, Suite 210
Durham, NC 27707

DATE: | January 25, 1988

TO:.é ' Mr. Wayne Swann, Director
| Office of Technology Liaison

FAX ﬁO:_ 301 4b54-1572

FROM£ John A. Fraser

FAX ﬁO:j USA 919 490—1414

‘ATTNi : Mr. Wayne Swann

Dear;WaYne,

As discussed, follow1ng is a copy of the transm1551on I
sent - to Norman Latker

Yours sincerely,

John ‘A. Fraser
Executive Vice President

JAF:pv

Please notify Mr. Wayne Swann immediately of transmission

Transmitting header and 5 pages.
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FACSIMILE TRANSMISSION
from

3710 University Drive, Suite 210
Durham, NC 27707

DATE:
TO: |
FAX NO:
FROM:
FAX NO:
ATTN:

Enclosed

January 25, 1988
Mr. Norman Latker
301 738-1212

John A. Fraser
USA 919 490-1414
Mr. Norman Latker

is the proposed letter agreement amongst UT

University of Maryland, College Park and the Smithsonian

Institution.
commgnts;

Please call me Wednesday or sooner with you

Yours sincerely,

John A. Fraser

Executive Vice President

JAF:pv

Please'notify Mr. Norman Latker immediately of transmission

Transmitting header and 4 pages;
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TECHNOLOGY TRANSFER AGREEMENT BETWEEN UNIVERSITY TECHNOLOGY
CORPORATION/SMITHSONIAN INSTITUTION/UNIVERSITY OF MARYLAND,
COLLEGE PARK '

WHEREAS, the Smithsonian Institution (Smithsonian) is a
premier museum and research organization and is desirous of
having University Technology Corporation provide technology
transfer management services and is interested in having the
University of Maryland at College Park, Office of Technology
Liaison aid in technology transfer objectives; _

QWHEREAS, the University of Maryland at College Park
(UMCP) is desirous of working with the Smithsonian to form
an association in the areas of technology transfer and
research collaboration;

WHEREAS, University Technology Corporation (UTC) is
technology transfer organization with UMCP as a client an
is desirous of working with the Smlthsonlan for a two vear
period.

RESPQNSIBILITIES OF UTC DURING THE AGREEMENT :
;1._ Serve as prime manager of the Agreement.

‘2. Concur with UMCP’s providing the services or Mr.
Wayne Swann and the UMCP Office of Technology Liaison to a
level of one day per month on site at the Smithsonian during
the Agreement.

3. Serve as the exclusive agent for technology
transfer/licensing at the Smithsonian. In adition, UTC
would negotiate and close specifically identified technology
licensing/transfer agreements, collect royalties and fees
for distribution and monitor license performance on behalf
of the Smithsonian.

4. Determine the need for and pay for the filing of a
maximum of three U.S. patents per year. Prosecution of the
patent applications will be an additional cost to this
Agreement paid for by the Smithsonian.

5. Provide related services identified and mutually
agreed to.




COMPENSATTON

1. UTC will receive $12,000 per year annually in
advance for the above services from the Smithsonian.

;2. If UTC concludes a technelogy transfer agreement
with a company, UTC will retain 50% of any compensation

accuring to the Smithsonian for as long as such compensat

ion

is received, even after termination of this Agreement. Such

compensation would normally consist of option fees and

license fees and royalty payments. Excluded from this are

research contracte arranged through UTC. ©On research

contracts arranged through UTC, UTC will add 15 percentage

points to your overhead rate of ? and that 15%
difference will be retained by UTC. '
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SMI’I‘HSONIA_N INSTITUTION
Washington, .0 20560
USA.
8 March 1988
Wayne Swann _ John A, Fraser
Director Executive Vice President
Office Technology Liaison University Technology Corporation
The University of Maryland South Square Corporate Centre
2114 South Administration Building 3710 University Drive
College Park, Maryland 20742 Durham, North Carolina 27707
Gentlém en:

. At long last, a revised edition of the proposed technology transfer
agreement. I hope we didn't do the prior version a disservice. If we knew enough
about all this stuff to make substantive changes intentionally, or to move a whole
lot faster, we probably wouldn't need your help! Seriously, let me know how this
looks, and I promise to move it along (fast) when we hear back. By then everyone
here will have had a chance to take a last long look at it as well.

Sincerely yours,

07 (s

Robert A. Dierker
Associate General Counsel

Encloéure
cc: Dean Anderson:(wlenclosure)  GENERAL |
; (EN. CORRESP,
FROP. UNIV.
RESUME'S

| ORPORATE




1. CONTRACT OBJECTIVES:

TECHNOLOGY TRANSFER AGREEMENT
AMONG ,
UNIVERSITY TECHNOLOGY CORPORATION
SMITHSONIAN INSTITUTION
UNIVERSITY OF MARYLAND,. COLLEGE PARK

WHEREAS, the Smithsonian Institution (Smithsonian) is a premier mus
and research organization and- is desirous of having University Technol
Corporation provide technolegy transfer management services and is interes
in having the Unlver31ty of Maryland at College Park, Office of Technols
Liaison aid in technology transfer objectives;

WHERFAS, the University of Maryland at College Park (UMCP) is desir
of working with the Smithsonian to form an association in the areas

technology transfer and research collaboration;

WHEREAS, University Technology Corporation (UTC} is a technol
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transfer organization with UMCP as a client and is desirous of working with

the Smithsonian for a two year period.

NOW, THEREFORE, the parties agree as follows:

To implementéthe Action Plan described in Section VI below and in
doing to create, establish and implement a patent policy and program for
Smithsonian Institution.

1I. RESPONSIBILITIES OF UTC DURING THE AGREEMENT:

A. UTC Activities

1. To serve as prime manager of the Agreement.
2. To implement the Action Plan described in Section VI below.

3. To concur with UMCP's providing the services of Mr. Wayne Sw
and the UMCP Office of Technology Liaison, or a mutually agreed to UTC pers
to a level of one day per month on site at the Smithsonian during
Agreement. :

4, To ' serve as the exclusive agent for techno
transfer/licensing;at the Smithsonian. In addition, subject to Smithson
approval of all major terms and conditions, UTC will negotiate and cl
specifically ‘identified technelogy licensing/transfer agreements, coll
royalties and fees from licensees for distribution to the Smithson
Institution and monitor licensee performance on behalf of the Smithsoni
Technolegy transfers as used herein means licenses, sales and options.
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5. To determine the need for and pay for the filing of a maximum
of three U.S. patent applications per year. Further prosecution of the patent
applications and costs associated with filing applications after the first
three will be an additional cost paid for by the Smithsonian, if and as

approved in each instance by the Smithsonian Institution.

6. To provide related services identified and mutually agreed

to.

7. To provide a written report assessing the value of continuing

the relationship between the "parties to this Agreement at the end of
year. '

each

N To identify potential third party sources for research grants

to the Smiﬁhsonian Institutiom,

B. Compensation to UTC

1. UTC will receive $12,000 per year to be pald annuall
quarterly installments for the above services from the Smithsonian.

y - on

2.a. If UTC concludes a technology'transfer agreement with any third
party company or individual UTC will retain 50% of any compensation received
by the Smithsonian for as long as such compensation is received, even aftexr

termination of this Agreement. Such compensation would normally consis
option fees, license fees and royalty payments. Administration of such 1
will be by UTC pursuant to Section IT.A.4. above, and shall continue wif
additional:cost for the duration of each transfer agreement.

2.b. Excluded from Section ITI.B.2.a. are research conti
identified by and arranged through UTC. 0On research contracts identifie
and arranged through UTC, UTC will receive 15 percent of the overhead
charged by the Smithsonian. The Smithsonian overhead rate is currently 1

IIT. RESPbNSIBILITIES OF THE UNIVERSITY OF MARYLAND, COLLEGE PARK:

1. To provide the sgervices of the 0Office of Technology Tra:
and particularly its Director, Mr. Wayne Swann, so that he may spend ong
per month at the Smithsonian Institution. In addition to the one daj
month, additional time may be allocated as required for Mr. Swann,
Assistant and his Graduate Research Assistant. Services provided in
intellectual property program development and invention identification. |

2. .To hire and pay for a Graduate Research Assistant in the O
of Technology Liaison at UMCP to perform activities in support of the o
and this contract.

3. The University of Maryland Office of Technelogy Liaison
investigating technologies for transfer shall attempt to match scien
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interests of researchers at both institutions to strengthen this association

through collaborative research efforts.
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4. To implement the Action Plan as described below.

5. To identify materials which when transmitted to UTC or others

shall be treated as or sub]ect to the terms of the disclosure statement

attached hereto. -

-

6. To honor the terms of the Confidentiality Agreement between UTC
and Smithsonian Institution to the extent UMCP becomes privy to Information of

the Smithsonian or UTC as described in the Confidentiality Agreement.

IV. COMPENSATION:

For‘the above, UMCP will receive $12,000 pér yvear from the Smithsonian,

Ve RESPQNSIBILiTIES OF THE SMITHSONIAN INSTITUTION:

1. To support actively the activities of Mr. Swann at

the

Institution and create an environment to promote the purposes of this contract

by making personnel available at suitable times.

2. To pay for the Smlthsonxan approved direct travel expenses of
Mr. Swann in cases when the Smithsonian requires him to travel outside of the

Baltimore/Washington metropolitan area. Approval for such expenses wil

1. be

sought in advance, subject to the usual Smithsonian Institution policies

regarding such matters,

3. To pay for the Smithsonian approved direct travel expenses of
UTC personnel in cases when the Smithsonian requires them to travel outside of

Durham, North Carolina area, subject to the usual Smithsonian Instity
policies regarding such matters.

4. To review and consider additional requests for financin

tion

g to

enhance the success of this contract. It is anticipated that there may be

additional‘opportunities to increase the level of activity of this contz
e.g., costs associated with a workshop/educational forum in intellec

property matters or those activities created through the Action Plan.

VI. ACTION PLAN:

UTC and UMCP in the person of Mr. Swann, will implement an Action
for the Smithsonian. The elements of this plan include:

1. Consultation with suitable Smithsonian personnel to formd
an intellectual property policy for the Smithsonian to consider and implen
as desired. Said policy, as tendered, will be comparable in kind and qua
to that implemented at the University of Maryland.

2. Consultation with suitable Smithsonian personnel to ider
research programs and particular research projects that have created or
create commercially wiable intellectual property and inventions.
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3. Create and impiement a mechanism to. identify and bring together
individuals from UMCP and the Smithsonian Institution with mutual research
interests. :

4; Undertake the identification, documentation, evaluation | of
commercial potential and in-depth review of particular inventions. Such cases
will be passed to UTC for active review and marketing as appropriate.

5. Create a suitable intellectual property education program for .
the Smithsonian Institution.

ViI. USE OF NAMES:

Each party agrees that it will not refer to this relationship or use jthe . , )( %
name of the other parties in any manner or context whatscever unless as a part !
of the implementation of the specifics of this Agreement.

VIII. DURATION:

The contract will commence on the date at which this letter agreement is
signed by the last of the three parties. The initial peried of the Agreenent
is one year from commencement. This contract will automatically continue ifor
the second year unless any party hereto notifies each of the other parties of
its desire to cancel, such notice to be given within thirty {30) days priox to
the expiration of the first year's term.

IX. ENTIRE AGREEMENT:

This Agreement, including Appendix A, which contains a motual®
Confidentiality Agreement, constitutes the entire Agreement among the parties.

X, KEY CONTACTS:

The folldwing individuals will be the Xkey contacts for their
organization and will have primary responsibility for carrying out ithe
contract.

SMITHSONIAN INSTITUTION
Mr. Peter G. Powers
General Counsel
Smithsonian Institution
Washington, b. C. 20560
{202) 357-2583

UNIVERSITY OF MARYLAND, COLLEGE PARK
Mr. Wayne Swann
Director
Office Technology Liaison
The University of Maryland
2114 South Administration Building
College Park, Maryland 20742
{301) 454-4002
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UNIVERSITY TECHNOLOGY CORPORATION

My, John A. Fraser

Executive Vice President
University Technology Corporation
South Square Corporate Centre

3710 University Drive
Suite 210

Durham, North Carolina
{919) 493-0101

XI. GOVERNING LAW;

271707

This. Agreement shall be interpreted and enforced in accordance with the

laws of the State of Maryland.

UNIVERSITY TECHNOLOGY CORPORATION

By:

John A. Fraser

Title: Executive Vice President

Date:

SMITHSONIAN INSTITUTION

By:

UNIVERSITY OF MARYLAND, COLLEGE

By:

“PARK

Victor Medina

Title: Director

Office of Sponsored Programs

Date:

Dean W. Andersocon

Title: Under Secretary

Date:
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TWO WAY' ;
CONFIDENTIAL DISCLOSURE AGREEMENT

WHEREAS, the Smithsonian Institution (heréinafter the "Smithsonian") has
certain coﬁfidential and proprietary information relating to inventions which
embodies scientific concepts or processes which may be needed for succesgsful
practice or commercialization of technology developed by staff members
(hereinafter "Smithsonian Information") and;-

WHEREAS, University Technology Corporation (hereinafter the "Company" )
“has certain confidential and proprietary  Information relating to invention
management and its business (hereinafter "Company Information") and;

~ WHEREARS, each party desires to disclose proprietary and confidential
information to the other party with a view to marketing Smithsonian inventions

NOW, . THEREFORE, the parties agree to the following terms and conditions:

lé Bach party will clearly identify (label) as confidential or
proprietary materials subject to the terms of this disclosure agreement.

2. Each party will disclose necessary Information to the other party
in writing, insofar as practical, and in sufficient detail to enable
evaluation of the same. Each party shall be permitted to retain possession of
any material submitted to it hereunder or copiles, drawing or photogfaphs
thereof in order that a record of the material submitted may be preserved, ’

3. Each party agrees, for a period of three (3) years from theidate
hereof and, in addition, for so long as the Information or portions thereof
continues to embody or reflect trade secrets, that it will treat. the
Information with reasonable care to aveoid disclosure of the Information te any
third person, firm or corporation, unless reqguired by law. Each party shall
have no obligation, with respect to the Information, or any part thereof,
which:

a. at the time of disclosure is in the public domain;
b..after disclosure, becomes part of. the .public domain by
publication or otherwise; except by breach of this agreement by

the undersigned;

¢c. the party can establish by competent proof was in! its
possession at the time of disclosure by the other party;

d. comes to either party from third persons, legally entitled to
disclose; T

e. is approved for release by written authorization of the other
- party.




CONFIDENTIAL DISCLOSURE AGREEMENT ' DQ
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4, The Company may also disclose Smithsonian Information by a written
confidential disclosure agreement, containing terms and conditions
substantially similar to those set forth herein, to other Companies with a
view to their evaluating the desirability of producing or commer01allzlng_the
Smithsonian Informatlon.

.

5. No obligation of payment or of any other kind is assumed by: nor
may be implied agaihst either party, other than that of treating : the
Information as described above, and disclosure of Smithsonian Information
shall not give Company the right to use the Information except as provided in
paragraph 4 until or unless a formal written contract is entered into
providing the terms and conditions of such use, and the rights to be acquired
by the Company. ’

6. In the case of each disclosure, the Smithsonian will represent
that to its (then) present knowledge, it has the full right and authority to
disclose the Smithsonian Information to the Company, and further to its (then) e
present knowledge, there has been no sale, assignment, license or transfer to
any person, £irm or corporation which would be inconsistent with sald
representation.’ _ %

&

H
H
g

7. Bach party understands that the Smithsonian Information may have :
been developed under a grant or contract from the Federal GovVernment of the
United States, and hence the Federal Government may be entitled to cer;aln
rights to the Smithsonian Information and may also be entitled to cer¢a1n
limited royalty free licenses. The Smithsonian agrees to provide the Company
with the details of such Government ‘rights as part of the Informatlon if
requested in writing,

IN WITNESS WHEREOF the parties have signed or caused this Agreement to
be signed as of the th day of s 1988, '

AUTHORIZED APPROVALS

UNIVERSITY TECHNOLOGY CORPORATION SMITHSONIAN INSTITUTION

By: _ ‘ By:
John A. Fraser

Title: . Title:

Date: ' - Date:




Claidéh% Jamary 29, ‘1988
Mr. Robert A. Dierker
Associate General Counsel
Smithsonian Institution
Washington, D.C. 20560

Re: Intelle:ctual Property Agreement
Dear Mr. Dierker:

Please find attached a draft Technology Transfer Agreement between Uni-
versity Technology Corporation (UIC), the Smithsonian Institution and Uni+
versity of Maryland, College Park (UMCP). The major elements of the agree-
ment have béen previocusly discussed by you and Mr. Wayne E. Swarm, Direc-
tor, Office of Technology Liaison, UMCP.

I will be callj_ng you in a few days to review the terms of the draft
agresment arnd a tentative start date for technology transfer program at the
Smithsonian Institution. .

Please call me or Wayne if you have any questions.

Sincerely, -

? .
Jochn A. Fraser
Executive Vice President

JAF: Jmm
Enclosure

cc: Wayne Swann

FL 8 - Gk e spppand
& 3 . pIE G




SMITHSONIAN TNSTTTUTION/UNIVERSITY OF MARYIAND, COLIEGE PARK

WHEREAS, the Smithsonian Institution (Smithsonian) is a premier museum and

research organization and is desirous of having Universiw Technology Corporation

provide technology transfer management services and is interested in havmg the U
versity of Maryland at College Park, Office of TeChnology Iiaison aid in technolo
transfer objectlves,

WHEREAS, the University of Marylard at College Park (UMCP) is desirous of WOL;

with the Smlthsonlan to form an asscciation in the areas of tecdhnology transfer ar

research collaboratlon,

WHEREAS, Umversrty Technology Corporation (UTC) is a techrwoleogy transfer
organization with UMCP as'a client and is desirous of working with the Smithsonia
for a two year period.

RESPONSIBILITTES OF UIC DURING THE AGREEMENT:

1. Serve as prime manager of the Agreement.

2. Concur with UMCP's providmg the services of Mr. Wayne Swarn and the UMCE
Office of Techrology Liaison, or a mutually agreed to UIC person, to a level of c
day per month on s;Lte at the Smithsonian during the Agreement.

3. BServe as the exclusive agent for technology transfer/licensing at the
Smithsonian. In addition, UTC would negotiate and close specifically identified
technology llcensmg/tmnsfer agreements, collect royalties and fees for distriby
and monitor llcensee performanoe on behalf of the Smithsonian.

4, DetermJ_ne the need for and pay for the filing of a mexdmm of three U.S.
patents per year. Prosecution of the patent applrcatlons will be an additional c
- to this Agreemerrt paid for by the Smithsonian.

5. Providez related services identified and mitually agreed to.

COMPENSATTON

1. UIC w1ll receive $12, 000 per year annually in advance for the above servi

from the Smlthsonlan

2. If UIC boncludas a technology transfer agreemeﬁt with a company, UIC will

ni—
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retain 50% of any compensation accruing to the Smithsonian for as long as such con—

pensation is received, even after termination of this Agreement. Such compensati

would normally consist of option fees and license fees ard royalty payments.

Excluded from this are research contracts arranged through UIC. On research con-

on

tracts arranged through UTC, UTC will add 15 percentage points to your overhead rate

of the Smithscnian.. This rate is currently . That 15% difference wi

be retained by UIC.:

11




RESEONSTIBITTTIES OF THE UNIVERSTTY OF MARYIAND, COITHEGE PARK

1. Provide the sexvices of the Office of Technology Transfer and particularly
its Director, Mr. Wayne Swarm, so that he may spend one day per month at the .
Smithsonian Institution. In addition to the one day per month, additicnal time may
beallocatedasreqm_redfoer Swarn, his Assistant and his Graduate Research
Assistant. Services provided include mtellectual property program development and
irvention identification. Lo

2. Hire and pay for a Graduate Research Assistant in the Office of 'I‘ec-hnology
Liaison at UMCP to perform activities in support of the office and this contract.
3. The Univérsity of Maryland Office of Technology ILiaison ‘while investigating
technologies for, transfer shall attempt to match scientific interests of researchers

at both ]_nStltlItanS to strengthen this association through collakcrative research
efforts

CMEPENSATTCN

For the above UMCP will receive $12,000 per year anmually in advance from the

RESPONSIBILITIES OF THE SMI‘IHSONIAN INSTTTUTTON

1. Support actlvely the activities of Mr. Swann at the Institution and create an
envirament to assure success of this contract by making personnel available at qu.t-—
able times. :

2. Pay for;thedjrectt:ravelexpensesoer. Swarm in cases where it is neceg-
sary for him to travel ocutside of the Baltimore/Washington metropolitan area.
Approval for such expenses will be sought in advance.

3. Pay for the direct travel expenses of UIC personnel in cases when the Smigh-
sonian requlres them to travel outside the Durham, N.C. area.

4. To review and consider additional requests for financing to enhance the suc-
cess of this contract. It is anticipated that there may be additional opportunities
to increase the level of activity of this contract e.g., costs associated with a |
workshop/educational forum in intellectual property matters or those activities
created through the Action Plan.

ACTTON PIAN:

. UIC ard UMCP in the person of Mr. Swarm, will mplement an actlon plan for thé
Smithsonian. The elements of thig plan J_nclude

1. . Consultatlcn with suitable Smlthsoman persomnel to formulate an intellectual
property policy for the Smithsonian to consider and implement, as desired;

2. Consultation with suitable Smithsonian persomnel to identify research
programs ard partlcular research proiects that have created or may create
oorrmermally v1able intellectual property and irnventions;




3. Create and implement. a mechanism to identify and bring together individuals
from UMCP and the Smithsonian Institution with mutual research interests. :

4, Urdertake the identlflcatlon, documentation, evaluation of commercial

potential and m—depth review of particular inventions. Such cases will be passed_to _ R

UIC for active review and mrketmg as approprlate'

5; Create a suitable intellectual property eiucatlon program for the anlths:)nian -

Instltu:tlom
DURATTON:

The contract will commence on the date at which this letter agreement is signed
by the last of the three parties. The initial period of the Agreecment is one yea
from commencement. This contract will automatically contimie for the second yea
unless any party hereto notifies each of the other parties of its desire to cancel,
such notice to be given w1tth thirty days prior to the expiration of the first
vear's term.

"
iy

Mi

This Agreement, including Apperdix A, which contains a mutual Confidentiality
Agreement, constitutes the entire Agreement amongst the parties. .

KEY CONTACTS:

The following individuals will be the key contacts for their organization and
will accept responsibility to ensure that the activities outlined above are :
successfully carried out.

SMITHSONIAN INSTTIUTTON
Mr. Robert A. Dierker
Associate General Counsel
Smithsonian Institution
Washington, D.C. 20560
(202) 357-2583

UNIVERSTTY OF MARYTAND, COITHGE PARK
Mr, Wayne Swann, Director

Office of Technology Liaison

The University of Maryland

2114 South Administration Building -
College Park, Maryland 20742

(301) 454-4002

UNIVERSTITY TECHNOIOGY CORPORATTON
Mr. Jochn A. Fraser '
Executive Vice President
University Techmology Corporation
South Square Corporate Centre
3710 University Prive, Suite 210
Durham, North Carolina 27707
(919) 493-0101




GOVERNING TAW:

This Agreement shall be interpreted and enforced in accordance with the laws

the State of Maryland

By:
Jchn A. Fraser

Title: Executive Vice President

Date:

SMITHSONIAN INSTTTUTION

By: -
Robert A. Dierker

Title: Associate General Counsel

Date:

UNIVERSITY OF MARYIAND, COLIFGE FARK .

By:

Victor Medina

of

Title: Director, Office of Sponsored

Programs
Date:




TWO WAY
QONFIDENTIAT, DISCTOSURE- PGREEVIENI‘

WHEREAS, the Smithsonian Tnstitution (hereinafter the "Smithsonian") has cer

confidential and proprietary information relating to inventicons which embodies s¢
tific concepts or processes which may be needed for successful practice or comrer

cialization of tec:tmology develcoped by staff menbers (hereinafter "Smithsonian Ir
mation") and; R

WHEREAS, Uhivexsity Technology Corporation (hereinafter the "Conpahy") has ¢
tain confldentlal ard proprietary information relating to invention management ar
its busmess (heremafter "Company Information") and;

WHERFAS, each party desires to disclose proprietary and confidential Informe
to the other pa'rt:y With a view to marketing Smithsonian inventions and;

NCH, ’IHERE’EORE the parties agree to the following terms and conditions:

1. T dlsclose the Informatlon to the cther party in writing, insofar as p]
tical, ard in sufficient detail to enable evaluation of the same. Each party sh
“be pennltted to retain possession of any material submitted to it hereurder or
copies, draw:.ng or photographs thereof in order that a record of the material suk
_ mltted may be preserved

2. FEach party agrees, for a periocd of three (3) years from the date hereof
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and:,

in addition, for so long as the Information or porticns thereof continues to embedy
or reflect trade secrets, that it will treat the Information with reazsonable care to

avoid disclesure of the Informatlon to any person, firm or corporation, unless
required by law. Each party shall have no obligation, with respect to the Inforr
tion, or any part thereof, which:

(a)‘ at the time of disclosure is in the public domain;

(b) after disclosure, becomes part of the public domain by publicatis

5 otherwise; except by breach of this agreement by the undersigned;

(c) the party can establish by competent proof was in its possessmn
the time of disclosure by the other party

(d) comes to elther party from third persons, legally entitled to di
. close; )

(e)' is épproved for release by written authorization of the cther pa

[B._

on or

at

4]
1




3. The Company may also disclese Smithsonian Information by a written confiden-

tial disclosure agreement, containing terms and conditlons substantially similar to .
those set forth herein, .to other Companies with a view to their evaluating the desir-
ability of producing or comercializing the Smithsonian Information. '

- 4. No obligation of payment or of any other kind is assumed by nor may be
implied against either party, other than that of treating the Information as
described above, ard discleosure of University Information shall not give Company ﬂq
right to use the Information except as provided in paragraph 3 until or unless a f§ r—

" mal written contract is entered into providing the terms and conditions of such use,
ard the rlghts to be acquired by the “COMPAry. ,

5. The Smithsonian represents, to its present }mwledge, J.t has the full right
and authority to disclose the Smithsonian Information to the Company,. and further to
its present knowledge, there has been no sale, assigrment, license or transfer to any
perscn, firm or corporation which would be inconsistent with sald representation.

6. Fach party understands that the Smithsonian Information may have been devel-
oped under a grant or contract from the Federal Goverrment of the United States, ard
hence the Federal Government may be entitled to certain rights to the Smithsonian
Information, and may also be entitled to certain limited royalty free licenses. The
Smithsonian agrees to provide the Company with the details of such Government rlgﬁ
as part of the Information, if requested in writing.

. In WLTWESS WHEIREOF the parties have signed or caused this agreement. to be signed
as of the th day of _ , 1988. j

Authorized Approvals

UNIVERSITY TECHNOLOGY CORFORATION - SMITHSCNIAN ]:[\TSTI‘IUTION'
By: By:

Name: John A. Fraser : Name:

Title: Title: -

Date: 'E . Date:




