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Lowell

GKSS (European strategy)

FROM:

TO:

SUBJECT:

I
I
!

I. ... ... . . ,
We are arrangJ.ng to meet wJ.th G.KSS dUrJ.ng, the week of June l~ to 17
in McLean. GKSS is a German research center which conducts ~re­
industrial research and development with approximately $200 million
dollars of funding from the German Federal Ministry for Rese~rch
and Technology. With INRA as UPI's French client, GKSS Cciul~ give
.USET a stream of technology from $600 million of European R&O.
Given we conclude UTC!UPI's pursuit of the British Technology Group
as a Client, this could go to $1 billion. I

f
GKSS' Institutes of Technical Installations, Chemistry, PhYS~CS and
Materials Technology are devoted to doing research and develppment
on nuclear reactor safety, materials, underwater technology, I
environmental research and technology and meteorological research.
The results of all their research and development are made I
available through licensing and publication. I

f
1

I presume GKSS has contacted us because they are having difficulty
finding .licensees for, their technology in the United states.! ~heir
March 15th letter proposes that USET/UTC be their exclusive i
licensing agent in the united states for a commission to be! "
negotiated including a percentage of any down payments or royalties
paid by .a licensee. GKSS indicates that the percentages in !
existing UTC agreements would be satisfactory. This is virt4ally
the\same deal UPI has already made with INRA. I

!
They specifically indicate that a technology liaison officer! is
unnecessary since they have resources to prepare and provideIus
with a dossier of each invention containing a technical I
description, main applications, advantages compared to existing
technologies, state-of-development, patents and patent I
applications, photographs of prototype of pilot plant, relat~d

scientific publications, test results and performance data apd a
list of available proprietary information such as design drawings
and specifications. I

I
I believe this to be a significant opportunity which we should
pursue vigorously as part of our European strategy. At veryI most,
the only resources we need to promise to obtain this importaht
stream of technology is our UPI!UTC technology licensing serVices.
We would gain the possibility of return from licenses and a I
significant stream of technology for the TIC technology information
service. .. f

i
If you have any other thoughts on the meeting we are pursuin~ for
the week of June 13 through 17, please advise. .

NL/im



FACSIMILE TRANSMISSION
from

UTC
3710 University Drive, suite 210
Durham, NC 27707

DATE:

TO:

FAX NO:

FROM:

FAX NO:

ATTN:

January 25, 1988

Mr. Wayne Swann, Director
Office of Technology Liaison

301 454-1572

John A. Fraser

USA 919 490-1414

Mr. Wayne Swann

Dear Wayne,

As discussed, following is a copy of the
sent to Norman Latker.

Yours sincerely,

John A. Fraser
Executive Vice President

JAF:pv

Please notify Mr. Wayne Swann immediately of

header and 5 pages.
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FACSIMILE TRANSMISSION
from

UTC
3710 University Drive, suite 210
Durham, NC 27707

Yours sincerely,

DATE:

TO:

FAX NO:

FROM:

FAX NO:

ATTN:

Enclosed
University of
Institution.
comments.

January 25, 1988

Mr. Norman Latker

301 738-1212

John A. Fraser

USA 919 490-1414

Mr. Norman Latker

is the proposed letter agreement amongst UTe,
Maryland, College Park and the smithsonian I
Please call me Wednesday or sooner with youf

I
~
f

JohnA. Fraser
Executive Vice President

JAF:pv

Please notify Mr. Norman Latker immediately of

Transmitting header and 4 pages.
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RESPONSIBILITIES OF UTC DURING THE AGREEMENT:

WHEREAS, University Technology Corporation
technology transfer organization with UMCP as a
is desirous of working with the Smithsonian for
period.

2. Concur with UMCP's providing the services or
Wayne Swann and the UMCP Office of Technology Liaison
level of one day per month on site at the Smithsonian
the Agreement.

Serve as prime manager of the Agreement.1.

I
~

I
I

TECHNOLOGY TRANSFER AGREEMENT BETWEEN UNIVERSITY TECHNOLO~Y

CORPORATION/SMITHSONIAN INSTITUTION/UNIVERSITY OF MARYLAND,
COLLEGE PARK I

WHEREAS, the Smithsonian Institution (Smithsonian) ib a
premier museum and research organization and is desirous bf
having university Technology Corporation provide technolo9Y
transfer management services and is interested in having ~he

University of Maryland at College Park, Office of Technolpgy
Liaison aid in technology transfer objectives; I. I

WHEREAS, the University of Maryland at College Park I
(UMCP) is desirous of working with the Smithsonian to for,m
an association in the areas of technology transfer and I
research collaboration; I

I
(UTC) is ~

~l~:~ty:~e
1

l
I
~

I
I
f
I

Mr.l
to a
duJ\ing

}
i
I

3. Serve as the exclusive agent for technology 1
transfer/licensing at the Smithsonian. In adition, UTC ,
would negotiate and close specifically identified technolpgy
licensing/transfer agreements, collect royalties and feesl
for distribution and monitor license performance on behal~

of the Smithsonian. I
1
1

4. Determine the need for and pay for the filing ofl a
maximum of three U.S. patents per year. Prosecution of the
patent applications will be an additional cost to this I
Agreement paid for by the Smithsonian. I

~

5. Provide related services identified and mutuall~
agreed to. I

--'0



COMPENSATION

1. UTC will receive $12,000 per year annually in
advance for the above services from the Smithsonian.

2. If UTC concludes a technology transfer agreementJ
with a company, UTC will retain 50% of any compensation ;
accuring to the Smithsonian for as long as such compensat~on

is received, even after termination of this Agreement. S~ch

compansat.Lcn would normally consist of option fees and "
license fees and royalty payments. Excluded from this are
research contracts arranged through UTC. On research
contracts arranged through UTC, UTC will add 15 percenta~e

points to your overhead rate of ? and that 15% .
difference will be retained by UTC.
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John A. Fraser !
Executive Vice President I
University Technology Corporation

j

South Square Corporate Centre
:l

3710 University Drive I
Durham, North Carolina 2770r

t

8 March 1988

Wa,htnj7l1m,lI. C.P(}56'(}
aSA

Wayne Swann
Director
Office Technology Liaison
The University of Maryland
2114 South Administration Building
College Park, Maryland 20742

-s;

6--

Robert A. Dierker
Associate General Counsel

Sincerely yours,

;(I-J~

Enclosure

Gentlemen: I
~-

At long last, a revised edition of the proposed technology tr~nsfer
agreement. I hope we didn't do the prior version a disservice. If we knew enough
about all this stuff to make substantive changes intentionally, or to move a thole
lot faster, we probably wouldn't need your help! Seriously, let me know how this
looks, and I promise to move it along (fast) when we hear back. By then everyone
here will have had a chance to take a last long look at it as well. I,

;
I
t
j

I
t
1
l

I
~
1:
f
I
1

cc: Dean Anderson (w/enclosure) GENERAL
GEN. CORRESP. I
FROP. UNIV. I
RESUME'S I

ir:ORPORATE ~
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DRAFt

TECHNOLOGY TRANSFER AGREEMENT
AMONG

UNIVERSITY TECHNOLOGY CORPORATION
SMITHSONIAN INSTITUTION

UNIVERSITY OF MARYLAND,. COLLEGE PARK
·f
t

I
t

WHEREAS, the, Smithsonian Institution (Smithsonian) is a premier mU5~um
and research organization and' is desirous of having University Technology
Corporation pro~ide techno~ogy transfer management services and is interested
in having the University of Maryland at College Park, Office of Technolpgy
Liaison aid in technology transfer objectives; . ~

.~

WHEREAS, the University of Maryland at College Park (UMCP) is desirpus
of working 'with the Smithsonian to form an association in the areas j of
technology transfer and research collaboration; !

WHEREAS, University Technology Corporation
transfer organization with UMCP as a client and is
the Smithsonian for a two year period.

»:

x

K

To serve as prime manager of the Agreement.

2.

UTe Activities

1.

CONTRACT OBJECTIVES:

A.

NOW, THEREFORE, the parties agree as follows:

RESPONSIBILITIES OF UTe DURING THE AGREEMENT:

I.

II.

3.
and the UMCP
to a level
Agreement.

To implement: the Action Plan described in Section
doing to create, e~tablish and implement a patent policy
Smithsonian Institution.

(UTC) is a technOI~gy
desirous of working Wtth

I

Ir
j

VI below and Ln] so
and program for ~he

t
I
t

I
1

I
t
j

To implement the Action Plan described in Section VI below. I
i

To concur with UMCP's providing the services of Mr. Wayne Sw~nn

Office of Technology Liaison, or a mutually agreed toUTC perspn,
of one day per month on site at the Smithsonian during ~he

I

I
!

4. To serve as the exclusive agent for techno~gy

transfer/licensing at the Smithsonian. In addition, subject to smtthsonf.an
approval of all major tems and conditions, UTC will negotiate and clpse
specifically identified technology licensing/transfer agreements, collecte
royalties and fees from licensees for distribution to the SmithsoniLan
Institution and monitor licensee performance on behalf of the Smithsoni!.n.,
Technology transfers as used herein means licenses, sales and options. I

t

I
~
~
t
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for a Graduate Research Assistant in
to perform activities in support of

Compensation to UTC

6.

B.

RESPONSIBILITIES OF THE UNIVERSITY OF MARYLAND, COLLEGE PARK:III.

AGREEMENT
Page - 2 -

I
I

the Office
the office

!
t

3. The University of Maryland Office of Technology Liaison ~hile
investigating technologies for transfer shall attempt to match scientific
interests of researchers at both institutions to strengthen this association

• I
through collaborat~ve research efforts. I

f

i
t
t
I
1

I
i
f
l

DC " I
i-,,·· iu, /I ~_... .l

I
~

I
j

5. To detemine the need for and pay for the. filing of a ma~imum
of three U.S. patent applications per year. Further prosecution of the p~tent

j

applications and costs associated with filing applications after the :flirst
three will be an additional cost paid for by the Smithsonian, if ana as
approved in each instance by the Smithsonian I~stitution. I

~
To provide related services identified and mutually agreedlto.

I
value of conti4Uing v 7 X
at the end of leach '

I
. 8. To identify potential third party sources for research glants v : X

s
to the Smithsonian Institution. !

I
~
!
i

1. UTC will receive $12, 000 per year to be paid annuall¥ on
quarterly installments for the above services from the Smithsonian. !

]
2.a. If UTC concludes a technology transfer agreement with any third

party company or individual UTC will retain 50% of any compensation rec¢ived
by the Smithsonian for as long as such compensation is received, even ~fter
termination of this Agreement. Such compensation would nomally consiJt of
option fees, license fees and royalty payments. Administration of such tunds
will be by UTC pursuant to Section II.A.4. above, and shall continue without v
additional cost for the duration of each transfer agreement. I

i
2.1:>. Excluded from Section I1.B. 2.a. are research conttacts

identified by and arranged through UTC. On research contracts identifi¢d by
and arranged through UTC, UTC will receive 15 percent of the overhead Irate
charged by the Smithsonian. The Smithsonian overhead rate is currently 15%... 1

i
{
f

1. To provide the services of the Office of Technology Trahsfer
and particularly its Director, Mr. Wayne Swann, so that he may spend on¢ day
per month at the Smithsonian Institution. In addition to the one da,l per
month, additional time may be allocated as required for Mr. swann.] his
Assistant and his Graduate Research Assistant. Services provided in~lude
intellectual property program development and invention identification.

7. To provide a written report assessing the
the relationship between the' parties to this Agreement
year.

2. To hire and pay
of Technology Liaison at UMCP
and this contract.

Pl'~1
:Ji~ I

~J (
.' I. I
J-w..



5. To
shall be treated
attached hereto.

To implement the Action Plan as described below.

AGREEMENT
Page - 3 -

4.

I

DR~FT
I

I
1
t

I
~
I

identify materials which when transmitted to UTC or oJhers V
as or subject to the tems of the disclosure stat~ment ~

1. To support actively the activities of Mr. Swann
Institution and create an environment to promote the purposes of this
by making personnel available at suitable times.

RESPONSIBILITIES OF THE SMITHSONIAN INSTITUTION:

and
the

IV.

V.

j
6. To honor the terms of the Confidentiality Agreement betweed UTC

Smithsonian Institution to the extent UMCP becomes privy to Informatiqn of
Smithsonian or UTC as described in the Confidentiality Agreement. I

. I
COMPENSATION: !

1
For·the above, UMCP will receive $12,000 per year from the Smithson~an.

f
1

I
t

at~ the
t

con~ract

r
:1

./ tI.-

2. To pay for the Smithsonian approved direct travel expens~s of
Mr. Swann in cases when the smithsonian requires him to travel outside of the
Baltimore/washington metropolitan area. Approval for such expenses wil!l be
sought in advance, subject to the usual Smithsonian Institution pol:i)cies
regarding such matters. !

f

3. To pay for the Smithsonian approved direct travel expensJs of
. I

UTe personnel in cases when the smithsonian requires them to travel outside of
Durham, North Carolina area, subject to the usual Smithsonian InstitJtion
policies regarding such matters. I

i
4 • To review and consider additional requests for financing to

enhance the success of this contract. It is anticipated that there mari" be
additional opportunities to increase the level of activity of this contract,
e.g., costs associated with a workshop/educational forum in intelledtual
property matters or those activities created through the Action Plan. I

~
VI. ACTIONPLAN,I

t,
UTe and UMCP in the person of Mr. Swann, will implement an Action~Plan

for the ·Smithsonian. The elements of this plan include: I
. I

1. ConsuJ:tation with suitable Smithsonian personnel to fom~late

an intellectual property policy for the smithsonian to consider and imple~ent, '?
as desired. Said policy, as tendered, will be comparable in kind and qu41ity ~ ~
to that implemented at the University of Maryland. ! l '~

~
I

2. Consultation with suitable Smithsonian personnel to iderJ.tifY
research programs and particular research projects that have created 01 may
create commercially viable intellectual property and inventions. I,

I
I
I
~
f___~L- .



v'?~
any manner or context whatsoever
specifics of this Agreement.

4.

USE OF NAMES:

3. Create and implement a mechanism to identify and bring
individuals from UMCP and the Smithsonian Institution with mutual
interests.

VIII. DURATION:

VII.

I
DRAiFTI

I
1
j.

I
f

together
reseakch

I
)1

i
Undertake the identification, documentation, evaluation Iof

commercial potential and in-depth review of particular invention~a such ca~es

will be passed to UTC for active review and marketing as appropriate. I
!

5. create a suitable intellectual property education program Ifor
the Smithsonian Institution. I

I
.(

I
t

it will not refer to this relationship or use khe
f

unless as a part
i
t
{
v

i

Each party agrees that
name of the other parties in
of the implementation of the

AGREEMENT
Page - 4 -

The contract
signed by the last

UNIVERSITY OF MARYLAND, COLLEGE PARK
Mr. Wayne Swann
Director
Office Technology Liaison
The University of Maryland
2114 South Administration Building
College Park, Maryland 20742
(301) 454-4002

SMITHSONIAN INSTITUTION
Mr. Peter G. Powers
General Counsel
Smithsonian Institution
Washington, D. C. 20560
(203) 357-2583

ENTIRE AGREEMENT:IX.

will commence on the date at which this l~ter agreemen~ is
of the three parties. The initial period of the Agreeclent

f
is one year from commencement. This contract will automatically continue tfar
the second year unless any party hereto notifies each of the other partie~ of
its desire to cancel, such notice to be given within thirty (30) days prio~ to
the expiration of the first year's term. 1

I
1

This Agreement, including Appendix A, which contains a mu~ual
Confidentiality Agreement, constitutes the entire Agreement among the part~es.

I
X. KEY CONTACTS: I

!
I

The following individuals will be the key contacts for tljeir
organization and will have primary responsibility for carrying out ~the

contract. I
i
r
i
!
I
j,
1
!
f
l
I
~
I
f
~

!

u u __••••••••~~ • s.. .



AGREEMENT
Page - 5 -

:1

1
I,
.~

DRJ:f\FT
!

!
t
:!

~
i
{
t

UNIVERSITY TECHNOLOGY CORPORATION
Mr. John .~. Fraser
Executive Vice President
University Technology Corporation
South Square Corporate Centre
3710 University.Drive
Suite 210
Durham, North Carolina 27707
(919) 493-0101

XI.

laws

GOVERNING LAW:

This Agreement shall be interpreted
of the State of Maryland.

and enforced in accordance

I
t

I
!
I

wit!\.
~

f
t

the

1)

I
I
t

COLLEGE! PARK

I
~

I
i

Programs
I
1
I
i

Vj.ctor Medina
By : ----:c----;--=---;:;;:~

Date' r-__

UNIVERSITY OF MARYLAND,

Title: Director
Office of Sponsored

John A. Fraser
BY:_=:-;;-~;;se;::----

Date' _

UNIVERSITY TECHNOLOGY CORPORATION

Title: Executive Vice President

SMITHSONIAN INSTITUTION

Dean W. Anderson
BY:_=-~~~;;;- _

Title: Under Secretary

Date' _
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TWO WAY
CONFIDENTIAL DISCLOSURE AGREEMENT

I
DRAFT

I
!
I
]

Is

a. ~t the time of disclosure is in the public domain;

WHEREAS, the Smithsonian Institution ~hereinafter the "smithsonian"): has
certain confidential arid proprietary information relating to inventions ~hich

embodies scientific concepts or processes which may be needed for succe~sful
practice or commercialization of technology developed by staff me~ers

. I

(hereinafter "Smithsonian Information") and; I
i

WHEREAS, University Technology Corporation (hereinafter the "company")
has certain confidential and proprietary Infomation relating to inve4tion
rnanagement!and its business (hereinafter "Company Information ll J and; ~

I

WHEREAS, each party desires to disclose proprietary and confideJtial
information to the other party with a view to marketing Smithsonian invenJions

l
f
{

~
NOW, THEREFORE, the parties agree to the following terms and conditions:

!
t

1; Each party will clearly identify (label) as confidential or
proprietary materials subject to the terms of this disclosure agreement. I

i
2. Each party will disclose necessary Infomation to the other party

in writing, insofar as practical, and in sufficient detail to e~able
I

evaluation,of the same. Each party shall be pemitted to retain possessi9n of
any material submitted to it hereunder or copies, drawing or phot.oqxapha
thereof in order that a record of the material submitted may be preserved! .

t
]
f-

3. Each party agrees, for a period of three (3) years from theldate
hereof and, in addition, for so long as the Information or portions th$reo£
continues to embody or reflect trade secrets, that it will treatl the
Infomation with reasonable care to avoid disclosure of the Infomation t~ any
third person, fim or corporation, unless required by law. Each party §hall
have no obligation, with respect to the Information, or any part theteof,
which: I

I

b. after disclosure, becomes part of the .public domai1 by
publication or otherwise; except by breach of this agreemewt by
the undersigned; I

c. the party can establish by competent proof was inl its
possession at the time of disclosure by the other party; .

i

I
other
efor release by written authorization of the

d. comes to either party from third persons, legally
disclose;

e. is approved
party.

~

entitlJd
~

to

Il
f

I
. i., ..
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CONFIDENTIAL DISCLOSURE AGREEMENT
Page -2- DRIAFT

e
f
i

4. The Company may also disclose Smithsonian Information by a wri~ten

confidential disclosure agreement, containing terms and condit~ons

substantially similar to those set forth herein, to other Companies wi~h a
view to their evaluating the desirability of producing or commercializing) the:,
Smithsonian Information. ~

5. No obligation of payment or" of any other kind is assumed byl nor
may be implied against either party, other than that of treating I the
Information as described above, and disclosure of Smithsonian Informaltion
shall not give Company the right to use the Information except as provide~ in
paragraph 4 until or unless a formal written contract is ,entered ~nto

providing the terms and conditions of such use, and the rights to be acq~ired

by the Company. 1
j

f
6. In the case of each disclosure, _the Smithsonian will repr~sent

that to its (then) present knowledge, it has the full right and authority to
disclose the Smithsonian Information to the Company, and further to its (shen) v/
present- knowledge, there has been no sale, assignment, license or transfekr to

" {

any person, firm or corporation which would be inconsistent with ~aid

representation. t
f

*7. Each 'par-ty understands that the Smithsonian Information may ihave
been developed under a grant or contract from the Federal Gover~ent of! the
United States, and hence the Federal Government may be entitled to cer~ain
rights to the Smithsonian Information and may also be entitled to ceritain
limited royalty free licenses. The Smithsonian agrees to provide the Company
with the details of such Government "rights as part of the Informationl if
requested in writing. i

!
IN WITNESS WHEREOF the parties have signed or caused this Agreemen~ to

be signed as of the th day of , 1988 ~ I--- !
I

AUTHORIZED APPROVALS I
~

UNIVERSITY TECHNOLOGY CORPORATION SMITHSONIAN INSTITUTION

{By:,
John A. 'Fraser

By:----,=~F;:;~:----

Title: ~~ ~_ Title:, ,_

Date: _ Date: ~
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.~

(~)
January 29,1988

Mr". Robert A. Dierker
Ass=iate General Counsel
Smithsonian Institution
Washington, D.C. 20560

Re: Intellectual Property Agreement

Dear Mr". Dierker:

Please find attached a draft Technolcgy Transfer Agreement between
versity Technolcgy Corporation (UI'C), the Smithsonian Institution and
versity of Maryland, College Perk (UMCP). 'The rrajor elements of the a~­
ment have been previously discussed by you and Mr". Wayne E. Swann, Direc­
tor, Office of Technolcgy Liaison, UMCP.

I will be calling you in a few days to review the terms of the draft
agreement and a tentative start date for technolcgy transfer prcqram at
Smithsonian Institution.

Please call me or Wayne if you have any questions.

'u~

G1.u1~Jolm A. Fraser
... Executive Vice President

JAF:jmm
Enclosure

r-- cc: Wayne Swann .l:-b 8 ~ CW~. . ~ ~,,--~ ..~"
. ~O~-F.JJ2 ~j fl''h !

~ LDF-.k. '( J,J,!; _ L ~_ SU J.A II..

\f::-L \ '2~ 1-- V !
o -,~ ~Jlr5f.-L. !~

PJJ g- d!i; U - Jif'-'7- "'.~.. jc i
I
f

u Lm



z.

Serve as prime manager of the Agreement.1.

TECHNOIJ:GY TRANSFER AGREEMENr BEIWEEN UNIVERSITY 'IECllNOIJ:GY CDRroRATION/ ,
SMI'IHSONI.AN lliSITIUrIONjUNIVERSITY OF MI\RYIAND, CDLI.ffiE PARK I

I
WHEREAS, the Smithsonian Institution (Smithsonian) is a premier museum ard!

research organization ard is desirous of having University TechnolCX3Y Corporatio~
provide teclmolCX3Y transfer management servioes ard is interested in having the ubi­
versity of Marylard at College Park, Office of TeChnolCX3Y Liaison aid in teclmol4Y
transfer objectives; I

!
I

WHEREAS, the University of MaryJ,ard at College Park (UMCP) is desirous of wo:r;ki.n:J
with the Smithsonian to form an association in the areas of ted1nolCX3Y transfer. ahd
researchcollaboration;i

f

WHEREAS, University TechnolCX3Y Corporation (UIC) is a teclmolCX3Y transfer I
organization with UMCP as a client and is desirous of working with the smltnsonlen
for a two year pericrl. i

~
RESFONSIBII.J:TIES OF UIC IJJRING 'THE AGREEMENT: I

i
i

!
I

2. Concur ~ith UMCP's providing the servioes of Mr. Wayne swann and the UMaj
Office of TechnolCX3Y Liaison, or a mutually agreed to UIC person, to a level of qne
day per mnth on site at the Smithsonian during the Agreement. I

3. Serve as the exclusive agent for technolCX3Y transfer/licensing at the I
Smithsonian. In addition, UIC would negotiate and close specifically identified I
'technolcqy licensing/transfer agreements, collect royalties and fees for distrfu4tion
ard mnitor Licensee perfomance on behalf of the Smithsonian. I

s
]

4. Datennine the need for and pay for the filing of a rraxirnum of three U.S. i
patents per yea:r;. Prosecution of the patent applications will be an additional clost
to this Agreement paid for by the Smithsonian. I

{

5. Provide! related servioes identified ard mutually agreed to. 1

aMPENSATION I
1. UI'C will receive $12,000 per year annually in advance for the above servfcas

from the Smithsonian. I
I
!

2. If UIC concludes a teclmolCX3Y transfer agreement with a =npany, UIC will
retain 50% of any ccrrpensation a=ing to the Smithsonian for as long as such •
pensation is receiVed, even after temination of this Agreement. SUch conpensat.Ion
would nomally cons.ist; of option fees and license fees ard royalty payments. I
Excluded from this are research contracts arranged through UIC. On research cant
tracts arranged through UIC, UIC will add 15 percentage points to your overhead iate
of the Smithsonian. '!his rate is current.ly . 'That 15% difference will
be retained by UI'C. I

I
~
~

l
~
!

-~"-_~~~ ~__~ .,~_._--l'~~~ _



cx:MPENSATION

RESPONSIBILITIES ,.oF THE UNIVERSITY OF MARYIAND. CDUEl3E PARK I
i

1. Provide the services of the Office of TechnolO3Y Transfer and particularly!
its Director, Mr. Wayne swarm, so that he my sperrl one day per month at the !
Smithsonian Institution. In addition to the one day per rronth, additional tilne mY
be allocated as required for Mr. swarm, his Assistant and his Graduate Research I
Assistant. services provided include intellectual property prcgram developrent arp
irNention identification. I

1
\

2. Hire and pay for a Graduate Research Assistant in the Office of Technol~
Liaison at UMCP 1:0 perfonn activities in support of the office and this contract. j

~

3. fue Univ~ity of MaIyland Office of Technol.cqy Liaison 'while irNestigati!k
technologies for transfer shall atterrpt to mtm scientific interests of research~

at both institutions to strerl3then this association thrc:ugh collaborative researcH
. , I

efforts. I
}
i

I
, For ~e above, UMCP will receive $12,000 per year annually in advance from ~

Srnithsoman. 1
;

RESFDNSIBILITIES OF THE SMI'IHSONIAN INSTTIUI'ION !
I

1. Support actively the activities of Mr. swarm at the Instibltion and create an
enviro~t to assure success of this contract by makinq personnel available at ~t-
able t:unes. i

i
2. Pay for:the direct travel expanses of Mr. swarm in cases where it is neces-

sary for him to travel outside of the B3ltirrore/Washin:Jton metropolitan area. I
Approval for sum expanses will be sought in advance. I

3. Pay for the direct travel expanses of urc personnel in cases when the Smi~-
sonian requires them to travel outside the Durham, N.C. area. !

f
f

4. To revie"w and consider additional requests for financing to enhance the sjtc­
cess of this contract. It is anticipated that there my be additional opportunities
to increase the level of activity of this contract e.g., costs associated with a I
workshcp/edocat.ional forum in intellectual property mtters or those activities I
=eated through rthe Action Plan. I

. ' I
~

ACTION PIAN: I
~

2. Consultation with suitable Smithsonian personnel to identity research
prograrrs and particular research projects that have created or my create
=mnercially viable .intellectual property and irNentions;

I
:irrplernent an action plan for thE!

~
I

1. Consultation with suitable Smithsonian personnel to formulate an intellecPJal
property policy ,for the Smithsonian to consider and :irrplernent, as desired; i

I,
I,

I
t
i

urc and UMCE! in the person of Mr. swarm, will
Smithsonian. Th.e elements of this plan include:
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i
3. create am :inlplernent a mechanism to identify am br:in;r tcgether i.rrlividui:l1s

from UMCP am the smithsonian Institution with mutual research interests. I
f
!

4. Un:iertake the identification, documentation, evaluation of conunercial I
potential am in-depth review of particular inventions. SUch cases will be passEd to
urc for active review am mrket:in;r as appropriate; I

I
. , ~

5. create a suitable intellectual property educatrion program for the smiths{:Jnian
Institution; i

f

IXJRATION:

KEY CDNI'ACIS:

ENI'IRE AGREEMENT:

SMI'IHSONIAN lllS'ITIUTION
Mr. Robert A. Dierker
Assocaate General Counsel
Smithsonian Institution
washin::Jton, D.C. 20560
(202) 357-2583

I,
I
}

'!he contzact; will mruuence on the date at which this letter agreement is sigped
by the last of the three parties. '!he initial period of the Agreement is one yea{r"
from =nmencement. 'Ibis contract will autorratically continue for the second yeair
unless any party hereto notifies each of the other parties of its desire to ~,
such notice to be given within thirty days prior to the expiration of the first!
year's term. I

f
!
f
'j

'!his Agreement, includ:in;r Appendix A, which contains a mutual ConfidentialitV
Agreerrent, constitutes the entire Agreerrent amongst the parties. I

~;,
I,
"!

'Ihe follCMing i.rrlividuals will be the key contacts for their organization art!
will accept responsibility to ensure that the activities outlined above are !
successfully carried out. I

I

I
t
I
i

I
I
~UNIVERSITY OF MARYIAND, CD:LLB3E PARK

Mr. Wayne swann, Director
Office of Tedmology Liaison
'Ihe University of Marylam
2114 South Administration Build:in;r
College Park, Marylam 20742
(301) 454-4002

UNIVERSITY TECHNOlCGY CORFDRATION
Mr. Jolm A. Fraser
Executive Vice President
University Tedmology Corporation
South Square Corporate centre
3710 university Drive, SUite 210
D1rtlam, North Carolina 27707
(919) 493-0101
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GOVERNING rAW:

'Ibis AgreeIrent shall be interpreted and enforced in accordance with the laWEj of
the state of Marylarrl '

UNIVERSITY TECENOWGY CORroRATION lJND!ERSITY OF MARYIAND, COLlEGE PARK

victor Me:lina
l1

Title: Director. Office of SPonsorE!d
Pro:tral!!S

By:_::-;-.,-----;;-;;--=---------%
uonn A. Fraser

Title: Executive vice President

By:
-:_:;""C.'---H-:.:---=:-------

cate:------------ cate:

Sl1rIHSONIAN INS'ITIUI'ION

!«JlJerC A. Dierker
By:-=-:-.-r-t---r----=-...---:,.------

Title: Asscx:iate General Counsel

cate: _
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(a) at the time of disclosure is in the public domairi:

'IWJ WAY
romDENTIAL DISCI.C6URE' AGREEMENI'

NCW, 'IHEREFORE, j:he parties agree to the foll=ing terrrs and corxlitions:

WIJERE'AS, each party desires to disclose proprieta:ry and confidential
to the other party with a view to mrketing smithsonian inventions and;

I
t

I
t,
~'

~
WIJERE'AS, the smithsonian Institution (hereinafter the "smithsonian") has certain

confidential and proprieta:ry infomation relating to inventions which embodies scl:ien­
tific concepts or processes which may be needed for su=essful .pract.ice or~­
cialization of technology deVeloped by staff members (hereinafter "smithsonian J¥'or-
mtion") and; !,

I
WIJERE'AS, University Technology Corporation (hereinafter the "Company") has ¢er-

tain confidential and proprietary infomation relating to invention mnagernent ar
its business (hereinafter "Company Infomation") and; ,

t
j

Infomation
I
t
I
f,

1. To disclose the Infomation to the other party in writing, insofar as p~c­
tical, and in sufficient detail to enable evaluation of the same. Each party sh$.ll
be pemitted to retain possession of any mterial submitted to it heretrrrler or !
copies, drawing or photographs thereof in order that a record of the mterial suJb-.
mitted my be preserved. I

2. Each party agrees, for a period of three (3) years from the date hereofland,
in addition, for so Lonq as the Infomtion or portions thereof continues to ernl:J<jx:ly
or reflect trade secrets, that it will treat the Infomation with reasonable care to
avoid disclosure of the Infomation to any person, finn or corporation, unless I
required by laV!. Each party shall have no Obligation, with respect to the Inforna-

• , ' I
tlon, or any part thereof, which: I

,

I
f

(b) after disclosure, becomes part of the public domain by publicati0n or
otherwise; except by breach of this agreement by the trrrlersigned*

I
(c) the party can establish by canp3tent proof was in its possessionl at

the time of disclosure by the other party; 'I
, I

(d) comes to either party from third persons, legally entitled to dif-
close; I

I
(e) is approved for release by written authorization of the other pafty.

~
J
:,



o-

Authorized ApProvals

1
t
I

I
!

!
{

. I
3. 'Ihe company nay also disclose Smithsonian Infomtion by a written confidim­

tial disclosure agreement, corrcainirq terms and con::litions substantially similar tP .
those set forth herein, .to other companies with a view to their evaluatin::J the deSir-
ability of prcducin:j or =rntrerCializin:j the Smithsonian Infomtion. '

4. No Obligation of payment or of any other kird is assured by nor nay be
implied against either party, other than that of t:reatin::J the Infomtion asl
described above, and disclosure of University Infomtion shall not give company $e
right to use the Infomtion except as provided in paragraph 3 until or unless a for­
mal. written contract is entered into providin:j the terms and con::litions of such ~,
and the rights to be acquired by the "=-pany. I

.. I
5. 'Ihe Smithsonian represents, to its present knavledge, it has the ·full ricPt

and authority to disclose the Smithsonian Infomtion to the company, and further lto
its present knavledge, there has been no sale, assigrnnent, license or transfer to iany
person, finn or corporation which would be inconsistent with said representation. I

~

6. Each party urderstards that the Smithsonian Infomtion nay have been d~el­
oped urder a qrant; or contract from the Federal Government of the United states, ¥rl
hence the Federal Government may be entitled to certain rights to the Smithsonian I
Infomtion, and may also be entitled to certain limited royalty free licenses. ']}he
Smithsonian agrees to provide the Company with the details of such Government rigtfts
as part of the Infomtion, if requested in writin:j. I

I
In WI'INESS WHEREDF the parties have signed or caused this agreement. to be sieJned

as of the _th day of __, 1988. I
~

I
UNIVERSITY 'IEQJNOr.o:;y CDRroRl>.'I'ION

By:
Name: John A. Fraser
Title:

Cate:

SMI'IHSONIAN INSITIUl'ION

By:
Name:
Title:

Cate:


