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New 'nlElRElFORE ,the pareiea agrs.:> ..... f¢llO'NS:

TEX:llNOm TAANSFER~
'~- tltl.LW~

mITVEl\sJ:;L"l TOOlNbI.OO'l ~O<l
AND. '1l1E

SJ.I'll'IHSONIA !NS'ITIUl'ION

I

I
J

W~I 1:.ne"'·~.fhJ."C,tlbUlUdll .Ll~t....J.I.,.U\".I.\,..lH \OJ.!i.1.6~~Io.l.l.~t) J.,d' '-" ~_\..l.~~~ .............. """"""'":.. ......~..;
..."g".;,arch organiiJ',at.i.an drK.1. is desil:ous of havinq university Tcclmology eorporatl'i.on
(IJ1C) previae ~J101ogy trd.l1l:lt\:l.t ltli'U:D.y"""""L ""","vi"""" in e. Hl<e~ ,,,, tiia-tj
~t.ed. bY = at 1::hol Unive.rs;i,ty of )'ldryla:rd at CbllEqe !?!:Irk's, Office of Tec.l:lholO9'r'
Liaison (UMCl?); . . ... .1 .

I ..
WHEREAS, university Teclmola;lY Corporation (me) is a te;:::hnology transfErr 1

orqanization with a l"lLll.rloer of reseJ:aCll1Jni'versities as clients an] is des'~ of
"Iorking \-lith the Smithsonian .for a two yea:p pericd. . I

w~.;", t,)':).e.'..l, ..u.ll..,;. J.~ .i.~!\., ....1.'y ,l.A.Uo'-4.~ u::t>,;; ..... M .1.0..# ...1-.....l..-"""~ Q.,f; .,...". ....~ JJ",.';:"..,.
relationship in pIa""" am su~sfull I

1
!
I

.:L-...OJN~CJ1 OBJECl'I\!EE: I
, , t

'l\:l :Lmple!rrent the ACtion Plan descrJ..J:Jecl in section rv below ard in so do~t6
crc'2iC,:i'; establish ard irrplement a patent policy and proqram for the smithsonian
r"f"~"""""'"~· '~'I'l:;i ' ,J' j.._..:.:;"L,",..lvU._on. i ~

; I
II ,__J3J':SF9NS1BUJ:TIFS OF yrc OORING 'IHE AGREEl.':'lE;NT: I

t

]~: : ~:::':i:;,,_ "~~"~r ~.£ ~h~ ~' 1

:1• To h1pl""""rrf= thr> ~M" i ",., 101>." C1~i~ in section rv be1C1N.1
t " . I

Offi~ ~t~~:;'~~'i~~7 ~~l~i~ ~:~.ti=toW~~~~~1~1if 6~~
day per rronth on si.te at the SI\1ithsonian durirB the~' I . /

. I
-r , .--..;.. ...... ..-;.; -;;:J-..... -=>-o='.1........... .::,~ ........ ~.. .p.......~; ~.-...-'h ......... l r..:r4~ +-,~nf'i-F~·F.':JliQQ:r·u:d.I'·i~ 2t t'h~1 /"

> smlUl8OlJian. In adcJ,ition, subj<id:. to nrni:l:.h",oniana~of all :major b;>rl1i!"I",m
~r:.:ti.tiOJ"1e" 1.1I'C woul.d ~ati.w:t;.c ~ vl~ li..~f£.ic~ly iMht';?, M T-f'fihnclogyi
licensirB/transfer agreements, collect. rqrctities ar:d fees from lice.nsee.s. for I
distribution to the smithsonian rnstituti.¢n and rrciUtor. licensee perf~ pn·· ..... .
behalf ~f the smithsonian. Te<:JlOOIo;w tr<1l1St.~.as.•..•.....• 1..1S€d .herein means ~i~: sa~$S
and ophons. .; . . , . /·1 . "

5. To determin6.the~ for and pay for the'~ilin;; of a ~Of~ u.s.!
pa1:e.nt: appJ.i=tlur ~;. ""'L ;rt=r.. l.'u!, u"",-, f'J:~i= of "i:hc 1='==;" /"p?H=-ei."""'1 ary:t

costs associated withfilin:J applications.after the first. three. will be an a<$.1tional
eese- po.1.a tartly the ~1t.LlJ.ll!'.O'..H;u..d..u, 1.C bn.:.1 cur; o.l:~-~ CJ'.lnh J'~ by ~ ·1
Drnithlooninn ~tit:.uti=. i i

I

I
!
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6. To prcvidere1ated services !,rtifie:1 ,mi nrJltually agreed to.

7. To provide a written report ,'lSSeSSIDg the value of conti.nuing the
relationship between the parties to this~ at the en:i of each year.

s. To identify potential thi.:l<! part:y 2.ources for~ grants to the
,.,,,,) \ 1, ~ '" ,1.-_,-, T ..~J..-bu.<I!!..!.6lt"'..

u:rc aul ~lt.. Swol'll1 wi:n ~l=t ",., ~ion plan f",r -rh.. ~it.hsonian.

elli?l'r&'lts of this plan include:

-2-

O::m:leosation to urcB.

~ AcrmN PIl'J'It

t
I

j
1. Ul'U wiJ...l l:QOQivQ 'T-~4. 000 r~ Yi;;"Pl1"' ':-,[) bI!!! paid ;:,mnn~ly on qua.ri;.erJ.Y jt

1nS'CalJ.rnBrtt::s !:u.r. \.11", <>l.,vve eec-vdcee fl."",,", ,Cmit:hcc.ni"h. '!hI> fi=t- l"""lfrr""nt-, of
$iS,OOO shall be paid simultaneously with ti'L' c,qrun;j or en,,, F,greemerll:.. S~,!,,1t:
equal paymnt,e ahall ba paid by the smithsoni;'ln on Au;/Ust 1, NovanI:Jer J., 1988 ayo
r~ruary .1.,_ I'JaY 1c Auqu:.;l;. a., Nuv,""" a, :1.969 (>.rl<1, rch~ 1, :),\,\1;\0. !,

2.a. If urc conclUdeS a teen, ~y trarlS!:er "':lL"""""'llt with ""'1' third I
party CC'llpa."!Y or irdividual urc wi' retain 50% of any ~tion received bYl the
Sl'l\i~=-l:orae long as =b-e.~"",,:Di.~ved,",,-en after t:.orrninatioh of
rh1" i\CIreelnerlt. 6udJ =11PeIJSOlt:t.an WOUJ.CI"ul.y =,!.,,;\.. ut: '-V",f.o1, £"""_", liccnl=
rees anJ royaJ.q payments. i'>oilminL;;t...,,:-tii ',"~ Ldg WHI oe oy UH.. J,JUL"'U<:U~~ l.u

Section II.A.4. above, and shall oontll'lu,," nthoutdonal cost for the duratjlon of
each tt-ansfer agreement. I

~
...). W!:oVJJ J-C::U=.l.l'-'\.. "",.e mu,.I. ..1..l~'f;..,:;.1::u.)~-~ Q£ 9c,ooO,. l.Y.l\':" 1O':"'h~1' ~11 T'!Mf"P ~'rnn() ~ts

;,dined in the aPl:el'rle:.'l~t between urc and tlMCP (Appen::lli< A) • I

In. ro::qR?:lIn'In:rT.TI1!1E'tJ 01" 'Im: <!Mm't.l<:lCNTlIN nJS'lTJ!1T'Tf1N i
:1.. 1'0 "'-'I:'l::"'& ",rl-i"",1Y t.ha activities of urc at the rnstJ.tution aoo creaJ dll

envaromern; m pmtl.n•..e U.ltl. j,.JUJ.~ u;;; w.a..i= ...........\.>.1., ......_'- 1.-.1'. ".,.-.].u......:r l'" ..._""...~... 1 '='~ ..~ ... I ~""'IC. :>1'1'

suitable times. I

~. '<1~ ~~ ~~:~~~:., ", ::C'd, ~"t,_:::~~: ~=~~~o~:~L~""
~"l1¢t:l-~1.;i.t(;:U')_~ .. 1\f-''pL,=",,-, __ ,_> __ .;:.\~,:! ,,~\_v=h -.;,.,~ ....._"" ~.,1~11 be. ~'C. in ~nt""J:lo, ~lhjr' to
the usual smithsonian InstL,' <,n policies~ such matters. •

3. To pay for the smirnscruen approvea Qlrel.;t \..1;av",:).~ or T.J'!C l"="'9""<>1
in ceeee ',Ih= t:hc Srni;;:ru,oni",., """'l'-ti=,; 1"h""" jot'> t:rn.ve1 outside D..1.rhant, North eatolllk"l
ar""", bubjeot. to t.l'le \.l$U£l1 smitnr..onian :rn..tit;utiCln polid"'",~ such roatt,;.=.

4. To; l."eView-ar.j- oonoidQ$-ad<titional ~5t!'L..for t.'J.n«.ru.lll'!J to enh1mce th$-
success of this contract. It is anticipated that there may be additiOnal':":";~-=::YI'-'----­
Of.lfJUL1..wu.l.\,.i_ to i:r=.."."... the 1"",o1 of $.al:ivity of "hi", fY'll"It',rnct a.C!., costs I
assccrated with a workshopjed'.J.Cational rorum in intellliGt.ual pl.--ope,rty mt~ pr
those activities created tl'lrOUgh the Action Plan. I

!
}
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6. To provide related services identified and l\Utually agreed to.

7~ "!\.J J:J..L\J\Jl.w.c: a W.L.ll... U;:::J.l .L'=lp..ILt.. ~.lJ.~ U.uet vo.l.~ vi: \,..U1Jl...L4~-":t U.u:::;

""'l"tion<:hip b>~ th<>~_ to thi..~ at 1:h.. ""'""I of _an y"""".

e , '1'0 lo.enl:UY pcrcem:laL = parcy SOI.ll:"OSS ror researcn gmm:s 'Co rne
smithsonian Institution.

B. a::>mremlatj otl to 1m;;

or

~'llE SMJ:n1SON1:AN INSTI'IUrION

4. To ,.-.,vi""" ""xl ,:;o,.,,,i<1= ",dlitioncl. J.--equ-t;:, fo," fin:U1dx'S/ to ~ce
~.... <;tQQ:::;I QE ~. ¢¢lr\-~~. X.oe LoQi. ~i.o:t!>Q.~~ ~-e ~~~ ~~. be. ~~i:~d..~~l
opportuniti= to :Lncreann Hoe level of ad:ivH::y of this contract e.g., COGts
associated with a workshcp/educaticmal forum in intellectua.l. property matters
cnose ",'.:e.!.v.Le.!.""" ==1;.E;U tllLPUgl1 tllf.:l &-'t-.!.Ur! r-J.i;Ul.

1. lJI"C will receive $24,000 per year to be paid amually on quarterly
i.nstallments for the atove services from the smithsonian. '!he first payment of !
$6, 000 "hall 00 paid "buulL....n",)lJ);ly with the sJ.gn.i.n:J of U,.. Agt'~n..nt. S'..ll:seque.nf
~ paYmQnts eha11 be paid by the smithsonian on 1ll.>gust 1, N~ 1, 1988 and'I'
rdJJ.-w.cu...:.;' 1 1 I-~:1, A~~L ~, l'iUve.ul...e .... .1.., .1:!)(,)~ nlK.1 ~J..L.J.C..L.~ ~~ 1~~O.;

2.a. If urc concludes a t:Echnolo;w transfer a.greernant with any t:litrd I
~~",. -O-Tm-v",. &_ ~-••l...n.-..l. 'tJ'%IO 'H·.i.1.~ ~~ ~o't ..s tl\lI'V.i' ...ewp~..l.,on _QOo.t...".....<il )00.1:. ~~

~~Qr.dan. f~ ac l.o~ a£: mlah ~t.iQn io :t'oooivoo/ ovQ.n aft:Qr ~1:.ion of
~htC' ~~*". O>.v:'lh. ,,=~~~:L~ -.:.;r.e.1...u-el ~-u.~~y ~:LC'-+:- ,,=-,,-r ~~.4.~"" -F~e<, i ~ ......e""e'".o.;
f."...... and myalty paymerlt:5. Administ.ration of such fl.=ls will be by lJI"C pw;awmt ~o
Cc.otion i1:~h.4. -abav'"C, o.nd oho.l.,l oo.ntinuc 'i-/i1:hout additiona.l 0',;IQi;;. x'W'&" t1:lf,,) Uv.r-~i,;.l.Vil u£

each trarlsfer agreement. I
~ , lltYm,....".."i nr e-rf "",...h i ""...." """,,;- roT .::,;, 111111, Tm' ..h,," '''''' llMt"P S1. OOIl "" I

outlined in the. apperrled. Agree.lt'ent between lJI"C am UMCP (Appendix A) • I
I

I II, BESPONSIffiT:T'T'TF;? OF 'IllE SMrIHSONIAN t
~

1, To SI.1ppOJ:"t actiVGly the activiti.... of UIC at the ::LIWtitution and =eate aP
oO.t.(V~>.::iIl";tl;.-.J.-,.;;;. ,....., ~""''l.-.=.a. -m~... ~~_ ......:;c 'l:OoI.-...:i.a m ...-m.-co....... ~:r 'l."~~ p~-.::;:>-<;>nn~;I,. <;:>''"V'=-:!.:'''~::L1= =-t:

Sl.utable t~. . I
2. To pay for the Srnitrusonion ....ppL"OWrl direct travel~ of Mr. 8Wtrnn ~
~ wlJ.l:'J! u~ Sm.lLlJ.O:>Vu..i.au I.,=,-!u..Lt.~ l.L1.u Lu L.r.o.vl:!l vu.L::.i~e of th.e Bo.lti.lrQ1.-e/Hooal1..L.~Ol'l

m<>t"'""lV'1 i t""." ".""",. lIWW<\'"1 fro",." ,...1'\ "'''l''''''''''''' "7n, .... """"y,t i" ,,<lv1onm, Mlbj sct:1 tc
the usual, Smithsonian Institution policies~ such matters. I

I
3 To pay for the smithnnnian approved di.rect travel ~MeS of UK' rer'8<:mnl;;l

;" ,."''''''''" wh..n H',.. !'lmith.....,,,i,,,n '"""1',i"""" th..", ;-r> t,,,",,,,,,,' ntlt... irl", n.lm;,m, North carol(ina
area, Subject to the usual Smithsonian Institution policies~ such matterS.

th<>l

IV, ACTION PI.I'IN i

lJ'IC ard Mr. ,swann will ~lanent an action plan for the Srni'thF'c.-n.1an. "lYle
elements of this plan include:

·2-
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1. Consultation with suitable smithsonian personnel, to fol:l'llU1.ate an mte1tecl:1.tal
property policy for the EMi'i:.hsanian to consider am i:roplament, as desired.
poll\..'Y, "" tendered, will be mt1J?!'l=ble in kind and ~ity to that :ilw:>l~ted at_
the Univ=i"'.l of Mt»:yl:md.

2. COllSl.l1tation with suitable smithsonian personnel to ident.it'y research
1IJ.~J-Ll.l'= t.UM ~I.;:.J...;II.:w..~ 1:"~-d."'l>. p"",,--oj~ ~. ~.~Q =-=c:>~"=.~_~_1 .- ..... ~~''''';},r ........ "'I<i&A....a

m11lmn;.i.al.J.Y vial:lle i.rn:e:l.l~p~y wid .1."v",...I..i.""-",,.

:3. C1:ente:. on:1 .Lrnpl¢ttsent 0.~ to :ld.en:t.3..r'.1 arx=t o:r1.11g l:O'JI"d'l..:'lY=>i' f1"~'lvll1lllr"1l:--"

f= UMCI' and the Smithsonian Institution with nutua1 research irrt:erests.

4. Und~ the identification, doci.llrentation, evaluation of commercial ..
potent:ial am in-osptn ~li<iM of particular .inventions. SUCh caaes will be~ to
urc for a<:>tive reviaw and 'narketing M ~:rrq:,riat-"'I

;). C'.L=.l-'" '" ",uitobl.. int.ell~P~.l o:1.uoaioion l?~ for Hw .""'it'h=ni
Institution.

V. USE OF NAMES:

Each party agrees that it will not refer to this relationship or use the rlarre of
Ul~ uU.J.t:J. !:Ja.t.1,..J.t;::b .ul Q..u.l .I.~g,j,.LI~ V,I,. ~H~;"" Y\'l .....A:t;.u~...,;:.rV'w;:.- ~_ ~ :r-~ eor +-h.....

1mpletlJ.:rllAl.lull w£ Lol.", "~:l.J:i= of thi<> ~,,,,,,,,,,,,,,,,t. '!h<o> inoJ.=ion of th<> 1"1=
smithsonian .Ll'II?Citut:ion follo.virJ3 the~ of Kansa/$ State and the Univordt:,l
T~.", ;'" +-... "",~t-" ,."""""" nf TTl'(; "'o'i Sl.lb-nittEd ard attached hereto
toh.. .....,,'"~~ion to this proVision.

VI; WRfg--rcu;

The U)nL.!:·...-,L w.l.ll .......",0;:1."-'" CA' the dr.>.be ",t illUch thi<:l lotto:<'~t i" 4i~
by the laster the parties. 'Ibe 1n.1-t~al. peJ:J.oo. or =0 ngreem","'.. .l.. """" y"'=
canmenceIOOnt. nus l;.;U.nw.~\" wIll G1u.LuLLlO.ti~ly ~tinue tir;:i.' t..!"lO~ YQ&.r t:in.1.e!<J.~'"

any party hereto notifies the other party of its desL--e to cancel/ such
."i"...... ,..,i~h±n t"hh"" ("In) .-1"'l''' r>"t', "r to rnA ,,-"t>iration of the first year's

VII. ENI'mE AGREEME/{f:

'lhiS Jlgreemerlt, 1nclUd.1rJg ~ill....,.. A, !I, arrl C whic.'> coni:<>;i.n<> c. mut"'-'1.l
COnfidentiality Ag:t'eene."t, ='titutee the anti.r<il llgreerroe>nt. all<-"Xj the rerties,

VII!. KEY \":PNtACl'S:

\Ihe fOl1CMi.rq iJ"ldlvidlla.LS WlJ.l ce t:l'l.e Key contaccs teL· U....i.L
'di.l.l. :n.:J.VQ ~J.m;;;.\..r.-:t' £_,I:J'-'.l._..a...L:l.l.ty l!o::.<:J..• •=a:l.;"l..~r.:Ln<j <"1l,+.. rh~ ~~.

v~~Ol·.iz;o.tion~ o.nd.

SN;rrnSCRI/ili. INSTrllJl'lOtl
Mr.FeterG;~

General Counsel
smith=nian I.:nstitution
washingtOn/D.c. 2UbbU
(202) 357-2583

'UJ;ITVERSITY mwom O?RroM'r'IQtl
Mr. Jclm A. Fraser
ExecUtive Vice President
university Technolc:gy Cort:oratioh
1>OUI,J.1 ~U<:U.'" o:Il:l."""--o:ee =t.l:'o ..
:)7;1.0 u.w.v=bity D>:ive, Oui~

DJ:t:ham, North carolina 27707
(919) 493-0101
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1. Co~tationwith "'-l.it:J>1" !ilmi<:h<:onian p"""ocm..L to fo~..t<> ""

property pOlicy for the smit."lsoman to o::msider and :Lrrplen'el1t, as desired.
1.""6:1.':'_..·, ....... ~:I _.:I., ,..:1..:1.1.. l.o.,£" ~H~-.;:.J.,..:L .... l..o.. 1...1.... -1 ..... .....l ..::l~J.\>:l- 'b..... i;Il-.....~ .!:.....'i:"~.c.r..-..:.>~

the university. of Maryland.

2. Clm»u1tdt.Lon w.Lth suitable Srnitl1sonian pmsoDlh'itl to identi1'y resea=h
p:rc:rra:mg and particular :research p=jects that. have cr",ated or may create
~ia.J.J.yviablG Ult:<tllml propert:y an:l llW",rrcio""'.

3. create. an'! iIlIplement a mechanism to identify an'! bring together
f:t:'Ol'l\ l.JMCl' W'ld <::he Sroi~"r. Itwtitution with mt:u.'\l ='*' 1..101".,61:''''''''''''.

(r','

UOOa";1::ilk{ilthe identification, docllmei'1tation, evaluation;:",' comrrarcial ,
ai arx; l.,n-<leptn revIew at part:1QUlal:: :uwen'Clons. sucn C"",,;;S will be passed 1:0

active rliNifM and rrarketin;;r as <\Wropriate; ,

c; ~~+-CIo 2 en14",,..,;,,'j,--.-,-j;O;;) iYl+-O' 'l~,~1 ~"",~, ~""1-;::'+-"r"W"l r~~--¢"'Y' Tn,'.,:, (~:'m~+-hc~n
T"'*it,..,.Io; on.

V. USE OF NAMES:

~n

~l £..1C2.t.:.y' t::1V'~ -tllt:1t .it will ru::::rl:. refel::- to t:h.i5 L1!:U.t:1tlon.:::tl:ti..t,.J u..t' 'u:::;e tJ:ie

the other parties in <'.IT;I Il'I'lI1l1eJ:' or C{>ntext Whatsoever unless as part of ths
iIlIplE!l't'o!!l'ltation of the specifics of this AgraelTent. '!he inclusion of the name
smttnsonian In$titution follcwin;;r the l1al1IeS of Kansas state am the UniversH:y
Iowa in the =~b>~ of 11T'C as submi tts1 and att.acl1ed here'"..o (Appendix
the "",le eo<pl.-= ~""li>tion to t;hi" p:l--ovioion.

VI • OOR1\'I'IOO:

'Iha conuact (Xll!1Cl'aI'lCe on the date at which this letter agrmnent is S1al"1Ea

the; last of the ",des, '!he initicl pericx:l of the 11<3=1::. if' one year
=~t. '!his c'/ttract will autnnatically ccrrtinue for the second year uru.eas
any pa.."ty hereto notifies the other party of ib desire to cancel, such notice
given 1rlithin thirty (30) days prior to the expiration of the first year's term.

VII. ENl'IRE AGREEMENT:

nLl~ ~L~'leJ.1Lf l.J.~Ulo-l-U.y ~..II~U...U~ A. ~, Q.lU c wiLl.U ... ,--~_:.tuL-C1.1.1'1.>::' l:\ m,\t'.).,v~'>.l.

o;;>n£.;L-::J.;;;.nt.i.aJ..1.:b,£ ~~-t.f comt;..i.~~J- me mt.t....~~~ ;M,~::J' ~ ~i-0g.

VIII. KEY rnNJ'ACI'S:

'1'ho foll~ling individ'.l:>1o will bo th" conbsto for i:.'1.oir org.;uU:!",tion
wlll. lJ.O.v~ }-U-1I~kC1&-'y -f..~~~lbJ..1.JllJ.""'y .!:VJ.. 1..dOJ.L.,y.Li'0 'JUl. U1C '-'VJ.1Li..Q.l.wL.

SMJ:'IHSO!IlIJ' rnsTI'IUI'IOO
Mr. PErt:er G. Powers
General Counsel
Smitbsonilm btib.<t;:i:,m------- -,-
W)O"hinqrnn, 1"1.('. 'O'iI'\O
(::102) 367-::1593

'tJNIVERSl'lY TIQlNQIOOX cpBfQPlmON
Mr. J'clm A. Fraser
Executive Vioe Preaidant
university TechnolO':lY Co~Hon
ilo\Tt-h !'>l;lu'U'B Cbrp:>rate Citlnu..
37:10 Ut,i.......",.,it;., nriv.. , !;I,il:", 210

D..1rhaIn, North carolina 27707
(010) ~OJ-O~O~
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T1lW'8/<:mit-h=ni anltlI'C 1lar'eanent

~ D.!... ck.tl~.

V..o!

Dean Jacab K. Goldh.al::lel:'
noom ::J133

south Jldmin.istration Building
University of Marylaro
O:>llege P<U;'k, !'bryl.Md 20742

! P.5
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I
'!) I
I

I
!
I
~

I
I
I
.~
I
I

1\£ you )m<:M, we have been vlor!d.n;j to form a relationship to assist the .!
smittJ£Ol1ian Institution wi'th 'the creation or <U I intell.ecl:unl p:r¢p<lrty mar_","J~nt-,

program J::l:i5e:1 on U"" "'~ Wh-tch He 1="0 had """'''''':!.n:1 toh" Office of 'J:'@Ctmo}epgy .
1J.a~ at'. me un.l.vt:U.~.L.I,..'y vt: l ..k;w,.l i "'c....l. 1----

I ------------__
This letter is a confin'ration of the uroers~ between ourselves arrl ~CP

with~ ;-.0 the aJ:ove h;r~. '!his letter would be apperrled to the eJlf:losed
J\g1:'eement eo that it's ciear now ave:tyl:hlIJ;l Hl..b Luj~" I

<:1.,.-~ t-h", !'lIn;+-h""",i"" i'" a~oJarQ of the dynamic office on your canpt1S, we a,!:Jree
"=hat w"Yl"I" ,,,i 11 ",,;:sist us on this contract with the snu.'tnSOlUan. I

Specifically, you agree to provide the services of the Office of TeChnOl~
Liaison ani particularly its Di.:rector, Mr. Wayne swann, so that he nay sp=nd lone day
Dar l\PJ1th at the smithSOnian Institution. In addition to the CM day per rrorlth,
addition ti.Il\e nay be allocated as requ.iJ:'at1 tor IVJr. SW<UU'" hi3 o=idi:.:mt ar1d t1i"
Graduate Research Assistant. Servi<::e$ provided include intelle<..Jti..lalP~ proqram
develq.ttellt and inVention identification. j

You also agree-to hire and pay for a GraduAte~ .l'.....istant in the Jffice of
TecllnologyUaison at IJl'IK.:P to perfom o=<;.<tiviti..... in support of the cffiC''''''~ this
contract. Partial f\.lnd1ng ror trus nir.i.lJ,) w.ll1 l:;.e l7.-oovided loy = "-" "".1tl i"'f b,~lC1N.

AS campensa:tion £v.r. Ll,,,,, ~, we will provid.:o to y"'-, tonA mnn of $3. 000 ~
outli:r1ed in the appen:J.OO agxeeme"t between ore am. the Snith=ian. Further; \-kIile
un::le.rtaJang 'the co="t. W1Ul 1.1"., &\.i.~ ~ w,-,:iprl,i",:/ t-ht<ir techno~ooies
for transrer WI?- Shall i:l1.v..lIl,lL \;.V tno.'cch =icntifio inl=>:<o",l:,. ",1' rAAPl'\rc:hers at the
Sm.l.Ull:>.JlllQn ""ld the Un:!.v=city of D!far'..11,,,vl to,-,~~ an associat:ion Uil.-or;gh
collaborative reseatt:h efforts. I

I

I
I

-_-,"L

I'
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Dr. GOldhaber, we all look fon-m:d to an~y interest.in;l arrl dynamic
J:'»ilationship with you and with the smithsonian. I t.rust this letter reflects
t.U~~\.,Q,(J..l.lJ.iY :V£" "'lJ,t;': ~lL.uaL..h.J.l.1 wi..l wVYl.\1 ~ u,lU.l"" 3\.01\.4 :L,....;,. k:1.l.·~ ~~ ..... ~Q""~ ~~U<"

concurrence by signing below.

Yours sin:::erely,

John A. Fraser
Executive Vice President

AGREED W:

Dr. Jaceb G6idhaber

Titlel_~_,-_~,~__

Date:~_-,__~~__

JM;j?v

<Yl' Mr. WaYJ:'\e Swann
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,APPENDIX B

t

UNIMlIMm 7'6CHNOLOGY CCIIPoRlA.nON·
South Square Corporate Centre Suite 210 !

3710 University Drive Durham, North CarOlina 27707!
(<lUi) 41:J;J-U7<J1

,
\

!
thivel:'Sity Taclmclcgy QYl.r:oration (ure) has been fO:me:l to solve the pn:>bl~ of
transferring the irztsllectua1 innovations of U.S. umversitiaf.i to tb.e l:'e.1cvant !u. S.
CCJl1P'tlLl.=. ore~ <';.th f'.""'""irq of $3.5 million and ellclusive li~ing
contracts with the Geol:'gia Institute of Technology (Atlanta), me Ullj.",","",,~;:-~' of
t'L..l.:tJ-e.J.-~ e.v.:. <-:CI:...L....L..,~ .... ............. 3>.. , ...,," •.~\ .,",~-~r'\.\. ~ +:-;""',6 f1l"'l~'t?I2l~'t:v of connecticut ltansas
State Un.:i.Ye1.-sity e.r:d the univ....""it'.! Of IC'&a have s:i.J:1CEi oeetl aoctlOd. .!

l'£. tM ",,,,.,lusive aqent for licensing H.::.ost fomp of technolcqy from Ithese
univ~iti<w,tl1'C identifi,;,s the i.nl'lOVat.iOt1S, :CluJ.:; the tro::>cl'. liJr....lV rntimtial
developer, and negotiates licensing tel:1ro'l with corpcraraons int<e.1.~ :in! th~
p:r:oduct opportunities. Where ar;propriate, UIC will arr:m:Ie venture capi$l to
develop and l\"al:'kat the invention. I

j:

H"naqement COl'1£ists of Mr. carl Wo?tt:en. k'l:eS1d""1L. on:\~. ,:rom-. 1\.. ~,,.. RY.>lcutive
Vios President. As tne remer DUb..W<; :'f 1"0.~ ",<e C'-'k" T1'n-Lve:r:sitv, Mr. Wootten
brings a successful, ream:! of urdversity licensing to me. Mr. Fraser'S ~ience
in 'ecc.hnol<:'9'.l: t=f'",.. "l)ahS Ul'.iveJ:Sities, gOVer!'JlT'el1t an::! corporat.Ions in canaqa ard
tho tlnit"ro states. . ,

'.!he current, eoarti of Directors consists of Mr. Noman Jacobs, .President ar4 Chief
,~r~Li.r"" o££~_.,. coT llio1:Gelm-".c.a. Tntemational, cambridge, Massachusetts: Mr. [Harold
PJ..e..-YCe:, Chal.r!l'la!1 of Pierce (..brporatlU!l, en .irr"~\lWl.~t.,:.. ~'I'V'Itj~lt. ~lrvy ,n
Nashville, T~","; Mr. C;d Wrotten, Chainnal'l, CEO ard P:resident of t.TIt; Mr.
Stanley Fisher, senior Fartner, eblon, Fisher, SpivaK, }ttlellan.1 "Maier, f.e., a
rrajor Wash.inqt.on patent law finn; arrl Mr. <1Jarles B. HUestis, Emeritus senior Vice
President of&ls~ am Finance for D..tke UnJ,ven;ity.

I
'111<" i'dvi"",,"Y~ of !.1Ir.' lV>n.cdsts of =sot1l'l"'J actively involved in the ~sition
vf univ=ito.! t<:V".Jmc,1t"tJl!' in::::l1..i!:l.J.rq Dr. JoseJ;b J. o.ttty, VlOO rre5.1.<.k:'llL., I~>:)::>oht. "
QUisl: Tec.h.nology :t:'art:n<;rn, Ir1c.; Dt:'. WilHam J.aV1s, D.b:",,--tor, r..i~in;r t;

Development, l'J:1Zer, II"". i I1r. 1'''''''J''*' !lr.>Y-", ~nr. of l'.dVarPed Ter.:hnolcgy, Jjmcri=
IlOGpit.:li ~ly Cllrporation; Ml:". R±eJ:t Goldscheic1el:', Chairman, 'fue Inte.rl',s:c.1of'.dJ.
Licensing Network: Mr. Preston G~, D.i.reC1:or, l):rliv=ity/~' l.-LaisiQn. The
Prccter & uamt>le Q.)llJj,!dJ ,yi Nb Cho"o Sao'c"""" i'nrmerly Ptesident an:l 0lai.rJnal1 of DIA
~, !nc., Tokyo, ,Ti'l);8.l1; Mr, Robin Skelton, solicitor, l"nrch, 1-'ear$On dlLl
"*-"'J.W", tlwileh=l:=<', ~hM' "rrl Mr. morn Eriksen, .t'l:'1i!Sldent of l:lonish .Te4:-hnol«IY
fi~..s£ex'i Xno. i ..

1.1l:C' 5 \lnique t\l;'Prooch to u."li".."",i'i:y licensirq involves a '1'E!dlllUl.;.yy tit>icon fOffk",,.
('):!..O). ~ :i.ndi.vid=1. ""virtJ broad acadero,icj<:.oI:-prate e><pari"""e, works $l-ti.mo>

,_..... I 1 .~. '-=~;~+"="» ·.·~'''L''~ fo,..-,. 0t"\.Oi..ct. tho .:t(·?Hi~c starr an.1 Q"vl.Uini,,~.:tX\tiQng H~

?"-"""';l.d.>s :u-u.h,,1 rec:rrms.rrlatlOl'lS on· Cti.scluoUl.""', PO"":'''~ ~._, no'. ,,_-.~ ~_~~«_ .-...
inventior,s, nrc then nackets these inVentions (11Ll po.;·cduet o~m;t"Rp_Cl to
corporat.ions. UTC: Jraintains an exte!'l$ive nej:WoJ'j( or~ o:mtac\:$ <i.lYJ upf-to--d-ate
h:nol-,ledg.. or t-M te:<::huical need;:; of o.n;pnizaticr>s ai'ourrl the world. A..Aditior~J.ly, it
has u",ve1o~ Co ~ri ...tary database of co:q=ate t,,,.::bnolcmr n$Sods for ,,~irt;J L.lle
lI=kee.:i.r><.J' eUo>:\:. '
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t1IC CUrJo-e.ntly has over 400 i.'1Venticn cliscl~ oover:tn,r a vast ran;e
~l/:..;li_. .'lerna examples 1ll'e:

of
f·

A pr..uu== U ..." .,.;...1..,.,~ ""6_''''~,*,''''''''';' =tD.tter chips that do not pass quJity
~ 1",., b;, "re:leneJ:'ated" so t.'l.ey Will J::e CO~~ = ..... r-f;-­
pJ:q.ll!lrly. '!his techniqoe has the p:JterrtidJ. for =:\"'>: ~t!l: in: the
integ:cata:l ci.ra.lit irx1ustr:Y. } .

t
I

New chemicals that allow thin oomicon:iuctinq fiJ.ms to be made fran me~.aJs
~midJ.l=3"i=ly could ncrt be harrlled. '!he new metals include all t.i>ose
re::ently f<:ur>:l, to~~ctingp~ies.

t

A ItPno:::lonal antiJ:;cdy· tl""t:. .,~..k.l=ls again.sj: infectious bt#saJ.
disease. '!'rials so far irdicate that use of this vaccine~ chic;l<ens
healthy ar.d positiVelY~ =rwersion of feErl to lxdy weight by a. 'f-!e..>y
significant aro::unt. . .

~"",,·"'l.y ~''''' sktn tes"t to detect:. ~cnlin all~.
~i",1 ; ~ation of this technique ',;ill ereble penJ.cll1lu -cc u ~ ftr "
"id= • """"':J'" of in:liviCluals who have preY';'<-'-""ly been "'~"'" ;ul~.j.c to
p<o.: ill_J.llin. !

f
Ci.="ltly we !:lve <.;).J."",1. ~"':'~~d....,;...... -l."",""","",,1" over $400 million in e.~ly
fina.'"lC"eCl research. t.m:.: has been approached by, am is undertak:L.ry;:( O~J.u,,",, «p.u.. ~

nUll'lo<:>r of ~mit".ionaJ. weJ.l-kr.o>in Wlivel:'.Sities. UTe presents co;:porations Iwith
"u,";'~i? "h__ i>->:l" -i n a wide J::an;le or 'ceCllr101U-ji"", 1"1\10 i:h.. hwd '""""" ~~ise af
executives that have successfUlly m:JVect prcdUec CffO=....w.W.= ~""""" leh'" I.>niv"l""SIi:jY to
th'" rrarket:phoa. ;

. . r'
For fu:rther .i.t1torma"CJ.O!l lJ.J..~ ........u~ .....'"" h ...'. ~ ... l.._ '\\ ~~,... ~-t. the acove address. I

t

"""""V>'<
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DI>.TE:

\CO,

FAX NO:

FRCt<l:

FAX NO:

EaTN:

RE:

Dear Norm:

April 19, 1988

M><. HO>:"ll\O!(, I..a'!:l=r

usA (301) 738-0212

John A. Fraser

USA (919) 490-5261

Mr. Norman Latker
:'7,

Revised smithsonian Atftea:nent'krl oraftJ,et:i::er to cean Goldhaber
At 'Ihe University of Mai:ylard

·J.U yt:1... UJ.'t;:. )..JQ.J.:J.. .J,..v.:L.1.J....~1 :e .tJ.l.. ........ .:.....t..... ~u. .....-.:l~ ~..a',,"~..~..;o.d ~~._...::LC"~ '-"'1'I'\1v-\--'Ci"W'l-t:r:ln

Agre<:\!t"""L aJ.UL'j wit.\', e, .:h.",ec letter to :\:he~ at r.Jl.lC'P. I \-Jill call lin" W..cJnR<d",y
to discuss these.

~im'-r1JY"

~_~-Jb['\..
John A. Fraser
~iv(' Vi"", J?r<>QidOl"it

JAF:pv

PLEASE NOl'IFY HR. NORMI\N !ATRER IMMEDIATELY UPON 'l.WINSMISSION

TMNSl'1I'ITINC HEl1IDER Pr..iJS J!L PAGES
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rnAFT FOR DISaJSSION

TE:cHl\R)Try:;y 'mAl\'SFm 1'.cRE:EMENI'
BElWEEN

1JNIIIEJ:lSrrY ':1'EalNOlCGY CD1'1R1RA'1'TC1N
1IND'lml

SMITHSONIAN :rnmrON

NHEREAS, the SInithoorlian Institution (smithsonian) is al1l'ltional museum ,
r~ o:t:ga.'1izatioll <Ind is desirous ot havirq Uhiversity 'l:'ecbnology Corporatipn
urrc) previdG t<>ohnology ~f",r ~'lW1t. ""-"'Vicee in a like tnal'lrler = 'Chat.!
created by urc at the univttrsitv of Mary1a1'ld m: en11 "'J'" 1:>;>'1:'1<.'6', Offk<o> of 'l''''''"mhloqy
L:LalSOn (UMCP);

WH:E:REAS, 'Ohiversity T.o<-.h",,1 "'JY O.-.qx>rai:.1.on (=) io <\ ~J.~' t>-.."...f"o,'
orctanization wit:h.JLrnll'ahPr 1"0" 1"QS""""""h tJl'l.!.v"".,itie.:;-<>t.> ",l,-~"", "nd-±", -<l.=,U,,,,,,",,,,
work.in;r "lith th.'" Smithsonian for a two ye= :period.

WHim","", t$liT, Ino. hac =tly puJ.U~ lJtC ",1.1 .t., ~.Lr:ous or seell'lg
relationship i,n plaoo and SU<XJeSSful;

NCW 'nJEREFl:)R]), the parties agree as follows:

I. <PNJ,'l.'lll,cr OBJEl;.'"J.'l.Yl:,l:;:

To i.I'lpl~t the Action Plan describe:1 in Section IV below and in so CI¢l.),.!i9'

create, establish and i.I'lpleme.nt a patent: policyanct program for the smi:thsonian
M,l;;;;ILl.i..uL1Ull~

n. RESFONS1WTiT'1'1JS OFJJIC 1X1B'WG 'THE NJREFM!!N'!':

A. UIC Activities

1. To serve as prirra manager of the h;;J:'eellent.

2. To implement the i\ction Plan deecribod lll-Bect:icn rv-belcw.

3 . To concur with UMCP'" pro'l'J.din;; the secvices of Mr. wayne &wann and tne
Offiea of~1 <¥:;1)( T.;r<{Y....."In, <::::Ir 1li1l. mr..rt;ua.J,.J.:t ~~ 1;.0 T.JJ:C pel-~I to 0. 1~l- vI:
~~~ ~. month on sit:c at tlte: Slnl.U~l1lc:ulduring me ~t.f

:;;. Tw oou""lIl.u... Llle need tor ana. PaY ror the filing of a rnaxi.rm.nn of Un..._
~~ ~~,i.C'Jtlt;n,..,."'lI r"""'"'~ ~__eu..-_ ~U.w.&.' pL"UUOOl..\t.:lon as: th.e ]?O.'eCr1.t aW..!..:L.CQt.1.Ul!=:1

("'!I')C::t9 2Il:.~ia;t~ \."ith. £il:i.r<r :'lW' 4.-",'i-.;,"'"*"'.... .o:'\rt...J.: tl·""", .c.1..s.",,1.. U.u:.Vt"l ~'f'.J.:Ll. be P.n o.aa.1."C,tut'1..QJ.
cost paid for by the smithsonian, if ani as approved in each instance by the
smithSOnian Institution.

4. Servo;, as the e><ol\ll3ive agent fete technolo;nr t.nu1sfer/licensJ.nj at: t:he
smithSOnian. In addition, subject to SrnithsnniMl !'I~ af all major tam.s
c"'ndit.i.or><:, tr.re •...ou.l.Cl negQtiQw GIl'£! ,"1,-""" "f-kll.'l~.L=.lly iaen1:1r1e::1 c.ecnnO.Logy
i i "",n"il"Y)'/t"""",£= ..gr~, ool~ect ~vycltie:,,; ",,'>.1 t"""" tnAL\ 11~ ror
distribution to the Smlt.l-Jsonian. Institution and monitor licensee performance on
behalf of thO'! Smithsonian. 'I'oohnology tronsfera ae used heredn lreZtl'iS 1ioel~,

anctoptions.


