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SERVICING AGREEMENT I

. I
AGREEMENT made this day of , Ip88,

between (hereinafter called "Universify"),
f

and University Science, Engineering and Technology, a Delaware corporation, with principal
M

offices at 1465 Post Road East, Westport, Connecticut 06880 (hereinafter called USET); I
t
~

WIINB&&BI~ I
i
i

WHEREAS, it is contemplated by the parties hereto that UNIVERSITY will/own

rights to technology made by its employees and others in accordance with its policies! and

procedures and that UNIVERSITY will have the full and exclusive right to license or ~ave
licensed on its behalf such technology; I

f

f
WHEREAS, UNIVERSITY desires that certain technologies which UNIVER~aTY

!
may hereinafter obtain during the term of this AGREEMENT be utilized in such a manner

I
as to develop their commercial utility and to develop the maximum reasonably obtainable

!

income both in the interests of UNIVERSITY and the public, and that such righfs be
~

administered in an effective manner; I
I

WHEREAS, USET has been organized under the laws of the State of Delaware for

the purpose of commercial exploitation and administration of technology and is willihg to
!

undertake such functions under the terms set forth in this AGREEMENT. I
J

J
;;

Section I. Definitions

NOW, THEREFORE, for good and valuable consideration, the receipt wherJof is

hereby acknowledged, and the mutual performance of the undertakings herein, it is a~reed
Jrby the parties hereto as follows: 1
I
~

I

t
~
1
t

July 1S, 1988SERVAGRE

i
A. The term "Inventors" shall mean UNIVERSITY's. faculty (including Research

I
Investigators), and staff members, and other persons from whom UNIVERSITY may acquire

1

title to technology in accordance with its policies. I
!
I
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B. The Term "Technology" shall mean inventions, invention disclosures, kn+w-

how, trade secrets, software, biological, chemical and engineering materials, whether or Inot
I

subject to intellectual property protection, patents and patent applications all acquired by] the

UNIVERSITY after the date of this AGREEMENT but excluding divisions, continuatiorl, or
t

continuations-in-part of patents or patent applications or reissues of patents acquired by!the

UNIVERSITY prior to the date of this AGREEMENT. In addition, the term shall include
f

disclosures of specific research projects that the UNIVERSITY believes may result in any of
f

the above categories of technology and for which project the UNIVERSITY is seeking

funding from the private sector. !
I

I
f

C. The term "Intellectual Property" shall mean patents,

trade secrets or the protection of semiconductor chip products.

copyrighted technology,
l
!

B.

USET, from and after the date of the AGREEMENT, shall perform the

services for UNIVERSITY:

I
D. "Technology covered by this AGREEMENT" shall mean technology v.!hich

I

arises during the term of this AGREEMENT which USET elects to administer in accordance
f

with this AGREEMENT and other technology which the parties hereafter mutually agree to
f

administer in accordance with this AGREEMENT. !

Section 2. Obligations of USET

i
}

follqwing
f
>

J
j

A. USET shall begin, with reasonable diligence and with the cooperatiqn of

UNIVERSITY, and thereafter shall pursue, at its expense an educational program for

University staff and Research Investigators describing the USET services available +the

University, the benefits of managing University technology and the process of identifying,
t

protecting and licensing such technology. USETshall also, upon request by UNIVE~SITY
l

provide consulting services to University on intellectual property issues in connection to
{

specific University technology or research grants and contracts. I
se
I
i

USET shall enter into a program of licensing (and when appropriate
{

assignment of) technology covered by this AGREEMENT, on the basis of the technology's

commercial potential, the availability of intellectual properly protection and reasqnable
f
I
I
e
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corporate prudence. USET shall consult, as appropriate, with UNIVERSITY administrative
t
1

personnel and the Inventor(s) in order to plan such licensing strategies for such technology.
I

USET shall further consult with appropriate UNIVERSITY administrative personnel prior to
I

assignment or grant of exclusive licenses on technology covered by this AGREEME~T;
!

provided, that USET shall have final authority to implement license strategies and g~ant
~

b_. I
}

administrative procedures on a regular basis,

with such. USET employees and consultants.

E. USET shall provide periodic written

hereunder to UNIVERSITY during the term hereof.

USET employees and/or consultants shall visit

the UNIVERSITY within the framework

D.

c.

Inventors at

i
USET shall provide licensees, prospective licensees and assignees rith

l
information obtained from UNIVERSITY in order to permit more profitable return: to

r
UNIVERSITY from the administration of technology covered by this AGREEMENT. f

ts
UNIVERSITY and interJiew

I
of UNIVERSITY's present

t
and UNIVERSITY agrees fully to cooPlate

I
status reports regarding its activities

Section 3. USET's Rights I
i
t

A. UNIVERSITY agrees that it will not hereafter, during the term of [this
1

AGREEMENT, without the express written consent of USET execute any license or ~ake
r

any other action contrary to the rights granted or to be granted to USET in accordance ~ith
i

the terms of the AGREEMENT. I
1
m

i
B. Nothing contained herein shall authorize either USET, or any of its licensees

to use UNIVERSITY's name in any advertising or advertising of products or processes
f

licensed hereunder without the prior specific written authorization of UNIVERS~TY;

however, USET may advise others of the sources of technology covered by Ithis

AGREEMENT and may disclose the existence of this AGREEMENT.
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Section 4. Management of Technology

i
A. It is recognized by the parties hereto that subsequent to the execution of this

i
AGREEMENT and thereafter that the UNIVERSITY will receive disclosure of technology

\'

from UNIVERSITY Inventors in compliance with University policy. All such disclosureJ of
. t

technology shall be promptly submitted in writing to USET during the term of {the
t

AG.REEMENT for evaluation of its commercial potential. I
~

1

c.

B.

inventions.

D. USET will notify UNIVERSITY in writing within six (6)

complete disclosure of a technology from UNIVERSITY, whether or not USET

administer such technology in accordance with this AGREEMENT.

The parties recognize that, by virtue of the activities of USET's employees, that
!

USET may from time-to-time receive technology disclosures directly from UNIVERSI1lY's

employees. In such event, USET shall provide copies of such disclosures to UNIVERSiTy
f

and will evaluate them as described above. !
I

~YtIo5.J It L I
At the time of submitting a~technOIOgy ~. gje to USET! or,

within thirty (30) days after USET notifies UNIVERSITY that USET has received same
. I

from UNIVERSITY's inventors, UNIVERSITY shall advise USET of any outstanding
1

commitments or obligations which might prevent such technology from being subjected to

this AGREEMENT or might limit USET's ability to license or otherwise convey rihts
t

thereto, and shall advise USET of any publication (including the date thereof) pertaining to
}

such technology (and shall provide USET with a copy of such publication if reasonably
t

possible.) I
I
1

UNIVERSITY grants to USET the right to disclose to actual or poteJtial
i

licensees, information regarding a technology, upon condition that the disclosur~ is

accomplished in a manner and form sufficient to protect and safeguard the prospective
1

intellectual property rights thereto, and, subject to the aforesaid condition, UNIVERS1TY
t

waives any claim relating to USET's disclosures made during attempts to license sald

I

months froL a
~

electf to
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I
~

USET will notify UNIVERSITY within sixty (60) days of the receipt oQ an
t

incomplete disclosure of a technology on the information needed for complete the disclosure,
t

and such disclosures will be held in abeyance pending receipt of such information, at which
I· l

time such six (6) month period shall commence. . I
~
j

E. In the event USET does elect to administer a technology in accordance ~;ith

this AGREEMENT, UNIVERSITY agrees to assign and hereby does assign to USE~ its

entire right, title, and interest in and to such technology, subject to any prevIous
I

commitments made or limitations incurred by UNIVERSITY, as for example, under cerrain

United States Government grants and/or contracts (but no commitments or limitatlons
t

incurred by virtue of UNIVERSITY's regulations or agreements with its Inventors). I

F. In the event USET does not elect to administer a technology in accordance
~

with this AGREEMENT, Or fails to give timely notice of its election to administer a
}

technology in accordance with this AGREEMENT, then USET's .entire right, title, land
I

interest in such technology shall terminate and the UNIVERSITY shall be entitled to pursue

any and all activities related to such technology without involvement of USET. I
G. UNIVERSITY retains the right to enter contracts and receive grant~ in

support of research to be performed at UNIVERSITY. If USET elects to administerl any
~

technology in accordance with this AGREEMENT which arises from research supported by
f

such a contract or grant containing terms. providing preferential treatment of licenses td the
i

contractor or grantor, USET agrees to perform all servicing obligations with respect thereto
s

in accordance with such terms.

I
H. Within six (6) months following notice by USET of its election to administer

I
a technology in accordance with this AGREEMENT, USET will: (i) complete a patent

f
novelty search for the technology, elect to file a patent application thereon without

{

conducting a patent novelty search or pursue other means of intellectual property protection,
i

or (ii) notify UNIVERSITY of USET's termination of interest therein. Wlithin,
approximately one (I) year after the six (6) month period referred to in this Section 4(H),

!

USET will either (i) complete the timely filing ofa U.S. patent application fo~ the

invention, establish other means of intellectual. property protection, or (ii) ~otifY
f

UNIVERSITY of USET's termination of interest therein. I
~

I
~
! 5SERVAGRE July 18, 1988 ,- -
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A.

Section 5. Patents and Patent Costs

I
Subject to the provisions of Section 4, USET shall, when it deems necessary,

~
promptly file or cause to be filed patent applications in any country or countries of [the

world, including the United States. Such patent applications shall be filed and prosecu!ed,
I

and any patents issuing thereunder to Inventions covered by the AGREEMENT received
f

from UNIVERSITY shall be maintained, at no cost to UNIVERSITY. UNIVERSITY agrees
~

to sign or cause to be signed all documents or papers and take any other action necessary to
1

effect such filing and prosecution. In the event USET decides not to file a patent

application on an Invention covered by this AGREEMENT, or to abandon a filed patent
t

application or issued patent, it will notify UNIVERSITY of such decision within adequate
1

time for UNIVERSITY to file a patent application or such Invention or continue Ithe

prosecution of such application or maintenance of such issued patent, as the case may]be,

and will promptly transfer all of USET's rights therein to UNIVERSITY, thereby dele~ing
I

the same from the scope of this AGREEMENT. I

B. As to foreign patent rights on Inventions covered by this AGREEMENt if
'I

USET files for foreign patents, USET may first deduct the foreign filing, prosecution.jand
i

maintenance cost from royalties or other income derived from the licensing or other
f

handling of the particular Invention or Inventions involved, and the remaining royaltie;s or

other income shall be shared as set forth in this AGREEMENT

I
C. In the event any technology covered by this AGREEMENT becomes involved

1
in litigation, USET will pay the expense of same. USET shall be entitled to deduct its

t
litigation expenses from any recovery or royalties related to the technology that is] the

subject of the suit, with the balance of the recovery, if any, or the remainder of ~uch
i

royalties, as the case may be, to be shared in accordance with the royalty sharing provisions
l
I

of this AGREEMENT. Notwithstanding the foregoing, USET may transfer some or all of

the. power of litigation and the costs thereof to an exclusive licensee under a technology

covered by this AGREEMENT and permit the Licensee to set-off its litigation costs from
t

royalties otherwise due. In no event shall UNIVERSITY be required to become a party to
j

•any such suit initiated by USET or any licensee without its express permission. I
i
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Section 6. Representations and Warranties by UNIVERSITY

UNIVERSITY represents and warrants:

./

A. That pursuant to its existing intellectual property protection policy of (a copy

of which is attached hereto and marked "Schedule A".) it will acquire all rights to [the

technology, inventions, invention disclosures, know-how, trade secrets, patents and palent

application made by Inventors and that it has the full right and power to assign such su~fiect

matter to USET hereunder.

B. That it now has the right to enter into this AGREEMENT and intends

hereafter to comply with the terms thereof (including without limitation that it will [I not

change its policies in derogation of the rights conveyed and to be conveyed to U~ET
hereunder).

Section 7. Payments and Considerations
'j
,;1

A. USET shall collect and receive in its own name all royalties, fees or o!ther
;-:

remuneration hereafter to be due or accruing by reason of the licensing, sale, Iitigation or

other exploitation of technology covered by this AGREEMENT.

j

B. With respect to any royalties or other income received by USET for: the

licensing, sale, litigation or other exploitation of any technology covered by Ii this

AGREEMENT, subject to the provisions of Section 5B and C, USET shall retain (orty

percent (40%) thereof and shall pay over to UNIVERSITY the remaining sixty pe~ent

(60%). From its share of such royalties or other income, UNIVERSITY shall compensate the

Inventors of UNIVERSITY in accordance with its applicable policy, and USET agrees to

pay to UNIVERSITY the sum of Two Hundred Dollars ($200.00) at the time a United Slates
.1

patent application is filed for each Invention covered by this AGREEMENT, providedjthat

only one such payment shall be made with respectto a series of patent applications covering
II

a number of related inventions made by a common Inventor(s), and UNIVERSITY agrees to

forward said sum to such Inventor(s) on behalf of USET.

SERVAGRE July 13, 1988 '~7 -
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_. ~

[1

All royalties or other payments received by USET and attributable to ~the
i1

licensing of Inventions covered by this AGREEMENT shall be accumulated by USET ~nd

amounts due to UNIVERSITY shall be paid to UNIVERSITY semiannually each year o~ or,
about each January is and July' IS, together with an accounting of the source of such

amounts.

D.

hereunder

USET shall keep accurate books and records of its income

and of disbursements, and UNIVERSITY shall have the right to

and rec~ipts

inspect ~ch

A.

books and records, at reasonable intervals and at reasonable times.

Section 8. Term

The term of this AGREEMENT shall be from the date hereof for a periO~ of
!{

five (5) years and shall be automatically renewed for additional one (I) year periods
i

thereafter; provided, however, that either party shall have the right to terminate Jthis

AGREEMENT at the end of the initial five (5) year period or any subsequent p~~iod

thereafter by providing written notice of termination to the other party at least thirty 1(30)

days prior to the end of any such period. Notwithstanding the expiration of [this
;1

AGREEMENT or earlier termination as provided hereunder, and with respect to iany

technology covered by this AGREEMENT, this provision hereof relating to ~uch
i

technologies shall survive such expiration or earlier termination until the expiration ofj the

last to expire of any patents issuing on each such technology.

B. If, after three (3) years from the issue date of any patent issuing o~ an

technology covered by this) AGREEMENT, it shall be reasonably determined' by

UNIVERSITY that USET has failed to produce the maximum utilization or return ~hich

might be expected from commercial development of such technology, UNIVERSITY ~all,

upon sixty (60) days written notice to USET, have a right to reassignment of ~uch

technology (including the patent or patents relating thereto). During said sixty (60)! day

period the parties agree to negotiate concerning alternate. procedures to such reassignment,
"

but during said time USET shall not grant any license under the technology covered byl said
,I

notice without the consent of UNIVERSITY.

SERVAGRE July 13, 1988 'i- 8-
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If USET desires to dispute the reasonableness of such determination Iby

UNIVERSITY, such dispute shall be shall be settled by arbitration in accordance with lthe
\

rules of the American Arbitration Association then in effect. The arbitrator's decision aA to
~

such reasonableness shall be final and binding upon the parties. Upon maturation of jthe

right to reassignment, USET shall, in fact, reassign to UNIVERSITY by written instrumfnt.

The demand for arbitration must be make within thirty (30) days after expiration of said
~.

sixty (60) day period and the costs of such arbitration shall be borne by the party who does
f

not prevail.

c.

technologies not reverted to UNIVERSITY.

I
~

In the event of such reassignment, USETshall receive and retain a royalty fori the
1

life of said technology arising from any license or similar agreement consummated prior to
1

the demand for the recapture of said technology, in the amount it would have received land
I

retained had the technology not been reassigned to UNIVERSITY.
t
i
I

In the event of receivership or bankruptcy of USET, or in the event U~ET

shall make an assignment for the benefit of creditors or shall go out of business, lthis
f

AGREEMENT shall terminate and, in such event all right, title and interest in and to all
f

technologies covered by this AGREEMENT then owned by USET pursuant to and undef the

terms of this AGREEMENT shall automatically revert to UNIVERSITY. In the even~ of

such reversion, USET shall receive and retain royalties from and for the full term of lany
1

licenses or similar agreements consummated prior to the received and retained had] the
t
I

I:
D. If either party shall at any time during the term hereof commit any breach of

f

any material covenant or agreement herein contained, and shall fail to remedy any ~uch
J

breach within sixty (60) days after written notice thereof by the other party, such other«

party may at its option terminate this AGREEMENT by notice in writing to such effect. in
t

addition to such other remedies as are provided by law.

E. The termination of this AGREEMENT for any cause shall not affect] the

terms of any licenses, sales or other grants theretofore entered into by USET, and no
t

termination shall relieve USET or its successors of its obligation to pay UNIVERSITY its
s

share of royalties due or to become due or accrued under Section 7 hereof, or shall relieve

UNIVERSITY of the obligation set forth in Section 8 B to pay a continuing royalty

SERVAGRE July 18, 1988 j9-
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attributable to services of USET, the right to which continuing royalty accrued prior to such

termination.

Section 9. Miscellaneous

A. This AGREEMENT shall be interpreted and enforced under the laws oft the

State of Connecticut.

B. Any payment, notice or other communication required or permitted tej be

made to either party hereunder shall be sufficiently made or given on the date of mailirig if

sent to such party at its address given below, or such other address as it shall hereafter

designate in writing, as follows:

In the case of USET

President
USET
1465 Post Road East
Westport, Connecticut 06881

In the case of UNIVERSITY

President

C. This AGREEMENT shall be binding upon and shall inure to the benefit of

the successors or assigns of UNIVERSITY, but USET may not assign this AGREEM:l::NT

nor any interest under this AGREEMENT without the prior written consent! of

UNIVERSITY, except that USET may assign its rights to monies due or to become idue

hereunder.

SERVAGRE July 13, 1988 -110 -
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Exhibit A - Agreement of Program participants
GREEMENT

t
s
1t··

A

AND

,~

'~

This Agreement, effective as of , is by and b~tween
the parties:1

MAXWELL RESEARCH FOUNDATION, a corporation organized unde~ the
laws of and having its principal offices at I ,

(hereinafter "Foundat!ion")
t

~
f
I

THE NATIONAL INSTITUTES OF HEALTH, a Bureau of the PUblici Health
Service of the Department of Health and Human Services lopated at

Bethesda, Maryland (hereinafter referredlto as
"N.I.H.") ;

WITNESSETH THAT;

WHEREAS, the N.I.H. has sought and continues to seek the
advancement of knowledge through research;

WHEREAS, the N.I.H. desires that the useful results of it~

research be made available to society through established aven~es of
trade and commerce;

J



1/22/8812:09 PM
I

-2- 1

~
I
{

WHEREAS, the Foundation has personnel and facilities for Fhe
conduct of research, and the know-how and management skills fo~ the
development of new products and processes based on scientific I
research; I

i.';.
"\ C·

WHEREAS, the Foundation .seeks to advance s.cientific
source for products for meeting human needs;

I
i

reseairch
1

as a

f

i
WHEREAS, the N.I.H. and the Foundation are prepared to urtdertake

a collaborative effort in the field of biomedicine under the ~ederal
Technology Transfer Act of 1986 and Executive Order 12591 witti a focus
on
where the N.I.H. currently has substantial personnel and faci~ities

for the conduct of research and a field where the Foundation ~xpects

to increase its in-house research emphasis; and !

WHEREAS, the N.I.H. recognize that each can benefit from ~

relationship in biomedical research extending over a span of y~ars
that will provide present and potential facilities and financ~al

support for the N.I.H., while enhancing the understanding and ~ork of
their respective scientists by close interaction among them; I

r
WHEREAS, the N.I.H. and the Foundation believe that Foun~~tion

support of biomedical research can lead to enhancement of the~r

respective capabilities and render important long range benef~ts to
the N.I.H., to the Foundation and to society; I

;
WHEREAS, the N.I.H. and the Foundation believe that biom~dical

inventions are likely to be brought into public use for publiq benefit
through the incentive of the protection of the Patent System ~tilized
by the parties and made available through the Foundation; 1

~
WHEREAS, the N.I.H. and the Foundation recognize that th~ concept

of freedom to pUblish must be preserved by the Agreement and ~hall be
a guiding principle in its administration; I

t
WHEREAS, the N.I.H. and the Foundation recognize that th~ N.I.H.

guidelines on. Conflicts of Interest expresses principles appl~cable to
N.I.H.and Foundation relationships; !

WHEREAS,
and financial
collaborative
Agreement.

the Foundation proposes to provide significant ~acility
support to the N.t.H. in furtherance of this i
effort according to the terms set forth in thisl

i
NOW, THEREFORE, the parties hereto agree as follows:

ARTICLE I
PURPOSE AND SCOPE OF THIS AGREEMENT

The purpose of the present Agreement is to provide a fra~ework
within the Federal Technology Transfer Act of 1986 and Execut~ve Order

t
f
t
]
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12591 to govern conduct of
multiple research projects
This Agreement is designed
to all Projects authorized
(as hereinafter defined).

12:09 PM 1/22/88 -3-,

this collaborative effort under Whibh
(as hereinafter defined) can be und~rtaken.
to recite the provisions which woul~ apply
by the Advisory committee under th~ Program,

b)

c)

ARTICLE II - DEFINITIONS I
j

2.1 "Program" means all research activities performed by ~r for
the N.I.H. under this Agreement which are authorized and fund~d by the
Advisory Committee (as hereinafter defined) and Program Direc~or from
financial and facility support provided by the Foundation. I

l

2.2 "Project" means a specific research activity which ha's been
authorized and funded by the Advisory Committee from financia~ and
facility support provided by the Foundation under the Program.!
Projects shall be of three types: !

~
a) "Exploratory Projects": Those directed to fundameJjltal

research on basic scientific questions with a foc*s on
~
f

"Specialty Projects": Those directed to applied r¢search
with a focus on I
and in which the Foundation sees more immediate p~actical

utility either in terms of technologies or products or
both. These projects can be conducted within Foubdation
Research facilities with the concurrence of the A~visory
C~itt~; •

"Construction and ,Renovation Projects": Those •
construction and renovation activities directed t9
physical facilities required to accommodate and enhance
the Program. I

j
r

2.3 "Advisory Committee" means those representatives of ~he
N.I.H. and the Foundation charged with administering the Prog~am. The
Advisory Committee comprises a Program Director who shall be qhairman
and appointed by the N.I.H., three (3) additional members apPdinted by
the N.I.H., and four (4) members appointed by the Foundation. I All
members including the Program Director, shall have voting pow~r.

~
2 •4 11 Proj ect Investigator" means the scientist in charge lof a

Project and responsible for its conduct in accordance with th~ terms
of the Project award and the accepted operating policies and I
procedures of the N.I.H •• A Project Investigator shall be a ~.I.H

employee qualified to be a principal investigator on N.I.H. r~search
. t •proJec s. I

s

2.5 "Technical Developments" means any and all inventionJ,
discoveries, advances, knoW-how, processes, devices, machines~
materials, software and other information arising from the prdgram,
whether or not the same are patentable, copyrightable or othetwise
protectable by law. •

--~"--------
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2.6 "Patent" means any patent, certificate of invention, I
inventors certificate, utility model or similar form of protection, or
plant patent or other form of protection of plant material, gr~nted
anywhere in the world covering an invention which is a Technic~l

Development, and owned by the N.I.H. or in which the N.I,H, haj;
assignable rights. I

~
2.7 "Assigned Product" means any product covered by a cla~m or

made by or used in a process covered by a claim of an unexpire~ Patent
at the time and in the country wherein the product is manufact~red,

used or sold, which claim has not been adjudicated invalid in ~ final
adjudication from which there can no longer be an appeal, and ~hich
Patent is assigned to the Foundation as provided for in this '
Agreement.

,I
2.8 "Agreement of Program Participants" means the specimej"l

agreement set forth in Exhibit A attached hereto. '

ARTICLE III - TERM OF AGREEMENT
!

3.1 ~his Agreement shall be for a period of five (5) yeark
commencing and terminating , unless! earlier
terminated under the provisions of Paragraphs 4.3, 12.2 or 12.p.

3.2 On or about , the parties shall enter i~to
discussions as to whether both parties desire to continue the ~rogram

beyond the normal termination date of • If continuation
is mutually desirable the parties shall proceed with negotiat~ons to
arrive at mutually acceptable terms and conditions for such :
continuation. If continuations is not desired by either or ~oth

parties, this fact shall be confirmed in writing before the en~ of the
third year of the initial term of this Agreement. ,

. I
3.3 If, in accordance with Paragraph 3.2 the parties dec~de not

to continue the Program beyond , then the Foundat~on shall
have the option of electing to continue its support, on a Proj~ct by
Project basis, for any Projects started but not completed dur~ng the
normal term. the Foundation shall make such elections and tha parties
shall negotiate in good faith mutually acceptable financial t~rms and
time extensions, not to exceed two (2) years in duration, priqr to the
expiration of this Agreement. All other relevant terms of th~s

Agreement shall apply to such terminal Project continuations. I
.!
f

ARTICLE IV - PROGRAM ADMINISTRATION I
!
f

4.1 The Program shall be under the direction of the Adviaory
Committee chaired by the Program Director, , ~ho shall
be assisted by the seven (7) other Committee members including three
(3) members, namely ,1
appointed by the N.I.H. and four (4) members, namely, I

, appointed by the Foundation.
=T:;-h-e---::N::-.""":I=-.H:::-.-a-n-d"'---t'"'h;--e---=F:-"o-u-n-d::-a-t'-;i-o-n-r-e-p-r-e-s-e-n-;"t-atives on the AdvLsory]

I

~
j

.. ~_ .._.,,__~ .__L _
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Committee, other than the Program Director, may be changed at •
appropriate intervals by either of the parties with timely notice to
the other party.

4.2 All actions to approve, defer or disapprove Program
activities and to fund new Projects, to provide supplemental o~

continuation support to previously approved Projects or activities,
and to discontinue previously approved Projects or activities ~hall be
taken in convened meeting of the Advisory Committee. Any such[action
shall require approval of a majority of the members of the Adv~sory
Committee, I.e., at least five (5) of the eight (8) members. "

4.3 Should the Program Director or any member of the AdVikory
committee be unable to continue service, a replacement shall b~
promptly appointed by the appropriate party. Program Director:
replacements shall be mutually acceptable to the Foundation anli the
N.I.H.; provided, however, that acceptance by the Foundation shall not
be unreasonably withheld. If the N.I.H. cannot nominate an acpeptable
replacement for the Program Director within one (1) month follpwing
the inability of the Program Director to continue service, thet
Foundation may suspend its financial support for the Program uptil an
acceptable Program Director is appointed. If such suspension i
continues beyond six (6) months, the Foundation may summarily ~reat

this Agreement as breached under provisions of Paragraph 12.2 ~nd the
ninety (90) day notice provision of Paragraph 12.2 is not appl~cable.

4.4 The Program Director shall convene a meeting of the ~dvisory
Committee at least once each calendar quarter and otherwise as!
frequently as necessary to act on Program matters and pending [
proposals, to review the financial status and progress of active
Projects, to deal with unanticipated problem areas, and to co~sider

other matters concerned with the effectiveness of the Program.\ Except
in an emergency, notice of a scheduled meeting and an agenda ~herefore

shall be issued not less than two (2) weeks prior to any such ~eeting.

Any Advisory Committee member may request convening of specia~

meetings and may have any matter related to the conduct of th~ Program
placed on the Advisory Committee agenda for the next or forthqoming
meeting by making such a request in writing to the Program Di~€ctor

sUfficiently in advance of the meeting to allow adequate preparation
for a productive discussion of the matter. .

t

4.5 The Program Director shall, after each meeting of th~
Advisory committee, distribute to all Committee members, Whether
present at the meeting or not, a written summary of matters cqnsidered
and actions taken.

4.6 Should a member of the Advisory Committee not be abl~to
attend a given meeting, an alternate representative may be de~ignated

by so notifying the Program Director on a meeting by meeting ~asis.

If the Program Director is unable to attend a meeting of the ~dvisory

committee, he may designate another N.I.H. member of the Advi~ory

Committee to chair the meeting and perform the functions of t~e

-~- ------
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Program Director at that meeting. However, it is understood bt the
parties that the effectiveness of the Advisory Committee will pe
promoted by continuity of membership and regular attendance atj'meetings by members. !

ARTICLE V - PROJECT SELECTION AND IMPLEMENTATION

5.1 The Advisory Committee shall decide on both the EXPlo~atory
and Specialty Projects which are to be supported under the Pro~ram.
The Advisory Committee shall strive to identify and fund Projepts in
which the N.I.H. enjoys scientific leadership and in which thel
Foundation has a meaningful interest. .

. . I
5.2 The Advisory committee has ultimate responsibility fo~

identification and selection of all Projects as well as for o~erall

and ongoing direction of the Program. As a general guide, th~ parties
to this Agreement intend for the Program to embrace two (2) types of
Projects, namely, Exploratory Projects and Specialty Projects.l
Ultimately during the term of this Agreement, it is expected ~hat
approximately eighty percent (80%) of the research effort wou~d be
directed toward fundamental questions (Exploratory Projects) ~hile

twenty percent (20%) would be directed toward specific produc~s

(Specialty Projects). The parties hereto recognize that faciUity
renovation and construction is to be funded as a Program acti~ity
within the limitation of the financial support specified in A~ticle

VIII hereof. i
~

5.3 Following the identification of a field of interest ~y the
Advisory Committee the Program Director shall seek Project prdposals
from N.I.H. investigators functioning within the field of intdrest
described in this arrangement. I

]
5.4 Project proposals, continuations and supplements theJeto

• . • fshall be on forms prov1ded by the Program D1rector. The Program
Director shall provide copies of Project proposals to all me~ers of
the Advisory Committee at least one (1) month prior to the co~ittee
meeting at which such requests are to be considered. j

r
i

5.5 WheneVer the Advisory Committee has identified a field of
research of mutual interest, and has received an acceptable p~oject
proposal, a Project may be created by the authorization of th~

Advisory Committee in writing. The Project authorization sha+l
identify the Project Investigator, define the research activi~ies to
be pursued, the level of effort to be devoted to the Project qy the
Project Investigator, include a bUdget covering all costs of ~uch

research, define the time duration, facility use and such oth~r terms
and conditions as may be agreed to and be approved by the Project
Investigator consistent with the purposes and conditions of this
Agreement.

__________·.M"_. · ...... "__•
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5.6 with concurrence of the Advisory committee, and in I
furtherance of productive interaction between scientists of th~

Foundation and those of the N.I.H., the Foundation representa~ives on
the committee shall designate a the Foundation Project ScientUst who
shall act as the primary contact with each Project Investigator during
the conduct of a given Project. I

~
5.7 The Program Director shall submit to the Foundation ~n

writing summary reports of all important findings and results las soon
as available and detailed annual program reports on each anni~ersary
of this Agreement. The annual reports shall include summarie~ and
conclusions for each active Project. I

t
}

]
ARTICLE VI j

INTERACTION BETWEEN THE FOUNDATION AND THE N.I.H.

6.1 To optimize the mutual benefit and collaboration int~nded by
this Program, the parties desire that there be mutually produqtive and
continuing interchanges between N.I.H. and the Foundation sci~ntists.
Accordingly, the N.I.H. will ensure that all N.I.H. scientist$ engaged
in the Program are available to appropriate the Foundation sc~entists
for consultation in the area of their respective Projects. Temporary
office space at the N.I.H. shall be made available to collabo~ating
the Foundation scientists. Further, selected specialty projeqts may
be undertaken by N.I.H. investigators with Foundation researcij
facilities. I

1
6.2 The N.I.H. agrees to permit individual scientists and

technicians from the Foundation, with the consent of the Program
Director and Project Investigator and at the Foundation's exp~nse, to
spend appropriate periods of time in N.I.H.' laboratories wher~ Project
research is being conducted to learn techniques developed the*ein, to
participate is mutually desirable, and to facilitate the tran~fer of
Technical Developments to the Foundation. The Foundation agr~es that
its employees who are permitted to train and function in the I
laboratories of the N.I.H. pursuant to this paragraph shall b$
required to observe the applicable policies of the N.I.H.. I

6.3 It is anticipated that interaction between the proje!t
Investigators and the Foundation Project Scientists will iden~ify

facilities and capabilities of the Foundation which may be used by
N.I.H. scientists to enhance the progress of Projects. Moreoter, it
is appropriate that evaluation of the potential of research l$ads and
products be addressed through the interaction of the Project :
Investigators and the the Foundation Project Scientists. '

!
ARTICLE VII - SCIENTIFIC REVIEW PANEL I

~
7.1 To assess the scientific merit and cost effectiveness of

Projects supported by the Program, the parties hereto recogni~e the
need for periodic review by an independent panel of scientists.,

".~-
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7.2 During the third year of the initial term of this Ag~eement
and every two (2) years thereafter, the Advisory Committee sh~ll

commission a scientific review panel comprising at least four 1(4)
distinguished scientists, not employees of the Foundation or Nt.I.H.,
to reviewal then-current Project work and to appraise the di~ection

of the Program, both qualitatively and quantitatively. Compo~ition of
the review panel should be designed to include scientists hav~ng

clinical and pharmaceutical orientation as well as academic I
orientation. I

I
7.3 The review panel shall be required to issue a confid~ntial

report to the Advisory committee and to the Director of N.I.H.1 and the
Chief Executive Officer of the Foundation stating its views, I
conclusions and recommendations regarding the scientific meri~ and
cost effectiveness of the Program and Projects and the impact!of the
Program on the respective institutions involved. I

~
7.4 Costs of the scientific review shall be paid from prqgram

funds. t
!
t

1
VIII - PROGRAM FINANCES

8.1 The Foundation hereby agrees to provide to the N.I.H~ for the
total support of the Program during the five (5) year term of Ithis
Agreement, the total amount of , to be adjqsted
according to Paragraph 8.2, which shall cover both direct andlindirect

• ..1expenses of the N.I.H •• The N.I.H. agrees that th1s fund1ng shall be
disbursed solely in support of the Program. I

t
8.2 Payment by the Foundation to the N.I.H. of the amoun~

specified in Paragraph 8.1 shall be.limited to the year bUdge~ amount
recited in the following schedule which are subject to (i) annual
adjustment for inflation in accordance with this Paragraph 8.~, and
(ii) bUdget underruns carried forward from one year to the ne~t with
approval of the Advisory Committee in accordance with Paragraijh 8.9.
The parties hereto believe the following expenditure schedulelreflects
the appropriate allocation of funds: I

~
Construction and I

Agreement Exploratory Specialty. Renovation I
Year Projects Projects Projects Year BUdget,

t
82/83 $ $ $ (See Para.8.4) $
83/84 $ $ $ $
84/85 $ $ $ $
85/86 $ $ $ $
86/87 $ $ $ $
Total $ $ $ $1

-------~~~
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,

date of,
ytears

(b)

(a)

The agreement year bUdgets above recited, commencing wit~ the
second agreement year ( ), shall be .adj~sted

using the GNP Deflator Index in the following manner: .

A base index will consist of an average of the GNP deflator
Index figures for the four (4) quarters from 19__ t~rough
19__

An index for each agreement year, commencing with t~e second
agreement year, will consist of an average of the fqur (4)
quarterly GNP Deflator Index figures covering the p~riod

April through the following March immediately preceqing the
start of each agreement year. (For example the ind~x for
the second agreement year will be the average of th~ GNP
Deflator Index figures for~the four (4) quarters covering

19__ through 19__ .) .

(c) Each agreement year bUdget as stated above shall be adjusted
prior to the commencement of the relevant agreement year by
applying a mUltiplier derived as follows:

multiplier.=l+Agreement yr. index - base index
base index

For purposes of this Agreement the "GNP Deflator Index" $hall
mean the quarterly revised Implicit Price Deflator for the Grqss
National Product as reported by the United States Department qf
Commerce, Bureau of Economic Analysis. Since it is normal for a
quarterly GNP Deflator Index to be revised shortly after it i$ first
pUblished, calculations herein shall be based on the final inqex for a
quarter, if available, and otherwise on the most recent revis~on

available on June 1 immediately preceding the start of the agteement
year for which calculations are made. '.

(
8.3 It is recognized that the occurrence of expenditures[during

an agreement year is primarily dependent on Project spending plans
authorized by the Advisory committee during the current and a~y prior
years. Nevertheless, the Foundation is not obligated to rei~urse the
N.I.H. for expenditures incurred during, or carried forward i*to, any
agreement year in excess of the total amount of the agreementlyear
budget shown on the expenditure schedule in Paragraph 8.2, aslit may
have been adjusted under the provisions of Paragraph 8.2 and ~.9,

unless the parties mutually agree to modify said total amount[by
formal amendment to this Agreement. .

8.4 All Program funds shall be administered by the progr~m
Director who shall allot funds, with the approval of the Advi$ory
Committee as specified in Article IV, to Project participants; By
unanimous consent the Advisory Committee may reallocate among[project
types up to 10% of the total funds for any agreement year spe9ified in

...._~.._"-------------- +.-.----------_._-------
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the schedule of Paragraph 8.2, as such annual total may have
previously been modified by the Foundation under Paragraph 8.3' or by
the Advisory Committee under Paragraph 8.9. Such reallocatio~of
agreement year funds may be among the Exploratory Project typ~, the
Specialty Project type and the Construction and Renovation Prooect
type. The Program Director shall monitor spending of funds b~dgeted

for individual Projects and may make adjustments among expens~
categories of an approved Project budget upon justified reque~ts of
Project Investigators. The Program Director shall keep the A4visory
Committee informed of financial matters which might indicate a
significant departure from Project plans previously approved by the
Committee. The Program Director's financial records on all s~ents

of the Program and Projects shall be available for review by ~y

member of the Advisory Committee.

8.5 Approved funds for individual Projects or for suppor~ of the
Program shall be maintained by the Institute Accounting Serviqes
Department with operating responsibility for the project in s~parate
accounts for each such activity. Spending for each account sijall be
under the direct control of the Program Director or his deleg~ted

Project Investigator, respectively, who shall be furnished wi~h the
Accounting services standard monthly statements of spending against
their accounts. .

8.6 The accounting records of Program activity shall be ~vailable
for audit by The Foundation, using its own internal or outsid~

auditors, during the normal business hours of the N.I.H ••

8.7 The N.I.H. shall submit monthly invoices with suppor~ing
details to the Foundation showing actual spending by N.I.H. expense
category for each Project for which reimbursement of expendit~res is
being requested. Each invoice shall also show cumUlative exp~nditures
to date for each such Project against the approved Project buqget and
cumulative total Program expenditures for the agreement year 4gainst
the current agreement year bUdget shown on the expenditure scnedule in
paragraph 8.2 as it may have been previously adjusted under the
provisions of Paragraphs 8.2 and 8.9.

8.8 The Foundation agrees to pay the N.I.H. promptly upo~ receipt
and approval of the N.I.H.'s invoices provided under paragrapn 8.7 up
to the level of the agreement year budget set forth in Paragr~ph 8.2,
as such agreement year bUdget may have been adjusted under the
provisions of Paragraphs 8.2 and 8.9.

8.9 If in any agreement year there is an overrun of the 19reement
year budget the excess expenditures shall be carried forward and be
paid from the following agreement year budget. If in any agre~ment
year there is an underrun of the agreement year bUdget (herei*after in
this paragraph "the current agreement year bUdget"), then witti the
unanimous consent of the ADvisory Committee the underrun amou~t may be
carried over as an addition to the following agreement year b*dget.
The approved amount from the current agreement year budget which is to
be carried over shall be adjusted by a mUltiplier calculated ~y

dividing the multiplier from Paragraph 8.2 for the following ~greement

,

__________________ ,,~__.._~.~_ .. '.- J .__ n ._
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year budget by the multiplier for the current agreement year b4dget.
The thus adjusted amount to be carried over shall then be add~d to the
following agreement year budget after the following agreement ¥ear
budget has been adjusted in the usual manner. '

all

;

8.11 Upon termination of this Agreement for any reason tJe N. 1. H.
shall provide a final accounting of Program funds to the Foun~ation
within ninety (90) days following such termination. During s~id

ninety (90) days the N.I.H. shall liquidate all outstanding ,
obligations incurred prior to termination but shall not incur l
additional obligations. The balance of funds remaining shall,
thereupon be returned to the Foundation unless required for cQmpletion
of Projects in accordance with Paragraph 3.3.

8.10 Unless otherwise provided in the project award, titl~ to
items of equipment purchased with Program funds shall vest in the
N.I.H. at the time of purchase.

8.12 Indirect costs invoiced under Paragraph 8.7 shall, ~hrough

, 19__ , be at a fixed rate of fifty percent (50%) of ~nvoiced
'd~i-r-e~c~t~c~osts. Indirect costs invoiced by the N.I.H. for any ~ctivity
performed in whole or in part by any agreementor shall not exqeed the
indirect costs which would have been invoiced had such activity been
performed wholly by the N.I.H •• If the N.I.H.'s indirect cos~s rise
by ten percent (10%), i.e., to fifty five percent (55%) or more, then
upon the N.I.H.'s request the Foundation agrees that it will ~egotiate
the N.I.H.'s request to increase the rate of indirect costs from fifty
percent (50%) under this Agreement, taking into considerationirelevant
factors, including relative increases in indirect costs made in other
research agreements, including other government agreements.

ARTICLE IX PUBLICATIONS AND REVIEW OF TECHNICAL DEVELOPMENTS

9.1 The Government members participating in Projects are rat
liberty to publish the results of their research subject to tqe
provisions of Paragraphs 9.1, 9.2, 9.3, 9.4 and 9.5. Project (awards
will require that participants provide copies of all abstracts and
articles, in the best form then available, proposed to be sUb~itted
for publication in sufficient time to permit the Program Direqtor to
provide same to a Foundation member of the Advisory committee [at least
one (1) month prior to submission to a publisher or other third party.
The Program Director shall immediately determine that a Found~tion
member has received a copy of each such proposed abstract and [article.
The Program Director shall also promptly provide to a the Fou~dation

member a final copy of each abstract and article as sUbmitted/for
pUblication. '

9.2 The Foundation shall promptly review such proposed a~stracts
and articles to determine if potentially patentable Technical!
Developments are disclosed and shall promptly thereafter inform the
N.I.H. whether delay of submission for publication or other p~blic

disclosure for a reasonable time will be required to establis~ Patent
rights of reasonable scope. Disputes concerning such delays $hall be
referred ,to the Advisory Committee. '
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9.3 As to verbal presentations and discussions, the part~~s
recognize that it is impractical to provide a complete review ~ystem

for Patent purposes and that considerable discretion must be l~ft in
the investigator. It is the intent of the N.I.H. and theFoun~ation
to provide the investigators guidance sufficient to avoid any I
divulgations that would compromise the establishment of the be~t

possible Patent position. I
~

9.4 The reporting and evaluation as provided for in Para~raphs

9.1 and 9.2 notwithstanding, the Foundation representatives o~ the
Advisory Committee are exposed to all Program and project plans before
commencement and such representatives have full opportunity a~d right
to follow the progress of any and all Projects. Through this j
mechanism the assigned the Foundation Project Scientists and bpe
Foundation shall determine as early as practicable the potential for
establishing Patent rights and its interest in obtaining a liqense of
such rights. As soon as such potential is determined by the I
Foundation the parties shall cooperate on immediate actions necessary
to the establishment of such rights, including, if necessary ~elay of
pUblication for a reasonably brief period ~f time to conduct ~ny

further research or take other actions that may be necessary ~o file
appropriate and adequate Patent applications. I

9.5 All scientific pUblications reporting research resuIJs from
Program activities shall acknowledge that support for such re~earch
was provided by the Foundation. 1

9.6 Upon written request to the Advisory Committee, the !
Foundation shall receive adequate samples of all available sc~entific
materials isolated or developed in the Program, and shall hav~ the
right to use the same for research and/or commercial purposes,1 but
SUbject to the provisions herein with respect to confidential~ty,
Patents and licenses. The Foundation's rights to receive and ~se
samples as provided in this Paragraph 9.6 shall not be denied ~ut
shall be SUbject to reasonable modification for good reason as deemed
necessary by the Advisory Committee.

ARTICLE X - CONFIDENTIALITY
{

10.1 Technical Developments and Patents shall be the sole and
exclusive property of the N.I.H. subject to the license right~
provided under Article XI. I

. . I
10.2 The Foundat~on shall take reasonable precaut~ons to!

safeguard, in a manner comparable to that used to protect its lown
confidential technical information, unpublished Technical Dev~lopments

and not disclose the same to others for a period of two (2) y~ars

after receipt; provided, however, that the Foundation shall nqt be
liable for unauthorized disclosure of Technical Developments ~n spite
of such precautions. with respect to any particular identifi~d
Technical Development for which good cause can be shown, the N.I.H.
may extend the two (2) year period for an additional period o~ two (2)
years by notice in writing to the Foundation stating reasonab]e
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justification therefor and that to the N.I.H.'s knowledge non4 of the
exceptions of Paragraph 10.3 is applicable. After said initi4l two
(2) year period or extension thereof the Foundation shall be ~nder no
restrictions as to revelation of any Technical Developments. !Subject
to the provisions herein with respect to Patents and licensesf the
Foundation shall at all times be free to use Technical Develo~ments.

j

10.3 The the Foundation obligation specified in paragrap~ 10.2
shall not extend to Technical Developments which: r

t
a) become a part of the public domain or of the public!

knowledge through no fault of the Foundation; or '

b)
~

were in the possession of the Foundation prior to disclosure
by the N. 1. H., and such possession by the Foundation is
documented; or

c) are received by the Foundation lawfully and properl~ from a
third party; or .

have been revealed in patent applications.d)
~

10.4 Close cooperation between the Foundation personnel ~nd
N.I.H. personnel in the conduct of activities required by or !
contributing to the purposes of this Agreement may involve th~
disclosure of the Foundation confidential information to suchIN.I.H.
personnel. Since, as a practical matter the N.I.H. is not abte to
make commitments of confidentiality on behalf of its faculty ~or

control the confidential information disclosed to them, it sh~ll
advise all Program and Project participants that they will bel required
to sign in advance of receiving the Foundation confidential I
information personal commitments of confidentiality as the Fo~ndation
deems necessary in the circumstances.

______m ~ _
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11.5 When the Foundation has indicated its interest in a 11icense
under prospective Patent rights to an invention it shall prom~tly
cause its patent attorneys to file and prosecute in good fait~ a
united states Patent application on such invention. The Founqation
shall also effect the filing and good faith prosecution of fo~eign

Patent applications corresponding to the United states applic~tion in
whatever countries the Foundation by written notice to the N.~.H.

indicates its interest in a license under prospective Patent ~ights.

~
11.6 until such time as the Foundation notifies the N.I.H. in

writing that it no longer has an interest in a license, or un~il the
expiration of the time. specified in Paragraph 11.14 during wh~ch time
the Foundation has not· given notice of its election to take a llicense,
the Foundation agrees to bear the cost for filing and prosecu~ion of
Patent applications under Paragraph 11.5 and the issuance andl
maintenance of Patents thereon. The Foundation shall not be ~equired

to prosecute any such Patent application beyond the point of ~inal

rejection by the assigned Primary Examiner in the united stat~s Patent
and Trademark Office or the equivalent stage of prosecution i~ a
foreign application. The N.I.H., at no cost or obligation orl
liability to the Foundation, may take action to file or prosequte any
Patent application or have issued or maintain any Patent on wijich the
Foundation elects not to take such action. Any such election!by the
Foundation shall be promptly communicated to the N.I.H. and in
adequate time to allow the N.I.H •. to take such action if it sq
desires. The Foundation's right to a license thereunder shal~ not
thereby be diminished. I

f

11.7 with respect to Patent applications filed and prose~uted and
Patents issued or maintained by the Foundation under Paragrap~s 11.5
and 11.6, the N.I.H. at its own expense may designate and ret~in
patent counsel of its own who shall be permitted to review suqh Patent
applications and proposed responses to Patent Office actions thereon
and issuance and maintenance of Patents and to consult with the
Foundation's patent attorneys before the Foundation takes act~on

~
i
t
t



12:09 PM 1/22/88
.~
I

-15-1

thereon. However, the control of such filings, prosecutions, I
issuances and maintenances shall rest with the Foundation unle~s it
elects to relinquish such control to the N.I.H. under Paragrapp 11.6
by timely written notice. The N.I.H. may at any time elect by! notice
in writing to the Foundation to assume at N.I.H.'s cost those I
activities undertaken by the Foundation under Paragraphs 1~.5,1 11.6,
and 11.7 on behalf of the N.I.H. in regard to any Patent applipation
or Patent, and the Foundation's right to a license thereunder shall
not thereby be diminished. I

1

11.8 Title to all Patent applicatiohs and Patents issuin~ thereon
covering Technical Developments made only by N.I.H. or non-th~
Foundation personnel or jointly with the Foundation personnel ~hall be
in the N.I.H .. Any royalties payable with respect to the lat~er shall
take into consideration the relative contributions of the N.I.~. and
the Foundation coinventors.

1I.
11.10 The N.I.H. shall take all necessary and desirable ~ctions,

including the signing of Agreements of Program Participants (~xhibit

A) by each of the persons participating in the Program, inclu~ing the
Program Director, all Project Investigators, and all other persons
involved in the research, to assure that it acquires sUfficie~t title
to all Technical Developments, Patent applications and patent~ from
those of its personnel making such so as to be entitled to gr~nt

licenses to the Foundation as specified in this Agreement. T~e
Program Director shall maintain a file of such signed Agreeme~ts of
Program Participants which shall at all times be available to ~he

Foundation representatives and upon request the Program Direc~or shall
provide the Foundation copies of specified Agreements. '

11.9 The parties, including the inventors, Project Invest~gators
and Program Director, shall do all acts necessary or desirabl~ to
provide the Foundation patent attorney with all information a~d
records and execution of all documents necessary or desirable lin the
evaluation of Technical Developments, and in the filing and ,
prosecution of Patent applications thereon, and in obtaining bpe
issuance and maintenance of any Patents issuing from such Pate,nt
applications.

t
11.11 In consideration of the Foundation's financial andlother

support of the Program and of the Patent work and costthereo~to be
undertaken by the Foundation under this Article XI, the N.I.H.lagrees
that it will make no claims against and hereby waives any cla~m it may
have against the Foundation or its employees for injury, loss lor
damage resulting from acts of omission or commission by the I
Foundation, its employees or agents, in connection with the I
preparation, filing and prosecution of Patent applications an~the
obtaining and maintaining of Patens covering Technical DeveloBments.

i
11.2 Each inventor of a potentially patentable Technical I

Development, no later than the time of signing a Patent appliqation
thereon, shall be requested to agree, for the considerations ~ecited
in Paragraph 11.11, to make no claims against and to waive an~ claims
he or she may have against the Foundation or its employees fO~ injury,

~
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loss or damage resulting from acts of omission or commission by the
Foundation, its employees or agents, in connection with the :
preparation, filing and prosecution of Patent applications an~ the
obtaining and maintaining of Patens covering Technical Developments.
Should any inventor decline to so agree, any Patent applicati~n on
such TEchnical Development shall be filed and prosecuted and ~atents

obtained and maintained by the N.r.H., at its own cost, and the
Foundation's right to a license thereunder shall not thereby ~e
diminished.

,

11.13 Notwithstanding any other provision of this Agreem~nt, the
N.r.H. agrees to hold harmless, indemnify and defend the Foun~ation

and its employees from all liabilities, damages, costs, expen~es

(including attorneys fees) and losses resulting from any clai~ or any
lawsuit or any settlement thereof made by the N.r.H.or by th~

Foundation with the N.r.H.'s consent, by the N.r.H.'s employe~s or
third party having an interest through the N.r.H. or its emp19yees,
and arising out of acts of omission or commission in regard t9 the
obligations undertaken by the Foundation or its employees und~r

Paragraphs 11.5, 11.6, 11.7.

11.14 The N.r.H. hereby agrees to grant to the Foundation
licenses to make, have made, use and sell under Patents, incl~ding the
right to grant sublicenses, in such countries as the Foundati9n may
elect. Such election for any Patent shall be made within two! (2)
years after the filing of a Patent application in the affecte~

country, provided, however, that the Foundation shall not be pequired
to negotiate the terms of a license agreement until after theirelevant
Patent has issued. .

11.15 License grants to the Foundation of rights to Patent
applications and Patents issuing thereon for inventions made ~olely

with the Foundation support shall be exclusive for the life o~ such
Patents. For any invention made with the joint support of th~

Foundation and funds provided by another sponsor, or in whichithere is
a third party inventor, such license shall, whenever legally possible,
be exclusive for the life of the Patents. However, if the N.~.H. is
unable to grant a license which shall be exclusive for the li~e of the
Patent, then the N.r.H. shall provide the Foundation with theimaximum
rights permitted by law. rn connection with the transfer of Patent
rights to be negotiated under this Agreement the parties shal~
consider the benefits relative to licensing as distinguished from
transfer of title. '

r
11.16 The N.r.H. agrees to grant and hereby grants to th~

Foundation an irrevocable, world-wide, paid-Up, non-exclusive! license,
to make, have made, use and sell, inclUding the right to gran~

sUblicenses, on all Technical Developments licensed under thi~
paragraph 11.16, and from use, sale or other disposition of PFoducts
made by use of the said Technical Developments, by the Foundation, its
affiliates, sublicensees or any party acting on behalf of sam$. This
provision shall survive termination of this Agreement.

------------- , ..._-------
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11.17 The N.I.H. agrees to grant to the Foundation licens~s on
patents secured outside the Program to the extent the N.I.H. h~s the
right to so license and to the extent necessary for the Founda~ion to
practice Technical Developments. For such patents the grant spall be
on terms and conditions reasonable in the circumstances and spall
include the right to grant sublicenses. the Foundation agree~ to
indemnify theN.I.H. for liability arising from use of such pa~ents
licensed under this Paragraph 11.17 and from use, sale or oth~r

disposition of products mad by use of such patents, by the Foupdation,
its affiliates, sublicensees or any party acting on behalf of ~ame.
This provision shall survive termination of this Agreement. I

t

11.18 License grants to the Foundation under Paragraphs ~1.14 and
11.15 shall contain at least the following terms and conditio~s:

r
t

a) requirement that the Foundation by its own efforts qr
through sublicenses during the period of exclusivit~ make
reasonable efforts to effect the lawful introductio~ of
Licensed Products into the marketplace as early as I
practicable, consistent with the Foundation's sound land
reasonable business practice and jUdgment. The reqqirement
for introduction of a Licensed Product into the mar~etplace

Shall be deemed met if, in the exercise of the Foun~ation's

sound and reasonable business practice and jUdgment,l an
alternative product serving essentially the same fu~ction

has been introduced into the marketplace by the Fourl,dation
and with essentially the same benefits to the consu~ing
pUblic. I

1
i

the right of the N.I.H. to require the Foundation tg grant a
non-exclusive sublicense to a responsible party on ~air and
reasonable terms and conditions in the event the requirement
of subparagraph a) above is not met. I

requirement that during the period of exclusivity tJe
Foundation submit a product development plan specif~ing its
reasonable estimate of the schedule of key events to market
entry and provide periodic reports of significant I
modifications to the plan and progress against the ~lan to
the N.I.H. until market entry is achieved, and requ~rement

that the N.I.H. retain in confidence the information in said
plan and reports and use only for purposes of the l~cense.

right of the Foundation to sublicense others providJd the
N.I.H. is notified to whom the sublicense was grant~d.

r

a royalty schedule based on net selling price of LiJensed
Product sold by the Foundation or its sublicensees. i The
N.I.H. and the Foundation recognize that patent pro~ection

in only one factor contributing to commercial succe~s of a
product or process and that other factors, for example other
patented inventions, unpatented know~how, technical land
marketing skills, financial contribution and risk, ~ature

and extent of market, nature and extent of competition,
. ~,

I
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normal trade practices, and condition of the econom:A also
plan an important part. Accordingly, rather than a~tempt at
this time to establish royalty rates, the N.I.H. an~ the
Foundation declare their intentions to negotiate in ~ood

faith at the time of licensing, reasonable and fair I
royalties payable to the N.I.H. by the Foundation o~ the
commercial practice by the Foundation and its subliqensees
of each Technical Development covered by a Patent l~censed
under this Article XI, taking into account the variqus
factors contributing to the commercialization. If ~he

N.I.H. and the Foundation are unable to agree on ro:Aalty
rates within six (6) months of the commencement of I
negotiation, the matter may be submitted to arbitra~ion by
either party and if so submitted by either party, s~all be
finally settled by arbitration conducted in accorda~ce with
the then-existing rules of conciliation and arbitra~ion of
the American Arbitration Association. Any such arb~tration

shall take place in st.Louis County, Missouri, befqre three
(3) arbitrators, one of who shall be designated by tjhe
Foundation, one by the N.I.H. and the third by the two so
designated. If one party fails to designate an arb~trator
within thirty (30) days after the designation of an I
arbitrator by the other party, the arbitrator who s~ould
have been chosen by the other party shall be appointed by
the American Arbitration Association as soon as posg,ible.
In the event that the.said two arbitrators designat~d by the
parties are unable to agree upon a third arbitrator~ithin
thirty (30) days after the nomination of the last o~ the
said two arbitrators, the third arbitrator shall be I
appointed by the American Arbitration Association as soon as
possible. None of the arbitrators need be designat~d from
any panel pUblished by the American Arbitration Assqciation
or any other arbitration association. The arbitratqrs shall
apply the laws of the state of Missouri. The decis~on by
the arbitrators shall be binding and conclusive upori the
parties, their successors and assigns and they shal] comply
with such decision in good faith. The N.I.H. and t~e
Foundation each shall pay its own costs and one-hal~ of the
costs of the arbitration. I

}

f) provision that when a Licensed Product is sold but ~ot as
such and constitutes significantly less than all of Ithe
sold, an equitable adjustment shall be made in the riet
selling price of the thing sold to arrive at the netj selling
price for royalty calculations. When a Licensed Prqduct is
manufactured by or used in a process and the proces~ is only
a minor factor in the manufacture or use, an equita~le
adjustment shall be made in the net selling price. I

f

g) provision that the Foundation payments
to a third party for the right under a

required to ~e made
third-party 1
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dominating patent to make, use or sell a Licensed P~duct
licensed hereunder shall be credited against one-ha~f of the
royalties due the N.I.H. hereunder from sales of th~ same
Licensed Product.

h) right of annual audit to confirm royalties on behal~ of the
N.I.H. by a firm of accountants to which the Founda~ion has
no reasonable objection. .

i) indemnification of the N.I.H. by the Foundation for [
liability arising from the manufacture, use, sale o~ other
disposition of Licensed Products, by the Foundation br its
affiliates, sublicensees or any party acting on beh~lf of
same. This provision is to survive termination of ~e
license agreement.

j) law of Maryland shall apply.

k) Such other provisions as the parties may mutually d~sire,

and, in the case of an exclusive license of an invention
jointly supported by the government, suchprovision~ as the
government may have validly required the N.I.H. to ~clude.

1) Patent Infringement procedures:

(1)

(2)

(3)

(4)
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~
right to assign to the Foundation all of the N.~.H.'s

rights, title and interest in the Patent of Pat~nts

concerned, in which event suit by the Foundatiop on
such Patent or Patents shall thereafter be brought or
continued solely in its name if the N.I.H. is np longer
an indispensable party. Patents so assigned by! the
N.I.H. to the Foundation shall remain sUbject tb the
same royalty and all other terms and conditionsl of this
Agreement. '

11.19 commencing with the fourth and SUbsequent years in ~hich
royalties are due to the N.I.H. pursuant to licenses contempla~ed

under this agreement, the Foundation shall be entitled to a cr~dit,

not to exceed 25% of the gross royalties due for the I
commercialization of Licenses Products in each year, (a) of th~

Foundation's cumulative our-of-pocket costs (excluding the cos~s of
the Foundation's employees) for patent activities under paragr~phs
11.5 and 11.6 and (b) 50% of all payments made prior to the da~e of
crediting by the Foundation to the N.I.H. under Article VIII hereof,

• . .!
wh1ch payments can be related to the cost of development of those
commercialized Licensed Products. I

11.20 Should the Foundation not indicate interest to tak~ a
particular license from the N.I.H., or SUbsequently decide no~ to
enter into the license agreement, or terminate the license ag~eement,
or should such agreement be justifiably terminated by the N.I.~.

without challenge or objection by the Foundation, then the N.~.H.

shall be free to license to others the SUbject matter so relea~ed,
without further obligation to the Foundation. However, such ~icenses

to others shall exclude Licensed Products directly competitiv~ with or
substantially equivalent to those the Foundation has licensed.l

~
11.21 Upon the indication by the Foundation of in intere~t in any

Technical Developments and that the Foundation desires to commence
activities directed at transferring such technology to its I
laboratories, then the Program Director shall participate wit~ the
Foundation representatives, the Project Investigators and oth~rs as
may be appropriate to work out mutually acceptable actions to ~e taken
to effect such technology transfer, including activities conte~plated
under Paragraphs 6.2 and 9.6, all at no added cost to the Fou~dation.

ARTICLE XII - TERMINATION

un~ess
provisid,ns of
provisic!ns of

12.1 This Agreement shall terminate on
extended by mutual agreement of the parties under the
Paragraph 3.2; or unless earlier terminated under the
Paragraphs 4.3, 12.2, or 12.3.

~
12.2 In the event that either party to this 'Agreement derlaults or

breaches any of the provisions hereof, the other party reserv~s the
right to terminate this Agreement upon ninety (90) days written notice

___ ---l'L..-_._.m_~__
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to the defaulting party; provided that if the defaulting part~, within
said ninety (90) day period cures the said default or breach, ~his

Agreement shall continue in full force and effect. I
t

12.3 If either party shall become insolvent, or shall mak~ any
assignment for the benefit of creditors, or shall be adjudged I
bankrupt, or if a receiver or trustee of the property of eitheF party
is appointed, the other party on thirty (30) days written not~ce may
terminate this Agreement. I

12.4 Notwithstanding the termination of this Agreement fok any
reason, the provisions of Articles X, XI, and XIII shall remai~ in
effect SUbject to Paragraph 12.5. I

},
12.5 If the N.I.H. exercises its rights under Paragraphs ~2.2 or

12.3 and validly effects the termination of this Agreement it ~hall be
under no further obligation to grant further licenses to the i
Foundation and the Foundation shall promptly transfer to the ~.I.H.

the prosecution of allpending Patent applications and the mai~tenance

of all Patents not yet licensed to the Foundation and which t~e

Foundation is prosecuting or maintaining hereunder. ;

ARTICLE XIII - INDEMNIFICATION

13.1 the Foundation agrees to hold harmless, indemnify a~~ defend
the N.I.H. from all liabilities, demands, damages, expenses anp losses
arising out of use by the Foundation or by any third party ac~ing on
behalf of or under authorization from the Foundation, of info~ation

or materials received from N.I.H. or out of any use, sale or ~ther

disposition by the Foundation or by any third party acting on ~ehalf. . . ~of or under author~zat~on from the Foundat~on of products mad~ by use
of information or materials received from N. LH... i

13.2 The N.I.H. warrants that it carries SUfficient work~r's
Compensation insurance to comply with the laws of Maryland anqany
other state where any of the work pursuant to this Agreement ~s
performed with respect to the N.I.H.'s personnel. Except as ~rovided

under Paragraph 13.3 it is expressly understood and agreed th~~ the
Foundation shall no be responsible for or obligated in any ma~ner to
reimburse the N.I;H. or to pay any compensatory, special, exe~plary or
consequential or other direct or indirect damages in respect clf any
loss, property damage, personal injuries or loss of life incu~red in
performance of the research work under this Agreement other t~an that
attributable in whole or in part to the Foundation's fault or I
negligence, and the N.I.H. shall defend, indemnify and hold t~e
Foundation harmless (using funds other than those paid to N.I.~.

pursuant to the provisions of Article VIII hereof) from any a~d all
claims, costs or liability for any such loss, damage, injurie~ or loss
of life, other than that attributable in whole or in part to ~he
Foundation's fault or negligence. I

f

13.3 The Foundation agrees to defend, indemnify and hold ~he
N.I.H. harmless from any and all claims, costs or liability fqr any
loss, damage, injury or loss of life, other than that attribu~able in

I
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whole or in part to the N.I.H.'s fault or negligence, arisinglas a
result of any the Foundation Employee working in the laboratories of
the N.I.H. as provided under Paragraph 6.2.

ARTICLE XIV - TRANSFER OF INTEREST

14.1 Neither this Agreement, nor any of the rights and .
obligations stated herein or resulting therefrom, may be assi9ned,
transferred or otherwise disposed of by either party without the prior
written consent of the other unless such assignment, transferlor
disposition is to a successor to all the business of the transferor
which pertain to the subject matter of this Agreement, and prbvided
that such successor shall agree in writing with the other party to
assume all the obligations of the transferor to the other party.

I
14.2 Should it become necessary or desirable for the N.I!H. to

subcontract any of the Program research to others, such resea~ch shall
be performed under a formal subcontract satisfactory to the Fgundation
by which the subcontractor accepts all appropriate provisionslof this
Agreement and other such provisions as are necessary. I

;;

ARTICLE XV - NOTICE

15.1 Any notice or report required or permitted to
provisions of this Agreement shall be in writing and be
class mail or hand delivered:

a) If to the Foundation, to:

with a copy to:

b) If to the N.I.H., to:

-with a copy to:

be gi~en under
sent by first

J
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15.2 Either party may change the address
designated to receive notice by notifying the
change.

~
or the person(s)j
other in writin~ of the

I
ARTICLE XVI - GENERAL PROVISIONS

j

16.6 The parties agree that it is the intention of neith~r party
to violate any valid federal, state and local laws and regula~ions;
that is any sentence, paragraph, clause, or combination of th~ same in
this Agreement is in violation of any applicable law or regul~tion, or
is unenforceable or void for any reason whatspever, such sent~nce,
paragraph, clause or combinations of the same shall be inoper~tive and
the remainder of the Agreement shall remain binding upon the ~arties.

}
IN WITNESS WHEREOF, the parties have caused this Agreeme~t to be

executed in duplicate by their duly qualified officers. .

-- -----_._--~~~~-~~~~~~~~-
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THIS AGREEMENT CONTAINS A BINDING ARBITRATION PROVISION WHICH MAY
BE ENFORCED BY THE PARTIES

By' _

Date, _

By' _

Date~ _

•
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EXHIBIT A

AGREEMENT OF PROGRAM PARTICIPANTS
t

The purpose of the following agreement is to describe th~

responsibilities of and to enlist the support and cooperation lof
research participants and to insure compliance with relevant ~.I.H.

1
, . ,

po 1C1es. 1
i

Therefore, as a participant in a research project under tihe
Biomedical Research Program sponsored and funded by the Found~tion
Company, I agree to abide by the following terms and conditiorls:

1. PATENTABLE INVENTIONS:

(c)

(b)

(d)

(a)

(e)

Participants will promptly disclose to the N.I.H.'s IProgram
Director any potentially patentable invention or no~el

scientific development they produce in any research jProject
funded by the Foundation. Such disclosure will OCC4r prior
to disclosure to any other non-Program participant. I

]
Participants will, upon request, assign rights to p~tentable
inventions to the N.I.H. so that it may grant requir,ed
licenses to the sponsor. I,

i
Participant inventors will cooperate with the Found~tion and
N.I.H. patent attorneys in the filing and prosecutiqn of
patent applications. Due to the major expense and I
specialized professional assistance required to pur~ue

patent rights in a research program of this magnitude, the
Foundation has assumed this responsibility. The N.~.H. will
monitor these efforts and at its option may assume such
responsibility on a case by case basis. I

1

In consideration of the Foundation's willingness to Ifile and
prosecute patent applications at its own expense, 1
participant inventors will be requested to waive an~ claim
of liability by the Foundation in these efforts. O~herwise,

the N.I.H. must assume this responsibility and its ~xpense.

Any royalties from licensed inventions received by ~he
N.I.H. will be distributed as follows: 40% to the ~esearch

laboratory (ies) in which the invention was made, 40~ to the
cognizant department(s), and 20% to the School of M~dicine.

}
i

2. PRODUCTS OF RESEARCH: 1
f
~

(a) New materials, processes, devices, scientific info~ation,

and any other research products isolated or develop~d in a
project, whetber patentable or not, will be made av~ilable
to the Foundation for its evaluation and generalus~.,

t
(b) Such research products may be made available to oth~r

research scientists at non-profit institutions acco~~ing to
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(d)

i

normal academic practice. However, recipient scient!sts
should agree not to further distribute such research;
products and not to use them for the benefit of anot~er

commercial firm. Distribution of potentially patent~ble

research products should not be made until the Found~tion
has evaluated patentability and, if appropriate,' fil~d a
patent application.

3. PUBLICATIONS:

(a) Scientific advances made under this research program will be
freely reported in the scientific literature.

(b) Two (2) copies of each proposed publication, including
abstracts, in the best form then available will be p~ovided

to the Program Director at least one (1) month befor~ being
submitted for pUblication. r

j

(c) Based on a review by the Foundation patent attorneys[of the
proposed article, a brief delay in its submission fo~

publication may be necessary to allow the filing of ~dequate

patent applications. Such brief delay may occasiona~ly be
necessary to avoid the loss of patent rights. '

Two (2) copies of the final abstract and article as
submitted to the publisher shall be simultaneously provided
to the Program Director. '

(e)

(f)

Each pUblication will acknowledge the Foundation Company
support of the research being reported. '

Prior to the evaluation of research results for PotJntially
patentable inventions, participants will use caution in .
pUblic or other outside presentations and discussio~s not to
prematurely disclose critical technical information ~hich

could result in the loss of patent rights.

4. COOPERATION WITH THE FOUNDATION:
\

(a) It is intended that there be mutually productive anq
continual interchange between the N.I.H. and the Foqndation
scientists. For this purpose a the Foundation Projeqt
Scientist will be appointed as the primary company qontact
with each Project Investigator. Each Project Inves~igator

will be available for consultation with the the Foundation
Project Scientist on matters concerning the project~
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ARTICLE XII - TERMINATION

12.1 This Agreement shall terminate on
extended by mutual agreement of the Parties
Paragraph 3.2; or unless earlier terminated
Paragraphs 4.3, 12.2, or 12.3.

f
t

June 30, 1987 unl~ss

under the provisiQns
under the provisions

t

of
of

12.2 In the event that either party to this Agreement detaults or
breaches any of the provisions hereof, the other party reserv~s the
right to terminate this Agreement upon ninety (90) days writt~n notice
to the defaulting party; provided that if the defaulting party, within
said ninety (90) day period cures the said default or breach, ,this
Agreement shall continue in full force and effect. I

t
12.3 If either party shall become insolvent, or shall mate any

assignment for the benefit of creditors, or shall be adjudgedl
bankrupt, or if a receiver or trustee of the property of eith~r party
is appointed, the other party on thirty (30) days written not~ce may
terminate this Agreement. '

any
in

of this Agreement f$r
and XIII shall remain

{

§

12.5 If the University exercises its rights under paragr~phs 12.2
or 12.3 and validly effects the termination of this Agreement! it shall

• • • 1be under no further ob11gat10n to grant further 11censes to M0nsanto
and Monsanto shall promptly transfer to the University the pr$secution
of allpending Patent applications and the maintenance of all fatents
not yet licensed to Monsanto and which Monsanto is prosecuting or
maintaining hereunder. 1

12.4 Notwithstanding the termination
reason, the provisions of Articles X, XI,
effect SUbject to Paragraph 12.5.

ARTICLE XIII - INDEMNIFICATION

13.1 Monsanto agrees to hold harmless, indemnify and def~nd the
University from all liabilities, demands, damages, expenses a~d losses
arising out of use by Monsanto or by any third party acting o~ behalf
of or under authorization from Monsanto, of information or materials
received from University or out of any use, sale or other disposition
by Monsanto or by any third party acting on behalf of or under
authorization from Monsanto of products made by use of information or
materials received from University.

13.2 The University warrants that it carries sufficient *orker's
Compensation insurance to comply with the laws of Missouri and any. f.other state where any of the work pursuant to th1s Agreement ~s

performed with respect to the University's personnel. Except! as
provided under Paragraph 13.3 it is expressly understood and ?greed
that Monsanto shall no be responsible for or obligated in anyjmanner
to reimburse the University or to pay any compensatory, speci?l,
exemplary or consequential or other direct or indirect damages in
respect of any loss, property damage, personal injuries or lo~s of
life incurred in performance of the research work under this ~greement
other than that attributable in whole or in part to Monsanto'~ fault

>

. . -l ~.._. .__
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~
This Agreement, effective as of July 1, 1982, is by and ~etween

the parties:

WASHINGTON UNIVERSITY, a corporation organized under thellaws of
Missouri and having its principal offices at Lindell andlskinker
Boulevards, st. Louis, Missouri 63130 (hereinafter "Univ~rsity")

1
ili

AND

MONSANTO COMPANY, a corporation organized under the lawslof
Delaware and having its principal offices at 800 North Lindbergh
Boulevard, st. Louis, Missouri 63167 (hereinafter "MOnSaI)to");

I

WITNESSETH THAT;
~

WHEREAS, the University has sought and continues to seeklthe
advancement of knowledge through education and research; I

f

WHEREAS, the University desires that the useful results Jf its
research be made available to society through established avemues of
trade and commerce;

~
WHEREAS, Monsanto has personnel and facilities for the c~nduct of

research, for the development of new products and processes b~sed on
scientific research, and for efficient large scale manufactur~ and
distribution; .

~

WHEREAS, Monsanto seeks to utilize the fruits of scientific
research as a source for the development, manufacture and distribution
of new products, especially products for meeting human needs;!

t
WHEREAS, the University and Monsanto recognize that eachlcan

benefit from a relationship in biomedical research extending ~ver a
span of years that will provide present and potential financi~l

support for the University, potential benefit to health care ~onsumers
and potential commercial benefit for Monsanto, while enhancing the
understanding and work of their respective scientists by clos~

interaction among them; .
f

WHEREAS, the University and Monsanto believe that industtial
support of biomedical research can lead to enhancement of their
respective capabilities and render important long range benef}ts to
the university, to Monsanto and to society;

{

WHEREAS, the University and Monsanto believe that biomed~cal
inventions are likely to be brought into pUblic use for pUblic benefit
through the incentive of the protection of the Patent System ~tilized
by the parties to make available through Monsanto, new commer9ial
products and processes, while concurrently providing royalty income to
the University to support its educational and charitable activities;,
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WHEREAS, the University and Monsanto recognize that the qoncept
of academic freedom must be preserved by the Agreement and sh~ll be a
guiding principle in its administration; !

WHEREAS, the University and Monsanto recognize that the ~964
Statement on Preventing Conflicts of Interest in Government s~onsored
Research at Universities, issued by the American Association qf
University Professors and the American Council on Education e~presses

principles applicable to corporate and university relationships;
~

WHEREAS, the University and Monsanto are prepared to und~rtake a
collaborative effort in the field of biomedicine with a focus Ion
proteins and peptides which modulate cellular function, wherelthe
University currently has substantial personnel and facilitiesjfor the
conduct of research and a field where Monsanto has in-house research
underway and wherein Monsanto expects to increase its in-hous~
research emphasis; and I

l
WHEREAS, Monsanto proposes to provide significant financ~al

support to the University in furtherance of this collaborative effort
according to the terms set forth in this Agreement.

NOW, THEREFORE, the parties hereto agree as follows: ,

ARTICLE I
PURPOSE AND SCOPE OF THIS AGREEMENT !

]
The purpose of the present Agreement is to provide a con~ractual

framework to govern conduct of this collaborative effort undet which
mUltiple research Projects (as hereinafter defined) can be un~ertaken.
This Agreement is designed to recite the contractual provisio*s which
would apply to all Projects authorized by the Advisory Committee under
the Program (as hereinafter defined).

ARTICLE II - DEFINITIONS
\

,
I

i
2.1 "Program" means all research activities performed bylor for

the University under this Agreement which are authorized and funded by
the Advisory Committee (as hereinafter defined) and Program Director
from financial support provided by Monsanto.

2.2 "Project" means a specific research activity which h~S been
authorized and funded by the Advisory Committee from financia+ support
provided by Monsanto under the Program. Projects shall be ofithree
types: s

a) "Exploratory Projects": Those directed to fundam~ntal
research on basic scientific questions with a fogus on
proteins and peptides which modulate cellular function.

t

I
____________J'- _
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b) "specialty Projects": Those directed to applied r'~search
with a focus on proteins and peptides which modul~te
cellular function and in which Monsanto sees mor~
immediate commercial utility either in terms of
technologies or products or both.

c) "construction and Renovation Projects": Those
construction and renovation activities directed to
physical facilities required to accommodate and ephance
the Program.

2.3 "Advisory committee" means those representatives of the
University and Monsanto charged with administering the Progra*. The
Advisory Committee comprises a Program Director who shall be ¢hairman
and appointed by the University, three (3) additional members,
appointed by the University, and four (4) members appointed by
Monsanto. All members including the Program Director, shall nave
voting power.

2.4 "Project Investigator" means the scientist in chargelof a
Project and responsible for its conduct in accordance with th~ terms
of the Project award and the accepted operating policies and
procedures of the University. A Project Investigator shall b~ a
faculty member qualified to be a principal investigator on reSearch
projects sponsored by government and nationally reputable age*cies.

2.5 "Technical Developments" means any and all invention~,
discoveries, advances, know-how, processes, devices, machines;
materials, software and other information arising from the Pr9gram,
whether or not the same are patentable, copyrightable or othetwise
protectable by law.

2.6 "Patent" means any patent, certificate of invention,'
inventors certificate, utility model or similar form of prote9tion, or
plant patent or other form of protection of plant material, granted
anywhere in the world covering an invention which is a Technical
Development, and owned by the University or in which the University
has licensing rights. .

2.7 "Licensed Product" means any product covered by a cl$.im or
made by or used in a process covered by a claim of an unexpir~d Patent
at the time and in the country wherein the product is manufactured,
used or sold, which claim has not been adjudicated invalid inia final
adjudication from which there can no longer be an appeal, andiwhich
Patent is licensed to Monsanto as provided for in this Agreem~nt.

2.8 "Agreement of Program Participants" means the specim",n
agreement set forth in Exhibit A attached hereto.

ARTICLE III - TERM OF AGREEMENT

3.1 This Agreement shall be for a period of five (5) years
commencing July 1, 1982 and terminating June 30, 1987, unlessfearlier
terminated under the provisions of Paragraphs 4.3, 12.2 or 12i3.
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3.2 On or about February 1, 1985, the parties shall ente1 into

discussions as to whether both parties desire to continue thejProgram
beyond the normal termination date of June 30, 1987. If cont~nuation

is mutually desirable the parties shall proceed with negotiat~ons to
arrive at mutually acceptable terms and conditions for such j
continuation. If continuations is not desired by either or both
parties, this fact shall be confirmed in writing before the e~d of the
third year of the initial term of this Agreement. I

f
3.3 If, in accordance with Paragraph 3.2 the parties decide not

to continue the Program beyond June 30, 1987, then Monsanto s~all have
the option of electing to continue its support, on a project ~y

Project basis, for any Projects started but not completed dur~ng the
normal term. Monsanto Shall make such elections and the part}es shall
negotiate in good faith mutually acceptable financial terms apd time
extensions, not to exceed two (2) years in duration, prior tolthe
expiration of this Agreement. All other relevant terms of thls
Agreement shall apply to such terminal Project continuations. I

ARTICLE IV - PROGRAM ADMINISTRATION
]

4.1 The Program shall be under the direction of the Advi~ory
Committee chaired by the Program Director, Dr. David M. Kipnis, who
shall be assisted by seven (7) other Committee members includlng three
(3) members, namely, Dr. Luis Glaser, Dr. Paul Lacy, and Dr. ¥oseph
Davie, appointed by the University and four (4) members, namely, Dr.
Howard A. Schneiderman, Dr. G. Edward Paget, Dr. Louis Fernan~ez and
Dr. David C. Tiemeier, appointed by Monsanto. The university! and
Monsanto representatives on the Advisory committee, other tha~ the
Program Director, may be changed at appropriate intervals by either of
the parties with timely notice to the other party.

f,
4.2 All actions to approve, defer or disapprove Program I

activities and to fund new Projects, to provide supplemental qr
continuation support to previously approved Projects or activ~ties,
and to discontinue previously approved Projects or activities I shall be
taken in convened meeting of the Advisory Committee. Any suc~ action
shall require approval of a majority of the members of the Adyisory
Committee, i.e., at least five (5) of the eight (8) members. f

~

4.3 Should the Program Director or any member of the Advlsory
Committee be unable to continue service, a replacement shall he
promptly appointed by the appropriate party. Program Director
replacements shall be mutually acceptable to Monsanto and the!
University; provided, however, that acceptance by Monsanto sh~ll not
be unreasonably withheld. If the University cannot nominate ~n
acceptable replacement for the Program Director within one (l~ month
following the inability of the Program Director to continue s~rvice,

Monsanto may suspend its financial support for the Program until an
acceptable Program Director is appointed. If such suspensionl
continues beyond six (6) months, Monsanto may summarily treatlthis
Agreement as breached under provisions of Paragraph 12.2 and the
ninety (90) day notice provision of Paragraph 12.2 is not app~icable.



i
4.4 The Program Director shall convene a meeting of the *dvisory

committee at least once each calendar quarter and otherwise a$
frequently as necessary to act on Program matters and pendingl
proposals, to review the financial status and progress of act}ve
Projects, to deal with unanticipated problem areas, and to co*sider
other matters concerned with the effectiveness of the program; Except
in an emergency, notice of a scheduled meeting and an agenda therefore
shall be issued not less than two (2) weeks prior to any such! meeting.
Any Advisory committee member may request convening ofspecia~

meetings and may have any matter related to the conduct of th~ Program
placed on the Advisory committee agenda for the next or forthfoming
meeting by making such a request in writing to the Program Ditector
sufficiently in advance of the meeting to allow adequate prep~ration

for a productive discussion of the matter. I
~

4.5 The Program Director shall, after each meeting of th~
Advisory Committee, distribute to all Committee members, whet~er

present at the meeting or not, a written summary of matters c~nsidered

and actions taken. '
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~
4.6 Should a member of the Advisory Committee not be abl$ to

attend a given meeting, an alternate representative may be de$ignated
by so notifying the Program Director on a meeting by meeting ~asis.

If the Program Director is unable to attend a meeting of the *dvisory
Committee, he may designate another University member of the ~dvisory
Committee to chair the meeting and perform the functions of t~e

Program Director at that meeting. However, it is understood ~y the
parties that the effectiveness of the Advisory Committee wi11lbe
promoted by continuity of membership and regular attendance at
meetings by members.

ARTICLE V PROJECT SELECTION AND IMPLEMENTATION

5.1 The Advisory Committee shall decide on both the Expl9ratory
and Specialty Projects which are to be supported under the Pr9gram.
The Advisory Committee shall strive to identify and fund Proj$cts in
which the University enjoys scientific leadership and in whic~
Monsanto has a meaningful interest. .

~
5.2 The Advisory committee has ultimate responsibility for

identification and selection of all Projects as well as for o+erall
and ongoing direction of the Program. As a general guide, th~ parties
to this Agreement intend for the Program to embrace two (2) types of
Projects, namely, Exploratory Projects and Specialty projectsl
Ultimately during the term of this Agreement, it is expected that
approximately thirty percent (30%) of the research effort wou~d be
directed toward fundamental questions (Exploratory Projects) o/hile
seventy percent (70%) would be directed toward specific produ~ts

(Specialty Projects). The parties hereto recognize that faci+ity
renovation and construction is to be funded as a Program actiyity
within the limitation of the financial support specified in Article
VIII hereof. I

----------------- ----
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ARTICLE VI
INTERACTION BETWEEN MONSANTO AND THE UNIVERSITY

5.3 Following the identification of a field of interest ~y the
Advisory committee the Program Director shall seek Project pr9Posais
from faculty members of the university. 1

5.4 Project proposals, continuations and supplements the~eto
shall be on forms provided by the Program Director. The progfam
Director shall provide copies of Project proposals to all members of
the Advisory committee at least one (1) month prior to the co~mittee
meeting at which such requests are to be considered. I

5.5 Whenever the Advisory committee has identified a field of
research of mutual interest, and has received an acceptable PFoject
proposal, a Project may be created by the authorization of th~
Advisory Committee in writing. The Project authorization shatl
identify the Project Investigator, define the research activities to

• t
be pursued, the level of effort to be devoted to the proJect py the
Project Investigator, include a budget covering all costs of ~uch

research, define the time duration and such other terms and cpnditions
as may be agreed to and be approved by the Project Investigatpr
consistent with the purposes and conditions of this Agreement~

1

5.6 with concurrence of the Advisory committee, and in 1
furtherance of productive interaction between scientists of M~nsanto
and those of the University, Monsanto representatives on the ~ommittee

shall designate a Monsanto Project scientist who shall act aslthe
primary contact with each Project Investigator during the conduct of a
given Project. I

~
5.7 The Program Director shall submit to Monsanto in writing

summary reports of all important findings and results as soonlas
available and detailed annual Program reports on each anniver~ary of
this Agreement. The annual reports shall include summaries and
conclusions for each active project.

f

t
6.1 To optimize the mutual benefit and collaboration int~nded by

this Program, the parties desire that there be mutually produ~tive and
continuing interchanges between University and Monsanto scientists.
Accordingly, the University will ensure that all University s~ientists

engaged in the Program are available to appropriate Monsanto I
scientists for consultation in the area of their respective Projects.
Temporary office space at the University shall be made availa~le to
collaborating Monsanto scientists. I

~

f
6.2 The University agrees to permit individual scientist~ and

technicians from Monsanto, with the consent of the Program Director
and Project Investigator and at Monsanto's expense, to spend I
appropriate periods of time in University laboratories where Project
research is being conducted to learn techniques developed therein, to
participate is mutually desirable, and to facilitate the tran~fer of
Technical Developments to Monsanto. Monsanto agrees that itsl

I
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employees who are permitted to train and function in the laboratories
of the University pursuant to this paragraph shall be require~ to
observe the applicable policies of the University. ;

6.3 It is anticipated that interaction between the projett
Investigators and Monsanto Project Scientists will identify f~cilities

and capabilities of Monsanto which may be used by University I
scientists to enhance the progress of Projects. Moreover, itlis
appropriate that evaluation of the commercial potential of re$earch
leads and products be addressed through the interaction of th~ Project
Investigators and the Monsanto Project Scientists.

ARTICLE VII - SCIENTIFIC REVIEW PANEL

7.1
Projects
need for

~
~

To assess the scientific merit and cost effectiveness of
supported by the Program, the parties hereto recogni?e the
periodic review by an independent panel of scientistt.

7.2 During the third year of the initial term of this Agteement
and every two (2) years thereafter, the Advisory Committee sh~ll

commission a scientific review panel comprising at least fourl (4)
distinguished scientists, not employees of Monsanto or member~ of the
University staff, to reviewal then-current Project work and to
appraise the direction of the Program, both qualitatively andl
quantitatively. Composition of the review panel should be designed to
include scientists having clinical and pharmaceutical orientation as
well as academic orientation. I

i
7.3 The review panel shall be required to issue a confid~ntial

report to the Advisory committee and to the Chancellor of the;
University and the Chief Executive Officer of Monsanto statin~ its
views, conclusions and recommendations regarding the scientiffc merit
and cost effectiveness of the Program and Projects and the impact of
the Program on the respective institutions involved. 1

7.4 Costs of the scientific review shall be paid from pr~gram
funds.

VIII - PROGRAM FINANCES
t

8.1 Monsanto hereby agrees to provide to the University tor the
total support of the Program during the five (5) year term oflthis
Agreement, the total amount of Twenty-Three Million, Five Hun~red

Thousand Dollars ($23,500,000), to be adjusted according to P~ragraph
8.2, which shall cover both direct and indirect expenses of t~e
University. The University agrees that this funding shall be!
disbursed solely in support of the Program. ,

8.2 Payment by Monsanto to the University of the amount $pecified
in Paragraph 8.1 shall be limited to contract year bUdget amo~nt

recited in the following schedule which are sUbject to (i) an~ual
adjustment for inflation in accordance with this paragraph 8.2, and

!
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(ii) bUdget underruns carried forward from one year to the ne~t with
approval of the Advisory Committee in accordance with Paragraph 8.9.
The parties hereto believe the following expenditure schedulelreflects
the appropriate allocation of funds: i

Construction and
IContractContract Exploratory specialty Renovation

Year Projects Projects Projects Year Budqet
:f

(

82/83 $1,500,000 $ 1,500,000 $ (See para.8.4) $ \},OOO,OOO
83/84 $1,600,000 $ 2,200,000 $ $ 13,800,000
84/85 $1,700,000 $ 3,000,000 $ $ ~,700,000
85/86 $1,800,000 $ 3,800,000 $ $ p,600,000
86/87 $1,900,000 $ 4,500,000 $ $ ~,400,000

s

Total $8,500,000 $15,000,000 $ $2L 500,000
t

of
shall

t
effective date
contract yelirs

1

The contract year bUdgets above recited, commencing withIthe
second contract year (July 1, 1983 through June 30, 1984), sh~ll be
adjusted using the GNP Deflator Index in the following mannerf

The initial contract year shall run from the
this Agreement through June 30, 1983. SUbsequent
run from JUly 1 through June 30.

of the GNP oeflator
from April 1981

1

(a)

(b)

A base index will consist of an average
Index figures for the four (4) quarters
through March 1982.

An index for each contract year, commencing with thl second
contract year, will consist of an average of the fo~r (4)
quarterly GNP Deflator Index figures covering the p~riod

April through the following March immediately prece~ing the
start of each contract year. (For example the inde~ for the
second contract year will be the average of the GNPiDeflator
Index figures for the four (4) quarters covering Aptil 1982
through March 1983.) 1

(c) Each contract year bUdget as stated above
prior to the commencement of the relevant
applying a multiplier derived as follows:

shall be ~djusted
contract year by

;;

multiplier =1+contract yr. index - base index
base index
. iFor purposes of thJ.s Agreement the "GNP Deflator Index" l;lhall

mean the quarterly revised Implicit Price Deflator for the Gr9ss
National Product as reported by The United States Department ~f

Commerce, Bureau of Economic Analysis. Since it is normal fot a
quarterly GNP Deflator Index to be revised shortly after it i~ first
pUblished, calculations herein shall be based on the final in~ex for a
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]
quarter, if available, and otherwise on the most recent revis~on

available on June 1 immediately preceding the start of the contract
year for which calculations are made. I

I
8.3 It is recognized that the occurrence of expenditures I during a

contract year is primarily dependent on Project spending plan~
authorized by the Advisory committee during the current and ahy prior
years. Nevertheless, Monsanto is not obligated to reimburse the
University for expenditures incurred during, or carried forward into,
any contract year in excess of the total amount of the contraft year
bUdget shown on the expenditure schedule in Paragraph 8.2, aslit may
have been adjusted under the provisions of Paragraph 8.2 and ?9,
unless the parties mutually agree to modify said total amountlby
formal amendment to this Agreement. I

~

8.4 All Program funds shall be administered by the progr~m
Director who shall allot funds, with the approval of the Advi~ory
committee as specified in Article IV, to project participants! By
unanimous consent the Advisory Committee may reallocate among IProject
types up to 10% of the total funds for any contract year spec~fied in
the schedule of Paragraph 8.2, as such annual total may have 1
previously been modified by Monsanto under Paragraph 8.3 or by the
Advisory Committee under Paragraph 8.9. Such reallocation of Icontract
year funds may be among the Exploratory Project type, the spe9ialty
Project type and the Construction and Renovation project typel The
Program Director shall monitor spending of funds bUdgeted fori
individual Projects and may make adjustments among expense categories
of an approved Project budget upon justified requests of Proj~ct

Investigators. The Program Director shall keep the Advisory fommittee
informed of financial matters which might indicate a signific~nt

departure from project plans previously approved by the committee.
The Program Director's financial records on all segments of t~e

Program and Projects shall be available for review by any member of
the Advisory committee.

8.5 Approved funds for individual Projects or for support of the
Program shall be maintained by the University's Accounting Services
Department in separate accounts for each such activity. Spending for. " .each account shall be under the dlrect control of the ProgramjDlrector
or his delegated Project Investigator, respectively, who shall be
furnished with the Accounting Services standard monthly state~ents of
spending against their accounts. ~

;,
8.6 The accounting records of Program activity shall be ~vailable

for audit by Monsanto, using its own internal or outside aUditors,
during the normal business hours of the University. .

8.7 The University shall submit monthly invoices with su~porting
details to Monsanto showing actual spending by University exp$nse
category for each Project for which reimbursement of expendit~res is
being requested. Each invoice shall also show cumulative exp~nditures

to date for each such Project against the approved Project bu~get and
cumulative total Program expenditures for the contract year a~ainst
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~the current contract year budget shown on the expenditure sch~dule in
paragraph 8.2 as it may have been previously adjusted under the
provisions of Paragraphs 8.2 and 8.9.

.~
8.8 Monsanto agrees to pay the University promptly upon receipt

and approval of the University's invoices provided under Paragraph 8.7
up to the level of the contract year bUdget set forth in Paragraph
8.2, as such contract year budget may have been adjusted under the
provisions of Paragraphs 8.2 and 8.9.

e

f
8.9 If in any contract year there is an overrun of the c9ntract

year bUdget the excess expenditures shall be carried forward ~nd be
paid from the following contract year bUdget. If in any contr~ct year
there is an underrun of the contract year budget (hereinafterjin this
paragraph "the current contract year bUdget"), then with the pnanimous
consent of the ADvisory Committee the underrun amount may be farried
over as an addition to the following contract year bUdget. The
approved amount from the current contract year bUdget which i~ to be
carried over shall be adjusted by a mUltiplier calculated by ~ividing

the mUltiplier from Paragraph 8.2 for the following contract tear
budget by the multiplier for the current contract year bUdget I The
thus adjusted amount to be carried over shall then be added t9 the
following contract year bUdget after the following contract y~ar
budget has been adjusted in the usual manner. I

}
s

8.10 Title to all item of equipment purchased with progr~m funds
shall vest in the University at the time of purchase.

f
8.11 Upon termination of this Agreement for any reason t~e

University shall provide a final accounting of Program funds to
Monsanto within ninety (90) days following such termination. lOuring
said ninety (90) days the University shall liquidate all outstanding
obligations incurred prior to termination but shall not incur)
additional obligations. The balance of funds remaining shalll
thereupon be returned to Monsanto unless required for complet~on of
Projects in accordance with paragraph 3.3. I

8.12 Indirect costs invoiced under Paragraph 8.7 shall, ~rOUgh
June 30, 1987, be at a fixed rate of fifty percent (50%) of i*voiced
direct costs. Indirect costs invoiced by the University for ~ny
activity performed in whole or in part by any contractor shall not
exceed the indirect costs which would have been invoiced had $uch
activity been performed wholly by the University. If the uniyersity's
indirect costs rise by ten percent (10%), i.e., to fifty fivelpercent
(55%) or more, then upon the University's request Monsanto agtees that
it will negotiate the university's request to increase the rate of
indirect costs from fifty percent (50%) under this Agreement, Itaking
into consideration relevant factors, including relative incre~ses in
indirect costs made in other research agreements, including g$vernment
agreements.
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reporting research resuI~s from
that support for such research

i

ARTICLE IX - PUBLICATIONS AND REVIEW OF TECHNICAL DEVELOPMENTS

9.1 The University faculty members participating in Proj~cts are
a liberty to pUblish the results of their research sUbject tot the
provisions of Paragraphs 9.1, 9.2, 9.3, 9.4 and 9.5. projectiawards
will require that participants provide copies of all abstract~ and
articles, in the best form then available, proposed to be sUb~itted

for pUblication in sufficient time to permit the Program Dire9tor to
provide same to a Monsanto member of the Advisory Committee at least
one (1) month prior to submission to a publisher or other thi~d party.
The Program Director shall immediately determine that a Monsa~to
member has receiveq a copy of each such proposed abstract andtarticle.
The Program Director shall also promptly provide to a Monsant9 member
a final copy of each abstract and article as submitted for .
pUblication.

9.2 Monsanto shall promptly review such proposed abstracts and
articles to determine if potentially patentable Technical Developments
are disclosed and shall promptly thereafter inform the Univer~ity
whether delay of submission for pUblication or other public d~sclosure

for a reasonable time will be required to establish Patent rights of
reasonable scope. Disputes concerning such delays shall be r~ferred

to the Advisory Committee.

9.3 As to verbal presentations and discussions, the parties
recognize that it is impractical to provide a complete review\system
for Patent purposes and that considerable discretion must be left in
the investigator. It is the intent of the University and Mon$anto to
provide the investigators guidance sufficient to avoid any •
divulgations that would compromise the establishment of the b~st

possible Patent position.

9.4 The reporting and evaluation as provided for in para~raphs
9.1 and 9.2 notwithstanding, the Monsanto representatives on the
Advisory Committee are exposed to all Program and Project pla*s before
commencement and such representatives have full opportunity a~d right
to follow the progress of any and all Projects. Through this'
mechanism the assigned Monsanto Project Scientists and Monsanto shall
determine as early as practicable the potential for establishing
Patent rights and its interest in obtaining a license of such\rights.
As soon as such potential is determined by Monsanto the parti~s shall
cooperate on immediate actions necessary to the establishmenttof such
rights, including, if necessary delay of pUblication for a reqsonably
brief period of time to conduct any further research or take ~ther

actions that may be necessary to file appropriate and adequat~ Patent
applications. .

9.5 All scientific pUblications
Program activities shall acknowledge
was provided by Monsanto.

9.6 upon written request to the Advisory Committee, Mons4nto
shall receive adequate samples of all available scientific ma~erials

isolated or developed in the P~ogram, and shall have the righ~ to use
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the same for research and/or commercial purposes, but subject Ito the
provisions herein with respect to confidentiality, Patents an4
licenses. Monsanto's rights to receive and use samples as pr9vided in

• •• I,

th1s Paragraph 9.6 shall not be den1ed but shall be SUbJect to
reasonable modification for good reason as deemed necessary by the
Advisory committee. '

ARTICLE X - CONFIDENTIALITY

10.1 Technical Developments and Patents
exclusive property of the University SUbject
provided under Article XI.

;
shall be the sole and
to the license rights

t

10.2 Monsanto shall take reasonable precautions to safeg*ard, in
a manner comparable to that used to protect its own confident}al
technical information, unpublished Technical Developments andlnot
disclose the same to others for a period of two (2) years aft~r
receipt; provided, however, that Monsanto shall not be liablejfor
unauthorized disclosure of Technical Developments in spite oflsuch
precautions. with respect to any particular identified Techn}cal
Development for which good cause can be shown, the UniversitYlmay
extend the two (2) year period for an additional period of tw~ (2)
years by notice in writing to Monsanto stating reasonable I
justification therefor and that to the University's knowledgelnone of
the exceptions of Paragraph 10.3 is applicable. After said i*itial
two (2) year period or extension thereof Monsanto shall be un4er no
restrictions as to revelation of any Technical Developments. jSubject
to the provisions herein with respect to Patents and licenses)
Monsanto shall at all times be free to use Technical Developm~nts.

}
I

10.3 The Monsanto obligation specified in Paragraph 10.21shall
not extend to Technical Developments which: I

a) become a part of the pUblic domain or of the PUblici
knOWledge through no fault of Monsanto; or '

~

b) were in the possession of Monsanto prior to disclos~re by
the University, and such possession by Monsanto is 1
documented; or I

c) are received by Monsanto lawfully and properly fromla third
party; or

d) have been revealed in patent applications.

10.4 Close cooperation between Monsanto personnel and unIversity
personnel in the conduct of activities required by or contrib~ting to
the purposes of this Agreement may involve the disclosure of Monsanto
confidential information to such University personnel. Since) as a
practical matter the University is not able to make commitments of
confidentiality on behalf of its faCUlty nor control the conf~dential

information disclosed to them, it shall advise all Program an~ Project
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participants that they will be required to sign in advance of
receiving Monsanto confidential information personal commitmepts of
confidentiality as Monsanto deems necessary in the circumstances.

ARTICLE XI - PATENTS AND LICENSING

11.1 Whenever the University reasonable feels a need therefor it
may request Monsanto to provide in writing a preliminary indi9ation of
its current interest in commercializing Technical Development$
resulting from a Project. However, Monsanto shall not be obl~gated to
carry out commercialization.

11.2 Monsanto shall have the right and obligation to mon~tor
progress of each Project through its representatives on the A~visory

committee and through access to University Program participants and
reports, or by such other arrangements as may be mutually acc~ptable
to Monsanto, the Program Director, and the Project Investigatprs as
appropriate. The primary purpose of such monitoring is to detect
potentially patentable inventions as early as possible. The.
University shall have the obligation to disclose promptly to Monsanto
all potentially patentable or scientifically novel Technical
Developments.

11.3 When in the jUdgment of Monsanto potentially patent~ble
inventions are developed within a Project, Monsanto shall mak~ a
report of such to the University, with its views of further r~search

that may be necessary to establish the nature and scope of th~se

inventions, and to the extent then possible its opinion of th~
potential importance of such invention to commercialization prospects,
and its interests concerning the licensing by Monsanto under ~ny

Patents that may be obtained covering such inventions. The
information in said report shall be retained in confidence by the
University and used only for purposes of this Agreement.

11.4 When in the judgment of the University potentially.
patentable inventions are developed which have not yet been i~entified

by Monsanto through the processes described in Paragraphs II.? and
11.3 the University shall make a report of such to Monsanto, ~ncluding

all available results and conclusions. Thereupon, Monsanto s~all

prepare and make its report to the University as specified in!
Paragraph 11.3.

11.5 When Monsanto has indicated its interest in a licen$e under
prospective Patent rights to an invention it shall promptly c~use its
patent attorneys to file and prosecute in good faith a united. States
Patent application on such invention. Monsanto shall also effect the
filing and good faith prosecution of foreign Patent applicati9ns
corresponding to the United States application in whatever co¥ntries
Monsanto by written notice to the University indicates its interest in
a license under prospective Patent rights.

11.6 until such time as Monsanto notifies the University. in
writing that it no longer has an interest in a license, or until the
expiration of the time specified in Paragraph 11.14 during wh~ch time
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Monsanto has not given notice of its election to take a licen$e,
Monsanto agrees to bear the cost for filing and prosecution 0t Patent
applications under Paragraph 11.5 and the issuance and mainte*ance of
Patents thereon. Monsanto shall not be required to prosecutejany such
Patent application beyond the point of final rejection by thelassigned
Primary Examiner in the united states Patent and Trademark Office or
the equivalent stage of prosecution if a foreign application.l The
University, at no cost or obligation or liability to Monsanto) may
take action to file or prosecute any Patent application or hate issued
or maintain any Patent on which Monsanto elects not to take s~ch
action. Any such election by Monsanto shall be promptly comm*nicated
to the University and in adequate time to allow the University to take
such action if it so desires. Monsanto's right to a license
thereunder shall not thereby be diminished. ,

11.7 with respect to Patent applications filed and prose~uted and
Patents issued or maintained by Monsanto under Paragraphs 11.~ and
11.6, the University at its own expense may designate and ret~in
patent counsel of its own who shall be permitted to review sU¢h Patent
applications and proposed responses to Patent Office actions thereon
and issuance and maintenance of Patents and to consult with Monsanto's
patent attorneys before Monsanto takes action thereon. Howev~r, the
control of such filings, prosecutions, issuances and maintena~ces
shall rest with Monsanto unless it elects to relinquish such ¢ontrol
to the University under Paragraph 11.6 by timely written noti~e. The
University may at any time elect by notice in writing to Mons~nto to
assume at University's cost those activities undertaken by Mo~santo
under Paragraphs 11.5, 11.6, and 11.7 on behalf of the Univer$ity in
regard to any Patent application or Patent, and Monsanto's right to a
license thereunder shall not thereby be diminished.

11.8 Title to all Patent applications and Patents issuin4 thereon
covering Technical Developments made only by University or no~­

Monsanto personnel or jointly with Monsanto personnel shall b~ in the
University. Any royalties payable with respect to the latterlshall
take into consideration the relative contributions of the Uniyersity
and Monsanto coinventors. I

11.9 The parties, including the inventors, Project Investigators
and Program Director, shall do all acts necessary or desirabl~ to
provide Monsanto patent attorney with all information and rec9rds and
execution of all documents necessary or desirable in the eval*ation of
Technical Developments, and in the filing and prosecution of fatent
applications thereon, and in obtaining the issuance and maintenance of
any Patents issuing from such Patent applications.

~

11.10 The university shall take all necessary and desira~le
actions, inclUding the signing of Agreements of Program Parti~ipants

(Exhibit A) by each of the persons participating in the Progr~m,
inclUding the Program Director, all Project Investigators, an~ all
other persons involved in the research, to assure that it acq~ires

sufficient title to all Technical Developments, Patent applic~tions
and patents from those of its personnel making such so as to ~e

entitled to grant licenses to Monsanto as specified in this Agreement.

I
r

__.._.. I_ _ _
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The Program Director shall maintain a file of such signed Agr~ements

of Program Participants which shall at all times be available Ito
Monsanto representatives and upon request the Program Directot shall
provide Monsanto copies of specified Agreements.

~

11.11 In consideration of Monsanto's financial and otherlsupport
of the Program and of the Patent work and cost thereof to be I
undertaken by Monsanto under this Article XI, the University ~grees

that it will make no claims against and hereby waives any cla~m it may
have against Monsanto or its employees for injury, loss or da*age
resulting from acts of omission or commission by Monsanto, it$
employees or agents, in connection with the preparation, fili$g and
prosecution of Patent applications and the obtaining and maintaining
of Patens covering Technical Developments. I

11.2 Each inventor of a potentially patentable Technical I
Development, no later than the time of signing a Patent appli~ation
thereon, shall be requested to agree, for the considerations tecited
in Paragraph 11.11, to make no claims against and to waive any claims
he or she may have against Monsanto or its employees for injuty, loss
or damage resulting from acts of omission or commission by Mo*santo,
its employees or agents, in connection with the preparation, filing
and prosecution of Patent applications and the obtaining and !
maintaining of Patens covering Technical Developments. Shoul~ any
inventor decline to so agree, any Patent application on such tEchnical
Development shall be filed and prosecuted and Patents obtaine~ and
maintained by the University, at its own cost, and Monsanto'slright to
a license thereunder shall not thereby be diminished. I

~
11.13 Notwithstanding any other provision of this Agreem~nt, the

University agrees to hold harmless, indemnify and defend Mons~nto and
its employees from all liabilities, damages, costs, expenses I
(including attorneys fees) and losses resulting from any clai~ or any
lawsuit or any settlement thereof made by the University or by
Monsanto with the University's consent, by the University's e*ployees
or third party having an interest through the University or its
employees, and arising out of acts of omission or commission ~n regard
to the obligations undertaken by Monsanto or its employees un~er

Paragraphs 11.5, 11.6, 11.7.
I

11.14 The University hereby agrees to grant to Monsanto licenses
to make, have made, use and sell under Patents, including thelright to
grant sublicenses, in such countries as Monsanto may elect. $uch
election for any Patent shall be made within two (2) years after the
filing of a Patent application in the affected country, proviged,
however, that Monsanto shall not be required to negotiate theiterms of
a license agreement until after the relevant Patent has issue~.

(

11.15 License grants to Monsanto of rights to Patent apPlications
and Patents issuing thereon for inventions made solely with Monsanto
support shall be exclusive for the life of such Patents. For jany
invention made with the joint support of Monsanto and funds ptovided
by another sponsor, or in which there is a third party invent$r, such
license shall, whenever legally possible, be exclusive for th~ life of



b)

9:29 AM 1/21/88 -17i
i

the Patents. However, if the University is unable to grant allicense
which shall be exclusive for the life of the Patent, then thei
University shall provide Monsanto with the maximum rights pe~itted by
law. In connection with the transfer of Patent rights to be 1
negotiated under this Agreement the parties shall consider th~
benefits relative to licensing as distinguished form transfer Iof
title.

11.16 The university agrees to grant and hereby grants t9
Monsanto an irrevocable, world-wide, paid-up, non-exclusive l}cense,
to make, have made, use and sell, including the right to grant
sUblicenses, on all Technical Developments licensed under this
Paragraph 11.16, and from use, sale or other disposition of products
made by use of the said Technical Developments, by Monsanto, its
affiliates, sublicensees or any party acting on behalf of sam~. This
provision shall survive termination of this Agreement. '

"
11.17 The University agrees to grant to Monsanto license~ on

patents secured outside the Program to the extent the University has
the right to so license and to the extent necessary for Monsa~to to
practice Technical Developments. For such patents the grant $,hall be
on terms and conditions reasonable in the circumstances and shall
include the right to grant sublicenses. Monsanto agrees to i~demnify
the University for liability arising from use of such patentsllicensed
under this Paragraph 11.17 and from use, sale or other disposition of
products mad by use of such patents, by Monsanto, its affiliates,
sublicensees or any party acting on behalf of same. This proVision
shall survive termination of this Agreement. 1

11.18 License grants to Monsanto under Paragraphs 11.14 ~nd 11.15
shall contain at least the following terms and conditions: 1

I
a) requirement that Monsanto by its own efforts or thr9ugh

sublicenses during the period of exclusivity make r.asonable
efforts to effect the lawful introduction of Licensed
Products into the marketplace as early as practicable,
consistent with Monsanto's sound and reasonable business
practice and jUdgment. The requirement for introdu¢tion of
a Licensed Product into the marketplace shall be de~ed met
if, in the exercise of Monsanto's sound and reasona~le

business practice and jUdgment, an alternative prod!ct
serving essentially the same function has been intr$duced
into the marketplace by Monsanto and with essentially the
same benefits to the consuming pUblic. !

]
the right of the University to require Monsanto to ~rant a
non-exclusive sublicense to a responsible party on fair and
reasonable terms and conditions in the event the requirement
of sUbparagraph a) above is not met.

c) requirement that during the period of exclusivity Monsanto
submit a product development plan specifying its re~sonable
estimate of the schedule of key events to market entry and
provide periodic reports of significant modifications to the

---------------,
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d)

e)

plan and progress against the plan to the universitt until
market entry is achieved, and requirement that the I
University retain in confidence the information in $aid plan
and reports and use only for purposes of the licens$.

right of Monsanto to sublicense others provided the!
University is notified to whom the sublicense was gfanted.,

~
a royalty schedule based on net selling price of Li¢ensed
Product sold by Monsanto or its sublicensees. The I
University and Monsanto recognize that patent prote¢tion in
only one factor contributing to commercial success 9f a
product or process and that other factors, for examWle other
patented inventions, unpatented know-how, technical land
marketing skills, financial contribution and risk, $ature
and extent of market, nature and extent of competitton,
normal trade practices, and condition of the economy also
plan an important part. Accordingly, rather than attempt at
this time to establish royalty rates, the University and
Monsanto declare their intentions to negotiate in g90d faith
at the time of licensing, reasonable and fair royalties
payable to the University by Monsanto on the commer¢ial
practice by Monsanto and its sublicensees of each T~chnical
Development covered by a Patent licensed under this!Article
XI, taking into account the various factors contrib~ting to
the commercialization. If the university and Monsa~to are
unable to agree on royalty rates within six (6) mon~hs of
the commencement of negotiation, the matter may be $ubmitted
to arbitration by either party and if so submitted ~Y either
party, shall be finally settled by arbitration cond~cted in
accordance with the then-existing rules of conciliaiion and
arbitration of the American Arbitration Association!, Any
such arbitration shall take place in st. Louis County,
Missouri, before three (3) arbitrators, one of who $hall be
designated by Monsanto, one by the University and t~e third
by the two so designated. If one party fails to de$ignate
an arbitrator within thirty (30) days after the designation
of an arbitrator by the other party, the arbitratorlwho
should have been chosen by the other party shall bel
appointed by the American Arbitration Association a$ soon as
possible. In the event that the said two arbitrato*s
designated by the parties are unable to agree upon 4 third
arbitrator within thirty (30) days after the nomination of
the last of the said two arbitrators, the third arbitrator
shall be appointed by the American Arbitration Assodiation
as soon as possible. None of the arbitrators need *e
designated from any panel pUblished by the Americanl
Arbitration Association or any other arbitration I
association. The arbitrators shall apply the laws qf the
state of Missouri. The decision by the arbitrators!shall be
binding and conclusive upon the parties, their succ~ssors

and assigns and they shall comply with such decisio~ in good
faith. The University and Monsanto each shall pay ~ts own
costs and one-half of the costs of the arbitration.
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f)

g)

h)

i)

j)

k)

1)

"
provision that when a Licensed Product is sold but pot as
such and constitutes significantly less than all of~ the
sold, an equitable adjustment shall be made in the pet
selling price of the thing sold to arrive at the ne~ selling
price for royalty calculations. When a Licensed Prpduct is
manufactured by or used in a process and the proces~ is only
a minor factor in the manufacture or use, an equitaple
adjustment shall be made in the net selling price. ~

provision that Monsanto payments required to be mad~ to a
third party for the right under a third-party domin~ting
patent to make, use or sell a Licensed Product licepsed
hereunder shall be credited against one-half of the!
royalties due the University hereunder from sales o~ the
same Licensed Product.

right of annual audit to confirm royalties on behal~ of the
University by a firm of accountants to which Monsanto has no
reasonable objection.

indemnification of the University by Monsanto for l~ability

arising from the manufacture, use, sale or other disposition
of Licensed Products, by Monsanto or its affiliates~
sublicensees or any party acting on behalf of same. Ii This
provision is to survive termination of the license
agreement.

law of Missouri shall apply.

Such other provisions as the parties may mutually d~sire,
and, in the case of an exclusive license of an inveption
jointly supported by the government, such provision~ as the
government may have validly required the university~to
include. .

Patent Infringement procedures:

(1) If at any time a third party shall infringe a Patent
licensed to Monsanto hereunder, then Monsanto ~ay

either (i) obtain a discontinuance of such infringing
operations; (ii) bring suit at Monsanto's expe~se
against such infringer in the name of Monsantol or in
the name of the university and Monsanto if the!
university is a legally indispensable party; ot (iii)
permit the University at its option to bring s~ch suit
at its own expense. The party who brings suit!shall
control the prosecution and any settlements th~reof,

and the other party shall be entitled to be represented
therein by counsel of its own selection at tisfown
expense.

(2) From any recovery from such suit or settlement!thereof
there shall first be paid the expenses of the ~arty
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(3)

bringing the suit, then the expenses of the otper party
hereto if rePresented by counsel, and the balapce shall
be divided twp-thirds to the party bringing th~ suit
and one-third, to the other party, unless the p~rties

agree otherwise.

Before bringing suit Monsanto shall fully info~ the
University, and give careful consideration to the views
of the UniverSity in making its decision wheth~r or not
to sue.

(4) If Monsanto decides to sue and University is a~legally
indispensable'party, the University shall have! the
right to assi~n to Monsanto all of the univers~ty's

rights, title! and interest in the Patent of Pa~ents

concerned, in which event suit by Monsanto on such
Patent or Patents shall thereafter be brought pr
continued sol~ly in its name if the UniversitYlis no
longer an indispensable party. Patents so ass~gned by
the University to Monsanto shall remain sUbjec~ to the
same royalty and all other terms and condition~ of this
Agreement. 1

11.19 Commencing with the fourth and sUbsequent years in\which
royalties are due to the University pursuant to licenses contrmplated
under this agreement, Monsanto shall be entitled to a credit,; not to
exceed 25% of the gross royalties due for the commercializat~onof
Licenses Products in each year, (a) of Monsanto's cumulative pur-of­
pocket costs (excluding the costs of Monsanto's employees) fOf patent
activities under Paragraphs 11.5 and 11.6 and (b) 50% of all payments
made prior to the date of crediting by Monsanto to the Univer~ity

under Article VIII hereof, which payments can be related to tpe cost
of development of those commercialized Licensed Products.

11.20 Should Monsanto not indicate interest to take a pa~ticular
license from the University, or sUbsequently decide not to en~er into
the license agreement, or terminate the license agreement, orjshould
such agreement be justifiably terminated by the University without
challenge or objection by Monsanto, then the University shallibe free
to license to others the SUbject matter so released, without further
obligation to Monsanto. However, such licenses to others sha~l

exclude Licensed Products directly competitive with or substantially
equivalent to those Monsanto has licensed. '

11.21 Upon the indication by Monsanto of in interest in any
Technical Developments and that Monsanto desires to commence \
activities directed at transferring such technology to its ;
laboratories, then the Program Director shall participate wit~

Monsanto representatives, the Project Investigators and others as may
be appropriate to work out mutually acceptable actions to be taken to
effect such technology transfer, including activities c6ntempiated
under Paragraphs 6.2 and 9.6, all at no added cost to Monsantp.

m__ ' '~ ,
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or negligence, and the University shall defend, indemnify andlhold
Monsanto harmless (using funds other than those paid to University
pursuant to the provisions of Article VIII hereof) from any a~d all
claims, costs or liability for any such loss, damage, injurie~ or loss
of life, other than that attributable in whole or in part to I
Monsanto's fault or negligence. !

I
13.3 Monsanto agrees to defend, indemnify and hold the U~iversity

harmless from any and all Claims, costs or liability for any ~oss,

damage, injury or loss of life, other than that attributable ~n whole
or in part to the University's fault or negligence, arising a~ a
result of any Monsanto Employee working in the laboratories of the
University as provided under Paragraph 6.2.

ARTICLE XIV - TRANSFER OF INTEREST

14.1 Neither this Agreement, nor any of the rights and }
obligations stated herein or resulting therefrom, may be assi~ned,

transferred or otherwise disposed of by either party without the prior
written consent of the other unless such assignment, transferlor
disposition is to a successor to all the business of the tranSferor
which pertain to the SUbject matter of this Agreement, and pr~vided
that such successor shall agree in writing with the other party to
assume all the obligations of the transferor to the other party.

14.2 Should it become necessary or desirable for the unitersity
to subcontract any of the Program research to others, such research
shall be performed under a formal subcontract satisfactory tolMonsanto
by which the subcontractor accepts all appropriate provisionslof this
Agreement and other such provisions as are necessary. }

ARTICLE XV - NOTICE

15.1 Any notice or report required or permitted to be given under
provisions of this Agreement shall be in writing and be sent ~y first
class mail or hand delivered: '

a) If to Monsanto, to:

G. Edward Paget, M.D.
Director, Health Care Development
Monsanto Company, 02F
800 North Lindbergh Boulevard
st. Louis, Missouri 63167

with a copy to:

Mr. John E. Maurer
General Patent Counsel
Monsanto company, E2NA
800 North Lindbergh Boulevard
st. Louis, Missouri 63167
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b) If to the University, to:

David M. Kipnis, M.D.
Chairman, Department of Medicine
washington University School of Medicine
660 South Euclid Avenue
st. Louis, Missouri 63110

ARTICLE XVI - GENERAL PROVISIONS

'1

ofl the16.2 This Agreement shall be construed under the laws
State of Missouri.

16.1 Except as provided in Paragraph 9.5, neither party ~hall use
the name of the other party, its affiliated organizations or ~ts
personnel in advertising promotional materials or news or pre~s

releases pertaining to the subject matter of this Agreement WQthout
prior written consent of such other party.

16.3 No waiver of any default, condition, provisions or breach of
this Agreement shall be deemed to imply or constitute a waive~ of any
other like default, condition, provision or breach of this Agreement.

16.4 The Article headings used in this Agreement are for!
convenience only and form no part of the Agreement. I

~
16.5 This writing constitutes the entire Agreement betwe~n the

parties hereto relating to the subject matter of this Agreemept and
there are no understandings, representations or warranties oflany kind
except as expressly provided herein. Neither this Agreement, I nor any
term or provision thereof, may be discharged, waived, release~,

abandoned, changed or modified except by an instrument in writing
signed by a dUly authorized representative of each of the parties to
this Agreement. If either party desires a modification or ch~nge of
any kind in this Agreement, the parties shall, upon reasonabl~ notice
of the proposed modification or change by the party desiring the
change, confer in good faith to determine the desirablitiy ofjsuch
modification or change. l

16.6 The parties agree that it is the intention of neith~r party
to violate any valid federal, state and local laws and regulations;
that is any sentence, paragraph, clause, or combination of th~ same in

I
i
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this Agreement is in violation of any applicable law or regul~tion, or
is unenforceable or void for any reason whatsoever, such sent~nce,

paragraph, clause or combinations of the same shall be inoper~tive and
the remainder of the Agreement shall remain binding upon the parties.

IN WITNESS WHEREOF, the parties have caused this Agreemept to be
executed in duplicate by their dUly qualified officers.

THIS CONTRACT CONTAINS A BINDING ARBITRATION PROVISION ~ICH MAY
BE ENFORCED BY THE PARTIES

WASHINGTON UNIVERSITY

By' _

William H. Danforth
Chancellor

Date 6/1/82__

MONSANTO COMPANY

Byo _

John W. Hanley
Chairman of the Board

Date 6/3/82 __
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AGREEMENT OF PROGRAM PARTICIPANTS

The purpose of the following agreement is to describe th~
responsibilities of and to enlist the support and cooperationl of
research participants and to insure compliance with relevant .
University pOlicies.

Therefore, as a participant in a research project under
Biomedical Research Program sponsored and funded by Monsanto
I agree to abide by the following terms and conditions:

1. PATENTABLE INVENTIONS:

~he
company,
"

"
(a) Participants will promptly disclose to the universiby,s

Program Director any potentially patentable inventipn or
novel scientific development they produce in any re~earch
Project funded by Monsanto. Such disclosure will o~cur
prior to disclosure to any other non-Program partic~pant.,

(b) Participants will, upon request, assign rights to p~tentable
inventions to the University so that it may grant r~quired

licenses to the sponsor. I
(c) Participant inventors will cooperate with Monsanto ~nd

University patent attorneys in the filing and prosepution of
patent applications. Due to the major expense and I
specialized professional assistance required to pur~ue
patent rights in a research program of this magnitu~e,

Monsanto has assumed this responsibility. The univ~rsity

will monitor these efforts and at its option may as~ume such
responsibility on a case by case basis. ..

I

(d) In consideration of Monsanto's willingness to file ~nd
prosecute patent applications at its own expense, I
participant inventors will be requested to waive any claim
of liability by Monsanto in these efforts. Otherwi~e, the
University must assume this responsibility and its ~xpense.

~

(e) Any royalties from licensed inventions received by ~he
University will be distributed as follows: 40% to the
research laboratory (ies) in which the invention waslmade,
40% to the cognizant department(s), and 20% to the School of
Medicine.

2. PRODUCTS OF RESEARCH:

(a) New materials, processes, devices, scientific infor~ation,
and any other research products isolated or develop~d in a
project, whether patentable or not, will be made avhilable
to Monsanto for its evaluation and general use.
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(b) Such research products may be made available to othJr
research scientists at non-profit institutions acco~ding to
normal academic practice. However, recipient scien~ists

should agree not to further distribute such researc~

products and not to use them for the benefit of ano~her

commercial firm. Distribution of potentially patentable
research products should not be made until Monsanto\has
evaluated patentability and, if appropriate, filed 4 patent
application.

3. PUBLICATIONS:

COOPERATION WITH MONSANTO:4.

(a)

(b)

(c)

(d)

(e)

( f)

(a)

Scientific advances made under this research progra~ will be
freely reported in the scientific literature. .

Two (2) copies of each proposed pUblication, includ~ng

abstracts, in the best form then available will be provided
to the Program Director at least one (1) month before being
submitted for publication. .

Based on a review by Monsanto patent attorneys of t~e

proposed article, a brief delay in its submission f9r
pUblication may be necessary to allow the filing ofiadequate
patent applications. Such brief delay may occasion~lly be
necessary to avoid the loss of patent rights. .

Two (2) copies of the final abstract and article aSf
submitted to the publisher shall be simultaneously provided
to the Program Director.

Each publication will acknowledge Monsanto Company ~upport

of the research being reported. .

Prior to the evaluation of research results for po~entially
patentable inventions, participants will use cautiop in
pUblic or other outside presentations and discussiops not to
prematurely disclose critical technical informatio~which
could result in the loss of patent rights. .

•
n

It is intended that there be mutually productive ard
continual interchange between the University and Mqnsanto
scientists. For this purpose a Monsanto Project Sci~ntist

will be appointed as the primary company contact w~th each
Project Investigator. Each Project Investigator w~ll be
available for consultation with the Monsanto Projeqt
Scientist on matters concerning the project. .

-------
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THE
UNIVERSITY
OF UTAH

Bruce Merrifield, Ph.D.
U.S. Department of Commerce
14th and Constitution, N.W.
Room 4824
Washington, D.C. 20230

,r

3 December 1985

PATENT AND
PRODUCT
DEVELOPMENT

OFFICE OFTHE D1doR
391-G QlIPEfA WAY f
~1 ~-~;W. UTAH

r84108

Dear Bruce: i

t
The following is a brief summary of the activities of o~r

office at the University of Utah. I am also enclosing a cop~ of
I

the brief paper I presented at a recent meeting of the
Association for the Advancement of Medical Instrumentation.

The principal purpose of the Patent and Product Develop~ent
Office is technology transfer through the disposition of l
intellectual property via patenting with subsequent licensinglor
other suitable technology transfer arrangements. These I
activities are summarized by our invention disclosures which I
number 1170 to date, 54 U.S. patent applications filed or in I
progress during 1984, more than 86 foreign applications whic~
are currently in progress; and 176 issued U.S. patents which ~re

I

on file in our office. I

We have ~ active license agreements, 2j.of which are wi~h
QQmpg~~tahtups and reflect an equity position wr~n I
additional 22 agreements in the review stage, 14 of which have
proposed equity positions.

We are proud of our academic environment which encourageb
ou~ researchers and fosters the transfer of the technologies I
they develop. I appreciate this oppor'tunity to further expla~n

the purpose and activities of our office. I enjoyed becomingl
acquainted during my my recent trip to Washington and thank ypu
for your time. 1

(

"1

JWY:jro:043
Enclosure:

~",>

REOEIYEP!
DEC 1) 19S~

i!.~MEBEm~

"Academic Capitalism
at the University of

Very truly yours,

Utah"

Directbr
~,
~
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ACADEMIC CAPITALISM
AT THE UNIVERSITY OF UTAH

J. Winslow Young, Director
Patent and Product Development Office

Academic capitalism, whereby academic research encourages
economic growth, is thriving at the University of Utah. Atl
least three dozen companies have been created based upon i
technology from the University. Since 1981 the University ~f

Utah Research Foundation acting on behalf of the UniversitYlhas
also negotiated an equity position in twenty~five of these I
emerging companies as part of the license. i

The artificial heart represents one facet of the technJIOgy
transfer program of the University of Utah. The exciting i
advances being made in its ongoing development could only have
resulted from the efforts expended through a commercial
enterprise.

In addition to the artificial heart these emerging
companies are supporting research and/or are providing
commercial products in the following areas of medical
technology: wearable artificial kidney, artificial arm, ,
synthetic vascular graft, artificial ear, sUbcutaneous I
peritoneal access device, nerve repair prostheses, iontopho~etic

drug delivery, biocompatible materials, high frequency I
ventilator, anesthesia delivery, anesthesia monitoring, sur1ical
laser control, cell culture, ultrasound imaging, pharmaceut~cal

software, magnetically suspended blood pump, artificial I
fallopian tube, artificial urinary tract, and medical senso~s.

Venture capital attracted by these emerging companies is !
estimated to be in excess of thirty million dollars of Whicij
approximately 10% has been directed back into the University in

. the form of grants and sponsored research projects. I
The technology is transferred by a license. In any li~ense

arrangement great care is taken to assure that there is no '
adverse ,affect on the academic/research mission of the
University. Specific attention is directed to the areas of
freedom to pUblish and conflict of interest.

In conclusion, while the University of Utah is clearly Inot
a commercial enterprise, it does recognize its important I
position as a technology resource and has taken an affirmat~ve

position in making that technolog¥ available to the commerc~al

sector.





August 15, 1988

MEMORANDUM TO: FILE
cc: Richard Carlin
cc: Donald L. Fruehling
cc: Norman Latkerv
cc: L. W. Miles

FROM: JACK J. KARNOWSKI

SUBJECT: TIC MEETING NOTES

OTIC Review

i

becausJ of

INITIATj1;
- MILESI
TO DEVELopNEED

!
ACTION LATKER

PLAN
WILL

°David Brown -- History
Data base effort -- Hart/Brown/Latker
passage of U.S. technology exchange

°Carlin --Demonstration of system
Will be operational January 1, 1989

°Fruehling - Must develop overall plan
°When is software done? . ) 1
°Cost of software? \ ACTION KARNOWSKI

°Data base -- What goes in? '
NCTR
FEDREP (others)
UPI - UTC Universities
Other Labs

°Marketing
Universities
Government labs
Corporations
Vendors
Foundations
International

°Marketing Expert - Miles
°Should try to get Pergamon

involved
Journal contributiols

J

°Who's responsible for determining what get's
on?

What format? ~ j

What Priority? ACTION LATKE~
How do you deal with junk?

°Hypertex -- Bill Miles will have some one
into patenting

~
'I

lookj
]
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"Work out deal to set up "Chi~ese Wall" betwee~ TIC
and Telescan. JJK will work out formal cost~

billing reimbursement, which will be cut dow~ to
bare essentials.

ACTION KARNOWSKI
(Will be completed in August)

"Hart Meeting

Hart indicated he's comfortable with software progr~ss.
Lag has hurt us -- he thinks if we were 3-6 months apead
of current schedule, we could have gotten more gov~rn­

ment laboratories on system.

Hart Vision of TIC

I. Manage Resource at Local Level ;
(people - equipment - space - supplies) - Esti~ate

monthly time charges to Hart $5,000 to $10,000 !
I. a -- I f you get a number of government f

laboratories on system you could gre~tly

improve overall resource management •.

II. Second level - Technology Transfer
"Big boss gets recognition
"Scientist gets money
"Political value -- helps u.S. competitiv¢ness
"Foundations can get involved to protect t~x

status to fund products they want ;.
"Use for presentation of scientific funds ~nd

publications ;
"Great way to communicate in scientific a~~na

III. Recruiting - Placement
"Graduates
"Post Doctorates
"Mentors

TIC system could help this process
advertising costs are very high and not

immens~lYl

product~ve.

Vendors -- Cost Hart a fortune to process purchase
orders. One purchasing agent for f4 scienti~ts.
Purchasing people are not technical. Have hard
time ordering--buy over 1,000 books.

IV. Mature communication mechanism

TIC user friendly, method will make it .easy for
scientists.

-2-
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In order for Hart to be successful, we need TIC in d~her
government laboratories; we're missing the window of
opportunity. All laboratories starting their! own
system.

We need parallel efforts, a giant pert chart.
°R&D software
°Marketing Plan

°Game plan -- what goes into data base?
°University Marketing
°Government laboratory marketing
°Corporations
°Vendors
°Foundations

This takes a big marketing type horse.
f

In order to keep Hart happy, we need to keep him p~sted
on developments and our game plan. If we move to get ~ore
laboratories, he would be willing to help us. Also he ~ould

get a handful of corporations to work with us during I the
debugging period. I

-~

Hart is looking for a more
managing technology resources--not

JJK:sb

-3-
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comprehensive system I for
just technology exchange.
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, COMPANIES FOUNDED UPON UNIVEESITY TECHNOLOGY
(*indicates equity position)

~*)ANESTA COEPOEATION

Anesta Corp.
William C. Moeller
1909 East Baywood Drive
Salt Lake City, Utah 84117
(801) 272-6336

Product/Services: Anesta Corporation has been licensed
under technology developed by Theodore H. Stanley M.D.
Anesta is developing the Anestapop (tm) a unique
anesthetic delivery system wherein the anesthetic is
incorporated into a lollipop.

0* ) BIOMATEEIALS INTEENATIONAL, INC.

James C. McEea, Ph.D., President
P.O. Box 8852
Salt Lake City, Utah 84108-0852
(801) 583-8444

Product/Services: Biomaterials International (BI)
provides consulting and/or E&D to the biomedical,
and pharmaceutical industries. BI's areas of expertise
include polymer synthesis and characterization, blood
tissue compatibility, membrane permeation. drug delive
systems, organic synthesis, and mat.erials fabrication
evaluation.

~)BIOME~ICAL LASEE INDUSTRIES

David C. Whipple, President
64 East 6400 South
Suite 235
Salt Lake City, Utah 84107
(801) 266-3356

Product/Services: BioMedical Laser Industries is
involved in locating funding sources and providing
marketing or licensing for completed medical and resea
and development projects. They are currently involved
laser and other instrument development specifically
related to the medical profession.



(*)BUNNELL, INC.

J. Bert Bunnell, Sc.D., President
417 "l'lakara Way
Salt Lake City, Utah 84108
(801) 582-0800

Product/Services: Bunnell, Inc. was formed with the
assistance of the Utah Innovation Center and is present
manufacturing an air pressure monitor that signals the
nurse if a patient's respirator is not working properly
In development is a high frequency ventilator for
and children.

(*)CARDIAC SYSTEMS, INC.

!o/H
!at~

Jacob Ko1ff, M.D.
301 Mill Street
Bridgeport, PA 19405

Product/Services: Cardiac Systems licensed the vacuum
forming techniques to manufacture ventricular assist
devices, artificial hearts and artificial heart valves
developed by Wi11em J. Ko1ff at the University of Utah
Center for Biomedical Design.

CERAMATEC, INC.

Ronald S. Gordon, Sc.D., President
163 West 1700 South
Salt Lake City, Utah 84115
(801) 487-5411

Product/Services: Ceramatec is licensed under several
patents involving ceramics for various applications and! is
conducting sophisticated research in high-tech ceramic
materials and their applications.



(*)COMPUTER GEOMETRY SYSTEMS, INC.

Richard F. Riesenfeld. Ph.D., President
1337 Harrison Avenue
Salt Lake City, Utah 84108
(801) 583-2815

Product/Services: Computer Geometry Systems Inc. (CGS)
is primarily involved in the research and development
computer-aided design and manufacture. Its license
agreement includes computer software system components.
processes. formulas, equipment and improvements relat
to the "Alpha 1 System" for use in computer-aided
geometric design.

v1*)CONTEXTURE, INC.

6tH Lee A. Hollaar. Ph.D .• President
P.O. Box 8721
Salt Lake City, Utah 84108
(801) 363-8086

Product/Services: Contexture Inc. is involved in
information retrieval hardware, software, and works tat
developed under the direction of Lee A. Hollaar at the
Universities of Illinois and Utah. Dr. Hollaar's area
specialization is custom computer architectures for
information retrieval.

O
q ( (' u j;, l * )DC SOFTWARE, INC.

J ,0 r~'\f'

Dennis J. Crocker, President
4941 South 1021 East
Salt Lake City, Utah 84117
(801) 268-6059

Product/Services: DC Software licensed the software
technology developed by Dennis Crocker while he was an
employee at the University of Utah. Mr. Crocker now
his own company and is providing software services to
commercial users.



(*)DMS SYSTEMS, INC.

A. Timothy Maness, President
740 East 3900 South
Salt Lake City, Utah 84107
(80l) 268-6671

Product/Services: DMS Systems, Inc. develops and
markets database management software products for
data-intensive environments, such as scientific resea

(p10 f:f~ )DARBICK INSTRUCTIONAL SOFTWARE SYSTEMS, INC.

Richard C. Brandt, Ph.D., Chairman
P.O. Box 81157
Salt Lake City, Utah 84108
(80l) 581-6076

Product/Services: Darbick Instructional Software
Systems Inc. (Darbick) was formed for the purpose of
providing update and maintenance services to the
computer-aided instructional software developed at the
University of Utah. The creation of Darbick was
necessitated by the realization that the University of
Utah did not have the ongoing capability to provide
continuous update and maintenance services to this
important software package.

DESERET MEDICAL, INC~

David J. Lentz, Vice President
9450 South State Street
Sandy, Utah 84070
(80l) 255-6851

Product/Services: Deseret Medical Products Inc.
(Deseret) was licensed with the Cardiac Output Monitor
Apparatus and Method developed by Richard A. Normann,
Ph.D. Ongoing research is being supported at the
University of Utah by Deseret for this important and
exciting development.



{*)DESERET RESEARCH, INC.

James L. Sorenson, President
520 Wakara Way
Salt Lake City, Utah 84108
(801) 584-3222

Product/Services: Deseret Research was created upon
sale of portions of the University of Utah Research
Institute (UURI) to James L. Sorenson.

{*)DIMENSIONAL TECHNOLOGIES, INC.

Gary L. Crocker, President
1847 West 2300 South
Salt Lake City, Utah 84119
(801) 972-5500

Product/Services: Dimensional Technologies Inc. was .
licensed with the 3-D viewer development which was unde~

license from the Mitre Corporation to the University
Utah where substantial additional developmental work
occurred in the Department of Radiology.

(*)EDL CORPORATION

Robert L. Springmeyer Jr.,
President
Salt Lake International Center
4759 Wiley Post Way #110
Salt Lake City, Utah 84116
(801) 539-1122

Product/Services: Group Technologies Incorporated
through its EDL development laboratories is currently
supporting ongoing research on a neuromuscular
technology developed in the Department of Anesthes
of the School of Medicine. The University of Utah
receive an equity position in a corporation to be
around this technology.

Product/Services: Group Technologies Incorporated has
also been licensed with the ~edical laser technology
computer control of medical lasers developed by John A
Dixon, M.D. and Homer Warner, M.D., of the School of
Medicine.



EVANS AND SUTHERLAND

David C. Evans, Ph.D., President
560 Arapeen Drive
Salt Lake City, Utah 84108
(801) 582-5847

Product/Services: Evans and Sutherland was originally
licensed under a non-exclusive license for 4 patents
involving computer technology developed at the Universi
of Utah while Dr. David C. Evans and Ivan E. Sutherland
were in the Department of Computer Science.

(*)FIELDS FINANCIAL CORPORATION

Randall K. Fields, President
P.o. Box 680370
Park City, Utah 84068-0370
(801) 649-1304

Product/Services: Fields Financial Corporation is
currently supporting research in the culture of mammal
cells. This technology has been developed by Cathe
Rappaport, Ph.D., of the College of Bioengineering.
University of Utah Research Foundation will receive
equity position in a corporation being formed by FieLds;
Financial Corporation to further commercialize this
technology.

(*)LIFE EXTENDERS CORPORATION

Donald B. Olsen, D.V.M.
President
8832 Blue Jay Lane
Salt Lake City, Utah 84021
(801)581-6991

Product/Services: Life Extenders Corporation is
supporting research and development of a magnetically
suspended blood pump and urinary tract prosthetics.



METALS MANUFACTURING COMPANY

Stanley M. Tschaggeny, Ph.D.
Secretary-Treasurer
2395 South 2570 West
West Valley City, Utah 84119
(801) 972-0911

Product/Services: Metals Manufacturing Company has
manufacturing and producing a novel display stand inven¥pn
by Professor Robert Bliss, Dean of the Graduate School
Architecture.

(*)MOTION CONTROL, INC.

Mr. Thomas A. Wiita, President
1005 South 300 West
Salt Lake City, Utah 84101
(801) 364-1958

Product/Services: Motion Control, Inc. currently
manufactures and sells the UTAH ARM(tm), PHORESOR(tm),
the SPAD (subcutaneous peritoneal access device). Both
the UTAH ARM(tm) and PHORESOR(tm) are commercially
available with limited sales being made worldwide. The
SPAD is currently under an investigational device
exemption and is being implanted for the intra-peritoneal
delivery of insulin for diabetics.

(*)RESEARCH INDUSTRIES CORPORATION

Gary L. Crocker, President
1847 West 2300 South
Salt Lake City, Utah 84119
(801) 972-5500

Product/Services: Research Medical Inc. was formed by
Research Industries Corporation and is licensed under
neural prosthesis technology developed by Larry J.
Stensaas, Ph.D., of the Department of Physiology. FDA
approval has been recieved with the prosthesis being
available for use in early 1986.



(*)SARCOS GROUP. INC.

Stephen C. Jacobsen. Ph.D.
President
274 South 1200 East
P.O. Box 8881
Salt Lake City. Utah 84108
(801) 583-8330

Product/Services: Sarcos has been licensed by the
University of Utah for the developments produced in thel
Center for Biomedical Design within the College of I
Engineering of the University of Utah. The primary focps
of Sarcos is in the area of robotics and advanced research
technologies. i

(*)SOUTHERN CROSS VENTURES. INC.

Mr. Denny W. Nestripke. Director
311 South State Street. Suite 410
Salt Lake City. Utah 84111
(801) 355-0500

Product/Services: Southern Cross Ventures was created.
at the same time as Vascular International for the purppse
of developing the nonmedical technologies formerly •

i

licensed to Biomedical Technologies in conjunction wit~

the work of Donald J. Lyman. Ph.D. .

(*)STATE-OF-THE-ART COMPANY

84124

Jeffrey L. Fox. Ph.D.
3303 Chaundra Avenue
Salt Lake City. Utah
(801) 581-7261

~
I

Product/Services: State-Of-The-Art Company is license~
under a pharmaceutical software technology developed b~

Jeffrey Fox. Ph.D •• of the College of Pharmacy. This I
software is designed for pharmacists and other special~sts
in the field to enable them to evaluate the various I
medications received by a patient. I

!
1
I
I

!
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(*) SYMBION, .INC.

Robert K. Jarvik, M.D., President
825 North 300 West
Salt Lake City, Utah 84103
(801) 531-7022

Product/Services: Symbion, Inc. is the manufacturer of
the JARVIK-7(tm) artificial heart and the INNERAID(tm)
artificial ear, both of which are currently being
evaluated in patients. Symbion Inc. is actively
supporting research at the University of Utah in the
artificial heart and the artificial ear projects as
as supporting a joint research effort with MIT on the
artificial ear. Symbion, Inc. also is working in the
of sophisticated electronic stethoscope technology.

(*)TECHNISCAN, INC.

Steven A. Johnson, Ph.D.
1155 East 300 South, *8
Salt Lake City, Utah 84102
(801) 581-7399

Product/Services: Techniscan has been licensed with
ultrasound imaging technology that has been developed
Dr. Steven A. Johnson primarily at the University of
Utah. Dr. Johnson is currently organizing a company
around this technology and the University of Utah has
equity position in this particular company.

UTAH INNOVATION CENTER, INC.

Don A. Stringham, Director
417 Wakara Way
Salt Lake City, Utah 84108
(801) 583-4600

Product/Services: The Utah Innovation Center Inc.
formed an agreement that the University of Utah would
transfer whatever rights it retained in technology
developed by the Utah Innovation Center while the same
an organization within the University of Utah under
colleges of business and eng~ne~ring while supported
grant from the National Science Foundation. The
University of Utah Research Foundation is to receive
equity position in the first investment pool establi
by the Utah Innovation Center Inc.



(*)VASCULAR INTERNATIONAL, INC.

Donald J. Lyman, Ph.D., President
4750 Wiley Post Way, Suite 140
Salt Lake City, Utah 84116
(801) 537-7137

Product/Services, Vascular International Inc. (VII)
been licensed under the synthetic vascular graft
technology developed by Donald J. Lyman, Ph.D. Vascula
International currently has approval from the FDA to
conduct human implants of the synthetic vascular graft
work is currently progressing with this technology.

(*)WAK-UTAH, INC.

Mardee W. Hagen
c/o Division of Artificial Organs
535 Dumke Building
University of Utah
Salt Lake City, Utah 84112
(801) 581-6296

Product/Services, WAK-Utah is licensed under the
wearable artificial kidney technology developed within
Division of Artificial Organs and the Center for
Biomedical Design of the University of Utah. The devi
is a wearable, hemodialysis, hemofiltration and/or
diafiltration apparatus.

(*)ZiNETICS MEDICAL TECHNOLOGY CORPORATION

Russell G. Card, Executive Vice ~resident

Number Nine Tempest Park
2212 South West Temple
Salt Lake City, Utah· 84115
(80l) 466-7809

Product/Services, Zinetics Medical Technology
Corporation is licensed under the novel sensor
developed by Jeffrey D. Owen, Ph.D. and Harold (Mack)
Brown, Ph.D., of the Departm~nt of Physiology of the
University of Utah.
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WHEREAS~., hereinafter referred to as the Cooperator, and t~e

'Agricultural Research Service of the U.S. Department of Agriculture,

and

WHEREAS, the Cooperator is authorized to cooperate with any other Stat~,

local, or national organizations or agencies whether voluntary or creafed

by the law of any ·political division thereof, and to enter into contra¢ts

and agreements within and without the State; and

WHEREAS, the Cooperator is in a position and is willing to provide cer~ain

cooperation and funds to ARS for a study on embryo vaccination for theJ

control of coccidiosis in chickens; and

WHEREAS, the evaluation of the efficacy of the respective technologie~ of

ARS and the Cooperator to induce coccidiosis control and/or preventio~ is

needed; and

WHEREAS, it is the intention of both parties to this Cooperative AgreJment

that such investigational work shall be for their mutual benefit, the

benefit of the people of the poultry industry, and the benefit of the

people of the United States;

NOW, THEREFORE, for and in consideration of the covenants and agreemepts

herein contained, and for other good and valuable considerations, thel

parties mutually agree as follows:

'-'~
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Definitions:

1. Subject Invention shall mean any invention or discovery concei~ed
f, }

or first reduced to practice in the course of work performed upder

this Agreement and any modifications to or extensions of this

Agreement by an employee of ARS or, jointly, by an employee oflARS

and by an individual employed by the Cooperator in whatever

capacity and which such Invention may be patentable or otherwiLe

protectable under Title 35 of the U.S. Code, under 7 U.S.C. 23k1

et seq. or under the patent laws of a foreign country.

conditions as may be reasonable under ~he circumstances and

2. Patent License shall mean an exclusive license agreement cover~ng
]

one or more subject inventions. Such patent license shall con~ain

terms and conditions which are consistent with the reqUirement~ of
~

35 U.S.C. Sections 209 (a), (b) and (f) and such other terms apd

~
agreed

upon through good faith negotiations.

~____'L_~_..o.__..__
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B. The Cooperator Agrees:

1. To share in the costs of the research activity by contributing

$20,000 to ARS upon execution of this Cooperative Agreement and

such additional sums from time to time as may be mutually agreed

upon for the conduct of cooperative research contemplated under

this Cooperative Agreement. Additional contributions shall be

made by amendment to the Cooperative Agreement.

2. Funds contributed for research will be deposited in the United

States Treasury, through the United States Department of

Agriculture, ARS, and will be expended according to pertinent

Department of Agriculture regulations. Checks shall be made

payable to the Agricultural Research Service, and shall be lil~d

to: USDA, ARS; Budget & Fiscal Officer, Beltsville Area: Bldg.

003, BARC-West; Beltsville, Maryland 20705.

3. To consult with representatives of ARS in planning the research

activity to be performed under this Cooperative Agreement and il

defining the criteria for evaluation.

4. Provide hatching eggs for subsequent incubation and ~ination

5. Conduct in-ova administration of candidate compounds as nrovide,.
by ARS.
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6. Transport newly hatched chicks to the Animal Parasitology

Institute, Beltsville, Maryland.

7. Assist in any purification required to improve the delivery

and/or effectiveness of candidate compounds.

8. Keep complete accounts and records relating to the

trials as ARS may request. All such records shall be

for inspection by ARS at reasonable times and they, or true

thereof, shall be delivered to ARS upon request.

9. Promptly make written disclosure to ARS of any inventions

identified in paragraph 0.12. which are relevant to this

agreement.

10. Treat subject inventions as it would its own proprietary

in order to preserve the opportunities for obtaining patents

covering subject inventions.

11. That upon request, the Cooperator will provide to ARS all

information in its possession pertaining to subject inventions

which may be necessary or useful in the preparation, filing,

prosecution of patent applications covering sU~ject inventions



Page ( of I?
t

12. Provide writcen notification to ARS prior to abandonment or Subh

other act which

to expire prior to its maximum allowable statutory period in ~he

right at its own expense to assume responsibility for such

country where such action is contemplated. ARS shall have thJ

paJent

properties hereunder. Such patent properties shall be excludJd
{

from any patent license and ARS shall have the right to licenJe

such patent properties to third parties.

C. ARS Agrees:

1. To consult with representatives of the Cooperator in Planninglthe

research activity to be performed under this Cooperative

Agreement.

2. To make available to the Cooperator the necessary materials fJr

vaccination. feed. associated facilities. and labor as may be

required by the Cooperator for the proper conduct of the

study.

,0

'l
reset..rch

1
":1

~

i
3. To keep complete accounts and records relating to the experimrntal

trials as the Cooperator may request.

f
i:

All such records shallibe
?,

"

beA final written report containingupon request.

available for inspection by the Cooperator a~ reasonable time~ and
g

they. or true copies thereof. shall be delivered to the Coopetator

all data Sha~l
~

supplied to the Cooperator by ARS within sixty (60) days of the

completion of each trial.
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5. Supply candidate coccid~al antigens for in-ove administration by

the Cooperator.

6. Oversee and conduct the boosting and challenge phase of the

trials.

7. To provide housing, feed, and rearing of birds for these trials

8. To maintain and provide the parasite cultures needed for the

challenge infections.

9. To collect the data, analyze results, and report thereon.

D. It is Mutually Understood and Agreed:

.. .. .. • • • -'I •

.! __ ~__ ........ __ u .... .... .... __ .... ..:

1. This study will involve 5 battery trials to determine the

effectiveness of embryo vaccinat:Luu .LU.L LoUt:: '::>ULJ~t::":lut:UL. J:.I.LUL.t::~L..:LYU

of chickens exposed to a live oraL cna~~enge w~~n av~an COCC1Q~~

Specific, detailed protocols will be developed prior to each

trial. In general, chicken embryos will be injected with _.... ..: .
...c~

,three days prior to hatch. These antigens may be either parasite

fractions, extracts, or genetically engineered parasite ...... ..:.

Additional boosting immunizations may be given' at various times
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after hatching. The chickens will be exposed to an oral
i

challerjge

with coccidial oocysts at a later date. Parameters measured tol

determined protection will include feed conversion, weight gainl

mortality, and oocyst production. Other parameters including j

!
serum antibody levels may also be measured if deemed appropriat~.

i

2. That funds contributed by the Cooperator for research remaining

unobligated at the conclusion of any fiscal year may be utilize~

during any ensuing fiscal year in a continuation of the project/

herein described.

3. Facilities, equipment, and supplies purchased with ARS funds shhll

become and remain the property of ARS.

4. The research work conducted by ARS under this Cooperative

Agreement shall be carried out according to plans mutually

upon and acceptable to both parties.

ill

agre~d

5. The Cooperator shall in no way be responsible for any injury tq
J

the property or person of ARS and ARS shall hold the cooperato~

harmless from any claims or damages for any injury (including I
~

death) to third persons or to their property arising out of thJ

presence, handling, or feeding of ARS'
j

or the Cooperator's an~als

unless due solely to the negligence of the Cooperator or its

employees. Claims for damages shall be handled in accordance

Federal Tort Claims Act procedures.

___m. _

~

1.th

_ ...__N
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6. Research data which are collected, compiled, and evaluated

this Cooperative Agreement shall be shared and mutually

interchanged by the Cooperator and ARS.

7. In o~der for ARS and the Cooperator to carry out this research

study, it will be necessary for both parties to share certain

technical or business information and sample materials which

together are considered confidential information. ARS and the

Cooperator agree that this confidential information will be

only for the purpose of this study and will ensure this

by not transferring this confidential information to any third

party in accordance with Paragraph 8 below. The parties also

agree not to have these materials analyzed and to return any

unused compound to the party originally supplying the material

the termination of this study. ARS and the Cooperator also

to bind any individual who will participate in said trial to

confidential clause.

8. Confidential information developed under this agreement shall

governed by the following procedures:

8.1. Confidential information not reqUired for the successful

completion of this research should not be shared with the nthe

party of this agreement,
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8.2. Confidential information required to successfully conduct

the research and which normally would be included in scientific

publications shall be protected by a period of confidence

det.ermLnad at the time of submission, but should not exceed one

(n year. Upon request by either party. the period of

will be extended for a period of up to one (1) additional year

based upon justification provided by the requestor that is

acceptable to the other party;

8.3. Confidential information required to successfully conduct

the research but which does not need to be included in a

publication (e.g. information on personal safety) will not be

revealed without the permission of both parties.

9. The final results of this undertaking will be made available to

both parties.

10. ARS reserves the right to publish the results of the study,

excluding confidential information as prescribed in Paragraph 8

above. Before publication, ARS will give the Cooperator a ~h;~

(30) day opportunity to review the manuscript and provide

suggestions. However, final decision as to the content will

remain with ARS. The Cooperator reserves the right to utilize

data in the final report in scientific and promotional
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At no time will the results be utilized in a manner to imply th~.

endorsement of any product by ARS. Publication and/or other

disclosure of the results of this cooperative research shall bel

delayed as necessary to preserve both U.S. and foreign patent

rights on subject inventions arising from this agreement. The

party requesting such a delay must demonstrate due diligence iq

seeking a patent on the invention.

11. Any public information released concerning work carried out

this cooperative agreement will describe the contribution of

parties to the research effort.

f'
}

un'i1er

bhth
j'

12. All rights, title and interests in a subject invention made wider
}

this agreement solely by an employee of ARS shall be owned by MRs.
~

Any subject invention made jointly under this agreement byatl
I

least one employee of ARS and at least one employee of the
f

Cooperator shall be jointly owned. Any invention made under this

agreement solely by an individual employed by the Cooperator fhall

be owned by the Cooperator, provided ARS is granted a royaltyl
f
f

free, nonexclusive, irrevocable license to practice the inven~ion
~

for U. S. Government purposes.

'---'-~'~-"- .----- .--...~--~
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13. The Cooperator and ARS shall confer periodically to report subj

inventions to each other and discuss which subject inventions

shall be the 'subject of patent applications.

14. The Cooperator shall be entitled, pursuant to the requirements

Paragraphs D.12. and D.13., to obtain a patent license with the

right to sublicense all subject inventions included hereunder.

The Cooperator shall apply to the National Technical

Service (NTIS), Department .of Commerce for a patent license.

15. In the event that, after a period of good faith negotiations,

and the Cooperator are unable to agree upon reasonable terms

conditions under which subject inventions would be included in

patent license, the rights and obligations of the parties here

with respect to the subject inventions involved shall cease.

16. The continuance of the Cooperative Agreement is subject to

by the Congress of the United States of America of an

appropriation of funds from which expenditures may legally be

to coverARS' contribution.

17. Copies of correspondence between the Cooperator and the

Departmental Officer's Designated Representati~e shall be sent

the Authorized Departmental Officer, USDA, CAD; 4th Floor, NAL

Building, BARC-W, Beltsville, Maryland 20705.
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18. The duration of this Cooperative Agreement is as given in the

Period of Agreement Block of the Form ARS-451, a part hereof.

This duration is automatically extended to the duration of an

exclusive license(s) granted the Cooperator to any patents

under this Cooperative Agreement.


