SERVICING AGREEMENT

between__ ‘ n (hereinafter called "Universi

and University Science, Engineering and Technology, a Delaware corporation, with pring
offices at 1465 Post Road East, Westport, Connecticut 06880 (hereinafter called USET);

WHEREAS, it is contemplated by the parties hereto that UNIVERSITY will

rights to technology made by its employees and others in accordance with its policies

AGREEMENT made this ~ day of . 1988,

¥
ipal

OWI

and

procedures and that UNIVERSITY will have the full and exclusive right to license or have

licensed on its behalf such technology;

WHEREAS, UNIVERSITY desires that certain technologies which UNIVERSITY

may hereinafter obtain during the term of this AGREEMENT be utilized in such a manner

as to develop their commercial utility and to develop the maximum reasonably obtainable
income both in the interests of UNIVERSITY and the public, and that such rights be

administered in an effective manner;

WHEREAS, USET has been organized under the laws of the State of Delaware fonf

the purpose of commercial exploitation and administration of technology and is willing to

undertake such functions under the terms set forth in this AGREEMENT.

NOW, THEREFORE, for good and valuable consideration, the receipt whereof is

hereby acknow]edged and the mutual performance of the undertakings herein, it is agreed

by the part1es hereto as follows:

Section 1. Definitions

A, The term "Inventors" shall mean UNIVERSITY’s faculty (including Research = -

Investigators), and staff members, and other persons from whom UNIVERSITY may aéquire

title to technology in accordance with its policies.
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B. The Term "Technology” shall mean inventions, invention disclosures, know-
‘how, trade secrets, software, biological, chemical and engineering materials, whether or;not
subject to intellectual property protection, patents and patent applications all acquired byi the
UNIVERSITY after the date of this AGREEMENT but excluding divisions, continuation, or
continuations-in-part of patents or patent applications or reissues of patents acquired byi the
UNIVERSITY prior to the date of this AGREEMENT. In addition, the term shall include
disclosures of specific research projects that the UNIVERSITY believes may result in any of
the above categories of technology and for which project the UNIVERSITY is seeking

funding from the private sector.

C.. The term "Intellectual Property" shall mean patents, copyrighted technology,

trade secrets or the protection of semiconductor chip products.

D.  "Technology covered by this AGREEMENT" shall mean technology which |
arises during the term of this AGREEMENT which USET elects to administer in accordance
with this AGREEMENT and other technology which the parties hereafter mutually agrée to
administer in accordance with this AGREEMENT. | |

Section 2. Obl_igations of USET

USET, from and after the date of the AGREEMENT, shall perform the following
services for UNIVERSITY:

A, USET shall begin, with reasonable - diligence and with the cooperation of
UNIVERSITY, and thereafter shall pursue, at its expense an educational program for
University staff and Research Investigators describing the USET services available to theé
University, the benefits of managing University technology and the process of identifying,
protecting and licensing such technology. USET shall also, upon request by UNIVERSITY
provide consulting services to University on intellectual property issues in connection to

specific University technology or research grants and.contracts.
B. USET shall enter into a program of licensing (and when appropriate

assignment of) technology covered by this AGREEMENT, on the basis of the technology’s

commercial potential, the availability of  intellectual property protection and reasonabie
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corporate prudence. USET shall consult, as appropriate, with UNIVERSITY administrat
personnel and the Inventor(s) in order to plan such licensing strategies for such technoto

USET shall further consult with appropriate UNIVERSITY administrative personnel prior

assignment or grant of exclusive licenses on technology covered by this AGREEME!
provided, that USET shall have final authority to implement license strategies and g:

licenses. .

ive
gy.
to
NT;

ant

C. - USET shall provide licensees, prospective licensees and assignees with

information obtained from UNIVERSITY in order to permit more profitable return
UNIVERSITY from the administration of technology covered by this AGREEMENT,

to

D, USET employees and/or consultants shall visit UNIVERSITY and interview
Inventors at the UNIVERSITY within the framework of UNIVERSITY's present
administrative procedures on a regular basis, and UNIVERSITY agrees fully to coopezgrate

with such USET employees and consultants.

E. USET shall provide periodic written status reports regarding its activities

hereunder:to UNIVERSITY during the term hereof.

Section 3. | USET’s Rights

A, UNIVERSITY agrees that it will not hereafter, during the term of

this

AGREEMENT, without the express written consent of USET execute any license or take

any other action contrary to the rights granted or to be granted to USET in accordance with

the terms of the AGREEMENT.

B. Nothing contained herein shall authorize either USET, or any of its licensees

to use UNIVERSITY’s name in any advertising or advertising of products or proce

5508

licensed hereunder without the prior specific written authorization of UNIVERSITY;

however, - USET may advise others of the sources of technology covered by
AGREEMENT and may disclose the existence of this AGREEMENT.

SERVAGRE July 13, 1988 . : -

this




Section 4. Management of Technology

A, It is recognized by the parties hereto that subsequent to the execution of

AGREEMENT and thereafter that the UNIVERSITY will receive disclosure of technol

this
DEY

from UNIVERSITY Inventors in compliance with University policy. All such disclosures of

technology shall be promptly submitted in writing to USET during the term of
AGREEMENT for evaluation of its commercial potential.

The parties recognize that, by virtue of the activities of USET’s employees,

the

that

USET may from time-to-time receive technology disclosures directly from UNIVERSITY’s

employees. In such event, USET shall provide copies of such disclosures to UNIVERSITY

and will evaluate them as described above.
. dseloss e C_
B. At the time of submitting a RS technology disdissgre to USET
within thirty (30) days after USET notifies UNIVERSITY that USET has received 8%
from UNIVERSITY’s inventors, UNIVERSITY shall advise USET of aﬂy outstand

or
1me

ing

commitments or obligations which might prevent such technology from being subjected to
this AGREEMENT or might limit USET’s ability to license or otherwise convey nghts

thereto, and shall advise USET of any publication (including the date thereof) pertammg to

such technology (and shall provide USET with a copy of such publication if reasona
possible.)

| C. UNIVERSITY grants to USET the right to disclose to actual or poter

licensees, information regarding a technology, -upon condition that the disclosure

1bly

1tial

is

accomplished in a manner and form sufficient to protect and safeguard the prospective

intellectual property rights thereto, and, subject to the aforesaid condition, UNIVERSITY

waives any claim relating to USET's disclosures made durmg attempts to license said

inventions.

. D.  USET will notify UNIVERSITY in writing within six (6) months from a
complete disclosure of a technology from UNIVERSITY, whether or not USET elects to

administer such technology in accordance with this AGREEMENT.
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USET will notify UNIVERSITY within sixty (60) days of the receipt of an
incomplete disclosure of a technology on the information needed for complete the disclosure,
and such disclosures will be held in abeyance pending receipt of such information, at which
time such six (6.) month period shall co‘mmence. .

E. In the event USET does elect to administer a technology in accordance with
this AGREEMENT, UNIVERSITY agrees to assign and hereby does assign to USET its
entire right, title, and interest in and to such technology, subject to any previous
commitments made or limitations incurred by UNIVERSITY, as for example, under certain
United States Government grants and/or contracts (but no commitments or limitations

incurred by virtue of UNIVERSITY’s regulations or agreements with its Inventors).

F. In the event USET does not- elect to administer a technology in accordance
with this AGREEMENT, or fails to give timely notice of its election to administer a
technology in accordance with this AGREEMENT, then USET’s entire right, title, and
interest in such technology shall terminate and the UNIVERSITY sh_all be entitled to pﬁrsue

any and all activities related to such technology without involvement of USET.

G. UNIVERSITY retains the right to enter contracts and receive grants in
support of research to be performed at UNIVERSITY, If USET elects to administer; any
technology in accordance with this AGREEMENT v#hich arises from research supported by
such a contract or grant containing terms providing preferential treatment of licenses to the
contractor or grantor, USET agrees to perform all servicing obligations with respect théreto

in accordance with such terms.

H, Within six (6) months following notice by USET of its election to administer
a technology in accordance with this AGREEMENT, USET will: (i) complete a patent
novelty search for the technology, elect to file a- patent application thereon without

conducting a patent novelty search or pursue other means of intellectual property protecﬁtion,
or (ii) notify UNIVERSITY of - USET’s termination of interest therein, Wiéithin
approximately one (1) year after the six (6) month period. referred to in this Section é(H),
. USET will either (i) complete the timely filing of -a U.S. patent application for the
invention, establish other means of intellectual property protection, or (ii) ngotifj
UNIVERSITY of USET’s termination of interest therein.

SERVAGRE  July 13, 1988 ' : ' -5 -




Section 5. Patents and Patent Costs

A. Subject to the provisions of Section 4, USET shall, when it deems necessary,

promptly file or cause to be filed patent applications in any country or countries of

world, including the United States. Such patent applications shall be filed and prosecu

the
ed,

and any patents issuing thereunder to Inventions covered by the AGREEMENT received

from UNIVERSITY shali be maintained, at no cost to UNIVERSITY. UNIVERSITY ag

to sign or cause to be signed all documents or papers and take any other action necessary

effect such filing and prosecution. In the event USET decides not to file a pa
application on an Invention covered by this AGREEMENT, or to abandon a filed pal
application or issued patent, it will notify UNIVERSITY of such decision within adeqi
time for UNIVERSITY to file a patent appIicatiori or such Invention or continue
prosecution of such application or maintenance of such issued patent, as the case may
and will promptly transfer all of USET’s rights therein to UNIVERSITY, thereby dele
the same from the scope of this AGREEMENT.

B.  As to foreign patent rights on Inventions covered by this AGREEMENT
USET files for foreign patents, USET may first deduct the foreign filing, prosecution,

rees
y to
fent
tent
rate
the
be,
ting

, if
and

maintenance cost from royalties or other income derived from the licensing or other

:

handling of the particular Invention or Inventions involved, and the remaining royaltie% or

other income shall be shared-as set forth in this AGREEMENT

C. In the event any technology covered by this AGREEMENT becomes involved

in litigation, USET will pay the expense of same. WSET shall be entitled to deduct its

litigation expenses from any recovery or royalties related to the technology that is

the

subject of the Suit, with the balance of the recovery, if any, or the remainder of such

royalties, as. the case may be, to be shared in accordance with the royalty sharing provisions

of this AGREEMENT. Notwithstanding the foregoing, USET may transfer some or al

1 of

the  power . of litig_ation and the costs thereof to an exclusive licensee under a technology

covered by this AGREEMENT and permit the Licensee to set-off its litigation costs from

royalties otherwise due. In no event shall UNIVERSITY be required to become.a party to

any such suit initiated by USET or any licensee without its express permission.
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Section 6. Representations and Warranties by UNIVERSITY

UNIVERSITY represents and warrants:

A. - That pursuant to its existing intellectual property protection policy of (a cbpy

of which is attached hereto and marked "Schedule A") it will acquire all rights to

the .

technology, inventions, invention disclosures, know-how, trade secrets, patents and patent

application made by Inventors and that it has the full right and power to assign such subject
matter to USET hereunder, '

B. That it now has the right to enter into this AGREEMENT and intends
hereafter to comply with the terms thereof (including without limitation that it willinot
change its policies in derogation of the rights conveyed and to be conveyed‘ to USET
hereunder).

Section 7. Payments and Considerations
A, USET shall collect and receive in its own name all royalties, fees or other

remuneration hereafter to be due or accruing by reason of the licensing, sale, lit’igatioil or

other exploitation of technology covered by this AGREEMENT.

B. With respect to any royalties or other income received by USET for
licensing, sale, litigation or other exploitation of any technology covered by

the
this

AGREEMENT, subject to the provisions of Section 5B and C, USET shall retain forty
percent (40%) thereof and shall pay over to UNIVERSITY the remaining sixty pe:fcent

- (60%). From its share of such royalties or other income, UNIVERSITY shall campensaté

the

Inventors of UNIVERSITY in accordance with its applicable policy, and USET agrees to
pay to UNIVERSITY the sum of Two Hundred Dollars (§200.00) at the time a United States

patent application is filed for each Invention covered by this AGREEMENT, providedé

that

only one such payment shall be made with respect to a series of patent applications covejring

a number of related inventions made by a common Inventor(s), and UNIVERSITY agre::s to

forward said sum to such Inventor(s) on behalf of USET.
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C. All royalties or other payments received by USET and attributable to
licensing of Inventions covered by this AGREEMENT shall be accumulated by USET

the

and

amounts due to UNIVERSITY shall be paid to UNIVERSITY semiannually _each year on or

about each January 15 and July 15, together with an accounting of the source of such

amounts.

D. USET shall keep accurate books and records of its mcome and recejpts
hereunder and of disbursements, and UNIVERSITY shall have the right to inspect such

books and records, at reasonable intervals and at reasonable times.

Section 8§, Term

A. The term of this AGREEMENT shall be from the date hereof for a perio

1 of

five (5) years and shall be automatically renewed for additional one (1) year peraods

thereafter; provided, however, that either party shall have the right to terminate |

thls

AGREEMENT at the end of the initial five (5) year period or any subsequent penod

thereafter by providing written notice of termination to the other party at least thirty 3‘(30)

days prior to the end of any such period. Notwithstandiﬁg the expiration of

AGREEMENT or earlier termination as provided hereunder, and with respect to

this

any

technology covered by this AGREEMENT, this provision hereof relating to such

technologies shall survive such expiration or earlier termination until the expiration of

. last to expire of any patents issuing on each such technology,

the

B. If, after three (3) years from the issue date‘_'of any patent issuing on an

technology covered by this) AGREEMENT, it shall be teasonably determined

by

UNIVERSITY that USET has failed to produce the maximum utilization or return which
might be expected from commercial developm_ent_ of such t_echnology,_UNIVERSIT Y shall,

upon sixty (60) days written notice to USET, have a right to reassignment of such

technology (including the patent or patents relating thereto). During said sixty (60)
period the parties agree to negotiate concerning alternate procedures to such reassignm

but during said time USET shall not grant any license under the. technology covered by"said

notice without the consent of UNIVERSITY.
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If USET desires to dispute the reasonableness of such determination |
UNIVERSITY, such dispute shall be shall be settled by arbitration in accordance with
rules of the American Arbitration Association then in effect. The arbitrator’'s decision a

such reasonableness shall be final and binding upon the parties. Upon maturation of

by
the
3 0
the

right to reassignment, USET shall, in fact, reassign to UNIVERSITY by written instrum%ent.

The demand for arbitration must be make within thirty (30) days after expiration of %aid

sixty (60) day period and the costs of such arbitration shall be borne by the party who does _

not prevail,

In the event of such reassignment, USET shall receive and retain a royalty for

the

life of said technology arising from any license or similar agreement consummated prior to

the demand for the recapture of said technology, in the amount it would have received
retained had the technology not been reassigned to UNIVERSITY.

and

C. In the event of receivership or bankruptcy of USET, or in the event USET

shall make an assignment for the benefit of creditors or shall go out of business,
AGREEMENT shall terminate and, in such event all right, title and interest in and tg
technologies covered by this AGREEMENT then owned by USET pursuant to and under

this
all
the

terms of this AGREEMENT shall automatically revert to UNIVERSITY, In the event of

such reversion, USET shall receive and retain royalties from and for the full term of
licenses or similar agreements consummated prior to the received and retained had
technologies not reverted to UNIVERSITY.

any
the

D. If either party shall at any time during- the term hereof commit any breach of

any material covenant or agreement herein contained, and shall fail to remedy any §

uch

. breach within sixty (60) days after written notice thereof by the other party, such other

party may at its option terminate this AGREEMENT by notice in writing to such effect
addition to such other remedies as are provided by law.

E. The termination of this AGREEMENT for any cause shail not affect
terms of any licenses, sales or other grants theretofore entered into by USET, and

, in

the
no

termination shall relieve USET or its successors of its obligation to pay UNIVERSITY its

share of royalties. due or to become due or accrued under Section 7 hereof, or shall relieve
UNIVERSITY of the obligation set forth in Section 8 B to pay a continuing royalty
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hereunder.

attributable to services of USET, the right to which continuing royalty accrued prior to s

termination.

Section 9. Miscellaneous

A.' - This AGREEMENT shall be interpreted and enforced under the laws of

State of Connecticut,

“B. Any payment, notice or other communication required or permitted ta

uch

the

be

made to either party hereunder shall be sufficiently made or given on the date of mailir;_g_ if

sent to such party at its address given below, or such other address as it shall hereéfter

designate in writing, as follows:

In the case of USET

President

USET

1465 Post Road East
Westport, Connecticut 06881

In the case of UNIVERSITY

President

C. ‘This AGREEMENT shall be binding upon and shall inure to the benefit of

the successors or assigns of UNIVERSITY, but USET may not assign this AGREEM];ENT

nor any interest under this AGREEMENT without the prior written consent
UNIVERSITY, except that USET may assign its rights to monies due or to become
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GREEMENT :
.This Agreement, effective as of ‘ , is by and between:
the parties: _ _
MAXWELL RESEARCH FOUNDATION, a corporation organized under the
laws of and having its principal offices at ,
' " (hereinafter "Foundation")
AND
THE NATIONAL INSTITUTES OF HEALTH, a Bureau of the Public Health
Service of the Department of Health and Human Services located at
— Bethesda, Maryland (hereinafter referred to as
"N.I.H."); L o
WITNESSETH THAT;
WHEREAS, the N.I.H. has sought. and continues to seek the
advancement of knowledge through research:;
WHEREAS, the N.I.H. desires that the useful results of its
research be made available to 5001ety through established avenues of
trade and commerce;

[
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WHEREAS, the Foundation has personnel and facilities for
conduct of research, and the know-how and management skills fo

development of new products and processes based on scientific

research;

WHEREAS, the Foundation seeks to advance scientific resea
source for products for meeting human needs;

WHEREAS, the N.I.H. recognize that each can benefit from
relationship in biomedical research extending over a span of vi
that will provide present and potential facilities and financi
support for the N.I.H., while enhancing the understanding and
their respective scientists by close interaction among them;

WHEREAS, the N.I.H. and the Foundation believe that Found
support of biomedical research can lead to enhancement of thei
respective capabilities and render important long range benefi
the N.I.H., to the Foundation and to society;

WHEREAS, the N.I.H.

through the incentive of the protection of the Patent System u
by the parties and made available through the Foundation;

. WHEREAS, the N.I.H.
of freedom to publish must be preserved by the Agreement and s
a guiding principle in its administration;

WHEREAS, thé N.I.H. and the Foundation recognize that the
guidelines on Conflicts of Interest expresses principles appli

N.I.H.and Foundation relationships:;

WHEREAS, the N.I.H. and the Foundation are prepared to un
a collaborative effort in the field of biomedicine under the E
Technology Transfer Act of 1986 and Executive Order 12591 with

on

and the Foundation believe that biome;
inventions are 11ke1y to be brought into public use for publlc

the
r the

rch as a

a

ears

al
work of

ation
r
ts to

dical
benefit
tilized

and the Foundation recognize that the concept

hall be

N.I.H.
cable to

dertake
ederal
a focus

r

where the N.I.H. currently has substantial personnel and facil
for the conduct of research and a field where the Foundation e
to increase its in-house research emphasis; and

WHEREAS, the Foundation proposes to provide significant £
and financial support to the N.I.H. in furtherance of this ;
collaborative effort according to the terms set forth in this
Agreement.

NOW, THEREFORE, the parties hereto agree as follows:

| ARTICLE I
PURPOSE AND SCOPE OF THIS AGREEMENT

ities
xpects

acility

. The purpose of the present Agreement is to provide a framework

within the Federal Technology Transfer Act of 1986 and Executi

P

ve Order
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12591 to govern conduct of this collaborative effort under whi
multiple research Projects (as hereinafter defined) can be und
This Agreement is designed to recite the provisions which wouli
to all Projects authorized by the Advisory Committee under the
(as. hereinafter defined).

ARTICLE II - DEFINITIONS

2.1 "Program" means all research activities performed by
the N.I.H. under this Agreement which are authorized and funde

Advisory Committee (as hereinafter defined) and Program Direct

financial and facility support provided by the Foundation.

2.2 "Project" means a specific research activity which ha
authorized and funded by the Advisory Committee from financial
facility support provided by the Foundation under the Program.
Projects shall be of three types: :

‘a)} . "Exploratory Projects": Those directed to fundamer

ch

ertaken.
d apply
Program

or for

d by the
or from

s been
and

ntal

research on basic scientific questions with a focus on

i
i

.

T

?

b)
with a focus on

"Specialty Projects": Those dlrected to applied research

and in which the Foundation sees more 1mmed1ate Pi
utility either in terms of technologies or product
both. These projects can be conducted within Foul

Research facilities w1th the concurrence of the Ad

Committee;

"Construction and Renovation Projects": Those
construction and renovation activities directed t

physical facilities required to accommodate and ei
the Program.

c)

2.3 "Advisory Committee" means those representatives of t
N.I.H. and the Foundation charged with administering the Progr
Advisory Committee comprises a Program Director who shall be C
and appointed by the N.I.H., three (3) additional members appo
the N.I.H., and four {4) members appointed by the Foundation.
members including the Program Director, shall have voting powe

2.4 "Project Investigator"™ means the scientist in charge

- of the Project award and the accepted operating policies and
procedures of the N.I.H.. A Project Investlgator shall be a N
employee qualified to be a principal 1nvest1gator on N.I.H. re
projects.

2.5 "Technical Developments” means any and all inventions
- discoveries, advances, know-~how, processes, devices, machines,
materials, software and other information arising from the Prc

2
nhance -

ractical
Es or

ndation
visory

he

am. The
hairman
inted by
All
r.

tof a
Project and responsible for its conduct in accordance with the

terms

.I.H
search

r

gram,

‘whether or not the same are patentable, copyrightable or otherwise

protectable by law.
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2.6 "patent" means any patent, certificate of invention,

inventors certificate, utility model or similar form of protect

tion, or

plant patent or other form of protection of plant material, granted
anywhere in the world covering an invention which is a Technlcal

Development, and owned by the N.I.H.. or in whlch the N.I.H. ha
assignable rights. ‘

2.7 "“Assigned Product" means any preduct covered by a cla

&

im or

made by or used in a process covered by a claim of an unexpired Patent
at the time and in the country wherein the product is manufactured,

used or sold, which claim has not been adjudicated invalid in
adjudlcatlon from which there can no longer be an appeal
Patent is assigned to the Foundation as prov1ded for in this
Agreement. : :

2.8 "Agreement of Program Part1c1pants" means the spec1me
agreement set forth in Exhibit A attached hereto.

ARTICLE III ~ TERM OF AGREEMENT
3.1 This Agreement shall be for a period of five (5) year

commencing and terminating , unless
terminated under the provisions of Paragraphs 4.3, 12.2 or 12.

3.2 On or about , the parties shall enter i
discussions as to whether both parties desire to continue the
beyond the normal termination date of ‘
is mutually desirable the parties shall proceed with negotiati
arrive at mutually acceptable terms and conditions for such
continuation. If continuations is not desired by either or b

If contin

a final

and which

2]

earlier
3.

nto

Program
uation
ons to

oth

parties, this fact shall be confirmed in wrltlng before the end of the

third year of the initial term of this Agreement.

3.3 If, in accordance with Paragraph 3. 2 the parties deci
to continue the Program beyond , then the Foundati
have the option of electing to continue its support, on a Proj
Project basis, for any Projects started but not completed duri
normal term. -the Foundation shall make such elections and the
shall negotiate in good faith mutually acceptable financial te
time extensions, not to exceed two (2) years in duration, prioc
expiration of this Agreement. All other relevant terms of thi
- Agreement shall apply to such term1na1 Progect contlnuatlons.

ARTICILIE IV - PROGRAM ADMINISTRATION

4,1 The Program shall be under the direction of the Advis

Committee chaired by the Program Director, , W

be assisted by the seven (7) other Committee members including

(3) members, namely
appoxnted by the N.I.H. and four (4) members, namely,

I

de not
on shall
ect by
ng the
parties
rms and
r to the
=

ory
ho shall
three

, appeinted by the Fou
The N.I.H. and the Foundation representatives on the Advisory

ndation.
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committee, other than the Program Director, may be changed at
appropriate intervals by either of the parties with timely notice to
the other party. . -

4.2 All actions to approve, defer or dlsapprove Program
activities and to fund new PrOJects, to provide supplemental or
continuation support to previously approved Projects or act1v1t1es,
and to discontinue prev1ously approved Projects or activities shall be
taken in convened meeting of the Advisory Committee. Any such! action
shall requlre approval of a majority of the members of the Adv1sory
Committee, i.e., at least five (5) of the elght {8) members.

4.3 Should the Program Dlrector or any nmember of the Adv1sory
Committee be unable to continue service, a replacement shall be
promptly appointed by the appropriate party. Program Director
replacements shall be mutually acceptable to the Foundation and the

N.I.H.; provided, however, that acceptance by the Foundation shall not

be unreasonably withheld. If the N.I.H. cannot nominate an acceptable_
replacement for the Program Director within one (1) month following

" the inability of the Program Director to continue service, the
Foundation may suspend its flnan01al support for the Program until an
acceptable Program Director is appointed. If such suspension j
continues beyond six (6) months, the Foundation may summarily treat
this Agreement as breached under provisions of Paragraph 12.2 and the
ninety (90) day notice provision of Paragraph 12.2 is not appllcable.

4.4 The Program Director shall convene a meeting of the Adv1sory
Committee at least once each calendar quarter and otherwise as
frequently as necessary to act on Program matters and pending ..
proposals, to review the financial status and progress of active
Projects, to deal with unanticipated problem areas, and to coﬁ51der
other matters concerned with the effectiveness of the Program., Except
in an emergency, notice of a scheduled meeting and an agenda therefore
shall be issued not less than two (2) weeks prlor to any such meetlng
Any Advisory Committee member may request convening of special
meetings and may have any matter related to the conduct of the Program
placed on the Advisory Committee agenda for the next or forthcoming
meeting by maklng such a regquest in writing to the Program Director
sufficiently in advance of the meeting to allow adequate preparatlon
for a productive discussion of the matter.

4.5 The Program Director shall, after each meeting of the:
Advisory Committee, distribute to all Committee members, whether
present at the meeting or not, a ertten Summary of matters con51dered
and actions taken. .

4.6 Should a member of the Advisory Committee not be able to
attend a given meeting, an alternate representative may be deélgnated
by so notifying the Program Director on a meeting by meeting basis.

If the Program Director is unable to attend a meeting of the Adv1sory
Committee, he may designate another N.I.H. member of the Advisory
Committee to chair the meeting and perform the functions of the
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Program Director at that meeting. However, it is understood by the
parties that the effectiveness of the Advisory Committee will be
promoted by continuity of membership and regular attendance at
meetings by members. _

ARTICLE V = PROJECT SELECTION AND IMPLEMENTATION

5.1 The Advisory Committee shall decide on both the Exploratory
and Specialty Projects which are to be supported under the Program.
The Advisory Committee shall strive to identify and fund Projects in
which the N.I.H. enjoys scientific leadership and in which the
Foundation has a meaningful interest.

5.2 The Advisory committee has ultlmate responsibility for
identification and selection of all Projects as well as for overall

and ongoing direction of the Program. As a general guide, the parties

- to this Agreement intend for the Program to embrace two (2) types of
Projects, namely, Exploratory Projects and Spe01alty Progects”
Ultlmately during the term of this Agreement, it is expected that
approximately eighty percent (80%) of the research effort would be
directed toward fundamental questions (Exploratory Pro;ects) whlle
twenty percent (20%) would be directed toward spec1f1c products
(Specialty Projects). The partles hereto recognize that facility
renovation and construction is to be funded as a Program actlvity
within the limitation of the.financial support specified in Article
VIII hereof.

5.3 Following the identification of a field of interest by the
Advisory Committee the Program Director shall seek Project proposals
from N.I.H. investigators functioning within the field of interest
described in this arrangement.

5.4 Project proposals, continuations and supplements thereto
shall be on forms provided by the Program Director. The Program
Director shall provide copies of Project proposals to all members of
the Advisory Committee at least one (1) month prior to the Commlttee
meeting at which such requests are to be considered. ;

5.5 Whenever the Advisory Committee has identified a fleld of
research of mutual interest, and has received an acceptable Progect
proposal, a Project may be created by the authorization of the
Advisory Committee in writing. The Project authorization shall
identify the Project Investigator, define the research activities to
- be pursued, the level of effort to be devoted to the Project by the
Project Investigator, include a budget covering all costs of such
research, define the time duration, facility use and such other terms
and condltlons as may be agreed to and be ‘approved by the Project
Investigator consistent with the purposes and conditions of this
Agreement.
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5.6 With concurrence of the Advisory Committee, and in
furtherance of productive interaction between scientists of the
Foundation and those of the N.I.H., the Foundation representatives on
the Committee shall designate a the Foundation Project Scientist who
shall act as the prlmary contact with each. Pro;ect Investlgator during
the conduct of a given Project. :

5.7 The Program Director shall submit to the Foundation in
writing summary reports of all important findings and results as soon
as available and detailed annual Program reports on each anniversary
of this Agreement. The annual reports shall include summaries and
conclusions for each active Project.

ARTICLE VI
INTERACTION BETWEEN THE FOUNDATION AND THE N.I.H,

6.1 To optimize the mutual benefit and collaboration 1ntended by
this Program, the parties desire that there be mutually produotlve and
continuing interchanges between N.I.H. and the Foundation scientists.
Accordlngly, the N.I.H. will ensure that all N.I.H. sc1entlsts engaged
in the Program are available to approprlate the Foundation sclentlsts
for consultation in the area of theilr respective Projects. Temporary
office space at the N.I.H. shall be made available to collaboratlng
the Foundation scientists. Further, selected specialty projects may
be undertaken by N.I.H. investigators with Foundation research
facilities. f

6.2 The N.I.H. agrees to permlt individual 501entlsts and
technicians from the Foundation, with the consent of the Program
Director and PrOJect Investigator and at the Foundation’s expense, to
spend approprlate periods of time in N.I.H. laboratories where Project
research is belng conducted toc learn techniques developed thereln, to
participate is mutually désirable; and to facilitate the transfer of
Technical Developments to the Foundation. The Foundation agrees that
its employees who are permitted to train and function in the |
laboratories of the N.I.H. pursuant to this paragraph shall be
required to observe the applicable policies of the N.I.H.. @

6 3 It is anticipated that interaction between the Pro;ect
Investigators and the Foundation Project Scientists will 1dent1fy
- facilities and capabilities of the Foundation which may be used by
"N.I.H. scientists to enhance the progress of Projects. Moreover, it
is appropriate that evaluation of the potential of research leads and
products be addressed through the interaction of the Project
Investigators and the the Foundation Project Scientists.

ARTICLE VIT - SCIENTIFIC REVIEW PANEL

7.1 To assess the scientific merit and cost effectiveness of
Projects supported by the Program, the parties hereto recognize the
need for periodic review by an independent panel of scientists. :
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7.2 During the third year of the initial term of this Agr
and every two (2) years thereafter, the Advisory Committee sha
commission a scientific review panel comprising at least four
distinguished scientists, not employees of the Foundation or N
to review al then-current Project work and to appraise the dir
of the Program, both gqualitatively and quantitatively.
the review panel should be designed to include scientists havi
clinical and pharmaceutical orientation as well as academic
orientation.

7.3 The review panel shall be réquired to issue a confide

Chief Executive Officer of the Foundation stating its views,
conclusions and recommendations regarding the scientific merit
cost effectiveness of the Program and Projects and the impact
Program on the respective institutions ‘involved.

7.4 Costs of the scientific review shall be paid from Pra
funds.

VIITI -~ PROGRAM FINANCES

8.1 The Foundation hereby agrees to provide to the N.I.H.
total support of the Program during the five (5) year term of
Agreement, the total amount of _ , to be adju
according to Paragraph 8.2, which shall cover both direct and
expenses of the N.I.H.. The N.I.H. agrees that this funding
disbursed solely in support of the Program.

[=~

=

8.2 Payment by the Foundation to the N;I.H. of the amount

specified in Paragraph 8.1 shall be limited to the vear budget
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recited in the following schedule which are subject to (i) annual

adjustment for inflation in accordance with this Paragraph 8.2, and
{ii) budget underruns carried forward from one year to the next with
approval of the Advisory Committee in accordance with Paragraph 8.9.
The parties hereto believe the following expenditure schedule reflects
the appropriate allocation of funds: '
Construction and

Agreement Exploratory Spe01alty Renovation

Year Projects Projects - Projects Year Budget
82/83 $ $ $ (See Para.8.4) $ _
83/84 $ $ S $
84/85 $ $ $ $
85/86 $ $ $ $
86/87 $ $ 3 $
Total $ S $ $
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The initial agreement year shall run from the effective date of.
this Agreement through . Subsequent agreement years
shall run from ' .

The agreement year budgets above recmted commencing w1th the
second agreement year ( ), shall be adjusted
using the GNP Deflator Index in the followxng manner:

{(a) A base index will con51st of an average of the GNP Deflator
Index figures for the four (4) quarters from 19_ through
19 . ‘ g{

(b) An index for each agreement year, commencing with the second
agreement year, will consist of an average of the four {4)
guarterly GNP Deflator Index figures covering the perlod
April through the following March immediately precedlng the
start of each agreement year. (For example the 1ndex for
the second agreement year will be the average of the GNP
Deflator Index figures for-the four (4) quarters covering

19___ through 19 .)

(c) Each agreement year budget as stated above shall be adjusted
prior tc the commencement of the relevant agreement year by
applying a multiplier derived as follows: ‘

multiplier =l+Agreement yr. index - base index
base index

For purposes of this Agreement the "GNP Deflator Index" shall
mean the quarterly revised Implicit Price Deflator for the Gross
National Product as reported by the United States Department of
Commerce, Bureau of Economic Analysis. 8Since it is normal for a
quarterly GNP Deflator Index to be revised shortly after it is first
published, calculations herein shall be based on the final index for a
gquarter, if available, and otherwise on the most recent revision
available on June 1 immediately preceding the start of the agreement
year for which calculations are made. _

8.3 It is recognized that the occurrence of expendituresgduring
an agreement year is primarily dependent on Project spending plans
authorized by the Advisory committee during the current and any prior
years. Nevertheless, the Foundation is not obligated to reimburse the
N.I.H. for expenditures incurred during, or carried forward into, any
agreement year in excess of the total amount of the agreement year
budget shown on the expenditure schedule in Paragraph 8.2, as it may
have been adjusted under the provisions of Paragraph 8.2 and 8.9,
unless the parties mutually agree to modify said total amount by
formal amendment to this Agreement. : -

8.4 All Program funds shall be admlnlstered by the Program
Director who shall allot funds, with the approval of the Adv1sory
Committee as specified in: Artlcle IV, to Project part1c1pants. By
unanimous consent the Advisory Commlttee may reallocate amongﬂProject
types up to 10% of the total funds for any agreement year specified in

-
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the schedule of Paragraph 8.2, as such annual total may have |
previously been modified by the Foundation under Paragraph 8.3 or by
the Advisory Committee under Paragraph 8.9. Such reallocation of
agreement year funds may be among the Exploratory Project type, the
Specialty Project type and the Construction and Renovation Progect
type. The Program Director shall monitor spending of funds budgeted
for individual Projects and may make adjustments among expense
categories of an approved Project budget upon justified requests of
Project Investigators. The Program Director shall keep the Adylsory
Committee informed of financial matters which might indicate a
significant departure from Project plans previously approved by the
Committee. The Program Director’s financial records on all segments
of the Program and Projects shall be available for review by any
member of the Advisory Committee. &

8.5 Approved funds for individual Projects or for support of the
Program shall be maintained by the Institute Accounting Services
Department with operating respon51b111ty for the project in separate
accounts for each such activity. Spendlng for each account shall be
under the direct control of the Program Director or his delegated
Project Investlgator, respectively, who shall be furnished with the
Accounting Services standard monthly statements of spending agalnst
their accounts. _

8.6 The accounting records of Program activity shall be available
for audit by The Foundation, using its own internal or out51de'
auditors, during the normal business hours of the N,I.H.. -

8.7 The N.I.H. shall submit monthly invoices with supporting
details to the Foundation showing actual spending by N.I.H. expense
category for each Project for which reimbursement of expenditures is
being requested. Each invoice shall also show cumulative expenditures
to date for each such Project against the approved Project budget and
cumulative total Program expenditures for the agreement year against
the current agreement year budget shown on the expenditure schedule in
paragraph 8.2 as it may have been previously ad]usted under the
provisions of Paragraphs 8.2 and 8.9.

8.8 The Foundation agrees to pay the N.I.H. promptly upon receipt
and approval of the N.I.H.’s invoices provided under Paragraph 8.7 up
to the level of the agreement year budget set forth in Paragraph 8.2,
as such agreement year budget may have been adjusted under the
prov151ons of Paragraphs 8.2 and 8.9.

8.9 If in any agreement year there is an overrun of the agreement
year budget the excess expenditures shall be carried forward and be
paid from the following agreement year budget. If in any agreement
year there is an underrun of thé agreement year budget (herelnafter in
this paragraph “the current agreement year budget"), then Wlth the
unanimous consent of the ADvisory Committee the underrun amount may be
carried over as an addition to the following agreement year budget.
The approved amount from the current agreement year budget which is to
be carried over shall be adjusted by a multiplier calculated by '
dividing the multiplier from Paragraph 8.2 for the following agreement

——
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year budget by the multiplier for the current agreement year b%dget.
. The thus adjusted amount to be carried over shall then be added to the
- following agreement year budget after the following agreement year

8.10 Unless otherwise provided in the project award, tltle to all
items of equipment purchased with Program funds shall vest in the
N.I.H. at the time of purchase._

8.11 Upon termination of this Agreement for any reason the N.I.H.
shall provide a final accounting of Program funds to the Foundation
within ninety (90) days following such termination. During sald
nlnety (90) days the N.I.H. shall liguidate all outstanding |
obligations incurred prior to termination but shall not incur
additional obligations. The balance of funds remaining shall .
thereupon be returned to the Foundation unless required for ccmpletlon
of Projects in accordance with Paragraph 3.3. : '

8.12 Indirect costs invoiced under Paragraph 8.7 shall, through
, 19, be at a fixed rate of fifty percent (50%) of invoiced
direct costs. 1Indirect costs invoiced by the N.I.H. for any activity
performed in whole or in part by any agreementor shall not exceed the
indirect costs which would have been invoiced had such act1v1ty been
performed wholly by the N.I.H.. If the N.I.H.’s indirect costs rise
by ten percent (10%), i.e., to fifty five percent (55%) or more, then
upon the N.I.H.’s request the Foundation agrees that it will negotiate
the N.I.H.’s request to increase the rate of indirect costs from fifty
percent (50%) under this Agreement taklng into consideration relevant
factors, including relative increases in indirect costs made 1n other
research agreements, including other government agreements. ‘

ARTICIE IX —.PUBLICATIONS AND REVIEW OF TECHNICAL DEVELOéMENTS

9.1 The Government members participating in Projects are at
liberty to publish the results of their research subject to the
prov151ons of Paragraphs 2.1, 9.2, 9.3, 9.4 and 9.5. Project awards
will requlre that participants prov1de copies of all abstracts and
articles, in the best form then available, proposed to be submltted
for publication in sufficient time to permit the Program Dlrector to
provide same to a Foundation member of the Advisory Committee at least
one (1) month prior to submission to a publisher or other th11d party.
The Program Director shall immediately determine that a Foundation
member has received a copy of each such proposed abstract and article.
The Program Director shall also promptly provide to a the Foundation
member ‘a final copy of each abstract and article as submitted for
publication. : -

9.2 The Foundation shall promptly review such proposed abstracts
and articles to determine if potentially patentable Technical;
Developments are disclosed and shall promptly thereafter 1nform the
N.I.H. whether delay of submission for publication or other publlc
disclosure for a reasonable time will be requlred to establish Patent
rights of reasonable scope. Disputes concernlng such delays shall be
- referred to the Advisory Committee.

[oy—
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9.3 As to verbal presentations and discussions, the parties
recognize that it is impractical to provide a complete rev1eWssystem
for Patent purposes and that considerable discretion must be Ieft in
the investigator. It is the intent of the N.I.H. and the Foundatlon
to provide the investigators guidance sufficient to avoid any
divulgations that would compromise the establishment of the best
possible Patent position.

‘9.4 The reporting and evaluatlon as provided for in Paragraphs

9.1 and 9.2 notwithstanding, the Founidation representatives on the
Advisory Committee are exposed to all Program and Project plans before
commencement and such representatives have full opportunity and right
to follow the progress of any and all Projects. Through thlsé
mechanism the assigned the Foundation Project Scientists and the
Foundation shall determine as early as practlcable the potentlal for
establishing Patent rights and its interest in obtaining a llcense of
such rights. As soon as such potential is determined by the §

Foundation the parties shall cooperate on immediate actions necessary
to the establishment of such rights, including, if necessary delay of
publication for a reasonably brief periocd ©f time to conduct any
further research or take other actions that may be necessary to file
appropriate and adequate Patent applications.

9.5 All scientific publications reporting research results from
Program activities shall acknowledge that support for such research
was prov1ded by the Foundation. L

9.6 Upon written request to the Adv1sory Committee, the
Foundation shall receive adequate samples of all available scientific
materials isolated or developed in the Program, and shall have the
right to use the same for research and/or commercial purposes, but
subject to the provisions herein with respect to confidentiality,
Patents and licenses. The Foundation’s rights to receive and use
samples as provided in this Paragraph 9.6 shall not be denied but
shall be subject to reasonable modification for good reason as deemed
necessary by the Advisory Committee. :

ARTICLE X = CONFIDENTIALITY

10.1 Technical Developments and Patents shall be the sole and
exclusive property of the N.I.H. subject to the license rights-
provided under Article XI. :

10.2 The Foundation shall take reasonable precautions to
safeguard, in a mannher comparable to that used to protect its own
confidential technical information, unpublished Technical Developments
and not disclose the same to others for a period of two (2) years
after receipt; provided, however, that the Foundation shall not be
liable for unauthorized disclosure of Technical Developments in spite
of such precautions. With respect to any particular identified
Technical Development for which good cause can be shown, the N.I.H.
may extend the two (2) year period for an additional period of two (2)
- years by notice in wrltlng to the Foundation stating reasonable

Frp—
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justlflcatlon therefor and that to the N.I.H.’s knowledge none of the
exceptions of Paragraph 10.3 is applicable. After said 1n1t1al two
(2) year period or extension thereof the Foundation shall be under no
restrictions as to revelation of any Technical Developnents. iSubject
to the provisions herein with respect to Patents and 1lcenses, the
Foundation shall at all times be free to use Technical Developments.

10.3 The the Foundation obllgatlon specified in Paragraph 10.2
shall not extend to Technical Developments which: i

‘a) become a part of the public domain or of the'publicf
knowledge through no fault of the Foundation; or

:'s'.

- b) were in the possession of the Foundatlon prior to dlsclosure
by the N.I.H., and such posse551on by the Foundatlonils
documented; or

c) are received by the Foundation lawfully and properly:from a
third party; or

d) have been revealed 'in patent applications.

10.4 Close cooperatlon between the Foundation personnel and
N.I.H. personnel in the conduct of activities required by or
contributing to the purposes of this Agreement may involve the
disclosure of the Foundation confidential information to such N.I.H.
personnel. Since, as a practical matter the N.I.H. is not able to
make commitments of confidentiality on behalf of its faculty nor
control the confidential information disclosed to them, it shall
advise all Program and Project participants that they will be required
to sign in advance of receiving the Foundation confidential
information personal commitments of confidentiality as the Foundation
deems hecessary in the circumstances.

ARTICLE XI - PATENTS AND LICENSING

11.1 Whenever the N.I.H. reasonable feels a need therefor it may
request the Foundation to provide in writing a preliminary indication
of its current interest in commercializing Technical Developments
resulting from a Project. However, the Foundation shall not be
obligated to carry out commerc1allzat10n.

S

1]

11.2 The Foundation shall have the right and obligation to
monitor progress of each Project through its representatives on the
Advisory Committee and through access to N.I.H. Program part1c1pants
and reports, or by such other arrangements as may be mutually.
acceptable to the Foundation, the Program Director, and the Project
-Investlgators as appropriate. The primary purpose of such monitoring
is to detect potentially patentable inventions as early as possible.
The N.I.H. shall have the obligation to disclose promptly to the
Foundation all potentially patentable or scientifically novel
Technical Developments. :
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11.3 When in the judgment of the Foundation potentially
patentable inventions are developed within a Project, the Foundation
shall make a report of such to the N.I.H., with its views of further
research that may be necessary to establish the nature and scope of
these inventions, and to the extent then possible its opinion of the
potential importance of such invention to commercialization prospects,
and its interests concerning the licensing by the Foundation under any
.Patents that may be obtained covering such inventions. The
information in said report shall be retained in confidence by the
N.I.H. and used only for purposes of this Agreement.

11.4 When in the judgment of the N.I.H. potentially patentable
inventions are developed which have not yet been identified by the
Foundation through the processes described in Paragraphs 11.2 and 11.3
‘the N.I.H. shall make a report of such to the Foundation, 1ncLud1ng
‘all available results and conclusions. Thereupon, the Foundatlon
shall prepare and make its report to the N.I.H. as specified Ln
Paragraph 11.3. :

11.5 When the Foundation has indicated its interest in aillcense
under prospective Patent rights to an invention it shall promptly
cause its patent attorneys to file and prosecute in good faith a
United States Patent application on such invention. The Foundatlon
shall also effect the filing and good faith prosecution of forelgn
Patent applications corresponding to the United States appllcatlon in
whatever countries the Foundation by written notice to the N.I.H,
indicates 1ts interest in a license under prospective Patent rlghts.

11.6 Until such time as the Foundation notifies the N. I H in
writing that it no longer has an interest in a license, or untll the
expiration of the time spec1f1ed in Paragraph 11.14 during whlch time
the Foundation has not given notice of its election to take a 1lcense,
the Foundation agrees to bear the cost for filing and prosecution of
Patent applications under Paragraph 11.5 and the issuance and |
maintenance of Patents thereon. The Foundation shall not be required
to prosecute any such Patent appllcatlon beyond the point of f1na1
rejection by the assigned Primary Examiner in the United States Patent
and Trademark Office or the equivalent stage of prosecution 1f a
foreign application. The N.I.H., at no cost or obligation or
liability to the Foundation, may take action to file or prosecute any
Patent application or have issued or maintain any Patent on which the
Foundation elects not to take such action. Any such election by the
Foundation shall be promptly communicated to the N.I.H. and in
adequate time to allow the N.I.H. to take such action if it so
desires, The Foundation’s rlght to a license thereunder shall not
thereby be diminished. :

11.7 Wlth respect to Patent appllcatlons filed and prosecuted and
Patents issued or maintained by the Foundation under Paragraphs 11.5
and 11.6, the N.I.H. at its own expense may designate and retaln
patent counsel of its own who shall be permitted to review such Patent
appllcatlons and proposed responses to Patent Office actions thereon
and issuance and maintenance of Patents and to consult with the
Foundation’s patent attorneys before the Foundation takes actlon

I
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thereon. However, the control of such filings, prosecutlons,

issuances and malntenances shall rest with the Foundation unle;
elects to relinquish such control to the N.I.H. under Paragrap
by timely written notice.

or Patent, and the Foundation’s rlght to a license thereunder
not thereby be diminished.

11.8 Title to all Patent appllcatmons and Patents 1ssu1ng
covering Technical Developments made only by N.I.H. or non-the

Foundation personnel or jointly with the Foundation personnel
in the N.I.H..
take into consideration the relative contributions of the N.I.
the Foundation coinventors.

11.9 The parties, including the inventors, Project Invest
shall do all acts necessary or desirable
provide the Foundation patent attorney with all information an

and Program Director,

- records and execution of all documents necessary or desirable
evaluation of Technical Developments, and in the filing and

~-15=

The N.I.H. may at any time elect by
in writing to the Foundation to assume at N.I.H.’s ceost those |
activities undertaken by the Foundation under Paragraphs 11.5,
~and 11.7 on behalf of the N.I.H. in regard to any Patent appli

Any royalties payable with respect to the latt
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prosecutlon of Patent applications thereon, and in obtaining the
issuance and maintenance of any Patents 1ssu1ng from such Patent

applications.

11.10 The N.I.H.

2 ;

shall take all necessary and desirable QCtions,

ineluding the signing of Agreements of Program Participants (Exhibit

A) by each of the persons participating in the Program,
Program Dlrector, all Project Investigators,

1ncludlng the
and all other persons

involved in the research, to assure that it acquires suff101ent title
to all Technical Developments Patent applications and patents from
those of its personnel making such so as to be entitled to grant

. licenses to the Foundation as specified in this Agreement.
Program Director shall maintain a file of such signed Agreemen
Program Participants which shall at all times be available to
Foundation representatives and upon request the Program Direct
provide the Foundation copies of specified Agreements.

11.11 In consideration of the Foundation’s financial and
support of the Program and of the Patent work and cost thereof

undertaken by the Foundation under this Article XI, the N.I.H.

that it will make no claims against and hereby waives any clai
have against the Foundation or its employees for 1njury, loss
damage resulting from acts of omission or commission by the
Foundation, its employees or agents, in connection with the
preparation,
obtaining and maintaining of Patens covering Technical Develop

11.2 Each inventor of a potentially patentable Technical
Development, no later than the time of signing a Patent applic
thereon, shall be requested to agree, for the considerations x
in Paragraph 11.11, to make no claims against and to waive any.
he or she may have against the Foundation or its employees for

s
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loss or damage resulting from acts of omission or commission by the
Foundation, its employees or agents, in connection with the
preparation, filing and prosecution of Patent applications and the
obtaining and maintaining of Patens covering Technical Developments.
Should any inventor decline to so agree, any Patent application on
such TEchnical Development shall be filed and prosecuted and Patents
obtained and maintained by the N.I.H., at its own cost, and the
Foundation’s right to a license thereunder shall not thereby be
diminished. :

11.13 Notwithstanding any other provision of this Agreement, the
N.I.H. agrees to hold harmless, indemnify and defend the Foundatiocn
and its employees from all liabilities, damages, costs, expenses
(including attorneys fees) and losses resulting from any claim or any
lawsuit or any settlement thereof made by the N.I.H. or by the
Foundation with the N.I.H.’s consent, by the N.I.H.’s employees or
-third party having an interest through the N.I.H. or its emplbyees,
and arising out of acts of omission or commission in regard to the
.obligations undertaken by the Foundation or its employees under
Paragraphs 11.5, 11.6, 11.7. : :

11.14 The N.I.H. hereby agrees to grant to the Foundation
licenses to make, have made, use and sell under Patents, including the
right to grant sublicenses, in such countries as the Foundation may
elect. Such election for any Patent shall be made within two (2)
years after the filing of a Patent application in the affected
country, provided, however, that the Foundation shall not be required
to negotiate the terms of a license agreement until after the relevant
Patent has issued. .

11.15 License grants to the Foundation of rights to Patent
applications and Patents issuing thereon for inventions made solely
with the Foundation support shall be exclusive for the life of such
Patents. For any invention made with the joint support of the
Foundation and funds provided by another sponsor, or in which there is
a third party inventor, such license shall, whenever legally p0551b1e,
be exclusive for the life of the Patents. However, if the N.I.H. is
unable to grant a license which shall be exclusive for the life of the
Patent, then the N.I.H. shall provide the Foundation with the maximum
rights permitted by law. In connection with the transfer of Patent
rights to be negotiated under this Agreement the parties shall
consider the benefits relative to licensing as dlstlngulshed from
transfer of title. E

11.16 The N.I.H. agrees to grant and hereby grants to the
Foundation an irrevocable, world-wide, paid-up, non-exclusive license,
to make, have made, use and sell, including the right to grant
subllcenses, on all Technical Developments licensed under this
Paragraph 11.16, and from use, sale or other disposition of products
made by use of the said Technical Developments, by the Foundatlon, its
afflllates, sublicensees or any party acting on behalf of same. This
provision shall survive termination of this Agreement. ;
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11.17 The N.I.H. agrees to grant to the Foundation licenses on
patents secured outside the Program to the extent the N.I.H. has the
right to so license and to the extent necessary for the Foundatlon to
practice Technical Developments. For such patents the grant shall be
on terms and conditions reasonable in the circumstances and shall
include the right to grant sublicenses. the Foundation agrees to
indemnify the N.I.H, for liability arising from use of such patents
licensed under this Paragraph 11.17 and from use, sale or other
dispeosition of products mad by use of such patents, by the Foundatlon,
its affiliates, sublicensees or any party acting on behalf of same.
This provision shall survive termination of this Agreement. !

i e

e

11.18 License grants to the Foundation under Paragraphs %1 .14 and
11.15 shall contain at least the follow1ng terms and condltlons.

a) requirement that the Foundation by its own efforts or _
through sublicenses during the period of exclu51v1ty nake
reasonable efforts to effect the lawful introduction of
Licensed Products into the marketplace as early as |
practicable, consistent with the Foundation’s sound and
reasonable business practice and judgment. The reqdlrement
for introduction of a Licensed Product into the marketplace
shall be deemed met if, in the exercise of the Foundation’s
sound and reasonable business practice and judgmentﬁ an
alternative product serving essentially the same functlon
has been introduced into the marketplace by the Foundatlon
and with essentially the same benefits to the consumlng
publlc.

b} the rlght of the N.I.H. to require the Foundation to grant a
- non-exclusive sublicense to a responsible party on fair and
reasonable terms and conditions in the event the requirement

of subparagraph a) above is not met.

c) requirement that during the period of exclusivity the
Foundation submit a product development plan specifying its
reasonable estimate of the schedule of key events to market
entry and provide periodic reports of significant
modifications to the plan and progress against the plan to
the N.I.H. until market entry is achieved, and requirement
that the N.I.H. retain in confidence the information in said
plan and reports and use only-for purposes of the license.

d) right of the Foundation to sublicense others prov1ded the
'N.I.H. is notified to whom the sublicense was granted. '

e} a royalty schedule based on net selling price of Llcensed
Product sold by the Foundation or its subllcensees.§ The
N.I.H. and the Foundation recognize that patent protectlon
in only one factor contributing to commercial success of a

- product or process and that other factors, for example other
patented inventions, unpatented know-how, technical and
marketing skills, financial contribution and risk, nature

- and extent of market, nature and extent of competition,

[rgE—
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g)
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normal trade practices, and condition of the economy
plan an important part. Accordingly, rather than at
this time to establish royalty rates, the N.I.H. and
Foundation declare their intentions to negotiate in
faith at the time of licensing, reasonable and fair

also
tempt at
the
good

royalties payable to the N.I.H. by the Foundation on
commercial practice by the Foundation and its sublic

the
ensees

of each Technical Development covered by a Patent lﬂcensed

under this Article XI, taking into account the varlo
factors contributing to_the commercialization.

If t

us
he

N.I.H. and the Foundation are unable to agree on royalty

E

rates within six (6) months of the commencement of |

negotiation, the matter may be submitted to arbitration by
either party and if so submitted by either party, shall be
finally settled by arbitration conducted in accordance with
the then-existing rules of conciliation and arbltratlon of

the American Arbltratlon Association.

Any such arbitration

shall take place in St. Louis County, Missouri, before three
(3) arbitrators, one of who shall be designated by the
Foundation, one by the N.I.H. and the third by the two t=Te)

designated.
within thirty (30) days after the designation of an:

If one party fails to designate an arbltrator

arbitrator by the other party, the arbitrator who should
have been chosen by the other party shall be app01nted by
the American Arbitration Association as soon as p0551b1e.
In the event that the said two arbitrators designated by the

parties are unable to agree upon a third arbitrator

thirty (30) days after the nomination of the last of

said two arbitrators, the third arbitrator shall be
appointed by the American Arbitration Association as
possible. None of the arbitrators need be designate
any panel published by the American Arbitration Assc
or any other arbitration association. The arbitrato
apply the laws of the State of Missouri.
the arbitrators shall be binding and conclusive upon
parties, their successczs and assigns and they shall
with such decision in good faith. The N.I.H. and th
Foundation each shall pay its own costs and one-half
costs of the arbltratlon.

provision that when a Lxcensed Product is sold but
such and constitutes significantly less than all of
sold, an equitable adjustment shall be made in the n
selling price of the thing sold to arrive at the net
price for royalty calculations. When a Licensed Pro
manufactured by or used in a process and the process
a minor factor in the manufacture or use, an equitab
adjustment shall be made in the net selling price.

provision that the Foundation payments required to b
to a third party for the right under a third-party

within
the

soon as
d from

ciation
rs shall

The decision by

the
comply
e

of the

niot as

the

et
selling

duct is
is only
le

e made
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dominating patent to make, use or sell a Licensed Product
licensed hereunder shall be credited against one-half of the
royalties due the N.I.H. hereunder from sales of the same
Licensed Product.

right of annual audit to confirm royalties on behalf of the
N.I.H. by a firm of accountants to which the Foundation has
no reasonable objection. :

indemnification of the N. I H. by the Foundation for
liability arising from the manufacture, use, sale or other
disposition of Licensed Products, by the Foundation br its
affiliates, sublicensees or any party acting on behalf of .
same. This provision is to survive termination of the
llcense agreement. :

law of Maryland shall apply.

Such other provisions as the parties may mutually de51re,
and, in the case of an exclusive license of an invention
jolntly supported by the government, such provisions as the
government may have validly required the N.I.H. to xnclude.

Patent Infringement procedures:

(1) If at any time a third party shall infringe a Patent.
licensed to the Foundation hereunder, then the
Foundation may either (i) obtain a dlscontlnuance of
such infringing operations; (ii) bring suit at ‘the
Foundation’s  expense against such infringer in ithe name
of the Foundation, or in the name of the N.I.H. and the
Foundation if the N.I.H. is a legally indispensable
party; or (iii) permit the N.I.H. at its optlon to
bring such suit at its own expense. The party who
brings suit shall control the prosecution and any
settlements thereof, and the other party shall be
entitled to be represented therein by counsel Qf its.
own selection at tls own expense. :

(2} From any recovery from such sult or settlement‘thereof
‘there shall first be paid the expenses of the party
bringing the suit, then the expenses of the other party
hereto if represented by counsel, and the balance shall
be divided two=-thirds to the. party bringing the suit
and one-third to the other party, unless the partles
agree otherw1se.'

(3) Before bringing suit the Foundatlon shall fully inform
the N.I.H., and give careful consideration to the views
of the N.I.H. in making its decision whether or not to
sue.

(4) If the Foundation decides to sue and N.I.H. is a
legally indispensable party, the N.I.H. shall have the




12:09 PM 1/22/88

right to assign to the Foundation all of the N.

-20-

T.H.’s

rights, title and interest in the Patent of Patents

concerned,

continued solely in its name if the N.I.H.
an indispensable party. .

Agreement.

11.19 Commencing with the fourth end subsequent years in

royalties are due to the N.I.H. pursuant to licenses contemplal

in which event suit by the Foundatio
such Patent or Patents shall thereafter be brou
is n
Patents so assigned by
N.I.H. to the Foundation shall remain subject t
same royailty and all other terms and conditions

n on
ght or
0 longer
the

o the

of this

which
ted

under this agreement, the Foundation shall be entitled to a credlt

not to exceed 25% of the gross royaltles due for the
commercialization of Licenses Products in each year,

{a) of the

Foundation’s cumulative our-of-pocket costs (excluding the costs of
the Foundation’s employees) for patent activities under Paragraphs
11.5 and 11.6 and (b) 50% of all payments made prior to the date of
crediting by the Foundation to the N.I.H. under Article VIII hereof,
which payments can be related to the cost of development of those

commercialized Licensed Products.

]
L

11.20 Should the Foundation not indicate interest to take a
particular license from the N.I.H., or subsequently decide not to
enter into the license agreement, or terminate the license agreement

or should such agreement be justifiably terminated by the N.

I.H.

without challenge or objection by the Foundation, then the N.I.H.
shall be free to license to others the subject matter so released

without further obligation to the Foundation. However,

such Llcenses

to others shall exclude Licensed Products directly competitive with or

substantially equivalent to those the Foundation has licensed.

11.21 Upon the indication by the Foundation of in interest in any
Technical Developments and that the Foundation desires to commence

activities directed at transferring such technology to its

laboratories, then the Program Director shall participate w1th_the
Foundation representatives, the Project Investigators and others as

may be appropriate to work out mutually acceptable actions to
to effect such technolegy transfer,

under Paragraphs 6.2 and 9.6, all at no added cost to the Foun

ARTICLE XIL - TERMINATIOE

12.1 ThlS Agreement shall termlnate on unl
"extended by mutual agreement of the parties under the prov151c
- Paragraph 3.2; or unless earlier terminated under the provisia
Paragraphs 4.3, 12.2, or 12.3.

12.2 In the event that either party to this Agreement def
breaches any of the provisions hereof, the other party reserve
right to terminate this Agreement upon ninety (90) days writte

be taken
including activities conte

mplated
dation,

ess
ns of
ns of

aults or
s the
n notice
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to the defaulting party; provided that if the defaulting partyé

said ninety (90) day period cures the said default or breach,
. Agreement shall continue in full force and effect.

12.3 If either party shall become insolvent, or shall mak
assignment for the benefit of creditors, or shall be adjudged
bankrupt, or if a receiver or trustee of the property of eithe
is appointed, the other party on thirty (30) days written not1
terminate thls Agreement.

12.4 Notwithstanding the termination of this"Agreemenﬁ fo
reason, the provisions of Articles X, XI, and XIII shall remai
effect subject to Paragraph 12.5.

12.5 If the N.I.H. exercises its rights under Paragraphs
12.3 and validly effects the termination of this Agreement it
under no further obligation to grant further licenses to the
Foundation and the Foundation shall promptly transfer to the N

-21-

, within
this

e any
f party

ce may

r any
n in

12.2 or

shall be

.I.H.

the prosecution of allpending Patent applications and the maintenance

of all Patents not yet licensed to the Foundation and which th

Foundation is prosecuting or maintaining hereunder.
ARTICLE XIIT — INDEMNIFICATION

13.1 the Foundation agrees to hold harmless,
the N.I.H.
arising out of use by the Foundation or by any third party acti
behalf of or under authorization from the Foundation,
or materials received from N.I.H. or out of any use, sale or o

indemnify an
from all liabilities, demands, damages, expenses an

e

:
;X:

d defend
d losses
ing on

of 1nformat10n

ther

disposition by the Foundation or by any third party acting on behalf

of or under authorization from the Foundation of products made
of information or materials received from N.I.H...

13.2 The N.I.H.
Compensation insurance to comply with the laws of Maryland and

warrants that it carries sufficient Worké

by use

g

r’s
any

other state where any of the work pursuant to this Agreement Ls

performed with respect to the N.I.H.’s personnel. ExXcept as pr
under Paragraph 13.3 it is expressly understood and agreed tha
Foundation ‘'shall no be responsible for or obligated in any man
reimburse the N.I.H. or to pay any compensatory, spec1a1
consequential or other direct or indirect damages in respect o

rovided
t the
ner to

exemplary or

f any

loss, property damage, personal injuries or loss of life 1ncurred in

performance of the research work under this Agreement other th
attributable in whole or in part to the Foundation’s fault or
negligence, and the N.I.H. shall defend,

an that

indemnify and hold the

Foundation harmless (u51ng funds other than those paid to N.T H.
pursuant to the provisions of Article VIII hereof) from any and all

claims, costs or liability for any such. loss, damage, injuries
of life, other than that attributable in whole or in part to t
Foundation's fault or negligence.

13.3 The Foundation agrees to defend, indemnify and hold
N.I.H. harmless from any and all claims, costs or liability fo
loss, damage, injury or loss of life, other than that attribut

P

- or loss
he

the
r any
able in
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whele or in part to the N.I.H.’s fault or negllgence, arising;

as a

result of any the Foundation Employee working in the 1aborator1es of

the N.I.H. as prov1ded under Paragraph 6.2.
ARTICIE XIV - TRANSFER OF INTEREST

14.1 Neither this Agreement, nor any of the rights and

]
kS
i
£
i
&
&

obligations stated herein or resulting therefrom, may be assigned,
transferred or otherwise disposed of by either party without the prior

written consent of the other unless such assignment, transfer;

or

disposition is to a successor to all the business of the traneferor

which pertain to the subject matter of this Agreement, and pre
that such successor shall agree in writing with the other part
assume all the obligations of the transferor to the other par

14.2 Should it become necessary or desirable for the N.I

" subcontract any of the Program research to others, such research shall

be performed under a formal subcontract satisfactory to the F¢
by which the subcontractor accepts all appropriate provisions
Agreement and other such provisions as are necessary.

"ARTICLE XV =~ NOTICE

svided
Ly to
Ey .

.H. to

sundation
of this

- 15.1 Any notice or report required or permitted to be given under
provisions of this Agreement shall be in writing and be sent by first

class mail or hand delivered:

a) If to the Foundation, to:

with a copy to:

b) If to the N.I.H., to:

with a copy to:




vy e §
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15.2 Either party may change the address or the person(s)
designated to receive notice by notifying the other in wrltlng of the
change. _

ARTICLE XVI - GENERAL PROVISIOﬁS

16.1 Except as provided in Paragraph 9.5, neither party shall use
the name of the other party, its affiliated organizations or its
personnel in advertising promotional materials or news or press
releases pertaining to the subject matter of this Agreement without
prior wrltten consent of such other party. ;

16.2 This Agreement shall be construed under the laws of the
State of Maryland.

16.3 No waiver of any default, condition, provisions or breach of
this Agreement shall be deemed to 1mp1y or constitute a waiver of any
other like default, condition, provision or breach of this Agreement.

16.4 The Article headings used in this Agreement are for
convenience only and form no part of the Agreement.

16.5 This writing constitutes the entlre Agreement between the
parties hereto relating to the subject matter of this Agreement and
there are no understandings, representations or warranties of any kind
except as expressly provided herein, Neither this Agreement, nor any
term or provision thereof, may be discharged, waived, released
abandoned, changed or modlfled except by an 1nstrument in wrltlng
signed by a duly authorized representatlve of each of the partles to
this Agreement. If either party desires a modification or change of

~‘any kind in this Agreement, the parties shall, upon reasonable notice

of the proposed modification or change by the party desiring the
change, confer in good faith to determine the desirablitiy of such
modification or change. = g

16.6 The parties agree that it is the 1ntent10n of nelther party
to violate any valid federal, state and local laws and regulatlons,
that is any sentence, paragraph clause, or combination of the same in
this Agreement is in violation of any appllcable law or regulatlon, or
is unenforceable or void for any reason whatsoever, such sentence,
paragraph, clause or combinations of the same: shall be 1noperat1ve and
the remainder of the Agreement shall remain blndlng upon the partles

IN WITNESS WHEREOF, the parties have caused this Agreemert to be
executed in duplicate by their duly quallfled:offlcers.
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THIS AGREEMENT CONTAINS A BINDING ARBITRATION PROVISION WHICH MAY

- BE ENFORCED BY THE PARTIES

Date

_By

By

-Date




The purpose of the following agreement is to describe the
responsibilities of and to enlist the support and cooperation
research participants and toc insure compliance with relevant N
policies. ;

Therefore,

Company,

1.

. {a)

(D)

(¢}

- (4)

(e)

(a)

(b)

-scientific development they produce in any research
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EXHIBIT A

AGREEMENT OF PROGRAM PARTICIPANTS

PAIENIABLE INVENTION

Participants will promptly disclose to the N.I.H.’s
Director any potentially patentable invention or nov

funded by the Foundation. Such disclosure will occu
to disclosure to any other non-Program participant.

, as a participant in a research project under the
Biomedical Research Program sponsored and - -funded by the Founda
I agree to abide by the following terms and condition

iof

.I.H.

tion
=¥

Program
el

Project
r prior

Participants will, upon request, a551gn rights to pa
inventions to the N.I.H. so that it may grant requlr
licenses to the sponsor. %
i
Participant inventors will cooperate with the Founda
N.I.H. patent attorneys in the flllng and prosecutlo
patent appllcatlons. Due to the major expense and %

tentable
‘ed

tion and
n of

specialized profeSSLOnal assistance required to pursue
patent rights in a research program of this magnltude the

Foundation has assumed this respon51b111ty. The N. I

H. will

monitor these efforts and at its option may assume such

responsibility on a case by case basis. L

In consideration of the Foundation’s w111ingness'to)

prosecute patent applications at its own expense,

participant inventors will be- requested to waive any

of liability by the Foundation in these efforts. Ot
the N.I.H. must assume this responsibility and its e

Any royaltles from licensed inventions recelved by t
N.I.H. will be distributed as follows:
laboratory(ies) in which the invention was made, 40%
cognizant department(s), and 20% to the School of Me:

PRODUCTS QF RESEARCH:

claim
herw1se,
xpense.

he

40% to the research

to the
dicine.

New materials, processes, devices, scientific information,

and any other research products isolated or develope
project, whether patentable or not, will be made ava
to the Foundation for its evaluation and general use

Such research products may be made available to othe
research scientists at non-profit institutions accor

-

d in a
ilable

r
ding to




3. PUBLICATIONS:

‘has evaluated patentability and, if appropriate,- fllP
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normal academic practice. However, recipient scienti
should agree not to further distribute such research

sts

products and not to use them for the benefit of another

‘commercial firm. Distribution of potentially patentable

research products should not be made until the Foundation

patent application.

(a)

(b)

(c)

(d)

(e)

(£)

d a

Scientific advances made under this research programfwill be

freely reported in the scientific literature.

Two (2) copies of each proposed publication, includin
abstracts, in the best form then available will be pr
to the Program Director at least one (1) month before
submitted for publication. %

Based on a review by the Foundation patent attorneys
proposed article, a brief delay in its submission for
publication may be necessary to allow the filing of a
patent applications.. Such brief delay may occa51onal
necessary to avoid the loss of patent rights.

Two (2) copies of the final abstract and article as ?
submitted to the publisher shall be simultaneously pr
to the Program Director. ;

Each publication will acknowledge the Foundation Comp
support of the research being reported.

g -
ovided

being

'of the

dequate .
ly be

ovided

any

Prior to the evaluatlon of research results for potentlally

patentable inventions, participants will use caution
public or other out51de presentatlons and discussions

could result in the loss of patent rights.

4. COOPERATION WITH THE FOUNDATION:

(a)

It is intended that there be mutually productive and
continual interchange between the N.I.H. and the Foun
scientists. For this purpose a the Foundation Pro;ect
Scientist will be appointed as the primary company co
with each Project Investigator. Each Project Investi
will be available for consultation with the the Found
Project Scientist on matters concerning the project.

in
not to

‘prematurely disclose critical technical information which

dation

ntact
gator
ation
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ARTTICT.E XTT - TERMINATTON

12.1 This Agreement shall terminate on June 30, 1987 unless
extended by mutual agreement of the parties under the prov1s1ons of
Paragraph 3.2; or unless earlier terminated under the prov151ons of
Paragraphs 4.3, 12.2, or 12.3. %

12.2 In the event that either party to this Agreement defaults or
breaches any of the provisions hereof, the other party reserves the
right to terminate this Agreement upon ninety (920) days wrltten notice
to the defaulting party; provided that if the defaulting party, within
said ninety (90) day period cures the said default or breach, this
Agreement shall continue in full force and effect.

12.3 If either party shall become insolvent, or shall make. any
assignment for the benefit of creditors, or shall be adjudged
bankrupt, or if a receiver or trustee of the property of either party

is appointed, the other party on thirty (30) days written notice may
terminate this Agreement.

12.4 Notwithstanding the termination of this Agreement for any
reason, the provisions of Articles X, XI, and XIII shall remain in
effect subject to Paragraph 12.5.

12.5 If the University exercises its rights under Paragrdphs i2.2
or 12.3 and validly effects the termination of this Agreement it shall
be under no further obligation to grant further licenses to Mensanto
and Monsanto shall promptly transfer to the University the presecution
of allpending Patent applications and the maintenance of all Patents
not yet licensed to Monsanto and which Monsanto is prosecutlng or
maintaining hereunder.

ARTICLE XIII - TNDEMNIFICATION

@

13.1 Monsanto agrees to hold harmless, indemnify and defend the
Unlver51ty from all liabilities, demands, damages, expenses and losses
arising out of use by Monsanto or by any third party acting on behalf
of or under authorization from Monsanto, of information or materlals
received from University or out of any use, sale or other dlspos1tlon
by Monsanto or by any third party acting on behalf of or under

authorization from Monsanto of products made by use of 1nformatlon or
materials received from University. !

13.2 The University warrants that it carries sufficient Worker s
Compensation insurance to comply with the laws of Missouri and any
other state where any of the work pursuant to this Agreement 1s
performed with respect to the Unlver51ty s personnel. Except as
provided under Paragraph 13.3 it is expressly understood and agreed
that Monsanto shall no be responsible for or obligated in anytmanner
to reimburse the University or to pay any compensatory, spec1al
exemplary or consequential or other direct or indirect damages in
respect of any loss, property damage, personal injuries or loss of
life incurred in performance of the research work under this Agreement
other than that attributable in whole or in part to Monsanto!’ s fault
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AGREEMENT

This Agreement, effective as of July 1, 1982, is by and between
the parties::

WASHINGTON UNIVERSITY, a corporation organized under the laws of
Missouri and having its principal offices at Lindell and Skinker
Boulevards, St. Louis, Missouri 63130 (hereinafter "University")

AND

MONSANTO COMPANY, a corporation organized under the laws of
Delaware and having its principal offices at 800 North Lindbergh
Boulevard, St. Louis, Missouri 63167 (hereinafter "Monsanto");

WITNESSETH THAT;

WHEREAS, the University has sought and continues to seek the
advancement of knowledge through education and research:

WHEREAS, the University desires that the useful results of its
research be made available to society through established avenues of
trade and commerce;

WHEREAS, Monsanto has personnel and facilities for the conduct of
research, for the development of new products and processes based on
501ent1f1c research, and for efficient large scale manufacture and
distribution; )

WHEREAS, Monsanto seeks to utilize the fruits of scientific
research as a source for the development, manufacture and distribution
of new produCts, especially products for meeting human needs;é

WHEREAS, the University and Monsanto recognize that each | . can
benefit from a relationship in biomedical research extending over a
span of years that will provide present and potential flnan01al
support for the University, potential benefit to health care consumers
and potential commercial benefit for Monsanto, while enhan01ng the
understanding and work of their respective sczentlsts by close
interaction among them; ;

H
%

WHEREAS the University and Monsanto believe that 1ndustr1al
support of blomedlcal research can lead to enhancement of thelr
respective capabilities and render important long range beneflts to
the University, to Monsanto and to society; ;

WHEREAS, the University and Monsanto believe that biomedical
inventions are 11kely to be brought into public use for publlc benefit
through the incentive of the protection of the Patent System utlllzed
by the parties to make available through Monsanto, new commerglal
products and processes, while concurrently providing royalty income to
the University to support its educational and charitable activities;
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WHEREAS, the University and Monsanto recognize that the ¢
of academic freedom must be preserved by the Agreement and sha
guiding principle in its administration;

WHEREAS, the University and Monsanto recognize that the 1

Statement on Preventing Conflicts of Interest in Government Sp

Research at Universities, issued by the American Association g

University Professors and the American Council on Education ex

principles applicable to corporate and university relationshig

WHEREAS, the University and Monsanto are prepared to unde
collaborative effort in the field of biomedicine with a focus

oncept
11 be a

964
onsored
£
presses
=

rtake a

on

proteins and peptides which modulate cellular function, where
University currently has substantial personnel and facilities

the

for the

conduct of research and a field where Monsanto has in-house research

underway and wherein Monsanto expects to increase its in-house:

research emphasis; and

WHEREAS, Monsanto proposes to provide significant financi

a1

support to the University in furtherance of this collaborative effort

according to the terms set forth in this Agreement.

NOW, THEREFORE, the parties'hereto agree as follows:

ARTICLE I |
PURPOSE AND SCOPE OF THIS AGREEMENT -

The purpose of the present Agreement is to provide a contractual
framework to govern conduct of this collaborative effort under which
multiple research Projects (as hereinafter defined) can be undertaken.
This Agreement is designed to recite the contractual prov151ons which
would apply to all Projects authorized by the Advisory Committee under

the Program (as herelnafter defined).
ARTICIE TT - DEFINITTONS
4

2.1 "Program" means all research activities performed by
the University under this Agreement which are authorized and |
the Advisory Committee (as hereinafter defined) and Program D
from financial support provided by Monsanto.

or for

funded by
Lrector

2.2 "Project" means a specific research activity which has been

authorized and funded by the Advisory Committee from financial support
provided by Monsanto under the Program. Projects shall be of: three
types: -

a) "Exploratory Projects“:.Those directed to fundamehtal

research on basic scientific questions with a foc
proteins and peptides which modulate cellular: fun

us on:
ction.
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b) "Specialty Projects": Those directed to applied research
with a focus on proteins and peptides which modulate
cellular function and in which Monsanto sees more
immediate commercial utility either in terms of
technologies or products or both.

c) "construction and Renovation Projects": Those :
construction and renovation activities directed to
physical facilities required to accommodate and enhance
the Program.

2.3 "Advisory Committee™ means those representatives of the
University and Monsanto charged with administering the Program. The
Advisory Committee comprises a Program Director who shall be éhairman
and appointed by the University, three (3) additional members:
appointed by the University, and four (4) members appointed by
Monsanto. All members including the Program Director, shall have
voting power. ?'

2.4 "Project Investigator" means the scientist in charge of a
Project and responsible for its conduct in accordance with the terms
of the Project award and the accepted operating peolicies and f
procedures of the University. A Project Investigator shall be a
faculty member qualified to be a principal investigator on regearch
projects sponsored by government and nationally reputable agencies.

2.5 "Technical Developments™ means any and all 1nvent10ns
discoveries, advances, know-how, processes, dev1ces, machlnes,
materials, software and other information arising from the Program,
whether or not the same are patentable, copyrightable or otherw1se
protectable by law.

2.6 "patent" means any patent, certificate of invention,
inventors certificate, utility model or similar form of protection, or
plant patent or other form of protection of plant material, granted
anywhere in the world covering an invention which is a Technical
Development, and owned by the University or in which the Unlver51ty
has licensing rights.

2.7 "Licensed Product" means any product covered by a claim or
made by or used in a process covered by a claim of an unexpired Patent
at the time and in the country wherein the product is manufactured,
used or sold, which claim has not been adjudicated invalid in a final
adjudication from which there can no longer be an appeal, and.which
Patent is licensed to Monsanto as provided for in this Agreemént.

2.8 "A reement of Program Participants" means the spe01men
agreement set forth in Exhibit A attached hereto.

ARTTICTE TIIT - TERM OF AGREEMENT

3.1 This Agreement shall be for a period of five (5) years
commencing July 1, 1982 and terminating June 30, 1987, unless earlier
terminated under the provisions of Paragraphs 4.3, 12.2 or 12;3.
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3.2 On or about February 1, 1985, the parties shall ente

discussions as to whether both parties desire to continue the
If cont

beyond the normal termination date of June 30, 1987.
is mutually desirable the parties shall proceed with negotiat]
arrive at mutually acceptable terms and conditions for such
continuation. If continuations is not desired by either or
parties, this fact shall be confirmed in writing before the e
third year of the initial term of this Agreement.

3.3 ITf, in accordance with Paragraph 3.2 the parties dec
to continue the Program beyond June 30, 1987, then Monsanto s
the option of electing to continue its support on a Project
Project basis,
normal term. Monsanto shall make such elections and the parti
negotlate in good faith mutually acceptable financial terms a
extensions, not to exceed two (2) years in duration, prior to;
expiration of this Agreement. All other relevant terms of thi
Agreement shall apply to such terminal Project contlnuatlons.

ARTICLE TV - PROGRAM ADMINISTRATION

4.1 The Program shall be under the direction of the Advi
Committee chaired by the Program Director, Dr. David M. Kipnis
shall be assisted by seven (7) other Committee members includj
(3) members, namely, Dr. Luis Glaser, Dr. Paul Lacy, and Dr.
Davie, appointed by the University and four {(4) members, name
Howard A, Schneiderman, Dr. G. Edward Paget, Dr. Louis Fernan
Dr. David C. Tiemeier, appointed by Monsanto. The University
Monsanto representatives on the Advisory Committee, other tha
Program Director, may be changed at appropriate intervals by
the parties with timely notlce to the other party.

4.2 All actions to approve, defer or disapprove Program
activities and to fund new Projects, to provide supplemental
continuation support to previously approved Projects or activ:
and to discontinue previously approved Projects or activities:
taken in convened meeting of the Advisory Committee. Any suc
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shall requlre approval of a majority of the members of the Adv1sory

Commlttee, i.e., at least five (5) of the eight (8) members.

4.3 Should the Program Director or any member of the Adv]

Committee be unable to continue service, a replacement shall

promptly appointed by the appropriate party. Program Directo:
replacements shall be mutually acceptable to Monsantoc and the
University; provided, however, that acceptance by Monsanto sh
be unreasonably withheld. If the University cannot nominate

acceptable replacement for the Program Director within one (1
following the inability of the Program birector to continue s
Monsanto may suspend its financial support for the Program un
acceptable Program Director 1s appointed.
continues beyond six (6) months,
Agreement as breached under provisions of Paragraph 12.2 and

ninety (90) day notice provision of Paragraph 12.2 is not app

If such suspension
Monsanto may summarily treat

isory
be
r

a11 not
an

) month
arvice,
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4.4 The Program Director shall convene a meeting of the Advisory
committee at least once each calendar quarter and otherwise asg
frequently as necessary to act on Program matters and pending.
proposals to review the financial status and progress of actlve
Projects, to deal with unanticipated problem areas, and to con51der
other matters concerned with the effectiveness of the Program. Except
in an emergency, notice of a scheduled meeting and an agenda therefore
shall be issued not less than two (2) weeks prlor to any such meeting.
Any Advisory Committee member may request convening of spe01al
meetings and may have any matter related to the conduct of the Program
placed on the Advisory Committee agenda for the next or forthcomlng
meeting by maklng such a request in writing to the Program Director
sufficiently in advance of the meeting to allow adequate preparatlon
for a productlve discussion of the matter.. :

4.5 The Program Director shall, after each meeting of the
Advisory Committee, distribute to all Committee members, whether
present at the meetlng or not, a written summary of matters con31dered
and actions taken. :

4.6 Should a member of the Advisory Committee not be able to
attend a given meeting, an alternate representative may be de51gnated
by so notifying the Program Director on a meeting by meeting basis.
If the Program Director is unable to attend a meeting of the Adv1sory
Committee, he may designate another University member of the Adv1sory
Committee to chair the meeting and perform the functions of the
Program Director at that meeting. However, it is understood by the
parties that the effectiveness of the Advisory Committee will be.
promoted by continuity of membership and regular attendance at
meetings by members.

ARTICLE V. — PROJECT SELECTION AND IMPLEMENTATION

5.1 The Advisory Committee shall decide on both the Explératory
and Specialty Projects which are to be supported under the Program.
The Advisory Committee shall strive to identify and fund Projects in
which the University enjoys scientific leadership and in Wthh
Monsanto has a meaningful interest. i

5.2 The Advisory committee has ultimate responsibility for
identification and selection of all Projects as well as for overall
~and ongoing direction of the Program. As a general guide, the parties
to this Agreement intend for the Program to embrace two (2) types of
Progects, namely, Exploratory Projects and Spe01a1ty Pro;ects.
Ultimately during the term of this Agreement, it is expected that
approximately thirty percent (30%) of the research effort would be
directed toward fundamental questions (Exploratory Projects) Whlle
seventy percent (70%) would be directed toward spec1flc produrts
(Specialty Projects). The partles hereto recognize that facility
renovation and construction is to be funded as a Program act1V1ty
within the limitation of the financial support spec1f1ed in Article
VIII hereof. '
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5.3 Following the identification of a field of interest by the
Advisory Committee the Program Director shall seek Project proposals
from faculty members of the University. E

5.4 Project proposals, continuations and supplements thereto
shall be on forms provided by the Program Director. The Progiam
Director shall provide copies of Project proposals to all members of
the Advisory Committee at least one (1) month prior to the Commlttee
meetlng at which such requests are to be considered. %

5.5 Whenever the Advisory Committee has identified a fleld of
research of mutual interest, and has received an acceptable Progect
proposal, a Project may be created by the authorization of the
Advisory Committee in writing. The Project authorization shall
identify the Project Investigator, define the research act1v1t1es to
be pursued, the level of effort to be devoted to the Project by the
Project Investigator, include a budget covering all costs of such
research, define the time duration and such other terms and condltlons
as may be agreed to and be approved by the Project Investlgator
consistent with the purposes and conditions of this Agreement?

5.6 With concurrence of the Advisory Commlttee, and in |
furtherance of productlve interaction between scientists of Monsanto
and those of the University, Monsanto representatives on the Committee
shall designate a Monsanto PrOject Scientist who shall act as the
prlmary contact with each Project Investlgator during the conduct of a
given Pr03ect

5.7 The Program Director shall submlt to Monsanto in writing
summary reports of all important findings and results as soon as
available and detailed annual Program reports on each annlversary of
this Agreement. The annual reports shall 1nclude sumnmaries and
conclus1ons for each active Project.

ARTICLE VI o
INTERACTION BETWEEN MONSANTO AND THE UNIVERSITY

6.1 To optimize the mutual benefit and collaboration intended by
this Program, the parties desire that there be mutually productive and
continuing interchanges between University and Monsanto scientists.
Accordingly, the University will ensure that all University scientists
engaged in the Program are available to appropriate Monsanto
scientists for consultation in the area of their respective Projects.
Temporary office space at the University shall be made avallahle to
collaborating Monsanto scientists. '

6.2 The University agrees to permit individual scientists and
technicians from Monsanto, with the consent of the Program Dlrector
and Project Investigator and at Monsanto’s expense, to spend 2
approprlate periods of time in University laboratories where Pr03ect
research is belng conducted to learn techniques developed thereln, to
participate is mutually desirable, and to facilitate the transfer of
Technical Developments to Monsanto. Monsanto agrees that its
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employees who are permitted to train and function in the laboratories
of the University pursuant to this paragraph shall be requlred to
‘observe the applicable policies of the University.

6.3 It is anticipated that interaction between the Project
Investigators and Monsanto Project Scientists will identify facilities
and capabilities of Monsanto which may be used by University |
scientists to enhance the progress of Projects. Moreover, it is
appropriate that evaluation of the commercial potential of research
leads and products be addressed through the interaction of the ‘Project
Investigators and the Monsanto Project Scientists.

ARTICLE VIT ~ SCIENTIFIC REVIEW PANET

7.1 To assess the sclentific merit and cost effectiveness of
Projects supported by the Program, the parties hereto recognize the
need for periodic review by an independent panel of scientist%.

7.2 During the third year of the initial term of this Agreement
and every two (2) years thereafter, the Adv1sory Conmittee shall
commission a scientific review panel comprising at least four {4)
distinguished sc1entlsts, not employees of Monsanto or members of the
Unlver51ty staff, to review al then-current Project work and to
appraise the direction of the Program, both qualitatively andﬁ
guantitatively. Composition of the review panel should be de51gned to
include scientists having clinical and pharmaceutical orlentatlon as
well as academlc orientation.

7.3 The review panel shall be required to issue a confldentlal
report to the Advisory committee and to the Chancellor of the|
Unlver51ty and the Chief Executive Officer of Monsanto statlng its
views, conclusions and recommendations regarding the scientific merit
and cost effectiveness of the Program and Projects and the impact of
the Program on the respective institutions involved.

7.4 Costs of the scientific review shall be paid from Program
funds.

VITI - PROGRAM FINANCES

8.1 Monsanto hereby agrees to provide to the University for the
total support of the Program during the five (5) year term of.this
Agreement, the total amount of Twenty-Three Million, Five Hundred
Thousand Dollars ($23,500,000), to be adjusted accordlng to Paragraph
8.2, which shall cover both direct and indirect expenses of the
Univer51ty The Unlver51ty agrees that this funding shall be
disbursed solely in support of the Program.

8.2 Payment by Monsanto to the Unlver51ty of the amount bpe01f1ed
in Paragraph 8.1 shall be limited to contract year budget amount
recited in the following schedule which are subject to (i) annual
adjustment for inflation in accordance with this Paragraph 8.2, and

r
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(ii) budget underruns carried forward from one year to the next with
approval of the Advisory Committee in accordance with Paragraph 8.9.
The parties hereto believe the following expenditure schedule: reflects
the appropriate allocation of funds:

Construction and

Contract Exploratory Specialty Renovation . Contract

Year Projects Projects Proiects Year Budget
82/83 $1,500,000 $ 1,500,000 $ (See Para.8.4) $ 3,000,000
83/84 $1,600,000 $ 2,200,000 $ : $ 3 800,000
84/85 $1,700,000 $ 3,000,000 S $ 4 700,000
85/86 $1,800,000 $ 3,800,000 $ $ 5,600,000
86/87 $1,900,000 $ 4,500,000 $ $ 6 400,000
Total $8,500, 000 $15,000,000 $ $23,500,000

: %
The initial contract year shall run from the effective date of

this Agreement through June 30, 1983. Subsequent contract years shall
run from July 1 through June 30. :

The contract year budgets above recited, commencing with! the
second contract year (July 1, 1983 through June 30, 1984), shall be
adjusted using the GNP Deflator Index in the following manner: _

(a) A base index will consist of an average of the GNP Deflator
Index figures for the four (4) quarters from April 1981
through March 1982. '

(b} An index for each contract year, commencing with the second
contract year, will consist of an average of the four (4)
quarterly GNP Deflator Index figures covering the perlod
April through the following March immediately precedlng the
start of each contract year. (For example the index for the

- second contract year will be the average of the GNP Deflator
Index figures for the four (4) quarters covering April 1982
through March 1983.)

(c) Each contract year budget as stated above shall be adjusted
prior to the commencement of the relevant contract year by
applying a multiplier derived as follows: i

multiplier =l+contract yr., index - base index
base index

For purposes of this Agreement the "GNP Deflator Index" shall
mean the quarterly revised Implicit Price Deflator for the Gross
National Product as reported by The United States Department ef
Commerce, Bureau of Economic Analysis. Since it is normal for a
quarterly GNP Deflator Index to be revised shortly after it is first
published, calculations herein shall be based on the final index for a ’
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quarter, if available, and otherwise on the most recent revision
available on June 1 immediately preceding the start of the contract
yvear for which calculations are made.

8. 3 It is recognized that the occurrence of expenditures during a
contract year is primarily dependent on Project spending plans
authorized by the Advisory committee during the current and any prior
years. Nevertheless, Monsanto is not obligated to reimburse the
University for expendltures incurred during, or carried forward into,
any contract year in excess of the total amount of the contract year
budget shown on the expenditure schedule in Paragraph 8.2, as it may
have been adjusted under the provisions of Paragraph 8.2 and 8 9,
unless the parties mutually agree to modify said total amount! by
formal amendment to this Agreement. :

8.4 All Program funds shall be administered by the Program
Director who shall allot funds, with the approval of the Adv1sory
Committee as specified in Artlcle IV, to Project part1c1pants. By
unanimous consent the Advisory Committee may reallocate among PrOJect
types up to 10% of the total funds for any contract year Speleled in
the schedule of Paragraph 8.2, as such annual total may have |
previously been modified by Monsanto under Paragraph 8.3 or by the
Advisory Committee under Paragraph 8.9. Such reallocation oficontract
year funds may be among the Exploratory Project type, the Specialty
Project type and the Construction and Renovation Project typei The
Program Director shall monitor spending of funds budgeted for.
individual Projects and may make adjustments among expense categorles
of an approved Project budget upon justified requests of Project
Investigators. The Program Director shall keep the Advisory Committee
informed of financial matters which might indicate a significant
departure from Project plans previously approved by the Commlttee.

The Program Director’s financial records on all segments of the
Program and Projects shall be available for review by any member of
the Adv1sory Committee. %

8.5 Approved funds for individual Projects or for support of the
Program shall be maintained by the University’s Accounting Services
Department in separate accounts for each such activity. Spendlng for
each account shall be under the direct control of the Program%Dlrector
or his delegated Project Investlgator, respectively, who shall be
furnished with the Accounting Services standard monthly statements of
spending against their accounts.

&

8.6 The accounting records of Program activity shall be évallable
for audit by Monsanto, using its own internal or outside audltors,
during the normal business hours of the University. . -

8.7 The University shall submit monthly invoices with supporting
details to Monsanto showing actual spending by University expense
category for each PrOJect for which reimbursement of expendltUres is
being requested. Each invoice shall also show cumulative expendltures
to date for each such Project against the approved Project budget and
cumulatlve total Program expenditures for the contract vear agalnst

I
s
x
z
i
%
i
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the current contract year budget shown on the expenditure schedule in

paragraph 8.2 as it may have been prev1ously adjusted under the
provisions of Paragraphs 8.2 and 8.9.

8.8 Monsanto agrees to pay the University promptly upon receipt
and approval of the University’s invoices provided under Paragraph 8.7
up to the level of the contract year budget set forth in Paragraph
8.2, as such contract year budget may have been adjusted under the
provisions of Paragraphs 8.2 and 8.9.

8.9 If in any contract year there is an overrun of the contract
year budget the excess expenditures shall be carried forward and be
paid from the following contract year budget. If in any contract year
there is an underrun of the contract year budget (hereinafter: in this
paragraph "the current contract year budget"), then with the unanimous
consent of the ADvisory Committee the underrun amount may be carrled
over as an addition to the following contract year budget. The
approved amount from the current contract year budget which is to be
carried over shall be adjusted by a multiplier calculated by dlv1d1ng
the multiplier from Paragraph 8.2 for the following contract year
budget by the multiplier for the current contract year budget:. The
thus adjusted amount to be carried over shall then be added to the
following contract year budget after the following contract year
budget has been adjusted in the usual manner.

8.10 Title to all item of equipment purchased with Program funds
shall vest in the University at the time of purchase.

8.11 Upon termination of this Agreement for any reason the
University shall provide a final accounting of Program funds to
Monsanto within ninety (90) days following such termination. ' During
said ninety (90) days the University shall liquidate all outstanding
obligations incurred prior to termination but shall not incur :
additional obligations. The balance of funds remaining shall!
thereupon be returned to Monsanto unless required for completion of
Projects in accordance with Paragraph 3.3. -

8.12 Indirect costs invoiced under Paragraph 8.7 shall, through

June 30, 1987, be at a fixed rate of fifty percent (50%) of 1nv01ced
direct costs. Indirect costs invoiced by the University for any
activity performed in whole or in part by any contractor shall not
exceed the indirect costs which would have been invoiced had such
activity been performed wholly by the University. If the University’s
" indirect costs rise by ten percent (10%), i.e., to fifty flveépercent

(55%) or more, then upon the University’s request Monsanto agrees that
it will negotiate the University’s request to increase the rate of
indirect costs from fifty percent (50%) under this Agreement itaking
into consideration relevant factors, including relative increases in

indirect costs made in other research agreements, including government
agreements.
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ARTICLE IX - PUBLICATIONS AND REVIEW OF TECHNICAL DEVELO?MENTS

9.1 The University faculty members participating in Projects are
a liberty to publish the results of their research subject to: the
prOV151ons of Paragraphs 9.1, 9.2, 9.3, 9.4 and 9.5. PrOject'awards
will requlre that partlclpants prov1de copies of all abstracts and
articles, in the best form then available, proposed to be submltted
for publication in sufficient time to permit the Program Director to
provide same to a Monsanto member of the Advisory Committee at least
one (1) month prior to submission to a publisher or other thlrd party.
The Program Director shall immediately determine that a Monsanto
member has received a copy of each such proposed abstract and article.
The Program Director shall also promptly provide to a Monsanto member
a final copy of each abstract and article as submitted for
publication.:

9.2 Monsanto shall promptly review such proposed abstracts and
articles to determine if potentially patentable Technical Developments
are disclosed and shall promptly thereafter inform the University
whether delay of submission for publication or other public d@sclosure
for a reasonable time will be requlred to establish Patent rights of
reasonable scope. Disputes concerning such delays shall be referred
to the Adv1sory Committee.

9.3 As to verbal presentations and discussions, the parties
recognize that it is impractical to provide a complete review;system
for Patent purposes and that considerable discretion must be left in
the investigator. It is the intent of the University and Monsanto to
provide the investigators guldance sufficient to avoid any }
divulgations that would compromise the establishment of the best
possible Patent position. . :

9.4 The reporting and evaluation as provided for in Paragraphs
9.1 and 9.2 notwithstanding, the Monsanto representatives on the
Advisory Committee are exposed to all Program and Project plans before
commencement and such representatives have full opportunity and right
to follow the progress of any and all Projects. Through this
mechanism the assigned Monsanto Project Scientists and Monsanto shall
determine as early as practicable the potential for establishing
Patent rights and its interest in obtaining a license of suchirights.
As soon as such potential is determined by Monsanto the parties shall
cooperate on immediate actions necessary to the establishment of such
rights, including, if necessary delay of publication for a reasonably
brief period of time to conduct any further research or take other

actions that may be necessary to file approprlate and adequate Patent
appllcatlons. .

9.5 All scientific publications reportlng research results from
Program activities shall acknowledge that support for such research
was provided by Monsanto.

9.6 Upon written request to the Advisory Committee, Monsanto
shall receive adequate samples of all available scientific materials
isolated or developed in the Program, and shall have the right to use
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the same for research and/or commercial purposes, but subject:

provisions herein with respect to confldentlallty, Patents and
Monsanto’s rights to receive and use samples as prev1ded in

licenses.

to the

this Paragraph 9.6 shall not be denied but shall be subject te

reasonable modification for good reason as deemed necessary b}
Advisory Committee.

ARTICLE X - CONFIDENTIALITY

; the

10.1 Technical Developments and Patents shall be the sole and

exclusive property of the University subject to the license rj
provided under Article XI.

.ghts

10.2 Monsanto shall take reasonable precautions to safeguard,

in

a manner comparable to that used to protect its own confidential

technical information, unpublished Technical Developments and.

disclose the same to others for a period of two (2) years after _
: for
-such

receipt; provided, however, that Monsanto shall not be liable
unauthorized disclosure of Technical Developments in spite of
precautions.
Development for which good cause can be shown, the University:
extend the two (2) year period for an additional period of twc
years by notice in writing to Monsanto stating reasonable ‘
justlflcatlon therefor and that to the University’s knowledge

With respect to any particular identified Techn]

not

ical

may

> (2)

none of

the exceptions of Paragraph 10.3 is applicable. After said ir

11t1a1

two (2) year period or extension thereof Monsanto shall be under no

restrictions as to revelation of any Technical Developments.
to the provisions herein with respect to Patents and llcenses,

. Subject

Monsanto shall at all times be free to use Technical Developments.

10.3 The Monsanto obligation specified in Paragraph 10.2:shall
not extend to Technical Developments which: .

a) ‘become a part of the public domain or of the publlc
knowledge through no fault of Monsanto; or -

b} were in the possession of Monsanto prior to dlsclosure by
the University, and such possession by Monsanto is
documented; or

c) are received by Monsanto lawfully and properly from a third
party, or '

d) have been revealed in patent applications.

10.4 Close cooperation between Monsanto personnel and Un;versity

personnel in the conduct of activities required by or contrlbutlng to
the purposes of this Agreement may involve the disclosure of Monsanto

confidential information to such University personnel. Slnce,

as a

practical matter the University is not able to make commitments of
confidentiality on behalf of its faculty nor contreol the confidential

information disclosed to them,

it shall advise all Program and Project
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partlclpants that they will be required to sign in advance of
receiving Monsanto confidential information personal commltments of
confidentiality as Monsanto deems necessary in the c1rcumstan9es.

ARTICLE XTI - PATENTS AND LICENSING

11.1 Whenever the Unlver51ty reasonable feels a need therefor it
may request Monsanto to provide in writing a preliminary indication of
its current interest in commercializing Technical Developments
resulting from a Pr03ect. However, Monsanto shall not be obllgated to
carry out commercialization.

11.2 Monsanto shall have the right and obligation to monltor
progress of each Project through its representatlves on the Adv1sory
Committee and through access to University Program part1c1pants and
reports, or by such other arrangements as may be mutually acceptable
to Monsanto, the Program Director, and the Project Investlgators as
appropriate. The primary purpose of such monitoring is to detect
potentially patentable inventions as early as possible. The
University shall have the obligation to disclose promptly to Monsanto
all potentially patentable or scientifically novel Technical
Developments. “

11.3 When in the judgment of Monsanto potentially patentable
inventions are developed within a Pro;ect Monsanto shall make a
report of such to the University, with its views of further research
that may be necessary to establish the nature and scope of these
inventions, and to the extent then possible its opinion of the
potential importance of such invention to commercialization p;ospects,
and its interests concerning the licen51ng by Monsanto under any
Patents that may be obtained covering such inventions. The
information in said report shall be retained in confidence by the
Unlver51ty and used only for purposes of this Agreement. B

11.4 When in the judgment of the University potentially :
patentable inventions are developed which have not yet been identified
by Monsanto through the processes described in Paragraphs 11.2 and
11.3 the University shall make a report of such to Monsanto, 1nclud1ng
all available results and conclusions. Thereupon, Monsanto shall

prepare and make its report to the University as specified 1n
Paragraph 11.3.

11.5 When Monsanto has indicated its interest in a license under
prospective Patent rights to an invention it shall promptly cause its
patent attorneys to file and prosecute in good faith a United States
Patent application on such invention. Monsanto shall also effect the
filing and good faith prosecution of foreign Patent appllcatlons
corresponding to the United States application in whatever countries
Monsanto by written notice to the University indicates its 1nterest in
a license under prospective Patent rights..

11.6 Until such time as Monsanto notifies the Unlver81ty?1n
writing that it no longer has an interest in a license, or until the
expiration of the time spe01f1ed in Paragraph 11.14 during Wthh time
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Monsanto has not given notice of its election to take a license,
Monsanto agrees to bear the cost for flllng and prosecution of Patent
applications under Paragraph 11.5 and the issuance and malntenance of
Patents thereon. Monsanto shall not be required to prosecuteany such
Patent appllcatlon beyond the point of final rejection by the. a551gned
Primary Examiner in the United States Patent and Trademark office or
the equivalent stage of prosecutlon if a foreign appllcatlon.§ The
University, at no cost or obligation or liability to Monsanto, may
take action to file or prosecute any Patent application or have issued
or maintain any Patent on which Monsanto elects not to take such
action. Any such election by Monsanto shall be promptly communlcated
to the University and in adequate time to allow the University to take
such action if it so desires. Monsanto’s right to a license
thereunder shall not thereby be diminished. §

11.7 With respect to Patent applications filed and prosecuted and
Patents issued or maintained by Monsanto under Paragraphs 11. 5 and
11.6, the University at its ownh expense may designate and retaln
patent counsel of its own who shall be permitted to review such Patent
appllcatlons and proposed responses to Patent Office actions thereon
and issuance and maintenance of Patents and to consult with Monsanto s
patent attorneys before Monsantoc takes action thereon. However the
control of such filings, prosecutions, issuances and malntenances
shall rest with Monsanto unless it elects to relingquish such control
to the University under Paragraph 11.6 by tlmely written notlce. The
University may at any time elect by notice in writing to Monsanto to
assume at University’s cost those activities undertaken by Monsanto
under Paragraphs 11.5, 11.6, and 11.7 on behalf of the Unlver51ty in
regard to any Patent appllcatlon or Patent, and Monsanto’s rlght to a
license thereunder shall not thereby be diminished.

11.8 Title to all Patent applications and Patents 1ssu1ng thereon
covering Technical Developments made only by University or non-
Monsanto personnel or jointly with Monsanto personnel shall be in the
University. Any royalties payable with respect to the latter shall .
take into consideration the relative contributions of the Unlver51ty
and Monsanto coinventors.

JEE—

11.9 The parties, including the inventors, Project Investlgators
and Program Director, shall do all acts necessary or de51rable to
provide Monsanto patent attorney with all information and records and
execution of all documents necessary or desirable in the evaluation of
Technical Developments, and in the filing and prosecution of Patent
applications thereon, and in obtaining the issuance and malntenance of
any Patents issuing from such Patent appllcatlons. i

11.10 The Unlver51ty shall take all necessary and desirable
actions, including the signing of Agreements of Program Part1c1pants
(Exhibit A) by each of the persons participating in the Program,'
including the Program Dlrector, all Project Investlgators, and all
other persons involved in the research, to assure that it acqulres
sufficient title to all Technical Developments, Patent appllcatlons
and patents from those of its personnel making such so as to be
entitled to grant licenses to Monsanto as specified in this Agreement.

l

I
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The Program Director shall maintain a file of such signed Agreements
of Program Participants which shall at all times be available to.

Monsanto representatives and upon request the Program Director shall
provide Monsanto copies of specified Agreements.

11.11 In consideration of Monsanto’s financial and other support
of the Program and of the Patent work and cost thereof to be
undertaken by Monsanto under this Article XI, the University agrees
that it will make no claims against and hereby waives any claim it may
have against Monsanto or its employees for injury, loss or damage
resulting from acts of omission or commission by Monsanto, its
employees or agents, in connection with the preparation, flllng and
prosecution of Patent applications and the obtaining and malntalnlng
of Patens covering Technical Developments. g

11.2 Each inventor of a potentially patentable Technical |
Development, no later than the time of signing a Patent appllqatlon
thereon, shall be requested to agree, for the considerations recited
in Paragraph 11.11, to make no claims against and to waive any claims
he or she may have against Monsanto or its employees for injury, loss
or damage resulting from acts of omission or commission by Monsanto,_
its employees or agents, in connection with the preparatlon, flllng
and prosecution of Patent appllcatlons and the obtaining and ;
maintaining of Patens covering Technical Developments. Should any
inventor decline to so agree, any Patent application on such TEchnlcal
Development shall be filed and prosecuted and Patents obtalned and
maintained by the University, at its own cost, and Monsanto’s. rlght to
a license thereunder shall not thereby be dlmlnlshed.

RN

11.13 Notwithstanding any other provision of this Agreement the
University agrees to hold harmless, indemnify and defend Monsanto and
its employees from all liabilities, damages, costs, expenses ;
(including attorneys fees) and losses resulting from any claim or any
lawsuit or any settlement thereof made by the University or by :
Monsanto with the University’s consent, by the University’s employees
or third party hav1ng an interest through the Unlver51ty or its
employees, and arising out of acts of omission or commission in regard
to the obligations undertaken by Monsanto or its employees under
Paragraphs 11.5, 11.6, 11.7. 5

11.14 The University hereby agrees to grant to Monsanto llcenses
to make, have made, use and sell under Patents, including the right to
grant sublicenses, in such countries as Monsanto may elect. Such
election for any Patent shall be made within two (2) years after the
filing of a Patent application in the affected country, prov1ded
however, that Monsanto shall not be required to negotiate the terms of
a license agreement until after the relevant Patent has lssued

Q

11.15 License grants to Monsanto of rights to Patent appllcatlons
and Patents issuing thereon for inventions made solely with Mensanto
support shall be eéxclusive for the life of such Patents. For any
invention made with the joint support of Monsanto and funds prov1ded
by another sponsor, or in which there is a third party 1nventer, such
llcense shall, whenever legally possible, be exclu51ve for the life of
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the Patents. However, if the University is unable to grant a,license
which shall be exclusive for the life of the Patent, then the
University shall provide Monsanto with the maximum rights permitted by
law. In connection with the transfer of Patent rights to be .
negotiated under this Agreement the parties shall consider the

benefits relative to licensing as distinguished form transfer of
title.

11.16 The University agrees to grant and hereby grants to
Monsanto an irrevocable, world-wide, paid=-up, non-exclusive license,
to make, have made, use and sell, 1nclud1ng the right to grant
sublicenses, on all Technical Developments licensed under thlS
Paragraph 11.16, and from use, sale or other disposition of products
made by use of the said Technical Developments, by Monsanto, its _
afflllates, sublicensees or any party acting on behalf of same. This
provision shall survive termination of this Agreement. i

11.17 The University agrees to grant to Monsanto licenseé on
patents secured outside the Program to the extent the Unlver51ty has
the right to so license and to the extent necessary for Monsanto to
practice Technical Developments. For such patents the grant shall be
on terms and conditions reasonable in the circumstances and shall
include the right to grant sublicenses. Monsanto agrees to 1ndemn1fy
the University for liability arising from use of such patents licensed
under this Paragraph 11.17 and from use, sale or other dlsp051tlon of
products mad by use of such patents, by Monsanto, its afflllates
sublicensees or any party acting on behalf of same. This prov151on
shall survive termlnatlon of this Agreement. §

11.18 License grants to Monsanto under Paragraphs 11.14 and 11.15
shall contaln at least the following terms and conditions:

a) requirement that Monsanto by its own efforts or threugh
sublicenses during the period of exclusivity make reasonable
efforts to effect the lawful introduction of Licensed
Products into the marketplace as early as practlcab;e,
consistent with Monsanto’s sound and reasonable business
practice and judgment. The requirement for 1ntroduct10n of
a Licensed Product into the marketplace shall be deemed met
if, in the exercise of Monsanto’s sound and reasonable
bu51ness practice and judgment, an alternative product
serving essentially the same function has been 1ntroduced
into the marketplace by Monsanto and with essentlally the
same benefits to the consuming publlc. _ ]

: _

b) the right of the Unlver51ty to requlre Monsanto to grant a

~ non-exclusive sublicense to a respon51b1e party on fair and
reasonable terms and conditions in the event the requlrement
of subparagraph a) above is not met. : i

c) requirement that during the perlod of exclusivity Monsanto
submit a product development plan specifying its reasonable
estimate of the schedule of key events to market entry and
provide periodic reports of significant modifications to the




d)

. costs and one-half of the costs of the arbitration.
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plan and progress against the plan to the University until
market entry is achieved, and requirement that the
University retain in confldence the information in sald plan
and reports and use only for purposes of the llcense.

right of Monsanto to sublicense others provided the'
University is notified to whom the sublicense was granted.

a royalty schedule based on net selling price of Liéensed
Product sold by Monsanto or its sublicensees. The |
University and Monsanto recognize that patent prote¢tion in
only one factor contributing to commercial success ef a
product or process and that other factors, for example other
patented inventions, unpatented know-how, technical and
marketing skills, financial contribution and risk, nature
and extent of market, nature and extent of competltlon
normal trade practlces and condition of the econony also
plan an important part. Accordingly, rather than attempt at
this time to establish royalty rates, the University and
Monsanto declare their intentions to negotiate in good faith
at the time of licensing, reasonable and fair royalties
payable to the University by Monsanto on the commer01al
practice by Monsanto and its sublicensees of each Technlcal
Developmernit covered by a Patent licensed under this: Artlcle
XI, taking into account the various factors contrlbutlng to
the commercialization. If the University and Monsanto are
unable to agree on royalty rates within six (6) months of
the commencement of negotiation, the matter may be submltted
to arbitration by either party and if so submitted by either
party, shall be finally settled by arbitration conducted in
accordance with the then-existing rules of conc111at10n and
arbitration of the American Arbitration Assoc1at10n. Any
such arbitration shall take place in St. Louis Coun;y,
Missouri, before three (3) arbitrators, one of who shall be
designated by Monsanto, one by the University and the third
by the two so designated. If one party fails to de51qnate
an arbitrator within thirty (30) days after the de51gnatlon
of an arbitrator by the other party, the arbitrator who
should have been chosen by the other party shall beE
appointed by the American Arbitration Association as soon as
possible. In the event that the said two arbltrato;s
designated by the parties are unable to agree upon a third
arbitrator within thirty (30) days after the nomlnatlon of

' the last of the said two arbitrators, the third arbitrator

shall be appointed by the American Arbltratlon Association
as soon as possible. None of the arbitrators need be
designated from any panel published by the American
Arbitration Association or any other arbitration
association. The arbitrators shall apply the laws of the
State of Missouri. The decision by the arbitrators shall be
binding and conclusive upon the parties, their successors |
and assigns and they shall comply with such decision in good
faith. The University and Monsanto each shall pay its own
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provision that when a Licensed Product is sold but not as.
such and constitutes 51gn1flcantly less than all of the
sold, an equitable adjustment shall be made in the net
selling price of the thing sold to arrive at the net selling
price for royalty calculations. When a Licensed Prbduct is
manufactured by or used in a process and the process is only
a minor factor in the manufacture or use, an equltable
adjustment shall be made in the net selling price.

provision that Monsanto payments required to be made to a
third party for the right under a third-party dominating
patent to make, use or sell a Licensed Product licensed
hereunder shall be credited against one-half of the
royalties due the University hereunder from sales of the
same Licensed Product.

right of annual audit to confirm royalties on behalf of the
University by a firm of accountants to which Monsanto has no
reasonable objection.

indemnification of the University by Monsanto for llability
arising from the manufacture, use, sale or other disposition
of Licensed Products, by Monsanto or its affiliates,
sublicensees or any party acting on behalf of same. This
provision is to survive termination of the license .
agreement. :

law of Missgsouri shall apply.

Such other provisions as the parties may mutually desire,
and, in the case of an exclusive license of an invention
jointly supported by the government, such provisions as the
government may have validly required the University: to '
include.

Patent Infringement procedures:

(1) If at any time a third party shall infringe a Patent
licensed to Monsanto hereunder, then Monsanto may
either (i) obtain a discontinuance of such 1nfr1ng1ng
operations; (ii) bring suit at Monsanto’s expense-
against such infringer in the name of Monsanto, or in
the name of the University and:Monsanto if the!
University is a legally indispensable party; or (111)
permit the University at its option to bring such suit
at its own expense. The party who brings suitishall
control the prosecution and any settlements thereof
and the other party shall be entitled to be represented
therein by counsel of its own selection at tis own
expense. :

(2) From any recovery from such suit or settlement: thereof
there shall first be paid the expenses of the party
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bringing the suit, then the expenses of the other party
hereto if represented by counsel, and the balance shall
be divided two-thirds to the party bringing the suit
and one-third to the other party, unless the parties
agree otherwise.

(3) Before bringing suit Monsanto shall fully info%m the
University, and give careful consideration to the views
of the University in making its decision whether or not
to sue. -

(4) If Monsanto decides to sue and University is a legally
indispensable party, the University shall have; the
right to assign to Monsanto all of the University’s
rights, title and interest in the Patent of Patents
concerned, in which event suit by Monsanto on such
Patent or Patents shall thereafter be brought or
continued solely in its name if the University is no
longer an indispensable party. Patents so assigned by
the University to Monsanto shall remain subject to the
same royalty and all other terms and conditions of this
Agreement. ! '

11.19 Commen01ng with the fourth and subsequent years in whlch
royaltles are due to the University pursuant to licenses contemplated
under this agreement, Monsanto shall be entitled to a credit, not to
exceed 25% of the gross royalties due for the commer01allzatlon of
Licenses Products in each year, (a) of Monsanto’s cumulative our-of-
pocket costs (excluding the costs of Monsanto’s employees) for patent
activities under Paragraphs 11.5 and 11.6 and (b) 50% of all payments
made prior to the date of crediting by Monsanto to the University
under Article VIII hereof, which payments can be related to the cost
of development of those commercialized Licensed Products.

11.20 Should Monsanto not indicate interest to take a partlcular
license from the University, or subsequently decide not to enter into
the license agreement, or terminate the license agreement, or. should
such agreement be justifiably terminated by the University w1thout
challenge or objection by Monsanto, then the University shall be free
to license to others the subject matter so released, without further
obligation to Monsanto. However, such licenses to others shall
exclude Licensed Products directly competitive with or substantlally
equivalent to those Monsanto has licensed. _

11.21 Upon the indication by Monsanto of in interest in eny
Technical Developments and that Monsanto desires to commeénce
activities directed at transferring such technology to its ;
laboratories, then the Program Director shall participate with
Monsanto representatives, the Project Investigators and others as may
be appropriate to work out mutually acceptable actions to be taken to
effect such technology transfer, including activities contemplated
under Paragraphs 6.2 and 9.6, all at no added cost to Monsanto.
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or negligence, and the University shall defend, indemnify and: hold
Monsanto harmless (using funds other than those paid to University
pursuant to the provisions of Article VIII hereof) from any and all -
claims, costs or liability for any such loss, damage, injuries or loss
of life, other than that attributable in whole or in part to
Monsanto’s fault or negligence.

13.3 Monsanto agrees to defend, indemnify and hold the University
harmless from any and all claims, costs or liability for any loss,
damage injury or loss of life, other than that attributable in whole
or in part to the University’s fault or negllgence, arising as a
result of any Monsanto Employee working in the laboratories of the
University as provided under Paragraph 6.2.

ARTICILE XIV — TRANSFER OF INTEREST

'14.1 Neither this Agreement, nor any of the rights and
obligations stated herein or resulting therefrom, may be assigned,
transferred or otherwise disposed of by either party without the prior
written consent of the other unless such assignment, transfer or
disposition is to a successor to all the business of the transferor
which pertain to the subject matter of this Agreement, and prov1ded
that such successor shall agree in writing with the other party to
assume all the obllgatlons of the transferor to the other parﬁy

14.2 Should it become necessary or desirable for the Unlver51ty
to subcontract any of the Program research to others, such research
.shall be performed under a formal subcontract satlsfactory to | Monsanto
by which the subcontractor accepts all appropriate prov151ons of this
Agreement and other such provisions as are necessary.

ARTICLE XV — NOTICE

15.1 Any notice or report required or'permitted to be given under
provisions of this Agreement shall be in writing and be sent by first
class mail or hand delivered: '

a) If to Monsanto, to:

. G. Edward Paget, M.D.

Director, Health Care Development
Monsanto Company, O02F

800 North Lindbergh Boulevard

St. Louis, Missouri 63167

with a copy to:

Mr. John E. Maurer

General Patent Counsel
Monsanto company, E2NA

800 North Lindbergh Boulevard
St. Louis, Missouri 63167
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b) If to the University, to:

David M. Kipnis, M.D.

Chairman, Department of Medicine
Washington University Schocl of Medicine
660 South Euclid Avenue

st. Louis, Missouri 63110

with a copy to:

Mr. Edward L. MacCordy

Associate Vice Chancellor for Research
Washington University

Lindell & Skinker Boulevards

St. Louils, Missouri 63130

15.2 Either party may change the address or the person(s
designated to receive notice by notlfylng the other in writin
change.

ARTICLE XVI - GENERAL PROVISIONS

16.1 Except as provided in Paragraph 9.5, neither party
the name of the other party, its affiliated organlzatlons or
personnel in advertising promotional materials or news or pre
releases pertaining to the subject matter of this Agreement w
prior written consent of such other party.

16.2 This Agreement shall be construed under the laws of
State of Missouri.

16.3 No waiver of any default, condition, provisions or
this Agreement shall be deemed to imply or constitute a waive
other like default, condition, provision or breach of this Ag

16.4 The Article headings used in this Agreement are for

convenience only and form no part of the Agreement.

16.5 This writing constitutes the entire Agreement betwe
parties hereto relating to the subject matter of this Agreeme
there are no understandings,
except as expressly provided herein. Nelther this Agreement,
term or provision thereof, may be discharged, waived, release

representations or warranties of
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16.6 The parties agree that it is the intention of ne1th
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this Agreement is in viclation of any applicable law or regul?tion, or
is unenforceable or void for any reason whatsoever, such sentence,
paragraph clause or combinations of the same shall be 1noperat1ve and
the remainder of the Agreement shall remain binding upon the partles.

IN WITNESS WHEREOF the parties have caused this Agreement to be
executed in duplicate by their duly qualified officers.

THIS CONTRACT CONTAINS A BINDING ARBITRATION PROVISION WHICH MAY
BE ENFORCED BY THE PARTIES

WASHINGTON UNIVERSITY

By

Wwilliam H. Danforth
Chancellor

Date 6/1/82
MONSANTO COMPANY

By

John W. Hanley
Chairman of the Boaxrd

‘Date_ . 6/3/82
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EXHIBIT A

AGREEMENT OF PROGRAM PARTICIPANTS

The purpose of the following agreement is to describe th
responsibilities of and to enlist the support and cooperation

research partlclpants and to insure compllance with relevant
University p011c1es.

Therefore, as a participant in a research project under
Biomedical Research Program sponsored and funded by Monsanto
I agree to abide by the following terms and conditions:

1. PATENTABLE TNVENTIONS:

(a) Participants will promptly disclose to the Universi

Program Director any potentially patentable inventi

novel scientific development they produce in any re

Project funded by Monsanto. Such disclosure will o

prior to disclosure to any other non-Program partic

(b) Participants will, upon request,

inventions to the University so that it may grant r

licenses to the sponsor.

(c) Participant inventors will cooperate with Monsanto

University patent attorneys in the filing and prose

patent applications. Due to the major expense and

specialized professional assistance required to purs
patent rights in a research program of this maqnltu

Monsanto has assumed this responsibility. The Univ

will monitor these efforts and at its option may as

responsibility on a case by case basis.

(d) In consideration of Monsanto’s willingness to file
prosecute patent applications at its own expense,
participant inventors will be requested to waive an
of liability by Monsanto in these efforts. Otherwi
University must assume this responsibility and its

(e) Any royalties from licensed inventions received by

University will be distributed as follows: 40% to

research laboratory(ies) in which the invention was

40% to the cognizant department(s), and 20% to the

Medicine.

PRODUCTS OF RESEARCH:

(a)

New materials, processes, devices,

project, whether patentable or not, will be made av

- to Monsanto for its evaluation and general use.
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(b)

PUBLICATIONS:

(a)

(b)

(c)

()

(e)

(f)

COCOPERATION WITH MONSANTO:
(a)
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Such research products may be made available to other
research scientists at non-profit institutions acco:dlng to
normal academic practice. However, recipient scientists
should agree not to further distribute such research
products and not to use them for the benefit of another
commercial firm, Distribution of potentially patentable
research products should not be made until Monsanto has
evaluated patentability and, if appropriate, filed a patent
application.

Scientific advances made under this research program will be
freely reported in the scientific literature.

Two (2) coples of each proposed publication, including
abstracts, in the best form then available will be provided
to the Program Director at least one (1) month before belng
submitted for publication. .

Based on a review by Monsanto patent attorneys of the
proposed article, a brief delay in its submission for
publication may be necessary to allow the filing of: adequate
patent applications. Such brief delay may occa51onally be
necessary to avoid the loss of patent rights. ;

Two (2) copies of the final abstract and article as\
submitted to the publisher shall be simultaneocusly prov1ded
to the Program Director. ‘

Each publication will acknowledge Monsanto Company support
of the research being reported.

Prior to the evaluation of research results for potentlally
patentable inventions, participants will use caution in
public or other outside presentations and discussions not to
prematurely disclose critical technical information which
could result in the loss of patent rights. ;

It is intended that there be mutually productive and
continual interchange between the University and Monsanto
scientists. For this purpose a Monsanto Project Scientist’
will be appointed as the primary company contact with each
Project Investigator. Each Project Investigator will be
available for consultation with the Monsanto PrOjECt
Sc1entlst on matters concernlnq the project. :




PATENT AND

PRODUCT
DEVELOPMENT

3 December 1985

Bruce Merrifield, Ph.D.
U.S. Department of Commerce
l4th and Constitution, N.W,.
Room 4824

Washington, D.C. 20230

Dear Bruce:

The following is a brief summary of the activities of ou
office at the University of Utah. I am also enclosing a copy
the brief paper I presented at a recent meeting of the
Association for the Advancement of Medical Instrumentation.

The principal purpose of the Patent and Product Developm
Office is technology transfer through the disposition of
intellectual property via patenting with subsequent licensing
other suitable technology transfer arrangements. These
activities are summarized by our invention disgclosures which
number 1170 to date, 54 U.S. patent applications filed or in
progress during 1984, more than 86 foreign applications which
are currently in progress; and 176 issued U.S. patentg which
on file in our office.

We have 64 active license agreements, 24 of which are wi
Weakartups and reflect an equlty position WIiTH "&an

addltlonal 22 agreements in the review stage, 14 of which hawv
propcsed equity positions.

We are proud of our academic environment which encourage
our researchers and fosters the transfer of the technologies
they develop. I appreciate this opportunity to further expla
the purpose and activities of our office. I enjoyed becoming
acqualnted during my my recent trip to Washington and thank y!
for your time.

Very truly yours,

- B
% o . A { UNIVERSITY OF UTAH
RECEIVED:

DEC 9 1966
a BBLLE MERRIEIELD

ihslow Young, Direct

JWY: jro: 0437C J
Enclosure: "Academic Capitalism
at the University of Utah"
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ACADEMIC CAPITALISM
AT THE UNIVERSITY OF UTAH

J. Winslow Young, Director
Patent and Product Development Office

Academic capitalism, whereby academic research encourages

economic growth, is thriving at the University of Utah. At
least three dozen companies have been created based upon

technology from the University. Since 1981 the University of

Utah Research Foundation acting on behalf of the University
also negotiated an equity position in twenty-five of these
emerging companies as part of the license.

has

The artificial heart représents one facet of the techhology

transfer program of the University of Utah. The exciting

advances being made in its ongoing development could only have

resulted from the efforts expended through a commercial
enterprise.

In addition to the artificial heart these emerging
companies are supporting research and/or are providing
commercial products in the following areas of medical
technology: wearable artificial kidney, artificial arm,
synthetic vascular graft, artificial ear, subcutaneous
peritoneal access device, nerve repair prostheses, iontopho:
drug delivery, biocompatible materials, high frequency
ventilator, anesthesia delivery, anesthesia monitoring, surg
laser control, cell culture, ultrasound imaging, pharmaceuti
software, magnetically suspended blood pump, artificial
fallopian tube, artificial urinary tract, and medical sensor
Venture capital attracted by these emerging companies is
estimated to be in excess of thirty million dollars of which
approximately 10% has been directed back into the University
.the form of grants and sponsored research projects.

The technology is transferred by a license. In any lic
arrangement great care is taken to assure that there is no
adverse affect on the academic/research mission of the
University. Specific attention is directed to the areas of
freedom to publish and conflict of interest.

In conclusion, while the University of Utah is clearly
a commercial enterprise, it does recognize its important
position as a technology resource and has taken an affirmati
‘position in making that technology available to the commerci
sector. : '
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August 15, 1988

MEMORANDUM TO: FILE
cc: Richard Carlin

cc: Donald L. Fruehling
cc: Norman Latker.

cc: L. W. Miles

FROM: ” JACK J. KARNOWSKI

SUBJECT: TIC MEETING NGTES

°TIC Review

°David Brown -- History :
Data base effort -~- Hart/Brown/Latker because of
passage of U.S. technology exchange
°Carlin -- Demonstration of system
Will be operational January 1, 1989
°Fruehling - Must develop overall plan
*When is software done? '{
_ °Cost of software? ACTION KARNOWSKI
°Data base -- What goes in? .
: NCTR !
FEDREP (others) .- ACTION LATKER
UPI -~ UTC Universities
Other Labs
°Marketing
Universities
Government labs
Corporations ‘ NEED TQ DEVELOP
Vendors PLAN =- MILES '
Foundations o WILL INITIATE
International

°Marketing Expert - Miles
°Should try to get Pergamon Journal contributions
involved : ' i

°Who’'s responsible for determining what get's
on? : :
What format? :
What Priority? - ACTION LATKER
How do you deal with junk? : ‘

°Hypertex -- Bill Miles will have some one look
into patenting




°Hart Meeting

°Work out deal to set up "Chinese Wall" between TIC
and Telescan. JJK will work out formal cost-
billing reimbursement, which will be cut down to
bare essentials.

ACTION EKARNOWSKI
(Will be completed in August)

Hart indicated he's comfortable with software progress.
Lag has hurt us -- he thinks if we were 3-6 months ahead
of current schedule, we could have gotten more govern-
ment laboratories on system.

Hart Vision of TIC

I. Manage Resource at Local Level

(People - equipment - space - supplies) - Estimate

~ monthly time charges to Hart $5,000 to $10,000 !
-I.a =-—- If you get a number of government

laboratories on system you could greatly
improve overall resource management.

IT. Second level - Technology Transfer
- °Big boss gets recognition
°Scientist gets money
°Political value -- helps U.S. competitiveness
°Foundations can get involved to protect tax

- status to fund products they want i
°Use for presentation of scientific funds and
publications
°Great way to communicate in scientific arena °

III. Recruiting - Placement
°Graduates
°Post Doctorates
°Mentors

TIC system could help this process immensely;
advertising costs are very high and not productive.

Vendors -- Cost Hart a fortune to process purchase
orders. One - purchasing agent for 14 sc1entlsts.
Purchasing people are not technlcal. Have hard
time ordering--buy over 1,000 books. ¢

'IV. Mature communication mechanism

TIC user: friendly, method will make it,easy'for
sclentists. : :




In order for Hart to be successful, we need TIC in other

government laboratories; we're missing the window of
opportunity. All laboratories starting their | own
system. :

‘We need parallel efforts, a giant pert chart.

°R&D software

°Marketing Plan o
°Game plan -~ what goes into data base?
°University Marketing
°Government laboratory marketing
°Corporations
°Vendors
°Foundations

' This takes a big marketing type horse.

'In order to keep Hart happy, we need to keep him posted
on developments and our game plan. If we move to get more
laboratories, he would be willing tc help us. Also he could

.get a handful of corporations to work with us during
debugging period.

Hart is 1looking for a more comprehensive system

the

for

managing technology resources--not just technology exchange..

o,

7O

JJIK:sb

)







.COMPANIES FOUNDED UPON UNIVERSITY TECHNOLOGY
(*indicates equity position)

p//?*)ANESTA CORPORATION

- "Anesta Corp.

- William C. Moeller
19092 East Baywood Drive
Salt Lake City, Utah 84117
(801) 272~6336

Proﬂuct/Services: "Anesta Corporation has been licensed§
under technology developed by Theodore H. Stanley M.D.
Anesta is developing the Anestapop (tm)} a unigque

anesthetic delivery system wherein the anesthetic is
incorporated into a lollipop.

}/{*)BIOMATERIALS INTERNATIONAL; INC.

James C. McRea, Ph.D., President
P.O. Box 8852

Salt Lake City, Utah 84108-0852
(801) 583-8444

Product/Services: Biomaterials International (BI)
provides consulting and/or R&D to the biomedical, polymer,
and pharmaceutical industries. BI's areas of expertise
include polymer synthesis and characterization, blood and
tissue compatibility, membrane permeation, drug delivery

systems, organic synthesis, and materials fabrication and
evaluation..

,A*)BIOMEDICAL LASER INDUSTRIES

David C. Whipple, President
64 East ©400 South

Suite 235 ;
Salt Lake City, Utah 84107 5
(801) 266-3356 - ‘

Product/Services: BioMedical Laser Industries is
involved in locating funding sources and providing _
marketing or licensing for completed medical and research
and development projects. They are currently involved in
laser and other instrument development spec1f1cally \
related to the medical profe5510n.




_— (* )BUNNELL, INC.

J. Bert Bunnell, Sc.D., President
417 Wakara Way

Salt Lake City, Utah 84108

(801) 582~0800

Product/Services: Bunnell, Inc. was formed with the
assistance of the Utah Innovation Center and is presently
manufacturing an air pressure monitor that signals the
nurse if a patient's respirator is not working properly
In development is a high frequency ventilator for infants
and children. |

(* )CARDIAC SYSTEMS, INC.

A&Q?%%%@%;  Jacob Kolff, M.D.

o 301 Mill Street
/Zzg/%é;éaéf Bridgeport, PA 19405

Product/Services: Cardiac Systems licensed the vacuum
forming techniques to manufacture ventricular assist
devices, artificial hearts and artificial heart valves
developed by Willem J. Kolff at the University of Utah
Center for Biomedical Design.

CERAMATEC, INC.

Ronald S. Gordon, Sc.D., President
163 West 1700 South

Salt Lake City, Utah 84115

{(801) 487-5411

Product/Services: Ceramatec is licensed under several
patents involving ceramics for various applications and is
conducting sophisticated research in high-tech ceramic
materials and their applications. '




+»{*)CONTEXTURE, INC.

52%%

_ *
} g?ggM )DC_SOFTWARE, INC.

(* ) COMPUTER GEOMETRY SYSTEMS, INC.

Richard F. Riesenfeld, Ph.D., President
1337 Harrison Avenue

Salt Lake City, Utah 84108

(801) 583-2815

Product/Services: Computer Geometry Systems Inc. (CGS)
is primarily involved in the research and development of
computer—aided design and manufacture. Its license
agreement includes computer software system components,
processes, formulas, equipment and improvements relating
to the "Alpha 1 System" for use in computer-aided
geometric design.

Lee A, Hollaar, Ph.D., President
P.0O. Box 8721

Salt Lake City, Utah 84108
(801) 363-8086 '

Product/Services: Contexture Inc. is involved in
information retrieval hardware, software, and workstations
developed under the direction of Lee A. Hollaar at the
Universities of Illinois and Utah. Dr. Hollaar's area of
specialization is custom computer architectures for text
information retrieval.

Dennis J. Crocker, President
4941 Scuth 1021 East

Salt Lake City, Utah 84117
(801) 268-6059

Product/Services: DC Software licensed the software
technology developed by Dennis Crocker while he was an
employee at the University of Utah. Mr. Crocker now heads

his own company and is providing software services to
commercial users.




(*)DMS SYSTEMS, INC.

A. Timothy Maness, President
740 East 3900 South

Salt Lake City, Utah 84107
(801) 268-6671 :

Product/Serv1ces. DMS Systems, Inc. develops and ]
markets database management scftware products for complex,
data-intensive environments, such as scientific research.

(p?pégﬁ&ME%%)DARBICK INSTRUCTIONAL SOFTWARE SYSTEMS, INC.

Richard C. Brandt, Ph.D., Chairman
P.0. Box 81157

Salt Lake City, Utah 84108

(801) 581-6076

Product/Services: Darbick Instructional Software
Systems Inc. (Darbick) was formed for the purpose of
providing update and maintenance services to the
computer-aided instructional software developed at the
University of Utah. The creation of Darbick was ]
necessitated by the realization that the University of |
Utah did not have the ongoing capability to provide
continuous update and maintenance services to this
important software package.

DESERET MEDICAL, INC.

David J. Lentz, Vice President
9450 South State Street

Sandy, Utah 84070

(801) 255-6851

Product/Services: Deseret Medical Products Inc. ;
(Deseret) was licensed with the Cardiac Output Monitor :
Apparatus and Method developed by Richard A. Normann,
Ph.D. Ongoing research is being supported at the
University of Utah by Deseret for thls important and
exc1t1ng development.




(*)DESERET RESEARCH, INC.

James L. Sorenson, President
520 Wakara Way '
Salt Lake City, Utah 84108
{(801) 584-3222

W

Product/Services: Deseret Research was created upon th
sale of portions of the University of Utah Research
Institute (UURI) to James L. Sorenson.

(* )DIMENSIONAL TECHNOLOGIES, INC.

Gary L. Crocker, President
1847 West 2300 South

Salt Lake City, Utah 84119
(801) 972-5500

Product/Services: Dimensional Techncoclogies Inc. was ,
licensed with the 3-D viewer development which was under
license from the Mitre Corporation to the University of
Utah where substantial additional developmental work
occurred in the Department of Radiology.

( * )EDL CORPORATION

Robert L. Springmeyer Jr.,
President -
Salt Lake International Center
4759 Wiley Post Way #110

Salt Lake City, Utah 84116
(801) 539-1122

Product/Services: Group Technologies Incorporated

through its EDL development laboratories is currently
supporting ongoing research on a neuromuscular blockade
technology developed in the Department of Anesthesioclogy
of the School of Medicine. The University of Utah will
receive an equity position in a corporation to be formed
around this technology.

Product/Services: Group Technologies Incorporated has
also been licensed with the medical laser technology and
computer control of medical lasers developed by John A.
Dixon, M.D. and Homer Warner, M.D., of the School of
Medicine. .




EVANS AND SUTHERLAND

David C. Evans, Ph.D., President
560 Arapeen Drive

Salt Lake City, Utah 84108
(801) 582-5847

Product/Services: Evans and Sutherland was originally
licensed under a non-exclusive license for 4 patents

involving computer technology developed at the University
of Utah while Dr. David C. Evans and Ivan E. Sutherland
were in the Department of Computer Science.

(* )FIELDS FINANCIAL CORPORATION

Randall K. Fields, President
P.0C. Box 680370 '
Park City, Utah 84068-0370
(801) 649-1304

Product/Services: Fields Financial Corporation is
currently supporting research in the culture of mammalian
cells. This technology has been developed by Catherlne F.
Rappaport, Ph.D., of the College of Bloenglneerlng. The
University of Utah Research Foundation will receive an
equity position in a corporation being formed by Fields'
Financial Corporation to further commerc1allze this
technology.

(* )LIFE EXTENDERS CORPORATION

Donald B. Olsen, D.V.M.
President

8832 Blue Jay Lane

Salt Lake City, Utah 84021
(801)581-6991

Product/Services: Life Extenders Corporation is
supporting research and development of a magnetically
suspended blood pump and urinary tract prosthetics.




METALS MANUFACTURING COMPANY

Stanley M. Tschaggeny, Ph.D.
- Secretary-Treasurer
. 2395 Scuth 2570 West
West Valley City, Utah 84119
(801) 972-0911

Product/Services: Metals Manufactﬁrlng Conmpany has beef
manufacturing and producing a novel display stand invented

by Professor Robert Bliss, Dean of the Graduate School of
Architecture.

{* )JMOTION CONTROL, INC.

Mr. Thomas A. Wiita, President
1005 South 300 West

Salt Lake City, Utah 84101
(801) 364-1958

Product/Serv1ces. Motion Control, Inc. currently :
manufactures and sells the UTAH ARM(tm), PHORESOR(tm), and
the SPAD (subcutaneous peritoneal access device). Both:
the UTAH ARM(tm) and PHORESOR(tm) are commercially '
available with limited sales being made worldwide. The:
SPAD is currently under an investigational device
exemption and is being implanted for the intra-peritoneal
delivery of insulin for diabetics. -

(* )RESEARCH INDUSTRIES CORPORATION

Gary L. Crocker, President
1847 West 2300 South

Salt Lake City, Utah 84119
(801) 972-5500

Product/Services: Research Medical Inc. was formed by
Research Industries Corporation and is licensed under the
neural prosthesis technology developed by Larry J. i
Stensaas, Ph.D., of the Department of Physiology. FDA'!
approval has been recieved with the prosthesis being :
available for use in early 1986.




(*)SARCOS GROUP, INC.

(* )SOUTHERN CROSS VENTURES, INC.

Stephen C. Jacobsen, Ph.D.
President

274 South 1200 East

P.O. Box 8881

Salt Lake City, Utah 84108
(801) 583-8330

Product/Services: Sarcos has been licensed by the
University of Utah for the developments produced in the
Center for Biomedical Design within the College of

Engineering of the University of Utah. The primary focus

of Sarcos is in the area of robotics and advanced resea
technologies.

Mr. Denny W. Nestripke, Director
311 South State Street, Suite 410
Salt Lake City, Utah 84111
(801) 355-0500

Product/Services: Southern Cross Ventures was created

¥ ch

at the same time as Vascular International for the purpose

of developing the nonmedical technologies formerly
licensed to Biomedical Technologies in conjunction with
the work of Donald J. Lyman, Ph.D.

(*)STATE*OF?THE—ART COMPANY

" Jeffrey L. Fox, Ph.D.
3303 Chaundra Avenue
- Salt Lake City, Utah 84124
(801} 581-7261

Product/Services: State-Of-The-Art Company is licensed
under a pharmaceutical software technology developed by
Jeffrey Fox, Ph.D., of the College of Pharmacy. This

software is designed for pharmacists and other specialists

in the field to enable them to evaluate the wvarious
medications received by a patient.




(*)SYMBION, INC.

Robert K. Jarvik, M.D., President
825 North 300 West

Salt Lake City, Utah 84103

(801) 531-7022

Product /Services: Symbion, Inc. is the manufacturer of!
the JARVIK~7(tm) artificial heart and the INNERAID({tm)
artificial ear, both of which are currently being
evaluated in patients. Symbion Inc. is actively
supporting research at the University of Utah in the ,
artificial heart and the artificial ear projects as well
as supporting a joint research effort with MIT on the |
artificial ear. Symbion, Inc. also is working in the area
of sophisticated electronic stethoscope technology.

(*)TECHNISCAN, INC.

Steven A. Johnson, Ph.D.
1155 East 300 South, #8
Salt Lake City, Utah 84102
(801) 581-7399

Product/Services: Techniscan has been licensed with the
ultrasound imaging technology that has been developed by
Dr. Steven A. Johnson primarily at the University of
Utah. Dr. Johnson is currently organizing a company
around this technology and the University of Utah has an

equity position in this particular company.

UTAH INNOVATION CENTER, INC.

Don A. Stringham, Director .
417 Wakara Way
Salt Lake City, Utah 84108
(801) 583-4600

Product/Services: The Utah Innovation Center Inc.
formed an agreement that the University of Utah would
transfer whatever rights it retained in technology
developed by the Utah Innovation Center while the same was
an organization within the Unlver31ty of Utah under the
colleges of business and englneerlng while supported by a
grant from the National Science Foundation. The ;
University of Utah Research Foundation is to receive an
equity position in the first investment pool establlshed
by the Utah Innovation Center Inc.




(* )VASCULAR INTERNATIONAL, INC.

Donald J. Lyman, Ph.D., President
4750 Wiley Post Way, Suite 140
Salt Lake City, Utah 84116

(801) 537-7137

Product/Services: Vascular International Inc. (VII) has

been licensed under the synthetic vascular graft

technology developed by Donald J. Lyman, Ph.D. Vascular

- International currently has approval from the FDA to

conduct human implants of the synthetic vascular graft and

work is currently progressing with this technology.

(* )WAK-UTAH, INC.

Mardee W. Hagen

c/o Division of Artificial Organs
535 Dumke Building

University of Utah

Salt Lake City, Utah 84112

(801) 581-6296

Product/Services: WAK-Utah is licensed under the

wearable artificial kidney techncology developed within

Division of Artificial Organs and the Center for

Biomedical Design of the University of Utah. The devic

is a wearable, hemodialysis, hemofiltration and/or
diafiltration apparatus.

(*)ZINETICS MEDICAL TECHNOLOGY CORPORATION

Russell G. Card, Executive Vice President
Number Nine Tempest Park

2212 South West Temple

Salt Lake City, Utah " 84115

{801) 466-7809

Product/Services: Zinetics Medical Technology

the

L+))

Corporation is licensed under the novel sensor technology

developed by Jeffrey D. Owen, Ph.D. and Barold (Mack)
Brown, Ph.D., of the Department of Physiology of the
University of Utah.
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*Agricultural Research Service of the U.S, Department of Agriculture,

hereinafter referred to as ARS, desire to enter into an agreement to

benefit of the people of the poultry industry, and the benefit of the!

"parties mutually agree as follows:

Cﬁo#-g/\cb

fhé%e N : ‘ (jicjh){;:(:£>%ffﬁj/zlr “%.
‘ﬁ » | CIRATT
WM o tage  of l"w

8% ., hereinafter referred to as the Cooperator, and t

Mgcﬂm

develop certain technologies related to the control of avian coccidiosi

and

WHEREAS, the Cooperator is suthorized to cooperate with any other State

ne

local, or national organizations or agencies whether voluntary or creat

by the law of any political division thereof, ahd to enter into contraé

snd agreements within and without the State; and

ed

ts

WHEREAS, the Cooperator is in a pos1t10n and is willing to prOV1de certain

cooperatlon and funds to ARS for a study on embryo vaccination for the

control of cocecidiosis in chickens; and

WHEREAS, the evaluation of the efficacy of the respective technologies
ARS and the Cooperator to induce coccidiosis control and/or prevention

needed; and

of -

is

WHEREAS, it is the dintention of both parties to this Cooperative Agreément

that such investigational work shall be for their mutual benefit, the:

people of the United States;

NOW,'THEREFORE,‘for and in consideration of the covenants and agreemeﬁts

herein contained, and for other good and valuable considerations, the
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A. Definitions:

Page 3 of 1

Subject Invention shall mean any invention or discovery concei

protectable under Title 35 of the U.S..Code. under 7 U.5.C. 23

- et seq, or under the patent laws of a2 foreign country,

) = ;
or first reduced to prsctice in the course of work performed u

this Agreement and any modifications to or extensions of this :

Agreement by an employee of ARS or, jointly, by an employee of

and by an individual employed by the Cocoperator in whatever

capacity and which such Invention may be patentable or otherwise

Patent License shall mean an exclusive license agreement cover:

upon through good faith negotiationms.

one or more subject inventions. Such patent license shall con

35 U.S.C. Sections 209 (a), (b) and (f) and such other terms a

conditions as may be reasonable under the circumstances and ag:

ved

nder

ARS

21

1ng

Lain

" terms and conditions which are consistent with the requirements of

d

reed




B..

The Cooperator Agrees:

Page 4 of I:

States Treasury, through the United States Department of

. Agriculture, ARS, and will be expended aécording to pertinent

payable to the Agricultural Research Service, and shall be mailed

- defining the criteria for evaluation.

To share in the costs of the research activity by contributing
520,000 to ARS upon execution of this Cooperative AgreEment and
such additional sums from time to time as may be mutually agreed
upon for the conduct of cooperative'résearch contemplated uﬁder“
this Cooperative Agreement. Additional contributions shall be

made by amendment to the Cooperative Agreement,

Funds contributed for research will be déposited in the United

Depa;tment ofIAgriculture regulations. Checks shall be made

to: USDA, ARS; Budget & Fiscal Officer, Beltsville Ares; Bldg.;

003, BARC-West; Beltsville, Maryland 20705.

To consult with representatives of ARS in planning the research

activity to be performed under this Cooperative Agreement and in

Provide hatching eggs for subsequent incubation and vaccination,

a

Conduct in-ova administration of candidate compounds as provided
>

r

by ARS.
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- Page 5 of 13

Transport newly hatched chicks to the Animal Parasitology

Institute, Beltsville, Maryland.

Assist in any purification required to improve the delivery

and/or effectiveness of candidate compounds.

Keep complete asccounts and records relating to the experimental

trials as ARS may_request. All such records shall be.available

thereof, shall be delivered to ARS upon request.

Promptly make written disclosure to ARS of any inventions

jdentified in paragraph D.12. which are relevant to this resear

".agreement,

Treat subject inventions as it would its own proprietary proper

in order to preserve the opportunities for obtéining patents

covering subject inventions,.

That upon request, the Cooperator will provide to ARS all
information in its possession pertaining to subject inventionsf
which may be necessary or useful in the preparation, filing, an

prosecution of patent applications covering subject inventions.

_for'inspection by ARS at reasonable times and they, or true copies

ty

.
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1z, Provide.written nctification to ARS prior to abandomment or such
other act which would cause a patent covering a subject invention
to expire prior to.its ﬁaximum allowable statutory.pefiod in the
couﬁtry where such action is conteﬁplated. ARS shall have thé
right at its own expense to assume responsibility for such pagent
properties heregnder. Such patent properties shall be excluded
from any patent license and ARS shall have the right to license'

. such patent properties to third parties.

C. ARS Agrees:

" 1. To consult with representatives of the Cooperator in planning;the
research activity to be performed under this Cooperative

Agreement.

2.,. To make available to the Cooperator the necessary materisls for
vaccination,'feed,_associated facilities, and labor as may be
required by the Cooperator for the proper conduct of the research

study,

3. To keep complete accounts and records relating to the experimental
| trials as the Cooperator may request. All such reéords shail be
available for inspection by the Cooperator at. reasonable times and
they, or true copies thereof, shall be delivered to the Coope}ator
upon request. A final written report cont;ining all dste shall be
subplied to the Cooperator by ARS within'sixty (60) days of the

completion of each trisl.




It is Mutually Understood and Agreed:

L

the Cooperatdr.

bage 7 oF 13
Supply candidate coccidial antigens for in-ove administration by
Oversee and conduct the boosting and challenge phase of the
trials.
To provide housing, feed, and rearing of birds for these trials

To maintain and provide the parasite cultures needed for the

challenge infections,

To collect the daté, analyze results, and report thereon.

~Additional boosting immunizations may be given at various times

This study will involve 5 battery trials to determine the
effe;tiveness.of embryo vaccination for the subsequent protection
éf chickens exposed to a live oral challenge with avian coccidia,
Specific, detailed protocols will be deQeloped prior to each
trial. In general, chicken embryos will be injected with antiggns
three days priﬁr to ﬁatch. Thesé antigens may be either pafasi:e

fractions, extracts, or genetically engineered parasite antigens.




.with coccidial oocysts at a later date. Parameters meésured to .

- That funds contributed by the Cooperator for research remaining

upon and acceptable to both parties,

The Cooperator shell in no way be responsible for any injury td
‘the property or person of ARS and ARS shall hold the Cooperator

‘harmless from any claims or damages for any injury {including

Page 8 o. 13.5
after hatching. The chickens will be exposed to an oral challen

determined protection will include feed conversion, weight gain

mortality, and cocyst production, Other parameters including

serum antibody levels may also be measured if deemed appropriate.

unobligated at the conclusion of eny fiscal year may be utilized

during any ensuing fiscal year in & continuation of the project

herein described.

ge

Facilities, equipment, and supplies purchased with ARS funds shall

become and remain the property of ARS.

The research work conducted by ARS under this Cooperative

Agreement shall be carried out according to pléns mutually agreed

death) to third persons or to their property arising out of the

presence, handling, or feeding of ARS' or the Cooperator's animals

unless due solely to the negligence of the Cooperator or its

Federal Tort Claims Act procedures,

'employees. Claims for damages shall be handled in accordance with




Research data which are collected, compiled, and evaluated undé&h

 interchanged by the Cocperator and ARS.

-study, it will be necessary for both parties to share certain
together are considered confidential information. ARS and the |
Cooperator agree that this confidential information will be used
party in accordance with Paragraph 8 below, The parties also

,agrée not to have these materials analyzed and to return eny

the termination of this study. ARS and the Cooperator also agﬁee

Confidential information developed under this agreement shall be

completion of this research should not be shared with the other

.party of this sgreement;

Puge ¢ of 13

this Cooperative Agreement shall be shared and mutually-

In onder for ARS and the Cooperator to carry out this research .

technical or business information and sample materials which

only for the purposé.of this study and will ensure this security
by not traﬁsferring this,confidenﬁial information to any third
unused compound to the party originally supplying the material at
to bind any individual who will participate in said trial to tﬁis
confidential clause.

governed by the following procedures:

8.1. Confidential information not required for the successfull
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- revealed without the permission of both parties.

Page 17 of 13

8.2. Confidential information required to successfully conduct
the research and which normally would be included in scientific
publications shall be protected by a period of confidence

determined at the time of submission, but should not exceed one

(1) year. Upon request by either party, the period of confidence

will be extended for a period of up to one (1) additional year
based upon justification provided by the requestor that is

acceptable to the other party;
8.3. Confidéntial information reguired to successfully conduct

the research but which does not need to be included in a

publication (e.g. information on personal safety) will not be

The final results of this undertaking will be made availeble to

both parties.

ARS reserves the right to publish the results of the study,

excluding confidential information as prescribed in Paragraph 8 .-

above., Before fubiication, ARS will give the Cooperator & thirt
(30) day opportunity to review the manuscript and provide
suggestions. However, final decision as to the content will

remain with ARS. The Cooperator reserves the right to utilize t

. data in the final report in scientific and promotional literature

1]
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At.né time will the results be utilized in.a manner to imply the.
endorsement of any product by ARS, Publication and/or other
_discloéure.qf the results of this cooperative research shall be
delayed as necessary to preserve both U.5. and foreign patent |

rights on subject inventions arising from this agreement. The .-

_rparty requesting such a delay must demonstrate due dilipgence in

seeking & patent on the invention.

Any public information released concerning work carried out under

" this cooperative agreement will describe the contribution of both

parties to the research effort.

All rights, title and interests in a subjeect invention made under

this agreement solely by an employee of ARS shall be owned by ARS.
Any subject invention made jointly under this agreement by at%
1eaét_one employee of ARS and at least one employee of the |
Cooperator shall be jointly owned. Any invention made under this

sgreement solely by an individual emplbyedlby thé Cooferator §h511
be ouned by the Cooperatﬁr, provided ARS is granted a royslty
frée. nonexclusive, irrevocable license to practice the invention

fo# U. S. Government purposes.




13.

14,

15.

16.

17.

 The Cooperator shall apply to the National Technical Information

Page 12 of 13

The Cooperator and ARS shall confer periodically to report subject

inventions to each other and discuss which subject inventions

shall be the subject of patent applications.

The Cooperator shall be entitied, pursuant to the requirements o

Paragraphs D,12. and D.13,, to obtain a patent license with the

fight to sublicense all subject inventions included hereunder,

Service (NTIS), Department of Commerce for a patent license.

In the event that, after a period of good. faith negotiations, Nﬁ

IS

and the Cooperator are unable to agree upon reasonable terms ané"

patent license, the rights and obligations of the parties heretd

with respect to the subject inventions'invqlved shall cease,

The continuance of the Cooperative Agreement is subject to passd
by the Congress of the United States of America of an
appropriation of funds from which expenditures may legally be ms

to cover ARS' contribution,

Copies of correspondence between the Cooperator and the Authoriz

Departmental Officer's Designated Representative shall be sent t

the Authorized Departmental QOfficer, USDA, CAD; 4th Floor, NAL

Building, BARC-W, Beltsville, Maryland 20705.

conditions under which subject inventions would be included in a

ge

de

ed
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- 18. The duration of this Cooperative Agreement is as given in the
Period of Agreement Block of the Form ARS-451, a part hereof.
This duration is automatically extended to the duration. of an

exclusive license(s) granted the Cooperator to any patents arising

under this Cooperative Agreement.




