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Reply 1o
1465 Post Rodd Fast
Westport, CT 06880 _
Tel: 203/255-6044 Fax: 203/254-1102

September 1B, 1988

Norman Latker, Esq.
USET,: Inc. ]
8000 Westpark Driva
McLean, Virginia 22102

Re:  Draft gegviging Agreement with Smithsoniah

sy Normans:

Enclosed is a copy of the Swann draft. In a faw places,
T’ve interlined words. Elsewhere, by enclosure injbrackets,
I am; suggesting deletions. In the margins, youj will see
numbers in circles; they tie inte the comwmmants belol.

1. Does Smithsonian ("8") have pre or post graduate
studepnts and/or post doctoral researchers? If | 80, they
should be spelled-out. We have had problems with the meaning
of "employees" before.

N

2. Substitute: M,..whether or not subject to protec-
tion as Intellectual Property,".

S 3. Swann is not immortal. Add, after "Swann? "or such
Other person as USET and Smithsonian may seledt in his
pl&qg." | '

4, The first sentence. of Swann’s Section 2 ¢ iz not
satisfactory. USET cannot make an absolute prpmise M"to
license". The language you used at Section 2 B of your draft
{7/13/888) should replace thiz sentenca. Furthepr, we are

willing to consult and obtain approval for exclusive 1i-
censes, but not for nonexclusive. The second séntence: in
swannh’s draft is OK if *,..subject to....conditions" | is
delsted. Also, your interlineations should be retalned.

Bolutisns Thne Technology
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Page two . f

5. Your Sesction 3 A should be inserted. Swan? put your : ' !

3 B in as his Section 9 C. &/ﬁf 1
6, Comment deleted. L
7. There should be an affirmative represe ation {at t,)/// :

Swann’s 8ection 3 B. I like your Section 6 A and B In your S

6 A, «capltalize “Technology" ‘and delete "n.. nventiens

L apatéﬁt appliﬂ&tiﬁn. & % " : :
8. What are 8§’s policiesa? Ta this clause pra tlca1° .
. It seens to me that Swann’s Seqtion 4 A, and C

showld be part of his Section 2, denominated E(1), (ii), #nd

E{iii).
10. Swann’s Section 4 D should be his Se tion 3F,

properly referenced, depending upon the changes abo @.
11. T don’t like the zecond sentence in Swann/s Ssotion

% A, Replace with: "8 agrees that during the term of the

Agreement and any renewals thereof, S shall prompgly sub

nit
to USET all disclcsures of Techrnology received fyom Inven- b///
tors.. USET shall evaluate, elect and protect disclosures

where appropriate, and license and administer| licenses ¢

related thereto, all in accordance with the termpg of ¢
Agreement.”

i2. Your Section 4 B is necessary in Section 8
Swann’s draft.

13. With respect to Swann’s Section 5 D, there is

his

of /U;/fﬂ(/—

P

no

provision for licensing or selling unprotected intellectual
proparty such as moneclonal antibodies, biologics, themicals,

etc. I suggest the addition of the following at the end
Swann’s 5 Di

"Notwithstanding the foregeing in the event a flechnol

of

ogy

shall be know-how, trade secrets, software, or biologi-

. «al, chemical and/or engineering materials whigh are

not

statutorally protectable (or which, 1f statutorally
protectable should not in the opinion of USET|be statu-
torally protected) ("Unprotected Property®), USET and S
may, on a case-by-case basis, agree that such Unpro-

tected Property shall be subject to the lterns

and

conditions of this Agreement, except that patent protec-

tion, where required herein, shall be waived.®
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' Page three

14. Ingert in Swann‘’s & F, where indicatgd: "Any
Technplogy which arises from rasearch supported by contraat

or grant shall be disclosed ra USET pursuant to ction 5 A Y,

heraofg.”

15. Query: Why did Swann diverge from your ) languager;

I am not sure we will agree that title in inventiong shall
in §, and not in USET,

i
15 a. At the insert, add: ",,.except as sey forth
paragkaph B‘af ‘this Sectlon &."

16, I doubt that 8 will accept the notion that USET may

initiate a litigation at 8/s expense without prior appreva

17. In Swann‘s Section 8 A, delete the "anq; in 1
seven. Further, "this provision® should read "

ine
ren. i i a proyi- .
gionzg¥., At the end of the paragraph, add: . ox[if Unpro- 4 %

i\\

1 ” _

tected Property, until the expiration of any agreement

theretofore negotiated by USET with a third party raspect
righte in or to such an Unprotected Property, on 3 cage-
case basis,

Further, your deponent sayeth not.

Sincerely,

sy i

ROBERT I.
Vice President

RIS:h
Enclosure

Lncg
DY -
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SERVICING AGREEMENT

AGREEMENT made this 30th day of Septemnbar, 1988, between the Smith-
sonian Institution (hareinafier *SMITHBONIANY, and Universily Séianca,
Englnedring and Technolofly , a Delaware corporation, with principsl
offices at 1485 Post Hoad Bast, Westport, Connecticut 06880 (hprainatter
called "USET™);

WIINESSETH:

WHEREAS, it is contamplated by the partles hereto that SMITHSONIAN willi

Owi righis to technology made by its employees and others In acQordance
with its pelitles and procedures and that SMITHSONIAN will have the full
and axclusive right tca floanse or have licensed on 1t behall uch;tech—
nology.

WHEREAS, SMITHSONIAN dasires that certain lechnologies which MI‘T‘H-
SONIAN may hereinafter obtain during the term af this AGREEMENT
utiizad in such & mannar as {0 deveiop thelr commercial utility bmh in
the interests of SMETHSONEAN and the public; ;
WHEREAS, USET I ’an organization having experignes ang saxr)enlsi in the
davaloprmant of patent programs and in agmlinistration, marketing iand
licanging of t8chnology and is witling to undentake such functions| under
the terms set forth in this AGREEMENT,

NOW, THEREFORE, ‘or good and vuluable censideration, the receipl wheoreot |

is harghy acknowigdged, and the mutual periormance of the undegakings
hargin, it i agreed by the parilss hereto as follows;

A, The term “lnveniors® shall mean SMITHSONIAN employeas {including

fes8areh investfgators) and staff membars, and othar parsohs from
whom SMITHSONIAN may acquire e ¢ Techhology In acoordance
with iis poilcias

Sep 06,98 15:05
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)

divisions, cdntinuation, or continuatlons-in-part of patedts or

‘f'MiTHSONiAN believas may result in any of the above categorlas of

- preparation of printed documsenis,

Sep 06.8§ 15:06

The Tarm 'Taahmiogw‘ shall mean inventions, y\ven:lon disclosuras,
know-how, tragde secrats, software, biological,

. shgmlcal land en-
ginsering matarials ¥ Whether or not subject t0.Jnteliectyal property
Og;

proteot patents and patant applications all acquired By the
SMITHSONIAN after the date of thls AGREEMENT but axeiyding

patent applications or refasuas of patents acquired by the SMITH-
SONIAN prior to the date of this AGREEMENT, In addition the term
shall include disclosures of specific research projects that fhe

achnaology and for which project the SMITHSONIAN ls se’; king
unding from tha private sactor.
and the protectlon of semicenductor ¢nlp praducts.

"Technology ;'ﬁovarec% by this AGREEMENT" shall mean Tech
which arises during the term of this AGREEMENT which

nalogy wh]cr} tl;sa parties hareafter mutually agree lo adj
accordance wilh this AGREEMENT. ‘

The tarm "Consultant” shali mean persons serving In a cbnsu}tlng

capaclly under the terms of this Agresment énd specifigatly 4
includss the consulting services of Mr. Wayne &, Swens, ’ .

USET shall develop, or have developed on its hehalf by a Gonsultany,
Palicy, Documentation and Educational Tools for Smithsanlan.

Specifically, a "Paient Policy Staternem®, “lovention Digclosure |
Farm® and an "Iavention Handbook for the Invantar” will t%e prepared
i draft form and submilted to Smithsonlan for revisw and approval,
The documenis will be similar in scope, styls ang quality to those
currgntly usad by the Univarsity of Maryland, Collsge Park, A dindl
copy of ine matarials will be preparad for Smithsonian td uwse in the
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USET shall identlfy and document, ¢r have identifisd and documented

on ite bshalf by a Consuitant, Smithsonlan Technology. Specifical!
{1} the stwatus and regent progress of Teghaoldgy in Individual

resaarch units will ba- reviewad, (2) specific programs and projocts

with invention potantial will be |dentified by consulting jwith

Smithsonian parsonnel, (3) research laborataries will be loured ang

nventors intarviewed 1o dotormine novelly and utility of | Technelo
candidatas, and {4) inventions will be documentsd, it necessary, by

praviding hahds«an assistance tglﬁvemors. ,
eler R!u(

Spac:tiloahy, USET will. (1) perfo palent seareh on eath Prge-s
el Technolagy candidate/as dascribed In Seetion 5 are;n(
when appropriats prapare an mvammn marketing strategy, and

LSET shall évaluate ang hcense/gﬂfﬁsamﬁn Technology ¢andigates,

amwaiy engage in a marketrng afiort, (8) negohata and qmse oph@

propnate ldennfy m:rd pdrty sewces tor mchne!ogy davslopment

'

USET shall segk to assure licensee diligénce and performance under
Specitically, USET will (1) etliegt
optlondicenseftechnology payments, technology development tunds,

the terms of license agrecments.

and royalty payments :and distribute to the Smithgonian for alleca-
tion aceorging to standard praciice and poliey, and (2) monitar

licensae diligence in bringing/fnventions 1o the market place and
take appropriate action when “necessary.

USET will aséﬁss, ar have assezsed on its behaif by a @r&sultant, [t}
progress and accomplishments of the program and propose any
maoditications or additions to this Agreamant.

SMITHSONIAN will stongly support the activities of USET] and
Consultant at the SMITHSONIAN and create an anvironment to
promate the purpose of this Agresment by making SMITHSONIAN

Sep 06.%8 15:08 £
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personngl, intiuding Invantors, avallable at suitable times and iol;cm. :
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B, ESMITW%QMAN will include in its patent policy a ¢lause

 AGREEMBNT for the particular year during which sarvice has been

|

vhich will
provide for the SMITHEONIAN acqulring rights 1o Technoldgy
developed by Inventers. J

SMITHSONIAN will provide a "Technology Transfer Agent Flae“ of
Twanty-faur Thousand Dollars ($24,000) per sach ysar to USET. The
first payment of $24,000 Is dus upon axacution of this Agreement.
The second paymant is due upon extension of this Agreemsnt as

provided in Section 8A. |f this Agrsemeant is lerminated By either
party during the first or second year, SMITHSONIAN will qe reims
bursad at the rate of $2,000 for each full menth ramalning In the

t‘erminatad. 5

Mﬁﬁg&{ﬂ@ﬂi (1) Consultant to travlouls[de of the Ea#- o
timore/Washington metropalitan area and (2) USET employees 1o

travel outslde of Westport, Connagticut,
will ba sausghi In advance, subjact 10 the usual SM!THSONEAN
policies reparding such mattess,

SMITHSQN!AN agrees to_review and consgides a i ; for

financing and assi o enhances the Success ot tms ACaFl EEMENT

i ,,.M*M..nin.; AL <)

U$ET Cansuatant will spend an average of one day par month at
JAN famhtms for a total of twelve (12) days pet year, in
peffwmanoa &1 the cbiigations sat forth undar Sectlon 2B, above,

WBET cgnsultfam(z,s) witl spend an average of one day per month of
effort, for a total of twalve (12) days per vear, in paerfarmance of
tne obligations set forth under Sections 2A., 2B. and 2E. abgve,

Approval for sucH expansas
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 disclosuras directly from SMITHSONIAN employess. (n

it 18 recagnized by the partigs herets that subsequent t

SRR epectdonsd

|
[
i

i

USET will provide the servicas of its employeas as neosded In per- |
formance efl‘ the obligations sei forth under Sections 20. gnd 20,

above.

SMHHSON!_'&N will provide the setvices of its enmployess ps needed
in periormanse of the obiigationg set forth under Section 3A. , 3E.

~

|
i

| the exect-

tlon of this AGREEMENT and thereatter thal the SMITHSONIAN wil
racgive disclosurese! Technology from SMITHSOMNIAN inyentors. @'t
such dlsclosures of Technoiogy shaill be promotly submittéd In |
writing to USET durlng the term of the AGREEMENT for jpvaluation
s commerclal potent] By virtue of the activities of USET's

consuitants and employees, USET WD recelve Technoia&y :
uch aven

|

of

USET shall provids copises of such didclosures to SMITH$ON1AN.

USET wili notify SMITHEONIAN In @iti g within six (6} months
receipt of complate disclosure of Technology from SMITHSONIAN,
whather ar not USET elects to administer such Technology In accor-
dance with this AGREEMENT, USET will natity SMITHSONIAN within
sixty (B0) days of e recsint of an incomplets disclosire of Tagh.
nology n%thsr Iriotmation neadad 10 complate the disclosure, anéi
such disclosured will be held in abeyance pending receipt of such
information, at which time such six (8) monin perind dhall comiman-

co. ‘ ;
‘ 1
SMITHEONIAN grants 1o USET the fight to disclosa to #mius! ot
potantial llcenseas, Information regarding Technology, upon ¢o
tien that the disclosure s accomplished in a menner and form
sufficient 1o prolact and safeguard the prospactive ntefiactud
ﬂroperty rights therato, and, subjsct to the aforesaid ooncﬂﬁonf,
SMITHSONIAN waives any claim relating to UBET's disclosures made
dutlng attempts to license sald inventions. /

i

Sep 06,88 15:07 F; {
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with this AGREEMENT, within six (6) months USET will: | (i) complate
a paent novalty saarch for the Technology, slect o file & patent
application thereon withoyt conducting & patent novelly poarch of
pursus gther means of‘ﬁ\te!lectual roperty protection, of (i) notify
SMITHSOMNIAN of USET's termination of interest therain, Within
approximatply one (1) year aftar the six (8) month period referrad io

! D i USET asmts to adminigter & disclosed Techno*ogy in qoamdancsg
|
%
|
[
|
| in thiz Seetion 80D., USET wli elther () complete the timely filing of

] a U.S. patert application for Invention, establizh other mpans of
({{V{" Intellactual @mperty protection, or (i) notify SMITHSONIAN of
A @ USET's termination of interast theraln, '

: £  In the avent USET doee no! alect o adriniater _jgg"dlscl gad Teth
| nology in accordance whh this AGREEMENT, or falls 1o give tmely
notice of its slection to adminisier a disclossd Technolopy in ace
dance with this AGREEMENT, then SMITHSONIAN shall be ontitled ¢
{ pursue any and all agtivities related to such dlaclosed T%c:hna!ogy
without involvement of USET. ! i)

e

£

L5

F. SMITHSONIAN retaing tho right to enter contracts and rgoeive grapts
in supporl of reséarch 10 be performad at SMITHSONIAN. {If USET
slocts to adminisier any Technology in accordance with this AGREBE-

@ MENT which ariges {rom research supported by a contradgt ar grang
cantammg tarms providing preferentlal treatment of Inaf{aaa {0 the
i

cantractot or granter, USET agrees to porform all sorviging obliga
tions with respect thareto in aceordance with such terms.

Subject 10 the provisions of Section 5, USET shall, when it desms

i nocesgary, promptly flle or cause to ba filed patent applications In

any country or countrles of the world, including the Unitgd States.

\/‘Such patent applications shall be Gwned by SMITHSONIAN and will ihe

@ filed and prosecuted, and any palents issuing thereunder!to Technpl-
: ’ ogy cavered by the AGREEMENT received from SIMITHSONIAN shall te

| maintainad, at no cost to SMITHSONIAN, . SMITHSONIAN agrees to sign

; ny other

P
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Aa 10 fmeign patant fights on Invéntlons ¢overed by thi

Sep 06,88 15:08

Agreament,

i USET pays for the cost of filing, prosacution and maintenance of -

faralgn patents, USET may first deduct these c¢osis fro

royalt eé or

other income derivad from the licenging or other handling of the |

partioular Toshnatogy involved. and the remaining royal i8s of otﬁer

income shaﬂ i sharad as set forth In this AGREEMENT.,
in tha avam any Technalogy covered by this AGREEMENT hecomes

involved in litigatlon, SMITHSONIAN will ba resgon&!blaﬁm suoh
litigation easts and will pay the axpsnse of same,

liilgatieon goste dram revaltlegs otharwise due.

USET shak! collpet and rocaive on hehalt of SMITHSONI N all royal-
oy

fles, fees or othar ranumeration hereafter to be due or [aocruing
reason of the licenaing, sale, or other exploiiation of achnaiogy

coversd by this AGRBEMENT.

With respdct 1o any royaitias or olher ingome received y USET
the licenslag, sale or olher exploitation of Technology toverad b
this AGREBMENT subject 1o the provisions of Saction 88, USET
retain fifty percant (50%) theraof and shall pay over to SMITH-
SONIAN the ramaining fiity percont (50%). From its share of au
royalties or other income, SMITHSONIAN shali compangate the

Inventars 'of SMITHSONIAN In accordance with its appjscabm po
and USET agrees 10 pay to SMITHSONIAN the gum of Two Hundrad
Dollars ($200) at the time a U, §. patent applicatien is filed for

: 1thsiandi
the feregcing, USET may transler soma or all of the p wer of it
tion and the costs thereof to an exclusive licenses una ra lmans‘a
coverud by this AGREBMENT and permit the licansee 1o sob-off its

"9
by

for
Y
ahall
oh

iy,

gach
YUeh

Technology covered by this AGREEMENT, provided that paly one ¢

payment shall be made with respect 10 a series of patent appliea.

tiong covering a number of related Tachnologies made by a comemon
um 0 such

inventm(&). ang SMITHSONIAN agress (¢ forward said

inventor(s) on behalf of USET,
invantion development contragis and grants identified by and

arrangsd Whrough USET. On

\
3

Excluded from inia Secton 78. ar

contracts and gramd, USET wils

&

P
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racslve & feée based on {'

indirset {overhaad) rale charget by the SMITHEGNIAM, |

retain this fee and transfer the balance (research funds
SOMNIAR ndiinnt anmis s the SMITHAONIAN.

All ray&i?fdfa,‘ e sihar paymontn reecalvad by LIRBT and

ihe jigensing of Techaology covered by this AGREEMENT
gecumulatad by USET gnd amounts due to SMITHSONIAN
to SMITHSONIAN semiannually each year on or about ea

and July 15, together with an accounting of the source of sugh

amounts axcapt tor pAYments receveg for inventun dJde
coniracts or grants which wiil be paid within farty-five

raceipt,

USET shall keep acolrate hooks and records of its income and _
rO0CIpts hotounder and of disbursemants, and SMITHAOMIAN shalll
monae

have the right 10.inspect such books and records, at ra
inlarvala and at roasonable timas,

renawed for an additional one (1) year psricd unle S

natifias tha other party in writing of termination  at !"
Mo

ihe explration of this AGREEMEMT or aarler termination

{3 days prior ta tha end of a one (1) vear parlad.

horounder, fand) with respect 1 any Tachnology covered
AGREEMEN

Aalegy. P

(D -

£

H eithar party shall & any ticne during the term hareof

s

HHMTIIFRSTTY £OY

additional] filteen percont (18%) ldcreasa

USET win

Bitribitahle
shall be

h.January |

el ponent
(48) days

this - pmwss;ﬁhamof felating to such Teohn
wm.m"gurvw@ suGh expiration or warlidér tarmination gntll ths oxa
tion uf the msi o gxplra of any pamnm isguing on sach

sixly (80) days after
arty may at

by thig
nologlee

and SMITH-

_.?i
tenith atanding
a5 pravided

such Teeh.

o

shall be paid
16

af

commit any
 braach of any matarlai covenant or agreemeam hereln contained, and

" shall f&il 10 remedy any such breach within
written notice there of by the other panly, such other p
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|

its option terminata this AGHEEMENT Dy notwe In wrid

The termication of this AGREEMENT for any ¢auge shalf Aot aﬁeq:t

o o syt
gitect, In addition 1o such other ramadias as are providsd by iaw

the terms &f mny licanses, sales or other grants theretpfars entarsd
Hs succHse

inle by USEY, and no termination chall telieve USET or
sors of Itz obligation to pay SMITHSONIAN its shate of
g1 10 becore dus of acérued under Section 7 hersof, of

tian, . | /L_huw

This AGREEMENT shall be Interpreted and enforced und
the State of Connecticut.

Any paymant, notice or other comfrinication required

to bo made to elther party hereunder shall be sufficien ly mads or

given on the date of malling it sent ta such party at its

rayaitlas

s[3

ahall rallva
SMITHSONIAN of the financial obligations, atorued prios 1o termipa

r the taws of

r parmittad

addrass

givan balow, of such other address as it shall herealter designate in

writing, as lallows:

gy B Mr. Pater Powws/rs

PRESIDENT _ General Counssl

1465

Westport, Conngcticut 08381

Post Road East
202.3587-2583

Sonsylian:

Mr, Wayna E. Swann
392 Slorm Drift
: Columbla, Marylang 210458
! 301-9985-0331

Smithgonian [nsthugion
washingion, £2.C. 20860
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G Nuthivg contained harsin shall duthere aither WBEY, or any: of ils
lidensaas 1o use SMITHESONIAN's name in adverilsing of producte or
processes leansed horeunder withaut the prlof spaciflo written

! authorizaton of SMITHSONIAN, however, USET may advige aiherg of

the sourdes of Tachmoingy cavetet Dy this AGREEMENT anc may

disoleas the eristenced of this AGREEMENT. ‘

Q. This AGREEMENT shali bg binding upon and ahad Inure to lha bansfit
of the successors or assigns of SMITHSONIAN, bdt USET may net

o aneign this AGREEMENT nof any interest under thiz AGREEMENT

SR without the prior writteh concent of SMWHSON!%N, swrept that USET

-
A

may aseign lte rghta o moniea due ar to become due hersunder.

E The sfleciiva date of ihls AGREEMENT is Septaioer 30, 1984,

Sectiag. 10, Slanatures
USET SMITHBONIAN INSTITLITION
By . By . ,_..,
. : Dean W.|Andemon
et Titte ... _ | Thie
Dute Bats

18




