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He are pleased to anncunce that the relatxonship_between
University Patents, Inc. and USET, Inc. has now bepn completed.
Ffom priox discussion, you are aware of the background of the new
aryangement, USBET's technology transfer group is comprised of
uh;versity Patants® and University Technology orporation’s
patent management businesses. All operations are centered at the
Westport, Connecticut location formerly occupied by| UPT. T have
been named president and chief executive officer of USET.

As you can imagine, we have a lot of organizing to do,
ntegrating the two entities and developing additional services
hich we believe will be of substantial benefit to|you. In the
cantime, however, please be assured that the serviFes which UPI
as rendered o Princeton University in the past will be
sntinued without interruption. The UPI technology land licensing
cople with whom you have worked are all employges of USET,
wcept for Sid Alpert, who is a consultant. We dre joined by
arl Wootten and Norm Latker, both of whom are undopbtedly known
h you. Por the moment, nothing else has changed.| I will call
ou shortly for an appointment. When we visit, I wgnt to review
ur practices apd procedures with you, as we |now have an
xcellent oppertunity to address your concerns and improve our
ervices.

WR oK ®YONE S b

Sincerely,

 USET, INC.

L. W. MILES, President and
Chief Bxecutive Officex
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thank you for your letter of July 1, 1988 and the xerox copies of the slides
you presenled. Having discussed the item with my management I would like to
inform you, that the basic structure of cooperation as outlined in our
meetinyg 15t beeing accepted by GKYS as fair and reasonable, We would there-
toge apprectate very much to recelve USET's specitic proposal,
Laoking forward to hearing from you.
Regards to Dr. Altieri and Mr. Latker.
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. -~ University Patents, Inc.

VIA FACSIMILE
No. O#1 33 14 7059966

July 12, 1988

Mr. Alain-Weil

Directeur des Relations Industrielles
Institut National de la Recherche Agronomlque
147, rue de l'Universite

75341 Paris

Cedex. 07, FRANCE:

Dear Mr. Weil:

Re: Agency Servicing Agreement

Thank you for your letter of July 1, replying to Mr.
Alpert's letter of June 30. We fully recognize that INRA has
the right, under Section 8B of the INRA/UPI agreement, to
withhold consent to the assignment of the agreement to USET.
In the following paragraphs, I will explain who USET is and
why we believe it can successfully represent INRA in North
America. Parenthetically, may Y say that USET is using UPI
letterhead. until our new statlonery (with new telephone
numbers) is ready.

. (1) USET is a corporation which was formed in early 1988 by
the Maxwell Group at the direction of its Chairman, Robert
Maxwell. Mr. Maxwell, since his service as a Member of
Parliament in Great Britain some vyears age, has been con-
cerned that inadequate technology transfer has 1mpeded the
"progress of mankind, particularly in the areas of health care
and food supply. To help remedy this situation,. be has
applied his corporate resources to the creation of USET an
entity modeled after UPI to transfer technology. Addltlon—
ally, USET will create a computer-based marketplace for
-unlver51ty/1ndustry technology through 1ts data base subsmd—
iary company.

Technology Transfer. The Technology Transfer portion of
USET comprises .the merger of University Patents, Inc.'s
technology transfer business with |University Technology
Corporation formerly of Durham, North -Carolina. (“UTC")i.. UTC
was formed several years ago to do precisely the same work
which UPI has done, and with which you are famlllari_ uTC -
represents, as exclusive technology transfer manager, the ... . .
University of Iowa, the University of Connecticut, the - . . e

1465 Post Road East » P.O. Box 901 » Westport, CT 06881 (203) 255:6044.  Telex 501985 Fax (203) 254-1102
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University of Maryland, Georgia Tech and Kansas:
University. UTC operates with on-campus representatio

State
n and

central office evaluators and marketeers of technology.-f'
UTC's staff and Operatlons will be consolidated in Weqtport,

Connecticut with that of UPbI.

The technology transfer personnel of UPI have itrans-
ferred, intact, to USET, except for Sidney Alpert, who will
remain with UPI for the indefinite future. The president of
USET is L. W. Miles. Mr Miles was the founder, Chairman and

Chief Executive Officer of UPI for almost twenty years.:

His

assumption of the management of USET was a requirement {of the
Maxwell Group. As a consequence of the two acqguisitions, our

collective staff . includes the peopie with whom you. are
familiar at UPI: ©Patent Attorneys Yahwak and Shimei, gnd the
undersigned; and licensing executives from UTC with similar
backgrounds. Additional professional staff is being re-
cruited which will provide capabilities in all major techni-

cal disciplines. Mr. Carl Wootten, founder and former

President of UTC, who was license administrator at
University for many years, remains with USET.

Duke -

In summatlon,'we can say that USET's technology transfer
division is a stronger, more broadly based, bhetter flnanced
UPI with more clients and the ablllty to grow successfully

under strong flnan01al auspices.

Technology Information Center. As an adjunct to- its
Technology Transfer business, USET acquired a computer
software developer ("TIC"). TIC is developing a data base to
provide access to subscribing industrial clients information

- about’' technologies available for licensing from the

USET

portfolio. Also available +to industry will be research
- funding opportunities from university investigators,  1In
"addition, the data base will include listings of technology

"wants" from industry. All of this information will be
and will move through USET as the marketplace. It i

belief that TIC will enhance technology transfer of'@ in-
ventions, such as INRA's, while simultaneously identifying
support for prOJects needing fundlng. INRA may wish to make

use of this serv1ce, as well.

(2) If we have INRA's consent, all projects prEVlOUSly. -
undertaken by UPI will be transferred to USET withou

changes. Thus, those items which UPI has elected wi

assumed by USET. Those which have been under: consxderatlon

by UPI will be elected or returned. by USET.

(3) 2All of the personnel heretofore 1nvolved. with
affairs have been transferred to USET, except for Mr. Al
Mr. Alpert is a consultant to USET and will contlnue 1r
capacity for the- foreseeable future.

ersity: Patents; In
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(4) UPI, without its technology <transfer business, has ‘
various on-going activities, including a continuing financial .= -
interest in technologies which were in its portfolio prior to

the sale. In addition, UPI has  investments in . three
affiliated companies--University Optical ©Products: Co.,
University Communications, Inc¢. and Plasmaco, Inc.--which Mr,
Alpert will oversee. L '

Mr. Weil, I believe that the sale of UPI's Technology
Transfer business to USET puts INRA's portfolio in stronger
hands with greater capabilities than those which UPI; could
provide. With more manpower and greater resources, USET can
only do a better job than could UPI. We would like to retain
our relationship and hope that you will agree. If there are

£

any additional questions, please don't hesitate to ask them. .

. Sincerely, BN SRS

ROBERT I. SIEGEL
- Counsel :

RIS:sb
cc: Mr. L. W. Miles .
cc: A. Sidney Alpert, Esqg.

" University Patents, Inc..




MAXWELL

CO\IMUN ICATION ORPORATION plc

1987 Report z_1_nd Accounts

FINANCIAL HIGHLIGHTS

SR =

‘m Operatmg proﬁt (£m)_ T
' Proﬁt before taxauon (£m)

_Eammgs per share
T D1v1dends per share

RE Y

Net assets (£m)_.' :
" Return on et assets.,

N He” e im

. Shareholders funds (£m) :

“In 1987 the Corporation passed a,
number of important milestones on the
road to achieving our goal of becoming a
global information and communications
company before the end of the decade,
with annual revenues of £3-5 billion w1th

proflt growth to match” |

ROBERT \1AX‘X'FLL
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University Science, Engmeermg

( : - and Technology, Inc. |
. . o 8000 Westpark Drive, McLean, VA 22102

Tel: 703/821-2030 Fax 703/821-2049

Reply to: - . ' i
1465 Post Road East
Westport, CT 06880
Tel: 203/255-6044 Fax: 203/254-1102

September 19, 1988

Dr. Sam Conti

Vice Chancellor for Reaearch
University of Massachusetts
Lederle Graduate Research Center
8217 Lowrise

Amherst, MA 01003-

Re: USET Technology Transfer Services
Dear Sam:

As we discussed by phone, University Technology Corpo-
ration has now been merged with USET, and we would like to
officially re-open the dialogue with you concerning our.
handling of your technology transfer needs. I think that
with our expanded capability, we can now offer a proposal to'
you £for both the Amherst and, if appropriate, the Medlcal
Center and Boston campuses whlch. we hope will meet your
needs. As you know, USET now consists of UTC, the technology
transfer arm of University Patents, Inc., and TIC, a software
company in Houston, Texas. USET itself 1is a wholly- owned_
subsidiary of Maxwell Communications, a multi-billion dollar
company, which provides the stability and long—term financial
capablllty to prov1de a wide variety of services. :

As we discussed by telephone, the following serv1ces;
would be provided, in return for a right of first refusal to
all of the technology that the University may acquire arislng

- from its research, to include the following:

1. The serv1ces of a professional Technology Llalson
Officer (TLO) on a regular "as needed" basis. The TLO!s.
responsibility will include providing patent-related educa-
tional services for campus investigators and 1nterv1ew1pg-
investigators to search out new inventions and help prepare
invention disclosures. The TLO will provide liaison with our
licensing staff, be available on-campus on a regular basis
for interviews with investigators, and generally be available
to respond to technology management and research
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proposal inquiries from campus invegtigators and administra-
tors. The TLO will visit your campuses on a scheduled but-
part-time basis. The only cost to the University will be for
prov1d1ng an office and administrative assistance in arrang%
ing appointments and the like. The cost of the TLO and the'
people who will perform the actual licensing functions w1ll
be entlrely borne by USET. :

2, Through our sub51dlary, TIC, we are planning the
creation of a database incorporating unlver51ty technology.
As I described to you, this system would enable us to w1den
the scope of our licensing activities on your behalf. At
your discretion, the system may enable University 1nvest1ga:j
tors to solicit research funding from industry or other
nontraditional-funding sources. USET also plans to promote.
the licensing of software, biological and englneerlng mate-
rials through the database system. These services will be
available at no cost to the University, other than the normal'
sharing of income. 8Since we are not providing a full—tlme'
TLO for the campuses, we would share any option fees, llcense
fees, royalty or other income generated from our 11cens1ng
efforts, on the basis of 60% to the Unlver51ty and 40%
retained by us. In addition, USET would receive from the
University 10% of the amount of any industrial research grant'
generated by USET for utilization by University investiga-.
tors. -

3. On inventions selected by USET on its right of first
refusal mentioned above, USET would file, pay for and own
patent applications throughout the world on these inventions
The only caveat would be that the foreign £filing prosecutic
and maintenance costs will be deductible from royalties ¢
other income derived from these inventions prior to an
income distribution., - Inventions which USET elects not t
file, pay for and own, the. University may file, pay for an
retain. If you should so desire, we will market such in
ventions as we would other technology, except that th
University would recover its patent costs prior to sharin
royalty or other income with USET.

Qe oK R 57

4.- The election of ownership mentioned in "3" above
would be accomplished within 6 months of receipt of a com—'
plete invention disclosure, at which time we will notify the'
Unlver51ty of election or nonelection (or request an exten—
sion should +the circumstances warrant) For 1ncomplete
disclosures, the invention would be put "in-abevance” Whlch
would toll the time period mentioned above until such time as
the invention was complete. Under mutually agreeable
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circumstances, the Uniﬁersity may request the return of dn:ﬁ

invention.

5. TUSET would monitor all licenses and collect fund

due to the Unlver51ty, paying the University its share on
semi-annual basis.

If you agree, we propose an initial term of this Agree
ment for 5 vyears, subject to automatic 1 year-rollover

man.

s

unless terminated by elther party after the 5 year lnltlalf

term.

I trust that the foregoing summary of terms and con
ditions will provide you with sufficient details upon whic
to act. Obviously, if additional information is required, o
if you wish us to make a presentation personally to th
appropriate people at the University, we would be happy t
meet with you at your convenience. ' E

If you have any questions or comments regarding ou
proposal, please don't hesitate to call me. If you woul
like to have a proposed Agreement for consideration, we woul
be pleased to provide one but would 1like work that ou
together before actually sending you the legal document.

I imagine this seems as long and drawn out to you as i
does to me, since we have been talking about this Agreemen
for approximately two years. Hopefully, we can now get th
necessary people together so that the University's technolog
can start getting out to industry to the benefit of bot
yourself and to USET. ;

Sincerely,

/’m/

-CARL B. WOOTTEN
Vice President

CBW:sb
cc: Robert I. Siegel, Esg.
—Norman J. Latker, Esq.
Dr. Billie S. Willits

h
r
o
o

o O R
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DRAFT

g MAXWELL COMMUNICATION CORPORATION plc

The Reverend Mr. Juri Karner, Rector : SR
Tartu State University _ {Verify Title and Address.

18 Ulikooli Street ; See Tartu State Umvers:ty

Tartu 202400 Letterhead]
Estonian SSR, USSR '

e ad
August 31, 1988

Dear Reverend Karner:

_ We here look forward with great anticipation to a
continuation of the mutual progress initiated by our v151ts

in Estonia, July last. To that end, I _encloged A Lo (VAo
‘ suggested Joint Agreement,6ur Maxwell .Technology/ Prog fiﬂ% s
.~—", -and a brief \Diseuwssionof our Science aﬁﬁ“TéEhﬁﬁIﬁﬁ?fgérv1cé“"”“““ﬁk

/ 1o~Agreement. Further,fT*WIII“briﬁQ“withrﬁErZE%E_QEE*“ ;
[KLLQZ/JV ' dlscu551ons,,coples of our existing agreemgnts with f
| Hﬁﬁi?éfgifies in the United States, ice

These documents should be regarded as advance materials
for discussions we wish to hold with you and your colleagues
to implement our exciting projects. Mr. Simon May of my |
London office Wlll call to confirm arrangements for our
meetlng.

We are delighted,that the breadth of our proposed :
cooperation is much in keeping with the spirit of Koinonea and’
the freer exchange of scientific ideas we believe is o
evolving at last between scientists and nations of the West
and those of Eastern Europe. We. 1ook forward to advan01n§

the science and technology of Estonian
1nst1t1tlons. : . :
" Until our next meeting, I am, '

- Yours truly [His preferred close]

Kevin Maxwell, Chief Executive
Maxwell Pergamon Publlshlng
Corporation :

T

Enclosures: Four (4), as stated
: e 13>




MAXWELL SCIENCE AND TECHNOLOGY TRANSFER PROGRAM
TO ASSIST TARTU STATE UNIVERSITY AND
‘THE ESTONIAN ACADEMY OF SCIENCES

Introduction

A society’s capacity and standard of living is, in large
part, dependent upon its science and technology and its
willingness to apply and invest in them. our science and
technology transfer effort is offered to assist you in a
climate of increasing need for development and application :of
results, fer—-esatablIERing new research collaboration, and fer——
sources of <eewded for further research.

Y erniAe

«Buring this decade and the foreseeable future, emerging
technologies, the increasing need for foreign trade, and the
needs, tastes, as well as changing values of this and
following generations of Estonians, will undoubtedly
reconfigure practically all facets of Estonian
services, employment and, yes, daily 1life. Thesékfﬁ-
ande=Botenian asplratlons will exert great pressure
institutions and government to meet them. An 1mportant part
of Estonia’s capac1ty to respond to challenge is its
intellectual, scientific and technological fabric which should
allow creatlon of the wealth necessary to elevate the standard
of living. -

Can the adjustments be made so that the comlnq
technologlcal changes will not. create undue stress on any
given segment of the government and its people’

The proper, pragmatic management of technology and
innovation combined with a clear vision of what is needed can
greatly enhance the effectiveness  of Estonian science and
technelogy programs., Therefore recognizing these to be
essential for trade and economic goals, I am setting out below
our science and technology transfer programs and the capacity
ol our organlzatlon to assist you in ach1ev1ng those geoalsg ..

Objectives

This is to offer you a brief insight into my efforts to
facilitate application of intellectual and tanglble properties
and unigue technologies. Our single objective is to bring the
fruits of research and development expeditiously to manklnd,
including its commerce, for its benefit.

Specifically, my efforts are directed to:
. helping government' research institutions and
1aboratorles, universities, and industry apply their know-how

‘and technology within their own settings and on national and
international scales; ]

EST-PGM - August 31, 1988 : . : _ Page 1




. identifying, protecting and then making knoﬁn

specific .  intellectual and tangible properties, such

research reagents and computer programs, while preserving
incentives .for the 1nventor, the laboratory, and his or
country. and,

as
the
her

' .' for the identified technologies, finding targeted
appl;cations within industry (without regard to national
boundaries) and fac111tat1ng adaptatlon of those technologles

to products.

These efforts are designed to translate more rapidly

technological achievements into commercial success, and.

promote teamwork from innovation through application.

Pu e

to

Why have I undertaken this wventure into technology

management, and why now? The answer is quite simple.

I have launched this effort to improve productivity,

create additional incentives for all parties involved in
technology transfer process from inventor to producer, and

the

to

enhance business opportunities and trade activities among
countries at a time when the emerging climate for technology
transfer between government and industry and among governments

has become more favorable. In the West, and in particular
United States, the cooperative spirit between government
industry is spurred by a lack of growth in R&D financing

the
fand
iand

the need to enhance competitiveness by providing better 1links
between scientific and technological capacity, productivity

and economic growth. Joint ventures between universities

iand

u.s. industry have <c¢reated additional revenue streams

necessary for the support of further research and for
universities that play a unique role in getting the resea
results applied. Further, competition posed to the West
‘countries from the rest of the world is emerging. T

the
rch
ern
his

competition requires collaboration and sharing of R&D costs to

- yield new, improved products for commerce. This competit
is affecting not only nations in the West and Far East
Eastern Bloc countiies as well..

This venture, technology management and transfer, wh
is not an easy one, recognizes:

(l) the diversity of organizations with diffex
missions and operational principles that function in
technology transfer .continuum, from 1nnovatlon. to pract1
application; :

(2) the different cultural and,political atmospheres;
which those diverse organizations . operate under vary
governmental structures; and, : - ]

(3) the complexity of the technology transfer proc
itself,  which includes four basic steps: identificati
transfer, commercialization and communication.

EST-PGM - August 31, 1088 ‘ Page 2
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We define those terms as follows: for, 1dent1flcat10n -
selecting from an array .inventions and discoveries for
commercial development, either on-site at the universities and
other research centers where they emerged or from 6 an
electronically stored data bank; transfer - communicating and
conveying applied technologies to potential individuals and
institutional users; .commercialization - testing, refining
and otherwise readying the applied technologies for market and
economic returns; and, communication -~ developing effective
communication links and networks to establish a critical mass.
of technological information and of research and 1ndustr1al
organlzatlons for targeted high priority areas.

The technology transfer process is shown 1in greater
detail in Figure 1. ‘ _
Y

Organizational Structure

To efficiently undertake this wventure. into technology
management, I have established two separate but related
organizational entltles with their respective knowledgeable
experts:

. University 8clence, Engineering and TechnOl-,g,-;ﬁel"""
(USET) a for-proflt, and,

. Technology and SBcience Csnter, a non-profit.

USET is structured %o identify and market a spectrum? of
intellectual and tangible property advances to industry on a
worldwide basis. : :

: USET is part bf the Maxwell Pergamon Publlshlng
Corporation!, under the direction of Mr. Kevin Maxwell, its
Chief Executive Officer. o

The Technology and Science Center is structured to work
closely with a broad array of government laboratorles,
universities, industries, and foundations who work more
comfortably with non-profits to build the necessary brldges
for technology transfer. i

The Center, wunder the direction of Dr. Lowell
T. Harmison, an officer of the Maxwell Foundation, is part, of
the Maxwell Foundation, a charitable organization. '

.- Our view of research and development resources in ?the
technology transfer process is shown in Figure 2. :

In Attachment I entitled "Maxwell Science and Technoloéy
‘Transfer Services to Assist Tartu State University and The
Estonian Academy of Sciences," I am outlining the services_and

lThe Maxwell group of organlntlons. hereafter called Maxwell, encompasses Maxwell Pergamon Pubhahmg

Corporation.

EST-PGM - August 31, 1988 i s | Page 3




SR

describing in some depth how we could support and work w1th
.your research institutes, universities, and government
laboratories, and what the benefits of our collaboration mlght
be to Estonia.

AN

In essence, we would work with you by: managing tech-
nologies arising from research, establishing an educational
program for researchers and admlnlstrators to raise awareness
of technology transfer opportunities and benefits, and
providing access +to Maxwell'’s -inventory, of existing gnd
emerging technologies. ' : !

;; .

Oour arrangement could extend such benefits as expanded
opportunltles for technology application, increased trade and
economic opportunities, and enhanced avenues for SClentlflC
and ssechnological collaboratlon on a worldwide basis.

I believe that our creation of a joint venture 1nto
science and technology transfer and its attendant scientific
and commercial benefits will offer significant, intrinsic
cultural and societal value of the most basic kind and that

this type of mutually beneficial joint venture deserves our
full support.

cee)enn

'EST-PGM - August 31, 1988 . 5 ' Poge ¢
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TECHNOLOGY APPLICATION A _
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RECOGNITION OF MEED

This is a stage model of the supply and demand sides of technological innovation and epplication, Basic_reseapch is done
without practical objective, ?roducin knowledge for its oun sake. Applied research has a practical goal, establishing a
. concept in the laboratory. n deveimntgs_ggmeenlr_ng, apparatus for expeérimenting with the concept are fashioned. " If
successful _in laboratory Stration, a working mo gro;ot% or pilot process is constructed to test the innovation under
field conditions at a small scale. The innovation is then sca up until it reaches the intended size and complexity of the
full scale product orJ:_rodm:tlon process. Marketing follows. To the extent that at Least one stage of this process is done
by different people, different parts of an organization, different organizations, and different natiens, than those doing a
preceding or succeeding stage, technology is transferred, The demand side of technology 1movattpnlapp(_|catmn begins with
a recognized need transforme_d into a market demand, where potential customers would pay for an innovation under specified
performance and price conditions. Once a demand 15 present, alternative soluti may be sought, by information gathering,
testing, and evatuation of other approaches, products, and SeFvices.” At some point, a decision to adopt or pu rc'h'as'e"'sag
TAnovation.occurs. Wtilization follows. Gradually the ipnovation is assimilated into the Toutines of 1tS users; -

ot
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A DISCUSSION OF THE MAXWELL SERVICING AGREEMENT

This paper -is-being offered as explanation in advance of a number of terms and cond
to be found in our Technology Servicing Agreement, |

Under the Agreement that Maxwell -1s seeking to effect with the State Commij
Science and Technology and Academy of Sciences of the USSR, Maxwell would provid_eé

technology management services for ten (10) years and, in return, would receive a percentag@

itions

tee for
certain
> of the

_royalties and other considerations from the translation of the technology into practical application.

Maxwell Services
o
Maxwell would deliver these services:

1. An Educational Program for)_e;jﬁsearch Instltutes, Universities and Other B

—%_—"—’—H—v\
Laboratones@ Research Investigatofs,.

describing the services available to the University, the benefit of managing University tebhnblogy, ‘

and the process of identifying, protecting, and liéensiné such technology.

esearc’

1, :;Sultmg on Intellectual and Tangible Property Issues in Connection to ‘Specgfic
Instltute aR* University Technology or Research Grants, Contracts or Collab )tﬁtbﬁr‘)

3. -A Licensing Program for Technology Covered by the Agreement,

on the basis of the technology’s commercml potential and the availability of intellectual property

protection, to include:

. the planning of licensing strategies,
. the filing and, where necessary, the prosecution of patents, and

. the maintenance of any patents issuing as.a result of the Maxwell program.

The licensing program and tangible property/t{greement_s are the heart of the Agreement.

4, Bookkeeping of Income and Receipts and Periodic Reporting on the St

Maxwell Activities.
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Operation of Maxwell Technology Management Program

technologies from its inventors and that it forward. them promptly to Maxwell. It may also

/University sheald mean Institute, University orﬁﬂqurﬁrc.h institution when uged in this document.

Complete Disclosure By the University

It will be necessary that th¢ Institute/University* receive promptly disclosures of p

that University employees will disclose directly to Maxwell. Copies of such disclosures

promptly givgn to the University. In both cases, the disclosures will be used to evalu

ertinent
be true

will be

uate the

commercial pqtential of the technology. At the same time, the University should advise Ma;::well of

“any outstanding commitments or obligations which might prevent such technology from

subject to thef Agreement or which might limit Maxwell’s ability to license the technology.
would in@tide any pertinent publications.

Maxwell Diligent Pursuit of Licensing

Within six months of a complete disclosure from the University, Maxwell will ao
University of whether or not it chooses to pursue a licensing program. If it does so cho
University will need to assign to Maxwell its entire right and the title to such technology.

n being
These

tify the
_:tsé, the
1 On the

other hand, if Maxwell does not choose to pursie a uce::smg program, the University ot course

retains right and title to the t:chnology.

W1thm twelve months of Maxwell’s choice to conduct a licensing program for a techno]ogy,

Maxwell will do one of the following:

s . Complete a patent nbvelty search for the technology; _

. Elect to fiie a patent application or pursue other means of intellectual property

' protectmn or,

. Notify the Un1ver51ty of Maxwell’s termmatlon of interest in doing so.

Within a year after that tweive—month period, Maxwell wili either:

. | Complete timely filling of patent application(s) for the invention in any country of
* the world;

e . Establish other means of intellectual property protecnon' or,

. ~ Notify the Umversuy that Maxwell is no longer interested in pursuing the protection

- needed for the technology.

shall
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Maxwell-University Cooperation

In order for Maxlwell to best conduct the licensing program, certain mutual understan
and procedures must be reached. These are as follows:

-

. The University and Maxwell need to act in a timely manner and should not
‘in burdensome, costly, or time- ~-consuming procedures that inhibit transfer or the exercise (
responsibilities by licensed industrial partlclpants

i . The University and Maxwell need to work cooperatively with University m

dil_lgs

eogage
)f their

ventors

and research staff in order that necessary background information, support, and know-how are

provided tg facilitate commercialization of its intellectual and tangible property.

. The University and Maxwell should work cooperatively to identify constraints and

remove them in order to advance the ief forts of both.

. The University will refrain from executing licenses on the technologxes \,overed by

the Agreement and it will not provxde research results related to the technologxg covered

H

Agreement for any commercial purpose

Payments and Consideration

by the

'In return for Maxwell Techno.logy Management Maxwell will receive forty percent (40%) of

the royalties, fees or other income from the l1censmg, sale, or other uses of any technology covered

by the Agreement; the University should receive sixty percent (60%).

In return for the Technology Transfer Education Program and Consultation on Intellectual

and Tangible Property Issues, Maxwell would expect to be paid on a fee for services basis. '

In return for access to Max-Well’s unique data base on intellectual and tangible pro
Maxwell would expect to be paid on a fee for services and/or royalty basis.

If Maxwell files for foreigo'patents, Maxwell would first deduct the foreign

perties,

filing,

prosecution and maintenance costs from royalties or other income, and the remainder would be

'shared on the 40:60 percent basis described above.

If a technology covered by tho Agreement becomes involved in litigation, litigation expenses

would likewise be deducted from any royalties or other income related to the technology ivith the
balance of the recovery or the remainder of such ro_yglties to be shared on the 40:60 percent basis.
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Rovyalties and other payments received by Maxwell and attributable to the lice:}sihg of
inventions  will be accumulated by Maxwell and amounts due to the University would. be pa_gd semi-
annually. '

Other Consid.eratio'ns

It is important to note that either Maxwell or the University can end the Agreeme:nt by

- providing written notice ninety (90) days before the end of the Agreement term, which sigould be
* for a ten-year period. Even so, Maxwell would still manage those patents issuing before th_% end of

- the Agreement until their expirations, and Maxwell would still receive and pay out itsf‘and the

University’s shares of income received from royalties, licenses and sales on patents already acquired.
If Maxwell were to go out of business or into receivership, the rights and titles to the

i

technologies covered by the Agreement would automatically revert to the successor organizdftion and
then to the University. -
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Joint Venture Technology Agreement Between
The State Committee for Science and Technology and .
Academy of Sciences of the Union of Soviet Socialist Republics
and '

Maxwell Communication Corporation pic and Foundation

The St{ne Committee for Science and Technology and Academy of Scie

Communication Corporation pl¢c and Foundation (hereafter Maxwell);
. _ ]
In keeping with their 1988 General Agreement on Cooporation in Scie

Technology,; Culture, Education, Communications and Other Fields;

Realizing the value of joining in common efforts to furt{;er the development?

promotion of Soviet technology with its attendant economic, commercial and trade benefits;

nces

(hereafter  USSR/STC) of the Union of Soviet Socialist Republics, and Maxiwell

nce,

aﬁd

Determined to strengthen and broaden the cooperation already effected thrgugh

application of Soviet research and technology application worldwide, thereby promot:ng

better understanding between us and improving the human condition, business opportunlties,

and trade activities at a time when the USSR's present economic situation and f uture

outlook are positive and the internationai climate for cooperation between governmentsi
industry has become favorable;

Have agreed as follows:

ARTICLE I
Definitions

1. The Term "Technology" shall mean inventions, invention disclosures, kn

how, trade secrets, computer software and data bases, bloiogzcal chemical and eugmee;

and

oW~

ring

materials, integrated circuit chips, prototype devices, and equipment, whether or not sub ject

to intellectual property protection, patents and patent applications. In addition, the term

shall include disclosures of specific research projects that the USSR/STC believes may result

in any of the above categories of technology. The term shall also mean technology whxch

arises from research by specific, single Soviet institutions: or from collaborative agreen;l

ents

entered into by two or more Soviet institutions or: organizations, and other technology which

the parties hereafter mutually agree to in accordance with this AGREEMENT,

2. The term "Intellectual Property" shall mean patents, copynghted techno ogy,

trademarks, trade secrets, or the protection of semiconductor chip products.
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- 3. The term "Tangible Property” shall mean biological materials, comﬁﬁter
software, computer data bases, circuit diagrams, engineering drawings, integrated cixicuit

chips, prototype devices, equipment, and properties distinct from intellectual properties.

ARTICLE II
General Principles

1. This Agreement establishes the - j)olicy framework, impetus | for
implementation, and overall monitoring framework for Maxwell and USSR/STC

collaboration in applying Soviet technology worldwide,

2. The Parties will undertake to develop and extend technology initiatives with
all Sovief- research institutes, universities and institutions engaged in research iand
development activities and provide equitable and mutually beneficial cooperatioﬁ in
technology between those institutions and Maxwell. ‘ '

3. The Parties \yill promote this Joint Venture Agreement by: a) provi;;lixig
technology management services to USSR research institutions, b) encouraging preparation,
publication, printing, distribution and sale of books, journals, magazines; documentary f;llms
and other publications media devoted to scientific and technical subjects; ‘and, é)
facilitating contacts, exchanges and cooperstion in the field of technelogy among scientisté,

engineers, and writers of scientific aud technical works.

ARTICLE 11
Specific Areas of Cooperation

The Parties agree to direct their initial joint efforts toward:

1, Technology Management Services, to -include: identifying, evaluating,
protecting and then making known specific intellectual and tangible properties; for: the

identified Soviet technologies, licensing, 'p'romoting and finding targeted applications in

foreign and Seviet domestic markets; and, facilitating 'a'daptation of those technologieé to
products. |

2. Design, Development, and Delivery of educational programs to raise
“awareness of the benefits of technology and technology transfer for USSR Universities,
Research Institutes, Research Centers, Academies of Science, or Consortia of same among

Soviet scientists, science administrators, and engineers.

3. Consulting on Intellectual and Tangible Property Issues in connection to
specific technologies for USSR research organizations or consortia of research organizations.
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4, - Printing, Storage, Distribution, and Sale of scientific, technical, and medxcal

books, Journal(s) and data bases.

ARTICLE IV
Implementation of Cooperative Efforts

1. The Cooperation provided for in this Joint Venture Technology Agreement

may be implemented by creating specific joint venture agreements between Soviet rese
institutions, universities and other research and development organizations.

2. - These joint ventures will include establishing a Technology Officer to be the

link between the Soviet institutions and Maxwell, and organizing joint conferences,

colloquia, workshops, lectures, and other exchanges,

3. In the course of implementing this. Agreement, other forms of cooperétien

may also be determined by mutual agreement.

4, All activities under this Joint Venture Technology Agreement will be cai
out in accordance with the international obligations and the national laws and regulatior
the Parties.

ARTICLE V
Management 2f Joint Venture and Other Cooperative Activities

1. Each Party shall appoint an Executive Agent for this Technology |

ried

s of

roint

Venture. The two Executive Agents will be responsible for the management and operanon

of all specific agreements or joint ventures and issues related thereto, and for keepmg the

Joint Executive Committee informed of the status of their specific joint venture or

cooperative agreements.

2. The Executive Agents will establish (a) Technology Officer(s) who

will

promote exchanges and cooperation, identify and effect technology transfer, and revieve and

report on an as needed basis to the Agents on each research institution with which a specific

technology agreement is developed.

ARTICLE VI
Special Considerations

1. Each Party will identify constraints to its Executive Agent and work to

resolve them to effectively advance the cooperative work undertaken by both parties.
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2, The USSR/STC or the appropriate Soviet institution will act in a tin
“manner and w111 not engage in burdensome costly, or time-consuming procedures

inhibit Maxwell or licensed industrial participants from the exercise of their respons1b1ht

3, The USSR/STC or the appropriate Soviet institution will work cooperati
with Maxwell in order that the Soviet institution’s inventors and research staff pro:
background information, necessary support,r and know-how to facilitate Max

commercialization of its intellectual and tangible property.

4, The USSR/STC or the appropriate Soviet institution will refrain f?;otn
execussdy licenses on the technology covered by the Agreement and it will not pro:i.rid_e

research results related to the technology covered by the Agreement for any commer

purpose.

5. Title to inventions, patents and other technology will be transferred
Maxwell for greatest incentive t¢ minimize industrial uncertainty and delay in reducin

practice the invention or other intellectual and tangible property.

6. Maxwell w111 have the exclusive ﬂght to the internat nal markets'develf)ped

by the specific development or commercial jGint ventures.

7. In the case of specific agreements concernmg Maxwell technology tran

lel?y

that

es.

vely
vide

well

cial

to

g to

sfer

management for USSR research organizations or consortia thereof {a) the rese:aréh

organization will collect sixty percent (60%) of the royalties, fees or other income froni
licensing, sale, or other uses of any technology covered by the Agreement; Maxwell
collect forty percent (40%); - (b) the research organization will pay Maxwell on a fee
services basis for the Maxwell Technology Transfer Education Program or Consulting
Intellectual Property Issues; and, (c) the research orgamzatmn will pay Maxwell on a fee

the
will
for
on

for

services and/or royalty basis for access to Maxwell's data base on inteilectual and tanglble

properties,

B. All matters relating to compensatxon of a joint venture's employees,

acquisitions, d1vest1tures, material contracts, cap:tal transact:ons and the issuance, purchase

or sale of interests in the joint venture, shall be subject to the approval of Maxwell '

Maxwell agrees that all determinations as to the compensation of a joint venture’s emponees

shall be made on a reasonable basis under the circumstances,
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LDRAYL

ARTICLE VII
Treatment of Information and Intellectual and Tangible Property

1.. Scientific and technologlcal information derived from joint cooperatlve
activities under this Agreement, other than information not disclosed for commerclal or

industrial reasons, will be made available, unless otherwise agreed in writing, to the world

community through customary channels, and the normal practices and regulations of the

Parties.

2. Protection of mtellectual property and rights thereto, financial con31derat10n
and qifer pertinent matters, will be as set forth in Annexes to be developed by the Parties
and made a part of this Agreement.

3. Issues that arise between the parties under this Agreement regarding: the
treatment of information, inventions, discoveries, writings, or other matters under  this

Agreement will be settled by the Joint Executive Committee and the Parties.

ARTICLE VIII
General Conditions of Agreement

1. This Agreement shall enter into force upon signature and shall .remai:"x in
force for ten {10) years-, after which it will be extended for successive five-year increments
unless one Party notifies the other of the termination thereof not less than six months iaribr
to its expiration. |

2. Expiration of ‘this Agreement will not affect the implementation of any
cooperative activity undertaken pursuant to the Agreement and not fully executed before

expiration occurs.

3. This Agreement may be modified by mutual agreement of the Parties,

Done on » 19__ in Moscow [Verify place of signature.], in-

duplicate, in the English and Russian languages, both texts being equally authentic.

For Maxwell Communication Corporation ple .. : For The Government of The Union

and Foundation - - of Soviet Socialist Republics

Chairman of the Board

[Verify Signatories.)
IRobert Maxwell
11To be determined]
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