April 27, 1988

. Dr. Robert Bender, Director
Associate Vice President for
Academic Affairs

University of Illinois

363 Administration Building
506 E. Wright Street
Urbana, IL 61801

Dear Dr. Bender:

At our recent meeting Sid Alpert indicated that we would present a
proposal to continue UPI’s patent management services to the University
‘when our planned acquisition of UPI reached and appropriate stage. We

- have now executed a letter of intent which is intended to be concluded

shortly.

We are, therefore, now able to formalily proposefan arrangementialong
‘the lines of the previous University of Illinocis -~ University Patents,

Inc. Servicing Agreement which will include additional very valuable
services, _

In exchange for a first right of refusal to the exclusive authority to
license on behalf of the Unlver51ty the rights that the University may
acquire in inventions arising from its research, we propose to prov1de at
our expense to the University the following:

e e

(i) The services of a professional technology transfer |
: : individual, subject only to the University paylng office
expenses. This individual’s respon51b111ty will 1nc1ude
providing patent related educational services for campus
Investlgators, interviewing Investigators to search out new
inventions and help prepare invention disclosures; prov1d1ng
liaison for our headguarters’ personnel, making on-campus
visits for Investigator interviews and licensing efforts,
helping Investigators work with our electronic data base
system (described below); and,- generally being available to
respond to technology transfer and research proposal,
1nqu1r1es from campus Investhators and Admlnlstrators.
§ .
{(ii) Incorporation of all University technology dlsclosures in
: . our electronic data base system. .As described at our recent
‘meeting, this system will enable us to widen the scope of
our licensing activities, on your behalf. If you should
like, the system will also enable University Investlgators
to solicit research funding from industry or other @
non-traditional funding sources. In addition, if you should
like, we will promote the licensing of software and E
biological and engineering materials, such as monoclonal
antlbodles, through the data base system. These servrces




will be available at no cost to the University other

our normal 40% share of royalty income from licensed:
technologies, together with a 15% share of overhead ¢

from research grants generated through the system.
(iid)

maintaining patents issuing therefrom. In addition,

shall bear the costs of licensing and other services,
as noted above and except that foreign filing, prosec
and maintenance costs will be deductible from royalti

other income derived from elected inventions.
(iv)

University of election or non-election,:
- extension which will not be unreasonably withheld.

The filing patent applications throughout the world f

elected inventions, prosecuting the patent applications and

A six-months evaluation period from our receipt of a.
complete disclosure, at which time we will notify the
or request an

Our

than

btained

or

we _
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es or

election will require us to file a patent appllcatlon for

the elected invention.

As to incomplete dlsclosures; we

suggest that this be handled as set forth in Section! 2 6 (a)

of the University/UPI Agreement.

(V)
40/60 division of royalty incomeé, paying over to the
University 60%.

With respect to inventions subjected to our agreement a

In addition, we will pay directly to your

employee inventors the sum of $250 at the time a Unlted

States patent application is. filed.
1ncome to the University on a quarterly basis.

‘We will dlstrlbute

If you agree, we propose an initial term of this agreement of five

years, subject to automatic one-year rollovers, or renegotiation at
end of such initial term.

We trust that the foregoing summary of terms and conditions wil
provide your Intellectual Property Committee with sufficient detail
which to act. Obviously, if additional information is required or
wish to discuss alternatives to our proposal we will be promptly
available, Also, as noted above, the "boiler plate" provisions wil

basically those as set forth in the existing University/UPI Servici
Agreenment,

Finally you should know that we plan to use the same personnel
University Patents, Inc. now employs, supplemented as we discussed;
recent meeting, by additional personnel in a variety of fields.
course, as the need arises, other USET employees with appropriate
backgrounds may be employed to facilitate. handllng the Unlver51ty
inventions in the most expeditious way.
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If you have any questions or comments regarding the foregoing,
invite your direct inquiry to me. If you would like to have a pro
agreement for consideration now;, we will be pleased to provide sam
look forward to our continuing relationships with your committee, !

Intellectual Property Committee, and the University.

Esq.

Affairs

NL/ac

nioo3

Sincerely,

Norman J. Lal

Vice Preside
Legal and Te
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chnology
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. WHEREAS, the Smithsefiian Institution (Smithsonian) is a nagtional 7£;;2435
museui“:’i"éna earch efganization and is desirous of having WAiversity ﬂ?_u 'L’lﬁ;_
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the Smithsonian for a two

II. RESPONSTRILITIES OF USET DURING THE AGREEMENT:

A. USET Activities
1. To serve as prime manager of the Agreement.

2. To implement the Action Plan described in Section IV below.

3. To provide services to a level of one day per month on site

at the Smithsonian during the Agreement of agreed to technology
manager.

4. Serve as the exclusive agent for technology
transfer/licensing at the Smithsonian. In addition, subject to
Smithsonian approval of all major terms and conditions, USET would:
negotiate and close specifically identified technology
licensing/transfer agreements, collect royvalties and fees from
licensees for distribution to the Smithsonian Institution and monitor
licensee performance on behalf of the Smithsonian. Technology
transfers as used herein means licenses, sales and option. b%f%}uyb
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Page Two

5. To determine the need for and pay for the filing of a
maximum of three U.S. patent applications per year. For further
prosecution of the patent applications and cost associated with
filing applications after the first three will be an additional cost
paid for by the Smithsonian, if and as approved in each instance by
the Smithsonian Institution.

éL To provide a written report assessing the value of -
continuing the relatlonshlp between the parties to this Agreement at
the end of each year. :

| o [ULV"‘}V‘r
B. Compensation to USET /ﬂWJYG _
1. USET will receive $24,000 per year to be paid annually on;

quarterly installment for the above services from the Smithsonian. |
The first payment of $6,000 shall be paid simultaneously with the |
signing of the Agreement. Subsequent equal payments shall be paid by
the Smithsonian on August 1, November 1, 1988 and February 1, May 1,
August 1, November 1, 1989 and February 1, 1990.

2.a. If USET'Concludes a technology transfer égreement with any
third party company or individual USET will retain 50% of any
compensation received by the Smithsonian for as long as such

compensation is received, even after termination of the Agreement.
Such compensation would normally consist of option fees, license fees\ /////

and royalty payments. Administration of such funds will be by USET
pursuant to Section II.A.4 above, and shall continue without :
additional cost for the duration of each transfer agreement. :

3. Upon receipt of each installment of $6.000, USET shall !
utilize $3,000 to fund the technology manager agreed to in paragrag
II..A.3. :

III. Responsibilities of the Smithsonian Institution

1. To Support actively the activities of USET and the
Institution and create an environment to promote the purposes of this
contract by making personnel available at suitable times.

. —

2. To pay for the Smithsonian approved direct travel expenses
of USET in cases with the Smithsonian requires them to travel ocutside!
of the Baltimore/Washington metropolltan area. Approval for such
expenses will be sought in advance, subject to the usual Smlthsonlan
Institution policies regardlng such matters.
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3. To review and consider additional requests for financing to
enhance the success of this contract. It is anticipated that there
may be additional opportunities to increase the level of activity of
this contract e.g., costs associated with a workshop/educational
forum in intellectual property matters or those activities created.
through the Action Plan.. : '

IV, ACTION PLAN

USET will implement an action plan for the Smithsonian. The
elements of this plan include:

1. Consultation with suitable Smithsonian personnel to
formulate an intellectual property policy for the Smithsonian to
consider and implement, as desired. Said policy, will be comparablle
to in kind and quallty to that implemented at other USET client
Universities. . -

2. Consultatlon with suitable Smithsonian personnel to 1dent1fy
research programs and particular research projects that have created
or may create commer01ally viable 1nte11ectual property and -
inventions. :

3. Create and implement a méchanism to identify and bring :
together individuals from and the Smithsonian Institution with

mutual research interests. m¢%;&u49 vau4$ﬂk"

4, Undertake the 1dent1f1cat10n, documentation, evaluation of
commercial potential and in-depth review of partlcular inventions.
Such cases will be passed to USET for active review and marketlng as

passed to Ve

appropriate. 8fdﬁd5/j-44

5. Create a suitable intellectual property education programs
for the Smithsonian Institution. .

v, USE OF NAMES:

Each party agrees that it will not refer to this relationship or
use the name of the other parties in any manner or context whatsoever
unless as part of the 1mplementat10n of the specifics of this
Agreement. The inclusion of the name of the Smithsonian InStltuthD
following the names of ot USET client Universities in promotlonal
material is the sole 7§§§§§£ exception to this provision.

?

\
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VI. DURATION:

The contract will commence on the date at which this letter _
agreement is signed by the last of the parties. The initial perlod
of the Agreement is one year from commencement. This contract w111
automatically continue for the second year unless any party hereto:
notifies the other party of its desire to cancel, such notice to be
given within thlrty (30) days prior to the explratlon of the flrst
yvears’s term.

VII. ENTIRE AGREEMENT

This Agreement, including Appendices A which contains a mutual
Confldentlallty Agreement constitutes the entire Agreement among the
partles. ' - ]

VIIT. KEY CONTACTS:

The following individuals will be the key contacts for their
organization and will have primary responsibility for carrying out
the contract.

SMITHSONIAN TNSTITUTION UNIVERSITY SCIENCE, ENGINEERING
Peter G. Powers AND TECHNOLOGY

General Counsel
Smithsonian Institution
Washington, DC 20560
{202) 357-2583

IX. GOVERNTING T.AW:
This Agreement shall be interpreted and enforced in accordange:
with the laws of the State of Maryland.

UNIVERSITY SCIENCE, ENGINEERING SMITHSONIAN INSTITUTYON
and TECHNOLOGY '

By: By: .
Dr. Dean W. A:Z;fson
Title: Under Secretary

Date: _ Date:
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Information for proposal letter to universities
and federal laboratories

: us Inc .
IVERSITY SCIENCE, ENGINEERING AND TECHNOILOGY

The United States Government provides the university research
community with approximately $60 Billion in funding each year.
Recent Government policy changes and associated legislation now
provide a supportive environment for the translation of technology
innovation from universities and federal laboratories to the

- marketplace. Recent legislation now permits federally funded
universities and federal laboratories to license technology on an
exclusive, royalty-bearlng basis. The legislation creates a powerful
incentive by also requiring that part of the royalty return be shared
with the inventors that produced it. In addition, due to increased
global competition, corporations increasingly seek product
innovations from outside their own research programs. These factors
have led to the formation of USET, Inc., whose goal is to facilltate
the technology transfer process.

e

%
USET, Inc. is a newly formed organization devoted to the translatlon
.of technological innovations from university and federal research_
laboratories to industry and the marketplace. USET is organized §
exclusively to serve universities, federal research laboratories and
industry by providing. enhanced services. USET provides technology
management services to client universities and federal laboratories
as its exclusive licensing representative. In this capacity USET.
identifies innovation by working on-site with university or federal
laboratory researchers, evaluates the economic and technical merit of
the new inventions, arranges for filing and prosecution of patents
where appropriate, and licenses and administrates the patents. The
costs attendant to these services are borne by USET, Inc.; only when
revenue is produced through licensing, is USET reimbursed. This i
reimbursement is taken out of USET’s share of royalty income. :
. H
- To provide increased comprehensive services to universities, federal
laboratories and industry, USET has acquired University Technology
Corporation (UTC) and University Patents, Inc., two well respected
technology management organization. USET has also acqulred the g
software development team that developed "TELESCAN" a unique and well
received, user friendly, interactive stock market analysis system.
This group is developing an interactive technology information system
which will greatly enhance the translation of innovations from the
research laboratories to commercial 1nterests.-

SERVICES PROVIDED BY USET

1. Technology Management

USET accesses the technology stream of its clients and manages
their technology. This includes the identification of promising
technologies, the evaluation of innovations for commercial




Benefits to Universities and Federal Laboratories

"~ friendly technology information system called USET I. This

Technelogy Development:

‘initiate new businesses or assist existing business with

potential, the creation of intellectually property protection
when appropriate and the granting of licenses in the technolod

in return for private sector guarantees to develop, participat
-in or contribute resources to further development.

USET will assist the c¢lient’s scientists in identifying
technology with commercial potential and projects that may
produce such technology. Technology and project disclosures v
be personally marketed by USET staff to private sector users
predetermlned technology interests with a boost from our.
interactive electronic’ technology 1nformatlon system.

Technology Info;matlon:-
USET is deveioplng a unlque, comprehensive, interactive user

electronic information system will greatly enhance the market:
of technologies and innovations. This system includes not onl

Y
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identified technology, but projects that investigators belleve

may produce useful technology for which they are seeking prlvate
supplemental or alternative funding to federal funding. Spe01al

purpose modules will be designed to facilitate use of certain:

portions of the data base by select user groups. USET-II is a

module which will permit USET’s client universities to 1nventory

and manage their technologies. USET-III is a module specifically

designed . for industry. USET-IV is a module developed for use
federal laboratories. .USET-V is a module suitable for
foundations and philanthropic organizations to manage their
portfolios. When competed, USET will also provide a turnkey
interactive technology management system to organizations who
wish to manage their own technology. Subscribers to the USET
Technological Information system will include client:
universities, federal laboratories, industry and foundations. .

This activity will be aimed at identifying entrepreneurs to

marketing products created by USET clients. USET believes thc
successful new product start-up can be as rewarding as marketi
arrangements limited to royalty return. -

USET plans to provide consulting services to facilitate the
innovation process by producing collaborative research
agreements, business plans and access to patent services.

These major activities will offér.clientsoa'breadth of valuabl

assistance.

The on-going research at our universities and federal

laboratories represents a tremendous potential resource, which,

in the past, has remained relatively untapped. By aggressive,
' 2 ,
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decisive pursuit of technology transfer, USET increases the rate
of invention disclosure and increases the number of inventions
licensed. . Thus, university and federal laboratory research
produces not only the recognition due to publlcatlon but
substantial financial returns as well. .

To increase the rate of invention disclosure, USET provides a
Techneology Liaison Officer (TLO) to assist faculty members and
researchers in documenting their inventions and protecting the
university’s or laboratory’s rights. USET’s own staff takes on
the burden of inventioh management; that is, the marketing of.
1nvent10ns and the negotiating and monitoring of all agreements.

r
b

USET w111 incorporate ‘all of the university and federal
laboratory technologies in its electronic technoclogy 1nformat10n
system whlch will have a large 1ndustry subscription. {

USET means more efflclency, greater return on investment and the
assurances that the university will meet its contractual i
obligations relating to inventions. S

Benefits to industrg o : _ _ %
As the exclusive licensing agent for a number of unlverSLtles,
USET is able to provide innovative technologies covering a wide
‘range of markets. Some examples are:

~-vaccines and diagnostics

-medical devices and instruments
-pharmaceutlcals, enzymes and new compounds
-engineering devices

-electronic devices

-chemical processes and new chemlcals
-materlals

By dlrect on-site collaboration with,researchers at universities,
hospitals, and federal laboratories, USET is a key source of
intelligence relating to the most advanced technology available
today.

Corporations can work with USET on a business-to-business basis.
As the university’s licensing agent, USET performs all
negotiations between a business and the‘university

USET'’s 1nteract1ve technical information system will facilitate
the matching of university and federal laboratory innovations
" with potentlally interested industrial corporations. This

) powerful tool will greatly facilitate the technology transfef
process.

To find out more about USET and what we have to offer, call or
write:




: USET, Inc.

. 8000 Westpark Drive
S5th Floor

. McLean, Virginia 22102

Telephone: (703) 821-2030

FAX No.: {(703) 821-4049




april 17, 1988

To: Dr. ILowell Harmison
From: Carl Wootten
Subj: UIC Operatlng Procedures and University Contracts

1. Per your directions of last night, Section I below to gives you what I
feel are the advantages and disadvantages of each of our university contracts
and what needs to be done to correct the disadvantages. Note that the contracts
for Georgia Tech, Maryland and Connecticut are the most advantageous ones for
the universities since we had to sweeten them to get the university to sign a
contract based on the company bkeing financed and formed at a later date.

2. Section IT is what I consider the main points of an ideal agreement with
a new university while, at the same time, being attainable as far as having the
university go along with the contract.

3. Section IIT is a list of UIC inventions presently under negotiation with
industry. .

4. Section IV, as you reduested, is a summary of our procedures when we
approach industry with a new invention. The "closing” of the deal is similar in
all cases, in that we act as the agent for the university and they are the ones
who ultimately have to sign off on a deal.

Section T: Tndividual Contract Advantages and Disadvantages
A. Georgia Tech:
1. Advantages

a. Exclusive right to license all "technology" except for inven-
tions originally retained by GIRC and except for software unless it is part of
an invention. .

b. UIC determines what patents are to be filed in the US ard pays
for those and the $250 honorarium to the faculty for filing a patent applica-
tiocn. We are not responsible for any foreign patent filing or litigation costs.

c. They may not trade off research funding in lieu of an option
fee s0 as to leave UIC out. An addition to the contract was negotiated last year
that gives UTC 10% of any research money we bring to them as part of a deal.

d. GIRC is to promptly disclose all technology to UTC. '

e. UTC can make recamendations to change the operation of the TI_C
Office, and if not accepted, can cancel the agreament. : :

f. Division of income is 50-50, and lasts as lorng as the mventlor
. brings in royalties, not just the length of the contract.

g. We have the right but not the cbligation to sue infringers. If
either of us sue, the cost of the suit is first deducted arnd any additional '
money is cons:Ldered royalties and is shared per the agreement.

h. We have the right to use the university's name in our advertis-.
ing, as long as it relates to technology transfer.

1. Schedule B. lists the divisions within Georgia Tech from which
UTC gets excluSJ.ve rlghts and this includes all the units listed in their
brochures : _
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A. CGeorgia Tech (Continued):
2. Disadvantages’

a. Hiring TIO requires GIRC approval and he is an employee of
GIRC. We have recently gotten them to agree that the TIO will ke ocur employee
and that he will be physically moved out of the contracts and legal area to
Atlanta Technology Development Center, which is the Georgia Tech incubator.

b. They have the right to recall inventions not under option or
license after eight months. The other universities are one year, but Georgia
Tech's patent policy reqm:res only 9 months before they must return it to the
inventor.

c. If UIC elects not to file, GIRC may file the application. If
they do, they may either license it themselves without royalty obligation to UTC
or may leave it with us, in which case patent costs are deducted before royalty
sharirg.

d. ’Ihey have several people irmvolved in and charging to technology
transfer above and beyond what we pay for. They are therefore allowed to shift

- funding around to cover these other people.

e. Agreement lists duties of the TIO, among which are monthly
reports to UIC, but these duties may be delegated.

:E For inventions in the backlog when we took over and which they
paid for patents, cost of patents are recovered before royalties shared.

g. They had a prior agreement from 1983 with Nissho Iwai which
gives them an exclusive agency right in Japan. Although the contract is unclear,
I believe the intent was that NIC gets 10% of any Japanese royalties. They have
never licensed anything for Georgia Tech yet and, although we tried to get the
contract cancelled last year, they opted to renew it until October, 1988.

h. Gecrgia Tech insists on collecting royalties and distributing
our share to us, vhich is different than the cther universities. '

3.Changes Needed

a. Get TIO on our payroll and moved out of contracts and legal.

b. Get an "In-Akeyance" clause in the contract that tolls the
eight month time periocd before we have to retwrn the irwention if it is not
ready to market as determined by UTC.

¢. Have all patents paid for by GIRC with costs deductible from
royalties before royalty sharing. Have ancther category where, if we pay for
patents, we own it. I doubt this will be doable at GIRC. i

d. As an alternate to c., 1fUTCelectsnottof3.leandGIRCdoes, HE
we still keep lt for mrketmg but with a deduction of patent costs per above.

. Try again to get the Nissho Iwai contract cancelled as it

relates to technology transfer.

f. Try to change where we collect arnd distribute furds, but
believe this is not doable at Georgia Tech.

B. Universi land
1. Advantages

a. Exclusive right to license all technology except software nct
part of an invention, inventions prev1ously submitted to Research Corp., pri-
vately sponsored research at the Engineering Research Center and mventlons from
units not reporting to the UMCP Chancellor.

b. Other advantages similar to GIRC above.

c. UTC collects funds and distributes to the university.
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B. University of Maryland (Continued)
1. Advantages (Continued)
d. Have a year to market before returning the invention to UMCP
‘e. An arrargement was hnegotiated last year that raises the over-
head rate on contracts UIC brings in by 15%, which we receive as a finders fee.
This works out to about 94+% of the overall contract.

2. Disadvantages
a. TIO is an employee of the Research Foundation, not UIC
b. Same as A.2.c. above relating to filing applications.
c. The agreement exempts irventions coming from privately spon-
sored research where the sponsor insists on rights in return for the research.

3.Changes Needed

a. Get TIO on cur payrcoll. _

b. Get an "In-Abeyance" clause in the contract that tolls the one
year time period before we have to return the invention 1f it is not ready to
market as detemlned by UIC.

'c. Have all patents paid for by UMCP with costs deductible from
royalties before royalty sharing. Have ancther category where, if we pay for
patents, we own. it.

d. As an alternate to ¢., if UIC elects not to file and UMCP does,
we still keep it for marketing but with a deduction of patent costs per above.

e. Clarify the rights from private research if the unlversrcy
winds up owning the J_nventlon and the sponsor deesn't lloense them,

C. University of Connectlcut
1. Advantades

a. No exclusions from technology coming to UTC from UCcnn.

b. Cther advantages similar to GIRC above.

c. Have a 10% piece of any new company started by the Ucornn R&D
Corporation (see below for explanation of R&D Corporation).

d. An agreeiment was worked cut last year to increase overhead on
research contracts which we receive as per UMCP above.

2. Dlsadvantaqes -

a. TIO is an employee of the Research Fourdation, not UIC.

b. Same as A.2.c. above relating to filing applications.

c. Same as B.2.c. above regarding privately sponsored research.

d. UComn had formed the R&D Corporation to manage and start up new
conmpanies based on university technology. One such company is in the formative
stages now, and we will receive 10% once the start-up is complete. This does
however, conpete with our concept of a USET venture capital group.

3.Changes Needed :

a. Get TIO on our payrell.

b. Get an "In-Abeyance" clause in the contract that tolls the ane
year time period before we have to return the invention if it is not ready to
market as determined by UIC.

c. Have all patents paid for by UComn with costs deductible from
royalties before royalty sharing. Have another category where if we pay for the
patents, we oWn it, =«
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C. University of Comnecticut (Continued
3.Changes Needed (Contirued)
d. As an alternate to c¢., if UIC elects not to file and UConn
does, we still keep it for marketing but with a deduction of patent costs.
e. Clarify the rights from private research if the university
winds wp owning the invention and the sponsor doesn't license them.

D. Kansas State University-
1. Advantages _
a. Only 50% of the TIO office costs supported by UIC.
: b. KSURF pays all of first year costs, and our payments are made
quarterly in arrears.
¢. UIC collects funds and administers agrecments.
d. Although contract calls for TIO to be a KSURF employee, they
have agreed that he will be a UTC employee.
~e. Have one year before return of unlicensed inventions.
f. Other advantages similar to GIRC above.
g. Contract calls for additional 15% to UIC on research contracts .
UrC br:mgs in with options. ‘
h. No technology excluded from the agreement.

2. DiSadvantaqes
a. Same as A.2.c. relating to patent filings.
b. Same as B.2.c. above regarding privately sponsored research.

3. Changes Needed -

a. Get an "In-Abeyance" clause in the contract that tolls the one
year time period before we have to return the invention if it is not ready to
market as determined by UTC.

b. Have all patents paid for by KSURF with costs deductible fram
royalties before royalty sharlng Have another category where, if we pay for
patents, we own it.

c. As an alternate to c., if UIC elects not to file and KSURF
does, we still keep it for marketing but with a deduction of patent costs per
above,

d. Clarify the rights from private research if the university
winds up. owning the invention and the sponsor doesn't license them.

E. University of Towa

1. Advantadges :

UIC only pays for the TIO. All other office costs paid by UIRF.

Our payments are made quarterly in arrears. !
UTC collects funds and administers agreements.
Have cne year before return of unlicensed inventions.
Other advantages similar to GIRC above.
Contract calls for additional 15% to UIC on research contracts
UIC brings in w1th the options.
Only software and one invention excluded from the agreement.
. UTC gets 10% of any starbup company as in UConn agreement.
. Have one year before return of unlicensed mventlons
In-Abeyance clause already in contract.’

e
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E. University of Iowa (Continued
2. Disadvantages
a. TIO is a UIRF employee.
b. Same as A.2.c. relating to patent filings.
c. Same as B.2.c. above regarding privately sponsored research. '
d. UIRF has same rights regarding startup companies as Connecticut
which may interfere with USET venture capital concept. B

3. Changes Needed

a. Have all patents pald for by UIRF with costs deductlble fram
royalties before royalty sharing. Have ancther category where, if we pay for
patents, we own it.

b. As an altermate to c., if UIC elects not to file and KSURF
does we still keep it for marketing but with a deduction of patent costs per
above.

c. Clarify the rights from private research if the university
winds up owning the invention and the sponsor doesn't license them. :

Section IT: Elements of an Ideal Agreement

A.General Comments

The following are elements of what I think would be an ideal university
agreement. It obviously does not include them paying us to do the licensing,
since T don't feel this would ever sell to a major university since they have
other no cost options. Unlike goverrment laboratories, there is no driving force
of public law that requires them to have a high visibility in licensing. They
can meet the requirements by simply shipping off inventions as they come in to
Research Corporation. Although we may get them to pay us for things like the TIC
database, I doubt we'll ever get to the point of them paying us.

Likewise, I don't think we can get more than 50% of the revenwe from
licensing, again due to the precedent and availability of Research Corp.

B. Agreement Terms Proposed

1. The TIO is to be a USET employee, and if the campus has research of
over $40 million, he should ke full time.

2. The unlvers.lty pays for and retains title to most patents except
those elected by USET, in which case we retain title and pay patent costs.

3. The university pays the office support for the TLO and ancillary
costs, including such things as secretary, supplies, travel, etc.

4, Have technology defined to include blologlcals, enginesring materi-
als, software programs, etc.

5. They would join the USET database, and would use it internally to
track the technology stream. This part we could probably get them to pay for.

6. If the university has an arm to start new companles get USET
involved in it at the grass roots level.
7. Include prov151on for in-abeyance category for inventions not ready
to market.

8. Try to get industry sponsored research included, but this will
lJ.kely be a non-negotiable polnt

: 9. Include a provision for a finders fee for research we bring in.




Memorandum :
Dr. Iowell Harmison
April 17, 1988 -
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Section IIT: Iist of Inventions Under Negotiation -

The following list identifies the invention by school (01,02,etc.), the year
it was disclosed (87, 88 etc ) and the sequential number within that year from
that university.

Invention

'I'itle

A. Georyia Tech

C. University

of Connecticut

Company _
Texas Instruments

01-86-017 Trimuing of Semiconductors

.01-86-028 Synthetic Ultramarine Blue Ferro Corporation
01-86-027 Tactile Robotic Sensing Pad Barry Wright
01-82-009 Utility Knife Nuve, Inc.
01-87-005 Antiglaucoma Drug Ciba~Geigy
01-87-009 - Broadcast Switching Network Bell South
01-87-004 = Optical Isolator Optics for Research
01-87-007 Microfibrillated Tobacco R. J. Reynolds
01-87-008 - Precursor Chemical for MOCVD Air Products g

B. University of Marylard

02-87-007 Chromatographic Packing Amicon

02-87-029 ~ IBDV Elisa Diagnestic Select ]'_aboratorles
02-87-030 . Newcastle Diagnostic URO Diagnostics
02-88-010 New IBDV Vaccine Intervet

02-87-014 Three Axis Gravity Gradicmeter

Honeywell Space Avionics

Hollister-Stier

03-86=~006 . . Penicillin Test _ |
03-87-032 = Composite Electrode BicAnalytical Sciences
03-86-016 Mercapoester Agents BP America & Kendahl -

D. Kansas State University

- 04~64~002 Wheat Hardness Tester Grainland & Dickey-John
04-85-002 - Beta Dosimeter Rexham - .
04-83-001 Formaldehyde Detector Rextham
04-83-011 Cholesterol Esterase Inhibitor Kodak
E. UI'IJ.VEISlty of Iowa
05-86-025 Ax1al-—fIbrsn.onal Extenscometer Instron
05-86-024 Antiviral Agents Bristol Meyers

Section IV: Summary of Invention Marketing Procedures :

. As reqguested, the following is a brief descrlptlon of the steps taken in
the approach to industry. It assumes that, as is usually the case, no patent
application has been filed and the disclosure must be under a Confidential
Dlsclosure Agreement (CmA).

A, Pre—MarketlIﬂ Steps
1. Search UIC database for companies with same keyword mterest as
invention, Augment with market search of other publications.
2. Cull out list of up to 18 companies that should be mterested

B. Initial Marketlnq ' :
: 1. Contact companies by telephone to find the person responsible for
the paxtlcular area of the invention
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April 17, 1988 :
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Sectlon IV ¢ Contmued)
Initial Marketing (Contlrmed)
. 2. Explain the invention in a non—confidential manner to determine
interest, judge level of interest arnd get a feel for the market.
3. Send an Executive Summary (E/S) and a CDA. '
4. Followap to get the signed CTDA back.
5. On recelprt of the CoA, forward the confidential Technical Package

(1/P).

C. Final Marketim

1. Arrange a visit at the university with the inventor to give the
company a full technical presentation, discuss development contract to further
the invention and discuss licensing terms.

2. Get research proposal from the university, draft optlon/lloense
agreement and forward to the company.

3. Negotlate the agreement keeping the university informed of the
progress.

4. Get sigried agreement and collect initial funds.

5. Monitor progress of the research and prepare draft license at. the
appropriate time.

6. Negotiate license agreement., get signed and menitor royaltles and
other terms of . ‘the llcense

Finally, I've mcluded coples of the slldes we use for presentatlons to the |

unlver51ty/laboratory for dlscussmn ton‘orrow
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FACSIMILE TRANSMISSION
fram
UNTVERSTTY TECHNOIOGY CORBORATTON

3710 Undversity [rive, Suite 210 -
Durham, North Carolina 27707

DATE: May 11, 1988

TO: .8 I.cwell Harmison
FAX MO USA (ios)_321-2049
FROM: | Carl B. Vootten
FAX NO:  USA (919) 490-5261
ATTN: . Dr. 1owell Harmison
RE; | Kansas State
m&zmﬂL

Enclosed is information for‘your call to Kansag State. If there are any
questions, please let me Mnow.

'Sincerely,

(ard

Carl B. Wootten
President

CB:pv
PLEASE NOTIFY DR. LOWELL HARMISON IMMEDIATELY UFCN TRANSMISSTON
mmmmmm 8 PAGES
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UNIVERSITY TECHNOLOBY QQW@QRAWON

South Square Corporate Centre  Suite 210
3710 University Drive. - Durham, North Carolina 27?07
(9?9) 493-0101

May 11, 1988

MEMORANTUM
70 Dr. Lowell Havmison

FRM:  carl B. Wootten QJ

RE: K=sU _Briefing Paper

In accordance with instructions from Norm of last night, this is to give you the

basics of our interactions with KSU over tha last nine menths in preparation for your
call to Dean Kr.uh

* A pajor disagreement hag 'develqaed due to Mingle marketing in
pamllal with us and/or giving back inventions w:.thout discussxm_;
it with us. See attached wemos.

* On being brought to task over the parallel marketing prablem,
Mingle faxed me a letter of April 20 (copy attached).

* There was agreement between Mirgle and I to delay hiring the TIO
until Mingle's future status was determined. His letter of
November 30, 1987 and my answar of December 11, 1987 (attached)
_inﬁicatadtostartﬂzeprocess in January, which was done.

~ There was same delay due to the merger, however.

* Prior to hiring, Mirngle was supposed to act as the TLO, hut
in reality did very little. Fach of cur L.E.'s had to write
“thelr cun Executive Summaries and we have yet to receive many

of the Technical Packages needed for marketing the irwventions.

* 1 do not know how much of this history has been relayed to
Dean&uhortherestofthemecutzvemutteeorthemard
My guess is very little.)

* My lettar of May Sth cutlines these problems in preparation
- for ocur proposed meeting on May 23rd (copy attached).

I rmnmﬁd your call to Dean Kruh be delayed until we are assured of his receipt
of the May 5th letter. :

CBAiv
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Scuth Square Corporate Centre Suite 210 i
3710 University Drive  Durham, North Carolina 27707
.1919) 493-0107

May 5, 1988

Mr. John O. Mirgle, Esquire

Executive Vice President

Kansas State University Research Fouxiation
Fairchild Hall

Manhattan, Kansas 66506

Re: KSU/UTC Interaction
Dear John,

Needless to say, we were very uUpset by your letter of April 29th indicatirg the
urhappiness of the Research Fowdation's Board of Directors. as I have told vou, we

were very sorry about havmg to cancel the TIO interviews at such a late date, and we
sincerely apologzze again for that.

As you ard I have discussed by telephone, the misunderstanding over the marketing
reles of your office and UIC caused oonsiderable constermation, particular.ly after
the considerable amount of time and money that was experded by UIC in the marketmg
effort. In your letter of April 20th you irdicated that we should be able to work
this out, and it is in that sp:u:’t that we want to meet with the Board on May 23xd.
Nomm Latker will also be coming with me to preview with the Board the expanded 2
capab;.l:.t.les of UTC. We are also lining up the three candidates for interviews on
the morning of the 24th, in hopes that we can resolve these questions and I will
- contact you as to the specifics ance they have heen arrarxged

Tn order to preview olr meeting of the 23rd, we would like to review the mstcaxy
. on the three inventions in particular which have caused us preblems:

1, 04~86-002; Device To Simularize And Orient Cereal Grains
. 2, 04-86-003; Enhanced legume Crop Yield With 311.;,19_19___ um Mutants
3. 04-86~006; Abrasion Testing Machine

: . One of the mems in your letter had to do with a “lack of progress! this first:

year. You indicated that the concern there came from the very short informal report
: Muchhed_hsmssedammdulsenttoyw. IthmktheBoardinle.edfmthat :
thexe was nothing going on at UVIC on Kansas State's henhalf, which is incormect. I
will be sending a more formal report on contacts on each of the irventions and where
each of them stard at the present time for review prior to our meeting. :

UNIYVERSITY TECHNDLOBY @@B@@PPAW@M
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I look forward to seeirg you on the 23rd and of course look forward to meetirg
with your Executive Committee. As you said in your letter of April 20th, I certainly
believe we can iron ocut these prcblems in interpretation of our contmct and loak
forward to doing 80 curing our meeting.

Carl B, Wootten
President
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- UNIVERSITY ?EQHMO&DEV f‘QQPOQé&T@@M

_ South Square Corpdrate Centre  Suite 210
T 3710 University Drive  Durham, Nortft Carofina 27707
: ' (918} 493-0101

December 11, 1987

Mr. John 0. Mimgle
Execiugtive Vice President
Hansgas State University Reseamch Foundation
Office of the Executive Vice Fresident
Kansas State University .
Fairchild Hall
Manhattan, Kansas 66506

Ra: MO Activities :
Dear John,

Thanks very mach for your letter of November 30, 1887 irdicating you would be
going halftime as of April 1, 1988. T ar glad to hear that you will be continuing to
help the new TIO get organized. ‘

As we have done at the other schaools, I am enclosing herewith a draft of an ad
used in the other locations which has seemed to draw the right type of pecple for the
position., T hope it will help structure the ad you will placing in the varicus
cities. Also, I had previcusly sent you the resume of Dr Moise Riboh, who has again
called me ard is still interested.

'Ihe procedure we have used in the past goes as follms
1. Reswm are reviewed amd graded by ycurself Zor sxutab:.hty
2. c::pi&a of the resumes are sent to us for our review. '

3. Eachofusmtasthevarimrmsonascoreof1tc>5 arnd we
come U with approximately six people as top w-:i;dates

4. Asearchccmittee is made Lpofyouxselfaxﬁwhaeverelseym feel
- needs to be involved at the University plus John and myself. The
candidates are jnvited in for a cne day marathon interview session
{one right after the other) with rabimng sheets on each person,

5. At the end of that meeting, we try to ocome down to the 2 top
candidate's, who are then asked to come back and interview with
the faculty amd actually develop an Executive Smrr-a;:y from the
basic invention disclosure.
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By the time all of this is finished, we pretty well have a goad feel for whether
.orn:l'cthecarﬁldatacanperfomammemerormttheywouldbeintemstadinthe
job also,

_ AsIsa.idabova, I'm enclosing a copy of the ad, acopyafmtwesaéaStlxe
recuirement for the 710, and hopefully we can work together on the ad to get it read
to be in the papers the first part of January. .

If you have any questions on these recommendaticns, or wauld like to change

anything in hexe, please give me a call, Otherwise, I will lock forward to getting :

copy of the proposed ad as you see it bhefore the first of the year.
| Best personal regards, -

tad

Carl B. Wootten
President

CBipv
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. Durham, NC 27707

This letter iz to ¢ive my gurrent viawpoints on operation of o©

.¢onsiderable campus politice haz not. qatten involved,

T kit ) T

Kansas State University Resaarch Foundation

Office of the Executiva Vice Presldent

Fairandid Mall

Manhattan, Kansas 66506 -

9136325720

FACSIN MUNICATION
(8194905261)

April 20, 1988 ' ’
Mr, Carl B. Wootten
Prasidant
University Technolegy Corporation
Suite 210

3710 University Drive
Dear Carl:

Technical Liaison Agency Agreesent that hecame affeetive July
After approximately tan manths in ¢ffest, a2t oy uhderstanding
are making prograess, and although some differenves are present
zan ha overcone with good Ffaith cooperation. Cartainly we wan
program to be guccassful for both our organizations#., and 1 thi
key is goeod communiéation with patieénce aad a recognaition that
nave conatraints on us.

ur
1, 1987.

That we

, these
+ this
nk the
wa both

Lat me review scme background that you know wall but iz germans te my

views. Licenzing ia difficult and very time consuming.
this position nearly aix years and have baen talking with many
ceompanias, licensing axecutives, ets, over that pericd. As ti
sometimes interests develop, not only #ith new developments, b
ones that have bhaan around for a while. Additienally, invento
researchers keep developing and bring up old contacts that had
comnmunicatad with earlier, Sometimes the sacond time arsund t
petter. Thus, since I have to live with campus polities, [ ha
atay involved., Of course with new invantions and discleaures,
not such & problem for UTC geta thep £irst hand and kaeps work
them; 1t is our backlog of old inventions that creates thig si

1 did no% put any of this backlog of inventions on the axcluge

for it seemed only Yair to you to ¢give you "a shot at*® ligenai
if you aould, Narurally I did net know what ones night sgon 2
into viable options or licensea from my prior contagts, but in
nenner die¢ I imagine that you wers ’xpecting me %0 step ay lic
agtivity on these old iaventiens,

1 have peen in

ma passes
ur with
r# and
been
nings gel
va to
this id
ing with
Tuaticn.

d list

ng these,
1rface
no
ensing

He warTe t¢ operate in parallal paths
with respect for the Stheraz agrivities, and To & large extand wa

have

done this with some diffigulty in communication, which is probably my

shortcoming.

Time will cure many of the problems for we will he

working out any old inventions that hsve licensing interest., And agaan
a3 time passes and our TLO bacomes active, you attantion will be
directed 10 new iunventiona that I have not worked and with whimh
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Latter, Mr. Woot: en, 4/20/88, rage

It is apparent from tha above discussion that [ balieve campus politios
18 a valid and reasonable concern of aine singe I have %o llve with
thege inventors, r'eaesrshars, their department heesds, their deans,
etc., and some are members of oy Board. Thus, the Research Foundation

must obtain cooparation with the University by persuasion sinca

not have any direer contrel. The net result i1a that ] aust que a
little here to get further cooperation there, and sc on. Aga;n. i
beliava time will cure this as new inventions take ovar the lrmal*ght.

we do

& further manner in which tinme will cure this problem is by enhanclnq
the direct communication petween nysalf and your licensing officers as
they come on campus and mst with inventors and potential licangeas.

- Alternatively, if you believe it prudent, I will go to your lgeation
occasionally and we will iren out any problem situations, One year ago
I nade & trip to see you to insure myself that I could enthusiastically
recomnand to my Board our agreement., In one week I repert again to my
full Board, and I expect to tell them that 1 beliave our UTC contract
will work better next year as our TLO becomes invelved. You remembar
that I have suggested that this TLO be your empleyee so that he or she
will firmly be under a business expa&ctation; vet, from our viewpoint be
working to help our inventors, researchers, eto,, do a better job,
Thua, I wiil be expectad %o lead his or her interference as well as

mediate any rough places, particularly during the early months,

Again,

time should smooth any transition probless $f we get tha righti person

for our TLO.

In this letter I hava pot tried to concentrate on particular datal ed
sspects of our agreemsnt for I believe that the fidueiary relatlonsh;p

#et up by our principal - agent situation invelving trusyt, lnyalty and

good faith dealings will allow us te work out any problem areas.

Acadenic administration can ba atressful, as ycu well know, ané

T will

raadily admit that at timea my performance will not be perfect or even
sdaguate, bdut live with se and we will work this out to the mutual

“benefit of UTC, or USET, X&U and KSURF.
Ypat do vou think, Carl?

Very truly yours,

Joan 0. Mingle, Eagq.
eoutive Vice President
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Kansas State University Research Foundation

Offlce of the Executive Vice Presidant
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Novembher 30, 1987 : . -
T/P e
. INV. CORR
Mr. Carl Wootten GOV, RPT.
President L/C
University Technelegy Corporation VISITS
Suite 210 [Vl
‘South Square Corporate Centre Y?icfﬂf
Yurham, North Carcolina 27707 Q“;_'“”‘
: Claln .. I
- Dear Carl: SR

Az 1 have indicated previously, the Research Foundation EXediti
Committee nas decreed that my position will reduce te halftime
when the new TLO comes on board with Dean Kruh and Dean Rathbop
two mambers of the Executive Committee that I report directly t
as I perform my campua activities, coneurring that transition
should oceur . on April 1, 1983, I wil} cantinue to be hers

nalftams and help the new TLQ as he or she becomes acclimated t
tha. new job.

You have suggested that 1t would be more appropriate, from the
viewpoint, if our new TLO was an employee of UTC. Although I h

VE .._. .
e,
o

Q

uTe
ave

not worked out the details, it seems feasiblea that we can add by

separate rfunding the appropriate fringe benefita that UTC doas
provide and ate represented here at the University.

My 3uggasted plan would be to atart advertising in early Januar

for thia position, unhless of course you have somsbody in mind
based upon your previous TLO hiring. It iz my understanding th
you and John Frazier would review applacants from the UIC -
viawpoant while my Executive Committee will serve as the Ressar
Foundation’s raviaew. The details of this ccordination will hav
to be worked out in the near futurae,

My Executive Committee has a meeting Dacember 17 and expects to
confarm Owan Kruh-and Dean KRathbone's recommendationsz and beqgin
setup review proceduras for thig TLO position. We will be look
forward to getting this next phaae of our UTC relationship
underway. :

Veriﬂ incerply yours,

not

¥

At

ch
e

to
ing
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( USE § ) : _ and Technology, Inc.

University Science, Engin

Tel: 703/821-2030 Fax:

eering

8000 Westpark Drive, McLean, VA 22102

703/821-2049

June 21, 1988

Dr. Barbara Hansen
The University of Maryland
5401 Wilkens Avenue
Baltimore, Maryland 21228

Re: USET Technology Transfer Services

Dear Dr. Hansen:

At our meeting on February 5, 1988 we indicated that, once

ithe

acquisition of UTC was complete, we would get back to you with

a proposal to provide UMAB’s patent management services.
are now abkle to propose an arrangement similar to the propa
previously submitted to you by UTC but which also inclu

additional valuable serv'ces /fﬂ 1ol Tae /Vw ﬁ‘p,m
In exchange for//a“’f:;ht of first refusal, to all of
technology that ﬁhe—aﬁiverStty may acgulre arlslng from
research, we propose to provide the following services:
S The services of a professional Technology Liaj
Officer (TLO) on a regular as needed basis.

TLO’s responsibility will include providing pat

We
sal
des

I{f % éé't ¢

the
its

son
The
ent

related educational services for campus

Investigators, interviewing Investigators to ses
out new inventions and help prepare invent
disclosures, providing liaison with the Licens
Executive at our headquarters here in McLean, be
available on-campus on a regular Dbasis
interviews with Investigators, helping Investigat
work with our electronic database system (descri
below) and generally being available to respond
technology management and research propc
inguiries from campus Investigators
Administrators. Although the TLO will be at UMABR
a scheduled but part time basis, this will allow
reduction of costs to UMAB for the program, which
understand has been a major problem for you.
only costs to the University will be for provid
an office and an Administrative Assistant 1le

rch
ion
ing
ing
for
ors
bed

to
sal
and

on

ithe

we
The
ing
vel

person to handle the details of the office during

the absence of the TLO. The cost of the TLO and
cost of the Licensing Executives who will perf

the actual licensing functions will be entir

borne by USET.

the
orm
ely




Incorporation of all University technelogy in opur

_electronic database system. As described to you at

our February meeting, this system will enable us to
widen the scope of our licensing activities on your
behalf. At your discretion, the system will also
enable University Investigators to solicit research
funding from industry or other non-traditional

funding sources. USET will alsoc promote ithe
licensing of software, biological and engineering
materials through the database systen. These

services will be available at no cost to the
University other than the normal sharing of income.
We would share any option fees, license fees,
royalty or other income generated from the 1lcensing
efforts on a 50/50 basis. In addition, 15% would be
added to your standard government overhead rate and
remitted to USET for those research grants generated
through the system. '

On inventions selected by USET under its right! of
first refusal mentioned above, USET would file, pay
for and own patent applications throughout the world

“on these inventions. The only caveat would be that

foreign filing prosecution and maintenance costs
will be deductible from royalties or other income
derived from these inventions prior to those
inventions on which USET elects not to file, pay for
and own, the University may file, pay for and own
these inventions. If you should so desire, we w111
market these inventions as we  would other
technology, except that the University would recover
its costs prior to sharing royalty or other 1ncome
w1th USET. 4
The election of ownership mentioned in (3) above
would be accomplished within six months of recelpt
of a complete invention disclosure, at which tlme%we
will notify the University of election or non—
election (or regquest ' an extension should the
circumstances warrant). For incomplete dlsclosures,
the invention would be put "in-abeyance" which. would
toll the time period, menticned above until such
times as the invention was complete. The University
may request return of university owned inventions
which have not been licensed within one year. | If
returned, USET would not share in any income on the
1nvent10ns. :

USET would monitor all licenses and collect funds
due to the University, paying to the University its
share on a quarterly basis.




If you agree, we propose an initial term of this Agreement
five years, subject to automatic one-year rollovers unl
terminated by either party after the five year initial term.

We trust that the foregoing summary of terms and conditi
will provide you with sufficient details upon which to a
Obviously, if additional information is required or you w
to discuss alternatives to our proposal, we would be happy
meet with you to do so.

Also, you'should know that we plan to use the UTC person
supplemented by other USET personnel with appropri
backgrounds as necessary.

I would ilke finally to reiterate what we see as
advantages to UMAB and USET in such an arrangement which
as follows.

1§ The provision of a professional Technology Liai
: Officer to assist. in the expansion of
disclosures coming from the Investigators at UMAB.

2; Professional Licensing Executives. in vari
- industrial fields to handle the licensing for
University in a professional and efficient manner.

3. A database which will provide access to n
traditional sources of research funding via a br
industry base, and relieve you of some overt
devoted to explaining your program to industry.

of
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4. A minimal cost to the University to meet ithe

federally mandated requirements for technol
management.

If you have any questions or comments regarding the foregoing,

I invite your direct inquiry to me. If you would like to h
a proposed Agreement for consideration now, we would
pleased to provide same. I look forward to our continu
relationship and to moving ahead to conclusion of
Agreement so that we can begin the work of gettlng
Unlver51ty s technology to industry.

Sincerely,

Norman J. Latker, Esquire
Vice President for Legal and
Technology Affairs .

NJL/kte
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University Science, Engineering
and Technology, Ine. =
8000 Westpark Drive, McLean, VA 221(
Tel: 703/821-2030 | Fax: 703/821-2049

June 21, 1988

Dr. Barbara Hansen
The University of Maryland
5401 Wilkens Avenue
Baltlmore, Maryland 21228

Re: USET Technology Transfer Services

Dear Dr. Hansen:

At our meetlng on February 5, 1988 we indicated that once the
acquisition of UTC was complete we would get back to you'with
a proposal to provide UMAB’s patent management services.  We
are now able to propose an arrangement similar to the proposal
‘previcusly submitted to you by UTC but which also 1noludes
addmtlonal valuable services.

In exchange ‘for a right of first refusal to all of the
technology that the university may acquire arising from its
reseaxrch, we propose to provide the following services:

1. The services of a professional Technology Liaison

Officer (TLO) on a regular as needed basis.  The
TLO’s responsibility will include providing | patent
related educational services. for { campus

Investigators, interviewing Investigators to! search

out new inventions and. help prepare invention
disclosures, providing liaison Wlth the Licensing
Executive at our headquarters here in McLean, being
available on-campus on a - regular - basis for
interviews with Investigators, helping InvestLgators )
work with our electronic database system (described
below) and generally being available teo respond to
technology management . and  research = proposal
inquiries from campus Investigators and
Administrators. Although the TLO will be at UMAB on

a scheduled but part time basis, this will allow the =
reduction of costs to UMAB for the program, whlch we . .
understand has been a major problem for you. The
only costs to the University will be for prov1d1ng'

an office and ‘an Administrative Assistant! level
person to handle the details of the off1ce*dur1ng-_~
the absence of the TLO. The cost of the TLO and the

cost of the Licensing 'Executives who will perform - -
the actual llcen51ng functions will be entirely ...
borne by USET. [ B T
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‘ 1nventlons.

Incorporation of all University technology :in our
electronic database system. As. described to; you at
our February meeting, this system will enable us to
widen the scope of our llcen51ng activities on your

behalf. At your discretion, the systen W1ll also
enable University Investigators to solicit research.
funding from industry or other non-tradltlonal
funding sources. USET will also promo;e the
licensing of software, biological and engineering
materials through the database system. '@ These
‘services will be available at no cost to the

University other than the normal sharing of ancome.
We would share any option fees, 1lcense fees,
royalty or other income generated from the licensing
efforts on a 50/50 basis. In addition, 15% would be
added to your standard government overhead rate and
remitted to USET for those research grants geherated
through the system. : _ %

On inventions selected by USET under its. right of
first refusal mentioned above, USET would flie, pay

for and own patent applications throughout the world

on these inventions. The only caveat would be that
foreign filing prosecution and malntenance costs
will be deductible from royalties or other. income
derived from these inventions prior to: those
inventions on which USET elects not to file, pay for
and own, the University may file, pay for and own
these inventions. If you should so desire, we will .
market  these inventions as we  would other
technology, except that the University would recover
its costs prior to sharlng royalty or other income_
with USET. . R
The election of ownership menticned in (3) above .
would be accomplished within six months of receipt
of a complete invention disclosure, at which time we
will notify the University of election or non-
election (or request .an extension should the
circumstances warrant). For incomplete dlsclosures,
the invention would be put "in-abeyance" Wthh would
toll the time period, mentioned above unt11 such
times as the invention was complete. The Unlver51ty
may request return of university owned 1nvent10ns.
which have not been licensed within one year.
returned, USET would not share in any 1ncome

on the

USET-would monitor all licenses and collect
due to the University, paying to the Univers]
share on a quarterly basis. :

funds

If
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If you agreed, we propose an- initial term of this Agreement of
five vyea 5 subject to automatic one-year rollovers ! unless
terminate Yy either party after the five year initial ferm.

We trust that the foregoing summary of terms and condltlons
will provide you with sufficient details upon which to act.
Obviously, if additional information is required or you wish
to discuss alternatives to. our proposal we would be happy to
meet w1th you to do so.

Also, you should know that we plan fo use the UTC pe&sonnel
supplemented by other USET personnel with appropriate
backgrounds as necessary. ' P :
I ﬁould like finally +to relterate what we see as_ the
advantages to UMAB and USET in .such an arrangement Wthh are
as follows. _ _ - g_
1. The provision of a profe551onal Technology iaalson.
Officer to assist in the expansion of the

dlsclosures coming from the Investigators at UMAB.

|

2. Professional Llcen51ng Executives in yarious

industrial fields to handle the 1licensing for the

University in a professional and efficient manner.

i

3. A database which will provide access to non-
tradltlonal sources of research funding via a broad
industry base, and relieve you of sonme overtlme
devoted to explaining your program to 1ndustry

4. A minimal cost to the University to me;t the
federally mandated requirements for tecnnology
management. o ' |

If you have any questlons or comments regardlng the foreg01ng, -
I invite your direct inquiry to me. If you would like %o have

a proposed Agreement for consideration now, we would be
pleased to provide same. I lcok forward to our contznulng
relationship -and to moving ahead to conclusion of our
Agreement so that we can begin the work of gettlng the
Un1vers1ty’s technology to 1ndustry.

Slncerely,

Norman J. Latker, Esquire
Vice President for Legal and
Technology Affairs

- NJL/kte
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SERVICING AGREEMENT

AGREEMENT made this day of , 1988,

between . (hereinafter called "University"},

and University Science, Engineering and Technology, a Delaware corporation, with pringipal
offices at :1465 Post Road East, Westport, Connecticut 06880 (hereinafter called USET);

WITNESSETH:

WHEREAS it is contemplated by the parties hereto that UNIVERSITY will .own

rights to technology made by its employees and others in accordance with its p011c1es and

procedures and that UNIVERSITY will have the full and exclusive right to license or have
licensed on its behalf such technology; ;
i
WHEREAS UNIVERSITY desires that certain technologies which UNIVERSITY
may heremafter obtain during the term of this AGREEMENT be utilized in such a manner
as to develop their commercial utility and to develop the maximum reasonably obtamable
income both in the mterests of UNIVERSITY and the public, and that such rlghts be

admmlsteged in an effective manner;

Wi—IEREAS, USET has been organized under the laws of the State of Delaware for
the purpoése of commercial exploitation and administration of technology and is willing to
undertakeé such functions under the terms set forth in this AGREEMENT.

NO'W, THEREFORE, for good and valuable consideration, the receipt whereof is
hereby ac;knowledged, and the mutual performance of the undertakings herein, it is agreed
by the pa@fties hereto as follows:

Section 1 Definitions
A The term "Inventors" shall mean UNIVERSITY’s faculty (incitiding Research
Investigaters), and staff members, and other persons from whom UNIVERSITY may acquire
title to technology in accordance with its policies.
B.; The Term "Technology" shall mean inventions, invention disclosures, know-

how, trade secrets, software, biological, chemical and engineering materials, whether or not
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subject to; intellectual property protection, patents and patent applications ali acquired by the
UNIVERSITY af ter the date of this AGREEMENT but excluding divisions, continuation, or

contmuanons -in-part of patents or patent applications or reissues of patents acquired by the
UNIVERSITY prior to the date of this AGREEMENT. In addition, the term shall mclude
dlsclosur_es of spemf ic research projects that the UNIVERSITY believes may result in any of
the above categories of technology and for which project the UNIVERSITY is seeking
funding f rom the private sector.

C. The term "Intellectual Property" shall mean patents, copyrighted technology,

trade secrets or the protection of semiconductor chip products.

D, "Technology covered by this AGREEMENT" shall mean technology which
arises during the term of this AGREEMENT which USET elects to administer in accordance
with this éAGREEMENT and other technology which the parties hereafter mutually agree to
administer in accordance with this AGREEMENT.

Section 2.. Obligations of USET

USET, from and after the date of the AGREEMENT, shall perform the following
services for UNIVERSITY:

Al USET shall begin, with reasonable diligence and with the cooperation of
UNIVER$ITY, and thereafter shall pursue, at its expense an educational program for
Universitsfr staff and Research Investigators describing the USET services available to the
Universits}, the benefits of managing University technology and the process of identifying,
protectingf and licensing such technology. USET shall also, upon request by UNIVERSITY
provide céonsul_ting services to University on intelleétual property issues in connection to

specific [:Jniversity technology or research grants and contracts.

B USET shall enter into a program of licensing (and when appropriate
assignmenzt of) technology covered by this AGREEMENT, on the basis of the technology’s

commerci?l potentigl, the availability of intellectual property protection and reasonable
corporate:prud_ence. USET shall consult, as appropriate, with UNIVERSITY administrative
personnel and the Inventor(s) in order to plan such licensing strategies for such technology.
USET shall further consult with appropriate UNIVERSITY administrative personnel pribr to

assignmen:t or grant of exclusive licenses on technology covered by this AGREEMENT;
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provided,@that USET shall have final authority to implement license strategies and g

licenses.
C USET shall provide licensees, prospective licensees and assignees
informatic}n obtained from UNIVERSITY in order to permit more profitable retur

UNIVERSITY from the administration of technology covered by this AGREEMENT.

D USET employees and/or consultants shall visit UNIVERSITY and inter

rant

with

view

Inventors; at the UNIVERSITY within the framework of UNIVERSITY’s present

administrétive procedures on a regular basis, and UNIVERSITY agrees fully to coop

with suchéUSBT employees and consultants.

E USET shall provide periodic written status reports regarding its actiy
hereunder. to UNIVERSITY during the term hereof.

Section 3 USET’s Rights

Al UNIVERSITY agrees that it will not hereafter, during the term of
AGREEMENT, without the express written consent of USET execute any license or
any otheriaction contrary to the rights granted or to be granted to USET in accordance
the terms of the AGREEMENT.

B.; Nothing contained herein shall authorize either USET, or any of its licei
to use UNIVERSITY’S name in any advertising or advertising of products or proc
licensed ilereunder withoﬁt the prior specific written authorization of UNIVERS
however,i USET may advise others of the sources of technology covered by
AGREEMENT and may disclose the existence of this AGREEMENT,
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Section 4. Management of Technology

A, It is recognized by the parties hereto that subsequent to the execution of this
AGREEMENT and thereafter that the UNIVERSITY will receive disclosure of techndlogy
from UNIVERSITY Inventors in compliance with University policy. All such disclosures of

technolog;} shall be promptly submitted in writing to USET during the term of
AGREEMENT for evaluation of -its commercial potential.

Th:e_ parties recognize that, by virtue of the activities of USET’s employees,

the

that

USET ma& from time-to-time receive technology disclosures directly from UNI'V.'ERSII“Y’

employees, In such event, USET shall provide copies of such disclosures to UNIVER‘,ITY

and will evaluate them as described above.

B. At the time of submitting a disclosure of technology disclosure to USET, or
within thlrty (30) days after USET notifies UNIVERSITY that USET has received same
from UNEIVERSITY’S inventors, UNIVERSITY shall advise USET of any outstandmg

commitme:nts or obligations which might prevent such technology from being subjected to

this AGREEEMENT or might limit USET’s ability to license or otherwise convey r

ghts

thereto, ar;1d shall advise USET of any publication (including the date thereof) pertaining to

such techhology (and shall provide USET with a copy of such publication if reasonably

possible.)

C. UNIVERSITY grants to USET the right to disclose to actual or potgntial'

licensees, information regarding a technology, upon condition that the disclosure is

accomplished in a manner and form sufficient to protect and safeguard the prospe

ctive

intellectuazl property rights thereto, and, subject to the aforesaid condition, UNIVERSITY

walves aliy claim relating to USET’s disclosures made during attempts to license

inventions.

said

D. USET will notify UNIVERSITY in writing within six (6) months from a
complete disclosure of a technology from UNIVERSITY, whether or not USET elects to

administer such technology in accordance with this AGREEMENT.

USET will notify UNIVERSITY within sixty (60) days of the receipt of an

incomplete disclosure of a technology on the information needed for complete the disclogure,
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and such disclosures will be held in abeyance pending receipt of such information, at which

time suchésix (6) month period shall commence.

E in the event USET does elect to administer a technology in accordance
this AGR?EEM-ENT, UNIVERSITY agrees to assign and hereby does assign to USE’

with
P oits

entire riéht title, and interest in and to such technology, subject to any previous

commltments made or limitations incurred by UNIVERSITY, as for example, under certam

United States ‘Government grants and/or contracts (but no commitments or l1m1ta

incurred by virtue of UNIVERSITY s regulations or agreements with its Inventors).

tions

F In the event USET does not elect to administer a technology in accordance

with thisé AGREEMENT, or fails to give timely notice of its election to administ
technologjr in accordance with this AGREEMENT, then USET’s entire right, title,
interest in such technology shall terminate and the UNIVERSITY shall be entitled to p1

any and azll activities related to such technology without involvement of USET.

er a
and

1rsue

G UNIVERSITY retains the right to enter contracts and receive grants in

support of‘ research to be performed at UNIVERSITY., If USET elects to administer

any

technology in accordance with this AGREEMENT which arises from research supported by

such a contract or grant contammg terms providing preferential treatment of licenses to the

contractor. or grantor, USET agrees to perform all servicing obligations with respect th

in accordance with such terms.

H Within six (6) months followmg notice by USET of its election to admin
a technology 1n accordance with this AGREEMENT, USET will (i) complete a p
novelty search for the technology, elect to file a patent application thereon wit
conductiné a patent novelty search or pursue other means of intellectual property protec
or (ii) éotify UNIVERSITY of USET’s termination of interest therein. W

ereto

ister
atent
hout
tion,
ithin

approximzfitely one (1) vear after the six (6) month period referred to in this Section 4{H),

USET wi:ll either (i} complete the timely filing of a U.S. patent application for
invention,? establish other means of intellectual property protection, or (i) n

UNIVERSITY of USETs termination of interest therein,

Section 5 Patents and Patent Costs
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AJ Subject to the provisions of Section 4, USET shall, when it deems necessary,

promptly file or cause to be filed patent applications in any country or countries of the
world, 1nc1ud1ng the United States. Such patent applications shall be filed and prosecuted
and any patents issuing thereunder to Inventions covered by the AGREEMENT recelved
from UNIVERSITY shall be maintained, at no cost to UNIVERSITY. UNIVERSITY agrees

to sign or cause to be signed all documents or papers and take any other action necessary to

effect such f111ng and prosecution. In the event USET decides not to file a patent
apphcatlon on an Invention covered by this AGREEMENT, or to abandon a filed patent
apphcatlop or issued patent, it will notify UNIVERSITY of such decision within adequate
time for §UNIVERSITY to file a patent application or such Invention or continue the
prosecutidn of such application or maintenance of such issued patent, as the case may be,
and will promptly transfer all of USET’s rights therein to UNIVERSITY, thereby deieting
the same i‘rom the scope of this AGREEMENT.

B Ae to foreign patent rights on Inventions covered by this AGREEMENT, if
USET files for foreign patents, USET may first deduct the foreign filing, prosecution; and
maintenaﬁce c.ost from rovalties or other income derived from the licensing or other
handling of the particular Invention or Inventions involved, and the remaining royaltles or
other 1ncome shall be shared as set forth in this AGREEMENT

C In the event any technology covered by this AGREEMENT becomes invelved
in litigati:on, USET will pay the expense of same, WUSET shall be entitled to deduct its
litigation élexpenses from any recovery or royalties related to the technology that is the
subject of the. suit, with the balance of the recovery, if any, or the remainder of isuch
royalties, éas the case may be, to be shared in accordance with the royalty sharing provisions
of this AGREEMENT. Notwithstanding the foregoing, USET may transfer some or all of
the powet of litigation and the costs thereof to an exclusive licensee under a technology
covered by this AGREEMENT and permit the Licensee to set-off its litigation costs from
royalties ptherwise due. In no event shall UNIVERSITY be required to become a party to
any such ;suit initiated by USET or any licensee without its express permission.

Section 6. Representations and Warranties by UNIVERSITY

UNIVERSITY .represents and warrants:
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A.. That pursuant to its existing intellectual property protection policy of (a -:ciopy
of which is attached hereto and marked "Schedule A".) it will acquire all rights tc;;the
technology, in\:fentions, invention disclosures, know-how, trade secrets, patents and pé.:tent
applicatidp made by Inventors and that it has the full right and power to assign such sup:ject
matter to ;USET hereunder. §

B. That it now has the right to enter into this AGREEMENT and mtends
hereafter to comply with the terms thereof (including without limitation that it wxli not
change its pohcles in derogation of the rights conveyed and to be conveyed to USET
hereunder).

Section 7. Payments and Considerations

A. USET shall collect and receive in its own name all rovalties, fees or ;é)Zther
remuneration hereafter to be due or accruing by reason of the licensing, sale, litigatiéil or
other exploitation of technology covered by this AGREEMENT.

B.. With respect to any royalties or other iﬁgo’me received by USET for:

licensing,_ sale, litigation or other exploitation of any technology covered by his
AGREEMENT, subject to the provisions of Section 5B and C, USET shall retain %‘brty
percent (40%) thereof and shall pay over to UNIVERSITY the remaining sixty pe?cent
(60%). Fl:-om its share of such royalties or other income, UNIVERSITY shall compensati:a; the
Inventors of UNIVERSITY in accordance with its applicable policy, and USET agrees to
pay to UNIVERSITY the sum of Two Hundred Dollars ($200.00) at the time a United States
patent application is filed for each Invention covered by this AGREEMENT, provided that
only one such payment shall be made with respect to a series of patent applications covermg
a number of related inventions made by a common Inventor(s), and UNIVERSITY agrees to
forward sa1d sum to such Inventor(s) on behalf of USET. ;

C All royalties or other payments received by USET and attributable to the
licensing of Inventions covered by this AGREEMENT shall be accumulated by USET:;and-
amounts due to UNIVERSITY shali be paid to UNIVERSITY semiannually each year on or
about each January 15 and July 15, together with an accounting of the source of _s_uch

amounts. °
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D. USET shall keep accurate books and records of its income and rec

eipts

hereunder and. of disbursements,  and UNIVERSITY shall have the'right to inspect isuch

books and records, at reasonable intervals and at reasonable times.

Section 8. Term

A. The term of this AGREEMENT shall be from the date hereof for a period of

five (5) years and shall be automatically renewed for additional one (1) year pe
thereafter;_ provided, however, that either party shall have the right to termi'nate.
AGREEMENT at the end of the initial five {5) year period or any subsequent pe
thereafter by providing written notice of termination to the other party at least thirty
days prior to the end of any such period. Notwithstanding the expiration of
AGREBMENT or earlier termination as provided hereunder, and with respect to.
technologsr covered by this AGREEMENT, this provision hereof relating to

technologies shall survive such expiration or earlier termination until the expiration of

last to exbire of any patents issuing on each such technology,

B. If, after three (3) years from the issue date of any patent issuing o

technology covered by this) AGREEMENT, it shall be reasonably determined

UNIVERSITY that USET has failed to produce the maximum utilization or return w
might be expected from commercial development of such technology, UNIVERSITY s
upon sixfy (60) days written notice to USET, have a right to reassignment of
technology (including the patent or patents relating thereto). During said sixty (60)
period the parﬁes agree to negotiate concerning alternate procedures {o such reassignn
but during said time USET shall not grant any license under the technology covered by
notice without the consent of UNIVERSITY.

If USET desires to dispute the reasonableness of such determination
UNIVERSITY, such dispute shall be shall be settled by' arbitration in accordance with

rules of the American Arbitration Association then in effect. The arbitrator’s decision

such reasonableness shall be final and binding upon the parties. Upon maturation of

right to reassignment, USET shall, in fact, reassign to UNIVERSITY by written instrug
The demand for arbitration must be make within thirty (30) days after expiration of’
sixty (60). day period and the costs of such arbitration shall be borne by the party who

not prevail.
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In:the event of such reassignment, USET shall receive and retain a royalty for éthe

life of said technology arising from any license or similar agreement consummated prior to

the demand for the recapture of said technology, in the amount it would have received
retained had the technology not been reassigned to UNIVERSITY. '

C. In the event of receivership or bankruptcy of USET, or in the event USET

shall make an assignment for the benefit of creditors or shall go out of business,
AGREEMENT shall terminate and, in such event all right, title and interest in and t
technologies covered by this AGREEMENT then owned by USET pursuant to and unde

:and

this
o all
r the

terms of this AGREEMENT shall automatically revert to UNIVERSITY. In the even:t of

such reversion, USET shall receive and retain royalties from and for the full term of

any

licenses or similar agreements consummated prior to the received and retained had the

technologies not reverted to UNIVERSITY.

D. If either party shall at any time during the term hereof commit any breac
any material covenant or agreement herein contained, and shall fail to remedy any
breach within sixty (60) days after written notice thereof by the other party, such ¢
party ma)f at its option terminate this AGREEMENT by notice in writing to such effec
addition to such other remedies as are provided by law.

h of
such
)_zther

t, in

E. The termination of this AGREEMENT for any cause shall not affect;éthe

terms of any licenses, sales or other grants theretofore entered into by USET, and no

termination shall relieve USET or its successors of its obligation to pay UNIVERSIT%{ its

share of foyalties due or to become due or accrued under Section 7 hereof, or shall re
UNIVERSITY of the obligation set forth in Section 8 B to pay a continuing ro;
attributable to services of USET, the right fo which continuing royalty accrued prior to

termination.

Section 9. Miscellaneous

A.= This AGREEMENT shall be interpreted and enforced under the laws oi‘é

State of Connecticut.

B. Any payment, notice or other communication required or permitted t

made to either party hereunder shall be sufficiently made or given on the date of maili;
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sent to such party at its address given below, or such other address as it shall here:a:fter

designate in writing, as follows:

In the case of USET

President

USET

1465 Post Road East
Westport, Connecticut 06381

In the case of UNIVERSITY

President

C. This AGREEMENT shall be binding upon and shail inure to the benef_iﬁt of
the successors or assigns of UNIVERSITY, but USET may not assign this AGREEM@;J?ENT
nor any interest under this AGREEMENT without the prior written consenfté of
UNIVERSITY, except that USET may assign its rights to monies due or to become due

hereunder.
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March 7, 1988

MEMORANDUM ) |
TO: Iowell T.. Harmison ;
FROM: CarliB. Wootten %
RE: SUPA..Visit Report

The followmg is a sumary of contacts and dJ.scussmns held during the c'UPA meet-
J.nnganDlegolastweek In general, theneetmgwaswellcorﬂuoteda:ﬁvery .

mformatlve even for us "old tme:ts"

Spec1f1c contacts and follow-up are as f_ollows:-

1.

Dr. Stan Nicholas, Director of University Research, Clemson University.
Talked with Stan concerning the potential for USET on the campus , and found
that he would be retiring on June 30th of this year. Clemson would be an
excellent candidate under the regional concept, but is not big enough for a
full time TIO. Stan also mentioned that he would be available for c¢onsulting
after June 30th, but my feeling is that he might also be very w1ll_mg to help
us get start:ed w1th Clemsen if we so deSJ.re :

o3
3

Reed bkx:arty Vice President, Telos Development Corporation. Telosis a group
formed from Montgomery Medloal Ventures, which does pre-seed venture capital
work. Reed asked me to send any medlcal related inventions which mlght
qualify as a start—up “to him.

Richard A. Gerstin, Manager of Business Development Pfizer Hospltal Products:
Group. Richard works closely with Bill Davis, Director of I_.lce.r151r1g at Pfizer
and is responsible for the hospital products graup licensing. He will be
added as a further contact under Pflzer for our oorrputer system.

Allen Gmsburgh Dlrector of Corporate Developrent, Sundstrand Corparation.
Talked with Allen at length concerning Surdstrand’s technology requirements,
and told him we would get together by letter on putting Sundstrand on our data




base of keywords.

Karen Hersey, Director of Technology Administration, North Carolina State Uni-
versity. Karen Hersey has taken the place of Becky French at NCSU, and !
appears to have a good hardle on the internal workings much as cur TIO does.
They are part of the Research Triangle Consortium headed by Bill R;Llev ard

oontanu.ng UNC, NCSU and Duke.

Dav1d Koffsky, Attorney. David was originally with UPI and has left them to

go into private practice. He indicated that he has a specialty in copyrlghts
\/ and trademarks, and invited us to consider him when needing any trademark or
. patent work done _

7. Dr. Scott Pyron, Regional Director, Research Corporation Technologies) Sclzott
/hasspentnnstofhistimeatReseaxchCorporationinthegrants area, ard has
recently moved to the licensing area. His personality and technical back-
I/( ground indicate that he might be an excellent ILicensing Executive when weare
ready for expansion, and should be kept in mind for that purpose. E

8. Susan Saibara, Telescan. Afterthegmzpneeting on Sunday, I had a chance to
: ' get together with Susan and preview the small demo package they had made up
l/( for TIC. David Strevel and Wayne Swann will be working with her to develop
this, but it locks like it is a long way from what we need at the 1:)re.=.'ent|
time. :

9. John Holloway, University of Colorado. Sat next to John in cne of the ses-
sions, and he was questioning how UIC works. Also next to him was Sld Alpert,
Y s and I saw him pass a note to Sid indicating that the universities’ 1nvolvement
with Start-Up Enterprises is one of the reasons for the decline in dlsclosures
from Colorado. I doubt seriocusly that this is the reason, but it was mter—
esting to oversee the note to Sid.

:5.
i
5
H
3

10. Ed McCarty and Duke T_eahy, n:.ve.ts:l.ty of Washington, St. Iouis. Dlscussed the
éff potential for USET to interact with the University of Washington, and! Duke
MS | Ieahy told me privately that we really need to see them ag'amandmakeapro—
' posal to them. Evidently, they are having problems hardling the volume of
(/ disclosures and need some help. Washington University was going to be one of
UIC’s initial clients, but we could not sell the exclusive portion ofxour con-
tract to the faculty. This also brings up the major point of taking some
clients on a non—exclusive basis or taking clients on an exclusive basis for
certain schools/departments. This is what Bill Reagan wants us to doiat
Columbia, and is a pollcy question that needs to be discussed and decided
upon.

ug"’r 11. Dr. Don Westermann, Medical College of Wisconsin Research Foundation.; Had a

! long talk with Don concerning the USET approach to licensing, and he commni-
cated that they would be receptive to discussion amd possibly a proposal.
This should be followed Up once we have our "game plan" completed.




_cutlon procedures, etc. that he uses.

Dr. Tam Walsh, University of Florida. Teom Walsh has taken over the Sponsored
Programs aspects at the University of Florida, and is restructuring ‘é.t'xen.rl
division into two parts, onehavmgtodomthgovenmentfundulgandthe
octher having to do with outside funding and patents. They have just,

Susan Swain {?}, who is coming as a director of the office that handles the
patents. By way of background, we had originally talked with Dr. Patr1c1a
Schmidt aocmpleofyears ago concerning having them as a UTC client,; but
there was a major shake-up at Florida and, as a result, Pat Schmidt left the
university. Since she left, no one has men actually handllng llcensmg, .
which Tom indicated they were presently doing on a sexerﬂlplty bas:.s. He 'felt
that the timing was excellent for USET to come in and give them another pro-
posal and this should be followed up in the near future.

Iorraine Iasker, New York Medical College. Iorraine handles the patents for
the college, and again indicated that she would certainly like to talk to us
concerning how we might work together. This is a very small operation and
does not justify a full time nen, but might fit under cur regional concept.
Roger Ditzel, Unlver51ty of California. Reoger and I spent a gocd decl of time
together talking about USET and about the problems he has at the University of
California system ‘Since Roger has thought through the process of lJ.censmg
for the nine major universities in California, it might be well worth cur
while to get him as a consultant foracwpleofdaystovm1tw1ﬂ1usarﬁto

cutline the organizational sl:eps he has taken to put that system together.
Also of value might be the various tracking procedures, application and prose—

%

During the meeting I visited with the pecple from Utah to lock at their technology
, targeting Data Base they had on display. A rough review of the system essen‘clally
1ookedasthwghtheyhadtakentheIESbookarxi‘cheSICcodesarx:lcombmaithetwo
I'm sure that there’s a little more to it than that, but the type of information
available from the list is much too broad for cur purposes, and in fact our cwn Data

Baselsnuchn-oreacalrateandnudlmreuseful

. We also had a major meeting of the staff at UIC and all of the TIOs from the cam-
puses which was aimed at identifying and solving commnications problems between the
two groups. This is part of the ongoing review of each campus, but it was the first

- time we were able to get all of the TIOs together to see if there were any camon:
problems. We will continue to work on this area over the coming months. |

LCB'W/ce




University Science, Enpmeermg
and Technology, Inc. |
8000 Westpark Drive, McLean, VA 22102
Tel: 703/821-2030 Fax 703/821-2049

Reply to: _
1465 Post Road East
Westport, CT 06880 | .
Tel: 203/255-6044 Fax: 203/254-1102

July 29, 1988

Dr. Robert F. Kruh
President
Kansas State University Research Foundation
Kansas State University
Fairchild Hall
- Manhattan, .Kansas 66506

Re: Technology Transfer Agreement

Dear Dr. Kruh:

In conjunction with our meeting on August 3, I believe that
a written outline of the background and structure of USET, Inc.
and University Technology Corporation's integration into. USET
will prove helpful. : :

USET is a corporation which was formed in early 1988 by the
Maxwell Group at the direction of its Chairman, Robert Maxwell.
. Mr. Maxwell, since his service as a Member of Parliament in Great
Britain some years ago, has been concerned that inadequate
technology transfer has impeded the progress of mankind, particu-
larly in the areas of health care and £food supply. To! help
remedy this situation, he has applied his corporate resources to
the organization of USET, an entity created to assist in the
transfer of university- generated technology. Additionally, USET |
is developing a computer-based marketplace which will include
available wuniversity technology as well as fundlng proposals
through 1its data base subsidiary company. The seriousness of
Maxwell's involvement with academia and scholarship is illus-
trated by its ownershlp of Pergamon Press, with whlch I know you.
are familiar.

Technology Transfer. To activate its technology transfer
activities, USET purchased University Technology Corporatlon
("UTC") in February 1986. UTC has continued its operations as a
corporate entity owned by USET since that: tlme., The Technology
Transfer Agreement which Kansas State ‘University Research -
Foundation has with UTC remains in effect. At the end of June
1988, USET purchased the technology transfer business of =~
University Patents, Inc. ("UPAT"), but did not acquire the
corporation itself, which continues +to engage 'in act1V1t1es'
outside the field of unlver51ty patent management.f The comblned

Sa&c&am 74% 7644«0&%
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operations of both organizations are located at UPAT's facilities
in Westport, Connecticut. Carl Wootten and other members of the
UTC staff will be relocating to Connecticut Wlthln the next two
weeks. I

The undersigned serves as president of USET. I was a
founder, Chairman and Chief Executive Officer of UPAT for almost
twenty years. I assumed the management of USET at the request of
the Maxwell Group. The UPAT technology transfer staff is com-
prised of attorneys, other profe551onals and a highly skllled
support group who have years of experience in protectlng and
commercializing unlver51ty generated inventions. They, together
with UTC personnel, comprise our current complement. Addltlonal

profe551onals are being recruited, to prov1de capabilities in all o

-major technical disciplines. To summarize, we can confldently
say that USET's technology transfer division is a stronger, more
broadly based, better flnanced UTC, with the ablllty to serve you
successfully. 5:_
USET recognizes that it has, through UTC, a defined contrac--V
tuval agency relationship with Kansas State. Certain aspects of .
that relationship may, as a result of our joint experlence, :
benefit from modification. I Jook forward %o an exchange of
1deas which may be of mutual advantage during our meeting. '

Technology Informatlon Center. As an adjunct to its iech—'
nology transfer bu51ness, USET acqguired a computer software
‘developer ("TIC"). TIC is developing a data base to prov1de

access to subscribing industrial clients information . about,-"

technologies available for licensing from the USET portfollo.
Also available to industry will be research funding opportunltles
from university investigators. 1In addition, the data base will
include listings of technology "wants" from industry. All of -
this information will be coded and will move through USET as the
marketplace. It is our belief that TIC will “enhance technology
transfer of inventions while simultaneously identifying support .
for projects needing fundlng. Of course, there will be no charge
to Xansas State for using the TIC network other than a.
. participation of 10% of the amount of any industrial research
grant generated by TIC for utilization by unlver31ty 1nVestiga-
tors. : -
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Since the acquisition of UTC by USET in February, there has
been a lapse in communicating to you the design of the new
structure and the advantages which will result to Kansas :State
from it. At our meeting, I hope you will become convinced that
uncertainty and a lack of direction at USET are now over. In
advance, please accept our thanks for your time and cooperation.

Sincerely,

L. W. MILES
President

-~ LWM:jh
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University Science, Engineering
and Technology, Inc. .
8000 Westpark Drive, McLean, VA 2210L

Tel: 703/821-2030 Fax 703/821-2049

Reply to: =
1465 Post Road East. |
Westport, CT 06880
Tel: 203/255-6044 F ax 203/254-1102

July 29, 1988

Dr. Al Sheppard

Vice President of Research
Georgia Institute of Technology
Centennial Research Building
Atlanta, Georgia .30332-0420

Re: Technology Transfer Agreement

Dear Dr. Sheppard:

In conjunction with our meeting on August 1, I believe that
a written outline of the background and structure of USET, Inc.
and University Technology Corporatlon s integration into. USET
will prove helpful. ;

USET is a corporation which was formed in early 1988 dy the
Maxwell Group at the direction of its Chairman, Robert Maxwell.
Mr. Maxwell, since his service as a Member of Parliament in Great
Britain some years ago, has been concerned that 1nadequate
technology transfer has impeded the progress of mankind, partlcu-
larly in the areas of health care and £food supply. To: help
remedy this situation, he has applied hisg corporate resources to
the organization of USET, an entity created to assist in the
transfer of university- generated technology. Additionally, USET:
is developing a computer-based marketplace which will lnclude
available university technology as well as fundlng proposals
through its data base subsidiary company. The seriousness of
Maxwell's involvement with academia and scholarship is illus-
trated by its ownership of Pergamon Press, with Wthh I know you
are famlllar. ' : '

Technology Transfer. To activate its technology transfer
activities, USET purchased University Technology Corporation
("UTC") in February 1986. UTC has continued its operations:as a
corporate entity owned by USET since that time. The Technology
Transfer Agreement which Georgia Institute of Technology has with
UTC remains in effect. At the end of June 1988, USET purchased
the technology transfer business of _UniverSity Patents,  Inc. .
("upaT"), but did not acquire the corporation itself, which .
continues to engage in act1V1t1es out51de the fleld of unlver51ty'_'3--
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patent management. _The combined operations of both organizations
are located at UPAT's facilities in Westport, Connecticut. . Carl
Wootten and other members of the UTC staff will be relocatlng to
Connecticut w1th1n the next two weeks..

The under51gned serves as president of USET. I was a
founder, Chairman and Chief Executive Officer of UPAT for almost
twenty years. I assumed the management of USET at the request of
the Maxwell Group. The UPAT technology transfer staff is: com-
prised of attorneys, other profe551onals and a highly skllled
support group who have years of experience in protectlng and
commercializing unlver51ty generated inventions. They, together
with UTC personnel, comprise our current complement. Addltlonal
profe551onals are being recruited, to prOV1de capabilities in all

major technical disciplines. To summarize, we can confldently. R

say that USET's technology transfer division is a stronger, more.
broadly based, better financed UTC, with the ablllty to serve you
successfully. .

USET recognizes that it has, through UTC, a defined con%rac~
tual agency relationship with Georgia Tech. Certain aspects of
that relationship may, as a result of our Jjoint experience,
benefit from modification. I look forward to an exchange of_
ideas which may be of mutual advantage during our meetlng.

Technology Informatlon Center. As an adjunct to its tech-
nology transfer business, USET acquired a computer software .
developer ("TIC"). TIC is developing a data base to provide
accesg to subscribing industrial clients information about
technologies available for 1licensing from the USET portfalio.
Also available to industry will be research funding opportunities

from university investigators. In addition, the data base| will . o

include 1listings of technology "wants" from industry.- All of.
this information will be coded and will move through USET as the
marketplace. It is our belief that TIC will enhance technology
transfer of inventions while simultaneously identifying support
for projects needing funding. Of course, there will be no charge.
to Georgia Tech for using the TIC network other than a
participation of 10% of the amount of any industrial research
grant generated by TIC for utilization by unlver31ty investiga-
tors. - : : T
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Since the acquisition of UTC by USET in February, ther
been a 1lapse in communicating to you the design of the
structure and the advantages which will result to Georgia.
from it. At our meeting, I hope vou will become convinced:
uncertainty and a lack of direction at USET arxre now over.
advance, please accept our thanks for your time and cooperat

Sincerely,

L. W. MILES
President

| IMM:jh
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