Invention Reporting

_The.position taken by DOD's paFent_staff, as manifested i
propdsed mark~ups of S; 1657, represents.a drastic change in
existing DOD'reporting and related forfeitﬁre requirements‘an
not a simple continuation og.gxisting policies. We urgé you

reexamine this new position and to support S. 1657 as now wri

d is
to

itten

which adequately protects the interests of DOD. (As a possible

alternative, a requirement for disclosure withiqg’a reasonabl,

after "first actual reduction to practice" (but not conception}

would be acceptable.)

S. 1657 requires disclosure within a reasonable time afte
contractor administrative pefsonnel‘become aware of the inven
and provides for possible forfeiture when disclosure is not m
within that time. Obviousiy, as a practical matter, the earl
time a contractor can report anything is after it becomes awa

it.

Under the proposed DOD language, contractors.would be sub
forfeiture for failure to disclose within a_reasonable time &
making; which includes both "conception" and "reduction to
practice"., While current DOD patent clausés place an obligat

the contractor to report inventions within 6 months from thei

e time
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making, the forfeiture provisions of the clauses are not tied

to

this time. In particular, foégiture,for nonreporting (not la

reporting) is only applicable when there is a failure to repo

'within 6 months after a patent application has been filed or

6 months after a final certification of inventions under the
contract has_been made. The final certification is made 3 mo
after completion of work under the contract. The current cla

are clearly aimed at situations in which failure to report is

fraudulent,

Under the mark-up proposed by DOD, current practice would
reversed. Title to numerous inventions would be placed under
cloud, since:as a practical ﬁatter, it is simply not possible
report inventions within 6 months or probably anf other time
after'concepﬁion without sﬁeeping in unfinished projects.
Congtracto;s'would have to report on hundreds of untried and
untested ideas {(conceptions) Jjust to be sure they were covere
the ones that later were tested and showed indications of
practicality. While contractors would literally have to do t
under current DOD clauses, the more practical forfeiture

requirements of the same clauses have avoided the need to 1it

comply. Thus, this has never proven a real problem.

S. 1657;.as now written, will in fact give DOD the same

disclosure it has always been getting. 1Indeed, it might even
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require contractors to.make earlier disclosure in some cases,
its forfeiture provisions in most instances will be earlier t
those in existing DOD clauses. On the other hand, S. 1657 as
written is administraﬁively practical and will not place a cl
over the titie to inventions conctractors wish to retain. In

contrast, the proposed DOD mark-up would create clouds over n

inventions. -

since
han
now

sud

Umerous




‘}Un OSCU"
#
LS. t,

N

UNITED STATES DEPARTMENT
The Assistant Secretary for Pro
Technology and Innovation
Washington, D.C. 20230

(202) 377-1884
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June 6, 1983

. Dr. Jerome Smith

Technical Director

Office of Naval Research

800 N. Quincy St., Room 907 .
Arlington, VA 22217

Dear Dr. Smith

We enjoyed our meetlng on May 17 and would like to contlnu
exchange of ideas.

We have long maintained@ that the promise of invention owne
would create in government contractors the incentives nece
for timely protection of all inventions of importance to b
the contractor and the government. If our premise is corr
penalties for untimely reporting that threaten the contrac
ownership seem unnecessarily adversarlal, partlcularly if
on something so unverifiable as "conception."

You challenged this on the basis that the incentive of
contractor ownership may not be sufficient to assure repor
where the invention has only a potential for military use.
suggested that in such a situation the contractor has 1litt
need to report since it would not bear any responsibility
infringement losses if a later government purchase was
successfully challenged by a third party patentholder.
Further, you suggested that the contractor-inventor also h
little incentive to disclose.

Clearly both youzand we should be interested in the'protec

of only those inventions having potential for government a
public use. At the time of invention the market for an
invention cannot be conclusively predicted. However, even
those few instances where a contractor might judge‘an irnve
to only have a potential U.S. government market, we believ
will have as strong an interest in establishing a patent
position to cut-off potential claims against the governmen
the government itself. This is . in addition to the fact th
the contractor has contractually agreed to report such an
invention. This interest is fueled by at least:

o, The possibility that the government will reguire the
contractor to identify the government for patent
infringement losses in any future contract it enters i
for supply of the invention to the government. (As no
it would be rare that a contractor could conclusively
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determine the éxtent of a potential market at the time
invention).

o) Recovery of costs it incurs for reporting and f111ng pa
appllcatlons on the invention.

o The de51rab111ty of establishing itself as the inventin

organization in the eyves of the government for the purp
of future procurement.

o The possibility the invention can be s6ld for foreign
military application or might later find a commercial u

While contractor incentives to protect potentially useful
military inventions seem strong, after talking with you, we
less certain about the contractor-inventor's incentive to
report in a purely defensive situation. Given this
uncertainty, we suggest as one possibility a cash payment t

o f

are

O

the inventor on the filing of a patent application similar to

the payments used in some Navy laboratories to stimulate
reporting. The proposed FAR provision 27.301-2(4d) (1) of
threatening the contractor with loss of ownership if its
inventor does not report within an arbitarily determined tii
period is not in our view a substitute for a properly desig
incentive system. Further we believe that this provision w
be viewed.as a contradiction of your goal of a cooperative
contractor-govérnment program for 1dent1fy1ng potentially
useful military inventions.

Under any circumstances the FAR provision is not an appropr
government-wide policy as it is clearly designed to respond
your belief that contractor ownership is not sufficient to
trigger reporting of inventions that have only military

application and no likelihood of commercial use. Much R&D
funded by the civil agencies is to produce technologles for

private sector use, where certainty of title is necessary to

achieve the objectlve.

Sincerely,

ﬁ/f o~ SR
" Norman J. Latker -
Director’

Office of Federal Technology
Management Policy

bece:  Milbergs
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concept of contractor ownership of inventions made with Feder:

6/18/83

The Reagan Administration has consistently supported the

support and‘endorsed legislation to achieve it. When the

Schmitt Bill {8. 1657) became stalled in the last.sessibn of
Congress, the Départment of Commerce initiated the February 1
1983 Presidential Memorandum on Government Patent Policy. Ths
Memorandum directs agencies, to the extent perﬁitted by law,

allow nearly all R&D contractors to own inventions under

policies that are the same or substantially the same as thosel

applied to the small business and nonprofit organizations under
P.L. 96-517. Implementation of the Memorandum, as intended, LS

being frustrated by the patent staffs at DOD, NASA, and Energy

through their control of Part 27, Patent, Data and Copyrights
of the new Government-wide Federal Acquisition Regulation

(FAR) . FAR 1is scheduled to replace all existing patent

regulations on September 30, 1983 and would thereby be the only

vehicle implementing the President's Memorandum.

Notwithstanding the President's Memorandum, the FAR regulations

have been drafted to allow contractor ownership but under
policies substantially different than those extended to small

businesses and nonprofit organizations under P.L. 96-517.

Incrediﬁiy, the clear ownership under the currént practices of
some agencies would be severely clouded by conditions included
in the proposed FAR. For instance under FAR, contractors must

report an invention within 6 months from its conception (which

is undefined), and elect rights and file a patent application

.1




-2 -

within 6 months thereafter or be subject to loss of ownership

if the prescribed aétions are not taken within the allotted
periods. The spector of loss of ownership as a penalty for
late reporting, within 6 months from "conception" has no

precedent in present regulations. 8Since it is not readily

feasible to report 6 months from something so unverifiable as

"conception", title to many inventions will be clouded. Small

business and universities were able to eliminate a similar
provision in the development of regulations implementing P.L.
26-517 through vigorous opposition. A number of.similar
conditions in whichiperformers other than small business and
universities are tréated in a more restrictive manner are
discussed in the atfached comments on FAR. Without an
indication.of private sector concern, nolorganized process for
objective review of the regulations can emerge to force

corrective action.

In addition to the problems in the patent section, Part 27

of FAR includes a first attempt to prescribe a government—widé

policy on ownership of technical data made or submitted in

performance of government contracts. In most part, the sectic

on technical data implements the policies of DOD, NASA and DOE

to retain governmeﬁt ownership of technical data generated in

the performance of such contracts. Since this policy is now

being extended to all other agencies for the first time, and i

light of the February 18, 1983 Presidential Memorandum
endorsing contracth ownership of inventions, it appears that

this is the correcﬁ time to raise the appropriateness of a

141
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general principle of government ownership of technical data.
Consistency with the February 18, 1983 Presidential Memorandumn
suggests a reversal of such presumption of ownership in
technical data. |

This could be accomplished by protecting the government's
interest as it is under the new patent policy, by negotiating
the rights agencies need to perform their mission at the‘time
oflcontractingn

Contractor ownership of technical data (subject to
appropriate license rights in the agency) could serve at leasﬁ
the following purposes: |
a. It would place control of the data in the hands of U.S.

companiés to the exclusion of foreign competition. Clearl

this .is a better chdice than permitting foreign competition

the freé access they have under present policy. m
b. It would dampen the flow of sensitive but unclassified daﬁa

to the extent it had an identifiable commerqialﬁﬁotential;

P.L. 97-219 which establishes a Small Busineéé Inhovation;
Research prqgram (SBIR) in all agencies having'research
programs ovér a designated amount provides. for just such
ownership in small businesses functioniﬁg undef this Act. It
would be well to begin discussion on exfending this céncept to
cther contract performefs.

Also attached is a short presentation whiéh supports_the
concept of contractor ownership of government funding
inventions as an important aspect of meeting foreign

competition.

~Attachments
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ABSTRACT OF SECRETARIAL CORRESFONDENCE

TO: The Sec.etary X | The Deputy Secretary

From: . Under Secretary for Economic Affairs

Date:
DECISION MEMORANDUM

18
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~.}
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Prepared by: Norman J. Latker/OPTI/377-0659

Subject: Presidential Memorandum on Government Patent Policg

Outgoing:

Yy

A memorandum from you to Joe Wright providing recommendations to
OMB for implementing the OPTI developed memorandum on Government'

Patent Policy, signed by the President on February 18. The
President's Memorandum directs agencies to allow all R&D

contractors toc own inventions developed with Federal funds. :

Background:

We need Joe erght s help in the patent area. OMB will have

to

act if there is to be proper implementation of the Precldent s

February 18 Memorandum on Patent Policy. That memorandum,

Prepared by OPTI, directs agencies to allow nearly all flrms

own inventions that result from Federal R&D funding under th
- policies already applied to small businesses and unlver51t1e

The policy is designed to promote 1nnovat10n and private se
use of the latest technologies. A team of procurement and }
patent specialists of DoD, NASA, GSA, and Energy is developi
new Federal Acgquisition Regulatlon, which Office of Federal

to
=
S..

qto:

ng a

Procurement Policy tells us will serve as the implementation of

the President's Memorandum. We understand that thig team %
intends to add terms and conditions to procurement contracts
that are different from those applied to small business and!
universities. The differences would create unnecessary burd
for contractors or reduce the certainty of ownership.

[N ]
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The memorancum to Joe Wright transmits two recommenaations

L S

1. A supplement to Circular A-124 that covers all contractors,
which we feel should be circulated to the agencies for - '
formal comment. :

2. A draft memo from OMB to the zagencies telling them now to
implement the President's Memorandum guickly.

It snould also be followed up by a phone call from you to Joe
Wright, telling him that we are concerned about OFPP's
reluctance to advise the agencles, including those involved with
the Federal Acguisition Regulation exercise, that implementation
of tne President's memorandum should follow OMB Circular A+lz4.

I would like an opportunity for the key staff members to brief

you ana explain what is involved.

Recdmmendation}
L. I recommend that you schedule & briefing by OPTI staff. .
Approve: Qléé Disapprovei' Approve with changes:

2. I recommena that you sign tﬁé attached memo to Joe Wright.

: )
approve: 'ﬂ%ﬁ f:Disapprove:- rpprove with changes:




Implementation of the February 18 Presidential Memorandum-oq
i

~ to the contractors covered by the President's Memo.

THE DEPUTY SECRETARY OF COMMERCE
Washingion, D.C. 20230
13 APP 1383
MEMORANDUM FOR Joseph R. Wright
Deputy Director
Office of Management and Budget
Subject: Implementation of the Presidential Memorandum

on Government Patent Policy

SRR

%

Patent Policy needs your attention (copy attached). We
understand that a team of procurement and patent specialists
drafting the new Federal Acguisition Regulation is trying to
dilute the President's policy. The purpose of the policy ig to
provide incentives for commercial use of the newest Government
funded technologies for the benefit of economy. The .
President’'s February 18 decision is an extension of the pollcy
already applied to small businesses and non-profit’ -
organizations.

The policy reserves a free use license for the Government, SO
the concerns of the procurement community are provided for.

The terms and conditions of contractor ownership, however, are
issues for which Commerce is responsible, both by its mission.
and as the lead agency for OMB Circular A-124. The Circulag
establishes clear conditions for invention cownership by small
businesses and nonprofit organizaticns. In spite of this, we
find ths CIfices ¢f Federzl Procurement Policy entertaining £hz.
notion that different and more severe conditions should apply

Attached is a draft supplement to A-124., It tells agencies how
to extend the Circular to all applicable contractors. I a
recommend that you have this draft circulated to all agencies
for policy level review and comment as socn as possible. TIf
you agree, Commerce will provide you with a balanced analysis
of the comments and recommendations for supplementing A-124.

Since issuing the supplement will take time, we alsc enclose a
draft memo for OMB to send to the agencies giving them three
choices for speedy implementation of the President's Memorandun
in the interim. :

W




EXECUTIVE OFFICE OF THE PRESIDENT
OFFICE OF MANAGEMENT AND BUDGET
WASHINGTON, D.C. 20503 .

May 23, 1983

The Honorable Malcolm Baldrige
Secretary of Commerce
Washington, D.C. 20230

Dear Mac:

Thank you for your letter of May 16, 1983 (signed by Gera
Mossinghoff) regardlng Government Patent Policy and the
Federal Acqu151t10n Regulation (FAR).

The staff of the Office of Federal Procurement Policy (OF
has worked closely with Mr. Norm Latker and Mr. Thornton
Parker of your staff on patent policy development and
1mplementat10n. We are aware of the differences between
major procuring agencies and the Department of Commerce O
this issue. :

Because the- three agencies referred to in your letter (DO
NASA, and DOE) account for roughly 95% of the reportable
inventions covered by the President's memorandum, we cann
ignore their views. Further, it is my understandlng that
both current DOD and GSA implementation and the proposed
Part 27 conform to the President's memorandum by clearly
Statlng that the contractor has flrst right of refusal to
-acquire tltle.- :

The Department of Commerce assisted OFPP in the drafting
the President's February 18 memorandum. When OMB circula

this draft, the major procuring agencies could not concur;

it because they held that the procedures and the patent
rights clause in A-124 were inappropriate for large

businesses. The reference to A-124 was therefore removed

from the President's policy statement

It is prec1sely this link between the President's policy
statement and the provisions of A-124 that is now belng
advocated by the Department of Commerce. 1 cannot
unilaterally direct the implementation of the Commerce
Department 9051t10n w1thout a full opportunity for all to
comment.

In accordance with OMB practice, the OFPP plans to publis

notice in the Federal Register that requests the official
policy views of Federal agencies as well as industry befo
a determination is made on further policy direction to
implement the President's memorandum.
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Withholdihg Part 27 of the FAR was not a prudent option -=-

in fact Part 27 was sent to the Federal Register on May 17
and it appeared in Friday's Register. If, as a result of |
agency and industry comment on the Federal Register notice
OMB direction is required to modify agency implementing

regulations, this can be accomplished right away. There is

no reason why any necessary changes could not be achieved by

the April 1, 1984 effective date of the FAR.

I appreciate your continued offer of assistance. Your
evaluation of the comments received as a result of the
Federal Register notice will be very helpful. My staff wi
continue to work closely with yours in its coordination of

11

agency agreement on the most effective implementation of the

President's memorandum,

‘Sincerely,

o

ER s David A. St0ckman'~Q
- - o Director : -

B SN
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/{I‘ : g 45 Washmomn DC 20230 . _ o
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MEMORANDUM FOR Davxd A. Stockman, Dlrector
' Offlce of Management and Budget

"-SUBJECT:‘ '-:: Government Patent Pollcy and the Federal
' N : Acqu151tlon Regulatlon (FAR) S

Implementatlon of the Pre51dent s February 18 memorandum
- permitting nearly all contractors to own inventions that
‘resulit from Federal R&D funding is being frustrated by -the
~ pateént attorneys of DOD, NASA, and DOE. These individuals
have lcontrolled the drafting of implementing regulations to
the exclusion of all other interested agencies. - The pending
... publication of the new Federal Acquisition Regulatlon (FAR)
_phas brought thlS issue to a head. : : : : S

We-have.trled to.work w1th OFPP~staff to avoid this ,
"situation, but without success.  We belatedly were able -
"to review FAR Part 27 (which deals with patents)} through
intervention by GSA. Our review makes clear that the
‘situgtion is serious. L - SR :

- The Bresident's memorandum directed agencies to extend,. to
the -degree permitted by law, the same or substantially the
same [policies of invention ownership to all contractors that
Pub. {L. No. 96-517 provides to small businesses and nonprofit
organizations. OMB Circular aA-124 is the pollcy statement -
for implementation of the law, and Commerce is assigned. lead
‘agenay responsrblllty for guldlng its 1mplementat10n.j_

E Commerce requested the Pre51dent1al Memorandum in an attempt
 to redirect the drafting of Part 27. .As of May 6, the

' provisions of Part 27, in the proposed new FAR, which apply
- to large and intermediate size businesses are so different

from those applied to small businesses' that there will be

. legitimate charges of‘unjustified<§iag£iminationa- No attempt
~has been made to make‘all terms th® samé€ or substantially the
~same jas those in OMB Circular A-124. Rather, Part 27 as

. drafted, perpetuates the adversarial and counter productive

- patent practices of some of the Federal agencies that the

- .Pres Lldent's memorandum was 1ntended to correct._.

-Incredlbly, the clear ownershlp retained by contractors under

- the gurrent practices of some: agencies would be severely'™

- clouded by conditions included in the proposed FAR. Further,
provisions applicable to small bu51nesses and nonpreofit ‘

;organlzatlons unoer OMB Clrcular A- 124 have been adversely
:altexed. ' S : :




 "EYES ONLY"

: JUst after the Pre51dent1al memorandum was 51gned we prov1ded
~ OFPPiwith our recommendations for supplementing A- ~124 and.
- correcting the FAR. After a period of inaction, by OFPP,
Guy Fiske sent our proposals to Jge Wright on April 7 '
_(Attdchment B). We are now told that OFPP is considering a
VFedeEaL Register motice separate from the FAR publication
- requesting publlc comment on our proposals for supplementlng
A-124 and on the position taken by the DOD, NASA, and DOE.
- patent attorneys. Since the FAR is intended to govern agency
. actions and contract terms after it is published, we do not
- believe the patent portlon should be released untll the policy
1ssues are resolved S . : . o

‘ s : :
I recommend that you take three actlons-

'_l, ,Eelete the patent portlon of Part 27 before the FAR 1s
'publlshed in the next few weeks. ' : .

2. Clrculate to the Federal agencies the Commerce drafted
' supplement to A-124 for policy level review. This is

designed to -surface all--legitimate reasons for treating.-. .._. ..

large and intermediate size firms differently from small
usinesses and nonproflt organizations.  Only by. u51ng
- A-124 as the base, can there be assurance that all = -
_-contractors are treated as similarly as p0551ble

Y

3. Slgn the attached memorandum to the agencies conflrmlng

e poC s lead agency role (Attachment A). We can then do a
_proper job of serving OMB. 1In return, we will provide you
"with balanced evaluations of the comments on the draft
A-124 supplement as well as evaluations of other proposed
agency regulatlons relatlng to patents. T : .

ﬁPlease.adv1se'me of how we_can_be of help.
s PR B | signed _,_d"' SR | '
. 7% :.kﬁii;dxz,é%?//?t%§<l&ﬂ£ 7, ngf
- @i§ﬁﬂ¥§ Secretary of Commerce 5?J§¢/




EXECUTIVE OF'F'!CE OF THE PRESIDENT
OFFiCE OF MANAGEMENT AND BUDGET
' WASHINGTON, D.C. 20803 .

: i':‘-;'.i" ‘- ‘,:

‘May 23, 1983

 The Honorable Malcolm Baldrige
Secretary of Commerce .
Washington, D.C. 20230

Dear . Mac-_

hank you for your letter of May 16, 1983 (51gned by Gerald

_ _-%0551nghoff) regarding Government Patent Pollcy and the
-ﬂederal Acquisition Regulatlon (FAR)

mhe staff of the Offlce of Federal Procurement POllCY (OFPP)'

las worked closely with Mr. Norm Latker and Mr. Thornton

"Parker of your staff on patent pol:cy developmen‘ and

fmplementatlon. We are aware of the differences between the
major procuring agenc1es and the Department of Commerce on

'%hls ‘issue.

Because the three agenc1es referred to in your letter (DOD, .
NASA, and DOE) account for roughly 95% of the reportable

' inventions covered by the President's memorandum, we cannot
-'%gnore their views. Further, it is my understanding that
'-both current DOD and GSA implementation and the proposed FAR

Part 27 conform to the President's memorandum by clearly
stating that the contractor has first rlght of refusal to
%cqulre tltle. : o :

-qhe Department of Commerce a551sted OFPP in the drartlng of
the President's February 18 memorandum. When OMB- circulated

thlS draft, the major procuring agencies could not concur in -

'lt because they held that the procedures and the patent

1ghts clause in A-124 were inappropriate for large.
u51nesses. The reference to A-124 was therefore removed

ﬁrom the President's pollcy statement

It is precrsely this link between the President's pollcy
statement and the provisions of A-124 that. is now being

_édvocated by the Department of Commerce. I cannot

ﬁnllaterally direct the implementation of the: Commerce
Bepartment p051t10n without a full opportunlty for all to -

lcomment

In sccordance w1th OMB practlce, the'OFPP plane to publish a .
notice in the Federal Reglster that reguests the official .
policy views of Federal agencies as well as industry before

- a.determination is made on further policy dlrertlon to

'mplement the Pre31dent = memorandum.




Withholding Part 27 of the FAR was not a prudent option —--=
in fact Part 27 was sent to the Federal Register on May 17
and it appeared in Friday's Register. 1f, as a result of
agency and industry comment on the Federal Register notice,
"OMB direction is required to modify agency implementing

. regulations, this can be accomplished right away. There is
'nod reason why any necessary changes could not be achleved by
" the April 1, 1984 effectlve date of the FAR. - o

I lappreciate yoUr.contlnued offer of'3551stance; Your "
evaluation of the comments received as a result of the _
" Federal Register notice will be very helpful. My staff will
continue to work closely with yours in its coordination of
agency agreement on the most effectlve 1mp1ementatlon of the

'P1e51dent 8 memorandum.

_SinCérely,._ﬂ

[ R

. David A. Stockman
_Director ' e




EXECUTIVE OFFICE OF THE PRESIDENT
QFFICE OF MANAGEMENT AND BUDGET
: WASHINGTON. D.C, 20503

May 23, 1983

The Honorable ﬂalcolm Béldrige
Secretary of Commerce
Washington, D.C. 20230

Dear Mac:

Thank you for your letter of May 16, 1983 (signed by Ger

Mossinghoff) regarding Government Patent Policy and the |

Federal Acqu151t10n Regulation (FAR).

The staff of the Office of Federal Procurement Pollcy (O
has worked closely with Mr. Norm Latker and Mr. Thornton
Parker of your staff on patent policy development and
implementation. We are aware of the differences between
major procurlng agencies and the Department of Commerce
this issue.

Because the three agencies referred to in your letter (D

inventions covered by the President's memorandum, we can
ignore their views. Further, it is my understanding tha
both current DOD and GSA implementation and the proposed

Part 27 conform to the President's memorandum by clearly
statlng that the contractor has first right of refusal t

acquire title.

The Department of Commerce assisted OFPP in the drafting
the President's February 18 memorandum. When OMB circul
this draft, the major procuring agencies could not concu

it because they held that the procedures and the patent

rights clause in A-124 were inappropriate for large

businesses. The reference to A-124 was therefore removea

from the Pre51dent s policy statement.

It is precisely this link between the President's policy

statement and the provisions of A-124 that is now being
advocated by the Department of Commerce. I cannot
unilaterally direct the implementation of the Commerce

Department p051t10n without a full opportunlty for all t

comment.

In accordance with OMB practice, the OFPP plans to publi
notice in the Federal Register that requests the officia
policy views of Federal agencies as well as industry bef
a determination is made on further policy direction to
implement the President's memorandum.

oD,
NASA, and DOE) account for roughly 95% of the reportabl%
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Withholding Part 27 of the FAR was not a prudent option
in fact Part 27 was sent to the Federal Register on May 1
and it appeared in Friday's Register. 1If, as a result of
agency and industry comment on the Federal Register notic
OMB direction is required to modify agency implementing
regulations, this can be accomplished right away. There
no reason why any necessary changes could not be achieved
the April 1, 1984 effective date of the FAR.

I appreciate your continued offer of assistance. Your
evaluation of the comments received as a result of the
Federal Register notice will be very helpful. My staff w
continue to work closely with yours in its coordination o
agency agreement on the most effective implementation of
President's memorandum.

Sincerely,

s

David A. Stockman
Director

ill

the
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RESEARCH AND
ENGINEERIMNG

SUBJECT:

OFFICE OF THE UNDER SECRETARY OF DEFENSE

WASHINGTON D C 20301
In reply refer to:

DAR Case 83-14

18 May 1983

Revised Government Patent Policy

Xvas

The enclosed Departmental Implementation Letter was issued

by the Military Departments and by this office to the Defenst
Agencies under our cognizance.
DoD field offices and will appear in a forthcoming Defense

Acquisition Circular unless cancelled or su rseded

Enclosure

7&4/ Y

JAMES T. BRANNAN
Director _
Defense Acquisition
- Regulatory Council

It is effective upon receipt

W

by




OFFICE OF THE UNDER SECRETARY OF DEFENSE

WASHINGTON, D.C. 20301

27 Aprii 1983

RESEARCH AND
ENGINEERING DAR Case 83-14

In reply refer to:

MEMORANDUM FOR THE DIRECTOR, NATTONAL SECURITY AGENCY
" THE DIRECTOR, DEFENSE COMMUNICATIONS AGENCY
THE DIRECTOR, DEFENSE INTELLIGENCE AGENCY
THE DIRECTOR, DEFENSE NUCLEAR AGENCY
THE DIRECTOR, DEFENSE MAPPING AGENCY

SUBJECT: Revised Government Patent Policy

On 18 February 1983 the President signed a memorandum on Government Patent
Policy. To expedite implementation of this revised policy, the DAR Counci]
at its meeting of 30 March 1983, directed Departmental distribution of the,
following revised instructions.

[
-

Effective upon receipt hereof as contemplated by DAR 1-106.2(d), and pending
a revision of DAR Section IX, Part 7, the following instructions for selec-
tion and use of Patent Rights clauses in contracts with other than small
business firms or nonprofit organizations having as a purpose the performance
of experimental, developmental, or research work and for performance in the
United States, its possessions, or Puerto Rico shall apply:

a. Except as is provided by b. below, all such contracts shall contain
the Patent Rights clause at DAR 7- 302.23(b).

b. The clause at DAR 7-302.23(a) may be used in such contracts:

(1) when for the operation of a Government-owned research or pro-
duction facility;

(2) in exceptional circumstances when it is determined by the Secre-
tary that restriction or elimination of the contractor's right to retain
title will better promote the policy and objectives of the Presidential
Patent Policy of February 18, 1983; or

(3) when it is determined by a Government authority which is auth
orized by statute or executive order to conduct foreign intelligence or |
counterintelligence activities that the restriction or elimination of the |
right to retain title is necessary to protect the security of such activities.




2

To the extent inconsistent with the foregoing, the procedures of DAR 9-701:3,
including the requirements for use of a pre-solicitation patent rights doc@-
mentation check list and DD Form 1564, Pre-award Patent Rights Documentatién,
shall be disregarded. '

This instruction does not affect contracts for personal services (DAR 9-704).

Pursuant to the Subcontracts paragraphs of the Patent Rights clauses at DAR
7-302.23(a) and (b), Contracting Officers shall instruct prime contractors]on
new contracts to select Patent Rights clauses for inclusion in subcontracts
consistent with the above direction.

JAMES T. BRANNAN
Director :
Defense Acquisition
Regulatory Council
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these categories of NSPS. 1 therefore
delegated to the Siate of Mississippt my
authority for the soarce categaries listed
sbove on March 2§, 1983.

The Officeof Managament.and Bodget

" - has exempted this delegafion from the

requirements.of Section 3 .of. Execul:lve
Order 12281, -

This notice 18 isaued under the o
authority of Sections 101,110, and 111" ~
and of the Clean Alr Act, 85 amended ~
(42 U.S.C 7408, 7818, 7471, %nd 7601). -

" Dated: Apnl -4, 2863,

John A. Litle,

Acting Regional Administrator.
[FR Doc. B3-10071 Filed £714:83; 545 ang]

' 4OCFRPart1BD o )
[PP2E2653/R54’8,PH-—FHL7I34B—G] LR

-‘E’o!erances and Exemphons From
Tolerances for Pesticide Chemicals.in

- or on Raw Agricultural Commodities;* -

Cyano{3-Phenoxyphenyl) Methyl 4-
Chloro—AIpha—(:l-Methylethy])

’ Benzeneacetata

AGENCY: Enmomnenta]Pmtechon S

~ Agency (EPA}.

ACTION: Final Tle,
SUMMARY: ThisFale establishes

- tolerances for residues of the insecticide

cyano{3-phenoxyphenyl)methy! 4-
chloro-alpha-{31- . -
methylethyl)henzeneacetste fn:or on the
‘raw agricultural commedities-eggplant -
and peppers:'l’he regulation fo establish
maximum permissible levels for residues

- of the insecticide in orwn the

commodities waz requested m:a:peﬁhun
by the interregumal Research 'Ero;ect

“No. 4 (IR4).

EFFECTIVE DATE: April 15, '19&3
ADDRESS: Wiitten ahjections may be
submitted to the; Hearing Tlerk (A-110),
EnvuonmentaIPrntechcn.Agency.Rm.
3708, 401 MSL. SW Was'hmgtcn.DC.

" 20460.

FOR FURTHER iHFDRMATlOH ccm‘rAcr
Donald Stubbs, Emergency Response
Section, Registration Division [T5-
767C), Environmental Proteétion
Agency, Rm. 716B, CM#2, 1821 Jefferson
Davis Highway, Arlington, 'VA 22202.

' [703-557-1192). .

SUPPLEMENTARY INFORMATION: EPA
issued & proposed rule published in the
Federal Register of March16;-1983 {48
FR 11132) that announced that the

Interregional Research Project No. 4 (IR-

4}, New Jersey Agricultural Experiment
Station, P.O. Box 231, Rutgers -
University, New Brunswick, NJ] 08903, .

had submnted peahcide petmunnumbar

~

2E2653 to EPA on hehalf-of the JR—4
Technical Committee and the .
Agricultural Experiment:Stations.of
Florida, Masgachusetts, Marylangd, New
Jersey and Puerto Ripo.

This petition requested fhat fhe
Administrator, pursuant 10 section
408[e) of the Federa! Food, Drug, and
Cosmetic Act, propose the
eslablishment of dalerances for residtms
of the insecticide cyarof{s- .
phenoxypbenylimethy} 4—chlom-al_pha-
1-methylethyl)benzeneacetate in or on
the raw agricultural commeoedities :
eggplant and peppers at 1.0 ppm.

There were no comments or requests
for referral to Bn advisory committee
received in response to the ,proposed

_rule

Thé data submitted in ihepehhon and
other relevan? materidl havebeen ~°
;:rla'}uated and dmcussed-m the proposed

e

The pestlmde is. consxdered useful fm‘ .
. the purpose for which the tolerances are
. sought. It is concluded that the
. tolerances would protect the public
" bealthand are established assetdorth

- below.

Any person adversely aﬂ'ected by this
regulation may within 30 days afier
publication of this notice in'the Federal

. Register, file written objecﬁons with the -
Hearing Clerk, at the address given

above. Such objections should specify

the provisions of the regulation deemed

"objectionable and the grounds for the

. objéctions. If 8 hearingisrequested, the

objections must state the isgues for the
bearing and the grounds for the .
objections. A hearing willbe grﬂnted'lf
the objections are supporied by grounds
legally rmfﬁmentlojustify‘lhe relief -
-sought. - L
The Office of Managemen‘t and Budge‘l
has exempted this rule from the -
requirements of sechrm 3 of_Execuhve

Order 12291, . . .
- (Sec. 408[e), 68 Slat. 514 {z1 US.C. 346{&][2_1]}

List of Subjects in 40 CFR Part 180

Administrative practice and -
procédure, Agricultural commodities,

- Pesticides end pests. -~ .

Dated: April 6, 1983.
Edwin L. Johnson, :
Director, Office of Pesticide Programs.

PAR'I;180—[AMENDED]

Therefore, 40 CFR 180.379 is amended
by adding and slphabetically inserting
the raw agricultural commodities
eggplant and peppers to read as follows.

§180.379 Cyano(a-phenoxypheny!)methy’l
4-chloro-alpha-{1-methyiethyl)
benzeneacetate; tolerances for resldues.

- - s - B - _—

~

, =
- — —
. . ; .' Parts
Commeoonds e
milison
Egopinct : S 10
Peppers 0
- - e / 4 -

[FR Doc. 8310288 Filed 4-14-83; B:45 -ni]
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GENERAL SERVICES
ADMINISTRATION

41 CFACh. 1
[FPR Temp. Hgg. [:1:)]

Patents; Temporary Regulaﬂon'_ -

" paeNCY: Generd] Services L.

Admn;:stra]t.\on,

ACTiON: Temporary regulation: T

SUMMARY: This temporary regulafion
prescribes revised guidance regarding
the rights oI the Government and its
contractors inpatents under research-
and development-contracts. The basig
for this temporary Tegnlationis
President Reagan's February 18, 1983,
Memorandum on @ovemment?’fatem
Policy. The intended effect is to extend
in principle the cugrent implementation”
of Public Law 86537 beyond small
businesses and non-profit nrgamzahons.

DATES; -

Effective date: A;pnl.s. 1983, but may
_be observed earlier.
Expiration date: ?Apnls 1985.
FOR FURTHER INFDF{MATIOH CONTACT:
Philip'G. Read, 'Dlrecto:. Office of

Federal Pmcurem nt R a;hcms
Office of qmmtlpn Po L"-—O
4755). -

SUPPLEM TAHY honun‘nou:

a.On Feoruary ia 1983, President
Reagan issued 8 Memorandum to the
Hesds of Executix{fe Departments and
Agencies that established a new
Government Patenl Policy. The new
policy replaces the 1871 Presidential

Patent Policy Statement that formed the °
basis for the patent rights clauses of the

Federal Procuremfnt Regulations (FPR)
in.section 1-8.107. gAccordm,eg. interim
instructions are necessary pending a full
modification of FER sections 1-9.107-1
through 1-8.107-8 T
b. The primary {hrust of President
Reagan’s Memorandum is that, to the
exient permitied by law, sgency pstent
policy concerning the disposition of
rights to inventions made under ~
‘federally funded fesearch and -~
development contracts, grants, and
cooperative agreements shall be the




.

* the end of the chapter.
(Sec. 20(c), 63 Stat. 390; (40 U.S. c. 486[::])}

“April 5, 1083,

.
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same or substantially the same as
applied to small business firms and
ponprofit organizations under Chapter
ag of Title 35 of the 1.5. Code {Pub. L.
96-517}. As a regult, the new Patent

Policy Memorandum provides recipients

of Government contracts, grants, and
cooperative agreements for the
performance of research and;
development activities with a first

option to retain title to inventions made ‘

under such arrangements, excep! in
those situations provxded forin 35 U.5.C,
202(a).

c. The Presidential Memorandum also
pro\ndes that where an agency makes -
certain determinations, the rights of the
Government or cbligations of the :
recipient of the research and T a
development contract, grant,’or . .
cooperative agreement, set forth in 35
U.5.C. 202-204, may be watvedor "~
omitted. These interim instructions do -

not specifically implement this provision

of the Presidential Memorandum
inasmuch as implementation should be
undertaken through the normal FPR
deviation procedures. :
In 41 CFR Chapter 1, FPR Temporary :
Regulation is added to the Append.uc at

Dated: April 5, 1983. e T
Ray Kline, : :
Acting Administrator af Genem] .Servmes.

Federal Procurement Regulabona Temporary
Regulation 69 .

To: Heads of Federal Asencies
Subject: Patents ’ .
1. Purpose. This temporary regulatmn
implements President Reagan's February 18,
1983, Memorandum on Governmenl Patent
Policy. -
2 Effechve dote. This reg'ulatmn is .
effective April 5, 1883, but may be ohserved
earljer,

April 5, 1985,

4 Bochkground. ’

2. On February 18,'1983, President Reagan
issued a Memorandum to the Heads of -~
Executive Departments and Agencies that
established a new Government Patent *
Policy.? The new policy replaces the 1971 °
Presidential Patent Policy Statement that

" formed the basis for the patent rights clauses

in section 1-9.107. Accordingly, mterim
instructions are necessary pending a full
modification of FPR sections 1-8.107-1 -
through 1-9.107-8.

b. The primary thrust of President Regan’s
Memorandum is that, to the extent perml!led
by law, ngency patent policy concerning the

3. Expiration date. This regulahon expu-es ' _

agreements shall be the same or subsiantjally
the same as applied to small business firms
and nonprofit organizations under Chapter 38
of Title 35 of the U.S. Code (P. L. 96-517), As
a result, the new Palent Policy Memorandum
provides recipients of Government contracts,
granis, and cooperative agreements for the
performance of research and development
activities with a first option to retajn title to
mventions made under such arrangements,
except in those situations prowded for in 35
U.S.C. 202{a).

. The Presidentia} Memarandum also
provides that where an agency makes certain
delerminations, the rights of the Government
or obligations of the recipient of the research
and devlopment contract, grant, or
cooperative agreement, set forth in 35 US.C, .
202-204, may be waived or omitted. These
interim instructions do not specifically. -

"implement this provision of the Presidential

Memorandum inasmuch a3 implementation
should be undertaken through the normal FPR
deviation procedures. L

5. Explanation of changes. 'The policies and
procedures in Subpart 1-8.1 are modified by
the instructions in this temporary regulation,

. ‘The patent rights clense in contracts
with small business firms and nonprofit
organizations shall be in accordance with
OMB Circular A-124.

b. Each contract with cther than a_  small
business firm or ponprofit organization that
has as & purpose the performance of

o experimental, developmental, or research.

work, and is to be performed in'the United

-States, its possessions, or Puerto Rico, shall -

contain the patent nglus clause at FPR .

§ 1-9.107-5(b) unless it is determined in
accordance with paragraph c.(1) of this
regulation that the patent rights clause of
§ 1-9,107-5(a) is appropriate, with both
clauses modified in accordance with

* _ paragraph b.[e} of this regulation.

c (1) A contract, with gther than a small
business firm or donprofit organization, may
contain the patent rights cléuse at FFR
§ 1-9.107-5(a):

{a) when the contract is for the operation of -

- a Government-owned research or producnon

facility; or

{b) in exceptional drcumstances when 1t§f
delermined by the Agency that restriction or
elimination of the contractor's right to retain
title will better promote the policy and
objectives of the Presidential Memorandum
of GCovernment Patent Policy of Februa.ry 18,
1063; or -

(c) when itis dpterm.med by a Government

" suthority which is authorized by statule or -

Exegutive order lo conduct foreign

- inteBligence or counter-intelligence activities

of the Federal Procurement Regulations (FPR} " that the restriction or elimination of the

contractor’s right to retaln title 18 necessary
to protect the security of such activities.
{2) When it is determined in accordance

. with paragraph 7{a) of OMB Circuler A-124

disposition ol rights to inventions made under

federally funded research and development
contracts, grants, and cooperative

13ee the week]y.oompﬂaﬁon of Presidentia}
Documents, Vol. 18, No., 7, p. 252

that alternstive provisions are appropriate in
a contract with & small business firm or
nonprofit organization, the patent rights
clause at FPR § 1-8.107-5(a) may be used in
the contract.’

d For arangements other ﬁ:an contracts,

*.such as grants and cooperative agreements,

with other than small business firms or
nonprofit erganizstions, it is recommended

. businesses, with limited

that the patent rights clavse of OMB Circular
A-~124 or FPR § 1-9.107-5[b]. as appropriale,
be used in cooperative agreements.

e. In using the clause at ejther FFR .

§ 1-4.107-5(b) or § 1-0.107-§(a), the following
modifications are to be made:

(1) To ensure proper flow.down of the *
applicable patent rights c]ause subparagraph
[i)[z] should be rewritten aq follows:

“{2) Unless otherwise suthorized or
directed by the chemmeni Contracting

- Officer in sny subcontract hereunder where a

purpose of the subcontract {s the conduct of
experimental, developmental or research
work, the Contractor shall include this patent

 rights clause modified to identify the parties

in a subcontract with otherithan & small
business firm or nonproﬁt'érganization; or the.
patent rights clause of OMB Circular
A-124 modified to identify :i.he parties in any
subcontract with a small business firm or
nenprofit organization. In e%aenl of refusalby
a subcontractor to accept the profiered -
elanse, the Contractor:™  ©

(2) The following should be suhsbtuied for
subparagraph [c)(i} . s~

*{1) Hereby grants to the Govemment a
nonexclusive, nontransferrable, pajd-up
license o make, use, and selI each subject

"\ invention throughout the wiorld by or on

behalf of the Govern.ment of the United
States.™ .
6. Comments .mwted Agenmes and

16255

interested parties are invitéd to commenton - . |

"this regulation during the 30 day period .

following publication in the Federal Register,

Consideration will be given to the comments

in the preparation of a permanent

amendment of the FPR. Comments should be _

forwarded to Philip G. Read, General

Services Administration (VR), Washington,

D.C. 20405, N i, i

February 10, 1962. -

Circular No. A-124 | o
Note.—-OMB Circular A+124 was originally

published in the Federal Register of February
18, 1882 at 47 FR 75560, -

To the Heads of Executive
Establishments

Subject Patents—Small Busmesa Fi.rms and
Nonprofit Organizatior

1. Purpose. This Cn'culm; prmndes polzcles.
procedures, and guidelines with respectto -
inventions made by small busmess firms and
nonprofit organizations, i c]udmg .
universities, under fundi agreements wi
Pederal agencies where a purpose is to
perform experimental, deve]opmental, or’

-

‘ljepar.tments and

- research work. P -

2 Rescissions. This Cm:ular supersedes
OMB Bulletin B1-22 effechve March1, 1882

3. Authority. This Circular is issued
pursuant to the suthority tontained in 35 -
1.8.C. § 208 (§ 6 of P.L. 86-517, “The Patent
end Trademark Amendments of 1680").

4. Bockground. After many years of public
debate on means to enhance the utilization of
the results of Government funded research,
Public Law 86-517 was enacled. This Act
gives non-profit organizations and small”
exceptions, a first
right of refusal to title in inventons they have-
msde in performance of Government grants
and contracts. The Act lakes precedence over

-




UNITED STATES DEPARTMENT OF COMMERCE
The Assistant Secretary for Productivity,
Technology and Innovation .
VWashingron, D.C. 20230

(202) 377-1984

MAY 161983

Mr. Allan Beres

Assistant Administrator for
‘Acquisition Policy

General Services Admlnlstratlon

Washington, ‘D.C. 20405

Dear Mr. Beres:

On April 5, GSA issued Federal Procurement Regulations
Temporary Regulation 69, to implement President Reagan's
‘February 18 Memorandum on Government Patent Policy. The ,
Memorandum directed agencies to extend, to the degree permltted
by law, the same or substantially the same policies of
invention ownership to all contractors that Pub. L. 96- 517
provides to small businesses and nonprofit organizations.

OMB Circular A-124 is the policy statement for implementing
Pub. L. -96-517. Thus, the President’'s statement reguires

agencies to extend the same, or substantially the same standard
patent clause: spe01f1ed in A-124 to all contractors. ' o

Unfortunately, Temporary Regulatlon 69 does not mentlon'this
clause or allow agencies to use it. . RathEI,’lt reguires
agencies to use an o0ld clause with provisions the President's
memorandum was intended to discontinue. The old clause
reguires contractors to report inventions and make ownership]
elections within six months after conception. This is in _
direct contradiction of Pub. L. 96-517. The Senate report on
the Act states: ' : : o o

"The committee /is concerned that.standard Federal -
Procurement Regulations and Defense Acguisition Regulations
provisions may force premature decisions, and may liﬁerally
require the reporting of inventions withip times that are
‘not consistent with normal operational practices and -
capabilities. For example, current requ1rements to report'
invention, within six months after they are ‘made’ could
lead to forfeiture of rights in numerous inventions if
llterally applied. Many .inventions are not actually
recognized as useful 1nvent10ns for long perlods after
their technlcal conceptlon

There are other major features of the clause reguired by the
Temporary Regulation that are directly counter to the policies.
the President endorsed. I strongly reguest that you either:




" Rescing Iemp0rary Regulatlon 69 and work with Commerce and_
the other agencies bound by the Federal. Procurement
Regulatlons to’ create a su1table replacement, or

% . .

2. Amend the. Temporary Regulatlon to at least allow uvse of la

_clause based on the one prov1ded in A-124.

My preference,.of course, is for the first. If you accept 1t,
the needs of agencies involved should not be dominated by
Defiense, Energy, and NASA--agencies; that have thelr own
policies and statutes that relate to patent ownership.

We need prompt action. The Secretary of Commerce has already
instructed Departmental units to use a single standard clause,
based on A-124, in all R&D funding actions. NSF has done the
same, and other agencies are taking similar actions. - Allowing
the Temporary Regulation to remain as it is will create an
~embarrassment to the Admlnlstratlon.

eSlncerely,

D. Bruce_Merrifield

|




COCR

an organizallon of ressarch enlviniﬂu - o ' (202) 861-2595

BOARD OF MANAGEMENT

' KENNETH W. SLOAN, CHAIRMAN
The Ohbip Slale University

LESTER H. BURYN
University of Alabama
in Birmingham

" RAYMOND 1. CLARK
Princelon University

STUART H. COWEN
Massachusetls Institule
ol Technology

ROGER G. DITZEL
University of Calilornia
Systemwide Administration

GENE A. FRICK
Purdue University

RONALD GEBALLE
University of Washington

ANN H, GREENBERG
New York University

1. ROBERT R. HARRISON
University of Delaware

V. WAYNE KENNEDY
University of California
at San Diego

* ANTHONY MERRITT
Universily of Pennsylvanin

‘JULIE T. NORRIS
University of Houslon

THOMAS O'BRIEN
Harvard University -

DON 5. OUSTERHOUT
University of Arkansas

CORNELIUS J. PINGS
Universily of
Southern California

ROBERT B. PRICE
The University of Texas
Health Science Cenlor
At San Antonio

THOMAS E. STELSON
Georgla Instilute of
Tachnology

RICHARD L. VAN HORN
Carnegie-Mellon Universily

EXECUTIVE DIRECTOR
MILTON GOLDBERG

" ASSISTANT EXECUTIVE
DIRECTOR
GEORGE B. BUSH .

Mr. Lawrence J. Rizzi

‘Webb Building

COUNCIL OH GOVEBHIQEHTRL BRELATIONS

Eleven Dupont Circle, N.'W., Suite 4!80
Washinglon, D.C. 20036_ f

' July 18, 1983

Director, GSA FAR Project
FAR Project Office
4040 .North Fairfax Drive, Suite 700

Arlington, Virginia 22203
Reference: FAR Part 27

!
Dear Mr. R1221.

This 1etter provides comments on the proposed Federal
Acqu1s1t1on Regulations dealing with Patents, Data and
Copyrights.  The principal concern of the un1ver51ty co@munlty
with the proposed rules on rights in data is a shift away from
university control and title, toward government control jand

“title. Thus, a major and bas1c government p011cy change is

being proposed. g
Currently there is a presumption of university control
and title to data (including computer programs) developed
under a federal contract, with the Government having a ;5
non-exclusive paid up license to use such data for
governmenta] purposes, whether copyr1ghted or not. The p011cy '

“inherent in proposed Subpart 27.4 is a presumption of contro]

and title to data in the government, with the un1vers1ty
having general permission to use data for other research but

"~ only after completion of the contract (except for 11m1ted

scientific publication) and with no inherent right to continue
to use computer programs in any way. Permission for suéh use
must be obtained on a case- by -case basis; it is not assgred
This proposed shift is not in the public interest, since. 1t
will 1mpede 1nnovat10n and techno]ogy transfer.

;Tww;%

The Counc11 on Governmental Relations (COGR), wh1c
counts among its members 124 leading research un1vers1t1@s,
character1zes the draft regulations as: i

1 Attemptlng to set new federal contract p011cy wﬁth

respect to rights in data by: (a) restricting the use and

release of research data by university scientists and (b)

shxft1ng to the government title to computer progr&ms

arising under a contract. {(Subpart 27.4 and c1auses)

2. ‘Being materially inconsistent with P.L. 96- 517 ;
"Patent and Trademark Amendments Act of 1980," and OMB
Circular A 124, (Subpart 27.3, §27 302 and c1auses);

National Association of College and University Business Olficers




- Page Two.

‘re1easab]e under FOIA.

' regulations use language that initially was reJected by the

- integrity of P.L. 96-517 and Circular A-124 is to be upheld

Mr. Rizzi ‘
July 18, 1983

3. Being contrary to and not implementing the President's
- ' 'Patent Policy .of February 18, 1983 by setting forthi a
. ‘number of altérnative government-wide patent policies.
! (Subpart 27.3) :

Cn the f1rst point, several sections of the FAR contain
provisions which impose restrictions on the use of data
developed under federally supported contracts. (See the
technical analysis of §27.4 and §52.227-18, in Attachment 1 to
this letter.) None of the contract clauses offered are
consistent with scholarly activity. They will impede the
progress of science. and innovation ;f used in contracts with

. un1vers1t1es _ §

R ! 1) R
. ' University investigators, teachers, and students mu§t be
free to interact with each other, to publish research f1nd1ngs
in an unencumbered manner and to otherwise freely 1nteract

~with other scholars, the general public-and government off1-

cials. Essentially, they must interact as both researchers,
working under government contract on state of-the-art science,

and, at the same time, as teachers dissem1nat1ng new

knowledge., The proposed constraints are not consistent w1th
the basic nature of any university. Under the rules proposed
at 52.217-18(d), a graduate student, who develops a thesis
under a federally funded contract, could not present that
thesis until either the contract is completed or the approval
of the government contracting officer has been obtained.

- The restrictions proposed are also contrary to existing
Freedom of Information Act disclosure requirements..
Essentially, we are being asked to withhold data that is

. With respect to our second po1nt the proposed

Congress when it passed P.L. 96-517; it was again rejected by
OMB in the 1mp1ement1ng patent regulations in Circular A-124.
for example, prior review by agency off1c1a1s of . proposed .-
pub11cat1ons was’ spec1f1ca11y regected ,

Examp]es of 1ncons1stency with C1rcu1ar A 124 are spread
throughout all of §27.302, as detailed in the analysis, at
Attachment 2. Further, in §27.303-6 universities as S
contractors are asked to "cooperate in deferring the
publication or release of invention disclosures...”. This is -
inconsistent with the provisions of Circular A-124 and with

. the reality.of academic Tife. Educational institutions seek
~ tospreserve patent rights whenever possible, but a scientist's

right and need to promptly publish research findings are .
inherent in professional and public responsibility. If the

and if the publication rights of university faculty are to be
respected and protected, paragraphs (b) and {c) of §27.303-6
must conform to OMB C1rcu1ar A- 124 Part 9. :




Mr. Rizzi
“July 18, 1583
Page Three

-~ . Our third point addresses the numerous and varying
policies that will be established by the proposed rules,
finalized as now proposed . There is Circular A-124 for
business and university grants - although Circular A-124
intended to address patent policies in all funding agreg
including contracts. There will be the FAR provisions f
‘university and small business contracts. There will be
"different FAR provisions for contractors other than univ
or small business. And-still other policies where agenc
implement the President's Patent Policy of February 18,
for agreements other than contracts. There is also the
real probability that some or all of these policies will
misapplied to universities through inadvertance or ignor
of {ntent.. - o

, " We believe a major restructuring of these proposed
regulations is essential. Even with the specific change
have requested, we believe the proposed rules will be
difficult to use in practice. They ar¢ not clear and cq
but convoluted and inherently ambiguous. During our ana
‘experts in patent and copyright matters did not always a
“off what was intended, nor could they readily identify th
‘relevant language on particular points.
: With major restructuring and the adoption of our sp
requests, the proposed regulations would be acceptable.
specific requests follow. Attachment 1 contains comment
' Rights in Data and Copyrights. Attachment 2 contains cc
- . on Patents. ' o I B

Sincerely,

P

. Milton Goldberg
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Attachment 1to COGR Letter

SUBPART 27 4 L RIGHTS IN DATA AND COPYRIGHTS

: FAR Subpart 27. 4 R]ghts in Data and. Copyrlghts,'1s a sh1ft awaya

from

un1vers1ty contro] and t1t1e toward government contro1 and title.

'(1) Whereas the DOD pol1cy as’ expressed in DAR 9- 202 2(a) i s "to

'-',acqu1re only such technical data rights as are essential to meet
- Government needs," the proposed "procedure" in FAR 27.403(a) on

page 85 is that the government will acquire with unlimitedirights,
most "contract data" and "such other data as may be specified” by

- the proposed new basic data clause at FAR 52.227-18, beg1nn1ng on .

'.page 243 and e1sewhere, is all- 1ncTus1ve.

the contract

page 243, even if such data is neither de11vered nor ordered under

(2) Further, whereas DAR 9-202.2(b) limits the concept of
"unlimited rights technical data® to discrete categor1es including
that which was "specified as an element of performance” or which
was "prepared or required to be de11vered' the proposed definition
of "contract data" in FAR 27.401 on page 81, of §52.227-18{(a) on

rae—— e

!

(3) Also, whereas the DOD def1n1t1on of “L1m1ted Rights" in DAR

i

g- 201(c), as implemented by (a){8) of the basic data clause at DAR

. 7-104.9(a}, .expressly 1imits the right of the government to the use

" of technical data by specifying that it will not release or

disclose it except under two circumstances, the proposed ba51c data _

- i clause in FAR 52.227-18 would have the opposite effect. Among other

" velease and use of computer software.” Although subparagraph

things, paragraph (b)(1) on page 246 could give the government (ii)
unlimited rights in most contract data and the right to control
(i11) copyright in new data and (iv) ownership and control jover the

(b)(2)(vii) states that the contractor could assert copyright in

" new data, paragraph {c)(1) on page 249 would have the contractor

agree not to do so without the prior written permission of {the
contracting officer. Similarly, although subparagraph (b)(2)(iv)

| ~would allow the contractor to utilize new data, paragraph (d)(1) on

. __research
";_To reso1ve these prob1ems, we recommend that

-{'(1) The def1n1t1ons proposed in FAR 27 301 on page 81 and

page 250 says that he cannot do so until after all delivery
requirements have been met, and paragraph (d)(2)(11) would prohibit
the pub11cat1on or use of new computer software in furtherrwgu_ =

'3'prescr1bed for use in various clauses in the proposed FAR Subpart
.52.227 be modified to conform with definitions currently prescribed

'.1f~.1n the Defense Acquisition Regulation and in Clause 15 of the

CUAVCRR 3-16.950-318; . o o©

Department of Health and Human Services Procurement Regu]at1on at -

. _1:}>,(2) The statement of po11cy proposed at FAR 27.402 on page 83 be
"1”1_m0d1f1ed to prescr1be that contractors wh1ch are un1vers1t1es or .
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July 13, 1983
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"colleges are encouraged to pub11sh and d1str1bute the results of
unclassified research conducted under contracts, with appropriate
acknow]edgements of federal support, and unless otherwise prov1ded'

... in the contract, to copyr1ght any materla1s developed in the course
o of the contract‘_t e, T , _ ;

(3) In 1ieu of the R1ghts in Data c]ause proposed at FAR 52 227- 18

. beginning on page 243, there be substituted for contracts for
.research at un}vers1t1es or colleges, two new clauses: (a)

revised Rights in Data clause adapted from Clause 15 at HHS PR
3-16.950-315 and (b) a new publications clause adapted from DOD
Basic Agreement No. 00014-79H, approved by the Defense Acqu1s1t1on
Regulatory Council on January 5, 1983 to be included also in DAR
7-2203!3, and from Clause 19 at HHS PR 3- 16.950-315. Recommended
language is: S

a. "RIGHTS IN DATA IN CONTRACTS WITH UNTVERSITIES

v i s

"(a) Subject Data. As used in this c1auseg the term “Subject Data"
‘means writings, sound recordings, pictorial reproductions, ; '
drawings, designs, or other graphic_.representations, procedural
manudls, forms, diagrams, workflow charts, equipment descr1pt1ons
data files, and data processing or computer programs, and jorks of
any. similar nature (whether or not copyrighted or copyrightable)
which are specified to be delivered under this contract. The term
does not include financial reports, cost analyses, and 51m11ar .
information incidental to contract administration. Title to

- Subject Data, and any. copyr1ghts obtained thereon, sha11 reside in
the contractor. e ‘ ‘

'-“(b) Government Rughts. SubJect only to the orov1so of (c) below,
. the government may use or duplicate, for governmenta] purpcses, all
SubJect Data de]1vered under th1s contract

e "(c) License to Copyr1ghted Data In add1t10n to the government
» rights as provided in (b) above, with respect to any Subject Data
" which may be copyrighted, the Contractor agrees to and does hereby
' ‘grant to the government a royalty-free, nonexclusive and | ;
©_jrrevocable license throughout the ‘world to use, duplicate or R
- dispose of such data in any manner for governmenta1 purposes, and
to have or permit others to do so for governmenta1 purposes,’ - .-
~provided, however, that such license shall be only to the extent e
.~ that the contractor now has, or prior to completion or final -
settlement of ‘this contract may acquire, the right to grant such
. Ticense without becoming 11ab1e to pay compensat1on to otherS-
§ so1e1y because of such grant '

w;glk“(d) Re1atton to Patents B Noth1ng conta1ned in th1s c1ause shall
... imply a license to the government under any patent or be construed
w7 as affecting the scope of any.license or other r1ght otherwise =
"‘f,granted to the government under any patent : L

_;ld_ff“(e) Mark1ng and Ident1f1cat1on~. The contractor sha]] mark aT] :
< Sthect Datarmjthrthe number of_th1s contract and the'name_and Lo
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r -

address of the contractor or subcontractor who generated the data.
" The contractor shall not affix any restrictive markings upon any
“Subject Data, and if suth markings are affixed, the government _
shall hhve the right at any time to modify, remove, obliterate, or

e RO P o
"(f) Subcontractor Data. Whenever any Subject Data is to be -
obtained from a subcontractor under this contract, the contractor
shall._use.this same clause’in the subcontract, without alteration, B
. and no other clause shall be used to enlarge or diminish the : E
governmént's rights in that sqbcontractor Subject Data. Lo

e

ignore any such markings., ...

i . ) . 1 . [ .

"(g) Deferred Ordering and Delivery of bata. The government shall
have the right to order, at any time during the performance of this
contract, or within 2 years from either acceptance of all items _
(other than data) to be delivered under this contract or § \
termination of this tontract, whichever is later, any Subject Data :
and any data not called for in the schedule of this contract, but
generated in performance of the contract, and the contractor shall
promptly prepare and deliver such data as is ordered. If tbe
principal investigator is no longer asséciated with the contractor,
the “contractor shall exercise its best efforts to prepre and .

deliver such data as is ordered.  The government's right to
data delivered pursuant to this paragraph (g) shall be the
the rights in Subject Data as provided in (b} above.

. The contractor sHé]]ube relieved of the obligation to furni
pertaining to an item obtained from a subcontractor upon th

- expiration of 2 years from the date he accepted such items.

data, other than Subject Data, is delivered pursuant to thi
~paragraph (g), payment shall be made by equitable adjustmen
~ otherwise, for converting the data into the prescribed form
reproducing it or preparing it for delivery." and -

‘”‘5°_;r;ﬁ"ThfS pT0jééf.hag béén‘fuhded'éf

. b.."PUBLICATION AND PUBLICITY

" "(a) Publication of results of the research project in appr

" i professional journals.is encouraged as an important method

| .recording and reporting scientific information. One copy ©
paper planned for publication will be submitted to the Scie
Program Officer simultaneously with its submission for publ

Following publication, copies of published papers shall be |

f'submittedjto the Scientific Program Officer, or to the othe
- addresses in quantities as may be directed by the Contracti

. Officer,” o o0

; "(b) The contractor shall aéknﬂw?edge the éupport of the go
whenever publicizing the work under this contract in any me

1 15?effectuate the foregoing, the contractor shall.include in-a
-+ pubTlication resulting from work performed under this contra

' ffﬁﬂj{acknqw1edgement substantially as fD]I°W5: -5fZL;:---

1

L.
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";number - . The contents of this pub11cat1an do
not necessar11y refTect the views or policies of the ‘
- Department of - L -7 nor does mention of trade

" names, commercial products or organ1zat1ons 1mp1y endorsement
by the u. S Government “.:"‘7"'u’ff’-
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Attachment 2 to COGR Letter

SUBPARTS 27.1 - GENERAL AND 27.3 PATENT RIGHTS

P. L 96-517 and OMB Circular A- 124, including its attached
standard patent rights clause, have clearly established the terms!

and

provisions which attach to the disposition of rights to invention made

‘with federal funds by unlvers1t1es, other nonprof1t organ1zat1ons,
smal] bus1ness. . _ -

and

The proposed FAR provisions in Part 27 and the Clause ‘at 52.227-13

are in numerous respects at least inconsistent with the provisions

of P.

L. 96-517 and OMB Circular A-124 and in some cases directly in conflict
with them. The drafters seem to have ignored the fact that OMB Bulletin

81-22 of July 1, 1981, on which the cited DAR provisions are based
superseded on March 1, 1982 by OMB Circular A-124, on which FPR

s Was

Temporary Regu]at1on 69 and the patent regu]at1ons of most departments

and agenc1es are based.

E 4

To correct these inconsistencies and conf]1cts we recommend jthe
changes which follow. For ease of reference they are arranged by page

and section of the proposed FAR; suggested de1et1ons are bracketed
while suggested additions are under11ned :

SUBPART 27.1 GENERAL

Page Sect1on . Heading
9 27. 101 o Applicability

3

- - -At the end of the first sentence, insert "but jonly
~:to the extent they are not inconsistent with law or

""flreguTations.promu]gated specifically in response to

. such law, executive orders, treaties or
':azﬂeinternationa1 agreements.”

1N 27708 oo Genera] Gu1dance

o For c0n51stency w1th the current po]1c1es of most -
. departments -and agencies which provide substantial
. contract support to universities for unclassified .
~« + research, to assist in maintaining our scientific
sgu}?_and technological base, and for consistency with the
-~ major recommendation of Attachment 1, we strongly
.~ recommend additional general gu1dance, substantially
- as follows: "(j) The Government encourages prompt
“-. publication and other public dissemination of ithe

.. results of unc1a551f1ed research funded by the
'i‘rGovernment LR ~ :
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SUBPART 27 3 PATENT RIGHTS UNDER GOVERNMENT CONTRACTS

_Page Sect10n -

52 27.302-1

53 27.302-3

54

Head1ng

. Def1n1t1ons

The. def1n1t1on of "nonprof1t organ1zat1on

-C1rcu1ar A-124, which took effect on March

‘cited..
. second line is inappropriate Recommend that
- subsection be. rev1sed to read substant1a113
f'f0110w5' ' ,

W p.L. 96-517 (35 USC 200 et.

-standard patent rights clause.”

53/ 27 302 4 :

“product facility.

does not

agree with that in P.L. 96-517 or OMB Circular

A-124. Remove the word "domestic"
p1aces in 11ne 2 of this definition.
l .

Authorlt!

as found in two

This section ignores the fact that P. L 96-517 also

required the Office of Federal Procurement
issue implementing regulations. The resul{

"applicable to all funding agreements w1

executed on or after that ‘date.”

Policy to
tant OMB
1, 1982,
th small

-bus1ness firms and domest{c nonprofit organizations
It should be
Further, the word "distribution" in the

the
/ as

seq ), December 12,

1980 governs the [distribution] disposition of .

rights in inventions made by small business
and nonprofit organizations under funding
with the Government while OMB Circular A-17

firms
agreements
.

established permanent 1mp1ement1ng reguiati

ons and a

Contract Clause E

(a) The word "unless" in the last line of péragraph
(a) connotes more of an absolute meaning than the -~ -
language of the Law which states that a funding - - .-

agreement "may provide otherwise."

27.301-2for other types of contractors.

-

. . The Law"
* . expressly gives the funding agency discretionary -
- authority to use the patent rights clause even if.
““ the contract involves a government-owned research or
- The term "unless" conveys the
“meaning that an agency has no discretionary
- authority in this regard, which is not the
- There- is no basis for this change, and it is not
even consistent with the counterpart section -
- "This :
- paragraph shou]d be changed to read substant1a11y as .
follows: - - - _ _ .

case.
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55/ 27.302-5 :
. Procedures

. 60 -
e

(b) Paragraph (b) does not contain the Circular

"(a) The contracting officer...research work,
[unless] except that the contract may contain

alternative provisions--

(1) When the contract is...

(2) In [There are] exceptional circumstances...
(3) When it is determined by a government
authority...activities [determines} that the...".

A-124 requirement for assistance to the Comptroller
General. .Paragraph 7.b.{(2) of OMB Circular A-124
should be added to the end 0f_27.302—4(b)(2).

(c) The requircment that, to qualify for the P. L.
96-517 patent rights, an organization "must state in
writing that it qualifies as a small business..."”
are absolute and inconsistent with the Circular.
Part 7.d. of the Circular proyides that a :
prospective contractor "may be required” to §

Ccertify... FAR 27.302-4(c). should be changed to

"+ Circular A-124.

‘- the word "appropriate.” The language should be ,
“»" " further expanded to include the provision of Section ~
w:-202(b}(2) of the Law on contrary agency S
determinations. Otherwise, the implication is that ,
v the decision of the agency head is absolute and not -
. subject to review by higher authority.. ..~

(a) Minimum Rights'tb Contractor

| ~.appropriately provides for revocation as -~

- read: "To qualify...organization [must state in

writing] may be required to certify that it...".

_(d) The instructions concerning sublicensing fareign

governments or international organizations and the
use of the Alternate I clause on page 224 seem:

- inconsistent with the guidance prescribed by OMB.

H

To remedy this defect, 27.302-4(e) should - P
incorporate ‘the iqstructions in Part 8.d. of OMB

(é) The -instructions as to when use of the P.L.
96-517 clause is not appropriate do not fully

- express the intent of the Law or the Circular. The
" .-~ phrase "absent a contrary opinion of the Comptroller

General" should be added in the second line after

" -~ The word "revocable”.sin line 3 isaithnsistent withf
i~ the lanquage of the provision in the Patent Rights

Clause published in the Circular.. Paragraph (2); ’

circumstances may warrant. . Delete the word N
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56 27.302-5'

"revocable” from the first sentence of
27.302-5(?)(]).

(b)'Reporting of Subject Inventions and Subcon

iracts

, (1) Part 8.e.(3) of OMB Circular A-124 onlyé
;requ1res notification of subcontracts. Change
27.302-5(b)(1) to read as follows:

"The...contractor to [furnish a copy] provide
notlf1cat1on of each subcontract

.{2) Change 27. 302 5(b)(2) to conform to Par
8.e.(3) of OMB Circular A-124 as follows: "Th

~application in every country. 'where filed, incl

- a power to inspect only upon request., To reme

(3) The instructions in subparagraph (3) an
clause at 52.227-13(c)(1)(vi) may require a
contractor to provide a copy.;of the patent

an English translation. If abused, this could
burden.. The instructions and the c]ause on pa
should be conformeed to Circular A-124.

(4) 27.302-5(b)(4) would require the contra
in every case to provide the government with a
to inspect the U.S. patent application,
Traditionally, the contractor has agreed to pr

this problem, change the proposed clause to cd

~ to OMB Circular A-124 by deleting the present f
wording and substituting that contained in par

. (1) of the standard patent rights clause in

.+ Attachment A, Circular A-124.

e -{5) There are three inconsistencies betweerg
'V:THC1rcu1ar and th1s proposed paragraph ?

;;fﬁa.(l) No restr1ct1on on the frequency of
"-;.potentTa] report1ng requirements;

B *‘-:((2) Om1ss1on of the requirement for sucr?

reports to be subject to Department of
Commerce 1nstruct1ons, and _

(3) No provision for the protect1on of
privileged 1nformat1on.

o remedy these def1c1enc1es, recommend that :
27 302-5 be rev1sed substant1a11y,as fol]ows'

A5'(1) 1nsert the words‘“no more frequent]y
annually" fo]10w1ng the phrase "subm1t
peraod1c reports - ,

o

-contractor shall submit...invention reports no more

frequently than annually...".
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57/

61 27.302-6

58 27.302.5 ) Exercise of March—in Rights

proposed subparagraph (1) should refer only t

~~ meeting government obligations after r1ghts h
--y.been wa1ved to them. = -

- procedures, i.e., Contract Disputes Act. To|

. ~consistent with Circular A-124 the phrase ",
o as provided in subparagraph (9) below.“ shou?
- added at the end of the paragraph (2) =

' (2) Add an additional sentence: "Pendin

g

instructions from the Department of Commerce

“on the format of such reports, the agen
should not impose these reporting
requ1rements " and - '

(3) Insert the substance of paragraph 1
OMB Circular A-124 concerning agency tr
of privileged information, together w1t
~reference to the FAR counterpart of the
~ prohibitions against pirating proposal
information contained in FPR 1-4.911, a
modified by FPR Amendment 230 (48 FR 16
April 15, 1983). '

(1) For consistency with, Circular A- 124, P

subparagraphs (2) through (3), which concern
notification to the contractor; subparagraph
pertains to notification to 1nventors When
are waived to an inventor, it becomes the

responsibility of the agency to set forth the
conditions of waiver and to provide appropr1a
notice to the inventor. The contractor does
have the author1ty to waive rights to invento
There is no provision in the Taw requiring
contractors to remain responsibie for invento

(2) C1rcu1ar A- 124 provides for alternate|

L1cen51ng Background Patent R1ghts to Th1rd P

cy

Ob of
eatment
h a

5
265,

art 13,
0

(8)
rights

te
not
rs.

rs'

ave

art1es .

‘:E;Th15-sect10n;1s inconsistent with 35 usc 202{
. which states that "The head of the. agency may
= -delegate the authority to approve provisions
" Jjustifications required by this paragraph.”
... Paragraphs (a) and {b), however, use the terminology
. - "agency head or a des1gnee." This is.also . '
f‘j_1ncons1stent wzth Part }5 of Circular A-124.

—~

£)(1)
not .
or sign
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Page Six

62/

66

62 27.303-1°

62 27.303-2
64 27 303 3=-‘1ﬂJ

| 27.303-4

Administration of Patent Rights (lauses

t

Patent‘Rights Following

" three changes should be made:

. }(c)- Should be qualified so that it reads: "k

For consistency with Part 16 of Circular A-124

appropr1ate -patent applications are timely

© Filed... ".; and

‘rights, not just those of the government. It

'in addition, there needs to be incorporated in

: F0110wup'by Contractor

(d) should provide for the documentation of al

be conformed to subparagraph 16.a.(4) of Circu
A-124.

subparagraph (f), or in some other appropriate
place, the provisions of paragraph 16.c. of OV
Circular A-124 regarding consolidation of agen
adm1n1strat1on when two or more Sponsors are
involved.

(b) Contractor'Répbrts'

~and agencies could in their implementing

':‘}]_1320 (a8 FR 13660, et. seq., March 31, 1983.)

Contractors would be required to submit all re
to the contracting officer or other representa

jnstructions, provide and/or require use of

specified forms for such reporting. This lang
~ should be conformed to the requirements of OMB
- Circular A-124 and to the clearance requiremen
- the Paperwork Reduction Act of 1980 (P.L. 96-5

and ‘the implementing OMB regulations at 5 CFR

Fo11owup by Government

.Remed1es

 This proposed sect;on is complete]y one sided.
' the one hand, it would 0ver1y protect the gove

i Th1s entlre sect10n shou]d be de]eted since th

©.. . extensive activities suggested would hardly be

- effective. The proposed procedures. are tantam

-~ to an invitation to amass a large bureaucratic

. with the potent1al for harrassment of contract

. The ‘excessive demands for followup activities
- adversely affect contractor performance and

nnecessar11y increase the paperwork burden.
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by authorizing withholding of payments. P.L.} 96-517
' *. and OMB Circular A-124 do not authorize or include
~ withholding provisions. Since most contracts;
~normally include a provision for partial
withholdings, it is not clear why a separate
withholding provision is needed just to coven :
; obligations under the patent clause. A recent NASA ..
BCA case has held that such provisions are
oL ‘unenforceabIerpena1ty provisions. -

s

On the other hand, it fails to incorporate th
appeals procedures prescribed by Part 14 of OMB
Circular A-124. _

To remedy these deficiencies, recommend two basic
© changes to this section:

" {1) Delete the proposed language concerning
withho]ding=or payments; and
o . (2) Insert a separate 5ect10n containing the
T : appea1s procedures of Part 14 of Circular A-124.

67 27.303-6 = Pub]mcat1on or Re1ease of Invention Disclosures

(a) The on1y‘port1on of the proposed provision that
- is fully consistent with OMB Circular A-124 and the:
- intent of the law is the direct quote from 35 USC
Section 205, indicating that (1) agencies are _
authorized to withhold from disclosure to the public
information disclosing any invention for a :
.- reasonable time to permit the filing of a patent ‘
. .- application, and (29 eliminating any requ1rement to
.. release copies of any document which is a pant of an
P app11cat1on for United States or fore1gn pat%pt
A ;”f*There is no requirement in the law or in Circular
“L A-124 for the contractor to restrict the r1gh%s of
~ ‘researchers to publish the results of their research
. whenever it is approprTate for them to do so.; On
. 'the contrary, as is emphasized in Attachment 1 to .
5 7-this letter, the procurement regulations of many
. departments and agencies which contract for §-
T scientific research, and the grant_ regu]at1on§ of
T most of them, prov1de positive encouragement jto .
o sc1ent15ts to publish the resu]ts of their work.

s (b) Insofar as the w1thho1d1ng of disclosure %f
" inventions from the public is concerned, the | -
.. proposed language provides that the government “may
. withhold," whereas the Circular language states that
.~ "To the extent authorized by. 35 USC Section 205,
-~ "agencies shall not disclose to third part1es,"
. =.-this includes requests under the Freedom of

and
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; reasonable time other information disclosing a

~ will not include in such publication programs}

Patent R?ghts - Small Bus1ness Firm or Nonpro:it

. Information Act, for a reasonab]e time in ordor for

a patent app11cat1on to be filed.

(c) The proposed language provides that “The
Government will also use reasonable efforts to -
withhold from disclosure to the public for a |

reported invention included in any data de11vered

_pursuant to ‘contract requirements." This 1anguage

is contrary to Circular A-124 Tanguage which |

~provides in paragraph 8 d. that "In recogn1t1on of

the fact -that such publication [by the Govern@ent],
if it included descr1pt1ons of a subject invention,

 _could create bars to obtaining patent protectjon, it

is the policy of the executive branch that agencies

copies of disclosures of inventions submitted;by
small business firms or nonprofit organizations,
pursuant to paragraph ¢ [of the OMB Clause].”

'(d) If the integrity of"the Taw and Circular A-124

implementing regulations is to be upheld and if the
publication rights of university faculty are to be

- respected and protected, paragraphs (b) and (c), as

proposed, should be deleted in their entirety and
the language of Part 9 of the Circular be.
substituted in its entirety, limiting changes|to
grammatica] corrections only. '

224 52.227-13
s - :0rgan12at1on

- Paragraph (b) of FAR clause 52.227-13 has been
-~ expanded beyond -the comparable paragraph b of the

~o-.-.'clause prescribed by Attachment A to OMB Circular
oo A2 and sh0u1d be conformed to the Tatter.‘

: }The proposed paragraph (c) a1so has extensivel y
.- revised the standard clause prescribed by Circular
- A-124, . It should either reproduce the standard

"7 . necessary, be made consistent with it.

(b) Allocat1on of Pr1nc1pa1 Rights

‘(c) Invent1on D1sc]osures, Elect1on of T1t1e, ete.

clause verbatim, or, if the fragmentation is

T
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219/
220

221 52.227-13

223

. Interest”

R requ1rement for all-contractors to furnish to
: agenc1es certain reports at specific periods.

- 8 of the Circular itself provides individual

. . FAR should do 11kew1se

‘:(9) Subcontracts

- .The'four subparagraphs proposed to be incorpor

- Circular A-124. Among other things:

redundant of proposed subparagraph (2).

if desired..

~.:ﬁ;,subparagraph 8(3) concern1ng the mutual ob11ga
fws;of the part1es. R _

;?foThe proposed paragraph should be rep1aced in i
.Tient1rety by standard paragraph g.-

3;,(k) Spec1a] Provxs1ons for Contracts with Noo;

(f) Contractor Action to Protect the Governmer

t's

Subparagraph (5) on page 220 has a positive

is no such requirement in the counterpart clau
prescribed By Circular A-124. On the contrary,

agencies with the option of adding such report

requirements as they may.need, with appropriate \
The

safeguards to minimize the paperwork burden.

into the .FAR Subcontracts clause are considera
different from the three; subparagraphs contair
paragraph g of the. standard. clause prescribed

atl
There
se
Part

ing

ated
bly

ed in
by OMB

(1) Proposed subparagraph (1) is unnecessary and

(2) Proposed subparagraph (g)(4) would reqL
the contractor to provide notifications which
not required by the standard clause; it is an

ire
are

expansion of provisions which paragraph 8(e)(3) of

the basic C1rcu1ar auth0r1zes agenc1es to incl

(3) The proposed eTause omits entirely star

ude,

dard
tions

ts

rofit..- B

L Organ1zat1ons

.‘”f:;(1) Reports . ‘i f;l L ~

‘;‘f;'(]) This paragraph wou]d a11ow 1nd1v1dua1 agen
“ooo to specify all reporting forms. This is not ‘
-'af;author1zed by C1rco1ar A 124 wh1ch spec1f1ca}

- gﬁProposed subparagraph (3) wou1d reqa1re the N
. contractor to share any royalties. " The word '
-~ was officially removed from the standard claus
.+ . the Circular and should not be 1nc1uded in thi
l;rc1ause or 1n any regu1at1ons.'

"
N
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1983

- timely ‘reports.
substantially as follows:

allows contractors to use their own formats;

for

invention reports (Attachment A, Circular A-124
(f)(2)) and requires use of forms to be developed by

the Department of Commerce for invention use

reports.

It was not and is not 1ntended that the government

prescribe forms on which reports -are to be made; to

require that contractors convert their own
reports to government-generated forms would
down and make more difficult the submission

(1) Reports: PReports required by th

. may be submitted by the contractor and

Change 52.227-13(1) to read

interna]

slow
of

s clause

subcontractor as prescribed by Circular A-124 or
as developed by the .Department of Commerce

under the authority pf Circular A-124
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To. Dr. Jerry Smith
. Technical Director

Norm Latker /(/‘/[2—’/

From: .
. Director, Federal Technology Policy

I think it might be to our mutual
benefit to discuss theé attached
further. I will call in the next
few days.

Attachment




Technology and Innovation
weshingior. 0 C. 20230

(202) 377-1884

MEMORANDUM FOR: Jim Tozzi

From: Norman Latker

Subject: April 7, 1883 Meeting on Implementétion of the
President's February 18 Memorandum

The major issue of the April 7 meeting involved the time that a
contractor must report an invention to the Government. DOD :
said they want to preserve their ‘thirty year old rule that

inventions must be reported within six months after -
conception. We don't think this is consistent with either the
letter or the intent of the President's memorandum.

You agreed that it would result in forced reporting of concepté.

by contractors before the utility of ideas has been
determined. We believe these kinds of reports are the
feedstock for unnecessary patent. applications filed by a few
agencies. During FY 1970-76, DOD filed on 32 percent of these
kinds of cases. This sort of filing contributed to-a DOD -
portfolio of 17632 patents, of which only 1.6 percent had been
licensed by 1976. 1In contrast, major universities, operating.
under A-124, are reported to be licensing 40 percent of their

portfolios.

DOD contends that this kind of reporting and filing cuts off
claims against the Government. The only true measure of
avolded claims is the number of competing applications for an
invention handled by the Patent Office. We understand the

Patent Office data indicates that Federal agencies are involved.

in a miniscular number of such competitions. .
DOD indicates they do not intend to use a forfeiture
provision. We believe that a forfeiture provision is reguired
by the President's stetement as it!is included in Pub. L.
96-517. Without it, & firm need not report an invention to
protect its ownership, and the reporting recguirement will not
work zc intended to protect the Government's interest unless
other penalties are imposed. If some other penalty is imposed

in conjunction with the six month rule, it will be used for the

ridiculous purpose of prematurely collecting information about
uneveluzted ideas.

The method of enforcement that DOD would continue, involves
investigation of contractors' records incluainc lab notebooks,

UNITED STATES DEPARTMENT OF COMMERCE
The Assistant Secretary for Productjvity,




- 2 -

and withholding payments. In principle, we can not disagree
with this in cases where there is clear reason to suspect

nonper formance. But we do not believe that such an adversarial
technigue should be used as a normal way of doing business. | A
principle of A-124 is to provide incentives to cause actionsj.
rather than provide for audit-like investigations and the '
accompanying conflicts with the contractors whom we are trying
to encourzge to bring new inventions into the marketplace.

1 did not want to make an issue of A-124 implementation at the
meeting, but GAO is completing a survey of agency compliance;
and has found that some components of DOD, particularly Navy,
have not implemented the Circular. At least one university is
considering legal ‘action against the Navy on this issue. '
We understand that most of the civil &agencies other than NASA
and Energy accept A-124 as the starting point for implementing

‘the President's memorandum. They &do not want unnecessary
reporting to overburden their modest staffs, and they do not;
want avoidable disputes with their contractors. '

Our basic objective is to allow firms to treat inventions

developed with Government funding just as they would treat
inventions they have funded. This means clear title and no
hassles. - The university experience has already shown that this
approach is most likely to lead to commercial use. ;

One last point--DOD insists that the President's memo does not
reguire the use of the clause from A-124 but only adherence to
P.L. 96~517. This gives them the authority, so they say, to
use the six month from conception test for reporting. They !
have failed to take into consideration the legislative history
for P.L. 96-517 found on page 27 of Senate Report 96-480.

"The committee is concerned that standard Federal
Procurement Regulations and Defense Acgusition
Regulations provisions may force premature;
decisions, and may literally reguire the - o
reporting of inventions within times that are not
consistent with normazl operationzl practices and
capabilities. For example, current reguirements
to report inventions, within six months afier
they are 'maae' could lead to forfeiture of
rights in numerous inventions if literally
applied. Many inventions are not actuvally-
recognized as useful inventions for long periods
after their technical 'conception'.”
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- FUTURE DEVELOPMENTS IN FEDERAL PATENT POLICY

- James E. Denny*®

I. " Introduction

The last two years have been very active for the issues regarding Goyerhn

patent pelicy. Late in the 96th Congress, P.L. 96-517 was passed establi

10N &

ent

shing

 a Government-wide patent policy for small businesses and nonprofit organizations

(Bayh-Dole Bill), and tﬁis_legislation was implemented'through the issuance

~

of OMB Circular A-124 and individual Government agency regulétion. Also

the House, Senate, and the'Executive Branch considered the bills introduc

by Senator Schmidt (S. 1657} and by Congressman Ertel (H.R. 4564} which

would have established.patent policies normally allowing the contractor

retain title to inventions made under Government contract. There was also

considerable effort_in trying to develop a patent section for the Federal

Acquisition Regulation (FAR) amid this legislative activity, as well as

during a time when a new Presidential patent policy was.in the ﬁidst_of

formulation. Work was also in process in trying to develop, for the First .

time, a policy on the acquisition of, and the obtaining of rights is,

technical data developed under Government R&D contracts_which would éatisfy‘

ed

o)

the needs of both the defense agencies' design, procurement, and utiliza:ion.

needs, as well as the civilian agencies' need to support research in the
- B -Buppo _ .

civilian areas..

As I am sure you all are aware by now, a new Presidential Memorandum on

-

Governiment Patent Poiicy-was issued on February 18 of this year. I entitled

my remarks "Future Developments in Federal Patent Policy" because what has

% Assistant Géne;al_Counsel for Patents, U.S. Department of E
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taken place in the last two vears 1s not nearly as significant as-the

_activity that will be taking place with the implementation of this Presidential-

patent policyf ‘The policy itself_appéars to be, at least at first blﬁsh,
_relatively simple and.straight forﬁard.iﬁ tﬁat it directs_the'heads of all
ekecutive'departments.and agencies té follow ;be policy_of P.L. 9?7517,

to the extent permittéd by léw; for ail'funding agréeménﬁs'regardless if

. the recipient of such ép agreément is a small bﬁsineés or monprofit organizatio
I will address my.reﬁarks this afternoon to (a) the languége.of tﬁe Patent |
Pblicy Memoranauﬁ-in_an gtteﬁﬁé to identify the issues raised'by the
Memorandum, and (b) the past implementation of P.L. 96—517 in order to
identify the issues that ﬁigﬁt be now applicable to all_reciéiénts of -

contracts, grants, and cooperative agreements.

Ti. New Presidential Government Patent Policy -

The first paragraph of the Memerandum to the Heads of Departmenté and
Agencies on Govermment Patent Policy sent by the President this February 18

states as follows:

To the extent permitted by law, agency policy with respect to the’
disposition of =-ny invention made in the performance of a federally-
funded research and development contract, grant or cooperative agreement
award shall be the same or substantially the same as applied to small
.business firms and nonprofit. organizations under Chapter 38 of Title 35
of the United States Code. ' -
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"A.. To the Extent Permitted by Law

\
1"

The firstfphraee of the policy "To the extent permitted by law ..." is

| . to - . : )
‘1ikely to be the most interesting and perhaps controversial issue raised by

the new Memorandum. It would ordinarily be selffexplanatoty in view of the'

fact ;het.a Presidential policy cannot take precedent over a patent polig¢y

established by legislation._ Hence, patent policies of the DOE or: the

National Aereneutics and Space Administration (NASA) would not be changed,

particularly not in those afeas_where the Presidentiel pelicy and the -

| ) .
legislative policy are in direct conflict.

However, both.DOE's and NASA's policies have a substantial amount of flekibility

and discretion, and waivers to their policies of acquiring title to inventions

o

can be granted, for example,-where " .. the interest of the Unlted State
will Je_servedf...”_(Space Act, 42 U. S c. 2457), where DOE ", .. may deemi

appropriate ..." (Atomic Energy Act, 42 U.S.C. 2182), and where ".;.'the

interests of the United.States and the general public will best be served .

|
(ERDA Nonnuclear Act 42 U.s.C. 5908) Each of these acts has its own

1eglslat1ve hlstory and several years of precedence and operational fine-

tuning of'issues have reSulted from practical experienee administrative
review, and - review by congresslonal ‘oversight committees and General

'Aecountlng OfflCE (GAO) 1nvest1gat10ns In v1ew of this legislation and

admlnstratlve hlstory, I do not belleve that the waiver guidance applled to

DOE's .and NASA s leglslatlve patent pollcy can be substltuted for the
guldanee_that may be prov1ded in P.L. 96- 517 because of a Pre51dentlal
Memorandum, even where the.guidance applied to DOE'S and. NASA's statutory

waiver policies allows for some measure of discretion.-

-
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_.Fof example, the legislative ﬁiétory behindeOE}s nonnuclear patent poliéy
states that‘the.boiicj is based up6n the Atomic Energy and Space.Acts under
which relativeiy“few waivers wefé.grantéd, aﬁd that Congreés expectedfthe
same would Se t;ué.under.DOEfs nﬁndclear statutory patent policy. Accordingly,
T do not believe DOE'é legislation would allﬁw.ué to wéive in_éil-situatioﬁs_
except for those éituétiong pfovided for.in P.L. 96—517 for GOCOs, exceptional
circumstances, and areaé.bf_national security.. To do so would completely
reverse the legislétive inﬁent.of DOE's ﬁohuclear patent pelicy. This does
not mean, however, that DOE'and'NASA will_nét follow the guidance of and -
thelimplementation of:P.L. 96-5;7 Qhere contrary stétutory guidance is not

‘provided, just as we have been.following the 1971 Presidential Memorandum

and its implementation to the extent permitted law.

The White Housé Faﬁt Sheet, as issued by the Press Sécretary along_with the
_Preéidential Memoraﬁdﬁm on éovernment Patent Policy, stateélthat agencies
like DCE aﬁd NASA would have to cﬁntinue té fbllow their own legislation.
but étates thaf these agencies éré_expected to make the maximum use of the
flexibility under fhe legislation to comply with the provisions énd spirit
Qf the Pfesidential Memorandum; lThis_is not a parﬁiéularly difficult'.

problem with patent policies of the type set forth in the DOE and NASA |

legislation because, as stated above, the legislative history and congressionall

oversight of these policieé make it clear that the policies require the

‘agencies to normally take title te inventions made with agency support.

' The White House Fact Sheet also states, after repeating the phrase "To the

extent permitted by law ...", that the Memorandum "... is applicable to all

&4




statutory programs including those that provide for inventions to be made

available to the public." This reference is obviously directed to those
agencies, like the Departments of Interior and Agriculture, or agency
programs, having legislation requiring that inventions be "available to t

public™ (7 U.S.C. 427(i)), "freely available to the general pubiic" (40

U.S.C. 302(e)), or'”freely and fully available to the‘general public" (42,

U.S. 1961 ¢~3). These "available" statutory patent policies have a long

he

history based upon legislative history, congressional oversight, and Exec@tive

Branch interpretation as requiring the Government to take title, with no

. ‘exceptions, to inventions made under support by those agencies.

There appears, therefore, to be direct conflict between the President's

Memorandum, as interpreted by the White House Fact Sheet which suggests
that discretioﬁ exists in these laws and that the Presidential Memorandum

should be made applicable, and the long histoty of interpreting this typef

of "available" legislation as having no discretion. Inasmuch as tHe.agér

_have universally interpreted the legislation as lacking discretion, there

appears to be no discretion or flexibility to which the Presidential Memc
could appiyﬂ' If discretion could be applied, application of the Memorand

would cause a total reversal of the agencies' previous positions, and

would, in effect, change these agencies from "title taking" to acquiring}

‘title in inventions only in those limited situations permitted in P.L. 9¢

It would seem that these agencies are caught in a dilemma between-findingg;

that they had been interpreting their legislation incorrectly for all the
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years, or simply saying that their laws, having no flexibility, are-not
affected by a Presidential Memorandum, notwithstanding the statement. in the

) .

- White Hqﬁse Fact Shéet;

This also raises an'interesping queétiop of What standing, 1egis}ative
ﬁistory, or instructional Qalue is a "fact sheet" issued by a press office
at thé.time an Execuﬁive Braﬁéh memorandum is iésued. Having faised that
issue, I am_goiﬁg to use my disc:etionary authority and flexibility and

_elect not to discuss it further.

B. Agency Policy

n "

The Presidential Memorandum goes on to say that "... agency policy ...
will follow P-L;.96f517- .This phrase is important in vieﬁ of the fact‘thét

n

eérly drafts of the memorandum used the phrase "... agency policies, regulatigns,

_proée&ures, and pateﬁt rights plauses ST %ould follow P;L. 86-517.

During the period of interégéncy commenté, the major R&D ;pénéoring égencies
wefe in total.agreement tﬁat'the ”pbliﬁies" of P.L. 964517, thaﬁ is, the
_poiicy of allowing é contractor.the first optioﬁ tozacquire title to inventior
.'was.appropriatg and should be appliéa to all types of_cbntractors, as |
“ropposed to.only no;profit organiiationé.and small business firms. There

“was substantial objection. by DOE, DOD, and NASA, howevéf, to the implementati

Sf this'législétiﬁe{policy as it is applied to ‘small busingss firms and

nonprofit organizatioms in OMB Circular A-124, and in particular, to the

-specific clause laﬁguage which was particularly developed, under theé objection

. of many, . to address the concerns and limited capabilities of the university

1S,

2} 8]




a few words in regard‘to how OMB Circular A-124 was developed. Although

community. Accordingly, these agencies only agreed to the issuance of the

Memorandum if the reference to regulations, procedures, and contract clauses

was deleted,

"While I am on the subject of the implementation of P.L. 96-517, I might say 

the R&D-sponsoring agencies were heavily involved in the development of the

first draft of the Bulletin that preceeded the Circular and, like evéryone

else, were provided an opportunity to make comments on the Bulletin, the

agencies were not given an opportunity to comment on the fipal language'

that was placed -in the OMB Circular, As a result, there are many areas jof

the Circular that the major R&D-sponsoring agencies -- and in particular

DOE, DOD, and NASA -- find objectionable.

Probably the most impertant objection is the structuring of the clause‘set

forth in the_Circular which allows nonprofits and smzll businesses to

publish subject inventions prior to (1} any attempt being made to elect]
whether the contractor wishes to retain title, or {2} the Government being

given the opportunity te protect those rights that the.contractor does not

.. one year periQd after publication in which to file the patent applicatioen.

want. Additionally, the clause allows the contractor the full U.S. statutory

1f the contractor fails to file, or changes its election to file, there|is-

no fequirement that the sponsoring agency be given sufficient time to even

protect U.S. rights in such inventions. The contractor is thexeby permitted

" to destfoy both domestic and foreign'rights in inventions develgped under
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such funding agrggmépts. In my_opinibngiéhis is in direct violétioﬁ of the
clear statqtory inﬁéﬁt'of.P.L. 96~517 which provideé for residﬁal rights to
go to the sponsoriné agency_ény_£ime the contractor either.fails to report,
'elect, or fiie withiﬁ a,reasonable‘time, or elects.ﬁotwté prot;;t the |

invention.

Evén if.thié and‘other objectionabie features of OMB Circular A-124 wefé'
cérrécted, it was tﬁe‘poéition of at leést DOE,.DOD, and.NASA that the
applicatioh_of the Circular td contractors othér tﬁan nonpr&fit_organizaticné
and sﬁall businesé firms is inappropriate. In v?eﬁ of_the fact that the.
ﬁrimary benéficiary;of P.L, 96—517 wés the university:community in grant
situations, the majér R&D—sﬁonsoring agencies approved a flexible and even
imprecise patent.rights clause which provided inordinately long time peripds
tb make décisi@ns on election.énd filing; For éxample, the clause in
Circular A4124_does not even have a positive reporting ;eqﬁirement in view
of the fact thaﬁ_reéorts are only neéessary whgre a éﬁbject invention is
disclosed in wfiting fo the contractﬁr's "personnel responsible fér patent
matters." Additionélly, récofd_keéping requirements and authority to
 inspect records, as well as.wi;hholding of payﬁént_proﬁisiomg,‘were not
included in thg clquse_when-tﬁe? have beeﬁ boilér plate for many yeéré in
'patenﬁyrighté clausés found in ?he Fedéral Procurement Regqlafioné and the
Defense AcquiéitionfRegulations._ Sﬁch-a "watered-down" cléuse, aitﬁough
perhabs justifiaﬁle'in grant situations with thé univér;itiés, were considerec

as totally inappropriate for patent rights clauses with contractors performing
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the main, directed research efforts 'of the major R&D-sponsoring agencies.

It is for this reason,:therefore, that DOE, DOD,

concurrence from a proposed Presidential memorandum which extended the

application of the implementing regulations of P.L. $6-517 to all Government

contractors.

C.

Dispbsition of Any Invention

The next phrase of the policy statement also raises some interesting iss

LA}
.

The Memorandum states that agency policy . with respect to the dispos

of any invention made in the performance ..." of an R&D contract, grant,

cooperative agreement shall follow P.L, 96-517. Tha phrase
any inventidhfmade" nbrmally refers to the basic allocation of fighta.
_between the Government and its R&D contrachor, gfantae or_aﬁardee, and
primarily.reférs'to-whether'the Government or the cdntractaf ac§uirea
~title.
rights or obllgatlons of the partles under P.L. 96-517 were 1ntended to
included.

In this.regard it is noted that the last paragraph of the Pr351dentlal

Memorandum is as follows

In addition, agencies should protect the confideatiality of inventi
disclosure, patent applications and utilization reports required in
performance or in conseguence of awards to the extent permitted by
U.8.C. 205 or other appllcable laws.' :
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'_ 1f tﬁe wo:d.“disposieicn".of the first patragraph was intende& £6 cover
requlrements of confldentlallty of inveation disclosures and patent appllcathI
“found in 35 U.S.C. 205, or confmdentiality of utilization reports found in
Section 35 U.S. c. 202(c)(5), there would appear to- be no’ necesslty for the

last paragraph of the pollcy

| Addltlonally,.the second paragraph ‘of the Memorandum 1nd1cates that the
rlghts of the Government or obllgatlons of the contractor set forth in 35.
u.s.C. 202-204 may be waived or omitted by the agency. These previsions
include such items-as: the_Government's nonexclusive license; the Goverﬁmenti
march-in riéhts; the contractor‘e obligations to make certain statements in
a patenﬁ applieation; 1imitations on acquiring rights to the contractor's
-background ﬁatenps;.and requiremente that exclesive licenses canﬁot be
granted for the use or sale ef the invention within the U.S. without an
-eéreement to substentially manufacture the %nventiee in the U.S. (hereafter
referred to as the prefefenee for U.s. manufacture).. In view of the second
- and third paragraphseof.the Memorandum, a logicai interpretation of ehe
first paragraph'is ;hat only';he diepoeition of title in inveneions made

under R&D cqﬁt:acts_are to follow the policies of P.L. 96-517.

D: Substantially the Same

‘The last area of interpretation of the Memorandum's first paragraph is that

.. shall be the.same or substantizlly the same ..." as set forth

.polieies'”:
iin P.L. 96~51?._ 1 personally have no idea what.the phraee "suestaetielly
the;same” waseintenéed to meen, of how it will be interpreted. I, alené .
'with_yoe,_ﬁill_watch'tﬁe poesible'use of this.fleeible lahguage_with eubstanti
interest.
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E. Waiver of Rights and Obligations

An additional érea of flexibility that will bear watching is the applicat

of the second paragraph of ;he.memorandum which stafes]as follows:

In awafds:not subject to Chapter 38 of Title 35 of the United State
Code, any of the rights of the Government or cbligaticns of the per

ion

former

described in 35 U.S5.C. 202~204 may be waived or omitted if the agency

determines (1) that the interests of the United States and the gene
public will be better served thereby as, for example, where this is
necessary to obtain a uniquely or highly qualified performer; or
(2) that the award involves co-sponsored, cost sharing, or joint
venture research and develepment, and the performer, co-sponsor or

ral.

joint venturer is making substantial contribution ¢f funds, fac111ties

or equipment - to the work performed under the award.

The "bottom line" of almost any Government patent policy, legislative oT]

administrative, has been the retention by the Government of_a-nonexclusite

license for its own use, and the ability of the Government to require

licensing to others under certain limited cifcumstances -- ‘as where the.

patent owner fails to commercialize or attempt to commercialize the_iﬁvéntion,

i.e., the Government "march-in" rights. The Memorandum, therefore, allows

the agencies to waive these minimum Government Tights as well as the preference

for U.S, ménufactu:ing obligaticn, and the obligation to provide utiliZa

reports to the Government agency.

'The findings that must be made in order to grant any or all of these waivers

is.that the interests of the U.S. will better be served by such a waiver

and the example that is given is where such action is necessary to obtain a

unique or highly.qualified contractor. Also, a finding that the cbntraé

hY
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_inﬁolves éubsfantial co-sponsored, cost shargd; or jeint venture R&D will

also justify & waivgr determination. The reason that I find these particulaf
gﬁidelines of intefest is that these types of éontracting situaﬁions‘are
lndt_particﬁlafly uniﬁue or unusual iﬁ_the Federal Govérnment? and pérticularly
not unique or upusual in the DOE. In DOE, ﬁany of our major_prﬁgram efforts |
involve a sﬁbsﬁantiairamoﬁnt of cost sharing or cooperative R&D agreements,
and an argument could be made that any sole source_jdstification_uould.be
enough to make a findiﬁg that the contractor is "unique." If these guidelines
éré iﬁterbretéd sd_bfoadly; we have indeed eﬁtered a new era of Govefgment
patent policy where substantial cosﬁ shéring ﬁr a sole source justification
-will be enough to give up the Government's licenée rights, the right t§
inquife abéut commercial_uﬁilizatiqn,_and the right to take any action

where a contractor is effectively'suppressing utilization of the R&D results.

Here again, the manner in which these provisions, or areas of‘flekibility,
are implemented will bear watching, and will be of substantial importance
to, for example; DOD's use of its own R&D results, and the general public's .

. use of the results of much of the civilian agencies' R&D efforts.

 III. Public Law 96~517

In addition to the issues'and problems of interpretation caused by application

of the public law to contractors other than small businesses and nonprofits
‘set forth above, P.L. 96-517 itself has some areas that need interpretation

totallf apart from the application of the law under the Presidential ﬁemofandt
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_“ﬂ ._ _ .A. - Funding Agreement

For example, DOE has been struggling with the definition of what is a

"

"funding agreement”_for_some time. The definition in the legislation .

" which in turn is

refers to a "eontract, grant, or cooperative agreement,
language that comes directly from the Federal Grant and Cooperative Agreement.

Act of 1977 (41 U.5.C. 401) which does not,.in'itself;-define these.terms

.Additionally, implementing guidance by OMB and OFPP has not provided precise

definitions-of:these terms.

We at DOE eﬁtg#ed inte a lérge variety of agreements involving R&D ééfivities_
which at least:some'peéple de nétgconsider'as falling into the area of
‘contracts, gragts, or cooperativg agreements, as tbé élauses mandate& bf
(F\\ the acqﬁisition and assiétance regulations are not used -- that is,. clauses
such as equal éﬁpo;tqnity, covenants againét contiﬁgent fées, énd a wholé
raft of social.and economic provisiens. Exaﬁﬁles are where DOE makeé its
nétional labofatories, or particulérly designatéd fesearch faciiitiés, |
available to tﬁe genéral public for ﬁrivately—spbnsored research agfivitleé.

In addition, DOE pérmits.all manner of domestic and fofeign.persons to wark

in its national laboratories, and provides support to educational activities .

through fellowship agreements. Most of the agreements covering this type
. 6f research support are not written in the form of a contract, grant, or
cooperative agreement, and do not follow legislative and regulatory requirements

for”such agreements. They are, therefore, béing interpreted as fallihg

butsidé the classification of a funding agreement.
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Informal discussion with attorneys of other agencies indicate that other
agencies have come to the same conclusion. The problem is,_however; that
when such agreements fall outside of P.L. 96-517, they fall within DOE's

title-taking legislation which includes any "... contract, grant, agreement,3

understanding, or other arrangement which includes research ...."

Therefore,
when NSF concludes that fellowship agreements do not fall undér_P.L. 96—517,

they are free to utilize any patent policy they desife.'_WhEn'DOE makes

such a decision, the result is not as flexible.

B. - Government-Owned Research or Production Facility'

"

P.L. 96~517 need not apply to funding agreements for the ".,. operation of

i

a G0verﬁment-owned reseéarch or pfoﬁuctioﬁ faciiity_... , or what is étherwise
normally referfed to as a "GOCOQ” Here again, DOE m5y be in a unique
position because we seem to be the only agency that admits to ﬁaving contracts
for the opefétion of Governmgnt—bwﬁed reseafch or production facilities.

As a matt§f of fact, Qe haﬁe: cdntréctors which opergte_facilities.on
Government—owﬁed land, in éovefnﬁent—owned buildings, using Government-
owﬁed equiphent; contractors which operaﬁe faciiitigs_in Government-owned
buil&ings, having GoVernmeﬁp—owﬁed equipment, on'contractor-owned land; .
,cénérgégoré which';perate fécilifies”having GﬁvérnmentQDQned eduipment, oﬁ
contractor-owned iaﬁd, and_iﬁ_contractoreowned faéilities wheré.the‘eﬁtire
jpsﬁification qf the fécility.is to:opéiate thelcoverﬁﬁgnt—owned equipment.
'Ihféddifion,_any of?thesg factual_si;u;tiQHS-can'bé further_complicated by:

free use of contractor-owned lands and facilitiee, minimum payments for -
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fTN such leases, and 'full market" payments for such leases. We also have
contracts for the operation of Government-owned equipment. in Government-

owned buildings on Government-owned land where the contractor has been

permitted to mix in its private equipment for its private R&D purposes{
Needless to say, we are having great difficulty in determining exactly how

to define a "GOCO."

C..-.Agency Approval

~

There are several places in P.L. $6-517 where the contractor's actions are

restrained unless approval is obtained from the contracting agency.. Examples

ial

are thé limitations on nonprofit organizations to assign invention right

or to grant exclusive licenses Qithout agenéy.approval, and the requirement
f(—\\' ' for conﬁractors to provide for.preferénce'for U.5, ménufactuying un;ess ;
walver is ob£ainéd from the aéency, The_iésﬁe has been raised to DDE as td.
whether such aﬁprovais can be made on a clas;.basis at the time.of;coﬁt:acting;_
:rathe; than-cﬁ:an inventi&n‘by invention'basié. . The issue is cleaf fo-
those not ﬁnder P.L; 96?517 because of the'second:paragraph of the Presiiential

Memorandum._ The issue is not so clear for those faliing-under P.L. 96-517

in view of the fact that the type of decision to be made would appear to

preclude an advance waiver or approval because of the individual inventibn
nature of tﬁe_determination”to be made, and yet there is no express prohibition
to a class, or advanced type, decision~making process in the legislation;

itself. -
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1v. -Summary _ . _ . P

In summary, there appears to be many areas in the public law itself which

need to be addressed on a Government-wide basis, as well as the issue

‘raised by the application of the public law as'required by the new Presidential

Mem@randum_on Government Patent Poiicy. I pérsonaliy_had been'hdpihg that
the Departmenf of Coﬁmercé;.as'lead agency qnder OMB Circular A-124 and in
response to tﬁeir obiigatipn;to consult withlrepresentétives_éf'the R&D-
sponsoring agendies;'would by'ﬁow have ESpablishéd an infgragency group iﬁ
ofder to help pnifbfmly.interpret_the public law,.develop implementations
under it, and'éddréss the_objectionable areas in the Circular i;éélf.
Hopefﬁlly, the-issueé regarding iﬁterpretation and implementaticn of fhe.
public law unaér the Presidential policy will be guided by such a committee
éstablished undef the Federai Coordinating Cduncil for Sciencé, Engineeriﬁg;

add'Technologylas eﬁvisioned by the White House Fact Shéet._.
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August 24, 1984

Mr. Frederick N Khedouri

Associate Director, Natural Resources,
Energy and Science

U. S. Office of Management and Budget

Room 260 01d Executive. Office Building

Washington, D.C. 20503 -

" Dear Mr. Khedouri = N = C . f B

I write to call your attention to the existence of continuing oppositionfwithin
the Department of Energy to the implementation of the President's new policies
regarding contractor ownership of inventions deve1oped under federal research
~and deve]opment contracts.

The Department of Energy (DOE) has taken no actions to comply with Pres1dent
Reagan's February 18, 1983 Patent Policy Memorandum. To the extent permitted
by law, the Memorandum directed the heads of agencies to give all contractors
the same, or substantially the same, right to own inventions resulting from
Government research and development (R&D) funding that the Dole-Bayh Act (38
U.S.C. 35) gave to sma{] bus1ness and nonprof1t organizations.

The Fact Sheet released with the Memorandum stated that the National
Aeronautics and Space Administration (NASA) and the Department of Energy
operate under statutes that are inconsistent with the President's policy, but
are expected to make maximum use of flexibility available under their statutes
to comply with the provisions and spirit of the policy. The attached background
paper shows that DOE has wide authorities to waive ownership of inventions at
the time of contracting under the Nonnuclear Energy Research and Development

- Act. of 1974, and the Atomic Energy Act, but has made virtually no attempt: to
use them. The agency has even prevented the nonprofit operators of its
Government-owned laboratories from owning their inventions by making blanket
use of an exception provision in the Dole-Bayh Act (which I authored).

The Administration and I have been seeking to establish the concept of
contractor ownership of all Federally funded inventions in law. Legislation
proposing contractor ownership and repealing DOE's authority, which has been

used by the agency to generally retain ownership, has been endorsed in a
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Cabinet Council Resolution, three letters from the President's Science Advisor

- to congressional committee chairmen, and OMB approved test1mony before House -
and Senate committees during the current and prev1ous session. -In spite of this
clear position, DOE staff have recently been trying to influence Congress to
exclude DOE-from operation of H.R. 5003 and S, 2171 (which I introduced), the
current bills providing for changes in the law needed to implement an agency-

wide uniform contractor ownership policy.

Finally, DOE has not implemented the patent part of the Federal Acquisition
Regulation (FAR) and continues to use the same patent clauses in its procurement
contracts that it has used for years, which constitute a substantial burden‘on

‘private sector contractors.

Overall, DOE has consistently resisted making its patent p011c1es conform with

those of the Administration. 1 believe that OMB should use its statutory authority
to require a review of DOE's 48 CFR 927.3--Patent Rights Under Government Contracts,
issued as a final rule in the Federal Register on March 28, 1984--for the purpose of

revising it to be consistent with Administration directives.
I look forward to hearing from you on this matter in the near future.

Sincerely,

BOB DOLE _
United States Senate

Encl: Fact Sheet
Copiés to: - 5

Vice President George Bush : _

Hon. Danny J. Boggs, Deputy Secretary Department of Energy .

Mr. James Tozzi, 1333 New Hampshire Ave., N.W.,:Suite 900,
Washington, D.C. 20036

Mr. Douglas H. Ginsburg, Administrator for Information and Regu1atc
Affairs, OMB Wash1ngton, D.C. 20503 .
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BACKGROUND ON- GOVERNMENT PATENT POLICY AND DOE PATENT STATUTE

‘The operative paragraph of the President's Memo indicates:

The Memorandum was accompanied by a Fact Sheet that indicates

DOE Patent Statutes

"To the extent permitted by law, agency policy with resp
to the disposgition of any invention made in the performa
of a federally-funded research and development contract,
grant or cooperative agreement award shall be the same o
substantially the same as applied to small business firm

and nonprofit organizations under Chapter 38 of Title 35

the United States Code."

"Those agencies, such as National Aeronautics and Space
Administration and the Department of Energy, which conti
to operate under statutes which are inconsistent in resp
with the Memorandum, are expected to make maximium use Q
the flex1b111ty available to them to comply with the
provisions and spirit of the Memorandum."

?aragraph 5980(a) of the Federal Nonnuclear Energy Research a
Develooment Act of 1974 indicates, in-oart that,

In addition, Paragraph 5980(c¢) of the Federal Nonnuclear Ener
R&D Act indicates, in‘part that: '

"Whenever any invention is made or concelved in the cour
or under any contract of the Secretary...title to such
invention shall vest in the United States, and if patent
such inventions are issued they shall be issued to the
United Stateb, unless in particular g;;cgm;tagcgg the

The President's February 18, 1983 Memorandum on Government Patent
Policy -~ _
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gecrgtary walves all or gy part of the rlghts of tge Hnited
States to such invention in conformity with the p£021§1Cﬂ§

of this section.," (Underlining added.)

"Under such regulations in conformity with the provision

gy

s of

this section as the Secretary shall prescribe, the Secretary

may waive all or any part of the rignts of the United St
under this section with respect to any invention or clas
inventions made or which may be made by any person or ¢l

of persons in the course of or under any contract of the

Secretary if he determines that the interests of the Uni
States and the general public will be best served by suc
waiver:...In making such determlnatlons, the Secretary st
the follow1ng objectlves (Underlining added.}
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(1) Making the benefits of the enerqy research,

development,
to- the publlc in the shorteet pracc1cal time., -

(2) Promoting the commer01a1 utilization of such
inventions.

(3)
the Secretary's enerqgy researcn, development,
demonstration program,

(4) Fostering competition and preventlng undue mar
concentration or the creation or maintenance of othé
situations inconsistent with the antltrust 1aws.

Encouraging participation by private persons
and

Further, Sectlon 2182 of the Atomic Energy Act indicates, in
that: : :

"Any invention or discovery, useful in the production or

utilization of special nuclear material or atomic energy

made or conceived in the course of or under any contract
subcontract, or arrangement entered into with or for the
benefit of the Commission, regardless of whether the
contract, subcontract, or arrangement involved the
expenditure of funds by the Commission, shall be vested
in, and be the property of, the Commission, exgept that
the Commission may waive its claim to any such invention
or discovery under such circumgtances as the Commisgion

nay deem gppgoprlgte, consistent with the Dollcy of this
section," (Underllnlng added.)

From these quotes, ‘
under both of its primary statutes to make class wailvers whic
would allow contractors to own their inventions. The rationa
that accompanied the 1983 President's Memorandum is almost
identical with the objectives established by the Nonnuclear
Energy Act for making waivers.

On March 28, 1984, DOE published its 48 CFR Ch 9, Acquisition
Regulations as a Final Rule thata continues its former polici
of Government ownership without change. Subpart 927.3--Paten
Rights_Under Government Contracts -says:

{(a) The provisions of 41 CFR 5-
effect...

1 shall continue in

Nggp;ogl Qont;gctor Operators of ﬁgzeznmeg__@ungﬂ daporatogl

DOE's treatment of the nonprofit organlzatlons that operate i
Government-owned (GOCO)laboratories resolves any doubt about
agency's failure to respond to the President's policy. Secti
202(a) of Public Law 96-517 says: ' '

and demonstration program w'dely availai

it is clear that DOE has broad authorities;
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"Each nonproflt organlzatlon or small business ficm may.!
elect to retain title to any subject invention: Provided
however, that a funding agreement may provide otherwise
when the funding agreement is for the operation of a
Government-owned research or production facility..."

Pt
-
St

e

P,L. 96-517 went on to change DOE's statutes as they relate t
small business and nonprofit organizations. Section 210 (a)

says:s
"This chapter shall take precedence over any other Act which
would reguire disposition of rights in subject inventions of
small business firms or nonprofit organizations contractors

in a manner that is inconsistent with this chapter, _
including but not not necessarily limited to the following:

"e.(B) section 152 of the Atomic Enerny Act of- 1954 (42 ' i
U.s.C. 2182, 68 stat, 943), L A

Teea(12) section 9 of the Federal Nonnuclear Energy _
Research anu Deve;ooment Act of 1974 (42 U.S.C. 5901, 88
Stat. 1878). : - :

- With parts of its basic statutes repealed, the Department can
only insist on taking title to inventions made by the nonprofit
operators of its Government-owned laboratories by using the .
{GOCO) exception in section 202(a)(i). DOE has consistently used
this exception since passage of P,L. 96-517 and insisted on the

"right of Government ownership. This is exactly opposite to the
President's memorandum dlrectlng agencies to allow contractor
ownership wherever oermlttea by law.

Tbe nge;al annlgitiog Begglation {FAR)

DOE is not in compliance with the Federal Acquisition Regulation
which implemented the February 18 President's Memo. The March 28
Final Rule was published just two days before the Patent Part
(Part 27) of the FAR was issued as a final ruie, The FAR
contains a Government ownership patent clause for use in
exceptional situations that is significantly different from the

- clause that DOE continues to use in virtually all its contracts
without any authority other than rellance on tne above quOted
sectionsg of their statutes.

One 51gn1flcant difference is that the FAR clause does not allow
the Government to automatically obtain rights to inventions that
a contractor has made with his own funds prior to the contract.

The DOE clause may. include a provision that allows the agency: to
reguire- the contractor to give the Government rights in its
privately funded inventions, This is in violation of the FAR
clause and in dlrect confllct with the Prealdent s Memorandum.




Conclusion

Althought DOE has wide latitude to make class waivers under t

major statutes, a Presidential statement of policy objectives

that coincide with the objectives for issuing waivers under o
of the statutes, a Government-wide statute that directs nonpr

contractor ownership of inventions unless an exception is made
and internal procedures that indicate flexibility, the agency

continues to support and impose a policy of Government owners
It has even continued the reference to the superseded 1571
President's Memorandum on Patent Policy in its most recent Fi
Rule on patent regulations notwithstanding that is 1nconalste
w1th the February 18 Wemorandum .
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ReDy 10 Ann ot NB

NASNA

Nationa' Aeronautics and
Space Adrministration

Washington. D C.
20546

October 31, 19

TO: A/Administrator
FROM:

SUBJECT: Annual Report of Monetary Awards Program

B84

NB/Chairman, Inventions and Contributions Board

Section 306 of the National Aeronautics and Space Act of

1958 authorizes the Administrator to make a monetary

award

to any person for a scientific or technical contribution

which is determined to have significant value in the
of aeronautical and space activities.

information is a summary of the awards granted during
Also enclosed is a breakdown by NASA

under this authority.

iconduct

Enclosed for your

FY 1984

installation of the number of contributions and dollar amount

of awards granted during the year.

The total amount of awards granted during FY 1984 was

$250,050. During this period 1,560 individual awards
made, 428 to NASA employees and 1,132 to contractor e
The dollar value of the awards ranged from $100 to §]
Each cash award is accompanied by a Certificate of R

Twenty-two awards in the amount of $1,000 or greater
granted as shown. These are highlighted by the $15,
award to Robert E. Fischell and his co-contributors

S were
amployees.
15,000.

rcognition.

were
D00
of the

Applied Physics Laboratory, Johns Bopkins University, for
development of the programmable implantable medication
system; and a second award of $10,000 to Frank H. Nola,

Marshall Space Flight Center, for his development of

the power factor control system for AC induction motors.

Mr. Nola's initial award in this amount was made in

1979.

A
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SPACE NCT AWARDS PROGRAM STATUS
INVENTIONS AND CONTRIBUTIONS BOARD

, ____TOTAL: FY'83 TOTAL: FY'84 _
NASA CQUNTRACIOR COMBINED NASA CQONTRACTOR COMBINED
EMPLOYEES __ EMPLOYEES TOTAL ___BMPLOYEES ___ PMPLOYEES TOTAL
AWARDS FOR SCIENTIFIC AND
| . TECHNICAL CONTRIBUTIONS
‘.""-‘...?'irotal Nurber of Awards 115 104 219 137 93 230
Number of Contributors 165 164 329 267 161 ‘ 428
Number of Awards of $1,000 or More 13 4 17 14 8 22
. Total valve ($) of Awards $68,550 $45,100  $113,650 $86,100 §50,750  $136,850
NARDS FOR TECH BRIEFS
Number of Tech Brief Avards N/A N/A B45S N/A N/A 646
Number of Contributors 250 1181 1431 N VX 805 - 1132
Total Valve ($) of Awards $25,000 $118,100 $143,100 $32,700 $80,500 $113,200
TOTAL
Total Valve ($) of Awards $93,550 $163,200 $256,750 $118,800  $131,250 $250,050

October 26, 1984




Memorandum for Howard Baker

- RE: Department of Energy Delays Implementing the Administration's

Technology Transfer Policy

The Administration from its earliest days has sought to fully
integrate the benefits of the $55 billion of Federally supported
R&D into the economy by allowing for the decentralizZed management
of inventions by universities, contractors, and now Federal
laboratories. This policy accounts for the current U.S. lead in
biotechnology through university- private sector cooperation and
is fundamental to U.S. success in commercializing new discoveries
in superconductors.

In 1980, 1984, and 1986 laws were passed clearing the way for,
this decentralization to take place. State and local governments
have applauded these new policies which are instrumental to local
economic development. States such as Tennessee are relying on
R&D facilities such as Oak Ridge National Laboratory to spin off
new high technology businesses to diversi their economies.

The President issued an Executive Order on April 10, 1987

directing agencies to speedily implement the new law allowing
Federally-owned and operated laboratories to cooperate with the
private sector, and to review agency policies to grant greater
technology management authorities to all contractors.

DOE appears to be actively resisting implementation of the
Administration's technology management policies because they
represent a loss of control for the Washington staff. The
following facts have recently come to light:

—— Oak Ridge Vice President for Technology Applications, William
W. Carpenter testified April 36, 1987 before the House Science
and Technology Committee on problems being encountered in
commercializing Oak Ridge discoveries., Mr Carpenter said that
prompt compliance with the Executive Order by DOE was essential.
- #lrs, f‘tj’

- —-0Oak Ridge recently made important/discoveries in new materials

which get stronger when heated; ti@t\ have great potential in
restorlng U.S. competitlveness in heavy duty enginese aaeé 0ak

idge 18 leader in advanced ceramics. Oak Ridge estimates that
these two discoveries alone represent U,S. industry profits of
hundreds of millions of dollars in fields where we are falllég 4
behind Japan. Nevertheless, current DOE practices makeﬁwﬂLw? o/
contractors like Martin Marietta petition Washlngton ?&%@ﬁt b
patgg EPI the ability to management their own

Zow

——The Department of Energy has opted to continue current
practices for laboratories performing defense-related R&D such as
Oak Ridge, Los Alamos, and Lawrence Livermore. The Unlver51ty

of California which operateq Los Alamos and Lawrence leermor@ is

-
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ha /W““ 7y Leas by

under intense pressure from DOE to bow t continued j ﬁ€4“f'¥Jf

Washington management of its technologies)} It appears that the CJnAk(&t/
University and its Board of Regents will fight the DOE pOllCY
because of the potential waste of valuable discoveries.

—--No other agency, including the Department of Defense, has |
chosen such a path. The Department of Defense allows contractors
to manage all non-classified inventions, This practice has been
in place in DOD for Years without creating any security problems.

it e e oo

--1f left in place the DOE policy will have a chilling effect
U.S. competjitiveness in fields like superconductors where we'f
fierce Japanese competition. DOE currently funds much of the —
U.S. superconductor research. The DOE policy wii%xglso g Eddknl.y aﬁmﬁ{

retard economic development efforts in states like Tennessee, New
Mexico, and California where DOE defense-related laboratoriesg are
potentially rich sources of non-classified inventions which can
¢reate new Jjobs and businesses.

on
race

It would be very helpful if you expressed an interest in the
1mplementat10n of the Administration's technology transfer

A AT R i

ontacts with important DOE laboratories such as Oak Ridge, Los
Alamos, and Lawrence Livermore. There does not appear to be any

justification for DOE to have a ra¥dly more restrictive POllCY :
than the Department of Defense.

Oak Ridge has expressed the belief that if this cannot be
accomplished voluntarily, new legislation will be needed to
remove any discretion on the part of the DOE Washington staff to
interfere in local technology management unless the discovery is
classified, This appeatrs <o be an embarrassing alternative for
the Administration. vV

o C’.-.«._;Za'(/
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DOE PATENT OPTIONS

1. Divide by funding streams, For some streams, DOE class
waiver would allow first option in the Contractor under
standard contract terms. For the other funding streams, DOE
would have the first option,

2. Divide by funding streams. For some streams, DOE class
waiver would allow first option in the Contractor under
standard contract terms. For the other funding streams, the
Contractor would also have the first option, but all patents
would include a provision allowing DOE to direct llcenszng
.in specified fields of use.

3. Treat all inventions the same regardless of funding streams.
Allow first rights in the Contractor, but include a |
prov1510n in all patents allowing DOE to direct llcen51ng
in 5pe01f1ed fields of use.

SRR

4, Divide by fundlng streams, For some streams, DOE class
waiver would allow first option in the Contractor undert
standard terms., For the other funding stream, DOE woul@ own
the invention, but contractor would apply for the patent to
protect its interests and have a paid-up exclusive license
for all uses other than specified uses, which would be %

retained by DOE. This would allow DOE to retain title as

the nominal owner, but allow the contractor to control the

content of the patent and all non-specified uses.

R

5. The same ag option 4, but do not divide by funding streams.
This would conform with existing statutes, not require a
class waiver, and, I think, meet nearly all practical |
objectives of contractor control,

NOTE--I think all of these are a bit stronger for DOE than the
present system, under which I believe all contractors receive a
nonexclu51ve license. The existence of these nonexclusive %
licenses eliminate the ability of DOE to grant exclusive licenses
to packages of technology at some future date without some form
of march-in action.
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TIT.E IV

.——--—--u-—

DUPIES AKD AUTHORITIRG OF THT SLCRETARY OF ENERGY

v——
'“\.4

Sectien A

The Secretary of Enargy shall:

al)

- administrative processes agSocieted with the DOE's

and 3) operate uger facllities.

b}

e}

d)

- .)

~ of procedurss within 180 days of enactmwnt of this bill,

Section B

~The Congress authorizes and directs that the conprehensive sst of
regulations and procedures authorizing the DOE National
Laboratory Diregtors to enter into ¢ollaborative R & D agreements |
and managing intellaectual proparty associated with the National
Laporatory inventions, and technical data -~ ba designed and

executed
1)

2)

3)

- 4)

Propoand to b included au the bevinning of tijin titlg:

review all regulation., policies, procedureu. and

National Laboratories Directors' ability eo:
1) form collaborative relationships/agreemancs with
privats industry or universities: .
2) effect "work-fox-others™;

raview procedures and raegulaticns involving the
management of intallectval property rights for inventions
technical data, and software developed at the National
Laboratories or as a rasult of collsborativg R&D
agrasmente,

review FOIA policias and procedures to ensure that they
aAYe not inconsistent with the purposes of this act,

formulats and carry out a comprehensive pat of
reagulations/guidelines/procedures to advance the policies .

of this agt, based on the aforementioned reviews.

report to Congress and the President within 90 days the
status of this reviaw and implemant the comprehsnsive sab |

-

according to the following principles:

that the regulations and proceduref ba uniform and

‘standardized, to the greatest extent possible, for all
DOE National Laboratorigs, aaorqy-bauad and defensa
program laboratories; .

that the review process by which the Lab Directors eatar
into collaborative agreements or po:form work for athou
be streamlined and expedited,

that thc paperwork and levels of review roquirad for DOR
- approval of such agreements be minimizeds _

‘that the DOE approval process be decentralized to the
extent possible, by granting final spproval authority to

the POR regional f£ield operations offices for the
majority of such collaborative agreeménts and other




5}

8)

7)

9)

| energy, nuclear, ordofansa-realated missionm,

- the othar misgions with which the national laboratorie

disseminated to all relevant organizations,

"R&D Igrelunntl:

and technical data, and Lhat final approvol surhorivy

applicable to criteria for iscuing guidalitcs rogarding

clasges of agreaments to be enterad into oy the
laboratories, The laboratories may then enter into su

‘activities necessary to manage the intullucttual miuptrty

agresments without case-by-case a0proval, Aftar
issvance o0f sueh guidelines, the role ¢f tho DOR
regiona)l field offices shall be to periodically raview
the made by the 1a ries and, as

apgggggig&gi_}nsua further guidance for !uture
4greemANEET

that the National Laborateries’ optrapreneurial
activities be enhancaed 80 as to increase the
Laboratories' contribution to the U,S8,.'s ability reo
compete internationally by apaeding up the transition

from R & D to product davelopment, to the maximun extent

o ap not to detract from the laboratories primiry

that thess sntrepreneural activitiag are coequal with
have hoan charged.

that exiteris established to implemant the objectives
this act be published in the Padoral Register and

that industry provide aont-nh&rinq for collaborative

that intellectual property be adaquatuly procecnnd and
managed 30 &8s to maximiza its cqmmuzcialization

petnnstal.

of
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boof e Nariond Conpanctur Resasiie At 196415

1 US.C. 4301 eseq. ). for purpases of such Act,

3 TITLE IV—TECHNOLOGY MANAGE-

MENT AT THLE DEPARTMENT!

ENERGY NATIONAL LABORATO-

4

5 .
6  RIES | |
7 SEC. 4l ﬂun;ﬂcs-

8  The Congress finds that— - |
9

(1) private industry has great interest in scientif-

10 ic collaboration with the Department of Energy Na- |

11 tional Laboratorles but only if the presems Dapart
12 ment of Energy laboratory contracting process can
13°  be sweamlined and intellectual propenty associated

14  with joint ventures, adequately protected;

- ment of Energs"National Laboratories to cnsure

‘____:ivc research and develdpment agreements;

K TR

DOE Conmentsg

. Bec. 401. OBIRETIONASLE - Pinding (2) should be
deletad, It states Eﬁ!ﬁ mansgenent authority must be
grantaed to Lab Directoxs so they can nagotiate cooperative

R&D agreemeants. We object to giving all authority to the
Lab Directors. i )

o

e

Bec. 401. =I'rt.'lp:".uml _uwhiom L
Replace Finding (4) with the following Statementt

4 all
" adited process is needed for managing any an
| u&:iﬁi::& ;rnptguy that is n;gpi_ﬂigant; to a ca]_.t{.g};ogative .

| iza man'agement;" suthority for intellectusl prop-
erty’ ,must be granted _tb the Directors of me'De%m-

they ¢an negotiate with industry to set up coopera-

e




o ¥

- -

0
2

22

“—_‘/ (3} the presear Depanmen of Engrgy poiicytpf/
disseminating compuier sofiware publically, via the

National Energy Software Center, despite itg com-
mercialization potential, has at times,' benefited for.
¢ign companies and there should be a timely, con-

. itient review procedure (o ensure that commerciils
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)

Cmay ave involved . some  Departmemt of Energy

- parmers for collaborative research and development

~ ventures:

N L
R

izamod 'fii:;u“::izm; e conSidemned whoen software is ded

veloped nfier-@ Depunment of Energy contract of

funding. |
(4} the Department of Energy National Labora-
tories must be perceived ax *‘user-friendly’” in order

for indusu'_v-“zo seriously consider the laboratories

(S} the Nat:onal Laboratories must agg:mwely

~seek contact with pnvm industries to ensure thlt

they recogmze the ‘technical and scientific expcmsé
resident in these laboratories, in addition to publiclz-

~ ing the uvailability of user facilities and technologi-
~ cal projects in process; and o

3
3

(6) the National Laboratories have demomumd

: successcs in technology transfer into the pnvate

sector but ihe effort can be significantly enhanced

ifoue
(A) industry becomes more aware of the

luboratories research and development ‘projects |

and c.spabnlmes. |
\B) technology tansfer is considered a sig-

nificant part of the laboratory's mission;
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36
(C) the Juboratories become betwr ¢ducited
in industry marke: requirements: and
(DY industry gets involved w_ith. the labora-
tories early enough in the research and develop-
ment process 1o direct development of commer-
cially viable products.
SEC. 401 PURPOSE. |
The purpo;e of this dtle is td bener meet the continu-
ing responsibility of the Federal Government to ensuse the
full use of the results of the Nation's Federal investment in
research and development in meeting international compe-
ston | .
SEC. 463, POLICY. | |
It is the policy of Congress that intellectual property
rights in technology or devices déveloped at the National
Laboratories should be conmolled in & manner that pro-
motes the use c'af‘ such technology and devices to improve
the competitive advantage of the United States industries.
SEC. 404, DEFINITIONS. |
For purposes of this titlew— |
(1) The term “lnventian"' means any invention
which is or may be patentable or otherwise protected
under title 35, United Suws;Code-. or ut;y novel vari-
ety of plant which is or may be protectable under the

Plant Variety Protection Act (7 US.C. 2321 et seq.).
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{2} 'i'hv'TmM"sub)w&—uﬂué_nﬁmf‘ My 3y I

Cvention oF-» Nanonud Laborson st Ghoeved o

educed 40 prachce- e e perdommansy pf waork

- under a conwuct or Eunding agreement for the oper-

ation of a Nauonal Laboraiory.
(3) The term *'made’’ when used in conjunction
with any invention means the conception or first

actual reduction to practice of such invention, -

(4) The term ‘‘technical daia'’ means recorded .

information of a scientific or 't;clﬁ\ica! nawure regard.
less of form or the mediz on which it may be re-
carded. |

(5) The tem "compfutgt sofiware"". means re-

corded information regardiess of form or the media

on which it may be recorded cbmprisi}xg compuer

programs or documentation thercof.

{6) The term “‘inteliectunl praperty’’ means pat-
-ents, trademarks, copynghts, trade sccm#. mask
- warks, and other forms of intetiectual pmpény en-

acted by Congress or the States.

(7) The term ‘‘collaborative party’’ i o

party 1o a cooperative rescarch and development |

agreement as defined in poragraph (S).

(8) The term "*laboratary owned™ means any

rights in intellectual propeny conveyed uiber this




' DOB Comments:
Sec, 404. Definitions. Proposed Rewisions

DOE Compants:

-raquirement that such data be exchanged only with

-mothc: lab,

. whot
AN

SR HH NN I npcr.ﬁmg i Nanonal I-:sho‘;aglm'y
or sy rights in intellecwual properry ;an'sing under
e operating contract for o Nationul Laboratory
where rights are not expressly taken by the United

S1ates Government or by a subcontractor.

sggﬁ_igiz Regquires Clarificat ~ The definition of
"intellectual property” ilmproperly eguates all forms of
intellectual property. The inclusion of "trade secarets® and
“"intallactual property enactaed hx...thootttcl", in
eonjunction with seca, 401 and 40B creates (1) potantial naw
and gubstantial liabilities for the Government &nd/or its
contractors; (2} a new “clbaed"-apﬁroaeh to operation of the
Labs and handling Labeproducad technical data; (3) a naw

nondisclosure agreements; and (4} limits the ability of
contractors to build on rassarch and data produced by

The definition of "labordtory owned" should ba modified
by inserting “expressly” before "cenveyed" and striking
everything after “"National Laboratory” bacause the Lab can
only own rights they expressly are given by the Goverument.

tssues raised here nead further discussica/clarification with

. poB. with respect to the definition of intellectual
proparty, current language doea not equate all forms of

intellectual property, but merely list types that are covered

‘wy the dafinition. This does not require that all types of
?gtel?.ac:u'al propetry need to be h_andud_ in the sade way. |
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(O SLC 48 COOPERATIVE RESEARCH AND DFVELOPMULNI' AGREE:

7 ~ MENTS,

8 (a) Guntia. AUTHONTY.—The Secretury of Energy

9 shall .pcrmit the dircetor of any of its Na;_ional.l-hbotaw-

10 ﬁes-é |

i (1) to enter into cooperative research and devel-
_ 1 2 opment agreements on behalf of the Department of

13 Energy wiihe .

14 | (A) ather Federa! a;géh::ies; |

15 (B) units of State or local ém'remmcmz

16 (C) indusuial organizations including cor-
17 noralions, parmershipe, and limited parmerships,

18 consortia, and industrial development organiza-

19 tions,

U (D) public and private founda':iﬁns:" .

iy (E) nonproﬁl‘ orgnniz.atiaﬁs- ;ﬁéluding" uni»
i versities: or . ”

23 (F) cther persons lnc!x‘:diﬁg licensees of in-

24 . ventions, 'echnical data o computer software

4

rvned by the National Laborony: and




T
C | . |0
RODNETS R
! ' AT negolate e e ;'P.l-!{::‘.’i‘. E_i..'cu.\.;'n;: I_
3 agreements for Nanonal Laboiiory owned lm‘;.n-
LI tions. echnical daw or uﬁmpuh.r software, d%\tt.lécd-
4 or licensed 10 the National Laboraory by third p;ar-__
5 ties including voluntary assignment by employees z
8 (b} SPECTIC AUTHORITY.~—Under cooperative rem:%ch' |
| 7 and de\elopmem agreements entered ifito pursuant to snfb-
-8 secton (a)(1), the Dtrcctor of a Natonal Labomory ._
9 may- % |
10 (1) accept, retain, and use funds, pe:smmgl.

11 services, and property. fmm coliaborating parties uid
12 provide pemanel services, and propexty © collabo-
13 rating pames.

ezt

14 (2) grant or agree to grant in advaneewlcoi- |
T laborating party,. mtellecmal property l:een_au or u— '
16 ‘ssgnmems. or options thereto, in any invention, i |
17 ~ nical data or computer _softwam, made in whole or i él
18 part by & Natibnal Laboratory em;:loyeé under m% '
!9 cooperative research and development agvererwmi
20 and
kH . (3) to the extent consistent with Department 01‘5

- 22-_. Energy requirements - and standards of conduet,
23 perrhit employees or forfner' employeess .of' the Na-
24 _tibnnl Lubdratofy 10 participate in efforts to comuner-
25_'__ cislize inventions, ‘tCCh.nica! data or computer .sofz-’.'- ‘
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‘modification to the head of the National Laboratory con-

- ment shall be deemed approved.

R1g
ware  such emplovess or former cmpiotee.

while in the service of the Nationa! Laboraom

(C) APPROVAL OF AGREEMENTS BY SECRETARY.—( 1

the value of an agreement entered into under this section
does not exceed 51.000,00.0. the agreement shall not be
subject to the approval of the Secretary of Energy.

(2) If the .val.ue of an agreement enterad into under
this section exceeds $1,000,000, but does not exceed

310000 000 (the maximum amount for a cooperatwe re-
search and development agresment), the Secretary of
Energy or his designes may disapprove or require the
modification of the agrocment. The agreement shall pro-

vide a2 30-day penod begmnlng on the date the urccmem
is presented to the Secretary. of' Ene.rgy or his designee by |
the head of the Nationsl Labor;mry concermed, within

which such action shall be taken. In any case in which the
Secretary of Energy or his designee -disapproves or fe- |
quires the modification of any cooperative agreement pre-
sented under this section, the Sacre'ury or his designee

shall transmit a written explanation of such disapproval or

cerned. If such acton is not tak.en within this '%O-dav .

period. the cooperauvc mmrch and devclopment agme-

i




gt
! G LI TE b N kbR OF AGRELMEN D Pl cumulda- -

ave tatal of ail adrecmenis entered Loy Dy oeach Natiopal

Lz

Laboraony Direetar under this section shall not exceed IQ

4 percent of that Juboratory’s anaual budget. |
5 (¢ RECOKDS OF AGREEMENTS.—-Each National Labo-
6 ratory shall maintain 4 record of all agreements entered

7 into under this section.

DOE Commenta!

~ Sec. 405.(r), (¢}, and (4} - oaatc'r:ogeg:.n - Allows Lab
Diractors to enter cooperative RéD Agreements and o waive
DOE intellactual property rights. 7This provisioen, |
applicable to all areas of rsaearch, is objectionable for
the same reagons as sections 105 and 110 and also becauge it

pu:gorts to allow one private party to convey ownership
rights of tha Government to another private party. It is

unclear whathar the limitation in sec. 405(d) vefers to .
nonappropriated or DOE funds. :

Sac. 405(b) and (e). OBJECTIONABLE -~ Allows Lab
Director to neagotiste intalIlcEHQI.yrogirty licenaing
agreemanta, exchange personnel and services, license or
assign the rights to lab davelopmants, and permit Lab
amployees to participate in commarcialization efforts for
lab developments, These activities alre2dy are taking place
at some DOE Labs, but they require aome degree of DOE

overaight, As written, the lagislation does not even asgure
DOE will de notified of the agreemants.

gec. 405. Proposed Reviaicar

' ing1
| section 40%(a) with the follow
§°p%‘g;N%;;§‘£%§HO§§T¥.--Thc gecratary cof En‘§qyt;2‘§irtutcr
(:nblilh guidelines and proc.dures_tgan pexmit
:; any of its national jaboratories -

(2) to control, protect, and manage tn:-:alcigg;:dnﬁﬂif“}"

fl::relcped at DOE national Mbo:u::i.:;» d:f}ol:vwnt 2 “‘m&t

ative resesrc e

Fasule Oi a,i?;t;?ggmmurcialixntlon potontial..;:gt:°a:2"“€-
o °“'§r :ivat. parties to collaporative Gﬁfgi‘ ¢ sueh
;t:":gazd‘sﬂtficient rights to exclusive ownership ©OF TEE

. - Lo 4 &= e B
S aem _mbaim-. -



3

ta) (3) vo provide national laboratiory directors the
authority to nagotiate collaporative I & D agrsements in an
expeditious mannar (includinf final approval by DOE)} and te
ensure that they have the abllity to eontrol, protect, and
manage all intellectual property rights as part of these R&D
agreemants, ‘ : o S

"(b) SPECIFIC AUTHORITY.-~Under collaborative RAD agreéements
antered into pursuant to subsaction {(a}{1l), the DOE
guidel ines/procadures ghall address at a minimum the
following authorities for the Director of a naticnal
laboratory~* '

*(e} COLLABORATIVE RESEARCH AND DEVELOPMENT AGREEMENTS,»~ |
- {1) The value of a2 collaborativa ggreemant shall not excesd
$10,000,000, and the total aggregate of such agreements shall
not exceed 10% 0f a labogatory's aanual budget. ,

{2) The approval process for DOE ovarsight of such research
and developmant agreements shall not exceed 90 days and shall
be decentraliszed and thereby delagated to DOE regional fiaeld
operations offices, to the greatast extent possibla,

"{3) Regulations setting forth the procedures and criteria
- for ¢ollaborativa R&D agreaements shzll be promajgated h¥ the
DOE, 6aid regulations shall be as uniform ae possiblae for
all national laboratories, enargy and defanse programs |
laboratoxies.” | | .

. o]

R

Dalete section 405(d). Replace section 40S(e} with: N
"{d) RECORD OF AGREEMENTS,.-~Each national laboratory shall

maintain a record of all agresments entered into under this
section, The DOE shall maintain a conprehensive recoxds of
- all agresments sntersd into undsx this section for all the

" national laboratories.
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waic, ande gnder the cooperative reseurch and dc-
velupiment agreement or produced through the use of
such inventions. technical data or computer software,

will be developed and manufactured subsmntially in
the Uinited Siates:

MR .wé.‘u TR T CONY mruunuus

woe? ! ) S \‘-’P

(8) REGULATIONS AND PROCEDURES -{1) The Ol‘ﬁcc
of Federal Procurememt Policy may issue regulations er set
forth suitable procedures for implementing the provisions

~of section 405(a)(!) after public comment. Implementation
of section 405¢(a)(1) shall not be del‘aye&' until mumu of
such regulations. |

(2) Any regulations covering National Laboretory co-
operative research and development Wmenw imd& Bece
tion 405(a) 1) shall be guided by the purpose of thig tide.

ket

(b} AGREEMENT CONSIERATIONS. -'-The Director of -

the National Laboratory in deciding what coopmuve e

search and development sgreements to enter into shall—- J
(1) give special conﬁdeudon to small bminm
firms and consortia mvolvmg small business ﬁmu
(2) give prefere_ﬂqe_to business units lmwd in
the United States. which apec that products; em-

¥

bodying inventions. technical data or computer softe
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e PrerzevioN oF TocuNical Data anp COMPUTER

4 SOFTWARE.~(1) Technical dam or computer software ob- |
tained or generated by National Laboratory shall not be

disclosed to the public if the Director of the National Labe |

3

5

6

7 oratory or his designee determines Lhai-—.

8 (A) the technical datn or computer software is
9

commercially \aluable. and

10 - (B) there is & reasonable expectation that diselio-
11 - sure of the technical data or computer software could |
127 cauge substautial harm o0 thc comercxal applmnan |

13 of such mfomt!on.

14 ) A cooperative research and d_eveldpment agree-
11§ ‘ment which provides that technical data or computer soft- |

16 ware which migets the conditions of paragraph (1) obtained
17 or generatcd— ‘ |

18 (A) by the Depurtrnent of Energy or the Naaon- |
19 . ol Laboratory pursuant to such cooperative research |
20.  and developimment agreemcnz; or _ |
21 (B) under a National u&nmry' cooperative re.
22 ~ search and deve!opmcm.

23 sha!t not be disclosed 10 the public,

24 {3} Docamcmauon d:sclosmg technical data or com-

25 puter software subject to nondisclosure under paragraphs

4
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Sy

- Eoobraki skl not be conmidered s sipeney jevonds piider
e Fresdon of Information Act duning the 1wy of nondis.

osure i the public,

Ju

{c} REGULATIONS. --Thc Office of Federal Pr'ocure-'

L]

ment Pohc\ in cooperation with other mtcrestcd Fedcral
agencies. shall issue within 180 days after the date of ¢ 5:1-
actment of this uﬂe mcludmg 30 days for public mm{nn
regulations csmbl:s!nng 3 standard contract clause to ﬁn—

p}emem this section in the Depumem of Energy mm
10 for lhe operation of any National Labaratory.

W 0o -2 O

DOE Comsents:

Bec. 4Usia) and (b). m% - Allows lLabs
elect ownership to intellegttial pr y rights &:“ wiNg
technical data (including software] gsheratad POR
) operating contract. The data also would ba exsmpt from POIA
discloaure if the Lab Director determines it has ec-urcinl
. value and that disciosure could cause harm, This section
also would allow data developed under a gooperative
agraemant to be axempt from FOIA if the agreament eo
provides. Any FOIA exemption should a ly on:.g for 4
limited tima pariod. Veating labs wi ownarshi
intellectual propexty rights mld not necessaxd npc

flow of underlying data to the private asotor for ;
commercialization and thus, would herm aanpctittvonaon.
Algo, the needs of other resoarchers €0 share in data should
be protected. The License right retainsd hy the Governpent
may not be adequate in some instances, such as trads |
gecrets, to ensure that the Gavernment or oux contractors
legally could enhance prior develcped technology or areats
derivative worka. A conflict=of-interest could arise in
‘allowing the labas to decide whather FOIA disolesures should
- be made. Labs would have ne roa-on to disclose information
they could otherwise sell ox use nciotiatinq coaperative
agreements. The provision in sec. 408(b) (2) is uncleax,

e

the

' ' iesuing
408 (c) ., 2%%59259!3355 - chnrgoa orrr uith
imple::gting :sgula ons. hould 1nauo any nocdod.
raqulltions. : _ ‘ _




- Sec, 408, Proposed Ravisions

.collaborativn rassacsch and. development agreement.

Provisions related to FOIA need to ba discusssed with DOE,
with regard to comments about section 408(b) (2}, wording has
been changad so that purpose should be clear. Information
that can be withheld is that whichs (1) {8 cormercially |
valuable or when disclosure could harm commercial application
and (2) it has been gensrated as a result or under a ;

Delete in (b)(2) phrase "A cooperative rese&rch agreemon:l
which provides that,” and réplace in (b) (2) (A) "pursuant to
such cooparative® with "az & regult of a collaborative,” cnd
in (b) (2) (B} replace “cooperative raessarch and development,”
with "collaborsative research and development agreement” |
Rﬁpluco in 408{c) "Offica of Fadaril Procursment Policy" with
"Departiant of Energy." ;
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":!‘C 1 SPECIAL RULE POR WM’\'ILI{ OF COVERNMENT LICHENSE

RIGHTS.

Any of the rights of the Government or 'obliga'tions of

a National Labora,to:y.-_‘,desc_ribed in chapter 18 of tide 33,
United States Code, iﬁcluding"the license reserved in sece

tion 202(ci4) of titie 35, Un.itcd States Code, may be

§

waived or omitied if the Secretary of Energy .dete.mu'nes-
thut the interests of the United States and the 3enml
publi¢ will be better served or the objectives and poligies
of (his title will e -better promowd by such waiver or
omission. A waiver or omission ﬂull be congidered—

M if i is necessary to obtain a uniquely or

highly qualified contractor; |

(2) if the invention mvolm cogpongored, coste

shanng or pmt venture memh and deve.lopmcm.
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1 and the Contracior. cosponsor or joml venturer

o)

ML

I8

muking substantial contribution of funds, fucilities or

3 equipment to the work performed on the invention:
4 or '
5 (3)if the invention will require subseantial addi-
é tional investment in development before & product is
-7 creaed and it is expected that the primary markes ffor
| 8§  such product is the United States Government,
DOR Commentss | | T

_ pat ¢ 3 og - Allovws the Secretary

. I.gnt.tuns where in the
beaat interest of the United ﬂutn. DOE does not knew of
any situvations where auch & wailver would he in the best
interests of the United #tates or where DOE programs have
suffered because of Governmant lisensing rig ts,

sac. 408, um:

Similar provision {p found in the Pedezel an—nuclttr Energy
Act of 1974, Bection 9(h) (2). This section would only ba
used {n rare cases, Purpose is to allow the govermnment
maximum flexibility in cases where the government was the
only logical or probable customer for a product that would
reaquire considerable additional developmant costs, Thare
would be little or no incentive for industry to further
develop thase products, 1f the government already had a
pald-up license. This was dasignad to give extra discretion
to the gowrmment, r:ncludo oxanplci.
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§ SEC.410. INTELLECTUAL gaomiw CONTRACT PROVISIONS,

fo
]

12

o

13
{4
13

16

vide-—

tion 202(c)X7)(E) of tide 33, United States. Coag“

- 3T10e2)4)):

(a3 ConTRACT PROVISIONS —Any Depa'remeiu of

Energy contract t.o.o;)crate & National Laboratol'y shall pf& W

“a
Ve 2
Moy

(I} that any. roydﬁ“ or income that is g | NHI’,. §

g ,s

by the National Labomo:y from the llcmng of hh-
oratory-owned ,intellecmll property rights in

l}‘“
fl"hn'v

, Ufi}‘ e
AN R ETI

fiscal year shall be uad‘" authorized unde “w’ R
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