" DEPARTMENT OF HEALTH & HUMAN SERVICES Public Health Setvice

Office of the Assfi__stam_ Secretary’
for Health’ :

NV 24 1987 Washington DC 20201

- TO: Heads of PHS Agencies, Centers_and Institufes
(Delegatees of October 14 Memorandum)

- From: Assistant Secretary for Health

Under my authorities under Chapter 1-901-10 of the department
Organization Manual, I am delegating to the delegatees
indicated in my October 14, 1987 memorandum implementing the
Federal Technology Transfer Act of 1986, the following agency
responsibilities under P. L. 96-517 as amended and as
implemented under the Department of Commerce regulations
found at 37 CFR, Part 40! (Attached): :

aj The authority as provided to the agency under 35
UsC 202(c){7), to grant approval of the
assignment of a subject invention to
organizations who 4o not have as one of its
primary junctions the management of inventions.

b) The authority, as provided to the agency under 35
UsC 202(c) (7) (B) prior to its amendment by P.L.
98-620, to on a case-by-case basis approve longer
exclusive licenses than specified by 202(c) (7)
{(B) to organizations other than small business
firms.

c) The authority as provided to the agency under 35
USC 204, to waive the regquirement that when a
small business firm or nonprofit organization
grants an exclusive license the licensee must
agree that any products embodying the subject
invention or produced through the use of the
subject invention will be manufacturedqd '
substantially in the United States.

d) The authority, as provided to the agency by 35
USC- 205, to withhold from disclosure to the
public information , 1) disclosing any invention
in which the government may own an interest for a
reasonable time in order for a patent application
to be filed, and 2) copies of documents which are
part of foreign or domestic patentiapplications.
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Delegatees of October 14 Memorandum

e) The authorities provided to the agency under 35 USC {207
and 209 where delegated to you by my October 14, 1987
memorandum. (35 US 209 sets out the procedures and
conditions that must be undertaken when exercising the
licensing authority of 35 US 207).

All other agency responsibilities specified by P.L. 96-517
as amended, will be retained by ASH. As necessary, the
delegatee shall discuss the exercise of these authorities
with the Department of Commerce, who is responsible for
implementation of P.L. 96-517, as amended, through their
regulation as 37 CFR, Part 401, copies attached herewith.

obert E. Windom, M.D.
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DEPARTMENT OF COMMERCE

Office of the Assistant Secretary for
Productivity, Technoiogy and
Innovation

37 CFR Part 401 -
[Docket No. 41278-7005])

. Rights to Inventions Made by
Nonprofit Organizations and Small
Business Firms :

AQENCY: Assistant Secretary for
Productivity, Technology and
Innovation,

AcTion: Final rule,

SUMMARY: Public Law 98-820 amended
Chapter 18 of Title 35, United States
Code, dealing with patent rights in
inventions made with Federal funding
by nonprofit organizations end small
business firma, It also reassigned
responsibility for the promulgation of
regulations implementing 35 U.S.C. 202
through 204 and the establishment of
standard funding agreement provisions
from the Office of Mangement and
Budget (OMB] to the Secretary of
Commerce. This rule makes final the
interim final rule published in the
Federal Register on July 14, 1988, and
incorporates minor changes as a result
of comments received on the interim
final rule.

EFFECTIVE DATE: April 17, 1987.

FOR FURTHER INFORMATION CONTACT:
Mr. Norman Latker, Director, Federal
Technology Management Policy
Division, Office of Productivity,

. Technology and Innovation, U.S.
Department of Commerce, Room 4837,
Washingion, DC 20230. Phone: 202-377-~
0650,

SUPPLEMENTARY INFORMATION:

Background

Public Law 98-820 amended Chapter
18 of Title 35, United States Code, and
asaigned regulatory authority to the
Secretary of Commerce. The Secretary
has delegated his authority under 35
U.S.C. 206 to the Assistant Secretary for
Productivity, Technology and
Innovation. Section 206 of Title 35 1. S C.
requires that the regulations and the
standard funding agreement be subjecl
to public comment before their issuance.
Accordingly, on April 4, 1985, the
Assistant Secretary published a notice
of proposed rulemaking in the Faderal
Register {50 FR 13524) for public
comment. As noted at that time, the
regulation closely follows OMB Circular
A~124 which the regulation replaced.
Differences between the proposed rule
and the Circular were highlighted in
Supplementary Information

accompanying the notice of proposed .

rulemaking. .

Additionally. to comply fully with
section 208 of Title 35 U.S.C., the
Department published in the Federal
Register (51 FR 25508} on July 14, 1988, a
final interim rule and requested
comments by September 12, 1988

Copies of ell comments received ware
made available for public inspection in
the Department's Central Reference
Records Inspection Facility (CRRIF}
Room 8628 in the Hoovér Buildi

Information about the availahility of
these records for inspection may be
obtained from Mrs, Hedy Walimes at
(202) 377~3271.

Treatment of Substontative Commenty
on Interim Final Rule.

A number of commenta from eight {8)
different sources were received on the

14, 1988 notice.

The Department of Energy (DOE)
submitied five comments on the intetim
final rule. All of the comments were
found to have merit and have been

interim final rule in respanse to tha July

‘incorporated in the final rule as follows

DOE's first comment relates to-a
suggested clarification in the discussion
portion of the interim final rule rejating
to § 401.3{a) (2}. DOE's concem is that
the discussion suggests that the right of
the government to declare exceptional
circumstance for national security
reasons ia limited to “some limjted
situations™ and that application of thia
section is therefore limited to situations
where the invention report is clasaified.
DOE correctly points out that this is not
consistent with the actual lenguage of
the regulation. We agree that the words
“some limited situations” should not

. have been included in the discussion
_ portion of the July 14, 1086 notice.

DOE's second comment states that the
reference in the discussion portion of the
interim final rule, in § 401.14(b} to
nuclear weapons programs is
inaccurate. We agree that the word
nuclear ahould not have been ineluded
in the discussion of § 401.14{b).

DOE's third comment suggests that
§ 401.3(c) be revised to be consistent
with § 401.14(b), which permits DOE to
draft a substitute clause. We agree and
have included the words, “or substitute
thereto” after the reference to
§ 401.14(b) in § 401.3(c).

Another DOE comment suggests that
§ 401.13(c} (2) goes beyond the similar
provision of OMB Circular A-124 by
appearing to preclude confidential
disclosure of patent applications or
information which is part of a patent
application obtained under the clause to
other agencies or contractors of
government agencies. We have clarified

1
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thia by adding the following additional
lenguage to the end of § 401. 13(::} {2):

This prohibition does not e:nctemi3 to
disclosure to other government agencies or -
cantrectors of government agencies under an
ebligation to maintain such information in
eanfidence. rn'}

DOE also mssem that § 401 13(c)(3)
{s unnqcessary in view of § 401 13(c)(1}.
However, DOE suggests that iflit is
retained. § 401.13(c)(3} should be limited
to the same time period as § 40‘: 13{c)(1).
We agree but have made no chenge
because the language of § 401.13 (c) (3)
already refers back to and lnccirporateu
the § 401.13(c)(3) already refers back to
and incorporates the § 401, 13[b][1]
limitation. }

DOE slso states that in § 401 115, first
santence, third word from the lgst word,

“of* should be “or". We agree and have

made this change, ;

Finally, DOE suggests that § 401.15(b)
should have the following five {nords
added at the end: "Unless it has been
Ecensed.” We agree and have included
these five words at the end of !

§ 401.15(b).

Anaother person submitted six
comments which have been treated as
follows:

The first comment suggests that a
statement be added to § 401.3(c} as
follows: “the Department of Enérgy may
only exercise the exception at g 401.3(a}
{4} with regard to inventions atithe
facility that are made directly and
primarily with funds provided by either
the Department’s navel nuclear
propulumn or nuclear weapons related
programs.” This comment was not
sccepted since the statute doesinot use
these terms, Further, all determinations
made under section 401(){4} by DOE
are subject to review by the Department
of Commerce under § 401,14(f) and each
determination will be exammeci to
ensure compliance with the law,i.

The second comment points out that
in order to make & determination under
§ 401.3(a) (4), an agency must find one of
the conditions set out in § 401.3(a) (1},
(2} or (3} We disagree with this,
interpretation as § 401.3(a} (4}
independent of § 401.3(a) (1), (21 and (3).

A third comment suggests that
considerstion should be given to adding
language to § 401.5(g) requiring the
contractor t¢ refurn a s13mﬁcant ore
major portion of income to the facility at
which the invention was made. This
issue was disposed of in the earlier
intertm fina! rule notice of july 14, 1986,
on page 25505 under the discussion of
§ 401.5{f). The matter of royalty disposal
Is one thal is best left to negotiations
between the interested parties.

" e g
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The fourth comment relates to the
language in § 401.5(g) regarding the
physical location of contractor
empioyeens responsible for licensing of
facility inventions. The comment
suggests that 401.5(g) expressly state
that contractors be obligated to
maintain personnel responsible for
licensing &t the facility. However,
another person requested thal the -
subsection not be interpreted strictly to
require that such a persan be physically
located at the facility. Section
202(c}7)(C) of Pub. L. 98620 indicates
that licensing be done at the facility, “to
the exlent it provides the most effective
technology transfer . ..". We believe this
tanguage precludes arbitrarily requiring
that licensing personnel be located at
the facility.

A [fifth comment recommended
requiring DOE funding agreements to
conform to the language prescribed by
§ 401.14(b)(2) when the exception at
§ 401.3(=}{4) is used. This was not
accepted, Although we have, in fact,
permitted DOE to use a substitute clause
for that set out in § 401.14(b){2). we will
be reviewing all agency reguiations
including DOE’s to ensure compliance
with the law and regulations, including
all substitute clauses contained in
agency regulationa.

The final comment of this second
person is that we modify the statement
in § 401.15(a) that “within 90 days after
receiving ...” to read: Within 90 days
after receiving a request and supporting
information or sovner if a statutery bar
to patenting is imminent, the agency

-shall either make a determination or
inform the contractor of why a
determination has not yet been made
and when one can reasonably be
expected.” This comment was not
accepted. At this time, this is &8 matter
best left to the parties to determine on a
case-by-case basis.

A number of comments were also
received regarding a typographical error
in the “Background™ section on page
25510 of the July 14, 1986 Federal
Register notice. The word “not” was
inadvertently left out of the last
sentence of the first paragraph
discussing § 401.7. The sentence should
have read as follows: “this change has
been made because sme!! business
preference is not intended to inhibit
industrial support of unjversity -
research.”

Two comments were received that
relate to the exceptions to be made for
handling of inventions if they are under
research at a government-owned,
contractor-operated facility (GOCO):

The first comment relates to the
requirement in § 401.5(g} that specifies.

S

that income be used for purpoaee

“consistent with research and .
development mission and objectives of
the facility.” The commenter suggests it
would be preferable that a university be
able to direct the net royalty income to
the most promising research needs,
which may not necessarily be consiatent
with the objective of the GOCO facility.
We cannot accept this suggestion since
the language in the regulation is based
on the statute—Pub, L 98-820.

The second coment goes on to state
that § 401.5(g) further specifies that if a
licensing program is successful, then
above a certain point, 75 percent is to be
paid to the U.S, Treasury. The
suggestion is that this reduces the
incentive to be successful, and
recommends the deletion of this
requirement. Again, we cannot accept
this auggestion since the regulatory
language herein is besed on the
statute~-Pub. L. 96-820.

A third comment references the
special clause entitled, “patent rights to
nonprofit DOE facility operations.” The
comment staies that this clause removes
a subject invention funded by the naval
nuclear propulsion or weapons related
programs of DOE from the normal
presumption of rights to the contractor,
and requires the petitioning process that
was in effect before the enactment of
Pub. L.-96-617. The concern is that if
these programs are exempted, then there
may be additional proposals to delete
other programs from the full operations
of Pub. L. 96-517. The comment then
concludes by recommending that this
special clause not be implemented, We
cannot accept this recommendation
since the statute, Pub. L. 98-820, gives
DOE the discretionary authority to use
this for its naval nuclear propulsion or
weapons related programs.,

Another comment received relates to
§ 401.14(c)(1), which calls for disclosure
by a contractor to the contracting
govemment agency of each “"subject
invention . . .” within two monthe of
the time it is disclosed by the inventor in
writing. The commenter complains that
two months is “too harsh.” We do not
accept this comment for two reasons. (1)
The statute, Pub, L. 98-820, uses the
words “reasonable time” and we think
two months {s reasonable: and (2}

§ 401.14{c){4) allows extensions of time
at the discretion of the agency.

One person asked for greater
guideance on whether contractor funding
of individual scientists at different
universities is an educational award *
within 35 U.S.C. 212 and, if so, what
rights such awardees should have. We
have not acted on this comment since

1
ARY

we do not believe any contractor has the
suthority to use fundms for the
educational awarda covered by 35
vsc.212.

A comment was submitted lhat
relates to the discussionin the July 14,
1886 notice of § 401, 13[b] The concern is
that the discussion may be
misinterpreted to imply ihat agencies
mey not apply the provisions of Pub. L.
98-620 retroactively. Thlil point is well
taken. It was our intent in the July 14,
1960 discussion of § #01. 13( b} to note
only that the Department of Commerce
has no authority under the law to
require agencies to waive the cap on the
term of an exclusjve hcense in & patent
clause that predates enacmnent of Pob,
L. 86~820. There ia no queshon that the
agencies themselves have authority
under the law to waive stich cap and the
regulations in fact urge themtodoso .
absent a substantive reaspn to do
otherwise.

Another person requested that the
Department of Commerce set a thme for
{ssuance of draft supplem_pnlary
regulations relating to foreign filing
deadlines at § 401. 14-(c}[3f Aswe
previously indicated in the intetim final
rule notice on July 14, 193& we are
considering this matter. Tberefore. we
see no reason at this time to seta
deadline. ; :

Finally. pursuant to requests by two
persons, we have mdudeci in this final
notice, yniform policy guidance in
§ 401.1{a} to these final lations
similar to that included in QMB Circular
A-124. This has been done to ensure
clarity and continuity between OMB
Circular A-124 and these final
regulations with regard to pohcy

Rulemaking llequ:.rem.ll:ltu§

As stated in the proposed notice and
the interim final rule, this regnlation is
not 3 major rule as defined/in Executive
Order 12291, and it adds no paperwork
burdens. In fact, it reduces certain
paperwork requirements ofithe
regulations it replaces. And, as
discussed in connection vmh the
proposed rule and the interim final rule,
the General Counse] of the Department
of Commerce has certified to the Small
Business Administration that this rule -
wil] not have a substantial économic
impeact on a substantial oumber of small
entities.

{
u.msmmmnmq;.w

Inventions. Patents, I‘ch:mp'g fit
organizations, Small Business firms.
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Date: March 11, 2687,
D. Bruce Marrifield,
Assistani Secretary for Productivily,
Technology and Innovation.

Accordingly. Part 401 of Chapter IV of
Title 37, the Code of Federal Regulations
is revised to read as follows: -

PART 401=—-RIGHTS TO INVENTIONS
MADE BY NONPROFIT
ORGANIZATIONS AND SMALL
BUSINESS FIRMS UNDER
GOVERNMENT GRANTS, CONTRACTS,
AND COOPERATIVE AGREEMENTS

Sec.

4011 Scope.

401.2 Definitiona.

401.3 Use of the Standard Cleuses st
§401.14. .

4014 Contractor sppeals of exceptions.

401.5 Modification and tailoring of clauses.

401.8 Exercise of march-in rights.

40t.7 Small business preference.

401.8  Reporting on utilization of subject
inventions.

4019 Retention of rights by contractor
employee inventor.

. 40110 Governunent assignment to
contractor of rights in invention of
government employee.

401.11 Appeals.

40112 Licensing of back,gmund" patent rights
to third parties.

401.13 Administration of patent rights
claussg.

401.14 Standard patent rights clauses,

401.15 Deferred determinations.

40116 Submissions and inquiries.

Autbority: 35 U.5.C. 208 and the delegation
of authority by the Secretary of Commerce to
the Assistant Secretary for Productivity,

Technology and Innovation at Sec. 3(g) of

DOO 10-1.

.§401,1 Scope.

" (a) Traditionally there have been no
conditions imposed by the government
on research performers while using
private facilities which would preclude
them from accepting research funding
from other sources to expand, to and in
completing or to conduct separate
investigations closely related to
research activities sponsored by the
government. Notwithstanding the right
of research organizations to accept
supplemental funding from other sources
for the purpose of expediting or more
comprehensively accomplishing the
research objectives of the government
sponsored project, it is clear that the'
ownership provisions of these
regulations would remain applicable in
any invention "conceived or first
actually reduced 1o practice in
performance” of the project. Separate
accounting for the two funds used to
support the profect in this case is not 8
determining factor.

{1) To the extent that a non-
government sponsor established a

project which, although closely related,

falls outside the planned and committed -

activities of a government-funded
project and does not diminish or distract
from the performance of such activities,
inventions made in performance of the
non-government sponsored project
would not be subject to the conditions of
these regulations. An example of such
related but separate projects would be a
government sponsored project having
research gbjectives to expand scientific
understanding in @ field and a closely
related industry sponsored project
having as its objectives the application
of such new knowledge to develop
usable new technology. The time
relationship in conducting the two
projects and the use of new fundamental
knowledge from one in the performance
of the other are not important
determinants since most inventions rest

. on a knowledge base built up by

numerous independent research efforts -
extending over many years. Should such
an invention be clajmed by the
performing organization to be the
product of non-government sponsored
research and be challenged by the
sponsoring agency as being reportable
to the government as a “subject
invention”, the challenge is appealable
as described In § 401.11(d).

{2) An invention which is made
outside of the research activities of a
government-funded project is not
viewed as a "subject invention” since it
cannot be shown to have been
“conceived or first actually reduced to
practice” in performance of the project.
An obvious example of this is a
situation where an inatrument
rurchased with government funds is

ter used, without interference with or .

cost to the government-funded project,
in making an invention all expenses of
which involve only non-government
funds.

(b} This part inplements 35 U.5.C. 202
through 204 and is applicable to all
Federal agencies. It applies to all
funding agreements with small business
firms and nonprofit organizations
executed after the effective date of this
part, except for a funding agreement
made primarily for educational
purposes. Certain sections also provide
guidance for the administration of
funding agreements which predate the
effective date of this part. In sccordance
with 35 U.8.C. 212, no scholarship,
fellowship, training grant, or other
funding agreement made by a Federal
agency primarily to an awardee for
educational purposes will contain any
provision giving the Federal agency any
rights to inventions made by th
awardee

I“

ls
11 shall

{c) The “march-in" and appes
procedures in §§ 401.6 and 401.
apply to any march-in or appea
proceeding under a funding agreement
subject to Chapter 18 of Title 35, U.S.C,
initiated after the effective date of this
pert even if the funding agreement was
executed prior to that date. |

{d) At the request of the contracﬁnr a
funding agreement for the operatlon cofa
government-owned facility which is in
effect on the effective date of this pert
shall be promptly amended to include
the provisions required by §§ 401.3(a)
unless the agency determines that one of
the exceptions at 35 U.S.C. 202(a)(i)
through [w) § 401.3(a}(8) throug [w} of
this part} is epplicable and will
applied. If the exception at § 401 3(a]{1v)
is determined to be applicable, th
funding agreement will be promptly
amended to include the provisions
required by § 401.3(c). f

{e) This regulation supemdeg OMB
Circular A-124 and shall take |
precedence over any regulauom dealing
with ownership of inventions made by
small businesses and nonprofit |
organizations which are inconsistent
with it. This regulation will be followed
by all egencies pending amendu;en: of
agency regulations to conform to this
part and amended Chapter 18 oi Title 35.
Only devistions requested by a
contractor and not inconsistent ;w"'h
Chapter 18 of Title 35, United States
Code, may be made without epproval of
the Secretary. Medifications or gaﬂonng
of clauses as authorized by § 401.5 or-
$401.3, when alternative provisions are
used under § 401.3{a)(1) through?(i) are
not considered deviations reqmnng the
Secretary's approval. Three coplel of
proposed and final agency mgulahons
supplementing this part shall be.
submitted o the Secretary at thg office
#et out In § 401.18 for approval for
consistency with this part befare they
are submitted to the Office of |
Management and Budget {(OMB}) for
review under Executive Order 12 or.

if no submission is required to be made
to OMB, before their submission to the
Fedesral Registar for pubhcanon}

(f) In the event an agency has;
outstanding prime funding agreements
that do not contain patent ﬂow-dnwn
provisions consistent with this part or
earlier Office of Federal Procure;nent
Policy regulations (OMB Circular A-124 .
or OMB Bulletin 81-22), the agel}cy shall
Jteke appropriate action to ensure that

s ' small business firms or nonprofit
organizations that are subcontractors
under any such agreements and that
received their subcontracts after July 1,
1981, receive rights in their subject
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inventions that are consistent with
Chapter 18 and this part.

(g) This part is not intended to apply
to arrangements under which nonprofit
organizations, small businesa firma, or
others are allowed {o use government-
owned research faciiities and normai
technical assistance provided to users of
those facilities, whether on a
reimbursable or nonreimbursabie basis.
This part is also not intended to apply to
arrangements under which sponsors
reimburse the government or faciiity
contractor for the contractor employes's
time in performing work for the sponsor.
Such arrangements are not considered
*funding agreements” as defined at 35
U.5.C. 201{b) and § 401.2(a) of this part.

§ 4012 Oefinitions.

Aps used in this part—

{a} The term "funding agreement”
means any contraci, grant, or
cooperative agreement entered into
between any Federsi agency, other than
the Tennesses Valley Authority, and
any eonm;tz:;feor tlhe perforfmnee of
experimen velopmental, or
research work funded in whole or in
part by the Pederal government. This
terro aiso includes any assignment,
substitution of parties, or subcontract of
any type entered into for the
performance of experimental,
developmentsl, or research wark under
a funding agreement as defined in the
first sentencs of this paragraph.

{b) The term “contrsctor’ means any
person, small business firm o nopprofit

mu{n‘zaﬁon which is s party to a
{c) The term “invention” means any

invention or discovery which is or may
be patentable or otherwise protoctable
under Titie 35 of the United States Code,
or any nove] variety of plant which ia o¢
may be protectsble under the Plant
Variety Protection Act (7 US.C. 2321 &¢

seq.).

{d) The term *'subject invention”
Imeans any invention of a contractor
conceived or firat actually reduced to
practice in the performance of work
under a funding agreement; provided
that in the case of & variety of plant, the
date of determination (as defined in
section 41(d} of the Plant Variety
Protection Act, 7 US.C. 2401(d)) must
also occur during the period of contract
performance.

(e} The term “practical npp}icstion"
means to manufacture in the case of &
compoaition of produet, to practice in
the case of & process or method, or to
operate in the case of a machine or
system; and. in each case, under such
conditions as to eatablish that the
invention is being utilized and that its
benefits are, to the extent permitted by

Voay

law or goverronent regulations, .
available to the public on-mnmab}e
termas.

{f) The term “made™ when vsed in
relation to any invention means the
conception or first actual reduction to
practice of such invention,

() The term “small business firm”
means a small business concern as
defined at section 2 of Pub. L. 85536 (15
U.S.C. 832] and implementing
regulations of the Administrator of the -
Small Business Administration. For the
purpose of this part, the siza standarda
for smal! business concerns involved in
government procurement and
cub;ontrscung at 13 CFR 121.5 will bo
use

(k) The term “nanprofit organization”
mezans universities and other institutions
of higher educaticn or an arganization of
the type described in section 801{c)3) of
the Internal Revenus Code of 1954 {26
US.C 501(c) and exemp! from taxation
under section 501(a} of the Internad
Revenus Code {28 U.S.C. 501{a}} or any
nonprofit scientific or educational
organization gualified under a stata
nonprofit organization siatute,

" (i) The terta “Chapter 18" peans
Chaepter 18 of Title 35 of the United
States Code. .

() The term ' means the
Secretary of Commerce or his ar her
dedgnna. .

§4013 UHMNWMI
§401.14,

{s) Each funding cgmcment awardad
to a small business firm or nonprofit
organization (except those subject to 35
U.S.C 212} shail contain the clause
found In § 401.14{a) with such
modifications and tailoring 2
authorizad or required elsewhers in this
part. However, « funding agresment may
contain aiternative provisions—

{1) When the contractor is not located
in the United States or does not have a
place of business located in the United
States or s subject to the control of a
foreign government: or

{2) In excaptional circumstances when
it is determined by the agency that
restrictioe ar elimination of the right to
retain title to any subjsct invention will
better pramote the policy and objactives
of Chapiar 18 of Title 35 of the Unlted.
Stetes Code; or

{3) When it is determined by &
government suthority whichis - :
authorized by statuie or executive order
to conduct foreiga intslligence or :
counterintelligancs sctivities that the *
restriction or slimination of the right to
retain ttle to any subject invention fs
necessary to protact ﬁn security to such
activities; or

(4] When the ﬁmding asmment
includes the operstion ?‘f the
?ovemment-owned contractor-operated

acility of the Department of Energy
primarily dedjcated to that Depanment’s
naval nuclear propulsion or weapons
related programs and al] funding
agreement limitations under this
subparagraph on the col;xtractoﬂ right to
elect title to a subject invention are
limited to inventions occurring under the
above two programs. |

(b) When an agency exercises the
exceptions at § ms(n)(g] or (3), it shall
use the standard clause ai § 401.14(a}
with only such modifications as are
necegsnry to address the excepﬁona!

tances or concerns which led to
the use of the exception. For example, if
the justification relates to a particular
field of use or market, the cleuse might
be modified along lines similar to those
described In § 401.14(b). Ennnyevent.
the clanse should prwlde contractar
with an opportymity to recetve greater
rights in accordance with tive procedures
at} mla.Whenmagencyjmﬁﬂu
and exercises the exception at -
§ 401.3(a}{2) and uses s alternative
provision in the fonding agremm o
the basis of national
prevaion skl rovide t °°§§‘°’°'

tto ownernship to any

fnvention made under such fanding
agreement as provided by|the Standard
Patent Rights Clause found at § 401, :4(.3
if the invention I» not by the
sgency within six months ofthn date it -
is reported to the agency, or within the -
same time period the Department of
Energy does not, as suthorized by
regulstion, law or Executive Order or
implementing regalations therets, - -
prohibit enauthorized di ation of
the invention. Contracts in support of
DOE's paval nuclesr propuision mu
are sxempied from this punsraph.

(c} When the Department of
exercises the exception at § 401.3(-}(1}
it shall use the clause prembed at
§ 401.14(b) or substitute to with
such modification and tailoring as :
authorized or uquhod aluwbu's in this

part.

(d) When s funding memem
involves a series of separate task orders,
an agency may apply the exceptions et -
§ 401.3{a) (2} or (M) 1o ind}\ndml task
orders, and it may strecture the contrect
so that modified petent righﬂl provisiors
will apply to the task order even thorgh
the clauses at either § 401, u{aJ or [b)
are applicable to the mnnlndef of the -
work. Agencies are luthonzed to
negotiate such modified provisions with
respect to tank orders addedito s
fundrmgs agreement after its initial
AWE
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(e) Before utilizing any of the
exceptions in § 401.3(a} of this section,
the agency shall prepare a written
determination, including a statement of
facts supporting the determination, that
the conditions identified in the _
exception exist. A separate statement of
facts shall be prepared for each
exceptional circumstances
‘determination, except that in
appropriate cases a gingle determination
may apply to both a funding agresment
and any subcontracts issued under it or
to any funding agreement to which such
an exception is applicable. In cases
when § 401.3{a}(2} is used, the
determination shall also include an
analysis justifying the determination.
This analysis should addreas with
specificity how the alternate provisions
will better achieve the objectives set

- forth in 35 U.S.C. 200. A copy of each
determination, statement of facts, and, if
applicable, analysis shall be promptly
provided to the contractor or
prot:gecﬂva contractor along with a
notification to the contractor or
prospective contractor of its rights to
appex] the determination of the
exception under 35 U.S.C. 202{b}(4} and
§ 401.4 of this part.

(f} Except for determinations under
§ 401.3{a)(3}. the agency shall also
provids coples of each determination.
statement of fact, and analysis to the

 Becretary. These shall be sent within 30
days after the award of the funding
agreement to which they pertain. Copies
shall alsc be sent to the Chief Counsel
for Advocacy of the Small Business
Administration if the funding agreement

_is with a small business firm. If the

. Secretary of Commercs believes that

any individual determination or pattern
of determinations is contrary to the
policies and objectives of this chapter or
otherwise not in conformance with this
chapter, the Secretary shall so advise
the head of the agency concerned and
the Administrator of the Office of

Federal Procurement Policy and

recommend corrective actions.

(8) To assist the Comptroller General
of the United States to accomplish his or
her respomsibilities under 35 U.S.C. 202,
sach Federal agency that snters into any
funding agreements with nonprofit
organizations or small business firms
shall accumulate and, at the request of
the Comptrolier General, provide the
Comptroller General or his or her duly
authorized representative the total
number of prime agreements entered
into with small business firms or
nonprofit organizations that contain the
patent rights clause in this part or under
OMB Circular A-124 for each fiscal year
beginning with October 1, 1882.

(h) To qualify for the standerd clause,
a prospective contractor mey be .
required by an agency to certify that it is
either a small business firmora-
nonprofit organization. If the agency has
reason te question the status of the
groupective contractor as a small

usiness firm, it may file a protest in

accordance with 13 CFR 121.9. I{ it
questions nonprofit status, it may
require the proapective contractor to
furnish evidence to establish its status
as a nonprofit organization. .

§401.4 Contractor appeals of exceptions.
{2) In accordance with 35 U.S.C,

. 202(b)(4) a contractor has the right to an -

administrative review of a
determination to use one of the
exceptions at § 401.3(a) (1) through (4) if
the contractor believes that a
determination s either contrary to the -
policies and objectives of this chapter or
constitutes an abuse of discretion by the
agency. Paragraph (b) of this section
specifies the procedures to be followed
by contractors and agencies in such
cases. The assertion of such & claim by
the contractor shall not beused s a
basis for withholding or delaying the
award of a funding agreement or for -
suspending performancs under an
award. Pending final resolution of the
claim the contract may be Issued with
the patent rights provision proposed by
the agency: however, should the final
decision be in favor of the contractor,
the funding agreement will be amended
accordingly and the amendment made
retroactive to the effective date of the
funding agreement.

(b){1) A contractor may appeal a
determination by providing writien
notice to the agency within 30 working
days from the time It recaives a copy of
the agency's determination, or within -
such longer time as an agency may
specify in its regulations. The
contractor's notice should specifically
idenu"'f'_vhthe basis for the .ch“L

(@ appeal shall be decided by the
head of the agency or by his/her -
designee who is at a level above the
person who made the determination. If
the notice raises a genuine dispute over
the material facts, the head of the :
agency or the designes shall undertake, -
or refer the matter for, fact-finding.

{3) Fact-finding shall be conducted in
accordance with procedures established
by the agency. Such procedures shall be
as informal as practicable and be
consistent with principles of

fundamental fairness. The procedures - .

should efford the contractor the
opportunity to appear with counsel,
submit documentary svidence, present
witnesses and confront such persons as-
the agency may rely upon. A transcribed

.

record shall be made and shall be

-available at cost to the contractor upon

request. The requirement for a |
transcribed record may be waived by
mutual agreement of the contractor and
the agency.
{4) The official conducting the fact-
finding shall prepare or adopt written
findings of fact and transmit them to the
head of the agency or designes promptly
after the conclusion of the fact-finding
proceeding along with a recommended
deciston. A copy of the findings of fact
and recommended decision shall be sent
to the contractor by registered or
certified mail. .
(5) Fact-finding should be completed
within 45 working days from the date
the agency receives the contractor's
written notice.
(8) When fact-finding has been
conducted, the head of the agency or
designee shall base his or her decision
on the facts found, together with any
argument submitted by the contractor,
agency officials or any other information
in the sdministrative record. Inicases
referred for fact-finding, the agency
head or the designee may reject only
those facts that have been found to be
clearly erroneous, but must explicitly
state the rejection and indicate tha basis
for the contrary finding. The agancy
head or the designee may hear oral
arguments after fact-finding provided
that the contractar or contractor's -
attorney or representative is present and
given an opportunity to make arguments
and rebuttal. The decision of the agency
bead or the designee shall be in writing -
and, i it is unfavorable to the contractor
shall include an explanation ofthe basis
of the deci;ion. The 1ﬁlbi:n ofg}heﬁ hin
agency or designesa s made
30 working day»s after fact-finding or, if -
there was no fact-finding, within 43 .

‘wotking days from the date the agency

received the contractor's written notice.
A contractor adversely affected by a
determination under this section may. st
any time within sixty days after the
determination is issued, file a petition in
the United States Claims Court; which
shal have jurisdiction to determine the
appeal on the record and to affirm, -
reverse, remand, or modify as ;
appropriate, the determination ?I' the
Federal agency. i :
§4015 Modification and talloring of
{a) Agencies should compiets the
blank in paragraph (g)(2) of the clauses
at § 401.14 in accordance with their own
or applicable government-wide: .
regulations such as the Federal: -
Acquisition Regulation. In gzants and -
cooperative agreements (and in
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contracts, if not inconsistent with the - agencies may use lubatanﬂally similar  and retained by the controcior during any
Federal Acquisition Regulation) © " language relating the government's’ . fiscal year on subject invantions ander this or
agencies wishing to apply the same " rights 1o specific treaties or other-: - any successar controct containing the same

clause to all subcontractors as is spplied |

to the contractor may delete paragraph
()(2} of the clause and delete the words
“to be performed by a smail business
firm or domestic nonprofit organization™
from paragraph {g}(1). Also. if the
funding agreement is a grant or
~ cooperative agreement, paragraph (g}(3)
may be deleted. When either paragraph
(8){2) or paragrapha (g) (2) axd (3) are
deleted, the remaining paragraph or.
paragraphs should be renumbered -
appropristely. - ‘
{b) Agencies should comple!e
paragraph (1}, "Communications”
end of the clauses at § 401.14 by

, st the

designating a central point of contact for

communications on matters relating to
the clause. Additional instructions on
communications may also be included in
paragraph {1}. .

{c) Agencies may replace the
italicized words and phrases in the
clauses st § 401.14 with those .
appropriate to the particular funding
agreement. For example, "contracts”
could be replaced by “grant,” .
“contractor” by “grantee,” and .
“contracting officer” by “grants officer.”
Depending oo its use, “Federal agency™
can be replaced either by the
identification of the agency or by the
specification of the particular office or
official within the agency.

{d) When the agency head or du]y .

authorized designee determines at the .-

time of contracting with a small
business firm or nonprofit organization
that it would be in the national interest

to acquire the right to sublicense foreign .

govemments or international
organizations pursuant to any existing
treaty or international agreement, 8
sentence may be added at the end of .
paragraph (b) of the clause st 340‘1 14 a8
follows:

- This license will incude ﬂn d;h! of tho
: govmam to sublicense foreign
. governments, their nationais, and .
international arganizations. pursuant to :bc
following treaties or internaticnal
agreements:

The blank above should be corapleted
with the names of applicable existing
treaties or international agreements,
ments of cooperation, memoranda
understanding, or similar
arrangements, including military
agreements relating to weapons
development and production. The above
language is not intended to apply to
treaties or other agreements that are in
effect on the date of the award but
which are not listed. Alternatively,

- out of a funding agreesmen
 subject inmtim or shtlng that there

" invention izr any coun
- contractor has applied for patuntl.

- operated facility, the following will be '

aﬁed:;enta idenﬂﬂe’ﬁ: ali:ewhm in the -
agreement. The [anguage may
also be modified to make clear that the
rights granted o the foreign govemment.
and its nationals or an international -
organization may be for additional
rights beyond a license or sublicense if

. 80 required by the applicable treaty or
. international agreement. For example, in

some exclusive licemses or even the -

nn ede::x:; htt'l: in the forelsneounw.--
t nind.Asﬂdel

may also modify th re? abowe b -

- provide for the direct l!ecnling by the .-

contractor of the foreign government or -
international organization. .
{e) If the funding agreement involves

. performance over an axtended period of
" time, such as the typical funding

agreement for the operation of @ .
?ovemment-omed facility, the . :
llowing language may aiso beo nddad.

The agency m«vu the right to- -

unilsterally amend this fﬂmw";: maintain active and affective Pmdunﬂn

identify specific treaties or internstions!
agresments entered into o {0 be entared into

this funding agreement and sffectuats those . -
license or other rights which are
for the government to meet its ob!
foreign governments, thelr natl and - -
international organixations under snclr -
treaties or international agreements with

date of the smendment.

(f) Agencies may add additional- -
subparagraphs to paragraph (f) of the
clauses at § 401.14 to require the - -
contractor to do one or more of the -
following: -

(1) Provide a report prior to the close~
t tisting all .

respect to subject inventions made. lft- the =

wu(sr§ nonnd I e
2) Provide, upon request, the ﬂhng
date, serial number and title; a copy oi
the patent application; and patent
number and issue date for subje
[ ]

(3} Provide periodic (but no more -

: frequently than annual) listings of all

subject inventions which were di:c.loud
to the agency during the period covered .

" by the report.

g 1 the contract s with a nonproﬁt L
organization and Is for thie operation of
8 government-owned, contractor-

substituted for paragraph (kX3 of lhn i
clause at § 401.14{a): A

{3) After paymert of patenting mh. .
licenaing costs, payments to inventors, and
other expenses incidental to the
administrstion of rabject inventions, the
balance of any royalties or income sarned

by the government after the effective date of .. 1S iiled and timaly disclosed

subject -

. requirement, up to any amouni equal to five
- percent of the budg-t of the facility for that. .

fiscal year, shall be used by the contractor for

" scientific ressarch, development, and

education consistent with l.hagreuud: and

" development mission and objectivu of the

facility, inchoding activities that incresse the
licensing potential of other lnvenﬂom of the
facility, If the balance txenda five percent,
75 percent of the mabov’ five percent .

: shall be paid by the contractor to the

Treasury of the United States and the

" nmmmzspmnllblﬂblmdbythe .
° coniroctor only for the same p'urpom as :
described above. To the axtem it providesthe® ~

* most effective technology :

afer, the
licer:sing of subject inventions shall be
administered by controctor uuployen on

location at the facility. }{

{(h) If the contract is for the operation

- of a government-owned famhty
_agencies may add the followu:g at the

end of pmgrlph (f) of the glauu at

- §40114(a):

(5} The contrecior shall uublhh and

ensury that subject inventions | pn promptly .
. and shall
submit & description aﬂhopmdumtol.bc

- contracting officer so thltthcconn'ucﬂm
‘ tionlto -

officer may evalsate and determine their -
sffectiveness. - i

j4018 m ol mgum
(a) The folowing prooe:hn-u shall

govern the exercise of the :n.m:h-m

rights of the agencies st forth in 35.

usc.znmdpnmp_huionh-

_ clause st §40134.

(b) Whenever an agency receives- -

" information that it believes might

warrant the exercise of march-in rishtl;
before initiating any mm;b-;n -
proceeding, it shali noufy the comtractor’
in writing of the information and request’- .
informal written or oral comments from
the contractor as well as information-
relevant to the matter. In the absence of
any comments from the con{nctor
within 30 days, the agency may. at ite -
discretion, proceed with the|

below. I # comment is roceivad within

. 30 days, or later if the ngency has not-

initiated the procedures below, then the - B

agency aball, within 80 days|after it --

" receives the commeny, either initiate the
procedures below or potify the .
contractor, in writing, that it'will not
pursus march-in rights on the basis of

" the available informstion. ;

{c) A march-in proceeding | ishall be
initiated by the issuance of a written
potice by the agency to the contracter
and its assignee or exclusive licensee, 83
appél:;?ﬁe IE: if h:owtll. to 1.hel ;gency.
sta at agency is considering
the exercise of march-in r!gh;s. The -

AT

i
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notice shall state the reasons for the
proposed march-in in terme suificiest to
put the contractor oa notice of the facty
upon which the action wouold be based
and shall specify the field or fields of
use it which the agency is considering
requiring licensing The notice shall
advise the contractor (assignee oz
exclusive licengae} of its rights, as set
forth in this section and in any
supplemental agency regulations. The
determinstion to exercise march-in
rights shall be made by the head of the
agency orkis or her designee.

(d} Within 30 days after the receipt of
the written notice of march-in, the
contractor (assignee or exclusive
licensee) may subknil in person, i
writing, or through a representative,
information or argument in opposition to
the proposed march-in, including aey
additional specific information which
raises a genuine digpute over the
material facts upon which the march-in
is based. If the information presented
raises a genuine dispute over the
material facts, the head of the agency or
desigiree shaill andertake or refer the
matter to another official for fact- -
finding.

{e} Fact-finding shall be conducted in
accordance with the procedares
established by the agency. Such
procedures shall be as informal as
practicabie and be consistent with
principles o fandarments] fairmess. The
procedures should afiord the contractor
the ocppostenity to appear with coumsel,
submit documentary evidezce, present
witnesses and confront such persons as
the agency may present. A transcribed
record shall be made and shall be
.available at cost 4o the contracikoe apon
-request. The requirement for
transcribed record may be waived by
mutual agreenens of the contractos and
the agency. Any portion of tbe march-in
proceeding, including a fast-finding
hearing that involves teatimorny or
evidence relating to the utilization oa
efforts at oblaining utilizetion that are
being made by the contractor. its
assignee, or licensees shall be closed to
the public, including potential licensees.
In accordance with 35 U.S.C. 202jc){5)
agencies shall not disciose any such -
information ebiained during a march-in
proceeding to persons outside the .
government except when such relenss is
authorized by the contractor {assignes
or licensee).

{f official conducting the face
finding akall prepare or adopt writiea
findings of fact and transmii them to the
head of the sgency or designes pramptly
after the conchusica of the fact-finding
proceeding along witk a recommended
determination. A copy of the findings of

fact shall be sent to the ceatractor
{assignee or exclasive kcensee] by
registered or certified madl. The
conirecior (assignes or exclusive. .
licermee) and agescy represeniatives
will be given 30 days to subaxil waitien
arguments (o the head of the agency or
designee; and, upon request by the
contractor oral arguments will be held
before the egency head or denignee thal
will make the final determination

{g) In cuses i which fxct-finding has
been conducted, the headrod the agency
or designee sball beva his or her
determination on the fucts found.

. together with any other information snd

writien or oral argumenty submitted by
the contrsctor fassignes or exclusive
licensee) and agency repressntativen,
and any other informatiosn in the
administrative record. The comsistency
of the exercise of march-in rights with
the policy and objectives of 35 U.S.C.
200 shall also be considered. In cases
referred for fact-finding, the bead of the
agency or dewignee muy reject only
those fects that beve besn found to be
clearly erronecus, but muost explicily
state the refection and indicate the basir
for the contrary finding. Written notice
of the determination whether march-frr
rights will be exercised shall be made
by the head of the agency or designees
and sent to the contractor (asaignee of
exclusive licensse) by certified or
registered il lnlim 90 day» after the -
completion of fact-findiog or 96 doys
after oral arguments, whichever is lotes,
or the ings will be deemed tor
have been terminated amd thereafier no-
march-is based on the facts and reasons
upon which the proceeding was imitiated,
may be exsucised.

{h) Az agemcy mury, »t any thoe.
termmate a march-m icd ifitin
satisfied that it does not wish ta:
exercise mawch-u rights.

(i) Tha procedures of this Part shall
also apply to ke exsveive of march-in
rights against inventors receiving title fo
subject inventions ander 35 U.5.C. 202(dy
end, for that parpose, the term:
“contracior” as nyed in this section sheil
be deemed 1o inchude the frrventor.

(i1 An agency determinationr

e to the coneractor (xssignee
or exclusive licensee} shall be held in
abeyance pending the exhaustion of
appeals or petitioms fifed onder 33 U.S.C
203(2)- .

{k} For purposes of this section the
term “exclusive licensee™ includes s
partially exclusive licensee,

(1) Agencies are authorfzed to lssue
supplemental procedures not
inconsistent with this part for the
conduct of march-in proceedings.

§401.7 Small Busirees Praferernts.

(a) Paragraph {k)}4) of the c}rmr at
§ 401.14 Implements the small business
preference requirement of 35 U,S C.
ZJZ[c]mlD). Contractors are expected to
use efforts that are reasonable under ths. -
circumstances fo #itract snall Bus:nesc :
licensees. They are also expected to give
small busimess firms that meet the
standard owtlined in the ausea
preference over other applicants for
licenna. What constitetes reasoneble
efforts to sitract small business
licensees will vary with the |
circumstances and the natwrs, durstion,
and expense of efforts needed to bring
the invention to the market. Pnrpgrzpi
{k¥€} i not ittended. for enm%k tor
prevent nonprofi{ organiza
providing larper firms with 2 nghtoi
first refusa) or other options in |
inventions that relate do resesrch being
supported under long-term or other
arrangements with larger compgmes
Under such circomstances it wouid not
be resonable o seek and to givg 2
preference to small business licersees.
(b} Sorelt busivesy firms that ?c!m s
nonprofit orgarzution is not meeting its
obligations under the elause tmey report
their concerns to the Secretary. To the
extent deemed appropriate, the i
Secretary will mndertake informat
investigation of the concern, and, if
appropriate, enter fito discussiors or
negotigtions with the nonprofit | |
organization to tire end ofim-pm'rbth-
efforts in meeting its ubirgatrummder
the clanse. However, in no n-zntwﬁ! thre -
Secretary intervens in ongomy |
neguhaﬂum' t!::li::nnugmcfmom ’
concerning 8 l'p?nﬂ
subrject inverrtion. All the above
investigations, dfscusstons, and | :
negotiatioms of the Secretary wfﬂ bebr
coordimration with other interested
agencfes, inchrding the Small Buniness
Administration; and in the case m‘ g
contract for the operation of 8 |
government.cwned, contractor opersted
research or production facility, the
Secretary will coordinate with the
agency responsible for the facxh(y prior
to any discussions or negohanom with.
the contractor.

401 mmmum
invartiona.

(a) Parsgraph {b) of te clanses ad
§ 40134 and its counterpart in M tbe claves
at Attachment A to OMB Circular A-126
provides thai agencies hmve the Fght to -
Jeceive periodic reperts from the|
‘coriracton on wiibzation of inventions:
‘Agencies exsacising this right should
accept such information, te the extent.
feasible, in the format that the
contractor nornelly prepares it for its .
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own internal. purposel The prescription
of forms should be evoided. However,
any forms or standard questionnaires
that are sdopted by an agency for this
purposs must comply with the
requirements of the Paperwork
Reduction Act. Copies shall be sent to
the Secretary. .

{b}) In accordance with 35 U.S. C 202(c}
(5) and the terms of the clauses at
§ 401.14, agencies shali not disclose such
informaion to persans outside tha -
government. Contractors will continue

(2) A request for a conveyance of title
under paragraph (d) of the standerd _
clauses,

{3] A refusal to grant & waiver under

- paragraph (i) of the standard clauses.

to provide confidentinl markings to help -

prevent imadvertent relean ouluda the
agency. - -

J401.9 Mﬂ!hnﬂﬂwwmm
Empiloyee inventor.

Agencies whi ch allow an employee/
inventor of the contractor to retain
rights to g subject invention made under
s funding agreement with a small .
business firm or nonprofit organization
contractor, as authorized by 35 U.S.C.
202{d), will impose upon the inventor at
least those conditions that would apply
to a small business firm contractor
under paragraphs (d)(1} and {3}; (f][(].

{4] A refusal to approve an
assignment under paragraph (k)(1) of the
standard clauses. - -

(5) A refusal to grant an extension of
the exclusive license period under
paragraph (k)(2) of the clauses -
prescribed by either OMB Circular A--
124 or OMB Bulietin 8122 .

(c) Each sgency shall establish and
publish procedures under which any of .
the agency actions listed in paragraph-
(b} of this section may be appealed to -
the head of the agency or designes. -
Review at this level shall consider both : -
the factual and legal basis forthe - .

actions and its consistency with the .

pohcy and objectives of 35 U.S.C. :m-. .-

(d) Appeals procedurel eitabluhed

" under paragraph (c) of this section lhl.lb

include adminjstrative due process -
procedures and standards for facts - :

finding at least comparable to those set -...
forth in § 401.6 (e) through (g) whenever ..

- by certified or registered

**" unless there is a signifi

work object of the funding agreement

. and that such action is necessery to

achieve practical application of the -
subject invention or work object. Any
such determination will be on the Fecord
after an opportunity for an egency’
hearing. The contractor shall be given
prompt notification of the determination
mail. Any
icial review of
be brought

action commenced for jud
such determination shail

.. within sixty days after notification of
" such determination.

'!40113 muonol
Clauses, .

Patent Rights .

(a}In the event 2 sub|e: t invention is
made under funding agreements of more
than one agency, at the request of the:

* contractor ot on their own initiative the

agencies shall designate one agency as -
responsible for administration of the -
rights of the 3werm:nent uae -
mventlon. :

{b) Agencies shall prumpt!y grant, .
cant reason not -

- to, a request by a ronprofil organization -

under paragraph (k)(2) of the clauses
prescribed by either OMB: Circular A= -

there is a dispute as to the factual basis. "

(h}: (i); and [}l of the clause at for an agency request for a conveyance -~

124 or OMD Bulletin §1-22inasmuch as -

§ 401.14{a). - of title under b (d}of the - -+ uUSCm{c](nhn&::ce beegon
_ §401.10 Government Auimm-n to standard clause, including any dispute. -, g‘gﬁ‘:‘zﬁm‘n":w. 1]‘?&. on
| Govmm:' m o "g" whether of not an inventionis® - ginmilarly, unlese there is l%ugmﬁcnnt
- subject invention, .- - .

In any case when a Federal employes
iz a co-inventor of any invention made
under a funding agreement with a small
business firm or nonprofit organization
and the Federal agency emp!oymg such -
co-inventor transfers or reassigns the -
right it has acquired in the subject
inventien from its employee to the
contractor as suthorized by 35 U.S.C.
202(e}, the assignment will be made

{e) To the extent that any oi the -
actions described in paragraph (b} of -
thia section are subject to appeal under
the Cantract Dispute Act, the prnmdm:
under the Act will satisfy the -~ ..
requirements of paragrapha (c} and {d):: -

- of this section.

. §401.12 Muwm
. Rights to Thivd Parties. .

‘subject to the same conditions as apply

to the contractor under the patent rights
clause of its funding agreement.

Agencies may add additional conditions _

a9 long as they are consistent with 35 .
U.5.C. 201-206. -

§401.11 Appuh.

{a) As used in this section, the term
“standard clause™ means the clause at
§ 401.14 of this part and the clauses
previously prescribed by either OMB
Circular A-124 or OMB Bulletin 81-22. .

{b} The agency official initially
authorized to take any of the following
actions shall provide the contractor with
a written statement of the basis for his
or her action at the time the action is
taken, including any relevant facts that
were relied upon in taking the action.

(1} A refusai to grant an extension
under paragraph (c}(4) of the utmdard
clauses.

(a) A funding agreement wit.h asmall -
business firm or a domestic nonprofit -

organization will no? contain a provision :

allowing a Federal agency to require the
licensing to third parties of inventions
owned by the contractor that are not
subject inventions unless such provision

_ has been approved by the agency head

and a written justification has been
signed by the agency bead. Any such
provision will clearly state whether the
licensing may be required in connection
with the practice of & subject invention,
a specifically identified work object. or
both. The agency head may not delegate ’

" the luthority to approve such provisions

I..

or to sign the justification required for
such provisions.

{b) A Federal agency will not require’
the licensing of third parties under any
such provision uniess the agency head
determines that the use of the invention
by others is necessary for the practice of
a subject invention or for the use of &

_ confidentiality of invention

"'reason not 1o, agencies shall promptly

approve an assignment by|s nonprofit -

. organization to an organization which-
* has as one of ity primery functions the-

management of inventions when a*
_ request for approval has been .-
* necessitated-under pmgr;ph (E}(I] ob‘

: the clauses prescribed by either OMB -

Circular A-3124-or OMB Bniletin 8122 |
because the patent management~ >~
organization is engaged in { or holds o =
substantial interest in other
organizations engaged in the manfacture «
or sale of products or the upe of
processes that might utilize the
invention or be in compeﬂtion with

. embodiments of the inventicn. As
- amended, 85 U.S.C. 202[:}(7{] no longer

contains this limitation. The policy of
thia subsection sheuld also be followed-
in connection with similar approvals ~

'~ that may be required under Institutional

Patent Agreements, other paient rights.
clauses, or waivers that pnedate Chapter(
18 of Title 35, United Stlthode

{c) The President's Patent; Policy
Memorandum of February 18, 1983,
states that agencies should protect the-
disclosure,
patent applicationa, end utilization
reports required in performance orin
consequence of awards to the extent’
permitted by 35 U.S.C. 205 or uthzr :
applicable laws. The foliowing '
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requirements should be followed for
funding sgreements covered by and
predating this Part 40L

{1) To the extant suthorized by 35
U.S.LC. 205, agencier shall not discless fo
third parties pursuant o requasts undes
the Freedom o Iaiommation Act (FOLA)
any information disclosing e snbjack
invention fer 8 ressonabls time in order
for a patent application to ba filed. With
respect ko subject inventions of
contractors that are smmall business firms
or nonprofit organizations, & reasonsble
time shall be the time during which an
initial patent spplication muy be filed
under paragreph (c} of the standard
clause found ot § 401.14{a) on suck othar
clause may be veed in the funding
agreement. Howeves, an ageney may
disclose such subject inventions under
the FOIA, o its discretion, afler s

_contracwor hes slecisd not io retain title
or after the e ins which the contracior
is required to make an election if ther
contracior has nol made mo siectian
within that time. Sioearly, an agency
may honor a FOLA request al its
discretion if it finds that the sama
informetion. bas ¥ Deans
publisbed by the invenior, contracter, o2
otherwise. I the agency plans ie file .
itself when the contractor has not
elected title, it may, of eourme, cantivum
to avail itsell of the suthority of 35
USs.C 205

(2) Lo accordance with 38 U1.S.C, 205,
agencies shall not discloss or yelease foz
& period of 18 months fram the filing
date of the application te thizd partiss
pursuant {o requesis unde: the Freedam
of Irformmtion Act o etherwism wpm
of any document which the age

.-obtained under this clanss \lhu:his part -

" of an application for patent with the US.
Patent and Trademark Offics or any
foreign patent offica filed by the
codirscios (or il sssignees, licenszes, ar-
employees) oR a subject invention to
which the contractor has elected to
retain title. This probibition does not
extend to disclosurs to other
government agencies or contracioss of
governinent agenvies under an -
obligation s maintein such information
in confidencs.

{3) A pumber of agencies have
policies to encourage public
dissemination of ihe results of werk
supported by the agency through
publication im government or other
publications of technical of
contreciars or olbers. In recogrition of
the fact that such publication, i it
included descriptiens of a subject. .
invention could create bars toobtaining
patent protection. it is the palicy of the
executive branck that agencies will not
include in such publication programs

" reasormbie eforts 10 resirict ity

copies of disclosures of inventions
submitted by small busiress. firms or-
nonprofit organizations, pursuant to
paragraph (<) of the standard clause-
found at § 402.24{a), except thet undex
the same circumstences under which
agencies ars avthorizsed {o release such -
information pursuant to FOLA requasta
undes parsgraph k]m of tiris sectiom,
agencies may publish sech discloswross

- (4) Nothing in this »
intendad te precidis agencies o -
including in the publication activities - -
described in the first sentence of
paragraph tcl:i}. thc pu!ﬂnhnd
materiels a3
to the extent such materiais wese:

prowded ay part of a technicad repost ar

other submission of the contyactor

which were submitted ndependegily af - -

the requirements of the petest rigita
provisions of the contract. Howevez, i &
small business firm or nonprofit
orgamizetion notfies e agency tats
particaiay repurt or other sharissinw
containg a disclosore of &

invention te wisich it has elecwd thu .

may eleet tithy, the spency sbath

publication of the materind for six: ;
months frora date of ity recwript of the-
report or subasission or, if esrber, wrtdh
the contractor has filed an heitiad patnt
application. Agencies af course. Petmim:
the discretion to delay pubhuﬁmftr
additional periods of time.

(5) Nuthricny im thin >
intended to kit the suthority of
agencies. provided i 36 UB.C 285 im ™

circumstances not specifically describesd-

in this pasagrapis.

§401.14 Standard patent rights cisuses.

{a) The foloming s e standard ™~ -
patent rights clause te be nsed as -
spocified i § m&-}‘ :
Potent Rights (Small Business Firms cod
Nonprofit Orgunizetions)

(a) Definitions.

{1) “Inventiss’ Doate any invention or
discovary which is or may be patantable or
otherwise protectabls ander Title 35 of tha:
United States Code, or any novsl varisty of
plant which & or ey be protected cnder the
Plant Variety Protection Act (7 US.C. 2321 ot

seq.).
(z) “Sabiect investion™ msame eny*
inveation of the mmm& orfest -

- actusily redeced to prastice in the
riormamce

pe of work uder this contreck
provided that i the case of a varisty of plant,
the date of determination (as defined in
section 41{d) of the Plant Variety mm
Act. 7 US.C. 2401(d)) must alse ocewr
the period of centroct performancer

{3) "Practical Apphcatien™ tmans o
manufacturs i the case of 8 compositien o - -
prodoct. to peactics in tie case of & process: -
or method. er to oparste ia the case ol &
machive ot system: and, in sach case, under -

1

b

’ title, mdimaurﬂhvuhcumnndd!l

m e ———

such conditions as 1o establish that|tha

. invention is being utilized and (hat jta

benefits are, to the extent permmed by taw or
government reguistions, avadsble m thy
public on reesarwhie terms. :
(4} "Made” wiwen wed in relationteany .
invention mewm the concepBon or ﬁntulh
reduction to peactice of suck in
() “Small Business Firm"” means & small
conears ss defined at saction 2 of
Pub. L 85-538 (15 U.S.C.63Zjand |
implementing regulations of the |
Admimistrator of tire Serait Burmn
Administration. For the purpose of thiy
clause, the sine standards for ymail buinu. .
concerns invelved in governmem
proceswoent owf sebcontracting st 13 CFR
121.3~8 and 13 CFR 121.3-12, mpectnrely.
will be used.

(U}'Nmmﬁ!&gudnﬁw"m [
untversity or other institution of kigher
education or ano nof the

rRANLZAND lypc

described in section 501(c)(3) of the Elx:tel‘lu!
Revenue Code of 1854 {28 US.C Rn{c) and
axempt from texattor mder sectiom 30} of .
the Internaf Reverum Code (25 ©.S.C. S0Hx)}
or any nonproli ecientife orednaﬁam!
organization qubl.d mies o ntain) M
(b} Allocstion of Pr!ndp'l Rights |

‘The Contracfsr mey refain the entire

E

extire right

ssch subject invemfon subject to thie
provisions of this clauss and 35 us.un.
With respect to any subject invention i
which the Controctor retains titls, the Fldurd
government shalf have nmnhufw

-nontraruferable, irrevocabhe, pu:td'-upl!um

tomcﬁnwh—-mhwum
oltthMSmhnbhﬂm .
throughout tee world. P
[c]huﬁbdm;%dﬁk.ﬁ-,
andﬁmwwmn e
mmmﬁ.ldu:h-a:h -
mbwctf.nmbﬂuwm
mt.h.mtwono-thdhhm

" responsible for patent matters. The disclosus.. o

to the agency shall be in the fmnh writtsm
report and shall identify the caum under.
which #he invension mmrdendm i

inventor{s). It shel be refiicienty emplm
m!ednimldeuﬂwmylcbq _—

. understanding to the extant knows at the -

time of the disclosure, of the nmn%m :
operation, and the physical, chemical, .
biological or electrical chl.rmrhtn of the—
Invention. The disclesure sball also! ndcnhf:x
any publication, on sale or public use of the
invention and whether 8 mnnusmpi.
describing the tnvention has been sybmitted .
for publicetion and. if se. whﬂherﬁhnbees
accepied for publication a¥ the time of
disclosure. In additien, after disclose to th
-agency: the Controctor will prunad; -ﬂy
the agency of tha accaptancs of any

manuseripi describing the mnnhnn for Vo
publication ar of any unul.cpuhl: = .

4 planned by the contractor.

(2 The Comtroctor will elect in vmlh;
whetlver ar a0t o retmia Iﬂlelumyncl
invention by motdyicg the Federnd-mperey

withis two yeam of disclosurs & ths Fesaral .
- agency. However, in any case whers .
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publication, on paie or public oee hes
initiated the obe year statutory period
wherein valid patent protection can still be
obtained in the United States, the period for
election of title may be shartened by the
cgency (o & date that is ac-more than 00 day»
prict to the end of the statatary period.

{3) The controctar will file ita initia] patent
application on & subject invention to which It
eiects to retain title within one yesr afier
election of title or, if earlier. prior 1o the end
of any statutory period wherein valid patent
protection can bs obiained it the United
States after s publication, ou sale, of public
usa. The contractos will Gle patant
applications in additional countries or
interr'l:n;;n&l patent offices ln‘thi:j sither tan
months e correspanding initial patent
application ar six months from the date
permission is granted by the Commissioner of
Patents and Trademarks to file fureign patent
applications whare such ﬁ}.mg has bee:
prohibiled by a Secrecy Crder.

{4) Requests for extension of the time for
disclosure, election, and filing tnder
subpu'lgrlphs (1}, (2), and (3]} may, at the
discretion of the agency, be grantad.

{d] Conditions When the Government May
Obtain Title

‘The contructor will convey to the Fedem}
agency, upon wrilten request, title Lo any
subject inventiop—

(1) i the controctor fails to disclose or elect
title to the subject invention within the times
specified in (c), above, ar elecis not to retain
title; pm&dod '3:,', tbed‘agepcy ﬂ:aram d
requast title wi 80 days a
the fathare of the wnbudnrtudmdnnor
elect withia the spacifiad titven.

{2) In those countries in which the
controctor fails to fle patent applications
within the times apecifiad in {c) above;
provided, however, that if the contractorhas
filed a patent apphcation in » country after
the times specified in {¢) sbove, but prior io.
its recetpt of tha writiss reqoest of the .
Federal ogency, the coniroctor shall continus
to retain title io that country,

{3) In any country in which the canirectar
decides not to continue the prosecutian of
any spplication for, to pay the maintenance
fees on, or defend in reexamination or
opposition procseding on, a patent on a
subject invention.

(e} Mipimum Rights to Contractor and
Protocﬁonoftho(.‘omarligbnol’ih

{1) The contractor will retwin a
nonexclusive royalty-fres icense throughout
the world in ench sublsct invention to which
the Goverapmerd obtains title, except if the
contractor fuils o disclase the inveation
within the times specified in (c), above. The
contractor’s license extends to its domestic
subsidiary and affiliates, if any, within the
corporate structure of which the controctor is
& party and includes the right to gront
sublicersas of the sams stops 1o the extent
the contractor was legally obligsted 1o do so
at the time the controct wes awarded The
license is transferable only with the spproval
of the Federa/ ogency except when
transferred to the sucessor of that party of
the contractor’s business to which the
{nvention pertains.

(2} Tha controcior's domestic Uconse may
be revokad or modified by tha funding

Federal agency o the extent necessary to

achieve expeditious prectical application of
the subject invention pursuant to an

application for an exclusive licenwe submitted

in accordance with applicable provisions at
37 CFR Part 404 and agency b

- regulations {if any} This licenss will not be

revoked in that field of use or the
ge ographical areas in which the contractor
&e schieved practics! application and
contimues to make the benefits of the
invention reasonably accessible to the public.
The license in any foreign country may be
revoked or modified at the discretion of the
funding Federal agenty to the extent the
contracior, its licensees, or the domestic
subsidiaries or affilintes have fatled 1o
achieve practical application in that foreign
country.

(3) Before revocation or modification of the
license, the funding Federol ogercy will
furnish the controctor a written notice of ity
intention to revoke or modify the License, and
the controctor wilt be allowed Urirty days (or
such other time a3 may be sutharized by the

[funding Federol agency for good caume shown -

by the controctor} after the notice 1o show

. cause why the license should not be revoked

or modified. The contrector has the right to
appeal, in accordance with applicable

‘regulations in 37 CFR Part 404 and agency

reguiations (if any} concerning the licensing
of Government-owned inventions, any
decision concerning the revocation or
modificatiop af the licanss,

() Contractor Action to Protect the
Govermnment's interest.

(1)‘1‘b¢wn.‘nmrwmmhnrw

- have exscided and prompty deliver to the

Federal agency all instroments necessary to
(i) establish or confirm the rights the -
Government has throughout the world in
those mabject hyventions to which the
contractor elects to retain tile, and ()
convey title to the Federal agancy when
requested under paragrapk {d) abowe and to
enable the government ko obtaie patemt
protection throughout the world in that
subject invention.

{2} The cantroctor agrees to require. by

- written sgreement, its employees, other than

clerical and pontechnical employees, to
disclose promptly in writing to personnet
identifind ae responsible for the
administration of patent matters and in &
format suggested by the contractor sach
subject invention made under contract in
order that the contructor can comply with the

" disclogure provisions of parsgraph (c), above,

and to execute all papers necessary ta fils
patent applications on subject inventions snd
to eatablish the government's rights i the
eubject inventiorw. This disclosurs format
shouid require, as & minimue, the
information reqaired by (c){1} above. The
contractor shall instroct such empioyses
through emiployes agreameants of other
suitable educational programs on tha
importatice of reporting inventions in "
sufficient time to permit the filing of patent *
;pphauonl prior to U8, or foreign statutory
BIS.

[3) The cortractor wili notify the Medara/
agency of any decisions not to continoe the
prosecution of & pstent application. pey
maintenance fees, or defend in o

resxamination or opp-um:ogprouod! on a
patent, in any “conmtry, not leas than mmy
days before the expiration uﬁf the response

. period required by the relevant patent pffice.

(4) The contractor agrees fo include, within
the specification of any Umted Stetes patent
applications and any patent imlng thereon
covering a subject invenuon.ithz following
statement, “This mvention was made with
government support under [identify the
contract) swarded by {ldenbfy the Federal
agency). The government haq certaln righta in
the invention.” H

(g) Subcootracts :

{1) The contractor will fnchlda this clause,
suitably modified to identify ;he parties, in all
subcontracts, regardless of tm for
experimental, developmumj ior ressarch
work to be performed by & small business.
firm or damestic nonprofit organization. The
subcontractor will retain all rights provided
for the contractor in thud-m and the .
controcior will aot, es part of the
consideration for awaniing lhg subcontract,
obtain rights in the nbaonuu?or'o subject -
inventions,

{zbg Tha contractor will lmiud- 5: al other
subcontracis, regurdioss of ucr
experimentsl developmantal or research
work the petent rights clanss nqulrod by -

- [cite soction of agency :mlmtm;

regulotiore or FAR),

{3} In the casa ufsubcunmm at any ter,
whan the prime award with the Pedersl
.genqwulmﬂtnct(bmmiapmw
cooperative agreement), the
subcontractor, and the contractor agres ﬁm
the mutual obligations of the pmieu mted N
by this clause constitute 8 contruct m ‘
the subcontractor and the Fedanl
with respect to the matters coversd ﬂu
clause; provided. however, tht nothing in
ﬂm purasr-ph is intepded to cu.n!er any

in capnaction with pmondina;mdu
paragraph (j) of this clausa, i
{b) Reporting on Utitixstion of SIbhs
Inventions

The Conbuctnumtnmbmltannqmt'
periodic reports o more !requenﬂy then
snnually on the utilization of & unhieet
invention ar on efforts at obtaining such .
utilization that are being mada by the ‘
contractor or ity licensess or lmsnen Sech
reports shall include in.fmaﬂog: regarding -
the status of development, date of fired
commerical sale or use, gross rovalties
received by the contractor. wad such other
data and information as the gpency may
reasonably specily. The contracior aise
agreea to provide additional reporis ae may
be requested by the agency in oonnccﬁon )
with any march-in p undendten by
the agency in sccordence with paregraph ¥ -
of this cleuse. As reqrired by 35 US.C :
202(c} (5} the agency agrees it will not
disclose such information to plnou outside -
the goverrunent without pcnn.lui\nn of the
contractor.

fi) Preference for Unlhd Statas k dustry . .
Notwithatanding any other prowision of this

clause. the contractor agreos thet neither it

nor any assignes will grant to any person the
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exclusive right to use of sell any subject
inventions tn the United States unless such
person agrees that any products embodying
the subject invention or produced through the
use of the subject invention wil be
manufactured substantially in the United
States. However. in individual cases, the
requirement for such an agreement may be
waived by the Federo/ agency upon s
showing by the controctor ot its assignee that
reasonable but unsuccessful efforts have

" been made to grant licenses on similar terms
to potential licensees that would be likely to
manufacture substantially in the United
States or that under the circumstances
domestic manufacture is not commerically -
fensible.
{j} March-in Rights '

The contractor agrees that with respect to
any subject invention in which it has
acquired title, the Federa/ agency has the
right in accordance with the procedures in 37
CFR 401 .8 and any suppiementai regulstions

_ of the agency to require the contracior. an
assignee or exciusive licensee of a subject
invention to grant a nonexclusive, partially
exclusive, or exclusive licenss in any field of
use t0 a responsible applicant or applicants,
upon terms that ate rexsonabis under the
circumstances, and if the controctor,
assignes, or exclusive licensee refuses such &
request the Federo/ agency bas the right to
grant such a license itself if the Fadera/
agency delermines that:

(1) Such sction is necessary because the
coniractor or assignee has not taken. or is not
expected to take within a reasonable time,
effective ateps to achieve practical
application of the subject invention in such
field of use. -

{2} Such action Is necessary to alleviate
health or safety needs which are not
reascnably satisfied by the contractor,
assignee or their licensees;

{3) Such sction is necessary to meet
requirements for public use specified by
Federal regulations and such requirements

- are not reasonabiy satisfied by the

- contractor, assignee or licensees; or

(4} Such action is necessary because the

ment required by parsgraph (i} of this

ause has not been obtained or waived or

becauss a licensee of the exclusive right to
use or sell any subject invention in the United

States is in breach of such agreement.

(k) Special Provisions for controcts with
Nonprofit organizations .

If the contractor in & nonprofit .
organization, it agrees that:

(1) Rights to a subject invention in the
United States may not be assigned without
the approval of the Federal/ agency, except
where such sssignment is made to an
organization which has as one of its pripary
functions the mansgement of inventions, -
provided that such assignee will be subject to
the same provisions as the contracior:

(2) The contractor will share royalties
coilected on & subject invention with the
inventor, including Federal employee co-
inventors (when the agency deems i1
appropriste) when the subject invention is
assigned in accordance with 35 U.S.C. 202{e}
and 37 CFR 401.10;

(3) The balance of any royalties or income
eamned by the contractor with respect to

subject inventions. after payment of expenses
{including payments to {nventors) incidential’
fo the administration of subject inventions,
will be utilized for the support of scientific
research or education: and

(4} It will make efforts that are reasonable
under the circumstances to attract licensees
of subject invention that are smell business
firms and tha! it will give & preference to a
smal! business firm when licensing & subject
invention if the contractor determines that
the small businass firm has a plan or
proposal for marketing the invention which, if
sxecuted. is equally as likely to bring the
invention to practical application as any
plans or proposals from applicants that are
not small business firms; provided, that the
contractor is also satisfied that the small
business firm has the capability and
resources to Carry out its plan or proposal.
The decision whether to give a preferencs in
any specific case will be at the discretion of
the conéractor. However, the contractor
agrees that the Secretary may review the
contractors licensing program and decisions
regarding small business applicants, and the
contracior will negotiate stoits -
licensing policies, procedures, or practices
with the Secrelary when the Secretary's
review discloses that the coniractor couid
take reasonable steps to implement more
&ff[ec)ﬂvcly the reqirements of this paragraph

)4).

(1) Communication

(Complets According to Instructions at
401.5(b))

(b} When the Department of Energy
(DOE]} determines to use alternative

. provisions under § 401.3{2){4), the

standard clause at § 401.14(a), above,
shall be used with the following
modifications unless a substitute clause
is drefted by DOE;

(1) The title of the clause shal! be
changed to read as follows: Patent
Rights to Nonprofit DOE Facility

rators

(2) Add an “{A)” after “(1)" in

peragraph (¢)(1) and add subparagraphs

~ {B) and (C) to paragraph (c)(1) as

follows:

{B} If the subject invention octurred under
activities funded by the naval nuclear
propilsion or weapons related programs of
DOE, then the provisions of this
subparagrapb (c){1)(B) will apply in lieu of
paragrapha (c)(2) and (3). In cases the
contractor agrees to assign the government
the entire right, title, and interest thereto
throughout the world in und to the subject
invention except to the extent that rights are
retsined by the contractor through s greater
righta determinaticn or under paragraph (e},
beiow. The contractor. or an employee-
invemotl;. with mthori?tion of the contractor,
may submit  request for greater rights at the
time the invention is disclosed orn:?thin a
teasonable tima thereafter. DOE will process
such & request in accordance with procedures
at 37 CF:G;OI::H Esl.ch %e!ermimtion of "
peater 7] subject to paragrap
{h}{k) of this clause and such additional

conditions, if any. deemed to be appropriate -

by the Dapariment of Energy.

LY

{C) At the time an invention is disclosed in;

_accordance with (c}{1)(A) above. or within go

days thereafter, the contractor will submit &
written statement as to whether or not the
invention occurred under a navalmuclear
propulsion or weaponi-related program of the
Department of Energy. U this statement is not
filed within this time, subparagraph {c){1)(B)
will apply in liey of paragrapha (c)(2) and (3).
The contractor statement will be deemed
conclusive unless, within 80 days thereafter,
the Contracting Officer disagrees in writing,

"in which case the determinstion of the

Contracting Officer will be deemed
conclusive unless the contractor files 2 claim
under the Contract Disputes Act uinthin 60
deys after the Contracting Officer’s.
determination. Pending resolution of the
matter, the invention will be subjec! to
subparagraph (c)(1)(B). !

[3) Paragraph {k)(3) of the clause will

be modified as prescribed at 11?01.5(3].
$401.15 Deferred determinations.

{a) This section applies to requests for
greater rights in subject inventions made
by contractors when deferred | .
determination provisions weuiincluded
in the funding sgreement because one of
the exceptions at § 601.3(a) ways applied, -
except that the Department of Energy is -
authorized to process deferred
determinations either in accordance
with its waiver regulations or this
section. A contractor requesting greater
rights should include with its request
information on its plans and intentions
to bring the invention to practical
application. Within 80 days after
receiving a request and suppo t
information, or sooner if a statutory bar
to patenting is imminent, the agency
should seek to make a determigation. In
any event, if a bar to patenting is
imminent, unless the agency plans to file
on its own, it shall authorize the
cantractor to file a patent application
pending a determination by the agency. .
Suck & filing shall normally be at the
contractor's own risk and expense.
However, if the agency subsequently
refuses to allow the contractor lo retain
title and elects to proceed with the
patent application under government
ownership, it shall reimburse the
contractor for the cost of preparing and
filing the patent application. | :

{b) If the circumatances of concerns -
which originally led the agency to
invoke an exception under § 401.3(a) ere
not applicable to the actual subject
invention or are no longer valid because - -
of subsequent events, the agency should
allow the contractor to retain title to the
J[nvention on the same conditions as

s would have applied if the standard

clause at § 401.14{a) had been u§ed '

originally, unless it has been licensed.
{c) If paragraph (b} is not applicable

the agency shall make its determination
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based on an assessment whether its:
own plans regarding the invention will
better promole the policies and
objectives of 35 U.S.C. 200 then will
contractor ownership of the invention.
Moreover, if the agency is concerned
only about specific uses or applications
of the invention, it shall consider leaving
title in the contraclor with additional
conditions imposed upon the
contractor's use of the invention for
such applications or with expanded

L XY

government license rights in such-
applications. -
(d} A determination no! to allow the
contractor to retain title to a subject
invention or to restrict or condition its
title with conditions differing from those
in the clause at § 401.14(2). unless made
by the head of the agency. shall be
appenlable by the contractor to an
agency official at a level above the
person who made the determination.
This appeal shall be subject to the

1

- ILLING COOE 3810-10-0

procedures applicable to
§ 401.11 of this part.

§401.18  Submissions and Inquiriess

All submissions or inquiries should be
directed to Federa! Technology
Management Policy Division. telephone
number 202-377-0859, Room H4837, U.S.
Department of Commerce. Washington,
DC 20230,
[FR Doc. 87-5818 Filed 3-17

appeals under

87. 845 am)






