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';Dear Norm

- contain a line item for technology transfer, (2) that the univer

oPB/p

- Enclosure

' February 18, 1976

N | thoroughly enjoyed your presentation at the SUPA Meeting |-
~in Chicago. I completely agree with your approach to the patent
problems at Universities: and hope that you 1deas w111 prevall
‘ 1n government pollcy.- o

: In 1973, when I was a member of the NSF Advlsory Commltteeff
' for Planning and Institutional Affairs, I proposed a plan for |
. direct agency support for technology transfcr. I may have sent .
‘you. a copy of this proposal at that time but if not I enclose -
‘one for your information. ~The Committee discussed this plan but.
it was disbanded before a decision was reached on whether or not:
‘to submit it to the Natlonal Sc1enre Board

: The NSF has not shown any further 1nterest in this proposalh
‘but I still believe it has some merits although some modificatiog
are probably in order. The basic concepts of. the plan are that |

(1) 'there be a firm agreement that each research proposal shall

sity should match funds probably on a 50% basis,. (3) that there
be a separate account for support. funds and royalties, and (4)
that federal support should end when the program becomes self-
supportlno : ‘ _

1 would lrke to have your comments on thlS plan and whether

you sce any way that it mlght be pUL 1n effect W1th one or more jp
-federal agenC1es._- 8 _ o . ‘

jhhSincerely:Yours;

Q/bmﬁlm

' 01af“p _
' Coordlnator of Resealch

ns ‘
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Jnrvers ty of Uelauarc-f::.rj. "ff'f' o Prooosco For. HSE but . -
‘ _ _ L - g,,“ot 1ortally_suqn1tted-
UNIVERSITY REQFARCH UTILIYATION ‘ : T o

,_g:NTRODUCTION-f. f3f%h:,‘:”;pﬂ;reﬁ

Thc research fac1llt1es that have been bullt up - 1n cnlversi;.
ties since. 1955 rcprescnt ‘a large‘and contlnulng cxpendlture offerr“'
”publlc funds, and thr publlc deserves maximum. retarn on. thlS in-
- vestment.. Whrle federally funded unlver51ty research has madeg}g
| va]uable contrlbutlons to the defense, space and atomlc programs;f”

'.1t has not producee an apprec1ab1e number of commerc1ally success—

| **.,_ful 1nventlons or dluCOV@rlea in other flelds.: Thrs apparent 1ack B
of commerc1al utlllty does not mean that commer01ally successful-ll
results cannot be obtalned from unlver51ty research ‘but rather that'

" there has been no 1ncent1ve for commerc1a1 deve10pment _ as a mat-

| ter of fact, ongorng unlver51ty research represents a valuableni

‘natlonal resource that should be eyplorted mora fully for the benem"

fit of-the publlc. However, successful explortatlon can only be
‘obtalned by prov1d1ng 1ncent1ves for the unlver51ty, and for the
private comoany that w1lj.handle'the commerc1al development or the

~state or local-agency that may utlllze the results of the research

' STATEMENT OF THE PROBLEM

Federal'research.contracts and grants to unlver31tres do not_
rhave a budgct llne 1Lem for research utlllzatlon but publlcatlonw
.usually is funded ThlS means . that the results of the researcr-are.

publlshed and Lhen the pro;ect is termlnated w1thout any study of-
the posslbnlltles for utlllratron.‘ Most UanCrS]tlQS are 1ntcrested

in promotlnq;thc us c of thelr rcscdrch, and do p10v1de ]Jmliod fund:-'




"_Thrre are no data to 1ndlcate that dlSCOVerlEJ are belng w1thhe

: _fof:patcnttand'c0p"fight'protection,‘but they cannot afford an |
'adequate rcsearch utllldathn proqram.J"Somewarrdngement is~ﬁee:

"ed S0 that each IQSOdlCh progect can be crltlcallv oAamlnod for-

useful techrology, and support can be prov1ded to develop 1nven

i

tlons and dlscovelles that apptar to have potentlal for success

ful commor01al development or would be useful to the publlc

'-I“mHE'PRESENT'SITUATiON'

There is a w1dely held oplnlon that much of the ‘research .

flnanced by the fedcral gOVernment has not been fully utlllzed;:

from the publ;c{_but the vast sums spent on researchtand the Sm

number of'patentsegranted On the'workVindioates a- lacP of utiii
'Zation. For example, 1n the four years 1966 70 the NSF 1s=ued;’

16,207 grants or contracts for 905 mllllon dollars and’ repo ted'

only 237 patent dlsclogures and 21 patentq‘grantea There is n
1nformatlon avallable'on any commerc1al use of these;pétents.
Some utiliiation witﬁOutﬁpatent‘ototection may ocoer, but'iﬁlge
al the additionai expeﬁﬁitﬁre needed.for'oomﬁerciaiizationwil;
”ebe 1ncurred by a prlvate company w1thout patent protectlon. |

The deerl pOlle on patent protecthn hae been a mdjor f

1a -
all.
o

ner-—

not

aCc-

tor in deterllng prlvate lndustry from u51ng federally funded re— -

search. The llbelallzatlon by presxdentlal order haS glven a

po]:cy that is worhable a‘Lhovgh stlll cons 1dercd unsatlofactorv by

many compnnlo,, bu+ ovon thas pOllC}, WhJCh offoro‘mlnlmﬁl pltont '

protcctaqn,,ls now'under court attack by consumer.groups. Thi




+t

,unenrtalnty of patcnt protoctlon greatly 1ncroaacs the problem

.tecunoloq; tTun”fLJ

V_ihhunljersities
'ofiehted hee rarch 1n accorddnce w1th the demandv of aponsors.
fanGSthdtorS wtlcome thl% trend but the mdjorlty are SLlll P
'marlly JhterL
,;referctd journa] as th

res earch

'Corporatlon

_utlllzatlon, out'only_to a llwltedfdegree
'fleld of research
: been mad by the Un:ver51ty of Callfornla
:sity._.
3.

are:

Sk Nuuher' rofcr to mater:a] ln tho anpondlh

Un1v0r51ty AFtAUJiL ]The otientatibn towardfbasic resear

cd 1n basle reaoarch and concjder DLbllC&LlOn 1
loglcal and suff1Clent end product of

An educatLOnal proqram is needed totintorm faculty

bers on procedures for'technclogy transfer'and.to Convince the

that 1t is- also rewardlng to have thelr research used in 1ndue

or COntrlbuthg to better soc1al COndltlons. The Research Man
ment Imptovement SLCthE of the NSP is supperteng an exploratc
pro;ect in. thls fl@;d Lhrough thelr contract w1+h the Research
(L)*; A number ‘of unlver51t1es and collegeb,.part
larly those.w1th a Land Grant background have long promoted X
Surﬁeys Of'univefsitv activity-haﬁe recenf
‘and Northwestern Uni

Partial reports of their finds'are

drawn from thesde

Some general conclusions that can bé sux

A. University of. Califormia

ﬂg ch ng1ng qomtnhut to 1nc]tde more . m35510n~

and-never across the
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Northvestern UnJVLr51tz

f_buL ftw use OutCJJC mnnagcmcnt flrmw
QRoyaltles tQ the 1nvcntor vary from 152 to

”Lough dvcrage of 30%.

for patent managenent flrn¢.,:

(8]
[
¢

The major part of the income alwav comes from one

iiThe lnvcntor s dovurtment and COlngL usually do not .

share 1ﬂ the roy lty 1ncome

1

. Patent nctLVJty lncreaQes rapldly w1th 1ncreaqed p

“'from rO}ﬂlthS

g flom 0 to quD 000. w1tb tho avolaqo f01 25 qchoo]

,:mq $17, oo

;u'ln'general “the conclu51on% of the Ca]lfornla survéy 

are confirmed

‘Ovcr half of the lnstltutlons use a patent commlttﬁ

to de01do whethor to flle a Datent appllcatlon. 2]

" out of the 57 J.n'stltutlon¢ use outSLdL-consultantsi

he]p them determine whethcr to flle,

f6551onal tine dovoted to pntﬂnt promoilon._

-Only ll ouL of 49 roported iull recovcly of e\pnnsps

'Tho roughW} egt1mﬁtcd cost 01 adm1n1¢t1atlon varies

.'-A majorlty of. Lhc 1n titubions ﬁSQZGUtside consultants

w1th]a"_".
“nhtwo patonts, 1rre,pcctLVL of the 5170 of the program.f"

“Mostlnstltut10n~ do not have £ull tlmc patent employtes
-Based on. the number of dlqclosureg, more appllcatlonsr'

per dlaclosure are flled by unlverSLtles than is usual

"O" L

be-

,Or"”




6. An unus udlly larga numbcr of patontv'are licensed.

GOVLrnnnnt Act1v1ty Technology tranbfor und roseoroh util-

tion program, arc. bojnq offered by a nuwoor of fedoral dnd stat

*agon01es; Among_thesefprograms the Intorgovervm’ntal Solence,-'

Exporimental T FD Inc ntlves, and the Research Ldﬂ‘ooment-lmpron
ment programo 1n Lhc Narlonal 501ence Pounoatlon are‘the'onQS'n

apblicable to‘universities};but-no_government progrem directly

fully covers the'University situation. A'satisfactoryfuniversi

reoearch utlllzatlon program ;hould plovrde': 

Lok

A,__cohtlnual revle: of all research to ideﬁtifY'any proje

-B.. capeoilitf.for:patent'coverege either in*house‘or.thré
an eyternal agency . |

C; .agroements w1th one or more external teL}nology dcvelc
'ment agencres.'_: | |

 D.' the rlght to obtaln and llcenoe pgtentq reeultlng fron

sponsored or unsponaored research

E. support_for llmlted development of inventiOns'or dis—

.coverles to the 901nt where nonfcderal sponsors w:ll

provrde support.

Professlonal Orqanlaatlons The Natlonal A‘bOClatlon of St

'UanGrSltleS and Land Grant Collegee mudu a;study of unlver 1tye
rescarch utlllzatlon in 1973 and drafted a polzcy and posrtlon'
.,pdper entlt]ed "A UﬂlVPraltY Dollvery %ystom for he sources andr'

huoh]odgo Re“ourccq (4). This paper'has not beoen issuced but g

draft calls for an-extensive fodoral at“Lo-amd local governmen

‘forganiiafion focu Ld thlough one UanOI&JL) in. cach state.  Ext

suiteble'for‘oommer01al development or'publicrose.‘; f
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sion agcrt,,. 1m1]u1 to Lhu;c in.the-preﬁent Cooperative Extension

sy -

ﬁS?rvites,:wfuld bc Lhﬁ meghdnl m_for reséaréh utilizatién; :

It appcala tth ths proposal wou]d ot up a’ new buxéducrary-

‘fat all goveVnmfnt lc*ols that voJld bw OXP”H%lbe.dnd mlcht dciuaif"
:1y thdcr raLhﬁ thar dsslst transfer butwccn the nroduccr and the‘a

'user,' chhnoionf'and Jnformation tran<fer w1}l proceod smoothly;

'_only 1f the un¢verultj establlshes crcdlblilty w1th tho groups el

'nhom 1nformatlon 15 to be tran ﬁreq and theso éroups become re;' .
o o _ [
ccptlve to'unaver51ty lnltlatlves.” hese att:tudea of CrEdlDlllty %
:and IECGPLlVlty can bn attalned better by dlrect negotlataonu bb; %
‘tweenthe prlnc1pals than by neootlatlons throagh a thlrd Darty; !
The Natlonal Academv of nnglneerlng recen*ly nade a study §£ 

the NSP _nd'prepared a'reﬁort.entltled, “Techno]ogy Trans fer and
Utlllzation;f,'mhls report dealt prlmarlly ‘lth Lhe transfor froﬁ‘ :
.fedéral agenc1es but. 1nd1cated that it alqo cou]d aoply to un1vef~  'J‘. E
‘sities!--The'repqrt_:ecommends‘that;.' ?
A, téchholoﬁ?_transfér anﬁ_utiiiiétién (TTU) bc'givén,gréaher ¢
_emphaéis,.ﬁ#rticﬁlarly'ﬁhe utilization aébcct.' : . f
{ 'B. ohif worthylprdjects be.éeigéféﬁ for action. %
| C. the proper eﬁvi#onment for TTU be‘created; i.e., é
_1,;:provide fundé_fof.transfer‘prépératibﬁ: "

32{ :cove Leﬁhnlcal dnd flnanc1al Tl”k% of part1c1pants
3;_.thubll€l a degot line-item for TTU .. e  :.l  ;.  §
49 -recogniue the."trahsfer'utilizution ageﬁt" a§ é'civ¢1' f
;sérvicL Qosltlon (1 g*mllar unlvor"jty pob; 1§u is 3 o  ‘ 'é
implied) | . A
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5. qranL o,rlu 1ve 1JCﬁnqc" for QOVUrnmnnt patanq.

.The'b o} apornich lu pwoJLrablc Lo thaL of thw WAL ULG in that 1£f

placgs‘the rcs lblllty for tra ancr W1th thw crlglnatlng and;]

receiving agencxes and does not lnLroducb an'lntermcdxary.

" SUPPORT FOR TECHNOLOGY UTILIZATION

;Th;eéwpartio' are’ anOlVed in the LOmLhrc1al evelopment of

an inventlow or @i -ovgr" nado ﬂu*wng a fc&aral %pOnaowcd reqe;rch

project in a anlver51ty ' They are the'federal:agency that supglieé

the funds.for baSlc‘ryuearch the unlve*snty whcrm t?e researcl
_conducted, ‘and Lhe pr1v tm-company that suppllnv the funds and
 expert1se to davelop; manufacture_and'mar el the 1nventloq oY ¢

'covery

_ The first stLp in thc process, the ba c-research, is'ohl‘

mongaLe ‘risk venture 1f the objectlve is to 1nr1ease ba51c P

'edge; A’proposal by an experienced investigator,_after.passi;

1 1s
the
lis-

' a

g a

'review panel, will‘very'likély Produce results that are of suffi-

Clent Va]ue to warrant publ:catlon in a. ref ereed jOlr nal. On the

other hand a proposal f01 baswc reqealch Continuing'for only!

or two‘years;-with thc‘oxpectation of a commchia. *rcduct as

result, is a vory h19h rlsk progosal with 11tt]9 ch nce'of suceess .

‘At the end of'the-b331c research step whlcb has produccd

desired extension of Lnohlﬁdgo,_a rov1ew of tbo rOﬂultq by an.

’ .’3

pert in the ficld ma3 1nd;cabe hat an 1nv“nt101 or - dquOVC]) hasg:

beoen made. At this.point the-rcsearch ntjlizntinn proceﬁs boq

“as a high risk venture whose cost usually far exceeds the cosy

ins

of

DW" 3 - l




',Lhw bahiC‘rgucdrch;ﬁ The or191nal bponsorlng dgcncy might Wﬁll be--

athfled Lhdt 1Lv OJlglnal objoctle hur bec -thalnud and txana—.

Lfer r1ght< Eor dcvrlopmcnb 1wcludlng Lho pdtonﬁ rights to_the

unlversntj fOL furthﬁr actlon.w

-Thc moat ghltdblL method of funcjnq fer tha poi nL ”ould be

L_for thc unive ity to cover‘an" GCV”lOmeﬂua] folots t"'to the'staqc

%here paL<nt aWOJlL%thH is flled,’an& then attcwpt Lo licmn5

L

0

hn paLCut to a Hrlvate COﬂpﬁny for comwe1c*a1 devolopmenu. "How~— .

ever feW'un;ver51tles;can affo a thlS course o£ action. As stated

earlier, less than half_of_the universitles in the“Nérthwestern:

University surveyfshowed_a net profit from their=research.utillzaf
tion activities, The1Calif0rnia'survey,_which covered 23 of the
larger and older universitiés,_showed oﬁly'70%,with_afnet profit.

Also in evéry case the*majdr'source of?income was from one or tw

patents. Unless a uanqulLy is ‘ortundte enough to produve a

.hlgh return patpnt 1n 1ts early years of operatlon, it will have

many years of deflClt whlch must bc made up from the educatlona

_budget; Fedclal supwort d”rlng this unav01gable pcrlod of deflci

'_would allow un1vcrsmtles to plan and carry out efchtlve prograr

-of research utllnz tlon,

A PROPOJID UN IVERSITY PROGRAM FOR TECHNOLOGY TR} ISTSR.AND UTILIZ

———

e
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The information presc nted above 1nd1cateb that now procedus

are necded to utilize tho Lnformatlon and to*hno]onw that rosult

AN

L5

500

“from university reoseavch. Worthy'material nust be idontified, put in

proper form for transfer, and then dircctedrto‘thc sublic or priw

fale




Vaqvnnln

n.ync} Tho cont of uillL/atlon hould he charod by tho soonaorlng-‘

ayency,

, pOuOd fO_dFCOn?lloﬂ Lhese ObJeCthO

1.

:”TTU GerCt cost llna~1tem for all contracts or qrdntsl
:(&stlmatgn lefs than 1% of derCt codt;).‘ |
‘.The unlvcr51ty would mauch Lhc spousoxc contrlbuLlon t
‘TTU.. . | | -
. The. LTU Lunds would be pldced ln a spec1al account cub

'ject to fedelal audlb.f'

A llmlted amount of prellcenﬂlng devclopment would be

‘llcensee.

'sity'resenrnh; _At'this point Lhe fwd<ru1 nunport uou?l

- be stopped or reduced to a. g mqll amounL to LOVOI only

dnt wxll furthwr develop thu'matcrlal for thvlr partlandr

Lhc unlvcrqlty and Lhe uzer. Thc followlng prOCLdUIC lé”

The unlvorstty would uubmzt to 1Lq deOLal sgonsor a

prOFhsal for technology transfer and utJllzatlon (TTU}

An. Instltutlonal Patent Agreement that t.,errnlts ex cluq1ve

'_llcen51ng wouldnbe negotlated.between the' agency and thé_

university.

allohed under the TTU progrgm. B

Developmept costs dster lzcen31ng would be pald by

. Royalty income. from.licenses would be placed in the TTU

acéount."

g

A reservb equal to one year of operdtlnw exp“ncnq would

bL allowod to accumulate 1n the TTU arcount - Any funds .

e

'The Loderal agency and tha unlver51ty would ncaotlatc.d .

in eabers of thl amount-could be usod to-Sup@ort univ:rfa




JdentlflcaLlun of JnV ntlon
CThe p“1n0lya] of Lhe dxrc t cos t llnc 1fﬁm in university. ™
'GXQHLF-and Cont nci" for Locthngy Lraanﬁ ;Shou]dﬁbefaCCUptéd'

fcdcral dd“WClO" tor thc full appllhatlaﬂ of thq ploposdl

Hmwcver, acceptahC? of Lhﬂ conccpt by th- NSF alona would onablcf;

eny unlvcrqltlc' to expand thcir.pre ﬁvt Lechno]o*y prograns.

”Th@ prcraguge qalnod on the VSF agmoneblatlon pr“grut could t}g

bhe used-to promote acee ptanco by oLher dgenc1 es.

5§::




