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port statement was not unqualified, but in-
serted the word ““apparently” parenthetically.
Actual knowledge of the patentee or his at-
torney is not established in the record and the
testimony 'is ambiguous as to whether the pic-
ture on the cover page of the Kelley manuai
which was forwarded with the search report
conclusively “established the existence .of tor-
sion means. Under the circumstances the most
we can determine is that the patentee should
have investigated the Kelley board further, a
determination which does not amount to a
finding of fraud or bad faith.

26. The plaintiffs’ claim against Rite-Hite
for unfair competition and violation of the
anti-trust laws is based an Rite-Hite's hiring
on November 3, 1968 of four of DLM s sales-
men, including its general manager, who re-
signed their positions with DLM on Novem-
ber 5, 1968 and opened a sales office for Rite-
Hite in DLM's vicinity the next day.? It is un-

disputed that Rite-Hite's contact with the

DLM sales people was initiated by those sales
people, who were dissatisfied with their treat-
ment by the plaintiffs, and was not sought by
Rite-Hite. The most Rite-Hite did was hire
those mer at a higher salary than DLM paid
them.

27. The DLM sales people who moved to
Rite-Hite made some sales to firms which had
previously purchased from Akers or DLM,
some of which had received quotes from DLM
previously. :

28. Rite-Hite also contacted two of plain-
tilfs’ representatives with regard to handling
its line rather than DLM’s. In 1970, one of
thase representatives took on Rite-Hite’s line
in addition to the ptaintiffs’ but, as of the time
of taking of his deposition had had no success
with it. )

29. There has been no showing by the
plaintiffs that their customer list was in any
way secret or that quotes made were con-
fidential, and the depositions of DLM sales-
Men who moved to Rite-Hite indicate that the
identity of potential custormers for dockboards
W18 widely known in the industry. Neither has
t been shown that the new salesmen’s activity
grected rejection of the plaintifi*s offers, some

o which, "according to the depositions, had '

v made months Before the salesmen joined
Rite-Hite. :

- 30. The evidence presented by the plaintifis
28 Rol establish that the Rite-Hite salesmen
Nired from DLM misrepresented their status
Stated on Page 30 of their post-teial brief, the
s do not contend that Rite-Hite’s June,
act with American Welding, referred to
No. 2, alone substantiates a finding of
ted Jaw violations, but state that ‘“when
Pled with subsequent actions of Rite-Hite, it is

Wimitted ¢h; idi
h}‘nﬂsidcrcd-ts'the acquisition of Subsidiary should

or DLM’s product, or that Rite-Hite encour-
aged them so to do. The plaintiffs do not con-
tend that their lost salesmen were under any
obligation to refrain from contacting potential
customers who had been customers or poten-
tial customers of DLM. '

Coxcrusions oF Law

1. This court has jurisdiction over the par-
ties and the subject matter of this action.

2. Claim 5 of U. S. Patent No. 3,329,984 is
not invalid under § 102, Title 35 U.S.C.

3. The subject matter of Claim 5 of U. 8.
Patent No. 3,329,984 is obvious in the light of
the Unarco patent and the Kelley step down
board and that claim is therefore invalid and
unenforceable under § 103, Title 35, U.S.C.

4. If Claim 5 of U, S. Patent No, 3,329,984
is valid, the defendants’ Kwik-Bridge and
medifications thereof infringe that claim.

5. The deferdants have not satisfied their
burden of proving that the plaintiffs have been
guilty of unclean hands or fraud before the
Patent Office and have failed to prove any
anti~trust vielation by reason of the attempted
enforcement of Claim 5 of the patent in suit.

6. The plaintiffs have not satisfied their
burden of proving any unfair competition on
the part of Rite-Hite.

7. The plaintiffis have not satisfied their
burden of proving that the defendant, Rite-
Hite, attempted to monopalize trade and com-
merce in dockboards in violation of the Sher-
man Act.

Counsel for the defendants will prepare an
order for judgment and submit it to opposing
counsel for approval as to form.

Court of Customs and Patent Appeals
Inre Luck anp GavEr
No. 8342 Decided Apr. 26, 1973

. PATENTS

1. Patentabiiity — Invention — In gen-
eral ($51.501) :

Under 35 U.S.C. 103 not only are teach-
ings of prior art taken into consideration but
also the level of ordinary skill in pertinent
art. i :

2. Claims. — Article defined by process
of man_i.lfaCture (§20.15)

Product claims may include process steps
to wholly or partially define claimed prod-
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uet; to-extent these process limitations distin-
guish preduct over prior ar, they must be
given same consideration as traditional prod-
uct characteristics.

Particular patents—Xamp Coating

Luck and Gainer, Lamp Coating, claims 1
to 10 of application refused.

Appeal from Board of Appeals of the Pat-
ent Office. )

Application for patent of Russell M. Luck
and gordon C. Gainer, Serial No. 772,439,
filed Oct. 25, 1968; Patent Office Group 160,
From decision rejecting claims 1 to 10, appli-
cants appeal. Affirmed.

W. D. Paiuer (Brair R. STUDEBAKER of
counsel) both of Pittsburgh, Pa., for appel-
lants,

3. W Cocuran (Frep E. McKeLvey of
counsel) for Commissioner of Patents.

Before Marxkey, Chief Judge, Ricy, Barp-
wiIN, and LaNg, Associate Judges, and Ar.
MOND, Senior Judge.

MarkEy, Chief Judge.

This appeal is from the decision of the
Board of Appeals, adhered to on reconsider-
ation, affirming the rejection of all the claims
of appellants’ application, serial No. 772,439,
filed October 25, 1968, for “Lam Coating,”
as unpatentable under 35 U.S.(%J 103 over
Pipkin ! in view of Crissey et al. and Boyd.?
We affirm.

The Invention

The invention retates to an external coating
foe an incandescent lamp envelope {e.g. 2
Christmas tree lamp) which is adapted to both
indeor and outdoor use and may be applied by
a dip-coating process. The claims are drawn to
the resultant coated glass envelope, claim 1
being representative:

1. A hollow light-transmitting lamp-
butb-shaped glass member adapted to sur-
round a source of radiations, a coating car-
ried on the external surface of sajd glass
member, said coating comprising a mixture

of:

{a) a polymer consisting essentially of
polymethylmethacrylate having a tack point
temperature of at least 170°C. and an inher-
ent viscosity of at least 0.44;

(b} from 0.1% to 10% by weight of said
polymethylmethacrylate of an organofunc-
tional silane having organic functional
groups and silicon functional groups, or-

VLS. 2,781,654, issued February 19, 1957.
2. 5.2,934,509, issued April 26, 1960,
3. 8. 3,082,183, issued March 19, 1963,

ganic functional groups 'rj_f said silane re-
acted with said poiymethylﬁnethacrylmc and
silicon functional groups of said silane re-
acted with the surface of said glass member
to couple said polymethylmethacrylate to
said glass member; i

(c) from 2% to 20% bi' weight of said
polymethylmethacrylate of an additive or-
ganic substance *which is at . least sub-
stantially transparent, has a boiling tem-
perature at atmospheric pressure of at [east
250°C,, and is complesely soluble in said
polymethylmethacrylate polymer within the
temperature range of from -40°C to 170°C.
and :

(d) said coating having been affixed to
said_glass member by applying thereon a
liquid organic solvent having  dissolved
therein said polymer, said organofunctional
silane and said additive organic substance,
and said coated glass mémber thereafrer
being baked.

Dependent claims 2-9 define limitations such
as specific silanes in (b), organic substances in
{c), or coloring substances. 1 idependent claim
10 is drawn to the preferded embodiment,
0.3-3% of component (b) and 5-15% of com-
posent (c). E

o

The Prior Art

5
The primary reference Pipkin discloses
glass lamp bulbs externally coated with a lac-
quer composition which ‘may be based on
methacrylate esters. The coa ing is applied in
a mixture of organic solvents,ithe solyents then
being removed.

Crissey et al. disclose methylmethacrylate
polymer coatings, pigmented; or clear, for ce-
ramic articles, wherein 10450% by weight
{based on the weight of the pdlymer) of a plas-
ticizer is included. The correlation js set forth
between plasticizer and physical properties of
the coating, such as cracking, crazing, Aexibil-
ity and durability. A solvent is employed in
application and removed by a r-drying or bak-
ing. .

Boyd, though directed to dize compositions
for glass fibers rather than coatings for light
bulbs, teaches the use of a coupling agent to
promote adhesion 1o the glass fibers of the
polymeric coating, which may consist primar-
ity of polymethylmethacrylaté. Organic silanes
are described as suitable agents, with the na-.
ture of organic radical not being critical “ex
cept the greater the degree fof compatibility
with the resinous material, the "greater the
coupling power between the fesinous mi!_lC"“'t
and the glass surface.” In ithese particular
compositions the silane coupler is present N
amounts of 0.8-3.5% by weight, the polymef ‘
1-7% and the aqueous carrier 75-98%.
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The Rejection

The examiner considered it obvious to mod-
ify the basic coating of Pipkin by including the
silane coupler of Boyd to improve adhesion
and the plasticizer of Crissey et al. to improve
the physical characteristics of the coating. An
affidavit submitted in an attempt to establish
criticality for the upper limit of 10% for the si-
lane in the present coating was found to be un-
persuasive. Moreover, determination of opti-
mum amounts of silane for a particular
coating was considered within the realm of
routine experimentation for one of ordinary
skill in the ar1.

The process limitation set forth in part {d)
of claims 1 and 10 was not regarded as signifi-
can: with respect to patentability of the
claimed article for two reasons. First the or-
ganic solvent vehicle was no longer present in
the product per se and second, an affidavit
purporting to demonstrate the difference be-
iween the present coating and a coating using
an aqueous vehicle provided no actual com-
parisons thereof.

In sustaining, the board agreed that appel-
lants had failed to show that the use of a some-
what smaller ratio of silane to methacrylate
(Boyd using a minimum of 11.4%) was signifi-
cant. On reconsideration, the observation was
added that “[i]t is a routine matter to deter-
mine optimum proportions for a given silane.”
The correspondence of appellants’ ingredient
(c) to conventional plasticizers was noted, a
fact made evident by a review of the specifica-
tion, On the matter of the process limitation,
the board stated:

* * * Insofar as the coated glass is con-
cerned, it is immaterial whether the cou-
pling agent was carried in water or in an or-
ganic selvent, sinee the carrier is no longer
present in the finished article. In any event,
we consider it obvious to use an organic sol-
vent, because this is the vehicle in Pipkin
and in Crissey et al.

Opinion

Aﬁpellants rest their case for unobviousness
on tne amount of silane coupler employed in-
the lamp coatings and the method of appli-
£ation, as set forth in the process limitation, It
1s urged that nowhere'in the prior art is it sug-
Bested to use a silane coupler in the propor-
tlons employed by appellants or to apply a
coating containing such coupler in an organic
solvent. The disclosures of Boyd are said to
cad only to the use of much greater amounts
ofthe silane in an aqueous vehicle. _

(1] We cannot accept appellants’ con--
tentions, The function of the silane in improv-
ln% adhesion of polymeric material to a glass
“!‘ strate was known, as was the effect of the
Plasticizer on the physical properties of the

coating. Under §103 not only are the teach-
ings of the prior art taken into consideration
but also the level of ordinary skill in the per-
tinent art, Graham v. John Deere Co., 383
U.S. 1, 17, 148 USPQ 459, 467 (1966). In the
present case, ‘we must agree with the Patent
Office that the determination of optimum
amounts of the silane to achieve its recognized
effect would lie within the ambit of ordinary
skill.-in the art. The relevant affidavit of the
colnventors evidences no more than routine
testing to ascertain the most favorable propor-
tions for this particular application. No eriti-
cal upper limit is established. No unexpected
result is demonstrated. Hence we find no basis
for patentability in the amount of silane cou-
pler.

[2] As for the method of application, it is
well establishied that product claims may in-
clude process: steps to wholly or partially de-
fine the claimied product. See In re Brown, 59
CCPA ___, 459 F.2d 531, 535, 173 USPQ
685, 688 (1972), and the cases cited therein.
To the extent these process limitations distin-
guish the preduct over the prior art, they must
be given the same consideration as traditional
product characteristics. In the present case, we
cannot agree with the Patent Office that the
absence of the carrier in the final product ren-
ders the carrier immaterial. The method of ap-
plication could well result in a difference in
the coated ariicle, regardless of the fate of the
solvent. 5

But we do find that the Patent Office has es-
tablished a prima facie case of obviousness for
the product even with full weight being given
to the process limitation. The Pipkin and
Crissey et al. references specifically teach the
use of an organic solvent. Hence such a solvent
is an obvious alernative to the aqueous carrier
of Boyd, no criticality having been taught by
Boyd for the combination of silane and water.

Appellants’ affidavit alleging that the use of
an aqueous vehicle would result in an “ex-
tremely poorly adherent and unsatisfactory”
coating fails to provide the rebuttal evidence
necessary to overcome this prima facie case. As
pointed out by the examiner, no comparative
tests are presented for evaluation. Accord-
ingly, on the record before us, the process limi-
tation adds no distinguishable characteristic to
the claimed product.

The decision of the board is affirmed.
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port statement was not unqualified, but in-
serted the word “apparently”™ parenthetically.
Actual knowledge of the patentee or his at-
torney is not established in the record and the
testimony 'is ambiguous as 1o whether the pic-
ture on the cover page of the Kelley manual
which was forwarded with the search report
conclusively " established the existence .of tor-
sion means. Under the circumstances the most
we can determine is that the patentee should
have investigated the Kelley board further, a
determination which does not amount to a
Anding of fraud or bad faith.

26. The plaintifis’ claim against Rite-Hite
for unfair competition and violation of the
anti-trust laws is based on Rite-Hite's hiring
on November 3, 1968 of four of DLM’s sales-
men, including its general manager, who re-
signed their positions with DLM on Novem-
ber 5, 1968 and opened a sales office for Rite-
“Hite in DLMs vicinity the next day.® It is un-
disputed that Rite-Hite's contact with the
-DLM sales people was initiated by those sales
people, who were dissatisfied with their treat-
ment by the plaintiffs, and was not sought by
Rite-Hite. The most Rite-Hite did was hire
those men at a higher salary than DLM paid
them.

27. The DLM sales people who moved to
Rite-Hite made some sales to firms-which had
previously purchased from Akers or DLM,
some of which had received quotes from DLM
previously.

28. Rite-Hite also contacted two of plain- -

tifls' representatives with regard to handling
its line rather than DLM's. In 1970, one of
those representatives took on Rite-Hite’s line
in addition to the plaintiffs’ but, as of the time
of taking of his deposition had had no success
with it. n

29, There has been no showing by the
plaintiffs that their customer list was in any
Wy secret or that quotes made were con-
fidential, and the depositions of DLM sales-
Men who moved to Rite-Hite indicate that the
ldcntny of potential customers for dockboards
was widely known in the industry. Neither has
It been shown that the new salesmen’s activity
cﬂ'cctcgl rejection of the plaintifi’s offers, some
of w ich, according to the depositions, had
el made months before the salesmen Jjoined

Rite-Hize.

o 30. The evidence presented by the plaintiffs
h?C! not establish that the Rite-Hite salesmen

Ired from DLM misrepresented their status
e l:inAts_r.‘lrlalcd on Page 30 of their post-trial briel, the
-"%81 S do not contend that Rite-Hite's June,
In Fi:(?-""m with American We}ding, refen"cd 1o

tetrun No. 2, alone substantiates a finding of
mplcds‘ Jaw violations, but state that “when
%fﬂillm‘:]w:[v? Su:scquen_a actions of Rite-Hite, it is
h“‘“!idcrcdtts‘( ¢ acquisition of Subsidiary should

or DLM’s product, or that Rite-Hite encour-
aged them so to do. The plaintiffs do not con-
tend that their lost salesmen were under any
obligation to refrain from contacting potential
customers who had been customers or poten-
tial customers of DLM.

CoxcLusions oF Law

-. 1. This court has jurisdiction over the par-
ties and the subject matter of this action.

2. Claim 3 of U. S. Patent No. 3,329,084 is
not invalid under § 102, Title 35 U.5.C.

3. The subject matter of Claim 5 of U. S.
Patent No. 3,329,984 is obvious in the light of
the Unarco patent and the Kelley step down
board and that claim is therefore invalid and
unenforceable under § 103, Title 35, U.S.C.

4. If Claim 5 of U. S. Patent No, 3,329,984
is valid, the defendants’ Kwik-Bridge and
modifications thereof infringe that claim.

5. The defendants have not satisfied their
burden of proving that the plaintiffs have been
guilty of unclean hands or fraud before the
Patent Office and have failed to prove any
anti-trust violation by reason of the attempted
enforcement of Claim 5 of the patent in suit.

6. The plaintiffs have not satisfied their
burden of proving any unfair competition on
the part of Rite-Hite.

7. The plaintiffs have not satisfied their
burden of proving that the defendant, Rite-
Hite, attempted 10 monopolize trade and com-
merce in dockboards in violation of the Sher-
man Act. |

Counsel for the defendants will prepare an:
order for judgment and submit it to opposing
counsel for approval as to form. :

Court of C;ustoms and Pateﬁt Appeals
In re LUck AND GAINER
No. 8842 . Decided Apr. 26, 1973
PATENTS |

1. Patentability — Invention — In gen-

eral (§51.501)

Under 35 U.S.C. 103 not only are teach-
ings of prior art taken into consideration but
also the level of ordinary skill in pertinent
art, ' : : .

2. Claims — Article defined by process
of manufacture (§20.15) :

Product claims may include process steps
to wholly or:partially define claimed prod-
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uct; to extent these process limitations distin.
guish' product over prior art, they must be
given same consideration as traditional prod-
uct characteristics.

Particular patents—Lamp Coéting
Luck and Gajner, Lamp Coating, claims 1
te 10 of application refused.

Appeal from Board of Appeals of the Pat-
ent Office,

Application for patent of Russell M. Luck
and Gordon C. Gainer, Serial No, 772,439,
filed Oct. 25, 1948; Patent Office Group 160,
From decision rejecting claims 1 to 10, appli-
cants appeal. Affirmed. .

W. D. PatMer (Bram R. STUDEBAKER of
counsel) both of Pittsburgh, Pa., for appel-
lants.

3. Wx. CocHran (Frep E. McKELvEy of
counse!} for Commissioner of Patents,

Before MaRksy, Chief Judge, Ricr, BaLp-
win, and Lang, Associate Judges, and Ar-
MoND, Senior Judge.

MaRrkEy, Chief Judge.

This appeal is from the decision of the
Board of Appeals, adhered to on reconsider-
ation, affirming the rejection of all the claims
of appellants’ application, serial No. 772,439,
ﬁlecFOctober 25, 1968, for “Lam Coating,”
as unpatentable under 35 U.S.C. 103 over
Pipkin ! in view of Crissey et al.2 and Boyd.?
We affirm. ' .

The Invention

The invention relates to an external coating
for an incandescent lamp envelope (eg. a
Christmas tree lamp) which is adapted to both
indoor and outdoor use and may be applied by
a dip-coating process. The claims are drawn to
the resultant coated glass envelope, claim 1
being representative:

1. A hollow light-transmitting lamp-
bulb-shaped glass member adapted to sur-
round & source of radiations, a coating car-
ried on the external surface of said glass
rr;_ember, said coating comprising a mixture
of:

(a) a polymer consisting essentially of
polymethylmethacrylate having a tack point
temperature of at least 170°C. and an inher-
ent viscosity of at least 0.44;

(b) from 0.1% to 10% by weight of said
polymethylmethacrylate of an organofunc-
tional silane having organic functional
groups and silicon functional groups, or-

1UL $.2,781,654, issued February 19, 1957.

2 U, 5. 2,934,509, issued April 26, 1960.
21U 5. 3,082,183, issued March 19, 1963,

ganic functional groups of said silane re-
acted with said pol‘ymethyl?methncrylalc and
silicon functional groups of said silane re-
acted with the surface of shid glass member
o couple said polymethylmethacrylate to
said glass member;.

(c) from 2% to 20% by weight of said
polymethylmethacrylate of an additive or-
ganic substance which is at .least sub-
stantially transparent, has a beiling tem-
perature at atmospheric pressure of at least
250°C., and is completely soluble in said
polymethylmethacrylate pelymer within the

" temperature range of from§—40°_C to 170°C,;
and :

{d) said coating having{ been affixed to
said glass member by applying thereon 2
liquid organic solvent baving dissolved
therein said polymer, saidzprganol‘unctional
silane and said additive organic substance,
and said coated glass member therealier
being baked. :

Dependent claims 2-9 define limitations such
as specific silanes in (b), orgafnic substances in
(c), or coloring substances, Independent claim
10 is drawn to the preferéed embodiment,
0.3-3% of component (b) and 5-15% of com-
ponent (¢). i

-

The Prior rt

The primary reference {Pipkin discloses
glass lamp bulbg externally (':E_oated with a lac-
quer composition which may be based on
methacrylate esters. The coating is applied in
a mixture of organic solventsithe solvents then
being removed. 1

bt

Crissey et-al disclose me%thylmethacrylmc
polymer coatings, pigmented or clear, for ce-
ramic articles, wherein 10:50% by weight
(based on the weight of the polymer) of a plas-
ticizer is included. The correlation is set forth
between plasticizer and physical propertics af
the coating, such as cracking; crazing, flexibil-
ity and durabitity. A solvent is employed in
application and removed by air-drying or bak-
ing. 1

Boyd, though directed to size compositions
for glass fibers rather than coatings for light
bulbs, teaches the use of a coupling agent 1o
promote adhesion to the glass fibers of ‘the
polymeric coating, which may consist priar-
iy of polymethylmethacrylate. Organic silanes
are described as suitable agdnts, with the na-
ture of organic radical not heing critical *ex-
cept the greater the degrees of compatibilily
with the resinous material [ -the ‘greater the
coupling power between the resinous mﬂ:[crl&!]
and the glass surface.” In}these particular
compositions the silane coupler is present in
amounts of 0.8-3.5% by weight, the polymer
1-7% and the aqueous carrier 75-98%.
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The Rejection

The examiner considered it obvious to mod-
ify the basic coating of Pipkin by inctuding the
silane coupler of Boyd to improve adhesion
ard the plasticizer of Crissey et al. to improve
the physical characteristics of the coating. An
afhdavit submitted in an attempt to establish
criticality for the upper fimit of 10% for the si-
lane in the present coating was found to be un-
persuasive. Moreover, determination of opti-
mum amounts of silane for a particular
coating was considered within the realm of
routine experimentation for one of ordinary
skill in the art.

The process limitation set forth in part (d)
of claims I and 10 was not regarded as signifi-
cant with respect to pateniability of the

. claimed article for two reasons. First the or-
ganic solvent vehicle was no longer present in
the product per se and second, an affidavit
purporting to demonstrate the difference be-
tween the present coating and a coating using
an aqueous vehicle provided no actual com-
parisons thereof.

In sustaining, the board agreed that appel-
tants had failed to show that the use of a some-
what smaller ratio of silane to methacrylate
(Boyd using a minimum of 11.4%) was signifi-
cant. On reconsideration, the obseivation was
added that “{i]t is a routine matter to deter-
mine optimum proportions for a given silane.”
The correspondence of appellants’ ingredient
(c) to conventional plasticizers was noted, a
fact made evident by a review of the specifica-
tion. On the matter of the process limitation,
the board stated:

* * * Insofar as the coated glass'is con-
cerned, it is immaterial whether the cou-
pling agent was carried in water or in an or-
ganic solvent, since the carriér is no longer
present in the finished article. In any event,
we consider it obvious to use an organic sol-
vent, because this is the vehicle in Pipkin
and in Crissey et al,

Opinion

Appellants rest their case for unobviousness
on the amount of silane coupler employed in
the lamp coatings and the method of appli-
¢ation, as set forth in the process limitation. It
Is urged that nowhere in the prior art is it sug-
gested to use a silane coupler in the propot-
Yons employed by appellants or to apply a
Coating containing such coupler in an organic

solvent. The disclosures of Boyd are said to

¢ad anly to the use of much greater amounts
‘of the silane in an aqueous vehicle, '
11] We cannot accept appellants’ con-
tentions, The function of the silane in improv-
""% adhesion of polymeric material to a glass
Ubstrate was known, as was the effect of the
‘Plasticizer on the physical properties of the

‘solvent.

coating. Under §103 not only are the teach-

_ings of the prior art taken inio consideration

but also the level of ordinary skill in the per-
tinent art. Graham v. John Deere Co., 383

U.S. 1, 17, 148 USPQ 459, 467 {1966}, Inthe-

present case, we must agree with the Patent
Office that the determination of optimum
amounts of the silane to achieve its recognized
effect would lie within the ambit of ordinary
skill in the art. The relevant affidavit of the
coinventors evidences no miore than routine
testing to ascertain the most favorable propor-
tions for this particular application. No eriti-
cal upper limit is established. No unexpected
resttl is demonstrated, Hence we find no basis
for patentability in the amount of silane cou-
ler. f

£2] As for the method of application, it is
well establishied that product claims may in-
clude process steps to wholly or partially de-
fine the claimed product. See In re Brown, 59
CCPA ___, 459 F.2d 531, 5335, 173 USPQ
685, 688 (1972), and the cases cited therein,

To the extent these process limitations distin- .

guish the product over the prior art, they must
be given the same consideration as traditional
product characteristics. In the present case, we
cannot agree with the Patent Office that the
absence of the carrier in the final product ren-
ders the carrier immaterial. The method of ap-
plication could well result in a difference in
the coated article, regardless of the fate of the

But we do find that the Patent Office has es-
tablished a prima facie case of obviousness for
the product even with full weight being given
to the process limitation. The Pipkin and
Crissey et al. references specifically teach the
use of an organic solvent. Hence such a solvent
is an obvious zlternative to the aqueous carrier
of Boyd, no criticality having been taught by
Boyd for the combiration of silane and water.

Appellants’ affidavit alleging that the use of
an aqueous vehicle would result in an “ex-

tremely poorly adherent and unsatisfactory”

coating fails to provide the rebuttal evidence
necessary to overcome this prima facie case. As
pointed out by the examiner, no comparative
tests are presented for evaluation. Accerd-
ingly, on the record before us, the process limi-
tation adds no distinguishable characteristic to
the claimed product. .
The decision of the board is affirmed.
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port statement was not unqualified, but in-
serted the word “apparently” parenthetically.
Actual knowledge of the patentee or his at-
torney is not established in the record and the
testimony 'is ambiguous as to whether the pic-
ture on the cover page of the Kelley manual
which was forwarded with the search report
conclusively "established the existence of tor-
sion means. Under the circumstances the most
we can determine is that the patentee should
have investigated the Kelley board further, a
determination which does not amount to a
finding of fraud or bad faith.

26. The plaintiffs’ claim against Rite-Hite
for unfair competition and viclation of the
anti-trust laws is based on Rite-Hite’s hiring
on November 3, 1968 of four of DLM s sales-
men, including its general manager, who re-
signed their positions with DLM on Novem-
ber 5, 1968 and operned a sales office for Rite-
Hite in DLM’s vicinity the next day.® It is un-
disputed that Rite-Hite's contact with the
DLM sales people was initiated by those sales
people, who were dissatisfied with their treat-
ment by the plaintiffs, and was not sought by
Rite-Hite. The most Rite-Hite did was hire
those men at a higher salary than DLM paid
them. '

27. The DLM sales people who moved to
Rite-Hite made some sales to Arms which had
previously purchased from Akers or DLM,
some of which had received quotes from DLM
previousty.

28. Rite-Hite also contacted two of plain-
tiffs* representatives with regard to handling
its line rather than DLM’s. In 1970, one of
those representatives took on Rite-Hite’s line
s addition to the plaintiffs’ but, as of the time
of taking of his deposition had had no success
with it : o

29, There has been no showing by the
plaintiffs that their customer list was in any
way sccret or that quotes’ made were con-
fidential, and the depositions of DLM sales-
men who moved to Rite-Hite indicate that the
identity of potential customers for dockhoards
was widely known in the industry. Neither has
it heen shown that the new salesmen’s activity

cﬂ'cctcfl rejection of the plaintifi’s offers, some -

- of which, according to the depositions, had
®en made months before the salesmen joined

te-Hite,
=30, The evidence presented by the plaintiffs

h?rc:dnm establish that the Rite-Hite salesmen

[
o ']‘.A“. Mated on Page 30 of their post-trial brief, the
: w ntiff;

fom DLM misrepresented their status
6'8 § do not contend that Rite-Hites June,
it‘tt':lmract with American Welding, referred 1o
N\li-tn ing No.. 2, alone substantiates 2 finding of
iy Iﬂlst dnw violations, but state that “when
-.%fm“c‘?::}? Sull;sequem actions of Rite-Hite, it is
ubir at t Pl r
h;‘""!idcrcd_n ¢ acquisition of Subsidiary should

or DLM's product, or that Rite-Hite encour-
aged them so to do. The plaintiffs do not con-
tend that their lost salesmen were under any
obligation to refrain from contacting potential
customers who had been customers or poten-

tial customers of DLM.

Coxcrysions oF Law
1. This court has jurisdiction over the par-
ties and the subject matter of this action.
2. Claim 5 of U. S: Patent No. 3,329,984 is
not invalid under § 102, Title 35 U.S.C.
3. The subject matter of Claim 5 of U. S.

Patent No. 3,329,984 is obvious in the light of -
the Unarco patent and the Kelley step down -

board and that claim is therefore invalid and
‘unenforceable under § 103, Title 33, U.S.C.

4. 1f Claim 5 of U. 8. Patent No. 3,329,984
is valid, the defendants’ Kwik-Bridge and
modifications thereol infringe that claim.

5. The defendants have not satisfied. their
burden of proving that the plaintiffs have been
guilty of unclean hands or fraud before the
Patent Office and have failed to prove any

“anti-trust vielazion by reason of the attempted

enforcement of Claim 5 of the patent in suit,

6. The plaintifis have not satisfied their
burden of proving any unfair competition on
the part of Rite-Hite.

7. The plaintifis have not satisfied their
burden of proving that the defendant, Rite-
Hite, attempted to monopolize trade and com-
merce in dockboards in violation of the Sher-
man Act.

Counsel for the defendants will prepare an
order for judgment and submit it to opposing
counsel for approval as to form.

Court of Customs and Patent Appeals
In re Luck anp GAINER
No. 8842 . Decided Apr. 26, 1973

PATENTS

1. Patentability — Invention — In gen-
eral (§51.501)

Under 35 U.S.C. 103 not only are teach-
ings of prior art taken into consideration but
also the level of ordinary skill in pertinent
art.

2. Claims — Article defined by process
of manufacture (§26.15)

Product claims may include process steps
to wholly or partially define claimed prod-
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uct; to extent these process limitations distin-
guish product over prior art, they must be
given same consideration as traditional prod-
uct characteristics.

Particular patents—Lamp Coating

Luck and Gainer, Lamp Coating, elaims 1
to 10 of application relused. :

Appeal from Board of Appeals of the Pat-
ent Office.

Application for patent of Russell M. Luck
and Gordon C. Gainer, Serial No. 772,439,
filed Oct. 25, 1968; Patent Office Group 160,
From decision rejecting claims 1 to 10, appli-
cants appeal. Affirmed.

W. D. Paimer (Bralr R. STUDEBAKER of
counsel} both of Pittsburgh, Pa., for appel-
lants.

S. Wum. Cocuran (FRep E. McKeLvEy of
counsel) for Commissioner of Patents.

Before Marxey, Chiel Judge, Rich, BaLp-
wiN, and Lang, Asseciate Judges, and Ar-
MoND, Senior Judge.

Magrkey, Chiel Judge.

This appeal is from the decision of the
Board of Appeals, adhered to on reconsider-
ation, affirming the rejection of all the claims
of appellants’ application, serial No. 772,439,
fited Octaber 25, 1968, for “Lamp Coating,”
as unpatentable under 35 U.S.C. 103 over
Pipkin ! in view of Crissey et al.? and Boyd.?
We affirm.

The Invention

The invention relates to an external coating
for an incandescent lamp envelope (e.g. a
Christmas tree lamp) which is adapted to both
indoor and cutdoor use and may be applied by
a dip-coating process. The claims are drawn to
the resultant coated glass envelope, claim 1
being representative: ' '

1. A hollow light-transmitting lamp-
bulb-shaped glass member adapted to sur-
round a source of radiations, a coating car-
ried on the external surface of said glass
nt}ember, sald coating comprising a mixture
of:

(a) a polymer consisting essentally of
polymethylmethacrylate having a tack point
temperature of at least 170°C. and an inher-
ent viscosity of at least 0.44;

(b) from 0.1% to 10% by weight of said
polymethylmethacrylate of an organofunc-
tional silare having organic functional
groups and silicon {unctional groups, or-

L. S, 2,781,654, issued February 19, 1957.
2. 8. 2,934,509, issued April 26, 1960.
3 UL 8. 3,082,183, issued March 19, 1963,

1+
ganic functional groups ¢f said silane re-
acted with said polymethyimethacrylate and
silicon functional groups of said silane re-
acted with the surface of said glass member
to couple said palymethylmethacrytate to
said glass member; !

(c) from 2% to 20% by weight of said
polymethylmethacrylate of an additive or-
ganic substance which is at .least sub-
stantially transparent, has a boiling tem-
perature at atmospheric gressure of at least
250°C., and is completely soluble in said
polymethyimethacrylate polymer within the
temperature range of.fromé—t%()“c to 170°C,;
and :

(d) said coating having been affixed to
said glass member by apply:ng thereon a
liquid organic solvent baving dissolved
therein said polymer, said prganofunctional
silane and said additive orgaaic substance,
and said coated glass member therealter
being baked. i

Dependent claims 2-9 define limitations such
as specific silanes in {b), organic substances in
(c), or coloring substances. Independent claim
10 is drawn to the preferred embodiment,
0.3-3% of compenent {b) and 5-15% of com-
ponent (c}. i

s

p——

The Prior Art

The primary reference %Pipkin discloses

glass lamp bulbs externally coated with a lac-

quer composition which may be based on

methacrylate esters. The coating is applied in

a mixzure of organic solvents,the solvents then
being removed. :

t

Crissey et al. disclose methylmethacrylate
polymer coatings, pigmented: or clear, for ce-
ramic articles, wherein 1050% by weight
(based on the weight of the polymer) of a plas-
ticizer is included. The correlation is set forth
between plasticizer and physical properties of
the coating, such as cracking,?crazing, Aexibil-
ity and durability. A solvent is employed in
application and removed by air-crying or bak-
mg. ’!(

Boyd, though directed to é:ize compositions
for glass fibers rather than goatings for light
bulbs, teaches the use of a coupling agent to
promote adhesion to the glhss fibers of the
polymeric coating, which may cansist primar-
ily of polymethylmethacrylate. Qrganic silanes
are described as suitable agenis, with the na-
ture of organic radical not beéing critical *ex-
cept the greater the degree jof compatibility
with the resinous material,ithe greater the
coupling power between the resinous matcril
and the glass surface.”” In these particulif
compositions the silane coupler is present i
amounts of 0.8-3.5% by weight, the polymer

1-7% and the aqueous carrier§75-98%. :
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The Rejection

The examiner considered it obvious ta mod-
ify the basic coating of Pipkin by including the
sitane coupler of Boyd to improve adhesion
and the plasticizer of Crissey et al. to improve
the physical characteristics of the coating. An
affidavit submitted in an attempt to establish
criticality for the upper limit of 10% for the si-
lane in the present coating was found to be un-
persuasive.. Moreover, determinatien of opti-
mum amounts of silane for a particular
coating was considered within the realm of
routine experimentation for one of ordinary
skill in the art.

The process limitation set forth in part (d)
of claims 1 and 10 was not regarded as signifi-
cant with respect to  patentability of the
claimed article for two reasons. First the or-
ganic solvent vehicle was no longer present in
the product per se and second, an affidavit
purporting to demonstrate the difference be-
tween the present coating and a coating using
an aqueous vehicle provided ne actual com-
parisons thereof.

In sustaining, the board agreed that appel-
lants had failed to show that the use of a some-
what smaller ratio of silane to methacrylate
(Boyd using a minimum of 11.4%) was signifi-
cant. On reconsideration, the observation was
added that ““[iJt is a routine matter to deter-
‘mine optimum proportions for a given silane.”
The correspondence of appellants’ ingredient
(c) to conventicnal plasticizers was noted, a
fact made evident by a review of the specifica-
tior. On the matter of the process limitation,
the board stated:

* * * Insofar as the coated glass is con-
cerned, it is immaterial whether the cou-
pling agent was carried in water or in an or-
ganic solvent, since the carrier is no longer
present in the finished article. In any event,
we consider it obvious to use an organic sol-
vent, because this is the vehicle in Pipkin
and in Crissey et al.

] Opinion

Appellants rest their case for unobviousness
on the amount of silane coupler employed in
the lamp coatings and the miethod of appli-
fatien, as set forth in the process limitation. It
Is urged that nowhere in the prior art is it sug-
Bested to use a silane coupler in the propor-
Yons employed by appellants or to apply a
coaling containing such coupler in an organic
solvent. The disclosures of Boyd are said to

cad only to the use of much greater amounts

of the silane in an aqueous vehicle.

{1} We cannot accept appellants’ con-
tentions. The function of the silane in improv-
m% adhesion of polymeric material to a glass
’Lll Strate was known, as was the effect of the
Plasticizer on the physical properties of the

coating. Under $103 not only are the teach-
ings of the prior art taken into consideration
but also the level of ordinary skill in the per-
tinent art. Graham v. John Deere Co., 383
U.S 1, 17, 148 USPQ 459, 467 (1966). In the
present case, we must agree with the Patent
Office that the determination of optimum
amounts of the silane to achieve its recognized
effect would lie within the ambit of ordinary
skill in the art. The relevant affidavit of the
coinventors evidences no more than routine
testing to ascertain the most favorable propor-
tions for this particular application. No criti-
cal upper limit is established. No unexpected
result 1s demonstrated. Hence we find no basis
for patentability in the amount of silane cou-
pler. _

[2] As for the method of application, it is
well established that product claims may in-
clude process steps to wholly or partially de-
fine the claimed product. See In re Brown, 59
CCPA __._, 459 F.2d 531, 535, 173 USPQ
685, 688 (1972), and the cases cited therein.
To the extent these process limitations distin-

guish the product over the prior art, they must -

be given the same consideration as traditional
product characteristics. In the present case, we
cannot agree with the Patent Office that the
absence of the carrier in the final product ren-
ders the carrier immateriat. The method of ap-
plication could well result in a difference in
the coated article, regardless of the fate of the
solvent.

But we do find that the Patent Office has es-
tablished a prima facie case of obviousness for
the product even with full weight being given
to the process limitation. The Pipkin and
Crissey et al, references specifically teach the
use of an organic solvent. Hence such a solvent
is an obvious alternative to the aqueous carrier
of Boyd, no criticality having been taught by
Boyd for the combination of silane and water.

Appellants’ afhdavit alleging that the use of
an aqueous vehicle would result in an *ex-
tremely poorly adherent and unsatisfactory™
coating fails to provide the rebuttal evidence
necessary to overcome this prima facie case. As
pointed out by the examiner, no comparative

tests are presented for evaluation. Accord- -

ingly, on the record before us, the process limi-
tation adds no distinguishable characteristic to
the claimed produet.

The decision of the board is affirmed.
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port statement was not unqualified, but in-.

serted the word “apparently” parenthetically.
Actual knowledge of the patentee or his at-
torney is not established in the record and the
testimony ‘is ambiguous as to whether the pic-
ture on the cover page of the Kelley manual
which was forwarded with the search report
conclusively established the existence .of tor-
sion means. Under the circumstances the most
we can determine is that the patentee should
have investigated the Kelley board further, a
determination which does not amount to g
finding of fraud or bad faith.

26. The plaintiffs’ claim against Rite-Hite
for unfair competition and violation of the
anti-trust laws is based on Rite-Hite’s hiring
‘on November 3, 1968 of four of DLM s sales-
men, including its general manager, who re-
signed their positions with DLM on Novem-
ber 5, 1968 and opened a sales office for Rite-
Hite in DLMs vicinity the next day.® It is un-
disputed that Rite-Hite’s contact with the
DLM sales people was initiated by those sales
people, who were dissatisfied with their treat-
ment by the plaintiffs, and was not sought by
Rite-Hite. The most Rite-Hite did was hire
those men at a higher salary than DLM paid
them.

27. The DLM sales people who moved to
Rite-Hite made some sales to firms which had
previously purchased from Akers or DLM,
some of which had received quotes from DLM
previously.

28. Rite-Hite also contacted two of plain-
tiffs' representatives with regard to handling
its line rather than PLM’s. In 1970, one of
those representatives took on Rite-Hite’s line
in addition to the ptaintiffs’ but, as of the time
of taking of his deposition had had no success
with it, .

29. There has been no showing by the
Plaintifls that their customer list was in any
way secret or that quotes made were con-
fidential, and the. depositions of DLM sales-
Men who moved to Rite-Hite indicate that the
identity of potential customers for dockboards
was widely known in the industry. Neither has
t been shown that the new salesmen’s activity
effected rejection of the plaintifl’s offers, some
of which, according to the depositions, had

";‘:2 ";_ade months before the salesmen joined

~Hite. '
+30. The evidence presented by the plaintiffs
%8 ot establish that the Rite-Hite salesmen
Aited fram DLM misrepresented their status

. l;ii‘\“".&m!ed on Page 30 of their post-triai brief, the
‘Y‘)GEI s do not contend that Rite-Hite’s June,
i:".““'ﬂct with American Welding, referred to
“ll-tmmg No. 2, alone substantiates a finding of
<oup| dﬂ Jaw violations, but state that “when
WPled with subsequent actions of Rite-Hite, it is

iltcd th h P P
Oﬂsidcrcda_slt € acquisition of Subsidiary should

or DLM’s product, or that Rite-Hite encour-
aged them so to do. The plaintiffs do not con-
tend that their los: salesmen were under any
obfigation to refrain from contacting potensial
customers who had been customers or poten-
tial customers of DLM.

CoxcLusions oF Law

1. This court has jurisdiction over the par-
ties and the subject matter of this action.

2. Claim 5 of U. 8. Patent No. 3,329,984 is
not invalid under § 102, Title 35 U.S.C.

3. The subject matter of Claim 5 of U. S.
Patent No. 3,329,984 is obvious in the light of
the Unarco patent and the Kelley step down
board and that claim is therefore invalid and
unenforceable under § 103, Title 35, U.S.C.

4. ¥ Claim 5 of U. $. Patent No. 3,329,934
is valid, the defendants’ Kwik-Bridge and
modifications thereof infringe that claim.

5. The defendants have not satisfied their
burden of proving that the plaintiffs have been
guilty of unclean hands or fraud before the
Patent Office and have failed to prove any
anti-trust violation by reason of the attempted
enforcement of Claim 5 of the patent in suit.

6. The plaintiffs have not satisfied their
burdea of proving any unfair competition on
the part of Rite-Hite.

7. The plaintiffs have not satisfied their
burden of proving that the defendant, Rite-
Hite, attempied to monopolize trade and com-
merce in dockboards in violation of the Sher-
man Act.

Counsel for the defendanss will prepare an
order for judgment and-submit it to apposing
counsel for approval as to form.

Court of Customs and Patent Appeals
. In re Luck anp Gamer
No. 8842 * Decided Apr. 26, 1973

PATENTS

L. Patentability — Invention — In gen-
-eral {§51.501)

Under 35 U.5.C. 103 naot only are teach-
ings of prior art taken inte consideration but
alse the level of ordinary skill in pertinens
art. '

2. Claims — Article defined by process

of manufacture (§20.15)

Product claims may include process steps
to wholly or partially define claimed prod-

Ty
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uct; to extent these process limitations distig-
guish product over prior art, they must be
given same consideration as traditjonal prod-
uct characteristics.

Particular patents—Lamp Coating

Luck and Gainer, Lamp Coating, claims 1|
to 10 of application refused.

Appeal from Board of Appeals of the Pat-
ent Office. o

Application for patent of Russell M, Luck
and Gordon C. Gainer, Serial No. 772,439,
filed Oct. 25, 1968; Patent Office Group 160.
From decision rejecting claims 1 to 10, appli-
cants appeal. Affirmed.”

W. D. PaMer (Brair R STUDEBAKER of
counsel) both of Piusburgh, Pa., for appel-
lants.

5. Wa. Cocurax (Frep E. MeKeLvey of
counsel) for Commissioner of Patents,

Before Markey, Chief Judge, Ricw, Barp-
wiN, and Lang, Associate Judges, and A1-
MOND, Senior Judge.

MARKEY, Chief Judge.

‘This appeal is from the decision of the
Board of Appeals, adhered to on reconsider-
ation, affirming the rejection of all the claims
of appellants’ application, serial No. 772,439,
Fled October 23, 1968, for “Lam Coating,”
as unpatentable under 35 U.S.C. 103 gver
Pipkin ! in view of Crissey et al.? and Boyd.?
We affirm..

The Invention

The invention relates to an external coating
for an incandescent lamp envelope (e a
Christmas tree lamp) which i adapted to both
indoor and outdoor use and may be applied by
a dip-coating process. The claims are drawn to
the resultant coated glass envelope, claim 1
being representative:

1. A hollow light-transmitting lamp-
bulb-shaped glass member adapted to sur-
round a source of radiations, a coating car-
ried on the external surface of said glass
member, said coating comprising a mixture
of: ‘

{(a) a polymer consisting essentially of
polymethylmethacrylate having a tack point
temperature of at least 170°C. and an inher-
ent viscosity of at least 0.44;

(b) from 0.1% 10 10% by weight of said
polymethylmethacrylate of ‘an organofunc-
tional silane having organic functional
groups and silicon functional groups, or-

LU 5.2,781,654, issued February 19, 1957,
2L 8,2,934,509, issued April 26, 1960,
> UL 8. 3,082,183, issued March 19, 1943,

177 US_P_Q

ganic functional groups of said silane re.
acted with said polymethy methacrylate and
silicon functional groups il said silane re-
acted with the surface of said glass member
to couple said polymethy lmethacrylate 10
said glass member;

{c) from 2% to 20% by weight of said
polymethylmethacrylate of an additive or.
ganic substance which lis at least sub.
stantially transparent; has = boiling tem.
perature at atmospheric pressure of at Jeast
250°C,, and is completely soluble in said
polymethylmethacrylate polymer within the
temperature range of from -40°C 1o 170°C
and :

{d) said coating haviné bzen affixed to
said glass member by applying thereon a
liquid organic solvent having dissoived
therein said polymer, saidjorganofunctional
silane and said additive organic substance,
and said coated glass member thereafier
being baked. i

Dependent claims 2-9 clcﬁncf_ limitations such
as specific silanes in (b), organic substances in
(¢}, or coloring substances. Independent claim
10 is drawn to the preferred embodiment,
0.3-3% of component (b) and 3-15% of com.
ponent {c).

1

The Prior Art

The primary reference Pipkin discloses
glass lamp bulby externally eoated with a lac-
quer composition which may. be based on
methacrylate esters. The codting is applied in
a mixture of organic solvents tha solvents then
being removed.

Crissey et al. disclose methylmethacrylate
polymer coatings, pigmcnteg{ or clear, {or ce-
ramic articles, wherein 10:50% by weight
(based on the weight of the polymer) of a plas-
ticizer is included. The corrélation Is set forth
between plasticizer and physical properties of
the coating, such as cracking; crazing, flexibil-
ity and durability. A solverit js employed in
application and removed by air-drying or bak-
ing.

Boyd, though directed to size compesitions
for glass fibers rather than coatings for light
bulbs, teaches the use of a coupling agent to
promote adhesion to the glass fibers of the
polymeric coating, which may consist primar-
ily of-polymcthylmethacry’late. Organic silanes
are described as suitable agents, with the na-
ture ‘of organic radical not Being critical “ex-
cept the greater the degree of compatibility
with the resinous materiali the ‘greater the
coupling power betsveen thelresinous m;l-tcl'li‘l
and the glass surface.” In! these particubar
compositions the silane coupler is present in
amounts of 0.8-3.5% by welight, the polymer
1-7% and the aqueous carrief 75-98%.
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The Rejection

The examiner considered it obvious to mod-
ify the basic coating of Pipkin by including the
silane coupler of Boyd to improve adhesion
and the plasticizer-of Crissey et al. to improve
the physical characteristics of the coating. An
affidavit submitted in an attempt to establish
criticality for the upper limit of 10% for the si-
lane in the present coating was found to be un-
persuasive. Moreover, determination of opti-
mum amounts of silane for a particular
coating was considered within the realm of
routing experimentation for one of ordinary
skill in the art.

The process limitation set forth in part (d)
of claims 1 and 10 was not regarded as signifi-
cant with respect to patentability of the

claimed article for two reasons. First the or-.

ganic solvent vehicle was no longer present in
the product per se and second, an affdavit
purporting to demonstrate the difference be-
tween the present coating and a coating using
an aquecus vehicle provided no actual com-
parisons thereof. :

In sustaining, the board agreed that appel-
lants had failed to show that the use of a some-
what smaller ratio of silane to methacrylate
(Boyd using a minimum of 11.4%) was signif-
cant. On reconsideration, the observation was
added that “[i}t is a routine matter to deter-
mine optimum proportions for a given silane.”
The correspondence of appellants” ingredient
(c) to conventional plasticizers was noted, a
fact made evident by a review of the specifica-
tion, On the matter of the process limitation,
the board stated:

* * * Insofar as the coated glass is con-
cerned, it is immaterial whether the cou-
pling agent was carried in water or in an or-
ganic solvent, since the carrier is no longer
present in the finished article. In any event,
we consider it obvious to use an organic sol-
vent, because this is the vehicle in Pipkin
and in Crissey et al.

Opinion
Appellants rest their case for unobviousness

on the amount of silane coupler employed. in
the lamp coatings and the method of appli-

cation, as set forth in the process limitation. It -
s urged that nowhere in the prior art is it sug-.

Bested to use a silane coupler in the propor-
tions employed by appellants or to apply a
oating containing such coupler in an organic
solvent. The disclasures of Boyd are said to
lead only o the use of much greater armounts
of Ehc silane in an aqueous vehicle:

1
tentio

Strate was known, as was the effect of the

in
LT
Plasticizer on the physical properties of the

] We. cannot accept appellants’ con-
ns. The function of the silarte in improv- -
%adhcsmn of polymeric' material to a glass-
|

coating. Under $103 not only are the teach-
ings of the prior art taken into consideration
but also the level of ordinary skill in the per-
tinent art. Graham v. John Deere Co., 383
U.S. 1, 17, 148 USPQ 459, 467 (1966). In the
present case, we must agree with the Patent
Office that the determination of optimum
amounts of the silane to achieve its recognized
effect would lie within the ambit of ordinary
skill in the art. The relevant affidavit of the
coinventors evidences no more than routine
testing to ascertain the most favorable propor-

“tions for this particular application. No eriti-

cal upper limit is established. No unexpected
result is demonstrated. Hence we find no basis
for patentability in the amount of silane cou-
pler.,

[2] Asfor the method of application, it is
well established that product claims may in-
clude process steps to wholly or partially de-
fine the claimed product. See In re Brown, 59
CCPA , 459 F.2d 531, 533, 173 USPQ
685, 688 (1972}, and the cases cited therein.

To the extent these process limitations distin-

guish the product over the prior art, they must
be given the same consideration as traditional
product characteristics. In the present case, we
cannot agree with the Patent Office that the
absence of the carrier in the final product ren-
ders the carrier immaterial. The method of ap-
plication could well result in a difference in
the coated article, regardless of the fate of the
solvent. ‘ )

But we do find that the Patent Office has es-
tablished a prima facie case of obviousness for
the product even with full weight being given
to the process limitation. The Pipkin and
Crissey et al. references specifically teach the

use of an organic solvent. Hence such a solvent .

is an obvious alternative to the aqueous carrier
of Boyd, no criticality having been taught by
Boyd for the combination of silane and water.
Appellants’ affidavit alleging that the use of
an aqueous vehicle would result in an “ex-
tremely peorly adherent and unsatisfactory”
coating fails to provide the rebuttal evidence
necessary to overcome this prima facie case. As
pointed out by the examiner, no comparative
tests are presented for evaluation. Accord-
ingly, on the record before us, the process limi-
tation adds no distinguishable characteristic to
the claimed product. :
The decision of the board is affirmed.
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port statement was not unqualified, but in-
serted the word “apparently” parenthetically.
Actual knowledge of the patentee or his at-
torney is not established in the record and the
testimony 'is ambiguous as to whether the pic-
ture on the cover page of the Kelley manual
which was forwarded with the search report
conclusively “established the existence .of tor-
sion means. Under the circumstances the most
we can determine is that the pateniee should
have investigated the Kelley board further, a
determination which does. not amount to a
finding of fraud or bad faith.

26. The plaintifis’ claim against Rite-Hite
for unfair competition and violation of the
anti-trust laws is based on Rite-Hite’s hiring
on November 3, 1968 of four of DLM’s sales-
men, including its general manager, who re-
signed their positions with DLM on Novem-
ber 5, 1968 and opened a sales office for Rite-
Hite in DLM’s vicinity the next day.® It is un-
disputed thar Rite-Hite’s contact with the
DLM sales people was initiated by those sales
people, who were dissatisfied with their treat-
ment by the plaintiffs, and was not sought by
Rite-Hite. The most Rite-Hite did was hire
those men at a higher salary than DLM paid
them.

27. The DLM sales people who moved to
Rite-Hite made some sales to firms which had
previously purchased frem Akers or DLM,
some of which had received quotes from DLM
previously.

28. Rite-Hite also contacted two of plain-
1ifls’ representatives with regard to handlin
its line rather than DLM’s. In 1970, one of
those representatives took on Rite-Hite’s line
in addition to the plaintiffs’ but, as of the time
of taking of his depesition had had no success
with it. C

2.9. There has been no showing by the
plaintiffs that their customer list was in any
Way secret or that quotes made were con-
fidential, and the depositions of DLM safes-
Men who moved to Rite-Hite indicate that the
identity of potential customers for dockboards

- Was widely known in the industry. Neither has
U been shown that the new salesmen’s activity
effected rejection of the plaintifl’s offers, some
of which, according to the depositions, had
rth made months before the salesmen joined

tte-Hige, ’
30, The evidence presented by the plaintiffs
¢S NoL establish that the Rite-Hite salesmen
red from DLM misrepresented their status

]

‘lai:}:‘&latm on Page 30 of their post-trial brief, the

'_‘)968' g do not contend that Rite-Hite’s June,

Fir:?;}'uract with American Welding, referred 10

;“'“_"u'"g No. 2, alone substantiates a finding of

" ] st law violations, but state that. “when
Pled with subsequent actions of Rite-Hite, it is

UMitted 1h; o
hﬁ"“!idcr:d'l_s'the acquisition of Subs:dlary should

or DLM’s product, or that Rite-Hite encour-
aged them 50 to do. The plaintiffs do not con-
tend that their lost salesmen were under any
obligation to refrain from contacting potential
customers wha had been customers or poten-
tial customers of DLM,

Coxcrusions oF Law

1. This eourt has jurisdiction over the par-
ties and the subject matter of this action.

-2. Claim 5 of U. S, Patent No. 3,329,984 is -

not invalid under § 102, Title 35 U.S.C.

3. The subject matter of Claim 5 of U. S.
Patent No. 3,329,984 is obvious in the light of
the Unarco patent and the Kelley step down
board and that claim is therefore invalid and
unenforceable under § 103, Title 35, U.S.C.

4. If Claim 5 of U. S. Patent No. 3,329,984
is valid, the defendants’ Kwik-Bridge and
modifications thereof infringe that claim.

5. The defendants have not satisfied their
burden of proving that the plainiiffs have been
guilty of unclean hands or fraud before the
Patent Office and have failed to prove any
anti-trust violation by reason of the attempted
enforcement of Claim 5 of the patent in suit.

6. The plaintiffis have not satisfied their
burden of proving any unfair competition on
the part of Rite-Hite.

7. The plaintiffs have not satisfied their
burden of proving that the defendant, Rite-
Hite, attempied to monopolize trade and com-
merce in dockboards in violation of the Sher-
man Act.

Counsel lor the defendants will prepare an
order for judgment and submit it to opposing
counsel for approva! as to form.

Court of Customs and Patent Appeals
In re Luck anp GANER
No. 8842 Decided Apr. 26, 1973

PATENTS

1. Patentability — Invention ~— In gen-
eral (§51.501)

Under 33 U.S.C. 103 not only are teach-
ings of prior art taken into censideration but
also the level of ordinary skill in pertinent
art.

2. Claims — Article defined by process
of manufacture (§20.15)

Product claims may include process steps
to wholly or partially define claimed prod-

T
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uct; to extent these process limitations distin-
guish product over prior art, they must be
given same consideration as traditional prod-
uct eharacteristics.

Particular patents—Lamp Coating

Luck and Gainer, Lamp Coating, claims 1
to 10 of application refused. -

Appeal from Board of Appeals of the Pat-
ent Office. .

Application for patent of Russell M. Luck
and Gordon C. Gainer, Serial No. 772,439,
filed Oct. 23, 1968; Patent Office Group 160.
From decision rejecting claims 1 to 10, appli-
‘cants appeal. Affirmed.

W. D). Parmer (Brar R, SYUDEBAKER of
counsel) both of Pittshurgh, Pa., for appel-
lants. : ‘

S. Wa. CocHRax (FRED E. McKELvEY of
counsel) for Commissioner of Patents,

Before MARKEY, Chief Judge, Ricr, Barp-
wIN, and Lang, Associate Judges, and Ac-
MOND, Senior Judge.

Marxey, Chief Judge.

This appeal is from the decision of the
Board of Appeals, adhered to on reconsider-
ation, affirming the rejection of all the clajms
of appellants’ application, serial No. 772,439,
filed October 25, 1968, for “Lamp Coating,”
as unpatentable under 35 U.S.C. 103 over
Pipkin ! in view of Crissey et al.? and Boyd.?
We affirm. '

The Invention

The invention relates to an external coating
for an incandescent lamp envelope (e.g. 2
Christmas tree famp) which is adapted to both
indoor and outdoor use and may be applied by
a dip-coating process. The claims are drawn to
the resultant coated glass envelope, claim 1
being representative: .

1. A hollow light-transmitting lamp-
bulb-shaped glass member adapted to sur-
round a source of radiations, a coating car-
ried on the external surface of said glass
n}embcr, said coating comprising a mixture
of:

(a) a polymer consisting essentially of
polymethylmethacrylate having a tack point
temperature of at least 170°C. and an inher-
ent viscosity of at least 0.44;

(b) from 0.1% 1o 10% by weight of said
polymethylmethacrylate of an organofunc-
tional silane having organic functionat

-groups and siticon functional groups, or-

TU. 5.2,781,654, issued February 19, 1957,

218, 2,934,509, issued April 26, 1960.
21U 8. 3,082,183, issued March 19,1963,

ganic functional groups df said silane re-
acted with said polymethylmethacrylate and
silicen functional groups of said sifane re-
acted with the surface of S%lid glass member
10 couple said polymethylmethacrylate to
said glass member; S

(c) from 2% to 20% by weight of said
pelymethylmethacrylate of an additive or-
ganic substance -which Is at .least sub-
stantially transparent, has a boiling tem-
perature at atmospheric pressure of at least
250°C., and is completely soluble in said
pelymethylmethacrylate palyrmer within the
temperature range of from -40°C 1o 170°C.;
and i

(d) said coating having been affixed to
said_glass member by applying thereon a
liquid organic solvent having dissolved
therein sard polymer, said organofunctional
silane and said ‘additive organic substance,
and said coated glass member thereafter
being baked. .

Dependent claims 2-9 define{limitations such
as specific silanes in (b), organic substances in
(), er coloring substances. Independent claim
10 is drawn 10 the preferded embodiment,
0.3-3% of component (b) and 5-15% of com-
ponent {c}. 3

The Prior Ait

The primary reference Pipkin discloses
glass lamp bulbs externally coated with a lac-
quer composition which may be based on
methacrylate esters. The coating is applied in
a mixture of organic solvents,jthe solvents then
being removed. :

Crissey et al. disclose me hylmethacrylate
polymer coatings, pigmented! or clear, for cc-
ramic articles, wherein 10.50% by weight
(based on the weight of the palymer) of a plas-
ticizer is included. The corre ation is set forth
between plasticizer and physical properties of
the ceating, such as cracking, icrazing, Aexibil-
ity and durability. A solvent is employed in
application and removed by ajr-drying or bak-
ing,

Boyd, though directed to size compositions
for glass fibers rather than coatings for light
bulbs, teaches the use of a coupling agent lo
promote adhesion 1o the glass fibers of the
Polymeric coating, which may consist primar-
ily of polymethytmethacrylate. Organic silanes
are described as suitable agents, with the na-
ture of organic radical not baing critical “ex-
cept the greater the degree lof compatibility
with the resinous maierial, i the "greater the
coupling power between the resinous maceria
and the glass surface.” In fthese particular
compositions the silane coupler is present I
amounts of 0.8-3.5% by weight, the polymer
1-7% and the aqueous carriert75-98%.
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The Rejection

The examiner considered it obvious to mod-
ify the basic coating of Pipkin by including the
silane coupler of Boyd to improve adhesion
and the plasticizer of Crissey et al. to improve
the physical characteristics of the coating. An
affidavit submitted in an attempt to establish
criticality for the upper limit of 10% for the si-
lane in the present coating was found to be un-
persuasive. Moreover, determination of opti-

mum amounts of silane for a particular.

coating was considered within the realm of
routine experimentation for one of ordinary
skill in the art. .

The process limitation set forth in part {d)
of elaims 1 and 10 was not regarded as signifi-
cant with respect. to patentability of the
claimed article for two reasons. First the or-
gani¢ solvent vehicle was no longer present in
the product per se and second, an affidavit
purporting to demenstrate the difference be-
tween the present coating and a coating using
an aqueocus vehicle provided no actual com-
parisons thereof,

In sustaining, the board agreed that appel-
lants had failed to show that the use of a some-
what smaller ratio of silane to methacrylate
(Boyd using a minimum of 11.4%) was signifi-
cant. On reconsideration, the observation was
added that “[i]t is a routine matter to deter-
mine optimum proportions for a given silane.”
The correspondence of appellants’ ingredient
{c) to conventional plasticizers was noted, a
fact made evident by a review of the specifica-
tion. On the matter of the process limitation,
the board stated:

** * Insofar as the coated glass is con-
~cerned, it is immaterial whether the cou-
pling agent was carried in water or in an or-
ganic solvent, since the carrier is no longer
present in the finished article. In any event,
we consider it obvious to use an organic sol-
vent, because this is the vehicle in Pipkin
and in Crissey et al. '

Opinion
Aﬁpellants rest their case for unobviousness
on the amount of silane eoupler employed in
the lamp coatings and the method of appli-

cation, as set forth in the process limitation. It
s urged that nowhere in the prior art is it sug-

tions employed by appellants or to apply a
toaung containing such coupler in an organic
solvent. The disclosures of Boyd are said to
cad only to the use of much greater amounts
olthe silane in an aqueous vehicle.

{1] We cannot accept appellants’ con-
tentions. The function of the silane in improv-
m% adhesion of polymeric material to a glass

lll Strate was known, as was the effect of the
‘Plasticizer on the physical properties of the

Bested to use a silane coupler in the propor-

coating. Under §103 not only are the teach-
ings of the prior art taken into consideration
but also the level of ordinary skill in the per-
tinent art. Graham v. John Deere Co., 383
U.S. 1,17, 148 USPQ 459, 467 {1966). In the
present case,:we must agree with the Patent
Office that the determination of optimum
amounts of the silane to achieve its recognized
effect would lie within the ambit of ordinary
skill in the art. The relevant afRdavit of the
coinventers evidences no more than routine
testing to ascértain the most favorable propor-
tions for this:particular application. No criti-
cal upper limit is established. No unexpected
result ts demonstrated. Hence we find no basis
for patentability in the amount of silane cou-
pler. _

[2] As for the method of application, it is
well established that product claims may in-
clude process steps to wholly or.partially de-
fine the claimed product. See In re Brown, 59
CCPA ___ 1459 F.24 531, 535, 173 USPQ
683, 688 (1972), and the cases cited therein.
To the extent these process limitations distin-
guish the product over the prior art, they must
be given the same consideration as traditional
product characteristics. In the present case, we
cannot agree with the Patent Office that the
absence of the carrier in the final product ren-
ders the carrier immaterial. The method of ap-
plication could wel result in a difference in
the coated article, regardless of the fate of the
solvent.

But we do find that the Patent Office has es-
tablished a prima facie case of cbviousness for
the product even with full weight being given
to the process limitation. The Pipkin and
Crissey et al; references specifically teach the
use of an organic solvent. Hence such a solvent
is an obvious alternative to the aqueous carrier
of Boyd, no criticality having been taught by
Boyd for the combination of silane and water.

Appellants’ affidavit alteging that the use of
an aqueous vehicle would result in an “ex-
tremely poorly adherent and unsatisfactory”
coating fails to provide the rebuttal evidence
necessary to overceme this prima facie case, As
pointed out by the examiner, no comparative
tests are presented for evaluation. Accord-
ingly, on the record hefore us, the process limi-
tatien adds no distinguishable characteristic to
the claimed product.

The decision of the board is affirmed.

bl At 32 St Sn e 2t
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port statement was not unqualified, but in-
serted the word “‘apparently™ parenthetically.
Actual knowledge of the patentes or his at-
torney is not established in the record and the
testimony 'is ambiguous as to whether the pic-
ture on the cover page of the Kelley manual
which was forwarded with the search report
conclusively “established the existence of tor-
sion means. Under the circumstances the most
we can determine is that the patentee should
have investigated the Kelley board further, a
determination which does not amount to 2
finding of fraud or bad faith.

26. The plaintiffs’ claim against Rite-Hite
for unfair competition and violation of the
anti-trust laws 1s based on Rite-Hite’s hiring
.on November 3, 1968 of four of DLM’s sales-
men, including its general manager, who re-

signed their positions. with DLM on Novem-

ber 5, 1968 and opened a sales office for Rite-
Hite in DLMs vicinity the next day.® It is un-
disputed that Rite-Hite’s contact with the
DLM sales people was initiated by those sales
people, who were dissatisfied with their treat-
ment by the plaintiffs, and was not sought by
Rite-Hite. The most Rite-Hite did was hire
those men at a higher salary than DLM paid
them.

27. The DLM sales people who moved to
Rite-Hite made some sales to firms which had
previously purchased from Akers or DLM,
some of which had received quotes from DLM
previousty.

28. Rite-Hite also contacted two of plain-
1iffs’ representatives with regard 1o handling
its Tine rather than DLM’s. In 1970, one of
those representatives took on Rite-Hite's line
in addition to the plaintiffs’ but, as of the time
of taking of his deposition had had no suceess
with it. i

29. There has been no showing by the
phaintiffs that their customer list was in any
way secret or that quotes made were con-
fidential, and the depositions of DLM sales-

men who moved to Rite-Hite indicate that the .

identity of potential customeérs for dockboards
was widely known in the industry. Neither has
i heen shown that the new salesmen’s activity
elected rejection of the plaintiff’s offers, some
o which, according to the depositions, had
e made months before the salesmen joined
Rite-Hite, : '
30, The evidence presented by the plaintiffs
¢3 not establish that the Rite-Hite salesmen
red from DLM misrepresented their status

e
: -]Ji:\\ll_&lnlcd on Page 30 of their post-trial brief, the
"968| $ do not contend that Rite-Hite's June,
i Fi::i)'mmd with American Welding, referred to
e ing No. 2, alene substantiates a finding of
Pty I“lst law violations, but state that *‘when
obred with subsequent actions of Rite-Hite, it is

it Pl L
'F%‘ll!s‘iccj(irlch;uhe acquisition of Subsidiary should

or DLM’s product, or that Rite-Hite encour-
aged them so to do: The plaintifs do not con-
tend that their lost salesmen were under any
obligation 10 refrain from contacting potential
customers who had been customers or poten-
tial customers of DLM. s '

CoxcLusions oF Law

1. This court has jurisdiction over the par-
ties and the subject matter of this action.

2. Claim 5 of U. S. Patent No. 3,329,984 is
not invalid under § 102, Title 35 U.S.C.

3. The subject matter of Claim 5 of U. S.
Patent No. 3,329,984 is obvious in the light of
the Unarco patent and the Kelley step down
board and that claim is therefore invalid and
unenforceable under § 103, Title 35, U.S.C.

4. If Claim 5 of U. 8. Patent No. 3,329,984
is valid, the defendants’ Kwik-Bridge and
modifications thereofl infringe that claim.

5. The defendants have not satisfed their
burden of proving that the plaintiffs have been
guilty of unclean hands or fraud before the
Patent Office and -have failed to prove any
anti-trust violation by reason of the attempted
enforcemént of Claim 5 of the patent in suit.

8. The plaintiffs have not satisfed their
burden of proving any unfair competition on
the part of Rite-Hite:

7. The plaintifis have not satisfied their
burder: of proving that the defendant, Rite-
Hite, attempted to monopolize trade and com-
merce in dockbeards in violatien of the Sher-
man Act.

Counsel for the defendants will prepare an
order for judgment and submit it to opposing
counsel for approval as to form.,

Court of Customs and Patent Appeals
In re Luck anp Gaver

No. 8842 Decided Apr. 26, 1973

PATENTS

1. Patentability — Invention — In gen-
eral (§51.501)

Under 35 U.5.C. 103 not only are teach-
ings of prior art taken into consideration but
also the level of ordinary skill in pertinent
art.

2. Claims — Article defined ny process
of manufacture (§_2_0.15)

Product claims may include process steps
to wholly or partially define claimed prod-

LN e
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uct; to extent these process limitations distin-
guish product over prior art, they must be
given same consideration as traditional prod-
uct characteristics. :

Particular patents~~Lamp Coating

Luck and Gainer, Lamp Coating, claims 1
to 10 of application refused.

-Appeal from Board of Appeals of the Pat-
ent Office. ‘ :

Application for patent of Russell M. Luck

‘and Gordon C. Gainer, Serial No. 772,439,

filed Oct. 23, 1968; Patent Office Group 160,
From decision rejecting claims 1 to 10, appli-
cants appeal. Affirmed.

W. D. Paimer (Brarr R. STUDEBAKER of
counsel) both of Pittsburgh, Pa., for appel-
lants. :

S. Wi Cocsran (Frep E. McKeLvEY of
counsel) for Commissioner of Patents.

Before Markey, Chief Judge, RicH, Balb-
win, and LaNg, Associate Judges, and AL~
MoxD, Senior Judge.

Markey, Chief Judge.

This appeal is from the decision of the
Board of Appeals, adhered to on reconsider-
ation, affirming the rejection of all the claims
of appellants’ application, serial No. 772,439,
filed October 23, 1968, for “Lamp Coating,”
as unpatentable under 35 U.S.C. 103 over
Pipkin ! in view of Crissey et al.2 and Boyd.?
We affirm.

The Invention

The invention relates to an external coating
for an incandescent lamp envelope (e.g a
Christmas tree lamp) which is adapted to both
indoor and outdoor use and may be applied by
a dip-coating process. The claims are drawn to
the resultant coated glass envelope, claim 1
being representative:

1. A hollow light-transmitting lamp-
bulb-shaped glass member adapted to sur-
round a source of radiations, a coating car-
ried on the external surface of said glass
member, said coating comprising a mixture
of: .

{(a} a polymer consisting essentially of
polymethylmethacrylate having a tack point
temperature of at least 170°C. and an inher-
ent viscosity of at least 0.44;

{b) from 0.1% to 10% by weight of said
polymethylmethacrylate of an organolunc-
tional silane having organic [functional
groups and silicon functional groups, or-

11U, 8. 2,781,654, issued February 19, 1957.
21J.5.2,934,509, issued April 26, 1960.
3L 8. 3,082,183, issued March 19, 1963.

ganic functional groups of said silane re-
acted with said polymethylmethacrylate and
silicon functional groups ol said silane re-
acted with the surface of said glass member
to couple satd polymethylmethacrylate to
said glass member;

{c} from 2% to 20% by weight of said
polymethylmethacrylate of ar additive or-
ganic substance which i at least sub-
stantially transparent, hag a boiling tem-
perature at atmospheric peess.re of at least
250°C., and is completely scluble in said
polymethylmethacrylate palymer within the
temperature range of from £4C°C to 170°C.;
and

(d) said coating having; been affixed to
said glass member by applying thereon a
liquid organic "solvent Having dissolved
therein said polymer, said ergancfunctional
silane and said additive organic substance,

and said coated glass member thereafier
- being baked. .
Dependent claims 2-9 define limitations such
as specific silanes in (b), organic substances in
{¢), or coloring substances. Independent claim
10 is drawn to the preferred embodiment,
0.3-3% of component (b} and 5-15% of com-
ponent (c). ;

The Prior Agt

The primary reference Pipxin discloses
glass lamp bulbs externally coated with a lac-
quer composition which may be based on
methacrylate esters. The ceating is applied in
a mixzure of organic solvents, the solvents then
being removed.

Crissey et al. disclose methylmethacrylate
polymer coatings, pigmentedior clear, for ce-
ramic articles, wherein 10-50% by weight
{based on the weight of the polymer) of a plas-
ticizer is included. The correlation is set forth
between plasticizer and physical properties of
the coating, such as cracking, trazing, Aexibil-
ity and durability. A solvent is employed in
application and removed by air-drying or bak-
ing, . ;
Boyd, though directed to size compositi_oﬂﬁ
for glass fibers rather than coatings for light
bulbs, teaches the use of a ciupling agent to
promote adhesion to the glass fibers of the
polymeric coating, which may consist primar-
ily of polymethylmethacrylate! Organic silancs
are described as suitable agents, with the na-
ture of organic radical not bejng critical ex:
cept the greater the degree of compatibility
with the resinous material,
coupling power between the resinous maertd
and the glass surface.” In these partieutar
compositions the silane coupler is present in
amounts of 0.8-3.5% by weight, the polymef
1-7% and the aqueous carrier 75-98%.

i
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The Rejection

The examiner considered it obvious to mod-
ify the basic coating of Pipkin by including the
silane coupler of Boyd to improve adhesion
and the plasticizer of Crissey et al. to improve
the physical characteristics of the coating. An
affidavit submitted in an attemnpt to establish
criticality for the upper limit of 10% for the si-
tane in the present coating was found to be un-
persuasive. Moreover, determination of opti-
mum amounts of silane for a particular
coating was considered within the realm of
routine experimentation for one of ordinary
skill in the art.

The process limiration set forth in part (d)
of claims 1 and 10 was not regarded as signifi-
cant with respect to patentability of the

claimed article for two reasons. First the or-

ganic solvent vehicle was no longer present in
the product per se and second, an affidavit
purporting to demonstrate the difference be-
tween the present coating and a coating using
an aqueous vehicle provided no actual com-
parisons thereof. _

In sustaining, the board agreed that appel-
lants had failed to show that the use of a some-
what smaller ratio of silane to methacrylate
{Boyd using a minimum of 11.4%) was signifi-
cant. On reconsideration, the observation was
added that “[i]t is a routine matter to deter-
mine optimum proportions for a given sifane.”
The correspondence of appellants’ ingredient
(c) to conventional plasticizers was noted, a
fact made evident by a review of the specifica-
tion. On the matter of the process limitation,
the board stated: '

* * * Insofar as the coated- glass is con-
cerned, it is immaterial whether the cou-
pling agent was carried in water or in an or-
ganic solvent, since the carrier is no longer
present in the finished article. In any event,
we consider it obvious to use an organic sol-
vent, because this is the vehicle in Pipkin
and in Crissey et al.

Opinion

Appeliants rest their case for unobviousness
on the amount of silane coupler employed in
the lamp coatings and the method of appli-
tatlon, as set forth in the process limitation. It
Is urged that nowhere in the prior art is it sug-
gested (0 use a silane coupler in the propor-
tions employed by appellants or to apply a
foating containing such coupler in an organic
tolvent. The disclosures of Boyd are said to
<ad only to the use of much greater amounts
of the sifane in an aqueous vehicle.
(1] We cannot ‘accept appellants’ con-
-'itntlons. The function of the silane in improv-
“E adhesion of polymeric material to a glass

lil Strate was known, as was the effect of the
‘Plasticizer on the physical properties of the

coating. Under §103 not only are the teach-
ings of the prior art taken into consideration
but also the level of ordinary skill in the per-
tinent art. Graham v. John Deere Co., 383

US. 1, 17, 148 USPQ 459, 467 (1966). Inthe
‘present case, we must agree with the Patent

Office that the determination of optimum
amounts of the silane to achieve its recognized
effect would lie within the ambit of ordinary
skill in the art. The relevant affidavit of the
coinventors evidences no more than routine
testing to ascertain the most favorable propor-
tions for this particular application. No eriti-
cal upper limit is established. No unexpected
result is demonstrated. Hence we find no basis
for patentability in the amount of silane cou-
ler,

[2] As for the method of application, it is
well established that. product claims may in-
clude process steps to wholly or partially de-
fine the claimed product. See In re Brown, 59
CCPA , 459 F.2d 531, 535, 173 USPQ
083, 688 (1972), and the cases cited therein,

To the extent these process limitations distin- .

guish the product over the prior art, they must
be given the same consideration as traditional
product characteristics. In the present case, we
cannot agree with the Patent Office that the
absence of the carrier in the final product ren-
ders the carrier immaterial. The method of ap-
plication could well result in a difference in
the coated article, regardless of the fate of the
solvent.

But we do find that the Patent Office has es-
tablished a prima facie case of obviousness for
the product even with full weight being given
to the process limitation. The Pipkin and

Crissey et al. references specifically teach the

use of an organic solvent. Hence such a selvent
is an obvious alternative to the aqueous carrier
of Boyd, no criticality having been taught by
Boyd for the commbination of silane and water.

Appeliants’ affidavit alleging that the use of
an agqueous vehicle would result in an “‘ex-
tremely poorly adherent and unsatisfactory”
coating l4ils to provide the rebuttal evidence
necessary o overcome this prima facie case. As
pointed cut by the examiner, no comparative
tests are presented for evaluation. Accord-
ingly, on the record before us, the process limi-
tation adds no distinguishable characteristic to
the claimed product. :

The deciston of the board is affirmed.
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port statement was not, unqualified, but in-
serted the word “apparently”™ parenthetically.
Actual knowledge of the patentee or his at-
- torney is not established in the record and the
testimony 'is ambiguous as to whether the pic-
ture on the cover page of the Kelley manual
which was forwarded with the search report
conclusively "established the existence .of tor-
sion means. Under the circumstances the most
we can determine is that the patentee should
have investigated the Kelley board further, a
determination which does not amount to a
finding of fraud or bad faith.

26. The plaintiffs’ claim against Rite-Hite
for unfair competition and violation of the
anti-trust laws is based on Rite-Hite’s hiring
on November 3, 1968 of four of DLM s sales-
men, including its general manager, who re-
signed their positions with DLM on Novem-
ber 5, 1968 and opened a sales office for Rite-
Hite in DLM’s vicinity the next day.? It is un-
disputed that Rite-Hite’s contact with the
DLM sales people was initiated by those sales
people, who were dissatisfied with their treat-
ment by the plaintiffs, and was not sought by
Rite-Hite. The most Rite-Hite did was hire
those men at a higher salary than DLM paid
them.

27. The DLM sales people who moved to
Rite-Hite made some sales to firms which had
previously purchased from Akers or DLM,
some of which had received guotes from DLM
previously,

28. Rite-Hite also contacted two of plain-
tifls’ representatives with regard to handling
its line rather than DLM’s. In 1970, one of
thase representatives took on Rite-Hite’s line
W addition to the plaintiffs’ but, as of the time
of taking of his deposition had had no success
with it, : _

29. There has been no showing by the
plaintiffs that their customer list was in any
Way secret or that quotes made were con-
fidential, and the depositions of DLM sales-
men who moved to Rite-Hite indicate that the
identity of potential customers for dockboards
was widely known in the industry. Neither has
it been shown that the new salesmen’s activity
tﬂ‘cctcld rejection of the plaintiff’s offers, some
ol which, according to the depositions, had
et made months before the salesmen joined

le-Hite,

30, The evidence presented by the plaintiffs
9¢8 not establish that the Rite-Hite salesmen
ired from DLM misrepresented their status
Yy .
‘ hi/n\l-':[!’i}atcd on Page 30 of their post-trial briel, the
' ‘,9681 s do not contend that Rite-Hites June,
tontract with American Welding, referred to
an _'.“ ing No, 2, alone substantiates a finding of
p xsi Jaw violations, but state that “when
B with subsequent actions of Rite-Hite, it is
ted that the acquisition of Subsidiary should

~or DLM’s product, or that Rite-Hite encour-

aged them-so to do. The plaintiffs do not con-

tend that their lost salesmen were under any

obligation to refrain from contacting potential
customers. who had been customers or poten-
‘tial customers of DLM,

CoxcrLusions ofF Law

1. This court has jurisdiction over the par-

ties and the subject matter of this action.

2. Claim 5 of U. 8. Patent No. 3,329,984 is
not invalid under § 102, Title 35 U.S.C.

3. The subject matter of Claim 5 of U. S,
Patent No. 3,329,984 is obvious in the light of
the Unarco patent and the Kelley step down
board and that claim is therefore invalid and
unenforceable under § 103, Title 35, U.S.C.

4. If Claim 5 of U. 8. Patent No. 3,329,984
is valid, the defendants’ Kwik-Bridge and
modifications thereof infringe that claim.

5. The defendants have not satisfied their
burden of proving that the plaintiffs have been
guilty of unclean hands or fraud before the
Patent Office and have failed to prove any
anti-trust violation by reason of the attempted
enforcement of Claim 5 of the patent in suit.

6. The plaintifis have not satisfed their
burden of proving any unfair competition on
the par: of Rite-Hite.

7. The plaintifis have not satisfied their
burden of proving that the defendant, Rite-

- Hite, attempted to monopolize trade and com-

merce in dockboards in violation of the Sher-
man Act. .

Counsel for the defendants will prepare an
order for judgment and submit it to opposing
counsei for approval as to form.

Court of Customs and Patent Appeals

In re LUGK AND GAaINER
No. 8842 - Drecided Apr. 26, 1973

PATENTS

1. Patentability — Invention — In gen-
eral (§51.501) .

Under 35 U.5.C. 103 not only are teach-
ings of prior art taken into consideration but
also the level of ordinary skill in pertinent
art, ' :

2. Claims — Article defined by process
of manufacture (320.15)

Product claims may include pracess steps
to wholly or partially defire claimed prod-

it
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uct; 10 extent these process limitations distin-
guish product over prior art, they must be
given same consideration as traditional prod-
uct characteristics.

Particular patents—Lamp Coating

Luek and Gainer, Lamp Coating, claims 1
to 10 of application refused.

Appeal from Board of Appeals of the Pat-
ent Office.

Application for patént of Russel! M. Luck
and (gordon C. Gainer, Serial No. 772,439,
fited Oct. 25, 1968; Patent Office Group 160.
From decision rejecting claims 1 to 10, appli-
cants appeal. Affirmed.

W. D. PaLmer (BLair R. STUDEBAKER of
counsel) both of Pittsburgh, Pa., for appel-
lants,

5. Ws. Cocuran (Frep E. McKEeLvEY of
counsel) for Commissioner of Patents,

Before Marxey, Chief Judge, RicH, Batn-
wiN, and LaNE, Associate Judges, and Ar-
MOND, Senior Judge.

Marxey, Chief Judge.

This appeal is from the decision of the
Board of Appeals, adhered 1o on reconsider.
ation, affirming the rejection of all the claims
of appellants’ application, serial No. 772,439,
filed October 25, 1968, for “Lam Coating,”
as Unpatentable under 35 U.S.C. 103 over
Pipkin ! in view of Crissey et al.? and Boyd.
We affirm.

The Invention

The invention relates to an external coating
for an incandescent lamp eavelope {eg. a
Christmas tree lamp) which is adapted to both
indoor and outdoor use and may be applied by
a dip-coating process. The claims are drawn to
the resultant coated glass envelope, claim 1
being representative:

1. A hollow light-transmitting lamp-
bulb-shaped glass member adapted to sur-
round a source of radiations, a coating car-
ried on the external surface of said glass
member, said coating comprising a mixture
of: o

{a) a polymer consisting essentially of
polymethylmethacrylate having a tack point
temperature of at least 170°C. and an inher-
ent viscosity of at least 0.44;

(b) from 0.1% 10 10% by weight of said
polymethylmethacrytate of an organofunc-~
tional silane having organic functional
groups and silicon functional groups, or-

YU 5. 2,781,654, issued February 19, 1957.
210, 8. 2,934,509, issued April 26, 1960.
*U. 8.3,082,183, issued March 19, 1963.

- and the glass surface.” In ithese particular

-ganic functional groups of said silane re-
acted with said polymethyl methacrylate and
silicon functional groups of said silane re-
acted with the surface of said glass member
to couple said polymethglmethacrylate 10
said glass member; -

{¢) from 2% to 20% b weight of said
polymethylmethacrylate of an additive or-
ganic substance which is atleast sub-
stantially transparent, had a boiling tem-
perature at atmospheric-pressure of at leas
250°C., and is completely soluble in said
polymethylmethacrytate polymer within the
temperature range of from ~40°C. 1o 170°C..;
and 5

(d) said coating having been affixed to
said glass member by applying thereon a.
liquid organic solvent having dissofved
therein said polymer, said organofunctional
silane and said ‘additive ofganic substance,
and said coated glass member thereaflter
being baked. - i

Dependent claims 2-9 definellimitations such
as specific silanes in (b), orgahic substances in
{c), or coloring substances. Independent claim
10 is drawn to the preferted embodiment,
0.3-3% of component {by ang 5-15% of com-
ponent (c). 3

e

The Prior Ai;'t
The primary reference Pipkin  discloses
glass lamp bulbs externally cpated with a lac-
Quer composition which ‘miy be based on
methacrylate esters, The coating is applied in
a mixture of organic solvents,ithe solvents then
being removed. i

it i

Crissey et al. disclose methylmethiacry late
polymer coatings, pigmented: or clear, for ce-
ramic articles, wherein 10450 by weight
(based on the weight of the palymer) of a plas-
ticizer Is included. The correlation is set forth
between plasticizer and physical properties of
the coating, such as cracking, ferazing, flexibil-
ity and durability. A solvent is empleyed in
application and removed by alr-drying or bak-
ing. . :

Boyd, though directed to siize compositions
for glass fibers rather than coatings for light
bulbs, teaches the use of a cpupling agent o
promote adhesion to the glass Rbers of the
‘polyreric coating, which may consist primur-
ily of polymethylmethacrylate. Organic silancs
are described as suitable agents, with the na-
ture of organic radical not bé ing critical "ex
cept the greater the degree jof compatibility
with the resinous material, ! the "greater thC_
coupling power between the pesinous material

compositions the silane coupler is present 1

amounts of 0.8-3.5% by welight, the polymer
1-7% and the aqueous carrieri75-98%.
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The Rejection

The examiner considered it obvious to mod-
ify the basic coating of Pipkin by including the
silane coupler of Boyd to improve adhesion
and the plasticizer of Crissey et al. to improve
the physical characteristics of the coating. An
affidavit submitted in an attempt to establish
criticality for the upper limit of 10% for the si-

"lane in the present coating was found to-be un-
persuasive. Moreover, determination of opti-
mum amounts of silane for a particular
coating was considered within the realm of
routine experimentation for one of ordinary
skill in the art.

The process limitation set forth in part (d)
of claims 1 and 10 was not regarded as signifi-
cant with respect to patentability of the
claimed article for two reasons. First the or-
ganic solvent vehicle was no longer present in
the product per se and second, an affidavit
purporting to demonstrate the difference be-
tween the present coating and a coating using
an aqueous vehicle provided no actual com-
parisons thereof. _

In sustaining, the board agreed that appel-
lants had failed to show that the use of a some-

what smaller ratio of silane to methacrylate -
{Boyd using a minimum of 11.4%) was signifi- -

cant. On reconsideration, the observation was
added that “[i]t is a routine matter to deter-

" mine optimum proportions for a given silane.”
The correspondence of appellants’ ingredient
(c) to conventional plasticizers was noted, a
fact made evident by a review of the specifica-
tion. On the matter of the process limitation,
the board stated:

* * * Insofar as the coated glass is con-
cerned, it is immaterial whether the cou-
pling agent was carried in water or in an or-
ganic solvent, since the carrier is no longer
present in the finished article. In any event,
we consider it obvious to use an organic sol-
vent, because this is the vehicle in Pipkin
and in Crissey et al. ' :

Opinion
Aﬁpellams rest their case for unobviousness
on the amount of silane coupler employed in
the lamp coatings and the method of appli-
Catlon, as set forth in the process limitation. It
Is urged that nowhere in the prior art is it sug-
* Bested 1o use a silane coupler in the propor-
tions employed by appellants or to apply a
coaung containing such coupler in an organic
“Solvent. The disclosures of Boyd are said to
<ad only to the use of much greater amounts
Ofthe silane in an aqueous vehicle.
[1] We cannot accept appellants’ con-
tentions. The function of the silane in improv-
"\% adhesion of polymeric material to a glass
‘I‘ Strate was known, as was the effect of the
‘Plasticizer on the physical properties of the

coating. Under §103 not only are the teach-

ings of the prior art taken into consideration -

but also the level of ordinary skill in the per-
tinent art. Graham v. John Deere Co., 383
U.S. 1, 17, 148 USPQ 459, 467 (1966). In the
present case, we must agree with the Patent
Office that the determination of optimum
amounts of the silane to achieve its recognized
effect would lie within the ambit of ordinary
skill in the art. The relevant affidavit of the
coinventors evidences no more than routine
testing to ascertain the most favorable propor-

tiens for this particular application. No eriti-

cal upper limit is established. No unexpected
result is demonstrated. Hence we find no basis
for patentability in the amount of silane cou-
pler.

2] As for the method of application, it is
well established that product claims may in-
clude process steps to wholly or partially de-
fine the claimed product. See In re Brown, 59
CCPA ___, 439 F.2d 531, 535, 173 USPQ
685, 688 (1972), and the cases cited. therein.
To the extent these process limitations distin-
guish the product over the prior art, they must
be given the same consideration as traditional
produet characteristics. In the present case, we
cannot agree with the Pateat Office that the
absence of the carrier in the final product ren-
ders the carrier immaterial. The method of ap-
plication could well result in a difference in
the coated article, regardiess of the fate of the
solvent. :

But we do find that the Patent Office has es-
tablished a prima facie case of obviousness for
the product even with full weight being given
to the process limitation. The Pipkin and
Crissey et al. references specifically teach the
use of an organic solvent. Hence such a solvem
is an obvious alternative to the aqueous carrier
of Boyd, no criticality having been taught by
Boyd for the combination of silane and water.

Appellants’ affidavit alleging that the use of
an agueous vehicle would result in an *‘ex-
tremely poorly adherent and unsatisfactory”
coating fails to provide the rebuttal evidence
necessary to overcome this prima facie case. As
pointed out by the examiner, no comparative
tests are presented for evaluation. Accord-
ingly, on the record belore us, the process limi-
tation adds no distinguishable characteristic to
the claimed product.

The decision of the board is affirmed.

‘é
i
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port statement was not unqualified, but in-
serted the word “apparently” parenthetically,
Actual knowledge of the patentee or his at-
torney .is not established in the record and the
testimony 'is ambiguous as to whether the pic-
ture on- the cover page of the Kelley manual
which was forwarded with the search report
conclusively “established the existence of tor-
sion means. Under the circumstances the most
we can determine is that the patentee should

have investigated the Kelley board further, a
" determination which does not amount to a
finding of fraud or bad faith.

26. The plaintiffs’ claim against Rite-Hite
for unfair competition and violation of the
anti-trust laws is based on Rite-Hite’s hiring
on November 3, 1968 of four of DLM’s sales-
men, including its general manager, who re-
signed their positions with DLM on Novem-
ber 5, 1968 and opened a sales office for Rite-
Hite in DLM’s vicinity the next day.5 It is un-
disputed that Rite-Hite’s contact with the
DLM sales people was initiated by those sales
people, who were dissatisfied with their treat-
ment by the plaintiffs, 2nd was not sought by
Rite-Hite. The most Rite-Hite did was hire
those men at a higher salary than DLM paid
them. . :

27. The DLM sales people who moved to
Rite-Hite made some sales to firms which had

previously purchased from Akers or DLM,

some of which had received quotes from DLM
previously. '

28. Rite-Hite also contacted two of plain-
tiffs’ representatives with regard to handling
its line rather than DLM’s. In 1970, one of
those representatives took on Rite-Hite’s line
in addition to the plaintiffs’ but, as of the time
of taking of his deposition had had no success
witheit, i

29. There has been no showing by the
plaintiffs that their customer list was in any
way secret or that quotes made were con-
fidential, and the depositions of DLM sales-
Men who moved to Rite-Hite indicate that the
ieatity of potential customers for dockboards
was widely known in the industry. Neither has
It been shown that the new salesmen’s activity
¢flected rejection of the plaintifi’s offers, some
of which, according to the depositions, had

e made months before the salesmen joined

te-Hite,

+:30. The evidence presented by the plaintiffs

g‘i’:’ not establish that the Rite-Hite salesmen

c . »
____':_I_':Eln DLM misrepresented their status

- ,
oyt stated on Page 30 of their post-trial brief, the
Tq}:émﬂ's O mot contend that Rite-Hite’s June,

n Finmintrac: with American Welding, referred to
"mi'lruslnlg]Nu' 2, alone substantiates a finding of
oy fed | SAw violations, b!ut state _that_ _“-.v.he.n

Pled wish subsequent actions of Rite-Hite, it is

MMitted h; Pyl by
hmﬂsidirl:;i’the acqmsnmn of Subsidiary should

or DLM's product, or that Rite-Hite encour-
aged them so to do. The plaintiffs do not con-
tend that their lost salesmen were under any
obligation ta refrain from contacting potential
customers who had been customers or poten-
tial customers of DLM.

Concrusions oF Law

1. This court has jurisdiction over the par-
ties and the subject matter of this action.

2. Claim 5 of U. S. Patent No. 3,329,984 is
not invalid under § 102, Title 35 U.S.C..

3. The subject matter of Claim 3 of U. S,
Patent No. 3,329,984 is obvious in the light of
the Unarco patent and the Kelley step down
board and that claim is therefore invalid and
unenforceable under § 103, Ticle 35, U.S.C.

4. I Claim 5 of U. 8. Patent No. 3,329,984
is valid, the defendants’ Kwik-Bridge and
modifications thereof infringe that claim.

5. The defendants have not satisfied their
burden of proving that the plaintiffs have been
guilty of unclean hands or fraud before. the
Patent Office and have failed to prove any
anti-trust violation by reason of the attempted
enforcement of Claim 5 of the patent in suit.

6. The plaintiffs have not satisfied their
burden of proving any unfair competition on
the part of Rite-Hite.

7. The plaintifis have not satisfied their
burden of proving that the defendant, Rite-
Hite, attempted to monopolize trade and com-
merce in dockboards in violation of the Sher-
man Act. - :

Counsel for the defendants will prepare an
order for judgment and submit it to opposing
counsel for approval as to form.

* Court of Customs and Patent Appeals
In're Luck anp GAtEr -
No. 8842 Decided Apr. 26, 1973

PATENTS

1. Patentabiliiy — Inve.ntion - In gen-
eral (§51.501)

Under 35 U.S.C. 103 not only are teach-
ings of prior art taken into consideration but
also the level of ordinary skill in pertinent

‘art.

2. Claims — Article defined by process
of manufacture (§20.15)

Product claims may include process steps
to wholly or partially define claimed prod-

e
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uct; to extent these process limitations distin-
guish product over prior art, they must be
given same consideration as traditional prod-
uct characterissies.

Particular patents—Lamp Coating

Luck ard Gainer, Lamp Coating, claims 1 ]

to 10 of application refused,

Appeal from Board of Appeals of the Pai-
ent Office,

Application for patent of Russell M. Luck

and Gordon C. Gainer, Serial No. 772,439,
filed Qct. 25, 1968; Patent Office Group 160,
From decision rejecting claims 1 to 10, appti-
cants appeal. Affirmed.

W. D. Pamer (BLair R STUDEBAKER of
counsel} both of Piusburgh, Pa., for appel-
lants,

S. Wy, Cocurax (Frep E. McKELvey of
counsel) for Commissioner of Patents,

Before MARKE?. Chief Judge, RicH, BaLp-

WIN, and Laxg, Associate Judges, and Ar-
MOND, Senior Judge.

MARKEY, Chief Judge.

This appeal is from the decision of the

"Board of Appeals, adhered to on reconsider-

ation, affirming the rejection of all the claims
of appellants’ application, serial No, 772,439,
filed October 25, 1968, for “Lamp Coating,”
as unpatentable under 35 U.S.C. 103 gver
Pipkin ! in view of Crissey et al.? and Boyd.?
We affirm.

The Invention

The invention relates to an external coating
for an incandescent lamp envelope (g a
Christmas tree lamp) which is adapted to both
indoor and outdoor use and may be applied by
a dip-coating process. The claims are drawn to
the resultant coated glass envelope, claim 1
being representative:

1. A hollow light-transmitting  lamp-
bulb-shaped glass member adapted to sur-
round a source of radiations, a coating car-
ried on the external surface of said glass

member, said coating comprising a mixture
of:

(a) a polymer consisting essentially of
polymethylmethacrylate having a tack point
temperature of at least 170°C. and an inher-
ent viscosity of at least 0.44;

() from 0.1% 10 10% by weight of said
polymethylmethacrylate of an organofunc-
tional silane having organic functional
groups and silicon functional groups, or-

LU 5.2,781,654, issued February 19, 1957.
2ULS. 2,934,509, issued April 26, 1960.
.5.3,0

*U. 8. 3,082,183, issued March 19, 1963,
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ganic functional groups of said silane re-
acted with said polymethyimethacrylate and
silicon functional groups of said silane re-
acted with the surface of said glass member
to couple said polymethylme-hacrylate to
said glass member;

(c) from 2% o 20% by weight of said
polymethylmethacrylate ofian additive or.
ganic substance which i a least sub-
stantially transparent, has; a boiling tem-
perature at aimospheric pressuse of at least
230°C., and ig completelyisoluble in zajd
polymethytmethacrylate polymer within the
temperature range of from £40°C to 170°C.
and

{d) said coating having theen affixed to
said glass member by applying thereon a
liquid organic solvent having dissolved

therein said polymer, said osrganofunctional

silane and said additive organic substance,

and said coated glass member thereafter

being baked, :
Dependent claims 2-9 define limitations such
as specific silanes in (b, organic substances in
{c), or coloring substances. Independent claim
10 is drawn to the preferred smbodiment,
0.3-3% of component (b) andgﬁ 5-15% of com-
ponent {c}, 1

o——

The Prior Art
The primary reference Ripkin discloses
glass lamp bulbs externally coated with a lac-
quer composition which ‘may be based on
methacrylate esters. The coating is applied in

a mixture of organic solvents, the solvents then
being removed. l

i

Crissey et al. disclose metbylmethncry!atc
polymer coatings, pigmented ‘or clear, for ce-
ramic articles, wherein 10-50% by weight
{based on the weight of the polymer) of 4 plas-
ticizer is included” The correlation {s set Emh
between plasticizer and physical properties of
the coating, such as cracking, crazing, flexibil-
ity and durability. A solvent!is employed in
application and removed by air-drying or bak-
ing, :

—

Boyd, though directed to size compositions
for glass fibers rather than cpatings for light
bulbs, teaches the use of 3 coupling agent (o
promote adhesion to the glass fibers of the
polymeric coating, which may consist primar-
by of polymethylmethacrylate; Organic silanes
are described as suitable agents, with the na-
ture of organic radical not being critical "“C_-“‘"
cept the greater the degree of compatibility
with the resinous material,'éthe'gremcr ‘h'i
coupling power between the resinous materi
and the glass surface.” In these particular
compositions the silane coupler is present in
amounts of 0.8-3.5% by weight, the polymer
1-7% and the aqueous carrier %75-98%.

Erem—
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The Rejection

The examiner considered it obvious to mod-
ily the basic coating of Pipkin by including the
silane coupler of Boyd to improve adhesion
and the plasticizer of Crissey et al. to improve
the physical characteristics of the coating. An
affidavit submitted in an attempt to establish
criticality for the upper limit of 10% for the si-
lane in the present coating was found to be un-
persuasive. Moreover, determination of opti-
mum amounis of silane for a pariicular
coating was considered within the realm of
routine experimentation for one of ordinary
skill in the art.

The process limitation set forth in part (d)
of claims 1 and 10 was not regarded as signifi-
cant with respect to patentability of the
claimed article for two reasons. First the or-
ganic solvent vehicle was no longer present in
the product per se and second, an affidavit
purporting to demonstrate the difference be-
tween the present coating and a coating using
an aqueous vehicle provided no actual com-
parisons thereof. '

In sustaining, the board agreed that appel-
lants had failed to show that the use of a some-
what smaller ratio of silanc to methacrylate
{Boyd using a minimum of 11.4%) was signifi-
cant. On reconsideration, the observation was
added that **{i]t is a routine matter to deter-
mine optimum proportions for a given silane.”
The correspondence of appellants’ ingredient
(c) to conventional plasticizers was noted, a
fact made evident by a review of the specifica-
tion. On the matter of the process Hmitation,
the board stated:

* * * Insofar as the coated glass is con-
cerned, it is immaterial whether the cou-
pling agent was carried in water or in an or-
ganic solvent, since the carrier is no longer
present in the finished article. In any event,
we consider it obvious to use an organic sol-
vent, because this is the vehicle in Pipkin
and in Crissey et-al.

Opinion

Aﬁpel[ants rest their case for unobviousness
on the amount of silane coupler employed in
the lamp coatings and the method of appli-
tation, as set forth in the process limitation. It
Is urged that nowhere in the prior art is it sug-
gested to use a silane coupler in the propor-
tions employed ‘by appellants or to apply a
coating containing such coupler in an organic
solvent. The disclosures of Boyd are said to
cad only 1o the use of much greater amounts
of the silane in an aqueous vehicle.

117 We cannot accept appellants’ con-
tentions. The function of the silane in improv-
m% adhesion of polymeric material to a glass
"i' Strate was known, as was the effect of the
Plasticizer on the physical properties of the

coating. Under §103 not only are the teach-
ings of the prior art taken into consideration
but also the level of ordinary skill in the per-
tinent art. Graham v. John Deere Co., 383
US. 1,17, 148 USPQ 459, 467 (1966). In the
present case, we must agree with the Patent
Office  that the determination of optimum
amounts of the silane to achieve its recognized
effect would lie within the ambit of ordinary
skill in the art. The relevant affidavit of the
coinventors evidences no more than routine
testing to ascertain the most favorable propor-
tions for this particular application. No criti-
cal upper limit is established. No unexpected
result is demonstrated. Hence we find no basis
for patentability in the amount of silane cou-
pler. '

[2] As for the method of application, it is
well established that product claims may in-
clude process steps to wholly or partially de-
fine the claimed product. See In re Brown, 59
CCPA ___, 459 F.2d 531, 535, 173 USPQ
685, 688 (1972), and the cases cited therein.
To the extent these process limitations distin-
guish the product over the prior art, they must
be given the same consideration as traditional
product characteristics. In the present case, we
cansot agree with the Patent Office that the
absence of the carrier in the final product ren-
ders the carrier immaterial. The method of ap-
plication could well result in a difference in
the coated article, regardless of the fate of the
solvent.

But we do find that the Patent Office has es-
tablished a prima facie case of obviousness for
the product even with full weight being given
to the process limjtation. The Pipkin and
Crissey et al. references specifically teach the
use of an organic solvent. Hence such a solvent
1s an obvious alternative to the aqueous carrier
of Boyd, no criticality having been taught by
Boyd for the combination of silane and water,

Appellants” affidavit alleging that the use of
an agueous vehicle would result in an “ex-
tremely poorly adherent and unsatisfactory”
coating {fails to provide the rebuttal evidence
necessary to overcome this prima facie case. As
pointed out by the examiner, no comparative
tests are presented for evaluation. Accord-
ingly, on the record before us, the process limi-
tation adds no distinguishable characteristic to
the claimed product. . _

The decision of the board is affirmed.




