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- Honorable Rene D Teghneyer _
“Improvmg the Quahty of Patent Exammatlon

THOMAS SMEGAL: We are honored today to have
with us, the Assistant Commissioner of Patents, Rene

Tegtmeyer. All of you know him, and in fact know him

so well that I only got a resume about 15 seconds ago.
He was sure—Modest as he is, he was suré that everyone
knew enough about him that I didn’t have to spend any
time telling you. I twisted his arm, and I am able now

to disclose to you several items that I didn’t know per-

sonally, even though I've known h1m for many, many
years.

Rene is a natwe of St. Louxs has a Bachelor of
Science degree in Mechanical Engineering, and a J. D.

. from G. W,, and is an Air Force pilot, was a member of

the Patent and Trademark Office as a patent examiner
first, since 1959. He was active in the legislative office
beginning in 1964, was appointed by the President of
the United States as Assistant Commissioner for Appeals,
Legislation and Trademarks in 1971, and in 1975, the
Assistant Commissioner for Patents.

His present responsibilities include direction of the
patent examining and patent documentation organi-
zatlons of the Patent and Trademark Ofﬁce
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Please join me in welcommg our old friend, Rene
Tegtmeyer : : '
{Applause.) . : '
HONORABLE RENE TEGTMEYER I am qulte
relieved at the fact that this is called a working lunch

" because the microphones are out there for you to use.

It was quite a mystery to me as to wha
be expected of me as a speaker in a wor]
(Laughter.) - :
With the recognition of the examin
that I.am indeed very proud of our fin
whom you've recognized here today. It

t was going to
l{lng lunch.

ers, | must say
est examiners
hink that this

recognition of honor for them is something that should

be very satisfying to them, and something that they

should take back and use to stimulate

others-in the

office to perform with the same level of quality and

expertise and background that you've

recognized _in
honoring them. -
There was a commercial aired rather obscurely on

radio stations recently in which there was reference
made to a parable about a lumberjack which I think is

very appropriate for the topic that Pm covermg at lunch

today on quality. The parable on the Iumbetjack with -

some embellishment, goes along the followmg lines:
This lumberjack went out and purchased a brand
new axe, and in doing so, he did it w1th great care in
order to assure that he would pick the finest axe that
he could find on the market. And he obtained an axe
that had very highly tempered steel on the head, and a
very finely honed blade with which to cutitrees. He took

the axe the following day and went out to work on the .

trees, and the axe and he performed fantastlcally He

chopped down at least twice as many trees as all of his .

fellow lumberjacks, and he quite reveled i in then- respect

as a result. } .
- Well, some days later the same luml:eljack was

~ cutting down trees and, at the end of the day, he was

still hacking away at the same tree he had started the
day with. While his fellow lumberjacks went off to the

ale house, he went on working, and when they returned .

they went to him because he was still working, and they
asked to see his axe, and why he was wcrking so long
and accomplishing so little.

And they took the axe from him and it of course
was worn to a nub, and the tip was as ﬂ%at as an iron.
So they asked him why he hadn’t stopped working to

sharpen his axe. And his reply was, “Wellf?,l’m too busy.

I was too busy to stop and hone my axe.”]
All of us, you and I and the 15 examiners that you

récogmzed here today have to stop now and then and_
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<" honé*our axes. We have to stop and polish the tools,
hone the tools that we use in our trade, and I think
that’s what quality in the office is really all about.

We have had, as most of you know, existing in the
office, programs that are aimed at honing our axe, such
programs as, and probably very predominantly, our
quality review program which has existed for some years
and been improved in more recent years.

Another one of the quahty-pushmg honmg tools
that we have is the supervisors’ review of the examiners’
work. This is done through our performance appraisal
agreements that are reached with the examiner at the

beginning of the year and which are heavily quality-

as well as production-oriented, and which are used as
a tool by the supervisors to hone the quality.

In addition, we have our promotion policies and our
signatory authority program which is a program exam-
iners are required to go through to recewe the authority
to sign off on their work. -

And those programs are almost entirely quality-
oriented in evaluating the work of the examiner. They,
of course, require production to be up to snuff, but the
focus is virtually totally upon quality. :

© We have other quality programs that show up. One
that Bob Kline mentioned that AIPLA is actively fol-
lowing is our effort to automate patent search files to
improve quality.

Our training programs have been 1mproved and
improved and we think are very much up in the ade-
quate range. You always want to improve them. We
take or make heavy use of people from the bar to come
in and participate as trainers in our training program
at various points. John Tresansky and I were talking
about it because he is one of our contract professors for
an in-house legal course that we teach the examiners,
and he’s teaching patent law to the examiners.

We also teach Legal Method and Evidence in a very
much different form than you find in law school in the
last case, but to the examiners as well. And we've had
more than 800 of our examiners who.have. already
attended at least one of those courses. They are, of
course, taught only to those who are not involved—or
have not gone through law school. '

We have the Manual of Patent Examining Proce-

dure which attempts to make as uniform and consistent
as possible the policy that's applied throughout the office,
and that is one of the tools we use to hone the quality.
Those are only examples of some of the quahty tools in
place.

Recently, with the cooperation of the AIPLA, we
adopted a new axe in our arsenal of tools to improve
upon quality, and the new axe we have titled as our
Quality Reinforcement Program. That program focuses
upon certain areas of the nitty-gritty of prosecution and
handling of patent applications in the office. '

And the nitty-gritty that I'm talking about we iden-
tified as a result of complaints and comments that have
come in from the bar in those areas‘ “Yes, we do talk to
ourselves i in the ofﬁce "

 “And yes, “we do complain to-

csigmpvsimenian

ourselves in the office.” Complaints and comments have
also been generated from within the office. §
- So we focused on those areas predominantly. We

" are trymg to improve quality from the g‘round up by
" looking at the nitty-gritty, and improve qual1t3r in those

nitty-gritty kinds of areas. i

In January we briefed the ad hoc commlttee that
Joe De Grandi chairs and that meets with us usually
about three times a year on what some of oul' prelimi-

‘ nary ideas on this program were. Included in tlxat brief-

ing was a representative from the AIPLA ad hoc quality
committee which Bob Benson appointed last ylear about
this time or a little earlier, and which began meetmg
shortly thereafter. - } :

We presented to them what our 1deas were and we
got back the comments, and Tom Smegal was good
enough, on behalf of AIPLA, to give us a letter early
this year with suggestions and comments upon the pro-
gram. And armed with these suggestxons and com-
ments, we undertook the program. ‘ ;

One of the things that we did was to sit down and
meet with the AIPLA ad hoc quality com&mttee I
believe the first meeting was in March, and we ve met
with them a total of three times, to go over the details
of our program with them to get their suggestions,
and with Maury Klitzman as chairman of l;hat par-
ticular committee, and with the support of Mike Blom-
mer, I think we got a lot of help and made it, in large
part;ajointor cooperative program between ourselves
and the AIPLA through this particular comm=ttee

Now let me, with that, describe to youa little more
about the program and some of the specifics of it, and
a little bit about some rough prehmmary results of the
program to date. . z :

What we are focusing on in the program 1n general

_are three areas, one of which is the examiner] handhng

of cases, and that's the one T am going to primarily focus
on for the rest of this presentation; but also upon the
placement of foreign patents in the search file, and also-
upon timeliness and quality of some of the -:Iencal—
some very selected clerical activities in the patent
examining end, and also i in Terry Belsford s end in the
administrative areds. - :

Focusing on the examiner handlmg, the method-
ology that we adopted for the program was akm to the
three-step process in Gramm v. Deere. Qur three steps
are to measure quality and identify deﬁc1enc1es in qual-
ity inthese nitty-gritty areas I will mention in a minute,
first of all. Second, to take correctlve actionion: those
deficiencies. : : g

And third, to again measure where we are after
corrective action is taken and see whether we've accom-
plished what we set out to do in the correction cycle.

Broadly, that is the process. The target areas that
we picked for looking at various aspects of the handling
of applications were in areas that included the examiner
explanat:lon of rejections and office actlons, and we looked '
at varmus aspects of that : '
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We picked communications from applicants or
attorneys to the office, s0.it’s a two-way street. We're
looking at everythmg in the handling process that affects
quality, and you, in dealmg with us, affect quality as
much as what the examiner does in the process, so that
also is a focal point.

 We looked at the after-ﬁnal and the ﬁnal rejectlon
process because, of course, that’s been the subject of
complaints of various kinds. ' :

We looked at compact prosecutzon kind of an inside
efficiency look at the office, and we Iooked at varicus
aspects of that. :

We are looking at the appeal process, again another
area of concern to many people in the bar. Particularly,
the appeal process we are locking at is in the examining
handling area.

So these are the kmds of areas that we targeted to
look at in the program. ,

Now, to date, in carrying out the ﬁrst step of mea-
suring where we stand in.these various areas and what
our deficiencies are, what we did was we outlined four
surveys that we're conductmg :

The first of those was an mtemal survey where
they pulled a sample of applications on a random basis
throughout sll the examining groups and did a detailed
review according to a survey form or checklist which
we developed with the joint cooperation of the AIPLA
ad hoc quality committee, and they had a very heavy
input to that. And the idea was to identify how we're
performing in these. areas, and what deficiencies may
exist. : ‘ —

: The second survey ended. up to be a survey that
ATPLA put out and that survey is one that I presume
all of you have received. This ad hoc quality committee,
was apparently considering themselves the possibility
of some kind of a survey, and we came along and we
were interested in a similar kind of opinion survey from
the bar. And Mike Blommer indicated there was a mail-

‘ing going out, so everything fitted together very nicely.

That survey has produced at least 800 replies to date,
and we expect it to run up, Mike says, to something in
the neighborhood of about a thousand, plus or minus.
It was very well responded to, and we’re very grateful
for that. That was survey number iwo.

The third survey is an opinion survey of the exam-

iners within the office, similar to the outside one but.

looking at it from the viewpoint of what the practitioner
is doing before the office. We have developed that. We
gave it to Mike Blommer and Maury Klitzman. Unfor-
tunately, we want to do that survey before the results
of either of the earlier surveys bias any viewpoints, and
we will move ahead. They dohave some timing problems
with it and will be reviewing it with a few people for
some private comments from the bar, and then are roH-
ing ahead with that.” :

The fourth survey deals with appeals as.one of our
target areas. We did not cover appeals in our first inter-
nal survey of patent applications simply because we
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_wanted to plck apphcatlons with very f esh actlon% in

them, and that ‘mearit that they weren‘t geing to have
both a fresh first action and a fresh appea] process. So
we're picking a separate group of cases and simply
rev;ewmg them, agamst a similar checkhs* as we used X
in the first survey.

So those are the four tools we're usmg to determ_ine

where we stand in terms of perf'ormance and what defi-

ciencies exist. Let me give you a few very rough prelim-
inary ideas of some of the feedback that we've gotten
from the first two surveys. !

We're cooperating with Mike and weE re sharmg the
tabulatmn of the tallies from the survey, that went out

" to the AIPLA members. We're doing.the numbers cal-

culation end of it, and Mike and his pehp}e are.doing
the comment part. And we’ll put the two together and
let AIPLA do -what they want with thq survey there,
and we’ll be using the results ourselves i 19 this program
for purposes of our program,

. These results are kind of a mix, and:a very general
flavoring. They are not hard data from the first two
surveys kind of combined as to some ofithe deficiency
areas, and. a little bit about some positive areas that
have come out of the results so far. . 5 '

First of all, I'll pick on some parts;that relate to .,

your processing before the office. Two areas stand out
in terms of areas that may need some attention, subject
to further looks through the process. - i ‘

"~ One relates to duty of disclosure. As you know
we’ve been looking into that area, This kmd of confirmed
other things we were looking at, and that is we're get-
ting a lot of submissions under duty of d1sclosure very
late in prosecution before the office, often after the case
has been allowed, and also without explanatmns of why
they’re coming in late.

Often that may be very justified. We know some-
times it's niot, because sometimes it’s a submission of a
foreign search report, dated one or two years earlier
than it’s submitted to us. o S

We are also looking at the fact that there are a lack
of, sometimes at least, very helpful explsnations o'f the
pertinence of references submitted. o

_ Another area that we looked at are apphcatmns
submitted with a broad range of claims in terms of the
scope of the claims. I don’t know whether they’re pre-
dommantly foreign origin cases or whether they are
predominantly domestic origin cases. We: found inmany

cases the scope or range of claimed subject matter changes

significantly, and as best as the rev1ewers could tell, not
as a result of the prosecution or the examination that

has been conducted solely, but in areas where the range

should probably have obviously been encompa_ssmg of

the claims presented later in prosecutmrz at the timie of

filing rather than later. -
So those aré kind of two areas we fou nd, looking at

~ the rephes to office actions that have comé in, extremely

good quality in terms of addressing all the points and

doing it very thorough]y, looking at the plus side of the
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Ieﬂger there could find very httle by way. of fault there

. except in specialized kinds of circumstances, and that

®

" was on the very positive side.
Looking at the examiner handling, I thmk we prob-
ably knew we were going in to find deficiencies in this

area. One of the biggest areas that something showed _

up very, very strongly was explanation of rejections.
And we looked at it from the viewpoint of identifying
what parts of references are particularly pertinent when
it's appropriate to make such an identification. '
Looking at how references have to be modified to
apply them primarily under Section 103, but not exclu-

sively there, looking at how the references have to be

modified to make the rejection, looking at whether the
differences between claims and what’s in the references
is clearly identified, and looking at whether or not the
teaching or motivation is suggested or expressly taught
in the references or in the prior art in the explanation
of the rejection are all areas we identified as having
serious lack of compliance with what we regard as a
clear case law requirement in that area, and clearly
part of the office policy. - '

- And if you look back at cases that go way back,
you'll find that that’s the case. Bergel and Stock, back
in 1961, a CCPA decision, says that. More recent cases

that very pointedly to the examiners. And so thereisa
very clear line of cases all the way in between.

And a couple of recent remands from the Court of
Appeals for the Federal Circuit back to the office in
cases where the court said—And these are unpublished
opinions in re: Joyce and in re: Tompkins, in which the
court said that they were remanding them to the office
because there was incomplete explanation of the rejec-
tions and it wasn't sufficient for the court to go ahead
and act on the cases. So here is an area that obviously
we will be concentrating in.

Some of the other areas, just to touch on a few
highlights, in the examining area we found, in terms
of compact prosecution, that very frequently searching
was done after the first office action that identified or
was done in areas that should have been identified and
searched in the first action, and that weren’t caused by
prosecution by the applicant.

We found a lack of statements of reasons for allow-
ance in cases where it was totally unclear on the record
as to why claims had been allowed.

We looked at situations where the search record
was incomplete, particularly in regard to automated

and very recently, a board decision, Ex parte Clapp, says

" in the study,

PR -

Ny eearches where the record of the automated search had!
' not been made of record in the application ﬁle. Com-

pIeteness of file is one of the focal areas that ¥ we ve had
:

So these are just a smattering of the kmds of areas
and the kinds of things that are showing up. And the next
steps of course are to finish this analysis and do all of our
tallying, finish the identification of these deficiencies, and
then develop a program to correct them. And then in the
future come back, after the correction has had a chance
to show up in the kinds of results and methodology we
use to identify the deficiency, and remeasure them and
see if we have accomphshed what we wanted bo do.

- That in essence is our program. Qur aim is to improve
the actual quality of the product issuing, to improve the
appearance and record of the patent that we issue that’s
left in the office and is used later, and, very importantly,
to cut down on some of the costs to-both the office and
to you as applicants in the process of prosecuting and
examining applications in the office, and to make that
a smoother, more streamlined and less costly procedure
in the office.

So those are our goals. We think this program w111
be a big step in helping us accomplish them. |

As Tom mentioned, there is time for questions. This
is a working lunch, and I'll be happy to address any.

(Applause.)

Question: Rene, I have my fingers crossed when'I
ask this question.

Assuming that Congress gets off the dime and we
have Chapter 2 of PCT, are there any changes going to
have to be made in the PTO procedure?

COMMISSIONER TEGTMEYER: There will have
to be changes to accommodate implementation of Chap-
ter 2, and we have some teams working right now that
started back in July to develop the plans for 1mplemen—
tation of Chapter 2, including the drafting of regulatlons
for implementation, and including the working out of

_the procedures within the office for the handling of PCT

applications where Chapter 2 is elected.
Other questions? _
THOMAS SMEGAL: Rene mentioned the survey -
that we'd sent out. We would certainly urge those of you
who haven’t had a chance to fill that out to respond
soon. There wasn’t a date on it requiring a response,
and we are certainly processing those as the§ come in.
Please fill them out and get that input back so that the
office can have the benefit of your theughts Rene we
thank you for being here today. -
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