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What is dispositive is whether the defend-
ant excrcised due care alter having notice of
the patent. Defendants monitored the nro-
gress of Nephew's reissue application in the
Patent and Trademark Oflice. The reissue

i

dants had notice from that time on that a
reissue patent would issue, which it did ten
months later on May 14, 1985.

Turning to the evidence of due care, noth-
ing in the court's findings or the record
indicates that defendants belfieved in good
faith that they did not infringe or that they
took any steps to aveid infringing. The
court’s Finding of Fact 41 was refied on 1o
support its non-willfulness holding. In perti-
nent part it states:

During 1981 Acuick sent a sample of

Ensurc-1{ to Smith and Nephew for ils

cvaluation. In January of 1982 Smith and

Mephew replicd and advised Acutek that

the only similarity it found between En-

sure-It and OpSite was thai it was a poly-
urcthane film but not of the right type.

Smith and Nephew lurther advised that in

all other respeets the film was different

from OpSite and not one that Smith and

Nephew wished to use in the marketplace.

Further, this communication from Smith

and Nephew made no claims of inlringe-

ment and voiced no objcclions o Aculek’s

plans to market the product.
We find it aon-supportive, if not mislcading,
because of these undisputed facts: {1) Neph-
ew was contacted not by Acutek but by ar
attorney, Gregory B. Wood, who did not
reveal that he was representing Acutek; (2)
Wood did not identify the “samples™ as Ea-
sure-It;* (3) The samples were sent for
“evaluation™ pursuant to an unsolicited offer
“to product the Op-site product for Smith &
Nephew in this country,” i.c., the United
States. We also note that the finding that
Newphew “voiced no objections to Acutek’s

plans to market the product” is clearly erro-

neous. Woad's letters set forth no such
“pians.”

The court did not find on these facts, nor
could it have found, that defendants reason-
abiy relied on this exchange {o decide their
product did not infringe. Defendants do not
so argue. Their only assertion is that they
“reasonably relied upon Smith & Nephew's
letler tc support their view that Smith &
Nephew was not concerned about infringe-

* Defendants have not identified any record
support for the finding that the samples were in
fact Ensurc-It. The correctness of this finding,
however, is not important to our decision.

claims..were.allowed.in.July. 1984..Delens - Theeourt-alse fountd =

ment.” This docs not bear on whether defen-
dants formed a reasonable beliel that they
did not inlringe, aad, in any evend, it is
atlorney argumenl  unsuppericd in  the
record. :
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1949 O?hf}.’l M{[{d Ex parte Cordova

10 USPQ2d

because they refused, on the ground of attor-
ney-client privilege, io disclose what thal
advice was. ) :

We are convinced on the record before us
that defendants breached their duty of due

Just prior to reissue defendants learncd
from Gila River who supplied the backing
film used in Ensure-it that the backing
film resulted in the formation of micro-
scopic holes, and, in cffect, thereby ad-
vised defendants hal the product would
nol infringe.
QOn the entire record, this finding does not
support the court’s ultimate finding of non-
wiillulness. Thomas . Gardeski of Gila Riv.
er wroic Acutck on May 7. 1985, thal “the
cliemical composition and  nunefeluring
melhod JTor producing our G11004 medical
grade polyurcthane would lead to a pin hole
characteristic in the film. 'T'his can be con-
firmed by microscopic examination, prefer-
ably with a Scanning Electron Microscope
(SEM)." Mr. Gardeski testified, however,
that he bad ncver scen even a single hole in
the film Gila River supplicd to Acutek:
When Acutek hired Dr. Kumar of Scanning
Electron Amnalysis Laboratories to cxamine
the Alm using SEM, he reported and Lesti-
fied that while he found “pinhoies™ on the
surface of the film, it was not possible using
SEM to determine whether those surlace
imperfections passed through the film, De-
fendants’ statement that “Descret put on
substantial proof atitrial of the cyistence of
holes, and remains convinced Lo Lhis day that
holes exist,” is, again, atiorney argument
unsupported in the record.

Furthermore, there is insuflicicat cvi-
dence to show that defendants formed a good
faith belief, at any time, that the ‘887 Re-
issuc was invalid or unenforceable. in this
regard, Parke, Davis oblained a writien opin-
ion that Hodgsen's orfginal palent was inval-
id in view of two United Shoe patents. The
district court apparcatly accepted Lhis opin-
ion as competent. We need not state our view
on that point because the United Shoe pat-
ents were fully considered in the reissue
proceeding. Given that fact, this carly opin-
ion, standing alone, cannot serve as the basis
for a pood [aith beliel that Lhe ‘887 Reissue
was invalid. Cf. Cemtral Sopa Co, v. Geo. A.
Hormel & Cn., 723 F2d 1573, 1577, 220
USPQ 490, 492 (Fed, Cir, 1983}, Fioally,
Parke, Davis apparcntly obtained legal ad-
viee as to the import of the reissue procecd-
ings. This does not help defeadants, however,

earer Defendants; with-full-knowlstge - thige

the '887 Reissue would issue, simply contin-
ued infringing. We are left with a definite
and firm conviction that the district court
erred when it found that defendants' in-
fringement was not willfui. The court's find-
ing that the infringement was not willfui is
reversed,

The casc is rcmanded for the court to
determine whether an award of increased
damages is warranted, Cf. CPG Products
Corp. v, Pegasus Luggage, Ine., 776 IF.2d
1007, 10135, 227 USPQ 497, 502 (Fed. Cir.
1985).

C. Section 285 qi:estion
The district court found that this was not

an “exceptional” case wilhin the meaning of
35 U.5.C. §285. In view of our holding that

_ defendants” infringement was willful, we va-

cate the district court’s decision thai this
casc was nol “exceplional” and remand for
the court Lo reconsider its decision on this
point. Cf. Fromsen v. Western Litho Plare
and Supply Co., 833 F.2d 1568, 1572-73, 7
USPQ2d 1666, 16i0-11 (Fed. Cir. 1988);
S5.C. Johnson & Son, Inc. v. Carter-Wallace,
Inc., 781 F.2d 198, 201, 228 USPQ 367, 369
{Fed. Cir, 1986).

D. injunction moot

Whether the court erred in vacating the
injunction has been mooted by the expiration
of the '887 Reissue patent during the pen-
dency of this appeal,

E. Other issues

We have considered numérous arguments
on other peints but, finding no reversible
error with respect thereto, we affirm the
district court's decision in ail other respects.

Costs

Each party to bear its own costs,
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PATENTS

1. Patent construction — Claims — Indefi-
nite nad incomplete (§125.1313)

Term “optionally” in elaims for polyester
P Y poly:

_or polyamide fiber coated with alkyd resin

denotes that unsaturnted aliphatic curlwxy-
lic acid may or may aot be employed, and
does nol obMsente subject matter claimed as
invention, and thus rejection of glaims baseid
on ambiguity of such Lerm must be reversed.

2. Patentability/Validity — Obviousness —
In general (§115.0901)

Patent construction — Claims — In geue.r—
al (§125.1101) -

Prcambular recitation indicating intended
use may impose sufficient structural limita-
tions upen claimed article 1o dilferentiate it
over prior art, bul, in considering applicants’
preambular recitations. “reinforcing fiber™
and “for rcinfercing plastic composites,” in
claims for polyester or polyamide fiber coat-
ed with alkyd resin, issuc 18 nol whether ane
having erdinary skill in art would have found
use of prior art’s coated fibers to reinforce
plastic composites Lo be prima facie obvious,
but whether coated fibers disclosed in prior,
art would be capable of performing reinlore-
ing function if cmbedded in plastic material,
and, since prior art apparently contemplates
wide varicty of fibers and since coating com-
position cerresponds {o that employed by
applicants, factuai basis cxists upon which to
reasonably conclude that coated polycster
fibers of prior art arc capable of reinforcing
some plastic materiaf.

3. Pntent construction — Claims — Indeii-
nite and incemplete (§125.1313)

Issues arising under 35 USC 112, second
paragraph, must be decided on case-by-case
basis, and situalions may arisc in which
expressions “such as”™ and “particularly™
render claim indefinite as to whether such
expressions introduce exemplary or limiting
detail, but use of term “optionally” is akin to
cxpressions such as “up 10” and “Qto...”" and
would not normally render claims indefinite.
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Appeal from rejection of claims {Paul J.
Thibodeau, primary examiner).

Apphication for patent filed by David S,
Coirdova, David R, Coffin, Stanley D. Laza-
rus, and Steven A. Young, serial no,

tion of claims, applicants appeal. Affirimed
in parl and reversed in part.

William H. Thrower and Virginia S. An-
drews, Petersburg, Va., for appellaats.
Before Serota, chairman, and Steiner and
Skinner, examiners-in-chiels.

Steiner, examiner-in-chiefl,

This is an appeal from the final rejection
of claimg | through 4 and 7 through 20.
Claims 21 through 31, the only other ¢laims
remaining in the application, stand with-
drawn pursuant Lo the provisions of 37 CFR
1.142({b).

The subject matter on appeal is dirccted to
a polyesier or pelyamide fiber coated with an
alkyd resin. :
- Claim I is illustrative and reads as foliows:

1. A high tenacity reinforcing fiber sc-
lected from the group consisting of palycs-
ter, aliphatic polyamide, and combina-
tions thereof, for reinforcing plastic

composites, said fiber being coated with a

composition comprising an agucous solu-

tion of carboxyl-terminated, otl-free alkyd
resin which is the rcaction product of at
least onc aliphatic glycol containing 2 to

12 carbons with a combination of aroma-

lic di- or trifunctional carboxylic acids

and, optionally, an unsaturated aliphatic
carboxylic acid, said resin having a degree

ol esterification below the gel point of the

resin lo enhance stiffness of the fiber for

cutting.

The reference relied upon by the examiner
is:

Login 4,156,073 May 22, 1979

[1] Claims 1,3, 7,8, 11, 12 and 15 through
18 stand rejected under the second para-
graph of 35 U.S.C. )12 as iadefinite. The
examiner contends that the use of the term
“optionally” is ambiguous, since it is not
clear wheiher the unsaturated aliphatic car-
boxylic acid is, in fact, cncompassed by the
claims. The recitation “optionally” denotes
that the unsaturated aliphatic carboxylic
acid may or may not be employed. It is not
apparcat, and the examiner has pol ex-
plained, why the use of such alternative lan-

" guage fails to particularly point out and

distinctly claim the subject maticr appei-
lants regard as their invention. It is our
opinion that the use of the alternative expres-
sion “optionally™ in the rejected claims docs
not obfuscate the subject matter appellants

631,978 onJuly=1 81984 From-final rejeceunder-35- S Cr0¥as-unpitcible-over

repard as their invention. £x parte Head,

214 USPQ 551 {Bd.App. 1981). The exam-
incr's rejection under the second paragraph

of 35 U.3.C, 112 is, therefore, reversed,

All of the appealed claims stand rejecled

1951 Ex parte Cordova
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posites. Rather, the issuc which ariscs is
whether the conted fibers disclosed by Login
wauld be capable of performing a reinforcing
function il embedded In plastic material.

Login. This rejection is affirmed.

Login discloscs polyester fibers, such as
polyethytene terephtihalate fibers, having ap-
plied thereto an alkyd resin which is the
reaclion product of components embraced by
the appealed cliims. We note the varicus
polycarboxytic acids and plycols disclosed by
Login correspond to those contemplated by
appellants and encompassed by several of the
dependent claims. We particularly note that
the claims are of sullicient scope to embrace
the arematic carboxylic acid component of
Login which contains a -SOM grouping.

Since Login contemplates the use of

“many types of synthctic fibers™ {column

6, linc 54),
it would appear rcasonabic to conclude that
Login embraces or would have suggested
fibers satisfying the requircments of various
dependent claims such as elaims 16 through
20. Furthermore, it would appear reasonable
to conclude that the amount of solids pickup
satisfies the requirements of dependent
claims 7 through 18. The Patent and Trade-
mark Oflice does noet have the requisile fa-
cifities to conduct laboratory testing Lo ascer-
tain the degree of solids pickup in Login's
process. However, since the disclosed process
ts similar to that claimed, and since the
function performed by Login's alkyd resin is
similar to that of the appealed claims, ie.,
increasing  adhesion  between  the  fila-
ments ', it would appear reasenable to con-
ciude that the amount of solids pickup in
Login’s process satisfies the requiremcnts of
the above-noted claims. fn re King, 801 F.2d
1324, 231 USPQ 134 (Fed. Cir. 1986},

[2] We recognize that under cerlain cir-
cumstances a preambular recitatior indicat-
ing intended use may imposc suflicient strue-
turai limitations upon a claimed article to
differentiate il over a prior art article. See,
for example, Kropa v. Raobic, 187 F.2d 150,
88 USPQ 478 (CCPA 1951). In the silua-
tion before us, the preambular recitations
argued by appellants are “rcinforcing fibes™
and “for ronforcing plastic composites.”
The issuc which ariscs is not whether one
having ordinary skill in the art would have
found it printa facie obvious to employ Lo-
gin's coated fibers (o reinforce plastic com-

' Appellantls’ specibeation reveals that the al-
kyd resin enhances interfilanmcnl coherency. See,
Tor example, page 1, fines 9 threugh 14,

variety of fibers and the coating composition
corresponds to that employed by appellants,
a factual basis exists upon which lo rcason-
ably conclude that Login's coated polyesicr
fibers are capable of reinforcing some plastic
maleriak.

Appellants, on page 5 of the principal
Brief, argues that

“the presence of the -SOM group re-

quired in Login may or may not have

adverse effects on the fiber claimed by

appellants. 1t cannot be known without

testing the Login finish. . .. I is speculat-

ed that the prescice of such a group would

have adverse eflcels and would Lhercfore

be outside the scope of the claims. (Em-

phasis supplicd.)
In our opinion, the appeaicd claims are of
sufficient scope 10 encompass Login's alkyd
resin which is produced by reacting, infer
alig, an aromatic carboxylic acid containing
a-5WM grouping. Appellants’ speculations
do not persuade us otherwise. ’

Based upon the foregoing, we agree with
the examiner’s conclusion that onc having
ordinary skill in the art would have found the
claitmed invention prima facie obvious. As
evidence of nonobviousness, appellants refer
to the data which appear in Table 1 on page
10 of the specification to demonstrate that a
certain type of textile fiber cannot be em-
pioyed for cffective reinforcement of a par-
ticular piastic. We have considered his cvi-

“dence; however, we do not find it persuasive

of nonobviousness,

The data suggest that polyethylene ter-
ephthalate fibers conventionally employed in
the production of textiles are not as suitable
for reinforcing certain plastics as other types
of polycthylene terephthalate fibers. How-
ever, the appealed claims are drawa to coal-

cd fibers which are generally capable of

reinforcing unspecified plastic composites.
Cf. In re Muchmore, 433 F.2d 824, 167
USPQ 681 {CCPA 1970). The evidence docs
not suggest that the coated fibers disclosed
by Login are incapable of reinforcing some
plastic material. Cf. Int re Johnson, 747 F.2d
1456, 223 USPQ 1260 (Fed. Cir. 1984); In
re De Blauwe, 736 F.2d 699, 222 USPQ 191
(Fed. Cir. 1984); It re Fenn, 639 F.2d 162,
208 USPQ 470 (CCPA 1981).

Upon consideration ancw of the evidence

of obviousness relied upon by the examiner -

and weighing such evidence of obviousness

against the cvidence of nonobviousness relied -

upon by appellants 2, it is our judgment that
the evidence of obviousness outwoighs the
evidenee of nono-bviousness. We, therefore,
agree with the examiner’s conclusion that

~inee.Loginapparently.contemplates-a-wigegm-onc.-havin, g-ordinary-skiil-in-the-art-wouldmmssmmmsoms

have found the claimed invention as a whole
obvious within the meaning of 35 U.S.C.
103,

AFFIRMED

ON REQUEST FOR
RECONSIDERATION

Maich 18, 1988

© Appeliants request reconsideration of our
decision mailed December 4, 1987, in which
we aflirmed he examiner’s rejection of the
appealed claims under 35 U.S.C. 103. Ap-
peilants point 10 no errar inoar aflirmance of
Lhe examiner's rejection of claims |, 2 and
19. Appcilants, howcver, scck reconsiders
alion of our aflirmance of the ¢cxaminer’s
rejection of ciaims 3, 4, 7 through 18 and 20.

Upon consideration of the arguments ad-
vanced, we are persuaded that claims 3, 4, 7
through 13 and 20 exclude the aromatic
carhoxylic acid component of Login which
conlains a -SO,M grouping. g’

We arc not persuaded by the cxamines's
reasoning that onc having ordinary skill in
the art would have been motivated to ¢limi-
nate the aromatic carboxylic acid component
of Login which contains a -S0,M grouping,
since that component would appear essential
for Login's purpeses. fn re Gordon, 733 F.2d

-900, 221 USP(Q 1125 (Fed. Cir. 1984); I re

Schuipen, 390 F.2d 1009, 157 USPQ 52
{CCPA 1968).

Accordingly, appeliants’ request is grant-
cd and our decision is hereby modified to the -
cxtent that the examiner’s rejection of claims
3, 4, 7 through 18 and 20 is reversed. Cur
affirmance of the rejection of clatms 1, 2 and
19 is unchanged,

GRANTED
UPON REQUEST FOR
RECONSIDERATION

December 16, 1988

The examiner requests reconsideration of
our decision mailed December 4, 1987, in
which we reversed Lhe rejection of claims 1,
3,7.8, 11, 12 and 15 through 18 under the
second paragraph of 35 U.S.C. 112 as indefi-

. nite. We have reconsidered our decision in

light of the arguments now advanced; how-

! Inre Johnson, supra.
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ever, we are not persuaded that the examin-
er’s rejeclion was proper.

[t is well scttied that the initial burden of
csiablishing a basis for denying patentability
toa claimed invention rests upon the cxamin-

izt

[ e
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1596 (Fed. Cir, 1988); In re Thorpe, 777
F.2d 695, 227 USPQ 964 {Fed. Cir. 1985);
I'n re Piasccki, 745 F.2d 1468, 223 USPQ
785 {Fed. Cir. 1984). In rejecting a claim
under the second paragraph of 35 U.S.C.
112, it is incumbent upon the examiner to
cstablish that one having ordinary skill in the
arl wouid not have been able to ascertain the
scope of protcction defined by the claim

- when read in light of the supporting specifi-

cation. /n re Moore, 439 F.2d 1232, 169
USPQ 236 (CCPA 1971); In re Hammack,
427 F.2d 1378, 166 USPQ 204 (CCTPA
1970). The resolution of this legal gues-
tign ! necessarily depends upon the facts of
cach particular case. Chicage Pncumatic
Tool Co. v. Hughes Tool Co., 97 F.2d 945, 38
USPQ 258 (10th Cir. 1938).

In the situation before us, the invention set
forth in independent claim 1 is directed to a
fiber coated with a composition

which is the reaction product of at least

one aliphatic glycel containing 2 to 12

carbons with a combination of aromatic

di- or trifunctional carboxylic acids and,

optionally, an unsaturaied aliphatic car-

boxylic acid . . . (emphasis supplied).

By its own terms, and when construed in
light of the specification (pages 3 through 5),
claim | encompasses a reaction mixture
which contains an unsaturated aliphatic car-
boxyiic acid and a reaction tnixture which
does not contain an unsaturated aliphatic
carboxylic acid. In our opinion, one having
ordinary skill in the art would have recog-
nized the scope of protection sought within
the meaning of the second paragraph of 35
U.S8.C. 112. In re Moore, supra; In re Ham-
mack, supra,

The examines argues that the term “op-
tionakly,” as cmployed in claim 1, is analo-
gous to “such as' and “particularly™ when
following a broad limitation. The examiner
contends that the precise limits of the claims
cannot be determined.

t3] As previously mentioned, issucs arising
under the sccond paragraph of 35 US.C.
112 must be decided on a case-by-case basis.
Situations may arise in which the expres-
sions “such as” and “particularly” render a
claim indefinile as to whether such cxpres-

* Smithkling Diagnostics v. Helena Laborato-
rics, 2 , 8 USPQ24 1468 (Fed.
Cir. 1988).

eev-inre-Fine§37-F-2d 1071y 5-USPQ2d-claimsindehinit

graph of 35 U.S.C. [12. Sce Ex parte Head, -

sions introduce exemplary or limiting detail. |

However, the usc of Lhe term “optionally,” as

employed in claim 1, is akin to cxpressions
such as “up o™ and “0ta. ... Such alterna-
tive language does not normally render

1953 7 ) - AMP Inc. v. Burndy Corp.
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Prrticular patenls — Electrical — Con-
{act pin .
_4,[86,})82, Cobaugh and Coller, contact
with split portion for cngagement with sulb-
strate, infringed.

because the court disregarded certain state-
ments, made early in the prosccution hislory,
which would restrict the number of legs fo
two. Each independont claim specifies “at
least 1wo Icgs” or a contact “comprising”

“yrider~tligstennd  {Hre

214 USPQ 551 (Bd.App. 1981). Also of
interest is /m re Fisher, 427 F.2d 833, 166
USPQ 18 (CCPA 1970}, wherein it was held
that the expression “at least,” under the
particular facts of that case, did not render
the ¢laims indefinite.

In summary, we have no doubt that one
having ordinary skill in the art would have
recognized that Lthe claims encompass reac-
tion mixturcs which have an unsaturated
aliphatic carboxylic acid and rcaction mix-
turcs which do not have an unsaturated adi-
phatic earboxylic acid, Such an alicenative

situation does nat run afoul of the second

paragraph of 35 U.S.C 112,

The cxaminer’s request s granted to the
extent that we have reconsidered our deci-
sion; however, it is denied to the extent thatit
seeks any modification thercof.

DENIED

Court of Appeals, Federal Circuit

AMP Inc. v. Burady Corp.

MNos. 88-1560, -1561_
Decided March 23, 1989

(Unpublished)
PATENTS

1. Infringement — In general (§120.01)

Federal district court's finding of iafringe-
ment of plaintif®s patent for clectrical con-

tact shear pin for inscrtion in and connection:

with printed circuit board is nol ciearly crro-
neous, nor did court cicarly cri by finding
witiful infringement as lo defendant’s two-
legged pin but no willfel infringement as to
three-legged pin, since fiading of willfuinecss
is finding of [act based upon totality of
circumstances, and since district court did
not fail to consider any relevant circum-
stances present in case.

- 2. Patentability /Validity — Obviousness -

Tn gereral (§115.0901)

Federal district court’s failure to [ully ar-
ticulate its obviousnecss analysis, and its mis-
use of terms in that apalysis, constitute
harmless error.

Appeal from the U.S. District Court for
the District of Connecticut, Dorsey, J.

AMP Incorporated brought patent in-
fringement action against Berndy Corp. De-

fendant appeals judgment for plaintiff.

Aflirmed, .

{Editor's Note: The Court of Appeals for
the Federal Circuit has designated this apin-
ion as onc that “has not been prepared for
publication in a printed volume beeause it
does nol add significanily to the body of law
and is not of widespread lepal interest, It is a
public  record. I is not citable  as
precedent,™)

Belore Nies, Newman, and Michel, circuit
judges.

Nies, J.

Both partics appeal from the judgment of
the United States District Court for the
District of Connccticut, AMP Inc. v. Burndy
Corp., Civil No. B-82-669, slip op. {D. Conn.
July 21, 1988) (Dorsey, J.) (unpublished), in
a palent infringement action brought by
AMP Incorporated asserting infringement
of United States Patent No. 4,186,982
('982). We affirm the district court’s judg-
ment in all respects.,

OPINION
L Infringement

The '982 patent covers a contact pin, split -

or sheared to form at Jeast two legs, which is
inserted into the plated theough hole (PTH)
of a printed circuit board (PCB). Before
insertion, the legs have a cross-secttonal area
larger than the PTH diameter. The legs are
offsel so thal as the pin is inserted they stide
toward cach other, ereating a frictional force
along their common shear planc. That foree
joins the clastic, spring-like force generated
as the legs arc forced together to push
against the wall of the PTH. Thus, mechani-
cal and electrical contact between the pin
and PCB is maintained.

A District Court Did Not “Disrcgard”
the Prosecution History

. Burndy argucs that the court clearly erred
in finding that its threc-legged pins infringe,

~ Limitations

e IeEs A e district court stated, such

claim language does not restrict the claimed
invention to two legs. See Water Technol-
ogies Corp. v. Caleo, Ltd., 850 F.2d 660,
666, 7 USPQ2d 1097, 1102 {Fed. Cir. 1988).
Morcover, the specification  specificaliy
states, “{i]n accordance with a further fea-
ture of the invention it will be apparént that
the number of fegs can cxced two.” '982
Spee., col. 4, lines 62-64 To the extenl stale-
ments made during the carlier phases of the
prosecution history might contradict the lat-
cr proseeution history and the issued specifis
cation and elaim aguage, the lanpuage of
the latier prevails here.

B, District  Conrt  Applied  Claim

Burady asscris that ils three-lcgped pins
do not meet the claim limitations requiring a
decrease in cross-sectional dimension. The
court specificatly found that this limitation
was mel. Ship op. at 24, Burndy argues that
the courl's stalement hiat Burndy's threce
legged pins increased in cross-sectional area
is inconsisient with the court’s finding of
infringement. We disagree. Cross-scctional
dimension and cross-sectional area are not
the same thing,

Simiiarly, the court fully considered
Burndy's argument that its pins aveid in-
fringement because the three legs resist comi-
pliance with the PTH by torsional, not slid-

‘ing frictional, movement and do not have co-

planar shear surfaces. /d. at 23-24. Evidence

in the record, including witness testimony -

indicating that [riction is essential to the
threc-legged pins and photomicrographs
showing sliding engagement and friction in
the threeleg pins, supports the findings of
the district court. Accordingly, we cannot
hold such findings ¢lcarly erroncous.

C. District Court’s Analysis Is Not
“Incomprehensible”

Burndy asserts that the court's “cntire

infringement opinion {is] incomprehensible™ -
because Claims 7 and 51 are identical to

Claim 36, yet the court found Claim 36 not
infringed and Claims 7 and 51 infringed. We
disagree. Although AMP asserted that
Claim 36 was inlringed, the court simply
never ruicd on that claim. Morcover, Claims
7. 36, and 51 cannot be “identical™ because
they are all dependent claims, cach depend-




2030 Vilieroy & Boch v,

THC Systems Ine.

where the feature, more aptly, design, is a
mere arbitrary embellishment or form of
dress Tor the poods primarily adopted for
purposcs of identification and individual-
iy and, henee, unielated (o basic consum-

s G- demands, in connection with the prod:

saleability of the goods, it is functional and
may not be treated as an wneegistered trade-
mark.”) (cmphasis added) ?

[2] The documentary evidence before the
Court amply deimonstrates that the design on
he “Basket” is not primarily adopted for the

10 USPQ2d
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federal law See, o.g., Gennvero Jewelry Co, v,
Jeff Cooper, Iue, 613 FSupp, 1052, 1061~
62 [227 USPQ 623, 628-29] (S.D.N.Y.
1985) (citing Pagliero in footnote), vacated
on other grounds, 800 F.2d 236 {230 USPQ

2. Patentahility /Validity — Obviousness -~
Combining refercnces (§115.0905)

Claimed method for inhibiting carrosion
on metal suerfaces using composition consisi:

uct, imitation may be forbidden where the
requisite showing of secondary meaning is
made. Under such circumsiances, since
clfective competition may be undertaken
without imitation, the law granis
proiection.

These criteria require the classification of
the designs in question here as functional.
Aflidavits introduced by Wallace repeat
over and over again that one of the essen-
tal selling features of hotel china, if,
indeed, nor the primary, is the design, The
altractiveness and eye appeal of the de-

stgn sells the china. Moreover, from the .

standpoint of the purchaser, china satis-
. fies ademand for the aesthetic as well as
Jor the utilitarian, and the design on china
is. at least in part, the response to such
demand. The granting of relicl in this type
ol situation would render Wallace im-
munc from the most direet and effcctive
competition with regard to these lines of
china. It scems clear that these designs are
not merely indicia of source, so that one
who copies them can have no real purpose
other than to trade on his competitor's
reputation, On the contrary, to imitale is
to compete in this type of situation. 198
F.2d 343-344 [95 USPQ at 48-49] (em-
phasis added). )
Plaintiff here maintains that the Pagliero
test has been abrogated in the Second Cir-
cuit. Although the Second Circuit has criti-

cized the “important ingredient™ test, see:

LeSportsac, 754 F.2d at 77 [225 USPQ at
658], it has clearly asserted that the test is
appropriate in situations such as the one
before the Court. The LeSportsac Court
slated: :
“[W]e do not suggest 1hat it {the ‘impor-
tant ingredient” test] cannot be apprepri-
alely applied in certain circumstances.
The “important ingredient™ definition
achicved iis most quoted formulation in
the context of a product, hotel china, 1he
cssential feature of which was the acsthet-
ic appeal of its design, See Pagliero, su-
pra, 198 F.2d at 343 [95 USPQ at 48]."
7584 F.2d at 77-78 [225 USPQ at 658]. See
alse I.A. Fratelli Saporiti v. Charles Craig,
Lid., 725 [.2d 18, 20 [222 USPQ 754, 756]
(2d Cir. 1984) ("[T]he design on hotel china
is the principal thing that altracts poicntial
buyers, for it makes the china aesthetically
appealing. As an important ingredient in the

purpose of identification of source. As such,
the design is {unctional and is not protccied
by the Lanham Act.

C, Counts VI and VII: Comumon Law

Unfair  Competition and  Trademark

Infringement

Counlts VI and VI allege unlair competi-
tion and dilution of trademark under New
York law. *[A] claim for unfair competition
under New York law requires proof of a
competitor’s deliberate use of a non-func-
tionad trade dress and likelihood of public
conlusion. Proofl of sccondary meaning is not
required.” Morex 5.7 A v, Design Institute
America, Inc., 7719 F.2d 799, 801 [228
USPQ 372, 373-74] (2d Cir. 1985). Where
the record establishes that a design is func-
tional, the Court’s inquiry may ccase. See,

e.g.. Damn i'm Good, Inc. v, Sakowitz, Inc,, -

514 F.Supp. 1357 [212 USPQ 684]
(S.D.NY.1981).

{3] This Courl’s research indicates thal the
question of whether a design is funclional
under New York law is governcd by the same
standards as the f{unctionalily issue under

*The Court is mind(ul that the cmbalticd Pag-
liero formulation of functionality has engendered
considerable confusien in the Second Circuit, Nev-
erlheless, il appears Lthat Pagliero remains the law
repgarding hotel china,

The Charles Craig case clearly acknowledges
the applicability of Pagliera 10 hotei china. Judpe
Weinfeid buttressed this point in Gemvelo Jewelry

Ca. v. Jeff Cooper, Inc., 613 F.Supp. 1052, 1061 -

[227 USPQ 623, 628] (S.D.N.Y. 1985), vacated
ont other grounds, 300 F.2d 256 {230 USPQ §76)
{Fed. Cir. 1986). While sharply limiting the “im-
portant ingredicnt™ 1c31's applicability, the Le-
Sporisac Court clearly acknowledped the Lest's
viability concerning china. See 754 F.2d at 78
[225 USPQ 658-59).

In Morex S.P.A. v. Design Institute America,
Inc,, 779 F.2d 799, 801 [228 USPQ 372, 373-74}
(2d Cir. 1985}, in a case nol involving china, lhe
Scecond Circuil Court of Appeals véntured that
LeSportsac “implicitly rejected” the “important
ingredient™ Lest. Finally, in Storniy Clime Lid. v
ProGroup, Inc, 809 F.2d 971, 977 [1 USPQ24
2026, 2030} (2d Cir. 1987), that Court tempered
its assessmenl of LeSportsac’s impact on the “im-
portant ingredicnt™ test, sialing that LeSporisac
merely “lindited” the applicability of the “impor-
tant ingricdient” test. This Court then is com-
pelicd Lo accept the “importanl ingredient™ test's
continued vitality regarding china.

8761 (Fedl " Cir.  T986); Sakowitz, 514 F,
Supp. at 1360-63 {212 USPQ at 687-89];
LeSporisac, Inc. v, Dockside Research, Inc.,
478 F.Supp. 602, 606 [205 USPQ 1055,
1060] (S.D.N.Y. 1979). Accordingly, be-
cause the design in hotel china is functional
as a matter of law, see LeSportsac, Inc., v. K
Mart Corp., 754 F.2d 71, 78 {225 USPQ
G54, 659) (2d Cir. 1985), plaintifi’s state law
claims must be dismissed.

CONCLUSION

For the rcasons scet forth above, defen-
dant's motion for summary judgment dis-
missing Counts HI, ¥V, VI, Vil is graated.
Suminary judgnient is denied as 1o Count 1.
Piaintill is directed to file a supplemental
complaint within twenly (20) days of this
Opinion and Order. Defeadant is 1o answer
the supplemcntal complaint by March 17,
1989. Any remaining discovery shal} be com-
pleted by May 17, 1989.

The partics arc to be ready for trial Junc
i_9-, 1989 and to make their pre-trial submis-
sions in accordance with the Court’s pre-trial
requirements as forwarded herewith.

S0 ORDERED.,

Patent and Trademark Office
Board of Patent Appeals and Interferences

Ex Parte Wu

No. 87-0509
Released March 17, 1989

PATENTS

1. Patent construction — Claims — Indefi-
nite and incomplete (§125.1313)

Phrase “optionally containing a poly-
amine,” in application claim for method lor
using particular composition to inhibit corro-
sion on metal surlaces, does not warrant
rejection under 35 USC 112, since composi-
tion set forth in claims can consist of first
three components recited or can include
polyamine as fourth component, and there-
{ore claims arc not indefinile due to inclusion
of optionally elaimed component.

g of cpoxy resin, petroleum sulfonate, and
hydrocarbon dilucat are obvious in view of
four prior patents, since incorporation of
petroleum sullonale, desirable qualitics of
which were established in sccondary refer-
ences, in composition of primary relerence
would have been prima facie obvious, since
primary reference clearly suggests presence
of hydrocarbon extenders or diluents, since it
wouid have been obvious Lo omit polybasic
acid salts of primary reference where, as in
claims al issuc, Tunciion atlributed 1o such

salls is neither desired nor required, since;

although composition and process of primary
reference are disclosed o be particuiarly
suitable for treating surfaces in contactl with
fresh waler, il would have been obvious to
onc of ordinary skit! to adapt such coatings to
othet environments requiring corrosion pro-
tection, and since no evidence exists that
other prima facic obvious processes suggest-
cd in references are less cffective than
claimed method. a

3. Patent construction — Claims — Indefi-
nite and incomplete (§125.1313)

Phrase “optiorally containing a poly-
aming,” in application claims describing
method for using particular composition to
inhiibit corrosion on metal surfaces, does not
warrant rejection under 35 USC 112 despite
prior Board of Patent Appeais and Interfer-
cncces decisions finding that phrase “such as™
renders claims indehinite, sinee term “option-
ally” is more analogous to aceepted expres-
sions *not more than” ard “up to,” and docs
not creaie doubt arising from use of “'such
as,” which raises question as to whether
feature introduced by language is either
merely exemplary of claim or required fea-
ture of claim.

Appeal from final rejection of claims
(John C. Bleutge, primary examiner; R. Scil-
crs, examiner).,

Patent application of Yulin Wu, serial no.
749,366, filed Junc 27, 1985, which is divi-
sion of scrial no. 298,444, filed Sept. 1, 1981.
From final rejection of claims 1-4, 6, 7, and
14-19, applicant appeals. Rejection on
ground of obviousncss affirmed; examiner's
request for reconsideration of that portion of
decision reversing cxaminer’s rejection for
indehiniteness under 35 USC 112 denicd.

AN A
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E. T. Kittiecman, Jack E. Phillips, and Wil-
linms, Philtips & Umphlett, Barllesvitle,
QOkla., for appetfant,

neads recited or it can inchude a polyamine as
a fourth component. We (hercfore do nol
consider (he claiins W be indelinite as a
result of the claimed oplional component.
[2] We arc convinced that it would have

10 USPQ2d
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sure environments sel forth in claims 6 and 7.
We nole Murdock teaches that his process
can be used inany type of structure includ-
ing reaction vessels and well jackets (column
12, fines 72-75),

tion, would not have been able lo ascertain

with a rcasonable degree of precision and

particularity the parlicular area set out and
circumseribed by the claims, In re Moore,
439 F.2d 1232, 169 USPQ 216 (CCPA

Before Seidieck, Tarring, and W. Smith,

~gxaminers:
Tarring, examiner—in—chief.

This is an appeal from the examiner’s final
rejection of claims § through 4, 6, 7 and 14
through 19. The only remaining clnims,
claims 8 through 13, have been withdrawn as
being directed 1o the nonclected invention
under 37 CFR 1.142,

The application is dirccted to a process for
using a particular composition to inhibil cor-
rosion on a2 metal surface.

Claim 1 is illustrative:

i. A method for deercasing corrosion
rate on a metal surface by contacling Lhe
metal surface with a composition consist-
ing o an cpoxy resin, a petroleum sulfon-

ate and a hydrocarbon diluent optignally-

containing a polyamine.

This application is a division of Serial No.
298,444, wherein the examiner’s rejection of
composition claims was affirmed by the
Board in Appeal No. 674-24.

The examiner has cited the fellowing pat-
ents as cvidence of obviousness under 35

USC 103:

Woestlund, Jr. ct al.

{Westlund) 2,843,548 Jul. 15, 1958
Murdock 3,427,190 Teb. 11, 1969
Pilta 4,157,991 Jum, 12, 1979
Green 611,572 Dee. 27, 1960

{Canadian Paicnl) -

Twn rejections are before us:

(a} Claims 1 through 4, 6, 7 and 4
through 19 stand rejected under 35 USC
112, second paragraph, as being indefinite;
and

(b} Claims 1 through 4, 6, 7 and 14
through 19 stand rejected under 35 USC 103
a5 being unpatentable over Murdock in view
of Pilla, Westlund and the Canadian Patent,

We have carefully considered the respec-
live positions of the examiner and the appel-
lant, as well as the evidence of record, in
reaching our decision that the-rejection un-

~der 35 USC {12 shall be reversed while the

rejection under 35 USC 103 shall be
sustained.

[1} The rejection under 35 USC 112 is
based on ihe examiner’s contention that the
term “optionally” in ¢laim [ docs not clearly
indicate whether the polyamine is intended
o be a part of the composition. We have no
difliculty determining the scope of ¢laim | as
draflted. The composition set forth in the
claim ‘can consist of the first threc compo-

BeEc i SbVIGHs, TH View ol TR various fedeRings
of the sccondary references, to inciude petro-
lewm sulfonate in the anti-corrosion composi-
tions taught by Murdock. The sccondary
references establish that petroicum sulfon-
ates are recognized in Lhe art as corrosion
inhibitors (Pilla), rust inhibiting materials
{(Westlund} and surface active agents which
promate the solubility of corrosion inhibiting

additives in petroleum hydrocarbons (Cana- -

dian Patent). lnasmuch as thesé recognized
properiics are clearly complimentary to the
anti-corrosion purposcs of Murdock’s compo-

sition and method, the incorporation of pe-.

troleum sulfonates in Murdoek’s composi-
lien with the cxpectation of thercby
achieving improvement in the propertics rec-

ognized Lo be attribulable 1o the addilive.

would have been prima facie obvious.

We nole appellant’s argumceat that the
Murdock composition does not contain a
hydrocarbon diluent. Murdock clearly sug-
gests the preseace of hydrocarbon extenders
(or diluents) at colunsn 10, lines 68 through
73.

Appetlant’s claims exclude the presence of
Murdock’s salts of polybasi¢ acids in the
composition defined as “consisting of” the

listed components. We agree with the cxam-

incr that it would have been obvious to amit
Murdoek’s polybasic acid salts when the
function attributed to these salis is not de-
sired or required. Murdock (eaches that

~ these salts are benelicial when the comiposi-

tion is employed in contact with [resh water

(column 3, [ines 4 through 7). Omission of

the sall component in preparing composi-
tions 1o be used Lo providg corrosion resis-
Lance o melals in environments which do not
encounter fresk water would have been
obvious.

We also note appellant’s argument that
Murdock does not teach reducing corrosion
in environmenis containing high tempera-
tures and/or high pressures. While Mur-
dock’s composition and process are disclosed
to be particularly suitable for treating sur-
faces in contact with {resh waler, we are
convinced that onc of ordinary skill would
recognize the gencral applicability of the
anti-corrosion coatings laught therein. H
would have been obvious o adopt Lhese coal-
ings to whalever cavironments exist at the
siles where corrosion protection is required.
Accordingly, it would have been obvious to
adopt and apply Maurdock’s anli-corrosion
compositions in the temperature and pres-

THE FACU AT a1 TR “Felerénces are
dirceted toircating metals with compositions
to impart corrosion resistance provides an
adeguate commonality of interest between
the four references, as well as appeliant’s
fictd of endcavor, to suggest the pertinence of
the teachings of cach of the relerences to
appellant’s problem. We do not agree with
appellant that the rejection is based on im-
permissible hindsight. While, as appeliant
supgests, the references might suggest that
other composilions might also serve to salve
appellant’s problem, we note that the present
specification teaches numcrous modifica-
tions of the composition which are cutside of
the scope of the present eliuims and apparcnt-
ly provide al Icast equivalent results to the
process claimed {page 7, lincs 4 through 9;
page 8, lines i6 through 33}. Accordingly,
we sce no rcason, based on this record, to
conclude that appellant’s process works

where other prima facie abvious processes
fail.

For the reasons given above as well as

those expressed by the cxaminer in his An-
swer, the examiner’s decision is aflirmed.
AFFIRMED.
37 CFR 1.136(a) does nol apply o ile

times for taking any subsequent action in
connection with this appeal.

UPON REQUEST FOR
RECONSIDERATION

December 22, 1988

The cxaminer has requesied reconsider-
ation of that part of our decision, mailed
February 29, 1988, whercin we reversed the
rejection of claims 1 through 4, 6, 7 and 14
through 19 under the sccond paragraph of 35
USC 112. Neither the examiner nor the
appellant have requested reconsideration of
Lhat portion of our decision wherein we af-
firmed a rejection under 35 USC 103 over
staled prior ari, We have reconsidered our
reversal of the rejection under 35 USC 112
in view the examiner's request, however, we
decline Lo modily our position in any respect.

In rejecting a claim under the second para-
graph of 35 USC 112, it is incumbent on the
examiner to eslablish that onc of ordinary
skill in the pertinent art, when reading the
claims in light of the supporting specifica-

YTV TE ik $ 2T I8, 166
USPQ 204 (CCPA 1970). The determina-
tion of such issues necessarily depeads on the
facts of cach particular case or application
Chicago Preumatic Tool Co. v. Hughes
Tool Co., 97 F.2d 945, 38 USPQ 258 (10th
Cir. 1938).

in our original decision we found

We have no difficully delermining the
scope of claim 1 as dealled, The composi-
tions st lorth in the claim can consist of
the first three components recited or i€ can
incinde a  polyamine as a  fourth
component.

This determination lotlowed from the ralio-

nale of /nn re Moore, supra and In re Ham-

IHRCA', Jlprra,

[3] The cxaminer bases his request on the
prior decisions Ex parte Steigerwald, 131
USPG 74 (BdApls 1961) and Ex parte
Grundy 63 Ms. 2. 219 (BdApls); whercin the
lerm “such as™ . was (lound (o render the
claims indelinite. We do not consider ihe
terin “optionaliy” Lo always result in the
same degree of variability or indehinileness
as might result from the use of the phrase

“such as”. As indicated previously, each case . =

must be decided on its own facts, Tn this ease,
the term “optionally” clearly indicates that
the pelyamine may, or may not, be present as

a fourth component in the, otherwise, three .

component compasition, Claims ofien in-

clude the sccepled expressions “up to”, "O.

to .. %", “nol more than™, which are recog-
nized to indicate the pessible, but not re-
quired, presence of a componenl. Sce Ex
parte Head, 214 USPQ 551 (Bd.App.1981).
The use of the term “optionai™ in the present
circumsiances is more analogous to the noted

accepled expressions than it is to the use of -

the phrase “such as" in the cases relied on by
the examiner. The use of the term “such as”™
can render a claim indefinite by raising a
question or doubt as to whether the fealure
introduced by such language is (a) merely
cxemplary of Lthe remainder of the claim, and
therefore not required, or (b) a required
feature of the claim. We secc no similar

question or doubt arising from the present

use of the term “optionally.”
We note the examiner’s argument that

Since the term “consisting of” closes the
claim to all other ingredients not specifi-
cally recited, the polyamine would be cx-
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cluded by the ¢laim using the language
“consisting of an cpoxy resin, a petrolcum
suifonate and a hydrocarbon deduent. ..
{emphasis added)

This arpument apparcntly relics on ignoring

the Tact that (he polyamine &5 specifically
recited as being an optional component.

The cxaminer’s argument continues

Therclore the additional language “op-
tionally containing a polyamine” renders
the claim indefinite since it is not known
what further {imitations, if any, would be
imposed on the claim by the use of said
language. If no lurther limitations are
imposed the language is superfluous and
confusing.

Whatever confusion exists in this maiter is
not atlributable Lo the words of tie claim. |t
scems that the argument is premised on the
fact that the claim mecans onc thing il the
“optionally. . ." phrasc is ignorcd, and might
mean something else if the phrase is consid-
ered. We know of no basis for interpreting
the claim by ignoring the specific words used
in the claim. We therefore sec no rational
basis for the examiner's finding that confu-
sion would result should such an unwarrant-
ed mcthed of c¢laim interpretation be
followed.

We note that the request for recousider-
ation docs not provide any basis for modify-
ing our stated understanding of the meaning
of the ceiticized claim language. We, there-
fore, sec no reason to modily our position as
expressed in our original decision and as
quoted, supra,

The request is granted 1o the exlent that
we have reviewed our original decision, how-
ever, it s denied to the extent that it secks
modification thereof.

DENIED

Patent and Trademark Office
Trademark Trial and Appeal Board

Ct:nturjJ 21 Real Estate Corp. v. Century
Life of America
Opposition No. 75,090

Decided January 17, 1989
Rclcascd March 16, 1989

TRADEMARKS AND UNFAIR TRADE
PRACTICES

10 USPQ2d
1. Registration and its eflects — Federal
registeation ~~ Procedure, Tarm, and

content — Specimens {§315.0303.02})

Practice and procedure in U.S. Patent and

"‘“-"‘*“‘"‘*'*"*’l‘rﬂ'dt!m'n'rk“‘ﬂﬂiﬁ'ﬂ““‘“—“‘”'ﬁ'nt‘é‘rpn‘rfe -swirl;0m.—.w—».-«.nm».\-.vm.-mm«,-m«.-a.«mw:a.\m-e-zmwx«-mb..

proceedings — Opposition and canceila-
tion -~ Rules and rules practice
(§325.0305.05)

Unacecptable specimens, per se, do not
consiitute ground for oppesition, since pur-
posc of specimens is to show mark as it is
actually used in order to determine whether
itis being uscd as trademark or service mark,
and since examining allorney’s objections Lo
specimens during examination are nol aclu-
aliy 10 acceptability of speeimens themselves
but iavelve whelher specimens show trade-
mark use of matter for wlhich registration is
sought.

Opposition proceeding ac. 75,090, be-
tween Century 21 Real Estale Corp. and
Century Life of America d/b/a Century
Companics of America and Century Life of
America. On opposer’s request for reconsi-
deration of decision denying its mation for
summary judgment and on {our motions by
opposer. Molion for reconsideration s de-
mied, molion o amend nolice of opposition is
granted, request to extend discovery period is
granted, trial dates are reset, :}nd opposer is
given time 1o respond {o applicant’s second
set of interrogatories and first request lor
production.

Michael A. Grow, and Ward, Lazarus &
Grow, Washington, D.C., for Century 21
Reai Estate Corp.

Richard Bushnell, and Trexicr, Bushnell,
Giangiorgi & Blackstone, Chicago, [IL,
for Cenlury Life of America.

Before Sams, Rooney, and Secherman,
menmbers.

By the bonrd.

This case now comes up on the following:
Opposer’s request for reconsideration of
the Board’s June 29, 1988 decision deny-
ing opposer’s motion for summary
judgmenti; )

Opposer’s motion o amend its notice of
oppesition; .
Opposer’s motion for Icave to take addi-
tional discovery; .

10 USPQ2d
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Opposer’s motion to extend the time for
the commencement of its testimony peri-
od; and

Opposer’s motion to extend its time (o
respond.to.applicant's.second.set-ofvinlor
rogatories and first request for production.
Applicant has opposed the request for recon-
sideration and the various motions.

Turning first 1o the request for reconsider-
ation, opposer’s molion sought summary
judgment on the ground that applicant [ailed
1o submit with ils application proper speci-
mens evidencing valid service mark use. The
motion was denied because the insuflicicacy
of specimens is not a ground lor sustaining
an oppositipn: '

The sulliciency of the specimens submit-

ted with an applicaiion is a technical gues-

Lion which is within the province of the

lixamining Attorncy 1o detenimine, and it

is nol within the funclion of this Board Lo
supervisc the Examining Attorney. Sce

Granny's Submarine Sandwiches v. Gran-

ay's Kitchen Inc, 199 USPQ 564, 567

(TTAB 1978); Hyde Park Fagiwear Co.,

Inc. v. Hampshire-Designers, Inc., 197

USPQ 639, 642 (TTAB 1977. Even as-

suming applicant’s specimens do not show

scrvice mark use bul only trade name use,
the applicant should nol Le penalized by
the Examining Altorney’s error in judg-
ment, since any problem with the speci-
mens might have been corrected had the

Examining Attorney made a request for

new specimens. See Granny’s Submarine

Sandwiches v. Granny's Kitchen, Inc.,

supra.

I s this ruling from which opposer re-

quests reconsideration, arguing inter alia

that the cited cases do not prohibit the Board
from overruling the decision of the Examin-
ing Attorney when clear error was commil-
ted, In particular, opposer points to the foi-
lowing language in Granny's Submarinc
Saadwiches:

We have previously stated that it is not the

Board’s function to review the work of the

Examiner. We are not going 1o substitute

our judgment for that of the Examincr, on

the samc facts that were before the Exam-
iner, unless we are convinced that clear
¢rror was commiticd:

199 UUSPQ at 567.

We have carefully considered oppasee’s
arguments, but we are not convinced that our
decision was in crror,

[1] While the Board is not bound by the
decisiun of the Examining Attorncy, in thal
the mere aceeplance of specimens by the
Examining Atlorney does not mandatc a
finding by us that service mark usage was
made, il is not the adequacy of the speci-

mens, but the underlying question of service
mark usage which would constitute a proper
ground for opposition.

The reason why unaceeplable specimens,

e pee-sershould-not-bea-ground-for-opposition

becomes apparent when one considers the
purpose of specimens. The specimens are Lo
show the mark as it is actually used {Section
| of the Trademark Act, 15 U.S.C. 1051;
Trademark Rules 2.56~58), so that it can be
determined whether the matter for which
registration is sought is being used as a
tradesmark or service mark. Objections to the
specimens made by the Examining Atlorney
duting examination arc not actually to the
sweeeplabilily of the specimens thensclves,
bul are that the specimens do not show
trademark usc of the matier for which regis-
tration is seught. Thus, in the present casc,
cven assuming, argucado, that applicant’s
specimens are unacceplable, if the Examin-
ing Attorney had refused registration based
on them it would have been beecausc they did
not show that applicant’s mark was being
uscd as a service mark, and the ground for
refusai would have been, nol the insullicien-
cy of the specimens, but that the matter did
not {unction as a mark.

Morcover, [airncss dictates thal the ex
paric question of the sufliciency of the speci-
siens nol be the basis for sustaining an oppo-
sition. If, as was pointed out in our Junc 29,
1988 dccision, the Examining Attorney had
objected to the specimens during the exami-
nation of the application, the applicant
wouid have had an opportunity to submit-
acceplable substitule specimens. Again as-
suming, arguendo, that applicant's speci-
mens arc unacceplabile, it would be unlair to
penalize applicant for not submitting substi- -
tute specimens when that requirement was
acver made by the Examining Attorney, Ac-
cordingly, for both fegal end equitable rca-
sons, we reafliem our prior decision that
unacceptable specimens are not a proper
ground for opposition, and deny the request
for reconsideration on this basis.

Turning now to oppaser’s molios lo amend
the notice of opposition, apposcr secks o add
the allegation that applicant did not usc its
mark as a service mark in commeree prior (o
the fling of its application. The failure to
make service mark use (as opposed to a
failure of the specimens to show such usc) is
a proper ground lor opposition, end in view of
the nature of the allegation end the stage in
which (he procceding is, applicaat would not -
sulfer any prejudice by our graating the
motion. Applicant’s argument that the pro-
posed allegation docs not provide a ground
for opposition (because the Examining At-
lorney had previously accepted the speci-




