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MATTERS HANDLED CONCURRENTLY WITH
APPEAL

The Patent and Trademark Office does not acknowledge
receipt of a Notice of Appeal by separate letter. However, if

‘a self-addressed postcard is included with the Notice of

Appeal, it will be date stamped and mailed.
Form paragraphs 12.01-12,04 may be used to indicate
defects in a Notice of Appeal.

7 12.0I Notice of Appeal Unacceptable - Fee Unpaid

The notice of appeal filed on [1] is not acceptable because the appeal
fee required under 37 CFR 1,17(b) was not filed, or was not timely filed.

Applicant may obtain an extension of time under 37 CFR 1.136(a) to
file the appropriate appeal fee. The date on which the notice of appeal, the
appeal fee, the petition under 37 CFR 1.136(a), and the petition fee are
filed will be the date of the reply and also the date for determining the
period of extension and the corresponding amount of the fee. In no case
may an applicant reply later than the meaximum SIX MONTH statutory
period or obtain an extension pursuant to 37 CFR 1.136(a) for more than
FIVE MONTHS beyond the date of reply set in an Office action,

§ 12.02 Notice of Appeal Unacceptable - No 2nd Rejection
The notice of appeal filed on [1] is not acceptable because there has
been no second or final rejection in this appl:catlom as required under

" 37CFR 1.191(a).

§ 12.03 Notice of Appeal Unacceptable - Not Timely Filed

The notice of appeal filed on [1] is not acceptable because it was filed
after the expiration of the period set in the prior Office action. This appli-
cation will become abandoned unless applicant obtains an extension under
37 CFR 1.136(a). The date on which the notice of appeal, the appeat fee,
the petition under 37 CFR 1.136(a), and the petition fee under 37 CFR
1.17(a) are filed will be the date of the reply and also the date for deter-
mining the period of extension and the comesponding amount of the fee.
In no case may an applicant reply later than the maximum SIX MONTH
statutory period or obtain an extension pursvant to 37 CFR 1.13G(a) for
more than FIVE MONTHS beyond the date of reply set in an Office
action.

¥ 12.04 Notice of Appeal Unacceptable - Claims Allowed

allowability was mailed by the Office on [2].
1206  Appeal Brief [R-1]

37 CFR 1.192. Appellant's brief.

(a) Appellant must, within two months from the date of the notice
of appeal under § 1.191 or within the time allowed for reply to the action
from which the appeal was taken, if such time is later, file a brief in tripli-
cate. The brief must be accomparied by the fee set forth in § 1.17(c) and
must set forth the authorities and arguments on which appellant will rely
to maintain the appeal. Any arguments or authorities not included in the
brief will be refused consideration by the Board of Patent Appeals and
Interferences, unless good cause is shown.

(b) On failure to file the brief, accompanied by the requisite fee,
within the time allowed, the appeal shall stand dismissed.

(¢} The brief shall contain the following items under appropriate
headings and in the order indicated below unless the brief is filed by an
applicant who is not represenied by a registered practitioner:

(1} Real party in interest. A statement identifying the real party

in interest, if the party named in the caption of the brief is not the real

party in interest.
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(2} Related appeals and Interferences. A statement identifying
by number and filing date all other appeals or mterferencas known to
appellant, the appellant's legal representative, or assngnee which will
directly affect or be directly affected by or have a bearmg on the Board's
decision in the pending appeal.

(3} Starus of claims. A statement of the status of all the claims / '
pending or canceled, and identifying the claims appealed.: s . v
(4) Status of amendments. A statement of tl'ua status of any. ! !
tion defined in the claims involved in the appeal, which shall refer to the [ ."
specification by page and line number, and to the drawing, if any, by refer- :

amendment filed subsequent to final rejection.
(5) Summary of invention. A concise explanallm of the inven-
ence characters. ; .
(6) Issues. A concise statement of the issues presented for f

Teview.,

(7) Grouping of claims. For each ground of re Jection which
appellant contests and which applies to a group of two or morc claims, the
Board shall select 2 single claim from the group and shall decide the
appeal as to the ground of rejection on the basis of that cla]m alone unless P
a statement js included that the claims of the group do not stand or fall / "
together and, in the argument under paragraph (c)(B) of th1§ seetion, appel- :
lantexplains why the claims of the group are believed to be separately pat-
entable. Merely pointing out differences in what the claims cover is not an
argument as to why the claims are separately patentable, ™,

(8) Argument. The contentions of appellant with respect to each
of the issues presenied for review in paragraph (c)(6) of thls section, and
the basis therefor, with citations of the authorities, statutes.,and parts of the
record relied on. Each issue should be treated under a separate heading.

(i) For eachrejection under 35 U.S.C. 112, ﬁrst paragraph,
the argument shall specify the errors in the rejection anil how the first
paragraph of 35 U.S.C. 112 is complied with, mcludmg. ‘as appropriate,
how the specification and drawings, if any, ﬁ

{A) descnbe the subject matter defined by each of the
rejected claims,

(B) enable any person skilled in the art tu make and use
the subject matter defined by each of the rejected claims, a.t;d

(C) set forth the best mode contemplated by the inventor
of carrying out his or her invention.

(i) For each rejection under 35 US.C. 112, second para-
graph, the argument shall specify the errors in the re_;ecuon and how the

s I

pad

* " claims particularly point out and distinctly claim the SUbJBCI matter which

The notice of appeal filed on [] is not acceptable because a notice of | - applicant regards as the invention.

. (iii) For each rejection under 35 U.S.C. 102; the argument
shall specify the errors in the rejection and why the rejected claims dre pat-
entable ypder- 35 U.S.C. 102, including any specifie lumtanons in the
rejected claims which are not described in the prior art relied upon in the
rejection,

(iv) For each rejection under 35 U.S.C. 103, the argument
shall specify the errors in the rejection and, if appropriate, the specific lim-
itations in the rejected claims which are not described in thei!rmr art relied
on in the rejection, and shall explain how such llmlr.annns render the
claimed subject matter unobvious over the prior art. If the rejection is
based upon & combination of references, the argument shagl explain why
the references, taken as & whole, do not suggest the claimed subjzct matter,
and shall include, as may be appropriate, an explanation oE why features
disclosed in one reference may not properly be combmedzwxrh features
disclosed in another reference. A general argument that all t?e limitations
are not described in a single reference does not satisfy the requirements of
this paragraph, }

(v) .For any tejection other than those referrcd to in para-
graphs (c)(8)(i) to (iv) of this section, the argument shall speclfy the errors
in the rejection and the specific limitations in the rejected cla_ims. if appro-
priate, or other reasons, which cause the rejection to be in ertor.

A S, 20

Rev* I Zeb. 2000_

S




APPEAL . 1206

If the time for filing a brlef has passed and the applica-
tion has consequently become abandoned, the applicant
may petition to revive the application, as in other cases of
abandonment, and to reinstate the appeal; if the appeal is
dismissed, but the application is not abandoned, the petition
would be to reinstate the claims and the appeal, but a show-
ing equivalent to that in a petition to revive under 37 CFR
1.137 is required. In either event, a proper brief must be
filed before the petition will be considered on its merits.

Where the dismissal of the appeal is believed to be in
error, filing a petition, pointing out the error, may be suffi-
cient.

A fee under 37 CFR 1.17(c) is required when the brief is
filed. 37 CFR 1.192(a) requires the submission of three
copies of the appeal brief, '

APPEAL BRIEF CONTENT

The brief, as well as every other paper relating to an
appeal, should indicate the number of the examining group
to which the application or patent under reexamination is
assigned and the application or reexamination control num-
ber. When the brief is received, it is forwarded to the group
where it is entered in the file, and referred to the examiner.

An appellant’s brief must be responsive to every ground
of rejection stated by the examiner.

Where an appeal brief fails to address any ground of
rejection, appellant shall be notified by the examiner that he
or she must correct the defect by filing a brief (in triplicate)
in compliance with 37 CFR 1.192(c). See 37 CFR
1.192(d). Form paragraphs 12.76-12,76.06 and 12.78, or
form PTOL-462, “Notification of Non-Compliance with
37 CFR 1.192{c},” may be used to notify the appellant of
the deficiency. Oral argument at a hearing will not remedy
such deficiency of a brief. The fact that appellant may con-
sider a ground to be clearly improper does not justify a fail-
ure to point out to the Board the reasons for that belief.

The mere filing of paper entitled as a brief will not nec-
essarily be considered to be in compliance with 37 CFR
1.192(c). The rule requires that the brief must set forth the
authorities and arguments relied upon. Since it is essential
that the Board should be provided with a brief fully stating
the position of the appellant with respect to each issue
involved in the appeal so that no search of the record is
required in order to determine that position, 37 CFR
1.192{c) requires that the brief contain specific items, as
discussed below,

An exception to the requirement that all the items speci-
fied in 37 CFR 1.192(c) be included in the brief is made if
the application or reexamination proceeding is being prose-
cuted by the appellant pro se, i.e., there is no attorney or
agent of record, and the brief was neither prepared nor
signed by a registered attorney or agent. The brief of a pro
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se appellant which does not contain all of the items, (1) to
(9), specified in 37 CFR 1.192(c) will be accepted as long
as it substantially complies with the requirements of jtems
(1), (2), and (8). If the brief of a pro se appellant is
accepted, it will be presumed that all the claims of a
rejected group of claims stand or fall together unless an
argument is included in the brief that presents reasons as to
why the appellant considers one or more of;the claims in
the rejected group to be separately patentable from the
other claims in the group. i

A distinction must be made between th% lack of any
argument and the presentation of arguments which carry
no conviction. In the former case, notificatign of a defec-
tive appeal brief is in order, while in the latter case, the
application or reexamination is forwarded to the Board
for a decision on the merits. As noted above, the exami-
ner may use form paragraphs 12,76-12.76.06jand 12.78, or
form PTOL-462, “Notification of Non-Compliance with
37 CFR 1.192(¢),” to notify appellant that thé appeal brief
is defective. '

If in his or her brief, appellant relies on soa e reference,
he or she is expected to provide the Board w;th three copies
of it. {

The specific items required by 37 CFR 1. 1?2(3) are:

(1) Real party in interest. A statement ;d,entlfymg the

real party in interest, if the party named in the caption of .

the brief is not the real party in interest. I.l_?_aﬁgglgn;d,oes

rest, the examiner; will assume
that the party named in the caption of the brief is the real
party in interest, i.e., the owner at the time the brief is being
filed.

The identification of the real party in interest will allow
members of the Board to comply with ethics regulations
associated with working in matters in which the member
has a financial interest to avoid any potential conflict of
interest. While the examiner will assume that the real party
in interest is the individual or individuals identified in the
caption when the real party in interest is not gxplicitly set
out in the brief, nevertheless, the Board may| require the
appellant to explicitly name the real party in interest. See
MPFEP § 1210.01. .

(2) Related appeals and mterferences A statement iden-

tifying by application number and filing date all other
appeals or interferences known 1o appellant, the appellant's

legal representative, or assignee which will directly affect

or be directly affected by or have a bearing onithe Board's
decision in the pending appeal. The appeal or jnterference

number should also be listed. The statement is

not limited

to copending applications. If appellant does not identify

any other appeals or interferences,

& eXaminer wi

sume that there are none. While the examiner will assume

that there W& 1o telated cases when no rela

ed case is

1, Feb. 2000
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()] Append:r An appendix containing a copy of the claims
involved in the appeal.

(d) If a brief is filed which does not comply*with aI] the require-
ments of paragraph (c) of this section, appellant will be notified of the rea-
sons for non-compliance and provided with a period of one month within
which to file an amended brief. If appellant does not file an amended brief
during the one-month period, or files an amended brief which does not
overcome all the reasons for non-compliance stated in the notification, the
appeal will stand dismissed.

Where the brief is not filed, but within the period
allowed for filing the brief an amendment is presented
which places the application in condition for allowance, the
amendment may be entered since the application retains its
pending status during said period. Amendments should not
be included in the appeal brief. Amendments should be
filed as separate papers. See MPEP § 1207, § 1215.01, and
§ 1215.02.

TIME FOR FILING APPEAL BRIEF
37 CFR 1.192(a) provides 2 months from the date of the

- Notice of Appeal for the appeliant to file an appeal brief. In

a reexamination pmceeding, the time period can be
extended only under the provisions of 37 CFR 1. SSO(c)
See also MPEP § 2274,

The usnal period of time in which appellant must file his
or her brief is 2 months from the date of appeal. The Office
date of receipt of the Notice of Appeal (and not the date
indicated on any Certificate of Mailing under 37 CFR 1.8)
is the date from which this 2 month time period is mea-
sured, See MPEP § 512. However, 37 CFR 1.192(a) alter-
natively permits the brief to be filed “within the time

allowed for reply to the acfion from which the appeal was
taken, if such-tsmn » These time periods may be

' extended under 37 CFR 1.136(a), and if 37CFR 1 1.136(a)

is not available, under 37 CFR 1 136(b) for extraordmary
circumstances.

In the event that the appellant finds that he or she is
unable to file a brief within the time period allotted by the
rules, he or she may file a petition, with fee, to the examin-
ing group, reguesting additional! time under 37 CFR
1.136{a). Additional time in excess of 5 months will not be
granted unless extraordinary circumstances are involved
under 37 CFR 1.136(b). The time extended is added to the
calendar day of the original period, as opposed to being
added to the day it would have been due when said 1ast day
is a Saturday, Sunday, or Federal holiday.

If after an appeal has been filed, but prior to the date for
submitting a brief, an interference is declared, appellant's
brief need not be filed while the interference is pending,
unless the administrative patent judge has consented to
prosecution of the application concuurently with the inter-
ference. Sce MPEP § 2315. Absent such concurrent prose-
cution, the examiner may, after the interference has

Rev. 1, Feb. 2000
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terminated and the files have been returned to him or her,
{A) set a 2-month period for filing the brief, or (B} with-
draw the final rejection of the appealed claims in oider to
enter an additional rejection on a ground arising outiof the
interference. See, for example, MPEP § 2363.03. Also, if
the appellant was the losing party in the interference,
claims which were designated as corresponding to the Jost
count or counts will stand finaily disposed of under 37 CER
1.663. !
When an application is revived after aba.udomneglt for
failure on the part of the appellant to take appmpnate
action after final rejection, and the petition to revwe was
accompanied by a Notice of Appeal, appeilant has
2 months, from the mailing date of the Comnnssxgnex ]
affirmative decision on the petition, in which to file the
appeal brief. The time period for filing the appeal buef may
be extended under 37 CFR 1.136. g
With the exception of a declaration of an mterference or
suggestion of claims for an interference and timely copymg
of claims for an interference, the appeal ordinarily w1ll be
dismissed if the brief is not filed within the period prov1ded
by 37 CFR 1.192(a) or within such additional time as may
be properly extended.
A brief must be filed to preserve appellant's right to the
appealed claims, notwithstanding circumstances suchas:

(A) the possibility or imminence of an interference
involving the subject application, but not resulting in with-
drawal of the final rejection prior to the brief's due date;

(B) tihe filing of a petition for supervisory action inder
37 CFR 1.181; ‘ '

(C) the filing of an amendment, even if it is one which
the examiner previously has indicated may place one or
more claims in condition for allowance, unless the exam-
iner, in acting on the amendment, disposes of all issues on
appeal;

(D) the receipt of a letter from the examiner statmg
that prosecution is suspended, without the examiner thh—
drawing the final rejection from which appea! has been
taken or suggesting claims for an interference, and wi thout
an administrative patent judge declaring an interference
with the subject application. ;

s

Although failure to file the brief within the permissible
time will result in dismissal of the appeal, if any claims.
stand allowed, the application does not become sbandoned
by the dismissal, but is returned to the examiner for action
on the allowed claims. See MPEP § 1215.04. If there are no
allowed claims, the application is abandoned as of theidaze
the brief was due. Claims which have been objected to as
dependent from a rejected claim do not stand allowed.|In a
reexamination proceeding failure to file the brief wiil result
in the issuance of the certificate under 37 CFR 1.570.
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explicitly set out inx the brief, nevertheless, the Board may
require the appellant to explicitly identify any related case.
See MPEP § 1210.01.

(3) Status of Claims. A statement of the status of all the
clams in the application, or patent under reexamination,
i.e., for each claim in the case, appellant must state whether
it is cancelled, allowed, rejected, etc. Each claim on appeal
must be identified.

(4} Status of Amendments. A statement of the status of
any amendment filed subsequent to final rejection, ie.,
whether or not the amendment has been acted upon by the
examiner, and if so, whether it was entered, denied entry, or
entered in part. This staterment should be of the status of the
amendment as understood by the appellant.

Items (3} and (4} are included in 37 CFR 1.192(c) to
avoid confusion as to which claims are on appeal, and the
precise wording of those claims, particularly where the
appellant has sought to amend claims after final rejection.
The inclusion of items (3) and (4) in the brief will advise
the examiner of what the appellant considers the status of
the claims and post-final rejection amendments to be,
allowing any disagreement on these questions to be
resolved before the appeal is taken up for decision by the
Board.

(3) Summary of Invention. A concise explanation of the
invention defined in the claims involved in the appeal. This
explanation is required to refer to the specification by page
and line number, and, if there is a drawing, to the drawing
by reference characters. Where applicable, it is preferable
to read the appealed claims on the specification and any
drawing. While reference to page and line number of the
specification may require somewhat more detail than sim-
ply summarizing the invention, it is considered important to
enable the Board to more quickly determine where the
claimed subject matter is described in the application.

(6) Issues. A concise statement of the issues presented
for review. Each stated issue should correspond to a sepa-
rate ground of rejection which appellant wishes the Board
of Patent Appeals and Interferences to review. While the
statement of the issues must be concise, it should not be so
concise as to omit the basis of each issue. For example, the
statemment of an issue as “Whether claims 1 and 2 are unpat-
entable” would not comply with 37 CFR 1.192(c)6).
Rather, the basis of the alleged unpatentability would have
to be stated, e.g., “Whether claims I and 2 are unpatentable
under 35 U.S.C. 103 over Smith in view of Jones,” or
“Whether claims 1 and 2 are unpatentable under 35 U.S.C.
112, first paragraph, as being based on a nonenabling dis-
closure.” The statement would be limited to the issues pre-
sented, and should not include any argument concerning
the merits of those issues.

Rev. 1, Feb. 2000
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(7) Grouping of Claims. For each ground of rejection
which appellant contests and which applies to a group of
two or more claims, the Board shall select a single claim
from the group and shall decide the appeal as to the giound
of rejection on the basis of that claim alone, unless a State-
ment is included that the claims of the group do not stand or

fall together and, in the argument section of the%bnef

(37 CFR 1.192(c)(8)), appellant explains why the clams of
the group are believed to be separately patentable, Mereiy
pointing out differences in what the claims cover is not an
argument as to why the claims are separately patentable. If
an appealed ground of rejection applies to more than one
claim and appellant considers the rejected claims to be sep-
arately patentable, 37 CEFR 1.192(c){7) requires appellant to
state that the claims do not stand or fall together, and to
present in the appropriate part or parts of the argu;ment
under 37 CFR. 1.192(c)(8) the reasons why they are cons1d—

ered separately patentable. §

The absence of such a statement and argument is aicon-
cession by the applicant that, if the ground of rejectjon were
sustained as to any one of the rejected claims, it w1ll be
equally applicable to all of them. 37 CFR 1. 192(0)(7) is
consistent with the practice of the Court of Appeals fofr the
Federal Circuit indjcated in such cases as In re Young.% Q27
F.2d 588, 18 USPQ2d 1089 (Fed, Cir. 1991); fnre Nze!son
816 F.2d 1567, 2 USPQ2d 1525 (Fed. Cir. 1987); In re
King, 801 F.2d 1324, 231 USPQ 136 (Fed. Cir. 1986),3(

In re Sernaker, 702 F.2d 989, 217 USPQ 1 (Fed. Cir. 1983).
37 CFR 1.192(c)(7) requires the inclusion of reasons in
order to avoid unsupported assertions of Separate patent-
ability. The reasons may be included in the appropriate i)or-
tion of the “Argument” section of the brief, For example if
claims 1 to 4 are rejected under 35 U.S.C. 102 and appel-
lant considers claim 4 to be separately patentable fror'l
claims 1 to 3, he or she should so state in the “Groupmg of
claims” section of the brief, and then give the reasons\ for
separate patentability in the 35 U.S.C. 102 portion ofg the
“Argument” section (i.e., under 37 CFR 1.192(c) (8) (1{1))

In the absence of a separate statement that the claim% do
not stand or fall together, the Board panel assigned tojthe
case will normally select the broadest claim in a group and
will consider only that claim, even though the group may
contain two broad claims, such as “ABCDE” and
“ABCDFE.”, The same would be frue in a case where tf?ere
are both broad method and apparatus claims on appeal in
the same group. The rationale behind the rule, as amended
is to make the appeal process as efficient as possible. Tl}us
while the Board will consider each separately argued claim,
the work of the Board can be done in 2 more efficient mian-
ner by selecting a single claim from a group of claims when
the appellant does not meet the requirements of 37 CFR
1.192(c)(7).
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It should be noted that 37 CFR 1.192(¢)(7) requires the
appellant to perform two affirmative acts in his or her brief
in order to have the separate patentability of a plurality of
claims subject to the same rejection considered. The appel-
lant must (A) state that the claims do not stand or fall
together and (B) present arguments why the claims subject
to the same rejeclion arve separately patentable. Where the
appellant does neither, the claims will be treated as stand-
ing or falling together. Where, however, the appellant (A}
omits the statement required by 37 CFR 1.192(c)(7) yet
presents arguments in the argument section of the brief, or
(B} includes the statement required by 37 CFR 1.192{c)(7)
to the effect that one or more claims do not stand or fall
together (i.e., that they are separately patentable) yet does
not offer argument in support thereof in the “Argument”
section of the brief, the appellant should be notified of the
noncompliance as per 37 CFR 1.192(d). Ex parte Schier,
21 UsSPQ2d 1016 (Bd. Pat. App. & Int. 1991); Ex parte
Ohsumi, 21 USPQ2d 1020 (Bd. Pat. App. & Int. 1991).

(8) Argument. The appellant's contentions with respect to
each of the issues presented for review in 37 CFR 1.192(c)
(6), and the basis for those contentions, including citations
of authorities, statutes, and parts of the record relied on,
should be presented in this section.

Included in this paragraph are five subparagraphs, (i} to
(v). Subparagraphs (i} to {iv) concern the grounds of rejec-
tion most commonly involved in ex parte appeals, namely,
35U0.8.C. 112, first and second paragraphs, 35 U.5.C. 102,
and 35 U.S.C. 103. Subparagraph (v) is a general provision
concerning grounds of rejection not covered by subpara-
graphs (i) to (iv).

The purpose of subparagraphs (i) to {iv} is fo ensure that
the appellant's argument concerning each appealed ground
of rejection will include a discussion of the questions rele-
vant to that ground. Compliance with the requirements of
the particular subparagraphs which are pertinent to the
grounds of rejection involved in an appeal will be benefi-
cial both to the Patent and Trademark Office and appel-
lants. It will not only facilitate a decision by the Board of
Patent Appeals and Interferences by enabling the Board to
determine more quickly and precisely the appellant's posi-
tion on the relevant issues, but also will help appellants to
focus their arguments o1 those issues.

For each rejection not falling under subparagraphs (i) to
(iv), subparagraph (v) provides that the argument should
specify the specific limitations in the rejected claims, if
appropriate, or other reasons, which cause the rejection to
be in ervor. This language recognizes that for some grounds
of rejection, it may not be necessary to specify particular
claim limitations, for example, a rejection under 35 U.S.C.
101, on the ground that the claims are directed to nonstatu-
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tory subject matter, as in Ex parte Hibberd, 227 USPQ 443
(Bd. Pat. App. & Inter. 1985).
37 CFR 1.192(a) contains the following sentence:
Any argument or authorities not included in the bnef will be

refused consideration by the Board of Patent Appeals and [nterfer-
ences,  unless good cause is shown.

This sentence emphasizes that all arguments and authorities
which an appellant wishes the Board to cons:dc-n should be
included in the brief. It should be noted that alguments not
presented in the brief and made for the first time a: the oral
hearing are not normally entitled to consideration. In re
Chiddix, 209 USPQ 78 (Comm'r Pat. 1980); Rosenblum v.
Hiroshima, 220 USPQ 383 (Comm'r Pat. 1983)

37 CFR 1.192(a) is ot intended to preclude the filing of
a supplemental paper if new authority should become avail-
able or relevant after the brief was filed. An exemple of
such circumstances would be where a pertinent decision of
a court or other tribunal was not published until after the
brief was filed.

(9) Appendix. An appendix containing a copy of the
claims involved in the appeal. :

The copy of the claims required in the brief Appendix by
37 CFR 1.192(c) (9) should be a clean copy and should not
include any brackets or underlining as required by 37 CFR
1.121(2)(2). See MPEP § 1454 for the presentaticn of the
copy of the claims in a reissue application.

For sake of convenience, the copy of the claims involved
should be double spaced and the appendix shouid starton a
new page.

37 CFR 1.192(c) merely specifies the minimum require-
ments for a brief, and does not prohibit the inclusion of any
other material which an appellant may consider necessary
or desirable, for example, a list of references, table of con-
tents, table of cases, etc. A brief is in comphance with
37 CFR 1.,192(c) as long as it includes items (1) to (9) in
the order set forth (with the appendix, item (9), at the end).

REVIEW OF BRIEF BY EXAMINER.

The question of whether a brief complies with the rule is
a matter within the jurisdiction of the examiner. 37 CFR
1.192(d) provides that if a brief is filed whichi does not
comply with all the requirements of paragraph (c}, the
appellant will be notified of the reasons for noncompliance.
Appellant will be given the longest of any of the following
time periods to correct the defect(s):

(A) 1 month or 30 days from the mailing of the notifi-
cation of non-compliance, whichever is longer;

(B) within the time period for reply to the action from
which appeal has been taken; or

Rev. L Feb. 2000 _
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(C) within 2 months from the date of the notice of
appeal under 37 CFR 1.191.

Extensions of time may be granted under 37 CFR 1.136(a)
or 1.136(b). The examiner may use the form paragraphs set
forth below or form PTOL-462, “Notification of Non-Com-
pliance with 37 CFR 1.192(c),” to notify appellant that the
appeal brief is defective. The appeal will be dismissed if
the appellant does not timely file an amended brief, or files
an amended brief which does not overcome all the reasons
for noncompliance of which the appellant was notified.

Under 37 CFR 1.192(d), the appellant may file an
amended brief to comrect any deficiencies in the original
brief. Moreover, if appellant disagrees with the examiner's
holding of noncompliance, a petition under 37 CFR 1.181
may be filed.

Once the brief has been filed, a petition to suspend pro-
ceedings may be considered on its merits, but will be
granted only in exceptional cases, such as where the writing
of the examiner's answer would be fruitless or the proceed-
ings would work an unusual hardship on the appellant.

For a reply brief, sec MPEP § 1208.03.

Fortn paragraphs 12.08-12.13, 12.16, 12.17, and 12.69-
12.78, or Form PTOL-462, “Notification of Non-Compli-
ance with 37 CFR 1.192(c),” may be used concerning the
appeal brief.

¥ 12,08 Appeal D:snussed Brief Fee Unpaid, No Allowed
Claims

The appeal under 37 CFR 1.191 is dismissed because the fee for filing
the brief, as required under 37 CFR 1.17(c) was not submitted or timely
submitted and the period for obtzining an extension of time to file the brief
under 37 CFR 1.136(a) has expired.

As a result of this dismissal, the application is ABANDONED since
there are no allowed claims.

Examiner Note:

Claims which have been indicated as containing allowable subject mat-
ter, but are objected to as being dependent vpon a rejected claim, are to be
consklered as if they were rejecied. See MPEP § 1215.04,

§ 12.09 Appeal Dismissed - Brief Fee Unpaid, Allowed Claims

The appeal under 37 CFR 1.191 1s dismissed because the fee for filing
the appeal brief, as required under 37 CFR 1.17(c), was not submitted or
timely submitted and the period for obtaining an extension of time to file
the trief under 37 CFR 1.136(a) has expired.

As a result of this dismissal, the application will be further processed
by the examiner since it contains allowed clajms. Prosecution on the mer-
its remains CLOSED.

Examiner Note:

Claims which have been indicated as containing allowable subject mat-
ter, but are objected to as being dependent upon a rejected claim, are to be
considered as if they were rejected. See MPEP § 1215.04.

T 12.09.01 Appeal Dismissed - Allowed Claims, Formal Matters
Remaining

In view of applicant’s failure to file & brief within the tine prescribed
by 37 CFR 1.192(a), the appeal stands dismissed and the proceedings as
to the rejected claims are considered terminated. See 37 CFR 1.197(c).

Rev. 1, Feb, 2000

-Examiner Note:

1200-10

This application will be passed to issue on alfowed claim [1] provided
the following formal matters are corrected. Prosecution is otherwise
closed,

[2]

Applicant is réquired to make the necessary correcuons within a short-
ened statutory period set to expire ONE MONTH or THIRTY DAYS,
whichever is longer, from the mailing date of this letter. Extensions of
time may be granted under 37 CFR 1.136.

Examiner Note:
1. This paragraph should only be used if the forma] matters cannot be
handled by examiner’s amendment. See MPEP § 1215.04.
2. In bracket 2, insert a description of the formal matters to be cor-
rected.
3. Claims which have been indicated as containing allowable subject
matter but are objected to as being dependent upon a rejected claim are to
be considered as if they were rejected. See MPEP § 1215.04.

T 12.10 Extension To File Brief - Granted
The request for an extension of time under 37 CFR 1.136(b) for filing
the appeal brief under 37 CFR 1.192 filed on [1] has been approyed for

[21.

Examiner Note:
This paragraph should only be used when 37 CFR 1.136(a)is not
available or has been exhausted, such as in litigation reissues,

& 12.11 Extension To File Brigf - Denied

The request for an extension of time under 37 CFR 1.136(b} for filing
the appeal brief under 37 CFR 1.192 filed on [1] has been disapproved
because no sufficient cause for the extension has been shown.

This paragraph should only be used when 37 CFR 1.136(a)lis not
available or has been exhausted, such as in litigation reissues.

F 12.12 Brief Defective - Unsigned

The appeal beief filed on  [1] is defective because it is unslgned. 37
CFR 1.33, Aratification properly signed is required.

To avoid dismissal of the appesl, appellant must ratify the appeal brief
within the longest of any of the following TIME PERIODS: (1) ONE
MONTH or THIRTY DAYS from the mailing of this communication,
whichever is longer; (2) within the time period for reply to the acuon from
which appeal has been taken; or (3) within two months from the date of
the notice of appeal under 37 CFR 1.191. Extensions of these tims peri-
ods may be granted under 37 CFR 1.136.

¥ 12.13 Briéf Defective - Three Copies Lacking
The appeal brief filed on [1] is defective because the three copies of
the Brief required under 37 CFR 1.192(a) have not been submitted.
To avoid dismissal of the appeal, appellant must submit the necéssary
additional copies of the appeal brief within the longest of any of the fol-
lewing TIME PERIODS: (1) ONE MONTH or THIRTY DAYS, whlch- ’
ever is longer, from the mailing of this communication; (2) within the time
period for reply to the action from which appeal has been taken; or, (3)
within two months from the date of the notice of appeal under 37:CFR
1.191. Extensions of these time penods may be granted under 37:CFR
1.136.

¥ 12.16 Brief Unacceptable - Fee Unpaid
The appeal brief filed on [1] is unacceptable because the fee requlred
under 37 CFR 1.1%{c) was not timely filed,
This application will become abandoned unless appellant obtams an
extension of time under 37 CFR 1.136(a) and files the reqguired appeal
brief fee. The date on which the brief, the fee for filing the brief, the/peti-




