
'IT 12.04 Notice ofAppeal Unacceptable. Claims Allowed
The notice ofappeal filed on [1] is not acceptable because a notice of

aUowability was mailed by theOffice on [2].

'IT 12.02 Notice ofAppeal Unacceptable - No Znd Rejection
The notice of appeal filed on [1] is not acceptable because there has

been no second or fmal rejection in this application. as required under
37 CFR 1.191(0).

'If 12.03 Notice ofAppeal Unacceptable - Not Timely Filed
The notice of appeal filed on [1] is not acceptable because it was filed

after the expiration of the period set in the prior Office action This appli­
cation will become abandoned unless applicant obtains an extension under
37 CPR 1.136(a). The date on which the notice of appeal. the appeal fee.
the petition under 37 CPR 1.136(a), and the petition fee under 37 CFR
1.17(a) are filed will be the date of the reply and also the date for deter­
mining the period of extension and the corresponding amount of the fee.
In no case mayan applicant reply later than the maximum SIX MONTH
statutory period or obtain an extension pursuant to 37 CPR 1.136(a) for
more than FIVE MONTHS beyond the date of reply set in an Office
action.

37 CFR 1.192. Appellant's brief
(a) AppelIant must, within two months from the date of the notice.

of appeal under § 1.191 or within the time allowed for reply to the action
from which the appeal was taken. if such time is later. file a brief in tripli­
cate. The brief must be accompanied by the fee set forth in § 1.17(c) and
must set forth the authorities and arguments on which appellant will rely
to maintain the appeal. Any arguments or authorities not included in the
brief will be refused consideration by the Board of Patent Appeals and
Interferences. unless good cause is shown.

(b) On failure to file the brief. accompanied by the requisite fee.
within the time allowed. the appeal shall stand dismissed.

(c) The brief shall contain the following items under appropriate
headings and in the order indicated below unless the brief is filed by an
applicant who is not represented bya registered practitioner:

(1) Real party in interest. A statement identifying the real party
in interest, if the party named in the caption of the brief is not the real

party in interest

The Patent and Trademark Office does not acknowledge
receipt of a Notice of Appeal by separate letter, However, if
a self-addressed postcard is included with the Notice of
Appeal, it will be date stamped and mailed.

Form paragraphs 12.01-12.04 may be used to indicate
defects in a Notice of Appeal.

W 12.01 Notice ofAppeal Unacceptable ~ Fee Unpaid
The notice of appeal filed on [1] is not acceptable because the appeal

fee required under 37 CFR I.I7(b) was not filed, or was not timely filed.
Applicant may obtain an extension of time under 37 CPR 1.136(a) to

me the appropriate appeal fee. The date on which the notice of appeal, the
appeal fee. the petition under 37 CPR 1.136(a), and the petition fee are
filed will be the date of the reply and also the date for determining the
period of extension and the corresponding amount of the fee. In no case
mayan applicant reply later than the maximum SIX MONTH statutory
period or obtain an extension pursuant to 37 CPR 1.136(a) for more than
FIVE MONTHS beyondthe date of reply set in an Office action.
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(2) Related appeals and interferences. A statement identifying
by number and filing date all other appeals or interferfnces known to
appellant, the appellant's legal representative. or assignee which will
directly affect or be directly affected by or have a bearing on the Board's

decision in the pending appeal. 1 ;'"
. (3) Statusofcl~ims', A.statement.ofthe status ?','.,fau the. claims. /\,"

pendingor canceled. and Identifyingthe claimsappealed"j "
(4) Status of amendments. A statement of tire status of any. /

amendment ftled subsequent to final rejection. ~ Jr'(5) Summary of invention. A concise explanation of the Inven- .: \...
tion defined in the claims involved in the appeal, which ~halJ refer to the
specification by page and line number. and to the drawing~if any. by refer-
ence characters. ~

(6) Issues. A concise statement of the issu~ presented for r
review.j

(/) Grouping of claims. For each ground of teje-::.tion which
appellant contests and which applies to a group of two or mere claims. the
Board shall select a single claim from the group and ~.hall decide the
appeal as to the ground of rejection on the basis of that cI~im alone unless
a statement is included that the claims of the group do ,ot stand or fall
together and. in the argument under paragraph (c)(8) of this eeetion,appel­
lant explains why the claims of the group are believed to tJ separately pat-
entable. Merely pointing out differences in what the cJaiml cover is not an,
argument as to why the claims are separately patentable.)

(8) Argument. The contentions of appellant withlrespect to each
of the issues presented for review in paragraph (c)(6) of tps section. and
the basis therefor. with citations of the authorities. statutes.[andparts of the
record relied on. Each issue should be treated under a sepajate heading. [

(i) For each rejection under 35 U.S.c. lI2.lirst paragraph. 1--­
the argument shall specify the errors in the 'rejection an~ how the first '')r ....
paragraph of 35 U.S.C. 112 is complied with. including.~as appropriate.'"
how the specification and drawings. if any, 1 .' I

(A) describe the subject matter defined by each of the
rejected claims. ' 1

a
(B) enable any person skilled in the art to make and use

the subject matter defined by each of the rejected claims. wid
(C) set forth the best mode contemplated ~y the inventor

of carrying out his or her invention. i
(ii) For each rejection under 35 U.S.C. lIt second para­

graph. the argument shall specify the errors in the rejectiJ,n and how the
claims particularly point out and distinctly claim the subje~t matter which
applicant regards as the invention. 'j

(iii) For each rejection under 35 U.S.c. 1021 the argument
shall specify the errors in the rejection and why the rejectedblaims 'are pat­
ent;ble Wider,· 35 U.S.C. 102. including any specific limitations in the
rejected claims which are not described in the prior art re~d upon in the
rejection. J

(iv) For each rejection under 35 U.S.C. l03~ the argument
shall specify the errors in the rejection and, ifappropriate.~ specific lim­
itations in the rejected claims which are not described in thepricr art relied
on in the rejection. and shall explain how such limitations render the
claimed subject matter unobvious over the prior art. If tqe rejection is
based upon a combination of references. the argument shaV explain why
the references. taken as a whole. do not suggest the claimed ~ubject matter.
and shall include, as may be appropriate. an explanation of why features
disclosed in one reference may not properly be combined~with features
disclosed in another reference. A general argument that all the limitations,
are not described in a single reference does not satisfy the refIuirements of
this paragraph. ~

(v) For any rejection other than those referr¥ to in para­
graphs (c)(8)(i) to (iv) of this section. the argument shall speelfy the errors
in the rejection and the specific limitations in the rejected cltfims. if appro-

P· riate, or other reasons, which cause the rejection to be in erior.
j

~
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The brief, as well as every other paper relating to an
appeal, should indicate the number of the examining group
to which the application or patent under reexamination is
assigned and the applicationor reexamination controlnum­
ber. When the brief is received, it is forwarded to the group
where it is entered in the file, and referredto the examiner.

An appellant's brief must be responsive to every ground
of rejection stated by the examiner.

Where an appeal brief fails to address any ground of
rejection, appellant shall be notified by the examiner that he
or she must correct the defect by filing a brief (in triplicate)
in compliance with 37 CFR 1.192(c). See 37 CFR
1.192(d). Form paragraphs 12.76-12.76.06 and 12.78, or
form PTOL-462, "Notification of Non-Compliance with
37 CPR 1.192(c)," may be used to notify the appellant of
the deficiency. Oral argument at a healing will not remedy
such deficiency of a brief. The fact that appellant may con­
sider a ground to be clearly improper does not justify a fail­
ure to point out to the Board the reasons for that belief.

The mere filing of paper entitled as a brief will not nec­
essarily be considered to be in compliance with 37 CFR
1.192(c). The rule requires that the brief must set forth the
authorities and arguments relied upon. Since it is essential
that the Board should be provided with a brief fully stating
the position of the appellant with respect to each issne
involved in the appeal so that no search of the record is
required in order to determine that position, 37 CFR
1.192(c) requires that the brief contain specific items, as
discussed below.

An exception to the requirement that all the items speci­
fied in 37 CPR 1.192(c) be included in the brief is made if
the application or reexamination proceeding is being prose­
cuted by the appellant pro se, i.e., there is no attorney or
agent of record, and the brief was neither prepared nor
signed by a registered attorney or agent. The brief of a pro

1200-7
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If the time for filing a brief has passed and the applica- se appellant which does not contain all of tJe items, (I) to
tion has consequently become abandoned, the applicant (9), specified in 37 CFR 1.192(c) will be accepted as long
may petition to revive the application. as in other cases of as it substantially complies with the requirements of items
abandonment, and to reinstate the appeal; if the appeal is (I), (2), and (8). If the brief of a pro s~ appellant is
dismissed, but the application is not abandoned, the petition accepted, it will be presumed that all th9 claims of a
wonld be to reinstate the claims and the appeal, but a show- rejected group of claims stand or fall toget,her unless an
ing equivalent to that in a petition to revive under 37 CFR argument is included in the brief that presents reasons as to
1.137 is required. In either event, a proper brief mnst be why the appellant considers one or more odthe claims in
filed before the petition will be considered on its merits, the rejected group to be separately patentable from the

Where the dismissal of the appeal is believed to be in other claims in the group. i
error, filing a petition, pointing out the error, may be suffi- A distinction must be made between th~ lack of any
dent. argument and the presentation of argument~ which carry

A fee under 37 CFR 1.17(c) is required when the brief is no conviction. In the former case, notification of a defec-
filed. 37 CFR 1.192(a) requires the submission of three tive appeal brief is in order, while in the hitter case, the
copies of the appeal brief. application or reexamination is forwarded /0 the Board

for a decision on the merits. As noted above, the exami­
ner may use form paragraphs 12.76-12.76.06!and 12.78, or

form PTOL-462, "Notification of Non-Compliance with
37 CFR 1.192(c)," to notify appellant that th~ appeal brief
is defective. . I

If in his or her brief, appellantrelies on seine reference,
I

he or she is expected to provide the Board with three copies
f' Io rt. ,

The specific items required by 37 CPR 1.1~2(c) are:

(I) Real party in interest. A statement id~ntifying the
real party in interest, if the party named in t~e caption of
the brief is not the real party in interest. If appellant dres
not n.:ame a real party in jvterest, the examinerr will assume
that the party named in the caption of the bdff is the real
party in interest,i.e., theowner at the time the frief is being
filed. 1-----

I .
The identification of the real party in interest will allow

members of the Board to comply with ethici regulations
associated with working in matters in which jthe member
has a financial interest to avoid any potentia) conflict of
interest. While the examiner will assume that the real party
in interest is the individual or individuals idedtified in the
caption when the real party in interest is not ~xplicitly set
out in the brief, nevertheless, the Board may;require the
appellant to explicitly me the real party in interest. See
MPEP § 121O.Dl. I

(2) Related appeals and interferences. A staCement iden­
tifying by application number and filing dale all other
appeals or interferences known to appellant, the appellant's
legal representative, or assignee which will ditectly affect
or be directly affected by or have a bearing on)the Board's
decision in the pending appeal. The appeal or 1nterference
number should also be listed. The statement islnot limited
to copending applications. If appellant does "at idegtify
any other appeals or interferences, the examm~r wIll pre..
sum;' that there are none. While the examiner will assume
thatther~ no related cases when no related case is

I

I
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terminated and the files have been returned to him or her,
(A) set a 2-month period for filing the brief, or (B~ with­
draw the final rejection of the appealed claims in o~der to
enter an additional rejection on a ground arising out}of the
interference. See, for example, MPEP § 2363.03. ;'1lso, if
the appellant was the losing party in the interference,
claims which were designated as corresponding to the lost
count or counts will stand finally disposed of WIder37 CFR
1.663. I

When an application is revived after abandonmept for
failure on the part of the appellant to take appropriate
action after final rejection, and the petition to revive was
accompanied by a Notice of Appeal, appellant has
2 months, from the mailing date of the Commissioner's
affirmative decision on the petition, in which to file the

~~~ex~e~~:~'~:~i~; ~:~~~~':ling the appeal brid( may

With the exception of a declaration of an interference or
suggestion of claimsfor aninterference andtimelycopying
of claims for an interference, the appeal ordinarily ,.!ill be

.~

dismissed if the brief is not filed within the period provided
by 37 CFR 1.192(a) or within such additional time a$ may

1
be properly extended. 1

A brief must be filed to preserve appellant's right !o the
appealed claims, notwithstanding circumstances SUChrS:

(A) the possibility or imminence of an interference
involving the subject application, but not resulting in ~ith­
drawal of the final rejection prior to the brief's due datr;

(B) the filing of a petition for supervisory action under
37 CFR1.181;. I

(C) the filing of an amendment, even if it is one ,+,hich
the examiner previously has indicated may place abe or
more claims in condition for allowance, unless the e~am­
iner, in acting on the amendment, disposes of all issues on
appeal; I

(D) the receipt of a letter from the examiner s~ating
that prosecution is suspended, without the examiner j,vith­
drawing the final rejection from which appeal has lbeen
taken or suggesting claims for an interference, and wilhout
an administrative patent judge declaring an interference
with the subject application. I

Although failure to file the brief within the permis~ible
time will result in dismissal of the appeal, if any cl~ms
stand allowed, the application does not become abandoned
by the dismissal, but is returned to the examiner for action
on the allowed claims. See MPEP § 1215.04. If there *' no
allowed claims, the application is abandoned as of thelda"
the brief was due. Claims which have been objected (0 as
dependent from a rejected claim do not stand allowed.jln a
reexamination proceeding failure to me the brief will rbult
in the issuance of the certificate under 37 CFR 1.570. I

I
I
l

!
t
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(9) Appendix. An appendix containing a copy of the claims
involved in the, appeal.

(d) If a brief is filed which does not ccmply'with all the require­
ments of paragraph (c) of thissection,appellant willbe notified of therea­
sons for non-compliance andprovided witha period of one month within
which to file. allamendedbrief. If appeJIant does notfile anamended brief
during the one-month period, or files an amended brief which does not
overcome all thereasonsfornon-compliance stated in thenotification, the
appeal will stand dismissed.

Where the brief is not filed, but within the period
allowed for filing the brief an amendment is presented
which places the application in condition for allowance, the
amendment may be entered since the application retains its
pending status during said period. Amendments should not
be included in the appeal brief. Amendments should be
filed as separate papers. See MPEP § 1207, § 1215.01, and
§ 1215.02.

TIME FOR FILING APPEAL BRIEF

Rev. 1. Feb.2000

37 CFR J.l92(a) provides 2 months from the date of the
Notice of Appeal for the appellant to file an appeal brief, In
a reexamination proceeding, the time period .. can be
extended only under the provisions of 37 CFR 1.550(c).
See also MPEP § 2274.

The usual period of time in which appellant must file his
or her brief is 2 months from the date of appeal. The Office
date of receipt of the Notice of Appeal (and not the date
indicated on any Certificate of Mailing under 37 CFR 1.8)
is the date from which this 2 month time period is mea­
sured. See MPEP § 512. However, 37 CFR J.l92(a) alter­
natively permits the brief to be filed "within the time

\

allowed for reply to the achon from whi the appeal was
, taken"j!..suc -lHl1 " These time periods may be

c'7" . extended J!!lder 37 CFR I. I36(a), and if 37 CFk J.l36(a)
, is not available, wider 37 CFR 1.136(b) for extraordinary

circumstances. .

In the event that the appellant finds that he or she is
unable to file a bdef within the time period allotted by the
rules, he or she may file a petition, with fee, to the examin­
ing group, requesting additional time under 37 CFR
J.l36(a). Additional time in excess of 5 months will not be
granted unless extraordinary circumstances are involved
under 37 CFR 1.136(b). The time extended is added to the
calendar day of the original period, as opposed to being
added to the day it would have been due when said last day
is a Saturday, Sunday, or Federal holiday.

If after an appeal has been filed, but prior to the date for
submitting a brief, an interference is declared, appellant's
brief need not be filed while the interference is pending,
unless the administrative patent judge has consented to
prosecution of the application concurrently with the inter­
ference. See MPEP § 2315. Absent such concurrent, prose­
cution, the examiner may, after the interference has

/
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explicitly set out in the brief, nevertheless, the Board may
require the appellant to explicitly identify any related case.
See MPEP § 1210.01.

(3) Status ofClaims. A statement of the status of all the
claims in the application. or patent under reexamination,
i.e., for each claim in the case, appellant must state whether
it is cancelled, allowed, rejected, etc. Each claim on appeal
must be identified.

(4) Status ofAmendments. A statement of the statns of
any amendment filed subsequent to final rejection, i.e.,
whether or not the amendment has been acted upon by the
examiner, andif so, whetherit was entered, deniedentry, or
entered in part. This statement should be of the status of the
amendment as understood by the appellant.

Items (3) and (4) are included in 37 CPR 1.192(c) to
avoid confusion as to which claims are on appeal,and the
precise wording of those claims, particularly where the
appellant has sought to amend claims after final rejection.
The inclusion of items (3) and (4) in the brief will advise
the examiner of what the appellant considers the status of
the claims and post-final rejection amendments to be,
allowing any disagreement on these questions to be
resolved before the appeal is taken up for decision by the
Board,

(5) Summary ofInvention. A concise explanation of the
inventiondefined in the claims involved in the appeal. This
explanation is required to refer to the specification by page
and line number, and, if there is a drawing, to the drawing
by reference characters. Where applicable, it is preferable
to read the appealed claims on the specification and any
drawing. While reference to page and line number of the
specification may require somewhat more detail than sim­
ply summarizing the invention, it is considered important to
enable the Board to more quickly determine where the
claimed subject matter is described in the application.

(6) Issues. A concise statement of the issues presented
for review. Each stated issue should correspond to a sepa­
rate ground of rejection which appellant wishes the Board
of Patent Appeals and Interferences to review. While the
statement of the issues must be concise, it shouldnot be so
concise as to omit the basis of each issue. Forexample. the
statement of an issue as "Whether claims 1 and2 areunpat­
entable" would not comply with 37 CFR 1.192(c)(6).
Rather, the basis of the alleged unpatentability would have
to be stated, e.g., "Whether claims I and 2 are unpatentable
under 35 U.S.C. 103 over Smith in view of Jones," or
"Whether claims I and 2 are unpatentable under 35 U.S.c.
112, first par.agraph, as being based on a nonenabling dis­
closure." The statement would be limited to the issues pre­
sented, and should not include any argument concerning
themeritsof those issues;

I
!
I
?

(7) Grouping of Claims. For each ground of rejJciion
which appellant contests and which applies to a grdl'P of
two or more claims, the Board shall select a single claim
from the group and shall decide the appeal as to the gtound
of rejection on the basis of that claim alone, unless a stare­
ment is included that the claims of the group do not sUlpd or
fall together and, in the argument section of the!brief
(37 CFR 1.192(c)(8)), appellant explains why the clailns of
the group are believed to be separately patentable. Merely
pointing out differences in what the claims cover is riot an

I
argument as to why the claims are separately patentable. If
an appealed ground of rejection applies to more truul one
claim and appellant considers the rejected claims to b~ sep­
arately patentable, 37 CFR 1.192(c)(7) requires appellant to
state that the claims do not stand or fall together, ~d to
present in the appropriate part or parts of the argument
under 37 CPR 1.192(c)(8) the reasons why they arrecohsid-

I
ered separately patentable. !

The absence of such a statement and argument is alcon­
cession by the applicant that, if the ground of rejection Were
sustained as to anyone of the rejected claims, it will be
equally applicable to all of them. 37 CPR 1.192(c)(il) is
consistent with the practice of the Conrt of Appeals for the
Federal Circuit indicated in such cases as In re Young,l927

•F.2d 588, 18 USPQ2d 1089 (Fed. Cir. 1991); In re Nielson,
816 F.2d 1567, 2 USPQ2d 1525 (Fed. Cir. 1987); it! re
King, 801 F.2d 1324,231 USPQ 136 (Fed. Cir. 1~86);!and
In re Sernaker, 702 F.2d 989, 217 USPQ I (Fed. C'r. 1'183).
37 CPR 1.192(c)(7) requires the inclusion of reasons in
order to avoid unsupported assertions of separate patent­
ability. The reasons may be included in the appropriate por­
tion of the "Argument" section of the brief. For example, if
claims I to 4 are rejected under 35 U.S.C. 102 and aJpel­
lant considers claim 4 to be separately patentable from
claims I to 3, he or she should so state in the "Grouping of
claims" section of the brief, and then give the reasonsl for

I
separate patentability in the 35 U.S.C. 102 portion o~the

"Argument" section (i.e., under 37 CPR 1.I92(c) (8) ($»).
In the absence of a separate statement that the Clai~ do

not stand or fall together, the Board panel assigned toithe
case will normally select the broadest claim in a group lind
will consider only that claim, even though the group J,ay
contain two broad claims, such as "ABCDE" ~d
"ABCDF.". The same would be true in a case where there

•are both broad method and apparatus claims on appeal in
the same group. The rationale behind the rule, as amended,
is to make the appeal process as efficient as possible. njus,
while the Board will consider each separately argued claim,
the work of the Board can be done in a more efficient man-

t
ner by selecting a single claim from a group of claims when
the appellant does not meet the requirements of 37 cfR
1.192(c)(7). I

!
f
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It should be noted that 37 CPR 1.192(c)(7) requires the
appellant to perform two affirmative acts in his or her brief
in order to have the separate patentability of a plurality of
claims subject to the same rejection considered. The appel­
lant must (A) state that the claims do not stand or fall
together il!ld (B) present arguments why the claims subject
to the same rejection are separately patentable. Where the
appellant does neither, the claims will be treated as stand­
iug or falling together. Where, however, the appellant (A)
omits the statement required by 37 CFR 1.192(c)(7) yet
presents arguments in the argument section of the brief, or
(B) iucludes the statement required by 37 CPR 1.192(c)(7)
to the effect that oue or more claims do not stand or fall
together (i.e., that they are separately patentable) yet does
not offer argument in support thereof in the "Argument"
section of the brief, the appellant should be notified of the
noncompliance as per 37 CPR 1.192(d). Ex parte Schier,
21 USPQ2d 1016 (Bd. Pat. App. & Int. 1991); Ex parte
Ohsumi, 21 USPQ2d 1020 (Bd. Pat. App. & Int. 1991).

(8) Argument. The appellant's contentions with respect to
each of the issues presented for review in 37 CPR 1.I92(c)
(6), and the basis for those contentions, including citations
of authorities, statutes, and parts of the record relied on,
should be presented in this section.

Included in this paragraph are five subparagraphs, (I) to
(v). Subparagraphs (i) to (iv) concern the grounds ofrejec­
tion most commonly involved in exparte appeals, namely.
35 U.S.C. 112, first and second paragraphs, 35 U.S.C. 102,
and 35 U.S.C. 103. Subparagraph (v) is a general provision
concerning grounds of rejection not covered by subpara­
graphs (i) to (iv),

The purpose of subparagraphs (i) to (iv) is to ensure that
the appellant's argument concerning each appealed ground
of rejection will include a discussion of the questions rele­
vant to that ground. Compliance with the requirements of
the particular subparagraphs which are pertinent to the
grounds of rejection involved in an appeal will be benefi­
cial both to the Patent and Trademark Office and appel­
lants. It will not only facilitate a decision by the Board of
Patent Appeals and Interferences by enabling the Board to
determine more quickly and precisely the appellant's posi­
tion on the relevant issues, but also will help appellants to
focus their arguments on thoseissues.

For each rejection not falling under subparagraphs (i) to
(iv), subparagraph (v) provides that the argument should
specify the specific limitations in the rejected claims, if
appropriate, or other reasons, which cause the rejection to
be in error, This language recognizes that for some grounds
of rejection, it may not be necessary to specify particular
claim limitations, for example, a rejection under 35 U.S.C.
101, on the ground that the claims are directed to nonstatu-

tory subject matter, as in Ex parte Hibberd, 221 USPQ 443
(Bd. Pat. App. & Inter. 1985).. I

37 CFR 1.192(a) contains the following sent}.nce:

Any argument or authorities not included in the br~f will be
refused consideration bythe. Board of Patent Appeals abd Interfer-
ences, unless good cause is shown. j

]
'1

This sentence emphasizes that all arguments anq authorities
which an appellant wishes the Board to consider should be
included in the brief, It should be noted that altrnnents not
presented in the brief and made for the first timf a: the oral
hearing are not normally entitled to consideration. In re

*Chiddix, 209 USPQ 78 (Comm'r Pat. 1980); Rosenblum v.
Hiroshima, 220 USPQ 383 (Comm'r Pat. 1983)1

1
37 CFR 1.192(a) is not intended to preclude the filing of

·1

a supplemental paper if new authority should befome avail-
able or relevant after the brief was filed. An example of
such circumstances would be where a pertinent ~ecisioll of
a court or other tribunal was not published until after the
briefwas filed. ~

(9) Appendix. An appendix containing a c~py of the
claims involved in the appeal. ~

The copy of the claims required in the brief Appendix by
37 CFR 1.192(c) (9) should be a clean copy andjshould not
include any brackets or underlining as required by 37 CFR
1.121(a)(2). See MPEP § 1454for the presentation of the
copy of theclaims in a reissue application. :1

{l
For sake of convenience, the copy of the clairqs involved

should be double spaced and the appendix should start on a
new page. _j

37 CPR I.l92(c) merely specifies the minimum require­
ments for a brief, and does not prohibit the inclu~ion of any
other material which an appellant may considerineeessary
or desirable, for example, a list of references, table of con­
tents, table of cases, etc. A brief is in compliance with
37 CPR 1.192(c) as long as it includes items (I~ to (9) in
the order set forth (with the appendix, item (9), wi the end).

J
i

REVIEW OFBRIEF BY EXAMINER

The question of whether a brief complies withlfhe rule is
a matter within tbe jurisdiction of the examinee] 37 CFR
1.192(d) provides that if a brief is filed whichl does not
comply with all the requirements of pal'agrap~ (c), the
appellant will be notified of the reasons for noncompliance.
Appellant will be given tbe longest of any of the following
time periods to correct the defect(s):

(A) I month or 30 days from the mailing of (he notifi­
cation of non-compliance, whichever is longer; i

(B) within the time period for reply to the ac\ion from
which appeal has been taken; or <

1200-9
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(C) within 2 months from the date of the notice of
appeal under 37 CFR 1.191.

Extensions of time may be granted under 37 CPR 1.136(a)
or 1.136(b). The examiner may use the form paragraphs set
forth below or form PTOL-462, "Notification of Non-Com­
pliance with 37 CFR 1.192(c)," to notify appellant that the
appeal brief is defective. The appeal will be dismissed if
the appellant does not timely file an amended brief, or files
an amended brief which does not overcome all the reasons
for noncompliance of which the appellant was notified.

Under 37 CPR 1.192(d), the appellant may file an
amended brief to correct any deficiencies in the original
brief. Moreover, if appellant disagrees with the examiner's
holding of noncompliance, a petition under 37 CPR 1.181
may be filed.

Once the brief has been filed, a petition to suspend pro­
ceedings may be considered on its merits, but will be
granted only in exceptional cases, such as where the writing
of the examiner's answer would be fruitless or the proceed­
ings would work an unusual hardship on the appellant.

For a reply brief, see MPEP § 1208.03.
Form paragraphs 12.08-12.13,12.16, 12.17, and 12.69­

12.78, or Form PTOL-462, "Notification of Non-Compli­
ance with 37 CFR 1.192(c)," may be used concerning the
appeal brief.

'If 12.08 Appeal Dismissed - Brief Pee Unpaid, Na Allowed
Claims

The appeal under 37 CFR 1.191 is dismissed because the fee for filing
the brief. as required under 37 CFR .1.17(c) was not submitted or timely
submitted and the period for obtaining an extension of time to file the brief
under 37 CPR 1.136(a) has expired.

As a result of this dismissal. the application is ABANDONED since
there are no allowed claims.

Examiner Note:
Claims which have been indicated as containing allowable subject mat­

ter, but are objected to as being dependent upon a rejected claim, are to be
considered as if they were rejected. See MPEP § 1215.04.

'If 12.09 Appeal Dismissed - BriefPee Unpaid, Allowed Claims
The appeal under 37 CFR 1.191 is dismissed because the fee for filing

the appeal brief. as required under 37 CFR 1.17(c), was not submitted or
timely submitted and the period for obtaining an extension of time to file
the brief under' 37 CPR 1.136(a) has expired.

As a result of this dismissal. the application will be further processed
by the examiner since it contains allowed claims. Prosecution on the mer­
its remains CLOSED.

Examiner Note:
Claims which have been indicated as containing allowable subject mat­

ter, but are objected to as being dependent upon a rejected claim, are to be
considered as if they were rejected. See MPEP § 1215.04.

lJ[ 12.09.01 Appeal Dismissed ~ Allowed Claims, Formal Matters
Remaining

In view of applicant's failure to file a brief within the time prescribed
by 37 CFR 1.192(a), the appeal stands dismissed and the proceedings as
to the rejected claims are considered terminated See 37 CPR 1.197(c).

Rev. 1, Feb. 2000
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This application will be passed to issue on allowed claim [1] J/ovided
the following formal matters are corrected. Prosecution is otherwise
closed. ~

[2J . I
t

Applicant is required to make the necessary corrections within a short-
ened statutory period set to expire ONE MONTH or THIRTY jDAYS.
whichever is longer. from the mailing date of this letter. Exten~)ons of
time may begranted under 37 CFR 1.136. t

!

Examiner Note: i
1. This paragraph should only be used if the formal matters carinot be
handled by examiner's amendment. See MPEP § 1215.04. t
2. In bracket 2, insert a description of the formal matters to :00 cor-

rected. t
3. Claims which have been indicated as containing allowable (subject
matter but are objected to as being dependent upon a rejected clarr6 are to
be considered as if they were rejected. See MPEP § 1215.04. t

t
'If 12.10 Extension To Pile Brief-Granted I

The request for an extension of time under 37 CFR 1.136(b) fd' filing
the appeal brief under 37 CPR 1.192 filed on [1] has been approyed for

m I
I

Examiner Note: f
This paragraph should only be used when 37 CPR 1.136(a)l is not

available or has been exhausted. such as in litigation reissues. \
}

W 12.11 Extension ToFile Brief - Denied
The request for an extension of time under 37 CPR 1.136(b) rot filing

the appeal brief under 37 CPR 1.192 filed on [1] has been disap~roved
because no sufficient cause for the extension has been shown. i
Examiner Note: "

This paragraph should only be used when 37 CPR 1.136(a)hs not
available or has been exhausted, such as in litigation reissues.!

'If 12.12 BriefDefective - Unsigned I
The appeal brief filed on [1] is defective because it is unsig~. 37

CFR 1.33. A ratification properly signed is required. i
To avoid dismissal of the appeal, appellant must ratify the appeal brief

within the longest of any of the following TIME PERIODS: (1)1 ONE
MONTH or THIRTY DAYS from the mailing of this ccrnmunidation,
whichever is longer; (2) within the time period for reply to the actiod from
which appeal has been taken; or (3) within two months from the date of
the notice of appeal under 37 CPR 1.191. Extensions of these tim4 peri-
ods may begranted under 37 CPR 1.136. ~

. t
W12.13 BriefDefective - Three Copies Lacking t

The appeal brief filedon [1] is defective because the three co~jes of
the Briefrequired under 37 CPR 1.192(a) have not been submitted. t

To avoid dismissal of the appeal, appellant must submit the nec~ssary
additional copies of the appeal brief within the longest of any of thP fol­
lowing TIME PERIODS: (1) ONE MONTH or TIURTY DAYS, "ihich­
ever is longer. from the mailing of this communication; (2) within~ time
period for reply to the action from which appeal has been taken; dr. (3)
within two months from the date of the notice of appeal under 371CFR
1.191. Extensions of these time periods may be granted under 37!CFR

1.136. ·f
~

'If 12.16 BriefUnacceptable - Pee Unpaid I
The appeal brief filed on [1] is unacceptable because the fee req~ired

under 37 CPR 1.17(c) was not timely filed. }
This application will become abandoned unless appeJIant obtaib,s an

extension of time under 37 CPR 1.136(a) and files the required appeal
brief fee. The date on which the brief. the fee for filing the brief, thefpeti-

I
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