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The Task Force was assigned to consider the problems involving

allocation of rights to i.rwcnti.ons made in the performance of govdnr
!lIen,~ r.c•• ,s. 8,~rc!"; iU1U dC,velo-,,:::n_nt' contracts and g-',"311t,S. (,'),e ter.,'::s "~,I,I."J',lts
to mvcntions" or "mvent i on nghts" should be unders tocd to lnclt(d
"patent rights" when patent, applications or patents are involved. I '
Further, the t errns "cont ract Is l " or "contrnctorts) II should be unddr- .
stood to hcreinafter include" respect-ivel)", "grant(s)" and "gnnt~b(ls) "J.

, . The membership of the TClSk Force consists of individuals chos~n '
forithei r patent expertise from gO'v~~n1!ncnt, indust-ry, univcrsi t i osi
and the pr ivate bar. In all effort to obtain ~"1 cb j ec t ivc v icv , I
each reprcscntat ivc \·:J.S requested to present his own views and not!
those of his emp loyer , I

I,
"

BACKGROu-:\D H-\TCRVJ-S ,
, 'I

•. ,l. '0

. Dur~_ng the d~liber~tion of issu()~ presented _to the Task Force!
lt tookInto cons i dcrut ron a nunbc r of Fac tors , IncluJIng the. if
experience of its merabersh i p , President Kcnncdys and lXixc,n's .' II
Statement of Patent Pel icy and the experiences, thereunder, cxistinh
legislation, Executive and Congressional hcar incs and reports. I
regulations of the Exccut i vc, and hear incs mid inves t ivnt ions of I
this Conmis s i on and other private groups. A bibliography Lis t inj; II
an extcns ive amount of literature generated by the debate over all'p-
cation of invention rights is attaqled as APPE\TIIX A. I
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The rapid increase of goveTI1ment-ftJl1ded research and devqlop-I
ment since the end of ;'Iorld \~ar II to the level of 15 billion I
dollars infi5CJ.l year El7l has focused attention upon the adequaq"
of government policies governing the disposition of inventions mad~

by contractors in perfonnance of goven""ent contracts. I
'II
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DJring th~early ~tages of the expansion of. government-sponsored

research arid development tnose departments and agencies of the ,~
Executive most affected i s'sued regulations .makingxl i spos i t ion of I
inventions between themselves and their contractors. In the main,,!
such policies provided for either (a) a first option to title in il
the contractor \.;ith a royal ty-~ree ~icen5e to the government for I
govcrnment al purposes or (0) t i.t Ie m the department or agency Ii
with a nonexclusive license to the contractor for commercial use. I
The former policy was best exernpli.fied in the Department of Defen~e
patent regulations. The Department of Defense has stated that th~s

poli.cy satisfied the i.r mcecls since it gave the government 3S a .~
minimum the wor-ld-wide right to utilize all Departmcnt.r fundcd inv~n-'
tions for igoverrrncntaI purposes. The latter po l i.cy was best exemWli­
£ied in the patent. regulation~ of, dep~rt~lents and agencies I~hese ,I
research, and development ;:11ss10n IS di.rect.ed toward gencratmg results
thatmightbe useful in the c ivi Li an economy, I

~
1\:

. As the issue surround ing the allocation of invention rights i!
.became more pronounced.xhb Congress acted to provide statutory I.
guidarrce . This guidancetoek the form of individual statutes \.;hi,~h
covered inventions evolvi.ng from a portion of or an entire (kp<)rti~

ment or agency I s research and development progr am. I
~
if
if
Ii

The language of the statutes reveals no cons i s terit intent mil
. I

rhe parto£ Concress to nrov.ide .« uni.Iorm vove rrr-orrt na tent Dolia\...... ......., '. . ..::;." , .[, " ,'" rt
To the ccntrarv , the s t atutcs provide in some i ns t anccs for titl'll
in the government. (1.Dd in lather Ins tnnces direct the dcpur tmcrit o:m
agency to take into cons iderat ion the equities of the ccutrac tcr J

iI
l\

An attempt to moderate the controversy revolving around the!
different, statutory al'l~ l'cgulatory p~ttent polic~es eve;1t~ally. I!
resul ted In President :,,:1j'J~ecv I S October 10, 196.) ~remorCll0U:1\ and II
Statement of Government Patent Policy. This Statcmcrrt was tile I
first effor t by the Exccut i.ve Branch to resolve the allocation of
invention rig~1ts issue en. a zovcnu~cnt-wide bas i s , Pres i dcnt ~
Kcnnedy ' s Statcm::~t is bused on the as sunnti.on that no single it
disposition of cwnership could acccnmodate the different :aissio;1$
of the var i ous government agencies. Thus, the Sta tcrncnt; indicat¢d
as one of its objectives, " .•.. a governmerrt-wide policy (sub~ect
to statute) on the disposition of Invcnt i ons made unde r "oven1J~eht

contracts reflecting COI:i1!on principles and objectives, t~ the I
extailt consistent \"ith tho ni ss i ons of the respective OQcl1cies,,,1
(Underltnlng allJ pJ.renw,ctr::,tl clause :web,lo) ,\ccorJing1y, the IT

Statement left to the var i cus departments und agendes the dctetf
minot ion as to whether their prior existing policies Here cons iskent
with the intent of the Statement. !
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(For further detail conceming the historical
gove~7.ent patent policy prior to President ~ixon's

see "Remarks of James Eo Dcnnv Before the Intellect
Rights Seminar, Smithsoniilll Institution, April 7, 1

ANALYSIS OF CJRRE~;r CO\T:R\~,!E.\'T PATe:r POLICY

I
!
I
!l

I
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I
". ,'':. ", ',' '_"', Il

On AugUst 23, 1971 ,President Nixon issued a re ised H~moran9um

andStatement of Covernmcnt Patent Policy, The revi ed St3temcnt,j
left unaltered thc basic principles on thc allocatio of inventio~
rights set forth in Presidcpt Kennedy's 1963 Sta teme t. Hm,ever,1
the revised Statement dO,:)5 provide. for. additional au hor i ty in th¢ .
departments and agencies (not otherwise restrained b statute) tol
grarrt-cxclus ive rights to cont.ractorsvin identified nventions to!
which the goveIT,J;lcnt has e i thcr retained a first opt on to title ~
or ha~ already take~ titie. Thls authority h:1~ been previ ouslyi •
exerclsed by some ot the departments and agenCIes up na contractpr' 5 .
petition for title at the t imo of i.dcnti Eication of . he Invent ion] .
or throur,hthe granting of exclusive licenscs to int resteddevelppexs
under govemrricnt-OImGd' patents, I

~

/ As of this date,' the departments and agenci es h ve the autho~ity
under the revised Pres identi a l Statement or under st rtute to takej
title or Li.cense Tn the governnent ; delay dc tcrminat] on cf .ovncrship
until Ldcnt i f i.cat i.on of the invention; or grant excI s ive licenser .
under government-owned patents. Since Issuance of P es i dcnt Ken:,bdy' s
Statement r-mos t of the ucpartmcnts and agencies have bCq:1, i:1crC.:1JI~'iIlgIY
utilizing various combinations of these mechani.sms .0: d i spos i t iort.
A contract c l aus e reserving title to the govcrrmcnt is generally!
utilized when the ccntract reLatcs to cer t ai.n tcchnf cal fields dr
missions and Less oftc:1 tL.-..dcr, other spccd f.i cd ccnd i tlicns. CTIly ~n
~e absence of such fields or condi t.ions and prcvidling the contl~actor

can es t ab l i oh sncc i "'1 exrie r t i -, "",-il' t ics ~"·ent os i t i on e.td",,:>1.,.01 ....--........ i} ,',,(J. ' ....... ~'. ;::'0;.;, ...d ...... J., ':'~, l/~~\". ,t ..... ":""'/1 J ..... ji.
docs the gCV(,TI'..ment ut i l i ; e a. contract c Icuse pennit~ing tl.o con~rac.tor

a first option to t i t Ic to Iuvcnt i ons h·hich S3Y arisc in !jcrfo:r~in.ce,.-.
of the contr~ct.Clo.us~swh i ch c.cfer dct.ernin.u i.on until idcnti~ico.tion

-':---- of the invention arc generally used when neither th cri teria fo~

a title or license. clauseiare clearly me t , . I
° ., 0" • ,,., • _.,. ~

NOD>l ths t and ing theTssuance Or the 190,) xenne y Statement I
of GOVCTI"l~lcnt Patent Policy, Congress cont i nued to, . rovide g1J itlei
lines in the form of individual statutes as new res arch pro"r:~"~

w~re initiated. The Task rOI'Ce is of the op~nien tla~ President I
Nixons revi s cd Statement "1111 probably not ccter s mi l a r s t atutery

h' ;.

enactments,' I
• h:

W
~

evelonment of
• ... II

reviscd St3.tement
al Property II
71," .-\PP[XDIK B )
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I
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The Task Force, after revi~;ing the different ft~tutOry and!

regulatory patent policies unde.r wh ich the dcpar'tme ts and ~g~n4.·es
now operate, was cri t ica l of a mmbcr of aspects of the pel i.c i csj'
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overall impact. The Task Force believes that some of these
would be inherent to any govcI'I'Jnent-widepolicy 'which permits
Congress or an individua1 department or agency to establish
implement policies for such department or agency d i ffcrent from .
other departrrcrrr or agency policies . The foLl.owi.ngwe re cons idcred
to be the most impornant areas of concern:

1. The existing patchwork of statutory and regulatory
.policies .lu1der wh.ich the departments and agencies now
operate does not afford government contractors, lJ10 deal
l't1.th (;nltiplc dcpartmcnts and agenci.es ,-the degree of
predictability of'ownership of resulting inventions and
the ease of adainis.traticn one could reasonably expect
when dealing \,;i th a single entity such as the Federal
Government. In add i t.Ion to the difficulties encountered
in maste..-ing the muItiplicityof different departEent
and agencypoLic.ics , trie ad:ninistrativc· burden nov imposed
on the contractor. to establish his equities in inventions
that have resulted or wi l l result frem his government­
sponsored research is out of·proportion to the tota1
nunbe r of economically s i gni.fi.caat inventions
generated. It is further noted that the burden on
the contractor to establish these .equities also
createsen adni.n.is crat i.vc burden on the govern-.
ment vto-rcvi cwuhe \::~;1tr:lct6rls position. _The. Task
Force be.l icvcs tthat .a govcrnnont patent pclicy should
provide for prcdi.ctab i l i ty and case of adaini s t.rat icn

, , on the part of bo th the contractor and the government
wherever possible.

2. The Harbr i dge House Study on Government Patent .
Policy .indicatcd that in cert.ain situations the rctcnt i cn
of exclusive cO:T'J:1crci;J,l rights in the contractor "wiLl ,
on balance, promote utili:ation better than acquisition
of title by Covernnent.". It is axi.omati c that those
departments and agencies thatvreta.iri title-to all inven­
tions generated by the i r progr-ams for dedication or non­
exc'lus i ve licensing, by pol i cy decision or through s
direction, are precluded from identifying those inventions
besJ retained by the contractor. The Task Force believes
that agoverrment patent policy should encourage
utilization of government-funded inventions. It was also
noted, however, that any policy should contain provisions
Wli(;.'hwoul<;l preclude ant icompct i tive consequences which
may result from an cxccss Ivc period of exclusivity in a
contractor.

3. Under present policies, ·the Task Force belie~es
there are ins t ances in wh i ch the contractor, knowing
he will be. unab lcito ret.airruxc.lus ivc conmcrc i.al rights
to inventions genera ted under a proposed cOllti·.:l~t, \,i11
refuse to part i.cipatc in a government program because of
jeopardy to his privately financed ccsrmcrci al pos i.t ion ,'I

..

.
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"Competitio~ in the marketplace".

r
I.
Ii
II
"Hence, Do now advance I n to he art g"Cllera ted in 'performance idE a

go.vcrnmcnt-ftllldCd contract which will not b.O owned oyt1l0 linvent­
ing con tractor could severe Ly undermine that 'c on t r-ao t.or' ~ back­
ground pos i t ton . The· Task Force believes that it is in th1e

n.a.u.onalJ. n t c r e s t that g ov e r nment.p.a.t,el1t. policy enco..urag.f 1[,.a){imUm
participation of all. industry in government programs. !i
. . .. .... a

4. The Task Force has found no persuasive reason why th& . .
technical field or mission of a departme£)t or agencypro~r m
should be an overriding factor', as exLs t s under present pdlicies,
in dictating the disposition of inventions, whe t he i- that'! dliS- .
position be by title or license in the government. The dilS­
posit.ion of ownership based only on technical field or m~ssion

n. ec.css. ari.l.·Y e.lil:lin..a t e s COlls.1..derat'iOtl of signif icant ec.1l.li ~J.c•. s of
either tno public 01' the contractor. Further, invention!> .
resulting f r om research in a particul.ar field. or l'llSSIOi'iT.O not
ne,c-ess-arITy-have any reln.tTon 'to such tccLlilC:ll field orln~l-ss-ron~

ol'may have muc.o broader applicaU.oll, as has bee. n .the ca~.j i.n
many instuIlces.l"

'I·
5. rhe different existing statutoryaud regulatory poli~'es
result in different disposition. of inventions wi thin a s~llIg1e. .

.

f ,1.' e l d :,f technOlo g.y. In..p~actice! .pre~i~ent Kenne.dY:s. s,r.'l.~ement
trasvno t brought about a un t f or-m d t s oos i t t on of such r nv cn i.ons ,
due to differing department or agency interpretation of k s
I

. . . " - Ii
.angua g e , The Task Force believes that this situation w~lll

C.',on. t.inue und e r- President Nixon's Statement, since the r.e,",.! 'Jilsed
Statement is not specLfi cu Lly aimed at overcoming this p~' b Lem,

• . ii

6. Many of the factors identified in the presidential S~~tements
as influenCing utilization, participation and compe.titiO~.'.l have .
little relevance prior to invention identificntion, and ~Ie of
que~tionablebenefit Ln r:13.~:in.g determination~t the time~ 9f "
makLng a contract. Furthermore, a number of 'these facto~1.do
not become relevnnt until some attempt has been made to~ndertake

the exploitation of the invention commercially. I
I
w
i. I

. d t ·,·i·Rather than concur an separate epar men t or agency PO_1.~CJles or
a. uniform government patent policy provi.ding for different dli~position
of inventions ,depending on technical field, mission, or cas!elcircum­
stances, as exemplif ied by the President's revised Sta t ernen t] 9n .
Gove r nme n t Patent Policy, the Task Force determined to eXPH~iri the.
possibility of formulatinq; a uniform p.;overnment patent POlic!y which .
would make 8 s i ng Le d i s poa it i.on ot invention rights in alT-ililftail-ces.
As diSClissed abovc;-"1he task Force believes that any un i, f ornj! I
government patent policy providing for a single disposition lOt
invention rights should maximize to t~e ex t en t POssl~ple :11 I

"Uti lization" of the inventions resulting· from governme~!t-
funded research; . i

II
Contractor "participation" in government programs; I
"Ease of. Administration" on the part of both the govern1emt

. . b
and the cont,actorj and I

Ii

~
i1
!
w
u---

TASK FORCE CllOICE OF DIRECTIO~i
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With these goals in mind, and .wi.th the expectation that the
resolve a number of separately posed311d'related iss~es, the
sidered and agreed on the Io l Iowi ng in making its proposal:

1. 1be Task Force, agrees, as did the President's Commis-
sion on the pa tent sys tem in its November 17, 1966, report,
that a patent system s t imul atcs the i nves tmcrrt of add i t i ona l
capital for the further devcIopment and marke t ing of prcducts ll~ing

invention by giving'the patent owner the right, for a
1:iJnited period, to exclude others frc:n -~-or license
others for --- maki.ng , using, or selling the Invented
product or process.

2. A uniform government patent policy resul.t ing in govern­
mentOl;nership of inventions made in pcrfoTI:lance 6f its
contracts for dedication to the public, or the grunting of
only non-exc lus i ve licenses, whether su<;:.h cwncrshi.p is based
'on a tedmical f i.eId or mission or otherwi.se , would ncces s armv
eliminate the s t imulus envisioned by the patent system.

3. Under such a poli~', L~ere is a prospect in some cases
that the market potential of anrinvcnt i on and other
of property protection wi l l not adequately serve to,
'the Investment of risk carii tal for dovc Iorxacnt "hen not
f inanced by the govcrmtent. l11C res(,~1rch~ .inves t mcn t in
such inventions 1·;i11 to a large extent be lost to the
public.

4. It Has therefore 8-greed that an!' un i form policy
recorsnendcd ...us t provide for exclusive ccrme rc i al rights
in the inventing organi zat i cn or another developer in

. those inventions wh ich woul d not othervi se-bc utilized.
(It should be understood that the term "excIus ivc comncrc i al
rights" includes e i therti t lc to the invention or an
exclusive license thereundcr .) The Task Force agrees
that exclusivity could be provided in the fo l Iowing two
ways:

an

~

.,
....

•

a. Granting conmerc i al exclusivity at the time
of contracting to all inventions to be generated
in perfonn('~ce of SUdl contracts; or

b. Granting conmorci a l exclusivity selectively
after identification of the inventions on the
basis of evidence that dcve Iopment may not
proceed Hi thout such cxc lus i v i ty , (For the
purposes of this discussion, this mechanism
shall be referred to as a .dcf'cr rcd de term in-
ation policy, and shou Id be undcrs tood to
Include it government cxcIus ive license policy
nowposs ib l c under President Nixon's revised
Statement where not otherwise negated by statute
or. agency policy.)

- 6 •



S. 11",e Task Force recognizes thatunder. a deferred deter­
mination policy the possibility of maxirnizi.ng "ccmpet i t i.on"
exists, since exclusive ooamcrc ial rights wi Ll, only be
granted when it is shown that exclusivity isthedetennining
factor in bril1ging the invention to the marketplace.
However, eVen assuming that the government could correctly
identify all inventions requiring exclusivity, albeit a

- remote possibility, it is the opinion of the Task Force
that a deferred policy has and will negatively affect
contractor "part ic i paticn" in govern."en~ programs , "utili­
zation" oithe results of such progr;:;1HS, and "case of
administration" orithe part of both the government and the
contractor as amplified by the foHowi.ng :

a. The uncertainty of cwnership involved in a
. deferred de tcrmi.nat i on policy woul.d discourage
at least some contractors from participating .in
government programs , 1>lost certainly a contractor
whose privately f inanced background pos i tion
would be jeopardized by newly generated inventions
which he might not necessarily own must think
seriously before to-king a contract vh i ch i rrtends
to capitalize on hi~ b~ckground position.
Refusal to part i c ipa to inth.is situation wi Ll.
probab ly necess i.tate the govcrruucrrt contract '~i th
a less qualified contrO-ctor or not contr;lct
at all.

,,:..

•.. ~ ~

b. The long processing periods inherent in "­
deferred de t erminat i.on policy wouId in some
cases delay prompt utilization of government;
inventions ,since a part i cipati og contractor
would wi sh to establish his rights prior to
investing his risk cap i tal. Uti l i zat ion would
also be adversely affected by the administrative.
burden of petitioning the govcrmicnt for exclu­
sive commcrc i aI r i ghts aIlot.he pr cbab Ie require­
ment that the Cont.;lctot file patent applic~ticns

to protect the property rigilts during the petition
period. Faced \,i th these tasks, the participating
contractor Hill have little interest in inven­

·tions that appear economically marginal on first
review.

c. Finally, the Task rorce agreed that tlle
increased adrairus trativc costs to both the contrgctor

- and the government for the drafting, submiss icn.f
and revicH of petitions on a case-by-casc basis
would be out of prcpcrt ion to the result to be
achieved through imp Icmcutation of a deferred
detcrminationpolie)'.

·7·
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6. In light of the deficiencies. inherent in a deferred
determination poI icy, the Task Force agreed that a policy
of granting exclusive corane rc i al rights to the contractor
at the time of contracting to all inventions generated
In performance of government contracts I;:J.S the single
means of maximi zi.ng "utilization" wi thout genera t ing
adverse conditions for "part i cipation'," In addition to
these advantages , a. policy Idlich makes disposition at the
time of contracting offers the opport~~ity formaximl~

"ease of vadmi.ni.st ra t i.on'". The Task Force did note,
however , that "ease of adnrini s t.rat i on'", under such a
policy would be proportional to the degree of fo l l ow-up

, or "march-in" rights reserved to .the government , but
under no circumstances woul.d such a policy crcace the
level of aruninistrativedifficulties nOl~ encountered
by departments and agencies in the deferred determi.nat i on
portions of w~eir policies.

7. Notwiths tand'ing the advantages to be gained through
a uniform policy of grant i.ng oxclus ive cormerc i al rights
at the time of contracting to all inventions g"neratcJ,
the Task Force was ref the opinion that such a policy
could adversely affect "corrpe t i t i on" in -the markc tp lnce
if such exclusivity were to renain in the contractor for
the full period of the. patent grant in all cases. In
order to avo i d t his conscqucncc , the Task Force agreed
that Tights must he reserved to tile go';C'",,:cent. under
such a policy which would enable it to assure against
Lnd i.vi dual abuse of the privileges retained by the

__contractor. These "march- in" rights woul d insure that
a conrractor is exc lus.ivi tv would extend 0:11v over a

. period justified by the contractor's equities and the
public's need for competition in the marketplace.

8. The Task Force agreed that the benefits to be derived
through a policy of disposition at the time of contracting
outwe i gh the need for ideal conditions to generate "cornpe t i
t'lon"', which maymot he- maximiced s incc. xccc exclusive
commercial rights would renain wi th the contractor to a
greater, extent than under a deferred de termi nat.ion policy.
Thus, the Task Force believes that a policy of disposi­
tion at the time of contruct i ng Hill positively effect
utilization of go\'ernment- funded inventions and partici­
pation of contractors thereby increasing the nation's
potential to cmp loy l.nbo r .uul rn i s i ng vthc lcve l of its
exports. Funhn, lIlaxi1lli;~:Il i on 01" pnrt ic iput ion \"~)J

increase, the government's :lili lity tuTocus l.,uhlk ~'unJs
on the kinds of research and development wh ich have
high, Long-run social value, but is r i sky and not sharply
l'eflectedin profit opportunities for a sponsoring private
business finn. Since it cannot be prcd.ictcd wi.th any

- 8 -
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accurncy howcompet i tors .I-,'illmcet the introduction of
a no" product made under exclusivelyheldpatclitrights,
it cannot; bedetermined whcther implementation of such
a policy wi Ll rcsul t in ail}' decrease fin compe t i t.ion,
Of much greater significance are tile rights reserved to
the government under such a policy to assure 'against indi­
vidual abuse of tile privileges retained by the contractor,
andthc knowledge that the contractor' remains subject
to the provisions .of the ant i.t.rus t Laws ,

SYNOPSIS or TASK rORCSPROPOSAL

I:
I
"'lI''lI
~.

~1
!
'II,

IIj,
"~
"~
"IjII
!
I
!t
"~
!Ii •.
Ie

Based on the above analysis the Task Force, drafted a I
proposal, set forth be Iow, whi ch provides for a uniform patent pblicy
makLng ,a single dis posit ion of invention rights in most! instances~
)mplementation of th is ;:>1'0;'05::.1 envisions repeal of all inconsis-I
tent .staWtor'j provisions. 1

1be proposal provides contractors a guarantee at tile, ti~c of!
coritr~ctin5 of a first option to the exclusive co~ercial,rishts I
to all inventions 'generated in porformance cf goverr..l::cnt-ftul~Cdi~

research. Doon exercising the o'Jtion, such ri£Thts in the contraCtor
areisubjec t to a royalty-free., -nonexclUSi\rc li~cnse to the:' govern]
ment [01' federal Cove.rrtnentcl PU't)OSCS throughout the wor l d , rai~urE~

to" exercise the option results in such rights cnuring to the t :
gcvernmcnt . Ii

I
The guarantee of an ont i on Hill be extended to universities i

and ether noncrof i t orrani za ticns ,onlv after covcrnmcnt review ofi!
the adequacy of their orga,lizational PCltC:l;::-r.1magel;1Cmt capao.i l i t)~.
lI'hile it can be expected tha t mcst comne rc ia l concerns wi 11 have I
an established procedure fori·dcntifying) repor t ing , and a(;tni71is-~Jt~r­

ing inventions, the sane canab i Lit i es C011i10t be presumed to exisd
at all universities .and nonprofit orgaai:ationsa Therefore, it ,....bs
concluded that the public interest is better served by r e tont i on lof
such rights in the govCrrJ7Lent iIl.situations where the uruvcrs i tv ]
or nonprofit organization has ncpatcnt adnunis t rat i on cO-pabilitl

!1

1\'here tile option has been exercised, and a U. S. patent app]i­
cation filed, the proposal conteffiplatesiliat contractors retain the
exclusive cctmcrcia l rights during the period from potent filing,!
,~o-three years after i.s suancc of a patent. If a contractor has I
not brought the i nvcnt i on to the marke tp l acc wi thin the t ime fW!1
patent fi lin5: to three years a [tel' patent i ssuancc , such rights I
may be revoked and vl',aed in rill' gLlVt'rnmc'nt. rI tho contractor I
should succeed in t'ol'm:nci:t! i ;::1\ ion of the invcnt i on during rh is!
guaranteed pcr i od , the cxc lus i vc xonmcrc i al rights. vest in'the c~lI1tr,)l,:tor
for the full pcr i od of the patent grant , subject to the poss ib i lj tv
that the government mayroqul.ro nonexclusive liconsing of r!the UoIS"

"if

il
I
'I
~
Ii\,
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TIle creation of the Covcnmcn t T'atcnt !1.0\'lO\: Beard assures tlho

'I' l ' " ,- 1" '11 . 'I \puru i.c f 13.ttnc ~'1J3rante::x.l _pc rl0~( cr exc us 1VIt)p,\rl , not DC cxtCP1(~C'l

unjustifiably. The existcncc'of the Board vi l I cnccur.i;c boththt
contractor an.l a prospcctivc Licensee of llg8\'C1TD::~nt-fur.dc.i invcht i on
to negotiate acccp t ab l e terns and. thereby avo i.i x;oing to the Bo;nJi
to settle differences'. In general, it isprcs~i:;iCd -~~3.t if thcCO~l­

tractor had made significant private i.nvcs arcnt in tho ckvelopmenf
and. ut i Li zat i on of the Invent ion and the invcnt i on \'iQS avai l ab lc I
to the public in rcasonab Ic quant i t i.cs and prices it. could expect]
to prevail in a di souto brourh t to the Board; On the ot he r !1Cl1ll1.!
the larger tho \;ove1'1'L11ont i nvcs tmcnt in brinai.nc the invention td!

~ - - - _ - _ - _-~ ~ - _ 4
the point of uz i Li aat i on , the less l ikc lv tho cont ractcr could !I, !
just i fy continued comne rc i a l exclusivity. Ii.,

".' . . !
The Board, by the nature of the policy. woul.d need to cons i der

only economically significant inventions in wh ich there was a sehous
interest and cont.rovcrsy . Further, the .invent i on wi l I have been!
identified rather than hypothetical and the economic and investJn~nt

data available to the Board would he realistic wid currcnt , II
[i •

The govcrnncnt a~('ncies wou Id provide the Board wi th ro lcvant
Lnfonnct.ion rcgn rd i ng their role in the dcvc Icp.nent; of the i,nvenfion
in question. They wou ld abo provide tho Board wi t.h tho ar~ropr~ate
publ ic interest and mission cons idc rat ionswh i.ch they believe sh~uld
affect the Board's decision. llowcver , the Bonrd wi l I make its ,I .
decisions on the record and Hill be guided by s t atutcrjs or adminastra-'
tive criteria and be subj ect to judicial review. .' i

I
~.,:
11

il

~
~
it,.
n

I,
i
"II

patents after the' guaranteed period has passed. The. require- ,
mentfor such Li.cens ing wi l I be determined by ::l GOvernment I
Patent Revi.ew Hoard on petition of any interested party after a II
contractor hold i ng title to any invention made in performance of atl
government contract has refused to grant entirely or on accep tab Ie]
terms a nonexclusive license under ·suchinvention. 1h0 board, i n ]
making its dc.tcrminat i on and setting the terms of the license, if ,I
any J will take into cons i derat i on the equities of the individual case ,

i
The proposal envisions that: the period of guaranteed eXc1usiVjity,

coupled with the possibility of continued exclusivity for the lif~l
of the patent, will create anLnccntivc for 'part.i.cipaticn in goverjn­
~ent progr~~ ~,d the earliest possibleutiliza~ionof inventions.1
generated by such prcgrams , The guarerrtcedper.iod further recognjzcs
the. contractors' backcround equities wh.ich are presumed to be present

. . . '- .. .... .. .',' '. " " " ',- ~

in all cases. In addition, the proposal places corrme rc i a l, deve Iop-
mentof the invention in the hands of the party nos t likely to acdcrap'l i sh
that rtask und provides thc Tncent i ve- for the i.nves tnent of risk ~,
capital requi red to bring it to the marketpjace whi ch has been
estimated on the order of 10 to 1 when compared to the cost of
.making the invention. '1118 reversion of rights "to the govcrnncnt
in the event the contractor fails to corrnc rc i aLi ze the invention
provides greater assurance of utili::ation of governccnt- funded
inventions.

.•
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~lADE UNDER GOVEP~'l}lE~T R&D COciTRACTS

POLICY

PROPOSED POLICY FOR T:8 ALLOCATIO:'; OF RIGHTS TO INIfDlnOllS

1.

'I
If
Ii
U

""I"
I
iI
~

In drafting, tpe pr?posa1~ the T~k Force took partiul1ar note t. .
of the S11'..'111 numoc r of mvent i ons I';hldlare known to have been devqloped

ior the ccmncrcial marketplace substantially at goverrmlent cxpcnsc J ...
The number of sum inventions becomes even smaller if the addition41
cost of pro:notional activi t ies in bringing the invention to the llUiiket-

. place is undertaken, by the govcrnment . It wasvagrecd that under tljle
circumstances the equities in favor of leaving exclusivity for anyl
peried in the contractor to this small nUTI'Der of inventions are 10$s
.than the usual s.i tuat i ondn \;hich the contractor contributes his il
risk capital to bring the invention to the marketplace. A close !
analysis of such inventions indicates that their conti.nued deveIop].
ment at governr.ent expense \\'QqlQ,gcn~ral1y requi rc additional fund}
from fo l low-cn contracts. Hcwever , where Fol Locr-on contracts are I
?eemed a~pr~priate the period of t imc-over whi ch such em, inventionl
1S concel.vea and brought to the marketplace ,would generally exhausbt
the guaranteed period of ,:xclusivi ty, thus precluding a ,I,indfall i
to the contrac~or. i
. I

"!
Notwithstanding the view that a contractor \,i11 ordinarily 11

.exhaus t his guaranteed period of exclusivity if development for !
the conmerc i al marke tp l ace is undertaken subs t anti allv a t ri.'vnn'-'Milt. .~, .l.~ ........'-.. 400.......... Lc •.•\...... ~. ''',L. C1 j .... ~.; ..... u"....... l.

expense , the proposal provides to the Board the right to suas t i tuw;e
a patent cl aus e at the rtime of contract i ng v...h ich Leaves to th0 II

, government the f i rst ont i on to exclusive cOlr.r::ercial rights in inven-... . ..' '_. I'

tions whi ch are the primary object of the contrnct . The Poard h'c\!ld• .. ,. 1 ' 'Iexercfsc trn s ri rrit upoa n (Clx1rttis·.r;.t or 3.I..:CHCV rccucs t ::J:h..1C prlort
'-' . ..' . " '. , . . 'k

to contract wh i ch iso.ccc:1~:Janic.d bv a showin« that such clcnartDcntJ .
or agency Intended to dcve lcp substan t i a l ly ~t its expense a..'1 iclcrjtificl!
product or process for use by the general public. i

11
!

It should be noted that the propos al contcrmlates that exc lus ivc
title to all forc ign patents \;111 ves t in the contr-actor for the ij

.full term of the patent sr~Ult if the contractor complies Hi th 'the I
condi t i.cns of the propos al.. I
* * * * * * * * * * * * * * * * *~II

'I
it
i~
"II
,I
~.

I
I',I

A. With the exception set forth in SeA) (3) below, contractors
shall be guaranteed at the time of contract ins a first option tolthe
exclusive commercial rights in all inventions made in performnncel
of government-funded contracts. (The term "exclusive commercial I
dr-hts" should be understood co include either title to the I
invention or nn exclusive license thereto With the exception thatl
as the term relates to foreign patents or patent applications I
it means tit Ie) • I

~
Ii
,!

I
I
II.•
Ii
,~
it

,,~,-,~-, .. -J .,.,.~._~
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B.
SlJilrantee

Any statutory provisions whi.;:11 ere inconsistent with
or the prin.;:iples of this poli.;:y shall be r~pealed.

C. The guarantee of exc Ius Lve commercial r Ights will be
extended tOlJniversities and other nonprofit organizations only

" after gcvernracnt r ev t ew of the adequacy of those organizations I

patent management capabilities. '

D. The government may later revoke such rights in a contractor
after failure of .t.he contractor to meet .conditions as' hereinafter
prov.Lded ,

E. Exelusive ccnnercia1 rights in a,contractor will be
subject to a 'Iorld-t':ide, r oyaLt y-Ere a , nonexcIu s Lve license in
the government for Federal Govcrnment purposes.

F. After a spec'ified period of ' tIme , contractors who have
retained' exclusive 'cor.',,:nercialrights may, on pe t i.t Lon of any
interested p ar t y , b13 required by a Gov~rmr.cnt Pat eric Review
to grant licenses under U.S. patents wi th t e rms
that are reasonable under the circumstances.

2. DISCLO·SURE, ELECTION A}:D RE?CRTS

Ea.ch Lnve nt i.cn made in pe r f o'rraance of a government-funded
cont racu-wi.Ll bc vd i s c l ose d to the gove rnmcnc tdth an indication
contractor 1se lection to acquire' e xc Lusrvc comne r c t.a I rights.

A. Election to Acqu i re Exclusive Corame r c i.a I R~g.hts

Election by the Contractor wou l d vi.nc l.ude cgrcc~,ent to
file a patent appli~ation covering the invention in the
Un.ited States Patent Office t-lithin a specified period of
time. Patent Office procedures t-lil1 be established to
proper affixation of the letter "G" or other appropriate
desLguat Lon on all such patent applications andvpa t ent s
issued thereon. Election and filing wcul.d guarantee
exclusive 'corrrnerc t a I r i.ght s in the contractor for 0. 'pe r i.o d
starting from filing until three years after issuanceoE a
patent. Under special circumstances di.scLos.ed by the
~6ritractor, the agency head may extend the period as deemed
appropriate.

,_. B. Election IJot to Acquire Exclusive Commercial Rights

Election hot to acquire the exclusive commercial rights
will r e suLt in such rights vesting in the gove rnrncnt; for
disposition as it sees fit, as set forth in P::U'ugrnph
4. D hoi-ca r t o r ,

12
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C. IWports

The contractor. shal.l, promptly advise the agency upon
Ls suance of any U. S. pa t ent; covering an invention to which
he acquired exc l us Lve corrrnerci a I rights. During t he three
year pcriod after issuance of a patent the contractor will
submit, upon the agency's request reports setting forth
progress made towa.rd cotrrne r c i a l utilization. If after­
three years from patent issuance utilization has not been
achieved, the agency m:ly·take steps to revoke the exclusive
conme r ci.a l, rights unless S.'3,t i s f ac t o ry . evidence is p r e s cut ed
that the time for utilization shall be. ext ende d ,

3. CONTHlUI:,C RIGHTS

Whenever ut Ll.Lz e t i on has been achieved by the contractor
within the t i.mc agreed upon bythcagency, the 'exclusive cor.cne r c i al
rights will cont.inue in the contractor for the life of any paterit (s
claiming the invention, subject to the provisions set forth in
paragraphs i, and 5 below.

4. CO:-;TRAcrm LICE"S I,;C

.

•

A. Three ye ars aft e r Lss uancc of a patent claiming an inventi~n in
'Which a c ont r ac t o rvhas: e Lcct c dvt o acquire exclusive' cC:;::1crcialrif;h~s,

th ccontractcr mn)'oc re::quircc:to g rcnt !i.:)n-excl.'..1Si.VD licenses
under such patent by the Cove r nment; Patent Rcv i.ew Board under
conditions set f or t h in parag r cph 5 be l ov ,

B. Contractor shcl I have the right to sub l Lcens ecot hc r s on
an exclusive or norr-cxc Lus i.ve basis und,er any terms he deems
app r op r i.a t c , .subj~ctonly to cxisting>laws and the reqiJirem~nts

of the 'G'Overnrnent Pn.tcnt> Rev i cw Board.

C. If the contractor permits utilization to cease, the
agency jnay r e qu i r evrhe contractor to grant an exclusive or nan;"
exc.l us Ive Li.c cnse to r espons.i b lc app Li cant s onCerms t.ha t are
reasonabj e under the circumstances.

D. ·Upon a contractor's election not to retai. n the exclusive
commercial rights, or after an election to retain such rights
and:subsequent revocation by the agency fOr failure to meet the

.condf t Lons of this proposal, the contractor shall be granted a
revocable, non-exclusive, royalty-free license under the invention
Such license shall be revoked upon nocice to. the contractor of the
intent of anragcncy to grantnn exclusive license, subject to the
right of the cont r act o r to make applicat ion to the Government
Patent Re"ie" BO'-lrd fora license under terms and. conditions that
are reasonable under the circtlmscances.

• 13 •
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(h) .The factors contained in paragraph 5,B helow.

(a) The failure of the contractor to show ~allse'

license shou ld not be gr an ted; .or,

Gen('lral

Board. Review of Re f uaa I to Grant Licenses

;;.,

A.

GOVERi~S!EXT PATENT REVTEW, BOAPJ)

B.

"I
I!

(1) The Bo a rd will consist of a full-time Cha Lr-man and
Executive Secretary and a parie L of 20 mcmbe r s, any f ou r bf which
may be <::1I05en' by the Chairman to sit on spo"if ied cases, H>The
Board will mee t upon the call of theChairm:m to considel-q,nd
rule upon the issues arising under the operation of thisipolicy,
The Chairman and two members will constitute a quor-um, II

il
"

(2) Its decisions shall be subject to judicial revi~w by
United States District Court for the District of Columbih., .. k

(3) 'I'heBoardshall have the power to review reques~s.by
~,g(;!l'lcie9t().8ubstHute a patent c Lauso which leaves to tre
age.ncy .t he first option to exclusive commercial rights i~

inventions which are the primary object of the c on t r a ct . !The
Board shall exercise this right only upon agency re ques t s made
prior to contract which ar e va.cc ompan f oct by a sh<.n,-'ing tha~:such

agency intends to develop substantially at go~eroment exbensean
identified product or process for use by the gen e r-a I pubjl i c .

[1
, ~ '.

(4) The Board shall have the power to review on p(!t~tion of
any interested party the refusal of a con t r-ac t oi- hOlding!lexclusive,
commercial rights to any invention ma.do inperfonnance of a
gove rruae n t contract to grant e n t ir-o Ly or on acceptable tpl'ms
a licGHSC under such invention. i

~
~

(5) Such petition may be filed at any time after thp con-
tractor has .elected to acquire such r i g h t s and has filed! a
patent application on such invention, I

(6) At any time after the period set for utili~2.tiotbY an
agency has expired, the Bo a r-d may. require the granting or non­
,exclusive licenses under U. S. patents or patent applicalions
with terms.i t deems appropriate on the. basis o f : . I

~'
n

why! sucti
il
"

II
it,
~
i

,,'rhe Board shall take in to consideration, in addi t I on] to the
a.rgumerrt s of the pa r-t.t e s , a tiLea s t the following r ac t cr-s] in
making its determination to require licensing of an invebtion

. . • . . . .' " !l

made in performance of a g ov c.rnme n t contract. il
[i
R'

(l) AcllievinK tho ~arli~st practicable lltill~ation ~r
govcl'llQlent-assisted Lnvc n t i ous in commercial. pr-ac t Lco : i

- . . I
(2) Encouraging, t h rough the normal incentives of t!1O

patent system, private investment.in thc commercial real~zation

ofgovernment... assisted invcntions; ! .
I
~
)~
i
f!
!

.j.

5
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Foreign Rightsc.

,
'fi
n

(3) Fos t.o r-f.nrt effeotive c ompo t It Lon in thocommcrc ;I!l dcvo Lop­
men t and oxp Loitat aon o f gover:)I~()nt-assi:;Led Lnvc nc a ons 1

II
(4) • Assudng agains t . non-vu tLl.Lz.a t Lon of governmen t-t~1ssisted

inventions and eXcessive charr.;os for use of such inventiqihs
stemming from private own ors hj p o r vpa.t en t.s' Oil 's uc h inv8li"tjions;

. (5) Balancing the relative equities of the pub LLo , tjlhe
inventor and the patent ownor-vo r developer in thespccif~fc
govornment-assistpd invention, mcnaured by the investment!
nece~sar~ to bri~g the in:rention to tho po I n t ofcommerc~al
app L'icat Lon , Thl.s would Ln c Lude the f o Llow Lng : II

(a) The relative con t r-LbutLon of the government anld the
cont i-act oi- in bringing the invention to the marketpl~ce;

(b) The mission of the pr-ogr-am 'funding the contradt
from which t he. invon t Lon arose; i·

II
(c) The type of invention' and the mag.nf tude of the

, 'I
problem it solves; !

(d) Th'] scope of' the patent claims ; I
~

(e) The contractor's background position; ~. '.

(f) The government's funding of background technotOgy;

(g) The scope of the market and the successoftht
contractor in meeting it; I

(h) The profit marg.i n in relation to o the'r simila!
bwentio,.li5; and . ~

'. . . '. . L
(i) The feasibility and likely beuef i,ts of compe t Lt Lon

i.n the marke t served. it
il
In

ThE! Board's jurisdiction in requirinr; the 'granting of a non­
exclusive license shall extend only to licenses under U,S. patents.
Nothing herein shall be construed to extend that jurisdi~tiOii
to foreign patents. ,I. . I

ii
D. Background Ei~,,'ntn [

. !

'rh~ Boa~'d'sjul'iodiction in requiring the, grant, of ainon-.
exclus1ve llcense shall extend to only those 1nventlons made 1n
.', " ' ',' ,'<,' ." '" ""," ',' ',', ,,"',', .', ,', i)

per-iormanceof government-funded contracts. Nothing hertin shall
be construed to extend that jurisdiction to data or othe~

invenU.ons .macle at private expense. ~
II
h

E.Agency Cooperation i
The departments and a[;encies of the Executive shall~rovide

to the Board whatever aid and information it deems neces~ary to
accomplish its assigned duties. i

!
!
I.I,
!
!
II
II
!

Ii
~'
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Interv.ention

Scope of the License Reta incd by the CovcrnmcntB.

F~ Board Review of Agency Determinations'

G.
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It. .
Iw.ple~entat on of the proposal "ill serve to mitigate or,resolte

a n~~er of rela <;.d issues generated by present al]ocation-I2.~-right*

pOhCl9S. Some or the more important areas that woul.d be aff'ectedby
the proposal are as follows: I

A. The Employed Inventor I
~-

.- I
Pennitting contractors a guarantee at the time of contract ing Ii
to a first option to the cxc lus ive commcrci al rights in all I

. Invent icna vcncratcd in -'!)erfocmJ.n::e of theirc:o\·er:rJ:~cnt-'fund('JI

• research pl;lCCS the corrtrnctor in 0. better pos i tion to acccmo- i
date the equities ofhisemnlovclJ .iaVL:IILOrS t;·:,r0ugi\ lli\:"i.l"J LH'O)l~::"U:L':;
if the contractor deems such programs adv<lnt~<;eouS to his ~eeci~.

il
ilu
"Present policies provide that thcnon-cxclus ive license rc ta ined

by the Federal Government include state and' dor.es t i c muni c i pul]
governments unl es s the agency he~J de tcrr.incs that th i s wou Id i
not be in the public interest. The scope of the license retoil~eJ

by the governnent under tho proposal specifically excludes 'j
state and dcnes t ic mun.ic i par gcvernments . It was the opinion, I
f th -, , "., ,I ' -, l' I,0- ... e i as x r-orcc that to cxpana tne scope-or .tne ' recuse to fl.

state and domestic murric i oa l govcrnments wou l d be t antamourrt il
to retai ning exclus i ve-comacrc iaL rights in the .. gcvcrnmcnt ~
in s i tuat i ons where the marke t for the invention would be subs tan­
tially fcder a.l , s tatc and mundcipaI programs, Inventions t1irec4ed

,:'to solution of su l i ne water and educational problems wou l.d I
fall within thiscotegol')'. To extend the score of the license i
retained by the govc rnmcnt to inc lude s to.te and domestic mun idpal
govorrmcnt s wou hl t hcrot'orc dct'cat the purpose or the proposal I
as it relates to such invent ions. To penni t the agency head 'if

to determine the scope of the license retained by the govcmmcqt
at the time of contracting was not deemed pract ical , since the Ii

0' I, .' I
. . I

"I,:
I
I
"it
I

"

__ ~ I~" .. w. • _ ....--"._"..

RAMIFICATIO:;S or I~[PLE?-[E"iTATION OF PROPOS,i\.L

All interested parties, -including any agency of the U; S.
G6vernment, shaI l, have the right to intervene in any .pr occcd Lng
before the Board.
:11: :11: :11: :11: *

The Board, on petition of contractOr, shall have the
power to review an ,(\gency -dec Ls Lon n implementing this p roposa'l
under which such con t r ac t or is aggr ev cd,



tnJe ofin\';::ntion tlwt wi l I evolve f rom a research and
cleyelopnient <::ontract c~nnot be,acmrately p-edetennined.
Further ,the Rcview Board assures that competition w.i Ll
ultimately, exist fer such inventions if cconomica.l ly
signi.Ei.cant and demanded by the equitics of the public.

c. University and ~on-Profit Orgilllizations

As-noted previously, the proposal extends the guarantee
of an opti.on to exclusive ccmmerci al rights to univcrs.I ties
and non-profit organi zations after goverrnacnt review of
the adequacy of their patent management capab i.Li ty , With
such opt i on , univcrs i tics 3..'1d non -prof'i t organi zut i ons are
in a better position to license industrial ccncernsas an
incentive to usc, their risk capital in bringing the results
ofunive::sity and non-profit organization rcsearch to the
marketplace. Without the ability to transfer exclusive
conmcrci el rights to indus try , universities and non-profit
organizations-have found it d i ffi cu l t tc ovcrccne the "not­
Inverrted-herc'" syndrcne ~ (See Harbridge House Report and,
the August 12, 1960, G:\O Report, "Problem Areas Affecting
Usefulness of Results of Govcrnnerrt-Snonsorcd Research in
Medicinal Chemistry".) TIle Task Force cons iccrs this ,an
important mat ter since approx imate Iy 25% of the goverrrnent IS

research and dcvel opmcnt budget is expended through cont rac ts
with universities and non-profit organizations.

D. Def i ni tion of "Conceived" and "First Actual Iy Reducod ito

I •

I'
I

,;~

'PrC5entpolicies stipulate that any invention "conce ivcd" or
"firs t actua llv reduced to D::":1cticc"inpcrfoI7IJ.Ii.CC of 0­

govcrnmerrt-f'undcd research anddcvclop~ent,co~l;r~ct be
disposed of in accordance wi th the contract provisions
under which it arose. Anv invcnt i.on so conceived or first
actually reduced to pract i cc affords to the govcrruaent
at least a royal ty-frcc noncxc lus ive license. The precise
defdnit ions of "concc i ved" or "firs tactually reduced to
practice", therefore, arc ir.J?0rtiJnt as they are de tcrmina­
tive of the rights in thcgovcrnr:cnt or the contractor.
The proposal con.t erap.l.atcs that it wi l I simi Lar Iy speak
only to those inventions conceived or first actually reduced
'to practice in pc rformancc ofgovern!:lcnt - funded research and
development contracts. In order to resolve <1:11' present
probIemswi th the terms "conceived" or "first actually reuucecj

,-,'-to practico", it is suygcs tcd that any patent rights c l ause
utilized'in imple;nenting the proposal include the following
defini tions :

(1) "Conceived" means a disclosure in a form
which would enable someone skil Icd in the art
towhic:h the invention pertains to make and use
the invention without the use of further .
Inventivc effort.
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(2) "First actually reduced to practice" means a
test of 'the invention in R s t muLot ed environmont
in an ceriv Lr-onme nt. s t.nuLar , to the one in which i

.be us ed for a purpose for which i twas t.ntended ,"

E. Ri ghts Obtai ncd by the Goverrunont Through Its Research
and Dcvolormcnt Contract s in Inventions Conceived and First
Actually Reduced to Practice at Private Expense

A great deal of uncertainty has been generated by A\tp, Inc.
v; U. S. 156-USPQ 6,;7, as this case appears to extend the
rights the government obtains threc:gh i,ts research and
developmcnt contracts . to i nvent i ons conceived mel fi rs t
actual ly reduced to practice at private o:q)(;nsc.- In order
to eLimi.nat c this unccrtaintv , the Task Force rcccnmends
that the follol\ing language be added to any patent clause
utilized to implement its proposal:

-(1) Nothing contained in this patent rights
clause or construed therefrom shall be deemed
togr,;:mt to the govcrPJr.entm1Y rights in any
inventionl':hich is nei tl.cr conce i.vcd nor first
actually reduced to .prnctice in the course of
or under this contract. I Iowcver , this sha l I
not dcprive the government of uny rights to
which the govcrre.cnt m:i.Y bc cnt i t l cd under other
clauses in this contract J tinder other contracts J

or by statute; aml

(2) That in those s i tua t i ons in whi.ch the gOVCTI1­

ment wishes to acouirc rlghi:3 in an invent ion
which is neither conceivod nor first actually,
reduced to 'practice ,under a go\·ernmentcontract J

this be done through a separate expressed
provision of the contract.

It is the opinion of the Task Force ilia anybackground
patent ri ghts clause negotiated as prov dcd by (2) above
speak only to invc:1tions inexistence and iccntificJ 3t
the t irne of contracting and that :1I1Y rights acqu i rcd by tho
govcrnr-cnt to such .invcnt i cns reflect the: cont r ibut i ons ctc
be made by the government toward 1ts cnhancc.ncnt , testing,
or devc l opmcnt , It should be noted that the proposal limits

,~'-the Patent ',,,vie',{ Board's jur i scli.ct i.cn in requiring the
grant of Licenses to only those Invent ions conce i vcd or
,first actually reduced to. practice in performance of
government contracts.
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