GLP.DAG,135829% January 30, 1879

Philip G. Read

Acting Director

Federal Procurement Regulatlons
Directorate

Qffice of Acquisition Policy

General Services Administration

Washington, D. C. 20405

Dear Mr. Read:

To date the Department_of the Interior has not entered into any
institutional agreements under FPR Amendment 187, January 20,

1978, which prescribe InStltuthDal Patent Agreement (IPA)
pollcles and procedures. -

Many of our bureaus and offices are'precluded by statute (as

interpreted by the Department's Solicitor's Opinion M-36637
May 7, 1962, 68 ID 54) from entering into such agreement..:

of
Examw_j

ples of specific prohibitive legislation are the Federal Coal

Mine Health and Safety Acts of 1269, Public Law 91-173; the

face Mining Control and Reclamation Act of 1977, Public Law

85-87, among others.

In those instances where R&D is not carried out under speci
legislation governing patent policy, we follow the Federali
curement Regulations 41 CFR 1-9.l1--Patents, 40 F.R. 19314,
1975, and 40 F.R, 28067, July 3, 1975, which are based on t

Presidential Memorandum of Government Patent Policy of Augu
1871, 36 F.R. 16887, August 26, 1971.

Having consulted with your office when FPR Amendment was im
mented and been advised that compliance therewith was permi
and not mandatory; and in view of the interim status of ths
plemented regulations pending on-going legislative and execg
review of Government patent policy, we have recommended to;

Sur-~

fic
Pro-
May 7,
he

st 23,

cle-

ssive
it

utive

the

Solicitor that those bureaus which couid follow FPR Amendment 187

cshould decline to do so as a rgttar of Departmental policy:
Therse are 3 luhbﬂr of additional reasons why we have not en

tered

into any institutional agreements as a matter of policy which we

will be pleased to discuss at your convenience.




We trust that this responds adeguately to your letter of
January 23, 1979. However, if you have need for additions
information, please contact us at your convenience.

Sincerely yours,

Donald A, Gardiner
Assistant Solicitor
Branch of Patents

Division of General Law

cc: A, Jackson, Assoc. Sol.
. Division of General Law
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UNITED STATES ENVIRONMENTAL PROTECTION AGENCY
WASHINGTON, D.C. 20450 :

OFFICE

CF

- GENERAL GODUNSEL

January 31, 1979

Philip G. Read

Acting Director

Federal Procurement Regulatioms Directorate
Office of Acquistion Policy

Dear Phil:

In response to your letter of January 23 1979 regardlng Inst
Patent Agreements (IPA), this is to advise that we have entered in
IPA's either before or since July 18, 1978.

Quite a 1qng tlme_ago our R&D p;ogram'pereoﬁnel indicated a 1
enthusiasm for the IPA concept. Thus, since §1-9.107-4(a)(6) of &
appeared to make use of TPA's optional, we elected not to enter in
IPA's

If you do not agree with our interpretation of 1-9.107-4(a)(6
let me know. In the meantime I will again submit this issue to ap

EPA personnel.

Sincerely,

/2? ) z A
PGt e o [sine

. Benjamin H. Bachenek
Patent Counsel
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ack of‘u
he FPR
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Contracts & Generzl Administration

- Branch (A-134)
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. Washington, D.C. 20405

DLA-G ' 31 -January 1979

Mr. Philip G. Read

Acting Director .
Federal Procurement Regulations Directorate
Office of Acquisition Policy '
General Services Administration

Re: Institutional Patent Agreements-~-FPR
Amendment 187, January 20, 1878

Dear Mr. Read:

In reply to your letter of 23 January 1979, this Agency has not =
into any institutibnal:patent agreement (IPA) either before or af
18 July 1978 primarily because this Agency enters into very few R
contracts. . - SR S A

Sincerely,

MAXWELL .G, FREUDENRFEL
Patent Counsel
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Washington, D. C, 20405

LDOVOTATE GENERAL
LIGTON, DG, 20310

KEPLY TO
ATTENTION GF1

DAJA-TIP

Mr. Philip G. Read

Acting Director

Federal Procurement Regulations Directorate
Office of Acquisition Policy

General Services Administration

Dear Mr.'Read;

Reference is made to your letter of 23 January 1979 regarding our a
with Institutional Patent Agreements (IPA's). It is our understand
that IPA's are to be incorporated into Basic Agreements with approp
educational and nonprofit institutions., The Office of Naval Resear

assigned the duty of negotiating such agreements under DAR 4-118.5.

Assuming you have sent a similar letter to Mr. Kwitqéski at GNR, hij
response should apply to all DoD activity. ’

Sincerely,

o
.&ﬁﬁﬂfN4u
1

31 January 1979
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Mr., Philip G. Read, Acting Director

Federal Procurement Regulations Directorats
Office of Acquisition Policy

General Services Administration

WashingtiZ;}P.C. -20405
.Dear Mrf? R&: |

In response to the guestions asked in your leiter of January 23, 1979
the Department of the Navy has not entered inte any Institutional
Patent Agreements (IPAs) since July 18, 1978, . In fact, we have
received no letters or. inquiries from anyone since July 18, 1978
concerning IPAs, and so there is no question as to whether we are.
or are not following the FPR procedures concerning IPAs. During .
the moratorium on IPAs prior to July 18, 1978, we did receive -
one request from a university for a Departme1t of Defense IPA; -
however, to the best of our Knowledge, that university has taken

no action since July 18, 1978 to indicate they are still interested
in a Department of Defense IPA. Thus, the Department of the Navy
is awasre of only one premature request for an IPA,

We in the Government patent family are a fairly close-knit group,
partlcularly through the Govermment Patent Lawyers Association, and
we assume knowledge of important personmel changes travels quickly,
but our assumptions are not always correct. Bill Quesenberry retived:
on December 31, 1978 and I have been selected to replace Bill
fficially once the paper work hag been approved, I intend to continpe
i cur cesistance and cooperaticn on FFR patant matiers Lo you
ther interested Govermment agencies so that somet
ure people will no longer be able to comment th
;211 over ?O patent policies of varicus CovbrrmEQt

Sincerely yours, -

~

!' hi
A, F. KWITHIESKI
Acting Assistant Chief for Patents/
Fatent Counsel for the Navy
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: LrFiUE OF THI SLCRLTARY OF THARNSPURTATION

WASHINGTORN, D.C. 20520

February 1, 1979

WMr. Phitip 6. Read
Acting Divector
Federal Procurement Regulations Uirectorate
Office of Acquisition Policy

- General Services Administration
Washingt‘iézz;i? 20405

Dear_Mr. Read: - R
This is in reply to your letter of;Jahuary 23, 1979; 
asking for informatfbn'dhzthé'uéé of the Institutionai_;

Patent Agreement pennﬁtted by FPR Amendment 187 of Januatyw

27, 1978. The Department of Iraﬁsportation has not - é
~entered into any IPAs, and currently does not.contemplate !

doing so.

Sincerely,

P
N
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W
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WASHINGTON, 2.8, 220

February 2, 1579

Mr. Philip G. Read

Acting Director

Federal Procurement Regulations Directorate
Office of Acquisition Policy

General Services Administration

Nashington, D. C. 20405

Bear Mr. Reaa

CEFICE OF THE SECORITARY

D, AND WELFARE

OF
GEN

This refers to your January 23 1etter regard1ng the use of Inst1uut1

Patent Agreements in this Department

Specifically, you aSkEd whether we have entered 1nto any IPA S s1nceﬁ7’

July 18, 1978. We have not. The remainder of your questions were g
contingent on an ar;lrmat ve response to your 1n1t1a1 quest1on

If I may be of any furtﬁer ass1stance, p1ease 1et me know.

S1ncere]y,

. - S

AL 1 00

Leroy 8. Randa11
Acti ng Chtef . ratent Branch

A
\&

FICE OF THE

ERAL COUNSEL

ona] N

N




\.,

WASIMINGTON. D.C. 3 20324
2 February 1979

Mr. Philip G. Read
Acting Director
Federal Procurement Regulaticns Dlrectorate
OLLi e of Acquisition Policy

eneral Sexvices Administration
Washanton, D.C. 204C5

This iz in response to your letter of January 23, 1379
ragarding implementation of FPR Amendment 182 relating to.
Instituticonal Patent'Agreement (IPA) policies and procedures S |
The answers to your spec1Llc questlons are: _ SRS L

1. No.‘ - &
2. Not applicable.

3. - There are a number of reasons as discussed ibelow.

The apparent reason that the FPR IPA procedures are
not followed in the Air Force is because this Departmentiis
guided by the Defense Acguisition Regulation (DAR), and the
FPR IPA procedures have not been implemented in the DAR. : -
However, we 4o not view this as an obstacle to entering into
an IPA should the approprlate occasion arise.

st e

The prlmary reason that the Alr Force has not used the
IPA procedures is that there has been no need. The IPA pro-
cedures were developad primsyily vo satisiv a desire of fitle

wochy agencies to gualify under the "exceptional circumsitances"
provision of the presidential policy staten The Air Force

has few contracts mxc% fall within this =it ; Since
July 18, 1978, none in which an IPA was eith reguestead or
considered to be appropriate. Alir Force contracts with
universities and nonprofit institutions normally include |

“Deferred” clause, depending upon whether or noft the con-
tractor has an effective program for fransisr of fschnolagy

2s by the licensing of inventions, as set forth in DAR
€-107.3(a){3)(iii). fThe Air Force maintains a list of :
contractors considered to have such a program and uses the




"Retention by the Contractor" clause in those centracts.i No
Air Force institutional contracter has yet reguested an IFA;
in fact, some have even expressed a preference for th

"pDeferred Short Form" clause over the "Retention by the

Contractor" clause, and have asked not to be included on! the
list. ' ‘

Under these circumstances, it was not considered necessary
to implement the IPA procedures in the DAR, '

Sincerely
N S

u?éngH E. RUSZ
Chief, Patents Division , _
Office of The Judge Advocate General




Department of Energy
Weshington, D.C. 20545 FEB 141978

Mr, Philip G. Read
Acting Director
Federal Procurement Regulations Dlrectorate
Office of Acquisition Policy

General Services Administration

Washington, D.C. 20405

Dear Phil:

This is in response to ybur letter of January 23 1979, in which you

ask three questions concerning this Department's implementation of
FPR Amendment 187 on Institutional Patent Agreements (IPA).

Your first quéstion asks whether DOE has entered into-any Institutipnal:
Patent Agreements (IPA) since July 18, 1978, the effective date of the

PR amendment concerning IFAs. DOE has not entered into any TPAs
either before or since that date. Under the two statutes which

define DOE's patent pdlipy, the Atomic Energy Act of 1954, as amandad;
and the Federal Nonmnuclear Energy Research and Development Act of 1974

(Nonnuclear Act), DOE does not have specificlauthority to grant IPAs.

As you know, under the FPR amendment, when an agency approves the tech~

nology transfer program of "a university or a nonprofit organization
the institution or organization thereafter is automatically entitled
to the provisions of the IPA in all R&D contracts (except operating;
contracts) with the agency.

The FPR zmendment presants two statutory prehlems for DOF. YNeither it
T ¥ I

Atomic Energy nor Nonnpuelesr Acts menitfon IFAs. Sscorion $(d4) (1l
Yomnuclear Act provides that where a "nonprofitr educaticnal insti
hags a DOE-approved technoiovy transfer program, such PTOBTam may be

iver at the time of contracting. An approved technclog

The second problem is that the FPR euthorizes IPAs fo
ci

T
zations." Aside from the point that DOE is not specif

tuid

of eleven statutory considerations to be waighad iin

& Waiv 33
er program is not stated as being the basis for granting an IPA.

H]

sidered 25 a gubsiitute for the marketing end manufacturing capahiliniss

Ynonprofit ongani-
ically authoriized

to grant IPAs, DOE is not permitted under its statutes to grant advance
waivers to nonproflt_orgajlzatlons based on the consideration of an

14
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Mr. Philip G. Read ' ‘ o -

apprdvéd technology transfer program., In cther words, the consideration
in Section 9{d}(11) of the Nomnuclear Act does not apply to "nonprofit
organizations" but instead applies only to "nonprofit educational institu-
tions" ' ' 3 L :

Your second guestion asks whether, in gra nting IPAs since July 18 1878,
DOE has followed the ¥PR procedures. While, as ewplalned above, DOE

does not grant IPAs, DOE, in addition to following its own statutory .
patent policy, fellows FDR procedures and criteria for approving tech-
nology transfer Programs. '

Your third question asks for reasons why the FPR procedures have not tbeen
followed since July 18, 1978. As you can see from the above explanation,
DOE's statutory provisions do not encompass IPAs. It has been argued
that DOE should interpret Section 9(c) of the Nonnuclear Act (which
authorizes grant of waiver to a class of persons) 2s a means to effectively
grant'IPAs'to universitieg. However, such an interpretation would violate
the statutory ground rules. for granting waivers because the waiver wguld :
have been based on only one consideration to the exclusion of the other -
ten comsiderations spelled out in Section 9(d) of the Act. In addition,
the Conference Report for the Act provides legislative intent requiring .
universities be treated essentially like 1ndustrlal firms 1h regard to -
welgh 1ng con51derat10ns for walvers._ A

The above dlscu551on has concerned comparlson of IPAs Wlth DOE waivers
granted at the time of contracting as affected by DOE-approved technology
transfer programs. With respect to walvers requested by universities .
for inventions identified after the time of contracting, if the university
has a DOE-approved technology transfer program, then, under Section 9-9.

109-6(h) (5) of DOE patent regulations, the university is presumed to
have met the other statutory criteria (i.e., considerations). This means
; waiver for an invention :Ev!:{f‘“'\*!‘-?‘f'"g

=N P P =
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.

matic uniless it is indicated that
18 DrCSLmDLlon is inapplicable,

‘:’J
under one or more of

fD

on is of help tc vou. If you have any gquestions,

v
tant General Counsel
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Pnilip G. Read

Acting Director

Federal Procurament Recqulations
Directorate ' :

Office of Acquisition Policy
General Services Administration
Washington, D.C. 20405

Dear Phil,

In response to your letter of January 23 this Department has
ot entered into any IPA's since July 18, 1978. However, we do L
expect to erter into one or two during the next few nonths :If we
‘do we will follow the FER procedures.. R

With best regards,-

ﬁii:i

o,

-

Fobert B. Ellert
Assistant General Counsel
for. Science and Technology

e B e




"your questions: -

'::E. ol L\.!QE—— li.\ T !"’_LL..;' 5:_...1'\3\_3 ,[‘\.GENCY
WASHINGTON, D.C. 20_505

12 March 1579

Mr. Philip G. Read
Acting Directoer

Federal Procurement Heguiztions
Office of Acguisition Policy
General Services Administration

Washington, DC 20405
Dear Mr. Read:

In preparing a respcnse to your letter inquiring as
our Agency's use of Institutional Patent Agreements (IPA
gn informal survey of Agency licensing procedures was ma
Based on this survey, we OfiEP the following answers to |

1. Have.ydu entered:into any IPAs since
July 18, 1978, the effective date of the FPR Amend-
ment concerning IPAs? L

No, we have not.

‘ 2. Regarding IPAs entered into since
July 18, 1978, have you followed FPR procedures?

Not épplicable because we have not entered int
any 1PAs.

2.

s),

O

[r18]
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Mr. Philip G. Read |
Cerneral Services Administration
Washington, DC 20405

. -

It appears from the informal survey of our negotlat
the institutions themselves prefer the standard long and
forms for patent rights currently found in the Regulatio

is no hard evidence of the above comment, but it remains

visceral expression of our line ne éoUWdt¢ng officlials.

I hope our responses will be sufficient Lo assist y
Tormulating your reply to Mr. Reimers.

Sincerely

att ew F Jodzie 1cz .
ice of General C@unsel

(\/

ors that
short
n., There

1

the

ou. in

it




OFFICE OF THE
GENERAL COUNSEL

March 21, 1979

Mr. Philip G. Read
Actlng Director. '
Federal Procurement

Regulations Directorate
Office of Acguisition Policy
General Services Administration
Washington, D. C. 20405

Dear Mr. Reads:

This is in responSé to your request for'infornation'fe;é&d—  .
ing the National Science Foundation's policies and: Drartices;‘f
of awarding Instltutlonal Patent Agreements,;_ P

To assist you in your survey, I am pleased to provide the
following information, in response to the three guestions
posed regarding the IPA's. Since July 18, 1978, the FQun-
dation has entered into two Institutional Patent Agreemeéents
in accordance with: its published regulations appearingiin
Title 45 CFR, Part €650. We have at the present time two
additional applications for IPA's that we are about to!
execute and four agreements that will be executed to renew
some that have or are about to expire.

We have examined FPR Zmendment 187, compared it £o our jown
regulations and find that they are nearly identical in
coverage, scope, and reguirements. The only significar
difference that we have noted is the length of the excli
sive licenses that may be awarded by the institution.
NSF regulations allow for exclusive licenses for three
vears from the date of first commercial sale or eight
vears from date of 'the exclusive license, whichever occurs
first.  The FPR allows for five and eight years respectively.:
Otherwise, the treatment of the Institutional Patent Agree-
ment is SubSCantlally 1anL1cal co

r"f‘

H C-
m.




although these similarities exist between the FPR's and
NSF regulations, it is our position that we have consid

the
erable

flexibility in the award of Institutional Patent Agreements

when we are dealing with universities and non-profit or

izations in the conduct of research under grants and ot
assistance awards. In almest every instance where NSF

provides funds to universities and non-profit organizat

to conduct research,
own statute,
amended,
Services Act, since these activities are not procuremen
related and the awards are exe empt from the coverage of
Federal Procurement Regulations 1in general.

it does so under the authority of
National Science Foundation Act of 1950,

We intend
Patent Agreements and awarding them where the instituti
meet the necessary criteria spelled out in 45 CFR, 650.

fully anticipate that these regulaticns will remain clg
parallel to the FPR requlrements as the phllosophy is &

same in both cases._-'

I hope this information will be of assistance to you.
have any further questions, do not healtate to contact
I can be reached at 632 5837. LeE

Sincefely your

f'
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rather than the Federal Property and Administr

to continue accepting applications for Instifg
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AGENCY FOR H'\‘TP'F‘“hTiO'\M_ DEVELOPMENT
WASHINGTON, D.C. 20523

March 23, 1979

Philip CG. Read
Acting Director
Federal Procurement

Regulations Directcrate
Office of Acguisition Folicy"
_ General Services Administration
Washington, D.C. 20405

Dear Mr. Read:

This will respond %o your letter of January 23, 1979.
concerning the Agency for- Internatlonal Development'
use of Instituticnal Patent Agreement : .

To date we have no Institutional Patent Agreemehts,'so
the answer to the three questlons posed in your letter
is no. _

Last summer MIT approached'ue about establishing an .
Tnstitutional Patent Agreement, but did not follow
through on thelr nnilatlve for unknown reasons

It I can be of further assistance in this matter please
do not: be51tate to ask.

Very truly yours,
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SUBJECT: Responses to the January 23, 1979, letter to
agencies regarding Institutional Patent Agreements.

“Letters Received

Department of the Air Force
Department of the Army

Central Intelligence Agency
Department of Commerce

Defense Logistics Agency

Pepartment of Energy

Environmental Protection Agency :
Department of Health, Education, and Welfare
Department of the Interior

National Science Foundation
Department of the Navy
Department of State .
Department of Transportation

Telephone Responses

Department of Agticulture7

No IPA's per telephane conversatlon w1th Howard Silvers
on February 8, 1979, : :

Nuclear Regulatory Commission

No IPA's per telephone conversation with Jerry Cook
on March 23, 19279,

National Reronautics and Space Administration

t

No IPA's per telephone conversation with ZBob Kempf

on March 21, 1979. EKempf stated that NASA has no..
suthority under Sec;von 305 of the Space Act to enter’
into TDA S. : ' B :

Enclosure
March 29, 19279

tein




3 0 MAR 1979 -

Senator Birch Bavh

United States Senate

Committee on the Judiciary
Subcommittee on the Constitution
Washington, D.C. 20510

Dear Senator Bayh:

Thank you for your March 12, 1979, letter to Mr. Philip G. R
Director, Federal Procurement Regulations (FPR) Dlrectorate,
regarding Instltutlonal Patent Agreements (IPAS)

Most of the agenc1es contacted have responded to Mr. Read' S
inquiry concerning agency 1molementatlons of the FPR
Amendment 187 on IPAs. Copies of the letters received are

enclosed, as reguested. An enclosure contains a list of the

agencies that responded and the 1nf0rmatlon furnished by
telephone, : - _

We appreciate the opportunity to provide this information.

~Sincerely,

(fft$ ’47 ’5?;7 / :lﬁ‘&

Enclosures:




