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January 30, 79

1

Ph ilip G. Read
Acting Director
Federal Procurement Regulations

Directorate
Office of Acquisition Policy
General Services Administration
Washington, D. C. 20405

Dear Mr. Read:

To date the Department of the Interior has not entered indo any
institutional agreements under FPR ~"endment 187, January \20,
1978, which prescribe Institutional Patent Agreement (IPAll
policies and procedures. \

I
Many of our bureaus and offices are precluded by statute (~s

interpreted by the Department's Solicitor's Opinion M-3663q of
May 7, 1962, 69 ID 54) from entering into such agreement. 1Exam­
ples of specific prohibitive legislation are the Federal Cbal
Mine Health and Safety Acts of 1969, Public Law 91-173; thb Sur­
face Mining Control and Reclamation Act of 1977, Public La~
95-87, among others. . I
In those instances where R&D is not carried out under soeclfic
legislation governing patent policy, we follow the Fede~aljpro­
curement Regulations 41 CFR 1-9.1--Patents, 40 F.R. 19314,lMay 7,
1975, and 40 F.R. 28067, July 3, 1975, which are based on the
Presidential Memorandum of Government Patent Policy of August 23,,
1971, 36 F.R. 16887, August 26, 1971. 1

I
Having consulted with your office whe n FPR Ameridmen t was iIf,ple­
mented and been advised that compliance therewith was Derm~ssive

and not mandatory, and in view of the interim status of th~ im­
plemented regulations pending on~going legislative and exe¢utive
review of Government patent policy, we have recorr@enoed totthe
Solicitor that those bureaus which could follow FPR ~"endment 187
should decline to do so as a matter of Departmental po1icy~
The.re are a number of additional reasons why we have not e~tered

into any institutional agreements as a matt~r of policy which we
will be pleased to discuss at your convenience.
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We trust that this responds adequately to your letter of
January 23, 1979. However, if you have need for additional
information, please contact us at your convenience.

Sincerely yours,

//
,,(/C/- -r z..c:

;;,i] 7 f
/--~.

Donald A. Gardiner
Assistant Solicitor
Branch of Patents
Division of General Law

cc: A. Jackson, Assoc. Sol.
Division of General Law
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January 31, 1979

Philip G. Read
Acting Director
Federal Procurement ~egulation8 Directorate
Office of Acquistion Policy

Dear Phil:

I
our interpretation of 1-9.107-4(a)(~), please
I will again submit this issue to appropriate

. &
~•1
~

If you do not agree with
me know~ In the meantime
personnel.

Quite a long time ago our R&D program personnel indicated a ~ack of
enthusiasm for the IPA concept. Thus, since §l-9.107-4(a) (6) of ~he FPR
appeared to make use of IPA's optional, we elected not to enter i~to any
IPA's.'

~
In response to your letter of January 23, 1979 regarding Insti,itutional

Patent Agreements (IPA), this is to advise that we have entered irtto no
IPA's either before or since July 18, 1978.

let
EPA

S~cere~, I
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v........-:::~ - ~

Benj amin H. Bochenek fJ-

Patent Counsel :j
Contracts & General Administrati~n

Branch (A-134)
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Mr. Philip G. Read
Acting Director
Federal Procurement Regulations Directorate
Office of Acqui sition Policy
General Services Administration
Washington, D.C. 20405

Re: Institutional Patent Agreements--FPR
Amendment 187, January 20, 1978

Sincerely,

Dear Mr. Read:

In reply to your letter of 23 January 1979, this Agency has
into any institutional patent agreement (IPA) either before
18 July 1978 primarily because this Agency enters into very
contracts.
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Chief) Intellectual
Property Division

Sincerely,

'1'JILLI/l1 G.. CAPC~';::'SKI

letter to
activi ty.

Directorate

you have sent a similar
should apply to all DoD

Assuming
response

I
I
1
!

I
I
!
!

Reference is made to your letter of 23 January 1979 regarding our Jctivity
with Institutional Patent Agreements (IPA's). It is our understand~ng
that IPA's are to be incorporated into Basic Agreements with appro~riate
educational and nonprofit institutions. The Office of Naval Reseanch is
assigned the duty of negotiating such agreements under DAR 4-118.5.\

I
Mr. KWit~~ski at ONR, hQs

~ - 1
I
I
I
i

, I
r~,··'~'~t

I
!

Mr. Philip G. Read
Acting Director
Federal Procurement Regulations
Office of Acquisition Policy
General Services Administration
Washington, D. C. 20405

Dear Mr. Read:

~.;.I.

t
I

I
I,O"IJTlO,y

~i!' ~-,' Sh~, ,.,,,, (>

< !.cdf!i=~ ~
~r~~G~:~A ~
"'" i:::<, .h~~.. ~
~! l "-%"" ,~,

Fk ....~· .. ""'"
i 7/76_191°
I
f



-.-/

I,
!

I '
INoRE:PLYfREFER r c

315:FGN:sd,
- _ 1

1 r::y ,ci:J

I
I

(>~~ THe:: ',<\~y.'"

jy.J- jy
(1J (0WvtVJlIt/b, .
A. F. KHITNIESKI

ARL!1-<"GTCN, \.'lRGlNiA. 22217

OF-riCE OF ,..:r..VAL RFSSAof~CH

patent family are a fairly close-knit group,
the Gover~ment Patent La.ryers Association, and \,

we assume knowledge of important personnel changes travels quickly, !
but our assump t Lons are not always correct. Bill Quesenberry retiredl.
on December 31, 1978 and I have been selected to replace Bill I
officially onee the paper vork has been app r cved , 0 I Lnt.e nd to (:C'!-;.tiT:l1e

;-'~·c,y'L:lir:.g our as s Ls t.anc e and cooperation on l<E-'R patent l~'lat~l::rs t o you]
, , • ~ ~, G ~ ' " . • • t l I2fiG otner ln~eres~ea overnmen~ agencles so tna~ SOill2Clme In ne f

future people w~11 no longer be able to comment that there are i
•• 70 ." f . G . I'

~e~~ over _ patent pO~lCles 0 varlOUS -ovcrr~.ent 2gencles. }

Sincerely yours) :

t
1

I

We in the Government
particularly through

Acting Assistant Chief for Patents!
Pate.nt Counsel for the Navy

Mr. Philip G. Read, Acting Director \
Federal Procurement Regulations Directorate I
Office of Acquisition Policy I
General Services Administration I
WaShingf:g~·c. 20405 I
.Daa r Mr. ~: I

In response to the questions asked in your letter of January 23, 1979l
the Department of the Navy has not entered into any Institutional I
Patent Agreements (IPAs) since July 18, 1978. In fact, we have I
received no letters or inquiries from anyone since July 18, 1978 !
concel~ing IPAs, and so there is no question as to whether we are t
or are not follo.~ng theFPR procedures concerning IPAs. During I
the moratorium on IPAs prior to July 18, 1978, we did ~receive I
one request from a university for a Department of Defense IPA; j
however, to the best of our knowledge, that university has taken !

no action since July 18, 1978 to indicate they are still interested
in a Department of Defense IPA. Thus, the Department of the Navy
is aware of only one premature request for an IPA.

'.-"

\~~fj
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February 1, 1979

i"1r. Phi ip G. Read
Acti-ng i r ec tor
Federal Procurement Regulations Directorate
Office of Acquisition Policy
General Services Administration
vlaShingp~ 20405

Dear~:

This is in reply to your letter of January 23, 1979,

asking for information on the use of the Institutional

Patent Agreement permitted by FPR Amendment 187 of January

27, 1978. The Department of Transportation has not

entered into any IPA,s, and currently does not contemplate

doing so.

Sincerely,

1751&
Har~ P. Deeley,
Patent Counsel

Jr.
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Di rec tora te

Dear Mr. Read:

r1r. Philip G. Read
Acting Director
Federal Procurement Regulations
Office of Acquisition Policy
General Services Administration
Washington, D. C. 20405

!
i

I
I
i
I
I
1
l
i
!

This refers to your January 23 letter regarding the use of Institutilonal
Patent Agreements in this Department. i

!
Specifically, you asked whether we have entered into any IPA's sinc~
July 18, 1978. We have not. The remainder of your questions were alll
contingent on an affirmative response to your initial question. I
If I may be of any further assistance, please let me know. !

!

Sincerely, .1

- / 0 ~,.~ / /( f • \1 !
,/ ~ Q.........; } i-II

L-'--~1 / I =--,,J("'I
Leroy B. Randall I
.k.ctino Ch t ef , Patc~nt Br-anch 1
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February 1979

Mr. Philip G. Read
Acting Director
Federal Procurement Regulations
Office of Acquisition Policy
General Services Administration
Washington, D.C. 20405

Directorate

Dear Mr. Read

Not applicable.2.

3.

\
. I

. .1
There are a number of reasons as dlscussedibelow.

\
The apparent reason that the FPR IPA procedures are!

not followed in the Air Force is because this Deo a.r t.rnen t; lis
guided by the Defense Acquisition Regulation (DAR), and tihe
FPR IPA procedures have not been implemented in the DAR.!
However, we do not view this as an obstacle to entering ~nto
an IPA should the appropriate occasion arise. I

The primary reason that the Air Force has not used ~he
IPA procedure~ is tha~ th~re has been nc;' ~eed. _ The IP~ ~ro-
-,pd,-,ros ,vere QC.-~~',-,.,....,,-_::,r, crirr.ari I.v r.o s e t.x s i.... ·} a ce s i r e QT ~'l~-lec.~ ....... _c.- ...... Ve::J...Vl.... _'-'- 1:-""" •..0. _ ..1..): I.,. ,-,0,- __ -;: ......,'--·0- - - \1.- '- ....
poli<?y. agen<;i~s to qU~~i£~i.und e r ~he "exceptional ci,rc~msttancesIf

prova s a.on or t.he pr,esloerl1:'J_al po l i cy statement. The Alr lForce
has few contracts wich fall within this situation and, since
July 18 1978 -on d in ,.;l~i~h an TDn ~-~~ Q~th~r rcn'1os~aa~hrr _ I , ,<1 "" ~_ ".,-_'-~~ ~ __ -'-_.... \/a.,-, __.._ ~_c:_ '-"'-1u,- '-'- ,.v

considered to be appropriate. Air Force contracts with I
universities and nonprofit institutions normally include I
either the "Re t.errt.Lori by the Contractor" clause or the!
"De f e r r-e d ,: clause, depending upon whether or not the con-i
tract.or has an effective program for t:r2:fisfer of .Ic 2 c b n o l oBY
as by the licensing of inventions, as set forth in DAR I
9-107.3 (a ) (3) (iii). The Air Force rnaintains a list of I

• .., " .1,

contrac~ors conslcered to nave such a program and eses thF

I
!:,
I

~~iiQ~Ta
'i/,?~., t~. .~ i!
f"" ~ "r" t;j
~c~-=r~""

!



saryUnder these circumstances, it was not considered
to implement the IPA procedures in the DAR.

\'Ret.enticn b'i the COTlt~2ct:.ortl clause in those c cn t r ac ts .! No
Air Force institutional contractor has yet requested an ~FA;
in fact, some have even expressed a preference for the
"Deferred Short Form" clause over the "Retention by the
contractor" clause, and have asked not to be included
list.

Sincerely

(l~¢'/Z-~
C67E;H E. RU&zJ

Chief, Patents Division
Office of The Judge Advocate

2
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Department of Energy
Washington, D.C. 20545 FEB 14 1S7S

I
that the FPR authorizes IPAs f or "nonprofit o~gani­
the point that DOE is not specifically author~zed

• d • . d jnot permltte unner lts statutes to grant a vance
organizations Tl based on the consideration of aIn

!

!
'~-~~- --'",·1--,

~S:~t~~~~0~'!.....'..""~"' ..,>;." I,,,.(7::"""'~" ..'-'"
.1. d-- "\1 ']
t.L~~~,.,,-,,c.

1
I
f

however ,

TfJc second problem is
za t t ons ;" .Aside from
to grant IPAs, DOE is
wa Lver s to "nonprofit

Mr. Philip G. Read Ii
Acting Director f

Federal Procurement Regulations Directorate \
Office of Acquisition Policy !
General Services Administration I
Washington, D.C. 20405 I

!
Dear Phil: i

This is in response to your letter of JanuEry 23, 1979, in "hich yol
ask three questions concerning this Department's implementation of t
FPR Amendment 187 on Institutional Patent Agreements (IPA). i

\ .

Your first question asks "hether DOE has entered into any Institutibnal
Patent Agreements (IPA) since July 18, 1978, the effective date of ~he
FPR amendment concerning IPAs. DOE has not entered into any IPAs !
either before or since that date. Under the a,o statutes "hich I
define DOE's patent policy, the Atomic Energy Act of 1954, as amend~d,,
and the Federal Nonnuclear Energy Research and Development Act of 1974
(Nonnuclear Act), DOE does not have specific authority to grant IPA~.

1
As you kno", under the FPR amendment, "hen an agency approves the t~ch-

nology transfer program of "a university or a nonprofit organizatioQ.",
the institution or organization thereafter is automatically entitle~

to the provisions of the IPA in all R&D contracts (except operating I
contracts) "ith the agency. I

!
The FPR 2cme.ndment presents t\.JO s t a t u t or y I'-tcb}~-;-'B fer DOE . N("~L t'h2T \ the
At orni c Energy nor Nonnuc l oar Ac.ts Irj2i:ltiol1 IFAs. S'2c.tion 9 (d) (11) o~ the
l~oImuclear Act provides that \~7:'1ere a "nonproft t educational institu>~ion"

has a DOE-approved technology transfer program, such program may bel
cons i.de r ed 'S ~ substLtut e fur t.ne "'n-[l~~t"":nr- ~;'''''';~·;;;T',;7'''ct··''-l·''o c~""';:;b-i1-i;-"'inc..~_,:::_ c. <;:'..... _ .... _ L _ L L ••d __>.-e_-'- __5 "_.'l.:_ <"'._+".C-_C- _u_ -'C c.:Y-";t-_":-_-'--~

c£ industry as one of eleven statutory considerations to be weighed tin
. . . h' f . . ,. 'h 1 Igr an r i ng a waave r at t e tlmeo cont r ac t rng , An approved tee no ogy

transfer program is not stated as being the basis Ior granting an I~A,
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Your second question asks ,whether, in
DOE has f oL'l.owad the FPR procedures.
does not grant IPAs, DOE, in addition
patent policy, follows FPR procedures
nologytransfer programs.

approved technology transfer program. In other words, the considera~ion
in Sec ion 9(d) (11) of the Nonnuclear Act does not apply to "nonprofit
organi atLoris " but instead: applies only to "nonprofit educational in~titu-

. " It i.ons • f

f
granting IPAs since July 18, 1~78,

While, as ex~lained above, DOE!
to following its own statutory!
and c r i t e r La for approving tec~-

!

I
Your third question asks for reasons why the FPR procedures have not ~een
followed since July 18, 1978. As you can see from the above expl ana tif on ,
DOE's stat.utory provisions, do not en compass IPAs. It has been argue4
that DOE should interpret Section 9(c) of the Nonnuclear Act (which j
authorizes grant of waiver; to a class of persons) as a means to effedtively
grant TPAs to unfvers LtLes. However, such an interpretation wou Ld v~olate
the statutory ground rules for granting waLver s vbecaus e the waiver wquld
have been based on only one consideration to the exclusion of the ot11er
ten considerations spelled out in Section 9(d) of the Act. In addit~on,

the Conference Report for the Act provides legislative intent requir~ng
- ' }

universities be treated essentially like industrial firms in regard tio
weighing considerations for waivers . - ~

The above discussion has concerned comparison of IPAs with DOE waive~s
granted at the time of contracting as affected by DOE~approved technd~ogy

transfer programs. With respect to waivers requested by universities!
for inventions identified after the time of contracting, if the univ~rsity

has a DOE-approved technology transfer program, then, under Section 91~9.
109-6 (h) (5) of DOE patent regulations, the university is presumed to l

have met the other statutory criteria (i.e., considerations). This ~eans

t~at gr2nt of 2 waiver for an invention i2~ntifi2d 2fter contracting ~s
vi r t c a l Ly automatic unless it is indica ted tha.t under one or more of t
the criteria the presumption is inapplicable. f

f
I },ope the. above informatio!l is of help t c you. If you have. any ques~i,ons:-
please contact me on 353-4018. t

f
S · , Ililcere...Ly, f

.. I
~- [
~ I

'" i\ C' ~..J.,.,r". I
1 ~.,./ t

---------LE n
~8.TIl2SJ • LJ2:nnv
~~~g·Assist~nt General Counsel

for Patents
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Philip G. RP..-ad
l~cting Director
Fsderal Procurement; :Regulations

Directorate
Office of Accy.lisition Policy
General S21:ViC·2S A6minist.ration
v;as], irJg ton r D.C. 20405

Dear Phil,

.-- .

.. ::'
1 'D .....

L

~-\ ,- ~', :':;D

W·\\{ 1 i\:Jl::\

>

\'\

In r esponse to your letter of .January 23 this Department has
not entered into any IPA's since July 18, 1978. However , we
expect to enter into one or two during the next few rrorrths ,
do we will follow the FPR procedures.

With best regards,

<:::.~ .
Fobert B. Ellert
Assistant General Counsel

for Science and Technology

do
If we

'i?P5{;;I~~\
1,\1:'-:;' ." "'\U
"l\\ '\'" -.L.,.hLlto...~....-~-- ..........
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('::::Ei<-rF~AL iNTELLiGENCE lAGENCY
V\,'ASi-ilNGTON, D.C. 20505

12 March 1979

Mr. Philip G. Read
Acting Director
Federal Procurement Regulations
Office of Acquisition Policy
General Services Administration
Washington, DC 20405

Dear Mr. Read:

In preparing a response to your letter inquiring a~ to
our Agency's use of Institutional Patent Agreements (IPNs),
an informal survey of Agency licensing procedures was m~de.·
Based on this survey, we offer the following answers to
your questions:

1. Have you entered into any IPAs since
July 18, 1978, the effective date of the FPR
ment concerning IPAs?

No, we have not.

2. Regarding IPAs entered into since
July 18, 1978, have you followed FPR procedures?

Not applicable because we have not entered
any IPAs.

j. Ii' the FFE p r-o c e dcre s -v,.ere not f o.i Low ed
July 18 3 1978 3 please indicate the reasons.

Not applicable since the Agency follows the
procedures as closely as is practicable.

e



)~r. Philip G. Read
General Services Administration
Washington, DC 20405

I
Paige 2

!
f
I
I

It appears from the informal survey of our negotiators that
the institutions themselves prefer the standard long an~ short
forms for patent rights currently found in the Regulatiop. There
is no hard evidence of the above cOD~ent, but it remainsl the
visceral expression of our line negotiating officials. I

I
I hope our responses will be sufficient to assist ybu in

formulating your reply to Mr. Reimers. I
i

-) Sincerely, 0 !;,/ I
//1(/ !f: v"". -, i

"A, /.. fl 0"\" , I', ", ",,(,< ',' /
,/1~.t£aJ _ '. C,' :.c..-":r(!(.~ F. Jad"" '0,5-4 U

Of~e of General C0uns-el,' I

U '!,!
j
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OFFICE OF THE
GENERAL COUNSEL

March 21, 1979

This is in response to your request for information rebard­
ing the National Science Foundation'S policies and prattices
of awarding Institutional Patent Agreements.

Mr. Philip G. Read
Acting Director
Federal Procurement

Regulations Directorate
Office of Acquisition policy
General Services Administration
Washington,D. C. 20405

Dear Mr. Read:
~,

To assist you in your survey, I am pleased to provide {he
following information, in response to the three questi~ns

posed regarding the IPA's. Since July 18, 1978, the Fqun­
dation has entered into two Institutional Patent Agree~ents

in accordance with its published regulations appearing lin
Title 45 CFR, Part 650. We have at the present time two
additional applications for IPA's that we are about tol
execute and four agreements that will be executed to renew
some that have or are about to eXDire~ ·1

"{
\~e have examined FPR .~~m2ndment 187, compared it to our~own
regulations and find that they are nearly identical in'
coverage, scope, and requirements. The only signifjcaGt
difference that we have noted is the length of the exc~u:

sive licenses that may be awarded by the institution. ~The
NSF regulations allow for exclusive licenses for three j
years from the date of first commercial sale or eight ,
vears from date of the exclusive license, whichever ocqurs
first. The FPR allows for five and eight years respec~ively.
Otherwise, the treatment of the Institutional ?atent A~ree-

ment is substantially identical. .

,....
{

-----~------~-- ----_._------
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Although these similarities exist between the FPR's an
NSF regulations, it is our position that we have consi
flexibility in the award of Institutional Patent Agre
when we are dealing with universities and non-profit
izations in the conduct of research under grants and
assistance awards. In almost every instance where NS
provides funds to universities and non-profit organiz
to conduct research, it does so under the authority of
own statute, National Science Foundation Act of 1950,
amended, rather than the Federal Property and Adminis
Services Act, since these activities are not procureme
related and the awards are exempt from the coverage of
Federal Procurement Regulations in general.

We intend to continue accepting applications for Insti
Patent Agreements and awarding them where the institut
meet the necessary criteria spelled out in 45 CFR, 650
fully anticipate that these regulations will remain
parallel to the FPR requirements as the philosophy is
same in both cases.

I hope this information will be of assistance to you.
have any further questions, do not hesitate to contact
I can be reached at 632-5837.

liP.o1Y7/+
'f/4:-1Y~~Marti~ Leftowitz

f r;;Assistan1 to the Gener~ Counsel
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AGE!"·~CY FOR It';TE..8;~~ATIO~.A.L DEVEL_OPMENT

WASH!NGTON. D.C. 2:052:3

Mar-ch 23, 1979

Philip G. Read
Acting Director
Federal Procurement

Regulations Directorate
Office of Acquisition Policy~

General Services Administration
Washington, D.C. 20405

Dear Mr. Read:

This will respond to your letter of January 23, 1979
concerning the Agency for International Development's
use of Institutional Patent Agreement.

To date we have no Institutional Patent Agreements, so
the answer to the three questions posed in your letter
is no.

Last sum~er MIT approached us about establishing an
Institutional Patent Agreement, but did not follow
through on their initiative for unknown reasons.

If I can be of further asslstance in this matter please
do not hesitate to ask.

Very truly yours,

U~·
R21~~
Attorney Advisor
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SUBJECT: Responses to the January 23, 1979, letter to
agencies regarding Institutionpl Patent Agreements.

Letters Received

Department of the Air Force
Department of the Army
Central Intelligence Agency
Department of Commerce
Defense Logistics Agency
Department of Energy
Environmental Protection Agency
Department of Health, Education, and Welfare
Department of the Interior
National Science Foundation
Department of the Navy
Department of State
Department of Transportation

Telephone Responses

Department of Agriculture

No IPA's per telephone conversation with Howard Silverskein
on February 8, 1979.

Nuclear Regulatory Commission

No IPA's per telephone conversation with Jerry Cook
on March 23, 1979.

National Aeronautics and Space Administration

No IP ..~ts per t;21ephcne C0:1VerS2"C.lon wit.h Bob Kernp f
on 111arch 21, 1979. Kempf stated tha-t NASA has no
authority under Section 305 of the Space Act to enter
into IPAts.

Enclosure
March 29, 1979
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3 0 MAR 1979

Senator Birch Bayh
united States Senate
Committee on the Judiciary
Subcommittee on the Constitution
Washington, D.C. 20510

Dear Senator Bayh:

Thank you for your March 12, 1979, letter to Mr. Philip G. R~ad,

Director, Federal Procurement Regulations (FPR) Directorate,
regarding Institutional Patent Agreements (IPAs).

Most of the agencies contacted have responded to Mr. Read's
inquiry concerning agency implementations of the FPR
Amendment 187 on IPAs. Copies of the letters received are
enclosed, as requested. An enclosure contains a list of
agencies that responded and the information furnished by
telephone.

Sincerely,

We appreciate the opportunity to provide this information.
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Enclosures


