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I believe you will be interested in the attached very" !
thoughtful paper entitled "The Impact of Laws and Regu- I
lations on the Innovative Process" 'by Norman J. Latker, I
who is Patent Counsel for the Department of Health" Edu- I
cation and Welfare. ' The talk was gi;ven before a group I'
of university patent administrators. ,

In the mat~er of national science and techn010gyP01iCiesl
there is a tendency to overlook the process by which the !
useful results of the scientific and technological effort!
in this country are brought forward to public use and I
benefit. It has been observed that most research grant- I
givers and research grant-getters alike tend to consider I
the innovative process as an abstraction. Very few conce:tn
themselves with laws and regulations which impact the innb­
vative process unless such laws and regulations also may !
interrupt the flow of research grants. Yet surely the I
American taxpayer supports the funding of research primarj.1y
on the promise of useful results of practical value such as
cures to,diseases and enhanced U.S. competitiveness in world
trade, and secondarily, for advancement of knowledge per Se., , I
.'. . I

Mr. Latker, among Government agency patent counsels, is by
far the most effective and, is most supportive of efforts I
of those involved in the process o~· innovation ofresearc~

results. As Mr. Latker'sta1kobserves, however, variousl
laws and regulations established for other purposes nega-!
tive1y. impact on the innovation pro,?ess. T~is should be I
a.matter of deep concernfrom'a,natlona1 SClence and tech!
no1ogy policy point of view. 'j
I recommend that early contact be made by your office wit~
Mr. Latker to discuss obstacles to innovation of the fruits
of our national research effort and bases for involvement!
of the Office of Science and Technology Policy. ' I

. I

Very truly yours, . I
~~~~!

, Niels J .~ime;s - - I
Manager, Technology Licensingl
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EXCLUSIVE LICENSING OF GOYER1\HEET-m;NED PAT:2:i,;TS:

A, Conception Which Has Not Been Reduced to Practice

A Paper by

H. x, HOUGEN
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SCOFE

An examination of the attempt to implement the Government

patent policy of .-exclusiv e p.'3.tent· licensing of' Gove rrimerrt .... owne

patents, the attack on such ef~orts allesing a l~ck or

in the executive branch to grant ~uch licenses, a~d an analysis

of that authority.



r
\ THE ATT£r~:PT TO 'Il··~LE1,rE}~T A l·2:: ?ATSXT FeGley

After prolonged debate over the reasons why so few

owned by the United states Goverr~ent were being used by the

and substantial developn:ent invest~ent seemed to "lin

President announced an updated Gover~ent patent policy

licensing of those patents when necessary to attract

proponents of the concept of

public or in' commercial industry, even though most of
1

available for the 'asking,

which provided in part:

\. ,

Under r8gul~tions prescribed by the A~~inistratcr

ofGener~l Services, GovBrn~ent-o~~ned patents
shall be ~~de available and the tec~~ological

adva~ce3 covered thereby bro 4ght into being in
the shorte8t time posgiblet~rou6h dedication- or
licensing, either exclusive or non8xclu~ive, and
shall be listed in o~fici~l Gover~ent

publications or otnerwise. ;

Administrator (he~einafter C~A Administr~tor), who

necessary to 9.chieve com:nercia.l utilization of some

In rGGponse to the President1s direction, the General

5
by permitting the exclusive licensing of patents

This language changed the previously st~ted 80vernment
4

policy

Oongress generally with the responsibility to supervise
6

the disposition of 30vernm8nt-o~r.ed property,
7

issued

(h ' ~~ n·', R 1· ~ , \e re i.na ... ce r \.T.;).'1. e):;J.:l. b~OnS) to the Federal Property

Je6~1~tions. The G3A ~egul~tior.s ?res~ribe the ter~s,

and procedures for the lice~sinl:; of ;]overn:nen"t-et·:r.ed pa t.en t s

the various federal 9.'~:.1ncies unde r the supervision

A.dministr':ltor. 'rhey .:;rantcd di.s c r c tLon to the v'3..r i ous

,

~
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having custody of inventions and patents to determine whether

exclusive or nonexclusive licensing or pUblic dedication will

assist in making an invention available to the pUblic in the

shortest possible tioe and in achieving a dynamic and

economy. As a ,"at':er of policy, the GSA Regulations

that, while nonexclusive licenses are generally preferable,

exclusive licenses may be necessary as an incentive for the

exclusive licensing may· cause the invention to be brought to

patent is available for licensing; solicit8.tion of those

practical application t that nonexclusive licensing has not so,

A required series of events must preceed such

investment of risk capital to achieve practical application
8

exclusive licensing, includingpub~icationof the fact that

in nonexclu~ive licensing; determination by the agency head

invention.

~..

and that the desired practical application is not likely to be

expediti9usly achieved under either a nonexclusive license or

licenses wer e established, including dur at.Lon, mundat.ory

Government-funded research ,md develop~ent; and, finally, a

requirements, ~~datory 8ublica~ses as ~ppropriate, and the
10

in

Seve~al limitations on the

ch~nce f~r challenge of the agency decision by anyone
9

of a royalty-free right of the 30vernoent to practice the

a nonexclusive license.

k~ atte~pt by tne DepQrt~ent o~ Agriculture to
11

Gov e r-nrien t, pat.errt po Li.oy wa.s quickly Clborted. Bef'o r e

other federal ~~encie3 could imp10ment the G3A ReGul~tions

the

the

Lc cue exc Lus i.vc Li.cen ae s t.he r cuncc r , a suit to vo i.d the Ci-S.\
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Regulations was filed by ~ Nuder-affiliated group and several
12

individual members of Congress, alleging that the GSA

had no authority to promulgate reG~lation8 disposing of such ty

and that ~he issuance of the GSA Regul~tions h~d not been in
13

compliance with the Administrative ?rocedure Act.

(

The issue of compli~~ce with the Administrative

is not discussed herein; if the Circuit Court upholds

of the decision, necessary c ompLi ance \·li th the Act is

simple.' What is of more importanc~ is the basic. authority

executive branch, as represented by the GSA A~inistrator,

such disposition of' Goverr~ent-owned patents. It is the

of the author that the executive branch does h~ve

that the plaintiffs and trial court diaregarded the clear
"

of the statute, and that counsel tor the defendant GSA

have lost sight of that clear authority during the course of

litigation and have adopted a fatal theory or congressional

authorization on appealo

THE ISSUES ;~:D RESULT AT TRIAL

by Consress before there could ~e a 3ale or other disposition

At the core of the prqblem is the constitutional provis

This

grant.ing Oongr-e s a the sale po~·,'erto dispose of" and make rules
14

h~s co~sistently been interpreted to r6~uire specific

res~ecting property belonging to the United States.

Governc1Cnt property to outsiders, i.e. those not usin2:: it on
15 --

CiovcrnGcntbusin0:JS.
\.



( Oor.gres3 has 8iven patents the attributes o~ person~l

In 1919, the Attorney General recognized that the United

16

Government could exercise the usual proprietary rights of a

control", or possession is 111ost, reduced., or abridged, II

Attorney General reiterated the absolute need for specific

amount to such a dioinutionof the, property of the Government

The exclusive licensin~ of

The constitutionQlity lof a statute per~ittinglicenses.

authority for any patent dis!,osition by which the Government's

owner, including assignment and lice~3ing, subject to the
17

of specific enabling legi·slation from Oongr-ess , In 1924,

inplied power in any federal ~~ency to grant limited,
1B

the Supreme Oourt.,

executive branch to dispose of patents W2S soon thereafter
19

commercial· firm to ~akeglobes) was l~ter specifically foun4

intellectual ?roperty (the use of· geographical drawings by Q

(

its control over such property as to be an improper disposal
~

in the .absence ofl congressional authority.

On appeal, the defendant has abandoned any ar~u.'nent

executive branch has F1.-'1y implied authority to dispose of so much of

the p~t0nt as includes the right of ~ny licensee to exclude

oompe t.Ltors f'r o-a inf':cin,-;inz the pa.tent, in the absence of' any
21

9.o~,;r3sGional ,'iut.:lori ty , In v i.ov of the consistent judi 2nd

9.dl:i':listrat.ivc 'l:::ce'):.:J.~1ce 0:' t:""_;.~. pr opo.si.tLon, the def'endarrt I

ac cc pt anc.c the reo:' is HiDs.

Bef'o r c the tri:-'.l ccur t , pl,iintii'f:::; ~J.r::::ued ~ho..t the :'~T"~ntJ of nn

,. exc lusiv c 1:':. C0n. 30 .:J.i'7;O!.mt;; to ':"1 cl :'sposi tion .,.Ii thin ·tho so Le "':)O{'fCr' 0.£
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that the au thor-I t~r to dispose of surpLus property given

never be surplus ~ro?erty; and thatOongress would have

lUding

did it'.

patent;

is not applicable because a

language in any statute pernitting exclusive licensing,
25

Federal Property and Ad:ninistrlltive Services .'.ct of 1949
22

Federal P~ope~ty Act)

Congress, since it abrid~es the Govern~entls interest in
(

\.

that patents could not be surplus property was supported on~y by

the assertion that:

. The defendantls counter-ar3~ent at the trial court
,

on the theory th~t the limited p3t~nt license authorized

It cannot be ae r Lou s Ly cont.ended th·3.t pn t.e rrts and
inventions, va l uub l c enough to \·,,~rr3.~t tl10
'grantine of an 8Aclusiv8 license, are not usable
by any fede~al ~gency•

k'\.<ne

as to require specific congressional authorization and

Regulations ",ould not constitute such a disposition of

{

Federal Property Act did c orrt aLn broad au t nor S,ty "to il::ana.ge

26
property ,,'hich included the requisite authority to 1icense

T:i"E ,':'.:':: [JE,\.L

any opinion or re.~lsoninz in su::·;;ort of h i s decision ..

Ha did

In granting su~~ry judge~ent for the plaintiffs, the

The defendant hs.s ??F·e:::.lcd tho de c i s i on be Low; :1G r~e2..L"inZ hJ.s

judze held in part that Oongre3'S had not authorized the
27

GSA Ac:miniGtrat.or to .~r::.'.nt excLuc i ve licenses.

(
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28

been held thereon. In the appeal, the defendant h~s

•

hia t.heor-y , c.dvance d below,' that Oongress authorized the
29

licensinz 0;:' patents 'i~1 the Federal Prope r t.y Act .. Ins he

argues that the general conGressional uuthorization of all
30

to convey exclusive ri~hts in their patents also

s

federal

agencies which l1 0wnll po.tents to' .dispose of them by exc

licensing. He also ar~ues that a subsequent chan;e in
31

Regul8.tions which provides that the right to sue infrin~e~s shull

(.
\

be re~ained by the GovernT.ent converts the license into

less than disposition of' tile property.

The defendun~rs reli~nce o~ the general power of

cwne r to co~vey his property is mi spLace d, indi(:3.ting

lost sight. of the r e a son for the gttaclc on the '13.\, Be

v1aintiffs do not question the general ~utho~ity of the

States Government, as a p~tent owner, to dispose of p~tents

deems appropri8.te. The powe r to ,:;rant nonexclusive licenses
•

when proper Iy aut.hor t ze d , to grant exclusive licenses is

above , The issue in this case is whe t.her- 00ngress has

defendant 3SA Ad~inistr~tor au~hority to provide ~or the

Or Govern~ent-owned patents by exc~usive licensing_ The

involved are o~ly custodi~ns of the patent property; it is

The

.~

~c

Oon.::;reS3 r~-l.ther tha.n the ,~,:;ency \,;hich can exercise t.he pe,-1erE{ of
32

the ovmer • Section 261 of the p a t errt Laus does not authoIiiza

t,

t.hc defend~nt to do ~nythin5~

'l'he atte~:.:ted s oIu t.i on of t~8 rroblc':1 by nme nd i.ng the

Re,~ula:.ion.s to pr-ov i dc that to'::! 30vernment "fill ret'lin the to



,
'\ sue infrin3ers ~ay moot the issue, but it does not support

patent policy that the ~3A ReGUlations were intended to t\s

. noted in the change:

The property interest in a patent is the right
to exclude. It is not the intent of the
Government to transfer the property ri.ght in ~

patent when a license is issued pur~uant to this
subpart. Accordin3ly, the ri6ht to sue for
infrin~ement shall be retained with respect to
all licenses so issued by the Gover~ent. 55

If the

If there is some

and the GovGi:'n.':lent wouLd have no duty
55

in his OHn name,

require congression~l authorization.

infringers, the chungedlangu~~e o~ the GS~ Re~ulations wculul be a

understanding tha.t the Government. ,;rill pr ot.ect tt1!3 licensee aj~a.in3t

wer e interpret-ee. to mean that the supposed exclusive Ii

ment action and had thus abridged Gover~ent control of the

infringers at the behest of the licensee.

the power to corouel the Government to become a D~rtv to anr . .. .. ..

then there would have been such a disposition of property
56

rights. of the proposed licensee. He has no right "to sue
54

It is that very right to exclude others that protects the

(

sham, and the disposi tion vouI d still require congressional

authorization. If there is c Lear Ly no re.sponsibility of the

a

of

'rhat

then the licensee
57

for such disposition. It T;..ill not ae rve the announced pur,po

the J-SA negulations De;;mittil~< t.he ~T~nt of nonexc Lus Lvc Li cehso s
. ~ . " ~ ~ f

resolve the issues in this l·::.·.·,lsuit, be c auce the other

have not been attacked. on the ~r(;unds of the l'J.ck of 3.uthori

nonexcLus i ve license to pr::.ctice t.he pat.cn t ,

" . ~ ~ t . ~ . t
Jover~en~ ~O preven ~TI~rlngemen,

(



.'

~ttr"cting risk capital in ex ch-mge for the exclusive right to

practice the invention.

If the defendant GSA Administrator cannot find authority

agency disposition of the patents in the general patent laws

avoid the problem by est"blishin~ a purported exclusive

is not in fact an exclusive license, he mus t look to the

Property ~at for his authority to dispose of Gover~ent-owned

patents by exclusive license.

THE FED3::lAL P:lOFEs.TY AOT

Oongress intended, in en2cting the Federal Froperty Act,

; (b) the utiliz2tion of

It. .

provi.dc nan e conomi cal and efficient s:lst.e:n for (0.) the

• • • of personal ?roperty
, -

-property; lanc7 (c) the dis'Oosal of surplus property- - .
(

To that end, it. ;save the def'endarrt GSA. Administrator and his

designated executive a~encies bro~d power to dispose of sUrP

property in such manner as hedee~s proper, incluftin6 sale,
59

lease, permit,- or tr3...'isfer. It ~ould appear that the

e~change!l

to

authorize the.grant of an e~clusive license to a p~tent is

specIf'Lca Ll.y encompassed thereby, .if the ma.t t.e r thU3 disposed of

constitutes surplus ~roperty.

The ter'J: ~lpr9par.tyn is very broadLy def'Lne d in t[~e s to

portion ther(;o: ev i dcnce d by an e xc Lus i ve Li.cen s e wcu l.d

!J.ttribut.es ,'Or p-r;q.pef/yy.,

\.

Lnc Iu de EJ.ny
40

r e Lev-rn t ,

interest 'in property, ",'it.h cer ta i n exceptions

'since ~o~,si:"egs n',).s dc I'Lne d patents a s h'lvin~

41
both the p a.t.errt, i t.s e Lf' nnd t:1Tt



43

of

a~ency

and such excess property "hich is

d'i spo se d of by s a l evo r ot.he rvri s e \ii thin the terms arid

Thus, unneeded patent right.s wou l.d s e em to be ?lcarly

beyond the needs of the severRl federal a~encies, they

Genera l 3arvices Administr·'=J,tion as indico..ted to' :Jongress. . Irl i t s

the meaning of the term tlsurplus' propertyll as de f i.ne d

property which is not re4uired for the needs o~ any
42

come "Ii thin th3..t defini t,ion. The st'1tute than goes

required for the needs of any federal ag;ency as " sul',;>lus

th~t stgtute. That h~s be~D the' specific understanding

as "excess pro?ertyll

:PrOFe~ty Act , If the rights to any pnr t i.cu'Lar patent

(
'.

1959 report on patent practices, the agency stated:

( ,
The {Federal Property7 act provides th.'J.t t~~'J.e
Administrator of General Services shall h~ve

supervision aLd direction over the disposition
of surpIus pr oper ty held by executive a"::;encies
(1;0 U.S.C. 4-3L,). Such property ,,:ould i<:!clude
surplus patents or patent rights. 44

At least one knovIe dgeab Le memcE!r 01.'\ Congress accepted that

inter.?retation-, be cause the Oh~ir:rJ.'~n" of the 3ubcomrni t tee

noted that the previous ?atent ~_cti.vity of this s.sency

lIresponsibility for the disposi t.ion of Govern:nent surplus

The p:lrticular kind of disposit.ion of pro?erty

the instant controversy over the GSA Resulations is even

clearly sn example of the dispo~~l of property

of any federal :lgol1cy. As e. pr a c t Lcs.L matter, every rL:;ht

the p::!,tent th'lt the Govern:1:ent or ':J.ny n.::;ency ,"lOuld need is

unde r the tCrJ':JS of t~1':; lic0il3e; that qu ancurn of property

,j
45
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of any s.seney to exclude the prO~03ec.
IFha
i

exo l u-rive license envisioned by t~e GSt\.
t

the

ri:;ht.

':;ciLc.:"

7110

10 pure surplusa~e to the needs of that asency.

t,'- ', ••• t",.," .

deprive any ~Seney of the right to use the patent.

some governmental .r eason,

l:";"ccnsee

of the United '3to.tes."

and h~ve pr~cticed the invention by and on behalf
46

·,L
i
I
t

!
t
!
t
t

I
f
i

Under theterrns of' the G3A Re,sul?..tions, each and every ~eder9.1
I

. I
agency ""!QuId ~etain the 11irrevDcable royalt~'-free right to pjr"lctice

J
of the .Jo~ern:'nent

t

the first place, and the process would not have begun.

license trnnsfers is of no need to any agency.

pro?e:c.t.:r conveyed i!1

makinT, process prior to the gr~nt of the license •

the pa.tent.

i::;;,~jjj,;~:.i:;:

t
Thus, the exclusive license would not

. I

IIf there wer e
[

such as public health and safety) to
t

pr.event all private exploitation of the patent, th~t p~tent~would

t
t

not have been a dve r t.i s e d as being avai lable for public lice*sing in

IIf SOt!le
I
1

agency has an a Lterns.tive p Ian to bring the Lnve nt.i.on to tj~~ point
f

of practical applic~tion, it would be able to enter the decksion­
1

"'. "1'1 I •... an ... Y,j cne
}

(power to require the licensee ~o issue sublicenses can be 'r~served
l·

in the initial license, if any agency has reason to want o~her'
I 47

pa.rties to 'be able to obtain the right to practice the invl~tion..

I
Therefore, w~en an excl~sive license is granted, the 1n1Y

property "hich the Government has disposed of 1.S the right Ito
t
!

exclude th3.t uarticular licensee from nracticin9: the invention 50. .. • ~ J

I
long as he conforms to the teres o~ the agrce~ent a~d the ~oncomitant

I

right to refrain f'r ora oxc luding other, unlicensed priVfJ.te ~flrt..ie3.
l'

Th2t right to exclude is, of course, the real property rig~t of
48

Re,;ulc\tions is the perfect e ximp l e of iJroperty t~'lt is trJly
f
I

I
cxce c s
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to the needs of all federal aGencies. The license seems

therein.

ppwer generated by .~ l~rge hydroele9tric d~~.

that are otherwise not usable for the public good.

the Federal Pro?erty Act.

argument confuoes value with need.

and ureciselv meet t.he definition of ourolus property as usJa in•• . • - 1

I
!

In this context, it is apurouriute to examine the Dlaidtiffs t. . . . I
argu~ent~ mentioned ~bove, th~t patents v~lu~bleenough to ~~rrant

t
an exclusive license must be usable by other agencies by vi~tue of

. I
that value .and could therefore never be surr-Ius property. ~uch ~L

I
The statute does not de~ine

I
surplusage in terms of the presence or absence of value; it 13pea~s

1
of' the nseds of' the 30yertlZlent. Items of great va l ue m3.Y \-.r8[11 be

!
excess to the neads of the various federal ~gencies. For eXf~ple,

the di~?osal of sur?lus property upheld t~ the Supreme cour1 in

·AshHander v. Tennessee Valley .~uthor'ity invol'.'led tho UICcrric

In 1946, 71 !
I

Government-owned "p3.tents pertaining to aut.omo t i, ve invention8~ ,-,hich

. had e~rned royalties or saved royalties of a total value in lxcess

I
of ~ 3 million, were decl~red to be surpluG and of~ered for salej

.. . I . ~

the disposal ws,s ul tim3.tely cancelled f'o r lack of o..ccaptable\ b i ds ;,
In addition, an agency can still use the invention, as discu$sed

r
t

above. These exclusive licenses will onlv be ~ranted for intentions• ~ I

\
It thus 9.1??ears from the pl:dn lr:tn,sua:;:;e of the statute 1hat

the ~ower to oer~it e;~clusiv9 licensing of p2tents is cont2iJed. . I

_.·t,

11

1
There is f'ur t he r s pe ci.f'Lc !Jt:~tutor? evidence th~i Con3.;relss

I
understood such povez- to be encompas se d ui, thin the Ferie r a l, ..·rt?e,-tJ'

f
!
L_.. _J
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~

for~, the st~tute says
52

In its amerid e d

~

I
I
I

Act. \1hen the st'l tute vras initially en:tcted,Oongre,ss provide~:

'dhenever any exec'J.tiva 8..'!.0ncy sh3.11 be~~i n ncgoti'3.tiJns.
for the. di::.rposi tion to p:civQ:'e i~terests ••• of' 1
Datents, processes, tec~~iques, or inventions ••• t
the executive agency shall promptly notify the t
Attorney General of the proposed dispos~l and the f 51
probable terms or conditions thereof. (Emphasis add~d)

t
The Attorney General is then required to consider possible co~flicts

, I

Since ail those things di3posed of·~nder
t

the terms of this statute are surplus property by definition,fit is
t

obvious that Congress included patents within the definition Ff

property which, iT not req~ired for the needs of any agency~ fOUld
t

be disposed of by the'defendant and by ~6er-cies desi~nated b~ hi~.

r
essentially the s~e tlinz,

1

'-Ii th the anti trus t Laws 0

although ir. a ncz~tive fashion.

"

(
\

,j~

u.

(

(

I
Additional statutory evidence of Gongress 1 understandin4 o~ the

authority contained in the Federal Property Act can be found fin"
!

later st?tutes incorpor~tin3 the Federal Fropert~r Act by refqrc~ce., . I

In creatin~ the 0atioh~1 Institute of Zducation in 1972, conJress
I

specifically authorized the Director of the Institute to: t
!
I

acquire ••• and to le~se to others or to sell f
such property in accordanc~ with the provisions f
of the Federal Property and Administrative Services
Act, patents •. ' • 01' any form of property and I
~~y ri;hts thereunder. 55 I

f
Oongre s s t.huo expressly reco,::;nized th:1.t the power and me::han~sm to

, . t
lease or sell uutents ,,:as conto.me d t;tithin the Fe d.er-aL Prooef-tv. . I .
let. Also, in the course of establishing a r3a~arch: and de~elop~ent

f
Pr o 7r rrm for ~ish nrotein concentrate, Con~regs eT;uo~ered theI

'J "', ..... . ~ J
!
I

3ecret·l,r:r of t~V3 Ir.t.e r i o r to :::.cl;uire p o.t.errt s , know-show , and I

I
I

"!~ i
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equipment needed t.o set up exper Imont, and do-nono t.r-a t.Lon

~.

u~B

und,

By implication, p~tents were

when no lon~er needed, to sell such plants m1d equipmGnt
~4
~

Federal Froperty Aot.

recognized us bein,:; disposable surplus property \·ri thin the

of the Federul Property :,ct.

The prior history of the Federal Property Act th:i .,

interpretationD It repl~ced and generally repe~led the
55

"0 .i.. ~ J,. .J:'l 191."z-r-oper- l.'Y ...c v 0..:.. I -r-r, \·rhich hnd established an orderly

in section 19., Oon~ress delineated 'to\'felve classes of' dispoGG.ple

ly,

to

''-:OT'l d

t.he

~(,a.~{en

used

57

The language '~bout patents

its c1ef'ini t i on in the FederJ.l Fro?erty Act; the term

ddr ec t Ly fro::n a similar provision in the e!lrlier act e.

prcperty" ...."as the e qu i va Len t of the term "excess property"
56

for the disposal of "the V9.3:t. surplus property se:1er:J:ted

"far I,I. The ter':l1 lipro?ertyll

antitrust reportreouirements in the Federal Fronerty" .

in the later act.
(

surplus property concernins which it desired certain

years or less ...·fithout ?.l1Y f\lrther ccngress i oneI

upon givin: Consress 50 days to re~ct to a proposal,

property ",as ltpatcnts, processes, techniques, and

dut:r to receivethe ~SA Ac.!"::ini str::.tor ,"'1:18 c-i ven the,"

prior to disposition. On of these classes of'disposable

Congress then went on to place such p'J.tents in t.he c-rtegory

because

classes of surplus ~roperty was riot carried over to the

surplus property v:hich t:,e asency could lease for a term of

other disposition t~ereof. This st~tutory liat o~ repo

1)
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59

to be '(1ithin the kinds

conclusion.

considered patents

grant exc lusive 1icenses to GoverIBlent-o',med p s tent,s ,

still

those terms and conditions which he deem~d appropriate.

contradict the above

reports and monitor disposition.

i

I
.~.•. ;;(i ..----.
f

!
I
I
I
!
I

It ia' therefore clear tb'1t Oon,:;r0:33S, wlri Le making prov~sior.i for

I
the disposal of the surplus property ac cumul.a.t.ed dur-ing the \',lar 1

t
considered patents as one' of the many kinds of property whi~ncould

I
be surplus to the needs of the federal agencies e..nd dispos3.~le by,
sale or lease. In 1949 C;ongress expanded that authority to 113,110,; th.:.

executive agencies to dispose of all items ,.;hich "ere surP11s to the

needs of the various azencies and Generated from the over~l~
I

f
o'Oerations of' the GoverrtTient in oe ace t i.me as Hell as \vartimeI. Its

... ... f

I
continued use of t~e same defi~itions co~cernin0 property a~d s~e

f
discussion o~ p~tent8 as ~isposQble pro~erty indicated that ponGress

I
surplus property

i
,·thich the GSA Administrator Has authorized to se Ll. or lease ~·tithin

!
Congress has f,iven the GSA Administrator specific authority to

I
(

!
I
I
I

OTHER STATUTES ~OhCERNING T~~ LIC~';SINJ M~D DISPCSAL OF PATENTS,
I

It is ap?ropr~ate to.look at the various categories of ptatutes
1·

in which Congreas h~s discussed p~tent licensing to see if they. I
1,
i
t

Cne c:ltegor:1 of' zilch 3.Ct.3 co ns i s t.s of those rred"1ting tre
t

Federul Fro?erty Act. In 1917 GOugress ~~ve the Fre3ident tfe

"OOHer to -::.:r:::.nt exc Ius Lvo or nonexc Luc i ve licenses ur.der p':lto1ts owue d.. .~ , f '

60 {
by eners i e s and their?.llies. 7hc .supre:1JB Court ·oxpl;~nded }h9.t

61 '. I
aut.ho r i, ty in uni t,,:;d St.-.1t03 v , Ghc:Tiica.l F'ound'1t.ion to parmi t

~
I

.J:<

(

(

(
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Government finds itself in possession or control thereof~

of the Federal Property Act.

!
I
I

I
!
i
I

actual sales of such patents by the Alien Property CustOdi,h as a
!

·trustee. In 19.55 just a fe,·, days after the "3upreme ~ourt liacl
62 '

anno~~ced in United St~tes v. Dubilier Condensor Corp. Jhat
I

Congress had failed to provide the requisite authority for lthe
l

Government to acquire patents generated as a result of empTIoyees'

work-related inventions, Con~ress created the Tennessee vaJley
63 I

Authority. In specific response to the Dubilier case, Con~ress
I

provided that the Authority would acquire otmership of all (patents

arising from the activities of employees and could grant l~censes
64 I

ihereunder~ Such p~tents appear to be exempted from th~ provisio~3

65 r..
There was no provi3io~ for {disposition

(

of patents o t he rwi.s e Hithin the control of' the Authoritvc> h'ihile
• J I

these acts predut,e the property disposal acts, they do indilcate an
I

,'awareness on the part of Ccngr-es s of the Deed to pnovi.de a !met!10d

for disposal of patents, by sale, lease, or othen/iss, wheri the
I
!They are
(

1
,one manifestation of·con~ressional effort to nrovide such a method

'-' .. I

!
in the same statutory context in which C~ngress authorizedtthe

I
acquisition of t.hose i pat.errt.s , t

{

A second category of statutes involves those areas whJrein

Congress has been sufficiently co~cerned with the disseminJtion of
I

i~~owledge and patents obtained during the coura6 of Govern~ent­
i

.- I

sponsored research and devolop~ent to prOVide expressly roi
dedication to the public or to Lndi cat.e a clear desire that Ith" ",';ency

I
involved s-hou.1Cl make t.he pot.cn t,o ,~~eYler.3.11.y ava i LabLe to the [pub l i.c ,

I
t

either by licensins or by contract proVision. Tho3e st2tur0~ ranGe

f
I
!

~?

(

(

\,

\.

.~..t

.' .'
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I

!

develo?ment.

the Fe de r oI Property Act to make other dfis po si,tion..

exempte.d from t.he operation of tile Fe de r a I Property Act.

chronologically f'r oci tlI030 involvin.~

66
1925,in

I
I
f
t
I

I
r e soarch of he Li.um ga.s, "'l~itot en

67 I.
to consumer ·product safety, "rritten in 1972. Z4ch

I

of these st~tute3 evidences ~ particular congressional interes~ in
f

widespread use of the technology discovered and provides instrfctions

to the agency concerned about the ~pecific metho~ for aChievink such,
f

use. The discretion alloHed the a<;encies undervche Federal prfperty
I

Act is withheld in these st~tutes as a matter of policy. In eFfect,

these s t.at.ut.e s direct -the choice of the agency beti"ieen the iI::l~lied

1
po',-rer to grant nonexclusive licenses and the specific authori't}y in,

!
I

A third category of statutes involves those areas of particularlY

complicated technology, with huge research and dev?lopmentpr~3rams;

- I
in which Congress has set forth v~ry detailed rules concerninFthe

I "
acquisition by the GoverTh~ent or patents resulting lrom reasarch;

spons~red by the Goverr~ent and the use of such patents~ inClLding

f
licensing. These compr-e he nc i.ve pe.t.en-t programs have been es.;qablished

for research into atomic energy, aerospace, and nonnuclear e1er~J
I
I

"" ''" "~ ~"" t d." 1946 'f I '"\rne i\.",Om1.C t..ner~ ",O~;l\J.s::aon t.,'a3 crea e an ,DE: or~ cne
t

Federal Property Act eXi?ted; the Commi~9ion was subsequently
68 t

I
I The

(

(

• __c_· j

\.

I
init.ic:.l ac t, conta.i ned 3Bver:'-11 det0~iled provisions c onccr ninrr] t;-~e

~j

acquisition, utiliz2tion, und disposition of p~tents, includ~n;

I
Government seizure of- licenses, 'c,utome..tic sublicenses to certt.:lin

, I

• .....t.. ~_.,L' r» ,.J. .l.o' • _.... .1-' .t ~
l.ndu.:>vr~c3, conU',j.r.n:'\LoJ.on 0.1. p..ll.,OD",S, and dorri.aL 0.1. voC rcmed!y or

. 69
Ln junc t Lve r o l i.cf '~·~o.l·n-t· ";Y"''':-·I~i'''''''.... ..."nt1..t. 0 ..... ce r tci.n nc t.e nt.s I The.;.. ,-,oJ ~ _ -".1. ...... ,...l ....... ........ "'~J'V'''''''' .1...... ......... ..... ~ '-'~. f \

1
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i, . 1954 revision retained several of the ea~lier provisions and
70

c'l,mged

some. It Zave the Oo~~ission the specific authority to
71

Government-owned as well as privately-o~ned patents.

The original administration proposal to create a space

in 1956 contained no referenc~ to p~tentsj late in the

proceedings, there arose concern about the effects of, . .
patents on the sp~ce progr~. To avoid the problem, ~

patent provision ~aken largely fro~ the Ato~ic Energy ~ct,

inserted in the NQtional Aeron~utics ~~d Sp~ce Act of 1958
7~

pa.s.sed \'1ith0U:t serious consideration by Oongress. to a

lengthy discussion of the pover s of the lLdministrator to take

(

to patents, he was authorized to license those patent9 on
73 .

conditions as he determines to be ap,ropriate.

These statutes deal with tQe specific congressional to

control patent ~ctivity of -the Gover~ent and of private in

certain fields of endeavor uhere national interests are

import2nte Follo~in; t~e leud of thee~rlier law creatinG

Tennessee Valley Autho~ity, Congr 7ss joined patent

to the p~tent acqUisition provisions. In addition to the

povrer s given the s.;ency heads to control and mana je patents

ly

-brovisions

those areas, they vrer e given discretionary control of ps.terrc

licensin,c.;.

set

Thc30 provisions set the ,}1~.ttcrn folloh'e~ most recently lin the

l]ovorm:1cn"t,-O\·/ncd :9:1tcnts under e s scnt.i.aLly the S~r.10 concn,

whi.ch pe rrai, t s .t.he 3..~.:oncy he ad to 3r.'lnt excLus i.ve licenses

Fede~~l NOhnuclear Sner~! Research and Development ~ct of

(,
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and

I
. !.·;~·;"'i'".'

by the Goverrlment pa.tent pc l i.cy and the GS.:\. Re~;ula.tions.

!
f

I
74 i

f
7!he

~

congressional motivation for these det~iled patent-licensing f
I

provisions is clear" because i:.hbY:,-..;·,'ere added after congre s e \\~s. I

informed of the decision of the trial jud?;e in Fublic Citizerj I

"

"";;"

tha seriou~ question raised thereby c~ncerning

federal agenc i.e s to grant exclusive patent 'licenses.
I

Gon~ressi.... """1:..:.1

ar-e a ,

disposed
76

problem in Cl. 3?oci.fic, ir:)ports.nt legislative

p~te~t rignts be

I
A fourth category of st~tute includes the two mentioned}Qoove

in '~lich Con3reGs explicitly or implicitly di~ected that surJ1UG
t

of' und er t,:e gencra l provisions of'tth0

I
!

that

instructions on disposition of ~atent righta

the nonnuclear energy field.

Feder~l Pro?erty Act.

response Has clear and to the point, so far "as patents arisi1g f'r ora
t

the ener~J.re~search prograE are concerned. Although the laJgu~Ge

of section'9(S)(1) of the Act wo~ld ap~~rently authorize the ~nergy
!

Research and Devalo~~ent A~~inistr~~or to license ~nv natentk~ned
• --.-l:- .. . - .. I

by the United St:.ttes, it is- doubtful t.ha t such Language "Tould,! be
. I

construed to e l Lov; him .to license .'3. patent not \':ithin the par1Jciculur
I

control of the .;'dministrator or otherwise closely corme ct.e d \.J.i th
!

As with the earlier comprehens~ve~

I
patent m3nagement st~tutes, this most recent set of congress~onal

I
in n particula~ urea

I
of congres?ional concern does not indicate any congressional lintent

to diUliniGh authority which Congress has otherHise granted'tdr
r
t

disposition of other property, includinG surplu3 patents in ¥

. -!
unrelated fields. Rather, it illustrates con<;ressionalrecognition

- I
1

o£ an unsettledproblew pendin~ in the courts and a desire t~ ~void
j
i

\.

(
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An addition'3.1 st;?tute,the 1·~ilitary Leasing; Act,

." ,_~i

cnLy

",,,. "

I
t
I

I77

,>,:.-~ ...,i'<i\':;:-.'., ,>;,';.:

'}

wouLd
t

)urt cecision in Public Citizeh

.S:~·';:i.;'l<~.;~,;..L ..

(

/

\.

I.

-

~
affirmed. That statute empowor s the miH tary agenci.es to lete

personal property under their control and not needed for pUb~iC use,
t

if ouch action wou.Ld be in the ou oId.c interest. The st:::tute f'exenrots.. - I ...

!
"exces s propertylt 8.S defi:led by the Feder-aL Property Act. I1 a

Government.-o~:lned natent under the con't.ro 1 of' a military deps.Jtment.. . '. \

and the riGhts thereunder «es e not capable of being IIsurplusfpropertyl1
, ' ,

i!
by r ea son of authoritative judicial interpret-a.tion of the Fegeral

i
Pr9pertJr .\ct and if it wer e not ',.:i:t.hi!1 t~especific needs of Isome

other f'e de r a I ai;ency so as to satisfy the 'distinction bet',;eet uexcess

property l1 and tlsut"plus property; t1 then the pJ.tent in questio! vrou Ld
. I

t
not be "excess pr oper ty" and wou l d be c aoabLe of' beinca' leased. or

r .. ... .r
I
) .

licenses ~~der the Milit~ry Leasin~ Act. ~he nilitary depar}m~nts

I
c?uld sti 11 camp l.y 'Ii tn.' 'the Goverr,;nent patent po licy even if! tne

f
. I

Federal Froperty Act were construed to deprive t~e a6en ci e s pf the

!
powervt.o disycse of surplus ps.t.errts ; Of course, . this additipnal

'; 1
authority. does not itself diminish the gener~l authority grafted

I

by the Federal Property Act. f
I
f

I
QCKJLUSI011 i

I
Oon:;reGs has, by its ~r~riOU3 le:;islative 'rctivities, d.~vided

f
I

~;ov8rfl-ment-o;,:ned p.rt.errt ri7:1ts into three zrouns: those in dre9..S
. - • -- - 1:

0::' sufficient. in'"erest to C31~SC Gon~reon to ;xpres3 specifi~ :'r.tent
, f

that the p::ltcnt ri,::hts be ced::'c~lted to the public or re'=l.dil~
j

:lv3.il,q,b10 for' ,:;cneral lics::::;;i;13 uIJon de:n~t.nd;· tho::.;e in p.':'..r-t,i~ul3.r

---_m-- L '_



of•
\.

'~'- .

•

<

;"_'C

~'J~~~,!.,.--".",.:'~-~ .~

fields in \.,rhi6h Oon',~:"ess has.>

!i

est,n.bliGhedcot:lprohen:::;ive

j
l---- 7-I' -; '" Ii'
I .
}

I
·1,
I
I

proz;rGl!:ir
J:

,
\.

(

ps.t.errt m:J..nc..r;ementj and those \.!hich Congress has not 3pecif'ie.al~Y
. t·

mentioned. r~ilins. some p~rticular cute30ry cre~ted by Congre~8,
I

this, .. last group of p.':ltents thus becomes 9. ,part of the sener.al i
property owned by the Government. t

i
The power of the Govern7ient to exercise the ri~hts of a ~ropert~

-
owner' over t~leGe pat.errt.s hD.S Ions be en recognized, ;.rovidedtHat tt16

'1
agency m8.ki~?>' anv di sooci. tion bevorid thD..t involved in a nonexdlusive-' _....~. ... '. j'

license has received congre s s i oriaI authority for its ac t i.oris , !The

vacuum ourr oundi.ng th~ vast majority of Jovern"cnt-o\med pateJts
I

was first fi Lle d by the Surplus Property .:-\.c·t oi: 191:-4, ,{hich 1
. I

recognized that patents wer-e a part of the Harti~e surpIu s prqperty
i

of ,the Govern~ent cQpable of disposal by the custodi~l agenci~s by

. I
sale or lease oroiher~ise, with only minimal conGressional oiersight.

I

That Act was te~porary in nature. In 1949, Consress establis4ed
f
l

the General Services .\.dl':linistr,~tion as the agency to oversee the

i
disposal of surplus Governmeht property. Oongress did not narrow

-the definition of property; rather it expanded it to include ~ll

property ",hich the Govermnent did not need for its operationsl
t

vhe t.her- 3cncrated in Ho.rtime or pe ace t i.me , By the c Lear- termt of

~, F 1 1 ..~ J..' J. J.' ... t d .L. .L. ".L. .. ,' r i h dcue eue r a ,l-roper ...y .1..0"'1 v!10se p:1l,..en S 0...'1. par.en .... r~~nvs !1nl.Frl • n

I
b00n C~).)Q~le of di3D03al Gnder the wartime provisions were no~. I

r
matter to be disposed of by the.~SA AdministrQtor ~Ld his des~.91~ted

t
aGencies in such m~nner ~s he determined to be ~ppro?riate. ratents

• ro - . ... • ",I.. "... j _ -l- . ,-,' rare s oo c i i.. Lc a l Lv ':J.l9nl,..l.o;:;ed l.r.. t hc ce rrns of' che ""{.;l', andvon:rres$• • ~ 1

l
• . I

h:1S subc ecuerrt I v d.:rcGtcd tha:t ccrt:li~: kind::> of p1.tcntn' and :rlcla.tod
~ ~ . . J

....~- ..--._-- '_"'''~.c_~~_...._ _L ~,
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property are to be disposed of in accordance I",i th the provisions

the .\ct.

When Oongresswas tol~by the General Services

that the agency understood the ~and~te of the st~tute which

. authorized i ts opere.ti.ons to Lnc Lude the pOI·,er to make

disposition of patents, no legislati?n was· issued to change that

understsnding" None of the several statutes otherwise

p~tent activity contain any lanzu~~e indicating that the

Property Act lacks authority to dispose of patent ri~hts, except

to the specific kinds of patents arising from the research

controlled by each specific statute.

The President, by adopting ~he Govern~ent patent policy

statement, has e~fectively directed the GSA· Administrator to

a mechanism to a Ll.ow private industry the exclusive use of'

Governmerrt-ccwned patents ,,!hen ne ce s sur-y to attract the

necessary to brin~ the invention to the point or coz~ercial use

the l)ublic.benefit. The GSA Ad~inis1:.ra.tor has been given such

authority by Congress. The GSA Re.3Ulations were intended to

that authority to comply with the President1s direction, until

trial court in Public Oitizen I halted that activity.

the a~pellate court ~ill look more carefully at the ~uthority

the defendant and permit him to fulfill his obligationa to the

President, the CO~6res3, ~nd the public.

21
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