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Dear Dr. Press:

A . I believe you will be interested in the attached very -
thoughtful paper entitled "The Impact of Laws and Regu-
lations on the Innovative Process" by Norman J. Latker,
.who is Patent Counsel for the Department of Health, Edu-
cation and Welfare. 'The talk was given before a group
of unlver81ty patent admlnlstrators.

In the matter of natlonal science and technology p011c1es
there is a tendency to. overlook the process by which -the
useful results of the scientific and technological effort
in this country are brought forward to public use and
benefit. It has been observed that most research grant-
givers and research grant-getters alike tend to consider
the innovative process as an abstraction. . Very.  few concern
themselves with laws and regulations which. impact the inno-
vative process unless such laws and regulations also may
interrupt the flow of research grants. ' Yet surely.the
American taxpaver supports the funding of research primarily
on the promise of useful results of practical value such as
cures to diseases and enhanced U.S. competitiveness in world
trade, and secondarily, for advancement of knowledge per se.

b

Mr. Latker,; among Government agency patent counsels, is by

- far the most effective and is most: supportive of efforts :
‘of those involved in the process of innovation of. research.
results. -As Mr. Latker's talk obsexrves, however, various
laws and regulations established for other purposes nega-
tively ‘impact on the innovation process. This should be
a matter of deep concern from a national science and tech-
nology pollcy p01nt of view. :

_ I.recommend:that early.contact be made by your office with -

Mr. Latker to discuss obstacles to innovation of the fruits:

o o of our national research. effort and bases for. 1nvolvement '
- of the Offlce of 801ence and Technology POllCY¢ :

Very truly yours,
_ ) { e
- Niels J. Keimers _
_ o . Manager, Technology Licensing
cc:  Norman Latker égm R Do
Attachment
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" of that authority.
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’ SC0F
,  4n examination of the attempt to implement the Government
patent policy of exclusive patent licensing of Government-owned

patents, the atiack on such efforts alleging a lack of authorit]

. ’ : . : ] . .
in the exscutive branch to grant such licenses, and an analyais
h oY H -

e




THE ATTZHPT TO THPLEMEXT A ¥Zv PATEXT PCOLICY

After prolonged debate over the reasons why so few patent

public or in- commercial industry, even though most of them we:

available for the asking, proponents of the cdéncept of exch

licensing of those patents when necessary to atiract risk capi
end substantial development investment seemed to win the day.!

President amounced an updated Government patent policy in 1971,

which provided in parts

Under regulations prescribed by the Adeinistrator
{ Genesral Zervices, dovernzent-owned patents
shall be wade avallable and the technoleozical
advances covered thersby brought inte bsing in
the shoriest time vossible tarcugh dedication or
licensing; eitner exclusive or nonsxclucgive, and

. shall be listed in officizl Government

¢ publications or otnerwise. 3

Thls language changed the previonﬂlv stated Government patent

4

olic by permitting the exclusive licsnsing of patents when.
v Yy P & ¢

=)

necessary to achieve commercizl utilization of some invention
In rhapo 1se 1o the President's direction, the General Sd
Administr ator (he*elﬂaf er GSA Administrator), who is charg

Oongress gensrally with the 51ibility to supervise and g

(o

the disposition of Jovermmsnt-owned praperty, issued'amendn

7

(hereinafter G3A Regulations) to the Federal Properiy Manag
Regulations. The 34 Regulations presoribe the terms, condit
and procacures for the licensing of Jovernment-ocwned patsnts

the various federal ajencies under tae supervision of the Gia

Administrator. They granted discreotion to the various azencil

7

“owned by the United States Goverrment were being used by the general
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having custody of inventions and patents to determine whether

exclusive or nonexclusive licensing or public dedication will be

asgist in making an invention available to the public in the

shortest possible tims and in achieving & dynamic and efficient

economy. As a matier of policy, the G3A Regulations recognized:

“hat, while nonexclusive licenses are generally preferable,
exclusive licenses may be necessery as an incentive for the
investment of risk capital to achisve practical application of

& ‘ '

“invention. A required series of events must preceed such

exclusive licensing, including publication of the fmect that the

patent is available for licensing; solicitztion of those intere

1

in nonexelusive licensing; determination by the zzency nead {ha

~exclusive licensing may- cause the inventilon to be wrougnt to

-

practical epplication, that nonexclusive licensing nas not done

and that the desired practical application is not likely to bs!

expeditigusly achieved under either a nonexclusive license or

Govermnment-funded research and development; and, finally, a last-

33

%

S0,

chance for challenge of the agency decision by anyone interestied in

9 .

a nonexclusive license. Several limitations on the terms of

licenses were established, including duration, mendatery uUtiliizetion

-requirements, mandatory sublicsnses as approoriate, and the rstention

of a royalty-free right of the Jovernment to practice the inven

10

Lione

An attempt by tne Department of Agriculture to iwslementitihe

11

other federal 2gencies could implement the G3A Repulations. end

e

issue exclusive licenses thercuncer, a suit to void the G354

P T

Government patent policy was guickly zborted. " Before any of

L) 8 &=
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v " Regulations was filed by z Nader-—affiliated zroup and several
: _ S S P _ :
individual nembers of Congress, alleging that the GSA Administrator

had no authority to promulgate regulations disposing of such property

and that the issuance of the G3A Regulations had not bsen in

13

compliance with the Adminisirative Procedure Act.
The lssue of compliaﬁce Qith {he Administrative Procsdure! Act

i1s not discussed herein; if the Cireuit Cour£ upholds that portion

of the decision, necessafj complianée with the Act is coﬁparatively

simple.  Vhat is of wmore importance is the basic authority of the

executive branch, as represented by the G3A Administrator, to make

-

guch disposition of Government-owned patenis. It is the contention

.of.the'author.that tﬁa executive braach does havefsuch.autﬁcrity,'
thgt tﬁé plaintiffs_and trial court disregardedlthe clear meaning
.6f the-stgﬁute, gnd that counsel for théléefendant GSA Administr&tor
ﬁave loét.sighﬁ of‘ﬁhat clear authority.dﬁring the course of ﬁpa
litigation and have adopted a fatal theory of dongrsssional

authorization on appeal.

THE ISSUES AUD RESULT AT TRIAL
At the core of the problem is the constitutional provision

granting Congress tne scle powsr 1o dispose of and make rules
14

respecting proverty belonzing to the United States. - Tals provision

has consistently besn interpreted to require specific authorization

by Consress before there could bte a sale or other dispositiocn of

Jovernaent property to outsiders, i.e. those not usinz it on

Government business.
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(_‘ . Sorgress has given patenis the atiributes of personal propbriy.
In 1919, the Attorney Gsneral recoznized that the United States

Government could exercise the usual proprietary rights of a patient

owner; including assignment and licensing, subject to the existance
o S . 17
-of specific enabling legislation from longress. In 192k, the
Attorney General reiterated the absolute nesed for specific statubory

authority for any patent disvosition by which the Govermment'sititle,

control, or possession is "lost, reduced, or abridged," finding an

implied power in any federal zzency to grant limifed, unonexclusive
- 18. . ’ N
licenses. The constitutionality 'of a statute perzitting the

oo

-

exscutive branch to dispose ol paitents was soon thereafter upheld by
| 19 - . S
the Supreme Court. - The exclusive licensing of Jovermment-oinsd

7 ) o :

intelleciunal vroperiy {(the use of geozraphical drawings by a

commercial firm to wmake zlobes) was later specifically found +to

amount to such a diminution of the property of the Governmeni or of

its control over such preperiy &s to be an improper disposal thereof,
' _ 20 : '
in the absence of conzgressional authority.

1

On appeal, the defendsnt nas abandoned any arzument that ithe

executive branch has any implied autnority to dispose of so much of

the patent as includes the righit of 2ny licensee to eXclude

£

competitors frow infrinzing the patent, in the absence of any
. 2 . ‘ _
conzresslional authority. In view of the consistent judicial and

edninistrative asceniance of thuti provesition, the defendant's
aceeptance thereef is wise.

3, n

Before the irial court, n»lainti
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ant: of an

P e;clusive license amounts to n disposition within the sole nower of




Pl

-~

. as to require specific conzressional authorization and that 1

properiy whlch included ths reguisite authority to license

Congress, since it abridzes the Government's interest in t%e

that the.authority to dispose of surplus property ziven in the

b oFE
A
)

Federal Property and Administrative Services Act of 1949 (nersinaftsr

. 22 '
Federal Property Aict)

never bs surplus groperty; and that Conzress would have used

language in any siatute permiiting exclusive licensing, as it did

25 . 9

the National Aeronautics and 3pace Act of 1938,
L . 24

intended to permit such disposition.

if it had

is noi applicable bscause a patenticould

express

[
o

=

The ratienale for cgoncluding

that patents could net be surplus property was supported only by

s

-

It connot be seriocuzly contended that patents and
inventions, valuzble enouzh %o warrant the
zranting of an exclusive license, are not usable
by any federal sgency. : 2

- The defendant's counter-arzument at the trial couri was

, - o _ .
on the theory that the limited paient license asuthorized by

Regulations would not constitute such a disposition of the pr

Federal Froperty Act did contzin brosd auihority Lo manage Go

el
Ry

>

{ based

the 33A

y 4
operyy
he

vermment

2¢

In zranting summary judgement for the plaintiffs, the fznial

judge held in part that Congress had not authorized the deferjdant

. 27
G34 Adminisirator to zrant exclusive licenses. iz did not issue
eny opinion or reasening in suszport of his decision.
THE ArbzAL
The defendant hxs appenaled the decislon below; no nearing his

B
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plaintiffs do not question the general authority of the United .

involved are oaly custodizns of the patent property; it i

28

been held thereon. In the appeal, the defendant has abandoned

his theory, advanced below, that Congress authorized the ex¢lusive
. 29

licensing of patents in the Federal Property Act. Instedd, he

argues that the general conzressional authorization of all pgatentees

30

to convey exclusive rights in their patents also empowers federal

agencies which "own® patents to .dispose of them by exclusive

licensing. iHe also arzues that a subsequent chanze in the GSA
31 : o

Regzulatlons which provides thzat the right to sue infrinzers shall
o i e Tt

be retained by the Jovermmeni converts the license into something

lesa than disposition of the property.

Ths deferndant's reliance on the general powsr of a patent

“owner io convey nis properiy is misplaced, indizating that he has

lost sizht of the reason for the attack on the 354 Resulation. The

States Governmént, 4s a patent owner, to dispose of potents as it
cems appropriate. The power to zrant nonexclusive licenses or,
. . . - t - 3

when proverly suthorized, fo grant exclusive licenses is discussed

above. The icsue in this case is whether Jongress has granted the

- defendant 334 Administrator authority to provide for the disposition

of’ Jovermment-owned patents by exclusive licensinz. The agencies

0

. the .

Conzress ra

23

ther than the azency which cz2n exercise the pewers of
52 o | o »
the ownsr. Section 2681 of the patent laws does not authorize

the defendant to do snything.

(a4t 1,

The attemrted solutien of the rroblen by amending the G3A

G

Rerulations te provide that tne Goveérnment will retzin the rirnt to
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. noted in the changs:

infringers, the changed lanzusze ol the 434 Regulations would

sue infringers may mooi the issue, but it does not support the

patént policy that the G35A Regulotions were inmtended to furths

r

The property interest in a patent is the rigat

to exclude. It is not the intent of the
Government to transfer the property right in a
patent when a license is issued pursuent to this -
subpart. Adccordingly, the rizht to sue for '
infringemsnt shall be retained with respsct to
all licenses so issued by the Government. 53

s A3

It is that very rignt to exclude others that protecis the exc%uSive

\)

rig
34
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Ha
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n nls own name, and the Government would have no duly to sue

hts of the proposed licensee. He has no right to sue infrinsers

infringers at the behest of the licenses, If the G5A Tegulations

were interpreted to mean that the supposed exclusive licenses

the power to compel the Jovernment to become = party to an infrin
¢ ' .

ment action and had thus abridged Government control of the patent,

then there would have been such 2 disposition of property as

56

understanding that the Government will protecf tne licensee arsinst

shem, and the disposition would still require congressional
authorigzation. If there is clearly no responsibility of the

Governzent to prevent infringement, t

nonexclusive license to przctiice the patent. Tnat result

resolve the issues in this luwsult, becauss the other poriions of

o

the 354 Hegulation

v

1

hen the licensee has only a

‘require congressionzl authorization. | If there is some sori of

5 permitiing the zrant of nonexclusive licenses

have not been attacked on the zrounds of the laclk of authorization

Tor such disposition. It will not sgerve taz announced purpose of




L o attracting risk capital in exchunge for the exclusive right to

practice the invention.

If the defendant GSA Administrator cannot find authority for
agency disposition of the pa{enté in thé general patent laws or
avoid the problem by establishing a ?qrported exclﬁsive liéensa tﬁat
i3 not in fict an exclusgivse liéense, he ;ust look to the Federal-
Property Act for'his authQrity-to dispose of deernmant-owned |

patents by exclusive license.

THE FEDEIAL FROPERTY ACT

Congress intended, in ennciing tha Federal Froperty Act, fo
provide “an economical and efficisnt system for (2) the procuremen

e « « Of personal vsroperiy . . . ; (b) the utilization of availszble

“property; /ané/ (¢) the disposal of surplus property « . . o0

To that end, it zave the defendsnt G3A Aduwinistrator and his

=1

0

designated executive agencies broad powsr fo dispose of surply

property in such mamner as he deems proper, including sale, excuange,
. = 9 . ’ ’ -
: | % .
lease, permit, or transfer. It would appsar that the power to

~authorize the grant of an exclusive license Lo a patent is
specifically encompassed therebdy, if the matier thus disposediof

constitutes surplus zroveriy.

-3

ne terz Mproperty® is very broadly defined in the statute to

include eny interest in properiy, with certain exceptions not here
o .

Av
)

ne

relevant. 3ince CJongress
| 11

atvribtutes of groperiy, bovh the patent itself and that lesser

Yo .-

nas defined patents zs having &

orticn therce? evidencoed by an erclusive license would nresumably
i Iy N o

o




come within that definition.

ar
Yy

property which is not required for the needs of

k2

ags Y"excess property!

required for the needs of ahy federal agency

4-
[~

Thus, unneeded pateni rizh

the meaning of the term Ssurplus property" as defined in the

‘ro“ertv Act.. If the rights to any particular patent should

beyond the needs of the sever&l federal agencies, they could

disposed of by sale or otherwise within the terms and autho

thet statute. | That nhas baan spzeific undersbana ng of th

the-

A - Ir

‘1.

General 3ervices Adminisiration as indicated to Ocngress.

y
[Fets]

1959 report on putent practices, agency stateds

The /Eederal Proqeruf7 act provides that tae

Administrator of Ge al Services shall have

supervision and direction over the disposition

of surplus plo”ertv held by executive agencies

(40 U.5.0. 484). Such property would include
L

surplus patents or patent rights.

o
petcy

At least one knowledpeable memtdyr of Conzress accepted that

1,

1nterﬁretatlo“, because n of the 3ubcommittes ther

noted that the previous o this acency invely

Uresponsibility for the disposition cf Jovernwent surplus prbd

The particular kind of disposition of property involved

the instant controversy over the G354 Rezulations is even mor

the dis=posal of property excess o the

clearly an example of

of any federal As & vractical matter, every risht o

ATENCY .

4.
[

-

6 Governzent or 2ny asency would nsed

[y

the patent thn

wnder the terms of ths

tiat quantum of property whi

Tne stutute.then goes ol td gate
pﬁrticulaf
and such excess p#operty.which is not:
“surplus propg

would ssem to be clearly wits

réupon

ed iis

in

perty.

v

4




S B ke ek B o Be LOEE b

ikl

v ) license tramsfers is of no nesed to any zzency.
Under the terms of the 33A Regulations, each and every federal

azency would retain the "irrevocable royalty-free right to pructice

and huve practiced the invention by and on behalf of the Jovernment

o 46 o .

of the United Stotes.V Thus, the exclusive license would not

deprive any agency of the right to use the tatent. If thers were

some zovermmental reason, such as public healih and safetyy to

prevent all private exploitation of the patent, that patentjwould

not have bsen advertised as being available for public licensing in

the first place, and the process would not have begun., If some
agency has an aliernsztive plan to bring the invention to the poin
of pragtical aprlication, it would be akle {o enter the decision~

.

makinz process prior to the grant of the license. Finally,

FIEY

vhg
power %o reguire the licensee {o issue sublicenses can be reserved

in the initial license, 1if any agency has reason to want other

47

'ﬁarties to e able Yo obtain the right to practice fhé invention.
Tﬁerefore, when an exclusive license is grantéd, the dnly
property which ﬁhe Governmenf has disposed of is the right”to
exclude that particular licensee from practicing tne invention so
long as hc‘ﬁonforms'to the terms of the égrcement and the concomitant
rigat to reffain from excluding other, unlicensed wrivate ﬁarties;

That right to exclude is, of course, the real property right of
48 o

the patent. The right of any sgensy Yo exclude ths propesed
d

licensee is pure surplusaze to thz needs of thaat agency. Fhe
property conveysd in the excluzive license envisioned by the GSA

Rezulations is tue perfect example of nroperty that is truly exces




e g

_:: o o - to the nseds of all federal agencies. The license seems.to_fully
: and pfeéisély.meet_the définition of surplus property as uséd in
the Federal Fro;erty Aét.
‘_In'this context, it is.appropriate to exumine the plaiﬁtiffs‘
arguménty mentioned 1Eove,'tha£ patéﬁté valuable enough to warrent

-an exelusive license must bs usable by other agencies by virtue of

that val Ine .and could therefore never be surnlu; propsriy. Such.an
arvuﬂent confuses value with ne ed.. The statute does not défine
surplusage in terms of the presence or absence of value; it 5peaks
thé néeds of fhe Go?ernmenﬁ. Iteuns of:great vilue way well be
excess to tﬁe needs of the various federal agencies. For ex;mpIe
the dlqnosulrox surplus property uphzld by the Suprems Jourt in

49

wander v. Tennsssee Valley kuthority Anvoluzd thoe ulcctric

power @enerateu by a larze nyd;oalectrlc dam. - In 1948, 71

Government-owned patents pertaining to automotive inventionsy which
.nad earned royalties or saved royalties of a total value in excess

%3 ﬁlll“o., were declared to be qurpluo and offered for sale

i . . - 50
R ' . the disposal was ultimately'cancelled Tor lack of acceptable)bids.
 In addition, an agency can still use the invention, as dlscués 2d

above. These exclusive licenses will only be granted for inventions

o D . tha${ are otherwise not usable Ffor the public good.

14
3
o
o
ctk

. It thus appears from the plzin language of the statut

the power to permit enclusive licensing of patents is contniaed

therein,. : o .

[

There is further speczific stetutory evidsnce that Congre

s )

4
L)

understood such power to be cncompassed witnin the Federal Frioperty
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Act. When the statute was initiallyenzcted, Congress provided

Wnenever any executive arency shall begin negotiatigns
for the disposition to private interests . . . of
vatents, processes, technicues, or inventions « « «|
tne executive agency sanall promotly notify the
Attorney General of ihe proposed dispoesal and the 51
probable terms or conditions thereof. (Emphasis added)

Thg.ﬂttorney General is then rquired to consider pdssible conflicts
with the antitrﬁst lavws. Since all those.things disposed of.under |
the.térms.of ﬁﬁis_st&tute are'éurplus property by definition, it is

obvious that Jcngress included patents witain the.definition.bf
Droperty wnlch, i¢ no» required for the needs of sny agency, could
be disposed_ofrby the’defcndamt gnd by agencies designated byl

In its amended form, the stavute says essentis llj the same thing,

52

)

although in a nezative fashion.
Additional statutory evidence of Congress' understanéing of the
ity contained in the Federal Property Act ecan be found fin:
later statuies incorporating the Pederal Froperlty 4ct by reference.
fational Institute of Education in 1972, longress
specifically authorized 4he Director of the Institute to:
‘acquire . . . and to lease to others or to sell
such property in accordance with the provisions
of the Federal Properity and Adminisirative Services
Act, patents . ., . or any form of property and
any rights thereunder. ’ - 53
Vg reco~u1zﬂd that the pover and mechanisa to

. . . 1

lease or sell p

—

Congress tnus eXpress

tents was contained within the Federal Prope%ty

%]

] R

Aet. Also, in the course of sstaoblishing a reszarch: and devslopment

program for fish protein concentr ate, Congress empowered the

H

3gceretary of the I“uerOr tc 1cquire patents, kmow-how, and




" : ~ equlpment needsd to set up experiment and demonsiration plents and,

vhen no lonzer needed, %o sell such plants and eguipment under the .

-~

Federal Froperiy Azi.. By implication, patents were thergin

recosnized as being disposable surplus property within the terms
of the Federal Property Act.

The prior history of the Federal Properiy Act strengthens thi.

- interpretation. It re

placed and generally repealed the Surplus |
. 55 . _ j
Property Act of }9%4, whiech had establisned an orderly method

for the.diapdsgl:of e vasﬁ surplus property genef&ted during Horid_
_ Wér_II. The term "property! was defined therein in similar ;Sope %o
its definition in the Federal Properﬁy Act;:the term ﬁsurplué
proéerﬁy" was.the equivalent of the tefm Hoxcess proverty® as used

_ 56 : e

in the later act. Thz lanzuaze szbout patents contained ih the

o . entitrust report reguirements in ths Fedaral Property Act was taken
. . . i . - H
b ‘ : . ' o7 .
' - directly from a similar provision in the earlier act. —  Additionally,
in section 195 Conzress delineatsd twelve clasaes of disposable
surplus property concerning which it desired certain information
. prior to disposition., On of these classes of disposable surplus
property was "patents, processes, techniques, and inventionsi¥
Congress then went on to place such patents in the cutegory of

surplus property which the agzency could lease for a term of five

years or less without 2ny furthner congressional consideration or,

upon ziving Conoress 3C days o resct to a proposal, make any

other disposition thersof. This sitatutory 1lis{ of resortable
i : - classes of surplus nroparty was rot carried over to the later| act,

because the 354 Adminiatrator was given the duty to receive such




Rt

s

29

 reports aﬁd monitor disposition.

It ia theref re clear that Congrass, while malking rov
the disposal.of the surplﬁs'proéerﬁy eceuwnulated during the
considered pavents as one of the many kinds of property whi
be surplus to 1

_sale or léaée. In 1949 Congress expanded thau authority %o

he needs of the Paderal agencies znd disposab

i

c

WAT 5
n could

la by

exscutive azencies to diswnose of all items wnhnich were surplus to the
. — Fa B

eeds of the various agencies and generate

operatiocns ol

from the oversll

the Government in peacetime ag welil =s wartime

continued use of the dame definitions concerninz property and saume

diseussion of patents

still considered patents to be within the kinds ¢ surplus

which the GSA Administrator was authorized to sell ar lease

those terms ana conditions wnich he deemed anpronrlate.
Congreas hao glven the &SA Administra

grant exclusive 1i icenses to Government-owned patents.

OTHER 8TATUTE

G‘OZICERJIE:G
It is aporopriate to look

in which Congress has discussed patent licensingz to sese if
(¥ . )

contradict the above conclusion,

Cne category of such acts coasists of thoss predating

Faderal Froperty ict. In 1517 Zongress mave the President
pover to zrant exclusive or nonexclusive licenszs under pat
€0
by en,ulas and thn allies,

.uuthority in United States v. Chemical EOJndatlon

tor specifiec auth

at the various categories of

t

e

chk

o

- pongress

TH2 LICENSING AFD DISPCSAL O” raTEBTS

ey

ha

nes owned

uﬂ.ﬂt

1t

allow thz

statutes
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. Congress had failed to provide the requisite authority for

actual sales of such patents by the'Alien_Propertj.Gustodian as a

trustee. In 1833 just a few days afier the 3upreme Jouri had

62

announced in United States v. Dubilier Condensor Corp, - that

tag

Governuent to acquire patents generated as- a result of employees®

work-related inventions, Congréss created the Tennessee Valley

: : 6%
Authority. In specific response to the Dubllier case,

provided that the Authority would asquire ownership of all

>

Congress

patents

arising from the activities of employees and could grant lilcenses
: <1 . =) d

64 -

thereunder. Such patents a4
. 65
of the Fedsral Propsriy Act. There was no provision for
of patents otherwise within the control of the Autacrity.

these acts predote the property disposal acts, they do indj
) . pLOL o : )

 “awareness on the part of Congress of ithe need to provide a

ppear to be exempied from tng

provisions
-
disposition
While
cate an .

method

for disposal of patents, by sale, lease, or otherwise, wher the

Government finds 1tsel? in possession or conltrol thereof.

-one manifestation of congressional effort to provide such a method

in the same statutory context in which Congress authorized:

acquisition of those patenits.

A second category of statutes involves %those areas wherein

Congress has been sufficiently concerned with the dissemins

imowledge and patents obtained during the course of Govern:

A

sponsored researcn and development to provide expressly foy

dedicz2tion to the public or to indicate a clear desire that
involved should make the patents renerally available to the

"

eitner by liceasing or by contract provision. These statud

tion off

1ent-

the axency
publie,

(5]

[

.85 ran




( L chronologically from ithese involving rescarca of helium zas, written
: 66 : . I &7 .
in 1925, to. censumer preoduct safety, written in 1972. Zach

of these stututes evidences 2 particular congressicnal interest in

widespread use of the technology discovered and provides instructions

to the azenecy concernsd zbout the épecific method for achieving such
use. The dié@retion_allowed the agencles under’the Federal Property
Act is withneld in these statutes es a matter Sf poiicyo In e&fect,
these statutes direct tne choice of the agency between'the.implied
powef to grent nonexclusive licenses and the specific authori*y in

the Federal Properity Aet to make other disposition.

A third category of siatutses involves those areas of particularly
complicated technology, with huge research and development programs,
id waich Congress has set forth very detailed rules concerning the

acquisition by the Government of patents resuliing from rereapch®

sponsored by the Governnent and the use of such patents, including

]

licensing. These comprensncive poteént programs have been esiablished

for ressarch into atomic energy, zerospace, and nonnueclear energy
development.

The Atomic Enersgy Commission was created in 1946, before the

Federal Property Act existed; ine Jommission was subsequently

. . &8
exempted from the operation of the Federal Property dct. The
initial act contained several deiciled provisions concerning the

acquisition, utilization, and disposition of patents, insluding

Government seizure of licenses, acutomstie sublicenses to certain

industries, condzmnation of walents, and denial of the remedy of

injuncitive relisf a-oinst infringenent of certain patents. © The




1954 revision retained ssveral of

70

ty to lice
71

some . It gave the Commission the specific authori
Government-owned as well as privately-owned patents.

The original administration proposal to create a space agé

anged

nse

ney

in 1958 contained no reference to patents; late in the conzres:
proceedings, there arose concern about the effects of privatel;
: ST, : . ) . : .

patents on the space program. To avoid the prodlem; a compreh

patent provision taken largely from the Atomic Energy JAct, was]

Act of 1958 and
72.

“inserted in the National Asronautics and 8pace

assed without serious consideration by Conzress. Tneident
- . v . =2

sionalk
r~OWNEQ

ensive

lengthy discussion of the povers of the Administrator to take

horized to license those patents on such

75

- to patents, he was auv

conditions as he determines fo be appropriate.

]

These stztutes deal with thne

.control vatent activiiyv of the Jovernz=ent and of vrivate indusiry in
Iy A L $

~ecertain fields of endeavor where national interssts are pariic

important. Following the lead of the earlier lew creating the

Tennessee Valley Authority, Congress joined patent licensing

o
=K

to the patent acguisition provisions. In addition to the bro

.
1

povers given the szency heads to control and manaze patents

iven discretionary control of patent

P

those areas, they were é

E
licensing, .

Thes n2ttern followed most recently |

Federal MNoanuclear Zuerzy Research and Development Act of 197

which permits the agency nead to srant exclusive licenses to;

S govermaeniecwned patents un esuentially the same cendition

specific congressional integt to
.
:ularly

provisions

.

15

L
1)
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fadt

{ ' . by the Govermmeni patent vo 11cg.u; the G3A Rezulations. = The
congressional motivation for these detailed patent-licensing
o (=]

provisions is clear, because thaywere added after Congress was

in Formed of the decision of the irial judze in Public Citizm I and

tha serious guestion raised thereby concerning the authority pof
. . . . 75 _

federal agzencies to grani exclusive patent licenses. Congressi.mul

(&=

response was clear and to the polnt, so Jar ‘as patents arising from

the energy reasearch program are concerned. Ald houvh tae lang
of section 9(g)(1} of the Act would apnarently authorize the Energy

Research and Develooment Administrator %o license anyv patent jouned

|

by the Unlted States, it is. doubiful taat such language would te

construed to allow,him to license a patent not wiihin the particular
control of the Administrator cr otherwiss closely connected with

the nonnuclear energy fleld. Aa with the earlier comprensnsive’
patent management sitatutes,; this most recent set of congressional

v . . Iy :

instructions on disposition of gpatent rights in a particulax area

of cﬁngressional concern does not indicate any congressional lintent
4o diminish auulority which Congress has otherwise granted for:

disposition of other property, including surplus patents in

unrelated fields. Rather, it illustrates congressional recosmition
of an unsettled problem pendinz in the courts and a desire tg 2voeid
£L o

that probhlem in a specific, important legislative area.

A

A fourin category of sitntute includes the two wentioned iabove

in which Congress explicitly or implicitly direcied that surplus

patent rigats be

B

isposed of under tre genoral vrovisioans of thae

76

Federal Projerty Act.
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L : _ ' © An additional statute, the Military Leasing dct, wvould only

apply to patents if the lower court. decislon ird Public Citizen T were

affirmed, = That statute empowers the mllluary encies to lease

personal proverty under their conirol'and not needed for public use,
if such action would be in the public interest. The statule exempts

"excess property® as defined by “the Fedsral Prpperty dct. 1T a

Government —orned patent under the control of a mllltdrj deparuﬂeﬁt

and the rights thersunder were noi canﬂole of being _surplus inroperty"

by reason of authoritative judicial interpretation of tue Federal

Proverty &cu and Af- 1t were not within the speeific needs of |some

other federal agency so &s to satisfy tne'dis inction beu‘een fexcess

property® and 'surplus property;“_then tne patent in quastion would

i

not be Yexcess property" and would be capable of being leased or

.,
L]

licenses under the Hilitory Leasing Act. The militﬁfy departments
could still comply with'ths Jovernment patent policy even if thé

Federal Froperty-ﬁct were conétrded to.deprive tpe agencies of the
power to dispose of surplus patents. er course,_this additiqﬁal

authority does not itself diminish the veneral authoriiy granted

by the Federal Froperty Act.

CCﬁGLJSION

Qonzress nas, by ivs virious lecislative =zctivities, divided
Fovernment-ovned patent

of sufficient interest to cause Songress to express specific intent

.
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P
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dedicated “o tne public or readily

uvon demund; - those in partigular




{

—

'pfoperty owﬁed‘by the Government.

‘was first filled by the Surplus Property ict of 1944, which

That Act was temporary in nature. In 1949, Congress establish

patent management; and those whicn Congress has not specificzal
mentioned. Failinz some particular catemory crezted by Congre

)

this.last group of patenis thus becomes =z part of the general

fields in which Conrress has established comprehsnsive programs of

The power of the Government to exercise the rights of a propert,

agency malking any disposition beyond that iuvelved in a nonexg
license has received congressional authority for its actions.
vacuun surrounding the vast majority of Jevermment-owned paten
recognized

é

of ,the TGovermment capable of disposal by the custodial agencie

that patents were a part of the wartime surplus property

8 by

sale or lease or otherwilse, with only minimal congressional oversig

the General Services .dministrstion as the azency to oversce %

digposal of surplus Governmehi property. Oengress did not nay

the definition of property; rather it expanded it to include all

property which the Government did not need for its operations;’

whether zenerated in wartime or pezcetime. By ithe clezr terms

been capable of disposal under ths wartime provisions were now

satter to be disposed of by the 334 Administirator und his designated

ed
ne

roy

af

agéncies in such manner as he determined to be 2prropriate.  Fate

ars spesifisally mentioned in. the terms of the Act, and Conzress

_owner over ihese patents has long been rescognized, provided that the

T

4}

the Federal CFroperty -let, those patents and patent risnts which had

aas subseguently dirccted that certain kinds of patents’ and . relatsd

PR
e

tieyd




~authorized its operations to include the power to make appropriate

- understanding. None of the several statutes otherwise discussing

Govermment-owned patents vhen necessary to attract the investment
~the public berefit. The ¢34 Adminis%rator has been given such
that asuthority to comply with the President's direction, until tae

the anpellate court will look more carefully at the suthority ziven

property are to be disposed of in accordance with the provisions jof
the ict.
Mhen Congréss was told by the General 3ervices Adminisiration

that the agency understood the mandate of the statute which
disposition of patents, no legislation was.issued to change that |

patent seiivity contain any lanzusze indicating that the Federal

1

Property Act lscks authority to dispose of patent rigais, except jas

[}

to {he specific kinds of patents arisingrfrom the research aétivitie;
controlied bj each épécific statute. o f_‘ o 7_. ~

.The ??esidentg by'adoﬁting ‘the éovernment-patent rolicy
sﬁatement,nzas.effectively directed the GSA'Administrator.to pfoviue
a mec?anism to éllow priﬁate industry the ex@lusiﬁe use.of

~

necessary 4o brinz the invention to the vpoint of commercizl use for
g e & § X

"1-”‘I

authority by Congress. The 334 Resulations were intended to exercise

trial court in Public Oitizen I halted that activity. Hopefully,

h

the defendant and permit him to fulfill his obligations to the

Pregident, the Oongress, and the public.

21
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