. UNITED STATES OF AMERICA
GENERAL SERVICES ADMIN!ST’RATION

Federal Supply Servzce

S Washington, DC 20406
July 23, 1976 _ A

-Dear Slr.

ThlS proposed amendment of the Federal Procurement Regulatlons
(FPR) which is enclosed is forwarded to you. for con51derat10n_ ;
- in your capac1ty as a member of the InteragencY Procurement- S -
'Pollcy Commlttee. _ '

The proposal concerns Subpart 1-9.1, Patents, and involves . .
the addition of provisions dealing with Institutional Patent
Agreements with educational and other nonprofit institutions
having a technology transfer program meetlng sPec1f1ed :
criteria.

fgsl - An ad hoc subcommittee of the Commlttee on Government Patent
. ‘Policy developed the proposal and it has the approval of the
'full Commlttee.P_

In view of the action by the Committee, it is now appropriate
to solicit formal agency views. It would be desirable, of .
course, for your agency's patent counsel to be 1nvolved 1n',- : ;

- this matter. ' 3

I would llke to receive your views on the.pfoposal; in.
dupllcate, by September 18, 1976. Questions should be
dlrected to. Mr. Norman Latker (496 7056) ' : .

Slncerely,

Er - ( // // /Mﬁ -

Dlrector of: Federal Procurement Regulatlons

,Enclosure

Keep Freedom in Your Future With US Savings Bonds

'G5A DC 76.10924 -
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;l '.' l:.;.'=_ ) -  - "i:‘ Proposed FPR Revision
- o Prepared by Ad Hoc Subcommittee on University Patent Pollcy
-_ “‘“ January 1976 | :: I o
| 1. Add the. following subsection (6) to 1- 9 107~4(a)
| (6)1 In accordance with the exteptional circumstances language of'l
1-9. 107 3(a) and/or the 3pecial 31tuations language of 1 9 107 3(c), _
agencies ‘may enter into Institut1onal PaLent Agreements with educatlonalr="'

and other nonprofit inst1tutions having a technology transfer program

l:meeting the Crlteria SEt forth iﬂ 1 9 109 7(b) Such agreements shall be i

‘ substantially the same as the standard agreement of 1—9 107—6(c)(2) ‘an

"provide the institution the rlght to retain the entire rlght, tltle and .

interest in 1nventions made in the course of or onder contracts sub;ectt!*e
to certain conditions._ wten.snch an.agreement has bcen made with anrl
linstitutlon, it shall be made applicable to each contract with ther
institution in 1ieu of the Patent Rights clauses in l 9 107 5 and ;

1~ 9 107—6(3) and (b) (unless a determination has been made to exclude ‘“;'

the contract from the agreement ) ‘ ' .:-“'Té; '_ ‘:“'_f

2. Retltle 1-9, 107 6 as follows "Clauses for domestic contracts
| (ehort form) and Institutional Patent Agreements.---n”!
3, Add the follow1ng new subsection (c) to 1-9 107 6

(c) Patent Rights - Instltutional Patent Agreements. (l) When

an agency has determlned in‘accordance with-1~9‘109-7 that an Institutioni
o should recelve an agreement as authorlzed under 1 9 107~ 4(a)(6), an’

. Institutional Patent Agreement substantially similar to the standard




:_agreement”eet forth 1n paragraph (c)(Z) of thls sectlon (and approprleteln o
' ‘:completed as 1nd1cated in the numbered notes‘appearlng after the
.Agreemeut) shall be used Changes in the agreement should ‘be kept: '%
to a minimum aad should be 11m1ted to chauges dlctated by atatutes
appllcable to the agency or by spec1al admlnlstratlveAneeds Inranf_
‘eevent,“agreements should 1nc1ude at 1east the f0110w1ng features',:.
(A) A requlrenent for the prompt reportlng of all lnventlons""
to the appllcable agency along wlth an electlon of rlghts,.
(B) Reservatlon’ of all the rlghts spec1f1ed in 1 9. 107 3(e)~ (h);.
(C) A requ1rement that Ilcenslng by the 1nst1tut10n w111 normall?-
:.be nonexcluslve except where the de91red pract1ca1 or commerClal appl]cal.
tion has not been achleved.or ls not 11ke1y to be expedltlously achlevedi_
_through such llcenslng, o | | | |
(D) A condltlon 11m1t1ng anf exc1u31ve ltcense.te’a eerled net
.substantlally greater tnan necessary to provxde the 1ncenttve fot e
brlnglng the 1nventlon to the polnt of practlcal or commerclal
appllcatlon and to permlt the 11censee to recoup ite‘costs and a,
reasonable proflt thereon;-"
(E) A restrlctlon that royalty charges be 11m1ted.to what is

reasouable under the 01rcumstanceb or w1th1n the 1nduetry 1nvolved




(F)' A requirement that the institution's royalty receipts,

after payment of‘adﬁiniétréfivé“CGSCS éHdEinbehEivg awards to
inventors; be utilized fbr gdugatioﬂaj Qr_research.pyrﬁoses;
(e) A prov151on enabllng the agEncy to except 1nd1v1dual

contractb or grants from the operatlon of the agreement where thlsf

= is deemed in the publlc 1nterebt

(H) A requ1rement for pregress reports after des1gnated per10cs5

'and re-executlon of ‘the agreemEnt only 1f the Government deems the -
1nbt1tut10n 5 performance to be satlsfactory, .
(I) A prohlbltlon agalnst a531gnment of lnventlons w1thout

'Government approval to persons or organlzatlons other than 3531gnment=

jsubject to the abovercpnd1?¥°9$) td.3PP?9V¢4;P3tC“F-maﬁagément ;
.1_organizatibﬁg;:gﬁd. R SR
(J) A _-prO__V'i's?oﬁ‘ per&;it_f;ipg -tem;i-“?ti‘?nu_fpf Cbnvéﬂ_ie[ll(‘;_é by -
either P5ftf_“§05'tﬁirty t30) days written ﬁ§tice¢ R

 (2).‘ThesfdlloWing:is_the.standard Institutidﬁal=batéﬁt.Agreeméht;

-




INSTITUTIONAL PATENT. AGREEMENT

This Agreemeﬁtﬁis made and entered into by and between the

’,f_,—é?‘ United States of Amer ﬁ, as represented by the ' N }7)

hereinafter sometimes referred to as the :Agency,’” and. =~ o :
herelnafter referred to as the "Instltution._'

.WITNESSETH: |

WHEREAS, in accordance with the Pre31dent s Statement and ,
Memorandum of Government Patent Policy dated August 23, 1971, and
the provisions of 41 CFR 1-9.107- 4(a)(6) it has been determlned by
the Agency that the Institution has a technology transfer program
meetlng the criteria of 41 CFR 1-9,109- 7 in that the Institution's
patent policy as set forth in . N 2/ and its
technology transfer practices have been reviewed and f0und
.acceptable; and :

—n-?

WHEREAS the Institution is desiyous of entering into an
agreement whcreby it may retain d entire right, title, and
interest)subject to certain rights acquired by ‘the Government
4n and administer inventions made in the course of or under L

' research Supported by the Agency, B

NOW THFRPFORE in consideratlon of the foregoing, the partles hereto
agree as follows. S .

I Scope_of Agreement

This. Apreement shall define the rights of the parties hereto
regarding the allocation of rights in Subject Inventions reported
-after the date of thrs Agreement and made under contracts entered inta

—p prior to 3/, unless. the Agency specifically
prov1des as-a condltlon of any. future contract that this Agreement S
shall not apply thereto. This agreement shall not apply to Subject
Inventions in cases where ‘the Instltutzon is a subcontractor under a
prlme contract of the Agency. [ } 4/ 5/

II. Definltlons

(a) "Subject Invention" means any invention or discovery of the
Iﬁstitutlon conceived or first actually reduced to practice in the
-course of or under a contract with the Agency, and includes any art,
method process, machlne, manufacture, des:gn or comp051t10n of matter,




'States of America or any foreign country..

of such inventlon in the course of or under a contract

manufacture in the case of a composition.or product, to practice in,

_interest throughout the world or in- any country ‘thereof in and to

. decision was made, Such as marketlng reports patent searches, or’ T

or ahy new and useful improvement thereof ahd any Vafiéty of”plaﬁt;ﬂ;-
which is or.may be patentable under the Patent Laws of the Unlted

(b)Y "Contract™ meaus any'contract [agreement, grant, or other
arrangement]6/ or subcontract entered into with or for the benefit of
the Government, where a purpose of the contract is the conduct of '
experimental,. developmental, or research work. ‘

(c) "Made," when used in relation to any invention or dis=-
covery, means the conception or first actual reduction to practlce

(d) "To bring ‘to the point of practlcal appllcatlon means  to

the case of a process, or 'to operate in the case of machine and under
such ig.ditlons as to establish that the 1nventlon is being worked aod
that Fhenefits are reasonably accesslble to the. publch

(e} "States and domestlc murficipal governments means the
States of the United States, the District of Columbia, Puerto Rico,
the Virgin Tslands, Amerlcan Samoa, Guam, and the Trust Territory -

of the Pacific Island , and any polltical subd1v1sion and agaeeu&*dk)@Wﬂcﬁq5
'.thereof : o _ ‘ e

T1I. Allocation of Principal Rights

(a)‘ The Institution may retaln the entire rlght title, and

each Subject Invention dlsclosed pursuant to Sectlon V., below,
subject to the provisions of thls Agreement. The Institution shall :
include with each Subject Inventlon dlsclosure ‘an electlon whether it
will retain the entire right, title, and interest in the invention
throughout the world or in any country thereof subject the righLS
atquired by the Government in Sectlon IV of the agrpvmeﬁt ptovided
that the Instltutiod'may request any extension of the time for election.
If the Institution elects not to retain rights ‘in a Subject Invention,
it shall supply the Agency with any written reports upon which this

other simllar reports.
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in any forergn country ‘when the Instrtutlon.'

right, title, and interest to enable the. Government to. apply for and’

~ foreign country, respect1vely, or otherw1se establlsh its ownershlp

.-. B .' 6

(b) The Institution agrees to comvey to the Government, upon
request, the entire: domestlc right, t1t1e, and rnterest in eny Sub— '
3ect Inventlon when the Instltutlon. ' Lo ¥

-q‘(i) doea not elect under section III(a) to- retaln auch}'
.rights, or

(ii) falls to have a, Unlted States Patent Appllcatlon' :
‘filed on the inventiovn in accordance with:-section - ;
Vi(a), or decides not to contlnue prosecutlon of such
appllcat1on, or : :

‘(iii) at any t1me, no longer desxres to retain t1t1e

~{e). The Instltutlon agrees to convey to the Government, upon . .
request, the entire rlght title, and interest in. any Sub;ect Inventlon

_'(1) does not elect under sect;on III(a) to reta1n such
: -r1ghts in the country, or”

(11) falls to have a patent app11cat10n filed in the coun
on the inventioén in accordance with section VII{a); except
that if an appllcatlon has been filed in a foreign c0untry
_after the times specified ‘in section VII(a) but prior to

‘guch request by the Government, the Institution shall retai

‘the entire. rlgh title, and. 1nterest in. the Sublect_-
Inventlon in the country 1nv01ved, or - : o

(iii) decides not to contlnue proseCutlon of such 8Dp11ca

tion or to pay any ma1ntenance fees covering. the 1nventlun;

To avoid forfeiture of the. patent application or patent,
~ the Institution shall notify the Agency not less than sixt
_-_(60) days before the expiration period for any actlon re-
l,qulred by the fore1gn patent office.

(d) A conveyance, requested pursuant to seet1ons III(b) or (c}
of this Agreement, shall be made by delivering to the Apency duly
executed instruments (prepared by the Govermment) and such other
papers as are deemed necessary to vest in the Government the entire:

prosecute patent appllcat1ons covering the invention in this ar the

of such 1nvent1on

try
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Iv. Mlnlmum nghts Acqu1red by the Government

(a) Wxth respect to each Subject Invent1on to whxch the Instxtution
retains principal or exclusive rlghts, the Institution hereby grants .
‘to the Govermment of the United States a nonexclusive, nontrauaferable,
paidnup ixcense to make., use, and sell each Subject Inventioun throughout
the world by or on behalf of the Goverument of the United States (including
any Government agency) and States and domestic mun1c1pal govermments,
unless the Agency determines after the invention has been identified
that it would net be in the publie interest to acquire the llcense for
'States and domestlc mun1c1pal governments, P

(b) With respect to each Subject Invent1on to which the
Institution retalns principal or exclusive rights, the. Institution
agrees to grant to responsible applicants, upon request of the
Government, a license on terms that are reasonable under the c1rcumstances,

(a) unless the Institution, 1ts 11censee, or 1ts ass1enee,
demonstrates to the Govermment that effective steps have been taken
within thrée (3) years after a patent issues on such igvention to bring
the invention to the point of practical application or that the invention
has been made ayailable for licensing royalty-free or on terms that jare
reasonable $he Eﬁe circumstances or can show cause why the principal |
or exclualve rlghts should be retained for a further perlod of time; or

(B) to the extent that the 1nvent10n is requlred f01 public
wee by governmental reégulations or as may be necessary to fulfill public -
health or safety needs, ar for oLher publlc purposes atlpulated 1n the
“applicable contract. :

(e) thWIthutanding section III{a) or any other provision of
this agreement, if a Subject Invention is made under a contract - '
supportlng an international agreement or treaty, the Enstltutlon agrees
to issue all such licenses or assignments as .are directed by the Agsancy
and to comply with such other directions of the Agency as are deemed
necessary by the Agency to comply with the terms of auy. applicable
international agreements. At the request of the Institution, the
Agency will, after an invention is identified, agree to identify
the specific obligations of the Institution with respect to such
- -invention which might otherwise conf11ct with the prov1ulons af th1&

Agreement ['-,f 1 7/ '

(d) Hothlng contained in this section shall be deemed toi.
grant to the Govermment auy rights with respect to any 1nvent10n
-other than a SubJect Inventlon. : : .




V. lIavention Identification, DiSclosores,'and Réboffé“i“

(a) The Iootitutionjshahl furnish the Agenoy:

(i). a complete technical disclosure for each Subject -
Invention, withia 6 months after conception or first
actual . raductlou to practice, whichever oceurs first in
the course of or under the contract, but in any event
prior to auy on sale, public use, or publlcatlon of
the invention known to the Institution. The dis-. _
closure shall identify the contract and inventor and
-shall be sufflCleutly complete in technlcal detail
' and approprlately illustrated by sketch or diagram
to convey to .oune skllled in the art to which the
ianvention pertalns a clear understandlng of the nature,
‘purpose, operation, and, to the extent known the physlcal
. chemical, bioclogical or electrical characteristics of the
invention. Such disclosure shall be furnished directly
to the Agency in addition to any other: requlrement under -
.the contract for the submission of .progress or financial

.reports and whether or anot reference to the Subject Invention

has been made in any other such reports

(ii) 'Complete information concerning the date and identity o
any on sale, public use, or publlcatlon of the invention:
‘which may constltute a statutory bar under 35 USC 102,

_whlch was authorized ‘by or known to the Instltutlon or

fany contemplated actlon of this nature.

"(iii) ‘A final report w1th1n three months after completion
.of the work under any contract, listing all Subject
Inventlons or cert;fy;ng that there were no such inventions,

(b) The Instltutlon shall obtaln patent agreements to effectuate
the provisions of this Azreement’ from all persons in its employ who
perform any part of the work uader any contract except nontechnlcal
parsonnel such as clerlcal and mauual laboz perbonnel

(c)} The Institution agrees that the Government may duplicate
and disclose Subject Invention disclosures and, subject to Section XI,
all other reports and papers furnlbhed or - requ1red to be furnlbhed pursuan
to this Agreement ‘ !

' (d) The Institution shall not bar or'prohibiﬁ‘publication of
disclosures of Subject Inventloub on whlch patent appllcatlonb have
been filed. :




' Agreemenﬁ the Institution shall have a. domestic patent appl1cat10n filed
within six (6) months after an election has been made pursuant :

Agency @ay prebcribe a shorter period for the filing of the
" application in the event the. six-month period would extend beyond

_ With respect to. such 1nvent10n, the Institutilon. shall promptly notlfy

.is filed. by or on behalf of ‘the Instltutlon,.the Instltutlon shall

VI{ Flllng of Domestlc Patent Appllcatlons

4 (a) Hith respect to each SubJect Inventlon in whlch the Instlrﬁtion
elacts to retaim domestic rights pursuant to. section III(a) of ‘this P

to section III(a) of this Agreement or such longer period .as .

‘may be approved in writing by the Agency; provided, however, that if,

the Agency determines that there has been such use or publication
of the invention as to inigiate the one-year statutory period, the

such statutory period. Such shorter period, however, shall in.no :
case end moge than thirty: days before the end of ‘the statutory period.:

the Agency of any decision not to flle ‘an appllcatlon.rura

(b) For each . Subject Invention on whzch a patent appllcatlon i

(i) w1th1n two . (2) months after such f111ng, or within!

o (2) two monchs after submission of the invention’ dlsclo=ure

- if the patent appllcatlon previously has been filed, deliver

. “to the Agency a copy-of-the appllcatlon as. flled, 1nc1u11hg
~the. f111ng date and serial number, :

{ii) w1th1n two (2) months after buch flllqg ,, or within t?o*“'

(2) months after submission of thé'invention dlsc[GSuré

if the- patent application-has previously been flled, ob.ain?f"*

-~ and de11ver a copy to the Agency of en assignment from the

. inventor or. 1nveutors to the Instltutlon of all rlght 'iﬁke"'”
~_and interest in the 1nvent10n properly recorded in:the United .

States Patent and Trademark Offlce. :

(iii) . lnclude the follow1ng st&tement approprlately com-

. pleted, in the second paragraph of the spec1f1catlon of =

~ the application and any pateuts issued on the Subject -

" Invemtion, "The Govermment has rights in rhls invention,

. pursuant to Contract (or Grant) No. DR gwarded
' ;_by (1dent1fy the Agency)" R - e R

[
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(iv) within six . (6) months after filing the app]iration. if

- or within six (6) months after submitting the - dinyention.

“disclosure 1f the application has been £iled previouqu.f'ﬁw*‘

deliver to the Agency a duly executed and approved _
Instrument on the form specified in Exhibit -A which ‘is

'_attached hereto and-by- this referente nade a  part hereof4-

(v) prov1de that Agency with a Lopy of the patent w1th1n'
L two (2) months after a patent 1ssues on the applicatlon'“.-y=“t‘

- (vi)  not less than th1rty (30) days before ‘the explratlon

of the response period for any. action required by the United "

v States Patent and Trademark Office, notify the Agency of any
~decision not to continue the prosecution of the appllcatlon angd-
deliver to the Agency executed inbtruments grantlng the e
_ Government a power of attorney, -

-(viii) upon request fully adVLSe the Agency concprniﬂg
~ ‘all-actions taken during the. prosecution of any patent '_
-:application and furnish coples of any relevant documents '
- as requested TN . .

- Vi S el
""-'“E? YT Fillng of For91gn Patent Appllcationq 3

- {a) With respect to each SubJect Inventlonin whlch the’ Inscitutlnn
elects to retain pr1nc1pal rights in a foreign country pursuant to
section III(a) of this Agreement, the Institution shall have a patent
application filed on .the invention in such country, in accordance with
appllcable staLutes and regulations, and within one of the fo]low1ng

perlods.

six (6) months after an election is made pursuanL

(i) eight (8) ﬁohths.from the‘défe-of'a cqfreéponding
United States application filed by or on behalf of the
Instltution; or such an application is not illed

to vectiou III(a) of thls Agreement:

.(ii) six (&) months from the. date a 1iconee ig g1aut£d

by the Commissioner of Patents and Trademarks.ru fiie-
foreign applications when "such flling has been pr0~
hiblted by security reasons,‘or :

(111) -such longer period as may be approved in writing

by . the Agency. _
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(b) The Institution shall notify theIAgency promptly of each fn:eign..
appllcation filed and, upon wrltten request;-shall furnish an Engllsh;_
ve:azon of such forelgn applxcatlon w1thout addltlonal compensatlon,g'

VIII;__Subcontracts'

{&) Except as provided in (b), below, the Imstitution shall {include
in any subcontract where a purpobe ‘of that subcontract is the conduct of
experimental, developmental, or research work either the "Patent R1ghts—t[

_ Acquisition by the. Government" clause found at 41 CFR l—ﬂ 107*5 or the
_-follow1ng ciause. ‘ S 3

Patént Rights

: (a) The Contractor hereby agrees to report fully and
' promptly to _ _any
, (Institution) R
1nvent1on conceived or first actually reduced to practlce
in the couise nf or under this contract (hereinafter !
referred to as "Subject Invention(s)," and toassign .all
rlght, tltle, and " 1nterest in and . to such invention to
_.-or its des1gnee
: (Inétltutian) - _ .

(b) . In addition, the’ Contractor agrees ‘to furnxsh tHe
follow1ng mdterlals, dlaclosures and reporte..

. (i) Upon request, 3uch duly executed 1nstruments (pre— B
-.pared by the = : . or. its des1gneé)

' (Instltutlon) - L
and such other papers as are deemed necessary to vest in’
the o . or 1ts designee the

' (Inetltutlon) R
rlghts granted under this clauee and to enable Lhe -
: __orlits deSLgnee to apply for and |

_ (Instltutlan)
_prosecute any patent appllcatlon 1n any country, cnverlng i
'such 1nvent10n

(11) Prlor to final settlement of this contract, a
. ‘ ) ‘final report llstlng all Subject Inventions or certifying
" © . that no inventions were conce1ved or first actually
. . -teduced to practlce under the contract.




‘.12.

(<) Except as prov1ded below the Contractor shall include
: . either a clause identical to this clause or the "Patent. . ...
o >-R1ghts - Acqulsltlon by the Govermment™ clause found ei-|h__;;
S 41 CFR 1-9.107-5 if a purpose of the subcontract is R
experimental, developmental, or research work. .In the:.
event. of a refusal by a subcontractor to accept either
of these clauses or if, in the opinion of the Contractor,
these clauses are inconsistent with the pollcy set forth in
41 CFR 1-9,107-3, the Contractor (i) shall. promptly notify
the Institution and (ii) shall not proceed with the sub- .. ..
contract without the written authorization of the Instltutlon
It is understood that the Instltutlon will seek dlrectlon
~ from the. - SR o (1nsert name of approprlate '
- Agency). ' : e 4

- {d) The Contracter shall report any subcortracts contalnlng

. & patent rights ¢lause to the Instltutlon. The Contractor
shall not be obligated to enforce the agreements of any
Subcontractor hereunder relating to. the obllgatlons of the

eSubcontractor to. the Government 1n regard to Subject Inventlons

[End of 01éusé]f"'

(b) In the event of a refusal by a subconatractor to accept
either of the clauses specified in (a), or if, in the oplnlon of the
Instltutlnn, these clauses are inconsistent with the policy’ set
forth in 41 CFR 1~9.107-3, the Ianstitution- (i) shall promptly
submit a written notice to the Agency setting forth reasons for
the Subcontractor's refusal and other pertinent information which
may expedite. disposition of the matter; and (ii) shall not proceed_
‘ w1th the subcontract without the wrltten authorlzatlon of the. Agency

(¢) 1t is understood that the Government is a thlrd party bene=
ficiary of any subcontract clause granting rights to the Goverument ia
Subject Inventions, and the Institution hereby assigns to the Govern-—
ment all rights that it would have to enforce the Subcontractor's
obligations for the benefit of the Government w1th respect to Subject
Inventions. The Institution shall not be obllgated to enforce the
agreements of any subcontractor hereunder relating to the obllgatlons
of the Subcontractor to the Government in regard to Subject TInventions.
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IX Adm1n1strat10n of Inventxona in Whlch the Instltutlon Elects

to. Retaln R1ght5

o royalty basis to all quallfled appllcants.

“11cense royalty rate. _

_for or on behalf of the Government and to-provide for that refund

to the Agency

(8) The Instltutlon shall admlnlster those SubJect InventlonSy
to which it elects to retain title in the public. .interest and shall;, .
except as provided in subsection (b), below, make them available :
through licensing on a nonexclusive, royalty- free or reasonable

() The Instltutlon may 11censa a SubJect Inventlon on. an
exclusive basis if it determines that ap exclusive license is
required in the public interest because it is necessary as an
1ncent1ve for development of the ‘invention or because market condltlons
are .su¢h as to require licensing on an exclusive basis:in order to bring
the invention to the point of practical application. Any exclusive

license issued by the Institution under a U.S. patent or patent application

shall be for a limited period of time and such period shall not, unless
otherwise approved by the Agency, exceed five (5) years from the date of
the first commercial sale or use in the United States of America off a

‘product. or process embodying the invention, or eight (8) years fromithe R

date of the exclusive license, whichever occurs first. Such license -
shall also prov1de that the licensee shall use all reasonable efforit

to effact introduction into the. commercial market as soon as practlcable,
consistent with sound and reasonable business practices .and judgment .
Any extension of the maximum. period of exclusivity shall be subject: to
approval of the Agency. Upon expiration of the period of exclusivigy

.or any extension thereof, licenses shall be of’ered to all quallfled

applicants at a reasonable royalty rate not in excess of the excluaive

_ (c} Royaltles shall not normally be in. excess of accepted
trade practice.. The.Inst;tutlon also agrees to refund any amounts
received as royvalty charges on any Subject Invention in procurements .

in ény instrument transferring rights to any party in the invention.

(d) The balance of the royalty income after payment of expenses,
1nclud1ng payments to 1nventors, incidental to the ddmlﬂlbtratlon of -
all inventions assigned to 1t pursuant to the provisions of this .
Agreement shall be utlllzed for ‘the: support of education or: ac1eut1fi¢ :
research : - gl

'(e) All licenses issued by the Institution to other than the -
Government of the United States under any patent application or
patent oan a Subjec Inventlon shall be made expressly subject to the
conditions of this Agreement._ The Institution-shall, upou request,:
promptly furnish c0p1es of any llcense agreementa entered into by it
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(f) Notw1thstand1ng the provisions of SubbECthHS (a) and b)),
above, no license, either exclusive or nonexclusive, shall be granted
by the Institution to any of the following persons or- organlzatlons,
exCth w1th the &pproval of the Agency: - : o

(i) Any person who participated as an employee of the -
Institution in the research leading to the conceptlon '
and/cr actual reductlon to practlce of the SubJCCt
1nventlon, : . ’

-(ii) An organization.of which a person’described in
(£f)(i) was a promoter or organizer or in which such a
person is an. offlcer, director, or holds a substantlal

-‘flnanc1al 1nterest.‘ )

(1ii)  An organlzatlon of which the Instltutlon Was a pro—
- moter, organlzer, ar flnancer.

in such cases the Agency s approval w111 normally be glven only if the
Instltutlon can show that a bona fide effort was made w1thout success .
to 1nterest other organlzatlons known to be interested in the siubject.
matter of the invention in licensing and further developlnp the
Subject Invention or otherwise can show why the public interest w111
beat be uerved by Lhe proposed 1lcon51ng arrangcmcnt :

: X. Patent Management Or?anlzdtlons

Thc Instltutlon may utlllfe the 5erv1ces of the followmny paLenL
anagvment orgau17dtlonb at - its dlscretlon - ;

E -:".]‘2/

Other_patent ménagement ofganizati6ns wili_not be utilized by the
- Institution unless the patent'administratioh agreement between such
orgdnlzatlon and. the Institution is approved by the Agency

"The Instltutlon shall not assign any SubJect Inventlon to pdxtlpe
other thau the Agency in circumstances as set forth in this Agneement
except that it may assign rights in the invention to the above-

listed patent management organizations or any other patent mandgement
organization whose agreement with the Institution has been approved

by the Agency. Any reference to an Institution in this Agreement

shall also include a patent management organization where applicable
and an a551gnment to such an organization shall spec1f1ca11y be made_ ‘
-subJecL to all the terms aud CGndlthﬂS of thls Agreement




=y
i
i
i
1.
|
1

The Instltutlon shall prov1de a written annual report to the Agency

" guch. 1nformatlou to persous outdgide the Government .

:-Pedcral employee

_Thmq Aoreement may be termlnated by either’ party for convenlence upin
“thirty {30) days wrltten ‘notice. Disposition of Ilghtb in, and o

.under sections V{a), IX, and X of thlb Agreement, the Agency hag.
_LhL—rtht to. requxre that the Institution's entire right, title and:
- interest in and to the. pdrtlcular invention: w1th respect to which o
: ';the breach occurred be: ass1gned to Lhe UnlLed Statea of Amerlca casic 0T
"-reprebented by the Agency ' i : : O MRS
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. XI. Reports on Development and Commerclal Use

on or before September 30th of each year covering the preceding
year ending June: 30th, regarding the status of development and
commercial use that is being made or intended. to be made of each _
Subject Invention left for administration to the Institutiom and thei:
steps that have been taken by the Institution to bring the invention|
to the point of practical application. 10/ Such reports shall include
information regarding status of develoPment ‘the date of first commercial
sale or. use, gross royalties received by the Institution, and such: cther '

data and information as the Agency may reasanably speclfy To the extent

data or information supplied Pursuant to this section is considered
by a licensee to be- prlv:leped or confidential and is so marked, the
Ageucy agrees that to the extent. pcrmltted by law it will not dlscloee

‘  XiI; Inventlons by Federal meloyees

Nothng in thls Agreement shall prcclude the Government from obtalnlng.
greater rights in a Subject Inventlon made by an 1nventor whlle a.

XIII Termlnation’

administration of inventions made under contracts subject to this S A
Agreement . will not Be affected by such a termination; except. that 13._
the event the Government terminates this Agreemeunt because of a ;'
faiture or refusal by the Institution to comply with any of its obllgatlons '

‘KIV._ Communications 11]
Requests for Agency approvals, extensions, of similar actions and dther
COIFEprHdenCe requlred by this Agreement should be addressed to

Except where

.SPEC1f1Cd11y provmded otherw1se in thlb Agreement the
or his deblgnee shall act-as the point of authority withian- the Agercy -

~to grant such approvals,_exten51ons, or take such other Agency actjons

"as. may be author17ed 1n thls Agreement
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IN WITNFSS WHEREOF, each of the partles hereto has executed

thls Agreement as of the day and year below.

. UNITED STATES OF AMERICA

By
- ‘Title
- Date

-(CQEpofate Seal) . RN,
- T (Institution)

- Title |
~Date . - -

- CERTIFICATE

I, S, certlfy that I am the Secretary of :
‘ ' : ~' named above; that = . S

s who 31gned thls Agreement on behalf of said corporatlon was. then-

of said corporation; and’ that thisg Ayreement

was duly slgned for and in. behalf of said corporation by authonlty of Lts‘ '

governlng body and is Wlthln the scopﬂ of 1ts corporate powers

Witness wy hand and the seal of eald corporaLlon thls ' R -ﬁ:'
dayof . 19 \ '

;(bdrﬁgrateTSEal)‘l-:-.._--f. ' :._ - By
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4p i m e e A i mfn s

Appllcatlon for. o : i' _ (Tltle of Inventlon)
Inventor(s): - .

Serial- No. = f" - __ Contract (Grant) No .

FilingVDate:' T Instltutlon"

Exhibic A . 17

.couFIRHATORY INSTRUMENT’

The 1nvent10n identified .above is a "Sub;ect Invention" under

(ldentlfy Institutional Patent Agreement numbér)

“Lo whlch coutract (graunt) No. : with

e ———
-an_behalf of said Imstitution by authority of its goveln1ng body,™
_and is. w1th1n the scope of lts corporate powers._

(speczfy Government agency) was subject.

This document is conflrmatory of the paldwup license granted td

- the: Government’ under this contract (grant) in this invention, patent|

‘ appllcatlon and any resulting patent, and.of all ‘other rlghts acqu1red‘
by the Government by the refereuced Agreement %
The Government is hereby granted -an 1rrevocab1e power to 1nspe¢t
and maLe coples of the above-ldentlfled patent application. =
Slgned this. day of S 3:';.19__l'.
'(Iustiﬁutioﬁ)_”
“{Signature).
(Prﬁfn‘ﬁ “Br type name)
(Officlal Title)
CERTIFICATE
I, ; B , certlfy that I .am the
of the Institution named as licensor herein; that ;
who signed this License on behalf of the Institution 1s :
of said Institution; and that said License was duly: 91yned for and

Signature

* If in accordance with Section IV(a) of the Agreement, the Agency has
determined that a license for state .and domestic municipal governments

will not be obtained, the following should be added to the Confirmatory

Instrument.'

"The llcense granted to the Government doea not 1nclude state and

damestlc munlclpal governmentb

[
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Notea for Coﬁpletiqe_ef:IPA - |

1/ Insert name of agency

2/ Insert reference to Instztutlon s off1c1a1 pollcy etatements.ifﬁ
3/ Iuaelt a datc of approxlmately 3 years

4/ If any current grants or contracts are to be excluded from the

” agreement, a statement such as.the: follow1ng should be inserted o

here: "This Agreement shall not ‘apply to the f0110w1ng contracte.;ﬁ"

5/ Agencies may wish to limit the scope_ofpthe agreement to contractis -

" entered into after the date of the Agreement. In such case, the |
first sentence of this section would have to be revised. I1f such3ﬁ
an approach is used con31derat10n should be glven as to how contraet

: exten81ans w1ll be treated. '

g/ The bracketed language may be deleted but normally it 1s expected '
that Institutional Patent Agreements will apply to grants as well;
as contracts. . :

-'1/ ’ Some agenc1es may . w1sh to 1nc1ude additional ot alternative prOVLsiqns
' _concernlng 1nternat10nal matters including such language as they - @
_conslder necessary pursuant to 1-9.107-3(h)(2).

8/ Agencies may find it useful to include more detailed instructions

i here en the format of these reports and the persons to whom they
R ‘should be supplled The exact clause may.have to'be 'varied .
“4ww~33P accordlng to the X ?\ '”;normal conktract close out procedures.

9/ Insert‘;he names of any'patent managemnent organizations_that
have been approved If none- are approved insert."none;"

e 19/1 ) leferent datEa may be substltuted dependlng on the Agency .
Y _ needs, ‘ A .

S VA :Iheertfapplicaﬁle_addtesse$jaanoffiee:s;j

| . . . : . ; .
;Wrﬁ-v_-. " o g - e e e L . : ) R . e ER
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Add ‘a new sectlon 1 9 109 7 as follows.

§1~9 109 7 Negotlatlon of . Instltutlonal Patent Agreementsf.

(a)' Informatlon s be SubmlLt?d by Instltutlon
" An iﬁstitﬁtion desifing'to eﬁter intO:an Institutional Péféﬁt..
'Agfeémeht»sﬁall prévidé‘ﬁhe_agency with the:fdllpwing‘infofmatioﬁ;
(1)-‘Géne;al iﬁf;rmatiqn coﬁéefﬁihg,fﬁé.iﬁstitution,”iﬁgiﬁdi
(1) A:cdpy-of its Aftiéléé'of'IﬁéofpdfatiOn;-

(ii) A statement of the 1nt1tut10n s purpose and alms - a

(iii) A statement 1nd1cat1ng the source of the. 1nst1tut1'

fundS'

(2) A copy of the 1nst1tut10n 8 establlshed patant p011<:y,'1E

together with the date ‘and manner of its adoptlon'

(3) The name, tltle, address,and telephone number of the.
ﬁfficer responslble for admlnlstratlon of pateﬁt and invention :
matters &nd a descrlptlon of stafflng in th1s areé,'includlng alln
offlceslﬁhlch_cpnFtlbutento.the 1nst1tut10n s_patent.managemgnt
 capabilities; |

(4) A descrlptlen of the institution's procedﬁfes-fd;"

'1dent1fy1ng and reportlng inventions and a description of the pro- j -

-cedureS'for.evaluatlon of suﬁh invgnﬁioﬁg fot ihdluéfgd-ih:thn'
iﬁstitpti?n's p?qmotionél'program;g |

.-(5)l A.éﬁpy of the agreemént signéd by employees engaged in
researcﬁ-and de#elbpment; iﬁdicating their"obligétion in regard.
fo_inventioﬁs conéeiveS §r for the_first ti¥e redqced'to practice

in the course of their assigned duties;

gy
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;(6) A c§p§ of the 1nvént10n report form Qr outllue utlllzed
'fof praparatlon of 1nvent10n reports- |

(71 A statemcqt;whether.the 1nstitut{éhmhaé-aq égféemenfw
lwigh.ahy pateht‘manégeﬁent~organizatiops'§; coﬁsﬁ1taﬁts'énd éfcoﬁj of
%nf‘gugh agregmenté; o o f"_"_ . . ‘ 3 |

.(8)_ A.déscripfidﬁ of the'plaus.aqd iﬁtentioné‘of.thé iﬂgkitufi
to bring fo:the harkegpléce'inﬁenﬁi&ns £o ﬁhi;h‘it réﬁains‘titie;~'ﬁr
including a desbriptidd'df thé effo;ﬁs t&pieally.uﬁderﬁéken by1tﬁ¢;f

iuétitution to.licpnse-its'inVentions;'

(9) A descrlptlon of the institution's past patent appllcatloﬁ'

" znd patent 11c9n51ug 2ctivities, 1nc1ud1ng the follow1ng.

(i) Numbcr 6fqinventicns_feportéd:td the-iﬂétiﬁﬁtibnfdhring"

each of the past-tén3yearé;

.(ii)__Number.gf;patent'appligétidns‘filéd‘dﬁringaeaghﬁdf.th¢ .fV

l past ten: years; : -

(iii) NUmber_bffﬁétentsfobtained during each of,the §as§f;”"'

ten years

(1v) Numbgr'bf;gkclusive_licénées:issuedgdﬁtiﬁggeach*qff”_w*f'*“::

the-pést'ten years?

(v) Number of nonexclu31ve 11censes, Othar than thaqp tn =

sponsorlng Government agencles, 1ssued durlng each of the past ten
years ;.

(v1) Gross royalty income durlng each. of the past Len year<

(Vll) A genaral descrlptlon of roydlt1Ea charged 1nc1ud1nr

;mlnlmum and max1mum rovalty rates,

on .

s
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o - ..l. o (16)_ A‘listlof'subsidiarylof affiliete institﬁtions,‘which_
weuid be COvere& by an agfeement eignéd by.the'institﬁtioh;t |
| (11) If the 1nst1tut10n is a sub31dlary or afflllate organlzaj
..tion, the name of the other otganlzatlon and a descrlptlon of the ’
:'relat;onshl | | .

(12) The amount of Governmcnt support for research dnd

wo

deVElOPmnnt actlvxtles currently belng admlnlstered by the 1nst1tut15ﬁ,h
glv;ng_Government.agency and breakdown; A : 1
“(14) A Statement of thé 1nst1tut10n s polic1es w1th respect te'thEtf

'Shaflng of fOYaltles w1th employees,'and o '
(15) A descrlptlon of the USes made,df any uet iﬁ&tﬁe gﬂﬁefé:ed

: by the 1nst1tut10n s patent management program

'fbi‘ Criteria for ‘evaluation of a- technology transfer propxdm
‘Before an Iestltutional'Patent Agteemeﬁt 1s-entered iuto with
_an:institutiee, the‘inetitution'shell'ﬁave a'teeﬁnoiegyttréﬁéfer.
program whlch a5 a mlnumum shall 1nc1ude | |
(1) An establlshed patent pollcy whlch 1s conslstent w1th th;
-pollcy in §1 -0, 107 3 and 1is admlnlstered on a contlnuous'basls by an!
.Qﬁfleer or.organlzatien reeponsible to_the institqtion;
(2) 'Agreements with.emplbyees feqpitiﬁg.tﬁem:tb assign,te the _
' institutien or its designee or the'éovernment.an§ inteetioh:ebﬁceivee

- - _"or first actually reduced to practice by them in thercouree of or

under Government contracts and awards or assurance that such agree-

 ments are obtained prior to the assigument of personnel tQTdeernﬁent~

R supported researeh aﬁd;deVeiopment'prqjeCts; - f'_.\




(3) “Prﬁdédurés f§f iqsuring;tha
| idé::;_ifieét'-_iagzqﬁ t-ime1y_'dis¢__1'§§ed' to the |
"adﬁiniétérihg tﬁé pateﬁt-ﬁolicj of‘tﬁé

(4. Pr@@édﬁfés fof insﬁring:tﬁé

]

R -

p;omotioﬁal program; and

(5) An active and efféctiﬁe prof
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-

institution;

' .the institution are evaluated for inclusion in the institution's -

licensing and marketing of inventions.

t iaventions are promptly.

»fficer or organization

- inventions disclosed to.

1dtioﬁgl-pfngrém'for:thé;.

e v






