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July 23, 1976

UNITED STATES OF AMERICA

GENERAL SERVICES ADMINISTRATION

Federal Supply Service
Waskington, DC 20406
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I would like to receive your views on the proposal,
duplicate, by September 18, 1976. Qu¢stions should
directed to Mr. Norman Latker (496-7056).
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Dear Sir: I
This proposed amendment of the Federal Procurement Regula~ions

(FPR) which is enclosed is forwarded to you for consideratiion
in your capacity as a member of the Interagency Procuremedt
policy Committee. . I

I
The proposal concerns Subpart 1-9.1, Patents, and involve~
the addition of provisions dealing with Institutional Patent
Agreements with educational and other nonprofit institutidns
having a technology transfer program meeting specified I
criteria. !
An ad hoc subcommittee of the Committee on Government Patept
Policy developed the proposal and it has the approval of tpe
full Committee. I

I
I.n .v.iew of the a.ction by the commi. ttee.,. it is now.. approprirte
to solicit formal agency views. It would be desirable, of]
course, for your agency's patent counsel to be involved inl
this matter. I
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Sincerely,

(~;?~/t ffi22~y(,
, -

PHILIP G. READ
Director of Federal Procurement Regulations

Enclosure
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Keep Freedom in Tour Future With u.s. Savings Bonds'.,

DC 76.10924
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Proposed FPR Revision

Prepared by Ad Hoc SUbcommittee on University Patent Policy

January 1976

1. Add the following subsection (6) to ).-9 .107-4(a):

(6) 1n accordance wit~ the exceptional circumstances

l-9.107-3(a) and/or the speCial situations langu~ge of 1-9.107-3(<:),

agencies may enter into Institutional Patent Agreements with

and other nonp.rofLt; institutidns having a technology transfer

meeting the criteria set forth in l-9.l09-7(b).

substantially the same as the standard agreement

provide the institution the right to retain the

interest in inventions made in the course of or
-;,;

to certain conditions. When such an agreement has been made with

institution, it; sha.l.I be made applicable to each, cont.ract with the

institution in lieu of the Patient; !l-ights 'cla,:!ses in 1-9.107-5 and

l-9.107-6(a) and (b) (unless <1determinaticmhas been made to

the contr<1ct from the <1greement.)

2. Retitle 1-9.107"6 as foll'o"'s: "Clauses for'dolilesticcontracts'

(shor t form) and Ilistitutiotlal Patent Agreellleuts. II.

3. Add the following new subsection (c) to 1-9 .107-6:

(c) Patent Rights - Institutional Patent Agreements.

<1n agency has determined in accordance with 1-9;109-7 that an

should receive an agreement as authorized under'1-9.l07~4(a)(6), an

Institution<11Patent Agreement substantia'lly similar to the standard
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agreement set forth in paragraph (c}(Z) of this section(;~d

to the applicable agency

""'"

completed .... indicated in the nulT1bered no t e s appearing after the

Agreement) shall be used. Ch,nges in the altreement 'should be kept

to a minimUm and should be limited to changes dictated by statutes

applicable to the agency or. by special administrative needs. 'In any

event, agreements should include at least the' following, featur~s:

(A) A requirement for the prompt reporting of ail lnventions

along with an election of' rights;

•
tion has lIot been achieved or is not l fke Ly to be exped i t i ous l y

(c) A requirement that licensing 'byth~ institution will

be non excIusLve except, where the desired practical or commercial

•
Reservationl of all the rights specified in 1~9.l07-3..- '''h)

through such l i ceus Ing ;

o» A condition limiting any' exc l us Lve license toa period not

substantially greater than necessary to provide the' incentive for

bringing the invention to the point of practical or commercial

application and to permit the licen$ee tor:ecoup Lts cost s and a

reasonable profit thereon;

(E) A restriction that royalty charges be limited to what is
\"..

reasonable under the circumstances or within the industry involved;
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(F) A requirement that the institution's royalty receipts,

after payment of adm i.nLs tratLve l'cos t s ahd incentive awards to

inventors, be utili~ed for educ at i.on aI or r e search purposes;

(G) A provision enabling theag",ncy to except individual

ccut r ac t s or grants from the operation of the agreemen\: where this

is deemed in the public in\:erest;

(H) A requirement for progress reports after designated

and re-execution of the agreement only if the Government deems. the

institution' sperformance to be satisfactory;

(1) A prohi1>ition against assignment of inventions without

Government approval to persons or organi~ations other than

:\'

subjec t to t.h e above co ndi t i ons , to approved.ipaten t manag emen t

c rg an i aat i ous ; and

(J) . A provision permitting termination for convenience 1>v

either party upon thirty (30) days written notice.

(2) The EoLl owing is the standard InstitudonalPatent Agreement:
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INSTITUTIONAL PATENT AGREEMENT

This Agreement .1s made and entered into by and between the
United States of Amer~, as represented by the
hereinafter sometimes referred to as the :Agency," and

, hereinafter referred to as the "Institution."-------
WITNESSETH:

WHEREAS, in accordance with the President's Statement and
Memorand.um of Government Patent Policy dated August 23, 1971, and

~ the· provisions of 41 CFR l-9.l07-4(a) (6») it has been. determined by
the Agency that the Institution has a technology transfer program
meeting the criteria of 41 CFR 1-9.109-7 in that the Institution's
patent policy as set forth in • 21 and Lts
technOlogy transfer practices have been reviewed and found
acceptable; and

~nIEREAS, the ,Institution Is d:~loUS of entering into an
---7' agreement whereby it may retain entire right, t I t Le , and

interest,/subject to certain rights acquired by the Government;
:l.n and administer inventions made in the course of or under
research supported by the Agency;

NOW,· THEREFORE, :l.n consideration of the ·foregoing, the par t Iesvhe re to
agree as follows:

I. Scope of Agreement

This Agreement shall define the rights of the parties hereto
regarding the allocation of rights in Subject Inventions reported
aiter the date of this Agreement and made under contracts entered

~ prior to 1/, unless the Agency specifically
provides as a condition of any future contract that this Agreement
shall not apply thereto. This agreement shall not apply to Subj ect
Inventions incases where the Institution is a subcontractor under" a
prime contract of the Agency. L ] ii, 2/

II. Definitions

(a) "Subject Invention" means any invention or discovery of the
Institution conceived or first actually reduced to practice in the
course of or under a contract with the Agency, and includes any art,
method, .p rocass , machLne , manufacture, design, orcompo~;itionof mat

(

!
I

1,1

!.? ~
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or any new and usef'ul, improvement thereof ,and anyva,r;iety;. of. pLant ,
which is or may be patentable under the Patent Laws of the United
States of America or any foreign country"

(b) "Contract" means any 'contract, [agreement, grant, or other
arrangement ]61 or subcontract entered into with Or for the benefit
the Governm",rit, where a purpose of the contract is the conduct of
experimental; developmental, or research :,"ork.

(c) "Made," when used in relation to any invention or d Ls-'
coyery, means the conception or first actual reduction to practice
,of such invention ,in the course of or under a contraCt.

III. .Allocation of Principal Rights

(d) "To bring to ,the point of practical application" means to
manufacture in the case of a composition Or product, to practise in
the case of a process, or 'to operate in the case of machine and
such "I.'?nditions as to est,ablish that the invention is being worked
that !i.3tlbenefits ·are reasonably accessible, to the public.

. ./
(e) "States and domestic murrtcipal governments" means the

States of the United'States, the District of Columbia, Puerto Rico,
the Virgin Islands, American Samoa, Guam, and the Trust Territory
of the Pacific Islands" and any political subdivision and
thereof.

~

-7'"

-'"
~r

(a) The Lns t LtutLon may retain the.entire right, title, and
interest throughout the world or in any country thereof in and to
each Subject Invention disclosed pursuant to Section V., below,
subj e c t to the provisions of this AgreeIllent. The Lns t Ltut Lon shall
include with each Subject Invention disclosure an election whether
will retain the entire right, title, and intei'6st in 'the fnvention
throughout the world or in any country thereof subj ect ,,~ the rights.
acquired by the Government in Section IV of the ngreomen t; provided
that the In$titu~ion'may request any extension of the time for elec
If the Lns t.Ltut Lon elects not to retain rights in a Subject
it shall supply the Agency with any written reports upon which this
decis ion was made, such as marketing reports ,patent searches, or
other similar reports.
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(b) The Institution agrees to convey to the Government, upon
request, the. entire domestic right, title, and interl'st in' any Sub>
ject Invention when the Illstitution: '

(1) does not elect .undar section IIt(a) to retain such
rights; or '.

(ii) fails to have a, United States Patent Appl i.c at i'on
filed on the i nven t i on iri accordance with section
VI(a), or decides not to cont i nue pro aecut Lon 6f such
application; or

(iii) at anytime, no longer desires to retain title.

(c) The Institution agrees to convey to the Government,
request, the entire right , title, and int,erest in any Sub j ec t
in any, foreign country when the Institution: '

(i) does not elect under section III(a) to retain, .such
rights in the country; or ..

(ii) fails to have a patent application filed in the
on the invention in accordance with sectio.nVIl( a);
that if an application has been filed in a foreign c oun
after the times specified in section VIl(a) but prior to
such request by the Government, the Institution "hall ret
tlle entire right, title. and interest in the Subject
Invention in the country involved; .o r

(iii) decides not to continue pro"ecution of. such
t Lotr o r to, liay any main t en anc e i fe e s c ove r i ngi t he invent; t,rl
To avoid forfeiture of the patent application Or patent
the Institution shall notify the Agency not l ess tha~
(60) d ay s before. theexpiratio[1 period for any action re­
qud.r ed by the foreign patent o f f ic e ,

(d) , A eonveyance, requested pllrsuant to sections III(b) or
of this Agreement, shall be made by delivering to t.he A~ency duly
executed Lns t r ument s (prepared by the Govermnent) and such other
papers as are deemed necessary to .vest; in the Government 'the entire
right, title, .and interest to enable t he rGover nm en t; to apply for and
prosecute patent applications covering the invention in this or the
foreign country, 'respectively, or otherwise establish its ownership
of such invention.

,
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IV. Minimum Rights Acquired by the Government
o •

(a) With respect to each Subject Invention to which the
retains principal or exclusive rights, the Institution hereby grant
to the Covernme'lt of the United States a nonexclusive, nont r an s fe r
paid.-up Lic euse to make, use , and sell each Subject Invention t h
the w<lrld by or on behalf of th." ,C<lverlltnent of the United States (
any Government agency) and States and domestic municipal gov ernmenr a
unless the Agency determines after the invention h a s Ib e en identifi
that it would not be in the public interest to acquire the license
States <Ind domestic municipal g<lvernments;

(A) unless the Institution, it s licensee, or it s
demonstrates to the Government that effective steps have been taken
within three (3) ye ar s af'ter a patent issues on such invention to
the invention to the point of practical application or that the
has been made . ava i Lab Le for 1icensing royalty-free or on terms that
reasonable ~df~e c i r cumst auc es or Can show cause why the pr i nc i.pa I
or exclusive rightashould be retained for a further period of time

(b) With respect to each Subject Invention to which the
Institution retains principal or exclusive rights ,the Ins t i t ut i cn
agree.s to grant to responsible applicants, upon request of the
Government, a license on terms that are reasonable under the circtim~tances;

(n) to the extent that the invention is required for
use by governmental r eg uLat i.on s or as may be necessary to ful fill
health or safety needs, or for o.t her public pur po sesvat.ipu l at ed in
applicable contract. .

tc) Notwithstanding section III(a) or any other prOV1.S10n 0

this agreement, if a Sub j acj; Invention is made under a contract
supporting an international agreement or treaty, the Institution
to issue all such licenses or assignments as .ar e directed by the
and to comply with such other directions of the Agency as are d
necessary by the Agency to comply with the terms of any applicable
international agreements. At the request or the Institution, the
Agency will, a f t er an invention is i.dent.i. fied, agree to identi fy
the specific obligations of the Institution with respect to such
inventiou which might otherwise conflict. with t he provisions of thi
.Agr~ement. [ 1 Y

- )-

(d) Nothing contained in this section shall be deemed to
grant to the Govermul!nt any rights with respect to any invention
other than aSubj ect Invention.
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V. Lnven't i.on Identi f i c at i on , Disclosures, and Reports---------.- .- - ------.
(a) The Institution shalll furnish the Agency

(i) a complete technical disclosure for each Subject
Invention, within 6 months after conception or first .
actual reduction to practice, whichever occurs first in
the c our se of or und e r the contract, but in any event
prior to any on sale, public use, or publication of
the invention known to the Institution. The. dis­
closure shall identify the con t r act and inventor and

. shall be suffidently complete in technical detail
and appropriately Ll l us t r at ed by sketch or diagram
to convey to one skilled in the art to which the
invention pertains a clear understanding of ~henature,

purpose, operation, and, to the extent known,the physical,
chemical, biological or electrical characteristics of the
invention. Such disclosure shall be furnished directly
to the Agency in addition to any other requirement under
the contract for the subm i s s i on of progress or financial
rElPorts and whe t h e r or not reference to the Subject Invent
has been made in any o thor such reports.

(ii) Complete information concerning the dat ann identity
any on s a le , public use, or publication of th invention
>1hich may constitute a statutory bar under 35 USC 102,
which was authorized by or known to the Institution or
any contemplated action <if this nature.

(iii) A final report within three months after completion
of the work under any contract , listing all Subject
Inventions or certifying that there were no such inventions.

(b) The Institution shall obtain patent agreements to effectuate
the provisions of this Agreement from all persons in its employ who
perform any part of, the work under any contract except nontechnical
personnel, such as clerical and manual labor personnel.

(c) The Institution agrees that the Government may duplicate
and disclose Subject Invention disclosures and, subject to Section XI,
all other reports and papers furnished or required to be furnished
to this Agreement.

(d) The Institution shall not bar or prohibit publication of
disclosures of Subject Inventions on which patent applications have
been filed.
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VI. ,ili03 of Do~estic Patent Applications

(4) With r.es pec t to each Subject Invention in whicllthe. Insti
elee.ts to retain domestic rights pursuant to section III(a) of this
Agreement, the Ins·titutionshall have a domestic. patent application
Within six (6) mo"thsafter an election has. been made pursuant
to section IU(a) oi: this Agreement or such longer period as
may be approved in writing by the Agency; provided, however, that i
the Agency determines that there has been such use or publication
of the .inventi"n 's to initiate the one-year statutory period, the
Agettey :~ay prescribe a shorter period for the filing of the
applica£i"n in the event the six-month period would extend beyond
such s.tcatutory period. Such shorter period, however ,shall.in no
case .end moaa than thirty days before the .end of the statutory per
Withuspect to such invention, the Institution shall promptly noti
the Agency. of any deci sLon not to file an application.

(b) For each Subj ect Invention "n which a patent appLi.c at ir-n
is filed~y or on behalf of the Institution, the Institution shall,

(i) wi,thin two (2) months after such filing, or within
(2) two months after submission of the invention disc
if the patent application previously has .been filed, d
to the Agency a copy of the application as Hied,

"the filing date and serial number,

(ii) within two (2) months after such filinv" or wi
(2) months after submission of theinventioll d.i-s c Los
if the patent application has previously been filed,
and deliver . a copy to the Agency 0 f: an assignment from
inventor or 'inventors to the Institution of all right,
and interest in. the in;"ention pro pe r Ly recorded in' the
States Patent and Tr ademar k Office.

I
<iii) . include the following statement, appropriately
pleted, in the second paragraph o f the specification
the application and any patents issued on the Subjec
lnvelltion, "The Government has rights in this
pursuant to Cont r ac t r f o r Grant) No.
I!y(identifythe Agency)",

,
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(Lv) within six (6) months after ;f;i1ing the appLf.carton ,
or within six (6) months af t er submitting ,the invention
disclosure if the application has been filed p r ev'iousLy-, '
deliver to the Agency a duly executed and appr-oved ' "
instrument on the form specified in Exhibit A, which i's
attached hereto and by thisre;f;erence made apart hereof!

(v) provide that Agency with /1' copy of the patent within
two (2) lllonthsafter a patent issues qn the application;

(vi) not less than thirty (30) days before the expiration
of the response period for any', ac t.ron r equ i r ed by the United
States Patent and Trademark Office, notify the Agency oJ; any
decision not to, continue the prose cut f onvof the application
deHverito the Agency execut ed Lns t rumcrrt s grant Ing the
Government a power of attorney;

(viii) upon request, fully advise the Agency conceriling
all actions taken during the prosecution o f any pat.errt
application and furnish copies of any r'e.l evantvdccumenr s
as reques ted,

..---.....,~" ~\~, Filing of Forei~Patent c\.12Pl.:i.E.:!.t.i..!'!'.."

(a) With respect to each Subject Inventionin which the Iris t.f t.ut Lon
elects to retain principal rights in a foreign countrypllrsuant to
section IIl(a) of t hd,s Agreement, the Institution shall' have a patent
applicati.onfiledon the invention in such country, in accordance with
applicable statutes and regulations, and within one of the following
periods:

,

--,
(i) eight (8) months from the date of a corresponding
Unit:d States apl'.:j"ication filed by or on behal~ ,of the
Lns t Lt u t Lon ; or l!. such an application is notilled,
six (6) months after an election is .made pursuarrt '
to section UI(a) of this Agreementl

(ii) six (6) months from the date a license is gra nt.ed
by the Conunfs s ioner of Patents and 'I'radema r ke u-o fi I e
foreign applications when such filing has been pro~

hibited by security reasons; or

(iii) such longer period as may be a~proved in writing
by ,the Agency.
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VIII. Subcontracts

(b) The Instituti.,n shall notify the
appli¢ation fU~d and. upon written request,
version of such foreign app l i c at i.on withoutaddit

(a) Except as provided in (b), below, the Institution shall
in any subcontract where a pur pose of that subcontract is the
experimental, developmental, or research work either the "Patent
Ac.quisitionby the Government" clause found at 41 CFR l-Q.107-S or
foll~wing dause:

,

Paten·t RiJ?;hts

(a) The Contracto.r hereby agrees to report fully and
promptly to . any

-- (Institution)
invention conceived or first ac tual l y reduced to practice
in the. course of or under this contract (hereinafter
referred to as "Subject Inven t i onf e ).;" and to assign all
right, title, and interest in and to such invention to

or its designee.
(Institution)

(b) In. addition, the Contractor agrees to furnish the
following materials, disclosures and r e por t s :

(i) Upo" request, such duly executed instruments
pared by the . or its

(InstitutIonr­
other papers as. are deemed necessary to

or its designee
vest.in
the

(ii) Prior to final settlement of this contract, a
final report 1 sting all Subj ect Inventions or certifying
that no invent ons were conceived or first actually
reduced topr ac t Lce under the .contract.

·--(institution)
prosecute sny patent
such .invention.

clause and to enable the
or its designee to apply for

application, in any country,

t.
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(c) Except as provided below the Contractor shall include
either a clause identical to this clause or the "Pate,:!t,.

___)~ Rights - Acquisition by the Government" clause found '"'ll':i
41 CFR 1-9.107-5 if a purpose of the subcontract is
experimental, developmental, or research work. In the,
event of a refusal by a subcontractor to accept either
of these clauses or if, in the opinion of the Contractor,
these c Lause s are inconsistent with the policy set forth in
41 CFR 1-9.107-3, the Contractor .cD shall promptly notify
the Institution and (U) shall not proc aed wi,th the sub- '
contract without the written authorization of the Enstitu t i.on ,
It is understood that the Institution will seek direction
from the (insert name of appropriate
Agency) •

(d) The Contractor shall report any subcontracts containing
a patent rights cl.ausa to the Institution. The Contractor
sha l I not .be obligated to enforce the agreements 0 f any
Subcontractor hereunde,r relatingtot~eQbligationsof the
Subcontractor to the Government in r",g<lrdto. Subject; Inventions

[End of Cl ause ]

(b) In the event of <I r cfus aI by <I subcontrac t o r to acc ept
either of the c l aus e s specified in (<I), or if, in the op i.n i.o n of the
Inat i.t ut i.o n , these clauses are inconsistent with the po li.c yis e t
forth in 41 CFR 1-9.107-3, the Institution ,(i) shall promptly
submit a wr i t t en notice to the Agency setting forth reasons for
the Subcontractor's refusal and other pertinent information wh,ich
may expedite disposition of the matter; and (ii) shall not proceed
with the subcontract without the written authorization of t h e Agency.

(c) It is understood that the Government is a third party b
ficiary of any, subcontract clause granting rights to the Cove r nm en t; in
Subject Inventions, and the Institution hereby assigns to the Govern­
ment all rights that it would have to enforce the Subcontractor's
obligations for the benefit of the Government with respect to Subject
Inventions. The In s.ci.t u t i.on shall not be obligated to enforce the
agreements of any subcontractor hereunder relating to the obligations
of the Subcontractor to the Government in regard to Subject Inventions.
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(0 Notwithstanding the provisions of subsections (a) and (b) ,
above,' no license, either exclusive or nonexclusive, 'shall be granted
b yfrhe Institution- to any .of the following persons or organizations,
exccpt.withtheapproval of the Agency:

(i) Any person who participated as an employee of the
Institution in the research leading to the conception
and/or actual reduction to practice of the subject
Lnverrt i.on ;.

(ii) An organization-of which a person described in
(f)(i) was a promoter or organizer or in which such a
person is an officer, director, or holds a substantial
financial interest.

(iii) An organization of which the Institution was a
moter, organizer, or financer.

In such .case s the Agency's approval will normally be given only if the
Institution can show that a bona fide effort was made without succes s
to interest other organizations known to be interested in the subject
mat t e r of the invention in licensing and further developing the
Subject Invention or otherwise can show why the public intcrest will
best be .served by the proposed licensing arrangement.

X. Patent Management Organiz<ttion::.

11)(\ Institution may utilize the services of the following patent
management org an i zat i onacat its dLsc rct i on :

1 '!./
Other patent management organizations will not be utilized by the
Institution unless the patent administration agreement between such
organization and the Institution is approved by the Agency.

111e Institution shall not assign any Subject Invention to p<trti"s
other than the Agency in circumstances as set forth in this Agreement,
except that it may assign rights in the invention to the above-
listed patent management organizations or any other patent management
organization "hose agreement with the Institution has been approved
by the Agency. Any reference to an Institution in this Agreement
shall also include a patent management organization .where applicable
and an assignment to such an organization sha ll specifically be made
subject to all the terms and conditions of this Agreement ..

»
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XII. Inventions by Federal Employees

The Institution shall provide a wdtten annual report to the Agency
on or before Septelllber 30th of each year covering the preceding
year ending June 30th, regarding the s t atus of development and
commerciaL use that is being made or intended. to be made of each
Subject Invention left for administration to the Institution and the
steps that have been taken by the Institution to bring the invention
to the point of practical application. 10/ Such reports shall incl
information regarding status of development, the date of first
'sal.e or use, gross royalties received by the .Institution, and such
data and Lnfo rma t i cn as the Agency may reasonabty specify. To the
data or information supplied pur s uan t; to this section is considered
bya licensee to be privileged or confidential and is so marked.
Agency ag r e e s that to the extent permitted by Law it will not d
such information to 'per sou.s .out s i d e the GOVernment.

XI. Reports on pevelopment and Commer~ial~se

c

Nothing in this Agreement shall preclude the Government frolT\> ob
greater r Lgbt s in as\lbject Invention made by an inventor.whi
t'eder.al employee. .

XIII. Termination

This Agreement may be terminated by either party for convenience
thirty (30) days .written notice. Disposition of rights in, arid
administration of inventions made under contracts subject to this
Agreement will not be affected by such ' a termination; except that
the event the Government terminates this Agreement because of a
f a i Iu r e or refusal by the Institution toeomply with any of its
under sections V(a), VI, IX, and X of this Agreement, the Agency
the right to require that the Institution's entire right, .
interest in and to the .par t i.cul ar invention with respect to which
the breach occurredbe·assigried to the United. States of America,
represented by the Agency.

!ll!at1ol1S

·XIV. Communications 11/

Requests for Agency approvals, extensions, or simitar actions and
correspondence required by this Agreement should be addressed to ,-,'c..-__

ExceptnL 3 _

specifically provlded-oth'erwrse in this Agreement, th'; ,
or his d es ignee shall act as the point of authority within the Agerlcv
to grant 8uchappro'1als, extensions ,or take such other
as may be autho r i.z ed Ln.: this Agreement.
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By ~ --.,- -:

By
Ti"""t·1-e---,....-----

Date~ _

By
TitleDate --__--'-.,.--'-__--__--'.,---....,c,

------ (Institu'i:Ton)

CERTIFICATE

UNITED STATES OF AMERICA

16

IN WITNESS WHEREOF, e ach 0 f the. parties hereto has executed
this Ag r eemen t vas of the day and year below ..

(Corporate Seal)

Witness my hand and the seal of said corporation this
day of ,19

I, , certify that I·am the Secretary of
named above; that

, who sfgne,Lthis Agreement on behalf, 0 f said corporation was the
-----, of said corporation; and i t ha c this.
was duly signed' for and in b eha l f of said corporation by authority
governing bod y and is within the scope of itscorpo,'ate powers,

'(C~rporate Seal)

o
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Elthibit A 17

CONFIRMATORY INSTRUHENT'

The Gover~ent is hereby granted an irrevocable power
and make copies of the abov e-Ld ent i f i.ed patent application.

and

(Title-of Invention)

(PdnC6t typenaine)

[fi1stitution)

{signature)

{oHICial-nITe}

___ day of , 19

CERTIFICATE

Signed this

Application for:
InventorC s):
Serial No. Contract (Grand"No.
Filing Date: Institution:

!
t---r
I
f
!
I

I, • certify that lam the I
of the Institution named as licensor herein; that -I
who signed this License on b eha l f 0 f the Institution is !
~-:-:_'" of said Institution; and that said License, was duly si~?edp'or
ill behalf of said Institution by authority of its gover n i ng body"
and is within the scope of its corporate powers.

I
The invention identified above is a "Subject Invention" under I

Cidentify Institutional Patent Agreement numb'e r )
- to which contract (grant) No. with I

(specify Government agency) was subject. l
t

This- document is confirmatory of the paid-up license g r anted td
the' Government under this contract (grant) in this invention, patent!
application and any resulting patent, nd of all other rights acquir~d

by the Government by the referenced Ag eement.* I
i

.' tto l.nspect
t,

I
!
/
I
I
t

j
If,
1

1
!

"

I
!,
I

I
I
I,
!;

I
I',I
'i
1
!

Signature

"The license granted to the Government
dOmestic municipal gover nments ;"

I
1

*-lrrn accordance with Section IVCs) of the .Ag r eement; , the Agency ~as
determined that a license for state .and domestic municipal gov e r nmertt s
will not be obtained. the following should be added to the Confirmadory
In s trument : ' I

!
does not include state and

i
-r- H ........ . ,M __
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Notes for Completion of IPA

Y Insert name of agency

}J Insert reference to Institution 1 s officilllpoHcy statements.

2.1 Ins ert; a date of approximately 3 years.

";'

!!-/

~..I

y

?J

If any current grants or contracts ar a to be excluded from the
agreement 1 a statement such as the following should be inserted
here: "This Agreement shall not apply, to the following contract

Agencies may wish to limit the scope of the agreement to
entered into after the date of the Agreement. In, such case,
first sentence of this section would have to be revised. If
an approach is used, consideration should be given as to:h~w
extensions will be treated.

The bracketed language may, be deleted but normally it ,is
that Institutional Patent Agr e emenc s will apply to' grants
as contracts.

Borne agencies may wish to include additional or alternative
conc arnLng Lnt erne t i.onaLjnat t er s including' s uc h language as
conaider necessary pursuant to l-9.l07'-'3(h}(2}.

Agencies may find it useful to include more detailed instruction
here ern the fo rmat; of these reports and the per SOliS to whom they
should be supplied. The exact clause may have t o vb e varied

. ' ~e",~~.,)accord i ng to theRe1 s no rmal contract c Los e-eout; procedures.

Insert the names of any pat ent; management organizations that
have been approved. If none are approved, insert "none."

Different dates may be substituted depending on the Agency's
needs.

Insert applicable addresses and officers •

II

~r""'1-.~'·""'''_._'.__~-'''''''-",~'· -,~_. -.....-.'---'
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4. Add a new section 1-9.109-7 as follows:

§1-9;109-7 Negotiation of Institutional Patent Agreements

(a) Informatiofl_::.."._be Sl~mittl'd_by Institution

An institution desiring to enter into an Institutional Patent

Agreement shall provide the agency with the ,following information:

(1) General information concerning the institution,

(i) A copy of its Articles of Incorporation;

(ii) A statement of thein,titution' s purpose and

(iii) A statement indicating the source of the

funds;

(2) A copy of the institution's established patent policy,

together with the date and manner of its adoption;

(3) The name, title, a<ldressrand telephone number o f the

officer responsible for administration of patent and invention

matters and a description of staffing in this area, including all

offices which contribute to the institution's patent management

capabilities;

(4) A description o f the institution's procedures for

identifying and reporting inventions and a description of the pro-

c ed ur e s for evaluation of such inventions for inclusion in thl'

institution's p r omoc i on a I progra~;

(5) A copy of t_he agreement signed by employees engaged in

research and development, indicating their Obligation ill regard

to inventions c ouc e i.ved or for the first time reduced to practice

in the. course 0 f their assigned duties ;

',S
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(6) A copy 0 f the invention report form or outline utilized

for preparation of invention reports;

(7) A statement whether t he institution has an agreement

with any paten t.on an ag emen t o r g arri.zat Lon s or c onsul tan t s and a copy of

au yuuch agreements;

(8) A description of the plans and intentions of the institut

to br i ng to the marketplace Lnven t i on s to which it retains title,

including a d e scr Lpt i o n of the efforts typically undertaken by the

bstitution to license its .inventions;

(9) A description of the institution's past patent

and patent licensing activities, including the following:

(1.) Number 0 f inventions reported to the institution

each of the past ten years ;

(ii) Number of patent applications filed during each of

pa n t t en years;

(iii) Number of patents obtained during each of .the past

ten years;

c

·'0

(iv) Number of exclusive licenses issued during each o.f

the past ten years;

(v ) Number of nonexclusive licenses, other than t.ho ae t.o

sponsoring Government agencies, Ls sucd during each of thep8stten·

years;

(vi) Gross royalty income during each of the past

(vii) A g en er a I d e sc r i pt Lon of royal t Le e charged,

.~

minimum and maximum royal t y rates;
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(10) A list of subsidiary or affiliate institutions, which

would be covered by an agreement signed by the institution;

(11) If the institution is a subsidiary or affiliate 0

,

tion, the name of the. other organization and a d asc rLpt Lon of the

relationship;

(12) The amount of Government support for research and

development activities currently being administered by the

giving Government agency and breakdown;

(4) A statement of the institution'.s policies with respect 1:0 the

sharing 0 f royal ties with employees; and

(15) A clescription 0 f the uses made 0 f any net i~~e g

by the institution's patent management program.

(b) Crit~ria for evaluation of ~ technology transfer ~5~~~~

Before an Institutional Patent Agreement is 'entered into with

an institution, the institution shall'have a technology transfer

program which, as a minumum shall include:

(1) An established patent policy which is consistent with

policy in §1-9.107-3 and is admdn i s t er ad on a continuous basis by an

officer or organization responsible to the institution;

(2) Agreements with employees requiring them to assign to t

institution or its designee or the Government any invention

or first actually reduced to practice by them in the course of or

under Government contracts and awards or assurance that such agree-

men t s are obtained prior to the assignment of personnel to

suppo rted research and development projects;
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(3) Procedure s for insuring "tha~ inventions are promptly
!

identifiec[ and timely disclosed to the 'f f f i.c er or organization

I
administering the patent policy 0 f the ins t i t ut Lon ;

I
(4) Procedures for insuring thal inventions disclosed to

institution are evaluated for Lncl us.Lon in the institution's
I

promotional program; and

(5) An active and e f fec t i ve pror~otional program ,for thk
, I

I

licensing and marketing of inventions. i

/--)

,
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