: _'_12_"..

(11) Subsectlon (e) of section 302 of the Appalachlan B
Reglonal Development Act of 1965 (40 usc App. SOZ(e) 79 Stat. 5), _
R ] (12) Subsectlon (a)(Z) of section 216 of tltle 38 Unlted
States Code _ | _ |
(13) Sectlon 9 of the Federal Nonnuclear Energy Research

.and DeveloPment Act of 1974 (42 USC 5901; 88 Stat 1878),

(14) Sectlon 3 of the Act of June 22, 1976 (42 Uec 1959d 1

note 90 Stat 694);

(15) Subsectlon (d) of sectlon 6 of The Sallne Water Conver51pncl-

Act of 1971 (42 USC 1959(d); 85 Stat. 161),___. e | |
- (16) Sectlon 303 of the Water Resources Research Act of 1964
(42 USC 1961c-3; 78 Stat 332),
(17) Section 5(d)-.of the Consumer Product Safety‘Act (15 USC
2054(d) 3 88 Stat. 1211),.
- (18) Sectlon 3 of the Act of Aprll 5, 1944 (30 USC 323

. 58 Stat, 191), and

(19 Sectlon 8001 of the Solld Waste Dlsposal Act (42 USC -
6981; 90 Stat. 2829). | L |
' (b) This Act shall also be construed to take precedence over any
fhture Act, unless that Act specifically c1tes thls Act and prov1des
“that it shall take precedence over this Act

Sectlon 14 Effective Date. o n '-' . _d. o

This Act shall ‘take effect 180 days after the date of enactment
of thlS Act, except that the regulatlons referred to in section 12 or

- other Jmplementlng rcgulatlons, may be 1ssued prlor to that_tlme.
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- Sectlon 13 Precedence of Act.

. This Act shall take precedence over any other act whlch.would
‘reoulre a d15p051t10n of rlghts in subject 1nvent10ns in a manner that a
is 1ncon51stent with this Act 1nc1ud1ng but not necessarlly lnnlted :
'_.to the follow1ng |
| (1) Sectlon 1U(a) of - the Act of June 29 1935 as added by
' Tltle 1 of the Act of: August 14 1946 (7 usC 4271(a) 60 Stat 1085), &
@ Sectlon 205(a) of the Act of August 14, 1946 T :
(7 Use 1624(a), 60 Stat. 1090) ; | | _' |
| (3) Section 501(c) of the Federal Coal Mlne Healﬁh and
Safety Act of 1969 (30 USC 951(c) 85 Stat. 742); ..
A (4) Sectlon 106(c) of the National Trafflc and Mbtor Vehlcle:‘
Safety Act of 1966 (15 USC 1395(c) 80 Stat. 721), - |
(5) Sectlon 12 of the NatLonal Science Foundatlon Act of x
"1950 (42 USC 1871(a) 82 Stat. 360); o
_ (6) Sectlon 152 of the Atomlc Energy Act o£'1954 (42 USC :
" 2182; 68 Stat. 943); T | "
‘. | (7) Sectlon 305 of the Natlonal Aeronautlcs and Space Act oif_
1958 (42 usc 2457), | SRR S _' 1
| (8) Sectlon 6 of the Coal Rescarch Development Act of 1960
(30 USC 666; 74 Stat. 337); R SR |
_ (9) cectlon 4 of the Hellum Act Amendmcnts of 1960 (50 usc
: 167b 74 Stat. 920),_ | T

10) Sectlon 32 of tho Arms Control and Dlsarmament Act of 3

'1961 (22 USC 2572; 75 stat. 634),




'Hlo_'

Section 9 Confldentlallty Any report of a subject 1nvent1on under'f

this Act may be treated by the Federal agency as a record exempt from_

dlsclosure pursuant to 5 USC 552(b) (4) unless (i) a Unlted States

patent appllcatlons descrlblng the 1nventlon has been f11ed (prov1ded ff

that coples of the actual patent appllcatlon may be treated by the -

Federal agency as records exempt from.dlsclosure pursuant to

5 Usc 552(b)(4)), (11) a descr1ptlon of the 1nvent10n.has been.publlshec :

elsewhere by the 1nventor, (111) the contractor or a subcontractor '

has not elected to reta1n title, and/or a contractor subcontractor,

- or 1nventor has not requested the retentlon of tltle or -other commerc1al B

r1ghts, or (Iv) the contractor ox subcontractor has not elected to '

_ retaln tltle and/or the Fedo*al agency has denled,the request of the
contractor, a subcontractor, or an inventor to retaln tltle or other .
- commercial rlghts | .

Sectlon 10. Background nghts.‘

Nothlng in this Act shall be deemed to preclude a Federal agency
d from obtalnlng rlghts in any background jnvention of a contractor.

Sectlon 11. Relatlonsh;p to Ant1~trust Laws.

Nothing in. thlS Act shall be deemed to convey‘to any person 1mmunity'.

“from c1v11 or crlmlnal 1lab111ty, or to create any defenses to act1ons_"

under dny'antltrust 1aw.”; |

._ Section 12.° -Unlform Clauses The Office of Federal Procurement Pollc1

*

is authorlzed to issue regulatlons whlch may . be appllcable to all

Federal agencies establlshlng standard contract.provlslons requ1red ‘under

this Act.

.‘..




. under whose c0ntract,the 1nvent10n'was made

.-

in paragraphs (a) and (b) of this sectlon at 1east every three’ years ,"

- in light of changes o tho consumer price 3ndex or othcr 1nd1ces Wthh

he c0n51ders reasonable to use.

- Section 8. Preference for Unlted States Industry _

._ (a) Notw1thstand1ng any other pIOVlSlOn of thls Act, no small
business flrm ox nonproflt oraanlzatlon thCh receives tltle to’ any
subject 1nvent10n, and no person who recelves an 3351gnment of the B d

subject 1nvent10n shall a551gn the rlght to practlce such 1nvent10n in

_ the Unlted States or grant an exc1u51ve llcense to practlce the 1nvent10

in the Unlted States to any fbrelgn corporatlon or any other organlzatlo
-substantlally owned or controlled by foreign 1nterests However in

d1v1dua1 cases, thlS restrlctlon may be waived by the Federal aoency

(b) Notw1thstand1ng any other prov151on of thls Act no small
_bu51ness flnn or nonproflt organlzatlon whlch recelves title to a

subject 1nvent10n, and no person who recelves an 3551gnment of the

subject invention from them, shall a551gn,the rlght to practlce the '_i.

1nventlon out51de the United States or grant an exclu51ve 11cense to

practlce the invention out51de the United States to any. forelgn corpora1

or any other organlzatlon substantlally owncd or controlled by forelgn
1nterests unless 1t shall have flrst undertaken reasonable e{forts to
1nterest domestlc Unlted States organlzatlons or corporatlons 1n

_lll’.

_such forelgn rlghts

n

ﬂ”

1011 .




. _8_.

{(3) that such action is neceéssary to meet;requirementS‘for

public use specified by Federal regulation which are not reasonably =

satisfied by;thé contractor, assignee,-or their licensees.

 Section 7. Return of GoVernment Tnvestment.,

(a] If a nonproflt organlzatlon or small bu51ness flrm recelves

$256,000 1n net income from the 11cen51n0 of any subgect 1nvent10n the.
-Government shall be entltled to a share, to be negotlated of up to E

50 percent of all net 1ncome from 11cen51ng recelved by the contractor | -
above $250,000 prov1ded,_however, that in no event shall the_Government'-‘ |
"be entitled to an amount greaterithan that portion of the Governnent_"'i :

._ funding qnder tﬁe.contract nnderAWhich the subject invention was made
.which.was eﬁpended on.activities‘related to'tne making'of.the.inventionlaﬁ
(b) In addltlon 1f a nonprofit oroanlzatlon or small bu51ness_':'

firm receives net 1ncome in excess of §2, 000,000 on sales of products;_”
'_embodylng a subject 1nvent10n, the Government shall be entltled to a =
~ share, to be negotiated, of ail additional income accruing fron Such wlo
sales up to the amount of ‘the portlon of the Government funding under:;’

~ the contract under whlch the 1nvent10n'was made whlch was expended on:s-

act1v1t1es related to the making of the 1nvent10n ‘less any amounts
recelved by the Government in accordance with paragraph (a) of thls-.f
' Section 7 | ' |

{c) The Director of the Offlce Of Federal Procurement Pollcy is

authorized and dlrected to revise the flgures of $250 000 and $2 000,0




.

partles other than the Federal Government the nonproflt organlzatlon L

._or small bu51ness fim contractor or a subcontractor that is a

neonprofit organlzatlon or. small buSLness flrm, except uhen speclflcally

approved by the Federal agency after a subcontractor subJect 1nvent10n'

is 1dent1f1ed Federal aoenc1es may, honever approve the use of
_dlfferent subcontract prov151ons on a case-by-case ba51s

' Section-6. March in nghts

With respect to any subject 1nvent10n in whlch a small bu51ness
firm or nonproflt organlzatlon has acqulred title under thls Act the
Federal agency under whose contract the 1nvent10n was made shall have
the rlght in accordance w1th such procedures as are provrded 1n the

appllcable contract prOV151ons or agency regulatlons, to_requ1re the

contractor or.an a551gnee of a.subject invention to Urant a nonexc1u51fe _

| partlally exclusive, or exc1u51ve 11cense in any fleld of use to a

_responsible_appllcant or appllcants, upon terms that are_reasonable under .

the circumstances or, if the_contractor'or assignee refuses, to grant | |

“such a'license itself if the agency determines either - _p

(1) that such aCLIOH is necessary ‘because the contractor or
a551gnee has not taken, or is not expected to take'w1th1n a reasonable:'__

_ tnne effective steps to achleve pract1ca1 appllcatlon of the subject W

1nvent10n in such fleld of use, or

(2) that such act1on is necessary to allev1ate hcalth or.
safcty needs which are not reasonably satlsfled by the contractor,

a551gnee or. thc1r 11censeos _or -




case- by case ba51s the Federal agency approves a 10nger exc1u51ve
license. Commerc1al sale Or use in one fleld of use shall not be
_ hdeemed to end the exclusive perlod as to other flelds of use.

| (9) TIn the case of a nonproflt organlzatlon a requlrement
that the balance of any royaltles or income earned by the contractor _
. with respect to subJect 1nvent10ns after payment of expenses (1nc1ud1ng:_;':
- any payments to 1nventors} incidental to the administration of subject
1nvent10ns, be utlllzed for the support of educatlon or sc1ent1£1c researeh;_"

(c) If a contractor or . subcontractor does not. elect to retaln ';

_tltle to a subJect 1nvent10n in cases subject to thls Act, Federal |
agenc1es may con31der and grant requests for retentlon of rlghts by any -
inventor in accordance with the terms of the contract or agency reculatrons;

'(d) In any case when a Federal employee is a co—lnventor of any - |
subject 1nvent10n.under this Act the Federal agency employing such -
co-inventor is authorlzed to transfer or assign whatever rlghts it may _:

- acquire 1n the 1nventlon from its employee to the contractor subJect to

the same . condltlons as set forth in thls Act

: Sectlon 5 Subcontract Prov151ons
~ Each contract W1+h a small business £irm or nonprofit organlzatlon'»:
shall also prov1de that whenever the contractor subcontracts for
experlmental developmental or research work a prov151on shall be
: 1nc1uded in the subcontract and any such 1ower tier subcontracts -which

w111 prevent the vestlng of tltle to subcontractor sub3ect inventions in -
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any such 1nformatlon may be treated by the Pederal anency as commerc1a1
and flnanc1a1 1nformat10n obtalned from a person as pr1V1legcd or .

'confrdentlal

(6) An obllgatlon on the part of the contractor, in the event_ﬁ'

a United. States patent appllcatlon 1s flled by or on its behalf or by
any a551gnee of the contractor, to 1nc1ude W1th1n the spec1f1catlon of
_such appllcatlon and any patent 1ssu1nU thereon, a statement speC1fy1ng
that the 1nvent10n waS'made W1th Government support and that the o
Government has certaln rlghts in. the 1nvent10n |

(7) In the’ case of a. nonp10f1t 01gan12at10n, a prohlbltlon :
upon the a551gnment of rlghts to the 1nventlon in the Unlted States |
‘without the approval of the Federal agency, except where such 35510nmertf
is made to an organlzatlon which has as one of 1ts prlmary functlons tha
.management of 1nvent10ns and which 1s not 1tse1f engaged 1n the
manufacture or sale of products or processes that mlght utllzze the'_
1nvent10n.or be in cdmpetltlon w1th embodlments of the 1nventlon, k ..
and prOV1ded that such ass1gnment is made subject to the terms of theh;h
contract prov151on Uovernlnc rlghts in 1nvent10ns ' . | o

(8) ‘In ‘the case of a nonproflt organlzatlon a prohlbltlon'
'-,agalnst the grantlng of exclusrve 11censes to United States TlGhtS 1n'rE  - .': é

an invention for a perlod in excess of the earller of frve years frmn_"'

flrst comme1c1a1 sale or use of the 1nvent10n, or 81Uht years from the _? R R
date of the exclusrve llcense exceptlng that t1me befbre rcgulatory

agenC1es necessary to obtaln premarket clearance unless on a
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(b). Each contract w1th a small bu51ness firm-or nonproflt organl—-
zatlon shall contain approprlate prov151ons to effectuate the f0110w1ng:
(1) The rlght of the Pederal Government upon request to fff

.recelve tltle to ‘any 1nvent10n not reported to the Federal agency |

w1th1n such leec as are prescrlbed in the contract prov151on._ o

(2 - The rlght of the Federal Government upon request, to

receive tltle to any inventions in the Unlted States or other countrlesg

1nvent10n.W1th1n such tnnes ‘as are prescrlbed in the contract prov151on;”

(3) The rlght of the Federal Government upon request to

receive t1t1e to any invention 1n.wh1ch the contractor does not elect "
to retain rlnhts or fails to elect rlghts'w;thln such times as are

' prescrlbed in the contract prov151on

| (4) With respect to any 1nvent10n.1n.wh1ch the contractor.u
elects rights, the Federal agency shall have a nonexc1u51ve nontransfe
irrevocable, paid-up 11cense to practlce or have practlced for the
Federal agency any subject 1nvent10n throughout the world by or on |

behalf of the Federal Government (1nclud1ng any Federal agency), and me

Cif prov1ded 1n the contract have addltlonal rlghts to subllcense any

fbrelgn government pursuant to fbrelgn pollcy con51derat10ns or any
ex1st1ng or future treaty or agreement |

- (5) The rlght of the Federal agency to requlre perlodlc B

reporting on the ut111zat10n or efforts at obtalnlng utlllzatlon that 4

'belng made by the contractor or hlS 11censees or a551gnees prov1ded t}

.

~ in which the contractor has not filed patent appllcatlons on a sub3ect"':“

rable,

”

ire

hat
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- and that 1ts bcneflts are avallable to thc publlc elther on reasonable |5

terms or through reasonable 11cen51ng arrangemonts
(g) The tenn "personP means any 1nd1v1dua1 partnelshlp, oorporotl
association, 1nst1tut10n or other entlty - |
(h) The.term "made" when used in relation to anf 1nfentlon ﬁeans

- the conceptlon or flrst actual reductlon to practlce of such 1nventlon

on,

(i) The term "small bu51ness flrm" means a small bu51ness concern_f;jo

as def1ned at sectlon 2 of Publlc Law 85 536 (15 usC 632) ‘and 1mp1emenf

ng .

_ regulatlons of the Admlnlstrator of the Small Bu51ness Admlnlstratlon

(3) The term "nonproflt organlzatlon" means un1ver51t1e5 and other;in a

e O

1nst:tut10ns of hlgher educatlon and organlzatlons of the type descrlbec'ft'u'

in section SOl(a) of the Internal Revenue Code (26 USC 501(&)) as exemp

from taxatlon.

Sectlon 4 D15p051t10n of nghts

(8) Each contract w1th a nonproflt organlzatlon or small bu51nessf?

firm shall 1nc1ude a prov1s¢on allowing that organlzatlon or flrm w1tth’ 

L 56l

a reasonable time, to elect to retain title to any subject 1nyent10n,_"f';”

o prov1ded however, that other prov151ons may be used by the Féderal ageqcf:
(i) when the c0ntract is for the operatlon of a Government owned rescar;hf'

or productlon facility; (11) when the agency deems thlS necessary becauSé

of the Cl&SSlfled nature of the work belng performed or (111) 1n

except10na1 c11cumstances when it is determlned by the agency that thls*j '

E will better promote the pollcy and objectlves of thlS Act The rlghts

of the nanTOflt oradnlzatlon or small bu51ness flrm shall be subject N

.'to the prov151ons of paragraph (b) of thlS sectlon and the other :

' prov1s1ons of thls Act
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' Sectlon 3. Doflnltlons As used in this Act'—-

(a) The term. “Federal agency" means an "ekecutlve agency” as deflned S

in 5 USC 105 and the m111tary departments as deflned by 5 USC 102.

(b) The term'"contract" means any contract grant, “or cooperatrve

~ agreement entered into between any Federal agency and any person for thex ;_t'

'.'performance of experimental, developmental, or_research work funded 1n5_j_

whole or in part by the Federal Government. Such:term includes any

assi&nment' substitution or parties, or subcontract of any'type.entered
into for the performance of expernnental developmental or research
: work under a contract. -

(c) The term “contractor" means any person (as defined 1n section
of title 1, Unrted_States Code) that is a partyzto the contract.

(d) .The'tern1"inventionﬁfmeans any invention or diScover? and

1nc1udes any art, method, process, machine,’ manufacture, d851gn, or -

_comp051t10n “of matter, or any - new and useful 1mprovement thereof or anyff_"'

. wvariety of plant, which is or may be patentable or- otherW1se protectable _d_'

under the 1aws ‘of the United States

(e) The term "'subject 1nvent10nﬂ neans -any 1nvent10n of the contra
conceived or f1rst actually reduced to: practlce in the course of or
" under a contract | | o

(f) The term ”praetlcal appllcatlon"‘means to manufacture in the

case of a comp051tlon or product to practlce in the case of a process,_*

e

or to operate in the case of a machlne or system‘ and in each case, und

“such conditions as to establlsh-that the 1nvent10n-1s“belng worked,

ctor

er




SEREE e
A BILL -

To establlsh a u:mform Federal patent pollcy for small busmesses
.and nonproflt contractmg mth the Government and for other related
'purposes. : '& | . o
Be it enacted by The Senate and House of Representatlves of the

Unlted States of Amerlca in Congress assembled That this Act may be,

c1ted as the “Small Bu51ness and Nonprof1t Organlzatlon Patent Pol1cy |

Act of 1978 "o

'_ Sectlon. 2. Policy 'and'Obj_eot_ives. It is the poli_cy and objectivel |
of the Congres's'.to'v'se the patent system to promote the utilization of B

mventions made nnder Govemment contracts Wl’th nonproflt oroanlzatlons‘ -

and small bus:mess flnns, to encourage maxmum part1c1pat10n of small

busmess :F:ers in the research and develolment efforts of the Govermnen

_to promote collaboratlon between comercial concerns and the nonproflt o

sector, to ensure ﬂlat mventlons made by nonproflt organlzatlons and

.small busmess flrms are used in a mammer to promote free competltlon

and enterprise; to promote the commercmllzatlon of ‘inventions made in b

the United States_by United States industry and lab_or;-_'to ensure that ’

o Government agencies ol:tain suffic:i ent rights in'Federally supporte&

:mvent:t.ons to meet the neecls of the Govermnment and. protect the publlC i

agamst non- use or unreasonable use of mventlons and to mnlmlze the L

costs of ac]mmlsterlng p011C1os 1n thls arca. . .

ty




