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" procedure concerning patentabﬂlt) ‘of inventions made with
Federal asszstance, and for other related purposes. '

- Be it enacted by the Senate and House of Representa—

tives of the Umted States of Amemca in Congress assembled
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That tfns Aet may be cited as tke “Umversuy and Small .

- Buszness Patent Procedures Act”.

SEC 2 (a) AMENDMENT OF TITLE 35 UNITED _
.S’TATES OODE PATENTS —~Tzﬂe 35 of the Umted States
Jode is amended by addmg after ckapter 1 7 @ new chapter .
as follows | |

: “CHAPTER 18 --—PA TL‘NT RIGHTS IN INVENTI ONS

.. MADE’ WITH FEDERAL ASSISTANCE
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A

“206. Confzdentwlly

. '207.. Uniform clauses and regulatwm

“208. : ‘Domestic and foreign protection of federally owned mventums
“208. Regulations governing Federal licensing. o
“210. = Restrictions on licensing of federally owned inventions. .
“@11. . Precedence of chapier. _ '

'"912. Relationship to antitrust laws. B

“§ 200 P oltcy and objectwe

patem‘ -system to promote the utilization of inventions amszng

'_ from federdlly sﬁp‘ported researéh or developmént; to_encour-

age mazimum participation of small business firms in feder-

ally éupﬁorted research and development effolfts,' to promote

collaboration between commercial concerns and nonprofit or-

ganizations, including universitieS' to ensure that inventions'

'made by nonprofzt orgamzaizons and small busmess fzrms
are used ma manner to promote free competttwn and enter— .
\prise; to p'r'omote the commermalzzatzon and publzc availabil-

iy of mventz(ms made in the Umted States by United States -

mdustry amd labor; to ensure tha,t the Govemment obtains

.suﬁzczent mgﬁts m federally supported inventions to meet the
ineeds of the Government and protect the publzc against

' mmuse or unreasonable use of mventwns and to mmzmtze'

the costs of administering polzczes in this area.

| “§ 201_.; 'Beftmtmr_;s.r .

- “As used in this chapter—

“ta) The term ‘Federal agency’ mean:s any execu-

4054406 . 0027(00)25-NOV-T9-03:31:15)

IEQBBIBI&BEBBEBHEBBIBBIEHISlB

“It is the policy and objectwe of the Congress to use the

 tive agency. as defined in secti'oh 105 of-ti—fle 5, :Uni[ed.

" PRICE 745?3 11-28.79 (moc:a)"w .
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27 |

: I_ States Uode dnd the mzlztary departments as defmed

by section 102 of tthe 5, United States C’ode

“(b) The term fundmg agreement means any |

| _-contra,ct gmnt or coopemtwe agreement entered znto‘

' -_between any Fedeml agency and any person. for the

peﬁomance of empemmental,_ deveZOpmental, or re-

- search work funded in whole or in g}ant by the Federal

Government. Such term includes any assignment, sub-

stitution of parties, or subcontract of any .type' entered |

“inio for the performance of expenmental d’evelopmen- o

tal, or research work under a fundzng agreement as

herem defzned

“(c). The term contmctor ‘means any person ibat- |
isa party to fundzng agreement. |

@) The term ‘invention’ mecns any znventzon or

dzscovery which is or may be patentable or otherwzse

| protectable under thw- title.

“e) The term subject znventzon means any zn-

-ventzon of the contmetor concewed or first aezually re-

N duced to pmctzce in ﬂze pen"ormance of wor]c under a"\ 7 |
-j‘ fundzng agreement. | |
“(f) Tke term- pmctwal apphcatwn means to
.manu acture in the case of a composdwn or product to
E pmctwe in the case of a process or mez_f?wd, or to oper- |

ate in the case of a machine or system; and, in each -

' 0028(00)(29-NOV-79-0431:16)
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| ",exte'nt permztted by law or Govemment regulatwns'

| avmlable to the publzc on 'reasonable terms

- “(q) T]ze term made wﬁen used' in relatzon to -

' any invention means t?ze conceptwn or fzrst actual Te-

duction to pmctwe of such znventzon
“B) The term ‘small Business firm® means a

small business concern  as defined at section 2 of

' mg Vrey'ula,tions. of the Admiﬁistmtor.of " zl‘;.’ze. Small

~\ Business Administration.

' “(i) The term ‘nonpmﬁt organization’ means”uﬁi;“ L

. -versztzes and other institutions of hzgher educatzon or

an . orgamzatzon of tﬁe type descmbed in sectzon :

| 501(0)(3) of t]ze Intemal Revenue Code of 1954 (26
"U.8.0. 501(c) and e:cempt from tamatwn under sec-

tum 501(&) of the Intemal Revenue Code (26‘ US C’ |

501,

' “§20.2 Dzsposzﬁon of rzghts B
Lo (a) Each nonprofzt orgamzatzon or small busmess firm R
. ﬁay, within @ reasonable time after dzsclosure as regmred by
' pamgmph (c)(i) of thzs sectum elect to reta,m tztle to any |
. subject mventzon Promded however, That a fundmg agree- o

iment may promde otherwzse (i) when the fundmg agreementr :

403406 ng(m)(za-&oy-m-mm:i':)

case, under such condmons as to establwk tha,t the m-

.ventum is bemg utzlzzed and that s benefzts are to tﬁe | |

- Public Law 85-536 (15 U.S.C. 632) and implement-

 PRICE 74578 11-28-73 (1st OC's} .
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I 1s for the opemtzon of a Government-owned reseercﬁ or pro-

ductwn faczlzty, (1) in e:cceptwnal carcumstances when it is

T PRI Wit S matha Vet weats (R

_detemmed by the agency that. 'restmctwn or elzmmatzon of

| the right- to Tetnin. Litle fo any sub]ect mventzon will better
- promote the_ policy and objeeiwes of this __chapter or (iit) when

'it zs determined Iby e Gevefnmehi dutkeriey;w]zicﬁ is author-

| ized by statute or E:veewfwe order o conduct forezgn mtellz-

' gence or countemnfelhgence acthtzes that the restmctwn or

<°-'°°_:_-¢ ™o e._w R

elzmmatzon of the nght to retam title to any subject invention

—_
. ©

: z_s necessary to protect the secunty of_ . sucﬁ activities. The

-
B
-t

ﬁ'ghts of 'the nonpro}‘it orgam'zatien or smdll business firm

"
[\

| shall be subject to the promszons of pamgmph (c) of thzs sec- |

_-
[JLE

\tion and the other promswns of this ckapz.‘er

—
g .

“(b)(l) Any detemmatwn under (n) of pamgmph (a) |

o
o

‘of thzs section shall be in wmtmg and accompamed by a writ-

>

\ten statement of facts ]ustzfymg the detemmatzon 4 copy of

g et

-
P

_eaeh such dete'mnmatzon and Justtfzcaz.'zon shall be sent to the

Py
oo

-5Comptrol3er General of the Umted Statas wzthm thn'ty days '
| after the award of the apphcable funding . agreement In the o

BO e
N e (X’

tease of detemmatwns_ apphcable to funding agreements with R

hD
ey

5 small business fzrms copies shall also be sent to the ._ Chief

b
b

O'ouese.l for Advec'aey of the S mall Business Administration. _
23 @) If the Ooﬁptroller General fbe]ievee tha't any pat- - . : o
94 ltern of defermmatzons by a Fedeml agency 18 contmry to the B .

95 policy and ob]ectwes of this chapzer or that an agency s poh-

8,414

4054406 - 003(00)(25-NOV-79-0431:17)
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- cies or practices. are otherwise not in conformance with this

ehapter,. the Uomptreller‘ General shall so advise the head of

the agency The “head of the agency sﬁ_aZl adviee the Cemp- |

troller General in wﬁting-within one hundred ond twenty

days of what aetien, if any, the agency has taken or plans to

'_‘take with respect to the matters mased by tke Comptroller

Geneml

“) A t Ieasi once each JGGT ‘the C’omptroller General

shall tmnsmzt a report to. the Commztfees on Judiciary of the
Z__Senate and House of Representatwes on the manner in .

| which this chapter is bezng 1mplemented by the agencies and

on 3uch other aspects of Govemment patent policies gmd
pmcfices' with r;espect.to' federally funded iheentione as the
Comptroller Geneml believes appropriate. |

“o) Each fundmg agreement wtth a small busmoss |

firm or nonpro‘fzt organizaiion shall contain appropmate pro-'

_ mswns to effectuate the followmg | |
18 - “(1) A requtrement that the eontractor d?,sclose
| 19 each sub]eet tnvention lo the Federal agency within a
- 20 N ‘reasonable fzme after it is. made and _tﬁdt tﬁeFe:de'ml
: 2.'1. '- .GODer,nmenf may receive title to dny subject invenffo_n_
. 22 | "not reported o il wu‘hm such time. | S
28, | “(2) A reguz'rement that fﬁe cenimctor 'ma,}'e an
o4 '_ : electwn fo retam tttle to any sub]ect mventwn wzthm @
25 reasonabfe étme after cﬁsclosure cmd fnaf the ﬁedera?-
sds
b cHmes L mogaeNovmoisun.

| PRICE 74578 11.28-72 (1t OC'%)
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E . _Govérﬁmeﬁt may.?ecéiﬁé title 'éo':.c\z.ny sub_]ect iﬁvéntion
. 2k | in which t}aé contractor doeé not elect t_o" retain ﬁghts or
3 lfml.s to elect mgh;s within such trme. -

-4 ‘ “(3) 4. requzrement that a contractor electmg

| 5 ., nyhts f le patent applzcatwns within reasonable times'_‘-
6 - -a;nd that the Federal Government may recewe tztle to.

7 - any subject ‘inventions in the United States or otber '
| 8 cou'ntmes in which tke contracior has not ﬁled patent .
9 " 'applwatzons on the subject invention within such

10) . times. | |

11 (4) Wzth Tespecf fo any mventzon n whzch the

, '-12: - contmctor eleca.‘s 'mghts the Federal agency shall hG’DP "
7.13E | a nonexcluswe nontmnsfemble zrrevocable pa*d-up'._ -
4] license to pmctzce or have pmctzced for or on behalf of

15 _. the United Smtes any subject mventwn throughouf the

16 _ | world, and may, if provided in the fundmg agreement,

.' 17 have additional rights toi sublicense any foréié‘n goz’:em- -
18 ) ment 01' mternatw'nal orgamzatwn pursuant to any ex-

19 \'"-_zstmg or future treaty or agreement. T

) 20 E “(5) The mght of t/ze Federal agency 0 reguz're
 21 _ pemodw reportmg on fhe uttlzzatwn or efforts at ob-

- 22 taznmg uttlazatwn that are being made by the contrac-
23 ' tor or his lwensees or asszgnees Pmmded That any
941 aur*h mfomatwn may be treafed by the I’ederal agency
25 - _ae, ."om?*ze*mal md’ fmancza? znfomaéwn obimnf’d fmm |
54,; ‘.
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a ﬁerson and pﬂvileged .d’n'd -.b.dﬁﬁdem’ial and not sub-
ject to dwclosure under section 552 of mle 5 of the
- United States Code
“(6') An oblzgatzon on tbe parf of the contmcwr
- in the event a United St_ates patent applzcatz'on is ftle_d.'- |
| by or on s behalf.or by any assign.ee of the cbntmctor,.
to include within the speciﬁcatimz of .s'.uch dpplibation
and any patent zssumg tkereon, a statement spemfymg.
_ thmf the mventzon was ‘made with Govemment support.
and thatrthe.Govemment' has ceriain mg?zts in the in-
ventzon | | | o

( 7) In the case of a. nonprofzf orgamzatwn (a) a‘
. prohzbzt-wn upon the asstgnment of mgh’ts to a subject |
mventwn in the Umted Stafes without the appmval of |
_the Fed’eml agency, ea:cept where such asmgnment is
made to an myamzatzon whtch has as one of zts pn-
mary functions the management of inventions and .
whzch i3 not ztself engaged 0 or does not hold a sub—
stantzal mterest in other Grgam af-tw'ns engaged n the_
manufaciure or sale of product.s or the use of processes '
ﬁzat nght utzlzze the m’uentzon or be n competztwn
| wrth emboa’zments of the mvemzon (promd’ed Hmt such
ﬁss«gnee shall be sub]eczf to the same promszons as tbe
ccm_!'r(zctt)ir) (b) G pmhzb?,twn agawst ‘he gmntmg of ex- |

 clusive. lzcenseu und’er U"m’ed Sma,es Paients or Patent |
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5. 41

| s |
- Applications m a _subjeét.inventio'n by the _gontmctbr'to
| persons p.t_hér‘thd*:},small busiﬁéss firms for a period in
excess of _thé’ -ea}.'lie.r. of five ye.ars_' from first cbmméfcid?
sale or use -,Of the inventibn or eight years _from the date
of the ea.;clus."ipe ._li;:ense emc'ép'tihg';ﬁd_f time'Befpfé é"egu-_ |
Zﬁtory agencies necessary o obfdin premdrket clearance
:unless; ona cdée-by-case- basis, the Federal agency ap-
_ pmﬁes. a ldﬁger exclusive license. If eq:CZusive field of
-'use.licen'ses aré grdnted .com.'rriércial sale or-use iﬁ one
B »fzeld of use shall not be deemed comme'rczal sale or use
s to other fzelds of use, and a first commercial sale or

- use wzth 'respect toa product of the invention skall'not

ke deemed to end the ea:cluswe pemod to dszerent sub-

‘ ,sequent pmducts covered by the mventzon (c) a 7e-

qmrement that the contractor share royaltzes wzth the

B royaltzes or income eamed by . the ‘Gontractor with re-

| spect to subject mventzons, after payment of expenses

mzmstmtwn of subject mventwns be utzhzed for the -.

_' support of sczentzfzc 'research or educatzon

: “(8) The reqmrements of sectzons 203 204 amd'

205 of thzs chapter
N “(d) If a contmctor does not eZect 0. retam title to a

subject mventwn in cases subject to ﬂns secmon the Fedeml .

4054406 . DO0M(D0)(29-NOV-79-04:31:20) -
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zm)e'ntor and (d) @ requlrement that the balance of cmy S
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agency may conszder and after consultatwn wztb the contmc- '
tor grant requests for refention of mgﬁts by tke inventor sub-

]ect to the promswn.s' of this Act and regulatwns pmmulgated .'

hereunder.

‘tor of any invention made under o funding agreement with a

assign whatever rights it may acguzre in the subject inven-
tion from its. employee to the contmctor subject fo the condi—

| twns set fort]z in ﬁns c]mpter

] fmn or nonprofzt organization shall com‘am a provision al-

ttes of inventions owned by the contmctor tha,t are not subject

'_,mventzons unless such promswn has been approved by the

head . of f]_ze ‘agency ami_ a written Justification has__been |

clearly state whether the licensing may be 'required in con-

| nection u;ith the pfactice of a subjecf invention a specifically

' 'zdenhfzed work ob_]ecz or both. The kead of tke agency may

“(e) In any case when a Federal employee is a coinven-

nonpmfzt orgamzatwn or small busmess fzrm éhe Federal

agency employmg sueh comventor 18 authomzed to tmnsfer or

' “(f)(l) No funding agreement wu‘h a small busmess'

'lowmg a Federal agency to require the lzcensmg to tfurd pa:r- '-

signed by the head of the agenby. Any such prop'isio;n. shefl '

A T e S ﬁ,mm i e g
lﬂBﬁlﬁﬁlﬁﬁﬁlElﬂlllﬂllﬂﬂﬂﬂlﬂﬂﬂﬁlaﬂnﬂ-
) ¥ *

.“'e,

(7‘: .

e (. LTI R Tere—— . .

not delegate the authority to approve pmmszons or szgn Justi--
| ﬁcatzons requzred by this pamgmph o
o “(2) A Fedeml agency shall not reqmre tke licensing of -
iﬁmi pm‘tae under any smk promswn unless tke }Lead of the b
] i
406 0ISQO)R9-NOV-Te-sLaLy . T r
o .PR!CE.Mﬁ"_B 31;2.3;?&%-??«: o) T e
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agency determmes that the use of tﬁe mvenfzon by 'flhers 8
: necessary for the pracfzce of @ subject mventwn or fOT the use -

of a work . object of e‘he fundmg agreement cmd tﬁat such

SR T LA LN e r T T A L, S A S b

‘action is neeessaw to achzeve the pmctzcal'applz‘catzon of the

.sub]ect invention or work ob]ect A'ny such derermmatwn

shall be on the 'record after an opportumty for an agency

heamng Any actzon commenced for ]udzcml revzew of such

o

defermmat«,an shall be bmught within sz:m'y d,ays after notzfz-

'catwn of such detemmatzon

- I S '-q'_c':u‘ 'c_:t A~ 0 N e

:t(§203 M(ZTC]G-UI rzgkts B ﬂ? . : -_ ..-::' : .. l - — o - ..

“Wzth respect to any subject mventzon m whzeh o small ~ — R

l

% busmess fmn or nonprofzt organization. has acquzred title

g 'under this chapter, the Fedeml agency under whose ﬂmdmg
ll 'agreement the subject mvem‘zon was made shall have the

5i nght in accordance with such procedures os a,re promded in
E 16 regulatzons promulgated kereunder to reqmre the contmctor

.

T an assignee or exeluswe chensee of a subject mventz{on to

' 18'_”gm’nt a nonexeluswe, pamally exeluswe, or. e:cclusne chense |
19| in any fzeld of use to 3 responszble applwant or apphcants, . ;
| 20 _ upon terms that are refzsonable under the cm:umsat‘o:mce.sl and [ =
21 zf the contmctor, asszgnee, or e:r:cluswe lwensee refuses such -
29 | request to gmnt such a lecense ztself zf the Fedeml aleney_ - ..
23 determznes thai sueh——-— o : B \l e
| 24 5 “(a) f:wtwn zs necessm‘y beeause the eontmctbr or . -
25 ._.'-"a's,_&zgnee has _ne_t taken, or 18 not ex}jeeted .-to_ take ! f
1
« I} . : 4_054405 _ ..‘; '.9?3'@9)(39*”’?"_’-’9-0*3_1@.-, : }i |
U B z*ru‘?’: "4573‘1-23-1'“(1\Tt ocy
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within a reas;onable' time, effective steps to achicve

- practical application of the subject ineention m such

 field of use; -

-

“(b) actzon 18 necessary to allemate health or .
. safety needs whzch are. not 'reasonably satwfzed by tke

| -ctmtmetor, as.szgnee or ti’zezr chensees, '

: “(c) actw'n 18 neces.sary to meet reqmrements for

, publzc use speczfzed by Fedeml regulatwns and such

requzrements are not reasonably satzsfzed by the con-

P tmctor asszgnee, or lzcensees, or

“(d) actzon 18 necessary because the agreement re-

quzred by sectum 205 :has not been obtained or waived

or beeause @ licensee of the exclusive right to use or

'sell any sub]ect mvem‘zon in the United Stafes is

breach. of its agreement obtamed pursuant to sectwn

205.

“§. 204 Return of Govemment mvestment | 7
| “(a) If after the fzrst Umted States patent applzeatwn 8 )
filed on a subject mventzon a nonprofzt orgamzatwn a small
fbusmess firm, or an asmgnee of a sub]ect mventwn of such
an organzzatwn or ﬁrm to whom such mventwn was asszgned.
- for lzeensmg pmposes recewes $ 70 000 wn gross income for

any one calendar year from the Zwensmg of e subeect inven- |
-étzon or sea;eml rela,ted subject mvemfwns the Umted Statesr :

.shall be entztled fo 15 per centum af l7 income in excess of

GO3T(0)29-NOV=T9-04:31:235~ = 7
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| recewed under none:z:cluswe chenses (except wﬁere the nonez-
cluswe licensee premously held an e:ccluswe or partzally ex-

cluswe license).

after the first Umted States patent applwatzon 18 leed on a

subject mventwn a nonprofzt orgamzatzon a'small business.

sation or firm, recewes gross income of $1 000,000 for any

pne calendar year on sales of its pr oducts embodymg or man- |

[y
e

: zfactured by @ process zmploymg one or more s-ub]ect inven-

year accrumg f'rom such sales

[y
O

rn amount greater thcm that portzon of the Fedeml fundmg ,

t;ons less any amounts received by t}ze Umted Smtes under

h_s'_zbsectwn (@) of thzs section. In a,ny case in wkzch more tﬁan

';ﬂ;e-;Umted States _s]_mll be aounted more than once m.de;er-

*

| AOS406. - CU3B(00N2S-NOV-79-04:31:24)

$70 000 for tkat year ot]zer thcm any - such excess income

“B)(1) Sub]ect to the provzswns of pamgmph (2) zf

"fzrm, or. an asszgnee of a sub_]eci invention-of such an orgam- .

_ zons, the Umted States shall be entztled to a sha,re the_ _
_:zmount of whzcﬁ o be negotzated but not to ea:ceecl 5 per o

'.'e'ntum of all gross income in excess of $1 000, 000 for that .
“62) In 'no event shall tﬁe United States be entztled o
! nder ihe fundmg agmement or agreements under whzcﬁ the

,zb]ecf, znventzon or mventzons was or were made ea:pended '

_dn acmmt%es related’ to the mal"mg of tﬁe mveniwn or inven- -

ome subjeat invention is ‘invelved, no expendzture funded by- -

-L?MCE -74573-:2%;9 (1 GC'w) -
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’iﬂﬂﬁﬂlﬂﬂﬂllﬂlllﬁ.ﬂlﬂlﬁﬂlﬁlﬂlﬂﬂﬁﬂﬂﬂlllﬂl " e
: Imzmng the maiimum aﬁiduﬁt"tb ._w'h"ic'hi 'ﬂzé United States is .. | i
_':.2§.en¢itled. o " | | _ y _ : %
': 3 “c) The Director of Hie Office of Fedéfd.z Pméuréﬁzent | g
4 ._'Policy is.quc‘hoﬁzqd and directéd_ to .é'ev.ié'e't.hé dolldr_ _dmoz?nté |
3 5, 1n subsections (a) _aﬁd (b) of this sebtién at least every three
: 6 year;s; in :lz'gﬁt _l_of changes: to the .C'c-m_s.umer Pﬁce _Index or
o \7 other inaiceé which the Director cdﬁsiders redsonab"Ze lo use.
o -8 “(d) The entztlement of the Umted States under subsec-'
- - 9 -'twns (a,) and (b) shall cease afte'r (i) z‘he Umted States
N 10 ‘Patent and deemark Office issues a fmal re_]ecfwn of the N
'. 11 patent applzcatwn covemng the subject mventzon (u) the
- 3L - . 12 ‘patent covemng the sub_,eof invention expz’res or (m) the com-
13 pletzon of litigation (i ncludmg appeals) in whzch suc}’z a -
; ' 14 patent is fmally found to be invalid. . | o
w 15 “§ 205, Preference for United S’tates mdustry
; 1‘6' : “No&vztﬁstandzng any other provzswn of this chapter : -
' 17 no small busmess fzrm or nonprofzt omgamzatzon wfnch re-
1 | 18 cetves tztle to any sub]ecz,‘ invention and no asszgnee of cmy ‘.
: | .19 jeuck _small busmes.s firm or nonpmﬁ; orgamzafwn- shall
: | 20 y;'m_'n't. to any person the ezclusive right to use or sell any
| .21'_".subject invention in the :Uniz'ed .States unless sﬁch pér;sbn
| 22 ; grees tkat cmy products emboclymg the sub]ect mventwn or i
' | 23 ;md’uoed t?zrough the use of t]ze sub]ect invention wzll be
| ' .24_. irz_anufactured .substantzally in ithe United State—s. However,
25 zn individual ‘cases, the fegairemenf for_,such,: an agreement e
a S.414 SR .. o B R
g SR 4-054466 o "l'6039@)(._29-1510‘1_'79'-04:31_;24)' :
3 s - N - .
; . Er:’_m:ca 4578 1 2875 (moc;) o e j .
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- ) 16 le'ase copzes of amy document whzc}z zs part of an applzeatwn_

17 | far patent leed wztﬁ tﬁe Un u‘ed States Patent and dee- '

o 18 '. n ark Offzce or wzth any forelgn patent offzce |

19-{-“*207 Umform Clau.ses and reyulatwns | S
20 | “The Offtee of Fedeml Procurement Polzcy, after re- -

. - 21 'cewmg recommendatwns of ﬂze Offzee of Smence and Tech-,

23 applwable to Fedeml agenctes wnplemenémg the promswns of

"  24 se?tzons 202 tkrough 205 of this chapter cmd the Offzee of :

5414

»mv 28 te‘z:fz“}

‘/’T"'\-F
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Emay be wawed by the Fedeml agency unde'r whose fundmg

; agreement the mventzon was made upon a. showmg by the

_sma,ll business firm, nonprofzt orgamzatwn or asszgnee that '.
reasonable but unsuccessful efforts have been made to grant .
lzcenses on srfmlar terms to potemzal licensees that would be
szely to manufacture sub.stantzally in the Umted States or.
“that under the czrcumstances domestzc manufaeture 8 not.
eommerczallyfeaszble _— '. o o AR : _- ] :

i 206, Conftdentzalzty

10 : “Fedeml a,genczes are authonzed to wzthhold f'rom dis- o _
11 |

-y

losure to the public mfomnatzon dzsclosm_g cmy znventwn in

12 which the Fedeml Govemment owns or may own a ng]zt S

13

itle, or inferest (includmg a none:celuswe Zwense) for a rea-

: G':h

- 14 'smable time in order for a patent apphcatzon to be leed

15 ﬁurthermore Federal agenmes shall not be reguzred to re-

22 ﬁology Polzey, may issue regulatwns- wfneh.may be made

Wb eosaes Mﬁoms-Nov-79-d4:3;;zs)_ :
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Federal Procurement Polzcy shall establzs?a smndard fundmg .

1
. 2 agreement promszons requzred under thzs chapter
2

"§ 208 Domestzc and forezgn pretectwn of federally ownea'_ _
8 4 o . mventu_ms

b :‘- A Each 'Fedem’l'dgericy' 18 authoﬁeed te...‘.f. RET

6 S o ?‘(i) apply :for : obfain, and maintain patents or" 
3 ' 7_  < other forms of proteetzon m tke Umted Staz‘es and in
| 8 | forezg'n counmes on’ mventzons in which t]ze Federal |
| k) L .Govemment owns @ mg}zt tztle or mterest |
o :0  o o “2) gmnt nonea:cluswe, exclusive, or partzally
oo -ee:.cluswe lzcenses under federally owned patent appli-
i _ 11’- e . catwns, patents or other forms of protectzon obtained,
. 13 . royalty—free or fo'r myaltzes or other eonszdemtwn and
11 | om such terms cmd eondmcms, meludmg the gmnt to
| 15  -the lzcensee of the nght of enforcement pursuant fo the
1(3 promszons of eﬁapter 29 of this title as determmed ap- o -
- 7_1'? propriate in the publze interest; o | | | |
| 18’.;  R “(3). underiake all other suitable and | ﬁeeeseavy
o 19 B x l_steps to p’roteet and administer rights to fedemlly

{ el '."ow*ned mventwns on beﬁalf of the Fedeml Govemment

o 'eztﬁer direetly or tﬁrough contract; omd
| a2 ) o “(4) tmnsfer custody and admznwtmtzon m

2 lee or in part fo cmotﬁer Fedeml agency, of the

: IR W mgﬁt, _tz_tle, or mteresc n amy fede'f'elly owned :
; . 25 - invention, ' | -
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| subject to discldsuré-uﬁdef?‘ section 552 of title 5 of the United

S tdtes Code
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MOV 2 JHER
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S

41

209. Regulations gove.ming-Fedéml_ licensing-

to promulgate regulations specifying the tehns and -condi-t-ién.s :

zgptan which any fedemlfg:bwned inventidﬁ.maybé- licensed

a nonemcluswe partzally ezclusive, or ea:cluswe baszs

_"‘§.PIO Restnctzons on - hcenszng of federally owned

_ mventzons ;.

) No Fedeml agency shall grant any license u'nder a

patent or patent applzca,;zon on a federally owned invention

-unless ‘the person reguésting the license has supplied the
':a_;qeng:y wi?h p pla,nsfo% d}evelop%nént and/or marketing of the
invmtian; except that any such plon may bé treaféd by ';he
Federal &généy as comméé'cial and financial informa.fion ch-

tained from a person and privileged q-ﬁd ;_éonﬁdential d_nd ﬁqt |

“(b) A Fedeml agency skall normo;lly gmnt the mght to

;u..'?;e or sell cmy fedemlly .owned invention in the Umted
: St.a':‘es only to a hcensee tfmt agrees that any products em-
'bédumg the mvantwn or producecl through the use of the in-
21 _vemwn wzll be manufactured substantwlly in the United |

22 Stages.

24 partzally e:vc,luswe chenses n any mventzon covered by a

| :25 fede ral?y owned domestw paﬁent or patent applwatzon only t)"

e agsuns L GO42(00029-NOV-19-043127)

“The Administrator of General Services is aquthorized

PRICE 74578 11-28-79 (11 OC'n)
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42

aﬂer publzc notice and Upportumty for felzng wmtten objec- |

2 tions, it s determmed tho;t—— - o
3 ' “(A) the mterests of the Fedeml Govemment ard. :
| 4 the pubhc wzll best be served by the proposed chens
-5 :' - in view of tﬁe apphcants intentions, plans and ability
6 o to bring the 'mventwn to practical applzcatzon or other—r |
T | wise promote the invention’s utilization by the publw
8 “(B) the deszred pmetzcal applzeatzon has not.
9. ‘_been achzeved or is not lzkely e:z:pedmously to be
. 10 - achieved, - under any nonexclusive license which has
1 been-.gpa_hted, or w?zich"_may be g’mﬁted, 07.1“ the - =~
i 12 | i'n.ventz'on'. | | s ; |
.13 | ; o . 0) e:vcluswe op partzally. e:ccluswe lzcen.smﬁg is -
14 a reasonable and necessary incentive to call forth ﬂze
15 ':_mvestment of msk capztal and expendztupes to bnng'
16 the invention to practical apphcatzon or otherwise pro-
_.17 ' 1 ~ mote the mventzon s utzlzzatzon by. the pubhc and |
-‘ 1;8. & “(D) tke proposed temns and scope. of ewcluszmty.
19 __ are not greater tﬁan reasonably necessary to provzde'
20 _ tﬁe mcentwe for bmngmg the mve’ntwn to pmcfwal ap- )
21 | plwatwn or otherwzse promote the mventwn s utzlzza-

22 tion by the publzc , o
28 (YA F deral agency shall not grant such ea,cluswe or

‘- V24 ':partwlly ezz:cluswe lzcense u’nder pamgmph (1) of thzs sub

g4
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'3 substantmlly i.'o lessen compentton or f'esult n undue concen-‘
tration in cmy section of zbe country n any Zme of commerce
:‘to which the technology to be chensed relates or to create or
;mamtam other sztuatwns mconszstent wzth the antztmt

: la,ws.

'Esii:e lic‘ensing'of fedemlly-owned inve;zfions .§ha;ll go to smail

fbuszness fzrms submzttmg chms that are detemmed by the

'_ hkely, 1f executed, to bnng the invention to pmcttcal apphca-

_tzcm as cmy plans submztted by applzcants tﬁat are not small

busmess fwms

“(d) After conszdemfzon of wkeﬂzer the interests of the

'_Fedeml Gowmment or United States mdustry m fmezgn

commerce will be enﬁanced any Federal agency may grcmt

c?.’ccluswe or partmlly e;rcluswe lzcenses m any invention cov-

B et =
S o ®. 2

N

license wzlﬁ tend substantzally to lessen competztwn or result” '

21
22
23
24
i %
1 el

:red by a foreign patent applzmtwn or patent, after public

-?otwe and opportumty for filing wmtten ob]ectzons e:z:cept

that a FedemZ agency shall not gmnt such excluswe or par- |

tially e:ccluswe license 1,f it determines that the grant of such

zh\ undue ¢ ncentmtwn in any section of the United States in

t%y line o commerce z.‘o wi’nch the technology to be lzce'nsed |
: rflates, or HJ(O create or mamtam oz}zer sztuatzons mconswtm i

| qazlz.f]_a_, the antitrust Zaws. |

4084406 - (044(00)2S-NOV-T9-C4:3129)

| "“_(3.)‘ First preference in the exclusive or partially 'ea_:clu-

agency to be within the capabzlztzes of. tﬁe fzrms and equaZZy '
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temmatzons ‘ o gmnt

-

licenses.

3condz'tions as the Federal

o Proezded, That any

confidential and not

| request forr-a license

N plzea,tzon of the mvenﬁ_on;

| ‘“(e) The Federal agency s]zall mamtam a reeord of de—'

N

“f) Any g:mnt'of a‘li?ce'n.se eﬁall eonfaiﬁ' sueh.te'v;nisaﬁd

the protectwn of tﬁe mtereuts of the Fedeml Govemment and
.fhe pubhe mcludmg proewwns for the followmg | | i

1) perzodze reportmg on the utzhzatwn or efforts "
..at obtazmng utzlzzatwn that are being made by the lz-. '

censee with partwular reference to the plan submztted

such ‘information may be treated

by the Federal agencg;r"as commercial and financial in-

: foweatioﬁ obtained f;r;om o person and privizeged and
. s:ubjeet.te disclosure u'ri_def .sec-tien_-
552 of title 5 of the Umted States Code; -

| R) the ngh; of the Iederal agency to terminate -
eaeh ”liee'nse n whole or in part zf i determmes that,

 the licensee is not e:eeeutmg the plan submitted with its

demcmsimte to the safwfactwn of the Federal Agency |
) that zt has taken or can be expected to take within a

-reasonable tzme effectwe steps to achzeve practzeal ap-

©(3) the mgf;.tyof the Federal ageney te terminate -

such license in w_}’wle or in part z,F the lzcensee s in

L OMSO0)(29-NOV-T9-0431:30) .

pa:c:luswe or partzally excluewe;

agency determmes approprzate for., |

'cfrnd the Zieensee*cdnnot otherwise
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“§ 21 1, Precedence of chapter

4

B

-:45._-_,5.-

= breach of an agreement obtamed pursuant to pamgmpk _
o (b) of thzs section; and R |

Q) the mgﬁt of the Fedeml agency to temmate o

the hcense in wﬁole or in, part if the agency deiermmes

,that suc?z aetwn 18 neces.sam to meet requzrements for
: publzc use speezfzed by Fedeml regulatzons issued after_ '
the date of the lzcense and such requzrements are not |

,reasonably satzsﬁed by the lwensee

@) This chapte'r shall take precedence ove'r any other
Aet which would reqmre a dzsposztwn of mghts in subject
mventwns of small busmess fzrms or nonprofzt orgamzatwns
ontraciors in a manner tﬁat- zs-_mcenszstent-wz;ha this chap-
eT, meludmgbut not'-.ﬂeeessm*ily:limited to the following:
o | “(1) eeelion 10(a) of the A.'ct of June;29 1.935 as
added by tile 1 of the Act of August 14 1946 (7
: USC’ 4?71(0,) 6‘0 Stat. 1085) ‘ S
| - “(2) section 205(&) of the Act of August 14 1946"_
| ‘.'__(7 U.8.C. 1624(0); 60 Stat 10905 .
e "‘(3) seez‘zon 501(r') of the Federal Mme Safety: :
| and Healih Aot of 1977 (30 U5.C. 951(0; 83 Stat.
o M9); f : ERE RS
) “(4) section 106'(0) of tke Naiwnal Tmffze and |
| .Motor Vehzcle Safety Aczf of 196’0 (15 US C 15’95(0) 3
| .80 Stat. 721) |
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' “‘(5).: Seéti'on 12 of t};e ':thibndl‘-- Séié?ice' Fo&ﬁdé- E
" tion Act of 1950 (42 U.8.C. 1871(w); 82 Stat. 360) ,
I_ “(6‘) sectwn 152 of L‘he Atomic Energy Act of'
_1.954 (42 US c. 2182; 68 Stat .943) |
Bt 7) seﬂtzon 305 of the National Aeronautws cmd N

| Space Act of 1958 (42 1.8.C. 2457)

“(8) section 6 of the Coal Research Development

- Act of 1.96'0 (30 U8.C. 6'66' 74 Stat. 337),

| “(9) sectwn 4 of the Helium Act Amendments of |

' 196‘0 (50 US C’ 167%; 74 Stat. 920);

“(10) sectwn 32 of the Arms Oontrol and’ Dzsar—

| 'mamentz Aet of 1961 (92 U.S.C. 257%; 75 Stat. 634);

| “(11) 'subsection-*“ (e) of sectioﬁ'é'“SO.? -'of 'the'.

| Appalackzan Regwnal Development Act af 1965 (40 -_ :
S US.C App 302(9) 79 Stat. 5);

| “(12) sectzon 9 of the Fedeml Nonnuclear |

-.j Energy Research and DeveZopment Act of 1.974 (42
-.USC’ 5901; 88 sz 1878); R
R “(13) sectz(m 5(d) of the Consumer Productr . o

| Safety Act (15 U.8.C. 2054@ 86 Stat. 1211);

“(14) sectwn 3 of the Act of Apml 5, 1944_' (30'

" U SG’ 323 58 Stai 1.91)

| “(15) sectwn 8001@)@) of the Solzd Waste Dw- |

posal Act (42 U.8. C 5981(49 90 S’tat .382.9)

s 4-034406 R '0047_(00)(294\:0‘}';79-'04:3'::3‘;2')' SR
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“(16') sectzon 21.9 of the Forezgn Asswtance Act of

1961 (22 U.S. 0 2179; 83 Stat. 806);

“(1'7) sectw'n 427(h) of t]le Fedeml M'me Health

| end Safety det of 1977 (80 U.8. 0 .937(6)) 86 sz._ |
B 155) | | . -
0 “(18) secfzon 306’(d) of the Surface Mzmng and |
E‘_Reclamatwn Act of 1977 (30 USC 1226'(d) 91
| swmeasm;

“(1.9) sectwn 21(d) of the Fedeml F'zre Preven-

 tion and Control det of 1974 15 US.C. 2218(d) 88
| Stat, 1548); ". e AL
“(20) secizon 6'(b) of the Salar Phofovolfaw |
: Energy Reseamﬁ Development and Demonstmtwn Act |

| of 1978 (42 US. 0 5585(h); 92 Stat. 2516);

- “R1) sectwn 12 of the Native Latex Oommerczal

! ization and Economtc Development Act of 1.978 (@7
_-éj".USC 1780%; .92 Stat 2533); and . | |
: “22) sectwn 408 of Hze Wateﬁ' Resources and

'..;.Dewzopmem Act of 1.978 e USO 787.9 92 Stat

1360)

The Act creatmg this chapter shall be construed to take p’rec—
' eflence over any futurp Act unless that Act specszally cztes
¢ z__s;Act and promdes tﬁat it sk_czll. take precedence_ over z,'hzs-__

4et.
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“%) Nothing in this chapter is intended fo aller the

efféci of the laws cited in paragfdp?z {2 d), bf this section.br any .

&

“other laws with respect to tkedisposition Of ﬁ’ighis in inven-

o8 T L TS e A AT L e

tions made in the performance of fundmg agreements wu’fz
persons other than nonproﬁt orgamzatzons or small busmess
(o) Nothing in this chapter is intended to limit the au-
. tﬁbrz'ty of aééﬁcies to- agree fo the distribution of rights in
_mvem’zons made in tfze peﬁomance of work under funding
Vagreemem‘s with persons otﬁer than nonprofzt orgamzatwns'

- or small business firms in accordance with the Statement of

[y
b

Gwemﬁzent P_a'-téﬁt. Policy issued by the fPresz'dent on
August 23, 1971 (36‘ Fed. Reg. 16887), agency Tegulations' '

or other applzcable 'regulatzons or to otherwise szzt the au-

et
O

thomty of agenczes t0 agree to allow such pe'rsons fo retam

: ownersth of .suck znventw'ns | o |
o CYd) Notfzmg n t]n.s chapter skall be constmed to re-

quire the disclosure of mtellzgence sources or methods or to

oy
w‘.

(otherwise affect tﬁe a;uthomty gmnted to tke Dzrectm" of Cen-
‘E*_tml Infellzgence by statute or Eweoutwe order for the p'rotec- :
twn of mtellzgence sources or met]wds

| “§ 212‘ Relatwnsth to A’ntztrust ,lfaws '

| “Noﬂnny in thzs chapter shall be deemed to convey to

B! any person 1mmumty from civil or cmmmal lzabtht'z, or o

Xy

create any defenses to actzons, under- any __antztrusz. Zaw. .

B0 4054406 0 0049(00)29-NOV-79-043134)
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@) The table of- cﬁapter.é for title 85, United Sfated |
Code s amended by addmg zmmedzately after the ztem relat- ‘
ing fo chapter 17 the followmg '.

“18. Patent rag?tts in mventztms ma.de z.mt?i Federal asszstance

=

- SEc. 3 AMENDME‘NTS TO OTHER Acrs --T?ze follow- |

‘__mg Acts are amended as follows: :

(a) Sectwn 156‘ of the Atomw Energy Act of 1.954 (42

U.8.C. 2186; 68 Stat. .9:57) is amended by delermg the

words “held by the C’ommwszon or’”.

| (b) The Namonal Aeronauiws and Space Act of 1.958 is
amended by repealmg paragmph (g) of sectwn 305 (42
US C. 2457(g); 72 Stat. 45’6’) o _

(c) The Fedeml Nannuﬂlear Energy Research and De-'
velopmpnt det of 1974 s amended by repealmg pamgmphs
@), (h), a'nd (i) of sectwn 9 (42 US C 5.908 (g) OL) and
@ 88 Stat. 1889-1891). . (e |

SEC 4. EFFECTIVE DATE. -»—Tfns Act amd the ame'nd-

ments made by thw Act shall take eﬁect one hundred and

'ezghty days after the cia,tp of its enactment, e:ccept that the_

_regulatwns referred to in sectzon 2, or other zmplementmy_' S

regulatwns, may he issued pnor to that ttme.

404406 00SO0)(25-NOV-79-0431:35)
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* [COMMITTEE PRINT]
" Novessez 30, 1979

Calendar No.

e © g14

. [Rep'ort NQ_QG- ].

Toiamend title| 35 of the United States Code; to es-
. ‘tablish a uniform Federal patent | procedure for
. gmall businesses and nonprofit organizations; to
create a consistent policy and procedure concerning

?patentabxhty of inventions made with Federal as-
- gistance; and for other related purposes

i Fesruary 9 {legislative day, JANUARI la) 1979
gRéad twice and referred to the C'ommrttee on the Judxcxary

" DEcEMBEE ., 1979 ‘
Reported with an amendmeng
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