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element in a clalm can be expressed as a means or step for

and equlvalents thereof"
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As we all know, the statutory ba81s for means plus

function-claims is 35 U.S.C 8 112(6) which states that an

performlng a functlon vwithout the re01ta1 of structure,

mater1a1 or acts in support thereof“ and that such a clalm

element will be construed to cover the "correspondlng

structure materlal or ackts descrlbed in the spec1f1catlon:

This statute was prompted by the Supréme Court case

of Halliburton Qil Well Cementlnq Co V. Walker, 329 U.8.

(1946) . The: patent in sult concerned an apparatus for
measuring the depth to the fluld surface in an oil well, ax
included a. "mechanlcal acoustlcal resonator,“ Wthh made

measurlng the depth easier than was the case w1th an

apparatus dlsclosed in a prlor art patent, the Lehr and Wyatt

patent. The acoustical regonator however, was not claimed

such; rather, the claim recited, “means associated with said

pressure responsive device for tuning said receiving means

the frequency of echoes.from the tubing collars of said

tubing sections to clearly distinguish the echces from said
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couplings from each other.” Halliburton’s accused device

~employed an electric filter, not an acoustical resonator.

" The Supreme Court heldithét this claim structure was
invalid under the predecessor statute to 35 U.S. C. § 112,
Rev..Stat 4888 35 U. S C. .§ 33. Although not entlrely
clear; the spec1f1c ba51s of the dec151on apparently was that
the cialms were of 1nsuff1c1ent clarity; that they did qoti.
"particulariy point.out and distiﬁctly claim" the invenﬁioﬁ;
as Rev Stat. 4888 then requlred and as 35 U.s.C. § 112
still requires. See 329 U 5. at 3, 89, 11. In sé holding,:
the Court expressed concern w1£h a claih limitation thaﬁ |
purported to cover all devices that could perform the reciﬁéd

function:

What he [the patentee Walker] claimed in the court
~below and what he claims here is. that his patent bars
anyone from using in an oil well any device {
heretofore or hereafter invented which combined with
the Lehr and Wyatt machine performs the function of
clearly and distinctly catching and recording echoes
from tubing joints with regularity. Just how many |
different devices there are of various kinds and %
characters which would serve to emphasize these . |
i
1

echoes, we do not know. i
Yet if Walker’s blanket claims be valid, no |
device to clarify echo waves, now known or hereafter
invented, whether the device be an actual equivalent
of Walker’s ingredient or not, could be used in a
combination such as thlS during the life of Walker’s
patent. o : : P

(329 U.8. at 12}.




Section 112 of Title 35 came into force on January 1;
1953. The related Commentary stated that the portion of thef
statute authorizing.means,plusmfunctibn claims was;intendeg 3‘
to confer “some measure of greater liberality in the use oé_b
functional expressiong” than cases such as Hallibufton
allowed, but that ﬁhe "exact limits of that enlargement
remain to be detéfrﬁined." §_§§ 75 JPOS 161,. 186 (1993) . Yet!
to a significant degree;.many practitioners continued to_read
means plus function claim limitations in the same way as they
were in Halliburtdﬁ: that'they covered all.méanS-for

performing the recited function. . .

Any basis for such an interpretation ended with the

1987 decision of Pennwalt Corp. v. Durand-Wavland, Inc., 833

F.2d 931 (Fed. Cir. 1987) {in banc). That case, in essence,
ES :

R N L

held that the statute means just what it says: not only m&ét
the accused device contain a component that performs the N
function'recited in the claim, but that component must be the
same as the structure described in the patent, .or an

"eguivalent" structure. See id! at 934.

This holding has ?rOfoundly changed patent law; with.
perhaps the most critical change being in claim séope.' Pfi@r
to Pennwalt, it was common for plaintiff’s charging patent..
infringement to assert that a means plus function claim
covered virtuaily any means that pérformed the reciﬁed‘
function -- indeed, some still do. Ygt'that is not the‘lawé
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and the Federal Circuit has admonished that means plus

function claims cover far less than all means for performing

_the recited function. . See Biodex Corp. v. Loredan ..

Biomedicals, 946 F.2d 850, 863 (Fed. Cir. 1991). Puttiﬁg,
éside whether that generalization holds true.in"every cése,
dourts-have_found no infringement because the means in ﬁhe_
patent was different from the alieged counterpart‘compoﬁent

in the accused device. See, e.q., Micro Chem., Inc. v. Gre

Plains Chem. Co., 103 F.3d 1538, 1547 (Fed. Cir. 1997); Alp

Computer Corp. V. Nintendo Co., 102 F.3d 1214, 1221—22j(Fed.

Cir. 1996} ; Valmont Industries, Inc. v, Reihke.qu. éo;; 98

F.2d 1039, 1044 (Fed. Cir. 1993).

But claim -scope was not the only impact of Pennwalt.

In fact, some of the ramifications are still unfolding. He
are some of the guestions that can arise in evaluatingfa

means plus function limitation.

1. Wnen Do You Have A Means Plus Function Limitation?

Since claim scope may critically depend on whether

3

a

¢laim limitation is construed as a means plus function claim

within the meaning of 35 U.S.C. § 112(6), there have been &

number of relatively recent cases concerning whether a clai

limitation was, or was not, to be so construed.

One example is Greenberg v. Ethicon Endo-Surgery,

Inc., 91 F.3d 1580 (Fed. Cix. 1996}, involving a surgical
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instrument in which the instrument’s shafts could be rotatéd}_
while” the handles of the instrument remained fixed.in the
surgeon’s hands. - To prevent the:shafts. from.freely eratirg?"
while the instrument was in the surgeon’s hands, the shafté-'
had a wheel, and a spring—loaded_ball was urged into one of a
number of recesgses pléced around the periphery of the wh&ei.
This "detent mechanism" was defined in claim 1 of the patent

as follows:

a radially énlarged wheel on said sleeve and
WM)% e said wheel and said one handle having a

cooperating. detent mechanism defining the
conjoint rotation of said shafts in
| predetermined intervals . . . :

Greenbefg filed suit against ‘Ethicon, contending thét
three categories of:Ethicon devices -- none of which was
precisely the same.as the detent mechanism described in thé
patent specification -- infringed the patent. The Federal|
Circuit held thét.Greenberg’s claimed detent mechanism was;
not a means plus function element, ‘despite the mechanism
being.defined in "fﬁnqtiohal terms" . ﬁWhat is importanﬁ.is
not simply that.a_'detent"or ;detent mechanism’ is defineﬂ
in terms of what_it:dqes,.bUt that the'term, ag the name.fﬁr
structure, has a feasonably well understood.meaning in.the 

art®. 91 F.3d at-1583.

While Greenberg involved a patentee who did not want
a claim element interpreted as a means plus function
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limitation subject to .35 U.S.C. § 112(6), the case of Cole

Kimberly-Clark Corp., 102 F.3d 524 (Fed. Cir. 1996), invol]

‘a patentee who did. In Cole, -the claimed "disposable
training brief" included "perforation means. . . . for tear

the outer impermeable. layer means for removing the traihin

brief in case of an accident by the user . . . ." The pat

specification disclosed other means for tearing in additioc
to perforations. The:accused training brief used

ultrasonically welded seams, not perforations. The Federa
Clrcult held that the "perforatlon means Co. . ‘for:teeri

was not a means- plus functlon element under 35 U.s.C.

§ 112(6). The court stated that a;clalm element must not _”

recite a definite structure that performs the described.
function in order to fall within 35 U.S.C. § 112(6). Here
the claim element referred to structure -- perforations.——
and as a result the element "cannot meet the requirements

the statute."

2. What Portion of the Claim Is Included In The Means Plus
Functlon Limitation?

ved

ing
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In 0.1, Corp. v. Tekmar Co., 115 F.3d 1576 (Fed. C

1997), the claim ealied for “means for passing the aﬁalyte
slug through_a passege . . . ." As for the “passage","the

patent described basieally a right-angle tube fitting wﬁth

internal threads in one branch. The accused device used
smooth-walled tubing, without internal threads. The paten

asserted that the “passage” in the claim was not part of t

ir.

itee

he




means. The accused infringer contended that it was part ofA
the nleans, that the specification oniy disclosed non-smooth

tubing, that this.distinguished: over the smooth—wallgd,priér
"art, and that therefore the means was not an equivalent, |
under. § 112(6), to the accused infringerfé smooth-walled

tube. The Federal Circuit held that the “passage” was indeed

not part of the meangi yet still held for the accused ; A&«Jﬂ
_ _ u “ '
infringer by construing the texnﬁto é%clude smooth-walled {{ K

structures.. = _ - - o S - likﬁé:;{ TH
-¥f71;t fi “.Fg,~¢ Mxﬂv_q; W‘“ﬁ?‘&fﬁﬁ% _Aajzﬁ . _. . ;k??%z éﬂ;uhiélt.
7&;«_ ?

‘3. What Is The Corresponding Structure?

It is the rare patent that will expressly define what
is the.structure that corresponds to a means plus function
claim limitation. Thus in a computer patent claim reciting
"means for inputting data", the patent specification may
describe a remote personal computer communicating over.the;'
telephone lines to another compﬁter, both of which use |
modems. Does all:of this correspond to the means? Or some
part?‘ Ox suppose no structure is mentioned in the patentE

specification; it merely says that Jdata can be input in the

) o B AfieefrinBiil g

conventional manner." What is the corresponding structure? ;_,/)
Ny 0 . .
4. What Is An Equivalent Of The Corresponding Structure? 4 ;Z4§ﬁ22§

To determine the equivalents of the structure recited
in the patent, resort is had to the claim language, the

patent specificatidn, the prosecution history, the other




claims, and expert testimony. E.d., Texas Instruments, Inc.

v. USITC, 805 F.2d 1558, 1568 (Fed. Cir. 1986).

ButVan“attorney*certaihly would look to these séme

factors in determining claim scope under- the doctrine of

eqﬁivalents. Does this mean that equivalents under 35 U.S:

§ 112(6) is the same as the doctrine of eguivalents? The
Federal Circuit has said.that equivalency under § 112(6)

"differs from the doctrine of equivalents", Valmont:

Industries Inc. v. Reinke Mfa. Co., 983 F.2d 1039, 1042'(F§d.

i

: : : ' |3
Cir. 1993); and it has admonished that the two doctrines have

different origins and purposes, and “'should not be

confused’", id. at 1043 (quoting D.M.I.. Inc. v. Deere & Co.

755 F.2d 1570, 1575 (Fed. Cir. 1985)); accord, Alpex Compui

Corp, v._Nintendo Co., 102 F.34 1214, 1222 (Fed. Cir. 1996)

The Supreme Court, however, has suggested otherwise. In

Warner-Jenkinson Co. v. Hilton Davis Chemical Co., 117 S. C

1040, 1048 (1997), the court explained that § 112(s6), in
limiting the scope of means claims to only those means
"equivalent" to the actual means shown in the specificaﬁioz
"is an éppliéation éf the doctrine of equivalents in a
restrictive role, narréwing the application of broad litexr:

claim elements”. '

If however, the two tests are different, then what
this different test for determining'equivalents under 35
U.S.C. § 112(6)? In addition, since equivalents under 35

- 8 -
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U.8.C. § 112(6) differs from the doctrine of equivalents,
sﬁppdse that an accused.device.performs thé:function, yet
contains”a.non-equivalent structure,uﬁder 35 U.S;C ' § 112 (6
Can there st111 be 1nfr1ngement under the. doctrlne of
equivalents?

5. 'ﬂﬁﬂ

Does Disclosing lLess Yield A Broader Patent Claim?

Suppose a.patent discloses two embodiments, A and B,

that correspond to a claimed means plus function limitation

The 11m1tat10n therefore embraces A, B and their

L

] .

equlvalents. Now suppose the patent dlscloses only
embodiment A. Dependlng on the actual_facts, the means plus.
function claim limitation may now be narrower in scope, since

only equivalents of A are.included, not both A and B.

But now suppose that no specific structure is

disclosed

known to those of ordinary skill in the art”). Assuming tl

art knows a number of ways to implement the invention, A, I

C, D, E, the result may be a claim of far broader

.-’

("data can be input in any of the variety of ways

-3

scope than would have been the case had the patentee

Pyt oy
mﬁ%”tﬁ

One obstacle to this

dlsclosed specific structure.

e

/\J‘MM
Is such a result possible?
outcome could be the other provisions of 35 U.S.C. § 112.

For example,

as stated in In re Donaldscn, 16 F.3d 1189, 1

(Fed. Cir. 1994):

195

e
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[I]f one employs: means-plus-function language in a
claim, one must set forth in the specification an

- adequate disclosure showing what is meant by that
language. If an applicant fails to set forth an
adequate disclosure, .the applicant.has in-.effect..
+failed to. .particularly point out and distinctly. Clc
‘the invention-as®required by the second paragraph ¢
section 112,

ol ey ol it osle i

See also D.M.I., Inc. v. Deere & Co., 755 F.2d 1570, 1574

(Fed Cir. 1985)(“Patehtees are required to disclose in the

spec1f1catlon some enabllng means for accompllshlng the

o f

i

functlon set forth 1n'the ‘theans plus functlon' 11m1tatlon”).

These rulings may be suggestlng that a patent must descrlba

some specific structure in the spec1flcatlon that corresponds

to the means; otherwise, the patent falls to "partlcularlyr:

point out and dlstlnctly claim" the 1nvent10n

Sunmary
In ihterpretihg the statutory provision found at 3

U.S.C. § 112(6), the courts are in the process of creating

perhaps the most complex set of rules found in the already:

complex field of'patent law.

Accordingly, in drafting a.patent containing means|
plus function cleims, a:great deal of care must be used in

determining what those claims will be interpreted to mean,|

and what will be thelr resultant scope. Likewise, in

enforcing means plus function claims, a great deal of time

.money and effort needs to be spent, up front, to determine _
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just what each means plus function claim limitation means,
and what each of those claim limitations cover. Do not waiﬁ
for your adversary to construe those claim limitations first.
And perhaps most importantly, never assume that the accusea
deviée contains the means simply because the device performs

the recited function.
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