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' _program at funded 1nst1tut10ns whlch we belleve w1ll greatly

“INTRODUCTION
"1, oObjective

Research in the health area whlch is supported by the

””fDepartment of Health,.Educatlon and Welfare is undertaken ln the -

expectatron that 1t w1ll ultlmately contrlbute to the development-

'of preventlve, dlagnostlc or therapeutlc measures. While the‘-

research may lead to the development of new knowledge, the public"

can- only beneflt if subsequent steps are taken by whrch the

51nformatlon 1s converted to tanglble items for 1mprov1ng the

' quallty of health care.. The objeotlve of\thls program is to

-educate the researcher as to his respon51b111t1es and to motlvate :

hlm to initiate ‘the process for transferrlng his research ‘results

into publlc use through the use of the patent system. Increaslhg‘.

the 1nc1dence-of 1nventlon‘d1sclosure into the established
channels'fOr technology transfer will:undoubtedly-result in
vgreater.benerits_to-the public'from thehresearch_it-has

‘supported;

‘We are proposing herewith a broad-conCept'of an'educational'

enhance the transfer of unlver51ty deve10ped technology for the |

publlc beneflt. Such a program is expected to 1ead to an earllerf

|
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'.jand more w1despread 1dent1f1catlon of lnventlve concepts

Tresultlng from DHEW funded research and a better understandlng'

by the academlc researcher of the means avallable to brlng these'

- concepts to commerc1al reallzatlon. The program w1ll be._
'”conducted at ten 1nst1tut10ns selected from a llSt of a
vrepresentatlve Ccross sectlon of the natlon s unlver51ty med1ca1:

'-schools.' B

| health area is allocated to unlver31ty and cther non-proflt

| available directly to the public. The transfer of this

- DHEW has supported The 11nk between research at unlverSLty and';

non~prof1t 301ent1f1c_leporatorles and the ;ndustrlal developer'

'than it, and the-public;cdeserve.:“

,manufacture_cf health care.products andrservlces.'_Thus new

2,-_Background_

. A 51gnlf1cant portlon of the DHEW funded research in the
sc;entlflc laboratorles which do not engage in the dlrect
technology developed at these laboratOries_cannot.be;made"
technolng‘is‘elnost tctaliy dependent upon:the industrial_

community so that the public may benefit from the research whicﬁ

is a crucial cne, and one that has received far less attention




‘communlcatlng the technology and encouraglng 1ts development bylf.

'jolnt, posrtlve 1nvolvement of these elements._
'depends on a thorough un&erstandlng of the technology and the

S satrsfactorlly matchlng these two asPects of the process can a |

successful transfer take place. For example, research results

”utrllzed by the unlver51ty researcher because such publlcatlons

_’enhance hls SClentlflC stature, and favorably affect hlS:

industrial company. Such results must be developed further to

There are three crltmcal elements 1n the transfer llnk
between unlversltres and 1ndustry,'namely the researcher hlmself,
the attltudes and actrvrtles of the admlnlstrators of the

research,_and the proper use of the patent system for

ndustry. ' The publlc can only beneflt if there is a coordlnated,'

.The effective transfer.of.university developed'technology‘J_'-

most approprlate means avallable for lts transfer._ Only by

can be convenlently lelded 1nto two categorles. those whlch age

dlrectly usable by the techn1c1an, nurse or physrcran, and those'

Whlch are not. The transfer of the former type can and should be"

ffected by publlcatlon in the tradltlonal medlcal screntlflc -1

E .
journals. Thls mode of communlcatlon is actlvely and effectlvely

opportunrty-for.profess1ona1 advancement and flnanc1al securlty.

Research results whlch are not dlrectly usable in thls way :

almost always requlre the a551stance and/or 1nvolvement of an

vy
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'.Dependlng on the type of results there w111, of course, be a ?lde

mh satlsfactory means for transferrlng the results to the publlc._

_success less predlctable, the 1ndustr1al communlty needs the_p

"protectlon afforded by transfer of property rlghts embodled in|

_1ndustry to 1n1t1ate a development effort. In fact publlcatror

‘_W1thout further steps, can lead to permanent loss of, or,'at S

_marketlng approval by one or ‘more Federal regulatlng agen01es.
'demonstratlng the safety'and efflcacy of a proposed product or -

.1n1t1ate;aad carry through the necessary.costly development

gtz

convert the 1n1t1a1 flndlngs into: useful products or. services,

N

?

'spread in the magnltude of effort both in time and money, needed

i

'to brlng the results 1nto publlc use.p Where the cost is mlnlmal,'

3

a publlcatlon or a dlrect contact with 1ndustry may be . "-?

However, when the development cost 1s large and the chances ofh

patent-clalms-to mlnlmlze the rlsks and‘prov1de:some assurance

that expenses can be recovered and-a proflt made. "In- such cas%S'

mere publlcatlon w1ll not prov1de suff1c1ent motlvatlon to

least long delay ln puttlng the technology into use, 31nce'

.technology avallable to everyone is more often than not developedf

by no one.

Today, almost all health care developments requlre prlor-s%

Such approval_ls usua-ly based on the submlss1on of data

therapeutlc procedure.- No rndustrlal company can afford to

effort to'obtain adequateldata for submission without broad and |

: .
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| ec0ncm1cally 1mportant legal protectlon afforded by the oatent.
hcsystem._ Patent ownershlp by the unlver51ty or 1ts non~prof1t
counterpart prov1des the basrs for exclu51ve llcen31ng of an
'__1ndustr1al company for a_llmlted tlme durlng whlch the company h
will complete ‘the development unhampered by exce581ve,
”}.'unpredactable.and,1rrelevant demands of_the»market place.

¥

'.Whilefthe patentingiof'technology is extensively used in

industry;gthe_uniVersity'community‘seeks patents only
infrequently Thus while.industry relies heavily-on patent
protectlon of ‘new technology, much unlverSLty generated research

N results lie fallow for lack of such vital: prctectlon which 1s of

’cruclal_need;to the industrial developer.

As mentloned prev1ously a V1tal element in the technology
transfer process are. the attltudes and act1v1t1es of unlverSLty.
admlnlstrators in encouraglng and fosterlng the transfer of
research results.‘ The_admlnlstrators3are responslble-fcr the
effective.transfer of research_results'including obtaining patent.

coverage consistent with the unlver51ty s patent pollcy. The-

offlce of thehadmlnlst%ator is equlpped or has the capablllty to'

'take effectlve actlcn toltransfer research results. Such actlon_
zlncludes the evaluatlon of the results to determlne whether
v1able 1nvent1ve concepts are present, arranglng for the flllng

and prosecutlon of patent appllcatlons, seeklng potentlal




'-,11censees and negotlatlng and admlnlsterlng patent llcenses.

.Experlence has shown, however, that the un1vers1ty admlnlstratlon :

is better sulted for handllng 1nvent1ve concepts once they haveh

surfaced than 1n'mot1vat1ng the faculty to recognlze inventive
concepts sultable for deveIOpment u51ng the patent system. “ For

the most part they act as passive recelvers of dlsclosures.

The crltlcal element 1n the transfer of unlver81ty

: ftechnology is the researcher hlmself. Unless he 1n1t1ates the :

process, further act1v1ty by others 1s usually 1mpract1cal or

absent. The researcher s usual actlon (publlcatlon in scientific :
“journals)‘causes technology needlng extensrve_further developmel
to become loSt by having-it'bécome-available‘to'all_with noslegal

'protectlon avallable to a subsequent developer. Most university

'1researchers are generally unaware of the consequences of

publlcatlon as a means of'effectlng tranfer, as they erroneouslg

S
3

feel that publlcatlon 1s suff1c1ent to beneflt the publlc.‘

Unless a unlver51ty researcher has had some industrial experlenc

it is guite unllkely that he w1ll have been exposed to the need

for patents as a means to transfer technology.

Since neither'the;; 'ver31ty nor the fundlng Federal
-_-agencies_exercises any revrew procedures over hls research

'results;'it'isiour_convlctlonpthat much useful technology is

_going'undeveloPed, An ekternalfreview by a party_other-than the':

1#—
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1nventor 1s fer the most part an 1mpract1cal, wasteful and

comprehensmveness.‘ The 1mprovement 1n the transfer of research

-is so. w1despread the potentlal for 1mprovements lS

';proportlonately.great-

'for performlng bas1c research is the development of new d

v:medlcal or health care 1tems v1a a development effort whlch

';sometlmes requlres cllnlcal 1nvest1gatlons 1nvolv1ng humans._
Without the new 1nformat10n belng uncovered by basic research
such cllnlcal lnvestlgatlons would not be possable.:‘The'qnestian
:belng faced is not whether to alter the balance betﬁeen basic .

| research.and_clln;cal 1nvest1gatlons, but rather on how do we

developed fer the publlc beneflt and not merely existing as-an

expen51ve process, although 1t does prov1de some aspect of

results of unlver51ty developed technology can best be effected

- by educatlng and motlvatlng the researcher._ Slnce the 1gnorance‘ o

'ThiS"baCRgreund Section would'not’be‘COmplete without a
brief comment on ba51c research and its relatlonshlp to the

publlc beneflt of Federally funded research.n The. prlmary reason

_knowledge. Occas1onally thlS new knowledge can be converted 1nto

insure that the'knowledge being'ﬁncovered-in basic research is

article in-a sc1ent1f1c 3ournal




3. Rationalef*

The support of research at colleges and unlver51t1es by the }
Federal Government has as 1ts prlmary objectlve the dlscovery cflj
scxentxflc knowledge and the development of the resultant_
‘technology for the publlc beneflt._ A discontinuity'in the

: overall program arises from the absence of measures to transfer -

";unlver51ty—developed technology for ultlmate use by the publlc.'

Contrasted with the hlghly organlzed welledeveloped,'
competently staffed 1n1t1a1 fundlng program, practlcally no _
“effort;or funds are devoted to insuring that-the research results
are translated into usefullproducts.and'services. mhe continued
-publlc support of the Federal fundlng of research and development

”dprograms is 1ncrea51ngly dependent upon whether the publlc is

aactually beneflttlng from these efforts.

'Thedbepartﬁent of Health,”Education.and Welfare; operatinga
_through the'National Institutes-of Health,.is‘engaged in the
support of blomedlcal research to 1mprove the overall health care.
of the publlc. Such research is expected to result 1n new |
- drugs, diagnostlc_tests.and,medlcal_dev;ces, and better
therapeutic.procedures, all'of‘ﬁhich require extensiveftesting'tb'
*demonstrate.their-safety~and-efficacy beforedthey:can be

 marketed. As noted earlier, companies involved in the




'edevelopment of such med1ca1 health care products rely heav11y

upon patents of thelr own or enclus1ve llcenses negotlated w1th N

_thlrd partles to minimize rlsks and protect_lnvestments.- The

Vtransfef of DHEW-funded,_universitdeeVelopedétechnologyeis

ttherefore mOfehdependent'upon the use of patents than any other

_t-fundingnagency.”"_a

The three principal factors in:the'teohnology_transfefz_

'_process.areptheiresearcher;,the.university patent administration -

_'and its attitudes and procedures, and patents functioning as a

‘means of communication and legal protection. The whole transfer

process'is.dependent'upon'the initiating_element,'the_:esearcher

'himself.

At preSent the'researcher is the sole deciding faotor in‘tr
determination of whether any actlon is to be taken towards |
obtalnlng patents on hlS research results,.51nce review
procedures generally do not ex1st at elther the unlver51ty
_admlnlstratlon or the fundlng agency levels. Verypfew re-
'searchers are aware of the great respon51b111ty thatﬁhas been
plaoed on them. Most cannot 1dentlfy what facets of thelr.h*e
.research can and should be patented, and are generally unaware e
~ the unlver31ty or agency procedures establlshed to handle such
' mattets. Moreover,rthe experlenced researcher has frequently

galned his experlence durlng a tlme when 1t was cons1dered

e
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:unethlcal to obtaln patents on research results or to proflt

flnanc1ally from the llcen51ng of those patent rlghts.

A 51gn1f1cant 1mprovement in the technology transfer process
_would be . achleved by sensrtlzlng the researcher to the great
'respon51b111ty that has been placed upon hlm as a consequence'ofh‘”
his acceptance of Federal funds to conduct a research_prograﬁ.ih‘
'Untll:he 1s-adequately and pr0perly 1nformed and sufficiently 'p
.motiuated, untold numbers of valuable health care itemS'may.lle_p

fa’low and go undeveloped for extended perlods of tlme.‘.

A program to educate and motlvate the researcher representsf'
one possrble approach to overcome hlS natural reluctance to
;utlllze the patent system. The researcher needs to be able to
-1dent1fy 1nvent1ve concepts for thelr contlnued development.
. Motlvatlng the researcher is equally 1mportant srnce he is the |
first and frequently the sole judge as- to what further steps need
or should be taken.- | | | “
_In71974fResearch Corporationlreceived a grant'from the
Natiohal Science Foundatioh*to-conduct a'three*year educational
'program 1nvolv1ng elght educatlonal institutions and havrng the"
objectlve of 1mprov1ng the transfer of unrvers1ty developed
technology._ Althoughlvarylng between 1nst1tutlons, the-overall"

results;_covering'a'variety of disciplines, indicated that the

16 .




rate of d;hclosure subm1551on by the researchers could be

- lncreased by 200% to 300%

_In the course of conducting.the\program:-WetﬂOteaﬁthatif.H

"researchers'in biomedical-fields generally have more‘reluctance'

_tOWards part1c1pat10n 1n the program.ﬁ As a- consequence, they are_'

‘_more dlfflcult to motlvate and addltlonal effort is needed to
'produce results SLmllar to those achleved 1n the NSF funded

eprogram anQlVlng a varlety,of sc1ent1f1c dlSClpllneS."

011




fprovrdes the necessary motlvatlon and. protectlon for the

the same time speedlng the 1ntroductlon of. valuable new producte
and procedures into the marketplace for the benefit of the

‘general public.’

. SECTION B

~ SPECIFIC AIMS

The speC1f1c alm of thls proposal is to educate and motlvate

technolOgy. The use of the patent 3ystem in specific 51tuatlone

1ndustrlal developer and safeguards the public 1nterest, while‘at

12

"the DHEwmfunded unlver31ty researcher to make greater use of the:m

'patent system in 1mprovrng the transfer of unlver31ty develoned-'

[FTETRRS Ch




SECTTION C

-METHODS.

‘g:Rroposed.Educational_Program |

We are prop051ng to conduct an educatlonal program for
'Tﬁfresearch admlnlstrators and all DHEW grantees 1nvolved in
scmentlflc_researchjat:ten ;nstltutlons. Whlle the program at
anyrone institution will reguire an elapsed time of twenty—seven
:months, the most effectlve use of manpower equires that’the=”.
program be lnltlated at the ten institutions sequentlally pThus,_.
- the overall program wrll requlre about thlrty—elght months to_ |

' complete. |
"‘The educational program proposed is based. on these conceptis: -

Fl, Proper use of patents to fac111tate the transfer of

unlver51ty developed technology.

2.' Methods for 1dent1f1catlon of 1nvent1ve concepts whlch

mlght be amenable to patentlng.

3. Nece551ty for dlsclosure of such concepts for action by

"Vethe 1nst1tutlons admlnlstrators._

13




Program Summary

The proposed program con51sts of three'separate'and distimct"

educatlonal approaches-__

-f;,e.- a series of information sheets

;i +«. oONe or more seminars
ees  individual interviews

. The series of ten-information sheets-wiil be-distributed_g

perlodlcally to all DHEW grantees over a two-year perlod Taken.
':‘Qas a whole, the sheets Wlll cover all of the bas;c concepts to be__
-dlscussed 1n the semlnars and at the 1nterv1ews.- |
The seminars will be‘given_eerly_in the program immediately"

_ _ S L
following.a pre—educatibnal effort consisting of distribution of

_the flrst three 1nformatlon sheets. -The seminarS*et‘eaéhf_
1nst1tutlon should be completed in three (3) days.__The semihars_
will cover_ell of the mater;al-contalned in the 1nforﬁationr

sheets in addition to specific previous case histories.. -

The 1nd1v1dual 1nterv1ews are de51gned to prov1de an

'opportunlty to discuss’ the researchers' own programs as pertlnent

14




: and personal examples of uncoverlng actual 1nvent1ve concepts.__

These w111 be conducted over a twenty-one month perlod

| A typical program aotivity~chart_at'each'institution is |

' attached (Appendix C).

; scope'of the Program

The 1nclus;on of ten 1nst1tutlons in the program w1ll

prov1de a ‘broad base of research effort on whlch to apply this |

program.: The total annual fundlng of a random sample of. ten -

institutions selected from-the llSt of potentlal partlclpants i

Appendlx A would be about $200 000 000 or about 17% of all DHEW

funded research in un1versrt1es. The total number of researche

1nvolved amounts to 4 000.

Identification of Grantees

All 1nst1tut10ns selected for 1nclu51on in thls program

carry out a 51zable amount,of research sponsored by the DHEW

The successful functlonlng of the program requlres that all of |

the grantees be 1dent1f1ed for the preparatlon of malllng lists
for the 1nformatlon sheets and semlnar pub11c1ty announcements.
Grantee 1nformatron is readrly available at most institutions -

frOm_computer'print-outshof]active grants., Such print~outs,

n
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:yﬁj*Information Sheets_"'

. publlclty alone is usually 1nsuff1c1ent to motlvate researchers

-.‘tsheets and the sem1nars.__These:sheets will also_serve as the-

| giving‘pfcject titles, can‘alsd‘prcvide"an initial classification
‘_of grantees for the purpose of establlshlng a prlorlty llstlng

for the subsequent 1nterv1ews. :

The‘infermation"sheets'will eensist of a seriestef'ten
issues whlch will be sent to all grantees at the part1c1pat1ng-
1nst1tutlon. The first three 1ssues 'will serve as a pre- =
educatlon effort in order to generate 1nterest in the grantees to
attend the semlnars.' The remalnlng_seven'1ssues_w1ll~comprlse a:_

 complete course in patent awareness.

The pre—educatlon set of three 1ssues Wlll be dlstrlbuted at.
a rate of one 1ssue per month durlng the three months prlor to

the month in which the semlnars are to be glven. Wldespread _

?
‘to attend semlnars on a subject of whlch, at the start, they havi

"(D

llttle or no knowledge or - 1nterest.

' The remaining seven issues of the information sheets will be

E distributed'on a quarterly'basis dUring.the'remaining twenty—one

months of the program.' They w111 serve as a relnforcement to the'.

| patent awareness generated by the 1n1t1al set of lnformatlon

_'16 '




jpr1nc1pa1 means for reachlng researchers who choose nelther to
_‘attend the semlnars nor make themselves avallable for personal

interviews.

‘Seminars .
The audlo—Vlsual approach is a proven tlme- and cost-
!_eff101ent technlque for presentlng a block of 1nformatlon to. a
multleperson audlence._ Since the semlnar represents a unigue’
event in the researchersf'varied-activities, the information

presented.haSVa_greater;probahility of being retained.

The seminar mode-of communlcatlon was an essentlal element-:

in an earller program conducted for the Natlcnal 801ence
Foundatlon. _Each semlnargw1ll consrst.of-a 30-m1nute-
presentation follcwed‘byaa qnestion—answer period;. A self-
' explanatory seminay outllne is. dlstrlbuted prlor to the
.presentatlon in order to mlnlmlze the need for note taklng.

Slides used in conjunctlon with the oral presentatlon are

reproduced in the outllne.- This mechanism has proved to be guite

useful as the sllde contents hlghllght the 1mportant 1deas.

Slx 1dent1cal semlnars are proposed in order to llmlt the'

expected attendance to about 30 researchers. Such llmltatlon

provides for a more conducrve.envlronment for audience partici-

17
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opatlon and- questlonlng. éoheduling of the'seminars will”be.donej”h

“on a d1501pllne ba91s, a feature Wthh has been found generallyr

to 1mprove the degree of researcher attendance.'_

Seminar Content - . . I TR

The experlence galned from dellverlng over one hundred such,

semlnars under the NSF Program has developed an understandrng of

'the 1ssues, problems and barrlers faced by the. unlver31ty re—
searcher-and admlnlstrator.- From thls understandlng, we belleve
we have 1dent1f1ed essentlally all of the 1mportant major

elements needrng explanatlon and drscussron These have been"
.1ncladed in the presentatlon proposed here, and are expected to'
provrde a comprehens1ve and effectlve understandrng of the use o
'7the patent system for the transfer_of technology resultlng from:

DHEW funding.

Individual Interviews

As a result of a review of active grant llsts, followed by
study of Summary Progress Reports (NIE 2006 l), conferences

: between Research Corporatlon staff members and 1nd1v1dual

'researchers w1ll be started 1n ‘the month fellowing the month of |

the semrnar._ Approx1mately two man- days per month w1ll be -

‘ expended-for a‘perlod of twenty-one months.' Durlng this perlod,.

18
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at each 1nst1tut10n, we would expect to meet w1th almost 300

faculty researchers, or about 7Ss of the total grantees.;

These conferences are de51gned to deve10p both a better_f

knowledge on our part of the nature and dlrectlon of the

individual research project, and also to develop a rapport wrth

?gthe researcher.' Invarlably, we have found that the establlshmentr

of a personal sense of mutual trust and respect between the'

nresearchers and Research Corporatlon staff members overcomes mu

chuf

. of the natural reluctance to dlsclose 1nventlons promptly and.

adequately. Durlng these 1nd1v1dua1 meetlngs, the general

materlal covered at the semlnars 1s expanded and related to the”_

Spe0lflc problems and srtuatlons of ‘the 1nd1vrdual researchers.

In addltlon, it is possrble to develop a tlme frame for future
_monltorlng of the research ltself and establlsh a; ba31s for

future meetlng dates. After several meetlngs, it is expected

'the basis of prevrous experlence, that the researcher w1ll becone -

'more keenly aware of hlS responsrbllltles and dutles in the -

'transfer of his research results for the beneflt of the publlc.:

_He w1ll also learn the mechanlsms and procedures for

_faccompllshlng thls desrred end._-

1
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Participating Institutions

.In Apnendlx A is a llst of 1nst1tut10ns from whlch theh'
selectlon of ten 1nst1tutlons ‘dan be made for 1nc1u51on in this
';1programff'These 1nst1tntlon5ﬂhave3a 51gn1f1cant,research efforti'
,supnorted*by DHEW and can be ekpeoted to proVide reasonable" |
-cooneratlon 1f selected for the program Not ircluded in. this

'llst are those 1nst1tutlons whlch have been 1nvolved 1n the

fprev1ous NSF sponsored program ‘nor those 1nst1tutlons whlch
':already have‘actlve-patentlng programs of thelr_owny' Formal7:
written approvai of "each institution;nconfirming an
admlnlstratlve commltment to the program, w1ll be obtalned before__

;ract1v1ty is- undertaken. B

Selectlon of the ten 1nst1tutlons w111 be made, after-__
'further dlscu551on and con51derat10n, jOlntly by DHEW and

_ Research Corporatlon.

“Evaluation

.The:final report'will oontain'a'short-term”statistioalhstudy
-:on the number of identified invention- dlsclosures at each |
1nst1tutlon coverlng the flve~year perlod prlor to the start of'
“the program and for the two—year perlod after the semlnar

'_h presentatlons. All inventions disclosed at each institution

20




'h Corporation. In the long term, those 1nventlons accepted for

,durlng the program w111 be evaluated for patentablllty and

_commer01al potentlal elther by the 1nst1tutlon or by Research b

technology transfer can. be followed through thelr development an
;commerc1al phases W1th1n the tlme frame of the program and

- ‘beyond, 1f de51red

.:21._
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' PROGRAM COST =~

Cost Summary
An estlmate of the costs by area of act1v1ty for conductlnq_-ﬂ

a program at ten 1nst1tut10ns 15 as follows-

Program Development and Nanagement ... $25,300 - .
" Preparation of Information Sheets : 45,400 -
Preliminary Visits ' : © . 22,360
Preparation of Seminar . Materlal 0 8,870
Conducting Seminars - - . 13,890
'~ Individual Interviews . - 200,130 .
rfReportlng s L I 10,496 - E
" Total = | - $326,446

Detalls of Program Cost-'

1. Program Develooment and Management

.Superv151ng Assoc1ate 100 hrs €@ $63. 00 o $ 6,300

" Techriical Associate 400 hrs @ 44,00 - 17,600
Secretary . . 100 hrs @ 14.00 - 1,400
Subtotal o | . 25,300

2. Information Sheets m':

a. Edltorlal Cost
Per Issue: Labor: 35 hrs _ _
@ $44.00 = $1,540 I ' -
~Per 10 Issues. 10 x $1, 540 o . § 15,400
b. Malllng List Preparatlon _ o |

10 Instltutlons @ $1,000 _ o
_ per Inst1tut10n° _ SR $t10,0001-_

c. Prlntlng and Nalllng

10 Issues @ $200 per Issue: $2;000 o R RPN
‘Per 10 Institutions: 10 x $2,000 ~§$_ 20,000
_ Subtotal = § 45,000
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3 Prellmlnary VlSltS:'

Ca.

Secretarial:

tTechnlcal Analysis:

 ﬂAVerage l -Day travel

"Visit: 8 hrs & $44 00 o
~Technical Analy51s- 4 hrs @ $44 00 .
hrs @ $14. 00 :

Subtotal

'At Beglnnlng of Program (One man—day per Instltutlon) o
o | s 103 |
176 |

352
112

$ ' 833

Prlor to Semlnars (Two man—days per Instltutlon)

'Average l—day travel
~Average Per diem = -

Visit: 16 hrs $44.00

Secretarial: - 8 hrs @ $14.00
- Subtotal
Per-Institution_' Subtotal-:

Per 10 Instltutlons (10 x $2 236)

Subtotal :

4, Preparation of Seminar Material

‘Technical: 70 hrs @ $44.00
‘_Secretarial:_BS hrs

@ $14.00
" Subtotal

Supplies and Printing

5. Conduct Seminars

:-Per‘diem _

(Threé"manmdays per'Institution):-

”Average 1- day travel

Technical: 24 hrs @ $44. 00

Secretarial: 4 h¥s @ $14. 00
2 days @ $42 0o _

” Subtotal '

Per- 10 Instltutlons (10 x $1,389)
_ - Subtotal

- 23

8 hrs @ $44.00

Subtotal"

s 193
o 42
704 .
. '352
112
$-1,403
$ 2,236
$ 22,360
s 3 080
= 490
$ 3,579]
5,300
- 8 8,87'0: :
$ 193
1,056
.56,
84
$ 1,389

$ 13,890




TS
8

7.

Individual Iﬁterviews'?

b, Flnal Report

(Forty two man days per Instltutlon)
'-'Travel (Two—day visits) 21 x 5193_,
“"Per diem - 21 days @ $42
Technical: 336 hrs @ $44.00
' Secretarial: 21 hrs @ $l4 00
Subtotal

Per 10 Instltutlons (10 % $20 013)
_ o Subtotal

Reportlng

‘a. : Quarterly Reports (12)

_‘:Technlcal. _96 hrs @ $44, 00. _
'_Secretar1al-- 48 ‘hrs @ $14. 00

Technlcal 105 hrs € $44.00 - )
_Secretarial: 70 hrs @ $14.00

~ Subtotal

_ Sﬁbtotal

$ 4,053

Subtotal

882

14,784 .

294

$ 20,013

" $200,130 -

s 4,224

_672

$ 4,896
s 4,620

| 980
'$ 5,600
'$.10,496

A Proposed Budget for the program-isrgiven'ih Appendix B.
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ORGANIZATION AND PERSONNEL '

' History of Research Corporation

‘Research Corporatron was founded in 1912 by Dr._Frederlck
.Gardner Cottrell a sc1entlst, educator and 1nventor, who donated
.rlghts under hls basrc patents on electrlcal pre01p1tatlon as
'_Research Corporatlon s 1n1t1al endowment _Dr. Cottrell's concept _

( as reflected in the foundatlon s chartered purposes) was to use

- portlon of the net 1ncome from hls and other inventions to

‘support sc1ent1f1c research at colleqes and unlver51t1es, -and to-. - E
‘help other 1nventors brlng thelr ideas to frultlon and into
public use. As an academlc sclentlst he recognrzed the great _'

. need for funds to support research in its initial stages. As-an

1nventor he was also c0nsc10us of the problems faced by academic.

screntlsts whose~occasronal ;nventlons frequently lay fallow for_

lack of a mechanism or'agency-for'developing them to the point

. where they could be brought to the publlc as useful products or

e it e e

The Cottrell patents_on electrical precipitation were o ' N iﬁ
developed by Research Corporation,'first through'iicensing andj
thenﬁthrough_the'establishment-of'antengineering and “j '. ) R

manufacturing organizatien.,  In 1954 this organization was
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separated from the parent corporatlon as Research Cottrell, Inc.,‘
'-a wholly owned taxable sub51d1ary. Follow1ng a publlc offerlng

of Research—Cottrell stock . in 1967, two subsequent offerlngs and o

other stock dlstrlbutlons have reduced Research Corporatlons s
ownershlp to about 169 at present. -Approxlmately .60% of the .
foundatlon 'S 1ncome comes from its 1nvestments in a dlver51f1ed

portfollo and in Research Cottrell -The balance of the

foundatlon 'S lncome lS der1Ved from royaltles on patents a551gned.-
'to Research Corporatlon by educatlonal and SC1ent1f1c

'1nst1tutlons and by 1nd1v1dual 1nventors who have followed Dr. -

"Cottrell's precepts by donatlng patent rlghts to Research

Corporatlon.
"Sclence, Inventlon and Soc1ety“, enclosed hereW1th, glves-

1n con51derahle detall an hlstorlcal plcture of the foundatlon.

°Activities of Research Corporation.

Science Advancement Programs

The,fouhdationUdistributeS.its entire net income as grants
to uniVersities,'colleges ahdfscientific institutions. Its

grants support basac research in the natural sciences and

practlcal programs of public health nutrltlon. Since its

1nceptlon, some $42 million has ‘been awarded to hundreds of
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*1nst1tut10ns, pr;ncxpally in’ the Unlted States, to- support the

[rresearch of more than 4 000 sc;entlstsi Grants ln the sc1ences-

are awarded prlmarlly on the basis. of sc1ent1f1c 51gn1f1cance anda_

_the work proposed is expected to be 1nnovat1ve, 1mag1nat1ve and.

::creatlve."

Con51derable empha51s has been placed on the younger

"sc1entlsts and, more partlcularly in the post Wbrld War II years,‘

on those:ln_l}beral_arts colleges and_smaller unlversltles.- In
_some‘years, thisloonoept'has'been.expanded'to support scieneg.f
broadiy in these-institntions.'
programs are at a rate of about $3 mllllon a year. 'For many

years the total of grants and expenses has exceeded 1ncome, the
'dlfference belng taken from realized capltal gains and 1nva51on.
of capltal o

The follow1ng table detalls the grants Whlch were approved

durlng the perlod 1967-1975:

_ : Excess of Grants
- Grants

Presently the foundation's grants

S and Expenses
Year -~ - Approved Over Income
1967 . $4,660,225 $3,520,838

1968 2,009,932 884,535
1969 @ . 2,253,205 174,398
1970 - 3,49%,730 (73,259) .
1871 . 5,905,579 . 3,312,544

1972 - 3,476,380 1,247,198
19873 . 3,926,943 : 1,349,465
1974 3,920,397 . 641,004
1975 1,720,445

. 2,617,225
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- Patent Program

General Background .

' During itsaformative-and earlier years, Research'Corboration-i
'ﬂrendered patent serV1ces to academlc lnventors and their
':anstltutlons on a relatlvely 1nformal ba51s. - In the mld—
thlrtles, however, 8 formal arrangement was made w1th the. |
.Massachusetts Instltute of Technology under whlch the foundatlonl
relieved M.I.T. of the expense of the complex problems 1nvolved
dln the patentlng and llcen51ng of 1nvent10ns made by faculty

members at the Instltute. Slmllar agreements were ‘entered lnto.
with’ several other 1nst1tutlons prlor to World War . II but

act1v1ty 1n thls area was largely suspended durlng the war years;-

Following the war, an increased interest by educational'and
scientific institutions in the'nsefulness of'the foundation's
patent services led Research Corporatlon to establlsh formally

.what 1s now known as its Patent Program

greements have now been entered into with more than 250

1nst1tut10ns Whlch have recognlzed thelr need to have 1mmed1ately_r
avallable without charge spe01allzed and skllled patent serv1ces

not customarlly available w1th1n thelr organlzatlons. These;
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o fulflll thelr duty to make avallable to the publlc useful results

rnstltutlons.felt that such functlons would be nore approprlately
;carrled out by a spec1allzed,0perat1ng group, rather than |
.hbecomlng 1nvolved themselves dlrectly w1th the evaluatlon, _
h;patent;ng and licensing of 1nventlons.result1ng from faculty or
.staff research.‘ A531gn1ng these re5pon81b111t1es o Research

._Corporatlon has allowed both faculty and admlnlstratlon to.

. of sc1ent1f1c research yet be’ relleved of most of the expense
'and effort requlred, thus conserv1ng thelr resources for their

_ primary functions: teaching and research.

" ‘Institutional Patent Agreements

These.aéreementssproride that the institntion‘may subnitrtoV-
Research Corporatlon any 1nventlons made by 1ts staff as in 1ts
.sole dlscret;on it may wish. The foundatlon agrees that it w1ll
-evaluate these-inventions for patentabll;ty and potential use byj
the public. If the evalnation is.affirmative, and if Research' |
'Corporation offers to. handle it, the invention may be a551gned to
‘Research Corporatlon, and the foundatlon proceeds to seek patents

and 11cense them to 1ndustry.' If_the evaluatlon is negatlvegntht

()

rights remain w1th the institution or spensoring agenoy.'

All the costs of evaluatlng 1nvent10n dlsclosures, flllng

- Ul_

and prosecutlng patent appllcatlons, and 11cen51ng 1ssued patent'




o v

;are borne by Research Corporatlon.‘-certain speCial expenses,.
such as the cost of court lltlgatlon, are borne 1n1t1ally by the
‘foundatlon but may be deducted, as indicated below, from any
"royalty 1ncome ‘that may 1ater be generated 1£ the-lnstltutron ES

has 80 agreed

' The agreements, in one form,.prov1de that the 1nventor shali
;'recelve a percentage of . the gross royalty recelpts. This share,.
sln most 1nstances 10 - 15%, 1s in all cases establlshed by his
institution. The remalnder-usually is shared equally-betweenithe
1nst1tutlon and the foundatlon, snbject-onlylto the'priOr

o deductlon of any speCIal expenses referred to above.

The second form of the agreement provrdes For payment, after _
'any so- called specral expenses, of 57%% of the royaltles recelvei
"to the_lnstltutlon.(whlch,.1n-turn, may_make,some payment to the

invéntor) with 42%%d remaining with the foundation.
‘The following table represents the.growth in the‘numberdof

institutions with which invention administration agreements are |

- in effect,
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_ A _ - Number of
© Year - Institutions
. : At Year End.

1967 195

1968 o 206
1969 - . 215
1970 SRR 219
1971 0 238
1972 s 250 .
1973 - 257 :
o 1974 o 263 |
- 1975 | . 287 . ..

Related Services

Eeyond the’services.reodered by-tﬂe'foﬁndationfs.patent
staff- on SpElelc 1nvent10ns submltted 1nst1tutlons are also
f:adv1sed on corollary patent matters related to the overall |
admlnlstratlve procedures of the 1nst1tutlon. Staff members are |
'_avallable at all tlmes for dlscu581on of such problems “and for
v1szts to the 1nst1tutlons. The cost of thls related serv1ce is I

borne,byithe foundation.

“Inventioh Evaluation

In evaluatlng 1nventlon dlsclosures the patent staff uses as|

'crlterla.;:

cos novelty and patentablllty, 1nclud1ng patentablllty oplnlons

from 1ndependent patent counsel ln prlvate practlce,
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'g....éotential eeﬁmeteialdueefnlness'and theﬂnrospeets of inducing

industry'to develop-andﬁintroduce the invention into public use, '

and,i-

Cese other 1ess tanglble but substantlal reasons for patentlng,‘

nsuch as beneflts to the publlc or broad sc1ent1f1c 1mportance.

Slnce 1nt1mate famlllarlty w1th many flelds is needed for
'thls evaluatmon, the foundatlon s patent staff, Wthh 1s

sc1ent1f1cally tralned, market orlented and highly experlenced

is augmented by calllng on the knowledge of: the 1nventor and hls:

rcolleagues, othen technlcally_tralned or market orlented__
independent consultants,.and industxialapersonnel with whom
_pefSonai.aequaintance has been developed over the-years;

Weighing information from such diverse sourcés, an informed

decision is made as to whether an offer to accept an invention is|

justified.

i,

Oﬁer_the past seven years the foundation has evaluated a

'total of 3, 502 1nvent10ns, acceptlng 367 or 10%, as detalled in

L ‘the follow1ng table-
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" Disclosures . Disclosures

Year .- Submitted .  Accepted
1967 366 . . 45
1968 - 397 _ 62
1969 . 417 S - 49
1870 - 424 . 55"
1971 . 442 54 : :
1972 . 452 .- . 38 .
1873 © - 519 B 300
1974 - 485 - R 34 -

1875 516 28

';fPaténttPrOSeCuticn 

' Upon a551gnment of an’ 1nventlon, Research Corporatlon

 retains patent attorneys in private practlce to prepare, file an&-

:-prosecute-patent appllcatlons.f The patent staff works closely
~with the inventor and patent counsel 1n preparatlon of
.appllcatlons, follows the course of prosecutlon, and becomes_
deeply 1nvolved in maklng de0151ons relatlng to 1nterferences,
N

appeals and similar matters-that are not_exclu51vely problems.of

- patent law.

Research'Corporationfs éffdrtstinthandling academic_'
ihventionsfare chatacterized_by ﬁnuSuéi flexibility; .Since.én}t
_-.iﬁ#héuse Staff:bf patént attor#eys is not'mAiﬁtainéd; ittis
possible to retain variéﬁs patent fi:ms'and individuals-with_'.

-.expertiéé in any technolégical area. Thls is espeC1ally 3
) -1mportant where an extremely narrow or hlghly-spec1allzed .

ltechnology is 1nvolved.
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_ .reasonable and falr royalty returns for the beneflt of the

- of a U. 8. Patent Appllcatlon.  In those cases where a
_ publlcatlcn has not pre empted forelgn patentlng rlghts and‘wher
there is suff1c1ent economlc Justlflcatlon, correspondlng forelg
,appllcatlons are flled About half the accepted dlsclosures
Satlsfy these crlterla for Whlch an average of flve forelgn

*~patent appllcatlons w111 be’ flled

Patent‘Licehsing N

Research Corporatlon does not 1tself develop inventions
assigned to 1t, TIox. does it prov1de funds to others for such
-deve;opment. _Inetead,'ltwrelles onlthe 1ncent1ves provided by‘
the pateht.systeﬁtcf'therUnited_States.to'induce industrial

| ccncerns, at their‘expense;'to‘undertake-the'necessary_further

‘research, developmeht,'andemarketing efforts which are.inVariably

needed to brlng the 1nventlcns 1nto use. It seeks, through'these

'_means, to effect the prudent management of its portfollo of

patent appllcatlons and patents, to lntroduce 1ts lnventlons 1nto

'publlc use, to protect the publlc 1nterest, and to- prov1de

‘1nst1tut1cns and_thelr lnventors, and for its own charitable

purposes,
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':staff selects as potentlal Jicensees quallfled flrms in the

- development As . 1ndustrlal 1nterest 1s developed Research

| As'soon'as"thefpatentfaﬁoliéatldh'haa been filed, the ﬁaten{_,

approprlate flelds. Factors in this selectlon are adequacy of
reeearch and development faCllltleS, spec1allzed technologlcalr
- and marketing'capabilities,-financial_responsibility;,aud

‘willingness to commit the~neceséary funds andlefforts for

Corporatlon negotlates approprlate llcense agreements.

License Terms -

The terms of the llcenses negotlated vary with the c1rcumstances,‘

'tbut the general phllosophy behlnd them is clear and unlform.

.o 'LicenSes are designed to. bring about effective-commercial
‘ development, w1de public use. of the product or process,'and a

reasonable royalty inflow.

" +e. Licenses are issued only to technically competent and
reputable_liceneees.which:have a genuine interest in the subject

 matter.,
P Llcenses are preferably non—exclu51ve, as. reasonable

_competltlon results in product economy and lmprovement, lower.

prices, and wider publlc use. It is also important that the
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illceneor retaln freedom to 1ssue addltlonal 11censes to meet
fchanglng condltlons. Where it 1s clear that a.’ llcensee w111
-1ncur substantlal expense and rlsk 1n redu01ng the 1nvent10nlto'
commerc1al practlce and market acceptance,_the llcense offered
hpmay be exclusmve for a limited perlod of tlme to compensate i

partlally for the 11censee s commltment to undertake the unusual
~ risks.,. Typlcal perlods of exclu51v1ty in such cases are from
three to flve years from date of first commerClal sale; the exact'
:term varylng.w1th the c1rcumstances_anq being negotlated 1n_eache

case.,

e ROyalty rates,'whiie subject to-negotiation, are eet atg.
reasonable 1evels SO that their impact w1ll not make the llcensee
reluctant to work the 1nventlon thoroughly or dlscourage thei
'publlc from full use of the: lnventlon._ Licenses prov1de, by
detailed requlrements and through minimum royaltles, that the

llcensee be dlllgent in the development and utlllzatlon of the

lnventlon.'

... Licenses do not require licensing back to the foundation'of

improvement inventions made by the licensee. In certain cases,

the llcense may requlre the licensing of patents on. such

inventions to other llcensees at reasonable royaltles.
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'Rofaities‘received-by the foundation during the paStuhine‘:_”
years: totaled almost $22 mllllon. ‘The year-by-year breakdown is |

'.detalled in the’ follow1ng table-.

-Royalties

Gross = Distributed to Royalties
- - Royalties . - Inventors, ' Available
~Year = Received “Institutions - for Grants
1967 $1 186 319 . § 133,183 = ~§$ 601,609
1968 1,306,308 © 119,279 ' : 568,562 -
1969 1,523,638 . 124,743 515,710
1970 3,751,136 : . 1,057,236 ‘ 1,791,807
1971 2,538,357 670,582 . 566,754
1972 2,312,573 380,375 . 654,796
o 1973 3,071,095 o 710,665 1,028,023 .
. 1974 - 3,788,342 = 861,443 1,421,499
1875 2,269,818 .1,114,454 - (509,314)
- Totals -~ $21,747,586 $5,171,960 - $6,630,446

Management of this Program

_The proposedoprogtam will beaunder‘the.overall managameat of
~a principal investigator. Difect 1iaison with.the'NIH Programs :
Offlcer w1ll be handled by a program dlrector.' Contacts w1th the
cooperatlng 1nst1tutlons w111 be through membets of the technical .
staff of Research Corporatlon, all of whom w;ll be involved in

the conduct of the lecture-semlnars-and personal 1nterv;ews.
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-principal Investigator

_The prlnc1pal 1nvest1gator for thlS proposal wlll be Dr. Wlllard_'

‘Marcy, who is Vlce Presmdent - Patents for the foundatlon.‘

A summary of hlS educatlonal background and profe551ona1

experlence 1s as follows. E

_ S.B. in Chemical Englneerlng, Massachusetts Instltute
' - of Technology.

Ph.D. in Organlc Chemlstry, Massachusetts Instltute of
Lo Technology.__;_

U.S. Army Chemical Corps Technlcal Command Edgewood : 2 COE i
Arsenal, Maryland -~ T B : -
Four years: experlence in the deSlgn and ;
operation of pilot plants for the
-manufacturenof a variety of wax gases.’

Amstar Corporatlon (formerly American Sugar Co.}
. Twenty years experience in production, pilot
plant, full-scale plant design and initial
plant’operation-in cane sugar refining.

-fResearch Corporatlon ' -
: Twelve years management experience in
‘evaluatlon, patenting and licensing of

inventions from educatlonal and scxentlflc
institutions. -

Publlcatlons 1nclude -

Two patents and several papers on sugar refining
and the commerc1a1 utlllzatlon of new inventions.

Supportlng Staff ERRP o ‘ I ".:. ) -'_'.ﬁ:

The entire profe551onal staff of Patent Programs w1ll be 1nvolvad: |

‘with this proposal in. varylng degrees.
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ng GQrdon H6we

. James S. Fﬁileylbve
' RQbert H._Rit¢hings
'Hans A. Eékhafdtj'

o Robert Goldsmlth

Bernard_M. Kosloski

'.Morton Schwarcz_
:Mlchael Suber

" Robert M. Williams
_Abraham Bavley

.Thomas M. Noone

Title

'Mgericensing

Mgrvaalﬁations

. Senior Associate

Associate

L

L]

TABLE

'Field.

Degrees

Chemical
Electrical

-Mechanical

 Electrical

Chemical

n

Electrical

Chemical

. Chemical

B.S.,M.S.

. .B-So h

B.S.,M.S.

B.S.,M.S..

B.S.

' B.S.,M.B.A.

B.S.
B.S.

B.S. ’M.S..'
Ph.D.

B SI'M S.og-

Ph. D.

BS.,MBAI'
Ph.D.

Years Industrlal Years W1th

Experience -~ Research: Corp.

13 o
6 : ‘:‘_ | 27"
T
26 __f‘:_: _.  5
14 . 8
.30 : _  f 6
s e
s ‘;-8 '

32]'f . . 2




_APPENDIX A

"_POTENTIAL'UNIVERSITY PARTICIPANTS -

TInstiﬁutidn_"

fHarvard'Univeréié?.
1.Johns Hopklns Unlver51tY
_Unlver51ty oi Texas
- Yale University w

" Columbia University =

- University of Pennsylvania

New York University
Duke University
HBeYIOr Medical College
"University.of'Alabama~

University of North Carolina

. Rochester University

‘Rockefeller Uhiversity
'Tempie ﬁniversify |
Vanderbllt UnlverSLty
Northwestern Unlver51tj

Tulane University'.

.George Washington University

Rutgers:UniverSity

Pennsylvanla State Unlver81tyr

Howard Unlver31ty

DHEW Funding
For R. & D

Million $ per Year -

27.9
27.1
25.7
20.6
20.3
 ;9.7'
_17.5'
15.4
14.0
12,2
11.3
10.7
9.7
9.6.
9.2
9.2
6.8
5.2
-
6.1

2.0

' Institution' Has
. Patent Agreement’
. with DHEW =

_ NO:
Ced
.;ﬁd .
iNO'

NO
?YES‘

No|
‘o
.fNo;_.
gno"

2N0_:

'tmoz

NO |
{YES
YES

NO |
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 APPENDIX B

~ PROPOSED ‘BUDGET

 Salaries & Wages

Supervising Associate:

Technical Assoc1ate'
Secretarlal
S .

Staff Beneflts

Permanent Equlpment

. Total Salary & Beneflts' ”

100 hrs. X $25.40

4,981 hrs. X $17.74

663 h:s;_X $ 5.65
Subtotal Salaries

Expendéble Equlpment & Supplles

Publlcdtlon Cost

Computer_Cost'

'Other'Costs _

Total Dlrect Costs

" Domes t1c Travel & Per Dlem

-

N |

Indlrpct Costs (at 113% of salarles and wages) .,

‘Total cost.'

Estlmated Annual Budget

 First Year
 Second Year
Third Year ..

Total Cost

» .

$150,000
$125,000 .
$ 51,446

$326,446

$106,

2,540 ..

94,649

$
$ .
$
$

33,127
$127,776

$ 5,300 .

$:30,(

$219,

$326,

|

200

476

370

446




Planning and
Protocol Visits{  Sheets

Information

- Seminars. .

é
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Monthly_V1§1ts
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PRESIDENT’S REPORT

Annual Meetlng a Success;
~ Busy Year Planned

BY ROGER G. DITZEL
President :

.Persons attendrng the Ninth Annual SUPA Meeting in Washington,
D.C. have been extremeiy complimentary about the program as well as
about the meeting in general. General Meeting Chairman Stephen Atkin-
son and his committee prepared an absolutely superb program including
a mock negotiating session between industry and university represen-
tatives over the terms of a research-funding agreement. The arguments
both ways were those that are heard in *‘real-life” situations, and were
not iimited to patent rights. The negotiating tearmn members made this
case study a highlight among all SUPA Annual Meetings.

The Society is enjoying a major period of growth, with 226 registering
for the Annual Meeting. Such growth makes it difficult for the Meeting
- .Committee to plan, but it also demonstrates the mterest of the member-
o shrp in educatlonal type programs o

Brrch Award

The Socistv’s “rowth zlso resuits from outsiznding contribyuiions of
many unherzices memoers, &5 well as othisrs who contribuie 1o the aims
of the Society. It was may pleasure this year to present on behalf of ail
members of the Society, the Birch Award to Norman J. Latker for his con-
tributions to the aims of the Society over the past decade. This is the se-

“cond time the Birch Award has been presented the only prevrous reci-
‘pient. was Howard Bremer.

Mary Spores was also recognized at the meeting with a Merrtorlous
Service Award, the first time this has been presented by the Society. She
has worked for the Society in many capacities that have previously gone
unrecognized.

Prior to recervmg her award, Mary had agreed to be the editor of the
Newsletter for 1983, a position she has held in past years. As editor,
Mary will work with Jack Stuart Ott of Cleveland, Ohio, who has been re-
tained by the Society to publish the Newsletter. This wnll aliow Mary to |

concenirate on the content of the publication as opposed to the

mechanical aspects. (Continued on Pace 2)
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The Birch Award was presented to Nor-
man J. Latker, Director of Federal
Technology Management and Licensing
Policy, Department of Commerce, by
Roger Ditzel, President of SUPA.

The inscription on the award reads, “In

recognition of unselfish commitment to
establish and preserve the values of the
technoiogy transfer process”.

Mr. Latker developed and implemented..

the Institutional Patent:Agreement Policy

for DHEW. This invoived 78 agreements
with major universities and other non-
profit organizations,

Mr. Latker was one of the primary
draftsmen of P.L. 96517, The University
and Small Business Patent Act, for which
administration he is at present responsi-
ble, along with the administration of P.L.

96-480, Utilization of Federal Technology -

Act,

He developed and implemented pro- '

WASHINGTON

'REPORT

BY HOWARD w. BREMER
Chrmn., Committee on Legislation
With the passing of the87th Congress

it seems an appropnate‘ time to sum-
marize the disposition of some of the
pieces of legislation handied by that
Congress which hadior could have an im-
pact on unlversmes and (the innovation
process.

Patent and Trademark Ofnce Authoriza-
tion—P.L. 97-247 (HR 6‘260}

Enacted August 27, 1982.

Raises patent and trademark fees and
authorizes appropnatronsfor the PTO for
three vyears. Bill prowc;es a two-tier
system under which universities and
other nonprofits, small busrnesses and
independent inventors will pay only 50%
of the newly set fees.

These organizations |r§ PTC parlance
have “smaill-entity” status, provided ap-
oropriate docamerrs are; fher‘ atiesling
15 thal fact. ' {

The PTO has taken the position that

the full fees must be pald if other than a

“small entity” is Elcensed§and had taken
the position that a license to the federal -
government—required when federal
funding was used in theimaking of the
invention—disqualifed the university
from the “small-entity” status. This at-
ter pesition has now heen reversed,

- thanks to the efforts of Senator Sam

Nunn of Georgia. Qur current advice is
that universities will be able to quaiify
for “small:entity’’ statusin those situa-

_ tions. where the government recelves a
- royalty-free llcense . ’

{Contrnued on Page 2}
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cedures and policies invalving waiver of
DHEW-funded inventions: He also iden-
tified through the management of the pro-
grams the factors necessary to achieve
successful technology | transfer and
utilization of governrnent-funded inven-
tions. %

A meritorious serwce plague was
presented to Mary Spores Edrtor of the
SUPA Newsletter. _
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Pres:dent S Report

( Cont:nued from Pa ge 1)
' Secretary

Growth of the Society was also recognized at the Annual Business
Meeting, where the Bylaws were amended to, among other things, split
the position of SecretaryfT_reasurer into that of Secretary and Treasurer.
Ed Lefner remains as Treasurer; Lamar Washington is the first hoider of
the new position of Secretary.

Ed McCordy and Art Smith completed their terms as Trustees and
received thanks for their contributions and efforts from the membership.

Martin Rachmeier was elected Vice-President — Central, while Ear!
Freise and Bill Trease were elected Trustees for the next two years. Bill
Trease had previously served as Vice-President — Central Region. We
are looking forward to working with these new officers as weil as conti-
nuing our relationships with those who continue to serve, namely Clark
McCartney, Past-President; Phil DuFour, Vice-President — East; Cynthia
Hanson, Vice-President — West, and Bob Custard, Trustee.

Needs Survey .

Education of members is the major activity of the Society at its pre-
sent stage. During the '83 Annhual Meeting, Education conducted a
survey of the needs of the membership with respect to education.
Results of that initial survey will help in planning specific educational
activities of the Society. In addition, this committee plans to update the
1977 SUPA “Survey of Institutlona! Patent Policies and Patent Ad-

ministration.”
 When you receive your copy of the new survey, it is important that you

complete it and return it. Having comparatwe numbers from 1977 and
1983 will give us a dynamlc comparison of activity among many univer-
“sities over the past six years.
As with any professional society, member mvolvement is essential to
success. Committees and their Chairpersons have been namead for 1983
. (see a reizied arlicie in this issue of the Newststter). ¥ you wish to
become involved and make a contribution in some aspect of the
Society s work, please contact the Commitiee Chairman of the activity
in which you are mterested and express your desire to be appointed to
‘ that commlttee

1984 Meetmg

It is my pleasure to announce that Spencer Blaylock has agreed to be
General Meeting Chairman of the 1984 Annual Meeting and Todd Eachus

has agreed to be Program Chairman. | look forward to working with them
in structuring a meeting that will be even more successful than the last.

The 1984 Annual Meeting will be held February 5-7, 1984, at the Capltol
Holiday Inn in Washington, D.C.

Finally, let me ask all members of the Society for comments and sug-
gestions regarding the activities of the Society and how individual needs

_can better be met. Such comments and suggestions can be sent directly

t»> ma, to your regional Vlce-D'esxoem to & Troste or to a Commilize
\./aar P""’Sdrl .

| Iook forward to serving as your President during this excmng period
in the Somety s history.

© August 13, 1981.

225-2647)

WASHINGTON

{Continued from Page 1,

Patent Term Restoration Act (HR 6444)

Not enacted. Bill was put on suspen-
sion calendar which foredtosed the addi-
tion of any amendments but required
two-thirds vote for passage Lost by five
votes. i |

The bill in its final vers;on was not the
biil of the original concept and its provi-
sions had suffered much from input and
strong lobbying by oonsuimer protection
groups and generic drug houses

Uniform Federaf F?esearch and Develop-
ment Utilization Act of 1981 HR 4564
{S.1657) [The Schmltt (Senare) and Ertel
(House) Bills] ; i
These bills were initially deSigned to.ex-
tend to large contractors, le contractors
with the government other than univer-
sities, nonprofit organizatjons and small
businesses, the right'to retain title to any
inventions made during tf‘le course of a
contract. The Schmitt Bill, in addition,
made some amendments? to PL 96517,
the Patent and Trademark Amendments
Act of 1980, which would have been of
value to universities. 81657 (Schmitt)
was passed out of Committee on the
Judiciary, but was not broLght up on the
floor because of ithe iobjectlon of
Senators Long and. Metzenbaum. The
House Bill (Ertel) was una;.:ceptabfe par-
ticularly because it contained a repealer
of P.L. 96517,
The legislation was not-enacted.

£conomic Recovery Tax Act of 1581 (H&
4242} _
Signed with pubhc law {P.L. 97-34) on

Contains three provisions in particular
refating to stimulation of R&D incen-

tives: (1) tax credit for research and ex-

perimentation; (2) charitable contribution
of scientific equipment to ﬁmverstties, (3
deduction for domestic H&D expenses
when a company has forergn income.
{Summary of bill available from the Joint
Commitiee on Taxattomi - call (202

%

Alert: ‘
1. Keep abreast of developments-

from Geneva Conference on Revision of
Paris Convention—compilsory licens-
irg congigergtions of in{srest to the
University sector. Led by third-world
countries with the apparent object of ob-
taining technology, the conferees, over
U.S. objections, were attemptrng to
establish compulsory licensing of inven-

- tions or loss of rights to inventions if not

practiced within a refatively short period
of time in a given country.}

2. With the passage of P.L 98517 -

enacted 12/12/80; P.L. 97:256 enacted
9/8/82 (Technical and Conforming

{Continued on hext page)
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Changes in Patent and Trademark Laws)}
and-P.L. €7-247 (PTO Fee Bill} enacted
8/27182 the Patent and Trademark Office
has proposed or made final new ruies as
per the following schedule of notices:

6/22/81 Reissue, Reexammatlon 519382
0.G. & Protest Fed. Reg.
6/28/82 Patent & Trademark 917/82
0.G. Fees Fed. Reg.
10/26/82 Small Business Fees 9/30/82
0.G. Fed. Reg.
9/21/82 Independent Inventor & 9/20/82
0.G. Nonprofit Fees Fed. Reg.

— File Wrapper Continuing 10/25/82
Application {Eff. 2/27/83) Fed. Reg.

—  Court Review of 10/26/82
PTO Decisions Fed. Reg.

11/2/82 Revision of Patent Pro-  10/27/32
0.G cedure {Eff. 2/27/83) Fed. Reg.

SUPA
NOTES

As announced by Program Chairman,
Stephen Atkinson, 1983 summaries of the
workshops at the annual meeting as well
as the negotiation session between
University and Industry will be mailed to
all members and part:clpants at the
annual meetlng

* * -

If ary membsr woutd like to serve on
any of the SUPA Commitiess, write to the
Committee Chairman, the Regional Vice-
President or the President, who are listed
elsewhere in this Newsletter.

* w L

The Pennsylvania State University has
just cormnpleted its new copyright policy.

Any member wanting a copy to use as a -

model can write to Dr. Robert Custard,
.University Patent Counsel, The Penn-
sylvania State University, 228 Applied
Science . Buudmg, University Park, PA
16802,

- * *

Members are encouraged to send in
[temns for the Newsletter that would be of
! sst g other SURA membere, Nolisss
of pusition openings relating 1o patent
-and licensing administration will be ac-
cepted. Subsequent Newsietters will be
mailed approximately June 15, Septem-
ber 15 and December 15.

' President

President Ditzel (l.) presents Birch Award to Norman J. Latker.
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New officers were elected at SUPA's

‘Ninth Annual Meeting in Washington,

D.C.:

Central Regional Vice-President:
Martin Rachmeier, Director of
Research Services Administration,
Northwestern University. A member of
SUPA since 1978, he served as Pro-
gram Chairman, 1981 82, Nominating
Committee Chalrman 1982-83;
Legislative Committee, 1980 81.

Secretary: Lamar Washington, Direc-
tor of the Technology Transfer Office,
Research Foundation of SUNY,
member since 1980,

The Board of Trustees split the
single ~*fice of Secretary-Treasurer. Ed
Letnes, who hieid the gual posiion, now

1983 SUPA Officers and Trustees

Roger Ditzel
Past-President Clark McCartney
V-P — East Phil Dufour
V-P — Central Marty Rachmeler
V-P — West Cindy Hanson

!.»L:”cg , i,',_

f‘h ‘ﬂt‘ ' : T ’-‘-: o oy
secled Qfficars

is Treasurer and Membershtp Chair-
man, Mr. Lefner is System Patent Ad-
ministrator at the Texas A& M Univer-
sity System. %

Trustees: Earl J. Freisa, Assistant
Vice~Chancellor for Research and In-
terim Patent Administratog, University
of Nebraska-Lincoln, served as
Secretary-Treasurer, 1978-77;
Nominating Committee jChairman,

-1977-78. Mr. Freise, a founding member

of SUPA, attended the org anization’s
initial meeting in 1974, '

William Trease, Executive Director,
University of lowa Research Founda-
tion. A member of SUPA since 1975,

served as Central Regional Vice-
Presiceny, 18BD-82.

Treasurer Ed Lefper
Secretary Lamar Washington
Trustee Bob Custard
Trustee Earl Freise
Trustee Bill Trease
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SUPA Newsletter
1225 €lbur Avenue
Cleveland, OH 44107

History of SUPA
Membership

Membership at  Attendees at

Year End of Year Annual Mesting
1975 51 not available
1976 ) g7 85

1977 101 . 80

1978 94 78

1979 121 75

1980 133 &0

1981 188 150

1982 218 165

1983 o 226

* Recen! applications received brings the cur-
rent membership to approxirmately 275. Actual
membership for 1983 will be calculated at
~ year's end.

NEWSLETTER
COMMITTEE

Mary Spores, Chair

Terence A Feuerbom, UCLA

Patricia Schmidt, Univ. of Florida

Marvin C. Guthrie, Oblon, Fisher,
Spivak. McClelland & Maler

EDTOR Many, Spores

Northweslern University

633 Clark Street 1203

Evanston, IL 60201

The SUPA Newsletter is published quarterly
in Cleveland, Ohio.-Copy for publication

. should be sent to the Editor by the 15th of
the month previous {o publication dates,
March 15, June 15, September 15,
December 18,

Effect on Small Entity Status of License

Pursuant to 35 USC 202(c)(4)

Public Law 96-517 added a new chapter
38 to Title 35 of the United States Code
entitled “Patent Rights in Inventions
Made With Federal Assistance.” Under
the provisions of the statute, each fund-
ing agreement between a Federal agency
and an individual, small business firm or
nonprofit organization must provide, inter
alia, that “...the Federal agency shali
have a nonexciusive, nontransferable, ir-
revocable, paid up license to practice or
have practiced for or on behalf of the
Uniled Siztes any subject invention...”
Sze 35 U.S.C. 202(c)4).

Under the provisions of 37 CFR 1.9 and
1.27, an independent inventor, small
business concern or nonprofit organiza-
tion cannot qualify for reduced patent
fees if it has assigned, granted, conveyed
or licensed oris under an obligation under
contract or law to assign, grant, convey or
license any rights in the invention to other
than an individual who could be classified
as an ingependent inventor if that person
had made the invention, a small business
concern or a nonprafit organization. The

Federal agencies do not quaiity as non- -

profit organizations for paying reduced
patent fees under the rules. Applying this
construction to the licensing of an inven-
tion o a Federal agency by an independ-
ent inventor, small business concern or
nonprofit organization pursuant to a fund-
ing agreement undsr 35 USB.C. 20%cy4)
wouid preciude their gualifying for paying
recuced fees. This, however, would
frustrate the intent of Public Law 97-247
and Public Law 96517 when taken
together.

This notice will serve as clarification
that an independent inventor, small
business concern or nonprofit organiza-
tion, which is otherwise qualified as a
small entity for purposes of paying reduc-
ed patent fees under 37 CFR 1.9 and 1.27,
is not disqualified therefrom because of a
license to a Federal agency pursuant to
35 U.S.C. 202(c)4). A license to a Federal
agency resulting from a funding agree-

4

ment with that agency pursuant to 35
U.S.C. 202(cX4) does not constitute a
license for purposes of 37 CFR 1.8 or a
transfer of rights for purposes of 37 CFR
1.27. Any other license jor rights to a
Federal agency will, of course, preclude
qualifications as a small entity for pur
poses of paying reduced fees.
Applicants who have previously paid
fees which were not reduced for small en-
ity status because of a license o a
Federal agency pursuant to 35 US.C.
202ick4) may ciaim z refupd by filing the
proper verified siatermnentias reguired by
37 CFR 1.27 and by making reference to

this notice.

Gerald J. Mossinghoff
Commissioner of Patents and
Trademarks -
Jan. 14, 1883

Dated

Published in the February 18, 1983, Official
Gazette of the US. Patent; and Trademark

1983 SUPA
Committee |Chairs

Bylaws C BilliTrease
Copyright Bob Custard
Educetion Al Brogegnind
Legal Affairs Howard Bremer
Membership Jim| Brown
Newsletter Mary Spores
Nomination & '

Awards Howard Bremer

Ralph Pinto
Spe:ncer Blaylock -
Ggeneral Chair-

man
Todfd Eachus - Pro-
gram Chairman
John Thompson

Industry Relations
Annual Meeting

Audit

|
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Senator Javits (Rep-N.Y.) has 1ntroduced {for hrmself Senator I—Iumphrey (D-an)
and Senator Mathias (R+-Md.)) a bill intended to reorganize activities of the execuytive branch
of the Government which are suppottive of federal technology development and to centralize
funding for energy and natural resources in a National Technology Development Corpo;atxon.
The proposed act, designated the National Technology Development Corporation Act of 1976,
has been referred to the C‘ommlttee on Government Operatlons. : l%

According to Senator ]awts the bill Would provzde ‘an 1nst1tut1ona1 solutlon to §eeded
technological developmental aid by the United States and eliminate [a] serious gap in our

advance planning capability, which could eventuaily rob the United States of its role as the
industrial and technologlcal leader of the world

A -6 (No. 275) | '; NEWS & COMMENT |

NATIONAL TECHNOLOGY DEVELOPMENT
CORPORATION IS PROPOSED IN SENATE

. 'The bill would authorize the Corporation to make direct loans to applicants whq are
able to demonstrate a reasonable- probablhty of success or a substantial benefit; to gugrantee
loaris consistent with the purposes of the dct; or to purchase capttal stock in apphcant corpo- .
ratlons up to 50 percent of outstandlng stock

The corporatron would’ recover its 1nvestment by acqu1r1ng a share in the equ1ty of
a recipient or by obtaining a share of the recipient’s income from "exploitation of any patents
or inventions developed as a result of activity assisted by loans or investments made or '
guaranteed by the corporanon " The bill further prov1des that any invention developed; as a
result of such act1v1ty ‘shall be- made avaﬂable to others in return for reasonable royaatles.

In h1s floor remarks on. 1ntroduc1ng the b111 Senator Jav1ts had th1s, in part, to §say
i
[Text] There is a gap--a deep and wide gap- -between our 1eg1t1rnate and important
efforts to develop specific technologies such as in energy, advanced weapons systems
and a ¢ure for cancer with the kind of basic research that is being done through the
National Science Foundation, . That gap must be filled by a governmentally chrecteq effort
to channel both investment capital and under-utilized scientific talent irnto areas that will

be of gignificant probable long term beneflt to the American people--and to the people of
theworld o R _ . ‘ - R i

What I propose is an authority w1th the powers and the fmancmg capablhty to f111
this gap, an authority which in the long run will not be costly to the. American taxpayer
because it is not granting money or loamng money-—lt is lnvestmg the people s money
in the people s future, : = . : ;

Our existing institutions, although rnochfled and expanded continually to meet and
alleviate current pressing problems, were not designed for planning advance technology
development oriented toward future needs: The current domestic fossil fuel shortage,
which could have been substantially avoided, is conclusive evidence of this proposition.

L . . o * * o i} ‘ ‘
Government primarily because of historical lack of need, has not dealt with the |
development and implementation of technology outside of the military sector to any: .
significant degree. With the exception of certain efforts in specific fields, conducted

almost solely on a grant or.contract basis, the Federal GOVernment leaves c1v111an :
mnovatlon to private efforts and prlvate flnancmg.
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Historically, with the striking exception of the recent past, such private efforts suf-
+ ficed with remarkable success.  But in recent years, as major break-throughs and engine-
ering followup become more and more dependent on sustained capital investment and long-
term research and development our business community has been unable to provrde the

necessary effort. - Ido not mdmt business for thrs def1c1ency, I merely state ni as a fact.

 We have not witnessed a ma]or technologlcal breakthrough in the transportapon sector
for some decades; our research and development talent and capital in this’ sector. which is
substantial, has been channeled into breakthroughs of consumer convemence such as .
automatic transmission and: alr-condu:romng S

Development of more basic changes, such as energy efficient power plants and non-
polluting engines, were avoided and sometimes even resisted, because they offered litte
or no market attractiveness--their beneflts are long term to the publrc generally and not
to demonstrable profrtabrhty :

'I‘hese results are not surprising, although there are mdeed some shrnmg €3
long-term private research and development, particularly in the electromcs in
where breakthroughs have been of enormous importance. -

In the. past, this situation was acceptable, because private mrtxatwes would

camples of |

dustry

de velop

~outside of the existing business structure if the pressure of publlc needs not bei

lng ade-
quately sexrved was mamfested strongly enough - :

But today there are two factors that retard such prlvate development. _The flrst is-the
enormous cost of slgmftcant technologrcal innovation, both in terms of manpower ‘and
capital. - Yesterday's "better mousetrap” has bécome today's offshore oil’ prodpctlon ‘
platform or urban transportation systems. The costs of development have become pro-

hibitive and many such opportumtres are open only to the Fortune "500". ;

The second constramt, Whrch may be psychologrcal rather than econormc, is the pre-
valence of increased corporate conservatism as more and more "trustees’ manage big
U.S. publically owned corporatrons and a desire to protect exrstmg market shares rather
than create new ones. - .

- These factors sap ‘competition and lead to a slowdown, or even a stagnation of techno-.
logical growth in somé fields, The consequences are increased social and envi ronmental
difficulties often leading to crises, and Government then seeks to do battle within a slow
reactmg ex post facto orrented mStLtutronal framewoxrk. ' Co

Ok ok

[S. 3111] provides for a s ingle Federal corporation which has the financial capabrhty
to provide investment capital where exrstmg market resources are not avallable.

The National Technology Development Corporatron would act much lrke a prjvate len-
der but with some significant differences. Fixst, it could invest in promising technologies
even though they may be high risk and may not produce tangible economic results for years;
second, it would limit its investments to areas established by a technical advisory board
as necessary for the public good and in need of increased utilization or development; and.
third, it would have the option of taking either a nonvoting stock interest.in the borrower
or a traditional debt obligation, depending on the risk involved and other relevant factors.
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The Corporation would concentrate its efforts on reglons in most need of new 1n§:1us- .
. trial capacity and increased employment opportunities and on those borrowers whoj

while credit worthy in a long-term sense, have tried their best, yet failed to obtam L | TN
.. capital through private f1nanc1a1 channels, and 1t would glve prlorlty to sma.ll and AR Sy
mi'medium -gized: borrowers. L T T e T T e T el L ’

Among the mvestments I could env151on are

" First, constructmn of a solar heatmg and coohng equ1pment plant by a small corpora- RN
tion; _ . R [ Rt A

. - Second, m1nor1ty entreprenenr who. is attemptmg to develop prom1s1ng new 011 re- o .
_covery techn1ques, e et e LT R L

Th1rd a local development corporatmn W1th a sound 1dea for the clean burn1ng of _'
'-coal R ‘ R ‘ : . _ -

.A'

Fourth a medlum-smed busmess that is developmg new engine concepts for short-

' range travel; or fifth, utlity, for funding of solid waste conversion facilities, If only a -
few of the Corporatmn § investments meet their potent1al, the long term Cost to the tax— '
payer may be Zero, ‘and the beneflts 1ncalcu1ab1e : : |

The corporate form of technology fundlng would place the Federal Government é 1ong o i

. term development functions in the investment column Where they belong, rather than in SN
the annual appropr1at10n process. - : ‘ _ % o "

. :i"' -

Moreover, not only would an mvestment corporatmn 1everage the Federal Government. .
dollar outlays through use of the private markets, it would also further multiply 1ts use- .
 ful effects by lowering the barriers to entry 1n h1gh capltal reqmrements 1ndustr1es for ‘ '
| new 1nnovat1ve flrms. kK [End Text] . C

X

DUTY TO DISCLOSE RELEVANT MATTERS
: INCLUDES ART FELT NON- ANTICIPATING : |
The u. S Court of Appeals fox- the D.C. ClI‘CUlt bel1eves that an appl1cant ‘has the
- duty to disclose to the Patent and Trademark Ofﬁce matters that are relevant even though
he feels they do not establish anticipation, . However, since.it determmes that there was no
infringement and vacates a validity determination it finds it unnecessary to formulate precise-

ly what standard fox nondisclosure of pnor arg bars eniorcement of patent. (Turz1llo v,
P. & Z. Mergentime, 4/8/76) o . ‘ - | | Cob

i
H

: Valldlty and infringement of two related patents were in issue., Theearlier pat'ent
(422) covers.a method and apparatus for anchoring a tie-down bar in an earth situs. The
later patent (216) is for a method and means for forming cast-in-place reinforced coicrete ]
piles. Plaintiff, the licensee of both patents, charged defendant with infringing both patents )
during construction work performed on the District of Columbia subiay. system.  The district o
court held that both patents were valid, that 422 was not 111f1:1nged and that 216 was inf; 1nged._

A patent (to Phares) was not before the examiner durmg the prosecut1on of the 422
application and defendant contended that 422 is invalid because of apphcant s fail ure td cite it
to the Patent Ofﬁce The DlStl‘lCt Court rejected thlS contentmn. v IR
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DRAFT

_In December of 1977, Senator Gaylord Nelson announced and conducted hearings‘

on the allocation of invention rights generated by Government R & D grants and

contracts. . From the announcement and choice of witnesses, one may conclude

that the Senator fervently supports a policy of Government ownership onlyaand

public dedication of such inventions. The fact that the forum was denied
to many who have studied this ﬁtoblem carefully is reminiscent of the Edmond
Burke observation that:

"Because half-a-dozen grasshoppers under a fern make
the field ring with their importunate chink, whilst
thousands of great cattle repose beneath the shadow
of the British Oak, chew the cud and are silent, pray
do not imagine that those who make the noise are the
only inhabitants in the field."

Government ownership and dedication was primarily supported by one argument-s-

such ownership is anti-competitive, as it promotes industrial concentration.

Another view believes that allowing contractors to retain invention rights

promotes competition. That ownership in the contractor can lead to concentra-

tion is dependent upon a marketplace im which all concerns start with equal

capacities. In fact, many industries are currently shared by a few companies

due to the requirement for huge capital investments. In such cases, a dedication

policy tends to serve the interests of such companies since ownership of such

inventions is not a major factor in maintaining their market position if they

choose to develop such inventions. Rather, é*?ensive marketing distribution
systems and superior financial resources are more important in maintining
market positiom and'preventing-ehtry of new firms and ideas than invention
ownership. Worse, such companies may well bé foreign based and dominate due

to subsidization by their governments, making the inadequacies of a dedicatic

policy even more pronounced, since the results of Federal R & D can enure to|

benefit of such companies if their governments are willing to subsidize devel
i,

ment of ideasein the public domain,

Aspiring firms and firms needing to undertake costly pre-market clearande

n

the

op-




by the Government must by necessity rely on a proprietary position in new
innovations in order to protect their investments. Invention ownership

tends to be a significant factor affecting their investment decisions, as

ownership is necessary to offsef the possibility that a successful innovapiog
will prompt a dominant firm to undercut its position through superior

marketing and fiﬁancing. Accordingly, public dedication encourages the
status gquo by discou;aging promotion of immovations which displace old t§chnblogy.

Further, the thesis that m;rket shared by a few firms are per gg_anéi—
competitive, is questionable, since there is no question that some indusgries
dominated by such firms are as competitive and efficient as would be expected
if otherwise ogcﬁpied by a large number of small firms. To use this doubtful
thesis to supporf government owpership of inventions genérated with its
funding is unconvincing,

The stakes involved in thegébnfroherSy-over ownership of government%
funded inventioné are made even.more apparent from the Senator's announcément
of the hearings. He indicates that the government is now funding two-thirds
of the countryfs.research. It ?s not explained that such funding is “séed.
money" that generally produces inventions which must be developed and maéketed

Vét private expense. Presuming #hat the percentage of government fundingéincreases
to 70, 80, or ultimately 100%, .and it is correct that invention rights a;e
a primary factof in obtaining commitment of private resources for develoément

of such inventions, does not the government then control their development ?

The Senator, suggesting."oécasional situations” where commercial usé and
expleoitation of worthwhile inveﬁtions are discouraged by the need for a %ub-
stantial investment, nevertheleés indicates that rather than,surrenderiné any
invention righté in exchange for this investment, supports the thesis that "the

Government should finance such operation, in whole or in part, to demonstrate




or prove the commercial value of the invention."

It seems clear that adoption of the Senator's philosophy will start |
our counttry down a road to mediocrity, as industry's effectivene
the needs of our society and investing in development of innovatioms to fulf'

these needs would be discouraged by denying to them the right to own the in -

ventions which they believe attractive investments.

55 :
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TO:- Dr. Betsy Ancker-Johnson frcm Norman J. Latker, Patert Counsel, HEW

(301) 496-7056

f
|
""Because half-a—dozen grasshoppers under a fern make j
the field ring with their importunate chink, whilst _ |

)

thousands. of great cattle repose beneath the shadow
of the Bri- ish Oak, chew the cud and are silent, pray
do not 1mag1ne ‘that those who make the noise are the

only inhabitants in the field."
Edmond Burke

With a keen eye for the opportunities which reduced competition

|
|
|
@ clas st ;
can bring, Senator Gaylord Nelson made smother bid for media coverage !

by convening his Small Business subcommittee during the recent

Christmas recess.
h,cr)\l')?’w 'f\fj
headline-hinting references to Santa Claus and the Tooth Fairy -

H
;
|
|
The topic of conversation - announced with colorfu}
i
i

i
i
, |
was whether it is better to allow avaricious businessmen to retain i

gome i) ;

a5y rlghts in their govenment«funded discoveries or, by da:rmung theié, jé’

phl 2 tenge AP ﬁuﬂa‘—-ﬂuﬁ—rxy

: BKH% TR I
rascals tp insure reelection the next time around. As befits such

an orchestrated event, the witness list was tightly controlled. The |

National Small Business Association, and the universities, and the {7
' Pz

research commumity can all be heard later. What we need now is #£ } R
at
impact! Who's going to write our kind of story if one of those a

X1%#$ universities is in here saying we ought to be giving away j

invention rights!

remember that they are not the only jccupants of the fleld
)

|

i

. H

Now that the grasshoppers have had their say, it is well to f
|

i

Inventlons which can be used but are not used, are worse than :
|

useless; the costs assoc:lated with their dlscovery are wasted asset%

,/

The government owns thousands upon thousands of such inventions. g G ,L

There are several reasons for this phenomenon. One e*f-*the'mmmnt
l; rf'ﬂ,ﬁzzf/ :




. __2_ .

- 1srthe§£aee=that bu51nessmen are nnég;;;aaéebly reluctant to 1nvest '

: .rlsk.caE%tal in the comme161al development of unproven technologles
’ fw’q‘m - ffmijc :
unless they are assured of a reasonable measure of exc1u51v1ty in the. -

marketplace : To take‘an analogy from the trademark field, who would |
_3? o spend m11110ns of dollars promotlng the" mark "Coca- Cola” if an anyone .
S Ea ‘ .

1 could market a esta under that name7 T

f§ R Unlver51t1es are not unllke the government in the sense that they

‘}:-have.no control over-manufacturlngﬂfac111t1es. .lee.the government,,
‘ C\;M,/a,yc,t 2
4 Aaﬁaiﬂgy ends for unrvers1t1es are - 600 percent more eff1c1ent than
the government in commerc1allzlng thelr 1nvent10ns, pr1nc1pa11y because
_of thelr ability to. 11cense exc1u51ve1y
No one is suggestlng ‘that taxpayers do not have a rlght to own f_ -
5;_the 1nvent10ns produced at thelr expense What 1s belng suggested is.
i that well 1nformed taxpayers would gladly exchange -these . stagnant
:assets for the new products new jObS ard 1ncreased ‘tax revenues
‘;whlch.prlvate patent,based enterprlses haJe tradltlonally laV1shed on®t
jiour econom, o /u/// ' |
Y . 4@ .y | | ,
o To glve thesdev1l hls due Senator Nelson 1s probably no 1ess'
1nte1ested in new jobs newd?roducts and new tax revenues than you B AR
Kevrea frueles s |
}1 ~He is mesmerlzed‘ﬁy the notion that patents are monopolles,
4
' and % monopolles 1ead to that greatest of eV1ls 1ndustr1a1

-.concentratlon Onuch worse mlnd you than a plle of unused 1nvent10ns);

they myst transfer the1r 1nvent10ns to the Commerc1a1 sector.. Here=tﬁe}; ;fg.'




;f’_s_"

ﬁb’é’ Celur € S

T Okay, }et#ErgIve—thfrﬂﬂge&SH%he&¥~due_also e agfee that -

,it',' not by relying on ther.'antivtrust laws alone, but by tying
a string onto every right which the inventing inétitution is allowed

to‘retain One false move and zapl. The strlng has many strands,

TV edlea o f ol N’é/w‘

each one- of Wthh is lmown as a march-in right. Senator Nelson
: //zm.._x-e ver, G vt sel Ot sb bt
_cla]ms that ‘these - strlngs _hawer been pulled,. and he S rlghj.?

. pulle} - %ffi, i ”&___w_______ A 77‘i &;, /

concentration p:g_ses a p0551ble problem, and we are 'prepared to meet-

Now all he has to do is show: us a case whereb 11: should have been‘ .
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Latker At
Office of the General Counsel

;Department of Health, Education

- and Welfare

5A03A Westwood Building
5333 Westbard Avenue.
Bethesda, Maryland 20014

Dear Norm:

- I thought you mlght be interested. in’ know1ng the status of some of
the ideas I presented in my June 2%9th letter to Marcy. Since that
initial contact I have had a chance to refine and redefine many of the
initial suggestions, thanks to the help of Larry Gilbert, and also have
had the opportunity to meet with Bill Miles of UPI on several occasions
to discuss several additional 1nterest1ng possibilities. These intev-
actions have led to the generation of the enclosed papers. While they
are in need of much revisien (both in.substance and grammar) I thought
you might be interested in the rough drafts.

As you are probably aware, the situation at Research Corporation
is continuing to get worse, rather than exploring new ideas they are
in a fight with their grants people to maintain an eroding patent
evaluatieon program. Due to their planned cutbacks the unlver51ty
community on the whole is going o have less rather than more help

Thus, organizations like UPI are going to have to play an ever increasing
- and more Important role, otherwise all the efforts over the past 2 1/2

years to stimulate patent awareness and technology transfer will fade
rather than contlnue to grow.

For these reasons Larry and I feel some action should be taken.
Presently, twe alternatives seem to be available. Either establish
a new "grass roots" patent management organization or attempt to
convince Miles of the merits of flexibility. Due to the many problems
(and time) which would be.involved in attempting to establish a new
organization, the pursult of UPI seems presently to be the more
attractive. This is especilally true since my initial contacts with
Miles have been qulte positive.

As things unfold, I will keep you informed;

Hope to see you at
the LES meeting later this month. L
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