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'SEC~rON ,A I
f

'rNTRODUCTION I
!
!
t

1. Objective I

. .. . \
Research in the health area which is supported by the I

c ,co'': ',', ::"':;' "':, ",_" "":,, ' , , ',' " ' 1
p~pa~tment of Health, Education and Welfare is undertaken in t~e

i
expectation that it will ultima~ely contribute to the developm~nt

!

of preventive, diagnostic or therapeutic measureS. ~fuile the I
I

research may lead to the development of new knowledge, the PUb~iC

can only benefit if subsequent steps are taken by which the I
infprmation is converted to tangible items for improving the 1

The objective of(thisJ program is to
},

e¢l:ucate the researcher as to his responsibilities and to motivate
t

him to initiate theprocesl> for transferring his research resulj:s
1,

into public use through the use of the patent system. . Increasirg
I

the incidence of invention disclosure into the established I

CIll~fity of health care.

program at funded institutions which we believe will greatly

I,
. I

educationaJj
r

We are proposing herewith a broad concept of an

channels for technology transfer will undoubtedly result in

greater ben~!its to the public from the research it has

supported.

I
enhance the transfer of university developed technology for the I

t
public benefit. Such a program is expected to lead to an earlier

I
!
I

1 I
j

!



andJ;ilore widespread identification of inventive concepts

resulting ~rom PHEW fu~ded research, and abetter under

by the academic researcher of the means available to bring

concepts to commercial realization. The program will be

qonducted at ten institutions selected from a list of a

representative cross section .of the nation '.s .unLvez-sLty medical

s'chools.

2. Background

A significant portion of the PHEW ·funded research in the

health area is allocated to university and other non"profit

scientific laboratories wniqh do not engage in the direct

manufacture of health care .products and serviqes. Thus new

technology developed at these laboratories cannot be made

available directly to the public. The transfer of this

technology is almost totally dependent upon the industrial

community s9 that the public may benefit from the research

PHBWhas s1,lpported.'l'Ae link b.etweenr~$earchat university

non-profit scientifiqlaboratories and the industrial developer

is a crucial one, and one that has received far less attention

. than it, and the public, deserve.

2
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l)E'ltweE'ln un.iv¢rsities and i l1dUSl't;ry, naIl\e].y thE:!

.There are threecriticaa elements in the transfer link
C'- l

I

I
~esegrcher himse~f,

I
the attitudes and activities of,the administrators of the

joint, positive involvement of these' elements.

research, and the proper use of the patent system for
t
I
i

communicating the technology and encouraging its development b~
f

, I
indust~. The public can only benefit if there is a cooz-di.natied ,

\

I
I

The effective transfer of university developed technology \
. I

depE'lnds on a thorough undE'lrstanding of the .technology and the

Onlypymost appropriate means available for its transfer. I
satisfactorily matching these two aspects of the process can a I

. I
successful transfer take place. For example, research results I
can be conveniently divided into two categories: those which are

!
directly usable by the technician, nurse or physician, and thos~

I
which are not. The transfer of the former type can and should~e

I

effected by publication in the traditional medical scientific I
I

journals.
I

This mode of communication is actively and effective~y,
•

3

utilized by the university researcher because such pUblicationsl
f

enhance his scien·tificstature,and favorably affect his I
!

opportunity -%r professional advancement and financial security;, I
- IResearch results wll.:i.ch,are not directly usable in this way;

I
almost always require thegssistance and/or involvement of an I

f
industrialcompgny. Such results must be developed further to I

. I
I
!
I
I

\
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to bring the results int,o public use.

a pUblication or a direc',t contact with industry may be

\
cOl1vertthe initial fino.ings into useful products or services~, "", ' " I

Depeno.ing on the type of results there will, of cOl.lrse,be a 1ide

spz'ead in the magnituo.e 'iof effort, both in time and money, ne'o.eo.

Where the cost is miniJal,

t
I

satisfactory means for t;r-ansferring the results to the pUblic.!
, I

However, when the o.evelo~ment cost is largeano. the chances ofl

success less preo.ictable~ the industrial community neeo.sthe
,

'., '.' 1
protectionafforo.eO by t:i:'ansferof property rights emboo.ieo. inl, ' I
patent claims to minimize the risks ano. provide some assurance I

! t
that expenses can be rec6veredand a profit made. In such cases" " I

mere publication will not provide sufficient motivation to I,
industry to initiate a d~velopment effort. In factpublicati04,

I
without further steps, can lead to permanent loss of, or, at I

..-. I

1
least, long delay in putt';ing the technology into use, since !

\
technology available to everyone is more"o!tenthan not develop~d

f I
f

by no one. !

\

the submission of data

{
1

Federal regulating agencies. I

Too.ay, almost all he~lth care developments require prior

therapeutic;: proc;:edure.

initiate and carry through the necessary costly development

\
demonstrating the safet.¥~"?Q. effic;:acy of a proposed product or 'It

I ,

ijq industrial company can afforo. to 1

\

marketing approval by oneiormore
ft'~%: :'

such apprgyal,"iiS USl,tClcl1y ~ased on
/"1"'--'." .... "".~

effort to obtain adequate data for submission without broad ano. ,
t

I
4
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J

J
ecoriomd.ca l.Ly important legal protection afforded. by the patent I
~ystem. P.atent ownership by the univer~ityor it~ non-profit !

re~earch re~ult~. The admini~trators are responsible for the i, I
effective .transfer of research results including obtaining pateht,

I

admini~trator~ in encouraging and fo~tering the tran~fer of

u:npredictable and irrelevant demand~ of the market' place.

will complete 'the development unhampered by exce~~ive,

j
!

industrial company for a limited time during which the company!
f

I
t

I
~fuile the patenting of technology is extensively used in I

I
indu~try, the university community seeks patents only I. I
infrequently. Thus while indu~try relies heavily on patent i

!
proteotion of new technology, much university generated researqh

f
re~ult~ lie fallow for lack of ~uch vital protection which i~ df

crucial need to the indu~trialdeveloper.

A~ mentioned previou~ly a vital element in the technology
!
t

transfer pxocess are the attitude~ and activitie~ of univer~ityl

, \

c6u:nterpartprovide~ the ba~is for exclusive lioensing of an

!
f
!

arranging for the filingl

i
i
f
!

I
!
I
t

5

viable inventive concepts are present,

and proseoution of patent applications, seeking potential

includes the evaluation of the results to determine whether

, T}']
take effective action to transfer research results.

coverage cq~sistent with the university's patent policy. The '. I
:" "', - " ,:'O":L;_: _ _ ,I

office of the administrator i~ equipped or has the capability tp
1

such action
j
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\
I

\
adininistrattonExperiencehasshown,.however ,that the university

licenseesalJcl lJegotiadrtg and adinini$teriI1g patent: licenses.

is better suited for handling invelJtive

surfaced than in motivating the faculty

concepts suitable for development using

{
concepts once they have

!
to recognize inventivel

. I
!

the patent system. Fo~

t
the most part they act as passive· receivers CJfdisclosures.

The. critical eleIilent in the transfer of univ!,!rsity

technology is the researcher himself. Unless he initiates the !

t

protection available to a subsequent developer.

process, further activity by others is usually impractical or f

I
absent. The researcher's usual action (publication in scientif~c

j
journals) causes technology needing extensive furtherdevelopme~t

to become lost by having it become available to all with no legll. . I
Host university

1
researchers are generally unaware of the consequences of \

publication as a means of effectingtranfer, as they erroneously,

feel that publication is sufficient to benefit the public.

·6

for patents as a means to transfer technology.

agencies exercises any review procedures over his research

Since neither theUThiyersity nor the funding Federal

Unless a university researcher has had some industrial experienge

it is quite unlikely that he will have been exposed to the need \,
I

I

I
going undeveloped. An external review by a party other than thel

!
j

I
I

I

results, it is .our conviction that much useful technology is
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c--·

imr.;!ntor is for the m,ost pa,rt an impractical, wastef,ul and

expensive process, although it does provide some aspect of

is so widespread the potential for improvements is,

results of university developed technology can best be

proportionately great.

I
research

1
I

effected
I

• Il.gnoranqe
f

I

Since the

The improvement in the transfer of

by educating and motivating the researcher.

comprehensiveness.

'l'hisbackground section would not be complete without a

brief comment on basic research and its relationship to the

Without the new information being uncovered by basic research

I
I

reason
f
I,

The primary

7

article in a scientific journal.

public benefit of Federally funded research.

for performing basic research is the development of new !
knowledge. Occasionally this new knowledge can be converted in~o

I
medical or health care items via a development effort which I
sometimes requires clinical investigations involving humans. \

!
i

f
such clinical investigations would not be possible. The questipn

, I
. I

being faced is not whether to alter the balance between basic \
I

research and clinical investigations, but rather .en how do we I
t
i

insure that the knowledge being uncovered in basic research is !
1

developed for the pUblic benefit and not merely existing as an i. . I
f

I
I
f
I

I
I
I
I

I
!

\
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3. Rationale

technology for the public benefit.

scientific knowledge and the development of the resultant

The:support of research at colleges and universities by t~e
j

Federal Government has as its primary objective the discovery qf
I
\

A discontinuity in the \

overall program arises from the absence of measure~ to transfeJ
I

·university~developed technology for ultimate use by the public.1
\

actually benefitting f.romthes.e efforts.

are translated into useful products and services.

Contrasted with the highly organized, well-developed,

competently staffed initial funding program, practically no

programs is increasingly dependent upon whether the public is

I

I
I

effort or funds are devoted to insuring that the research results
t

The continued
I

public support of the Federal funding of research and developme~t
!
I
I
I
"I

\
!

!j

!
i
I
I
f
I

\

\

research is expected to result in newSuch

8

drugs, diagnostic tests and medical devices, and better

demonstrate their safety and efficacy before they can be

marketed. As noted earlier, companies involved in the

I,

The Department of Health, ,Education and Welfare:~ operating!

through the National Institutes of Health, is engagep in the I
j

support of biomedical research to improve the overall healthcaJe
"~'I

I
therapeutic procedures, all of which require extensive testing t~

I

of the public.
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cley.elopment of such meddcel, health caz'e p.roducts rely heavilY
f'

upon patents of the:Lr own ,or exclusive licenses negotiated W:Lth!
l

third part:Les to minimize risks and protect investments. The j

transfer of DREW funded, university-developed technology is

Iqf

!

I

I·
other!

I
I

Very fEM re-

9 .
c

gained his experience during a time when it was considered

searchers are aware of the great responsibility that has been

procedures generally do not exist1~t either the university

placed on them. Most cannot identify what facets of their

research can and should be patented, and are generally unaware

the university or agency procedures established to handle such

matters. Moreover, the exPerienced researcher has frequently

administration or the funding ~~ency levels.

determination of whether any action is to be taken towards

obtaining patents on his research results, since review

himself.

therefore more dependent upon the use of patents than any

I
{

I
I

The three principal factors in the technology transfer I
process are the res.earcher, the university patentadministratio~

j.

and its attitu.des and procedures, and patents functioning as a .1

!
The whole transfe~

i

process is dependent upon the initiat:Lng element, the researche~
j

I

!
At present the researcher is the sole deciding factor in ttle

I

f1indingagency.

means of communication and legal protection.
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!
f
i

unethic<1.l to obtainp<1.tents on research results or to profit I... .. .. .. .. . !

financidlyfrom the licensing of those patent rights. I
I
J

A significant improvement in the technology transfer procE!ss
1

would be.achieved by sensitizing the researcher to the great !
!

responsibility that has been placed upon him as a consequence ~f
!

his a.cceptance of Federal funds to conduct a research program. I
I

utilize the patent system.

Until. he is adequately and properly informed and sufficiently

identify inventive concepts for their continued development.

Motivating the researcher is equally important since he is the

l
motivated, untold numbers of valuable health care items may li~

f
fallow and go undeveloped for extended periods of time. I

\
A program to educate and motivate the researcher represent~

}
r

one possible approach to overcome his natural reluctance to I
iThe researcher.needs to be able to !
I
I

20

,



rate of disclosure submission by the researchers could be
/

increased by 200% to .300%.

In the course of conducting the program, we noted that

r.esearchers in bLomed.LceL fields generally have mO,re

towards participation in the program. As a conseq~ence, thElY

more difficult to motivate and additional effort is needed to

produce results similar to those achieved in the NSF-funded

program involving a variety of scientific disciplines •

. ~1
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SECTIONB

SPECIFIC AIMS

I
I

\
\
f

[
\

12

f
I

I
The specific aim of this proposal is to educate and motivate

the DREW-funded university researcher to make greater use of tht

patent System in improving the transfer of university developed I
f

technology. T.he use of the patent system in specific situation~

!
provides the necessary motivation and.protect,ion for the I

)[

industrial developer and safeguards the public interest, while ~t
I

the sarne time speeding the introduction of valuable new product$
I

and procedures into the marketplace for the benefit of the I
1

general public. I

t
\

I
!
!
f
I
II

\
f

t
I
t
I
I
!
t
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t
I

\
I

\

METHODS

SECTION C

Proper use of patents to facilitate the transfer of'1.•

We are proposing to conduct an educational program for

L/

might be amenable to patenting.

university-developed technology.

program be initiated at the ten institutions sequentially.
I

ThulS,
I

the overall program will require about thirty-eight months to I

I
The educational program proposed is based-on these concept~:

I

1
!

I
2. Methods for identification of inventive concepts Whichl

!

l
l

3. Necessity for disclosure of such concepts for action by

I
\
I

While the program at I
I

anY'one institution will require an elapsed time of twenty-sev~n

I
months, the most effective use of manpolver requires that the

scientific research at .ten .institutions •

cOlll,plete.

P,ropo sed Educational Progra.m

-research administrators andallDHEW grantees'involved in

i.I!';

the institutions' administrators.

13
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Program summary

t' '

\
\

\
I
I

distinct
t
I

\a series of information sheets

''nhe proposed program consists oX/three separate and

.".'..

("educational approaches:

"f. i
j"'-

...

•••

one or more seminars

individual interviews

f

I
I
!
i

the first three informat.ion sheets.

discussed in the seminars and at the interviews.

institution should be completed in three (3) days.

will cover all of the material contained in the information

sheets in addition to specific previous case histories.

I
The series of ten information sheets will be c:istributed \

t
periodically to all DHEW grantees over a two-year period. 'nake,n

as a whole, the sheets will cover all of the basic concepts to be. . . , r

I
The seminars will be given early in the program immediately

, t
following a pre-educational effort consisting of distribution o~

. I
The seminars at each i

1

The seminark. I

I,
I,

\
I

14

\
The individual interviews are designed to provide an !

I
opportunity to discuss the researchers' own programs as pertine~t

I
!
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,.,~_l' ...:;;

and personal examples

I. f.

I
I
1

I
uncovering actual inventive concepts. I, ,.' . I

.1';,

These will be conducted oyer a twenty-one month period.

Atypical program activity chart at each institution is

'<lttached (Appendix C).

'i
I

i·

I
!
I
I

!
~cope of the Program I

I
I

The inclusion of ten institutions in the program will I
provide a broad base of research effort on which to apply thiS!

!
program. The total annual funding of a random sample of, ten I

I
institutions selected from the list of potential participants ~n

I
Appendix A would be about $200,000,000 or about 17% of all DH~

t

funded r~search in universities.

involved amounts to 4,000.

Identification of Grantees

The total number of
i

research1rs

I
1
I

I
!
I

Grantee information is readily available at most institutions

All institutions selected for inclusion in this program

carry out a sizable amount of research sponsored by the DHEW.
I

The successful functioning of the program requires that all of I,
the grantees be identified for the preparation of mailing listsl

for the information sheets and seminar publicity announcements.!
i,

from computer print-outs of active grants. Such print-outs,

15

!
I
j
}
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l
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1
I

I
I
I

'.'.' I

giving project tiUes, can a.lso provide an initial classifi<;:,i;1.tipn
!

Of grantees for the purpose of establishing a priority listing \
t

J
f

I
f
I
!

!
t
I
1

Widespread

The first three issues will serve as a pre-

16

patent awareness generated by the initial'set of information

sheets and the seminars. These sheets will also serve as the

months of the program.

a rate of one issue per month during the three months prior to

the month in which the seminars are to be given.

institution.

I.

I
1

, j

J

of ten i

issues which will be sent to all grantees at the participating t

I
I

education effort in order to generate interest in the grantees to
I

attend the seminars. The remaining seven issues will comprise a
i

complete course in patent awareness. I
I
I

The pre-education set pf three issues will.be distributed Jt
. f

I
t

publicity alone is usually insufficient to motivate researchers \
I

to attend seminars on a subject of which, at the start, they hav~. I
little or no knowledge or interest. I

I
',",-: " , " I

The rema.ining seven issues of the information sheets will be
\

distributed on a quarterly basis during the remaining. twenty-one!
, I

They will serve as a reinforceroent to th~
I

for the subsequent interviews.

'information Sheets
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.. principal means for reaching researchers who choose neither to

attend the seminars nor make themselves available for personal

interviews.

Seminars

The audio-visual approach is a proven time- and cost­

efficient technique for presenting a block of information to a

mUlti-person audience. .Since the seminar. represents a unique

event in the researchers' varied activities, the information

presented has a greater probability of being retained.

~he seminar mode of communication was an essential element

in an earlier program conducted for the National Science

Foundation. Each seminar will consist of a 30-minut.e

presentation followed by a question-answer period. A self­

explanatory seminar outline is distributed prior to the

presentation in order to minimize the need for note-taking.

Slides used in conjunction with the oral presentation are

reproduced in the outline. This mechanism has proved to be

useful as the s£ide contents highlight the important ideas.

Six identical seminars are proposed in order to limit the

expected attendance to about 30 researchers. Such limitation

provides for a more cdnducive environment for audience partici~

17



pation and questioning.

Seminar Content

t.o improve the degree .of researcher attendance.

p,

------"---------:----~~---l

I
I
1

Scheduling of the seminars will be dohe
I

on a discipline basis, a feature which has been found generally

I
J

i
I
r
1

The experience gained from delivering over one hundred suqh
!

seminars under the NSF Program has developed an understanding qf
f

the issues, problems and parriers faced by the university re- I

DHEW funding.

Individu.al Interviews

searcher and administrator.
I

From this understanding, we believle
!

we have identified essentially all of the important major \

elements needing explanation and discussion. These have been \

included in the presentation proP9sed here, and are expected tol

provide a comprehensive and effective understanding of the use Lf

the patent system for the transfer of technology resulting froml
I

!
I
I
I

As a result of a review of active grant lists, followed

study of Summary Progress Reports (NIH 2006-1), conferences

,
!

bYla

I

expended for a period of twenty-one months.

Approximately two man-days per month will bethe seminar.

between Research Corporation staff members and individual

researchers will be started in the month following the month of

During this period

18
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I
\
1

During these individual meetings, the general

These conferenc:esaredesignedto develop both a better

~.~'

adequately.

monito.ring of the researc;h itself and establish a basis for

at eac;h institution, we wo.\,Ild expect to meet with almost 300

facultyresearc;hers, or about 75% of the total grantees.

knowledge on o.urpart of the nature and direction of the

!

I
I·

individual research project, and also t.o develop a' ra'pport wit~
j

. the researcher. Invariably, we have found that the establishme\nt
J . f

of a.personal sense of mutual trust and respect between the 1

researchers and Research Corporation .staff members overcomes m~ch
. .. . . I

of the natural reluctance to disclose inventions promptly and I
I
I

material covered at the seminars is expanded and related to the\
I
1

specific problems and situations of the individual researchers.\. I
In addition, it is possible to develop a time frame for future i

I
\

!
future meeting dates. After several meetings, it is expected, c)n

the basis of previous experience, that the res~archerwill becoJe
f

more keenly aware of his responsibilities and duties in the I,

accomplishing this desired end.

He will also learn the mechanisms and procedures for

transfer of his research results for the benefit of the public. j

I
\

19



Partic;ipating Institutions

selection of ten institutions can be made for inclusion

I

I
in th~s

i

In Appendix ~ is a l~st of institutions from which the

/;,--1f' ~

activity is undezt.aken ,

further discussion and consideration, jointly _~ _n_.. _n_

written approval of each institution, confirming an

prqgram. These institutions have> a significant research effo~t

supported by DHEW and can be expected to provide reasonable .\

cooperation if selected for the pJ:"0gram. Not included in this\
. f

list are those institutions which have been involved in the f
I

. . I
previous NSF sponsored program nor those ins.titutions which I. ... I

f
already have active patenting programs of their own. Fomal I. . I

j
'I
I

administrative commitment to the program, will be obtained before

I
! made, after f

~
hu nl1FW ;:linn 1

I

institution covering the five-year period prior to the start

the program and for the two-year period after the seminar

presentations. All inventions disclosed at each institution

Research Corporation.

Evaluation

The final report will contain a short-term statistical

on the number of identified invention disclosures at each

20

j
!

\
I

I
study

I

\
of!

I
\

!,
f
1
I

\
{

I
l
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during the program will. be evaluated for patentability and

commercial potential eit.her by the institution or by Research

Corporation. In the long term, those inventions accepted for

technolog~ transfer can be followed through their development

commercial phases within the time frame of the pro~ram and

beyond, if desired.

21
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PROGRAN COS'.!'

Cost Sl1Il\!11ai;y

An estimate of the costs by area of activity for

a program at ten institutions is as follows:

Program Development and Management
Preparation of Information Sheets
Preliminary Visits
Preparation of Seminar Material
Conducting Seminars
Individual Interviews
Reporting

. Total

Details of Program Cost:

1. Program Development and Management

$25,300
45,400
22,360

8,870
13,890

200,130
10,496

$326,446

Supervising Associate
Technical Associate
Secretary

2. Information Sheets

a. Editorial Cost

100 hrs @ $63.00
400 hrs @ 44.00
100 hrs @ 14.00

Subtotal

s 6,300
17,600
1,400

$ 25,300

Per Issue: Labor: 35 hrs
@ $44.00 = $1,540
Per 10 Issues: 10 x $1,540

b. Ma.iling List Preparation

10 Institutions @ $1,000
per Institution:

c. Printing and Mailing

10 Issues @ $200 per Issue: $2,000
Per 10 Institutions: 10 x $2,000

Subtotal

22

$ 15,400

$ 10,000

$ 20,000

$ 45,000



~, t

3. Pr<;!liminary visits

~. At Beginning of Program (One man..day per Institut.iori)

Average I-Day travel
Visit: 8 hrs @-. $44.00
'J:'ec;hnical Analysis: 4 hrs @ $44.00
Secretarial: 8 hrs @ $14.00

Subtotal

$.

$

193
352
176
112

833

b. Prior to S.eminars (Two man-days per Institution)

~verage I-day travel
~verage Per diem
Visit: 16 hrs $44.00
'J:'echnical Analysis: 8 hrs @ $44.00
Secretarial: 8nrs @ $14.00

Subtotal $ 1,403

$ 2,236Per Institution Subtotal

$ 193
42

704
352
112

Per 10 Institutions (10 x $2,236)
Subtotal

4. Preparation of Seminar Material

Technical: 70 hrs @ $44.00
. Secretarial: 35 hrs @ $14.00

Subtotal

Supplies and Printing

Subtotal

5. Conduct Seminars

(Three man-days per Institution)

Average bday traV;~l

Technical: 24 hrs@ $44.00
Secretarial: 4 his @ $14.00
Per diem 2 days @ $42.00

Subtotal

Per .10 Institutions (10 x $1,389)
Subtotal

23

$ 22,360

$ 3,080
49.0

$ 3,570

5,300

$ 8,870

$ 193
1,056

56
84

$ 1,389

$ 13,890



i- fl.} Individual Interviews

(Forty-two man-days per Institution)

Travel (Two-day visits) 21 x $193
Per diem 21 days @ $42
Technical: 336hrs @ $44.00.
Secretarial: 21 hrs @ $14.00

Subtotal

Per 10 Institutions (10 x $20,013)
Subtotal

$ 4,053
882

14,784
294

$ 20,013

$200,130

7. Reporting

a. Quarterly Reports (12)

Technical: 96 hrs @ $44.00
S.ecretarial: 48hrs @ $14.00

$ 4,224
672

Subtotal

b. Final Report

Technical: 105 hrs @ $44.00
. Secretarial: 70 hrs @$14. 00

Subtotal

Subtotal

$ 4,896

$ 4,620
980

$ 5,600.

$ 10,496

A Proposed BUdget for the program is given in ~ppendix B.
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SECTION E

ORGANIZATION AND PERSONNEL

History of Research Corporation

ri':Jhts under his basic pateJ;1.ts on electrical precipitation as

Research Corporation was founded in 1912by Dr. Frederick

I
II.
I

I
I

educator and inventor, who donated!
I
1

Research Corporation's initial endowment. Dr. Cottrell's concepti

( as reflected in the foundation's chartered purposes) was to usel
!

a portion of the net income from his and other inventions to I
support scientific research at colleges and universities, and to I

Gardner Cottrell, a scientist,

help other inventors bring their ideas to fruition and into

public use. As an academic scientist he recognized the great

need for funds to support research in its initial stages. As an

iJ;1.ventor he was also conscious of the problems faced by academic

scientists whose occasional inventions frequently lay fallow fQr

lack of a mechanism or agency for developing them to the point

where they could be brought to the public as useful products or

processes.

The Cottrell patents on electrical precipitation were

developed by Research Corporation, first through licensing and

then through the establishment of an engineering and

manufacturing organization Inl954 this organization was

25
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ownership to about 16% at present. Approximately 60% of the

foundation's income comes from its investments in a diversified

portfolio and in Research-Cottrell. The balance of the

institutions and by individual inventors who have followed Dr.

I
I
I

\
I

I
!
I
I
t
I
I

I
I

Its

Since its

26

Activities of Research Corporation

"Science, Invention and Society", enclosed herewith, gives

The foundation distributes its entire net income as grants

practical programs of public health nutrition.

inception, some $42 million has been awarded to hundreds of

grants support basic research in the natural sciences and

Science Advancement programs

to universities, oolleges and.scientific institutions.

\
t
I

\

in. considerable detail, an historical picture of the foundation. I
!

I
I

I
!

\

Corporation.

Cottrell's precepts by donating patent rights to Research



I,
!

", '!

!,
I
l
I

institut.ions, principally in the United states, 'to support the I
, . . G~atit's intne sciencesl

. ." I
J.

are awarded primarily on the basis of scientific significance and. . I

the work proposed is expected to be 'innovative, imaginativeandl

creative. I

I

research of more than 4,000 scientists;

on those in liberal arts colleges and smaller universities.

COnsiderable emphasis has been plac~d on the younger

'scientists and, more particularly in the post-World War II iyears,
i

In!

some years, this concept has been expanded to support .science

I
I
I

I
t
I
!

For many

foundation's grants

t
Presently the

Excess of Grants
and Expenses
Over Income

$3,520,838
884,535
174,398
(73,259)

3,312,544
1,247,198
1,349,465

641,004
1,720,445

$4,660,225
2,009,939
2,253,205
3,499,730
5,905,579
3,476,380
3,926,943
3,920,397
2,617,2.25

Grants
ApprovedYear

1967
1968
1969
1970
1971
1972
1973
1974
1975

programs are at a rate of about $3 million a year.

broadly in these institutions.

during the period 1967~1975:

I
t

years the total of grants and expenses has exceeded income, the\
f

difference being taken from realized capital gains and invasion I
i
I

\
The following table details the grants which were approved I

I
!
!
I
1

of capital.

27 I
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El.atent Program!>

. I
During it's formative and earlier years, Research Corporation, . ... -,' .' . t

i 1

rendered patent services to academic inventors and their

General Backgrpund

institutions on a relatively informal basis. In the mid-

thirties, however, a formal arrangement was made with the

~1assachusetts Institute of Technology under' which the foundatioljl
1

relieved M.I.T. of the expense of the complex problems involvedl
j

in the patenting and licensing of inventions made by faculty I
members at the Institute. Similar agreements were entered intol

t
with several other institutions prior to World War II, but !
activity.in this area was largely suspended during the war year~.

!
t
I

Following the war, an increased interest by educational an~

I
scientific institutions in the usefulness of the foundation's I

I

what is now known as its Patent Program.

Agreements have now been entered into with more than 250 i
. I

institutions which have recognized their need to have immediately

available without charge specialized and skilled patent servicel
i

not customarily available within their organizations. These I

28
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Corporation has allowed both faculty and administration to

and effort required, thus conserving their resources for their

c.arried out by a specialized operating group, rather than

i

I
useful result\s

j
the expense I

I

I

~'''''[!r'

teaching and research.

,(4

fulfill their du~y to make available to the public

Institutional.Patent Agreements

primary functions:

of scientific research, yet be re.lieved of most of

I
i
I
I

institutions felt that such functions would be more appropriate1jy

!
I
!

becoming involved themselves directly with the evaluation, !
I

patenting and licensing of inventions reSulting from faculty or I
i

.staff research. Assigning these responsibilities -t.o Research I
j.

f'

ill J

These agreements provide that the institution may submit tol
\

Research Corporation any inventions made by its staff as in its I

'sole discretion it may wish. The foundation agrees that it Willi
I

evaluate these inventions for patentability and potential use byl

the public. If the evaluation is affirmative, and if Research I
I

Corporation offers to handle it, the invention may be assigned tb

Research(Corporation, and the foundation proceeds to seek patent~
and license them to industry. If the evaluation is negative., th~

I
rights remain with the institution or sponsoring agency. !

I
All the costs of evaluating invention disclosures, filing I

and prosecuting patent applications, and licensing issued

29

patents
1
!
l
!

I
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foundation but may be deducted, as indicated below, from any

(lit

!'

!
I

are borne by Research corpoz-at.Lon, Certain special expenses, I. ' [,
such as the cost of court litigation, are borne initially by thJ

i
I,

royalty income that may later be generated, if the institution

has so agreed.

30

remaining with the foundation.

in effect.

I
The agreements, in one form, provide that the inventor shaln

I

This share,1
I

in most instances 10 - 15%, is in all cases established by hi.s I

institution. The remainder usually is shared equally between thL, I
I
1

h . [T e second form of the agreement prov~des for payment, afteF
I

any so-called special expenses, of 57~% of the royalties receive~

f
to the institution (which, in turn, may make some payment to thel

l
I

The following table represents the growth in the number of \
!

institutions with which invention administration agreements are I
I

!

I
I

I
I
I
I
i
I

i
I

I

inventor) with 42~%

deduction of any special expenses referred to above.

institution and the foundation, subject only to the prior

receive a percentage of the gross royalty receipts.
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Year

1967
1968
1969
1970
1971
1972
1973
1974
1975

Number of
Institutions
At Year End

195
206
215
219
238
250
257
263
267

Related Services

Beyond the services rendered by the foundation's patent

staff on spe<::ific inventions submitted, institutions are also

advised on corollary patent matters related to the overall

administrative procedures of the institution. Staff members are

available at all times for discussion of such problems and for

visi ts to the in.stitutions. The cost of this related service is

borne by, the foundation.

Invention Evaluation

In evaluating invention disclosure,s the patent staff uses

criteria:

••• novelty and patentability, including patentability opinions

from independent patent counsel in private practice,

31
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••• potential commercial usefulness and the prospects of

industry to d~velop and introduce the invention into public use,

and

••• other less tangiple put .substantial reasons for patenting,

such as benefits to the puplic or broad scientific'importance.

Since intimate familiarity with many fields is needed for

this evaluation, the foundation's patent staff, which is

scientifically trained, market oriented and highly experienced,

is augmented by calling on the knowledge of the inventor and his

colleagues, other, technically trained or market oriented

independent consultants, and industrial personnel with whom

personal acquaintance has been developed over the years.

Weighing information from such diverse sources, an informed

decision is made as to whether an offer to accept an invention is

justified.

Over the past seven years the foundation has evaluated a

total of 3,502 inventions, accepting 367 or 10%, as detailed in

the following table:
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Year
Disclosures

Submitted
Disclosures

Accepted

,

45
62
49
55
54
38
30
34
28

366
397
417
4:24
442
452
519
485
516

.1967
1968
1969
1970
1971
1972
1973
1974
1975

patent law.

appeals and similar matters that are not eJ ~ • _

I
!
I
I

I
f

I

I
I
i

upon assignment of an invention, Eesearch Corporation I
I

retains patent attorneys in private practice to prepare, file an,

prosecute patent applications. The patent staff works closely'

with the inventor and patent counsel in preparation of

applications, follows the course of prosecution, and becomes

deeply involved in making decisions relating to interferences,
,

,,,l,,,,i,,,,,,l,,, nrnh1",m" nrl

Patent Prosecution

Eesearch Corporation's efforts in handling academic

inventions are characterized by unusual flexibility. Since an

in-house staff of patent attorneys is not maintained, it is

possible to retain various patent firms and individuals with

expertise in any technological area. This is especially

important where an extremely narrow or highly-specialized

technology is involved.

33
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Patent Licensing

Research Corporation does not itself develop inventions

assigned to it, nor does it provide funds to others for such

develop~ent. Instead, it relies on the incentives provided by

the patent system of the United States to induce industrial

concerns, at their expense, to undertake the necessary further

research, development, and marketing efforts which are

needed to bring the inventions into use, It seeks, through

means, to effect the prudent management of its portfolio of

patent applications and patents, to introduce its inventions

public use, to protect the public interest, and to provide

reasonable and fair royalty returns for the benefit of the

institutions and their inventors, and for its own charitable

purposes.

Every assigned invention will, as a minimum, be the

of a U. S. Patent Application. In those cases where a

publication has. not pze-eemp't.ed foreign patenting rights and

there issufficieIJ,t economic justification, corresponding

applications are filed. About half the accepted disclosures

satisfy these criteria for which an average of five foreign

patent applications will be .filed.

34
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Factors in this selection are adequacy of

As soon as the patent application has been filed, the

staff selects as potential. licensees qualified firms in the

appropriate fields.

research and development facilities, specialized technological

and marketing capabilities, financial responsibility, and

willingness to commit the-necessary funds and efforts for

development. As industrial interest is developed, Research

Corporation negotiates appropriate license agreements.

License Terms

The terms of the licenses negotiated vary with the
I

circumstancesJ,,

but the general philosophy behind them is clear and uniform:

... Licenses are designed to bring about effective commercial

development, wide pUblic use of the product or process, and a

reasonable royalty inflow •

matter.

Licenses are preferably non-exclusive, as reasonable•••

••• Licenses are .issued only to technically competent and I
zepu't.abLe licens.ees WJlich have a genuine interest in the subj ectl

I

i

competition results in product economy and improvement, lower

prices, and wider pUblic use. It is also important that the

35
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licensor retain freedom to issue additional licenses to meet

reluctant to work the invention thoroughly or discourage the

I
exar

eacliJ
I

Where it is clear that a licensee will

{

!
I

• • • Royalty rates, while subj ect to negotiation, are set at I
reasonable levels so that their impact will not mak~ the licens~e

!-

three to five years from date of first commercial sale, the

term varying with the circumstances and being negotiated in

case.

I
j

incur substantial expense and risk in reducing the invention to!

commercial practice and mar~et acceptance, the license offered I
I

may be exclusive for a limited period of time to compensate I
)

partially for the licensee's commitment to undertake the unusual

risks. Typical periods of exclusivity in such cases are from '

changing conditions.

public from full use of the invention. Licenses provide, by

detailed requirements and through minimum royalties, that the

improvement inventions made by the licensee.

inventions to other licensees at reasonable royalties.

the license may require the licensing of patents on such

36

invention.

licensee be diligent in the development and utilization of the. I
I
I.

••• Licenses do not require licensing back to the foundation o:lf
1

In certain cases, !,
!
I

I
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ROY<llties received by the foundation during ·the past nine

years totaled almost $22 million. The year-by-year bie<lkdown is

detailed in the following table:

Year

Gross
Royalties
Received

ROY<llties
Distributed to
Inventors,
Institutions

Roy·alties
Available
for Grants

·1967
1968
1%9
1970
1971
1972
1973
1974
1975

Totals

$1,186,319
1,30.6,308
1,523,638
3,751,136
2,538,357
2,312,573
3,071,095
3,788,342
2,269,818

$21,747,586

$ 133,183
119,279
124,743

1,057,236
670,582
380,375
710,665
861,443

1,114,454

$5,171,960

$ 9 01,609
568,592
515,710

1,791,807
566,754
654,796

1,028,023
1,421,499
(509,314 )

$6,630,446

a principal investigator.

Management of this Program

the conduct of the lecture-seminars and personal interviews.

staff of Research Corporation, all of whom will be involved in

I
. I

The proposed program w~ll be under the overall management 01
Direct liaison with the NIH Programs I

I
Officer will be handled by a program director. Contacts with th~

I
cooperating institutions will be through members of the technical

I
I

I
!
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princlp""l Inyestigator

The pz.Lnc i.pa L inve:;;tigator,· f9r .t.hd s pz-oposa l, will be Dr. Willard

Marcy, who is Vice President - Patents for the foundation.

A sUIll!llary of his educational background and professional

experience is as follows:·

S.B. in Chemical Engineering, Massachusetts Institute
of Technology.

Ph.D. in organic Chemistry, Massachusetts Institute of
Technology.

U.S. Army Chemical Corps Technical Command, Edgewood
Arsenal, Maryland -

Four years experience in the design and
operation of pilot plants for the
manufacture of. a variety of war gases.

Amstar Corporation (formerly American Sugar Co.)
Twenty years experience in production, pilot

. plant, full~scale plant design and initial
plant operation in cane sugar refining.

Research Corporation
Twelve years management experience in
evaluation, patenting and licensing of
inventions from educational and scientific
institutions.

Publications include -
Two patents and several papers on sugar refining
and the commercial utilization of new inventions.

Supporting Staff

The entire professional staff of Patent Programs will be

with this proposal in varying degrees.

3.8
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TABLE A

Title Field Degrees Years Industrial
Experience

Yeqrs with
R.esearch cprp.

Electrical B.S.

Mechanical B.S.,M.S.

Chemical B.S.,M.S.

Electrical B.S.,M.S.,
Ph.D.

6 23

13 14

6 27

25 7

26 5

14 8

·30 6

15 6

5 8

32 2

""20 1

B.S.

B.S.

B.S.

B.S. ,M.S.

B.S. ,M.B.A.

B.S. ,M.S.,
ph.D.

B.S. ,M.B.A.,
Ph. D.

II

II

II

Chemical

Chemical

Electrical

Chemical

II

"

II

II

"

"

"

Mgr,..Licensing

Mgr,..Evaluations

Associate

Senior Associate

Robert Goldsmith

Rqbert H. Ritchings

Abrqhqm Bqvley

Michqel Suber

Bernqrd M. Koslos&i

H.· .. Gordon Howe

Morton Schwqrcz

Robert M. Williams

Hqns A. Ec&hqrdt

Jqmes S. Fulleylove

"Thomqs M. Noone
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ns ~.tuti~on" Has
Patent ~greement
with DH:6W. I,

,

DHEW Funding
For R&D
Million $ per Year

POTENTIAL UNIVERSITY PARTICIPANTS

Institution

APPENDIX A

s c.> ).:

Harvard University

Johns Hopkins University

University of Texas

Yale University

Columbia University

University of Pennsylvania

New York University

Duke University

Baylor Medical College

University of Alabama

University of North Carolina

Rochester University

Rockefeller University

Temple University

Vanderbilt university

Northwestern University

Tulane University

George Washington University

Rutgers university

Pennsylvania State University

Howard University

27.9

27.1

25.7

20.6

20.3

19.7

17.5

15.4

14.0

12.2

11.3

10.7

9.7

9.6

9.2

9.2

6.8

5.2

6.1

6.1

2.0

I
NO
I

NO
I

NO:

I
N°I
Nol

I
YES

I
I

N°I
NOl

[
N'O!

1
NO'

!
so]

!
Nol

I
YES

I
Nol

i
YES

I
YE1

I
NO I

NO!
YE~

{

YES
J

NO 1
f

I
\
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APPENDIX B

~'''''-~'''''"0i'> - "

PROPOSED 'BUDGET

A.

B.

C.

D.

Salaries &Wa~es

Supervising Associate:
Technical Associate:
secretarial

I

Staff Benefits

Total Salary & Benefits

Permanent Equipment

100 hrs. X $25.40 =
4,981 hrs. X $17.74 =

663 hrs~ X $ 5.65 =
Subtotal Salaries

·.

·.

I
$ 2,540
$ 88,~63
$ 3,1746

I
$ 94,~49

s
t

$ 33,~27
j

$127,fl76
I

Indirect Costs (at 113% of salaries and wages) ••

E.

F.

G.

H.

I.

J.

K.

L.

Expendable Equipment & Supplies

Domestic Travel & Per Diem

Publication Cost

comput.cr- Cost

Other Costs

Total Direct Costs

Total Cost

Estimated Annual Budget

• •

·.

·.
• •

• •

·.

$ 5,300

I$ 56,j100
r

$ 30,000
I

-I
I-J

I
$219,~76

!
$106,970

I

r
$326,~46

i

First Year
Second Year
Third Year

Total Cost

...
$150,000
$125,000
$ 51,44G

$326,446
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Birch Award

(Continued on Pa'J" 2)

PRESIDENT'S REPORT

Annual Meeting a Success;
Busy Year Planned

for DHEW, This involved 78 agreements
with major universities and other non­
profit organizations.

Mr. Latker was one of the primary
draftsmen of PL 96-517, The University
and Smail Business PatentAct, for which
administration he is at present responsl­
ble, aiong with the administration of PL
96-480, Utilization of Federal Technology
Act.

He deveioped and implemented pro-

BY ROGER G. DITZEL
President

Persons attending tile Ninth Annual SUPA Meeting in Washington,
D.C. have been extremely complimentary about the program as well as
about the meeting in general. General Meeting Chairman Stephen Atkin­
son and his committee prepared an absolutely superb program including
a mock negotiating session between industry and university represen­
tatiyes over the terms of a research-funding agreement. The arguments
both ways were those that are heard in "real-Hte" situations, and were
not limited to patent rights. The negotiating team members made this
case study a highlight among &11 SUPA Annual Meetings.

The Society is enjoying a major period of growth, with 226 registering
for the Annual Meeting. Such growth makes it difficult for the Meeting
Committee to plan, but it also demonstrates the interest of the member­
ship in educational-type programs.

WASHINGfTON
I

REPORff
BY HOWARD W. dREMER

Chrmn., Committee orl Legislation
With the passingof thel97thCongress

it seems an appropriate' time to sum-
marize the disposition d,f some of the
pieces of legislation h~ndled by that
Congresswhich hadar could havean im­
pact on universities, and Ithe innovation
process. 'I

I
Patent and Trademark Office Authoriza·
tion-P.L. 97·247 (HR 626p)

Enacted August 27, 1982-
Raises patent and, trademark fees and

authorizesapproprlatlons'for the PTO for
three years. Bill provides a two-tier
system under which unlversltles and
other nonprofits, small businesses, and
independent inventorswiil payonly 50%
of the newly set fees. I

These organizatiohs in, PTO parlance
have "small-entity" status, provided ap­
prcorlate documents arel filed at1es:ing
to that fact. • I

The PTO has taken the position that
the full fees must be paid if other than a
"small entity" is iicensed!andhad taken
the position that a license to the federal
government-required iwhen federal
funding was used in thelma king of the
invention-disqualifed the university
from the "small-entity" s~atus.This lat­
ter position has now been reversed,
thanks to the efforts of, Senator Sam
Nunn of Georgia. Our cUfrent advlce is
that universities will be able to quality
for "small-entity" statusjn those situa­
tlons.where the governrTJent receives a
royalty-free license. I

1
(Continued' on /fage 2),
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cedures and poiicles invqlving waiver of
DHEW-funded inventions.! He also lden­
tified through the manage~ent of the pro­
grams the factors necessary to achieve
successful technology! transfer and
utilization of gover~ment-funded inven-
tions. I

A meritorious service plaque was
presented to Mary Spores, Editor of the
SUPA Newsletter. I

I

The Birch Award waspresented to Nor­
man J. Latker, Director of Federal
Technology Management and Licensing
Policy, Department of Commerce, by
Roger Ditzel, President of SUPA.

The inscription on the award reads, "In
recognition of unselfish commitment to
establish and preserve the values of the
technology transfer process".

Mr. Latkerdeveloped and implemented.
the Institutional Patent Agreement Policy

The Society's crowth also results trorn out~:t8nding contr'buttons of
many unnerelcec r;',err,:)ers, CiS well as otriers wno contribute to the aims
of the Society. It was may pleasure this year to present on behalf of all
members of the Society, the Birch Award to Norman J. t.atker for his con­
tributions to the aims of the Society over the past decade. This is the se­
cond time the Birch Award has been presented; the only previous reel­
pientwas Howard Bremer.

Mary Spores was also recognized at the meeting with a Meritorious
Service Award, the first time this has been presented by the Society. She
has worked for the Society in many capacities that have previously gone
unrecognized.

Prior to receiving her award, Mary had agreed to be the editor of the
Newsletter for 1983, a position she has held in past years. As editor,
Mary will work with Jack Stuart Ott of Cleveland, Ohio,who has been reo
tatned by the Society to publish the Newsletter. This will allow Mary to
concentrate on the content of the publlcatlon as opposed to the
mechanical aspects.
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1984 Meeling

It is my pleasure to announce that Spencer Blaylock has agreed to be
General Meeting Chairman of the 1984 Annual Meeting and Todd Eachus
has agreed to be Program Chairman. I look forward to working with them
in structuring a meeting that will be even more successful than the last.

The 1984 Annual Meeting will be held February 5·7,1984, at the Capitol
Holiday Inn in Washington, D.C.

Finally, let me ask all members of the Society for comments and suq­
gestions regarding the activities of the Society and how individual needs

. can better be met. Such comments and suggestions can be sent directly
tv me, to your regional Vice-President, to a Trustee or to a Committee
Chf~;lrperSOi1. ~

I look forward to serving as your President during this exciting period
in the Society's history.

Secretary

Growth of the Society was also recognized at the Annual Business
Meeting, where the Bylaws were amended to, among other things, split
the position of Secretary/Treasurer into that of Secretary and Treasurer.
Ed Lefner remains as Treasurer; Lamar Washington is the first holder of
the new position of Secretary.

Ed McCordy and Art Smith completed their terms as Trustees and
received thanks for their contributions and efforts from the membership.

Martin Rachmeler was elected Vlce-Presldent - Central, while Earl
Freise and Bill Trease were elected Trustees for the next two years. Bill
Trease had previously served as Vlce-Prestdent - Central Region. We
are looking forward to working with these new officers as well as contl­
nuing our relationships with those who continue to serve, namely Clark
McCartney, Past-Presldent; Phil DuFour, Vlce-Presldent - East; Cynthia
Hanson, Vlce-Presldent - West, and Bob Custard, Trustee.

Needs Survey

I
i

WASHINGTfON.
(Continued Irom Page 1) .

Patent Term Restoration ~ct (HR 6444)
Not enacted. Bill was put on suspen­

siancalendar whlchtoredlosed the addl­
tion of any amendments but required
two-thirds vote for Pilssage. Lost by five
votes. L 1

The bill in its flnal.verslon was not the
bill of the original concept and its provi­
sionshad suffered muchifrom input and
strong lobbying by consumer protection
groups and generic drug rouses.

Uniform Federal Researcn and Deveku»
ment Utilization Act of 1981. HR 4564
(S.1657) [Tne scnmttt (Sefate) and Ertel
(House) Bills] , i
These bills were initially aesigned to.ex­
tend to iargecontractors, l.e. contractors
with the government otn~r then univer­
sities, nonprofit organizations and small
businesses, the rightto retain title to any
inventions made during t~e course of a
contract. The Schmitt Bijl, in addition,
made some amendments! to PL 96-517,
the Patent and TrademarkAmendments
Act of 1980, which would have been of
vaiue to universities. S.1657 (Schmitt)
was passed out of Committee on the
Judiciary, but was not bro~ght up on the
floor because of the i objection of
Senators Long and. Met?enbaum. The
House Bill (Ertei) was unacceptable par­
ticuiariy because it contained a repealer

'.' : j
of P.L. 96·517. !

The legislation was notisnacted.
!

Economic Recovery Tax Apt of 1981 (l-iR
4242) 1

Signed with public law!(p.L. 97·34) on
August 13, 1981. I

Contains three provlslons In particular
relating to stimulation of R&D Incen­
tives: (1) tax credit for res'earch and ex­
perimentation; (2) charitablecontribution
of scientific equipment to ~niverslties; (3)
deduction for domestic ~&D expenses
when a company has foreign income.
(Summary of bill available from the Joint
Committee on Taxation I· cali (202)
225.2647·)1

Alert: I..
1. Keep abreast of developments

from Geneva Conference on Revision of
Paris Oonventton-c-compjnsory JiCBn~­
irg consioerationsvot ir-,ts,rest to !he
University sector. Led qy tnlro-world
countries with the apparent object of ob­
taining technology, the conferees, over
U.S. objections, were altempting to
establish compulsory.ltcenslnq of lnven­
tlons or loss of rights to inJ,entions If not
practiced within a reliltively short period
of time in a given country. \

2. With the passage of P.L. 96·517
enacted 12/12/80; P.L. 97\256 enacted
918/82 (Technical and IConforming

~ .
(Continued on next page)

I
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President'sReport
(Continued from Page 1)

Education of members is the major activity of the soclety at its pre­
sent stage. During the '83 Annual Meeting, Education conducted a
survey of the needs of the membership with respect to education.
Results of that initial survey will help in planning specific educational
actiVities of the Society. In addition, this committee plans to update the
1977 SUPA "Survey of Institutional Patent Policies and Patent Ad­
ministration."

When you receive your copy of the new survey, it is important that you
complete it and return it. Having comparative numbers from 1977 and
1983 will give us a dynamic comparison of activity among many univer­
sities over the past six years.

As with any professional society, member involvement is essential to
success. Committees and their Chairpersons have been named for 1983
(see a rei2\ed arucle in this issue of the NewsleIler). It you wish to
become invoived and make a contribution in some aspect of the
Society's work, please contact the Committee Chairman of the activity
in which you are interested and express your desire to be appointed to
that committee.



Treasurer
Secretary
Trustee
Trustee
Trustee

ROger Ditzel
Clark McCartney
Phil Dufour
Marty Rachmeler
Cindy Hanson
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President
Past-President
V-P - East
y.p - Central
V·P - West

New officers were eiected at SUPA's
Ninth Annual Meeting in Washington,
D.C.: .

Central Regional Vice-President:
Martin Rachmeier, Director of
Research Services Administration,
Northwestern University. A member of
SUPA since 1978, he served as Pro­
gram Chairman, 1981-82; Nominating
Committee Chairman, 1982-83;
Legisiative Committee, 1980-81.

Secretary: Lamar Washington, Direc­
tor of the Technology Transfer Office,
Research Foundation of SUNY,
member since 1980.

The Board of Trustees split the
single ""ice of Secretary-Treasurer. Ed
LeinEf, who j;,s'ld the Qua! pcsn.on, nov,'

I
I
i

!
I
\

I
I. . ' •••...••

President Ditzel (I.) presents Birch Award to Norman J. Latker. !

I
V""'-i\fI ~[!D.c'" '\!c".tf\)! r:!~r+e""J' nfl'i("FJr~
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is Treasurer and Membe~shiP ChaIr­
man. Mr. Lefner is System; Patent Ad­
ministrator at the Texas Al& M Univer-
sity System. .' .

Trustees: Earl J. FreisJ, Assistant
Vice-Chancellor for Rese~rch and In­
terim Patent Administrato\, University
of Nebraska-Lincoln, ~erved as
Secretary-Treasurer, I 1975-77;
Nominating Committee [Ohalrrnan,
1977-78. Mr. Freise, a founding member
of SUPA, attended the organization's
initiai meeting in 1974. I

William Trease, Executil-e Director,
University of Iowa Researbh Founda­
tion. A member of SUPA since 1975,
served as Central Regi;onal Vice­
Presicent. "iS80-82.

1983 SUPA Officers and Trustees

I
Ed Leiner
LamarjWashington
Bob C/-lstard
Earl Fireise
BiiI Trtase .

1

As announced by Program Chairman,
StephenAtkinson, 1983summariesof the
workshops at the annual meeting as well
as the negotiation session between
University and Industry will be mailed to
all members and participants at the
annual meeting.

SUPA
NOTES

• •

j; ·>':sl tcC>t\-!i;~ sur·,:, members. t";o~!GSS

Members are encouraged to send in
items lor the Newsletter that would be of

• •

If anv rrember v.'CJid iJke tc serve on
any of ihe SUPACommittees, write to the
Committee Chairman,the Regional Vlce­
Presidentor the President, who are listed
elsewhere in this Newsletter.

• • •

Changes in Patent and Trademark Laws)
and' P,L, 1,"·247 (PTO Fee Bill) enacted
8/27/82 the Patent and Trademark Office
has proposed or made final new rules as
per the following schedule of notices:
6122181 Reissue, Reexamination 5/19182
a.G. & Protest Fed. Reg.
6/28/82 Patent & Trademark 9/17182
a.G. Fees Fed. Reg.
10/26/82 Small Business Fees 9130182
o.o. Fed. Reg.
9/21/82 Independent Inventor & 9120182
o.e. Nonprofit Fees Fed. Reg.

File Wrapper Continuing 10125182
Application (Eft. 2/27/83) Fed. Reg.
Court Review of 10126182
PTO Decisions Fed. Reg.

1112182 Revision of Patent Pro- 10/27182
o.e. cedure (Eff. 2/27183) Fed. Reg.

or pc.'sitlon openings [B~ating to patent
and iicensing administration will be ac­
cepted. Subsequent Newsietters will be
mailed approximately June 15, septern­
ber 15and December 15.

The Pennsylvania State University has
just completed its new copyright poiicy.
Any member wanting a copy to use as a
modei can write to Dr. Robert Custard,

.Unlverslty Patent Counsel, The Penn­
sylvania State University, 229 Applied
Science· Buiiding, University Park, PA
16802.
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Effect on Small Entity Status of L\cense
Pursuant to 35 USC 202(c)(4)

. I
ment With that agency pursuant to 35
U.S.C. 202(c)(4) does nqt constitute a
license for purposes of 37 CFR 1.9 or a
transfer of rights for purpbses of 37 CFR
1.27. Any other license lor rights to a
Federal agency Will, of cpurse, preclude
qualifications as a small) entity for pur­
poses of paying reduced fees.

Applicants who have previously paid
fees which were not reduded for small en­
tity status because of ~ license to a
Federal agency pursuanl to 35 U.S.C.
2D2tcX4) may ciaim a refur.d by filing, the
proper verified statementlas reculrec by
37 CFR 1.27and by making reference to
this notice. '
Gerald J. Mossinghoff
Commissioner of
Tr.ademarks
Jan. 14, 1983
Dated
Published in the February j'8, 1983, Official
Gazette 01 the U.S. Patent, and Trademark
Office. 1

i
1983 SUPA

Committee IChairs
I

BililTrease
Bolj Custard
A\ tprosegt>dn l

Hotard Bremer
JimjBrown
Mat Spores

Howard Bremer
Ral~h Pinto
Spe'ncer Blaylock ­

d,eneral Chair-

TO~a~achus _Pro­
gram Chairman

John Thompson

L_ .

Public Law 96-517 added anewchapter
38 to Title 35 of the United States Code
entitled "Patent Rights in Inventions
Made With Federai Assistance." Under
the provisions of the statute, each fund­
ing agreementbetween a Federal agency
and an indiVidual, small business firm or
nonprofit organization must provide, inter
alia, that "... the Federal agency shall
have a nonexclusive, nontransferable, ir­
revocable, paid up license to practice or
have practiced for or on behalf of the
U!"!ited Siates any subject invention ..."
See 35 U.S.C. 202(c)(4).

Under the provisions of 37 CFR 1.9and
1.27, an independent Inventor, small
business concern or nonprofit organiza­
tion cannot qualify for reduced patent
fees if it has assigned, granted, conveyed
or licensed or is under an obligation under
contract or law to assign, grant, conveyor
license any rights in the invention to other
than an individual who could be classified
as an independent inventor if that person
had made the invention, a small business
concern or a nonprofit organization. The
Federal agencies do not quality as non­
profit organizations for paying reduced
patent fees under the rules. Applying this
construction to the licensing of an inven­
tion to a Federal agency by an independ­
ent inventor, small business concern or
nonprofit organization pursuant to a fund­
ing agreefilent under 35 U.S.C. 2Q2(cY4}
wouid orecruoe their qualifying for paybg
reduced fees. This, however, would
frustrate the intent of Public Law 97-247
and Public Law 96-517 when taken
together.

This notice will serve as clarification
that an independent inventor, small
business concern or nonprofit organiza­
tion, which Is otherwise qualified as a
small entity for purposes of paying reduc­
ed patent fees under 37 CFR 1.9and 1.27,
is not disqualified therefrom because of a
license to a Federal agency pursuant to
35 U.S.C. 202(c)(4). A license to a Federal
agency resulting from a funding agree-

Mary Spores, Coair
Terence A Feuerborn, UCLA
Patricia SChmidt, Univ. of Florida
Marvin C. Guthrie, Obion, Rsher,

Soivak. McClelland & Maler

E::;r;o~:-~; ,,1:a") Scores
Northwestern University
633 Ciark Street 1203
Evanston, IL 60201
The SUPA Newsietter is published quarterly
in Cleveland, Onlo. -Oopy for publication
should be sent to the Editor by the 15th of
the month previous to publication dates,
March 15, June 15, September 15,
December 15.

History of SUPA
Membership

NEWSLETIER
COMMITTEE

Membership el Attendees el
Year End of Year Annual Meeting

1975 51 not available
1976 87 85
19n 101 80
1978 94 78
1979 121 75
1980 133 80
1981 189 150
1982 218 185
1983 • 226

• Recent applications received brings the CUf·
rent membership to approximately 275. Actual
membership for 1983 will be calculated at
year's end.
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NATIONAL TECHNOLOGY DEVELOPMENT
CORPORATION IS PROPOSED IN SENATE

A - 6
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Historically, with the striking exception of the recent past, .such private edorts suf­
ficed with remarkable success. But in recent years, as major break-throughaand engine­
ering followup become more and more dependent on sustained capital Investment and long­
term research and development, our business community has been unable to ptovide the
necessary effort. r do not indict business for this deficiency; I merely state I' as a fact.

We have not witnessed a major technological breakthroughi~the. tra~sport~tion s.ect~r
for some decades; our research and development talent and capital III this sectorwhich IS

substantial, has been channeled into breakthroughs of consumer convenience, such as
automatic transmission andai.r-condttloning. . . !

Development of more basic changes, such as energy efficient power plants ~ndnon­
polluting engines; were avoided and sometimes even resisted, because they offered little
or no market attractiveness --their benefits are long term to the public generally and not
to demonstrable profitability. I

These results are not surprising, although there are indeed some shining etamples of
long-term private research and development, particularly in the electronics Industry
where breakthroughs have been of enormous importance. .. . 1

. . . I
In the past, this situation was acceptable, .because private initiatives wouldldevelop

outside of the existing business structure if the pressure of public needs not being ade-
quately served was manifested strongly enough. I .

. I
But today there are two factors that retard such private development.. The ~irst is the

enormous cost of significant technological innovation, both in terms of manpower and
capital. Yesterday's "better mousetrap" has become today's offsh9re oilprodpction .
platform 0'[ urban transportation systems. The costs of development have become pro-
hibitive and many such opportunities are open only to the Fortune "500". I

. . {

The second constraint, which may be psychological rather than economic, is the pre­
valence of increased corporate conservatism as more and more "trustees" manage big
U.S. publically owned corporations and a desire to protect existing market shalres rather
than create new ones. . I

. I .
These factors sap competition and lead to a slowdown, or even a stagnation pf techno­

logical growth in some fields. The consequences are increased social and environmental
difficulties often leading to crises, and Government then seeks to do battle wltliin a slow
reacting ex post facto oriented institutional framework. . . .. !

* * * f
[So 3111] provides for a single Federal corporation which has the financiald,apability

to provide investment capital, where existing market resources are not availahle,
. I

The National Technology Development Corporation would act much like aprl~ate len­
der but with some significant differences. First, it could invest in promising ~echnologies

even though they may be high risk and may not produce tangible economic results for years;
'. . - . I

second, it would limit its investments to areas established by a technical advislory board
as necessary for the publlc good and in need of increased utilization or develcpment; and.
third, it would have the option of taking either a nonvoting stock Interest in the [borrower
or a traditional debt cbllgatlonydependlng on the risk involved and other relev~ntfactors,

. I
* •. * I

I
f
I

\
I
!
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The Corporation would concentrate its efforts on regions in most need of new Indus-

trial capacity and increased employment opportunitiesand onthose borrowers whotwhile credit worthy in a long-term sense, .. have tried their best, .yet failed to obtain,
capital through private financial channels; and it wouldgiye priority to small- and I

'·medium-sizedborrowers.::· 'j." .', , "'C • .l.,
.'.: ... .. _ ··-,,"r·

Among the investments 1 could envision are; I
. " .. .r: ',. i

First, construction of a solar heating and cooling equipment plant by a smallcorpora-
tion; . ' .' ". ... .. c . t· .

. .' . '. ..' !
Second, minority entrepreneur who is attempting to develop promisingnew otlzie-

covery techniques; .•.. '. '.. . .' .... .... . '1 •.
, .. .' . . . .', . ._ - "" r

Third, a local development corporation with a sound idea for the clean burning bf
1

. .... J
coal; . . '" . . " '. . .' .' .' 'll,

Fourth, a medium-slzed busin~ss that is developing new engine concepts for s~o~t-
. range travel; or fifth, utility, for funding of solid waste conversion facilities. If dnly a
few of the Corporation's investments meet their potential, the long term cost.tothe.tax-
payer may be' zero,' and the benefits incalculable. ' , ..' . . 1. . . ", . '. . "1 : '

The corporate form of technology funding would place the Federal Government's long
term development functions in the investment column where they belong, ratherthanIn
the annual appropriation process. .' . . .I'. " . d·

1
Moreover, not only would an investment corporation leverage the Federal Gove'rnment

dollar outlays through use of the private markets, it would also further multiply i~s use­
. ful effects by lowering the barriers to entry in high capital requirements industrieis for·
new innovative firms. • • • [End Text] I

I
I

- 0-1
I

DUTY TO DISCLOSE RELEVANT MATTERS I
INCLUDES ART FELT NON-ANTICIPATING I

I
The U. S. Court of Appeals for the D.C. Circuit believes that an appltcanthas ~he

duty to disclose to the Patent and Trndemark Office matters that are relevant even though
he feels they do not establish anticipation. However, since it determines that there was no
infringement and vacates a validity. determination it finds it unnecessary to formulate ~recis€!­
ly what standard for nondisclosure of prior art bars enforcement of patent. (Turzillo [v,
P. &.Z.Mergentime, 4/8/76) I"

o 1
, ,

Validity and infringement of two related patents were in issue. The earlier patent
(422) covers a method and apparatus for anchoring a tie-down bar in an earth situs. 1jhe
later patent (216) is for a method and means for forming cast-In-placereinforced concrete
piles. Plaintiff, the licensee of both patents, charged defendant with infringing both patents
during construction work performed on. the District of Columbia subway system. The \district
court held that both patents werevalid, that 422 was not infringed and that 216 was infringed.. . . '. . '.' 1 '

A patent (to Phares) was not before the examiner during the prosecution of the ~22
application and defendant contended that 422 is invalid because of applicant's failure tq cite it
to the Patent Office. The District Court rejected this contention. I. I

t
!r
I

Cqpyrigh, ©1976 by THE BLJREALJ of' NATIONAL AFFAIRS,INC."WASHINGTON 0.C;20037 . !
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"Because half-a-dozen grasshoppers under a fern make
the field ring with their importunate chink, whilst
thousands of great cattle repose beneath the shadow
of the British Oak, chew the cud and are silent, pray
do not imagine that those who make the noise are the
only inhabitants in the field."

, "(

due to the requirement for huge capital investments.

Burke observation that:

f
I
I

In December of 1977, Senator Gaylord Nelson announced and conducted heatings

!
on the allocation of invention rights generated by Government R&D grants a~d

f
contracts. From the announcement and choice of witnesses, one may conclude I
that the Senator fervently supports a policy of Government ownership Onlyjanj

public dedication of such inventions. The fact that the forum was denied I
to many who have studied this problem carefully is reminiscent of the Edmondl

\

I
I

Government ownership and dedication was primarily supported by one argument-t-

such ownership is anti-competitive, as it promotes industrial concentration. I

Another view believes that allowing contractors to retain invention rigtts

promotes competition. That ownership in the contractor can lead to concentrf-

i
tion is dependent upon a marketplace in which all concerns start with equal !

,
capacities. In fact, many industries are currently shared by a few companie~

I
In such cases, a dedicttion

policy tends to serve the interests of such companies since ownership of sucq
i

inventions is not a major factor in maintaining their market position if the1
{

choose to develop such inventions. Rather, e¥tensive marketing distribution I
I

systems and superior financial resources are more important in mainnining J

t
market position and preventing entry of new firms and ideas than invention \

I
ownership. Worse, such companies may well be foreign based and dominate due!

I
to subsidization by their governments, making the inadequacies of a dedicati~n

f
policy even more pronounced, since the results of Federal R&D can enure tolthe

f
I

benefit of such companies if their governments are willing to subsidize deve]op-
1 J

1
ment of ideasein the public domain. I

i
Aspiring firms and firms needing to undertake costly pre-market clearan1e

.>:

I.---J _
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by the Government must by necessity rely on a proprietary position in new

tends to be a significant factor affecting their investment decisions, as

Invention ownership

It is not explained that such funding is

Accordingly, public dedication encourages the

s

of the country's research.

funding is unconvincing.

innovations in order to protect their investments.

marketing and financing.

r

ownership is necessary to offset the possibility that a successful innovatioi

will prompt a dominant firm to undercut its position through superior ' I
I
j

status guo by discouraging promotion of innovations which displace old tichntlOgy.

Further, the theSis that market shared by a few firms are per ~ an~i- I
competitive, is questionable, since there is no question that some industries

[
dominated by such firms are as competitive and efficient as would be expectea

1
if btherwise occupied by a large number of small firms. To use this doubtful

thesis to support government ownership of inventions generated with its I

I
The stakes involved in the controversy over ownership of government- I

funded inventions are made even more apparent from the Senator's announcemenr

of the hearings. He indicates that the government is now funding two-thirdsl

I
" seed I

f
money' that generally produces inventions which must be developed and ma~ket~d

at private expense. Presuming that the percentage of government fUnding:inc~eases
I

to 70, 80, or ultimately 100%, and it is correct that invention rights are I
I

a primary factor in obtaining commitment of private resources for development
!

of such inventions, does not the government then control their development? I
The Senator, suggesting "occasional situations" where commercial use an~

exploitation of worthwhile inventions are discouraged by the need for a ~ub-l
,

stantial investment, nevertheless indicates that rather than surrendering an&,
}

invention rights in exchange for this investment, supports the thesis that "ithe
I

Government should finance such operation, in whole or in part, to demonstrat~
!
I
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or prove the commercial value of the invention."

It seems clear that adoption of the Senator's philosophy will start

5~
our country down a road to mediocrity, as industry's effectiveneuq in

the needs of our society and investing in development of innovations

these needs would be discouraged by denying to them the right to own the in

vent ions which they believe attractive investments.



•Dr. Betsy Ancker-Jolmson from Norman J. Latker, Patent Counsel, HEW
- (301) 496-7056

"Because half-a-dozen grasshoppers under a fern make
the field ring with their importunate chink, whilst
thousands..9,f great cattle repose beneath the shadow
of the Brft!i.?h Oak, chew the Old and are silent, pray
do not imagine that those who make the noise are the
only inhabitants in the field."

Edmond Burke

With a keen eye for the opportunities which reduced competition
q C{"r ?/e-

can bring, Senator Gaylord Nelson made ll:REr~r bid for media coverage

by convening his Small Business subcommittee during the recent

Christmas recess. The topic of conversation - announced with cororzur
h~"J.. ''''5

headline-hiJ:l:l;ifl.g references to Santa Claus and the Tooth Fairy -

was whether it is better to allow avaricious businessmen to retain

;;~'Y'hh,!. hei funded d i . b d Yc.tIltY rag ts m t err government- ascoveraes or, y anmung
1,4 t!, fi0" ~Ne If /!,4 t/2 l~"'-ye "\)' "I ~ ..q~d,"Jf-t"'(J

rascals, tp insure reelection the next time around. As befits such

"an orchestrated event, the witness list was tightly controlled. The

National Small Business Association, and the universities, and the

research community can all be heard later. What we need now is

impact! Who's going to write our kind of story if one of those

X!%#$ universities is in here saying we ought to be giving away

invention rights!

Now that the grasshoppers have had their say, it is well to

remember that they are not the only occupants of the field.
~l,,-J rlv-...J {.J.

Inventions which can be used, but are not used, are worse than
~

•
useless; the costs associated with their discovery are wasted ""set,,1.

The government owns thousands upon thousands of such inventions.

There are several reasons for this phenomenon. One @f l1le IilOst i
I f r-f.-t/?v,f/'
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is' 1;1: i !lte!:at businessmen are 11Pif&r:tand a bJy reluctant to invest

risk capital in ~heconnne.rcial development of unproven technologies
Jv-v ,vJl ~. qj.e,fL. t·~h <::

unless they are assured of a reasonable meaSure of exclusivity in
I'

market,place. To take an analogy from the trademark field, who would

spend millions of <ioll~fs-prOllloting the mark "Coca-Col.a" if anyone

could. market :~~atname? ...' ,

for the new products, new jobs and increased tax revenues

patent-based enterprises have tradi.ti.onal.IyLavi.shed

.economy, '.' /If /
~r~~_0/

the~l his due, Senator Nelson is probably no less

new jobs, newlroducts and new tax revenues than you
kfi?A/~ ~?--'" j' e

or n/.liIe is mesmerized ,1)y the notion that patents are monopolies,

and ~ monopolies 1eM to that greatest.of evils: industrial

concentration (much worse, mind you, than a pile of unused Inventicns

have no control over manufacturing facilities. Like the government,

Universities are not unlike the government in the sense that

they must rtransfer their inventions to the ccnmerci.a'l 'sector.
-, ('tJ.-c, /",,,', h:J
-"'Sind DID' ends, for universities are 600 percent more efficient than'

the government in connnercializing their inventions, principally because

oftheir ability to ,license excl.usive.ly,

Noone is suggesting that taxpayers do not have a right to own

the inventions produced at their. expense. What is .being .. suggested

that well c Informed taxpayers wouldgladl}'exc{1ange these stagnant



'We ""'1''''' e -e.
Okay, let's give Lite ~e13 their aue also, M'e agree that

concentrationppses a possible problem, and we are prepared to meet

it; not by relying on the anti"trust laws alone, but by tying

a string onto every right which the inventing institution is allowed

to retain. AOne false move and zap l ,

)/"'1<'1 ' kk-

(

)A{-f.<
~~.-J

</t,---,,(,

t1-r
7"'~"i)

. .11,j'.,[. "t;'

The string has
f[Jv,s d "''''- /r

each.one of which is known as a marc~-in right.'\, Senator Nelson
IL~+ 1ft'" 4"'<'" Vi ..'<c~ , ~ .64 £11

claims thattheS'e strings laaye It:lier been pulled,.and he's right.
~ ~ A

Now all he has to do is show us a case where it should have
v~

71..,""$'1"'.147' '%! I, /..
pulled '1> "'~ "oi~5 "" 1J,- e.7 -..c-~-------"- '

eI~turR, SPFC1iEW,-
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Latker
General
Health,

Mr. Norman J.
Office of the
Department of

and Welfare
5A03A Westwood Building
5333 Westbard Avenue
Bethesda, Maryland

Dear Norm:

I thought you.might be interested in knowing the status of some of
the ideas I presented in my June 29th letter to Marcy. Since that
initial contact I have had a chance to refine and redefine many of the
initial suggestions, thanks to the help of Larry Gilbert, and also have
had the opportunity to meet with Bill Miles of UPI on several occasions
to discuss several additional interesting possibilities. These inter­
actions have led to the generation of the enclosed papers. While they
are in need of much revision (both in substance and grammar) I thought
you might be interested in the rough drafts. .

As you are probably aware, the situation at Researcp Corporation
is continuing to get worse, rather than exploring new ideas they are
in a fight with their grants people to maintain an eroding patent
evaluation program. Due to their planned cutbacks the university
community on the whole is going to have less rather than more help.
Thus, organizations like UPI are going to have to play an ever
and more important role, otherwise all the efforts over the past 2 1/2
years to stimulate patent awareness and technology transfer will fade
rather than continue to grow.

For these reasons Larry and I feel some action should be taken.
Presently, two alternatives seem to be available. Either establish
a new "grass roots" patent management organization or attempt to
convince Miles of the merits of flexibi+ity. Due to the many problems
(and time) which would be involved in attempting to establish a new
organization, the pursuit of UPI seems presently to be the more
attrac.tive. This is especially true since my initial contacts with
Miles have been quite positive.

As things unfold, I will keep you informed. Hope to see you at
the LES meeting later this month.

Office of R.esearch Administration

Q;erelY,

GeOrg~!adler
Assistan~ector


