IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE BOARD OF PATENT APPEALS AND INTERFERENCES

ATTY.'S DOCKET: OLSSCON=8

In re Application of: _Art Unit: 3744

Lennart OLSSON Examiner: W. TAPOLCAIL

Appln., No.: 09/236,343 Washington, D.C.

Filed: January 25, 19988 January 29, 2001

For: APFARATUS FCOR FREEZING

REPLY EBRIEF

Honorable Commissioner of Patents and Trademarks
Washington, D.C. 20231

Sir: |
AThis ié in respénse tontﬁe Novémberlés, 2601,
Examiner's Answer to Appellant's October 23,.2000, Abpeal
Brief in the above identified application.
Appellant's response is limited to paragraphs (5)
and (11) of the Examiner’s Answer in addition to Appellant’'s

request for an oral hearing before the Board.

Paragraph (5) - The Summary of the Invention

With fegard to paragraph (5), Appellant submits
that the Examiner's indication that,

"The summary of fhe invention contaiﬁed in

the brief is deficient because it is.based on

amencdments to the specification and drawings
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which were not entered because they contained

new matter."”,
is either incorrect or nof established.

As the Board will note, amendments were made in
Appellant's August 11, 1899, responge to the Examiner's
first Office Action of May 13, 1999. These amendments weré
directed to insertion of paragraph headingé on pages 1 and
4, deletion of lines 1-3 on page 2, a clarifying language
change to line 36, page 5 and line 1, page 6, idiomatic
changes to claim 1.and corrections to Figs. 1 and 2 to
identify frays 1 in Fig. 2.

The Examiner's August 19, 1999, Final Office
Action makes no reference or objection to any of these
amendments on either the Office Action Summary sheet or in
the body of the rejection. The Examiner's only comments
directed to Appellant‘s Bugust 11 fespoﬁse are limited to an
indication in paragraph 4 of the rejection that Appellant's
arguments were not persuasive.

There is no further reference to these amendments
by the Examiner prior to appeal. 2Appellant submits that
having been given an opportunity prior to appeal, it would
have maintained that the portion of the August 11, 1999,
amendments referenced on page 3 of its brief and objected td
by the Examiner do not presenﬁ new matter. Since the only
new matter objection made by the Examiner prior to appeal

-

was included in his December 30, 1999, Advisory Action and

-2 -
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was directed to different amendments submitted with
Appellant's Décember 20, 1999, response, Appellant submits
that the August 11, 1999, amendments should be considered b&
the Board absent any Examiner objections to the amendments
prior to appeal.
Howéver, should the Board determine that the

August 11, 1999, amendments be excluded from consideration,:
Appellant respectfully submits that their exclusion does noﬁ
in any way effect the skilled artisan's ability to make and
use the invention under 35 U.S.C. § 112, first paragraph,

without undue experimentation.

- Paragraph (11) - Response to Argument

With regard to paragraph (11), Appellant submits
that the Examiner's position fails to make a prima facie
case for non-enablement under 35 U.S.C. § 112, first
paragraph, for the following reasons:

The Examiner continues to maintain that claim 1
anq claims dependent therefrom arXe not enabled on the basis
that

"one skilled in the art would conclude that the

plate elements 2 and 3 (as shown in Fig. 1) are

permanently bonded as otherwise the tray thus

formed would not be ablé to held a liquid to be

frozen."




This ébseﬁvation is made completely out-of-context:
with the rest of thé application wherein permanent bonding
of element$"2, 3 is ﬁirectly refuted by at léast the
‘foliowing;“- i | | ‘ L . |
1) the lanéuage of claim 1 establishing that;

. .the t}ay (1) consists of a plurality of
elementé (2, 3), which are. juxtaposed to form a

surfaceéarea (4), said elements being movable

relativé to each other to change a relative
positioﬁ of at least one element at a time....
(underlining added)
and .

- 2) the,supﬁorting passage$ from the specification‘

| that eléfméht’s 2, 3 of Fig. 1 are‘.moxrrabl.e‘“.. -

relativeéto one another as identified on pages
12-14 oféAppellant's brief.

Further, tﬁe Examiner's supposition that unless
elements 2,3 are bopded together the tray 1 "would not bhe
able to hold a liquid to be frozen" is clearly based on
persbnal opinion notésupported by evidence and is also
direétiy'refuted on ﬁagé'4, liﬁes 26—23-df the specificatidn
as follows: | ;

"The surfaée area 4 {of tray 1) is continuous and

unbroken, i;e. tight such that cavities 5 hold a

liguid foodéproduct that has been poured into

them."




Tt is also noted that first two paragraphs om -
page 2 of the-specification indicate that the food to be
frozen in the t;ay can also be:"solid" or "semiliquid” in
addition to being liquid. Clearly, solid or semiliquid food -
will_be held in tray 1 when elements 2, 3 are eompressed
together as shown in Fig. 1 notwithsténding movability of
elements 2,3 after freezing.

The Examiner cpntinues by suggesting that the‘

“heart of the mattef is failure to show."hinges" on elements |
' 2, 3, i.e. "it is not clear at all that elements 2, 3 are
connected by hinges."

In this regard, the Ekaminer fails to note that
claimji and:the claims.dependent‘therefrom dO‘EQE rquire.or
| Claim "hingesﬂ to prévidé ﬁoﬁability béfﬁéen élemeﬁts 2; 3
as set out in cléim 1. Further, Appellant respeétfully
submits that movability between elements can be provided by
the skilled artisan by any number of conventional means
including the hinges shown in Fig. 2 without undue
experimentation. Further, the Examiner has provided no
evidgnce or argument that use of_such conventiohél meahs
" between elements 2, é of Fig. 1 involves "ﬁﬁdue
experimentation."

The.Examiner continues by indicating that,

"It is not at all clear as to how the conveyor

belt consists of the trays 1."
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Here the:Examiner fails to note that claim 1 is
directed to only a novel tray 1 made up of a plurality of
elements (2, 3; 9)_with ﬁo reference to its incorporation in
a conveyor belt. Only claims 6 and 12-16 are directed to |
the elements (2, 3; 9} of tray 1 being incorporated in a
conveyor belt (8). Accordingly, if the skilled artisan
would need to use "undue experimentation" to incorporate
elements (2, 3; 2} of tray 1 into conveyor belt (8) only

claims 6 and 12-16 would not be enabled.

However, Appellant submits that the incorporation
of elements (2, 3; 29) of tray 1 into conveyor belt (8) as
claimed in claims 6 and 12-16 is supported by the
application as originally submitted. Further, the
Examiner's position on conveyor belt 8, even if correct,
does not support that claim 1 directed to tray 1 alone is
not enabled for the reasons stated above.

Further,.regarding conveyor belt 8, Appellant
first notes that the August il, 1999, amendments to the
fi:st Office Action corrected Fig. 2 specifically to |
identify which of elements 9 make up a tray 1 while moving
in path A of the figuré.' Appellant's identification of the
trays in Fig. 2 was in direct response to the Examiner's
indication in the first Office Action that,

"It is not understood how the conveyor belt 8 of

Fig. 2 consists of a plurality of ftrays 1".




As indicated above, the Examiner's August 19, 1989
Final Office Action made no comment on this amendment other
- than indicating that the Appellant's arguments were‘not
-persuasiﬁé. No'reasohs:weré proﬁidéd and no-attempt was
made by the Examiner to explain why "undue experimentation”
would be necessary to identify trays 1 in Fig. 2.

Appellant submits that the speéification with or
without amended Fig. 2 clearly indicates how'the elements 2,
3 of tray 1 are incorporated in cénveyor belt 8. In this
regard original line 36, page 4 onto line 1, page 5,

indicates that;

"This conveyor belt 8 thus may consist

of e.g. a plurality of_trays_lg'which
arelihtercéﬁheéted iﬁ thé éame ﬁannéf as

elements 2 and 3, of which they (the

trays) are each made up."

(parenthetical clause added)

This sentence as well as other portions of the
specification noted by the Examiner clearly indicates that
conﬁeyor belt 8 is made up of‘a number of the tray 1 as it‘
is'shdwﬁ in'Fig.‘l;l In this regard,-ﬁppeilant asks the |
éoard to note that Appellant amended Fig. 2 by labeling
trays 1 to clarify that each labeled tray 1 in Fig. 2 is
made up of the same number of elements 9 as the number of
elements 2, 3 making up the tray 1 of Fig. 1. This labeling

is clearly supported by at least the equivalency established




in claim 1 that either the same plurality of elements 9 or

elements 2, B‘maké up each tray 1.

Acco:dingly, even without Appellant's clarifying
' labéling, the senténce;quoted above. on pégés 4-5 and claim 1
would‘permit the skilled artisan to identify the trays 1 on
convéyor belt 8 without undue experimentation. The Examiner
has provided no argument as to why this position is not
suppbrtable'or any support as to why the skilled artisan

would need to exercise "undue experimentation” to ldentify

tray 1 on conveyor belt 8,

CONCLUSION

§ 2164.04 and 2164.05 of MPEP.indicated that:
| "if.is.iﬁcuﬁbenf ﬁpon tﬁé Pateﬁt 6ffice; -

whenever a rejection on this basis is

made, to explain why it doubts the truth

or accuracy of any statement in a

supporting disclosure and to back up

assertions of its own with acceptable

evidence or reasoning which is

inconsistent with the contested

statement."’
and further that:;

"This can be done by making specific

findings of fact, supported by the




evidence, and_then drawing conclusions

based on these findings of fact."

and that;

“The Examiner should never make ‘the.

determination based on personal opinion.

The determination should always be based

on the weight of all the evidence.”

Clearly the Examiner's position on the permanent
bonding of elements 2, 3 in Fig. 1 is not supported by
evidence or reasoning that rebuts the truth or accufacy of
the passagés of the specification cited by Appellant which

refutes his position. Applicant submits that the Examiner's

' p051tlon 1s based solely on the Examlner s personal oplnlon o

and does not support the p051tlon that clalm 1 and clalms
dependent therefrom are not enabled.

Further, with regard to the Examingr's position
regarding the structure of conveyor belt 8 (which feature is
included only in claims 6 and 12-16), the Examiner has
failed.to indicate why in the face of Appellant's stated
‘posifion.the original specification or,specification'as
aménded by Abpellant's August.ll, 1959, émeﬁdﬁent.requires
undue experimentation,té identify tray 1 in conveyor belt 8.

Appellant submits that the Examiner has failed to
make a prima facie case of non-enablement and respectfully
requests that'the Examiner's rejection of the claims

regarding enablement under 35 U.S.C. § 112, first paragraph
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be reversed and the application be allowed. Appellant
further requesSts that an oral hearing be granted to permit

Bppeliant to respond to any questions that the Board may

have.
Respectfully submitted,
BROWDY AND NEIMARK, P.L.L.C.
Attorneys for Applicant (s)
By
Norman J. Latker
Registration No. 19,963
NJL:dr ‘
Telephone No.: (202} €628-5197
Facsimile No.: (202} 737-3528

F:\,A\Awap\0lssonB\PTO\ replybrief29janil.daog
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Act Unit: 3744

\n Re Application of: Lennart OLSSON

Examiner: W. TAPOLGAI

Application No.: 09/236,343

Fited: January 25, 1999 Washingien, D.C.

For: APPARATUS FOR FREEZING Atty’s Dockef; OLSSON=8

Date: Qclober 23, 2000

THE COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231

Sir:

Transmitted herewith is an [ ] Amendment [XX] APPEAL BREIF

in the abeve-identified application.
[ ] Small entity slatus of this application under 37 CFR 1.9 and 1.27 has been established by a verified statement previously submitted

[ 1 Averified statement {o establish smzll entity status under 37 CFR 1.9 and 1.27 is enclosed.
[ 1 Noadditional fee Is required.
[¥X] The fee is included below.

{Cal. 1) (Cal. 2) {Cal. 3) SMALL ENTITY OTHER THAN SMALL ENTITY
CLAMS HIGHEST NO. PRESENT RATE ADDATIONAL CR RATE ADTIONAL
REMAINING PREVIOUSLY EXTRA ' FEE FEE
AFTER PAID FOR
AMENDMENT EQUALS
| TOTAL * MINUS | =~ 20 0 X 8 $ X 18 3
ij, INDEP. * MNUS | ™ 3 a X 40 ] a0 $
: FIRST PRESENTATICN CF MULTIPLE DEP. CLAIM + 135 $ 270 3
ADDITIONAL FEE TOTAL | § OR TOTAL [ 8
* Ifthe entiy in Col. 1 is less than the entry in Col. 2, write "0" in Col. 3.
.

If the "Highest Number Previously Paid for” IN THIS SPACE is less than 20, write “20" in this space.
If the “Highest Nurmnber Previously Paid for” IN THIS SPACE is less than 3, write "3" in this space,

The “Highest Number Previously Pald For” (total or independent) is the highest number found from the equivalent box I Cal. 1 of a prior amendment of the

number of claims originally filed.

Conditional Petition for Extension of Time
If any extension of lime for a response is required, applicant requests that this be considered a pefition therefor.

[ ] itis hereby petitioned for an extension of time in accardance with 37 CFR 1.136(a). The appropriate fee reqttired by 37 CFR 1.17 is calculaled as shown below:

Small Entity Other Than Smail Entity

Response Filed Within Response Filed Within

[ 1 Fist - § 5500 [ 1 First - § 11000
[ ] Second - $%195.00 [ 1  Second - $ 300,00
11 Third - %445.00 ‘ _ [ 1 Third - § 89000
[ ] Fouth - $89500 : [ 1 Fourth . $1380.00
Manth After Time Period Set Montit Afler Time Period Set

[ ] Lessfees($ ) already paid for ___ month(s) extension of time on

[ 1 Please charge my Deposit Account No. 02-4035 in the amoatnt of $
[XX} Credit Card Payment Form, PTO-2038, is attached, authorizing payment in the amount of $310.00.

[ ] Acheckin the amount of § is aftached (check no. ).

any

[XX] The Commissioner is hereby authorized and requested to charge any addmunal fees which may be required in connection with this application or credit
overpayment to Deposit Accourif No. 02-4035. This authorization and requesl is not limited to payment of all fees associated with this communication, including ™~
any Extensicn of Time fee, not covered by check or specific authorization, but is also intended to include all fees for the presentation of extra claims undér 37 CFR
§1.16 and all patenf processing fess under 37 CFR §1 17 throughaut ihe proseculion of the case, This blanket authorization dees net include patent issye fees

under 37 CFR §1 18.

BROWDY AND NEIMARK
" Attorneys for Applicant(s)

By

Facsimile:
Telephone:

(202) 737-3528

(202) 628-5197 Norman J. Latker

Registralion No. 19,963
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PTO-2038 (02-2000)

Approved for use through 01/31/2003. OMB 0651-0043

: United Stafes Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995 10 persons are required to respond to a collection of information unless it displays a valid

- OMB control number.

United States Patent & Trademark Office

Credit Card Payment Form
Plese Read Insfructions before Completing this Form

oS g N T

Credit Card Information

Credit Card Type: Visa MasterGCard @merican Express_) Discover

Credit Card Account #:  3727-126626-01004
Credit Card Expirétion Date: 08/03

Name as it Appears on Crediit Card: lRoger L. Browdy

Payment Amount: $(US Dollars): 3[‘ O.00
Signature: % W Date: { O ~ A3 ~OO

| Refund Policy; The Qffice may refund a fee paid by mistake or cess of that required. A change, of purpose after the payment of a fee
] will not entitfe a party to a refund of such fee. The Office will el refund amounts of twenty-five dallars or less unless a refund is specifcal[y
&l requested, and will rot notify the payar of such amounts (37 CFR 1.26). Refund of a fee pald by credit card will be via credit to the credlt

card account.
Service Charge: There js a 50.00 service charge for processing each payment refused (including a check retumed “unpaid”} or charged

back by a financlal institution (37 CFR 1.21(m)).

Credit Card Billing Address
Street Address 1: 624 Ninth Street, NW '

Street Address 2;

Washidgton

DG . Zip/Postal Code ; 20001

UsA

202-628-5197 Fax# 202-737- 3528

Request and Payment lnformatlon
Description of Request and Payment Information:

pePERC Bﬁé (F

Patent Fee l! - Patent Malntenance Fee I! Trademark Fee Other Fee

H Application No, Application Na. ‘ Serial No. 'l IDON Customer No.

| 09 /230,393

“ Patent No. Registration No. k

Identify or Describe Mark

If the cardholder includes & credit card number on any form or document other than the Credit Card Payment Form,
the United States Patent & Trademark Office will not be lighle in the event that the credit card number becomes public knawledge.




In Re Application of: Lennart OLSSON Art Unit: 3744

Examiner; W, TAPOLGAI

Application No.: 08/236,343

Fited: January 25, 1999 Washington, D.C.

For: ABPARATUS FOR FREEZING Atty.'s Dockst: OLSSON=8

Date: Oclober 23, 2000

THE COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231

Sir:

Tranemitted herewith is an [ ] Amendmant [XX] APPEAL BRE[F

in the above-identified application.
[ ] Smallentity status of this appllcatlnn under 37 CFR 1.8 and 1.27 has been established by a verified statement previously submitted

A verified statement to establish small entity stalus under 37 CFR 1.9 and 1.27 is enclosed,

[ 1

{ ] WNoadditional fee is required.

PX]  The fee is included belaw.
(Col. 1) {Col. 2) {Col. 3) SMALL ENTITY OTHER THAN SMALL ENTITY
CLAIMS HIGHEST NO. | PRESENT RATE ADDITIONAL OR RATE ADDITIONAL

REMAINING PREVIOUSLY EXTRA FEE FEE
e PABFOR | zaunis

TOTAL * MNUS [ =~ 20 0 x L] $ X 18 3

INDEP. * MINUS | =~ 3 0 X 40 $ a0 3

FIRST PRESENTATION OF MULTIPLE DEP. CLAIM ) + 135 3 + 270 $

ADDITIONAL FEE TOTAL | § OR TOTAL |_§

*  Ifthe eniry in Col. 1 Is less than the entry in Col 2, write "D" in Col. 3.
= |fthe “Highest Number Previously Paid for” IN THIS SPACE is less than 20, write "20" fn this space.
 If the "Highest Number Previously Paid for” IN THIS SPACE Is less than 3, wiite “3" in this space.

The "Highest Number Previously Pald Far" (total or independent) Is the highest number found from the equivalent box in Col. 1 of & priar amendment ofithe

number of claims originally filed,

PX]  Conditionat Petition for Extension of Time
If any extension of tiine for a responss is required, applicant requests that this be considered a petition therefor,

[ ] His hereby petitioned for an exiension of time in accordance with 37 CFR 1.136(a). The appropriate fee requirad by 37 CFR 1.17 is calculated as shown below,

Cther Than Small Entity

Small Entity

Response Filad Within Rasponse Filed Within

[ 1 FEist - $ 55.00 { 1 First - % 11000

[} Second - § 185.00 ) [ 1 Second - $ 380.00

[ 1 ~Thid ™ - $445.00 N Third - '$ 890.00

[ ] .Founh - § 698500 {1 Fourth - § 1380.00
Month Afier Time Period Set

Month After Time Period Set

[ ] Lessfees($ ) already paid for ____ monih{s) extension of time on

[ } Piease charge my Depasit Account No. 02-4035 in'the amount of §;
Gredit Card Payment Form, PTO-2038, is attached, authorizing payment in the amount of $310.00.

[ 1 Acheckinthe amount of § is aftached (check no. ).

[XX] The Commissioner is hereby authorized and requested fo charge any additional fees which may be required in connection with this application or eredit any
overpayment to Deposit Account No. 02-4035. This authorization and request is not limited te payment of all fees associated with this communication, mcl uding
any Extension of Time fee, not cavered by check or specific authorization, but is afsa intended to include all fees for the presentation of extra claims under 37 CFR

§1.16 and all patent processing fees under 37 CFR §1.17 throughout the prasecution of the case, This blankef authorization does ot include patent issue fees

under 37 CFR §1.18.
BROWDY AND NERMARK:
Attornays for Applicant(s}
Facsimile: {202) 737-3528 By: \
Telephone:  (202) 628-5197 Norman J. Latker
. Registration No. 19,963
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IN THE UNITED STATES PATENT AND TRADEMARK QOFFICE
BEFORE THE RBOARD OF PATENT APPEALS AND INTERFERENCES

ATTY.'S DOCKET: OLSSON=8

In re Application of: Art Unit: 3744

Lennart QOLSSON Examiner: W. TAPCLCAI

Appln. No.: 09/236,343 Washington, D.C.

Filed: January 25, 1999 October 23, 2000

)
)
)
)
)
)
)
)
For: APPARATUS FOR FREEZING )
)
)

BRIEF ON BEHALF OF APPELLANT

Honorable Commissioner for Patents
Washington, D.C. 20231

Sir:
The present appeal is taken from the Examiner's
August 23, 2000, Action in finally rejecting claims 1-20. A

clean copy of these claims, double spaced, appears in Appendix

I to this Brief.

STATUS OF CLAIMS

The Examiner's Office Aéfion summary indicétes that
claims 1-20 are rejected. . However, the Examiner's 35 U.S.C. §
112, first paragraph detailed rejection on page 1 of the August
22, 2000, Office Action, which is the only rejection of the

claims, is limited to rejection of claims 1-7 and 10—20.




Claims 8 and 9 had been withdrawn from ccnsideration in prior|

Office Actions as being directed to the non-elected species ol

Figs. 4-6 and have not been otherwise addressed or rejected Dby
the Examinér under 35 U.S.C. § 102, 103 or 112.
Appellants' appeal is directed to all of claims 1-2C

on the basis that claim 1, which has been allowed along with

claims 2-7 and 10-20 subject only to the above note 35-U.S.C.=§_

112, first paragraph rejection, is generic to non-elected

claims 8 and 9.

STATUS OF AMENDMENTS
No amendments have been filed subsequent to the
August 22, 2000, Final Action. However, Appellant had made

amendments to the specification and drawings in its August 11,

1999, responselto'the'Examiner's First Office Action on May 13,

1999, to which the Examiner did not object to in his November
"ié,wigéé; Final Office Action; later withdrawn. The amendments
made on page 4, line 36, page 5, line 1, and_the drawings are
submitted to have been entered absent any objection by the
Examiner but are not acknowledged in the Examiner's quéte of
these sentences in his August 23, 2000, Final Action.

Appellant discusses this further below.




Figs. 1 and 4) designed to receive food products for freezing

SUMMARY QF THE INVENTION

The invention is directed to a tray (1, 31 shown in

while traveling together with other identical trays as a
conveyor belt 8 between two rollers 11, 12 through an insulated
housing 15 where cold air jets for freezing are discharged on

trays 1 (shown in combination in Figs. 2 and 3).

Each tray (1, 31) consists of a plurality of elements

L

{(23; 9; é2, 23} which form when juxtapqsed together by push ro
13 (see Fig. 2} an upper surface area (4; 31 shown in Figs. 1
and 4) to carry the food product for freezing. Each of the |
elements (2, 3; 9; 22, 23} are moveab;e relative to each other
beyond-brake block 14 as they move around roller 12 so as to-

disengage the food product frozen in the trays as the conveyor

belt 8 of trays 1 moves between rollers 11 and 12 and unloads . _ .-

the d#sengaged food product onto belt conveyors 16 and 17.
As made c¢lear from Figs. 1, 2 and page 4, line 36,
page 5, line 1 as amended. in Appellant's August 11, 1999
response,leleﬁents 9 which comprise elements 2 and 3 make
contact with each other to form horizontal and assembled trays
1 having a surface area 4 on the upper side of each assembled
tray 1. Thus each assembled tray 1 is continuous and unbroken,:

i.e., tight, such that the cavities 5 can hold a liquid food




product that has been poured into them (while moving in path ¢
A), (see page 4, lines 16-23 of the specification).

When moving in path A, the temperatures of the
assembled.trays is kept low so that a crust of frozeﬁ product
.is immediately formed when the liquid food product is poured
into the trays at the supply end 18. The food product in the:
trays is fully frozen while the trays 1 move to discharge end:
19, (roller 12). (See paée 5, lines 22-29 of the
specificétion).

When the.frozen products. in the trays arrive at
roller 12, they are removed from the conveyor belt
substantially without:change of orientation as thé elemgnts_?
making up assembled trayll move relative td one another around
the roller 12 and open each ttay. |

To further assist in understanding the claimed
invention, Applicant has enclosed heréwith as Appéndix IT,
drawing sketches,i—4 previously submitted with Appellant's
January 5, 2000, response for explanatory purposes only.

The_element numbers on sheets 1-4 correspond directly_
to the labeled elements of current Figs. 1-3, the latter of
which constitute original subject matter which is not "new |
matter”. |

Attached Sheét 1 shows an .enlarged perspective view

of a portion of the conveyor belt 8 of Figs. 2 and 3 along path




A showing the trays assembled by push rod 13 according to the

invention.

Attached Sheet 2 shows an enlarged perspective view
of most of the elements of one assembled tray of the conveyor
belt of Figs. 2 and 3 as it turns and opens beyond brake block
14,

Attached Sheet 3 shows an enlarged perspective view
of most of the elements 6f one fully assembled tray as it.moveg
along path B shown in Fig. 2 toward push rod 13. |

Attached Sheet 4 shows the two parallel rails

referenced on page 4,:lines 24-28,

As made clear from Fig. 1, and attached sheets 1 and
2, elements 9 (comprising elements 2 and 3 in the order Shown)
make contact with each other with the assistance of push rod
13 to form horizontal and éssembled trays 1 having a surface
area 4 on the upper side of each asseﬁbled tray 1 andr
downwardly directed recesses 6 so _that elements 2 and 3. .
(forming trays) can be.supported and moved along two parallel
rails (see page 4, lines 24-28 and éheet 4) extending
transverseiy to the longitudinal direction of the trays.
Thus, as indicated each assembled tray 1 is continuous and
unbroken, such that the cavities 5 can hold a liquid food

product that has been poured into them (while moviﬁg in path

A) for freezing.




these claims as a groupmStéﬁd“or fall together. Since claim 1

ISSUES

The issues on appeal are as follows:

1. Whether the Examiner was correct in rejecting

claims 1-7 and 10-20 under 35 U.S.C. § 112, first paragraph, as

containing subject matter which was not described in the
specification in such a way as to enable one skilled in the art
to which it pertains, on with which it is mostly nearly

connected, to make and/or use the invention.

2. Whether the Examiner was corrected in rejecting

claims 1-20 on the Office Action Summary.

3. Whether the Examiner was correct in failing to

address the patentability of claims 8 and 9.

GROUPING OF CLAIMS

The rejection under 35 U.s.C. § 112 is limited to

claims 1-7 and 10-16. Accordingly, Appellant believe that

has been allowed, along with claims.2—7 and 10-20, and is
generic to claims 8 and 9 which have not been rejected on any
ground, Appellant submits that claims 8 and 9 do not stand or

fall with claims 1-7 and 10-16 and that claims 1, 8 and 9, as a

group, are separably patentable.




ARGUMENT

With regard to issue 1 above, Appellant’'s poéition is

as follows:

The Examiner's August 231,'2000,r Final Office Actioﬁ,'
is directed solely to rojections of the claims 1-7 and 10-20
under 35 U.S.C. § 112, first paragraph, as containing subject
matter which was not described in the specification in such a
way as to enable one skilled in the art to which it pertains,
to make and/or use the invention.. The Examiner supporté this
- rejection specifically on the basis that the specification does
not make clear that the individual plate elements 2 and 3 of
tray 1 are hinged together so'that they can fold together and
-apart or toat elements 2 and 3 of Fig. 1 are equivalent

elements.

The Examiner supports this rejection on_the basis of
the following statements:

The specification is non-enabling with -

respect to how the individual tray 1 is

incorporated into the ‘belt oonveyor 7 of

Fig. 2. In particulér, it is not clear

that the individual plate elements 2 and

3 of the tray 1 ére hingedltogether SO

that they can fold together and apart.

It is not clear from the disclosure as




‘originally_filed thaﬁ the.elements 2 and
3 correspond to the elements 9 that make
up the conveyor belt 7; 8 of Fig. 2.

The tray 1 as shown in Fig. 1 appears to
depict a tray composed of individual
plate elements 2 and 3 that are

permanently bonded together to form a
tray with pockets that hold food
elements to.be frozen. There is no
clear disclosuré from either the
specificatibn or drawings that the plate
elements 2 and 3 are to be folded
ﬁogethef and apart like an accordion."

The Examiner continues by indicating that:
"It is not all apparent_from the
specification that elements 2 and 3 of -

Fig. 1 and_elementusﬂoquig. 2 are--
equivalent elements. Lines 6 and 7 of
page 4 clearly state that Fig. 2 is a
side view of the belt conveyor
comprising a plurality of trays
"...according to Fig. 1...". This means
in plain English that.the tréys aé shown

in Fig. 1 are somehow incorporated into




the belt‘conveyor of Fig. 2.

Furthérmore, in line 35 of page 4 to

line 2 of page 5, it is stated that

"...the conveyor belt 8 thus may consist

of...é plurality of trays 1, which are

interconnected in the same manner as

they elements 2 and 3 (the specification

as originally filed), of which they are

each made up." Here agéin, the

specification as originally filed makes

it élear that the belt conveyor of Fig.

2 is comprised of the trays 1 of Fig. 1.

The fair reading of the specification at

this point is that the trays 1 of Fig.l

are to be someﬁow incorporated into the

belt conveyor of Fig. 2, and most
_.definitely not that the elements 9 of .

Fig. 2 are merely equivalent structural

elements of the trays 1 of Fig. 1."

Appellant respectfully traverses fhis rejection

'espeéially in indicating that elements 2 and 3 are "permanently
bonded together"” and that there is "no clear disclosure" that

elements 2 and 3 are intended to be hinged together in the

manner shown for the elements 9 of Fig. 2. While Applicant




agrees that the disclosure clearly provides that trays 1 makg
up the conveyor belt 8§, this is noft inconsistent with the

elements of the trays being movable relative to one another.

Applicant respectfully submits.that the Examiner's comment that
the trays are "permanently bounded together" is not accurate or
supported by'the specification and is directly refutable by the
discloéure, including the original claims. |

Applicant's position, is based in part from the
following passage from the MPEP.

Section 2164 MPEP

"...when the subject matter is not in the
specification portion of the application
as filed but is in the claims, thé
limitation in and or itself ﬁay enable
one skilled in the art to make used the
claim containing limitation.”

Claim 1 reads as foilows: , _ .

Aﬁ apparatus for freezing of a food product by
contacting a surface area (4; 31) of chilled tray (1),
characterized in that they tray (1) consists of a plurality of
elements (2, 3; 9:; 22, 23}, which are juxtaposed to form a
surface area (4; 31), said elements being movable relétive to

each other to change a relative position of at least one

element at a time...

- 10 -
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Appellant notes here that the colons (;) shown in
claim 1 are used as they are conventionally defined in'the
dictionary to'separate groups of numbers feferring ﬁo diffefent
things. Adcordingly, for purposes of further discussion,
Appellants maintains that the claim clearly separates elements
2, 3, from elements 9 (and also elements 22, 23 withdrawn from
consideration as a non-elected species), and further, |
establishes that while elements 2, 3 may be different from

elements 9 (and also 22, 23), the numbers represent equivalent

elements and a:é clearly defined and claimed as such.

Claim 1 further establishes that a plurality of
eithe: elements 2, 3 or elements 9 form a surface area 4 and
that each plurality of elemenﬁs 2, 3 or elements 9 are movable
relative to each other for changing the relative position of at

least one element at a time,.

Appelilant further notes that claim 1 in no way is
limited to "hinges" to move the elements relative to each
other. This is clear as the elements noted as being movable
relative to each other are shown in both the elected species of
Figs. 1-3 i.e. 2, 3; 9 and the non—elécted species of Figs. 4-
6, i.e. elements 22, 23.

While there is nothing whatsoever in the disclosure
supporting the Examiner's.contention ﬁhat elements 2 and 3 are

bonded together there are numerous generic passages supporting

_.11._




their movabili?y set out in claim 1 and the specificatioh
inconsistent with the ideé that elements 2 and 3 are bonded
together. Some examples follow heieinafter:

Page 2, lines 4-6 indicates that:

"By dividing, according to the

invention, the tray into a plurality of

élements, which aré Jjuxtaposed and

besides movable relative to each other,

it will be possible to remove a frozen

food product from the tray...”

The generic identifiqation of a plﬁrality of elementé
discussed above is clearly the elements of claim 1, i.e..
elements 2, 5 and eleménts 9 (énd also elements 22, 23
withdrawn from consideration).

| Further; on page 2, line 30 on into page 3:

"In a preferred embodimeht, the elements

are elongate and, besides, the tray can

advantageously be part of a conveyor

~belt, the longitudinal direction of the
elements preferdbly exteﬁding

transversely of the longitudinal

direction of the conveyor belt. The

conveyor belt thus comprises a row of

successively arranged trays, which can

_12_




be connected to each other by means of

their neighboring elements in the same

manner as the elements in each pair of

adjoining elements in a tray are

connected to each other.” (emphasis

added)

Here again, elements discussed above clearly include
at least elements 2, 3 and 9 as described in claim 1, all of
which are defined as movable relative to one another.

Page 3, lines 3 and 4 further discusses "relative
movability between the elements” which are clearly directed to
the elements of claim 1.

Even more in point, Fig. 1 is described "as a first
embodiment of a tray according to the invention" (which tray
has elements movable relative to one another as indicated
above) and Fig. 2 "a belt conveyor comprising a plurality of

trays according to Fig.-1. The description of Figs. 1 and Fig.

2 establishes conclusively not only that the plurality of trays
shown in Fig. 2 are ﬁade up of the tray of‘Fig. 1 but that the
tray of Fig. 1 has elements 2, 3 or 9rtha£ are movable relative
to each other as shown in Fig. 2. These figures in themselves,

as described, eliminate any possibility that elements 2 and 3

are bonded together.

- 13 ~-




Finally, Page_4, lines 29-35 establish that the
plurality of elements 9 are interconnected by means of hinges
on theilr longitudinal edges. |

Since all the passages listed aboﬁe suppert
Appellant’'s contention of the equivalence of elements 2, 3 and
elements 9 within claim 1, it is submitted that the skilled

artisan would know without undue experimentation (or any

)

experimentation for that matter) that elements 2 and 3 are mad
movable relative to each other (movability conclusively
established above) by conventional structure equivalent to that
described for elements 9 and as shown in Fig. 2, which as
noted, describe "a belt conveyor comprising a plurality of
traYs according to Fig. i."

The fact that Fig. 1 does not show the hinges in Fig;
2 does not at all, in.Appellant's view, preclude the skilled. :
artisan from prdviding conventional st?ucture without the use
of undue experimentation to permit the movement between...
elements 2 and 3 which, as noted, is concluéively called for byf
the.claimé and by the passages from the disclosure noted above.

As noted above, claim 1 does not limit producing the
movement between elements 2, 3 and elements 9 to the use of
hinges as suggeéted by the Examiner so that the elements can
fold like an "accordion" (the embodiment of Figsr 4-6 withdrawn_

from consideration clearly has no hinges nor dces it fold like

- 14 -




an "accordion"). Since the claims does nqt call for ”hinges"
their presence in Fig. 1 is irrelevant especially since Figs.
and 4-6 clearly show different means for providing movablity

between"the elements of claim 1 one of which are the hinges of
Fig. 2. Appellant also notes that tﬁe movability.between |
elements 22 énd 23 shown in Figs. 4-6 further support the
movability between elements 2 and 3 in Fig. 1 as all the

elements included'by element number in claim 1 are indicated to
be movable relative to one anoﬁher.

Further, presuming. arguendo that the Examingr is
correct in.maintaining elements 2 and 3 are permanently bonded
~ together to form a tray (not admitted, supported by the
disclosure or proven); the structure will résult in a
nonoperative device. Since the description of Figs. 1 and 2
clearly indicates that the conveyor belt of Fig. 2 comprises.a
plurality of the_trays of Fig. 1, there would be no way, if
elements_Z and 3 were,bonded_togetherrwfor the elements fo..
either move relétive to themselves or around rollers 11 and 12.
Accordingly, frozen food in the tray would not be dislodged at‘
roller 12 and the sﬁated purpose of thé in&ention entirely
ffustrated. Accordingly, given the inoperative description of
the invention presumed by the Examiner (without any indicated

basis) and the operative description provided by the disclosure

- 15 -




and the comments herein, applicant submits Patent Office polic&
supports the operative description.
| In conclusion, the disclosure establishes
conclusively the equivalence of plurality of elements 2 and 3
and a_plurality of elements 9 in numerocus places throughout the |
specification,.claiﬁs and drawings which the Examiner has not |
specifically addressed or challenged. Appellant submits that
the Examiner has not construed the claims as required by §
2164.04 of the MPEP, or shown that undue experimentation by'the
skilled artisan is in any way necessary for enablement.
| Finally, the Examiner quotes lines 35 of page 4 to
.line 2 of page 5 conly as originally filed.
| These lines now read based on‘submitted entry of

Appellant’'s August 11, 1999, amendment as follows:

"The conveyor belt 8 thus may conéist of

e.g. a plurality of trays 1 shown in

Fig. 2 which are formed when. elements 9

(which consist of elements 2 and 3‘in

the order shown in Fig. 1) are pressed.

together by push rod 13 along path A on

donveyor belt 8, wherein trays 1 are

interconnected in the same manner as

elements 9, of which they are made up"

- 16 -




It is unclear to Appellant why the Examiner chooses!
to ignore the amended version which has a clear basis from the
paséages from the specification and claims cited above without
‘introducing any new matter.

. However, whether the amendments are argued to be
included or not, thé original language of the specification,
clearly supports that elements 2 and 3 are movable relative to;
one another and make up the trays comprising conveyor belt 8
shown in Fig. 2 as clearly indicated from the passages cited

above from the.specification and from the claims.

With regard to issue 2 and 3 above, Appellant's.

position is as follows:

Whether or not the group of claims comprising ciaims_
1-7 and 10-16 are unpatentable for the-feasons stated by the
Examiner (clearly not admitted), allowed and generic claim 1
with élaims 8 and 9 are allowéble_as the Examiner has not
rejectedmclaimsma_andés on-the-same basis as claims 1-7 and 10-|
16 as containing subject matter which was not described in the |
specification in such a way tc enable one skilled in the art to
make and use the invention. Given that the features of claims
8 and 9 are enabled by the specification including Figs. 4-6,

generic claim 1 is equally enabled and allowable along with

claims 8 and 9.

- 17 -




Appellant respectfully requests that the Examiner's!

rejection be withdrawn and the claims allowed.

Respectfully submitted,

BROWDY AND NEIMARK, P.L.L.C.
Attorneys for Applicant(s)

By

Norman J. Latker
Registration No. 19,963

NJL:dr
-Encl. -
Telephone No.: (202) 628-5197

Facsimile No.: (202) 737-3528
F:\,A\Awap\ OlssonB\PTO\breifon behalf of appellans.dec
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APPENDIX I

CLAIMS

1. An apparatus for freezing of a food product by
contacting a surface area (4; 31) df a cﬁilled tray (1),
characterized in that the tray (1) consists of a plﬁrality of
elements (2, 3; 9; 22, 23), which are juxtaposed to form a
surface area (4; 31), said elements being movable relative to
each other to change a relative position of at least one
elementrat a time and each element occupying such a small 7
su:face in the surface aééa_(4; 31) that the change of fhe
relétive position is possible after freezing of the food
product contactiﬁg the tray.

2. BAn apparatus as ciaimed in claim 1, characterized in
that the surface area (4) of the tray (1) is essentially

horizontal during freezing of the food product.

3. An apparatus as claimed in claim 1, characterized in

Eﬂ;gf£he eleﬁé;;; (9; 22, 23)-form a flat surface area.

4. An apparatus as claimed.in claim 2, characterized in
that the elements (2, 3) form a surface area (4) which
compfises a plurality of open cavities {5) for receiving a
semiliquid or liquid food product. |

5. An apparatus és claimed in claim 1, characterized in

that the elements (2, 3; 9; 22, 23) are enlongate.

.....19_




6.

that the elements (2, 3; 9; 22, 23) are parts of a conveyor

belt (8).

7.

that the change of the relative position o¢f the elements (9)

is a turning.

8.

that the

translation perpendicular to a plane extending essentially in.

pa#allel

9.
that the
23) is a
parallel

10.
- that the
the food
air.

11.
that the

12,

in_that the elements (2, 3; 9; 22, 23) are parts of a conveyor

belt (8).

An apparatus as claimed in claim 1, characterized in

Anlapparatus as claimed in claim 1, characterized in

An apparétus as claimed in claim 1, characterized in

change of the relative position of the elements is a

with the surface area.

An apparatus as claimed in claim 1, characterized in
change of the relative position of the elements (22,
translation in a plane extending essentially in

with the surface area.

An apparatus as claimed in claim 1, characterized in
tray (4) on the side opposite to the side contactihg

product is chilled by intensified blowing of cold
An apparatus as claimed in claim 2, characterized in

elements (9; 22, 23) form a flat surface area.

An apparatus as claimed in claim 11, characterized

_20._




13. An apparatus as claimed in claim 3, characterized in

that the elements {2, 3; 9; 22, 23) are parts of a conveyor

belt (8).

14. An apparatus as claimed in claim 2, characterized in
that the elements (2, 3; 9: 22, 23) are parts of a conveyor
belt (8).

15. .An apparatus as claimed in claim 14, characterized
in that the tray (4) on the side opposite to the side

contacting the food product is chilled by intensified blowing

of cold air.

16. An apparatus as claimed in c¢laim 13, characterized
in that the tray (4) on the side opposite to the side

contacting the food product is chilled by intensified blowing

of cold air.

17. An apparatus as claimed in claim 9, characterized in
that the tray (4) on the side opposite to the side contacting
the food product is chilled by intensified blowing of cold
air.

18. An apparatus as claimed in claim 8, characterized in
that the tray (4) on the side opposite to the side cbntacting |
the food product is chilled by intensified blowing of cold
air.

19. An apparatus as claimed in claim 7,fcharacterized in

that the tray (4) on the side opposite to the side contacting

_.21_.




the food product is chilled by intensified blowing of cold
éir.

20. An apparatus as claimed in claim 4, characterized iz
“that the tray (4) on the side opposite to the side contacting

the food product is chilled by intensified blowing of cold

air.
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