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Re: Infringement and Validity Study and Opinion
'Re: U.S. Patent No. 5,897,168

LB

Dear Mr. Gocho

We are in recelpt of your letter of September 1, 2
Unfortunately, we cannot spend a substantial amount of time

000. . .

explaining our thoughts with respect to your questions in view of
the fact that you are only asking for a personal answer and act

an official legal opinion and that you want this answer free!

charge. Please recall that we have already advised you that.

of
we |

have spent time on this project for which we did not bill. You

will understand that we cannot stay in business for long if 3
spend substantial amounts of time reading complicated letter
giving legal opinions free of charge. Nevertheless, in view

your personal reguest to ne, we will advise you as follows. |

NE-

)

of

‘ You asked whether we agree that, if claim 1 is invalid
from Nishiyama, claim 11 must also be invalid. We agree with .
this proposition.. TIf Nishiyama can be made without a core in its

die-casting cperation due to its Z-profile shape, then it

anticipates claim 11 if it anticipates claim 1. We noticed
the shape shown in Figure 7b includes a Z-shape as well as a
shape. However, this C-shape does not extend around the Top|
therefore, it appears possible to produce this complex shape!

As to Flgure 1{d} of the: cllent s 1nventlon, pleas

that

C~
and,

L

bear in mind that it does not mattéer what is the subject matter
of the client's invention. It ocnly matters what the client has
done in determining whether or not. such claim infringes. What_

the client's invention is is irrelevant to infringement..

Infringment is determined by the client's product and the method.'
‘of making that product without regard to any .concepts of '

invention. .If the lateral slide die which: forms the holes f;;_f

and'.
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bolts or nuts can be considered a core, then claim 11 is not |

infringed.

As o claim 12, we agree with vour last statement,

i.e., that claim 12 has a clear relation with the Z-profile frame
as in claim 1 because the "multiplicity of forms" can be made in

the Z-profiled frame using the additional lateral slides.

We agree that rules require that everything in the
claims must be shown in the drawings. However, we are not

certain that such a mincr error will require the invalidation of

such a claim. Furthermore, this is not an isgsue that can be

decided by reexamination. Reexaminaticn can only be based on new

prior art references and not on 35 USC 112 cor other formal

issues, such as the correspondence of the claims to the drawings.

We agree that reexamination can be used to invalids
claim 1 and the wvarious subclaims in view of Nishiyama, in 1i
of our opinicn. However, we usually do not reccmmend
reexamination in order to invalidate claims of a third party

te
ght

because the reexamination requestor has no further input intg the

proceeding after the initial stage of the reexamination. Thu

Sy

the patentee may be able tc talk its way into having the examiner

grant a reexamination certificate and this will only make the
patent stronger in the event of litigation. The new Iinter pa
reexamination procedure is not available for this patent in v
of the effective date provisions of the new law. If we have
strong position for invalidity, it is usually better to save
these arguments for litigation where all of the arguments wil
inter partes, rather than submitting it to reexamination wher
patentability will be decided ex parte between the patentee a
the examiner. There is no other way to effectively invalilidati
the claims of the '168 patent other than as a defense to an

infringement acticn or in a declaratory Jjudgment action aftex

client has been charged with infringement by the patentee.

We hope that these comments answer your questions g
best we understand them. Please do nct ask any further quest
unless you are able to charge your clients for our services I
rendering the answers. We will do this once, but no more. W
hope you understand.

Sincerely,

‘Roger L. Browdy

RILB:al

Enclosure
F:\,P\pate\Miscellanesous\'168Infringement3.doc
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TAPAN .
Re : Infringement and Valldity Study and Opinion
Re: T.5. FPatent NoO. 5,897,118
Daar Mr. Gocho:

We are in recelpt of wywour letter of Septemkbexr ., 2000,
Unfortunsataly., We cannoest Spend a substantial amount o Lilimne
axplaining our thoughts with respect to your gunestions in viaw of
TThe Ffact that you are only a2sking for & ersonal answal andcd noth
arn officidial legal opinion and that »ou want this answer Ffree| of
charge . Please recall that we have already advissd yourr that| we
have spent Time on this project fox whiich we did net »3ill. X oL
will understand that we cannot sStaey in business for long if we
spmend substantiml amounts of time reading complicated letters and
giving legal opinions free of charge. Neverthaelaess, i1m wiew] of
your pamrsoenal yraeguesit e me, we will advise yvou as follows -

You asked whether we agree that, 4AiFf claim 1 4is invalid

from Nishiyvama, «<laim 11 must ailse kbe invalid. We magree with
thilis propositien. TF Nishiyama <carn De made without a cocore ip its
dile—casting operation due o its Z—profFile shape, thenr it
anticipates claim 11 if it anticipates claim 1. Wa noticed that
the shapa sShown in FPigure 7b includss a Z—shape as well as & C—
shapa . Howewverx, this C=-shapre doas not e@xtencd around the top! and,
ctherafors, 1t sppears possiklle te produce thi.s complex shape

witheut cores inn light of your explanation.

Az o Figure 1{d) of the cliemnb's inventilion, plecase
baearx Lln mind that it daes nolkt mattexr what 4is the sublject matihew
of the client's invention. I't cnly matters what the client has
done in determining whether or not =uch Slaim dinfringes . What
the client's inventlon 1i=s is jrrelevant to inrfringement.
Infringment 15 determined by tcthe clifientc's prodact and the method
o making that product wibthout regard To any concepts of
invention. If the latceral slide dAdilie which fTorms the holes fox




