[TEXT OF COMMITTEE AMENDMENT TO H.R. 4564]

NOVEMBER 23, 1981 -

Strike out everything after the enacting clause and in

in liéu thereof the folldwing:

1 That this Act may be cited as the ' 'Uniform Federal ﬁéﬁ@ﬁfth  E.-:»“

2 and Deﬁeloﬁment Utilization Act of_lQSl".
o o ©TITLE I--POLICY
Séc iOl Flndlﬁgé |
Sec. 102 ‘Declaration of purpose
TITLE II-—FUNCTIOVS OF THE OFFlCE OF SCIENCE AND TECHNOLQG

POLICY AND THE FEDERAL COORDINATING COUNCIL FOR SCIEWCE
' EVGINEERING, JAND TECHNOLOGY '

Sec. 201. Federal Coordinating Council for Sc1ence,'”
Envlneerlng, and Technology

TITLE III--ALLOCATION OF PROPERTY RIGHTS IV INVEWTIOVS :
RESULTING FROM FEDERALL& SPONSORED RESEARCH AND DEVELOP!

Sec.'301. OWnershlp and rights of the Government

Sec. 302. Rights of the contractor.

Sec. 303: Waiver. :

Sec. 304. March-in-rights.

Sec. 305. General provisions

Sec. 306. Judicial review. S
" Sec. 307. Contractor's payments to the Government.'

Sec. 308.,Background rlghts

TITLE IV-*DOMESTIC AND FOREILGN PROTECTIOV AND LICENSING OF

FEDERALLY OWNED INVENTIONS

Sec. 401, Authorlty of Federal agencies. -

Sec. 402. Authority of the Secretary of Commerce 1n,'

' _ cooperation with other Federal agencies.

"Sec. 403. Authority of the Admlnlstrator of General

' ' Services.

Sec. 404. Grants of an exclu51ve or partlally ehcluSlV
- llceqse

’ﬂﬁagz;% K TITLE V-—MISCELLANEOUS

Y

sert | .

MENT | ©
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. Sec. 501. Definitions.

Sec. 502. Relationship to other laws;
Sec. 503. Identified Acts amended
Sec. 50&._Effect1ve date
| TITLE I--POLICY
FINDiNGS”

SEC. 101 The Congress, recognlzlng the profound 1mpact:7'

of science and technology on 5001ety and the 1nterrelatlonsig‘“

of SC1ent1f1c, technologlcal economlc, sotlal polltlcal

and 1nst1tut10nal factors, hereby flnds that——' _ gqé

(1) 1nvent10ns in scientific and tecnnologlcal

flelds resultlng from work performed under Federal

presearch and development programs constltute a valuable'%j"

nat10na1 resource,

E

(2) Federal POllCY on the allocatlons of rlghts to_ :"'

1nventlons resultlng from federally sponsored research
and development should stlmulate 1nventors, meet the :?jc

__needs of the;Federal Government , and serve the publlc
interest°-and |

(3) the publlc 1nterest would be better served 1f

' greater efforts were made to promote the’ commer01al use L

of new technology resultlng from federally sponsored
research and deveIOpment, both in the Unltea States andrfh
forelcn countrles, as approprlate ) l
| . DtCLARATION OF PURPOSE

SEC..109_ It 1s the purpose of thlS Act to--

(L) establlsh a uniform Federal system;forptheé
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' development SO’ as to--

'management and use of the results of federally spo?soredé_..:“*'i

scientific and technologlcal research and. development

(2) prov1de for uniform 1mplementatlon of the

provisions of thls Act, and to makera cont;nulng e@fort'“

to monitor such implementation;

(3) allocate rlghts to 1nventlons by contractog

whlch result from federally sponsored research and‘

(A) encoqrage the_participation:of'the”mos,
qualified.and.eompetent contracto?s,'”
(B) foster competltlon, .

(C) reduce the admlnlstratlve burdens, both for'{

the Federal agenc1es and its contractors, and'w

(D) protect the publlc 1nvestment 1n research
‘-and development by promotlng the w1despread

utlllzatlon of 1nvent10ns,
{

(4) prOV1de for a domestlc and forelgn protec
and llcen51ng program to obtaln commerc1al utlllzatlonl
of federally OWned 1nvent10ns, Wlth the obJectlve of
strengthenlng the Vatlon s economy and etpandlnc ltS

domestic and forelgn markets and

i

(5) amend or . repeal o*her Acts and Executlve orderc_i" E

regardlng the allocatlon of rlghts to’ 1nventlops whlch
result from federally sponsored research and developmenti

and the llcen51ng of federally ouned patents
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TITLE II--FUNCTIONS OF THE OFFICE OF SCIENCE AND TECHNOLOGY

POLICY AND THE FEDERAL COORDINATING COUNCIL FOR SCILNCE,J-“
ENGINEERING AND TECHNOLOGY
FEDERAL COORDINATING COUNCIL FOR SCIENCE}_ENGINEERENG

- TECHNOLOGY
SEC. 201 (a) The Federal Coordlnatlnc Coun01] for

Science, Enalneerlng, and Technolocy (establ*shed by s

ﬁOl of the Natlonal Sclence and Technology Pollcy,_

'Organlzatlon, and Prlorltles Act of 1976 (42 U. S c. 66

(hereinafter in this Act referred to as the "CounC1lf

shall make recomhendations to the'Director of the Offi

referred to as the-"Direetor") with regard:tOQw'
(1) unlform and effectlve plannlng and

admrnlstratlon of Federal programs pertalnlng to

: f

ect on -”'-:"

! )

inventions, parents, rlghts in technical data, andr '

. . e
"matters ccnnected therewith'

(2) unlform p011c1es, reculatlons, guldellnes,

practlces to carry out the prOV151ons of thlS Act
other Federal,Government objectlves in the_fleldeo
Ointellectual property; and: |

{3) uniformity and effectiveness of 1nterprete
and 1mp1ementatlon by individual Federal agenc1es

prov151ons of this Act and.other related Federal

Government pOllCleS, regulatlons, and practlces

and

and

ﬁ o

tlon"'

Dij)i ;frf

ce.of

of the'ﬂi
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throuwh approprlate channels._-

-

For.the purpose of assurlng effectlve management of
Government-owned 1nvent10ns, the Secretary of Commerce shall
chair a comiittee ofithe Council to formulate the -
recommendatlons requlred by this subsectlon

(b) Recommendatlons regarding matters set forth 1n=.d.

subsectlon (a) Whlch are made bv the Council and adopted by

the Dlrector shall be transmltted to’ Federal agenc1es_§ld

(c) In order to carry out the respon51b111t1es set(forthff

in subsectlons (a) and (b), the Counc1l is authorlzed to-?_'\'
(1) acqulre data and reports from Federal agenc1es.

on the 1nterpretatlon and 1mp1ementatlon of this Act and.f

related p011C1es, regulatlons, and practlces,..”

(2) review on its own 1n1t1at1ve, or upon request by:f"""

a Federal acency, Federal agency 1mplementatlon of the
_prov151ons of th;s Act; . ‘
| (3) analﬁze,‘on'a continuing basis, data acquiéed'byf
the.Cancil;%' ;‘ - B o '.t' 3..:."3:.

(&5'coneider‘problems}and developments inothed?ieldg.t:
of inﬁentions;.patente, rights in technical-data; éﬁd -
matters connected therewith and the 1mpact thereofédno.e:”
Federal Government policy or uniform accommodatlonéor_
implenentation b§ .Federal agencies- and 3

(3) publlsh annually a report on Counc1l erfortsg:ﬁ?H

flndlngs, and recommendatlons made. under thls sectlon;
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.
1 TITLE III--ALLOCATTOIN OF PROPERTY RIGHTS IN INVE\ITIONS'_ . o
2 RLSULTI\IG 'FROM FEDERALLY SPONSORED RESEARCH AND DEVELOPME’\IT
3 OWNERSHIP AND R!GHTS OF THE GOVERNMENT . }’:’ _' o
S Tty
4 SEC. 301 (a) Each Federal agency’shall acqulre on
5 behelf of the Federal Government at thztime of enterlng_ 7'
6 into a contract tltle to any. 1nvention made under the:‘
7 contract if the agency determlnes that-—e P
8. (l) the services of the contractor are for the' j-guiféﬁééfff
9 operation of Federal research and_development centersj hfﬁﬂ;g
10 including GoﬁernmenthWned research or production | f"l"__
11 facilities; - | SRR r_*fﬁles
12 (2) the restriction or ellmination of the rlghg~to-{gjﬂz_,ﬁ‘
. | | L sadie
13 retaln tltle to any subject 1nventlon is necessar _&3_ L
g s
14 protect the national security nature of such act1V1t1es,\ PR
! fdo o
15 (3) because of exceptlonal c1rcumstances, -fﬁe;\\ 5?”?#¥
i6 acqulsltlon of tltle by the Government is necessar;_to ;'3 |
17 ”assure the adequate protectlon of the publlc health,
18 safety, or-welfare, recomblnant DNA research belng'““ i '1_?1_5
) ‘.“\'@él_@,; -
1% consldered an exceptlonal c1rcums;ance,- s B
20 (4) the principal purpose of the contract is to -
21 develop or 1mprove products, processes, or methods whi?P;/d;
' z.’
22 will be requlred for compllance Wlth Government _ A
23 -_regulatlons, o _ - o ._:— G'.,'é 4¢T
24 (5) the contract is not to be performed 1n the .7' )[&W
25 United States; its possessions, or Puerto RlCO,

‘4%”%/é@if

('M/Q?«,r_ /4;,,_)/
WVEC esc “*‘?’/
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' Government,'at the time of contractlng--

(6) the contractor is a bu51ness entlty that does__nf
not have a place of bu51ness 1ocated in the Un1ted§3

States, except that this paragraph shall not_requlre an. |

~agency to take an action in yiolation of exiSting:

treatiés‘or laws of the United StateS' or

A7) the contractor is or is subJect to- the control.'*””"
of a forelgn government except that this paragraph
shall not requlre an agency to take an actlon 1n-

-v1olatlon of existing treatles or 1aws of the Unlted

States. _ : _ ; . - __::' :q;é-

The Federal agency may subsequently walve all or ‘any. part of :

the rlghts of the Federal Government under thlS sectlon to

such 1nventlon in conformlty w1th the prOV131ons of sectlon

.303. i _ .. : . .'é o | ..ff: a :nré;.l ﬂ/1;;;g;/

(b} In other 51tuatlons not covered by subsectlon (a

each Federal agency shall acqulre on. behalf of the Federal

[4

(1) an agreement that 1f the contractor elects not_«@ ,_“

to flle a patent appllcatlon on a subgect 1nventlon 1n

any country, title to such an 1nvent10n shall be

P

assigned to:the Federal Government subgect to theﬁ

'rlghts retalned by the contractor under sectlon 30&, and
(2) an agreement that, '1f the contractor electa-to; f{
file a patent appllcatlon in accordance w1th sectién_

302-- S o B

i
1
i
i
B
B
-4
H




- HL564

B N S R .S FUSY Sy o

10
11
12
13
14
15
16
17
18
19
20
21
23
24
25

SEC. 302. (a) Whenever a contractor enters into a'

'(A}xthe Federal ageney,'under uniform -
regulations promulgated under seetion'BOSQ shell_:

‘have the right to require periocdic written reports

at reasonable intervals and, when specifically i
requested by such agency under sueh'unifCrm
regulations, reports on the commercialization:&r '

.other form of utlllzatlon by the publlc that 15 |

belng made or is 1ntended to be mede of any sub;ect-“;f

1nvent10n PrOV1ded That any such" 1nformat10n shall

: be treated by the Federal agency as commerrlal or'
flnanc1a1 1nformat10n obtalned from a person and

privileged or cohfldentlal and not subgect,to.é

disclosure under the Freedom of_lnformation'Acf'(Shh”t

U.s.C. 552,, ' Foo
(B) the Government shall have a nonexclu51ve,j
: nontransferable 1rrevocable, paid-up llcense t

practlce or have practlced any subject 1nventlon'_

throughout tbe world by or on behalf of "the FeCeral

'Government, and may, if prov1ded in such agreement,

P

have additicnal rights to sublicense'énj_State:or.:
dbmestie local government'when it is determinedﬁtO'

be in the natlonal interest. to acqulre such

'addltlonal rlghts

RIGHTS OF THE CONTRACTOR

5

I\""ﬁ
Zg(’a*}o :
HY ‘/}ﬁf‘ Céﬁrﬂ

i
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contract with a Federal agency other than in those
C1rcumstances 1dent1f1ed in section 301(a), the contractor

_shall have the optlon of retaining tltle to any 1nventlon

of sectlons 301(b)(2):and 305. Such optlon shall be

exercised by notlfylng ‘the Government at the tlme of

as may be prov1ded ln the contract. The Government shall

[
e

obtaln tltle to any 1nvent10n for Wthh thls optlon is. not

[
[

exerclsed . 5' : :_-”";g_.

=
B~

under sectlon 301 or. 302(a), the contractor shall retaln a

-
~oow

.-i

o
wn

. S

—
N

£

1nventlon, or to have it practlced on the contractor s

-
0o~

behalf, shall 1nc1ude the rlght to grant subllcenses of the

[
O

same scope Lo sub51d;ar1es and affiliates within the

o
(o]

P

[a®]
i

existing licensees to whom the contractor is legally Q

S
woN

liability.

N
£~

(c) If a contractor does not exercise its optlon to .

%)
(W)

retaln title, the Federal agency may con51der and aftér

made under the . contract. Such rlghts shall be subJect to-:"

the limitations set forth in sectlon 304 and the prov151ons.

dlsclosure of the 1nvent101 or w1th1n such tlme thereafter'

(b) When the Government obtalns tltle to an 1nvent10n' )
nonexclu51ve, royalty free llcense whlch shall be revocable

only to the extent necessary for. the Government to grant an;'

exclu51ve license. The contractor's llcense to practlce the":

corporate structure of the contractor's organizatiou#\énd to

obligated to sublicense_or assure freedom fromrinfringement

e, :
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10
o 3
l. consultation vith'the contractor grant requests for ? .
2 retentlon of rlghts by the 1nventor, SubJect to the é{% ﬁ:t éc&\
-3 prov151ons of this Act f ' - z - L%&
4 (d) In any case when a Federal employee-ls a c01nventor
5 of any 1nventlon made under a contract w1th a nonproflt
'_6 organization or a small bu51nesszf1rm, the Federal agency
7 employlng such c01nventor is authorlzed to transfer or
8 a551gn whatever rlghts it may acqulre in the subJect :3
9  invention from its employee to the contractorw )
10 - WA I VER 3
11 - SEC. .303- A Federal agency may at any trme walve.all or
12 any part of the rlghts of the Unlteo States under sectlon :
_13 301(a) to any 1nvent10n or class of 1nvent1ons made orrwhlch
14 may be made by any person or class of persons under-the. 5
15 contract of the agency if the agency determlnes that tne
16 COndlthn Justlfylng aCQUISlthn of t1t1e by . the Government
17 under section 301 no longer ex1sts or tne interests of the :;'
18 United States and the ‘general publlc w111 be best served |
19 -thereby. The agency;shall malntaln a record Wthh shall be
20 made_public.and_periddically updated, of determlnatlons made
o e ' ' Cod
21 under this section. In maklng.such determlnatrons th%__. :ﬁ;¢;i%v
221 agency shall con51der the following. obJectlves o ’éaf::ﬂ\_”
| 23 (1) encouraglng the wide availability to the publlc
24 of the benefits of-the experimental developmentale or.b
25 research programs in the snortest practhable tlme.
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11

(2) promoting the commercial utilization Of;sudh"
~inventions;
(3) encouraging participation by private_persoﬁe,in°

the Government-sponsored experimental, developmental, or.

research pfograme; and
(4) fostering competition_apd preventiﬁg“the 1
creation:Orimaintehance of situatioﬂs'incpnaieteht.withf
thelantitrust laws. - : c'.t 3 ':;ﬁ]jal_e.f””:
MARCH-EN-RlGHTS
. SEC. 304, | (a) Where a contractor or 1nventor has:w
elected to retaln title to an 1nvent10n under sectlop 302 or.
303, the Federal agency shall have the rlght pursuant.to
fegulations and.subject to the provisions of subsectien"(b);,f

to grant, or requlre the contractor to grant,t-

nonexclusive, partlally exclu51ve, or exclu51ve llcense to a

respon51ble-appllcant or appllcajts upon terms reasonable

under the'circumstances, 1f the agency cetermlnes such
action is necessafy——

(1) because the contractor has net takec, or 15 nct‘e
exXpected to take-w1thln a reasonable time, effectlve
'steps to achleve practical appllcatlon of the subjectr
1nvent10n; | é
3(25 to alleviate serious health safety, or welfare.

needs which are not reasonably satlsfled by. the ;

contractor or its licensees or otherwise_requiredjﬁor'
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1s_requested by any_lnterested person Justlfylng3such a

.regulations, issued by the Admlnlstrato:-of_General _ﬂ;e

it ol i o

12

the protectlon of natlonal securlty,
(3) to meet requlrements for publlc use spec1f1ed'by
Federal regulatlon which are not reasonably satlsfled_by"

the contractor or 1ts llcensees;'or -

(4) because the actions of the contractor beyord the e,;_-f
(Jﬂffﬁu

exercise of the exclu51ve rlghts in the 1nventlon bave;:

created or malntalned a 51tuatlon 1ncon51stent Wlth theb4£4ﬁ/vf
-L .‘. :‘.
- antitrust laws. ' L 5f_§:__.'4#;","

(b) The deterﬁinationS-required undef'epbseetien (é) .
shall be made upon the basis of sucﬁ=infqrmatioh esjmaéebee.-
preseﬁted by'the contréctor, an iqtefested ﬁarty;'of_any A
Federal agency Sﬁch determinetion ehali be made after_! 

publlc notice and Opportunlty for hearlng if such a hearln ’/ // :

hearing. _ _ o S TR R 3”# o
' : S i ptan i
GENERAL PROVISIONS S I /Pwthw4wri

<

- SEC. 305. (a) The allocation of property rlghts 1n L

subject inventions shall be determlned by unlform

Services, the Administrator of the National AeEOnauticé and.

Space Administration, and the éecre;ery of DefenSe,z'

employing a single patent rights clause in all instances

except as may be provided in such regulations,HSuch'a éatent_g"

rights clause shall include the proVisiohs reqeired byé__ﬂi..ef""

sections 301, 302, and'304, and each contract entere& §nto_"'




25 GOvernment_has_certain rights in the invention; -

‘4564 |
13 -
1 by the Federal agencf shall include prov151ons to--
2 {l) require dlsclosure within a reasonable tlme.byH 
3 the contractor of each subgect invention Wthh is or mey =
4 be patentable under the laws of the United'States;l_
5. - | (2) require an electlon, at the tlme of dlsclosure--ﬁ”';
6 or within a reasonable time thereafter, whether_the 
7 contractor 1ntends to file a patent appllcatlon.oegthe”
8 subject inventioq in the United_States o;_qther B
9 couﬁtries} S | o .
10 ‘ (3) reqeire,éwhere the contrector elects toeteéainlf
11 title-- | - f:é
12 g (A) the flllng of a patent appllcatlon w1th1n a
13_ '._ ' reasonab;e tlme, and . f?
lé: . | _ | (B) the flllng of a declaratlon of the é-
15'. o contractor s 1ntent to commerCLallze or otherﬁiee-
16 | - achieve the utlllzatlon of the 1nvent10n by theft
17 o publlc, : g | |
18 - (&) require %n obiigation oﬁ the pert-ef theg
.19 | contractof, in tﬁe event a'United Stetes'petent't §  “
20 - appllcatlon is flled by or on its behalf or: by“én'\.},r.i
21 _ a551gnee of the contractor, to 1nclude W1th1n the.;
22 spec1f1cat10n of such appllcatlon, and any patent é'
23 : 1ssu1ng.thereon, a statement spec1fy1ng that the A
24 L inventiee'wes ma@e with Government_suppertﬁand,thet;the
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in part, the.minimum rights to ﬁe secured for the Federai
‘Government set forth in sectionfSOﬁ(a)(é) The Federal‘
rGovernment shall w1thhold publlcatlon by the Federal iy
Government or release ‘to the publlc by the FederaE

Government of 1nformatlon dlscloslng any 1nventlon subJe

patent appllcatlon to be flled.

% .

under sections 301(b)(2) and'304(a) on-a class basis éa€  _
. : S - T R I
(A) contracts 1nvolv1ng cosponsored coSt- ' C‘“j- i

sharlng, or JOlnt venture research when the‘

_contractor is required to make_a substantral""

contribution of funds, facilities, or .equipment to -

the work performed under the contract and
(B) speC1al contractlng situations such as”

.Federal price or purchase supports and Federal.

or loan guarantees and‘_ |

(6) requlre that a transfer by the. contractor|

rlghts in any subgect 1nventlon w1ll be subgect to_

_rlghts of the Federal Government prov1ded for in s=ctlo

301, 303, 304, and 307.

No deviation under this subsection.shall waire, in.whoLe or f,bh{f

4

to the unlform regulatlons 1ssued under this . subsectlon for.

a reasonable tlme in order for a Unlted States or forelgn .

(b) When it is determined that the right to require.

(5) permit deviation to the minimum rights amq_t’:tired.?/'[‘kl =

/’!\%"11,'
of' 0y
1
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15

licensing or the rlght of the Federal agency to llcense:_

should be exercised pursuant to sectlon 304(a), the Federal

agency may'specify terms_and'conditions, including-royaltles

to be charged if any, and the dﬁration and field of use of

of title IV of th;s Act. Agency determlnatlons as to- the-

rights to inventions under this pltle shalil be made in

expeditious manner without unnecessary delay.

(c) Regulations isSued_undefésubsection (a}'may_cdﬁ:_'
provisions applicable only to (1}_contractofsawhich_area

nonprofit organizations, (2) contractors which. are small’

business firms, or (3) other contractors;

(d) The pr0v1510ns of thlS Act shall not apply to t

the llcense, if approprlate con51stent with ‘the prov1sxons 

Tennessee Valley ‘Authority or to any of its patents, patent

llcenses or subllcenses or contracts

JUDFCIAL REVIEW

SEC. 306. Any person adversely affected by a Federal.f

agency determination made under this Act may, at any.tl

within sixty days after the determination is iseued,_fﬁie_a
petition to the United States Court of Customs and Patent:

Appeals which shall have jurisdietion to determine the .

matter de novo and to affirm, reverse, or modify asg

appropriate, the determination of'the Federal agency.

CONTRACTOR'S PAYMENTS TO THE GOVERNMENT = '

me -

'SEC. 307. (a)(l) The Adminietrator'of.General Serﬁieee;_.:
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16 _
A}
1 the AdminiStrator‘of the National Aeronautics-and-soace_
2 _Adminietration and the Secretary of Defense shall 1ssde
3 regulatlons whlch Wlll prOV1de for payment to the Govexnment:;.d'
4 by the contractor of an equltable share of royaltles or |
.5 cother revenues recelved from a patent on a subject 1nventlon:””
6 _1f~~ | |
7 (A) tne contract under_ﬁhicn the contractor.receiyes ;
8 _title to_the_patentyis intended:to'produceitechnoiogy'TJ
9 forrcomnercial use or produces technologydreadiiyfc
10 - adaptable to commercial use, and such commercial,use is
11 expected to occur within 8.5 years, and. d
12 - (B) the contrlbutlon by the. Government TO the
13 technology has ‘provided or will provide the contractor.
14 Wlth a substantlal near- term commerc1al advantage
15 '(2) Such payment shall not exceed the amount of:'
16 Government funds expended under such contract tn making-the
i7 snbject'inyention except'that such_ﬁayﬁ%nt may; nnderi' | t. 
18 extraordinary circumstances, erceed:the amountuof Government'd };-
19 funds expended under such contract when the agency and‘the o
20 contractor have agreed to a negotlated amount Wthh 1s_ort
21 may be in excess of the amount ehpended by the Government
22 under_the contract. _ | |
23 (3) Such regulations shall provide to the extent
24_.appropriate, a standard contractual-clause to be 1ncluded 1n.t;
25  all Federal research and development_contracts}_but.
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contractors which are small business firms or nonprofit

organlzatlons shall not be requlred to make any such pcyment'

to the Government

(b) Such regulatlons may allow the agency to walve

or part of the payment set forth in. subsectlon (a) at the-]

time of contractlng_or at the request of the contractor

where the agency determines that-- o

(1) the probable administrative costs ere:likely_to'

he greeter.than the expected amount of payment;;"

{2) the Federal Government's contributfon to_t}

technology as licensed or utilized is_insuhStantial

compared with private investment made or to be made 'in jfﬂﬂ

the technology;
" (3) the total Government fundinc of the technoj

with the contractor 1s less than $500 000;

(4) the payment would place the contractor at a

<

competitive dlsadvantage or would stlfle commerC1al'

:rutlllzatlon of the technology; or
{53 1t 15 otherwise 1n the best lnterests of t}
Government and the general publlc

(c) Such regulatlons-shall_be promulgated'ﬁithin,tg

months'of enactment of this section, but shall-not-takel.

effect for a perlod of 51xty days after the date of th&

Le.'_

ogYT__T.

&

e
relve

ir

promulgatlon, and shall not take effect if elther HouSc_of

Congress adopts a resolutlon durlng such 51Kty—day per1

od
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18

stating in substance that it dlsapproves of such

reaulatlons

(d) Until such regulations become effectlve,-each

its research and development act1v1t1es on a
contract by~ contract ba51s in a manner con51stent Wlth

prOV151ons of subsectlon (b)

BACKGROUNQ RIGHTS

Nothing contained in this Act shall be’

1 of such rlghts as the owner may have thereunder

12
13
14
15
16
17
18
19
20
21
22
23
24
25

owns a right,

FEDERALLY OWWED INVENTIONS
' AUTHORITY OF FEDERAL AGENCEES
SEC. 401. Each Federal agency 1s authorlzed to~-:"

(1) apply for, obtaln,.and malntaln patean or

. forms of protectlon in the Unlted States and in fo

agency

shall obtain payment on behalf of the Federal Government for

the

construed to deprlve the owner of any background paten: or AE:_

TITLE IV--DOMESTIC AND FOREIGV PROTECTION AND LICENSIVG OF

"
r;g

reign’

countrles on 1nvent10ns 1n whlch the Federal Governmen:ﬂ

title, or lnterest;

(2) promote the 1icensing of-inventions covered'hy

federally owned patent appllcatlons, patents, or o]

 forms of protectlon obtalned Wlth the obJectlve ofi'

;her"

maxlmlzlng_ntlllzatlon by the publ;c of the 1nventlons

covered thereby;

&ﬂ"”;

£ 14 |
‘othe S

(3) make market surveys and other investigationS-forf_;
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19
1 determining the potential of.inventions for_demestﬁc.aﬁddu
2 foreigﬁ licensing and other_ferms of utilizaeion, %ndﬁ
3 acquire teehnieal informaﬁion end engagedin negotiitioﬁé
4 and otﬁer activities_for ﬁfoﬁoting the lieehsingeand for;
5 the purpose of_enhaneing.their_markefability aﬁd;publlc
6 utilization; ..
7 (4) undertake the actions descrlbed in paragraﬁhs
8 (1), (2) and (3), and all other sultable_and nece?sarydri
9 Steps to protect and administer rights to:inventiéée on fd
10 behalf of the Federal Governmehﬁ either directlyioif
11 _t_ﬁrougﬁ contract' | | ) |
12 (5) w1thhold publlcatlon by ‘the Federal Governmeﬁﬁe:'”
13 or release to the prllC by the- Federal Government;of.d;
14 information dlSClOSlng any.lnventlon in whlch'the*
15 Eederai .Go’vefmnent' owns Or may own e right, title; .Qf..
16 :iﬁtereet for a :easoﬁable time in order_for_a'pafent..
17 appliee_tion to be filed; | ‘
.18 | (65 gfant nonexclueive, exclusive, or pertiellf
19 exelusive licenees ﬁnder federaily owned patent e
20 applicetions patents, or other forms of protectlond
| 21 obtained,_royalty free or for royaltles or other_
22 consideratlon, and on such terms and-condltlons,:
23 1nclud1ng the grant to the llcensee of the right oE;
24 _enforcement pursuant to the’ prOVlSLOnS of chapter_58 of
25 ctitle 35,-Un1ted States Code, ae deemed‘approprlata in
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'_authorltles set forth- 1n paragraphs (1),

;U.S}c.'471);

AUTHORITY OF THE SECRETARY OF COMMERCE

20

- the public 1nterest

A7) trans;e* custody and admlnlstratlon, in wh

in part,

Federal agencies, of the right  title, or intérest

any invention for the purpose of admlnlsterlng the-

2), (3)

'Property and Administrative Serv1ces Act of_19&9_(

and

(8) designate the Deparﬁment-of_Commerce as-

recipient of any or all funds réceived from fees,
royaltiés,
inventions authorized under this Act.

IN CéOPEﬁATJON
OTHER FEDERAL AGENCIES o

SEC. 402. The Secretary of Commerce is authorized

‘ _ - _ _ ,
cooperation with other Federal agencies to--

to the Department of-Cqmmerce or to other'

.(4)::: 

_and (6) W1thout regard to the provisions of the Feieral'

4o

or other management of federally owﬁed:.f..

WiTH

(1) coordlnate a program for assisting all Fednral

agencies in carrylng out the authorlty set forth 1

-sectlon 401;

(2) publish notificatidn of all federally owne
inﬁéntions that are available for licensing;
(3) evaluate invéntions reférred_by Federali'

agencies; and patent'applications filed thereon, i

order to identify those inventions with the greates

(& ¥

n

ole:or_f-”'
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21
22

'management of federally OWned ifventions. authorlzed

.the purpose of thlS Act; and

21 L

commerc1a1 potentlal and to 1nsure promotion and .t
utlllzatlon by the publlc of 1nventlons SO 1dent1f1ed.
(4) assist the Federal. agenc1es in seeklng andJ
maintalnlng:protectlon on 1nvent10ns in the Unlted;
States:and in foteign countfies; 1nclud1ng the payment
of feés and costs connected therewlth

- (3) accept custody and admlnlstratlon,dih'wholé or
in part, of the ticht tltle, ahd interest in'enf ;

invention for the purpose of taklng any action set forth -

: in paragraphs (1?, (2), (B)ﬁ (4), and_(6).of“sect1on.

401 with the'aporoval of tﬁe Federal agency'conceéned

without regard to the pr0v151ons of the Federal Propertytfu‘

and Admlnlstratlve SerV1ce Act of 1949 (40 U.S. C é7l),_ ;.i
(6) recelve funds from fees, royalties, or other | |

i
. ’i

under this Act but such funds shall be used only'for

<

(7) undertake these and such other functLons e1therj.'”

dlrectly or through such contracts as ‘are necessary and
approPrlate to accompllsh the purposes of thlS tltle
AUTHORITY Or— THE ADMINISTRATOR OF GENERAL SERV!CE:; -

z-'

SEC. 403 The Admlnlstrator of General Serv1ces 1s

23 authorlzed to promulgate regulatlons spec1fy1ng the terms'

24 and Condltlons upon whlch any federally owned 1nvent10n ma“ _'”

25 _be licensed on a nonexclus;ve, partlally exclu51ve, org,
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exclu51ve baS1s

~or which may be granted, on the inv%ntion;

incentive for brlnglng the_lnventlon to practlcal

22

GRANTS 'OF AN EXCLUSIVE OR PARTIALLY EXCLUSIVE LICENSE-

SEC. 404, (a) Each Federal agency may grant erclusl'e or

b
B t

partially exc1u31ve:llcenses in any lnventlon coverea by a_'
federally owned domestlc patent or patent applloatlon only
if, after publlc notice- and opportunlty for flllng wrltten' o

obJectlons, such agency determines that—-

(1) the 1nterests of the Federal Government and the'.

public W1ll best be_served by_the prOposed-llcense£ 1n_f__

~

view of.the applicant’s_intentions, plans, andpabiﬁity';yhf.

to brlng the 1nventlon to practlcal appllcatlon or%h
otherw1se promote the invention's utlllzatlon by the

public;

(2) the de51red practlcal appllcatlon has not been

achleved or is not llkely expedltlously_to be;ach1eved;~"

under any_nonexclusive license which has been granted,

(3) exclusive or partially exclusive licensing is'a -

reasonable 'andpnecessary-incentive to call forth the

investment of risk capital.and expenditnres tofbriﬁg the

: l
lnventlon to practical appllcatlon or. otherW1se promote
the invention's utlllzatlon by the publlc, and

(4) the proposed terms and scope of exclusmv1ty are -

not greater than reasonably necessary to prOV1de the
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11
12
13

14
15

16

17
18
19
20

21

22
23
24
25

23 -.. -

_ application or otherwise promote the invention's "

utlllzatlon by the publicy

except that a Federal agency shall not grant such enclusive'l
or partlally exc1u51ve license if 1t determlnes that the_..~

grant of such llcense would, apart from the enerC1se of.the.f;
exclu51ve rlghts in the 1nvent10n, create or malntaln a-'

situation inceonsistent w1th the antltrust laws.

(b) After consideration of_whether the interests of thef

Federal Government or United States industry in fo:eig@;

[

commerce will be enhanced, Federal agencies may grant
exclusive or partially exclusive licenses in'any_invenéion;
covered by . a fofeign patent application or patent‘aftef

e

publlc notice and opportunity for flllng wrltten obgectlons

except that a Federal agency shall not grant such . exc1u51ve'

j.

or partlally exclu51ve llcense 1f it determlnes that the'
grant of such license would, apart from the exerC1se of the '

exclusive rights in the invention, create or malntaln a

situation inconsistent with the antitrust laws.

it bt i

(¢) The Federal'agency shall maintain a record ofn?

determinations to grant exclusive or partially exclusive
licenses. !

0
L

(d) Any grant'of an exclusive or partially exclusiée
license shall contain such terms and condltlons as the -

Federal agency may determine to be approprlate for the

5‘.
H

protection of the interests_of_the Eederal Governmentignd.

i
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including, when specifically requested by-thelFederal

'world by or omn behalf of the Federal Government

;rlghts; o ‘ £

" and

¥

24

public, including provisions for the fOllowing:

(1) periodic written reports at reasonablefintervala"‘

agency, the'extent of the commercial or_other;use.ﬁy thé.‘“'
public that is being‘made or is‘intended to bé_madé_qf.ftz”
the 1nventlon | ' '

(2) a nonerclu51ue, nontransferable irreuocabie,ei

paid-up llcense to practice or have practlced for the

Federal Government the licensed 1nventlon throughout the"

(including any Federal agency), .and the addltipnal-right..'

to sublicense any State or‘domestic local government or

to subllcense any forelgn government pursuant to. forelgn -

'pollcy con51deratlons, or any ex1st1ng or future treaty .

or agreement if the Federal agency determlnes 1t would :

be in the national 1nterest to retain such addltlonal'
(3) the right of the Federai agency to terminate t
such ewclu51ve or partlally exc1u51ve license in whole ‘
or in part unless the licensee demonstrates to the” |
satisfaction of the Federal agency that the.lxcenseenhast'
taken effective.Steps,_orrwithin a reasonable;time_ie~o'
expected to_take such stens, toqaceomplish substantialu

commercial or other use of the invention by the public;
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12
13
14

15
16
17
18

19

20

21

22

23
24

25

and materlal information as the'Federal agency may

25

(4) the rlght of the Federal agency, eommmen01ncr _:fi
three years after the grant of a llcense to requ1re tﬁe'f
llcensee to_grant_a nonexclu51ve or.partlally_exclésiﬁe.
license to a-reSponsible_appiicant or agplicants,‘épon"

terms reasonable under the circumstances, and in

approprlate c1rcumstances to terminate the llcens

-?

. whole or in pert, after publlc notlce and opportunlty

for a hearing, upon a pEEltan by_an 1nterested3pe;sond: .

justifying such hearing, if the Federal agency
determines, upon review of such material as it_dee@s
relevant, and after the licehsee; or other interésééd_

I. e
person, has had the opportunlty to prov1de such. relevant'

require, that such license has, apart from the exercise .

of the exclu81ve rlghts in the 1nvent10n, createdeér;

malntalned a 51tuat10n 1ncon51stent w1th the antltrust

¢
laws.

TITLE v--MISCELLANEoUS_
| DEFINITIONS R "~,?f
SEC. 501. As used in this Act-- | | |
| (I) The term "Federal agency" meaﬁsfan "exeeutlﬁe'
agency;' as deflned by sectlon 105 of tltle 5 Unlted
States Code, and the mllltary departments defined: Ey
section 102 of title 3, Unlted States Code.

(2) The term.“contractﬁ'_means.any contract,nérant;
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26 -
or cooperatlve agreement entered into between any

Federal agency and any person for the performance

~ experimental, developmental, or research work fund

the Federal Government. Such term 1ncludes any"
a551gnment substltutlon of partles, or subcontrac
any type entered into for the performance of
experlmental developmental or_research work. unde
Contract |

(3) The term "contractor" ‘means any person,l
than a Federal agency,.that is a party to the cont

(4).The termf'iinventlon" means any 1nvent;on
discovery ‘and 1ncludes any art method process

machine, manufacture, de51gn, or composition of ma

Or any new and useful 1mprovement thereof or any

varlety.of plant; which is or may be patentable-or:'

otherwise protectable under the laws of the United
(5) The term . "subgect 1nvent10n" means -any
invention or dlscovery of the contractor concelved

flrst actually reduced to practice in the course o

under a contract

(6) The term "practical apﬁlication" means t

manufacture (in the case of | a comp051t10n or produ

to practice (1n the case of a process) or to_oper'

(in the case of a machlne or system), and in each

of

ed by

r of -

™
i

ract. .

or’

tter,:'”

-or . -

[ or. -

other =
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" the public_either on reasonable terms or through

.1nventlon, means the conceptlon or flrst actual

27

under such conditions as to establish that the invéntion -

"is_being.worked and that its benefits are availab%é;tq__ ,

reasonable licensing.arrang;meﬁts. N

(7) The term "person"}ﬁeans'any'persﬁﬁ“éS-défineaj .f
in seétion.i of title 1,_Uhited_States Code,_of_oéhefﬁ
éntity . . .

(8) The term "made", when used in relatlon to any

reductlon to practlce of such 1nvent10n
(9) The term "antltrust law" means the laws.

1ncluded w1th1n the. deflnltlon of the term "antitrust

laws" in section 1 of the Clayton Act (15 U S.C. :12),  __' 

as amended

(10) The term "small bﬁsiness fifm‘ffmeans aqsmall

'bu51ness concern as deflned in sectlon 2 of the Small

Business Act (15 U.S.C. 632) and 1mplement1ng

regulatlons of the Admlnlstrator of the Small Business PR

Administration. ' ' f : . _:'_Q 11?” M

(ll) The term f’nonproflt organlzatlon".means

3

unlver51t1es and other 1nst1tut10ns of hlgher educatlon

or an organlzatlon of the type descrlbed in sectlon

_501(c)(3) of the Internal Revenue Code of 1954 (26 U.S. C

501(e)(3)) and exempt from tatatlon ‘under sectlon SOl(a)

of the Internal Revenue Code of 1954 (26 U.s. C SOl(a)),
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~or any nonprofit scientific or educational organization

~qualified under e State nonprofit organization
statute.'

RELAT!ONSHIP TO OTHER LAWS

!

s

SEC. 502 Nothlng in this Act shall be deemed to conweyeii_e,:.

to any 1nd1V1dual corporatlon, or other bu51ness

organlzatlon 1mmun1ty from ClVll or crlmlnal llablllty, or .

to create defenses to actions, under any antitrust law

|DENT 1 F1ED ACTS AMENDED o

follows:

SEC. 503. The following Acts are hereby amendedraeé-3i'

(l) Section 205(a) of the Act of August 14 1946 (7]

:

U.S.C l624(a), 60 Stat. 1090),_15 amended by_strlglng:

out the last sentence thereof.

{2). Section SOl(c) of the Federal Hlne Safety and B B

Health Act of 1977 (30 U.s.cC. 951(c),_83 Stat 742) is

amended by strlklng out the last~sentence thereof

(3) Section 106(c) of the Natlonal Trafflc and

Motor

Vehlcle Safety Act of 1966 (15 U.s.c. l395(c) BO,ﬁtet{‘

721) is. repealed

(A)ZSeCtion'IZ of the National Science FoundéFﬁon-

Act of 1950 (42 U.S.C. 1871(a); 82 Stat. 360) is

- repealed.

U.s.C. 2182,_68 Stat. 943) is repealed.

(5) Sectlon 152 of the Atomlc Energy Act of 1954 (42 .

i
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(72

._Admlnlstratlon";

for the reportlng of the results of the act1v1t1es

the Admlnlstrathn, 1nclud1ng full and complete E

_the Comm1551oner of Patents. and Trademarks prlc

;paragraph (13) of sectlon 203(c; thereof (42 U:

29 -

(6) The National Aeronautics and Space Act of 1958gd'””

Stat. 426) is amended--

(A) by striking out section 305 thereof'(4%._'5 St

U.s.cC. -2457), except that subsections (c); (d)i

(e) of such section shall contlnue to apply to.
application for patents 1n whlch the wrltten

statement referred to in subsectlon (c) of sucl

the effectlve date of thls Act,_.'

(B) by strlklng out, in sectlon 306’a) thereofjlijfu

(42 U.S.Ct 2@58(a)),."(as deflned by sectlon

‘any

1

~section has been flled or requested to be flled by v

>r td

305)''", and ﬁy striking out *'the Inventlons andfe‘

Ccntributioné Board, established under section

305

of this Act'' and inserting in lieu thereof ''an

Inventions and Contributions Board which shall
p .
establlshed by the Admlnlstrator w1th1d the

be-

(C) by striking out the period at the. end dfl

Sfcft.f

2473(c)) and 1nsert1ng 1n lieu thereof a semlcoien3

and by 1nsert1ng after such paragraph the follc

"(14) to prov1de effectlve contractual prOV151ons:

@f'

and - .

owing:
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technieal renerting of any innovation made in the conrse-'"
of_or under any contract of the”AdministrationI'i; |
(D) by addlng at the end of such section 203_th§
follow1ng new subsection: L _
"(d) For purposes of chapter 17 of title 35 of the ffrJ«H
United_States Code, the Admlnlstratlon shall be con51dered.a _”
defense ageney of the United States. '; and
| | : (E) by striking out Ei(including patenta and
‘rights thereunder)" in eubsection‘(a)(3>:of énche:
ectlon 203. | _ ..‘1
(7) Section 6 of the Act of July 7, 1960, entitled.éL

"1 An Act to encourage and stlmulate the productlon andfi
_ conservatlon of coal in the- Unlted States through
research and development by authorlzlng the Secretary of'
~ the Interlor to contract. for coal research 'and for'
.other_purposes":(30 u.s.cC. 666; 74 Stat. 337); is
-repealedﬁ=- i ‘

(8) Section 4 of the Helium Act (50 U.S.C. 167t;”74g

Stat. 920) is amended by strlklng out both prOV1soc5at t:e;'

B the end thereof
(9) Section 32 of the Arns_dontrol_and Diearmar;ent.i

Act (227U.S{C. 2572; 75 State 634) is repealedelf |
(ld) Subsection (e) of.the section 302 of-the
_Appalachlan Reglonal Development Act of 1965 (40 U S.C.f:H‘

App 302(e), 79 Stat 5):rs repealed.
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11
12
13
14
15
16
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18

19

20
21

U.s.cC. 323; 58 Stat. -191), is repealed.

31

(ll) Except for paragraph (1), sectlon 9 of the

Federal Nonnuclear Energy Research and Development Act

of. 1974 (42 U.s.C. 5908; 88 Stat 1887) is repealed

(12) Sectlon 5¢(d) of the Consumer Product Safety Act;”_f:

(15 u.s.C. 2054(d), 88 Stat. 1211) is repealed

(13) Section 3 of the Act of Aprll 5, 1944 (30f

(14) Section 8001 of the Solid Waste Disposal Actj"

(42 U.s.C. 6981, 90 Stat 2829) is repealed. .

(15)(A) Chapter 38 of title 35, United Stateejéode?frp'r.

is repealed. Regulations issued.under such chapter§38'

H
i

shall continue in force untll regulatlons 1mplement1ng'
this Act have taken effect. _ |

(B) The_table of chapters of part IV of titie éSo
United'Statee Code,_ls amended by strlklng out the 1tem
pertalnlng to chapter 38. o _' - ee féff'

(16) Sectlon 6(e) (1) and (2) of the 7 |
Stevenson Wydrer Technology Innovation Act of 1980 (15
U.s.C. 3705(e) (1) and (2); 94 Stat. 2313) is repealed

EFFECTIVE DATE

SEC. 504 This Act shall take effect on the flrst day of-'_ff:

22  the seventh ‘month beglnnlng after the date of enaotment of

23 this Act, except that regulatlons 1mplement1ng thls Act ma}

24 be 1ssued prlor to such day.




