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propos to the basic research function at untversities, it is suggesied that the loom for weaving into a
tantive fabric the wisdom derived from the conduct of research lies in the enlightened cooper-
between the wniversities, industry and the government which, throagh voluntary acts and leg-
isfative mitiatives, has permitted and continues to permit the transfer of that wisdom to the public for
its use and benefit.
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Technology Transfer Defined

The concept of technology transfer—the transfer of the results of research from universities to the com-
mercial sector—is said to have had its origins in a report made, to the President in 1945 by Vannevar
Busht entitled “Science—The Endless Fronticr.” Having witnessed the importance of university
research to the national defense for its role in the successful Manhattan Project, he projected that expe-
rience to a recognition of the value of university research as a vehicle for enhancing the economy by
mcreasing the pool of knowledge for use by industry through the support of basic science by the feder-
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al government. The report stimulated substantial and increasing funding of research by the federal gov-
emment leading to the establishment of several research-oriented govemmental agencies, e.g. the
~ National Institutes of Health, the National Science Foundation, the office of Naval Research, and, ulti-
" mately, to the acceptance of the funding of basic rescarch as a vital activity of the federal government.

Long before the Vannevar Bush concept, but absent federal support in their research endeavors, the
universities have been engaged in the transfer of the technology, although that specific term may not
have been applied to their activities.

Their greatest technology transfer efforts have probably been expended in preparing papers on
research results for publication in scientific journals. Another area involves the activities of the
Extension Services, particularly the Agricultural Exiension Services, which communicates a great vari-
ety of useful information, largely technical, but also in social and economic ficlds, to many users, both
rural and urban.

Another area of communication of information lies in the continuing education programs, ¢.g. in
law, medicine, pharmacy, and engineering, to keep professionals in those ficlds abreast of the latest

developments.
Technical consultantships provide technology transfer in both directions—the consultant i mmarts
= information:to-whomeveris: ing-him-whilethe-consuliantin:nrm can-expect:some-profassions

al enrichment from that activity.
Still another means for transferring technology is by making a tangible product of research avail-
‘able to others with or without a view toward commercialization. For example, seedlmg plants for prop-
agation by others, appropriate fragments of tissue for tissue culture, cell lines, hybridomas, and sceds
as well as mechanical or electronic prototypes and computer programs.
Thus, technology transfer occurs in many ways—through the simple spoken word, through the
physical transfer of a tangible product of rescarch or through the relative complexity of an intellectual
property licensing program.
http://216.239.39.104/search?q=cache:pOAKOCwWPGY 8J:www.cogr.edu/docs/Anniversary.... 4/3/2004
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Although afl of these forms of technology transfer have been and are being practiced today the focus
of this paper is upon the transfer of technology as represented by the transfer of a property right as the
result of ownership of the intellectual property generated during the conduct of research. Such own-
¢ership may be manifested by patents, copyrights, trademarks, trade secrets or a proprietary right in the
tangible products of research.

Intellectual Properiv
C ONSTITUTIONAL B A58
As we all know, the Constitution was drafted in the context of a struggle with a government which had
abused its obligations to defend the rights of its citizens. It was no accident, therefore, that the salient
portion of the Constitution drafted for the purpose of protecting your liberties, the fifth amendment,
made the Government the servant and protecior and not the master of your individual rights. The
Fifth Amendment of the Bill of Rights provides that: _
“No person shall—be deprived of life, liberty, or property, without due process of law; nor shall pri-
vate property be taken for public use without just compensation.”

Thus, the Fifth Amendment provides generic protection for individual property. Since there is lit-
~ tle doubt that the term “property” as used in the fifth amendment includes intellectual property, it
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would seem that the protection afforded the individual by that amendment would be adequate. Yet,
the framers of the Constitution felt compelled to be even more explicit about intellectual property and
provided the following language in Article 1, Section 8:

limited Times to Authors and Inventors the exclusive Right to their respective Wrifings and
Discoveries.”

Why this special handling of intellectual property?

There was no recorded debate in the Constitutional Convention on September 5, 1787, when
Article I, Section 8, was presented and it was approved unanimously. That intellectnal property, the
products of the mind, should prospectively receive legal protection, even from a centralized
Government to be formed, was a principle upon which no one disagreed.

The power given under this clause is not general. Hence, it expressly appears that Congress is not

- EXCEDE as a meang 10 - promote the Propress of Sciehce and usetul arts.
Under this specific power the present patent statute, Title 35 of the United States Code, (35 U.S.C)
was enacted, It is significant that the face of the patent document contains the following statement:
“__these Letters Patent are fo grant unto the said claimant(s)—the right to exclude others from
making, using, or selling the said invention throughout the Unifed States.”
and that 35 U.8.C. 261 characierizes this right to exclude as a property right. The technology
transfer function is in great part based upon the recognition of and the specific provision for that very

special property right. .
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Amendmenits To The Titla
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SATIREGY  UNIVERSITY  KOBSEARC
During the prevalence of the “ivory tower” concept of universities and the research that was carried out
in them, litife thought or impetus was given to the transfer of the results of that research to the pub-
lic other than through the accepted and acceptable route of scientific publication. In fact, under that
“ivory tower” concept, a rescarcher who accepted a corporate subsidy aroused the suspicion among his
colleagues that he had been diverted from his basic rescarch and had become a tool of vested interests.
He had accepted “tainted money.”
When, in 1924, it was suggested at the University of Wisconsin that a plan be developed to make
use of patentable inventions generated by faculty members which would:
protect the individual taking out the patent;
insure proper use of the patent; and, at the same time; _
bring financial help to the University to further its research effort,
the purists quickly applied the “tainted money™ theory to the plan. It was feared that any such
arrangement would divert the scientist from basic research to work only on those ideas which appeared
to have commercial potential. In other words, the research function would no longer be driven by the
seeking of new knowledge but by the doliar-driven need to solve current problems in the real world,
even to the development of products and processes to market-ready condition. .
The fears propounded by the purists then, and which are still embraced in academia by some, did
not materialize. There was no great rush toward patenting. There was no evident movement ainong
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TTversity researchers toward applied research tied directly to actual product development. Nor was
there any observable change in the research scientists’ attitude. In fact, University research then, even
as now, remained essentially basic in character.

The generation of inventions is almost never the main objective of basic research. If inventions do
flow from that research activity, it is a largely fortuitous happening that takes place because the
tresearcher, or perhaps, an associate, has the ability to see some special relationship between his schol-
arly work product and the public need. It is from the recognition of this connection, which can con-

“vert a discovery or invention into patentable invention, that innovation arises.
It was not too many years ago that there was little appreciation of the value of intellec‘mal proper-

ty-generated during the course of research bsinig condicted of

of that intellectual property to the university if properly transferred to the private sector for develop-
ment and marketmg through appropriate arrangements. In fact, on numbers of ‘campuses those activ-
' ities would have even been unwelcome as an incursion into academic pursuits as was the ea:ly experl- '
ence at Wisconsin. Nevertheless, prior to the legislative initiatives under which, today, most universi-
uul & 8 Sicy e EMn The protcctlon and llcensw of mﬁeliectual ropergg several umxers%es and, orgamza-

e &=7 ¢ u

’ . tions carried out such prgcﬁces w1th1he attendant opportumty to generate i—lunds to al—cll mn supportmg
research efforts. Prominent among such institytions were the University of California, Towa Sate

® Umversxty, Battelle Development Cozporatlon Research Corporat;on which represented an number
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T Appin, No. 10/378 712
.7 Amdt dated March 15, 2004
“Reply to Office Action of Desember 16, 2003 -

Amendments To The Specification
 please insert the following subtitles prior to the

';first pa:agraph'¢n'page 1 of the specification:-

'~ -BACKGROUND OF THE INVENTION--

--TECHNICAL PIELD OF THE INVENTION--

. Pleas&_insert'thelﬁdllowiﬂg sibtitle prior ﬁo the

'"paragraph peginning line 12 on page L:

" -PRIOR ART--

Pleasa replace the firer paragraph beginning line 4

on page 1 with the following amendéd paragréph:

--Thig invention relates in a totally general sense

to eyres— tires without an inner tube and, more particularly,

'conderné a device for their inflation, .=

| - Pleﬁse replace the second pafagfaph veginning line 7°

‘on page 1 with the follewing amended paragraph: -

' : --Sa.:.d Eya?&a- tires without an inner tube, generally
known as_tubeless E¥¥e§ tires, have their beads suitably
dimensionad_aﬁd éhaped, with the corfesponding-wheel rims.

‘présanﬁiﬁg_ﬁat¢hing‘bead retention flanges with which said

beads must necessariiy meke tight contact to form the seal.
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Ol URIVErsITles and me UNIversily 01 Wisconsill Trough ils patenl management Organizanon me
Wisconsin Alomni Research Foundation.

Tae GoverRvMERT  VECTOR |

During the carly history of the United States very little technical development work was done by the
Government and therefore; as a practical matter, the question of the Government owning a patent
never arose. Gradually, federal agencies began to undertake the practical kind of development work,
which led to inventions. Since prior to World War II almost ali Government-financed research and
development work was conducied in. federal laboratories by full-time Government employees, there
was 2 small but recurring problem of what to do with inventions resulting from such work-—inven-
tions which, if made by private parties, would have become the subject of patent applications.

' This situation changed rapidly during and after World War II when the technological demands
imposed by more and more sophisticated military requirements, as well as the increasing complexity
of support services, made it quickly cvident that there were not sufficient resources within the
Government to undertake all the scientific projects necessary to a winning war effort. The absolute
necessity to utilize the best technical ablhty available, regardless of its locus, spawned a rapid prolifer-
ation of Government-sponsored and-funded research and development contracis.

‘The proper disposition of rights (o patents resulting from this work was theoretically as important
then as now but was never serlously addressed asa ma_]or problem becanse of the exigencies of
wartime needs. RERE ' :

The basic issue was whether the Govcmment should always take the commercial rights to .
patentable inventions generated under a Government sponsored contract or from Govemment—ﬁmd—
ed research or whether such rights would be better left with the contractor or grant recipient to per-.
mit utilizing the patent system for &ans'ferring the technology developed to.the public sector for its use

E0th Anmiversary — Journal of Papers

" and benefit. ‘ : :

. Post World War I the rapid technologlcal strides made under the unpetus of a warlime footing and
the obvious necessity for continuing technological superiority, at least in defense-oriented efforts, made
it imperative to continue to provide public support for séieﬁcc. Nor was this support limited to the

* military. For example, in 1950 Congress finally provided an annual budget of $15 million for the
National Science Foundation to conduct basic scientific research at universities.

@29V I086D) J@@ON@@) O
http //216.23939. 104/set€m5 =

-Durmg this same period, hundreds of millions of dollars were appropriated by the Government in o
the area of medical research in the beginnings of an all-out attack on discase. ;
__With the rapid expansion of scientific. projects being undertaken and supported by the Government,
the same shortage of technical ability and facilities continued to prevail as had been experienced under
the pressures of World War IL. Since the Government could not do all the necessapaﬁplrg #ritpBas aniy ) 9640
facilities, quallﬁed prlvate companies; universities and nonprofit organizations were sought out to per-
form many of the programs through contractual arrangements. In cach arrangement, the same old
problem of ownershlp of patent rlghts existed but was seldom, if ever, directly addressed. In the case of

universities and- ther no oﬁt izations, few were en d at the time in patenting the results of
Wil orggnizations. fow wers gupagedatiie pacning
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Appln No. 10!376 742 , _
Amdt. dated March 15, 2004 '
Reply to Office Action of December 16 2003

on pégé 1 with the following amended paragraph:

| : --Varlous systams are known for 1nflat1nw such trres

t*res when locked on a usual %ysa— cire removal machlne wh;ch
is generally prov;ded with a unit for supparting and locklng :
the wheel (wheel rim + E£ee tire tire) in a bedded posltion, £xom

for exampie a selfi-centering unit.

Plezge replace the fourth paragraph beginning line
16 on page 1 with the following amended paragraph:

--A first known system compriees a hollew annular

) body prov:.ded with a ¢ircumferentlal series of orifices apd  ~ —~—  ——
connected to a compressed air source, and combinad with a
flexible hosé;_algplccpnégté§ ﬁé‘aaid‘spurce;'té belébupiéd £o

the #ypee— tire inflation valve.--

" Plesse replace tha flfth paragraph beglnnlng 11nerzﬂ
on uage 1 with the follow1ng amended paragraph: |
: f—To.inflate‘the Eyﬁe-ﬁ%%hmgﬁgg_gﬁ said fi:st known
‘:system,'theflowér bé&d'(i'e that'facing'the'§QTf-CEnﬁérimg
un;t) must flratly be brought inte contaﬂt thh the. respective
. wheel rim. flange, after Whlch the upper baad must be lnaerted

into ;he channel of the'wheel_rlm, flusn with its seat,--



" COGR Brochure gm‘10/16/98- -~~~ = Page 23 of 53

ST
research and in technology transfer activitics. Since one of the prime objectives of such an institution.
was to support its respective research efforts and since the government was a ready source of funds for: .+ -
supporting such efforts, the prevailing attitude was simply to “take the money and run” with Little
thought being given to the underlying propérty rights and the value:of thosé rights in the long term::

The Government 1tse1fhad not developed a uniform patent policy for all of its agencies regardmg
the dlsposmon of rights in intellectual property generated during the course of research supported by -
those. agen01es I.n fact, there was no existing stattory authority which gave the agencies the rlght to_
hold pateuts or hcense technology Such-acts were viewed ds ob_;ectlves of the agency mission: -
Consequenﬂy, each governmental agency which supported a resea.rch and/or development eﬁ‘ort,
through either or both of contractual or grant arrangements, developed its- own policy. The: ultlmate
result was that many and varied pol1c1es evolved fo the pomt that the umversxty sector was faced with
the prospect of having to deal with some 26 different agency pohczes ‘Also, since to support agiven
researoh pursuit, fands from different ageucles were often co-mmgled more than a single agency poli- .
cy | had to be cous1dered wﬂ:h the most reslnctwe pohcy becommg the controllmg pohcy -
Operatmg under the various agency poheles the Government had accumnlated in its patent port-
foho about 30,000 pateuts of wluch only about 5% had been licensed and the inventions of which had .-
found their way into commerelal use in. an even smaller percentage Thus ‘with the Govemment, as =
' represented by its agencics, espousing, in the main, a non-exclusive hcensmg pohcy the experience of
' licensing Govenment-owned patent had been u‘refutably oue of non-use For example, in 1978

NASA reported that through 1978 it had had 31,357 comractor inventions reported to it. Of those _
title had been waived to the contractor in 1,254 cases, or less than 4%. ‘The results of NASA’ sown )
hcensmg program were said to have been dlsappomlment representmg a commercialization rate of less

* than 1%. In conirast; the rate of commerclahzatlon of the waived inventions was consmtently n ﬁle
18-20% range. Therefore, the intended benefits’ that were to flow to-the public in the form of new -

- products and processes as a result of federal support of rescarch both mtramurally and in the umvers1-

-ty sector and stimulated through‘use of the patent system were left unrealized.
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An interesting comparison aloug' these lines was made by Harbridge Howsa its 1968 stuily- of
Government funded patents put into use in 1957 and 1962. It was found that contractor-held inven-

tions.were 10,7, mnes as, hkely s, Govemment—l;eld,,mvenuons...to be uhllgg:d in, pr,oducts or, pr0563§eq

ctaployed-inthc: st il s

- http://216.239.39.104/ search?q=cache:pOAkOCwPGYSJ www.cogr.edu/docs/Anniversary.... 4/3/2004

Moreover, under the agency policies then in place, Government ownershlp of a patent was in a

- sensc an anomaly. The patent system was created as an incentive to invent, develop, and cxploit new
technology to promote science and usefisl arts for the benefit of the public. When the government
held title to those many inventions under the aegis that the inventions should be freely available to all,
much the same as if the invention had been disclosed in a publication, the patent system could not
operate in the manner in which it was intended. The incentive inherent in the right to exclude con-
ferred upon the private owner of the patent, and which is the inducement to development efforts nec-
essary to tﬁe marketing of new products or the use of new processes, was simply not available. What
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Subject: FW: Paris Hotels and N1ssun de Camondo Museum, = .
From: "Latker, Carole (NIH/NIGMS)" <LATKERC@mgms nih, g0v>
Date: Mon, 20 Oct 2003 23:14:01.-04060 = ., . .- .

To: "'Latkerc@bellatlantlc net" <Latkerc@bellat1antlc net>

>From Howard q_tﬁjz;‘ln;“ﬁxt

m———— origihal Message——e—45

From: Howard Monderer [mailto: hcmond@erols com]
Sent: Monday,. October 20, 2003 8:30 PM

To: Latker, Carole (NIH/NIGMS) "7 7 S

Subject Parls Hotels and: N15s1m de’ Camondo Museum -

- Carcle. == I have used .a London dlscount hotel agent as did. my SLSters, w1th

excellent résults. - They offér a number' of hotels-in: different price: :
categories, at: rates substantially lessithan I was. able to find elsewhere._
And while you have . to: pay.them in advance, there has been no trouble at the
hotels as to treatment or What was promlsed. .

They.sent me an; e*mall several months ago. saylng they were, now offerlng a
Ylast mlnute“ hotel service in Paris, which can be accessed at ' ’

http //www lastmlnuteparls com, whlch i have not used.” B

The person: I have, dealt w1th in London is Antonella Ruggerl,_at »
www.ant@asatours.co.uk. Just to be sure they are the same agency, I would’
first e—mall her for ‘an up~to~the—m1nute llst of ‘thei'r eurrent: ‘Paris: deals.
You can-say that:I referred you. to:her. G i :

As to the house we mentloned to you, 1t ls “the Nissim de Camondo Museum, 63
Rue de Monceau. Our 1990 Michelin ‘Guide says it is: open 10 AM. to:Noon and .2
te 5 PM Wednesday to Sunday, . closed -holidays. . ... . ;

Have a good tripttt’ 7 U Howard Momderer <o o

™~

1ofl

10/22/2003 10:43 AM
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is avaﬂable 1o everyone is of i mterest to no one. .
The ineffectiveness and inadvisability of such agency policies and thelr adverse effect on ﬂle pubhc
benefit should have been apparelﬁ :

Goverwnmer  Ponrey —M ove Towarps b\wrmm

In 1963, Ierome Welsner President Kennedy’s Sclence Advisor, recogmzed a need for some: gmdelmes
to eﬂ'ect a more uniform Government policy toward inventions and patents on'a Government-mde Gnn
--‘__bams “The results of Dr. Weisner’s study culminated in the Policy Statement issued on October 10 1963
"'-_by President Kennedéto establish Government-wide objectives and criteria, subject to existing statu-
tory requircments, for the atlocation of rights to inventions as between the Government and its con- L
tractors, which would best serve the overall publlc mterest whﬂe eneouragmg development and utlhza" o
' © tion’ of the mveﬂtlons : i 5
: Smce the pohcy, as promulgated would most hkely have 0 be rewsed after expenence had been
; gamed in operatmg under it, a Patent Advisory Panel was established under the Federal Coungil for
Science an@::Ieohnology_to _aselst the Agencies in implementing the Policy, acquiring data on the .
Agencics’ oﬁei‘ai;ions 'ﬁnder tl'léi"policy, and making recommendations regarding the utilization of : * .
Government-owned patents; In December 1965, the Federal Council estabhshed lhe Commutee n
Govemment Patent Pohcy to assess how the Policy was working. il i
The studies and experience of the Committee and the Panel culminated i in the issuance of a rewsed '
Statement of Government Patent Policy by President Nixon on August 23, 197he changes eﬁ'ect— S
ed in the Nixon Pohcy Statement were made as a result of analysis of the effects of the Policy on the
public interest over the seven years from the Kennedy Policy Statement. The fundamental thrust of
that statement was: ' N ' : _
A single presumption of ownership of patent rights to gbvernment—sponsored inventions either in the
government or its contractors is not a satisfactory basis for government patent policy and. that a  flex-
ible, government-wide policy best serves the public interest. -

The considerations basic to the Statement of Government Patent Policy were the following:

The Government expends large sums for the conduct of research and development wlnch
results in a considerable number of inventions and dlscovenes

The inventions in sc:lentlﬁc and technologlcal ﬁelds resultmg from Work performed under ‘
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CIOVEITIMTNt CONracts con‘ 'Sﬂh .tﬁw“" amv”a' iﬂam“ﬁaﬁbﬁai mtesouwe.

. The use and practice of these inventions and discoveries should stimulate inventors, meet the
: ‘_;necds of the govemment, 1ecognize: the equmes of the contractor, and serve the public interest.

. The ‘public interest in'a dynamic and efﬁcxent economy requires that efforts be made fo

" encourage the expeditious development and civilian use of these mventions. Both the need for
incentives to draw forth private initiatives to this end, and the need to promote healthy com-
petition in industry must be weighed in the disposition of patent rights under government con-
tracts. Where the contractor acquires exclusive rights, he remains subject to the provisions of
the antitrust laws.

Tha raahlin intaract 10 alon sormrad e charing AF hanafitc nf Cinvarnment_finansod rocaavnh and

http://216.239.39.104/search?q=cache: pOAKOCwWPGY8J: www.cogr.edu/docs/Anniversary.... 4/3/2004
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development with foreign countrics to'a degree consistent with our international programs -and
with the abjectives of U.S. foreign policy.

There is growing importance attaching io the acquisition of forergn patent rights in further- :
ance of the.mterest of U.S. industry and the Government. .

The prudent administration of Government research and development calls for a. Government— :
- wide pohcy on the: dlsposmon of mventions made under Government contracts reflecting
common’ prmcrples and objectives; to'the extent 'consistent with the missions: of the respective
_ agencies. The policy must recognize the need for flexibility to accommodate special. situations.
Alﬂrongh there is evidence tha the guidelines did bring the patent practices of the Agencies into
greater harmony, divergent policies still existed and there was a strong presumption, if not evidence, in
“terms of the transfer of technology to the public sector, that the more restrictive the policy-of the' . - -
.. Agency, ie. the more “title” oriented the Agency was toward inventions and patents generated under
o its funding i.¢, the Agene)r generally took title to most if not all inventions made with the use of the :
i funds the less was: the hkehhood that the technology wonld be transferred for the public beneﬁt

;\Sfﬁ'ﬂTlO\J!u PATEM‘ A,onr.’nvr\,ru

During the penod from 1963 to 1971, while experience with the Weisner-Kennedy effort was- bemg ,
-gained, further &fforts weére being made to persuade several federal agencies, Spec1ﬁcally the '
Deparhnent of Health, Education and Welfare (now Health and Human Services {HSS]) and
Natmnal Selence Foandauon to enter mto Instrtutlonal Patent Agreements (IPAs) wrth unwe

.ﬁmds (referred toasan 8. 2(b) grant of greater nghts) However on the very few occasions where sueh
* - a waiver was granted it was so fraught with restrictive provisions that it presented an unworkable basis
-+ for transferring technology to the private sector. No commercial firm was. wt]lmg, under the eondl-
tions imposed under many of the waivers, to risk the expendlture of the necessary. development funds N
Subsequently, after five years of | negouanon the then Department of Health, Education and - ’
Welfare, in 1968, issued its first new IPA to the University of Wisconsin, This was followed in 1973,
after another five years of effort, by an Institational Patent Agreem%hetween the national Science
Foundation and the University of Wrseonsm The ﬁrst ever of such’ agreements w1th that agency.
~That cvidence of not only the avmlnbdrty of an IPA, but that those two ageneles would- aotually
grant them, appeared to provide some impetus to universities to engage in ‘the technology transfer busi-
ness. Nevertheless some of the provisions of the IPAs available from those two agencies Wwere unac-
ceptable under some universities’ pohcles while many other governmental ageneles stlll clung tena-

_Page 26

Council on Gevernmentcd Relations

" ciously 0 thé policy of taking title to all inventions made with funds they had supplied. .
Fundamental to the success of technology transfer under the IPAs was the vestment of certainty of .. .
* title to inventions held by the universities under those agreements. That factor and, in addition, the
“ability of universities to grant exclusive licenses were mstruinental in the subsequent willingness of pri-
vate sector industry to engage n hcensmg arrangements with universities that had IPAs
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. Annougn lmiea 10,TWO agenmes e LrAS Were noL Ofly IMpOIant as Maniuesung a CAZnge 1 me
: attltude of those agencres and potentraI hcensees but, more lmportantiy, as estabhshmg, through ; nego-
tiation, terms and provisions which were carried into and sét the tone for the legislative effort which
“ culminated in the passage of Public Law 96-517 ‘the Patent and Trademark Law Amendments Act,in.
- 1980 (the Bayh-Dole Act). In fact, that Iaw is. often looked upon as a codification of the terms and
- provisions of the IPAs

TI £ Bavn-D oLE APT
The passage of the Bayh-Dole Act was the reward for almost 20 years of effort by the non-profit sec-
{or to stlmulate the transfer of teehnology through the vehrcle of the patent system. It was the culmi-
_nation of the many pieces of le grslatron mtroduced over many years that had sought to establish a uru-
‘ R form patent pohcy within the govemment It should be considered a landmark piece of Iegrslatron n
" that, after many false smrts aud unsuccessﬁrl efforts it was, finally, a recognition by Congress:
. that rmagmanon and creatrvrty are truly a nattonal IESOUrce;
that the patent system is the vehrcle which pernuts as to deliver that resource to the public;
~ that placing the stewardshrp of the results of basic research in the hands of uruversrues and
'~ small business is in the public interest; aud significantly, .
that the existing federal patent pohey was pIacmg the nation on penl dnrmg a nme when intel-
3 " Iectnal property rrghts and innovation were becommg the preferred currency. in forergn affarrs L
- The most significant feature of the Act was that it changed the presaumption of t:ltle to any mven- e
-;: ;,-étlon made by small business, nniversitics and other non-profit entities through the use, in whole or .. :' -
. - part, of 4 government funds from the government to the coniractor-grantee. Another factor, often over- -
:len'ked is that the Act did away with the distinction between grants and contracts, which agencieshad
-often made when dealing with umversrtres a distinction which a number of agencies rigorously apphed
" “in their zeal to retain rights 1o intellcctual propérty as a contractual obligation. - -
It is also not universally recognized that the Act provided, for the very ﬁrst time stamtory author- '
ity for the Government to apply for, obtam and maintain patents on inventions in ‘both the United
States and foreign countries and to license those inventions on a non-exclusive, partially exclusive or -
exclusive ba51s The passage of the law was not, however the end of the battle. Tt took over ayear to
- settle the cnntmversy which arose over the drafting of the regulanons under. the Iaw Durmg the conrse.
ool the legrslatrve cffort, an almost adversarial relationship had developed as between the University sec- -
el tor on the one hand and the Departiments of Encrgy, Defense, and NASA on the other hand, The =
nature of that relationship became very clear when those agencies combmed to volnnm:rly draft regu—
 Jations which actually controverted the. law and its intention. As a consequence much greater atten- .
tion was given to the regulations by the Council on Governmental Relations which promoted and
influenced subsequent regulations that afforded protection agarnst both arbitrary exemptrons to the
law at agency discretion and to the exercise of march-in rights by the Government. -

: _Pfage'27_

S0tk Anmiverséyy — Jovrnol of Pagers

The Bayh- Dole Act represented the ﬁrst cautlous step into a new relationship between the
Govemment, as represented by its agencies, and the universities. It also presaged a new and closer rela—
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the Iostrtuuoual Patent -Agreements prowded the rnajor unpetus to new and expandmg unrversuy-
industry’ relatlonshrps ‘:-'hlasmuch as the Govemment always receives an irrevocable royalty-free license

: .":under any: of such mven’oons and because of other provisions of the Bayh-Dole Actand the ensuing
s regulatrons under that Act the relauonshrp is, in reahty a unwersrty-mdustry-government relatronshrp

The hoeaomro t"l;mate

To more ﬁ.llly appreciate what has evolved through the sequence of events which has been enumerat—

b ed; it must be kept in mmd that through this period, the economy of the country-as a whole, ag well
“as the economy of each state; was and still is in transition. Today, universitics operate m an econom—

ic clunate which: .
is knowledge based~—-not caprtal based (although without questron avaﬂabrhty of caprtal isa
- necessity); T -
o enttepreneurrally based——wmless the large 1 numbers of new compames created n recent
E mvolves world markets—the international aspect of protection 1 for mtelleotual property gener-
ated through the research function must be a consideration; - S
reflects continuous and often radicat technology changes _ - o
o is becommg more decentrahzedr—makmg state and local optlous and uuuatwes more s1gmﬁ- i
. cant; L . . : .
T s an=economy of appropriatencss not one of scale——i.e., me'rely increasing_ the si'ze of _apro-
.. duction plant will not necessarily reduce the cost of product or increase its quality,
*is increasingly conipetitive on a global scale-—witness the advent of the Eu.ropean economlc
commumty and other geographic economic blocks. :

' In view of tlus contmually evolving cconomic climate, and since ueW products arise from new fun-
'damental ideas as Well as.from new applications of existing teclmology, the’ necessrty for’ supportmg

rescarch is evident. However support of research is not enough, That support must be coupled with
a creative technology transfer capability. Invention without innovation has httle economic value

. With the passage of the Bayh-Dole Act and, in the same year, the decision of the Supreme Court
in the Chakrabarty Case$-which stood for the proposition that merely because something was alive
(in that case a bactenum) it was not preclnded from being patentable, along ‘with the evolution of
genetic engmeermg concepts, the universities were literally propelled into an awarencss of the poten-
tial economic value of the technology that was being generated in: therr research programs. That fact
made it self-gvident that steps.had_to.be taken to make innovation follow invention since invention -
alone holds litile hope for generating needed revenues to support an ¢xpanding research effort.

‘Because the government has been and still is the primary source of the funds supporting the rescarch
L eﬂ‘ort at umversmes the passage of the Bayh -Dole Act permitted. the universities to position them-
v :'selves ‘through the estabhshment or. expansron of technology transfer capabrhues to better insure that

TR

Councit on Governmental Relaifone

o ‘L_tlaoyaaoumlvg_aiﬂ_ollowmvenuon-uw . e

' Page 28

http://216.239.39.104/search?q=cache:pOAkOCwPGY 8] :-www.cogr.edu/docs/Anniversary.... 4/3/2004




12/16/2003" 6:22:07 AM <-1301951-0608 -> . .. oot o Page

N The Mor‘tg'agé Experts

America’s Most Progressive Lendeis

_: Efi'o: j'Aﬂ:"E"_r'-:'-q'_nfiicny‘e'céf.=;'' R ""-From ToleIurphy
Ra: New Loan Program : Date: DecemberlJanuary

M Urgent O For Review [] Flease Comment IZI Pleass Reply [ Please Recycle

- Pleass reviewl.

I think you will find that this is the lOWESt mortqaqe f ate avaliab[e today.

.‘ We have only ' 15 million doIIar 'S available to lend spec1ally deagned for
‘people W!'th credlt problemsl e

THE 84D
= CREDITLOAN - ™
. SPECIALISTS! @™

- Bankruptcy No Problem' . Foreclosure No Problem'
. lnd credlt ls DK' e Self-!mployed DK!

Instant Phone Approval'

1 25 % NO P.INTS’*

BT UMD '. 8 ‘ Q-g 2 9 -6 9 1 3
P'qu"q “I’¥ i idri oS o “')‘ i o i F s T i tatah P PR

*Based on APR 4.380%. 30 year loan amortization.

**Subject to final lender approval and appraisai review.

To Bs Ramoved From Qur Databasa, Call Toll-Free Af B3)-658-8133.




- -..COGR Brochure gm 10/16/98 I Page 28 of 53

G’Gt"emnzeu;‘ Patent P‘élief Reshaped . -

- At the outset it st be presumed that Govemment research dollars are made available in the expec-
tation of not only developing basic knowledge but also in the expectation that the funded research will
{ead to products, processes and techniques which will be useful and acceptable in all or part of our soci-
ety to improve the well-being of society in general.

In the face of this presumption it is apparent that inventions, whether made through the expendi- -
ture of private or governmental funds, are of little value to society unless and until they are utilized'l)y
society. In order to achicve such utilization it is ¢ssentizl that the invention be placed in a form or con-
dition which will be acceptable and beneﬁcral to the public. In other words, the technology must
somehow be transferred to the pubhc sector To quote Thomas Edison: “The value of an idea lies in
the using of it.”

In a fiee enterprise system such transfer is normally accomplished as the result of pertinent and
appropriate activities of private enterprise. Since such activities obviously enta_il the commitment and

-~expenditure of substantial monies—many times the amount needed to make the invention—adequate
and appropriate incentives to such commiiment and expenditures must be afforded. Consequently, - -

~ and since the patent system provides such incentives and is the most viable vehicle for accomplishing
the transfer of technology, fiull and careﬁzl consideration: must be given to the making of any policy
which wﬂl affect. the transfer of technology that has been generated in whole or in part by Government-
funded research. In addifion, careful consideration must also be given to proposed changes in the '
patent laws, including proposed treaty accommodations, which could adversely aﬁ'ect the technolo gy
transfer capabilities.

One would not disagree that the primary ob]ectwes of a Government patent policy should be to: -

- “promote further development and utlhzatton of mventions made i whole or im part wrth gov- ;
erment funds; - X o
csure that the Govemment s interest in practlcmg inventions resultmg from its support is pro- o
tected;

ensure that the intellectual property rights in Government sponsored inventions are not used
for unfair, anti-competitive or suppresswe pUrposes;

minimize the cost of admrmstermg patent pollcles through umform prmc1ples and
attract the best qualified contractors.
However, of all of the considerations attendant upon the estabhshment ofa govemmental patent
policy only one- consrderatlon should be paramount '

In whose hands will the vestiture of primary rights-to inventions serve fo transfer the inventive tech-
nology most quickly to the public for its use and benefit?

The passage of the Bayh-Dole Act was the beginning of the reshaping of federal patent pohcy
Subsequent events between 1981 and 1985 fmther shaped that pohcy The Bayh Dole Act, the ﬁrst

from-the ruerteﬁonefﬁhopoheyand@bjeeﬁveﬂomemﬁh A

The second event was the issuance in 1982 by the Office of Management and Budget policy guid-
. ance to federal agencies for mlplemennng the Bayh-Dole Act in the form of OMB Ctrcular A-124,
This Circular clarified provisions in the Bayh-Dole Actre gardmg

[
[$%]
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standard patent rights clauses for use in federal funding agreements;
reporting requirements for universities electing title; and
special federal rights in mventions,

A third event was the issuance of a Presidential Memorandum on Government Policler which
~ federal agencies were directed to extend the terms and provisions of the Bayh-Dole Act to a// government
contractors with a follow on amendment to the Federal Acquisition Regulations (FAR) to assure that all
Tederal R&D agencies would implement the Bayh-Dole Act and the Presidential Memorandum,
The fourth event was the amendment of the Bayh-Dole Act by Public Law 98-628to remove
some politically-motivated restrictions on exclusive licensing' placed in the original Bayh-Dole Act.
That law, in essence, made the Deparhnent of Commerce the lead Agency in admmlstratron of the
"' Bayh- -Dole Act as amended. '
- The fifth event, which did not occur until 1987, compnsed publication of rulemaking? by the
. ADepartment of Commerce which finalized the provisions of the Bayh-Dole Act, P.L. 98-620 the :
. OMB Circular A-124 and the Presidential Memorandum.
o Also in this same period the establlshment of the Court of Appeals for the Federal Cn'cmt under the '
[ "'a“ble leadershlp of Chief Yudge Howard Markey, gave further impetus to the value of patents and a uni-
- 2‘-‘form1ty to their mterpretatlon whlch ‘putto rest the disparities which existed among the Judicial C1rcu1ts
"and had led: to forum shoppmg n patent htlgatron To paraphrase Chief Judge Markeyw-—no institution
“has done:so much for so many- W’iﬂ'l so little understanding as the United Statés Patent Systein. -
e The government patent pohcy, asreshaped. by the evenis noted, presented a charge and a chal-
s L lengema charge to show, through performance that the confidence which was placed in the hands of
. the universities by Congress to transfer techuology for the public benefit was not misplaced—a chal- -
‘]enge to max;mme the benefits which can be derived from the opportumty oﬂ'ered through that patent
: ‘pollcy to aid in malntammg the Uniied States as the world leader m mnovatlon '_ :
. These events, led by the passage of the Bayh-Dole Act created the revolutlon in umversny teeh-
a inology transfer. ‘ : - S

I The Impdet of the Bayh-Dole Act

, : How can we measure the practlcal impact on-universities of the Bayh-Dole Act and the reshaped
" Goverfiment patent pohcy? Sirice we are dealing for the most part with the transfer of technology from
S a protected base, i.e. . patents and other forms of intellectual property protection, an obvious answer 1s

, .,:to look at the change in the number of patents issued to universities-and other. non—proﬁt entities, ¢.g.
SR fteachmg hospitals; since the effective date of the Bayh-Dole Act in 1981. The increase in numbers of
st _‘patents 1ssued can-be- readlly soen- from Flgure -b-The-growth-and- trend Imes -are ewdent.»»iI-‘-he Figure

e s

= .':,1s also s'ignmcant"* i thai Tt € videices that ifi the period [rom 19812 1953 §icy umversrty SeCtot was gear—
. :.ing up to-¢ither engage in or expand technology transfer efforts and that the fruits of those efforts _
. 'became abundantly clear in the large increase'in patents in the post-l986 period. That trend contin-
ues today. Umversmes now receive approxlmately 3% of ali U.S. origin patents 1ssued 'Ihat ﬁgure
'was up from about 1% in 1980, - o ; . .
- Itis tempting to view patents 1ssued on a year-to-year basrs as ewdence of current actmty, parucu- .
‘ "larly for those who are not familiar with the patentinig process. Because of the varymg penods of time
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ICOA shows. explosive growth.in WI-Fi. |

the Hoftest sector of the Wireless Market .

Our cutrent recommendation is ICOA, Inc. (O"‘I‘C:BB:‘

ICOA) with over 20 years in business. ICOA is a

provider of Public ‘High: Speed (Broadband) Intemet:
Access. The company operates private networks of High - -
Speed Internet Terminals (WebCenter3000™), and Wi-
- Fi (wireless Internet) Hot Spots, in over 180 locations
ICOA operates in public ‘locations -
airports, -hotels, - marinas, - ‘transportation’ - -and *
conference centers. ICOA curtently owns or manages. -
_ingtallations at the San Francisco Infernational Airport, . ...
‘the Greater Baton Rouge, Louisiana Airport, Rhode
Tsland’s Newport Harbor “Hot Zone’, 100+ Panera Bread o

natlonw1de

locations and several preaugmus Hotels

CICOA. handles transactmnal pay-as-you-go users and L
we believe it will 5001 open its Hot Spots to subscnbers‘ o
of major carriers - Sprint PCS [NYSE:PCS), AT&T

‘Wireless [NYSE:AWE] and T-Mobile [NYSE: DT] as -
- well  as . Wi-Fit :apgregators - such. as  iPass Qoo

[NASDAQ: IPAS], GRIC [NASDAQ:GRIC] through
roaming agreements. ICOA 1s providing interoperability,
nationwide access and authentication to attract roaming
patiners. By being ‘open’ the company will genetate

mgmﬁcant increases m trafﬁc and revénue for ICQA .'md R

its partners.

Wi-Fi Market owortwssmggg o

Forward Concepts estirrates’ that substantial ¥growth in =
s A8 0L 0f - hot . spots. will..sesutme..in... 2005, with ..

Like the railroads in the 15—‘»’E century and the highway

system in the 20" = century, Wi-Fi (Hot Spot) deployment
1epresents an” unparalleled gmwt‘n opportumty for

- .. companies.

O “Wi-Fi (is) a much faster-growing ‘technology than
cellular telephony™ said Craig K. Barrett, CEO, Intel

: Corp. [NASDAQINTC].« Intel -has  committed $300

..million in an advertising blitz, to promote its new Wi-Fi
enabled Centrino™ microchips. .

" 'We belisve ICOA is poised for significant revenne

growih over the next 12 months, translating to the

* phenomenal growth potential of ICOA’s stock.

‘ ICOA owns 3 Netwmk Opera.tmg Center (NOC) that can

' ‘control and: manage over 10,000 installations.

T ICOA operates - Wi-FL in alrports nationwide with
... exclosive contracts. '

ICOA’s agreement to. prowde W:l—-F:I. services in 4

"marmas w:th over 1,800 boat shps posmcm the Company

“ag the largest Wi-Fi provzder in the 4. 0 billion marina

©comtnunications market in the US.:

.« - ICOA manages over 100. Wi-Fi Hot Spots in the fast
. food cham market (Panera Bread (INASDAQ PNRA)

and i expandmg rapn:lly

As per Tecernt press releases, [COA. iy growing it assets
o with acquisitions - of Wi-Fi companies and in our

opinion, positions. itself for substantially higher
revenues, profits, and valuauon

We believe the current announcements signify the start
of a phenomenal growth petiod for ICOA a.nd that this 18

§30,000 hot spots in the U.S. by 2007, and predicts that
by 2007, ‘revenue from (W:I-Fl) hot spots intheU 8. _w111 S

be §8 b:llmn, or ahout SIS 000 per hot spot ”

the titne to-own ICOA shares.
- Comp ‘_arahle Recant Stock Pr1ce
laTRT (M ' $1927
Sprint (PCS) '§ 425"
| F-Mebile (DT) TU%16.01
|i-Pass (IPAS). oo $175L
Gric(GRIC} . 8 570

Wall Strést News Alart is an indepander rébebich fum.” THS report covains’ forvard-160king stiterents, Pact parfewrriane Soés not guavanies fubtire recults. This vaport 1s based on
WENA, independert analysis, and may, a may not be the oplnion of Well 8ea News Aler, tut also relies on Infoeagtion supplied by spurces bellaved to b reliable. WENA has

| beenretgined by athird party end hes been paid $25,000.00 cash fov tnis repart. Wall Street News Alert snd/or individusls théreot migy have positions in-securities refered to hersin
and may msles purchases or selez & eny time, The informetion contalned in this repert is for information purposes caly, and should not be construed as an offer o sclicitation fo buy
o sell any seewrity. Investors should concult vith an investment profassional befora invésting eny moales pariod. Copyright 2003 WENA All Rights Resavad

To ha.-ve.youl na.me ‘félrldveél from ;:ur l:la'l:dba;se, plelﬁée. ca.ll ollr Eea.l.lﬁ'.)rnate'd.‘cs:all-'ffta'.a center at 1-800-658-8133
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. * Number of Patents Granted to U.S. Academic Institutions
pso0 ot oren e e -

000

L1000

LS00t

1974 1976 1978 1980.7°°1982 111984 1986 - 1988 1992 | 1994
LT a ' : - Scleuce&EngmeermgIndxcatom 1996&1998 RO
; : AUTMLlcmmgSurveys PR

o L patent apphcatlons are in prosecut:on m the Unmed State Patent and Trademark Oﬂice over the shott:
term that kind of assessment can be very mlsleadmg Over the Ionger term, however, fo:: example _
since the passage of the Bayh—Dole Actin 1980 ‘the number of patents 1ssued 10 the muversuy sector
“igamore meamngful meagore. . g A )
7 Ifthe totaI count of patents 1ssued is mcluswe of non-proﬁt entntles in addmon to. the umversmes
as has been done i in: Flgure 2 for the years 1990-1996 the observable nnpact of the Bayh-Dole Act 1s
even greater. : : . v
Perhaps even more: sngmﬁcant is the increase in the number of U S umversmes recemng patents o
Thls is strongly mdlcanve of more umversmes engaging in technoiogy transfer: actwmes It.can be seen - B
from Figure 3. that the number of umversmes recelvmg patents doubléd form 1980 t0'1994: It is rea- S
_ sonable to assume that this was in great measure due 10 the Bayh-Dole Act. S
The real measure of technology transfer is not, of course the number of patents which the universi-
ty sector holds but the amount of technolo gy represented in and by those patents which has been trans-
ferred to the private sector for ﬁlrther development into products and processes useful to mankind.

. What has been the licensing experience? The. most. Ieccnthceusmgmsumgy_by_ﬂ_l_e_ﬁgsggagm} of

University Technology Managers (AUTM?shows a continuing growth in patenting and licensing
_ activities by the university sector. The data presented in the Survey Summary was utilized by the
L _General Accounnng Oﬁicc in part 111 formulatmg its reqmred perlodlc rewew of lhe adm1mstrat10n of L
the Bayh-Dole Acs " - e : S o
.. ‘Licenses and opnons executed have mcreas d) steadzly smce the passage of the Bayh—Dole Act rep- L
resenting both an mcrease n the number of umversmes engagmg in patenting and technology trans-
fer activities and in the i increasing activities of those universities already engaged in those._ﬁmctlons In
accordance with the GAO report for fiscal 1996, the percent increase from the previous year was 8.4

http://216.239.39.104/search?q=cache:pOAKkOCwWPGY8J:www.cogr.edu/docs/Anniversary.... 4/3/2004
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- percent for recurring correspondents in the AUTM SUrvVey. About 10.9 percent-of the licenses or
optlons granted were to start-up compames 54.7 percent were to small businesses. Morcover, at the

2

" Page 31
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' - -~ Patents To Universities
.Number of u. S Patents Issued o 1986 through 199
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Note: Data have been aggregated to the mstltuﬁonal

"'level and, in some cases, refer o, ent:resystems B L . .
{e:g., Catifornia and Massachusetfs).’ S © - ¢ - Bcience & Engineering Indicators 1996 & 1998

end of fiscal 1996, the wniversity sector reported 10,487 active licenses or options, the latter being up
' http://216.239.39.104/search?q=cache:pOAkOCWPGY8J:www.cogr,edu/docs/Anniversary.... 4/3/2004
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R, by 12 9 percent over the prevrous year The number of such licensees and optlons producmg income "
' -"mcreased by 16 1 percent over the prevrous year whrle the income of $365.2 mrllron generated by those
ff'actlwtle in 1996frepresented am, mcrease 0f22.1 percent over 1995.
Although the foregomg ﬁgures represent the effect of all hcensmg act1v1tles and not only those
7 ‘-'f'z"atlnbutable dlreetly to operation under ‘the Bayh-DoIe Act, it is submitted that because of the over-

Page 32

Council on Goversmemial Relaticns

whelming support of research and development i the university scctor by government funding, being
60.2% of all funding in 1995, and the traditional co-mingling of ﬁmdmg by the nniversities it is legit-
_ nnate to conclude that the bulk of patentmg and lrcensmg activity in the umversrty sector is govem— _
ment-fund driven and falls within the ambit of the Bayh-Dole Act. - _ o '
Wrthout quesuon the- economrc 1mpact of the umversmes hcensmg activities is substannal—esu- ' E
~ mated, on the basis of the AUTM survey, o add $24 8 billion to the U.S cconomy.” '
' Significant as these ﬁgures are, it should not be overlooked that umversrty mveutlons ansmg, ‘as
' most of them do, from basic research, have led to many products which have or exhibit the capabrhty
“of saving Tives or of i unprovmg the hves safety and health of the citizens of the United States and
around the world. In that context their contribution to society is immeasurable.
What is truly remarkable too is that these benefits have been reahzed and the Bayh—])ole Act
has been admuustered without the necessrty for congress to appropnate any of the taxpayers® '
‘i moncy for its operation. :
Another measare of the effect of the Bayh—Dole Actis the growth of membershlp in the Assocration
of Technology Managers and its predecessor the Society of University Patent’ Administrators, That

growth, which is graphically showu in Figure 4 is, perhapsi.the most direct measure of the mterest in
and growth of the technology transfer functions in the umversrty sector It also evrdences the creatlon )
and growth of technology transfer asa professmnai callmg o .

The Hemage oi the Bavh -Dole ﬁci

The Bayh-Dole Act can'be glven eredrt for focusing congressronal mterest on intellectual property-ori- =
ented legislation. With that focus established, the years since ‘have seen many picces of such leglslauou
Aintroduced. Some have become law, most ‘have rot. One piece of legislation which could be consid-

__- C AUT_MMembershlp By Year oo
Members oD L 1976 through 1996
2200 ' _
~2000 R : h e o 100
' I : SR ' . - 1818
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