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Since \\"orld \\'ar 11 sponsored research ai American universities has
been so duminaied by federal funding that actual cooperative or con­
tracted research agreements between universities and industry have been
relatively rare and. in the case of some institutions. virtually nonexistent.
This can be seen from the statistics. By 1953. research funding relation­
ships between the federal government and the nation's universities had
alreadv grown to the point \'\"hefe54 1 0,(: of tota' researd: and develop­
rnen: exp~ilditure~ a'. Ull!\;ersltit'~ \ .... 'Ci:: L'JiTIiI1§.: trorr. the iecera. govern-

-ment. By contrast. only i.5(\~ was coming from industry." By 1966. the
peak year of federal funding in percentage terms. the federal portion of
research and development funding at universities had risen to i3.5%.
while industry's share.had fallen to 2.4"·.,.' From this peak. federal fund­
ing has gradually dropped off to an estimated 65.1'~,. in 1981. while in­
dustry's contribetion has increased to an estimated 3.8°/(,.J

A continued relative decrease in federal funding is seen lor at least
feared) by most observers and a steady increase in industrial funding is
seen (or at least hoped for: by mosi universities. Any such increase. of
course. has to be kept in perspective. knowledgeable observers haw
recently predicted that the short-term potential limit of industrial fund­
ing. depending on the source of the estimate. is probably somewhere on
-the order of$600 million annuallvvtup from an estimated $240 million in
1981):5 is no more than 15"." of federal funding' (up from 5.85% in
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1 University-Industry Research Relationships: Myths, Realities, and PI

teenth Annual Report of the National Science Board. October 1, 1982. p. 1. [Tf
resources cited in this Article are available from the author].

a Government-University-Industry Research Roundtable letterhead. Nat
of Sciences.
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A. Purpose of the Report

. The purpose of this report is to discuss the results of the first univer­
sity survey conducted by the Clearinghouse on University-Industry Rela­
nons. The ~ubIect.matter of the request was conflict of interest and del a
o{/ublrcatIOn policies of universities engaging in collaborative research
e orts with b~SIlleSS. The principal focus of the report is not the form of
the colldaboratIOn but rather how the institutions have prepared for and
manage the constraints of entering into such ventures

The Clearinghouse appreciates the willingness of ali respondents to
Parti

d
cIPate

l
III the survey, particularly those who provided copies of policies

an supp emental materials.

especially in areas of new technologies. In general, universitie
research collaboration with industry meets their research nee'
compromising fundamental academic principles. The universi
benefit of research support, valuable research experience for stu
broader research opportunities for faculty who might otherwis
from the academic environment to industry.

Further, there is growing support for the involvement of u
in the technological and scientific growth of the business comr
the fourteenth annual report of the National Science Board st
the interdependencies between good science and good develop
been long recognized, but because of the changing character a
lerns, mare direct research interactions between science and ir
now occurring."l

Federal, state and local governments encourage universil
relations. State economic development programs and legislativs
promote collaboration among government, industry, and unive
the federal level, the National Science Foundation funds start-i
centers in which federal support is phased-out as industry sl
is established. Other federal agencies, such as the Departme
merce, encourage universities to develop research relationshi
dustry. The National Academy of Sciences is sponsoring the G,
University-Industry Research Roundtable to "foster strong
science through effective working relationships among g'
universities, and industry. "2

Generally, universities have been responsive to establ
laborative research arrangements with industry. The form of th
tion varies, even withina single university. The most highly
arrangements are multi-year, multi-million dollar projects b,
university and one company. However, there are many mar

B. Background: The Growth of University-Industry in which several universities and several corporations join to
Col1aborative Research research center or project in which the universities jointly

The federal government provides most of the support for basic research numerous research tasks. Some industries have formed non-pre
at umverSllles. Only a small percentage of university research is spon- tion or foundations to provide support for basic research at u
sored by corporahons. There continues to be a great deal of I' Despite the growth of corporate support for university res
corpor t hil hr b re lance upon support is not expected to provide more than a small supplemea e p I ant opy, ut increasingly, universities and industry are
establishing collaborative research relationships, more like partnershi s assistance. Even so, many universities welcome the additior
These rel~tIOn~hlps are based on a quid pro quo: the corporate sponsor ment to research. Although the federal government's suppc
provides financial support of specific research in exchange for certain rights research is strong, it is not always reliable. Most glaring is the I,

--~.~•••_~~~~~~;:e..resultsortomaintain-anexclusiverelationshipWith-theresearclr-----~-----,,-~---- -.-..__;;[i{r~~u~~t~f~o~:re-model aI1~_re.",lac:e~I1~~equate r~~~:r

. Collaborative arrangements have flourished because competition has
increased III rec:ent years, increasing the pressure On industry to develop
new technolog~es and be at the forefront of innovation. Concurrentl
umverslty and Illdustry scientists find their work more closely linked as
the boundaries between "basic" and "applied" research become blurred,



3 Reportof the University-Industry Relations Project, The Universityof California. Oc-
tober. 1, 1982.
.. 4 Letter to Dr. Thomas A. Bartlett, President of the Association of American Unlver­

Slll~S from Representatives Gore and Fuqua, House Committee on Science and Technology,
United Stales House of Representatives, November 18, 1981, p. 1.

D. The Clearinghouse's Initial Project: Establish on lnformotion Source
and Conduct a Study of Conflict of Interest and Delay of Publication
Policies

Since the establishment of the Clearinghouse, university ad­
ministrators and industry managers have expressed a great deal of interest

'---"-'~"'~---'-in-information-sharing,-The'Advisory-Gommittee-to-the-Gleannghouse-s-­
recommended how best to address that interest. As a result, the Clear-

In light of these new collaborative relationships, it was not overlooked
that universities and industry have missions that are different, and in some
cases, divergent. Policy-makers and university administrators are con­
cerned that university-industry research relationships could damage the
research enterprise. Interested observers, including members of Congress
and the press, have also expressed concern. Their fearis that universities
engaged in these arrangements may compromise their goals of free inquiry
and open dissemination of Ideas. The Heport of the University-lndustry
Heiotions Project at the University of California (1982) summarizes the con­
cern of universities: t~ provide diversity of research activities while preserv­
mg the uruversity s independence from undue influence from a single
source. 3

In 19t1l, the Oversight Subcommittee of the House Committee on
Science and Technology asked the Association ofAmerican Universities
(AAU) to develop ethical guidelines to govern university-industry col­
Iaboration. That request stated, " ... the ethical dilemmas posed by the
metamorphosis of our scientific research force from educators to en­
trepreneurs have not been resolved. Changes in research priorities, alloca­
non of resources, faculty-student and faculty-university relationships as
well as diminishing scientific openness may soon be evolving from a shift­
mg value system. "4

A Committee on University-Industry Relations was formed by AAU
to respond to the Congressional request. The Committee determined that
uniform guidelines appeared unnecessary. However, it did conclude that
universities. industry, ~ongress, and the public would benefit greatly from
the sharing of information regarding research collaboration. The respon­
sibility for establishing a clearinghouse for such information was under­
taken by the AAU. Thus, the Clearinghouse on University-Industry Rela­
hans was established by AAU in September, 1983.

CONFLlCT OF INTEREST

inghouse now actively collects and disseminates information [,
university-industry relations.

The Clearinghouse also has established a program of gather
mation on a systematic basis from universities concerning activ
industrial sponsors of research. The first request, made during I
of 1984, focused on two specific problem areas: conflict of in
delay of publication. The request was made in writing to fifty-s
sities. A detailed description of the requested information was
to each respondent (see Appendix A). The universities were as]
vide copies of relevant documents and examples of cases that arc
campuses. The information was reviewed and analyzed in det
fifty-one universities responded.

Conflict of interest and delay of publication are policy issue
in almost every type of research arrangement with industry. Ea
on a different aspect of the university's policies with regard to t
sity and the faculty. Knowledge about the content of the policie:
tices and when and how they are implemented are important too
institutions to use in evaluating their own activities. In additio
terns of establishing policies and procedures provides insight i
tent to which universities have developed their own structure
cedures for research collaboration, and the extent to which u
accommodate the interests of business entities.

PART II-CONFLICT OF INTEREST POLICIES

19851

r

A. Background

Universities rely on faculty to make decisions concerni
propriateness of research, both substantively and procedurally, ,
out the purposes and goals of the institution.

Overwhelmingly, this arrangement is a success for faculty
stitution. Nevertheless, there is not always a single view of the.
balance between outside activities that enhance the knowlee
perience of the faculty member, and his or hercommitrr
university.

The university itself must recognize its goals and objective,
At most universities. consulting and sponsored research activ
couraged. They provide intellectual stimulation and financial s

I line is drawn, however, when that support becomes an improp

"'--I.~_...._..~~~ite~1~i~i,*~f~~~~~e~~;~:c~~~i\ji~~~~e:;i::v~;S~~:~
prietary goals.

Conflict of interest within a university can have two meal
conflict of interest arises when the faculty member's commit
or her responsibilities in the university are not met as a resul
activities. The conventional solution to this conflict is to prov
which describes the faculty member's teaching, researc

Congressional Hesponse to the Emerging Collaborative Helotionships
and the EstablIshment of the Clearinghouse on University-Industry
Relations

c.
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1. A university officer or employee is forbidden to participate
official capacity with respect to any transaction between the uni~e

a business entity in which the officer or employee has a substantial
2.A university officer Or employee is forbidden to receive c:

tion (in addition to regularbudgeted salaryor wages f~r services to tl
sity] as a result of, or in connection with, any transaction between it
sity and a business entity in which the officer or employee has a!
interest.

3. A university officer or employee is forbidden to accept em
or engage in any business or professional activity which he/s
reasonably expect would require or induce him or her to disclose I

tlal Information acquired by reason of the officer or employee's l

position.
4. A university officer Or employee is forbidden to disclose

tial information acquired by reason of his/her university position,
such information for his/her or another's gain or benefit.

5. A university officer or employee is forbidden to accept othe
ment which he/she might reasonably expect would impair h
dependence of judgment in the performance of university di
responsibilities.

their joint initiative and responsibility, for i~ is they .who are the bes
of the conditions which can most effectively stimulate the se
knowledge and preserve the requirements of academic freedom. Ex]
indicates that such standards and procedures should be develoj
specified by joint administrative-faculty action."

5 "On Preventing Conflict of Interest in Government-Sponsored Resell
sities." joint statement of the American Association of University Professors ani
Council on Education, December, 1964, p. 3.

It University of Utah Policy and Procedures Manual. January 22,1981,
Public Officers' and Employee's Ethics Act, 1953 Utah Code Annotated, Sec. 6

B. Results of the Survey

As one might expect from the attention drawn to the probl
AAUP/ACE statement issued over twenty years ago, most univ
the sample have procedures within the university to direct ths
and management of sponsored research. Since the university mu
sponsored research projects, the approval process includes arm
activity for potential conflicts of interest. It is not surprising th,
of the respondents have established written conflict of intere
which are applicable to business-sponsored research as well.
been revised in the last five years (See Appendix B).

Twelve conflict policies (out of twenty-one public institutir
ding) are based upon existing state law applicable to public
employees, For example:

I
II 7. A university officer or employee. is forbidden to hav:e. pe

~···"-~··~;,·c."~'~"'~'·~-~--·-''''l-·'·-'~,~·r~".,",,<,~.~;-"'~";"_'"-,"vestments .jn, ;any~.busiJ:Ut~~U~QJj!y~wl!!~h,~,!ll.f.!!:~~~~~~~~o~~.~~,~"~ ..~~
I tween his/her private interests and umve~s~~y duhes. 6

. '.

\ The distinctions among the various policies on conflict of mit
I

The above process of disclosure and consultation is the obligation assumed
by the university when it accepts Government funds for research. The pro·
cess must, of course, be carried out in a manner that does not infringe on
the legitimate freedoms and flexibility of action of the university and its staff
members that have traditionally characterized a university. It is desirable
that standards and procedures of the kind discussed be formulated and ad­
ministered by members of the university community themselves, through

ministrative duties, and limits outside research and consulting activities
to one day per week. Wilhin the past twenty years, the issue of faculty
consulting prompted many universities to develop such a policy.

Second, conflict of interest arises where a faculty member uses in­
fluence within the university to advance his or her own personal gain.
For example a faculty member could promote a research relationship with
an outside sponsor in which he or she has an equity interest, managerial
role, or consulting relationship, The university would be adversely affected
if the faculty member subordinated his or her university teaching and
research to the activiles of the outside company or used university facilities,
equipment, and instrumentation, or graduate students for that purpose.

Of course, conflict of interest is not a new problem. In 1964, the
American Association of Universily Professors (AAUP) and the American
Council of Education (ACE) jointly issued a statement entitled On Prevent-.
ing Conj1ict of Interest in Government-Sponsored Reseorch at Universities,
which has been endorsed by most research universities. The joint stale­
ment provides a detailed discussion of conflict of interest and encourages
individual universities to establish procedures to address it.

According to the AAUPIACE statement, conflicts may arise when a
faculty member undertakes or orients his or her university research to serve
the needs of a private firm, purchases equipment from a firm in which
the faculty member has an interest, transmils to a private firm otherwise
unavailable information, influences negotiation between the universily and
a private firm with which the faculty member has a relationship, or ac­
cepts gratuities or special favors from a private firm which might be inter­
preted as an attempt to influence the recipient's conduct of his or her
duties.

The joint statement also addresses a faculty member's conflict of com­
mitment. It states that a researcher has a responsibility not to mislead the
sponsor of research or the university about the amount of time and effort
to be devoted to the research project. Precise time accouriting is
recommended,

With respect to the university's responsibilities, the AAUP/ACE state­
ment recommends that each university develop and disclose ils account­
ing procedures to inform the universily about the outside professional work
of faculty members, procedures to inform faculty members about the stan­
dards relating to conflict of interest, and the availability of advice and
guidance to faculty members regarding potential conflicts.

____"._._m._..Ih~jQjQL§1~18Jn!'_'!LfQnfI!1.c!e~:
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less dramatic than one might expect. Appendix C categorizes the principal
focus of the various conflict policies.

The most significant difference among the policies was the mechanism
within the university for disclosure of outside activities. One distinction
lies in which party. university or faculty member. initiates the disclosure.
Nineteen institutions provide for a faculty-initiated disclosure when the
faculty member determines that a sponsored research arrangement to which
he or she is a party may present a conflict. Many of these policies require
a disclosure by the faculty member only if he or she intends to take an
equity interest or managemenl position with the sponsor entity.

For example. a typical policy statement in this category reads. in part:

Responsibility for establishing that activities in business ventures do not con­
flict with Institute commitments rests first with the Faculty member. Fur­
ther. on request from cognizant Division Chairmen, the Provost, or the Presi­
dent, the Faculty member shall make a full disclosure of all such ventures
including the names of companies, the nature of agreements, the respon­
sibilities assumed by the Faculty member, and the time Involved."

Twenty-six universities have conflict of interest policies that provide a
university-initiated disclosure or annual report from each faculty member
engaged in sponsored research or require approval to be granted before
the faculty member may undertake a consulting or sponsored research pro­
ject. Many annual reporting requirements were similar to the fallowing:

D. Reporting. All faculty members must report through their chairman to
both the Dean and the Office of Science and Technology Development all
outside professional activities at their inception and shall amend these reports
as circumstances change .. Such reports shall include consulting ar­
rangements as well as equity holdings, board memberships, managerial posi­
tions, etc. in relevent organizations.e

A summary of a sample financial disclosure procedure at a state university
further illustrates:

A. Principal investigators disclose whether or not they have a financial in­
terest in the sponsor of a proposed research project when funding in whole
or in part is through a contract or grant from a non-governmental entity;

B. Principal investigators disclose whether or not they have a financial in­
terest in the donor of a gift when the gift is from a non-governmental entity
and is earmarked by the donor for a specific principal investigator or for

O""'''''"",~~O"''''~ ,.,vm,",.~L~pecjflcvresearch._project;._,.,_"~,"~,,,._ ..,,, ',~ ,__ ~ ',~.,,,,,, .. _,,~..~_,, ..w, ....,,,

c. Disclosure statements be filed (1) before final acceptance of such a Con­
tract, grant or gift; (2) when funding for such a contract or grant is renewed;

7 "Conflict of Interest and Conflict of Commitment," California Institute of Technology
Faculty Handbook, chapter 7, p. 12.

a "Guidelines for Situations Involving Potential Conflicts of Interest Between Scholarly
and Commercial Activities," Columbia University, Draft. May 21, 191101, p. 6,

.... -l-
I

!

and (3) within 90 days after expiration in the case of a contract ~r

or after funds have been completely expended in the case of a gift

D. When disclosure indicates that a financial interest exists, an i~l(

dent substantive review of the disclosure statement and research proje
place before the contract. grant, or gift is accepted; and

E. Department chairs disqualify themselves f.rom approving a researc
posal for a project to be funde~ in ~ho~e or In part by a non-goverm
entity in which they have a financial interest.

Failure by a principal investigator to make the required discl?sur~

a department chair to disqualify himself or h~rse~f .may result m st.
forcement proceedings against him or her as an individual. as well as L
sity sanctions."

With regard to equity interests and faculty managerial' invo
in businesses providing research or development. twenty-one ins
have developed specific policies to address this issue. None of the
prohibited such activities. Rather. the involvement of ~ faculty
in an outside business is recognized as a potential conflict of inte
commitment for the faculty member which should be dlsclosed tc
proved by the dean. Several state institutions have ceilings beyon
no faculty member may have an ownership interest m a campan
does business with the university. For example:

(e) No member of the faculty or academic staff or members of th:
mediate families and no business m which they own or c?ntrol at le,
interest of the outstanding stock, or at least 5 % inter~st m such bur
or in which they are an officer or director may enter into any comn
contract with the university unless the contract has been awa~ded th
a process of public notice and competitive bidding under sec~lOn 16
Wis. Stats.. or unless the member of the faculty .[o~l academic staff,
in a position to approve or influence the university s decision to gre
contract.w

Appendix D lists the respondents that have equity interest provi
their conflict policies. . .

Many institutions responded to the survey by providing su.pp
materials illustrating recent guidelines or memoranda addressmg
of interest issues directly related to industry-sponsored reseal
following excerpt is an example of one institution's tr~atme?-t of I

arising from equity ownership and management partrctpation 11

_mi'.n;i~Li'!'l.i!Y~ ... ...___ ......__ ._~.___

1 Participation of the University and its faculty in com~erciaJ org
: . The University or a faculty member, may of course invest, owencns.trne umversuv, . lf th U' .

or other equity in a commercial enterprise. J:I~wever: 1 e ruversr
its faculty holds a controlling interest, partlcipates In the managem

U "Guidelines for Disclosure and Review of Principal Investigators' Financta
in Private Sponsors of Research," University of Californi~, Apr~l 9, lY82, p. 2.,

IU Wisconsin Administrative Code, University of WISCOnSIn System, UWS
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the. conduct of affairs of the commercial organization, or if the work of the
University and its faculty is being funded by the organization, conflicts of
interes~ are li,kely to exist, and the matter should be referred to the Policy
C.ommlttee'. Faculty members may own a controlling interest in a commer­
ctal enterprise, and may participate in its management or conduct of affairs
as long as such participation does not interfere with their ability to fulfill
their University commitments, and as long as the activity of the commercial
organization is not closely related to the area of the faculty member's Univer­
srty research. If there IS a close relationship between the two, the question
s.h?uld ?e referred to the Policy Committee. The University does not par­
ticipate m the management or conduct of affairs of a commercial organization.

A faculty member may own significant stock or equity in a commerical
e.nterprise, bu~ a conflict of interest may exist if the faculty member's Univer­
sny research IS closely related to the activity of the enterprise, especially
when the faculty member participates in management, in which case the
question should be referred to the Policy Committee.

'" '" '" "

2. f~unding of re~eQrch or conduct of research "Ot the University by com­
mercia! crgnrnzutrons.

.. "" .. >t

If a faculty member has significant stock or other equity interest in a Com­
mercial corporation and/or participates in the management or the conduct
of its affairs, it i~ not nor.mally permissible for the University and the faculty
member to receive funding from that organization for the faculty member's
research at [this}. Univer~ity. These rules apply with particular force when
f~cu~t~ members III question hold administrative positions which permit them
sig nificant control of space and other resources at the Umversity.»

A few instiIutions have policies relating to the protection of graduate
students. For example:

(4) STUDENT RESEARCH PROTECTION. A member of the unclassified
staff sha~l info.rm ~tudents engaged in research under his or her supervision
of any financial Interest which the unclassified staff member has in the
research. activity,. including, but not limited to, financial arrangements in­
volved .1~1 the direct support of the activity, agreements made by the
uncl~sslfIed st~f member to obtain data for the research, or agreements con­
cernmg copyright or patent rights arising from the research. IZ

Finally, several universiIies responded to the survey with examples of
possible conflicts that were reviewed and resolved. One state university

"~"W~fii¥~~sffi;~t~~apfe?~lo"-,!r!'~PE()"!'c1.'!E"E"'1.'!iE!,"dJ)X~t~t.!'l~~J)r()yi.<!,,<!,!!!~""""~...+

It was the unanimous opinion of the ISRC [independent substantive
review committee] that Professor A's project be recommended for disapprovaL
The Committee's decision was made on the basis of an extensive and thorough

II • 'Guidelines for Situations involving PotentialConflictsof Interest Between Scholarly
and Commercial Activities," Columbia University. Draft, May 21,1984, p. 3-5.

discussion of the issues raised in Professor A's Disclosure of Finan,
terest and in his personal appearance before the Committee. The pr
reason for recommending disapproval of the project is the absence of 81

length relationship in determining the amount of monies to be po
university as between Professor A, the Principal investigator {and t~
individual who determines the amount of such monies on behalf
University) and Dr. A. the President and 100 percent owner of 'Th
pany, who must pay such monies.

A second serious concern of the Committee was that the employe
actually do the work funded by the contract a:e performing 'secr~t
That is, they are concluding analyses of chemical compounds .w~l(
been provided to the Company by outside sponsors who have insist
the results of the analyses not be disclosed. While the agreement b
the University and the Company did not contain a restriction on the 1
tton of research findings, Professor A indicated that all decisions 0

ing publication will be made by him. He stated that he would ho
commitments made by the Company to its sponsors not to disclose tI
dings. Thus, a conflictof interests exists between Dr. A's role as a U
ty Professor, with the obligation to disclose thefi~diIlgs of his we
Dr. A's role as the President of a private corporation which has a~
treat his findings as confidential. It is Dr. A who will-determine ~

or not the findings of these projects will be published and therein
conflict of interest. 1l

In some cases, detailed conditions have been imposed (
members. For example, a letter from a university official to
member sets forth conditions under which the faculty member
allowed to proceed with a project:

The purpose of this letter is to respond to your inquiry concern
participation in the commercial development of certain prior rest
forts .... It is my further understanding that your participation wo
the form of an investment or some receipt of an equity interes
corporation.

" '" '" "
It is further understood that you agree to the following specif

sions regarding your participation in the above described corpor,
1. Your equity interest shall not exceed 26 percent and the cu:

equity interest of all members of your department shall not exceec
cent of total equity in the new corporation.

2.You do not, and will not in the future, have any tnvolvem
responsibility for the operation of the new corporation.

3.... you are under no obligation to make present or future
W"~--~;"r'c'suIHfavailabl(fttnh:£f'cOrpOl'ation;"-nor~will·'you·cundertake·such"an·ol

4. You will not allow the interests of the corporation to havt
fluence whatsoever on the current or future directions of YOUI

research. I

5. You will not allow the interests of the corporation to hav.
fluence whatsoever on the current or future directions of the College
of members of the Department.

IJ Letter from the ViceChancellor to ProfessorA, re: Positive Disclosun
!"I., •.,w' F,·.,n, Prnl'....""nr ttniversttv of California, Los Angeles, March 4, 19B:
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~. You. agree to disclose immediately to the Dean any real or apparent
c,onillet of interest .~at may arise in relation to your interest in the corpora­
tion and your position on the [UniversityJ faculty.

7. The te~ o~ any consulting agreement or other form of business agree­
ment 0: rela.tlODshlP between you and the corporation shall be disclosed to
the University and be subject to prior University approval.

8. Any. use of. funds of the new corporation to support your College
research will require the prior approval of the Dean.

9. No resources of the University will be committed to the furtherance
of the purposes of the corporation without the prior review and approval
of the D~an a~d ~h~ .negotiation of a written University contract.

.1? I?U ~I111mtIallyprovide to the Dean a report of all aspects of your
partlcl~a~lon. in t.he corporation and you will disclose any proposed changes
or mod iftcanon 111 the relationships between you and the corporation and
your on-going University research.«

C. Summary

In general, it can be concluded that universities responding to the
survey have developed conflict of interest policies that address the faculty
problems arrsing out of university-industry relationships. A key feature
of most of the policies is reliance on disclosure as a mechanism to deal
with conflicts. Perhaps this reflects a conclusion that disclosure will in­
hibit the formation of inappropriate relationships at the outset. Or, it could
be based on the theory that so long as the business relationship between
a faculty member,and an industrial sponsor has the informed consent of
the university, the faculty member may proceed with confidence. In the
fin~l analysis: however, should policies based Ondisclosure actually reveal
serious conflicts, the test of the effectiveness of such policies will be in
the ability of institutions to use the information that is in their possession.

PART III-DELAY OF PUBLICATION POLICIES

A. Background

. Delay of publication relates to the issue of openness. Exchange of ideas,
including rese.arch results, is an integral part of increasing knowledge.
Free communication also allows scholars and scientists to verify and
cnnqus research of others and lessen duplication of effort. Further, each
faculty member relies on the freedom to select a research path regardless

;;;;f~~7!~::~!~:~:!~:~~~~::~::;:F:E:~:~~~I.~;i~~~;;~f;~:~e~r~~·······················I·····
embargoed. In the case of industry-sponsored research, the sponsor is in­
terested in protecting the proprietary nature of the research and may not
want competitors to have access to the information resulting from the spon­
sored research. Within this context, sponsors of research sometimes re­
quest restriction of openness.

The opposing views about information are often a subject (
tion in university-industry relations. Most frequently, the reso
contract provision which allows a specified delay of the pub
the research results in order to permit the sponsor to protect it
by filling a patent application with th U.S. Patent Office. Pal
are based on the premise that the owner of the rights should di
invention in exchange for the right to exclude others from
manufacturing it. Thus, the end result of a patent is openne:

In addition to patent rights, some universities allow a spec;
of publication to permit the sponsor to review the publicatio
prietary data. Most frequently, proprietary data means inforr
sponsor supplied to the research enterprise which was not
public. If the sponsor supplied that information to the researd
be determined by the parties, in advance, that such informatior
tended to be made available when the results of the research are

B. Results of the Survey

Forty-nine universities responding to the survey providec
on delay of publication. Thirty-two universities have writte
stating the institution's position on freedom to publish. Mal
statements were general admonitions that the university is COl

free publication and open dissemination of ideas. Some provide
in publication is permissible under specific circumstances, bu
delay may not be unreasonable. The length of time permittee
is rarely stated, but is determined on a case-by-case basis. FOI

3. Publication. In order to fulfill our educational objectives, and
status as a tax-exempt education institution, research at [the Univers
to serve a public rather than a private purpose. Results are disse
broadly and on a non-discriminatory basis. Thus [the University)
undertake studies whose results cannot be freely published. ~

however, recognize legitimate proprietary concerns of sponsors w
propriate. Publications may be deferred for an agreed upon limite
of time to protect patent rights, and sponsors may review our pub
before release so that they are aware of the contents. On occasioi
{the University] may have accepted a sponsor's proprietary inforn
necessary background data for a research project, we will allow a
tion review in order to identify any inadvertent disclosure of data

....a. reasonable-efforts.basls..w.e.. agreed.tokeep.cQl)fidel1lial.~~,

All of the institutions responding to the Clearinghouse re
mit publication to be delayed. Appendix E summarizes the I

which the respondents will agree to delay publication. Overwl
the most common reasons given for permitting delay of public
to permit the sponsor to review. the proposed publication for
subject matter or confidential information and to permit the ur
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the sponsor to fiJea patent application in the United States (and sometime
abroad) to protect the sponsor's interest in such subject matter, Nineteen
universities specified patent review and filing as the only reason fo delay.
Twenty-one institutions specified both patent review and filing and review
for confidential information supplied by the sponsor.

Delay of publication provisions tend to fall into three categories. Some
merely state that the university will permit a delay. Others specify the
total length of time that the university will delay. Others specify a two­
tiered delay procedure involving a specified review period and a subse­
quent delay for patent application preparation and filing. This last category
may be subdivided based on when the delay may commence, Some
calculate the delay from the time that the proposed publication is submitted
to the sponsor regardless of when it would have been published, Others
calculate the delay from the time that the proposed publication would have
been published. Publication includes any presentation of the research
results to the public.

The following is an example of a publication provision in a contract
between a respondent and an industrial sponsor:

8. The University reserves the right. subject to the provisions of this
Agreement, to use the results of all work provided by the University under
this Agreement, including but not limited to, the results of tests and any raw
data and statistical data generated therefrom, for its own teaching, research
and publication purposes only. The University agrees. on behalf of itself and
its employees, students, assistants or associates, not to cause said results to
be knowingly used for any commercial purpose whatsoever except as authoriz­
ed by Sponsor in writing.

b. Any proposed publication by or on behalf of the University, its
employees, students, assistants, or associates, involving work hereunder shall
be submitted to Sponsor for review and comments at least ninety (90) days
prior to submission fot publication or presentation. At the end of ninety (90)
days after said submission to Sponsor, the University shall be free to pro­
ceed with publication. However, if Sponsor believes patentable subject mat­
ter is inadvertently disclosed in any publication submitted for review, Spon­
sor shall immediately identify such subject matter to University. University
shall use its best efforts to promptly file or assist Sponsor to file a patent ap­
plication covering such subject matter with the United States Patent and
Trademark Office or through the Patent Cooperation Treaty prior to
publication. 16

C. Summory

In general, all respondents allow some form of delay of pub
Clearly, then, a reasonable delay is considered by institutionsg
to be within the scope of free and open publication. Publication
confined to patent protection and pre-disclosed proprietary dau
that are easily defined. Other types of intellectual property protecti
as trade secrets, do not appear in institutional policies as legitimate
for interfering with open dissemination of research results,

PART IV-CONCLUSION

All of the universities sampled in the Clearinghouse requi
developed policies and practices relating to industry sponsored 'r
Whether particular policies are too narrow or too broad is a matter
institution, and each interested person, to evaluate. The sam pl.
clearly that the issues relating to industry-sponsored research a,
addressed by university administrations and faculties, and that ge
procedures are in place to provide adequate disclosure of the arran:
between universities and industry.

The natural extension of the issues addressed in this report c
the entrepreneurial activities of the university itself. Increasingly,
sities are establishing business entities to provide technology tran
development services for the university. The Clearinghouse's next
which is scheduled to commence in May, 1985, will focus on ur
entrepreneurial activities, as well as intellectual property polici
For further information or materials, contact:
April Burke, Esq.
The Clearinghonse on University-Industry Relations
Association of American Universities
Suite 730
One Dupont Circle, N.W.
Washington, D.C. 20036

The length of time that universities will delay publication varies among
""_'''''~'"''"W,,,,=,,,""~!:~l~,!~~,,!~,9,~~~~".."~,.!!.~L,,~g.m911g""jJXrEng~.tu.eJlts"~.wjthin-".instj,t-U.hons-;,-·Among~-th-e .="•._"~«"~~".".~.', ..~....".~j~~":"J~'"'..,.,""<..""~'~._,',~~~"" ..__..,_~..'_.e,c.."~,~.',._ ...~•. , ""~~"~-'~'."-'"'.....'.",'""'~""~"'."'.-,,~-~~--"'-;'~'."'~~ ~~~_'""~_~'.'~.·'_'H;_,,,,,"~,,~,;~,",~",,~;,,,,_,··_.....,e,~," "-~"";-,,,.~

respondents, the shortest delay was thirty days, the longest mom than one
year. Appendix F summarizes the time periods during which the
respondents would delay publication.

It> -Sumple publication contract clause, University of Catuoruia at Los Angeles.
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APPENDIX A

March 20, 1984

CLEARINGHOUSE ON UNIVERSlTY­

INDUSTRY RELATIONS

tation of practices, including contracts and other agreements. W
requesting confidential information. If it is necessary to delete
dates, dollar amounts, or other specific details from documents, v
be pleased to receive them-in such form. We hope to receive inf
covering the breadth and variety of university activities in this ai
including the details of specific arrangements.

The following hypothetical examples may make clearer tho
information we would like to get and the value that such informati

This is a request for information about some specific university policies have to university officers confronted with real cases.
and practices in the area of university-industry relations. We would like University A has a conflict of interest policy which states
to receive a response regarding your institution. The thoroughness of each that faculty should avoid situations involving conflicts of inte
response is crucial to the success of our effort. The purpose, simply stated, as financial dealings that are contrary to the University's best i
is to gather information about policies and practices affecting these rela- which may obligate the faculty member to take actions advei
tionships and to make it available in ways that will improve the quality University's interest. Faculty member X, following extensive c
of decisions university officers make. arrangements with a small biotechnology company, is asked t

Potential problems associated with university-industry research col- company as a stock holding partner in order to head a new d
laborations have become a subject of concern among interested observers, his area. X would only dedicate one day a week to the new corr
including members of Congress and the press. The fear is that the univer- would have the new division contract with him at the Universi
sities engaged in these arrangements may compromise the goals of free tinue to do research. He notifies his department chairman of
inquiry and open dissemination of ideas. to accept the offer, assuring him that the University's interests,

In 1981, the AAU was asked by the Oversight Subcommittee of the the selection of research topics and the learning experience 0

House Committee on Science and Technology to develop ethical guidelines students, would not be compromised.
to govern university-industry collaborations. That request stated, " ... the What information about other universities' experiences in sir
ethical dilemmas posed by the metamorphosis of our scientific research tions would you like to know to help you resolve University
force from educators to entrepreneurs have not been resolved. Changes tion? For example:
in research priorities, allocation of resources, faculty-student and faculty- 1. Conflict of interest policies.
university relationships, as well as diminishing scientific openness may 2. Faculty contracts with industrial sponsors.
soon be evolving from a shifting value system." 3. How similar matters were resolved, including proc

A committee on University-Industry Relations was formed by AAU followed by other universities.
to respond. That Committee determined that guidelines appeared un- Corporation A and University Y are negotiating a contract UI

nececessary; however, it did conclude that universities, industry, Con- the university would receive $10 million over 5 years to con
gress, and the public would benefit greatly from the sharing of inforrna- research in the area of X. The Corporation will be entitled to ar
tion regarding research collaborations. The responsibility for establishing license to develop patents owned by the university for produ
a clearinghouse for such information has been undertaken by the AAU. cesses developed under the project, but has asked for very res

Since the Clearinghouse was established in September, 1983, univer- cess and publication measures to be imposed by the universi
sity administrators and industry managers have expressed a great deal of to protect possible proprietary rights. As part of those restrictive
interest in information sharing. On November28, 1983, the Advisory Com- no faculty member or graduate student involved in research,

.._.".•..._mittee.. to•.the..CJeilJJnghQJJJi.e.llleL!.!L'WJ!§!Ii'lgton to recomm~nd howbest ject may publish the results of the research without first sub
to address that interest. The Committee re~"~'m~~;;de(rtharthe-'Clear::"'-""-"·• ..··_··········proposed·piiblic·atiOrcto·the·Company..for-review- The...Com
inghouse request information from universities concerning activities with questing 120 days to determine whether the publication woulc
industrial sponsors of research, beginning with two specific problem areas: patentable product or process, and a subsequent 120 days to f
conflict of interest and delay of publication. application. The University has no stated policy concernir

This is the first request for information and it is confined to those two publication; however, it has never agreed to delay publicatic
topics. We are interested in receiving written information concerning than 90 days in the past.
university policies and practices, including documentation of policy, such What information about other universities' experiences in s

., •. 1 ,.'J 1 ...l;n""l1c::<;inn~ anrl 0"'....." ...... "'0_
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tions would you like to know to help you resolve University Y's situa­
tion? For example:

1. Contracts with delay provisions.
2. Restrictive measures requested by companies.
3. How similar matters were resolved, and whether their resolu­
tion treated faculty members differently than graduate students,
We know we are asking your institution to undertake a significant

task in responding to this request. We are convinced that it will be in the
university community's best interest to share this information. It is im­
portant to demonstrate to those who are concerned about university in­
teraction with industry that universities are addressing the legal and ethical
problems of entering into business relationships to perform research, We
hnpe your institution can assist in this effort.

All responses should be received at AAU by June 1, 1984, Please direct
any inquiries and responses to:
April Lewis Burke, Esq.
Director of the Clearinghouse on University-Industry Relations
Association of American Universities
One Dupont Circle, N.W" Suite 730
Washington, D.C. 20036
202-466-5030

Please let us know the name, address, and phone number of any
member of the u.niversity's staff who will be assisting with this request.

Thank you,

APPENDIX B
DATES OF MOST RECENT REVtSION OF CONFLICT

POLICIES AT RESPONDENT UNIVERSITIES

No date provided
University of Maryland
Northwestern University
University of Pittsburgb
University of Rochester
University of Southern California
Yale University

1982-1984
California Institute of Technology
University of California, Berkeley
University of California, Los Angeles
University of Chicago
University of Colorado
Colnmbia University
Duke University
Georgia Tech University
Harvard University
The Johns Hopkins University
University of Michigan
University of Missouri
University of Nebraska
New York University
University of North Carolina
University of Pennsylvania
Purdue University
Rensselaer Polytechnic Institute
Rockefeller University
Stanford University
University of Texas
University of Virginia
University of Wisconsin

1979-1981
Brown

The Catholic University of America
Indiana University
Iowa State Unviersity
University of Kansas
Massachusetts Institute of Technology
Ohio State University
Thp State IJniversitv of New [ersev, Rutgers



194 JOURNAL OF COLLEGE AND UNIVERSITY LAW [Vol. 12, No.2 19851 CONFUCT OF INTEREST

University of Utah
Washington University

1970-1979
Cornell University
Pennsylvania State University
Princeton University
Tulane University
University of Washington

1960-69
Vanderbilt University

APPENDIX C
PRINCIPAL TERMS OF CONFLICT OF INTEREST POLICIES AT

RESPONDENT UNIVERSITIES

No written conflict of interest policy provided
Carnegie-Mellon University
University of Massachusetts
University of Minnesota
University of Oregon
Syracuse University

Generol statement
University of Maryland

Faculty-initiated disclosure of outside professional activitiers or (
required only of equity interest invoJved
California Institute of Technology
University of Colorado
Cornell University
Indiana University
The Johns Hopkins University
University of Missouri
University of Nebraska
New York University
Ohio State University
Rensselaer Polytechnic Institute
Pennsylvania State University
Purdue University
Rockefeller University
Stanford University
University of Texas
Tulane University
University of Utah
Washington University
Yale University

University-initiated disclosure or annual disclosure or approva'I to undertake sponsored research activity
i Brown University

-""~..•~••.••..•••.••.••~..•.•.•~..••••.•..•.•.•••' .•'._••..•...._•..•.~ _..~.•.•.••...•.••...~..••..••.....~._.~....••...o·····I···············OnIveisity··orCiilifoi'iiis·;BerKeley····c •......•.•..•.•••.••.••......••••••....

, University of California, Los Angeles
Case Western Reserve University
The Catholic University of America
University of Chicago
Columbia University
Duke University
(;~orQi" Institute of Technolozv
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APPENDIX D
RESPONDENTS HAVING EQUITY INTEREST PROVISIONS IN CONFLICT

OF INTEREST POLICIES

Iowa State University
University of Kansas
Massachusetts Institute of Technology
University of Michigan
University of North Carolina
Northwestern University
University of Pennsylvania
University of Pittsburgh
Princeton University
University of Rochester
The State University of New Jersey, Rutgers
University of Southern California
Vanderbilt University
University of Virginia
University of Washington
University of Wisconsin

APPENDIX E
REASONS GIVEN BY RESPONDENT UNIVERSITIES FOR

PERMISSIBLE DELAY OF PUBLICATION

Review for disclosure of patentable subject matter and filing
application
Brown University
California Institute of Technology
University of Colorado
Georgia Institute of Technology
Harvard University
Indiana University
Iowa State University
University of Maryland
University of Minnesota
University of Nebraska
University of North Carolina
Ohio State University
University of Pittsburgh
University of Rochester
Syracuse University
University of Texas
Tulane University
University of Virginia
Yale University

The State University of New Jersey, Rutgers Review for disclosure of confidential information
Syracuse University University of Utah
University of Texas University of Wisconsin
Tulane University
University of Utah Review for disclosure of confidential information or patentable s
University of Washington ter and filing of patent application
Yale University Case Western Reserve University
University of Wisconsin The Catholic University of America
Columbia University Columbia University
Cornell University [letter to faculty) Cornell University
Purdue University Duke University
Rockef~ller University . Massachusetts Institute of Technology

'~~""~'~""'~"~Duk,;'ij;:;i;;;;:;;;ty"""~"'~""'~'"'~~~'h".'"~'''"~~••.•.•.•••.•",,.•. ~··"·"··"·····"""··"·"·;"..·•• ·~ ···lJniversity~of.MiGhigan~ m ~.~••~.~~ ..

Harvard University t New York University
The Johns Hopkins University i Northwestern University
University of Michigan University of Oregon
University of Nebraska University of Pennsylvania
New York University Pennsylvania State University
University of North Carolina Princeton University
,I __ :.. "~,,;f,, ,..J Pnnn o "I\7~lni~l Purdue University
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The State University of New Jersey, Rutgers
University of Southern California
Stanford University
University of Washington
Washington University

Review for confidential information and sponsor approval
Carnegie-Mellon University

Review for comment, patentable subject matter and confidential
information
University of California, Los Angeles

Comment and potent filing
University of California, Berkeley

Review and deletion of sensitive information
Vanderbilt University

Reason not stated
University of Chicago
University of Maryland
University of Missouri

APPENDIX F
LENGTH OF TIME PERMITTED BY RESPONDENT

UNIVERSITIES FOR DELAY OF PUBLICATION'

30-45 Days
Rockefeller University
Yale University

60-90 Days
California Institute of Technology
University of Chicago
Columbia University
Duke University
Georgia Institute of Technology
Massachusetts Institute of Technology
New York University
Princeton University
University of Rochester
University of Southern California
Stanford University
University of Texas
Vanderbilt University
University of Wisconsin

91-120 Days
University of California, Los Angeles
Cornell University
University of Michigan
Northwestern University
University of Oregon
University of Washington
Washington University

121-365 Days
Brown University
Case Western Reserve University
University of Colorado
Indiana University
University of Kansas

University of Minnesota
University of Nebraska
University of North Carolina
Ohio State University
University of Pennsylvania
University of Pittsburgh
Purdue University



200 10URNAL OF COLLEGE AND UNIVERSITY LAW [Vol. 12, No.2

The State University of New Jersey, Rutgers
Syrecuse University
Tulane University
University of Utah
University of Virginia

More Than 365 Days
Carnegie-Mellon University

Other
1. "short period"

-California Institute of Technology
-University of California, Berkeley

2. "long enough for sponsor to protect their patent application"
-The Catholic University of America

3. "will not delay publication significantly"
-Harvard University

~. "limited time"
-Iowa State University

'Each institution is placed in the category reflecting the longest delay
possible, as described in their response. If an institution stated that it
typically delays for "x days, or longer," such institution was placed in
the next longest delay category following x. .

I
I
I
I

' •• -.-.--•• "."....- ..- ...---~.-- ' __M ------ ••- •• --..---- ,'.----... - ....--. -------.---._.." ... -- .--.....- , , .. .. • • "1 __.

I
I

THE CATALOG IN THE COURTRI
FROM SHIELD TO SWORD?

*DAVID DAVENPORT

My first month on the job as a university general coonsel
examining a familiar document in a new. setting. and a differar
a student years before, I had passed several hours in my dorm rc
ing the thick listing of courses in the college catalog (in fact, it
Courses and Degrees). As a faculty member only months before
interests in the booklet, after the faculty profile section of cal
the beautiful photos and messages about the school itself. A (
at the shortened listing of courses in the back of the catalog rea
that the subjects I taught were still being offered.

As a new university counsel, I was already in the courtroor
catalog, looking not at the pictures in the front or the listing,
in the back, but at the many pages of promises, representations
statements in between. And my concern was not recruiting sl
choosing classes with the document, but rather convincing a ju!')
laymen that the University's understanding of the catalog, an
of thirteen former students, was legally correct.

1. CHANGING ROLE OF THE CATALOG

In a sense, this changing personal experience with the catalo,
the evolving nature and role of the document itself. Originally
or university catalog was simply what the term connotes, a lis
case, the list was usually of courses and degrees, with perhaps a
of other information and a sturdy statement about the school's
As one commentator noted, the style of these early catalogs was
they "were not respectable unless they were dull, set in type so I

_.._"JPaL!!.J¥,i!.?_...ll.IJre.adable=and.organized...in.such__ an.arcane--way·.,
deciphering. '" Such listings were hardly the stuff of which law,
made.

* B.A., Stanford University,lH72; J.D., University of Kansas, Hl77; Pres
perdine Universitv.

I N. WEBSTER, WEBSTER'S NEW UNIVERSAl. UNABRIDGED DICTIONARY (2d ed
<13ude. Tht, College Catalogue cs u Wurk of Arl, ~u CIJlHJN. Of HllalEH EDl

lHH:~ ill fl4
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Patents at Colleges
and Universities

l

U SE OF THE UNITED STATES patent system by
colleges and universities has increased

dramatically in recent years. The redsons are
numerous, but much of the increased activity is due
to the interest of industrial companies in!commer­
cializing inventions and discoveries emanating from
the academic sector.

Patent rights are often necessary to the successful
development of inventions. Those rights, which
vary from country to country, are defined by the
patent laws of each country.

In the United States, the patent system is based
on the Constitution, and a complex legal
specialty-patent law-has evolved over the years.
This brochure is concerned primarily wit)! United
States patent law, and does not deal with the dif­
ferences in various foreign patent systems. Nor
does it deal with any more than the] essential
elements of the United States laws that affect the
conduct of research at institutions c{f higher
education.

An adequate policy statement and
understanding sufficient to handle

"3 -- ,
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NATURE AND SCOPE OF PATENTS

Each country has its own requirements on
patenting, including standards as to whal is patent­
able, formalities for establishing a patent! the effec­
tive date and duration of the patent Igrant, re­
quirements relating to the use of a patent, and
annual taxes to.maintain it in force. I

}
Under United States standards of patentability,

s
all patent applications are examined fdr novelty,
utility, and nonobviousness. It is the ~pplicant's
responsibility to establish these elements to the
satisfaction of the U.S. Patent and Trademark Of­
fice before the patent is allowed to issuf. Novelty
means that' the invention is new; that is.1 it has not

... L

i

1
}

5. To provide individual incentives to inventors. . f

in the form of personal development, professlonal
recognition, and financial compensation,

1

6. To assist in the fulfillment of the terms of
research grants and contracts. ;

I
7. To safeguard the intellectual property repre-,

sented by worthwhile inventions. (
:1

8. To comply with applicable federal laws and
regulations when the institution accepts federal,
funds for research. l

9. To facilitate the development of collaborative
research agreements and contracts with industrial
sponsors, !

t

!
I

A patent is a property right grro!ted by a
sovereign nation, which gives the holder the ex­
clusive right to exclude others from th~ manufac­
ture, use, and sale of an invention in t~at country
for a period of years. As property, it ma~ be sold or
assigned, pledged, mortgaged, leased! (licensed),
willed, or donated, and be the subject d( contracts
and other agreements. Commercialization may be
accomplished by the owner exercising tI\~ exclusive
rights referred to above or by permitting others to
exercise rights under the terms of on~ or more
licenses.

discoveries in the proper manner can readily be
established at any institution, regardless of size.
The possession of this understanding can allow for
the dissemination of important and valuable
research findings by publication, by patenting, or
by both, in a manner likely to produce the greatest
benefit for the institution, the discoverer, and the
public. This publication presents information about
the administration of patentable discoveries; it does
not deal with the question of rights in data or
copyrights.

The guidelines in this document are intended to
assist administrators in developing a policy and in
determining the level of activity best suited to the
invention and patent needs of their institutions.
While inventions as assets may not result in
substantial income to the institution, each institu­
tion should and can (and without excessive cost) ac­
quire the capability of using the patent system to
bring into public use any commercially valuable
discovery made in its laboratories.

4

PATENT PROGRAM OBJECTIVES

Colleges and universities establish patent pro­
grams and policies for a variety of reasons, usually
to achieve one or more of the foilowing objectives:

1. To facilitate the transfer of technology and
the utilization of fmdings of scientific research in
order to provide maximum benefit to the public
therefrom.

2. To encourage research, scholarship, and a
spirit of inquiry, thereby generating new
knowledge.

3. To provide machinery by which the signif­
icance of discoveries may be determined so that the
commercially meritorious may be brought to the
point of public utilization.

4. To assist in an equitable disposition of in­
terests in inventions among "the inventor, the in­
stitution, and, when applicable, a sponsor.
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been previously publicly used, sold, or described in
printed form. Utility means that the invention has a
use and is not just a subject for additional research.
In regard to the third requirement, the invention
must be nonobvious at the time of invention to a
person having ordinary skill in the art to which it
pertains.

The duration of U.S. patents (other than those
covering designs) is 17 years from the date of issue;
they are not renewable. The life of drug patents
may be extended a few years under certain limited
conditions. The duration of most foreign patents is
20 years from the filing date. Maintenance fees in
the United States on a patent issuing on an applica­
tion filed on or after December 12, 1980, are now
due 3v" 7V" and II V, years after such patent
issues, while maintenance fees in foreign countries
are usually due on an annual basis and may be due
while the patent application is pending.

Many of the statutory fees imposed by the Patent
and Trademark Office may be reduced by half in
the case of applications and patents assigned to
"small entities," i.e., small- businesses and non­
profit organizations such as colleges and univer­
sities. In order to establish small entity status, it is
necessary for the assignee of the invention to file a
statement in the Patent and Trademark Office.
Statement forms are available from that office or
from the patent attorney or agent filing the
application.

It is the responsibility of a patent owner to police
the patent against infringers. If a patent owner in­
tends to keep a patent in force, he or she is obliged
to defend the validity of the patent if it is attacked.
Every patent granted by the Patent and Trademark
Office is only prima facie evidence of the exclusive
right it purports to establish. The presumption of
validity that attaches to a patent may be
subsequently invalidated in a federal court pro­
ceeding by third parties formally charged with in­
fringement if they present satisfactory proof that
the patent should not have been issued. Also, the

6
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patent statutes provide for a procedure Wherein a
third party can cause the reexaminatioh of an
issued patent based on prior art not considered in
the original examination of the patent application if,
the Commissioner of Patents and Trademarks rules

r
that a substantial new question of patentability
exists. ;

The patent laws set forth those classes of inven­
tions eligible for patenting. Those statutes provide,
that any inventor who "invents or discovers a new
or useful process, machine, manufacture, or
composition-of-matter, or any new and USeful im­
provement thereof. may obtain a patent ~herefor,
subject to the conditions and requirements of the
law." - f

The scope of statutorily patentable class1es of in­
ventions has been expanded to include life forms
resulting from genetic engineering. When! a U.S.
patent application clabning a life form is filed in the
Patent and Trademark Office, it is necessary that a
sample of the biological material be made :available
to third parties only when and if the U.S, patent
issues. I

The U.S. law also allows the patenting of new
varieties of asexually produced plants, other than
tuber-propagated plants or plants found ir an un-
cultivated state. I

Design patents, which relate to the orhamental
appearance of useful articles, are also provided for
in the United States, but are seldom encountered in
an academic setting. i

i
Things that cannot be patented in thJ United

t

States include:

I. Theories

2. Ideas

3. Plans of action

4. Results

5. Methods of doing business

6. Discoveries of laws of nature or
principles

•
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7. Things immoral or injurious to health and the
good of society

8. Works eligible for protection under the
copyright laws

Patents and Publication

Patents and publications are closely related;
publications can prohibit patenting under some cir­
cumstances. A patent is a specialized form of
publication which describes an invention to the
world at large in return for a limited period during
which others can be excluded from using the inven­
tion. However, care must be taken against pre­
mature disclosure of an invention (by publication in
a scientific or technical journal or by public use) in
order to avoid placing the invention in the public
domain and thus losing the right to obtain a patent.

In the United States a patent may be obtained if a
patent application is filed within one year after the
invention is disclosed through publication, sale, or
public use. In many foreign countries a patent can­
not be obtained if there has been any disclosure,
even oral, of the invention to the public prior to the
filing of a patent application. However, under an
international convention, a patent application in
the United States generally will preserve for one
year the right to file patent applications abroad
even though there has been publication of the in­
vention after the filing of the U.S. patent applica­
tion but before the foreign patent application is
filed.

DEALING WITH PATENTABLE DISCOVERIES

In order to deal with discoveries that may have
patentable significance, an institution should have
the following:

I. A formal patent policy approved by the
governing board, which defines the rights and
obligations of the institution, the inventor, and,
when applicable, a sponsor.

<

f
2. Administrative procedures, often spelled out

in the patent policy itself, and a designated.person
responsible for patent matters to provi~e a focal
point for patent information, to serve .Is a. collec-

I .

tion point for invention disclosures, and to assure
their evaluation and appropriate processing.

t
3. A licensing capability to transfer patented

technology to qualified manufacturers fJr develop­
ment and marketing. This may be accomplished by
an in-house patent management staff, b~ an institu­
tion-affiliated foundation, or by arrangements with
invention management agencies. NonJ of these

r
three requirements need be expensive to Imaintain.

I
ELEMENTS OF AN [NSTITUTIONAL PATENT POLICY

An institution seeking to establish oj clarify its
position regarding rights to and disposition of
patentable inventions should develop al statement
of patent policy. The statement should be broad
enough to encompass all foreseeable patent situa­
tions, yet specific enough to allow administration
of the policy without frequent recourse to policy
deliberations by an advisory committee.l The state­
ment should briefly define the administrative struc­
ture for processing a patentable discovery and it
should be directly and succinctly presented for clear
understanding by lay persons. The basic burpose of
a patent policy is to define the rights ¥>d obliga­
tions of both the inventor and the [institutton
regarding patent matters. To the extent that policies
on consulting deal with patents, it is advisable to
take them into account when formulating a patent,
policy. '

Some institutional patent policies ~re incor­
porated into patent manuals that provid~ the reader
with a brief orientation on patent matters. These
publications can be helpful to neophytel inventors,
but they should be prepared so that the institutional
policy is clearly distinguishable from general in-
structional materials. -I

~
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2. By a state statute stipulating tha~ inventions
made in state institutions or by state employees be
disposed of ina predetermined manner.]

3. By a person giving his or her writtJn assent to
the stated patent policies of the institution, which
policies set forth an obligation by the individual
with respect to inventions.

4. By a stated patent policy containing a patent
commitment that is established by th~ governing
board and brought to the attention of individuals,
but to which such persons are not required to give
their personal formal. assent.

5. By the presence of a policy allowing the in­
dividual to dispose of inventions as determined by
the institution or to retain title, at his or her option.

To allow an institution conductin1 federally
sponsored research to fulfill its contractual obliga­
tions, it is essential that every person engaged in
such research, or using federal funds.] execute a
valid, written, binding commitment to assign inven­
tions to the institution or the government.

Rights 0/ the Parties. The policy shdl'ld specify
the rights that the institution, the inventor, and
sometimes outside sponsors have in ant invention.
The institution usually receives an irrevocable
assignment of title to the patent application
together with a commitment by the inventor to
cooperate in executing legal documents; reviewing
patent prosecution papers, and, in some cases.
assisting in the development or marketing of the
patent. The inventor is entitled to receive from the
institution a clear statement of his or herjrights and
share of income and the institution's; plans for
bringing the invention into public use. iSponsors'
interests in these situations are usually represented
by the institution based on the terms of tile research
agreement. Sponsor equities in patent! must be
scrupulously observed by the institution tb permit it
to perform and maintain its contractual qbligations.

Income-Sharing Arrangement. Educational in­
stitutions that accept assignment of inventions and

The following topics typically are found in in-
stitutional patent policies:

1. Preamble

2. Applicability of the policy

3. Establishment of the inventor commitment

4. Rights of the parties

5. Income-sharing arrangement

6. Administrative arrangements
I .

Preamble. Although optional, this section is
recommended. It should relate the basic purposes
of the institution, its obligations to the public, and
the scholarly aims of its faculty to the institution's
interest in patents and ways in which patents serve
these ends. The preamble should be kept short and
to the point and establish a sound foundation for
what is to follow.

Applicability of the Policy. This section defines
research situations, sources of funds, all categories
of persons who may invent (that is, faculty, staff,
and students), activities in which such persons are
engaged, and any combinations of these elements
that would bring an inventor into the scope of, or
exempt him or her from, provisions of the policy.
Educational institutions do not usually lay claim to
all inventive concepts generated by their employees
or students. Rather, they limit themselves to those
that arise as a result of employment relationships or
use by the researcher of institutional resources,
facilities, or funds.

Establishment of the Inventor Commitment.
Once an institution determines the criteria for ap­
plying the policy to individuals, its personnel may
be required to dispose of inventions as determined
by the institution in one of several ways (listed in
generally decreasing order of enforceability):

1. By a formal written inventor agreement to
assign. This is a legally enforceable contractual
commitment by a person to dispose of inventions as
determined by the institution.

10
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patents from inventors customarily share royalty
income with them. The inventors' share generally
ranges from 15"70 to 50"70 of net income, although
there are a few policies that authorize income out­
side this range. Some institutions use sliding scales
of income-sharing, with a greater percentage going
to the inventor from the early receipts and the rate
of sharing declining as the amount of royalties
increases.

Most royalty-sharing arrangements are predeter­
mined, that is, the inventor cannot negotiate a
higher rate of sharing than stipulated in the institu­
tional policy. Predetermined sharing rates have the
advantage that it is unnecessary to pass judgment
on the relative worth of each invention. They are
easier to administer and usually reward the inventor
equitably because a valuable invention'S true merit
is reflected in the greater total royalty revenues it
generates, a portion of which inures to the benefit
of the inventor. Where several individuals col­
laborate on a patentable invention, the inventors'
income share is divided among them.

ADMINISTRATION AND LICENSING OF INVENTIONS

The provisions of the institutional patent policy
usually determine the make-up of the policy board
and the administrative organization for patents.

Patent policies usually specify that patent
activities be placed under the administrative cog­
nizance of an institutional patent committee ap­
pointed by the governing board, the president, or
the faculty senate, with a majority of the in­
dividuals on the committee representing scientific
or technical disciplines. It is not uncommon for a
dean, a vice president, or even the president to serve
as chairman. This committee often has the respon­
sibility for recommending or establishing patent
policy, adjudicating disputes, determining which
inventions shall be the subject of patent applica­
tions, and overseeing the administration of patent
matters in the institution.

12
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In a large institution, it is advisable t~ have at
least a full-time patent administrator. In; a smaller
institution, this individual may come froln one of

'1

the science or engineering departments and spend
only a few hours a month on duties telated to,
patents. Regardless of the size of the patent opera­
lion, there should be at least one person who
understands the essential requirements fonl handling
inventions and serves as a campus focal ,poinl for
all patent-related activities. i

The licensing of patentable inventiond typically
occurs in one· of three ways: in-house, by an
institution-affiliated foundation, or by la patent
management organization. I

In-house. In this case, the institution' controls
and performs the invention evaluation that pre­
cedes the decision to seek a patent, to md, a patent
application, and to license. This option is initially
more costly because it requires an early dutlay for
patent application costs and the overhead costs of
patent administrative services. However, ~f sizable
royalties are earned, this approach may belthe most
advantageous overall. I

Institution-affiliated foundation. This option can
have the advantages of better availabilityjof funds
to carry on the development of inveAtions (a
speculative activity) and greater freedom tb employ
commercial methods to develop and promote the
uses_of inventions. Assuming equal capahilities to
develop inventions, the presence of a fohndation
may result in less income for the institution because
of the foundation's expectation of sharing income.

f
If the foundation'S board consists primarily of
representatives from the institution, then up less in­
come will flow eventually to the inventor. \

i
Both the in-house management and the institu-

tion-affiliated foundation management of patents
j

allow the inventor to work closely with the unit pro-
moting the invention. The inventor's ready assis­
tance and background often are crucial to getting
the invention covered by a patent and l'off the
ground" as a commercial success. -I _13
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A patent management organization. Patent
development and marketing by one of these
organizations has some distinct advantages: use of
a patent development organization permits an in­
stitution to be active in patenting and licensing pat­
ent inventions through an agent with minimum
financial outlay and may allow considerable legal,
marketing, and patent management expertise to be
tapped at no immediate cost to the institution. The
chief disadvantage in this arrangement is, of
course, that' a substantial portion of any royalties
earned is retained by the patent management group
as compensation for services.

These three routes of invention development
need not be mutually exclusive. Many institutions
use more than one, depending on the type of inven-.
tion reported and the location of the various
capabilities needed to develop it.

It is essential for an institution (or anyone) in­
volved with patents to have available the services of
a patent attorney or agent. Because of the diversity
of complex inventions generated in colleges and
universities, it is important that the patent attorney
prosecuting the patent application be competent in
the area of technology to which the invention
relates.

PATENTS AND SPONSORED RESEARCH

The patent policy of the institution may be an
important consideration at the time a research pro­
posal is submitted to a potential sponsor. It is im­
portant for administrators and the faculty perform­
ing such research to be aware of any sponsor patent
policies that may conflict with the institution's pa­
tent policy. If this information is known in ad­
vance, the faculty member will be able to determine
the institution's position with regard to the submis­
sion of proposals that ate likely to produce policy
conflicts. When there is a conflict it may be possible
to negotiate the differences, thereby asssuring the
availability of research funds. If the faculty is made

14
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fully aware of the situation and the reason for a
particular institutional policy, the chances ate im­
proved that they will support the adrninistration'j,
efforts to negotiate acceptable arrangements,

When a research sponsor finds the i~stitutional
patent policy acceptable, there is normally little
delay in accepting funding. Where there: is a policy
conflict, months of negotiation may bb required.,
Since changes take place in government ,regulations
and in the policies of private sponsors, staff
members in the office of research administration
should monitor the incoming grants and contracts
to insure that no changes have been made in the
patent requirements and other terms and condi­
tions. If there ate changes, the office responsible
for patent matters should be alerted t9 interpret
these alterations with regard to the institution' s
own policy and, if necessary, assist research ad­
ministrators in preparing and presenting the
necessary arguments to the sponsor tb effect a
modification of the terms of the contract,

Federal policy. There was a major lchange in
federal patent law with the enactment of P.L.
96-517 in 1980. This change was designed to enable
institutions and small businesses to more easily re­
tain title to inventions made under a fe~eral grant
or contract. The law took precedence o~er approx-
imately 26 different agency policies. ;

c

Testimony in the Congressional Record showed
that less than four percent of federally owned and
managed inventions were commercialized, Data ob­
tained after enactment and implementation of P.L.
96-517 indicated that about one-third ofjinventions
in which institutions elected to retain i. title were,
commercialized. .

P.L. 96-517, enacted by Congress and)signed by
President Carter on December 12, 1980, [came into
effect on July I, 1981. Implemented by:OMB Cir­
culat A-I24, it provides for title retention by non­
profit institutions and small businesses )for inven­
tions arising under funding agreements' with any
federal agency except the Tennessee Valley
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Authority. Institutions are required to have written
agreements with their employees (except clerical
and nontechnical employees) to assure compliance
with their obligations to the federal government
pursuant to P.L. 96-517. Many of the provisions of
P.L. 96-517 are similar to those previously used in
Institutional Patent Agreements with federal agen­
cies. Some licensing restrictions and conditions are
specified.

An institution must report inventions made
under federal grants and contracts to the applicable
federal agency within 60 days. The contractor or
grantee then has a stipulated time within which to
elect to take title to a reported invention. The
government retains certain march-in rights to in­
ventions not brought to commercialization after
several years. For example, under P.L. 96-517, a
university could grant an exclusive license to a large
business under U.S. patent rights for only a limited
period of time.

P.L. 98-620, signed into law on November 9,
1984, removed a number of constraints present in
P.L. 96-517. Most notably, P.L. 98-620 (a) re­
moved the limitation on the period of exclusivity
that can be granted to large business firms under a
license for U.S. patent rights; (b) granted nonprofit
operators of government-owned contractor-oper­
ated facilities (GOCOs) the right to elect title to in­
ventions made while operating such facilities; (c)
expanded the definition of "invention" to include
any novel variety of plant that is or may be protec­
table under the Plant Variety Protection Act; (d)
assured that the reporting provisions of OMB Cir­
cular A-I24 would be continued; and (e) assured
that inventions arising under scholarships and other
educational awards would be free of any federal
government claim to title.

Regulations implementing P.L. 98-620 have been
issued as 37 CFR Chapter IV, Part 401, and these
regulations replace OMB Circular A-124 for inven­
tions arising after November 8, 1984.

~
~

')

Both P.L. 96-517 and P.L. 98-620 are codified at
35 USC 200-212.

PATENT LICENSE AGREEMENTS

A patent owner, having the right toIexclude
others from practicing the patented invention, may
also give permission to others to infringe! This is
normally done by a contract, usually referred to as
a license. (While a license may also arise from the
conduct of the patentee, this publication' is con­
cerned only with those licenses establishedlby con­
tract.) Licensing restrictions imposed on federally
funded inventions are found at 35 USC 202.

A licenseagreement is the usual method Jy which
a patented invention developed in an educational
institution is put into public use. Such an agreement
sets forth the understanding of the parties and
covers the following points, among others: I

I. The term of the license, which is ofJen until
the end of the life of the patent, but may bejshorter.

2. The territory of the license, which may vary
from a single country (typically the United States)
to worldwide, depending on the extent or patent
coverage.

3. A license grant, which may be either ex­
clusive, nonexclusive, limited by field bf use,
limited in time, or in some other way. It is usually
necessary to grant an exclusive license whclre large
expenditures of time and money must be Itade by
the licensee in order to get the invention into the
market, such as in the case of a new drug. i

4. An exclusive license typically requirh pay­
ment of a license issue fee or some other initial con­
sideration by the licensee. The amount of (the fee
will vary, depending on the value of the invention
being licensed.

5. Earned royalty rates depend on a variety of
factors such as the value of the invention, the
degree of development of the inventioA, and
whether the license IS' exclusive or nonexblusive.

"16
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Generally, they are based on sales of the patented
item and fall within a range for a given type of
product. There is no "normal" 'earned royalty rate,
however; each situation requires its own
negotiation.

6. As a means of assuring diligent development,
an exclusive license should provide for payment of
minimum annual royalties after a given period of
time. Failure to meet a minimum annual royalty
payment would give the licensor the right to convert
the exclusive license to nonexclusive or to terminate
the license altogether.

7. An exclusive license should contain diligence
milestones to be met by the licensee for developing
and marketing the invention. Failure of the licensee
to meet the milestones should give the licensor the
right to terminate the license,

8, In an exclusive license, the institution should
always retain an irrevocable, royalty-free license to
practice the invention for its own research pur­
poses. If federal funding were involved, a license to
the government should be recognized in the agree­
ment, and the constraints of 37 CFR 401 included,

9, All license agreements should provide for the
licensee to indemnify the institution, particularly
for product liability, In the case of licensees with
limited assets, there should be.proof of adequate in­
surance, with the institution named as co-insured,

TRANSFER OF TECHNOLOGY OUTSIDE THE PATENTING

PROCESS

It is normal for educational institutions to pro- .
vide considerable public utilization of their
faculty's scientific findings aside from patents.
Typically, this is accomplished by the publication in
appropriate journals of information describing ad­
vances which in themselves are not patentable, but
which in the aggregate are important contributions
to the advancement of a given technology.

More complete concepts and technologies are
often developed that mayor may not be patentable,

18
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and about which an institution is unsure of the
commercial prospects. For example, in the case of
genetically engineered life forms, it is lsometimes
possible for an investigator to publish !freely,yet
retain the genetically engineered life fonh per se as

ta trade secret. Thus the life form, even though un-
patented, may itself be licensed to third parties hav­
ing an obligation not to make it available to others.

In the course of evaluating an unpubli~hed inven­
tion, it is often worthwhile to determine if the in-,
vention has commercial merit by disclosing it to
prospective licensees. In order to protect ~he institu­
tion's rights in the invention as well las foreign
patent rights, disclosure of such unpublished inven­
tions to third parties should be made only after the
third party has signed a suitable secrecy ~greement.
By determining whether or not there is commercial
interest in .an invention, the institution can make a
decision as to whether or not the expens~ of filing a
patent application can be justified. InIfact, it is
often the case that a commercial organization will
be sufficiently interested in such an invention that it
will underwrite patent expenses in return for the
right to obtain a license to the invention]

, I

Invention Disclosures I
An invention disclosure in this contexl is a com­

plete description of an invention written' by the in­
ventor to report an invention to the institution or a
sponsor. Along with the original llaboratory
notebooks and records, it is one of the most impor­
tant documents in an institutional patent program,
and the original must be retained by the institution,
The invention disclosure is based on th~ informa­
tion contained in laboratory notebooks! (See Ap­
pendix A, "Guidelines for Keeping Laboratory
Records.' ') 1

j

It is customary for the office responsible for
patents to provide a disclosure form tor set of
guidelines for preparing disclosures. Whichever is
used, completeness is more important than format.
The invention disclosure shouldbe couched in good

1
,1'19

i

•

,.
._.._- ...~-----. ~,.~-_.- ~-------,---

;····1.



1
BNA's Patent, Trademark & Copyright! Journal,

William A. Beltz (editor-in-chief), TI\e Bureau
of National Affairs, Inc., Washingtpn, D.C.
(current review, by subscription). \

Goldscheider, Robert, Eckstrom's Licensing in
Foreign and Domestic Operations! Forms,

I
Clark Boardman Company, Ltd., N~w York,
1978-79 (revised annually). I

Goldscheider, Robert and Tom Arnold (eds.), The
Law and Business oj Licensing: Licensing in
the 1980s, Clark Boardman Company, Ltd.,
New York, 1981 (supplemented annually),

Kintner, Earl W., and Jack Lahr, An IfUellectual,
Property Law Primer, 2d ed., Clark Board­

I
man Company, Ltd., New York, 1982.

Les Nouvelles-Journal oj the Licensing Execu­
tives Society, Jack Stuart Ott (editor-in-chief),
LES, Inc., Cleveland, Ohio. i

Mayers, Harry R., and Brian G. Brunvold,
Drafting Patent License Agreements! 2d ed.,
The Bureau of National Affairs, Inc.,
Washington, D.C., 1984. I

Massachusetts Institute of Technology and Na­
tional Council of University Research Ad­
ministrators, Intellectual Property; Series,
NCURA, Washington, D.C., 1984. i

I

Nordhaus, Raymond C., Patent Licensf Agree-
ments-Law and Terms, Jural Publishing
Company, Chicago, Illinois, 19671 (supple-
mented semiannually). f

ROSenberg, Peter D., Patent Law Fundamentals,
Clark Boardman Company, Ltd., N~w York,
2d ed. 1980 (revised annually). i

Samuels, Jeffrey M., (ed.), Patent, Trademark, and
Copyright Laws, The Bureau of National Af-,
fairs, Inc., Washington, D.C., 1984. I

Sperber, Philip, Intellectual Property Manage-
ment: Law-i-Business-s-Strategyi Clark

I
j
1'---21"-

I

technical language rather than in legalistic style. If
the invention becomes the basis for a patent ap­
plication, a patent attorney describes the invention
in language acceptable to the Patent and
Trademark Office.

The invention disclosure is valuable in several
ways. Writing the disclosure helps the inventor to
mentally clarify the inventive concept and, if the
concept has not yet been reduced to practice, to bet­
ter organize, his or her thoughts concerning it. A
good disclosure is essential for the technical evalua­
tion of the invention, for an accurate assessment of
its commercial feasibility, for a determination of its
patentability, and for reporting the invention to
others.

The invention disclosure may later be used as the
basis for preparation of the patent application.
Well-prepared disclosures readily transmit the
patentable idea to the patent attorney and aid in
preparing an application that precisely describes the
invention. The less attorney time required for this,
the lower the cost to the institution. Finally, when
witnessed laboratory records bearing earlier dates
are not available, the invention disclosure can serve
as proof of the date of conception, or at least of the
earliest recording of the invention. It thus may be
an important document in any controversy over
which of two parties first made an invention.

Disclosures of inventions are required under the
terms of federal research agreements and must be
sufficiently complete and of a quality that will
allow the federal agency to evaluate and prepare a
patent application in the event that the institution
does not elect to retain title. A complete and ac­
curate invention disclosure. is .extremely. important
to outside patent management organizations be­
cause they often are not located in close proximity
to the inventor. These organizations must, there­
fore, rely heavily on the inventor's writtendescrip­
tion to assess the worth of the invention and to
determine any interest in accepting it and in carry­
ing it forward to patenting and commercial

20

development. (A typical set of instructions
preparing invention disclosures appears
Appendix B.) I
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,Jppendix A

GUIDELINES FOR KEEPING LABORATORY ~CORDS

I. Legibly enter in ink concurrent with your dai­
ly work a complete and accurate record of your
research activities and sign and date tach page.

2. Whenever possible, preface each! series of
pages with a brief heading of the m9st generic
nature of the work performed (that is, statement of
problem) rather than what you expect Of hope will
be the results achieved. Avoid 'gratuitous
conclusions.

3. Similarly, when an experiment or run is com­
pleted and it represents the reduction to .practice of
only one or more species, include a paragraph set­
ting forth still other species and parameters of
variables stating the reasons you expect (hem to be
effective in order to later provide a valid!basis for a
generic claim. This is conveniently included under a
"Modifications and Extensions" heading and need
not include complete data at that time. .

4. Faithfully have your work corro~orated by
having your notebooks witnessed {by dated
signature of an associate (not a coworker or one
who collaborates in your research are~ and who
could be or is a joint inventor). Notation!of witness
should appear after the last line of your experiment
and not necessarily only at the bottom of every
page. If necessary or desirable, explain i~ detail the
work performed. I

5. Prior to destroying any samples, run sheets,
or records of any kind, check with the ~irector to
make certain they are of no value to any project
member. '

6. Clear all proposed publications I(including
abstracts) with the director in order tolnost fully
protect and preserve property rights in re~earch.

1
7. Record your observation of physical results

even if not fully appreciated or understood at that
time.
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8. Use the last four to five pages for an index, as
desired.

9. Start a new page for each new experiment and
draw a continuous diagonal line through unused
portions of pages remaining at the close of an
experiment.

10. Avoid erasures, but where necessary cross
out with a single line.

Appendix B

GUIDELINES FOR PREPARING AN INVENTION DISCLOSURE

The following guidelines illustrate the preferred
layout and content for invention disclosures. A
disclosure is a description of the invention. Com­
pleteness is very important in preparing the
disclosure so that it can serve as a basis for a worth­
while patent search and for preparing the patent ap­
plication. To be complete, the disclosure should in­
clude all the pertinent experimental data available,
both pro and con, which has a bearing on the in­
ventive concept. (The data, if voluminous, may be

.attached as an appendix.) It is also important that
the inventor have considered the various alternative
ways of constructing (in the case of apparatus) or
performing (in the case of a process) the invention.
This is something a potential infringer would do,
and having the. alternative embodiments on hand
permits the preparation of a patent application that
is broad in scope. The inventor should, however,
specify which embodiment is preferred.

The Disclosure

The disclosure should contain the following
elements:

A. A Title. The ideal title is brief but com­
prehensive, technically accurate, and descriptive.

B. An Abstract oj the Invention to Be Disclosed.
(of about 100 words).

C. Statement of the Background oj the Inven­
tion. The disclosure should state the field of art to
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which the invention pertains. The basis fbr this re­
quirement is that an accurate description will per­
mit a future patent application to bel properly
classified in the Patent and Trademark Office, and
therefore it is helpful if the inventor can accurately
categorize the invention within the fieldjof his or
her endeavor. ,

D. Description oj the Prior Art. A statement of
the prior art known to the applicant shopld be set
forth. This will include a description of the various
existing devices or processes and their shortcomings
that are remedied by the present invention. If. ,
published material such as scientific papers,
patents, or commercial literature relating to or
describing the prior art is known to exist,!it should
be cited (or supplied, if available).

E. Summary oj the Invention. In this section
describe in detail: .

I. How the invention is designed. Where alter­
native designs are available, describe these and
select the preferred embodiment. To clarify, at­
tach and refer to descriptive drawings, flow
charts, circuit diagrams, etc. ~.

2. Ranges of operating conditions; such as ,
time, temperature, or pressure, where! these are
relevant to the invention. Preferably these should
be in terms of broad ranges of conditions and
narrower optimum or preferred ranges. Where
materials may be varied, sufficient specific
materials should be enumerated to ill!jstrate the
range of usable materials. A sufficient number of
specific working examples should be stit forth to
illustrate the variations in conditions and
materials.

•
3. How the invention operates to produce a

result or results not achieved in the prier art.
4. The new concept that has been jinvented:

describe succinctly.!
5. All advantages such as efficiencies, cost

benefits, etc. produced by these new results,
F. Utility oj the Invention. Indicate briefly and

in general terms, particularly for chemical cases.
•
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Where the utility is evident from the earlier sec­
tions, this section may be omitted.

G. Publication of the Invention. List (and ap­
pend, if possible) all publications in which the in­
vention was described or occasions on which it was
described orally to others; for example, at
symposiums.

H. Budget Numbers Used to Defray Research
Costs. List all budget numbers, including federal
grant or contract, Hatch Act, McIntyre-Stennis,
Animal Health and Disease Act, or Colleges of
1890 and Tuskegee Institute Act, all administered
by USDA, used to defray any research costs that
are invention-related.

I. Signatures, Witnesses, and Dating. Each in­
ventor should sign the disclosure before a witness
who understands the invention. The witness should
also sign. Each set of signatures (inventor and
witness) should be dated.
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