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(3} Patent numbers, patent application

serial numbers, or other basis on which
the royalty is paydble. :

(4) Brief description, including any -
part or model numbers of each contract
itern or component on. wfnch the royalty

s payable.

{5} Percentage or dol]ar rate of royalty
per umnit. .

" (8) Unit price of contract item.

{7) Number of units.

(8) Total dellar amount of rayalties.

[b) Copies of current licenses. In
addition, if specifically requested by the
Contracting Officer before execution of
the contract; the offeror shall furnish a
copy of the current license agreement
and an identification of applicable
claims of specific patents,

(End of provision) (R 7-2003.42 1961

= AUG] '

Alternate I. (APR 1984) Substitute the
following for the intraductory portion of
paragraph {a} of the Basic clause:

When the response to this solicitation
.covers charges for special construction
or special assembly that contain costs or
charges for royalties totaling more than
5250, the following information shall be
included in the response relating to each
separate item of royalty or license fee:

. (R 7-1710.12)

52.227-7 Patents—-Notice of Government
Licensee.
As prescribed at 27.204-3(c), ingert lhe
following provisiom:
PATENTS—NOTICE OF .
GOVERNMENT LICENSEE {AFR 1984)
The Government is obligated to pay a
“royalty applicable to the proposed
acquisition because of a license
agreement between the Government and
the patent owner. The patent number is
.. [Cantracting Officer fill in], and
the royalty rate is ......... [Contracting
Officer fill in}. If the offeror ig the owner
of, or a licensee under, the patent,
indicate below:
{ ) Owner [ ) Licensee
Ifan offeror does not indicate that it is
the owner or a licensee of the patent, its
offer will be evaluated by adding thereto
an amount equal to the royalty.
= -~ (End of prcwsmn} (R7-2003:15 1974
APR).

§2.227-8 Reporting of Royalties (Forelgn).

As prescribed at 27.204-4, insert the
following clause:

REPORTING OF ROYALTIES
{(FOREIGN] (APR 1984)

(a) If this contract is in an amount that
exceeds 50,000 United States dollars, the
Contractor shall report in writing to the
Contracting Officer while performing
this contract the amount of royalties
paid or to be paid by the Contractor
directly to others in performing this

contract. The Contractor shall also (1)
furnish in writing any additional
information relating to such royalties as
may be requested by the Contracting

" Officer and (2) insert a provision similar

to this clause in any subcontract at any
tier that involves an amount in excess of
the equivalent of 50,000 tnited States
dollars.

(b} The term “royalties” as used in ~

- this clause refers to any costs or charges
in the nature of royalities, license fees,

patent or license amortization costs, or

_the-like for the use of or for rightsin
_patents or patent applications.

[End of clause) (R 7-104.8 1966 OCT)

52.227-9 'Refund of Royaities,

As prescribed at 27.208-2, insert the
followirig clause, In solicitations and
contracts with an incentive fee .
arrangement, change “price” ta “target
cost and target profit” wherever it

" appears. :
REFUND OF ROYALTIES [APR 1984)

{a) The contract price includes certain
amounts for royalties payable by the
Contractor or subcontractors or both,
which amounts have been reported to
the Contracting Officer.

{b} The term “royalties” as used in
this clause refers to any costs or charges
in the nature of royalties, license fees,
patent or license amortization costs, or
the like, for the use of or for rights in
patents and patent applications in
connection with performing this contract
or any subcontract hereunder.

{c) The Contractor shall furnish to the

Contracting Officer, before final

‘payment under this contract, a

statement of royalties paid or required
to be paid in connection with performing
this contract and subcontracts
hereunder together with the reasons.

{(d) The Contractor will be
compensated for royalties reported
under paragraph (c] above, only to the
extent that such royalties were included
in the contract price and are determined
by the Contracting Officer to be properly
chargeable to the Government and
allocable to the contract. To the extent
that any royalties that are included in

“the contract price are not infact paid by -

the Contractor or are determined by the

" Contracting Officer not to be properly
chargeable to the Government and %+ -

allocable to the contract, the contract
price shall be reduced. Repayment or
credit to the Government shall be ma‘ﬁ
as the Contracting Officer directs.

(e} If, at any time within 3 yearsg hf\g
final payment under this contract’t
Contractor for any reason is relieved in
whole or in part from the payment of the
royalties included in the final contract
price a3 adjusted pursuant to paragraph

- (d) above, the Contractor shall promptly

notify the Contracting Officer of that
fact and shall reimburse the
Government in a corresponding amount.
(f) The substance of this clause,

including this paragraph (f}, shall be
included in any subcontract in which the
amount of royalties reported during ;
negotiation of the subcontract exceéds
$250.

(End of clause) (V 7-104.8[b} 1968 FEB)

52.227-10- Fillng of Patent Applications—
Classifled Subject Matter.

Ag prescnbed al 27.207-2, insert the
following clause:

FILING OF PATENT APPLICATIONS—
CLASSIFIED SUBJECT MATTER
(APR 1984)

(a) Before filing or causing to be filed

a patent application in the United States

disclosing any subject matter of this

contract classified “Secret” or higher,
the Contractor shall, citing the 30-day
provision below, transmit the proposed
application to the Contracting Officer.

The Government shall determine

whether, for reasons of national

security, the application should be
placed under an order of secrecy, sealed

in accordance with the provision of 35

U.S.C. 181-188, ar the issuance of a

patent otherwise delayed under

pertinent.United States statutes or
regulations. The Contractor shall
observe any instructions of the

Contracting Officer regarding the

manner of delivery of the patent

application to the United States Patent

Office, but the Contractor shall not be

denied the right to file the application. If

the Contracting Officer shall not have

given any such instructions within 30

days from the date of mailing or other

transmittal of the proposed application,
the Contractor may file the application.
{bT Before filing a patent-application
in the United States disclosing any
subject matter of this contract classified
“Confidential,” the Contractor shall

.furnish to the Contracting Officer a copy

of the application for Government

" determination whether, for reasons of

national security, the application should

‘e placed under an-order of-secrecy-ap- - oo

the igsuance of a patent should be
-otherwise delayed under pertinent

UhitediStates statutes or regulations.

(c) Where the subject matter of this
contract is classified for reasons of
security, the Contractor shall not {ile, or
cause to be filed, in any country other
than in the Uniled, Staies as provided in
paragraphs (a}-and (b} of this clause, an
applicauon or registration for a patent
containing any of the subject matter of
thia contract without first obtaining
written approval of the Contracting
Offlcer
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~ {d) When filing any patent application
coming within the scope of this clause,
the Contracior shall observe all -
applicable security regulations covering
the transmission of classified subject
matter and shall promptly furnish to the
" ‘Contracting Officer the seriai number,
hiling date, and name of the country of
any such application. When tranamitting
the application to the United States

- Patent Office, the Contractor shail by
separate letter identify by agency and
number the contract or contracts that
require security classification markings
to be placed on the application.

(e} The Contractor agrees to include,

and require the inclusion of, this clause

_ in'all subcontracts at any tier that cover

- or are likely to cover classified subject
matter.

(End: of clause) (R 7-104.671969 DEC]

52.227-11 Patent Rights~~fetention by

the Contractor (Short Form).

Asg pregeribed at 27.303(a), insert the
following clause:

‘PATENT RIGHTS—RETENTION BY
THE CONTRACTOR (SHORT FORM)
‘(APR 1984)

{a} Definitions.

“nvention™ means any invention or
discovery which is or may be patentable

> or otherwise protectable under Title 35
of the United States Code.

"Subject inventicn™ means any
invention of the Contractor conceived or
first actually reduced 1o practice in the
performance of work under this
contract. ' )

“Practical application™ means 1o
manufacture in the.case ofa.
composition or product, to practice in
the case of & process or method, or to
operate in the case of a machine or
system; and, in each case. under such
-conditions as to establish that the
invenition is being utilized and that its
benefits are, to the extent permitted by
law or Government regulations,

. available tG the publlc on reasonable
terms et

" “Made", when used in, relatxon to any
invention, means the conception or first
actual reduction to practice of such

invention.
“Small busmess firm" means a small

- domestic business concern as defined at

'Section 2 of Public Law 85-536 {15 U.5.C.

632) and implementing regulations of the

Administrator of the Small Business

Admiristration. For the purpose of this.

clanse, the size standards for small

- business concerns involved in

Government procurement and

subcontracting at 13 CFR 121.3-8 and 13

CFR 121.3-12 respectively, will be used.’

“Nonprofit organization™ means a
domestic university or other institution
ofhngher education or an or},amzahon of

the type deacnbed in section 501(6][3] of
the Internal Revenue Code of 1954 {26
U.5.C. 501{c)) and exempt from taxation
under section 501{a} of the Internal
Revenue Code (28 1).5.C. 501(a}) or any
domestic nonprofit scientific or

- gducational orsamzahon qualified under

a state nonprofit organization statute.
(b) Allocation of principal rights. The

‘Contractor may retain the entire right,

title. and interest throughout the world
to each subject invention subject to the
provisions of this clause and 35 U.5.C.
203, With respect 1o any subject
invention in which the Contractor
relains title, the Federa! Government
shall have a nonexclusive,
nontransfereble, irrevocable. paid-up
license to pracnce or have practiced for
or on behalf of the United S:ates‘the
subject invention throughout thé world.
“{c) Invention disclosure, election of
title, ond fiiing of paxem apphcat:ons by

" Contractor.

(1) The Contractor shalt dlsciose each
subject invention to the Contracting
Officer within 2 months after the -
inventor discloses it in writing to
Contractor personnel responsible for
patent matters: The disclosure to the
Contracting Officer shall be in the form
of a written report and shall identify the
contract under which the invertion was

made and the inventor(s). 1t shall be

suff tc:entlv complete in technical detail
to convey a clear understanding. to the
extent known at the time of the
disclosure, of the nature, purpose,
operation, and physical. chemical,

- biological, or electrical characteristics of

the invention. The disclosure shall also
identify any publication. on sale, or
public use of the invention and whether
a manuscript describing the invéntion
has been submitted for publication and.
if sa, whether it has been accepted for
publication at the time of disclosure. In
addition, after discliosure to the -
Contracting Officer, the Contractor shall
promptly notify the Contracting Officer

'-rr-of-theracceplance-.ofany.man.usc:ip!,....,__,,__ s S )
(e} Minimurrrights to-comtractor AL} - e

describing the invention for publication
or of any on saie or public use plamed

‘by the Contractor.

(2) The Contractor shall elect in .
writing whether or not to'retain title to
any such invention by notifving the
Federal agency within 12 months of
disclosure; providad, that in any case

. where publication. on sale. or public use
* has initiated the 1-year statutory period

wherein valid paten! protection can still
be obtained in Whe United Stales. the
period of election of titie may be
shortened by the agency to a date that is
na more than 60 davs prior to the end of -
the statutory period.

(3) The Contractor shall file its mmal
patent application on an elected

invention within 2 years after election
or, if earlier, prior to the end of any
statutory period wherein valid patent

- protection can be obtained in the United

States after a publication, on sale, or
public use. The Contractor will file
patent applications in additional
couniries within either 10 months of the

" corresponding initial patent application

or 6 months from the date permission is
granted by the Commissioner of Patents
and Trademarks to file foreign patent
applications where such filing has been
prohibited by & Secrecy Drder. T

{4) Requests-for extension of the time
for disclosure to the Contracting Officer,
electior, and filing may, at the discretion
of the funding I-ederal agency. be
granted. '

() Conditions when the Gavemmenr
may ohtain title. The Contractor shall
convey to the Federal agency, upon

“wrilten request, tltle to any subject
.invention—

(1) If the Contractor fails to discloze or .
elect the subject invention within the
times specified in paragraph {c) above,
or elects not to retain title (the agency
may only request title within 60 days
after Ieammg of the Contrastor's failure
to repurt or eiect w:thm the specified
times):

(2) In those coumnes in which' the
Contractor fails to file patent
applicatioris within the times specified
in paragraph (c] above; provided,

_ however, that if the Contractor hae filed

a pateni application in a country after
the times specified in paragraph (c)
above. but prior to its receipt of the

- written request of the Federal agency.

the Contractor shall continue to reiain
title in that country: or. :

(3} in any country in which the
Contractor decides not to continue the
prosecution of any application for, to
pay the maintenance fees on. or defend
in reexamination or opposition

.- proceeding on, & patent on a subject

invention.

The Contractor shall retain a
nanexclusive, royalty-free license

- throughout the world in each subject

invention to which the Government
obtains Litle excepiifl the Cunuaciur
faiis to disclose the subject invention
within the times specified in paragraph
{¢) above. The Contractor’s license
extends o its domesiic subsidianes and
affiliates, if any, within the corporate
structure of which the Contraclor s a
part and includes the right to grant .
sublicenses of the same scope to the
extent the Contractor was legally

“obligated to da s0 st the time the

contract was awarded. The license is
transferable only with the approval of
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the funding Federal agency except when
transferred to the successor of that part
of the Contractor's business to which
the invention pertains.
(2) The Contractor’'s domestic license
may be revoked ar modified by the
funding Federal agency to the extent
" necessary to achieve expeditious
practical application of the subject
invention pursuant to an application for
an exclusive license submittedin —
accordance with applicable pravisions
in the Federal Property Management
Regulations and agency licensing
regulations. (if any}. This license shail
- not be revoked in that field of use or the
geographical areas in which the
‘Contractor has achieved practical
application and continues to make the
benefits of the invention reasonabiy
accessible to the public. The license in

" any foreign country may be revoked or
modified at the discretion of the funding
Federal agency to the extent the -
Contractor, its licensees, or its domestic
subsidiaries or affiliates have failed to
achieve practical application in that
foreign country.

{3) Before revocation or modxficatwn
of the license, the funding Federal
agency shall furnish the Coritractor a
written notice of its intention to revoke
or modify the license, and the
Contractor shall be allowed 30 days (or

. such other time as may be authorized by
the funding Federal agency {or good
cause shown by the Cantractor) after
the notice to show cause why the
license should not be revoked or
modified. The Cantractor has the right to
appeal, in accordance with applicable
agency licensing regulations (if any) and
the Federal Property Management
Regulations cencerning the licensing of
Government-owned inventions. any

" decision concerning the revocation or

modification of its license.
"(f} Centractor action to protect the

Government's interest. (1} The

Contractor agrees to execute or to have

.. executed.and promptly deliver ta the. .. .

Federal agency all instruments .
neceasary to (i) establish or confirm the
rights the Government has throughout
the world in those subject inventions to
which the Contractor elects to retain
title, and {ii) convey title to the Federal
agency when requested under paragraph
{d} above, and to enatle the
Government to obtain patent protection
throughout the‘world in that subject’
invention.

{2} The Contractor agrees to reqmre.
by wriitén agreement. its employees,
other than clerical and nontechnical
employees, to disclose promptly in
writing to personnel identified as
responsible for the administration of
patent matters and in a format

suggested by the Contractor each’
subject invention made under contract
in order that the Contractor car comply
with the disclosure provisions of
paragraph (c} above, and to execute all
papers necessary to file patent
applications on subject inventions and
to establish the Governent’s rights in the
subject inventions. This disclosure
format should require, as a minimum,

~the information required by

subparagraph (c)(1) above. The
Contractor shall instruct such employees
through employee agreements or other
suitable educational programs on the
importance of reporting inventions in
sufficient time to permit the fiing of
patent applications prior to 1.S. or
foreign statutory bars.

(3) The Contractor shall notify the
Federal agency of any decision not to
continae the prosecution of a patent
apphcanon pay maintenance fees, or
_ defend in a reexamination or opposition
” proceeding on a patent, in any country,
not less than 30 days befare the

- expiration of the response period

required by the relevant patent office.

(4) The Contractor agrees to include,
within the specification of any United
States patent appllcatlun and any patent
issuing thereon covering a subject
invention, the following statement: “This
invention was made with Government
support under (identify the contract}
awarded by (identify the Federal
agency). The Cavemment has certain
rights in this invention.”

{8} Subcontracts. (1) The Contractor
shail incude this clause {52.227-11 of the
Federal Acquisition Regulation {(FAR}),
suitably modified to identify the parties,
in all subcontracts, regardless of tier. for
experimental. developmental, -or

- research work to be performed by a -

small business firm or nonprofit
organization. The subcontractor shall
retain all rights provided for the
Contractor in this clause. and the
Contractor shall not, as part of the
censideration for awarding the
subcontract, obtain rights in the
subcontractor’s subject inventions.

(2} In the case of subcontracts. at any
tier, when the prime award with the
Federal agency was a contract {but not a
grant or cooperative agreement}, the
agency, subcontractor, and the
Contractor agree that the mutual
obligations of the parties created by this
clause constitute a contract between the
subcontractor and the Federal agency
with respect to those matters covered by

_ this clause.

(h) Reporting utilization of subject

" /nventions. The Contractor agrees to

submit on request periodic reports no-

‘more frequently than annually on the

utilization of & subject invention oron

efforts at obtaining such utilization that
are being made by the Contractor or its
licensees or assignees. Such reports
shall include information regarding the
status of development, date of first
commercial sale or use, gross royalties

" received by the Contractor, and such
other data and information as the

agency may reasonably specify. The
Contractor also agrees to provide

- additional reports as may be requested

by the agency in connection with any
march-in proceedings undertaken by the
agency in accordance with paragraph (j)
of this clause. To the extent data or
information supplied under this
paragraph is considered by the
Contractor, its licensee, or-assignee to .
be privileged and confidential and is so
marked, the agency agrees that, to the
extent permitted by law, it shall not
disclose such information to persons
outside the Government. -

(i} Preference for United. States
Industry, Notwithstanding any other
provision of this clauserthe Contractor

" agrees that neither it nor any assignee

will grant to any person the exclusive
right to use or sell any subject invention
in the United States unless such persan
agrees that any products embodying the
subject invention wiil be manufactured
substantially in the United States.

. However, in individual cases, the *

requirement for sich an agreement may
be waived by the Federal agency upon a
showing by the Contractor or its
assignee that reasonable but _
unsuccessful efforts have been made to
grant licenses on similar terms to
potential licenseea that would be likely
to manufacture substantially in the
United States or that under the
circumstances domestic manufacture is
not commercially feasible.

(j] March-in rights. (1} The Contracter
agrees that with respect to any subject

“.invenition in which it has acquired title.

the Federal agency has the right in
accordance with the procedures in FAR

U7 304-1{g) to teéquire the Contrdctoran- o

assignee, or exclusive licensee of a
subject invention to grant a
nonexclusive, partially exclusive, or
exclusive license in any field of use to a
responisible applicant or applicants.
upon terms that are reasonable under
the circumstances, and if the Contracmr
assignee, of exclusive licensew (efuszs
such a request, the Federal agency has
the right to grant such a license itseif if
the Federal agency detefmines that—
{i] Such action is necessary becau_ae
the Contractor or assignee has not
taken, or is not expected to take withia

* a reasonable time, eifective steps to

achieve practical application of the
subject invention in such field of uses
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{ii) Such action is necessaryto = .
alleviate health or safety needs which
are nol reasonaby satisfied by the

Contractor, ungnu.ctheu'hcensees. '

(iii) Such action is necessary to meet
requirements for public ose lpeuﬁed by
Federal regulations end such
requirements xre not ressonably
nﬁsﬁedbylhﬁnntrm assignes, or

{iv) Sud: action is pecessary because

the agreement required bry paragraph {i)

of this ciause has not been obtained or
waived or because a livensee of the

" exclusive right to use or sell any subject
invention in the United States is in

- breach of such agreement.

(k) Special provisons for controcts
with nonprofit arganizations. If the
Contractor is a nonprofit orgamzntmn.
agrees that—

(1) Righis to a subject invention in the
United States may not be assigned
without the approval of the Federal
agency, except where such assignment
is made to an organization which has as
one of its primary functions the
management of inventions and which is
not, itself, engaged in or does not hold a
substantial inlerest in other
organizations engaged in the

- manufacture or sale of products or the

_use of processes that might utilize the
invention ar be in competition with.
embodiments of the invention (provided,
that such assignee will be subject to the
same provisions as the Contractor};

(2) The Contractor may not grant
exclusive licenses under United States
patenis or patent applications in subject
inventions te persons other than small
business firms for a period in excess of
the earlier af—

{i} Five years from first commetcial
sale-or use of the invention: or

(ii) Eight years from the dale of the
exclusive license excepting that time
. before regulatory agencies necessary to
obtain premarket clearance. unless on a
case-by-case basis, the Federal agency
approves a longer exclisive license. If

_exclusive field-of-use licenses are

“granted, commercial salé or use inone

fieid of use will not be deemed _
commercial sale or use as to other fields
of use, and a first commercial saie or
use with respect to & product of the
invention will not be deemed to end the
exclusive period tn different subsequent
products covered by the invention;

{3) The Contractor shall share
royalties collected on 3 subject
invention with the inventor; and

(4) The balance of any royalties or
income earned by the Contracior with
respect to subject inventions, after
payment of expenses (including
payments to'inveniors) incidental to the
administration of subject inventions,

will be utilized for the support of

scientific research or education.

(1) Communicatians. Reserved.

- [End of clause) (R 7-302.23(h) 1981 JUL)

" Alternote I (APR 1984). Add the
followmg sentence at the end of
paragraph (b) of the basic clause:

“The license shall include the'right of
the Government to sublicense foreign -
govermments and international

‘organirations pursuant to the follcwmg

treaties or mtemaucnal agreemenim
reeremsssmennene . OF pIrsuant 1o any foture
treaties or agreements with foreign
governments or international
organizatians,

{*Contracting Officer complete with
the names of applicable existing treaties

" ‘or international agreements. The above

language is not intended to apply to
treaties or agreements that are in effect
on the date of the award but are not
listed.}

(R 7-302.23[b) 1881 JUL)

52.227-12 Patent Rights—-Retention by

the Contractor {Long Form)

As prescribed at 27.303(b), insert the
following clause:

PATENT RIGHTS—RETENTION BY
THE CONTRACTOR {LONG FORM)
{APR 1984)

{8} Definitions.

“Invention” means any invention or
discovery which is or may be patentable
or otherwise protectable under Title 35
of the United States Code.

“Subject invention" means any
invention of the Contractor conceived or
first actaully reduced to practice in the
performance of work under this
contract.

“Practical apphcatwn means to
manufacture in the case of a
composition or product, to practice in
the case of a process or method, or to
operate in the case of a machine or
system; and, in each case, under such
conditions as to establish that the
invention is being utilized and that.ts

_benefits are, to the extent permitted by .
“law or Government tegulafions, 7
- available to the public on reasonable

terms.

“Made" when used in relation to any
invention means the conception or first
actual reduction to practice of such
invention.

"Small business firm" meansa
domestic small business concern as
defined al Section 2 of Public Law 85-
536 (15 U.5.C. 632} and implementing
regulations of the Administrator-of the
Small Business Adminisiration. For the

- purpose of this clause, the size

standards for small business concerns
involved in Government procurement
and subcontracting at 13 CFR 121.3-8

and 13 CFR '121.3-12. !espechvely. will
be used.

"Nonprofil organization™ meane a
domestic university or other institution
of higher education or an vrganization of
the type described in section 501{c)(3) of
the Internal Revenne Code of 1954 (28

1.5.C. 501{c}) end exempt from taxation

mnder section 501{a) of the Internal -
Revenue Code {26 1).5.C. 501(2)} or any
domestic nonprofit scientific or
educational organiration qualified under
# state nonprofit organization statute.
(b} Allecation of principal rights. The
Contractor may elect to retain the entire
ight, title, and interest throughout the
world to each subject invention subject

"to the provisions of this clause and 35

U.8.C. 203. With respect to any subject
invention in which the Contractor elacts
to retain title, the Federal Government -
shal]l have a nonexclusive,
nontransferable. irrevocable, paid-up
license lo practice or have practiced for
or on behalf of the United States the
subject mvention throughaut the world.
(c) Invention disclosure, eiection of _
title, and filing of patert applications by
Contractor. {1) The Contractor shall
disclose each subject invention to the
Contracfing Officer within 2 months

- after the;inventor discloses it in ‘writing

to Contractor personnel responsible for
patent matters or within 8 months after
the Contractor becomes aware thata .
subject invention has been made,
whichever is earlier. The disciosure to
the Contracting Officer shall be in the
form of & written report and shall
identify the contract under which the
invention was made and the inventor(s).
It shall be sufficiently complete in
technical detail to convey a clear
understanding, lo the extent known at
the time of the disclosure, of the nature,
purpose, operation, and physical,
chemical, biological, or electrical

. characteristics of the invention. The

disclosure shall also identify any
publication, on sale, or public use of the

invention and whether a manuscript

submitted for publication and. if so,
whether it has been accepted for
publication at the time of discincure, In
addition, after disclosure to the
Contracting Officer, the Contractor shall

* promptly notify the Cunliaciing Officer
- of the acceptance of any manuscript

describing the invention for publication
or of agy on sale or public use planned
by the Contractor.

(2) The Contractor shall elect in

. writing whether or not to retain title to

any such invention by notifying the
Federsl agency at the time of disclosure
or within 8 months of discldsure. as to
those countries {including the United
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Thia paper is one unit in a series prepered by the sponsored
program and patent offices at M.I.T. for use in their own professional
development program and in the workshop on intellectual property at the
1984 NCURA annual meeting. The NCURA Committee on Professional Development
is making it available to NCURA members who need a basic understanding of
intellectual property in connection with the negotiation and administration
of sponsored research agreements,

Coples of this and other units in the series may be obtained from
NCURA Headquarters. : '

. Other'Guidance

This series is intended to provide umiversity research
administrators with only an introduction to the basic concepts of
intellectual property. Those who require a more complete understanding of
the subject will wish to study other materials cited herein or developed
from time to time by such organizations as the Society of University Patent
Administrators, the Licensing Executives Society, the COGR Committee on
Patents, Copyrights and Rights in Data, and the National Aasociation of
"College and University Attorneys,

User Feedback

‘This meteriel 1e intended to be self-improving. Users are,
therefore, invited to forward comments, suggestions and new materials for
“the next revigion to:

Chairman, Committee on Professional Development
'National Council of University Research Adninietrators
One Dupont Circle, N.W., Suite 618.

Washington, D.C. 20036

Copyright (© 1984 Massachusetts Institute of Technology and
: Nationzl Council of University Research Administrators
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1, INTRODUCTION

A number of professional organizations and groupa have prepared
materials Telating to university patent policies and practices.

One useful source is "Patents at Colleges and Uuiversities,
Chapter 2:6:1 in the Administrative Service/Supplement published by the
‘National Association of College and University Business Officers., First
issued in March 1978, that chapter is currently being revised by the
Committee on Patents, Copyrights and Rights in Data of the Council on
Governmental Relations (COGR) and may be available for distribution this
fall. In the meantime, much of the earlier version is still relevant as it
relates to the elements of university policies and to patent administration
and is quoted in Parts 2, 3, 4 and 6 of this paper, with permission of
NACUBO, the copyright holder. .

Similarly, "Survey of Institutional Patent Policies and Patent

" Administration," Chapter 2:6:2 of the same NACUBO publication, although
issued also in March 1978, still provides a feeling for the wide variety in
institutional patent policies, organization and administration. It is,
therefore, included as Appendix 1 to this paper. We understand that the
survey, conducted by the Scociety of University Patent Administrators, is
currently being conducted again by SUPA. When available, hopefully this
fall, it will provide a useful comparison with the 1978 results.
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'2. PATENT POLICY OBJECTIVES

In the paper entitled “Patents and Patent Law" in this NCURA series,
we noted the Constitutional origin of the United States patent system and
in the paper entitled "Patent Rights under Government Contracts" we noted
that the objectives of 35 U.S.C., Chaper 38 include the greater utilizationm,
commercialization and public availability of lnventions and increased
collaboration between comnercial firms and nonprofit organizations.

In pursuing these broad constitutional and legislative goala,
colleges and universities frequently state thelr: patent policy objectives
in terms-such as: those set forth in=NACUBO 2 6 1.1«

"l. To facilitate the: transfer of’ technologj;and'the utilizatfon. of
findings. of scientific research in order to provide maximum benefit to.
the public therefrom. S : e e Sy

"2, To- encourage research, scholarship, and a spirit of inquiry,
thereby generating new knowiedge.

"3. To: provide machinery by which the significance of - discoVeries may
be detérmined-so- that the commerciakly meritorious may be brought to
the point of public utilization.-inj’ H .

e To aasiat in an equitsble disposition of interests i inventiona
among the inventer, the inatitution, and, when appiicable, &’ sponaor. e

5. S W Ea i ,“_', [ Lel

——

"5. To provide individnai incentives to- inventors in the" form ‘of - per-'.
" gonal development, professional recognition,and financial
compensation.

“6.. To assist in the fulfillment of the terms of research grants and
contracts. -

"?7. To safeguard the intellectual property represented by worthwhile
inventions~ao thatnitamay receive adequate patent-protection.'

"8§. To facilitate the,development of institutional patent agreements
with the’ federai government.

'With the passage OE'Pnblic Law 96-517 and Chapter 38, which eliminates
the need for institutional patent agreements, and with the growing
interaction of universities and industrial organizations, the following
objectives are more likely to be substituted for 8. above: :

To comply with applicable federal law and regulations when the
institution accepts federal funds for research. .

To facilitate the development of research agreenents with industrial
sponsors. : . ' '
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3. ELEHENTSZOF-AN INSTITUTIONAEVPATENT POLICY

In order to deal with discoveries that may have patentable
significance, an institution should have a documented patent policy
approved by its governing board, which defines the rights and. obligations
of the institution, the inventor, and, when applicable, reseéarch sponsors.
Such a policy should contain the elements described below in the language
of NACUBO 2 6:1. :

ELEMENTS OF AN INSTITUTIONAL PATENT POLICY (NACUBO)

An institution seeking to establish or clarify its position regarding
rights to and disposition of patentable inventons should develop a
statement of patent policy. The statement should be broad enough to
encompass all foreseeable patent situations, yet specific enough to allow
administraton of the policy without frequent recourse to policy
'deliberations by an advisory committee.

‘The statement should briefly define the administrative structure for
processing a patentable discovery and it should be directly and succinctly
presented for clear understanding by lay persons in the field. The basic
purpose of a patent policy is to define the rights and obligations of both
the inventor and the institution as regards patent matters, To the extent
that policies on consulting deal with patents, it is sdvisable to take them
into sccount when formulating ‘a patent policy. '

Some inatitutional patent policies are incorporated into patent
manuals that provide the reader with a brief orientation on patent matters.
These publications can be helpful to neophyte inventors, but they should be
prepared such that the institutional policy is clearly distinguishsble from
general instructional materials.

The following topics typicslly are found in institutional patent
policies._ :

Preamble.
Applicability of the policy. : y
Establishment of the 1nventor commitment.
Rights of the parties. ‘
‘ Income-sharing arrangements.
Administrative arrangements.

a»ui‘bu‘nn—-._
L] - L] -

..

Preamble"

Although optional, this section is recommended. It should relate the
basic purposes of ‘the institutiom, its Obligations to the public, and the

scholarly aims of {ts faculty to the institution's interest in patents and

ways in which patents serve these ends., The precmhle should be kept short
and to the point and establish a sound foundation for what is to follow.

6
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.Applicability of the Policy

This section defines research situations, sources of funds, all cate-
gories of persons who may invent (that is, faculty, staff, and student),
activities in which such persons are engaged, and any combinations of these
elements that would bring an inventor into the scope of, or exempt him or
her from, provisions of the policy. Educational institutions do not
usually lay claim to all inventive concepts generated by their employees or
students, Rather, they limit themselves to those that arise as a result of
_employment relationships, or use by the researcher of institution
_Tesources, facilities or information

Establishment of the Inventor Commitment

Once an institution determines the criteria for applying .the policy to
individuals, its personnel may be required to dispose of inventions as
determined by the institution in one of several ways (listed in generally
"decreasing order of enforceability) :

1. By a, formal 1nventor agreement - a 1ega11y enforceable coutractual
commitment by a person to dispose of inventions as determined by the
institution.. The agreement becomes a standard form for the
institution and should be drafted by an attorney to ensure its .
_enforceability. It is best executed by the individual when he or she

asaumes employment. [Note: The patent clause at FAR 52,227-11,
paragraph (f), "Contractor Action to Protect the Government Interest,"
requires a written agreement with employees. See Appendix 2 to Unit 2
in this NCURA series, "Patent Rights under Government Contracts," at
Appendix 2, Federal Register page 12990. 1 :

2. By.a'atate_atatute which stipulates that inventions made in state
institutions or by state employees be disposed of in a predetermined
manner. : _

3. By a peraon giving his or her written aaaent to the stated patent
policies of the institution, which policies pronounce an obligation by
the individual with respect to inventions. : . .

4. By a stated pateant policy containing a patent commitment whieh is
established by the governing board and brought to the attention of
individuals, but to which such persons are not required to give their
personal formal assent. : S

5. By the presence of a policy allowing the individual to dispose of
inventions as determined by the institution or to retain title, at his__
‘or her optiomn. '

To allow an inatitution eondacting'aponaored research to fulfill its
contractual obligationa, it is essential to have for every person engaged
~in such researeh a valid, binding commitment to aasign inventions.
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Rights-ofcthe Parties

The policy should specify the rights thati:the institution, the
inventor, and sometimes outside sponsors have in the invention. The
institution usually receives a valid, binding assignment of title to the
patent application together with a commitment by the inventor to cocperate
in executing legal documents, reviewing patent prosecution papers, and in
some cases, assisting in the development or marketing of the patent.

The inventor is entitled to receive from the institution a clear
statement of his or her rights and share of income, and the institution's
plans for bringing the invention into public use, including a contingency

“for reassignment to the inventor.

Sponsor's interests in these situations are usually represented by the
institution based on the terms of the research agreement, Sponsor equities
in patents must be scrupulously observed by the institution to permit it to
perform and maintain ita contractual obligations. '

Income-Sharing Arrs gement

Educational institutions thet accepl assignment of pstents from
inventors customarily share royalty income with them. The inventor! 8 share -
generally ranges from 15% to 50% of net income, although there are a. few
policies that authorize income outside these limits., Some institutions use
'siiding scales of income-sharing between these limits with a grester :
percentage going to the inventor from the early receipts and the rate of .

sharing declining as the amount of royallies increases.

Most royelty-shsring srragements are predetermined, that is, the )
inventor cannot negotiate a higher rate of sharing than stipulated in .the
institutional policy. Predetermined sharing rates have the advantage that
it is unnecessary to pass judgment on the relative worth of each invention.
They are easier to administer and usually reward the inventor equitably
because a valuable invention's true merit is reflectd in the greater total
royalty revenues it generates, a portion of which inures to the benefit of
the inventor. Where several individuals collaborate on a patentable
invention the inventor's income share is divided among them in portions
agreeable among themselves (including co-develoPer s who may not legally be
inventors) : S - : o '

Administrative Arrangements Defined by Policy.

Patent poiicies usually specify that patent activities be pleced under_
the administrative cognizance of an institutional patent committee :
appointed by the governing board, the president, or the faculty senate with
a majority of the individuals on the committee representing scientific or
technical disciplines, It is not uncommon for a dean, a vice president, or
even the president to serve as chairman. This committee often has the .
‘responsibility for recommending or establilshing patent policy,
adjudicating disputes, determining which inventions shall be the subject of
patent applications, and overseeing the administration of patent matters
.within the institution. ' : o
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- 4. . ADMINISTRATION AND DEVELOPMENT OF INVENTIONS -

In addition to a patent policy, an inatitntion needs an. administrative
focal point to deal with inventions and guide them through the various
steps involved in obtaining patent protection and developing their
commercial potential. This is discussed below in the language of NACUBO
2:6:1, : N A L ;

-ADHINISTRATION AND DEVELOPHENT OF INVENTIONS (NACUBO)

' The provisions of the institntional patent poliecy uaually determine

the make-up of the administrative organization for patents: 'Typleally

. found at the top of the structure is the patent committee described above
(under "Administrative Arrangements Defined by Policy" in the preceding
section). The size of the administrative organization below this committee
will vary, depending in part on the amount of research resulting in patents
at the institution and on whether or not the institution assumes its own
patent development and marketing responaibilitiea ot delegates them to
another organization. :

Serving the oonmittee as its operating arm on ‘a‘part- or fuli time
basis is the institution's "focal point" on patents, an administrator
usually drawn from the office of research administratiom, the legal -
department, or the business office, This administrator need not be a
patent or general attorney but must have a thorough understanding of _
institutional patent policyand enough background in patent procedures and
patent law to handle procedural and policy problems arising in the :
management of patenta.- : : :

‘In‘a large operation, the patent adminiatiator and any aasiatanta may
be a part of the institution's administrative group and often will work
full time on patent-related matters. In a modest institutional patent
operation, this individual may come from one of the basic science
departments and spend only a few hours per month on duties related to
patents. Regardless of the size of the patent operations, there should be
at least one person who understands the essentfial requirements for handling
patentable information (which is also perishable). This should insure that
valuable property rights are not lost to the inatitution by premature
dfsclosure, publieation, or public use prior to filing a patent
application or to releaaing the invention to an affiliated patent
development group. :

Development and Harketing

- The development and marketing of inventiona typically occurs in one of
three ways: in-house, by an institution-affiliated foundation, or by a
patent management organization.
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In-house, In this case, the institution controls and performs the
invention evaluation that precedes the decision to patent, the filing of
patent applications, the demonstration of the invention's feasibility, and
the licensing (not necessarily in this order).i This option is initially
more costly, because it requires an early outlay for patent application
costs and the overhead costs of patent administrative services. However,
if sizable rOyalties are earned, this approach may be the most advantageous
overall. . : .

Institution-affiliated foundation. This option can have the advan-
tages of better availability of funds to carry on: the development of in-
- ventions (a speculative activity) and greater freedom to employ commercial -
methods to develop and promote the uses of the inventions. Assuming equal
capabilities to develop inventions, the presence of a foundation may result
in less income for the institution because of the foundation's expectation
of sharing income. Both the in-house management and the institution- -
affiliated foundation management of patents allow the inventor to work
closely with ‘the unit that is promoting the invention. The inventor's
ready assistance and background often are crucial to getting the invention
covered by a patent and "off the ground" as a commercial success,

A patent'management organization.- Patent development and marketing by
one of these organizations has some distinct advantages: it permits an in-
- stitution to be active in patents with a minimum financial outlay and it...
~ allows considerable legal, marketing, and patent management expertise to be,.
tapped at no immedfate cost to the institution. The chief disadvantage in

this arrangement is, of course, that a substantial portion of any royalties.
earned is shared with the patent management group as compensation for ser- .~

vices, Also, because of the large number of inventions handled by organi-
zations of this type and the geographical limitatiens involved, it is . . I
possible that this arrangement will diminish the valuable personal 1nput of

_the inventor in - development and marketing efforts. e

These three routes of invention development need not be mutually ex-
clusive for an entire patent program. Many institutions utilize more than
‘one, depending on the type of invention reported and the location of the
various capabilities needed to develop it. - : :

It is advisable for an institution involved with patents to have
available the services of a patent attorney to answer questions, interpret
the law, prepare, file and prosecute patent applications as the need
arises, and serve as a representative during patent-related negotiations.
Because of the diversity of complex patent subject matter generated in

colleges and universities, it is degirable that the attorney be affiliated
with a firm that includes individuals with a wide variety of technical
backgrounds. The American Patent Law Association can be of assistance in
making a selection.

10
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5. INVENTIONS UNDER SPONSORED RESEARCH PROGRAMS

~Issues -relating to patents and publications are frequently the most

difficult to reésolve in negotiations with private research sponsors,
particularly industrial organizations. For that reason, it is important
that institutional policy is clear on the various options that are likely
to arise, or that there is:.a mechanism for resolving the issues without
undue delay. Because the issues are so varied, the question of
"institutional policy under research agreements with. industrisl_and- -
other private sponsors is beyond the scope of this paper and is dealt with
in Unit & of this series, "Patent Clauses in Industrial Research :
Agreements L L ' :

Research agreements funded in whole or in- part with Federal funds are
subject to the provisions of Public Law 96-517, as implemented by OMB
Circular A-124, and the Federal Acquisition Regulations (FAR) in Subpart
+27.3 and the standard clause at FAR 52.227-11. The obligations of a
university contractor under these regulations is discussed in detail in
Unit 2 of this series, "Patent Rights under Government Contracts." '
However, since university patent: policies and procedures must conform to
certain requirements-set forth in these regulations, it is appropriate to
summarize them here since it 'is important to be familiar with these in
establishing institutional patent poiicies and administrative practices,

Oblisations under Federal Sponsorship

The obligations of university contractors set forth in the standard
clause at FAR 52.227-11 (which is reproduced in Appendix 2 of Unit 2 of
_this series) include the following

FAR 52 227 11

{(¢) ‘Invention disclosure, election of title, end filing of patent
applications by the contractor.

(1)  Disclose subject inventions and any publications, 'sale or use
” ~ ‘that may create a patent bar A :
(2)  Elect whether or mot to retain title
4(3) fFile pstent application on a timely bssis-
(&) - Conditions when the Government may obtsin title.
' Convey titIe to the agency when required and requested
(f) Contractor's action to protect the Government's interest
(1) Execute instruments to confirm govermment rights and convey

title per (d) above

11
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(g)

(1

(k)

1 (3) Requires sharing or royalties: with inventors

(2) [Identify personnel responsible for the administration of patent

matters, require employees by written agreement to promptly
disclose inventions, and 1nstruct employees on the importance
of disclosing inventions

(3) 'Notify'agency of decision not to prosecute, maintain or defend

©~  a patent application -

(4) Include statement acknowledging Government support in patent
applications and patents issuing : :

Subcontracts.

Iuclude the appropriate patemnt rights clause_iu'subcontfacts.

.Preference for United States industry

Do not without agency approval, grahtiexclubiveiliceuses unleSS'thQ

‘licensee agrees that products embodying the invention will be
manufactured substantially in the United States.

Special provlsious for contracts with nonprofit crganizations o

(1) Limits right to assign - : -
(2) Limits the term of exclusive licemses to othet than small '
business firms -

et

(4) Requiires that the balance of royalties after efter certain
- expenses be utilized for the support of scientific research and
education :

12
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‘6. INVENTION DISCLOSURES :"

0f critical importance to the administration of a patent program, and
to adhering to obligations to research sponsors, is the prempt and proper
disclosure of inventions. The importance of the disclosure is set forth in
the following section in the language of NACUBO 2:6:1.

Invention Disclosures (NACUEO)

An invention disclosure in this context iz a complete description of
an invention written by the inventor to report am invention to the insti-
tution or a sponsor. -Along with the original laboratory notebooks and
records it is one of the most important documents in an institutional
patent program. The invention disclosure is based on the information

. contained in laboratory notebooks. {See Appendix B, "Guidelines for
Keeping Laboratory'Records.") . ' E '

It is cuatomary for the office responsible for patents to provide -a
disclosure form or set of guidelines for preparing disclosures.. Whichever
is used, completeness is more important than format. The invention disg-
closure qhould be couched in good technical language rather than in legal-
istic style. If the invention becomes the basis for a patent aplication, a
patent attorney can put it in language that is acceptable to the Patent
Office,

The invention disclosure is valuable in several ways.  Writing the
disclosure helps the inventor to mentally clarify the inventive concept
.and, 1f the concept has not yet been reduced to practice, to better
organize his or her thoughts concerning it. A good disclosure is essential
for the technical evaluation of the invention, for an accurate assessment
of its commercial feasibility, and for a determination of its patentabil-
fity. In the latter case, the disclosure is often used as the descriptive
information supplied to the Patent Office for making the novelty search.
Its clarity and completeness strongly affect the quality of the patent
- search,

The invention disclosure may later be used as the basis for the
preparation of the patent application, Well-prepared disclosures readily
transmit the patentablie idea to the patent attorney and assist in preparing
an application that precisely describes the invention. The less attorney
time required for this, the lower the cost to the institution. Finally,
when witnessed laboratory records bearing earlier dates are not available,
the invention disclosure can serve as proof of the date of conception, or
at least of the earliest recording of the invention. It thus may be an
important document in any controversy over which of two parties first made
the invention.

i3
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Digclosures of inventions are required under the terms of federal
research agreements ‘and must be sufficiently complete and of a quality that
will allow the Supporting agency to evaluate and prepare a patent applica-
tion in the event that the contract terms entitle it to do so. A complete
and accurate invention disclosure is extremely important to patent manage-
ment organizations because they are usually not located in close proximity

to the inventor. These organizations must, therefore, rely heavily on the

inventor's written description to assess the worth of the invention and to
determine any interest in accepting it and fn carrying it forward to
patenting and commercial development. (A typical set of instructions for
preparing invention disclosures appears as Appendix D.)

14
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Sli_,r'v'_ey of Institutional Patent Policies
and Patent Administration |

: T HE FOLLOWING DOCUMENT is based on a survey taken by the Society of Univer-
sity Patent Administrators in 1977. Subjects of the survey were the patent poli-
cies of universities with employees who are members of the Society. As far as can be
- determined, this is the first such survey since the publication in 1962 by the
National Academy of Sciences—National Research Council of University Research
and Patent Policies, Practices and Procedures. The latter document is primarily a
compilation of patent policies exactly as furnished by the institutions surveyed.
i The 1977 survey was undertaken because of a growing interest in patents and
' the perception of a need for an up-to-date survey of patent policies which would be
composed of carefully prepared questions and would provide analysis of the replies.
’ The questionnaire used in this survey is based on one that was tested at six instito-
tions and further refined before distribution. (A copy of the questionnaire is in-
cluded as Appendix A; responding institutions are listed in Appendix B.) ..
Forty-eight major research institutions provided information for this document.
_ The answers to the survey questions have been tabulated and the implications of
these results are discussed. 1t will be noted that there is a wide variety of answers to
certain questions, which is a result of the differences in institutional organization
and practices. In some cases there are multiple answers to one question by the same
institution. In questions involving titles, where many variations are possible, the
answers have been grouped by titles that are considered to be equivalent. Where
“only one institution has responded in a particular way to a particular question, such
answers generally have been grouped as “other.” '
Although a number of institutions that were surveyed did not reply (a few with
large patent portfolios), the information provided and analyzed should be largely
* representative of the general community of research universities.

1. Name of institution (séc‘Appcndix B). ‘Where an institution checked more than one an-
' : : swer, this has been interpreted-to mean that more
2. Who authorized the institution’s patent policy? than one body acted on the policy. In such cases,
(a) Trustecs, regents, or equivalent 37 only the highest-ranked body was counted,
(b) President, chancellor, or equivalent 5 o '
(¢) Faculty o 2 3. What office administers the patent policy?
(d) Other (such asstate lawor . Research administration office 18
. state agency) 4 Vice president or dean of research 10
48 Rescarch foundation - 8

Copyright 1978 NACUBO . . MARCH 197
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Vice president for administration 3
‘Patent committee 3
Patent office 3
3
48

‘Other

4. To whom is the office in (3) above respon-
sible?

5Vlce president, vice chancetior, .

provost, or similar ofﬁcer 24
President 12
‘Trustees 3
Director of foundation 3
Dean 3
Other - -3
: .48

5. Is there a patent committee? -
Yes . o 34
. No . 14
L 48
6. What is the com;iositio_n' of the ﬁaiem com-
mittee? _ B
Faculty and administration - - - 23
Faculty only e T
Faculty, administration, and 'students - 4

| 34
Note that four mstltutlons have patent commit-

tees that include students (prcsumably graduate
students)

7. What are the funcuons of t‘he patcm com-
mittee?” :

'_Formulate patem pohcy e 22

Determine royalty distributions 16
Make decisions on patenting inventions 26
Negotiate license arrangements 2
Other -~ _ o 5

Co s e

This question received multiple answers and all
functions may not have been described. For ex-
ample, some patent: committees may be involved
in arbitration (sec 16 below) but this item. was
meéntioned only once.

2

8. Does the patent policy cover:

"(a) Faculty , o ' VT

(b) Professional staﬁ o R ¥
* “(c) Nonprofessional staff - C 43
e (d) Graduate students employed by o
" “institution - - 46
(e} Graduate students not employed by ‘
: " institution 25
(). :Undergraduates employed by :
' institution - - - 42
= {g) Undergraduates not employed by
- institution 21

Of the institutions respondmg, one had not yet
adopted a patent policy, which accounts for the
maximum number of 47 rather than 48. The sig-
nificant decrease in co’verage"for both graduate
and undergraduate students not employed by the
institution probably relates to the fact that em-
ployment (and thus the payment of salary) :s

used in many cases as the basis for a university

claim to equity in inventions, rather than the pro=
visions of funds or facilities' (:'see 15 below).

9. By which of the followmg does 1l1e institution

_ control the disposition of patent rights (with

the underslandmg that a sponsor may sub-
sequcnlly take control)" :

(a) Takmg title to inventions e 36
- '(b) Directing or approving dlsposmon R
" byinventors. 11

“.,__(c) The voluntary referral ot‘ an
T invention to thei msmuuon :f
there is no sponsor requirement 11

Eight institutions checked both (a) and (b), which
may mean that the policy is covcrcd'by (b), but
that in some cases the inventor is required or
clects to give title to the institution as provided for
under (a). However, two of these eight institu-

tions also checked (c), possibly an attempt o

cover both inventions in which the institution has
an equity and those in which it does not (see 15
below). The remaining nine institutions in cate-
gory (c) constitute a large. number in which the
institution excrcises no control at all (unless there
is a sponsor reqmrcment)
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- A policy as in (b) of directing or approving dis-
position by inventors provides much greater flex-
ibility than that listed in (a). Under (b), tltle can
be directed to the institution, to a patent manage—
ment firm, or to the government or another spon-

. sor without the necessity of title first going to the

mstltutlon

10 Does the institution enter into agreements
. with possible inventors (see 8 above) to es-
tablish patent rlghts" Complete only one Te-

sponse: -
- (a) For all possible mventors co... 16
_(b) For all possrble inventors who' .
' participate in sponsored research . .~ 8
(¢) For all possible inventors who
areemployed . ... -14

(d) For all possible mventors who ,
are employed only in sponsored -
... research. . 6
(e) No agreements with anyone 4
: ' .48
The twenty- four institutions respondmg affirma-
'nvefy to (a) or (b) are ‘well covered msofar as
the requirements of sponsored research, partzcu-
larly government-sponsored research, are con-
cerned. Institutions covered by (c) and (d) are
not fully meeting the obligations of sponsored re-
search, since these obligations extend to all. per-
sons who participate in or perform part of the
work, not only those who are employed by and
paid from a grant or contract, The four institu-
tions responding affirmatively to (e) are not in
compliance unless the terms of the applicable
patent policy can be held to be as legally bmdmg
as an individual agreement. - . _

For mventlons that ‘result from research wh:eh is
" not sponsored the ‘thirty institutions designating
(a) or (c) are all fairly well covered, except that
(c) would not apply, for example, to' a graduate
student who makes an invention but is not em-

ployed by the institution, Among the other seven-

teen respondcnts there is a gap that is partly ex-

plaincd by the eleven who responded to 9(c)

above (in which referral of an invention 10 the

university is cntirely voluntary unless there are
sponsored research requirements).’

11. Does the institution use, or have its admia-
istrators considered using a single agreement
to cover both patents and copyrights?

Yes ' . 13
No ‘ 35

- 48

12. Are one or more patent managemem ﬁrms
used? If $0,’ gwe names. '

Yes : _ . - 40

No | ' SR 8
. 7 78

Research Corporation was predorninant followed
at a distance by Battelle, Umvers:ty Patents, Inc.,
and others

13 If a decision is made in the msntutlon (not
by a patent management firm) to make a-
patent application, who makes the decision? -

Patent committee - : 11
Research administration office 9
Associate provost, vice pres:dent,
or dean for research 9
‘Reseaich foundatlon 4
President IR 3
Vice president for business or ﬁnance 2
Patent office : 2
Other (such as state, govemmg :
board, inventor) 5
No answer 3
48

14. Does the institution's o'ater;t' poticy require
reporting by those covered by the pohcy (see
Sabove) of

(a). All mventlons, even :f there 1s no
institutional or sponsor equity .19

(b) All inventions on which patents are
applicd for, even though there is no

institutional or sponsor equity 5
(¢) Allinventions where there is some
institutional or sponsor equity. .~ 19

(d) . Only those inventions that must
be reported to a sponsor - 5
3
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- Supplement ,

Institutions that are diligent in pursuing technol-
ogy transfers and public use of their inventions
‘probably fall into group (a). '

15. What is the basis of the institution’s claim

for institutional equity in an invention? That

is, what is the legal consnderatlon for the
“institution to obtain r:ghts" '

(a) Payment of salary or stipend 29

" (b) Provision of funds or facilities . 34
(c) Other (such as patent services -

furnished to inventor or state

legal requirements) =~ = 7

| . | T

Tweﬁty—two institutions checked more than one of

' the answers, Twenty-one of these responded to

both (a) and (b). There is a question as to

whether the citation of salary or stipend as a con-

sideration for patent rights is reasonable or even

. legally enforceable.! Facuity are not employed to
develop patentable inventions, their salaries and
promotions ‘are not based .on the value of inven-
tions they may make, and where they have tenure,
according to Blackwell, “the agreement by the
college to continue to employ them would not, so
far as they are concerned, consmute cons:dera-
tion.™ .

The pro'vision ‘of funds and facilities for research

does not have the handicap of (a) above and can -

be used for both ecmployed and non-employed in-
ventors (such as students). Further, the institu~
tion would have no cquity (unless the inventor
would choose to handle it through the institution)
in an invention whose conception or: reduction to
practice does not involve institutional funds or
facﬂstles : .

16 Is .xrbnrauon or somc other form. of dcc:s:on—

making provided for in the cvent of a dis-.
agreement as_to the msmuuons cqu:ty or -

rights i in an mvcnl:on" o
Yes ' ' | _ 27

No e e o

18ee Blackwell, T. E. Colleze -Law,  (Washington,
D.C.: American Council on Fducation, 196E ) pp. I‘IS-
180, “The Administration of Faculty Patents,”

2ll:ud p. 179.

4

The absence of arbitration provisions in twenty-
one institutions is somewhat surprising..

17. Does -the institiition ever relinquish to the

inventor its rights to an invention?

Yes S 40
No : ..
... 48

If so, under what c:rcumstances"

M:scellaneous answers included cases in wh:ch
sponsor and institution chose not to patent.

18. Does the institution ever handle for mven'toi’s
those mvenuons in which 1t has no equtty"

.Yes ' L [ _22
No _ e 26

o 48
If “yes” what are the condilions"

Mlscell.mcous answers included: paymg more than
normal royalties to the mven!or -

19. If the institution retains 'p:i‘fcnt rights for in-
ventions, what share of royalties is paid to
the mventor(s)" Net or’ gross" '

Maxlmum poss:ble o 1

Net 80% scaled down to 25% as total
ruyalty increases : 2

Gross 50% plus first $3,000, Ihen o '
25% 10 $13,000, then 15% 2

Net 60% 0-$25,000; 50% $25,000-
© $50,000; 40% $50,000-575,000;

- 30% above $75,000 1
Net 50% plus first $1,000 of _
institution’s net 1
Gross 15% plus 50% of additional net 1
Net 50% 6
_Net 50% or gross 25% 1
Net 50% maximum, 20% minimum by .
arbitration 1
'Net 50% after first $5; 000 net 1
“Net 50% until expenses, then 20% .
of gross o 1
Net 42.5% o A |
“Net 40% R |
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" 'Net 40% 0-550,000;.30% $59,000-
$100,000; 15% above $100,000
- . Gross 15% until costs recovered,
T ‘then 40% net '
© Net33%
~ Gross 28%
Net 25%
Gross 20%
Gross 15%
Net 15%
Case by case
“No answer

o

&

Although -the difference between gross .and net
royalties varies widely from patent to patent, the
_answers to this question are listed such that the
amounts to inventors decrease in order of total
‘royalties from top to bottom. The median an-
swer is 33% of net royalty income for the inven-
tor. Royalty shares to inventors appear to have
increased significantly since the 1962 survey re-
ferred to at the beginning .of this document. The
method of giving the inventor a large initial share
and decreasing on ‘a sliding scale (indicated in

five of the answers) has the merit of providing a.

climate of greater cooperation among researchers
by reducing the potential rewards to the one re-
scarcher who is named the lega[ inve'ntor.

20. What disposition is mnde of lhe msututlon s
share of royalues" -

Research - . e 26
General mst:tut:onal funds - .10
‘Research and patent costs . 6
Education and research 3
Patent costs ' 2
Other 1

21." What steps, if any, are taken to insure that
all inventions are propcrly dlscloscd"

" None (although the patent pollcy may

sorequire) . . .. . . 23
Regulations : ) ¥

* Periodic reminders 2 8
- Periodic meetings EEEE-
" Special educational program -4

Ll B I Y- ¥ N =

 Annual invention statement 3
Other ‘ T 2
56

Elght msututnons used more than one method of
obtammg invention disclosures. It is likely: that

‘a greater number used more_than one method

but did not mdlcate thls

22, Does the mstltutlon have any institutional
- patent agreements (IPAs) with fedcral agen-
cies? If 50, list the agencies.

Both HEWandNSF 10
- HEWonly - 11
NSF onl_y . SR . 3

Note that more than haif of the respondmg msu-‘-
tutions have no IPAs.

23, In ncgot:atmg sponsored research agree--.
ments with industry, does the institution ac-
~cept re_qm;_emems for sponsor to obtain

(a) Title to'all inventions = 27
(b} Exclusive license 26
- {c) Exclusive license for limited period 26

(d) Exclusive license for {imited period

with march-in rights for lack of .

. diligence 28
“(e) Nonexclusive license L 31
A6) Othel_'. S y T

145

Many: institutions indicated more than one an-
swer; three questions were the average number of
these. The number of (a) and (b) answers could
cause concern about the diligence of institutional
endeavors for protéction of the public interest.
Where title to inventions is given to a sponsor as
in (a), the inventor’s normal share of royalties
under a pateént policy presumably disappears.

24. Under the arrangements described in (23)
above, is there any provision for royaltics or
other rcimbursement to the institution, such as
increased indircct costs" - -

Ro)'allles B A 21
Increased indirect costs - 17

5
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. Supplement

None R [

48

As in"23(a) above, where the compensation to
the institution for patent rights consists of in-
creased indirect costs or is nonexistent, the inven-
tor’s share of royalties presum’ably disappears. "

25 For inventions owned or controlled by the
-institution and not assigned to a patent man-
agement organization,- which of the cate-
gories of (23) above best describe the insti-
_'tutlon s pOllCleS for ass:gnment or licensing?

(a) Title to all mvennons Lo 3
.. (b) Exclusive license : 11
- (¢) Exclusive license for limited period * 8

(d) ' Exclusive license for limited period

. with march-in rights for lack of

‘diligence Lo 19

- (e). Nonexclusive hcense - 13
H Other : : . 5
I T 59

Only eleven institutions indicated more than one

answer. Note that many more of the responding.

institutions indicated willingness to give greater
‘rights'to a research sponsor (see 23 above) than
to a licensce or assignee.

26 How many patents were apphed for on the
_institution’s mventlons durmg the last ten

© years by:

“(a) Tnventor T
- (b) Institution. . 889
(c) Patentmanagement .
_organization . - -~ 554
(d) Industrialsponsor . 119
“(e) Government sponsor © 60 (known)
1787

Although the number for 'any one institution
" varies from 1 to 150 for the total of categories
(a) through (¢) combined, the average is 37 per
institution, or about 4 per year per institution.
While this may not appear to be a large number,
~ over a ten-year period the total of 1787 l'or all
institutions is sngn:ﬁcant

6

1165 (known)

27. How many of the patents listed i in (26)
: above were |ssued" o 937

28. How many of the pate‘nt:s ‘that were
issued (see 27 above) were:
licensed? = : 469

These answers indicate a hig'h' ratio—fifty per-

cent—of patents licensed to patents issued. .

APPENDIX A UNIVERSITY PATENT POLICIES AND

PaTeNT ADMINISTRATION QUESTIDNNAIRE

1. 'Name of Insmutlon :

2. Who authonzed your patent polrcy'?
-a. Trustees or regents :
~'b. Faculty _
c. Président or chancellor f
. Other ( please spec:fy)

3. What office admmtstcrs the patent pohcy?
4, To whom is that oﬂice responsnble"
5. 1s there a patent comm:ttee"

6. What s its composrtton"

7. What are the functions of the patent
committee? -

- 8. 'Does the patent pollcy cover:
a. Faculty . :
b. Professional staff -
c Nonprolessnonal staf[
d. Graduate students employed by
 university.
e. Graduate students not employed by
_university
- f. Undergraduates ernployed by university
g Undergraduntes not employed by
university ,

9. Does your institution control the dir.position

of patent rights by either (it is understood

"~ that a sponsor may subsequently take con-
'trol)
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10.

11.

12

13.

14

15.

' Takmg title to jnventions

Or directing or approvmg d:sposmon by

- inventors i

Or is the referral of an mventlon to the
university voluntary if there is no spon-
sor requirement

Da you enter into agreements with possible
inventors (see 8 above) to establish patent

- rights (complete only one response}

a. For all possible inventors from 8 above
(specify a, b, c,d...elc).

b. For all possible inventors from 8 who
participate in sponsored research {specify
ab,c...etc) e

c. For all possﬂ:le inventors from 8 who are
employed (specify a,b,c...etc)

d. Forall possible inventors Emm 8 who are
- employed just in sponsored research

 (specify a, b, c. . . etc)

Do you or have you considered -using a sin-
gle agreement to cover both patents and
eopynghts" . :

Is one or more patent management firm
utilized and if so give names?

If the institution (not a patent -ﬁénagement
firm) decided to make a patent application,
what office makes this declsmn? :

Does your patent pOIioy “require reporting
by those covered by the policy (see 8) of:
a. All inventions made even though there is
no institutional or sponsor equ;ty, or
b. All inventions made on which patents are
applied for, even lhough there is no insti-
" tutional or sponsor equny. or

- ¢. All inventions made where 1here is some

institutional or sponsor cquity, or
d. Only those inventions made which must
.be reported 1o a sponsor -

What is the basis of the institution’s claim

for institutional cquity in an invention, i.e.

what is the legal consideration for the uni-
versity to obtain rights?

“a. Payment of salary or stipend
~b. Provision of funds or facilities

" Other

16.

17

18,

19,

20.

21.

22.

23.

24,

Is arbnratlon or some other form of decns:on—

- making provided for in the event of a dis-

agreement ‘as to the institution’s ‘equity or
rights in an invention?- , :

I)oes the msmutnon ever rehnqulsh its rights
to an invention back to the inventor? If yes,
under what circumstancés?

Does the institution handle inventions for
inventors in which it has no equnty'? It yes,
what are the conditions?

If the institution retains patent rights for in-
ventions, what share of royalties is paid to
invemor(s)? Net or gross?

-What disposition : is made of institution’s

share of royaltles"

What- steps 1f any ‘are taken !o assure that
all inventions are properly disclosed?

Does your institution have any institutional
patent agreements (IPAs) with federal agen-
cies? If so, list agencies

In negotiating spo'nsorcd research agreements
with industry, do you accept reqmrements
for sponsor to obtain:

. a. Title to all inventions -

b. Excluswe license
¢. Exclusive license for limited penod

d. Exclusive license for limited period with

‘march-in rights for lack of diligence
e. Nonexclusive hccnse y
f. Other -

Under the arrangements described in 23
.above, is there any provision for royalties or

other reimbursement to the university, such
as increased indirect costs?
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25. For inventions owned or controlled by the
institution and not assigned to a patent man-
agement organization, which of the cate-
gories of 23 above best describe the institu-
tion’s policies for assignment or licensing?

26. How many patents were applied for on your
institution’s inventions during the last ten
years by:

Inventor

Institution

Patent Management Organization
Industrial Sponsor

Government Sponsor

27. How many of the above patents issued?

28. How mény_of the batents in27 wére licensed?

APPENDIX B: INSTITUTIONS RESPONDING TO
PATENT SURVEY

University of Akron

Ball State University

Boston College '

Brown University

University of California System

. California Institute of Technology

University of Cincinnati |
Colorado State University Research Foundation
. Concordia University '
University of Connecticut

Cornell University

University of Dayton

University of Delaware

- University of Denver

University of Georgia

University of Guelph

University of Houston

. University of llinois at Urbana;Champaign

University of Iowa

University of Kansas

Kansas State University

Kent State University

University of Kentucky

Universite Laval

University of Maryland

University of Michigan

University of Minnesota

University of Mississippi.

University of Nebraska

University of New Mexico .

Research Foundation of State University of
New York

University of Oklahoma

University of Oregon

Princeton University

‘Purdue University

Rockefeller University

Rutgers University

Salk Institute _

Simon Fraser University

University of Southern California -
Southern Illinois University =

Texas A&M Research Foundation
University of Toledo o
University of Virginia -
Virginia Polytechnic Institute and State University
Washington State University -

. University of Wisconsin
Yale University

Administrative Service supplements - document prin-
ciples, policies, practices and procedures in the field of
college and university management. They provide addi-
tional information about subject fields or offer specific
puidance in regard 10 generally accepted principles and
policics, Supplements: arc the result of a comprehensive
teview process modeled after that used for the basic

" chapters of the Service,
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Introduption to

THE LAW OF COPYRIGHTS

This paper is one unit in a series prepared by the sponsored
program and patent offices at M.I.T. for use in their own professional
development program and in the workshop on intellectual property at the
1984 NCURA annual meeting. The NCURA Committee on Professional Development
is making it available to NCURA members who need a basic understanding of
{intellectual property in connection with the negotiation and administration
of sponsored research agreements.

Copies of this and other units in the series may be obtained from
NCURA Headquarters.

Other Guidance

This series is intended to provide university research

administrators with only an introduction to the basic concepts of
 intellectual property. Those whe require a more complete understanding of
the subject will wish to study other materials cited herein or developed
from time to time by such organizations as the Society of University Patent
Administrators, the Licensing Executives Society, the COGR Committee on
Patents, Copyrights and Rights in Data, and the National Association of
College and University Attorneys.

- User Feedback

This material is intended to be self-improving. Users are,
therefore, invited to forward comments, suggestious and new materials for
the next revision to:

Chairman, Committee on Professional Development
National Council of University Research Administrators
One Dupont Circle, N.W., Suite 618

Washington, D.C. 20036 '

Co r'ight 1984 HABS&ChIJB'ettS Institute of Technology' and
PY
: National Council of University Research Adm_inistrators
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1. INTRODUCTION

On October 19, 1376, the copyright law of the lnited States was revised
with the passage of Public Law 94-553, the first revision of the law since
1911. This public law significantly changes many of the substantive -
concepts of the copyright law in a manner which has direct application to
the university community. : :

Copyright law is a complex topic. However, the university research
adminigtrator should, at minimum, have a general understanding of the
subject matter of copyrights, the exclusive rights in copyrighted works,
and the limitations on those exclusive rights which are reflected in the
“fair use" doctrine. These toplics are addressed in the materials which
follow and should be reed in the order listed.

1.  Copyright Basics, Circular R1l, issued by the U.S. Copyright Office
and reproduced hereafter provides an introduction to the law of
_ copyrights and to the Copyright Office, its procedures and forms.

S 2., Eighlights of the New Copyright Law, Circular R99, issued by the
U.S. Copyright Office and reproduced hereafter provides a useful
comparison of the principal features of the new Act and the
pre-existing law. Co o '

3. Copyright Act of 1976 (P.L. 94-553). The sections of the Act most
pertinent to this course are reproduced hereafter for reference.

4, General Guide to the Copyright Act of 1976, by Marybeth Peters,
Senior Attorney-Adviser to the U.S. Copyright Office is an easy to read
overview of the Act. It was prepared as instructiomal material for
training the copyright office staff. Although not an official summary
of the law, it is a useful and practical guide for the laypersen who
‘wishes to gain a basic understanding of its provisions. The chapters
most pertinent to this NCURA material are underlined in the Table of
Contente reproduced heresfter._|

5. Publications of the Copyright Office, Circulsr R2, lists
publications available from the U.S, Copyright Office and other
sources, with instructions on how to order them. Reading the list of
publicetions, including the various Congressional reports, gives one a
feel for the breadth and depth of copyright law and its administratiom.
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THE COPYRIGHT LAW AND ITS EFFECT70N ﬂNiVERSITY COPYRIGHT POLICIES

- Of the many chenges introduced by the new copyright law three have
the most visible and .direct effect on the duties and responsibilities of
_ research administrators within the university : :

i. The doctrine of work made for hire;
~ 2. - The treatment of computer: software within the new.
' ' law, and

3. The definition of "fair use."

1. Work made for hire

Secton 201 (e) of the Act atatea that copyright Vests initially in
the "author" of the work. - In the case of a "work made for hire,” the-
employer or other person for whom the work was prepared is considered the
author and, unless expressly agreed otherwiee by the parties in writing, is
the copyright owner."' : RS

The Act defines ""work made for hire" as:

", A work prepared by an employee within the scope of his or her
own employment- ' .

"2, " A work specially ordered or commissioned for use as a . -
“contribution to a collective work, as a part of a motion picture or

other audiovisual work, as a translation, as a supplementary work, as
“a compilation, ‘as an instructional text, as a test, as answer
‘material for a test, or as an atlas, if the parties expressly agree
“in: a written instrument signed by them that the work ahall be -
~considered a work. made for hire,.." - (See ‘Section 101.)"

Under the new 1aw, therefore, any work prepared by an employee of the
university within the scope of his or her employment is a work made for
hire and is owned by the university. This is clearest with respect to data
generated by ‘faculty, staff or student employees in the performance of 2
spongsored research program or while utilizing facilities or fundings
- administered by the university, provided such use is not de minimus., On
the other hand, it seems equally clear that a member of the university
community who generates data without utilizing administered equipment,
funding or facilities and does not participate in a sponsored research pro-
gram, retains both the authorship and ownership of such data.

There are, however, a large number of individuals associated with
most universities (unpaid visiting scientists, fellows, students who may or
may not receive some form of funding through the university while doing
- thesis research, etc.) who, depending on the facts of the situation, may or
may not under the law be viewed as employees performing work within the

3
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scope of their employment. :Many of these uncertainties can only be
resolved by ensuring that there is a writtem agreement betﬁeen the parties
under which the data generated constitutes a work made for 'hire if the work
performed falls within the definition of "work MADE? for hire" in Section
101 of the Copyright Law, or which provides for the transfer of copyright
from the non-employee to the institution if the work is not a statutory
"work MADE??? for hire.". Universities approach this issue differently, as
will be seen from a comparison of sample policies. :

2. Copyrighting computer software

"~ While the original version of the 1976 Copyright Act made no
reference to computer software as such, Section 101 of Title 17 of the U.S.
Code was specifically amended in 1980 to include a definition of "computer
program." In addition, Section 117, which addressed whether a copyright
owner had greater or lesser rights with respect to an automatic storing,
processing .or retrieval system than to other works protected ‘'under Title
17, was amended by deleting reference to such automatic systems and
:_providing instead for a limitation on the exclusive rights of the copyright

'lfﬂowner of a computer program.

o It is, therefore, clear that the statute is intended to extend
"copyright protection to computer software and, in fact, the various
"instructions issued by the Copyright Office for registration ‘of literary
- works, specifically include instructions for. the registration of computer
: programs. f o

_.3.,pj_Fair use

© "Sectiom 107 of the Act recognizes and allows the "fair use" of a
'copyrighted work for purposes such as criticism, ‘comment, news reporting,
teaching (including multiple copies for classroom 'use}, scholarship, or
research. In determining whether the use of a particular work in a
particular case is fair use, the statute lists the following factors to be
considered: : . . :

1. The purpose and character of the use,_including whether such

|use is of a commmercial‘nature or is for nonprofit educational
purposes, SR

2. The nature of the copyrighted work-fﬁ*

3. The amount and substentislity of the portion used in relation_
to the cOpyrighted work as a whole- and £

4, The effect of the use: upon the potential market for or value of
the copyrighted work. A ‘ e _

As a corollary to the doctrine of fair use, there is aiso a limited
reproduction right allowed libraries and archives under Section 108.
Research administrators who are responsible for approving extracts from
copyrighted works or whose responsibility extends to the library system in
any way should become familiar with these sections of the statute.

Vl-6.
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Copyright Basics

On January 1, 1978, the Copyright Act ul 1976 (tm. 17 of the_m sms Cade)- '_
cama into effect. This general revision of the copyrightiaw of the-United States, the
first such revision since 1909, makes important changes in our copyright system
and supersedes the previous Federal copyright statute. For highlights of the overail:
changes in the copyright iaw, request clmular R99 from the Copynght Omce

s

WHAT COPYRIGHT IS

Copyright is a form of protection provided by the laws of

. the United States (title 17, U.S. Code) to the authors of “orig-
inal works of authorship” including literary, dramatic, mu-
sical, artistic, and certain other intellectual works. This pro-
tection is available to both-published and unpublished
works. Section 106 of the Copyright Act generally gives the
owner of copyright the exclusive right to do and to authonze

* others to do the following: S

e To reproduce the copyrighted work in copies or
phonorecords;

B ®To prepare derivative works based upon the copyrlghted
work,

® To distribute copies or phonorecords of the copyrighted
work to the public by sale or other transfer of ownership,

. or by rental, lease, or lending;
e To perform the copyrighted work publicly, in the case of

literary, musical, dramatic, and choreographic works,

pantomines, and motion pictures and other audiovisual

works, and

¢ TJo display the copynghted work publicly; in the case of ||t-- =

erary, musical, dramatic, and choreographic works, pan-
‘tomimes, and pictorial, graphic, or sculptural works, in-
cluding the individual images of a motion picture or other
-audiovisual work. - '

ltis illegal for anyone to violate any of the rights provided
to the owner of copyright by the Act. These rights, however,
are not unlimited in scope. Sections 107 through 118 of the
Copyright Act establish limitations on these rights. |n some
cases. these limitations are specified exemptions from
copyright liability. One major limitation is the doctrine of “fair
use.” which is now given a statutory basis by section 107 ot
the Act. In other instances, the limitation takes the form of a
“compulsory license” under which certain limited uses of
copyrighted works are permitted upon payment of specified
royalties and compliance with statutory conditions. For fur-

ther information about the limitations of any of these rights,

constilt the Copyright Act or write_to thé Copyright Office.

' WHO CAN CLAIM COPYRIGHT

H o ¥

Copyright protection subsists from the‘time the work is
created in fixed form; that is, itis an incident of the process
of authorship. The copyright in the work of authorship im-
mediately becomes the property of the author who created
it. Only the-author or-those deriving thesr nghts through the
author-can rightfuily claim:copyright.: g :

In the case of works made forhire, the employer and not

~ the employee is presumptively considered the author. Sec-

tion 101 of the copyright statute deflnes a“work made for
hire” as:
{1} a work prepared by an employee wuthm the scope of
his or her employment; or
{2) a work specially ordered or commlssmned for use
- as acontribution to a collective work, as a part of a motion
picture or other audiovisual work, as a translation, as a
supplementary work, as a compilation, as an instructional
“text, as a test, as answer material for a test, or as an atlas,
if the parties expressly agree in- a-written instrument
signed by them that the work’ shall be consndered a work
'made for hire, .
The authors of a ]0Int work are co-owners ofthe copyrlght

in the work, unless there is an-agreement to the contrary.

Copyright in each separate contribution to a-periodical or
other coliective work is distinct from- copyright in the collec-
tive work as a whole and vests lmtlally with the author ofthe
contribution.

Two General Pfincipies

® Mere ownership of a book, manuscript; painting, or any
other copy or phonorecord does not give the possessor the
copyright. The law provides that transfer of ownership of
any material object that embodies a protected work does
not of itself convey any rights in the copyright.




& Minors may claim copyright, but state laws may regulate
the business dealings invoiving copyrights owned by mi-
nors. For information on relevant state faws, |twould be well
to consult an attorney

COPYREGHT AND NATIONAL.ORIGIN: OF THE WORK

Copynght protection is available for all uhpubllshed,

works, regardless of the natlonallty or domlcne of the
author. '

Published works are eligible for copyrlght protectlon in
the United States if any one of the followmg condlttons is
met:
¢ Onthe date of first publication, one or more of the authors

is a national or domiciliary of the United States oris a na-

-tional, domicrllary, or sovereign authority of a foreign na- -

tionthatis a partytoa copyright treaty to which the United
States is also a party, or is a stateless person wherever
~ that person may be domiciled; or
@ The work is first published in the United States or in a for-
eign nation that, on the date of first publication, is a party
to the Universal Copyright Convention; or the work
comes witi#h the scope of a Presidential proclamation.

THE MANUFACTURING CLAUSE

The manufacturing clause in the copyright law, section
601 of the 1976 Copyright Act (title 17, U.S: Code), was ex-
- tended by Congress in July 1982 until July 1, 1986; withoit

this congressional action, the manufacturing provisions in
the copyright law would have expired on July 1, 1982,
The manufacturing clause applies only to published
* works, primarily textual, written by United States authors or
domiciliaries. The provisions require that copies of a work
“consisting preponderantly of nondramatic literary material
that is in the English language” be manufactured in the
United States or Canada in order to be tawfully imported
and publicly distributed in the United States. There are sev-
. -eral exceptions 1o the provisions; they relate to three gen-
- eral categories: the nature of the work, the processes used
to manutacture the copies, or certain facts existing at the
time of importation or distribution of copies in the United
- States. One of the exceptions of the third type provides for
-the issuance of an import Statement which will permit the
importation of up to 2,000 copies of a foreign edmon when
certam condltlons are met.

o

For further information on the issuance of import state-
ments (Form IS), please write to:

Informatioh and Publications Sectron LM-455

Copyright Office

* Library of Congress

Washington, D.C. 20559

WHAT WORKS ARE PROTECTED -

Copyright protection exists for “original works:of author-
ship” when they become fixed in a tangible form of expres-
sion. The fixation does not need to be directly perceptibie,
so long as it may be communicated with the aid of 2 machins

‘or device. Copyrtghtable works - mclude the followung

categories:

(1) literary works; g
(2) musical works, including any accompanymg words,
(3) dramatic works, including any accompanying music;
(4) pantomimes and choreographlc works; :

{5) pictorial, graphic, and. sculpturai works;

(6) mation pictures and othef audiovisual works and

~(7) sound recordrngs ErT

This list is illustrative and' is not meant to ex'heust the cate-
gories.of copyrightable works. These categories should be

viewed quite broadly so that, for example, computer pro-
--grams and most “compilations” are. registrable as "Ilterary
works”; maps and architectural blueprints are registrable as

“pictorial, graphic, and sculpturat works."

WHAT 1S NOT PHOTECTED BY COPYRIGHT

Several categories of material are generally not ellglble
for statutory copyrlght protectlon These include among
others: N
® Works that have not been flxed ina tanglble form of ex-

pression. For example: choreographic works which have

not been notated or recorded, or improvisaticnal
speeches or performances that have not been written or
recorded,

- ® Titles, names, short phrases, and slogans familiar sym-

bols or deslgns, mere variations of typographic ornamen-
tation, lettering, or eoionng. mere listings of ingredients or
contents. :
® ideas, procedures, methods systems processes con-
_cepts, principles, discoveries, or devices, as distin-
guished from a description, explanation, or illustration.



® Works consisting entirely'of information that is 'c.on"lm'on'

property and containing no original authorship. For exam-
ple: standard calendars, height and weight charts, tape
measures and rules, and lists or tables taken from public
documents or other common sources.

“work"”) can be fixed in sheet music (“cop'ies”) orin phdnb—

graph disks (“phonorecords"), or both.
If a work is prepared over a period of time, the part of the
work existing in fixed form on a particular date constitutes

the created work as of that date.

~HOW TO SECURE A'COPYRIGHT

PUBLICATION

Copyright Secured Automatically Upon Creation

. The way in which copyright protection is secured under

. the present law is frequently misunderstood. No publication
-Or registration: or_other action in the Copyright Office is
required to secure copyright under the present law, unlike
the previous law, which required either publication with the
copyright notice or registration in the Copyright Office (see
NOTE below). There are; however, certain deflmte advan-
tages to registration. (See page 9.)

Under the present law, copyright is secured automat:caﬂy
. when the work is created, and a work is “created” whenitis

. fixed in a copy or phonorecord for the first time. in general,
“copies” are material objects from which a wark can be read
or visually perceived either directly or with the aid of a ma-
chine or device, such as books, manuscripts, sheet music,
fitm, videotape, or microfilm. “Phonorecords" are material
objects embodying fixations of sounds (excluding, by statu-
tory definition, motion picture soundtracks), such as audio
tapes and phonograph disks. Thus, for example, a song{the

Publication is no longer the key to obtaining statutory
copyright as it was under the Copyright Act of 1909, How-
ever, publication remains important to copyright owners.

The Copyright Act defines publication as follows:

“Publication” is the distribution of copies or phono-
records of a work to the public by sale or other transfer of
_ownership, or by rental, lease, or lending. The offering to
distribute copies or phonorecords to a group of persons
for purposes of further distribution, public performance,
or public.display, constitutes publication. A public per-
_ formance or display of a work does not of itself constitute
publication. . . .

~ Afurther discussion of the definition of “publication” can
be found in the legislative history of the Act. The legisiative
reports define “to the public” as distribution to persons un-
der no explicit or implicit restrictions with respect to disclo-
sure of the contents. The reports state that the definition

.makes it clear that the sale of phonorecords constitutes

publication of the underiying work, for example, the musical,

- dramatic, or literary work embodied in a phonorecord. The
- reports also state that it is clear that any form of dissemina-

tion in which the material object does not change hands, for
example, performances or displays on television, is not a
publication no matter how many people are exposed o the

work. However, when copies or phonorecords are offered

for sale or lease to a group of wholesalers, broadcasters, or
motion picture theaters, publication does take place if the
purpose is further dnstnbutlon public performanca or pub-
lic display.

_Publication is an |mportant concept in the copyright law
because upon publication, several significant conse-
quences follow. Among these are: :

‘0 When a work is publlshed all pubhshed coples should

bear a notice of copyright. (See discussion helow of © no-
tice of copyright.”)

@ Works that are published with notice of copyright in the
United States are subject to mandatory deposit with the
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lerary of Congress. (See dlscussmn on page 10 on

“mandatory deposit.”) -

e Publication of a work can affect the Ilmntatlons on the ex-

- ¢lusive rights of the copyright owner that are set forth in
sections 107 through 118 of the law.

e The year of publication is used in determining the dura-
tion of copyright protection for anonymaous ard pseudony-
- mous works (when the author’s identity is not revealed in
“the records of the Copyrlght Off:ce) and for works made
-for hire. .

.. Deposn requirements for regtstratlon of published works

“differ from those for registration of unpublished ‘works.

(See discussion on page 9 of “copyright registration”
procedur:es.) '

NOTICE OF COPYRHGHT

When a work is published under the authonty of the copy
right owner, a notice of copyright shouid be placed on all
publicly distributed copies and on all publicly distributed
phonorecords of sound recordings. This notice is required
even on works published outside of the United States. Fail-
ure to comply with the notice requirement can result in the
loss of certain additional rights otherwise available to the
copyright owner.

. The use of the copyright notice is the responsibility of the
copyright owner and does not require advance permission
from, or registration with, the Copyright Office.

Form of Notlce for \Iisually Perceptlbla Copies

The nouce for vnsuatly perceptable coples ‘should contain

.all of the following three elements:

' 1
1. The symbol © (tho letter Cin acnrcle) or the word “Copy-
~ right,” or the abbreviation “Copr."

2. The year of first publication of the work. In the case of
compitations or derivative works incorporating previ-
‘ously published material, the year date of first publica-
tion of the compilation or derivative work is stifficient.
The year date may be omitted where a pictorial, graphic,
or sculptural work, with accompanying textual mattey, if
any, is reproduced in or on greeting cards, postcards,
stationery, jewelry, dolls, toys, or any usefut articles.

3. The name of the owner of copyright in the work, or an ab-
breviation by which the name can be recognized, or a
generally known alternative designation of the owner.

Exampla © 1982 John Doe

.6.._

The “C in a circle” notice is required only on “visually per-

. ceptible copies.” Certain kinds of works, for example, mu-

sical, dramatic, and literary works, may be fixed not in “cop-
ies” but by means of sound in an audio recording. Since

“audio recordings such as audio tapes and phonograph

disks are “phonorecords” and not “copies,” there is no re-
quirement that the phonorecord bear a “C in a circle” notice
to protect the underlying musncai dramatlc or hterary work
that is recorded O

Form of Notice for Phonorecords of Sound
Recordings

The copyright notice for phonorecords of sound record:
ings* has somewhat different requirements. The notice ap-
pearing on phonorecords should contaln the fo!iowmg three
elements: : _

® The symbo! ® (the letter P i ina cwcle) and

® The year of first pub!:catnon ot the sound recording; and

® The name of the owner of copyright in the sound record-
ing, or an abbreviation by which the name can be recog-
nized, or a generally known alternative designation of the
owner. If the producer of the sound recording is named on
the phonorecord labels or containers, and if no other
name appears in conjunction with the notice, the produc-
er's name shall be considered a part of the notice. i

Exampie, ®1982 ABC, Inc.

Positlon oi‘ Notleo

The notice should be afflxed to copies or phonorecords of

- the work in such a manner and location as to “give reason-

able notice of the claim of copyright.” The notice on phono-

- records may appear on the surface of the phonorecord or on

*Sound recordings are defined as “works that result from the fixation of a
series of musicai, spoken, or other scunds, but not including the sounds ac-
companying a motion picture or other audiovisuat work, regardless of the
nature of the material objects, such as disks, tapes, or other phonarecords,

_ in which they are embodied.”



the phonarecord: labed of container, provided the manner of

- placement and location gives reasonabie notice of the -

claim. The three glements of the notice should ordinarily
appear together on the copies or phonorecords The Copy-
right Office has issued regulations concerning the form and
position of the copyright notice in the Code of Federal
Regulations {37 C.F.R. Part 201); copies of these regula-
tions are available from the Copyright Office as Circular R96
201.20.

Publications Incorporating United
States Government wOrks '

Whenever a work i is published in copies or phonorecords
consisting preponderantly of one or more works of the
United States Government, the notice of copyright shall
_ also include a statement identifying, either affirmatively or
negatively, those porticns of the copies or phonorecords
embodying any work or works protected by title 17 of the
United States Code _

_ fUnpubllshed Works

~The copyrlght notnce is not reqwred on unpubhshed
works. To avoid an inadvertent publication without notice,
however, it may be advisable for the author or other owner of
the copyright to affix notices, or a statement such as Un-
published Work © 1982 John Doe, to any copies or phono-
records which leave his or her control. '

' ‘Effect of Omﬁssion of the Notice or of Error in the
Name or Date

Unlike the Iaw in effect beforé 1978, the new Copyrlght
Act, in sections 405 and 406, provides procedures for cor-
recting errors and omissions of the' copyright notice on
works published on or after January 1, 1978.

In general, the omission or arror does not automatically
invalidate the copyright in a work if fegistration for the work
has been made before or is made within 5 years after the
publication without notice, and a reasonable effort is made
to add the notice to all copies or phonorecords that are dis-
tributed to the public in the United States after the omission

has been discovered

HOW LONG COPYRIGHT PROTECT ION ENDURES

Works Originally Copyrlghtod on or After January 1,
1978

A work that is created {fixed in tangibie form for the first
time) on or after January 1, 1978, is automatically protected
from the moment of its creation, and is ordinarily given a
term enduring for the author's Yife, plus an additional 50
years after the author's death. In the case of “a joint work.
prepared by two or more authors who did not work for hire,”
the term lasts for 50 years after the last surviving author's
death. For works made for hire, and for anonymous and
pseudonymous works {unless the author's identity is re-
vealed in Copyright Office records), the duration of copy-
right will be 75 years from publication or 100 years from cre-
ation, whichaver is shorter. .

_Works that were created before the present Iaw came mto
effect, but had neither been published nor registered for
copyright before January 1, 1978, have been automaticaily
brought under the statute and are now given Federal copy-
right protection. The duration of copyright in these works
will generally be computed in the same way as for works
created on or after January 1, 1978: the life-plus-50 or
75/100-year terms witl apply to them as well. However, all
works in this category are guaranteed at least 25 years of
statutory protectlon :

Works Copyrighted Before January 1, 1978

Under the law in effect before 1978, copyrrght was se-
cured either on the date a work was published, or on the
date of registration if the work was registered in unpublished
form. In either case, the copyright endured for a first term of
28 years from the date it was secured. During the last (28th)

~ year of the first term, the copyright was eligible for renewal.

The new copyright law has extended the renewal term from
28 to 47 years for copyrights that were subsisting on Janu-
ary 1, 1978, making these works eligible for a total term of
protection of 75 years. However, the copyright must be
timely renewed to receive the 47-year perlod of added pro-
tection. For more detailed information on- the copyright
term, write to the Copyright Office and request Circulars
R15a and R15t. For information on how to search the Copy-
right Offica records concerning the copynght status of a
work, ask for Clrcular R22.

TRANSFER OF COPYRIGHT =~ -

Any or all of the exclusive rights, or any subdivision of
those rights, of the copyright owner may be transferred, but
the transfer of exclusive rights is not valid unless that trans-

fer is in writing and signed by the owner of the rights con-
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veyed (or such owner's duly authorized agent). Transfer of a
right on a nonexclusive basis does not requrre a written
agreement.

A copyright may also be conveyed by operation of law and

may be bequeathed by will or pass as personal property by

the applicable laws of intestate succession.

‘Copyright is a personal property right; and it is subject to
“the various state laws and regulations that govern the own-
-ership, inheritance, or transfer of personal property-as well
‘as terms of contracts or conduct of business. For informa-

tion about relevant state laws; consult an attorney. -

Transfers of copyright are normally made by contract.
The Copyright Office does not have or supply any forms for
such transfers. However, the law does provide for the recor-
dation in the Copyright Office of transfers of copyright own-
ership. Aithough recordation is not required to make a valid
transfer as between the parties, it does provide certain legal
advantages and may be required to validate the transfer ag
against third parties. For information on recordation of
transfers and other documents related to copyright, wrlte to
the Copynght Office for Circular R12. -

' TEFIMINATION OF THANSFERS

Under the previous law, the copyrlght in a work generally
reverted to the author, if living, or if the author was not living,
* to other specified beneficiaries, provided a renewal claim

was registered in the 28th year of the original term. The
present law drops the renewal feature except for works al-
ready in their first term’ of statutory protectlon when the
present law took effect. instead, the present law generally
permits termination of a grant of rights after 35 years under
‘certain conditions by serving written notice on the trans-
. feree within specified time limits. '

- ‘For works alréady under statutory copyright protection,
the present law provides a similar right of termination cover-
ing the newly added years that extended the former maxi-
mum term of the copyright from 56 to 75 years. For further
information, write to the Copynght Offlce for Circulars R15a
and R15t.

INTERNATIONAL COPYRIGHT PROTECTION

' There is no such thing as an “international copyright” that
will automatically protect an author's writings throughout
the entire world. Protection against unauthorized use in a
particular country depends, basically, on the national laws

8

of that country. However, most countries do offer protection

to foreign works under certain conditions, and these condi-

- tions have been greatly simplified by international copyright

treaties and conventions. For a Ilst of countries which main-
tain copyright relations with the Unlted States, write to the
Copyright Office and ask for Circular R38a. .

The United States is a member of the Universal Copyright
Convention (the UCC), which came into force on Septem-
ber 16, 1955. Generally, a work by a national or domicitiary
of a country that is a member of the UCC or a work first pub-
lished in a UCC country may. claim protection under the
UCC. if the work bears the notice of copyright in the form
and position specified by the UCC, this notice will satisty
and substitute for any other formalities a UCC member
country would otherwise impose as a condition of copyright.
A UCC notice should consist of the symbol © accompanied
by the name of the copyright. proprletor and the year of first
pub||cat|on of the work:

An author who wishes: protectlon for his or her work in a
particular country shouid:first find out the extent of protec-

“tion of foreign works in that country. if possible, this should

be done before the work is published anywhere, since pro-

~tection may often depend on the facts existing at the time of

first publication.

If the country in which protectlon is- sought is a party to
one of the international copyright conventions, the work
may generally ‘be protected by complying with the condi-:
tions of the convention. Even if the work cannot be brought
under an international convention, protection under the
specific provisions of the country’s national laws may stillbe
possible. Some countries, however, offer little or no copy-
right protection for foreign works.

COPYRIGHT REGISTRATION

In general, copyright registratidn is a legal formality in-
tended to make a public record of the basic facts of a
particular copyright. However, except in two specific situa-
tions," registration is not a conditi(__)n of copyright protection.

“Works published with notice of copyright pndr 1o January 1, 1978, must be
registered and renewed during the first 28-year term of copynght to main-

- - tain protection.

“Under sections 465 and 406 ot the Copyright Act, copynght registration

. may be requirad to preserve a copyright that would otherwise be invali-

dated because the copyright notice was omitted from the published copies
or phonorecords, or the name or year date was omitted, or certain errors
were made in the year date. ‘



- ‘Even though regrstrattcn is not generally a requtrement tor
‘protection, the copyright law provides several’ inducements
‘or advantages to encourage copyright ownersto make reg-

- istration. 'Am'cng these advantages are' the' tollowing' :

@ Registration establlshes a publrc record of the copynght
' clalm.

. Fteglstratlon is ordlnarily necessary before any mtrlnge-
‘ ment sunts may be fllecl in court;"-

_o If made before or wuthtn 5 years of publlcatuon, reglstra~
* tion will establish prira facie evidence in court of the va-

- lidity of the copynght and of the facts stated in the certifi-

cate and

‘o if reglstratlon is macle W|th|n 3 months after publlcatron of
the work or prior to an infringement of the work, statutory
damages and attorney's fees will be available 10 the copy-

" right owner in court actions. Otherwise, only an award of
-~ actual damages and proflts is avatlable to the copynght
. owner. o C S

Registration may be made at any time within the life of the
copyright. Unlike the law before 1978, when a work has
been registered in unpublished form, it is not necessary {o
make another registration when the work becomes pub-
lished (although the copyright owner may regtster the pub-
lished edltlon if deswed) : e

REGISTRATION Pnocenunes

In'Gene’ra'I N

To register"a"work, send the following three elements to

‘the Copyright Office in the same envelope or package to

the Register of Copyrights, Copyright Office, Library of Con-
gress, Washington, D.C. 20559: (see page 12 for what hap-
pens if the elements are sent separately)

A, A properly completed appllcatlon form;

2. A nonreturnable filing fee of $10 for each appltcatlon
3. A deposit of the work being registered. The deposit re~
- quirements will vary in particular snuattons The general
N reQuurements are as follows .

e |f the work-is unpubllshed one complete cepy or
phonorecord.

o if the work was first publlshed in the United States on or
after January 1, 1978, two complete copies or phono-
records of the best edition.

® if the work was first published in the’United States before
January 1, 1978, two complete copies or phonorecords of
the work as first published.

® If the work was first published outs:de the United States,
whenever published, one complete copy cr phonorecord
of the work as first published. -

[ It the work i is a contribution to a collective work, and pub-
lished after January 1, 1978, one complete copy or phono«
record of the best edttaon of the collecttve work.




Unpubllshed Collectlons

A work may be registered in unpubhshed form as a “col-
*lection,” with one application and one fee, under the follow-
ing condntlons

® The elements of the collection are assembled in an or-
derly form;

® The combined elements bear a single title identifying the
collection as a whote:

® The copyright claimant in all the elements and in the col-
tection as a whole is the same; and -

® All of the elements are by the same author, or, if they are
by different authors, at least one of the authors has con-
tributed copyrightable authorship to each element.

Unpublished collections are indexed in the Catalog of

Copyrfght Entries only under the collection titles.

Special Deposit Requlrements

‘The Copyrlght Act gives the Register of Copynghts ay-
thority to issue regulations making adjustments in the statu-
tory deposit requirements. These regulations as now issued
require or permit, for particular classes, the deposit of iden-
tifying material instead of copies or phonorecords, the de-
posit of only one copy or phonorecord where two would nor-
mally be required, and in some cases material other than
complete copies of the best edition. For example, the regu-
lations ordinarily require deposit of identifying material,
such as photographs or drawings, when the work being reg-
istered has been reproduced in three-dimensional copies.

if you are unsure of the proper deposit required for your
work, write to the Copyright Office for that information arid
describe the work you wish 1o register.

NOTE: LtBHAHY OF CONGHE$$ i TALOG CARD
NUMBERS : A

ent from acopynght ragm

Copyright Office. A bookm,
posited with the Copyright: Gm

ber, contact the GiP- Dwim prtis

Washington, D.C. 20640, )
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CORRECTiONS AND AMPLIFICATIONS OF EXIST!NG
HEGISTRATIONS

To deal with cases in which information.in the basic regis-
tration later turns out to be incorrect or incompilete, the law
provides for “the filing of an application for supplementary
registration, to correct an error in a copyright registration or
to amplify the information given in a registration.” The infor-
mation in a supplementary registration augments but does
not supersede that contained in the earlier registration.
Note also that a supplementary registration is not a substi-
tute for an original registration or for a renewal registration.
Form CA is available from the Copyright Office for making a
supplementary registration. For further information about
supplamentar.y registrations write for Circular R8.

MANDATORY DEPOSIT FOR WORKS PUBLISHED IN
THE UNITED STATES WITH NOTICE OF COPYFIIGHT

Although a copyrsght regustratmn is not required, the

- Copyright Act establishes'a mandatory deposit requirement

for works published with notice of copyright in the United

- States (see definition of “publication” on page 5). In gen- -

eral, the owner of copyright, or the owner of the right of first
publication‘in thé work, has a legal obligation to deposit in
the Copyright Office, within 3 months of publication in the{
United States, 2 copies (or, in the case of sound recordings, -
2 phonorecords) for the use of the Library of Congress. Fail-
ure to make the deposit can result in fines and other penal-
ties, but does not atfect copyright protection.

The Copyright Office has issued regulations exempting

 certain categories of works entirely from the mandatory de-

posit requirements, and reducing the obligation for certain
other categories. For further information about mandatory
deposit, piease write to the Copyrlght Office for Circular
F!?d '

USE OF MANDATORY DEPOSIT TO SATISFY
REGISTRATION REQUIREMENTS

With respect to works published in the United States the
Copyright Act contains a special provision under which a
single deposit can be made to satisfy both the deposit re-
quirements for the Library and the registration require-
ments. The provision requires that, in order to have this dual
effect, the copies or phonorecords must be “accompanied
by the prescribed application and fee" for registration,



wHo MAY FILE AN APPLICATION FORM

- The following persons are legally entitled to submit an ap-
plication form

e The author. Thisis sither the person who actually created
“the work, or, if the work was made for hire, the employer or
“‘other person for whom the work was prepared.

® The copyright claimant. The copyright claimant is defined
- in Copyright Office regulations as either the‘author of the
~ -'work or a person or organization that has obtained owner-
~ ship of all the rights under the copyright initially belonging
to the author. This category includes a person or organi-
zation who has obtained by contract the right to claim
legal title to the copyrlght in-an apphcatlon for copyrnght
registration.

- # The owner of exclusive right(s). Under the new law, any of

- the exclusive rights that go to make up a copyright and
-any subdivision of them can be transferred and owned
separately, even though the transfer may be limited in
time or place of effect. The term “copyright owner” with
respect to any one of the exclusive rights contained in a
copyright refers to the owner of that particular right. Any
owner of an exclusive rlght may apply for regtstratlon ofa
claim in the work. : .

¢ The duly authorized agent of such author, other copyright
claimant, or owner of exclusive right(s). Any person au-
thorized to act on behalf of the author, other copyright
-claimant, or-owner of exclusive right(s) may apply for
registratton :

- There is no reqmrement that appllcatlons be prepared or
filed by an attorney.

APPLICATlON FOFIMS

For Orlglnai Reglstfatlon' )

Form TX: for published and unpublished non-
dramatic literary works S
Form SE: for serials, works issued or intended to be

‘issued in successive parts bearing numer-
ical or chronological designations and

-intended to be continued indefinitely (peri-
odicais, newspapers, magazines, newslet-
ters, annuals, journals, eic)

Form PA: for published and unpublished works of the
performing arts (musical and dramatic
" ‘works, pantomimes and choreographic
works, motion plctures and other audlows-

ual works)

for published and u'npUblished works of the
“visual arts (pictorial, graphic, and sculp-
- tural works)

Form VA:

Form SR: for published and unpubhshed sound

E 'recordmgs
For Renewal Registration
for claims to renewal copyright in-works

© .copyrighted under the law in effect through
December 31, 1977 (1909 Copyrlght Act)

Form RE:

For COrfections-and Ampliflcatlons

for supplementary registrafion fo correct or
- amptify information given in the Copyright -
_Office record of an earlier registration

Form CA:

Cther Forms for Special _Purpoises '

Form GR/CP: an adjunct application to be used for regis;

tration.of a group of contributions to peri-
‘odicals in addition to an application Form
- TX, PA, or VA
Form IS: o request for issuance of an import state-

ment under the manufacturing prowsuons
of the Copyright Act
ApphcatIOn forms are. suppiled by the Copynght thce
free of charge Lo

ORMS HOTLINE:

‘ &.may order appt:catton forms at
ing:(202) 287-9100. Orders will
ally and fiiled as quickly as
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MAILING INSTRUCTIONS

All applications and materials related to copyright regis-
tration sent to the Copyright Office should be addressed to
the Register of Copyrights. Copyright Office, Library of Con-
gress, Washington, D.C. 20559.

The application, deposit (copies or phonorecords),
and nonhreturnable ftiling fee should be malled in the
same package.

WHAT HAPPENS IF THE THREE ELEMENTS ARE NOT
RECEIVED TOGETHER -

Applications and fees received without copies or phono-
records will not be processed and will ordinarily be re-
turned. Unp‘ubllsh"ed deposits alone will ordinarily be
returned, also. Published deposits received without appli-
cations and fees wiil be immediately transterred to the col-

fections of the Library of Congress. This practice is in ac-

cordance with section 408 of the law which provides that the
published deposit required for the collections of the Library

is “accompanied by the prescribed application and fee .

After the deposit is received and transferred to another '
department of the Library for its collecttens or other disposi-..

tion, itis no Ionger available to the Copyright Otfice; the cus-

tody of that deposit has also been transferred to the other
department; Then. if you wnsh to make cepynght regustra- -

tion. you must- deposrt additional coples or phonorecords
with your appllcatlon and fee. :

FEES

Do not send cash. Fees sent to the Copyright Office
should be in the formof a money order, check, or bank draft
payable to the Register of Copyrights; it should be seCwely
attached to the applicatlon '

EFFECTIVE DATE OF REGISTRAFION

 Please note that a copyright regt__s@:_ation' is effective

. on the date of recerpt ln the Copynght Ofﬂce of all the
. required elements in acceptable form, regardiess of the
Ry length of time ittakes thereafter t0 process the application
~and mail the certificate of. registration. The length of time re-
‘quired by the Copyright Office to process an application

varies from time to time, depending on the amount of mate-
rial received and the personnei availabie to handle it. It must
also be kept in mind that it may take a number of days for
mailed material to reach the Copyright Office and for the
certificate of registration to reach the recipient after being
mailed by the Copyright Office.

If you are filing an application for copyrlght registration in
the Copyright Office, you wilf not receive an acknowledge- .
ment that your application has been received (the Office re-
ceives more than 500,000 applications annually), but you

‘can expect:

* Aletter or telephone call from a copyright examiner if fur-
ther information is needed,;

® A certificate of registration to indicate the work has been
registered, or if the application cannot be accepted alet-
ter explaining why it has been rejected.
““You may not receive erther of these until 90 days have

- passed
of Congress may be used for reglstratlon only if the depesrt:- E

I you want to know when ‘the Copyright Office receives

) your materra] you should send it via registered or certified
. mail and request a return receipt.

fAViAII.{ABLE iﬁsenm'non

“This circular ‘attempts to answer some of the questions

that are frequently asked about copyright. For a list of other
material published by the- Copyfrght Office, write for “Pub-
lications on Copyright” Any- requests for Copyright Office
publications or special questions relating to copyright prob-
lems not mentioned in this circular should be addressed to
the Information and Publications Section, LM-455, Copy-

- right Office, lerary of Congress, Washington, D.C. 20559.
. The Copyrught Ofﬁce is not permitted to give legal advice.

If you need information or guidance on matters such as dis-
putes over the ownership of acopyright, suits against possi-
ble infringers, the procedure for: getting a work published, or
the method of obtaining royalty* payments it may be neces-
sary to consult an attorney.

g

Copyrrght Office « L:brary of Congress Washrngton D.C. 20559

Decemter ‘933 300090

us. GOVERNMENT PRINTING OFFICE: 1983 421-279 1037
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Highlights of the New Copyright Law

INTRODUCTION

On January 1, 1978, a completely new copyright
statute (title 17 of the United States Code) came
into effect in the United States, superseding the
Copyright Act of 1909, as amended, and making
important changes in our copyright system. Some of
the highlights of the new statute are listed below.
For detailed information about specific changes or
new provisions, write to the Copyright Office.

HIGHLIGHTS

Single National System

Instead of the former dual system of protecting
works under the common law before they were pub-
lished and under the Federal statute after publica-
tion;, the new law establishes a single system of
statutory - protection for all copyrightable works,
whether published or unpubiished.

Duration of Copyright

- For works created (fixed in tanglbie form for the
first time) after January 1, 1978, the term of protet-
tion starts at the moment of creation and lasts for
the -author's life, pius an additional 50 years after
the author's death. in the case of “‘a joint work pre-
pared:by two or more authors who did not work for
hire,the term lasts for 50 years after the last sur-
- viving author's death. For works made for hire, and
for anonymous and pseudonymous works (unless
the author's identity is revealed in Copyright Office
records), the duration of copyright is 75 years from
publication. or 100 years from creation, whichever is
shorter.

Works that had been created before the new Iaw
came into effect but had neither been published nor
registered for copyright before January 1, 1978,
have been automatically brought under the statute
and are now given Federal copyright protection.

The duratlon of copyright in these works is generally
computed in.the same way as for new works: the

life-plus-50 or 75/100- year terms.. However, all

works.in this category . are guaranteed at least 25
years of statutory protectlon The law specifies that
in no case will copyright in a work of this sort expire
before December 31, 2002, and if the work is pub-
lished before that date the term may be extended by
another 25 years, through the end of 2027,

For works that had already secured statutory
copyright protection before January 1, 1978, the
new law retains the old system for computing the
duration of protection, but with some changes The
law provides for a first term of 28 years, measured
from the date protection was ongmally secured by
publication or reglstratlon ‘with the-right to a re-
newal term of 47 years. Copyrlghts in their first term
must still be renewed 1o receive the full new
maximum term of 75 years, but copynghts in their
second term between Decemnber 31, 1976, and De-
cember 31, 1977, were automatically extended up
to the maximum of 75 years without the need for
further renewal. :

- The new law provides that ail terms of copynght
wil run’ through the énd of the calendar year in
which they would otherwise expire. This not only
affects the duration of copyrights, but also the time

limits for renewal reglstratlons

The new Act does not restore copyright protectlon
for any work that has gone into the public domain.

- For further mformataon about duration, write for
Circular R154. :

Termination of 'l'r'am@ii‘er_'s= -

Under the old 1aw, after the first term of 28 years
the renewal copyright reverted in certain situations
to the author or other specitied beneficiaries. The

. new law dropped the renewal feature except for

works already in their first term of statutory protec-
tion when the new law took effect. instead, for
transfers of United States rights made by an author
on or after January 1, 1978, the new Act generally
permits the author or certain heirs to terminate the
transfer during a 5-year period beginning at the end



of 35 years from the date of the grant, or if the
grant covers the right of pubtication, 35 years from
the date of publication or 40 years from the date of
the grant, whichever is shorter. To terminate, a
written notice must be served on the transferee
withln spec:fled tlme I|mits

For works under statutory copyright protectlon
on Decernber 31, 1977, a similar right of termina-
tion is provided with respect to transfers covering

" the newly added years extending the previous
maximum term of the copyright from 56 to 75
years. Within certain time limits, an author or
specified heirs of the author are generally entitled
to file a notice terminating the author’s transfers
covering any part of the period (usuatly 19 years)
that has now been added to the end of the second
term of oopynght ina work.

Works _o| lhe Uniied-smes Govemrnent '

The new law continues the prohibition against
copyright in “publications of the United States
Government”. but clarifies its scope by defining
works covered by the prohibition as those pre-
pared by an officer or employee of the U.S. Gov-
ernment as part of that person’s officiai duties.

Fair Use

The new law adds a provrsuon to the statute spe-

clflCally recognizing the principle of “fair use" as
a limitation on the exclusive rights of copyright
owners, and indicates factors to be considered in
determining whether particular uses fall within
this category. _

Reproduction by Libraries and Archives -

‘In addition to the provision for !fair use,” -the
new law specifies circumstances under which the
making or distribution of single coples: of works
by libraries and archives for noncommercial pur-
poses do not constitute a copyright infringement

For further mformatlon about reproduction of
copyrighted works by librarians and educators,
write for Circular R21.

Copyright Royalty Tribunal

The new law created a Copyright Royalty Tri-
bunal whose purpose is to determine whether
copyright royalty rates, in certain categories
where such rates are established in the law, are
reasona_ble and, if not, to adjust them; it will also
in certain circumstances determine the distribu-
tion of those statutory royaity fees’ deposited with
the Register of Copyrights.

Sound Recordings

The new law retains the provisions added to the
old copyright law in 1972 which accord protection
against the unauthorized duplication of sound re-
cordings. The new law does not create a perform-
ance right for sound recordings assuch.

Recording Rights in Music

The new law makes a number of changes in the
system providing ¢ompuisory licensing for the re-
cording of music. Among other things it raises the
statutory royalty rate, which the Copyright Royalty
Tribunal has the authority to ad;ust perlodically

There is no longer any requlrement to fl!e a No-
tice of Use form with the Copyright Office in order
to use the meohamcal hcensmg provislous

Exempt Perﬂormances

The new law removes the general exemption of
public performance of nondramatic literary and
musical works where the performance is not “for
profit.”” instead, it provides several specific
axemptions for certain types of nonprofit uses, in-
cluding performances.in classrooms and. instruc-
tional broadcasting. The law.-algo gives broadcast-
ing organizations a limited privilege- of making
*ephemeral recordings” of their broadcasts. :

Public Broadcasting

Under the new Act, noncommerclal transmls-
sions by public broadcasters of published mu-
sical and graphic worke are subject to a compul-
sory license if copyright owners and public broad-
casting entities do not reach voluntary agreement.
License agreements between copyright owners

3




~ formances of copyrighted music by jukeboxes. it

and public broadcasters are to be filed in the - Register of Copyrights

Copyright Office. o L . Copyright Office
R T "~ Library of Congress
Jukebox Exemptlon S _ o - o ‘Washmgton D.C. 20559

The new law removes the exemption for per- For more information about which application

- . A _ form to use and deposit requirements, which vary
substitutes a ‘system of compulsory licenses j, particular situations, write to:

based upon the payment by jukebox operators of information. and Publications Section,
an annuai royalty fee to the Register of Copyrights . LM-455

for later distribution by the Copyright Royalty Tri- Copyright Office, Library of Congress

- bunal to the copyright owners. S Washington, D.C. 20559
Cable Televlslon . . ' S _' , Notice of Copyﬂght : L
The new law provides for the peyrnent under a The old law required, as a mandatory condition

‘system of compulsory licensing, of certain royal- of copyright protection, that the published copies

ties for the secondary transmission of copy- of a work bear a copyright notice, The new enact-
righted works on cable television systems (CATV). ment calls for a notice:on published copies, but
The amounts are to be paid to the Register of omission or errors will ‘not immediately result in
Copyrights for later distribution to the copyright i0ss of the copyright, and can be corrected within

owners by the Copyright Royalty Tribunal. -~ certain time limits. Innocent infringers misted by
, the omission or error wlli be shielded from IIablI-
Copyrlght Reglstratlon : ' |ty

: Under the 1976 Act, a work of original author-

hip is protected by copyright from the time the Mandatory Deposit |
ship is protec Y.
work is created in a fixed form; registration with - Although copyright registratlon is not requlred

the Copyright Office is not a condition of copy- the ‘Copyright Act establishes a mandatory de-
right protection itself {except to preserve a copy-  POSit requirement for works published with notice
right if a work has been published with a defective  Of COPYright in the United States. in general, the
: - . owner of copyright, or the owner of the right of
or missing copyright notice), but copyright regis- .

tration Is a prerequisite to an infringement suit .. first publication in the work, has a legal obligation
' ) ) . : ~to deposit in the Copyright Office, within 3
‘There are also certain other definite advantages  months ‘of publication in the United States, 2
to registration, ‘including establishing a public coples (or, in the case of sound recordings, 2
record of the copyright claim, securing therightto  phonorecords) for the use of the Library of Con-
file an infringement suit, establishing prima facie  gress. Failure to make the deposit can give rise to
evidence of the validity of the copyright, and mak- fines and other penalties, but does not affect

ing available a broader range of remedies in in- copyright protection.

frlngementsuits ~ For further information about certain exemp-

tions from this requirement, and more information

Reglstratlon Procedures about mandatory deposit, write for Circular R 7d.

To register a claim to copyrlght send (1) a prop-
erly completed application form; (2) a fee of $10 Manutacturing Clause

~ (not cash) for each application; and (3) a deposit The 1909 iaw requlred that certain works be

copy or phonorecord of the work being registered. manufactured in the United States to have copy-
The mailing address for copyright registrations is:  right protection here. The 1976 Act makes several
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modifications that narrow the co\mage of the

manufacturing clause, permit the impartation of

2,000 copies manufactured abroad instead of the

previous limit of 1,500 copies, and equate manu-

facture in Canada with manufacture in the United
' States. Although it was contemplated that the

manufacturing clause wouid expire on July 1,
- 1982, the 97th Congress extended the clause until
July 1, 19886, overruling a Presidential veto to do
so. . . L L

Computer Software Act of 1830

On December 12, 1980, President Carter signed
the “Computer Software Act of 1980" into law,
thereby amending sections 101 ang 117 of the
1976 Copyright Act to contain a specific definition
of computer programs and to clarify the extent of
the protection for computer software,

Although the Copyrlgnt Office has been regis-
tenng claims in computer programs since 1964,
the numbers of ciaims registered in recent years

has increased enormously. Claims to copyright in

computer programs may presently be registered
with the Copyright Office on a TX form — as a
literary work. For more information about the
registration of computer software, contact the
Copyright Office.

e
I

BACKGROUND

 The effort that led to the general revision of the
copyright law began in 1955 with a program that
produced, under the supervision of the Copyright
Office, a series of 35 extensive studies of major
copyright problems. This was followed by a report
. of the Register of Copyrights on genaral revision
in 1961, by the preparation in the Copyright Office
of a preliminary proposed draft bill, and by a series

of meetings with a Panel of Consultants consist-

ing of copyright experts, the majority of them from
outside the Government. Following a supple-
mentary report by the Register and a bili intro-
duced in Congress primarily for consideration and
comment, the first legislative hearings were heid
before a subcommittee of the House Judiciary

Committee on the basis of a bili introduced in
1965. During the same year a compamon bill was
mtroduced in the Senate.

In 1967 after the 3ubcomm|ttee had held exien-
sive hearings, -the House of Representatives
pased a revision bill whose major features were
similar to the bill just enacted. :

There followed another series of extensive hear-
ings before a subcommittee of the Senate Judi-
ciary Committee, but, owing chiefly to an ex-
tended impasse on the complex and controversial -:
subject of cable television, the revision biil was -
prevented from reaching the Senate fioor.

Indeed it was not until 1974 that the copyright -
revision bill was enacted by the Senate. However,

"that bill, although in its general terms the same as

the measure approved by the House in 1967, was
different in a number of particulars. In February
1976 the Senate again passed the bill in essential-
ly the same form as the one it had previously
passed. Thereafter, the House, following' further
hearings and consideration by the Judiciary sub-
committee, passed the bill on September 22, 1976.
There followed a meeting of a conference commit-
tee of the two Houses, which resoived the differ-
ences between the two bills and reported a single
version that was enacted by each body and pre-

- sented to thé President. On October 19, 1976,

President Gerald R. Ford signed the bill which be-
came Public Law 94-553 (30 Stat. 2541). -

FURTHER INFORMATION

The Copyright Office has promulgated new
regulations and proposed others. It has devised a
new classification system and issued new appli-
cation forms corresponding to the new registra-
tion categories. You can obtain copies of the new
statute, a supply of new application forms, and
other information free of charge by sending a spe-
cific written request to: Information and Publica-
tions Section, LM-455, Copyright Office, Library
of Congress, Washington, D.C. 20559.
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Public Law 94-553
94;h Cpngress

, AnAet . _
- For the geneml revlslon ot the Copynght Lzm mle 17 of the Unlted Slatvs __OﬂJiE?_ﬁ_
Code, and’ tor other purpows . _ _ {5. 22]

Be it emcted by the Senate and House of Rep.- esmtntwea of the -
United States of America i in C'ongrcas aam-mble Lo Title 17, USC,

- Copyrights.
TITLE I———GENERAL REVISION OF COI’YHI(:H.I" LA“ '

Skc. 101, Title 17 of the United States Code, entitled “Copynghts i
‘is hclLb\ umended in its entnety to lc.ld as fol]ow

_TITLE 17—COPYRIG HTS

CHAPTER : o ‘ See.
1. SURJECT MATTER AND SCOPE OF COP‘LRIGHT--'.”_.".'.._.'. ......... © 10%
2. COPYRIGHT OWNERSHIP AND TRANSFER emimt 20
3. DURATION OF -COPYRIGH T - i i i ~am
4. COPYRIGHT NOTICE, DEPOSIT, A\D Rl'.(:lellATION 401
9. COPYRIGHT INFRINGEMENT AND R.EMI‘..DlES_--.._-__...._'--____.' 501
8. MANUFACTURING REQU]RE\[E\"T A\ID IMPORTAI‘ION- —-— 801
7. COPYRIGHT OFFICE .. il i wdiamim s e wiae 701
& COPYRIGHT ROYALTY TBIBU\'AL : . - 801

Chapter l-—SUBJECT MATTER AND SCOPE OF':
' COPYRIGHT : L

Sec.

101, Deﬁnitlmls . : ;

102, Subject matter of LODyrIghl In general. : : o

103. Subject matter of. copyright: Compilations and denvatl\e worka

104. Subject matter of copyright : Xational origin. -

103. Subject matter of couyright: United States Govemuu-nt W nrks

108. Exclusive rights in copyrighted works. ... P

107 Limitations on exclusive rights : Fair use.

108. Limitations on exclusive rights: Reproduction by Ilbrnriva and arcbives.

109. Limitations on exclusive rights: Effect. of: transrer of - nartlcular copy or

phonorecord.
110. Limitations on exclusive rightn Exemption of eertain pertormlnces and
) displays. .

111 Limitationg on exclusive rights: Secondary tranqmi-.ulom. -

112 Limitations on exclusive rights : Ephemersl recordings.:

118. Scope of exclugive rights in-plctorial, graphie, and: aculptural worku.

114, KBeope of excluxive rigbts in sound recordings.

115. Scope of exclusive rights in nondramatic musicai warks Cmnpulsury Iicenne
* for making and distributing pliontrecords!

116 QLupe of exclusive rights in nondramatic musical: work.s. Public perform-
*  ancex by means of ¢oin-operated phonorecord piayers, .
7. Scope of exclusive rights: Use in conjunction with eomputen and :Im!lnr

information systems,

118, Scojie of exclusive righln Use “of certaln worka ln eonnection with non-

o eommercial broadessting,

-§101. Definitions : T . EE 17 USC 101,
As used in this title, the follo“ mrr telms ‘and. thmr vmmnt forms
mean the following:
‘ An “anonymous work” is a work on the copteq or - phonorecords
-of which no natura] person is identified as author.” - '
“Audiovisual works” are works that consist of a series of related
images which are intrinsically intended to be shown by the use
of machines or devices such as projectors, viewers, or electronic
equipment, together w:th accornpam m[., sounds. 1f nny, regardless
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“Sound recordings™ are works that result from the fixation
of a serivs of musical, spoken, oc other sounds, but not including
the sounds accompunying s mution Fictureﬁ or other audiovisual
work, regardless of the nature of the matetial objects, such as.
disks, tapes, or other phonorecords, in which they are embodied.

“State” includes the District of Columbia and the Common-
wealth of Puerto Rico, and any territories to which this title
is made applicable by an Act of Congress. - R

‘A “transfer of copyright ownen?hip” is an assignment, mort-
gage, exclusive license, or any other conveyance, alienation, or
hypothecation of a.copyright or of any of the exclusive rights
comprised in a-copyright, whether or not it is limited in time or
place of effect, but not including a nonexclusive licenss.

A “transmission program”. is a body of material that, as an
aggregate, has been produced for the’sole purpose of transmis-

“sion to the public in sequence and as a unit. N R
- -To “transmit” a performance or display is to communicats it
by any device or process whereby lmages or sounds are received
- beyond the pldce from which they aresent. : * = = "o

.+ The “Unated. States”, when used in a geographical sense, com-

prises the several States, the District of Columbia and the .Com-

monwealth of Puerto Rico, and the organized territories under
_ the jurisdiction of the United States Government.

- A “useful article” is an article having an intrinsic utilitarian
function that is not merely to: portray the appearance of the
article or to convey information. An article that is normally a
part of a useful article is considered a “useful article”. B

The suthor’s “widow” or *widower' is the‘atithor's surviving
spouse under the law of the author's domicile at the time of his
or her death: whether or'not-the spouse hag later remarried. : .

A “work of the United States Government” is a work prepured
by-an offices or employee of the United States Government as

- part of that person’s official duties. : . o

A “work made for hire” is—

C (1) » work prepured by an employec within the scope of
his orherernployment;or . . N A
S {(2) a wnr?( specially.ordered -or commissioned for use as
. wocontributionto a-collective worlk, as-a part of a motion.
. picture or other audiovisual work, as‘a translation, as a sup-
+ plementary wark, as a éompilation. as an instructional text,
=18 test; as answer material for a test,or as an atlas, if the
© parties expressly agree in.a written instrument signed by
7 them thint the work shall bo considered a work mnde for hire. -
Foe the pucpose of the foreaning senténce, o “supplementnry
work” is a work preparcd for publication .as a secondary
‘adjunet to 2 work by another author for the purpose of
- introdueing, concluding, illustrating, explaining, revising,
“commenting upon, or assistiig in ¢the use of tha other ‘work,
" snch as forewords, afterwords, pictorial illustrations, maps,
~ charts, tables, editorial notes, musical arrangements, answer
materinl for tests, biblioaraphies, appendixes, and indexes,
. and an “instructional text” is a literary, pictorial, or graphic
i work prepared for publication and with the purpose of use
.. . in systematic instructional activities. ' e
17 USC 102, § 102. Subject matter of copyright: In general
(a) Copyright protection subsists, in accordnnce with this title, in
original works of authorship fixed in any tangible medium of expres-
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‘sion, now known or later developed, from which they can be perceived,
reproduced, or otherwise communicated, either directly or with the
ais of a mnachine or device. Works of authorship include the following Works of
categories: - o i : authorship.
3 1) literary works; - - ) PR
E 2} musical works, including any accompanying words; _
- (3) dramatic works, including any sccompanying music; -
(4) pantomimes and choréographic works; - = -
5) pictorial, griphic, and sculptural works; . . .
o _{6) motion pictures and other audiovisual works; and
\ S {7) sound recordings. - e ;
(b} In no case does-copyright protection for an original work of
authorship extend to any idea, procedure, process, system, method
of operation, concept, principle, or discovery, regardless of the form -
in 1\1;hich it 15 described, explained, iHlustrated, or embodied in such
wOrk. . ) s . o
§103. Subject matter of copyright: Compilations and derivative 17 USC 103.
works ' ' :
(a) The subject matter of copyright as specified by section 162
includes compilations and derivative works, but protection for a work
employing preexisting material in which copyright subsists dees not
-extend to any part of the work in which such material has beén used
unlawfully. ~ . . - . e
{b)" The copyright in a compilation or derivative wark extends only
to the materinf contributed Ly the author of such work, as distin-
guished from the preexisting materizl employed in the work, and does .
not imply any exclusive right in the preexisting material. The copy- ;-
right in such work is independent of, and does not affect or enlarge ...
the scope, duration, ownership, or -subsistence of, any copyright pro- ..

tection inthe preexisting material. .. . =~ =
§ 104, Subject matter of copyright: National origin . ‘17 USC 104.
{a) Unrusiisuen Works.—The works specified by sections 102 and
- 103, while unpublished, are subject to protection under this title with- :
out regard to the nationality or domicile of the anthor. - : : -
{b) Pusrisirp Works.—The works specified by sections 102 and -
103, when published. are subject to protection under this title if—
- (1) on the date of first publication, one or more of the authors
is'a national or domiciliary of the United States, or is 2 natjonal,
domiciliary, or: sovercign authority of a foreign nation that is
& party to a copyright treaty to which the United States is also-
8 party, or i5 o stateless person, wherever that person may be’
domiciied ; or L ' P B :
(2) the work is first published in the United States or in &
- ! oreign nation that, on the date of first publication,’is a party to
the Universal Copyright Convention;or . ‘ -
~. 4{3) the work 18 first published by the United Nations or any
of its specialized agencices, or by the Organization of American
cStatesyor . o S S
(4) the work comes within the scope of a Presidential prociama-
tion. Whenever the President finds that a particular foreign
nation extends, to works by authors who are nationals or domi--
. ciliaries of the United States or to works that dre first published
in the United States, copyright protection on substantially the
same basis as that on whicﬁ the forcign nation extends protection
‘to works of its-own nationals and domiciliaries and works first
- published in that nation, the President may. by proclamation
extend protection under this title to works of which one or more
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17 USC 105.

17 USC 106.
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of the a.uthora 15, on the duate of hh,r. pubh(.a.hon a nltmn.ﬂ

. domiciliary, or sovereign authority of that nation, or which: wis
first published in that nation. The President may revise, suspend,
or revoke any such’ proglum.ltmn or impose any condltlona or
limitations on protection undera prm.l.xmutmn

§105. Subject matter of copynght Umted States Government
works |
Copyright protectlon under thls htle i3 not .wu.llable for: any work
of the United States Government, but the United States Government
is not pecluded from receiving and holding copynghts transfer red to _
it by assignment, bequest, or otherwise. :

§ 106. Exclusive rights in copyrighted works '

Subject to sections 107 through 118, the owner of copyright under
this title has the exclusive nghts to do and to authorize auy of the
following:

' {1) to - l:eproduce the copymghted wurk in copws or

phonovecords;

: (?{) to prep:ue denvatwa \\.orks based upon the copyug,hted
-~ work;
(3) to distribute copies or phonowcords of the copyughted
“work to the public by sale or other transfer of ownership, or by
rental, lense, or lénding;

(4) in thie cusa of literary, mualcul dramatlc, and choreogl nplm:
works, pantomimes, and motion ictures and other audiovisual’
“orks to perform the copyrighted work publicly; and

{5) in tl’ll)ecnse of literery, musical, dramuatie, and choreographic
works, pantomimes, and pictorial, graphlc, or sculptural warks,
uu.ludmg the. individual images of a motion picture or other,

- audiovisual work, to display the copyrighted work publmly

- §107. Limitations on exclusive rights: Fair use

Notwithstanding the provisions of section 106, the fair use of a
copyrighted work, ‘including such ise by. reproduct.lon in copies or
phonorecords or by any other mesns specified: by that section, for
purposes such as- crmclsm, comment, news reporting, teaching
(including multiple copies for classrooin use), scholarship, or reseurch,.
s not an infringement of copyright. In determining whethec the use
mude of 3 work in any particular case is a fair use > the: factors to be

- considered shall include— "

17 USC 104

(1) the purpose and character of the use, including whether
‘such nise igof a commerc:ul nnture or ig for nonproﬁt e ucntlonnl
| purposes;
(2) the nature of the co yr:ghted work '
.. (3) the umount ind substuntiality of the pOl.'thll llbi‘d in rela-
tion to the copyrighted work asa whole; and
(4) the etfect of the use upon the potent.lal mn.rket for or value
of the copyr:ghted work,

§108. Linutations on exclusive rlghts. Reproduetmn by libraries
~" - and archives:
n}l) Notmt.hstandm the provisions of section 106, it ls not an
ringement of cop {lnghc for a library or archives, or any of its
employees acting within the scope of their employment, to réproduce
no:moro than one copy or phonorecord of a work, or to distribute such

- copy or phonomcord ‘under. the conditions speclﬁed by. this section,

1=
(1) the reproductmn or distribution is made without any pur-
pose of direct or indirect commerclsl advantage;
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- {2) the collections of the library or drchives are (i) open to
the Fublie, or (ii) available not only to reseurchers aflilinted with
~ thelibrary or archives or with the institution of which it is a pact,
bu::1 also to other persons doing -reseacch in a specialized field;
and - 0
(3} ‘the reproduction or .distribution of the work includes a
notice of copyright. L o : o
(b) The rights of reproduction and distribution under this section
apply to o copy or phonorecord of an unpublished work duplicated
in facsimile form solely for purposes of preservation and security or
for deposit for research use in another library or archives of the type
described by clause (2} of subsection (a), if the copy.or phonorecord
reproduced is currently in the colléctions of the libracy or archives.
(e) The right of reproduction under this section applies to-a copy
or';l)honorecord of a published work duplicated in facsimile form
solely for the purpose of replacement of a copy or phonurecord that
is damaged, deteriorating, lost, or stolen, if the library or archives
has, after a reasonable effort, determined that an unused replacement
cannot be obtained at a fair price. =~ 7 7 i B
(d} The rights of reproduction and distribution under this section
apply to a copy, made from the collection of a library ot archives
where the user makes his or her request or from that of another library
or archives, of no more than one article or other contribution to a
copyrighted collection or perindiecal is5ue, or to a'copy ot phonorecord
of a'small part of any other copyrighted work, if— - - Faooe
(1) the copy or phonorecord becomes the property of the user;
anc the libeary or archives has had no-nétice that the copy or
phonorecord would be used for any purpase’ other than private
study, scholarship.or research: and. = 777 e :
(2) the libheary or archives displays prominently, at the place
- where orders are accepred. and includes on its awler forrn, a warn-
ing of copyright: in accordunce with ‘regquirements that the
Register of Copyrights shull préscribe by regulation. - - G
{e) The rights of reproduction and dist.'ritutitm under. this section
-apply to the entire work. or to a substantial part of it; made from the
collection of a library or archives where the user 'makes his or her
request or from that of another library or archives, if the library or
archives has first determined, on the bagis of a reusonable.investign-
tion, that.a copy or. phonorecord of the copyrighted work cannot be
obtained at a pair price, if— " 0 o oo e
i (1) the copy or phonorecord becomes the property ot the user,
and the library or archives has had no’notice that the copy or
~.phonorecord. would be used E_o'l:__qrctly purpose other than private
stuclv, scholarship, or réseacch; and - 7 .. B

. --(2) the.librury or archives lisplays/proininently, at the place
where orders are accepted, and-inclides on ita order form, a warn-
ing of copyright. in accordunce with requirements that the Regis-:

;.ter of Copyrights shall preseribe by regulation. - -+ =+ . .

{f) Nothing in this section— -~ . 0 e o

- {1) shall be construed to impose liability for 'copfyright 1

. infringement upon a library or arcliives or its employces tor the .
unsupervised use ‘of reprodicing’ equipment located on_its
premises: Provided, That such equipment displays a notice that
the making of a copy may be subject to the copyright law; _

(2) excuses a person who uses such reproducing equipment or
who requests.a copy or phonorecord under subsection (d) from
any such act, or forany

- liability. for copyright infringement for’
later:use. of such copy or phonorecord, if it exceeds fair use as
pm\n_ded_by.&sect:pn 107 ' e :
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" “Public

broadcasting.

© o enmtity.”

47 USC 397.

17 USC 201.

- §201. Ownershlp of copynght

PUBLIC LAW 94—553-——0(.'[‘ 19 1976

comp:latmu of plctorl.tl al.\phrc, or sculptm.ﬂ \\orl\s ot the unau-
thovized use of any portion of an audiovisual work.

(g) As used in this section, the term “public bromlc..tbtma entlty
means a foncomumercial educational broadcast station as defined in
section 397 of title 47 and any nonprofit institution or organization
engaged in the activities described in clause (2) of subsa.ctnou (d).

Chapter 2.-——-COPYRIGH'I‘ OWVERbHIP AND TRANSFER '

Sec.
201. QOwnership of comnght : :

202. Ownership of copyright-as distinct IrOm ownersblp of material objet.h
203, Yermiuation of transfers and lcenses 5ruuted by the uuthor

204. Executinn of transfers of copyright ownership. .

205. Recordation o€ transfers.and other documents.

{2} In1TIAL Oww:nsmr ~~Copyrightina- work protected under I:lus .

. title vests initially in the author or authors of the \\ork The. authors

of 8 joint work are coowners.of copyright in the work., -

{(b)  Worxs Maoe ror Hige. fn the case of 4 work ma.de for hire,
the employer or other person for whom the work was prepared is
congidere the author for purposes of this title, and, unless the parties
have expressly iagreed otherwise in & written' instrument sngned by
them, owns al{r €the rights comprised in the copyright. y

(¢) - Conrrinvrions 1o :CotrecTive Woris.—Copyright: in each
separate contribution to a collective work is, distinct from copytight
in the collective worlt as a whole, and vests initially in the author of
‘the contribution. In the absence of an express transfer of the copyright

‘or of any rights under.it, the owner of copyright in the collective work

is preaume.l to have m.quued only the priv ﬁe«rp ‘of reproducing and
distributing the contribution as purt of that par ticular collective work,
any revision of that collectwe \\o:k and any: lnter collectlvc “ork
in the same series. _ _ :
(d) Traxsrrie oe vaensmr— o
- (1) The mvnexship of a copyright may be tra.nsferred in whole_'_..
orin pnlr. y any means.of conveyance or by operation of faw,
and ma ueathed by will or pass as pen.onnl property. by
‘the app mub aws of intestate succession.
(2) Any of the exclusive rights comprised in a copyright,
inelnding any subdivision of any of the rights specified by section
106, may be transferred as provided by clause (1) and owned
sepa.mtely The. owner. of any particular ‘exclusive right is enti-
tled, to the extent of that right, to.all of the protection’ nnd
 remedics. accorded. to the.copyright owner by this title.
(e) InvoLontaar Transrer.—{Vhen an individual author’s ovner-
f» of a copyright, or of any of the exciusive rights under a copy-
right, has not previously been  transferred voluntarily by ‘that

individual author, no action by any governmental body or ‘other
"ofﬁclal or orgnmzat.mn purportmg to seize, expropirinte, tmnsfer, or

17 USC 202.

exercise.rights; of ownership with respect to the copyright, or any of
th? exclusive r:ghts under a cOpynght, shell be gwen etfect under thn
title.

§ 202 Ownersh:p of copynght as dlshm:t from ownershm ol' male—
_rial object :

Ownershlp ofa copynght or of any of. lr.he excluswe nghts under a
copyright, is distinet from ownershlp of any materiai object in which
the wark is embodied. Transfer of ownership of any material objeet,
inclnding the copy or phonorecord in which the work is first fixed,
does not of itself convey any rights in the copyrighted work embodied

‘in the object; nor, in the absenca of an agreement, does transfer of
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ownershlp of a copyright or of. nny exclusue n"hts under 2 cop_yu;.,ht
convey property rights in any material object. -~ - -

§203 Termination of transfers and llcenbes granted by the 17 USC 203.
“author -

(a) CONDITIONS FOR TERMINATIOJ\ —In the case of any work other
_than a work made for hire, the exclusive or nonexclusive grant of &
transfer or license of copyright or.of any. right under a copyright,
executed by the author on or.after January 1, 1978, otherwise tﬁ
by will, is subject to terminution under the’ fo!lowmg conditions:

(1) In the case of a grant exccuted by one author, termination
of the grant may be’ eﬁ cted by that author or, if the author is

..dead, by the person or_ persons who, under clause: (2) of this

eubSet.t'.lon, own and are entitled to-exercise a total of more than
~one-half of that author’s termination interest. In the case of a
grant executed by two or more authors of a joint work, termina-

- tion of the grant may be effected by a majority’ of the ‘authors

who executed it; if any of such authors'is dead, the termination
- interest of any such author may be exercised as a bnit by the
- person ‘or persons who, under clause (2) ‘of this subsection, own
-+ and are entitled to exercise a total of more t.han one-haif of that
~ . ‘anthor’s interest. °
. {2) Where an author is dead. his or her termmntmn interest is
owned, and may be exercised, by his widow or her widower and
s or her children or «rnndcluld:en as follows:
(A) the widow or widower owns the author’s entire termi-
nation -interest unless there. are any surviving children or: s
grandchildren of the author, in which case the widow or
- widower owns one-half of the anthor's’interest; -
.. (B) the enthor’s surviving children, and !.he surviving
S : (luldlen of any dead chiid. %the author, own the author’ -i_;;_j:
¢ ' --- entive. terniination interest. unless there is a widow or ~
S .'_\\1«lom.r. in-which case the ownership of one-half of the
“unthor’s interest is divided among them;.’
- {C) the rights of the author’s children and gmndch:ldren
. are in al] cases divided among them and exercised on a per .
‘stirpes basis according to. the number of such author’s chil-"
dren represented; the share of the children of a dead child
‘in a termination intercst can be exercised on]y by the action.
of 2 majority of them.
(3) Termination of the grant may be effected at any time dur-
ing o period of five years beginning at the end of - thirty-five -
vears from the date of exccution of the ‘grant; or, if the grant
covers the right of publicition of the ‘work. the penod bc-crms
at the end of thirty-five years from the date of puhhcnnon of .
the work under the grant or at the end of forty years:from the
date of execution'of the grant, whichever term ends earlier.
Y ‘The termination shal) be effected by serving an advance Notice.

“noticé in‘writing, signed by the number and proportion of owners

" of termination interests required under clauses:(1) and (2) of
‘this_subsection, -or by their duly suthorized agents, upon the

‘grantee or the grantee’s successor in title. - -
' {A) The notice shall state the eflective date of the termi-
mmon, which shall fall within the five-year period specified
. by clause (3) of this subsection; and:the notice shall be served
not less than two or more than ten s'mrs ‘before that date, A
o copy of the notice shall be recorded ‘in the Copyright Office
. 'before the effective date of termmatlon, as 8 oondltton to its

' nkmg effect. -
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_ Chapter 3—~DURATION OF COPYRIGHT

301. “Preemption wlth .resp&t to other laws.

302, Duration of copyright: Works created on or ntte'z-_ Jan'uary' 1, 1978,

- -~ 303. . Duration. of copyright: Works created buot not p_v_.tbllshe"d or Vcopyrighted

before Jaouary 1, 1978

. 304, ‘Duration of copyright: Sabsisting copyrights. |
305 Duratfon’of copyright: ‘Terminal date. R

17 USC 301.

§=3015 P_reeti_tpf_iot_t wi_th':‘éspe'c't‘to other laws - - R
(a) .On and after January'l, 1978, all legal or equitable rights that

_.are equivalent to any of the exclusive rights within the %?neral scope

of copyright as specified by section 106 in works of aut orship that

are fixed in a tangiblé medium of expression and come within the sub-

. ject matter of copyright as specified by sections 102 arid 103, whether

. .created before or after that date and whether published or unpub-

- i:lished, are governed exclusively by this title. Thereafter, no person is

- .entitled to any such right or equivalent right in any such work under
..the common law or statutes of 'an"L State. N

- {b) Nothing in this title annu
LI

77 (8) activities violating legal or &

or limits any rights or remedies
er the common law or statutes of any Stats with respect to—-

(1) subject matter that does not come within the subject mat-
.. ter of copyright s specified by sections 102 and 103, including
. works of authorship not fixed in any tangible medium of expres-

~.slonjor | . T

- {2) any cause of action arising from undertakings commenced
- before Jenuary 1, 1978; or e

, quitable rights that are not
o efzmvnlent to any of the exclusive rights within the general scope
_of copyright as specified by section 106. . . . . : _

" (¢} With respect’ to sound recordings fixed before February 15,

1972, any rights or remedies under the common law or statutes of any

. _State shall not be annulled or limited by this title until Februacy 15,
' 2047. The preemptive provisions of subsection (a} shall apply to any

. such rights and remedies pertaining to any cause of action arising

" from undertakings commenced on and:after February 15, 2047. Not-

withstanding tha provisions of section 303, no sound recording fixed
before Februnry 15, 1972, shall be subject to copyright under this

o ~ title before. on, or after February 15, 2047.

17 USC 302. -

(d) Nothing in this title annuls or limits any rights or remedies
under any other Federal statute. - ERREEE RO

- §302. Duration of copyright: Worka ereated on or after Jan-

wary 1, 1978

- {a) In GeNeran.—Copyright in: s work created on or after Janu-
. ‘ary. 1,-1978, subsists from its creation and, except as provided by the
- following subsections, endures for s term consisting of the life of the
~iauthor and fifty years after the author’s death. e
o+ {b) Jount Works.—In the case of a joint work prepared by two
- or more anthors who did not work for hire, the copyright endures for
LB term'mnsist.inﬂ of the life of the last surviving author and fifty

S years after such

ich last surviving author's death. =
(c) Anonywmous Works, Psruponrmous Works, ano Wonxs Mane

- .:7or Hme.—1In the case of an anonymous work, a pseudonymous work, -
-or & worl made for hire, the copyright endires for a term of seventy-
-g:dyenrs from the year of its first publication, or a term of one hun-

-years from. the year of its ereation, whichever expires first. If,

_befors the end of such term, the identity of one or more of the
- authors of an anonymous or pseudonymous work .is revealed in the

records of a registracion made for that work under subsections (a)

or (d) of section 408, or in the records provided by this subsection,
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. the copyright in the work _enaut.'c:é“for the ferin ‘specified by subsection

(a) or (b), based on'the life of the author or authors whose identity -
has been revesled. Any person-having an interest in the copyright
in'an anonymous or pseudonymous work may at any time record, in

" records to be maintained by the Copyright Office for that purpose, a

statement identi?;n r one or mote authors of the work ; the statement

the person filing it, the nature of that person’s
" “interest, ‘the source of the information recorded, and the particular
* work uffected, and shall comply in form and content with require-
' _ments that the Register of Copyrights shall:prescribe by regulation.

" (d) Recorns ReraTing To DEATH OF AUTrrors.—Any person having

_an interest in & copyright may at any time record-in the Copyright

Office & statement of the date of death of the author of the copy-

. righted work, or a statement-that the author is still living on a par-
' ticular date. The statement shall identify the person filing it, the
" nature ‘of that persou’s interest, and the source of the information

recorded, and shall comply in form and content with requirements

' 'that the Register of Copyrights shall prescribe by regulation. The Recordkeeping.
* Register shall maintain current records of information relating to the
" death of authors of copyrighted works, based on such recorded state-
ments and, to the extent the Register considers practicable, on dats

contained in any of the records of the Copyright Office or in other

refarence -sources. - . -

“{e) PresuMPTiON 4§ TO AvTnor's Deatmo—After s period. of._

~ seventy-five vears from the year of first publication of a work, or a

period of one hundred years from the year of its creation. whichever

~ expires first. any person who obtains from the Copyright Office a certi-
fied report that the records provided by subsection (d) disclose nothing .
to indicate that the anthor of the work is living, or died less than fiffy

years before, is entitled to the benefit of a presumption that. the anthor::

ment under this title.

copyrighted before January 1, 1978 :

" has been. dead. for at least fifty vears. Reliance in good faith upon this
_presumption shall be a complete defense to any action for infringe- ¥

. '§303. Duration of copyright: Works created but not published or 17 USC 303.

Copyright in a work crested before January 1, 1978, but not thereto-
fore in the public doinain: or copyrighted, subsists from January 1,

.. 1978, and endures for the term provided by section 302. In no case,

however, shall the térm of copyright in such a work expire before
December 31, 2002;-and, if the work is published on or before Decem- -
ber 31, 2002, the term of copyright shull: not expire before

December. 31, 2027.

§ 304.' Duration of copyright:' Sdﬁsiisting copyrights

17 USC 304.

~ (a) Copyricurs .1y Tuer Firsr Trrm on JANUARY 1, 1978.—An
copyright, the first term of which is subsisting on January 1, 1978, shall

“endure for twenty‘eight years from the date it was originally secured:

Provided, That in the case of any posthumous work.or of any periodi-

o nriﬁimﬂiy_. secured by the proprietor thereof, or of any wor

"and extension o

rig

. cal, eyclopedic, or other composite work upon which the copyright was

copy-

ted by a corporate body (otherwise than as assignee or licensee of

the individual author) or by an emplayer for whom such work is made
for hire, the proFrietor of such copyright shail be entitled toa renewal

the copyright in such work for the further term of
. forty-seven years when a.pgl ication for such renewal and extension
* shall have been made to the Copyright Office and. duly registered
.- therein within one year prior to the expiration of the original term
. of copyright: And provided further, That in the case of any other
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17 USC 305,

respect to any right covered by a terminated graut is valid
only if it is signed by the sume number and proportion of the
owners, in whom the right has vested under this clause, ag are
“tequired to terminate the grant under clause (2) of this sub-
-section. Such further grant or agreement is effective with
respect to all of the persons in whom the right it covers hus
vested under this subcluure, including these who did not join
in signing it. If any person dies after rights under a ter-
minuted grant have vested in him or her, that person’s legal
representatives, legutees, or heirs ut law represent him or her
.for purposes of this subcluuse. i
{E)). A further. grant, or agreement.to make a further
~ - grant, of any right covered by a terminated grant is valid
-only if it is' made after the effective date of the termination.
As an exception, however, an agreement for such.a further
‘grant may be made between the author or any of the persons
provided by the first sentence of clause (8) of this subsection,
or between the persons provided by subclause (C) of this
clause, and the original grantee or such grantee's successor
in title, after the notice of termination has been served as
. ‘provided by clause’(4) of thissubsection. .. . . . .
(E) Termination of a grant under this subsection affects
~only those rights covered by the grant that arise under this
" title, and in no way affects rights arising under any other
Federal. State, or foreign laws. : R I
- {F) Unless and until termination is effected under this sub-
.- section, the grant, if it does not provide otherwise, continues
“in.effect for the remainder-of the extended renewal term.

o '§305."Durati'on of copyright: Terminal date - =~ -~

All terms of copyright provided by sections 302 through 304 run

' to the end of the calendar year in which they would plj._hérwise expire.

Chapter 4—COPYRIGHT NOTICE, DEPOSIT, AN
' 'REGISTRATION' .~

401, Notice vt cGD_Vl'ig.ht: 'Viauull} pégcéptibie copiea .

412, Notice of copyright : Phonorecords of sound recordings

| _ 403, Natice of copyright: Publicatlons incorporating United Sta':tes' Government

] o

17USC40l, -

' -404. Notice of copyright : Contribiitiona to collective work
. 404, . Notice of copyright : Omission of notice. .

ol Registration as prerequisite to infringemenc suit, e
.. 412, ‘Registration as: prerequisite to certain remedies for infringement.

‘§ 401. Notice of copyright:- Visu'allype_rcepfiblé’ copies

‘works, ;

408, Notice of copyright : Error in name or date. ..

40T, Degasit of copies or phonarecnrds for Library of Congress. : g

" 408, Copyright registration in gegeral: . .. .

M. Application for copyright registraddon. . )
410.. - Registration of claim and lasuanceof cectificate.

- {a) GeNeraL REQUIREMENT.~Whenever a work protected under
. this title is published in the United States or elsewhere by authority

of the copyright owner, a notice ‘of copyright as provided by this

i section shall be placed on ail publicly distributed copies from which

_the work can be visually perceived, either directly or with the aid

of a machine or device.

... (b) Fomm or Norrce.—The notico sppearing on the copies shall
- consist of the following three elements: - T :

~ (1) the symbol © (the letter C in 4 citcle), or the word “Copy-
right”, or the abbreviation “Copr.”;and - o '
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(2) the year of first publication of:the work; in the case of
compilations or'derivative works incorporating previously pub-
~ lished material, the year date of first publication of the compila-
. tion or derivative work is sufficient; The year date may be omitted
_ where a pictorial, graphic, or sculptural work, with accompanying
text matter, if any, is reproduced in or ‘on greeting cards, post-
_cards, stationery, jewelry, dolis, toys, or any useful articles; and
7 (3) the name of tho owner of copyright in-the work, or an
. _abbreviation by which the name can be recognized, or a- generally
.. known alternative designation of the owner. S )
" (c) Position orF Norice.—The notice shall be affixed to the copies
in such manner and location as to give reasonable notice of the claim
- of copyright. The Register of Copyrightsshall prescribe by regula-
| tion, as examples, specific methods of affixation and positions of the
. notice on' various types of works that will satisfy this requirement,
but these specifications shall not be considered éxhaunstive. =
. §402. Notice of copyright: Phonorecords of sound recordings 17 USC 402.
(a) Gensrav RequireMENT.—Whenever a sound. recording pro-
tected under this title is published in the United States or elsewhere
by authority of the copyright owner, a notice of copyright as provided
by this section 'shall be placed on all publicly J;st;'ibut_e phono-
*- recoids of the sound recording..w - . S .
- (b} Fora or Novice.~—~The notice appearing on the phonorecords
" ghiall consist of the following threeelements: © -~ ...
T (1) the symbol ®-.(t?m¢!ctter_Pinacil'cle)'; and.. | .
" (2) the year of first publication of the sound recording; and
.7 (8) the name of the owner of copyright-in the sound recording,
" or an abbreviation by which the name can be recognized, or a
- generally known alternative designation.of the owner;if the pro-
‘ducer of the sound recording is named on the phonorecord labels
or contiiners, and if no other name appears in conjunction with ..
the notice, the producer’s name shall Ee considered a part of the .
- notice: B R
© {¢)} Postrion oF Norice.—The notice shall be placed on the surface.
“of the phonorecard, or on the phonorecord label or container, in such
““manner’ and location as to give reasonable notice of the claim of
copyright. ' - S : L
§403. Notice of copyright: Publications incorporating United 17 USC 403.
- States Government works: e
" Whenever a work is published in-copies or phonorecords consisting
* preponderantly of one or more works of the United States Govern-
‘ment..the notice of copyright provided by sections 401 or 402 shall
-also include a statement identifying, either affirmatively or negatively,
* those portions of the copies or phonorecords embodying any work or
-~ works protectéd under thistitle. . . ST
_"§404. Notice of copyright: Contributions te collective works L7 USC 404.
(a} A separate contribiition toa collective work ‘may bénr its own
.. notice of copyright. as provided by sections 401 through 403. However,
a single notice npplicnble to the collective ‘work as'a whole is sufficient
.to satisfy the reqpuirements of sections 401 throngh 403 with respect to
the separate contribiitions it containg {not including advertisements
.- inserted on behalf of peisons other than the owner of copyright in
*the collective work), regardless of the ownership of copyright in the |
contributions aid whether or not they have been previously published.
. {b) Where the person named in a single notice np;’_ﬁicn’ble to a
_ ‘collective work as'a whole is not the owner of copyright in a separate
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17 USC 405.

17 USC 406.

.. under the copyright. e
. . (b) Error.1x Dare.—When the year date in the notice on copies or

‘contribution that does not bear’its own notice, the case is governed by
_-the provisions of section 408{a}. : . .

§405. Notice of copyright: Omission of notice’ -
(a) Errect oF Ormssioy oN Corvricivr.—The omission of the copy-

- right” notice prescribed by sections 401 through 403 fromi copiesg or

phonorecords publicly distributed by uuthority of the copyright owner

. does not invalidate the 'co%yright_ in a work if—

(1) the notice has been omitted from no more than a relatively
smuall number of copies or phonorecords distributed to the public;

- (2) registration for the work has been made before or is made
within _fﬁ"e years after the publication without notice. and a
.. reasonable effort is; made to add notice to all copies or phono-
.tecords that are distributed to the public in the United States
after the omission has been discovered ; or’ o
. {(3) the notice has beén omitted in violation: of an express
“requirement in ‘writing that, as-a: condition of the copyright
owner’s ‘authorization of the .public .distribution of copies ot

** -phonorecords, they bearthe prescribed: notice. ... - -
© - (b) ‘EfrrcT or Owisston -ox Invocevt: INFRINGERS.—Any. person
who Innocently infringes a copyright, in reliance upon an-authorized

eopy or phonorecord from which the copyright notice has been omitted,

incurs no liability for actual or statutory damages under section 504

* for any infringing acts committed before receiving actual notice that
registrution ‘for ‘the work has been made under section: 408, if such

person proves that he or she:was misled by the omission of notice, In
a suit for infringement in such a case the court may allow or disallow

. recovery of any of the infringer’s profits attributable to the infringe-

ment, and may enjoin the continuation of the infringing: undertaking

or may require. as-a condition or permitting the continuation of the

infrifiging undertaking, that the infringer pay the copyright ownera
reasonubla license fee in an amount and on terms fixed by the court.
{¢) Resovar or Norer.—Protection under this title is not affected

_ by the removal, destruction, or obliteration of the notice; without the

authorizationof the copyright owner, from any publicly distributed
copies or phonorecords. A R

“§406 Notice of copyright: Errorin name or date . .--

(8) Error 1¥ Naye—Where the person named in the copyright

" niotice ‘on copies or phonorecords publicly distribited by authority of
.the copyright owner is'not the owner of copyright, the validity and

" ownership of the copyright are not atfected. In such a case, however,
_any- person’ who innocently begins an undertaking that infringes the

copyright has a complete defense to any action for such infringement
if such person proves that he or she was misled by the notice and

- began the undertaking in goml. faith-under a purported transfer or
license from the person named therein, un

less before the undertaking

was bhegun— :

" (1) registration for the ;vb_l"k had been made in the name of
... the owner of copyright; or E L

.{2) a document executed by the person named in the notice
.and showing the ownership of the copyright had been recorded.
The person. named in the notice is liable to account to the copyright
owner for all receipts from transfers or licenses purportedly made
! | liry_;h_é rson named in the notice.
phonorecords distributed by authority of the copyright owner is
earlier than the year in which publication first occurred, any period
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computed from the year of first publication under section 302 is to be
computed from the year in the notice. Where the year date is more
than one year later than the year in which publication first occurred,
the work )5 considered to have been published without any notice and
is governed by the provisions of section 403, T

(c) Omussion or Name or Dare.—Where copies or phonorecords
‘publicly distributed by suthority of the copyright owner contain no
name or no date that could reasonably be considéred a part of the

90 STAT. 2579

notice, the work is considered to have been published without any .

notice and is governed by the provisions of section 405.
‘§ 407. Deposit of copies or phonorecords for Library of Congress

~(a) Except as provided by subsection (c), and subject to the pro-
visions of subsection (), the owner of copyright or of the exclusive
right of publication in a work published with notice of copyright in

17 USC 407.

the United States shall deposit, within three months after the ‘date of

such publication— _
{1) two complete copies of the best edition; or .
(2) if the work 'is a sound recording, two complete phono-
records of the best edition, together with any printed or other
visually perceptible material published with such phonorécords.

Neither the deposit requirements of this subsection nor the acquisition

. provisions of subsection (e) are conditions of copyright protection.

(b} The required copies or phonorecords shall Ee deposited in the
Copyright Office for the use or disFosit.ion of the Library of Congress.
The Register of Copyrights shall, when requested by the depositor

and upon payment of the fee prescribed by section 708, issue a receipt -

for the deposit. : : )

{c) The Register of Copyrights may by regulation exempt any
categories of material from the deposit requirements of this section,
or require deposit of only one copy or phonorecord with respect to any
categories. Such regulations shail provide either for complete cxemp-

' E:ea‘%})’_ﬁon;

tion from the deposit requirements of this'section, or for alternative - '
forms of deposit aimed: at providing a satisfactory archival record of
a work withont imposing practical or financial hardships on the -

depositor. where the individual author is the owner of copyright in
a pictorial, graphic, or sculptural work and (i) less than five copies
of the work have been published, or (ii) the work has been published
in & limited edition consisting of numbered copies, the monetary value

of which would make the mandatory deposit of two copies of the best

edition. of the work burdensome, unfair, or unreasonable.

(d) At any time after publication of a work as provided by subsec- '

tion (a}, the Register of Copyrights may make written'demand for

the required deposit on any of the persons obligated to make the.

_deposit under subsection (a). Uniless deposit is made within three

months after the demand is received, the person or persons on whom

the dermand was made are liable— ‘ .
(1) to a fine of not more than $250 for each work; and :

Penalties.

(2) to pay into a specially designated fund in the Library of

Congress the total: retail price of the copies or phonorecords
“demanded, or, if no retail price has been fixed, the reasonable
cost of the Library of Congress of acquiring them: and -

(3) to pay a fine of $2.500, in addition to any fine or liability
imposed under clauses (1) and (2), if such person willfully or
repentedly fails or refuses to comply with such a demand.

(e} With respect to transmission programs that have been fixed and
transmitted to the public in the United States but have not been pub-
lished, the Rewister of Copyrights shall, after consulting with the
Librarian of Congress and other interested organizations and officials,

Regulstions.
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INTRODUCTION

The Copyright Act of 1976, Public Law 94-553 (90 Stat.,
2541), is a general. revision of the ‘copyright law, Title 17, United
States Code; it becomes fully effective od January 1, 1978. The
new law sup supersedes the Copyrzght Actrof 1909, as amended and is
the first extensxve revision ‘of the 1909 lasw,

Early in 1977 the Register of Copyrxghts established
in the Copyright Office a Revision Coordinating Committee, chaired
by the Register, to oversee the development and coordination of
plans for implemencation of the new law. The Committee recogn1zed
that an important part of this initial preparation was staff training
and it asked Marybeth Peters, Senior Attornev-Adv1ser, to plan,
organ1ze, and conduct all internal training ou the new law as well as
to coordinate all training activities outside of the Copyright-
Office. As a result of her successful execution of the first part of
this assigmment, 260 staff members, .in 15 sessions of one and one-half
hours each, completed an in:ensive study dE the new law; 125 other
staff members participated a "mini-course". Ms. Peters, who has a-
teaching as well as a legal background, prepared all instructional
‘materials and designed the format for both. the short- and Iong-term

coQurses.

Because Ms. Petérs' instruction was basic and her "lesson .
plans" comprehensive, -the Copyright Office received repeated requests
. for wider dissemination of her instructional materials. The Revision
Coord nat1ng Committee is respondxng to this demand by publishing
Ms. Paters' guide. This general guide to the Copyright Act of
1976 is not an official summary of the law. It does not attempt to
deal with all of the issues raised by the revxsxon 1eg1sla:10n nor
to provxde answers to legal questions. It is, hovever, an extensive
training tool, the text of which follows the language used by Ms.
Peters, with only a change in tense to avoxd an appearance of
obsolescence on Janvary 1, 1978

In developing the lectures and lesson plans, Ms. Peters
relied heavily on :he‘laﬁgUage of the law itself, the legislative
reports, and the various statements of the Register of Copyrights
to the Congress, i.e., the 1961 Report of the- Regls:er, 1965 Supplemental
Report, and the 1975 Second Supplemental Report. Copies of these
docuszants may be obtained by writing to the Copyright Office,”
Library of Congress, Washington, D.C. 20559, The fee for the
1961 Report of the Reg1scef is §.45 while the fee for the 1965
Supplementary Report is $1.00; there 15 no charge for the rest
-of the material.

: THE VIEWS EXPRESSED IN THIS DﬁCUHENT ARE THOSE OF ﬁS,
PETERS AND DO NOT NECESSARILY REFLECT THE OFFICIAL VIEWS OF EITHER
THE COPYRIGHT OFFICE OR THE LIBRARY OF CONGRESS.
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Introduction to

COPYRIGHT CLAUSES IN INDUSTRIAL RESEARCH AGREEMENTS

This paper is one unit in a series prepared by the sponsored

- program and patent offices at M,I,T. for use in their own professional
development program and in the workshop on intellectual property at the
1984 NCURA annual meeting. The NCURA Committee on Professional Development
is making it available to NCURA members who need a basic understanding of
intellectual property in connection with the negotiation and administration :
of sponsored research agreements.

Coples of this and other units in the series ﬁay be obtained from
NCURA Headquarters. '

“Other Guidance

This series is intended to provide university research
administrators with only an introduction to the basic concepts of
intellectual property. Those who require a more complete understanding of
the subject will wish to study other materials cited herein or developed
from time to time by such organizations as the Society of University Patent
Administrators, the Licensing Executives Society, the COGR Committee on
 Patents, Copyrights and Rights in Data, and the National Association of

College and University Attorneys.

User Feedback '

This material is intended to be self-improving, Users are,
therefore, invited to forward comments, suggestions and new materials for
" the next revision to:

Chairman, Committee on Professional Development

. National Council of University Research Administrators
One Dupont Circle, N.W., Suite 618

" Washington, D.C. . 20036

Copyright © 1984 Massachusetts Institute of Technology and .
o National Council of University Research Administrators






NCURA COPYRIGHT CLAUSES IN INDUSTRIAL RESEARCH AGREEMENTS
Introduction to
COPYRIGHT CLAUSES IN INDUSTRI_AL RESEARCH AGREEMENTS
Contents
1. UNIVERSITY .OWNERSHIP OF COPYRIGHTABt.E MATERIALS 4
2. LICENSING OPTIONS .5






'NCURA:’= : COPYRIGHT CLAUSES IN INDUSTRIAL RESEARCH AGREEMENTS

UNIVERSITY OWNERSHIP OF COPYRIGHTABLE MATERIALS

Most universities appear to have adopted the position that
copyrightable materials génerated in the course of sponsored research
projects should be owned by the university with some form of license rights
to the sponsor.

This may reflect concern over maintaining the integrity of the
author's work and ensuring control over the institution's academic
‘prerogatives with respect to publication and dissemination. It may alse
reflect the view that the copyright law is a vehicle for technology ' '
transfer, comparable 1n many respects to the patent law.

An institutional policy reflecting this philosophy is as follows-

"Introduction: University retains the ownership of, and
copyright in, all copyrightable materials first produced or composed
in the performance of University research agreements, except that a
sponisor is normally entitled to ownership of the physical embodiments
of all such materials which are stipulated in the contract as
deliverables, The sponsor is also normally entitled to a copyright
license in all such materials, as defined below.

, "University believes that by retaining such ownership it can
most effectively achieve the objectives of its copyright policy
which, in most respects, parallel the objectives of its patent -
policy. Thesé objectives include protecting the public interest,
providing recognition to authors and their department and/or labora-
tory, and supporting University education and research programs with
royalty income. Further, retention of copyright ownership by
‘University will help to minimize conflicts arising from prior or
‘concurrent Federal spbnsorship\pith*respect to rights in data,

"In addition, University believes that the retention of
copyright ownership will insure that the integrity of an author's
work is protected in a way that will be of maximum benefit to the
author University and the public at large."



NCURA ' COPYRIGHT CLAUSES IN INDUSTRIAL RESEARCH AGREEMENTS

LICENSING OPTIONS

Use of all materials for any purpose

Some universities will provide the research sponsor with a royalty-
' free, mon-exclusive license to use for any purpose all copyrightable
materials generated in the performance of the research The following
‘clause is representative- :

"CoEzrights. Title to and the right to determine the -

" disposition of any copyrights, or copyrightable materials, first .
produced or composed in-the performance of the research shall remain
with the university; provided, however, that the university shall
_grant the spomsor an irrevocable, royalty-free, nonexclusive license
to reproduce, translate, perform, and distribute for any purpose
whatsoever, all such copyrighted materials,”

As set forth above the basic clause would apply to software
(including computer data bases and supporting documentation) Some .
universities, however, exclude software from the operation of the clause,
particularly when the software is not a deliverable under the contract but
an incidental by-product or a tool used for the’ conduct of the research.

Use of software for sponsor. internal purposes only

Because of the technology transfer potential and commercial _
possibilities of computer-related materials,- some universities as noted
above, differentiate them from other copyrightable material, particularly
if they are not a deliverable but only a by-product. of the research, and
licengse them in a manner similar to patents.

Where this is the case, the Sponsor oould be granted the right to use
the material for its own internal purposes-only, and possibly for the use .
of 1ts subsidiaries.  As is the case with nonexclusive patent licenses to
sponsocrs, some universities will grant this right royalty-free, while
others believe that some royalty payment should be made.

The most likely situation in which a royalty would be sought is that
in which the sponsor is dominant in the market, so that the granting of a
royalty-free, non-exclusive license would preclude the university from
~licensing the work to others for any significant royalties.

Providing the sponsor with a license to copyrightable data bases,
software and documentation may be accomplished by adding a clause such as
the following to the basic copyright clause:

"...except, however that with respect to copyrightable comouter data
bases, software and docmentation, the university shall grant the
sponsor am irrevocable, royalty-free (or royalty-bearing),

5
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non-exclusive license to use, reproduce, translate, display and
perform such copyrightable materials for the internal purposes of the
sponsor and of the sponsor's subsidiaries, but not including the
right to sell, distribute or license the materials to others, either
independently or in conjunction with the sale of hardware or other
software.” o

As stated, the sponsor in this case would have the right to use the
'software in connection with product design, manufacturing processes, etc.,
but would not have the right to sell the software outright as a product,
‘license it to others, or use it as part of hardware or other software
products which it sells. The university, therefore, is free to license the
software out of its portfolio to:others for royalties. :

Non-exclusive iicenee to distribute and sublicenseu

In the previous section, we have discussed licensing the sponsor for
internal operations only and reserving the right to license third prties.

Some industrial Sponsors, however, ‘may wish to receive a licenae
which permits them to sell and to distribute the copyrighted material
either by itself or in conjunction with sponsor's hardware, and/or to
sublicense others for the same purposes, or to use the material in
consulting services normally offered to the public. Licenses for this type
of activity would be granted to the sponsor on terms and conditions,

j including reasonable royalty rates, to be negotiated -

It should be noted that the 1icensing of such materials on a
non-exclusive basis with the right to sublicense differs from patent .
licensing in which the right to sublicense is normally granted only in -
connection with exclusive licenses.

Where it is appropriate to grant the sponsor a royalty-bearing

" non-exclusive license to use copyrighted software and related materfal in

that part of its business offered to the public, or in conjunction with its

products, this may be accomplished by adding a clause such as the following_
to .the basic copyright clause:

'...except, however, that with reapect to : :
copyrightable data bases, software and documentetion, the university
'shall grant to the sponsor a non-exclusive, royalty-bearing right to
use, reproduce, translate, display, perform, distribute, sell and
sublicense commercially for any purposes whatsoever, such materials
at such royalty rates and upon such other terms and condition as may

_be. negotiated in good faith by the: parties. -

Exclusive 1icenses

Exclusive licenses to computer data bases, software, and documenta-
tion are less commonly granted to sponsors than exclusive licenses for
patents, and are more likely to be found where the university is.licensing
a software company to manage, maintain, distribute and sublicense its
software commercially, Under an exclusive license, due diligence require-
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ments, performance milestones, and minimum: annual royalties are likely to
be included in. the same manner as with exclusive patent licenses. :

Derivative works

In Unit 6 of this series we reviewed the subject matter of
copyrights, including Section 103 of the Copyright Act which deals with
compilations and derivative works.-

The right to prepare derivative'works is one of the copyright owner's
basic rights under the Act and may be specifically conveyed if the
university wishes, It greatly enhances the value of the license right
granted to the sponsor by allowing the sponsor to write new software based
on the original work which is the subject of the license.

Permitting a spomsor to prepare derivative'works to software licensed
only for internal operations is of some value and is often included in the
sponsor's licensing rights. It is of greatest value, however, to a sponsor
that wishes to adapt software for a particular piece of equipment which it
manufactures or sells, or to a sponsor that is in the business of enhancing
basic software so that it may be’ used by a broader customer base.

Since'the”Writingsof.derivative“works may dilute the value ‘and
integrity of the original wotrk, ‘the university may wish to give'careful
consideration before granting this right to the spomnsor and appropriately
reflect it in the license fee or royalty rates established

In the clauses cited in the previous two sections, the right to '

prepare derivative works can be granted by adding the- following phrase to
- the list of rights granted: E . : .

"...including the:right to prepare derivative works,"

Option'agreements

The.copyright clauses cited above refer simply to the granting of a
license, or to the granting of a license at reasonable royalties and omn
terms to be negotiated This is also common'in patent clauses.

Some sponsors will wish however ~to  know in more detail what the.
rates and terms may be. In some cases they may ask to review a standard
university copyright licensing agreement, which may satisfy such sponsors
without the need for further contractual. language to specify rates and
terms. In some cases, as in patents, they may wish the principal terms of
the software license to be defined in the contract, P

Another approach in use at a few universities is to. actually
negotiate an option to acquire a license and sign the option agreement at
the same time as the research contract; ' The option agreement spells out
the nature of the option right and license, and the terms and conditions
which will apply, to the extent that i3 feasible prior to identifying the
copyrightable material. Where this approach is used, the following clause

7
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is typical and the option agreement would cover the specifics:

"Copyright. (a) Copyright in materials, including computer
software, created or fixed in a tangible medium of expression

during the performance of the work funded under this Agreement
shall vest in the University. To the extent that the University
has the legal right to do so, University shall grant sponsor an
option to license the materials on reasonable terms and
conditions, including reasonable royalties, as the parties shall

mutually agree in writing."

Some universities which treat research contracts as public documents
except for business details, such as royalty-rates, prefer to cover such
details in a separate option agreement. :
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Introduction to

UNIVERSITY COPYRIGHT POLICIES

This paper is ome unit in a serles prepared by the sponsored
program and patent offices at M.I.T. for use in their own professional
development program and in the workshop on intellectual property at the
1984 NCURA annual meeting. The NCURA Committee on Professional Development
is making it available to NCURA members who need a basic understanding of
intellectual property in connection with the negotiation and administration
of sponsored research agreements. -

. Coples of this and other units in the series may be obtained from
NCURA Headquarters.

Other Guidance

: This series is intended to provide university research
administrators with only an introduction to the basic. concepts of
intellectual property. Those who require a more complete understanding of-
the subject will wish to study other materials cited herein or developed
from time to time by such organizations as the Society of University Patent
Administrators, the Licensing Executives Society, the COGR Committee on
Patents, Copyrights and Rights in Data, and the National Associatiom of
- College and University Attorneys.

User ?eedhack

This material is intended to be self-improving. Users are,
therefore, invited to forward comments, auggestions and new materials for
_the next revision to:

Chairman, Committee on Professional Development
National Council of University Research Administrators
One Dupont Circle, N.W., Suite 618

Waghington, D.C. 20036

Copyright.() 1984 Massachusetts Institute of Technology and
National Council of University Research Administrators
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| GUIDELINES FOR DEVELOPING COPYRIGHT POLICIES .

"Copyrights at Colleges and Universities," a chapter from the NACUBO
Administrative Services, which is reproduced hereafter, was prepared by the
Subcommittee on Patents, Copyrights, and Rights in Data of the NACUBO
‘Council on Governmental Relations and Revised in 1980 to reflect the
Copyright Revision Act of 1976, Its purpose is to assist colleges and
universities in developing policiea and procedures on copyrights.

The Guide suggests that in developing its copyright policies, an
‘institution consider:

1. Definitton of copyrightable materials,
2, Statement of polidf concerning disposition

of righta to copyrightable materials within
the framework of the following suggested

categories:
a. Indifi&ual Effort (1nc1uding
fnstitution-assisted)
b. Institutibn-Supporteﬂ Efforts
¢. ) Sponsor-Supported Efforts.
3. Determination of équities, i.e., incume.re-

sulting from royalties or assignment of copy-
righted materials in terms of the cstegoriel
in 2. above.

‘4,  Copyright Administration. '

In order to illustrate the manner in which these elements have been
reflected in university policiesa, we have reproduced those of Stanford
University and MIT in this part They have been selected solely because
they illustrate differences in approach which are useful for purposes of
comparison,

The Stanford University policy is a particularly broad and
comprehensive one in that it not only deals with both research and
instructional activities, but also addresses the principal features of the
Copyright Act and copyright terms, contains guidelines for the application
of the law and of Stanford policy to specific situations and types of
materials, and provides a fairly complete statement of administrative
considerations., It is, in effect, not only a statement of policy and
procedure but also an educational document,
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The MIT statement, on the other hand, is more narrowly drawn. It
focuses primarily on disposition of rights in terms of the source of
support and spells out its royalty sharing policy. (Discussion of the
copyright law as such, its relation to instructional activities, and its
implementation is contained in separate MIT memoranda and regulations
distributed shortly after the copyright revisions of 1976.
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| _C_opyri_ghts' at C_o:lle_g'es and Universities

T hie expandmg use of new and developing
media in the teachmg-learnmg processes has
involved colleges and universities in a broad, com-
plex spectrum of copyright issues. However, many
institutions do not have adequate statements of
copyright policies and procedures. The academic
: commumty traditionally has been most protective
“of the rights of authors’ literary, dramatic,
‘musical, artistic, and other intellectual works.
When these works are original and presented by
the author in a tangible’ medium of expression,
" they are protected by copyrights.

. In addition to these traditional works, colleges
and universities are increasingly concerned with
“'the use of new media that generate or draw on a
wide variety of materials that may be protected by
copyright. These include films, television pro-
grams, cassettes. programmed learnmg materials,
computer-assisted instruction, and computer pro-
" grams. The generation of such materials is often a
joint enterprise involving the ideas and talents of
individual faculty members, the use of institu-
tional facilities and equipment, and in many in-
stances financial support from the institution or
an outside sponsor. As both a geneérator and a user
of these copyrightable materials, a college or
university may face problems focusing on issues
such as academic freedom, faculty rights, faculty
accountability, release time, teaching credit, spon-
sor requirements, and the determination of rights
to copyrlghtable materials. The income from
royaittes for some copyrightable matertals can be
significant. '

The sponsor supporting a program that
generates copyrightable material may stipulate
specific conditions with respect to copyrights and
royalty income. The U.S. Office of Education, in

' Copyright <) 1980 NACUBO

outlining its copyright policies in Copyright Pro-
gram Information, 1971, made the following state-
ment: ‘‘Universities particularly should éstablish
written policies setting' forth the respective rights of
the university and its staff members in anticipated
copyright royalties."’

New curriculums and course matertals are being
developed continually for use with new media for
communications and learning. Colleges and univer=
sities will be confronted with increasingly complex’
problems refating to copyrights and royalties on
these materials. To protect the rights of the in-
dividual and the mstnunon it is important that col-
leges ‘and universities develop well-conceived
policies and procedures togovern thedetermination

of rlghts to copyrlghtable materials.
- COPYRIGHT CONSIDERATIONS

Scope of the Copynght "
Statutory copynght is based on laws enacted by

Congress. The U.S. Constitution gives Congress

the power to enact laws refating to copyrights, Ar-
ticle 1, Section 8, states, “Congress shall have
power. . .to promote ‘the progress of science and
the useft_tl arts, by securing for limited times to
authdrs and inventors the exclusive right to their
respective writings and discoveries.”’ Under this
power, Congress has enacted various laws relating
to copyrights, the most recent being the Copyright
Revision Act of 1976, P.L. 94-553, effectwe
January 1, 1978.

Under current copyright laws, a work must be
original and fixed in a tangible mediumn of expres-
sion to be copyrightable; it is not necessary that
the work be novel, as is the case with an invention.
The copyright is applied to the form of expression
rather than to its subject matter. A description of

FEBRUARY 1980
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a machine could be copyrighted as a writing, but
this would only prevent others from copying the
description; it would not prevent others from
writing their own descriptions or from making and
using the machine.

Copyright Transfer

A copyright may be assigned, transferred,
_limited, or licensed by a written agréeement signed
by the author or the owner of the copyright.
Unless specified in the agreement, transfer of a
' manuscnpt or a material object does not transfer
the underlying rights to the manuscript. Similarly,
- transfer of ownership Of a copyrighted work does
- not convey any rights i in the material object.

Copynght Registration

Copyright protection can be clalmed by the
author or those authorized by him or her to assert
this right. Works produced by an individual
employed specifically for their production are nor-

-mally copyrightable by the employer as a “‘work
made for hire’” and.not by the author-employee.
_ A copyright is registered by submitting an applica-
. tion for registration to the Copyright Office in the
‘Library of Congress. Registration is a prerequisite
to bringing an action for copyright infringement
and may be done at any time during the term of
copyright, but registration is not a condition of
- copyright protection. Copyright registration is ob-
tained by delivering to the Copyright Office (1) the
deposit copy or copies of the work, as required by
the type of copyright protection sought, (2) an ap-
plication in the form prescnbed ‘and (3) a small
"fee. The Copyright Office receives the application
and on finding that the material is copyrightable
‘registers the claim and issues to the applicant a
“certificate of | registration. Copies that are
deposited without an applncatlon and registration
fee will satisfy only the deposit requirements for
" the Library of Congress. Forms for registering
copyrightable material of several media may be
obtained from: Register of Copyrights, U.S:
Copyright Office, Washington, D.C. 20559. ~
The revised copyright law (Public Law 94-553,
October 19, 1976) provides protection to both
published and unpubiished works of authors
without regard to national origia, théreby preemp-
ting common law state copyright.

Y

Rights of Capyright Owner

The right of copyright arises when the author
fixes his or her original work in any tangible
medium of expression. While notice is still re-
quired for published works, it is no longer a prere-

. quisite to obtaining protection. The owner of a

copyright has the right of reproduction, deriva-
tion, distribution, performance, and public
display.

The 1976 act provides broad guidelines for

. determining whether or not the rights of a

copyright owner are subject to fair use, which per-
mits limited use and reproduction for certain pur-
poses. The guidelines of the Congressional Con-
ference Committee should be consulted for
specific examples of minimum fair-use copying.

‘The owner of a copyrighted sound recordmg
has the exclusive right to reproduce it, to prepare -
derivative works, and to distribute it. This ex-
clusivity does not extend to the right to perform
the work publicly; pending legislation may pro-
vide this right. The new act incorporates the 1972
law on sound recordings including the copyright
symbol B).

“There is no renewal feature wherein the
copyright reverts to either the author or specified
beneficiaries, except for those works already in
their first term prior to January 1, 1978, After that
date, the author or heirs may terminate a transfer

made other than by wilt after 35 years from the

date of the grant by serving written notice within a
five-year period thereafter. If the grant covers the
right of publication, termination may be effected
35 years from the date of publication or 40 years
from the date of the grant, whichever is shorter.
Such termination may be effected notwithstand-

ing any agreement to the contrary; the copyright is

divisible and each separate right has the right of
termination. If not so terminated, the grant of
copyright continues in effect for the term of the
copyright. _

Works made for hire and derlvat:ve works have
no termination rights. Derivative works may con-
tinue to be used but no new derivative work may
be prepared after termination. _
 Sole or Joint Copyright Ownership. Copyright
ownership may be sole or joint; the intention of
the authors determines this. Unless the intention is
to create a unitary whole into which two or more
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authors merge their contributions, the works of
more than one author form a collective work, If
there is no express written agreement, the owner
of a copyright in a collective work has rights
limited to the material contributed by the author
of such work and the privilege of reproducing and
distributing the contribution of other authors as
part of the particular collective work or revision of
that work. In the case of a “work for hire,"” which
is defined as a work prepared by an employee
within: the scope of his or her employment or a
commissioned work, the employer is the original
author or owner unless the parties have agreed
otherwise in a written statement.

Duration af Copvright

The duration of copyright is as follows: Works
created on or after January 1, 1978, exist from
creation and have a duration of life of the author
plus 50 years. If there are joint authors, then dura-

tion is for life of the last surviving author plus 50

years. In the case of anonymous works or works
made for hire, the term is 75 years from the year

of first publication, or 100 years from creanon ‘

whichever is shorter

_In the case of works already under_ _sté(utory
~ protection, the term is 28 years plus 47 years, for a
total of 75 years. Works in their first copyright
term must be renewed in the 28th year. However,
if the copyright was renewed between December
31, 1976 and December 31, 1977, the term is

- automatically extended for a total lerni of 75

years.

Works created prior to January I 1978 bu( not
_.prew_ously published-or copyrighted-have been ac-
~ corded protection under the Copyright Act unless
they are already in the public domain. A minimum
‘duration of copyright is 25.years even though the

same criteria (the life of the author plus 50 years,

ete. ) app!»

Although a published copynghted work sull re-
quires notice, the placement of the notice has been
liberalized so that the manner and location wiil be
considered appropriate if they are within
reasonable view. In addition, omission of the
copyright notice or error in or omission of name
or date may be corrected within certain time
limits.

Infringement of Copyr:ghr

Only the Iegal or beneficial owner of the
copyright has the'right to institute an action for in-
fringement. (Recordation of transfer is.a prere-
quisite to bringing an  infringement - suit.)
Remedies available include injunctions against
further use; impoundment or destruction of
material, damages and profits; and imposition of
statutory damages in lieu of actual damages and
profits. In the case of a civil suit for recovery. of
damages for willful infringement, damages of up
to $50,000 may be awarded. Damage for infringe-
ment may be reduced to $100 in cases where an
employee of a nonprofit educational institution or
library is involved and where there is no reason to
believe there would be copyright infringement.
Where the offense of criminal infringement or
private gain is proven, fines up to $50,000 and im-~

prisonment for not more than two years for subse-:
quent offenses may be imposed by the court.”
Fraudulent copies together with all usable plates, -
etc. -are seized by ‘and forfeued to the United
States. :

Compulsory Licensing

~ Chapter 8 of the new act creates the indépend--
ent Copyright Royalty Tribunal, which is respon-
sible for determining a fair and reasonable royaity
where compulsory licensing is required. Such

. areas are noncommercial transmissions of

published musical and graphic works by public
broadcasters, performances of c'opyrighted music
by jukeboxes and transmmlom of cable lelew-
sion.

MATERIALS SUBIECT To COPYRIGHT

The following types of material, published or

unpublished, may be subject 1o copyright:

1. Any written works, including books, journal
articles, text, glossaries, bibliographies, study
guides, laboratory manuals, syliabuses, tests,

- proposals. S

2 Leclures, musn:al or dramatic composmons
and unpubhshed seripts.

3. Films, filmstrips, charts, lranqparencres, and
other visual aids.

4. Video and audio tapes and cassettes. -
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Live video or audio broadcasts.
. Pfogrammed instruction materials.
. Computer programs.
Pantomimes and choreographic works.
‘Pictorial, graphic, and sculptural works
10. Sound recordings.
11 Other materials. .
A}though copyright law does not specmcally

'.“'=9=>'~'4°~51~

mention computer programs, the U.S. Copyright

Office has recognized since 1964 that computer
programs are copyrightable, and numerous pro-
grams have been copyrighted. The National Com-
mission on New Technological Use of
Copynghted Works recommended in 1978 that
such recognluon be continued.

COPYRIGHT POLICY AND PROCEDURES

Colleges and universities recognize and en-
courage the publication of scholarly works as an

inherent part of -the educational mission. They"

also acknowledge the privilege of college or
university personnel (faculty, staff, and students)
to prepare, through individual initiative, articles,
pamphlets, and books that -are copyrighted and
that may generate royalty income for the author.
The variety and number of copyrightable
materials that may be created in a college or
university community have increased sngmflcantly
in recent years as have the author-institution-
sponsor relationships under which such materials
are produced. Many institutions have well- defined
patent policies and procedures, but few have ade-
quate formal policies governing copynghts

In setting copyright policy and procedures, an
institution should consider the following:

1. Statement of institutional copyright. policy.

Definition of copyrightable materials:
. Determination of rights.
Determination of equities.
. Copyright administration.

Most colleges and universities will find that
copyrightable materials pose different policy and
" procedure problems than inventions do, so that
separate policies and procedures should normally
be adopted for copyrights and for patents.
Policies . and - procedures developed for
copyrightable materials should be consistent with

4

or complementary to -established institutional
practices concerning inventions. Care should be
taken to-coordinate the copyright and publication
requirements and patent requirements that may
have been pre\uously issued by the  sponsoring
agencies. : :

Sra_tem'erit of :Ir_:St.it_u.tt'ondl Copyright Policy
An institution seeking to clarify its position on

the rights to and disposition of copyrightable
material should develop a statement of copyright

policy. This statement should be broad and it

should be brief. Administrative procedures should
be separate from the policy statement. The follow-
ing topics may be included in the statement:

1. .Recognition of the rights of college or
university personnel (faculty, staff, and students), -
on their own individual initiative, to write or
otherwise genérate .copyrightable materials to-
which they have the sole nghts of ownership and -
disposition.

2. Disposition’ of rlghts to - those materials
generated as a result of assigned institutional
duties or with support from a third-party sponsor.

3. Definition of royalty-sharing.

4. Description of the administrative body
responsible for interpretation and administration
of the copyright policy.

Definition of Copyrightable Materials

To guide faculty, staff, and students, an institu-
tion should define the types of copyrightable
material covered by the copyright policy and inter-
pret the provisions that apply to certain kinds of
copyrightable materials. A ‘list of types of
matenais is presented on page 3. :

De!ermmanon of R:ghts

To determine the disposition of rights to
copyrightable materials developed by college or
university personnel, materials may be assessed
within - the framework of the followmg four
categories:

Individual Effort. Rights' to copyrightable
material generated as a result of individual in-
itiative, not as a specific college or university
assignment and with only incidental use of the in-
stitution’s facilities or resources, reside wnth the
author.
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Institution-Assisted Individual Effort. Where
the college or university provides.partial support

of an individual effort resulting in copyrightable

material by contributing significant faculty time,
facilities, or institutional resources, it |is
reasonable to consider joint rights to ownership
and disposition of these materials and a sharing of
royalty income. A written agreement ‘of joint
ownership should be required. Some colleges or
universities may find it desirable to merge this
category ‘with that of “Individual Effoft,”
described above.

-Institution-Supported Efforts. Ownership of
copyrightable material specifically developed as a
result of a written assigned college or university
duty may reside with the institution, although
sharing royalty income with the author may be ap-
propriate in certain mstances

Sponsar—Supported Efforrs. Th'e'grant or con- -

tract” under which copyrightable materials are
generated may specify provisions for the disposi-
tion of rights in these materials. These provisions
should be determined at the time the agreement is
negotiated. Persons who produce copyrightable
materials under sponsor-supported projects
should clearly understand their rights and obliga-
tions and, if so indicated, their agreement should
be obtained before the institution enters into the
contract or grant. Similarly, these persons should
be aware of the appropriate terms and conditions
before the work starts. Generally, the agreement
between the sponsor and the institution will vest ti-
tle to copyrightable materials in the college or
_university, with the sponsor retaining a royalty-
free license for the sponsor’s use. In other cir-
cumstances, the agreement may specify that the
materials be placed in the public' domain. (Such a
requirement is normaily undesirable from the
standpoint of both the institution and the author.)
Or the agreement may assign all rights to the in-
stitution, or may allow the sponsor to retain all
rights. Even in ‘exceptional situations, where the
sponsor retains all rights, sharing of royalty in-
- come between the sponsor and the institution may
be appropriate, particularly when' the project in-
. volves institutional cost sharing. Thus, the nature
and extent of the institution’s ownership interest
in' copyrighted materials that are generated

2:6:3

through sponsored programs are subject to

policies and regulations of the sponsor.

The author, institution, and sponsor are often
requested to' relinquish rights to copyrighted ar-
ticles -submitted to scholarly and professional
journais, many of which are copyrighted. Ad-
vance. arrangements should be made with the

publisher if the author, institution, or sponsor is
to retain title or other rights to copynght of the
material. . i

It is desirable to define in advance the dlsposn-
tion of rights to copyrightable materials generated
through institution- or sponsor-supported efforts.:
The disposition -of rights to materials developed
through individual efforts partially assisted by an
institution may prove more.difficult to determine,
pamculariy in advance,.

Determmatmn. of Equities

" The nature and extent of participation in in--
come resulting from royalties or assignment of
copyrighted materials can‘’be determined by
following the four categones of ownership
described earlier.

Individual Effort and Ins itution-Assisted In-
dividual Effort. Income derlved from materials
resulting from the mdlwdual initiative of college
or university personnel should accrue to the
author alone, However, when these individual ef-
forts are significantly assisted by the use of institu-
tional facilities or resources, the institution and
the author may snpulate some degree of income
sharing.

Insmutton-Supporred Efforts.. Where copy-
righted ‘materials are generated by a specific,
assigned -institutional duty, institutional policy
may specify the college or university as sole reci-
pient of the derived income. Many institutions
have a royalty-sharing policy on patents, so an in-
stitution may similarly adopt a policy that pro-
vides for the ¢rediting of part or all of the royalty
from copyrightable materials to authors and
academic departments. In some instances the in-
stitution may elect to grant or return copyrights to
the author, even though the institution commis-
sioned the work that generated the copyrightable
materials. . -

Sponsor-Supported Efforts. If the development
of the copyrighted materials-is supported by a

5
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sponsor, the college or university and the author
must adhere to the conditions of the grant.or con-
tract. Income derived from copyrighted materials
is handled in accordance with institutional policies
unless special contractual or grant requirements
prevail. In cases where the sponsor requires the
return of part of the income derived from sales of
sponsor-supported materials that are copyrighted,
institutional cost sharing should be considered
together with other factors in determining the
distribution of such rovyalty income. If thé institu-
tion receives all or part of the income derived from
the sale of such sponsor-supported materials, this
income normally would be handled in accordance
with established institutional policies - unless

- special sponsor requirements prevail.

In determining -institutional policy on the
disposition of royalty income, it may be desirable
to consider identifying a portion of the derived in-
come as a reserve to defray costs of future revi-
sions or to implement the adoption of the
copyrighted materials. ' _

It is imperative that the disposition of
copyrights and the royalty income aspects of
institution- or sponsor-supported projects leading
to copyrightable materials be  examined
thoroughly at the outset of the project and that a
clear and mutually satisfactory written
understanding be reached among the author, col-

. lege or university, and sponsor.

Copyright Administration |
It is beneficial for a college or university to
develop. well-defined and codified procedures for

., the -governance .of copyrightable materials

developed by its personnel. The president of the
university,. or.. more - generally . some . other ap-

propriately ‘desighated. authority, has the ultimate

responsibility for decisions on copyright matters.
It is usually advantageous to délegate responsibili-
ty and authority on copyright matters to an ap-
propriate administrator, such as the institution’s

legal counsel, a vice president for research, the

dean of the faculty, or another administrator. The
statement of policies and procedures should define

“clearly the responsibilities and authority of the

college or university. copyright - administrator.
These duties. may include providing assistance,
guidance in obtaining a publisher, and other

6

related services on copynght matters to the: mstntu-
tion’s personnel.

Adopted procedu'res should provide for the
copyright administrator, the author, and other
concerned parties to arrive at a mutually accep-
table copyright agreement within the provisions of
the institution’s policy. One mechanism for
negotiation of copyright matters is to use a three-
member panel consisting of the author or the
author’s representative, the institution’s copyright
officer, and a third member agreed on by the first
two. Alternatively, a copyright advisory commit-
tee may prove helpful in evaluating ownership,
disposition, and distribution of royalty income
relating to co;:ynghtable materials. Whatever the
procedure for administering copyright matters,
there should be specific provisions for appeal.

College or university procedures may provide -
for prior review of all programs expected to -
generate copyrightable materials with full or
significant partial support by the university or a
sponsor in order that an advance determination

- ¢an be made concerning rights, disposition, and

income distribution. This review is normally ac-
complished by the intended authors, the copyright
officer, and any others designated by institutional
policy. A mutually acceptable advance agreement
covering the determination of rights, disposition,
and income distribution may be an important part
of the project file for those projects producing
copyrightable materials with partlal or total sup-
port by the institution or by a sponsor. The ad-
vance agreement . may be revised . as the project
progresses.

Alternatively, an instimtion mﬁy request an an-
nual report from faculty and staff on all

-copyrightable material generated during the

reporting period. Those materials developed with
partial or full institutional or sponsor support
should be rewewed by the copyright officer and by
others desngnated by college or university pro-
cedures to make recommendations on the disposi-
tion of rights to copynghtabie materlal and in-
come participation, ,

If an institution adopts speClﬁc policies and
procedures relative to'the rights, disposition, and
income distribution relating to- copyrightable
materials, it may be desirable to incorporate
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reference to these provisions in employment con-
tracts where appropriate.

Faculty and staff should be encouraged to par-
ticipate in formulating institutional copyright
policies and procedures. Faculty and staff can also
be involved in the governance of copyright matters
to insure that policies and procedures are
equitable and workable. The nature and extent of
student participation in copynght policies and

* procedures may vary with the institution and its

policy on copyrightable material generated by

- students.

In designing and lmplementmg mstltutlonal
policies and procedures for copyrightable
materials, care must be taken to protect the in-
itiative and rights of individual authors. Similarly,
consideration should be given to copyrightable

work that is the result of a group effort. These

policies and procedures should reasonably insure
the requisite control and accountability by the
university for resources allocated to partial or full
support of university personnet engaged in pro-
ducing copyrightable materials.
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- Copyrightable Méteria:l_s and Other Intellectual Prbp_ertjr

This Guide Memo describes Stanford pohc:es aud associated admmlstratwe procedures ror copyrlght
able ma.:er:als and other intellectual property. Its objectives are:

» To enable the Umvers:by to foster the rree and creat.we expressnon :md excha.nge of’ ldeas and
comment,

» To preserve t.ra.dir.iona.l Umversit,y prachces and privileges w:th respect, t.o the pubilcatlon of
scholarly works; .

* To establish principles and procedures for sharmg income derlved rrom copyrlghtable materlat
produced at the University; and o :

» To protect the University’s assets and imprimat.ur
Section headmgs ror this Guide Memo a.re

" COPYRIGHT POLICY .
ADMINISTRATION OF POLICY
OTHER INTELLECTUAL PROPERTY
TANGIBLE RESEARCH PROPERTY
EXPLANAT!ON OF TERMS

R oo

1. COPYRIGHT POLICY

a. General Pohcy Statement — Copyright is the ownershlp and control or the intellectua!
property in original works of authorship which is subject to copyright law. It is the policy
of the University that all rights in copyright shall remain with the creator unless the work
is a work for hire (and copyright vests in the University under copyright law), is supported
by a direct allocation of funds through the University for the pursuit of a specific project, is
commissioned by the University, or Is otherwise subject to contractual obligations.

b. Books, Articles, and Similar Works — In keeping with tradition, the University does
not claim ownership of books, articles, and similar works, the intended purpose of which is to
disseminate the results of academic research or scholarly study. Sich works inctude those of
students created in the course of their education, such as dissertations, papers and articles.
Similarly, the University claims no ownership of popular nonfiction, novels, poems, musical

"~ compositions, or other works of artistic imagination which are not institutional works. If
title to copyright in works deflned within this section 1.b. vests in the University by law, the
University will, upon request and to the extent consistent with its legal obligations, convey
copyright to the creators of such works.

c. Institutional Works — The University shall retain ownership of works created as institu-
tional rather than personal efforts — that is, works created for University purposes in the
course of the creator's employment. For instance, work assigned to staff programumers is
“work for hire™ as defined by law (regardless of whether the work is in the course of spon-
sored research, unsponsored research, or non-research activities), as is software developed at
the Center for Information Technology or Research Libraries Group, and the University owns
all rights, intellectual and financial, in such works. ‘ : '
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Scholarly Projects Speelﬁcally Funded by Sponsored Agreements or Other Um-
versity Funds — All individuals w ho participate in spohsoréd agreements or other research
or scholarly projects specifically supported by University funds must sign an Agreement with
the University (Formnz SU-18, as amended) under which copyrightable works resulting from

~such projects are assigned to the Un'tverait\ except as provided under paragraph b. above.

Subject to seéctions b. and ¢. above and g. below, and to the provisions of the Agreement.,
rovalty income recelwd bv the Umwrsnv. for such works will normnllv bs distributed in
accordance with University policy (see section 2.h.iii. elow) C‘opyrightable works muy also
be subject to the University's policies on Tangible Research Property (see’ Guide Memo 77).

Commissioned Works of Non-employees — Under the Copyright Act. commissioned
works of non-e¢mployees are owned by the creator and not by the comm:suoni'ng party. unless
there is a written agreement to the contrary. Unl\'ersaty personnel must, therefore, generally
require contractars to dgree in writing that ownership is asszgned to the Umversnty

Exnmplea or works which the University mdy commlssion non-employees to prepare are'

Imstrations or designs

-~ Artistic works

_Archnectural or: engineerlng drawmgs

- Forewords and introductions -
Computer software :
‘Reports by consulbants or subcont.ract,ors

'Videotapmg and Rela.ted Classroom Teehnology —_ Any videotaping. broadcasting, or

televising of classroom, laboratory, or other instruction, and any associated use of computers,

‘must be approved in advance by the cognizant academic dean (or, in the case of SLAC, by

the Director), who shall determine the conditions under which such activity may occur and,

in conjunction with the Vice Provost and Dean for Graduate Studies and Research, resolve

quest.ions of ownershlp. dlstributlon and policy

' Contractual Obhgatnons of the Unwersnty — The University in all events shall have

the right to perform its obligations wlth Tespect to copyrighta.ble works, data, prototypes
and other intellectual property’ under ‘any contract, grant, or other a.rrangemem. with third
parties. includmg sponsored resea.rch agreement.s ticense agreements a.nd the like.

NOTE; Unlversny resources are. to be used so!ely for Unlversit.y purposes and not ror personal

- gain or personal commerclal advantage, nor for any other non-University purpose_s

i i |

ADMNISTRATION OF POLICY -

Determmaﬂons of Ownershlp and Pohcy in Unclea.r Cues —_ Quest.lons of ownership
or other matters pertalnlng to materials covered by this Guide Memo shall be resolved by the

_cognizant vice president or designee in consultation with the Sponsored Projects Office and

the .General Counsel's Office. The Vice Provost and Dean of Graduate Studies and Research
is the designee of the Provost, who is the cognizant vice pres!dent. for ail Unlversity research,

scholarshlp and education.

-L:eensi_n_g and Income Sharing —

i, Licensing ~~ Computer databases, software and firmware, and other copyrightable

works owned by the Uglversity, are Ticensed through its Office of Technology Licensing.
- Exceptions to this procedure must be approve:t ln advance by the Vice Provost. and Dean
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c.

ot Gradua.te Studles and Research

Propnetary Protection — The Omce ol’ Technology Llcensmg seeks the mos
effective means of technology transrer for public use and benefit. To that end, the
" Director will determine whether to apply for patent protection in addition to or instead
of copyright with respect to part:cula.r sortware. firmware or other computer~related
' copyrlghtable ma.teria,ls owned by or a.ssigned to the Umverslty

-

i, Roya.lty Dlstnbutlon —_— ll' patent protectlon is bemg sought, distnbution of royalties
' will be handled in accordance with the Universmy s Patent Polrcy {Guide Memo 75). It
copyrlght protection alone is claimed, royalties will normally be allocated in a similar
manner, with the “inventor’s share” a.llo_cated among individuals identifled by the

" Director “of the Office of Technology Licensing, in consultation with the principal
‘investigator (or department head if not under a sponsored agreement), based on their
-relative contributions to the work. The Director may, after consultation, conchide that

any royalty distribution to individuals would be impracticable or inequitable, however

(tor example, when the copyrightable material has heen developed as 3 lahoratory
project, or where individual royaity distribution could distort academic priorities). In
such cases, the “inventor's share™ may be allocated to a research or educational account

in the laboratory where the copyrightable material was developed. Such determinatién

will be made on a case-by-case basis by the Director of the Office of Technotogy
‘Licensing after consiltation with the pnnelpal investigator or department head, and is

g subjert to the approval of the Vice Provost a.nd Dean of Gradna.te Studles and Research

w; Ass:gnments —_— No assignment license or other agreement. may be entered with
respect to copynghted works owned by the Unn'ersity etcept by an official specifically
a.uthorized to do 0. - : — .

Questlons regarding iicensmg and roya.lty-sharmg should be a.ddressed to the Omce of
: ,_Technology Llcensmg e - . .

"Use of the Umverslty Name in Copyr:ght Notlces —_— u copyrightable materia.ls are

published without 2 copyright notice, the copyright may be lost and the work may enter the
public domain. The following notlce on Umversnty-owned ma.teria.!s will protect the copyr:ght

C'opyrlght ® [yeu] Thc Board of Tmltul of Tho Lelmd Stnnford Junlor Unlvcrolty. All R!ghte
Reserved. :

No other insti_tutional'or departmental name is to he used in the copyright notice, although
the name and address of the department to which readers can direct inquiries may be listed
beiow: the copyright fotice. The date in the notice should be the year in which the work Is

e ‘ﬂrst publlshed i e, distributed to the public or a.ny slzea.ble audience

_Additiona.lly, works should be registered with the Umted Sta.tes Copyright Office uslng its
. officiai forms. Forms may be obtained from the General Counsel’s Office, to- whlch questlons

concerning copyright notices and reglstration also may be addressed.

Copyright Agreements — The University may require faculty; staff; students, visiting
scholars and/or other. research partlcipa.nts to sign agreements implementing this Guide

B f Memo as 3 conditlon of employment or as a conditlon of participation In a sponsored project,

or as may be necessary to comply with the terms of grants or contracts or to establish record
title in the University (see section 1.e. above).
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3.

e. Copying of Works Owned by Others — Members of the University community are
cautioned to observe the rights of other copyright owners. Contact the General ‘Counsel’s
Office for University policies pertaining to copying for classroom use. Policies regarding
‘copying for library purposes may be obtained from the Office of the Director of Libraries.
Questions should be addressed to the General Couns'el's Office,

f. Sponsored Agreements — Contracts a.nd grants frequently conta.in complex provisions
relating to copyright, rights in data, royaltles, publication and various categoms of material
including proprietary data, computer software, licenses, etc. Questions regarding the specific
terms and conditions of individual contracts and grants, or regarding rules, regulations and
statutes applicable to the irarious government agencies, should be addressed to the Patent and

- Copyright Affairs group in the University's Sponsored Projects Office.

g. General Advice and Assistance — The Assoclate Director for Intellectual Proper&y
Administration in the Sponsored Projects Office, the Director of Technology Licensing, and
staff counsel in the General Counsel's Office are available to advise on questions arising under
this Guide Memo, and to assist with the negotiation and lnterpretation of the provisions of
proposed formal agreements with t.hird parties. :

OTHER INTELLEGTUAL PROPERTY

“'a. Trade and Service Msrks —  Trade or service marks relating to goods or services

distributed b}' the University shall be owned by the University. Examp!es include names and
symbols used in conjunction with computer programs or Unlvers:t.y aet.ivitles and events.

Consult, the Office of Technology Liceusing ror lnformation about. regiatra.tion. protection,
. and use of marks

. 'b. Patents -— See Gulde Memo 75.

c. Proprnetary Information — Proprietary informaiibn arising out of University work

© (e.g., software developed at the Center for Information Technology} shall be ov.ned by the
- Umversmy : : :

- -NGTE: All research lmolvmg proprietary mformation Is subject to the Unlversitys Policy
Guidelines on Secrecy in Reaearch adopted by the Academic Senate and reprmted in Lhe
:Facult) Handbook. '

-TANGIBLE RESEARCH PROPERTY

See Gttide Memo 77, The l'ﬁiVersit.y encourage_s the prompt and open exchange, . for others’
scientific nse, of software and firtnware resulting from re=earch A Software Distribution Center
has been established by the Office of Technology Licensing as a merhannm to dlst.ribut.e computer

 software efliciently to the I.srgest. number of potentiai users.

' EXPLA.NATION OF TERMS

a. Copyrlght —

i. Copyrightable Works — Under the rederal copyright. law copyright. subsists in
“original works of authorship™ which have been fixed in any tangible medium of expres-
sion from which they can be perceived, reprocduced, or otherwise comrnu_nica.ted. either
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dmactl:,r or with the a.id of ‘a machine or device. ’][‘hese works include

3 thera.ry works such as books. Jjournal a.rtlcles poems, ma.nua.ls, memoranda. tes:.
- computer programs, _inﬁtruct_iona_l material, databases, bibliographles;

' _r' Mnsicai works including' any-a.ccompanying- words;
~ » - Dramatic works, includmg any accompanying musm 4

> 'Pantomlmes and choreographic works (it ﬁxed as in notation or videota.pe)

‘> Pictorial, graphic and sculptura.l works, mcludmg photographs dlagrams sketches
and integrated circuit masks; :

~ » ~Motion pictures and other audiovlsual works such as vndeotapes

- 'b Sound recordings

i, Scope of Copyright Protectlon —_ Copyright protectlon does not extend to any

idea, process, concept, discovery or the like, but only to the work in which it may be
embodied, iliustrated, or explained. For example, a written description of a manufac-
turing process is copyrighta.ble, but the copyright only prevents unauthorized copying:of
the description; the process described could be freely copled unless it enjoys some other
_protection, such as patent : :

Subject to various’ exceptlons and limitations provided ror in the copyrlght law, the

" . copyright owner has the exclusive right to reproduce the work, prepare derivative works,
distribute copies by sale or otherwise, and display or perform the work publicly. Owner-
ship of copyright is distinct from the ownership of any material object in which the work
may be embodied. For example, if one purchases a videotape, one does not necessarily
obtain the right to ma.ke a public showing for profit. S

Works for Hu‘e —_— "Work for hire® is a legal term defined in the Copyright Act as “a
work prepared by an employee within the scope of his or her employment.” ‘This definition
includes works prepared by employees in satlsfactlon of sponsored agreements between the
University and outside agencies Certain commissioned worics also are works ror hire if the
parties so agree in writing. Other examples of works for hire are given in section l.c.

The employer by law is the 'a.uthor and hence the owner, of works for hire for copyright
purposes. Ownership in a work for hire may be rellnqu:shed only by an oﬂ’lmai of the
University specifically authorized to do so.

Other Intellectual Property — _

i Trq.de and Service Marks — Trade and service marks are distinctive words or graphic
symbols identifying the source, ‘producer, or distributor of goods or services.

" {i. Trade Secrets — “Trade secret™ Is a legal term referring to any information, whether

or not copyrightable or patentable, which is not generaliy known or accessible, and whick:
gives competitive adva.nt:p,ge to its owner Trade secrets are proprietary mrormation

i. Patents — See Guide Memo 75.




MASSACHUSETTS INSTITUTE OF TECHNOLOGY

COPYRIGHT POLICY .

OBJECTIVES

The copyright policy of the Institute - seeks to protect |
and promote the traditional academic freedom of the Institute -3
'faculty,_staff and'students in matters of publication; seeks
to balance fairly and reasonahly the equitable rights of authors,
sponsors, and the Institute, -and attempts to ensure that any
Icopyrightable material in which the Institute has an equity inter-.

est is utilized in a manner consistent with the public interesﬁ.

W ,'

by Federal law. The Institute believes that its cOpyright policy
objectives will best be attained within the context ‘of the Federal
law by defining the equities ot ownership of cOpyrightable mate-
rial in terms. of the followingﬂnwtecories |

A. Co ri'hteownershi“motpallmmaterialw}includin'vsoftware"butf

excluding theses) which is developediin*the'courseEOI or_pursuant

to a sponsored research or other agreement shall be determined in

accordanceiwith the terms.of the'sponsored researchror?other agree-

ment, or in the absence of such terms, the ccgzright shall become

”tbe property of the Institute.

Comment hormally. research contracts Sponsored by the government

provide the government with specified rights in copyrightable
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material developed in'thefoerforﬁence*of the'rESeercu._ These
rights may consist of titie'to sucﬁ"&eta'vestiug_solely in the
government or the reservation‘df a royalty-free lioeuse torthe_.
government, with title vesting in the Ianstitute. In'some'cases,
the government prOhlbltS any private copyright ownership. Grants
and other types of sponsored research agreements, ‘'whether by the
governnent or by prlvate 1ndustry, may, on the other hand pro-
vide no speczfic provzs1on concerning rights in such mater1a1.

The purposé of this provisioh_(which appiies to all academic

. o _ : . . S
and research employees of the Institute) is to ensure that the

Institute will be freegto'dispose of all such data in a manner
consistent with its obligations to the sponsor and to the'public;
In cases where a researcher wishes to publish Category A

material in journals or other media, Federal law now'requires the

 written consent Of'the:oWnér'of the copyriwht. Requests for such

consent, mhich w111 normally be routlnely provided should be
addressed to the Patent, Copyright, and Licen51ng Offlce.

B. Copyright ownership of'eil material (includ g eoftwa.re but

excluding theses) whlch is developed w1th the signiflcant use of

. funds, space Or faczlities adminlstered by the InstituteL_inclu—

dlng but not llmited to classes and laboratory facilltles, but

" without any M.I.T. obligetion to others in connection with such

support shall reS1de in the Institute.

Comment: The Instltute shall exercise its rights in such material
in'a'manner that w111 best further M. I T. s ba51c aims as an

educat:onal 1nst1tut1on, giving full con51derat10n to making the

.



Copyright Policy 7 3 Page Three |

'material available to the public on a reasonable and effective
basis, avoiding unnecessary exclu51ons and restrictions and
iprov1d1ng adequate recognition of the authors. |
In this respect M I, T recognizes and reaffirms the tradi—
_ tional academic freedom of its faculty and staff to publish freely
w1thout restriction In keeping with this phiIOSOphy, M I.T. will
neither construe the prov1sion of office or 1ibrary facilities as
constituting 51gn1f1cant use of Institute Space or facilities, nor
‘will it construe the payment of salary from instructional accounts
as constituting significant use of Inltitute funds except for
_those 51tuations where the funds uere paid specifically to support
the development of such material. o
Publications not prepared within the scope of an Institute

employee's duties are excluded from the ownership provisions of
' thisrcategory._ Textbooks developed through the use of classes
are excluded from—the-prov1sions of this category, unless such :
textbooks ‘were developed using Institute-administered funds paid _
.specifically to support such textbook development.‘i .

| All persons who have developed copyrightable material through
-'the 51gnificsnt usefof M.I. T. space, funds or facilities shall
_be required to transfer copyright ownership of such material to
the Institute as a condition of such use. |

cC. Copyrightable material not within the prOV1sions of

Categories A and B of this policy shall be the sole property of

the author, except for theses as discussed below.
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Theses created by students shall he governed by the fol-

_low1ng prov151on5'

D. Copyright ownership of theses generated by research which

is performed in nhole or in part by the student W1th financ1a1

support in the form of wages, salaries, stipend or grant from

funds adminlstered bv the Institute shall be determined in accor-

dance with the terms of the supnort agreement or in the absence

' of such ter"s.'shall become the_propertv of the Institute

E. Copyright ownership of theses generated by research per-

formed in whole or in part utilizzng equipment or facilities pro-

v1ded to the Institute under conditions that impose copyright

restriction shall be determined in accordance with such restric—
.tions | |

F. Copyright in theses not within the prov151ons of -

Categories D and E of this policy shall be the property of the _

author . HOwever, the student must as a condition of 2 degree

award, grant royalty-free permission to the Institute to _Trepro-

duce 1nd_p_h11c1y distribute copies of the thesxs.

As with faculty and research staff the Institute wishes to
_ encourage broad dissemination of all such material. Requests for
perm1551on to puhlish Category D and E theses should be addressed

to the Patent Coppright and Licensing Office. (See also

Faculty Regulation 2.71 and the.Graduate School Hanuai.)'”

COPYRIGHT ROYALTIES

Royalty incocme received by the Institute_through the sale,

licensing, leasing or use of copyrightable material, under
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Categories A and B, iniwhich the Insiitute has acquirgd a pro-
perty interest, wili normally be shdred.ﬁifh the author and fhé”
-department;-labdfgtory:o::cénter within the instituté where the
material originéted, Authorship shall be'determined.by-the
directot_df the‘originatiﬁg départment;'libqfatofy or center.
The groSs‘royélties;recéived by the Instituté'wili usually be
distribﬁted-és foiléwé;ru | |
1. 1To the Institute, GO;,
2. ;To the author(s), 8 total of :
. 35% of the first $50,000 in accuﬁulétéd'groés royalties,
25% of the next $50,000 in accumulated gross royalties,‘
15% of the accumulated gross royalties thereafter,, :
3. To the originating department, laboratory, or center
within the Institute: .
5% of the first $50,000 in accumulated gross royalties,
15% of the next $50,000 in accumulated gross royalties,
25% of the accumulated gross royalties thereafter._
Where, after réview, authorship ¢cannot be determined, the.-
percent share of royaltiés intended fbf the author shall‘be dis-
tributed instead ta the'0riginating départmeat;'laboratory, or
Center1 (As used herein, the phrase "originating department
laboratory or’ center" means the department laboratory or center
which admlnistered the funds, space or facilities used in develop-

1ng the copyrightable material )

The Institute reserves the right at its discretion to deduct

from gross royalty income prior to any such'distributiop, expenses-

such as litigation-which may be incurred in'énfbrcing or défending

the copyright or in licensing the copyrightable'material.
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INVENTION AND COPYRIGHT AGREEMENTS

| The policies set fo:th_above constitute_an:underStandingi.
which ié binding on Institdte;faculty and staff,IStudents,-and'
others as_ﬁ_condition 6f_their participat;ng in Institufe.7
research prdgrams or their use of fuﬂds,.space,ibr faciiitiés.-
Where the Institute may.havé an obligatioh to assign rights in
'iﬁventions or cOpyrights to a sponsor, or may itself acguire
rights dnder-this policy, it will-reqniré a formal invention

‘and cppjright agreéement.

September, 1979
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Introduction to

SOFTWARE LICENSING AGREEMENTS

‘This paper is one unit in a series prepared by the sponsored
program and patent offices ‘at M.I.T., for use in their own professional
davelopment program and in the workshop on intellectual property at the
1984 NCURA annual meeting. The NCURA Committee on Professional Development
13 making it available to NCURA members who need a basic understanding of
intellectual property in comnection with the negotiation and administration
of sponsored researCh agreements.

COpies of this and other units in the series may be obtained from
- NCURA Headquarters.

" Other Guidance

This series is intended to provide university research
administrators with only an introduction to the basic concepts of
intellectual property. Those who require a more complete understanding of
the subject will wish to study other materials cited herein or developed
from time to time by such organizations as the Society of University Patent
Administrators, the Licensing Executives Society, the COGR Committee on
Patents, Copyrights and Rights in Data, and the National Association of
- College and University Attorneys.

. User ?eedback

This material is intended to be self-improving, Users are,
therefore, invited to forward comments, suggestions and new materials for
. the next revision to- :

Chairman, Committee on Professional Development
National Council of University Research Adlinistrators
One Dupont Circle, N.W., Suite 618 :
Washington, D.C. - 20036

Copyright () 1984 Massachusetts Institute of Technology and
‘National Council of University Research Administrators
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 SOFTWARE LICENSING AGREEMENTS

The most common type of copyright licenmsing resulting from sponsored
research programs 1nvolves computer software, Including data bases and
documentation. S : :

Much of this licensing will be from ‘the so-called "portfolio," 1. e.,
‘those copyrightable works, resulting from the university's research and
educational programs, which are available for licensing to any qualified
licensee and may be marketed by the university or by a software house or
similar organization on the university's behalf. Licenses are of various
types. Some run directly to the end user, some to a software house for
licensing to others, and some may be to distributors. : :

For the purposes of this introductory course, we will be primarily
concerned with the type of license granted to a research sponsor as part of
contract negotiations, The sample agreement we will refer to, however, -
will be identical in many respects to the licenses which would be granted
to third parties out of the portfolio under like circumstances.

University.reSearoh'Adﬁinistrators should be'oware, of course, that
there is a broad range of copyright and other forms of licensing which may
result from university activities, including the following:

Licensiﬁg of literary works, such as textbooks
Videotapes,; instructional materials and courses
Trademarks and LOGOs '
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NON-EXCLUSIVE LICENSE TO A RESEARCH SPONSOR

- Sample Agreement --Comméntary

The essential provisions of a non-exclusive software license to a
research sponsor are outlined below., They are illustrated in the attached
sample agreement which is one of several types in use at MIT.

PARTIES

As In allxagreenents,'the parties must be identified by name and
place of business and by their "hereafter referred to as..." designation,
such as Licensor and Licensee. '

RECITALS

The recitals (1 e., the Hhereases) help to- 1dentify and charactetize
the type of license and the general nature of the agreement at the outset.
In some cases, the recitals are also used to identify the data base, -
software and other material to ‘be licensed. ' More commonly, these are
detailed in a separate provision with a title such as "Licensed Materials."”
It may also be helpful in some circumstances to attach a complete list of
all the documentatiom and other materials to.be provided as -an Appendix so
that there is no question later as to the completeness of the transfer.

ARTICLES

1. ~LICENSE RIGHTS

As discussed in Part 111, Section 1., the agreement nust clearly
specify the type of license, whether exclusive or non-exclusive, and the
rights granted, and may also list the rights specifically excluded.

The right to prepare derivative works was also discussed in Part III,
where we noted that it is of greatest value to a sponsor that may wish to
modify the software to adapt it to specific computer equipment oT 1ncrease
the general utility of the software,

2. TERM

Term of the license should be specified in precise language. The
license granted may be perpetual, i.e., for the life of the copyright.
However, it is highly doubtful that any software program would have a
useful life of that length. It is more common to provide for a specific

5
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license term such as five years, temn years, etc., or, as the sample
agreement provides, such term may be set out as running automatically from
year to year unless terminated. Given the uncertain commercial life of
sof tware, the self-renewing term offers the most flexibility to meet the
'changing commercial markets. : : : :

3., ROYALTIES

The payment of royalties can- take mauy forms and choosing the one
most appropriate to the particular transaction is primarily a business
decision. In many cases, especially when the license granted is for end
use only, the licensing fee 1s a one-time, up-front payment. In other
cases, as where the software will! be distributed by the licensee, a running
royalty based on the net sales price of the software being licensed is
combined with an initial up-front payment. In the sample agreement, a
running royalty combined with an initial down payment is used. The initial
paymernt may or may not be used as a credit against royalties, depending on
negotiations. In those situations where a combination of initial payment
and running royalties is used, the initial payment is considerably less
than the fee expected when the license is to be fully paid-up without any -
running royalty. - Further, the concept of a minimum-annual royalty may be
useful ‘as a method of ensuring that the licensee has an incentive for
performing under the agreement, and is used particularly in exclusive
software licenses in lieu of- performance milestones. L

4.  DELIVERY OF MATERIALS

It is important that the materials to be delivered under the liceunse
are clearly identified so that there is no question that the transfer has
been completed and the licensor's obligations fully met. If the subject
matter of the license has been detailed in an appendix to the agreement,
the materials to be delivered can usually be specified by reference to it,
with additions or deletions, if any. Otherwise an appendix can be added.

This clause in the sample agreement includes a2 provision requiring
the licensee to take care that the copyright notation is retained on all
copies of the material licensed which are made by the licensee. In h
addition, it is helpful to the licensee for the licensor to specifically
address the content of the copyright notice and the requirements for
placement of the notice, This can best be done in an appendix such as that
included as Appendix B to the sample agreement. ' i '

.The "Delivery clause normally stipulates thet the licensor provides
the material on an "as is" basis and that licensor is not required to test
or perform any debugging. In the sample agreement MIT does agree to
provide on-site installation assistance at its discretion and at: licensee's
expense. This clause may be expanded to provide other minimum assistance
as the program developers deem necessaty. : :

-Acceptance Testing: Aithough not included in the sample agreement, a
clause is sometimes used which allows a period for acceptance testing., If
it turns out that the program is not suitable in practice for the

6
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licensee's purposes, licensee can terminate'therlieense by feimbursing the
licensor's out-of-pocket costs. A clause of this type might read as
follows: . . : _ : A L

.-"Licensee may conduct acceptance tests of the Program during
the thirty (30) days following delivery of the Program by Licensor.
During this acceptance period, Licensee may terminate this Agreement
if Licensee finds that the Program is not suitable for Licensee's
purposes. Upon such termination, Licensee shall immediately return
the Program and its manuals to Licensor at no cost to Licensor, and
shall reimburse Licensor for those costs incurred by it in -
reproducing-and delivering the Program and accompanying materials to
Licensee. Upon receipt of the Program and Manuals, Licensor shall
refund to Lieenaee any initial license fee which may have been paid
by Licensee. : :

5. . CORRECTIONS

The. sample license agreement contains a provision under which the
Licensor agrees to use its best efforts to correct malfunctions resulting . .
from errors which are internal to the code, since errors of that type obvi-
ously limit the ability of the program to serve its intended purpose. The
Licensor does not, however, agree to modify the program to serve purposes
or provide featutes not intended in the program as delivered.

6.  REPORTS AND RECORDS

- This clause clearly statés the licensee's obligatione'to'meintein-
records of transactions on which royalties are due. It also provides for
an inspection of records by the licensor, S o o

The second part ‘of the clause specifies a semi-annuel _Teport: of :
transactions and payment ‘oaf royalties due. -

7. HARRANTIES

: A clause should be included in ‘every agreement, such as the one in
the sample agreement, to the effect that no-warranty of any kind, express -
or implied, is provided. Warranty clauses vary quite widely, and in some
of them a limited warranty may in fact be included., Because of certain
legal decisions, it is considered necessary by many lawyers that the
warranty ‘disclaimer be in capital letters to be legally valid and binding

8. LIHITATION OF LIABILITY

limitation of liability provision is frequently included, auch as
the one in the sample agreement, so that the Licemsor is not liable for
problems arising due to use of program by ‘the licensee or its distributees
at a later date. As with warranties, there are variations in such clauses,

7
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and some Licensors accept limited liability where it results directly from
acts solely under the control of the Licensor, as®, for example, when the
licensed software infringes the copyright of a third party.

9.  TERMINATION

. A termination clause should beé included in all scftware licenaes
where a licensee may breach its obligations under the license, especially
with regard to royalties, the copyright- notice. requirement, or _
non-distribution. The termination clause should provide for a notice and
cure period for breach; termination in the case of bankruptcy, and in the
case of a nom-exclusive license, termination at will for a licensee that no
Ionger haa use for the licensed program, :

10. EFFECTS OF TERMINATION

Y § - is important to enumerate the steps to- be taken to wind up the
licensee's licensing rights. The licensor should require written o
assirances that all copies of the software in the licensee's possession
have been destroyed except for a single copy which, under the copyright

law, may be retained by the licensee for archival purposes., It should also -

be clearly stated that the licensee's sublicensees should have continued
use of the software despite termination of the license to the liceneee.

11, HON-USE oF NAHES

This clause is self-explanatory and is normally included for the same
reasons that it is included in research contracts,

OTHER CLAUSES (12 and 13)

The'remaining'ciausee are the honeekeeping and administrative clauses
which parallel those normally contained in any research contract under such
' headings as: : D : : :

Notices, addresses ' Severability

Governing law _ . Assignability
Entire agreement S waiver of rights

" Modifications
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'SOFTWARE LICENSE AGREEMENT

This Agreement made and entered into ‘this oo day of
: ' » 19 ', (the Effective Date) by and between the
MASSACHUSETTS INSTITUTE OF TECHNOLOGY; & ‘corporation duly organized and
exiating under the laws of the Commonwealth of Massachusetts and having a
principel office at 77 Masschusetts Avenue, Cambridge, Massachusetts

02139 U.S.A. (hereinafter referred to as M.I.T.) and - - oy
a corporation organized under the laws of - .
and having 2 principal office at (hereinafter

referred to as LICENSEE).

WHEREAS, M.I.T. is the owner of certain righte, title and interest in
the computer program and related documentation, entitled "
(as set forth in Exhibit A and hereinafter referred to as the Progtah"jgﬁ
and has procured copyright therefor and has the right to grant licenses to
reproduce and distribute the Program and wiahes to have the Program
utilized in the public interest' end

HHEREAS LICENSEE wishes to obtain a nonexclusive right and license
to copy and use the Program upon the terms and conditions hereinafter set
forth. .

NOW, THEREFORE in cousideration of the foregoing and of ‘the mutual
covenants, terms and conditions herein contained, the parties agree as
follows: : ‘

1.  LICENSE

‘M.I.T. hereby grants to LICENSEE nonexclusive, nontrensferable
'(except as hereinafter set forth), worldwide rights to use, reproduce,
display, perform and distribute the Program by sale, lease or sublicense -
for end-use (hereinafter called "RIGHTS GRANTED").

2. TERM

‘The term of this Agreement shall be for one {1} year from the
. Effective Date and shall be automatically renewed from year to year
thereafter, unless sooner terminated under the provisions of Paragraph 8
hereof. '

3.  ROYALTIES

In consideration of the RIGHTS GRANTED herein, LICENSEE shall pey to
M.I.T., in accordance with the following schedule:
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A. An Initial Payment
Upon execution of two copies of this Agreement, LICENSEE gshall
pay to M.I,T., the sum of $ , which payment shall be deemed
‘earned, but which shall be credited against future royalties :
arising pursuant to Paragraph 2. B below. . :
B, Royalty Payments
LICENSEE shall’ pay M. I.T. a royalty of % of the Net Sales
Price of each Program which shall be sold, leased, licensed or
otherwise distributed by LICENSEE. S

Net Sales Price shall mean LICENSEE s billings for the Program,
less the sum of the following:

1. Discounts allowed in amounts cuatomary in the-trade.:‘

2;._Sa1es, tariff dutiea and/or use taxes directly imposed and :
with reference to particular sales, Ci

3...0utbound transportation prepaid-or allowed.

4. Amounts allowed or credited on returns.

4, DELIVERY OF MATERIALS

4 1 Upon execution of two copiea of this Agreement and payment by
LICENSEE of the initial payment in accordance with paragraph 3 above,
M.I.T. shall deliver to LICENSEE copy(ies)-of the Program as defined
in Exhibit A to this Agreement. ' c C

4, 2 LICENSEE acknowledges that title to the: Program (lncluding
copyright) shall remain with M.I.T. and that any copies of the Program or
portion thereof made by LICENSEE in accordance with the RIGHTS GRANTED
hereunder shall include thereon an M.I.T. copyright notice as set forth in
Exhibit B te this Agreement.’ Such notice shall be affixed te all copies or
portions thereof in such manner and location as to give reasonable notice
of M.I.T.'s claim of copyright and shall be in conformity with all
applicable regulations of affixation prescribed by the United States

'Register of Copyright. : . .

4.3 LICENSEE accepts the above materials on an "as is" basis.
Accordingly, M.I.T. shall not be required to load the Program onto
LICENSEE's volumes, test for proper operation, perform any debugging, make
any corrections or otherwise maintain the Program at any time other than
provided under Paragraph 5 hereunder. M.I.T. may, in its sole discretionm,
at the request of LICENSEE ‘provide on-site installation assistance so long
as LICENSEE shall bear the cost of all expenses incurred by H I.T. in
providing -such on-site installation assistance, . :

10
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5.  CORRECTIONS

M.T.T. shall use its best efforts, at no additional cost, 'to correct
MALFUNCTIONS that arise in that versiom of the Program delivered to
LICENSEE., MALFUNCTIONS, as used herein, shall mean errotrs deemed by M.I.T.
to be internal to the Program code licensed hereunder. M.I.T. does not
~ hereby agree to develop or provide LICENSEE with any updates, enhanced
capabilities or other features not present in the version of the Program
first delivered to LICENSEE under this Agreement

in additxon, LLICENSEE specifically agrees that if any error is
determined by M.I.T. to be of user origin, M.I.T. shall be under no

obligation to correct such error.

6.  REPORTS AND RECORDS -

6.1 LICENSEE shall keep and maintain full, true and accurate books
of account containing all particulars which may be necessary for the
purpose of showing the amount payable to M.I.T. by way of royalty as
aforesaid. Said books shall be kept-at LICENSEE'S principal place of
business. Said books and the supporting data shall be available for
inspection, during business hours, -upon reasonable notice, by a certified
public accountant designated by M.I.T. and approved by LICENSEE, which
approval shall not be unreasonably withheld, for three (3) years following
the year to which they pertain. : : .

6.2 Within sixty (60) days of March 31 and September 30 of each
calendar year during the license term, LICENSEE shall make to M,I.T. a
toyalty report stating the number of copies of the Program which have been
sold, leased, sublicensed for end-use or otherwise distributed during the
preceding six (6) month period and the amount of royalties due. . With each

such royalty report, LICENSEE shall pay to M.I.T. the royalties due. If no
royalttes shall be due, it-shall be so reported R .

7.' WARRANTIES

"LICENSKE AGREES' TMAT R[GHTb GRANTED ARE MADE AVALLABLE WITHOUT -
WARRANTY OF ANY KIND EXPRESSED OR IMPLIED INCLUDING, BUT NOT LIMITED TO,
THE IMPLIED WARRANTIES OF MERCHANTABILITY AND FITNESS FOR A PARTICULAR
PURPOSE, AND FURTHER INCLUDING NO WARRANTY AS TO CONFORMITY WITH WHATEVER
USER MANUALS OR OTHER LITERATURE MAY BE ISSUED FROM TIME TO TIME. '

8. IIMITAPION OF-. LIABILITY

IICENSEE agrees ‘that neither M.I. T nor any of its employees, agents
or contractors shall be liable under any ¢laim, charge, demand, . whether in
contract, tort or otherwise, for any and all less, cost, charge, claim,
demand, fee, expense or damage of any nature or kind atising out of,
connected with, resulting from or sustained as a result of executing this
Agreement or for performing all or any part of this Agreement,' In no event
shall M.1.T. be liable for special, direct, indirect or consequential
damages, losses, costs, charges, claims, demands, fees or expenses of any
nature or kind, :

11
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9, - TERMINATION

9.1 Upon any material breach of this Agreement by LICENSEE, M.I.T.
shall have the right to terminate this Agreement by giving thirty {(30) days
"written notice thereof to LICENSEE. Such termination shall become
effective unless LICENSEE shall have cured any such ‘breach prior to the
“expiration of said thirty (30) day period. :

9.2 If LICENSEE shall become bankrupt or insolvent or shall file a
petition in bankruptcy, or if the business of LICENSEE shall be placed in
-the hands of a receiver, assignee or trustee for the benefit of creditors,
whether by the voluntary act of LICENSEE or otherwise, this Agreement
shall automatically terminate. Lo

9.3 LICENSEE shall have the right to terminate this Agréement at any
time upon thirty (30) days notice by certified matil to M.I.T.

10. EFFECTS OF TERMINATION

10.1 Upon termination for any reason, LICENSEE shall provide M.I.T.
" with written agsurance that the original and all copies of the Program,
including partial copies in modifications, heve been destroyed, except
that, upon prior written authorization from M.I.T., LICENSEE- may retain . a
copy for archive purposes.

10,2 Termination of this Agreement for whatever reason shall not be
construed to reledse either party from any right or obligation that matured
prior to the date of such termination.

10.3 Upon termination of this Agreement for any reason, the rights
~of LICENSEE'S customers to the use ‘and enjoyment of the Program in
accorddance with any sublicensé granted by LICENSEE pursuant to the -
provisions of Paragraph 1 hereof prior to such termination shall not be
abridged or diminished in any way so long as LICENSEE shall continue to pay
to M. I.T. any royalties otherwise due on account of " such sublicensing.

11. - NON-USE OF NAMES

LICENSEE shall not use the name of Massachusetts Institute of
Technology nor the names of any of its employees nor any adaptation thereof
in any advertising, promotional or sales literature ‘without prior written
consent obtained from M.I.T. in each case,

12, NOTICES AND OTHER COHHUNICATIONS

Any notice, consent, demand or other communication required or
permitted under this Agreement shall be sufficiently made or given on the
date of mailing if in writing and sent to such party by registered or
certified mail, postagne prepald, addressed to it at its address below or
as it shall designate by wirtten notice given to the other party:

12
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' In the case of M.I.T.:
Patent and Copyright Office
Massachusetts Institute of Technology__
- 77 Massachusetts Avenue, Room E19- 722
© . Cambridge, Massachusetts 02139 '

In the case of LICENSEE:

13. - MISCELLANEOUS

13.1 This Agreement shall be governed by and comstrued in accordance
with the laws of the Commonwealth of Hassachusetts.

13.2 This instrument contains the entire egreement between the
‘parties hereto and supersedes all prior agreements with respect to the
subjeCt matter hereof. : :

13.3 Any mondification of the Agreement to be effective must be in
_ writing and signed by both parties, -

13.4 If one or more of the provisioins of this Agreement shall be
held to be invalid, illegal or unenforceable in any respect, the validity,
1egality and enforceability of the remaining provisionms shall not in any
way be affected or impaired thereby. :

_ 13.5= This Agreement shallb e binding on the parties and their
succsssors in interest; LICENSEE 'S rights and obligations hereunder shall
not oterhwise be-assignable without M.I.T.'s prior written consent.

--13.6 The failure of either party to assert a right hereunder or to
insist upon compliance with any terms or condition shall not comstitute a
waiver of that right or excuse the subsequent nonperformance of any such
term or condition by the other party.

"IN HITNESS HHEREOF, the parties hereto have hereunto set their hands
and. seals and duly executed this Agreement the day year first above
written,

Attest: . , MASSACHUSETTS INSTITUTE OF TECHNOLOGY

o S By
Title o _ Title .
Attest:

. By
Title - "Title

13
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'APPENDIX

.COPYRIGﬁT NOTICE SPECIFICATIONS

A. . 'LICENSEE and any party licensed or otherwise permitted by LICENSEE to
reproduce the computer programs and materials licensed hereunder shall
include a notice of copyright on each such reproduction, whether made in
whole or in part and regardless of the form in which made. Said notice of
copyright shall be in accordance with the following specifications,

1. The notice shall appear in the same form and location as it
appears on the copy being reproduced,

B. - If no notice appears on the copy (or portion therecf) being
reproduced, a notice shall be placed as follows:

1. The notice shall read:

"Copyright c (date of first publication), Massachusetts
Institute of Technology

2, ' The notice shall be positioned: e
(a) For printed materials, including docnmentation -- on the
first title page or, if no title appears on the portion
reproduced, on the first page of such portion.

{b) For computer materials --

(1) on a gummed or other label securely affixed to the
coples or to a box, reel, cartridge, cassette or other
‘contalner used as a permanent receptacle for the copy, and

(11) in the-body of the machine-readable form in such a

. manner that, on visually perceptible printouts, it appears
either with the title or at the end of the work.

14






DEPARTMENT OF THE ARMY

EXCLUSIVE LICENSE AGREEMENT

h, WHEREAS, The United States of America 1s the owner by assignment recorded
in the United States Patent and Trademark Office at Reel 4039, Frame 0840, on
August 11, 1982, of an invention described and claimed in United States Patent
Number 4,845,989 granted on May 1, 1984 (hereinafter referred to as THE
INVENTION);

B. WHEREAS, the Secretary of the Army (hereinafter referred to as LICENSOR)
as the representative of the United States of America has custody of and the
right to issue licenses to practice THE INVENTION pursuant to Public Law 96~
517 and implementing regulatlons;

C. WHEREAS, LICENSOR desires THE INVENTION should be brought to the point of
practicak/épplicatlon in the shortest possible time and made available to the
publiey” thereby serving the public interest and broadening the potential
suppl base for LICENSOR and other Government agencies;

D. WHEREAS, APS-Materials, Inec., whose mailing address 1s: 153 Walbrook
Avenue, Dayton, Chio US5405 (a corporaton organized and existing under the laws
of the State of Ohio) (hereinafter referred to as LICENSEE) desires to obtain
an exclusive license to practice THE INVENTION;

E. WHEREAS, LICENSEE is willing to cause THE INVENTION to be brought to the

point of practical application and thereafter to be reasonably accessible to
the public;

F,., WHEREAS, LICENSOR has designated the Chief, Patents, Copyrights, and
Trademarks Division, U.S. Army Legal Services Agency, 5611 Columbia Pike,
Falls Church, VA 22041 as LICENSOR'S REPRESENTATIVE for legal activities and
the Chief, Engineering and Materials Division, Pepartment of the Army,
Construection Engineering Research Laboratory, P.0. Box U005 Champaign,
Illinois, 61820 as LICENSOR'S REPRESENTATIVE for technical activities; and

G. WHEREAS, LICENSEE has submitted a satisfactory plan for development of THE
INVENTION, together with information about LICENSEE'S capability to fulfill
the plan;

NOW THEREFORE, in consideration of the above premises and of the mutual

promises set forth and for other good and valuable consideration, LICENSOR and
LICENSEE do hereby agree as follows:

1. LICENSOR hereby grants to LICENSEE the right to practice THE INVENTION,
which practice as used herein means to make, use and sell the device, within
the license area, which for the purpose of the LICENSE means the geographical

limits of the United States of America, its territorles and possessions, and
Puerto Rico. :






2. LICENSEE hereby grants to LICENSOR an option to obtain a worldwide, non-
exclusive, non-transferable license to practice each invention covered by an
improvement patent in which LICENSEE obtains an interest. Such non-exclusive
license shall grant to the LICENSOR the right to practice and have practiced
such inventions on behalf of the LICENSOR and on behalf of any foreign
government or international organization pursuant to any existing or future
treaty or agreement with LICENSOR. LICENSOR shall pay LICENSEE a royalty not
to exceed two percent of the selling price, as defined in paragraph 15 below,
as conslderation for practicing the invention covered by the improvement -
patents. Improvement patent means any U.S. patent covering subject matter
related to the subject matter discleosed in THE INVENTION.

3. This LICENSE shall extend to any reissued patent which may be derived from
the patent identified in A. above, provided that LICENSOR has custody of the
rights thereto and is able to grant such license without incurring liability
to third parties; the LICENSE shall not apply to the rights to any other
invention, patent, or patent application.

4, LICENSEE may grant sublicenses, subject to approval by LICENSOR'S
REPRESENTATIVE for legal activities; any sublicense shall make reference to
this LICENSE and be subject to those rights retained by LICENSOR. A copy of
any sublicense shall be furnished to LICENSCR'S REPRESENTATIVE for legal
activities within 30 days from the effective date thereof. LICENSOR will not
unreasonably withhold approval of a sublicense.

5. LICENSEE agrees that any products embodying THE INVENTICN or produced
through the use of THE INVENTION will be manufactured substantially in the
United States. _ ' '

6. Except as provided below, this LICENSE shall be exclusive, and LICENSCR
agrees to grant no other licenses to practice THE INVENTION during the term of
this LICENSE. This LICENSE shall be subject to the irrevoecable, royalty free
right of the Government of the United States to practice THE INVENTION or to
have practiced con its behalf and to authorize practice of THE INVENTION by or
on behalf of any foreign government or intergovernmental organization pursuant
to any existing or future treaty or agreement with the United States.

7. This LICENSE shall become effective upon execution for LICENSCOR and shall
remain effective for seven years from date of execution unless sooner
terminated or otherwise modified pursuant to Chapter 10, Army Regulation 27-
60, as revised. This LICENSE may be renewed for an additional period upon
written submission by LICENSEE supported by a factual showing that a renewal
is necessary to permit the LICENSEE to bring THE INVENTION to the point of
practical application, and to make a reasonable profit from his investment.

8. This LICENSE may ﬁot be éssigned to any party without express approval by
LICENSOR'S REPRESENTATIVE for legal activities except to the suecessor of that
part of LICENSEE'S business to which THE INVENTION pertains.






9, If either LICENSOR or LICENSEE shall have reason to believe that any
United States patent, issued for THE INVENTION identified in A. above, is
infringed, it shall promptly ncotify the other. LICENSOR shall have the first
option, at its expense, to sue cthers for infringement of the U.S. Patent
issued for THE INVENTION identified in A above. If LICENSOR fails to bring
suit within six months after knowledge of the infringement, LICENSEE shall
have the right, at its expense, %o sue to abate such infringement. All
proceeds derived from an infringement suit shall be the property of the party
bringing the suit. LICENSCR and LICENSEE mutually zgree to furnish technical
and other necessary assistance to each other in conducting any litigation
necessary to enforce such patent against others. Expenses for such assistance
will be paid by the party requesting such assistance.

10, LICENSOR makes no warranty, express or implied, regarding scope of
validity of any patent or noninfringement of any other patent in the practice
of THE INVENTICHN.

11. LICENSOR:assumes no liability resulting from the practice of THE
INVENTION or from other exercise of the terms of this LICENSE, as herein
provided including modification or termination.

12. This LICENSE does not convey any immunity from the antitrust laws or from
a charge of patent misuse, and LICENSEE'S or sublicensee's exercise of rights

- hereunder are not immunized from the operation of any state of Federal law by
reason of the source of the grant.

13. LICENSOR reserves the right to require LICENSEE to grant sublicenses to
responsible applicants on terms that are reasonable in the circumstances to
the extent that THE INVENTION is required for public use by government
regulations or as may be necessary to fulfill public health, welfare, or
safety needs. Any decision by LICENSOR to require such a sublicense may be
appealed by LICENSEE under the procedures set forth in paragraph 28.

14, All correspondence and questions on technical and scientific matters
shall be sent to LICENSOR'S REPRESENTATIVE for techniecal activities.

15. LICENSEE shall pay ajroyalty based upon the selling price of patented
products sold within the license area by LICENSEE, his sublicensees, or any
other third party duly authorized by or through LICENSEE, as set forth below:

a., Selling price means the sum of all charges invoiced by LICENSEE or
sublicensee to customers with respect to sale of patented products less:

{1) Normal trade and cash discounts actually allowed;

(2} Expenses of transporting shipment between LICENSEE or
sublicenseez and customers;

(3) Premiums on insurance against loss and damage in transit;

(4). Credits or refunds actually allowed for spoiled, damaged,
outdated or returned goods, and;






(5) Sales and other excise taxes imposed and paid directly with
respect to the sale.

b. Transfer of patented products between LICENSEE and sublicensees shall
not be deemed. sales and shall not be included in computing selling price.

c¢. The license area is the geographical area described in paragraph 1
above. ‘

d. Royalties shall be paid at the royalty rate of 5 per cent of the
selling price.

e. Royalties shall be paid by check payable in United States dollars to
the Treasurer of the United States, mailed to LICENSOR'S REPRESENTATIVE for
technical activities.

f. Royalties accrued for sales made subject to royalty payments during
the months of April through September of each year shall be paid not later
than the last day of the following November. Royalties accrued for sales made
sub ject to royalty payments during the months of October through March of each
year shall be paid not later than the last day of the following May. Royalty
payments received by LICENSEE but not received by LICENSOR by the due date
shall be subject to interest charges computed at 10% per annum.

Z. No royalty shall accrue on the patented products manufactured for or
30ld to the United States Government or any of its agencies for governmental
purposes.

16, LICENSEE shall earry out its plan to bring the INVENTION to the point of
practical application, which as used herein means to practice THE INVENTION
under such conditions as to establish that work on THE INVENTION is being
carried out and. that its benefits are reasonably accessible to the public in
the U. S. within two years of the date of this LICEN3E, and to continue during
the term of this LICENSE to make the benefits of THE INVENTICON reasonably
accessible to the public. LICENSEE shall promptly report discontinuance of
his making the benefits of THE INVENTION reasonably accessible to the publie.

17. LICENSEE shall keep true bocks of account containing an accurate record
of all data necessary for the computation of royalty fees payable under this
LICENSE, LICENSEE shall from time to time permit the LICENSOR'S
REPRESENTATIVE for technical activities to examine the books of account of
LICENSEE to such an extent as may be reasonably necessary for LICENSOR to
determine the accuracy of the rovalty reports.

18. LICENSEE shall submit reports to LICENSOR'S REPRESENTATIVE for technical
activities, as set forth below, which shall include, but need not be limited
to, the information required in subparagraphs a., b., ¢., and d. below.

a. LICENSKEE shall report its efforts, and the efforts of any sublicensee, .
to bring the INVENTION to the point of practical application.







b. LICENSEE shall provide all pertinent information within LICENSEE'S
knowledge, or reasonably available to LICENSEE, regarding the commercial use
being made of THE INVENTION or which LICENSEE has reason to believe will be of
interest bto LICENSOR.

c. LICENSEE shall report the total dollar value of entitlements for
royalties, and the actual amount of royalties received by LICENSEE, during
each reporting period set forth in subparagraph e. below. Negative reports
are required.

d. LICENSEE shall provide reasonably sufficient information o
substantlate that the plan submitted with its request for a license is being
executed.

e. Reports shall be made within 30 days of the following::

(1) at the end of each year following the effective date of this
LICENSE, ‘

(2) at such shorter intervals as LICENSOR'S REPRESENTATIVE for
technical activities request in writing,

(3) upon termination of this llicense, or

‘(4) upon discontinuance of LICENSEE'S or any sublicensee's efforts to
practice the INVENTION.

19} The LICENSOR may terminate this license, in whole or in part, if:

a. The LICENSOR determines that the LICENSEE or sublicensee is not
executing the plan submitted with its request for a license and the LICENSEE
or sublicensee has not otherwise demonstrated to the reasonable satisfaction
of the LICENSOR'S REPRESENTATIVE for technical activities that it has taken or
can be expected to take within a reasonable time effective steps to achieve
practical application of the invention;

b. The LICENSOR determines that such action is necessary to meet
requirements for publie use specified by Federal regulations issued after the
date of the LICENSE and such requirements are not reasonably satisfied by the
LICENSEE; :

c. The LICENSEE has willfully made a false statement of, or willfully

omitted, a material fact in the license application or in any report required
by the LICENSE AGREEMENT;

d. The LICENSEE commits a substantial breach of a covenant or agreement
contained in the LICENSE;

e. The LICENSEE defaults in making any report required by the LICENSE; or
f. THE LICENSEE gavé or offered gratuities (in the form of entertainment,

gifts, or otherwise) %to any officer or employee of the LICENSOR with a view
toward securing a license.






20. The parties shall notify each other of any changes in name, address, or
business status, and any notice or report under the provisions of this LICENSE
shall be sent to the address as provided hereunder.

21. All rights and obligations of LICENSOR and LICENSEE hereunder shall
remain in effect throughout the term of this agreement and any renewal term of
this agreement and it is understood and agreed that expiration or termination
of this agreement shall not relieve either party of any obligation arising
under this agreement which shall have acecrued prior to such expiration or
termination, but the rights and license granted to LICENSEE under paragraph 1
above, shall thereby he revoked.

22. Any notice or report including royalty payments required or permitted by
thias agreement to be given by either party to the other shall be in writing
and shall be considered served when deposited in the United States Mail in a
sealed envelope with sufficient postage affixed, registered or certified with
return receipt. requested, and addressed to the party to whom such notice is
directed at its post office address.

23. No member of or delegate to Congress, or resident commissioner, shall be
admitted to any share or part of this LICENSE, or to any benefit that may
"arise therefrom; but this provision shall not be construed to extend to this
_LICENSE if made with a corperation for its general benefit.

24. The LICENSEE warrants that no person or selling agency has been employed
or retained to solleif or secure this LICENSE upon an agreement or
understanding for a commission, percentage, brokerage, or contingent fee,
excepting bonafide employees or beonafide established commereial or selling
agencies maintained by the LICENSEE for the purpose of securing business. For
breach or violation of this warranty the LICENSOR shall have the right to
annul this LICENSE without liability or in its disceretion, to recover the full
amount of such commission, percentage, brokerage or contingent fee. '

25. This agreement constitutes the entire agreement between the parties and

there are no other understandings, representations cor warrantles of any kind
except as expressly set forth herein.

26, Should any provision of the agreement be declared or found illegal,
unenforceable or void, both parties shall be relieved of all obligations
arising undsr such provision, but if the remainder of this agreement shall not
be affected by such declaration or finding and the agreement is capable of
substantial performance, each provision not so affected shall be enforced to
the extent permitted by law. :

27. This agreement shall be binding upon LICENSEE, its successors and
assignees, but nothing contained in this Agreement shall authorize an
assignment of any claim against LICENSOR otherwise than as permitted by law.






28. The decisions of LICENSOR'S REPRESENTATIVES on any requirement, dispute,
interpretation, modification, or termination of this LICENSE shall be final,
Provided, That LICENSEE may, within thirty days of receiving notice of such
decision, submit a written appeal through LICENSOR'S REPRESENTATIVE for legal
activities to the Assistant Judge Advocate General for Civil Law, Department
of the Army, Washington, D. C. 20310 which appeal shall set forth in detail
the decision being appealed and the basis of the appeal and may include
appropriate supporting materials. Implementation of such decision shall be
stayed pending a final resolution of such appeal. LICENSEE'S right to appeal
is without prejudice to any other legal or equitable rights it may have.
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