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UNITED STATES DEPARTMENT OF COMMERCE

The Assistant Secretary for Economic Affairs
Washington, D.C. 20230

/4/:%-‘-"* Ao I O,
J0N 04 1982

-

MEMORANDUM. FOR Norman Latker/ﬁz/
From: Tip Parker ‘;;70

Subject: Presidential Memorandum on Patent Policy

On May 24, 1982, I had a telephone conversation with Ron Kienlen
of the OMB General Council's Office. I called to ask his

advice on handling the August 23, 1971, Presidential memorandum
on patent policy. The memorandum has not been rescdinded, but

it does not reflect current Administration policy. The main

issue was whether the Presidential memorandum would be binding :
on the patent provisions of the new Federal Acquisition Regulation (FAR).

Ron advised me not to worry about the Presidential memorandum.
It has no binding effect in law, and needs no rescission.
Replacing it with another Presidential’ memorandum would appear
to serve no useful purpose.

The FAR is what Will really convey the Administration's policy

to the contractors and the public. OFPP has authority to issue
policy statements and guide the development of the FAR. 1In

part, the FAR must reflect P.L. 96-517 in providing patent
ownership rights to small businesses, universities, and non-profit
organizations. For large contractors, the Commerce testimony '
for the Schmitt Bill, which was cleared by OMB, is an adequate
expression of Administration policy on which to base the FAR,

and OFPP could provide guldance to 1mplement the Administration's
policy . in the FAR. : _ R . :

/221 s




Alternative #1

COMPROMISE BETWEEN DOE AND OFPP/OSTP PROPOSALS

1. Add a sixth subparag}aph to Section 301(a) as follows:

2., Add a

"(6) The contract is for the operation of a Government—owned
research or production facility, provided that the Federal agency
shall normally grant waivers under the authorlty of Section 303(d)
of this title.ﬁ'

new paragraph (d) to Section 303 as follows:

"(d) (1) Where a Federal agency has reserved the right to acquire
inventions under contract for the operation of a Government-owned
research or production facility as authorized in Section 301(a)(6)
of this Act, the Federal agency shall normally grant waivers upon
request to any identified subject invention to either the contractoa
or a third party sponsoring research or development activities at
the facility, unless the agency determines that such action will

not best serve the interests of the United States and the general
publie.

(2) 1In making determinations under subsection (d){1) of this
Section, the agency shall consider at least the guidance of
Section 301(a) of this Title, the objectives of subsection (c) of
this section, whether the agency is still funding development of
the invention, and whether ownership of such invention could
result in a conflict of interest.”




~ Alternative #2

COMPROMISE BETWEEN DOE AND OFPP/OSTP PROPOSALS

Add a sixth subparagraph to Section 301(a) as follows:

"(6) The contract is for the operation of a Government-owned research
or production facility, provided that the Federal agency shall normally
grant waivers under the authority of Section 303 to any identified
subject invention upon request to either the contractor,or a third
party sponsoring research or.development activities at the facility,
unless the agency determines that such action will not best serve the
interests of the United States and the general public. In making such
determinations, the agency shall consider the guidance of this subsection
(a), the objectives of subsection (¢) of Section 303 of this Title,
whether the agency is still funding development of the invention, and
whether ownership of such invention could result in a comnflict of

interest."
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Delete paragraph (2} of section 30l(a) and include the following (or something

similar) in the section-by-section analysis of the legislative history.
Section 30l. Allocation of Rights

Section 30l(a) sets forth specific circumstances under which a Federal agency may
acquire title or other rights at the time of entering into a contract to inventions
which may be made by contractors or may otherwise limit the rights of the
contractor as established elsewhere in the Act. Use of these exceptions by an

agency is discretionary.

The ex'ceptions and examples thereof are:

' (2) Exceptional circumstances when the agency on a contract-by-contract
basis (and not a class of contract basis) determines that this would
better promote the policy and objectives of section 101(5). It is

expected that the "exceptional circumstances" exception will be used

sparingly. Examples where the exception might be justified included;

(a) A contract which calls for the development of a product or
process that the agency plans to fully fund and promote to the

marketplace.

(b) A contract for the operation of a Government-owned research or
production facility wherein some of the tasks to be performed at

the facility may result in inventions whose commercialization




(c)

should be discouraged, restricted or otherwise controlied for
national security purposes. Such inventions would include new
products ot processeq used in the preparation of nuclear fuels. In
such cases, however, it is the intent of the Act that the agency
define specific fields of use to which it will obtain rights in
inventions at the time of contracting and not destroy the
contractor incentive of ownership 1o further develop any.
inventions in fields of use where commercial use need not be

discouraged, restricted or controlled.

A contract where ownership and subsequent licensing of subject

inventions could result in a conflict of the contractor's interests.
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OPTION !

IN LIEU OF DOD LANGUAGEMENT AMENDMENT

Not address GOCO's in Bill but remain silent as is now the case.
Amend the legislative history of the Bill as follows:
It is expected that the "exceptional circumstances" exception will be used

sparingly. An example of a situation in which it may be used is when the contract

calls for development of a specific product that will be required for use by

regulation. In such a case, it is presumed that patent incentives will not be .

required to bring the product to the market. Similarly, if the funding agreement

calls for developmental work on a product or process that the agency plans to fully

fund and p'romote to the market place, then the use of the exception may be

justified.

It has also been brought to the Committee's attention that some contractors at
Government owned research or production facilities (GOCO's) may perform tasks
such as the review or testing of the research work of other cohtractors, that might
present delicate issues of organizational conflicts of interest if fhey were to claim
inventions that appeared to be build on the work they were reviewing. Such a
situation might merit the tailoring of some special language under the exceptional

circumstances exception based on the equities of the parties.

Similarly, if has been pointed out that some GOCO's contractors may be doing
research in.'ﬂelds such as the production of nuclear fuels that have been carefully

controlled by the Government for national security proposes. In such cases, the



ﬁublic interest might. require the invocation of exceptional circumstances.
Howevef‘, in general the Committee feels that security consideratibn's are best.
protectéd via control of information through the léws and regulations governing
classification and handling of classified materiﬁls‘ and through reliance on Secrecy
Ordérs in the patent office rather than through the taking of ftitle b;r the

Government.

Mr. Homer Blair, Vice President, Patent and Licensing Itek Corporation, Lexington, |

Massachusetts, questioned the need for an agency to retain title to an invention on

national.security grounds while testifying at our July 28, 1981 hearings.

He indicated that;

I have a little problem understanding the ;eason_for that. (Title in the
Government) We have a number of very highly classified contracts under
which we make inventions. If we wish to get a patent‘ on it, we can file the
pafent application often through the particular agency, ending up in the U.S.
Patent and Trademark Office, wﬁich has a security group which can handle
any classification. They w.ili examine it as they would with a regular patent

application. Of course, all your correspondence is handled on a classiﬁéd
basis. When they have decided that there is allowable subject matter, it is
held by the Patent and Trademark Office unﬁl the various Government
agencies involved decide it would be declassified, which might be many years.
Itek has patent applications which were allowed and will not issue in my

lifetime. I don't think they should. But my puzzlement is as to why whether

we have title or the Government has title has anything to do with national
sécurity problems. I have talked to some people in the Central Intelligence
Agency and asked them about this, and t.hey're trying to get the right person

to explain why it should be the case."



The Cohmittee is unaware of any justification other than previously discussed for
not allowing contractors that are operating Government-owned research or
production facilities from normally takiﬁg title to inventions just as -othe.r
contractors. Accordingly, lacking a just_iﬂcatior; for an exception for GOCO's (as
found 1n P.L. 96-517) the Committee has chosen not to iﬁduée it in S. l657. We
believe agencies will retain sufficient flexibility in unusual cases involving GOCO's
through the "exceptional circumstances" exception. In such cases, however, it
would be within the spirit of fhe Act for the agency to either. define specific fields
of use to which it will obtain rights in any inventions at the time of contracting or
to carefully structure any deferred determinations so that the agéncy does not
destroy. the incentives for further development of any inventions in fields of use

not of interest to the agency.

There _has been some concern expressed.as to the need for guidance on the
obligations of a recipiént of Government research funds at a GOCO, university or
nonprofit organization when such research is closely related to other research at
such féciiities sponsored by an industrial concern. Since one of the primary
purpose$ of the Act is to foster cooberative research arrangements among
Government, universities, and indust'ry in order to more effei:tivhely utilize iﬁ-—erder-'_
the productive resources of the nation in the creation and commercialization of
new technology, it is important to remove any doubt as to the propriety of such

cooperative arrangements and the proper application of the Act to them.

Given the right of research organizations to accept supplemental funding from
other sources by the agency for the purpose of expediting or more comprehensively

-accomplishing the research objectives of a Government sponsored project, it is



clear that the Act would remain applicable to any invention " conceived or first

actually reduced to practice in performance” of the project. Separate accounting
for the two funds used to support the project in this case is not a determining

factor.

To the extent that a non-government sponsor establishes a project which although
closely related, falls outside the planned and committed agency funded effort and
does not dimini_sh or distract from the performance of such effort, inventions made
in performance of the non-government sponsored project would not be subject to
the conditions of the Act. Inventions made under these circumstances would be
disposable in accordénce with agreemeflts between GOCQ, university or nonprofit
organizations and the hon—government sponsor. An escample of such related but
separate prqjects would be a government sponsored project having research
objectives to expand scientific gnderstanding in a field with a closely related
industry spoﬁsored project having as its objecti{res the applicaton of such new
knowledge to develop usable new technology. The time relationship in conducting
the two projects and the use of new fundamental knbwledge from one 1n_ the
pe'rmformance of the other are not important determinants since most inventions
rest on a k.nowledge base built up by numerous independent research efforts

extending over many years.

An invention which is made outside of the research activities of a government

funded project but which in its making otherwise benefits from such project

without adding to its cost, is not viewed as a "subject invention" since it cannot be

shown to have been "conceived or first actually reduced to practice" in
performance of the project. An obvious example of this is a situation where an

instrument purchased with government funds is later used, without interference

1

with or costs to the Government funded project, in making an invention all

R

expenses of which involve only non-grvernment funds.t® .

LY



OPTION 2

~ IN LIEU OF DOE LANGUAGE AMENDMENT

1. Substitute the following paragraph (2) under section 301(a).

(2) 'The contract is for the operation -of a government-owned research or

production facility, provided that,

(a)

(b)

any fights so acquired shall be normally waived by the Federal
agency upon request by the contractor to retain title to a -subj_ect.
invention made or to be made under such contract, subject to the
cond_iktions of section 302(a),' unless the agency determines tha?t
commercialization of such invention should be discouraged,
restricted or otherwise controlled for national security purposes
or the circumstances of paragraphs I, 3, 4, 5 or 6 of this section
apply. Such request may be made any tirﬁe up to the end of the
period within which the contractor must report a subject

invention under section 305(1), or

to the extent that a third party sponsor may establish a project at-
a government-owned research or production facility which, though

related;

(1}  falls outside the planned and committed agency. funded

effort, and



(i) does not diminish or distract from such effort,

then an invention made in performance of such a third party sponsored
project is not subject to the conditions of this Act and is disposable in
accordance with agreements between the third party sponsor and the

government-owned research or production contractor.
Add the following paragraph (6) under section 301(6).

(6) A conflict of interest could result from ownership and subsequent

licensing.




IN LIEU OF DOE LANGUAGE AMENDMENT

1. Substitute the following paragraph (2} under section 301(a).

(2) The contract is for the operation of a government-owned research or

production facility, provided,

(a)

(b)

that any rights so acquired shall be normally waived by the
Federal agency upon request by the contractor to retain title to a
subject invention made or to be made under such contract, subject
to the conditions of section 302(a), unless the agency determines
that commercialization of such invention should be discoura_géd,
restricted or otherwise controlled for national security purposes
or the circumstances of paragraphs I, 3, 4 or 5 of this section
apply. Such request may be made any time up to the end of the
period within which the contractor must report asubject invention

under section 305(1), and

that to the extent that a non-government sponsor establishes a
project at a government-owned research or production facility

which, though related;

(1)  falls outside the planned and committed Government funded

‘effort, and



(ii) does not diminish or distract from such effort,

then an invention made in performance ol the non-government sponsored
project is not subject to the conditions of this Act and is disposable in
accordance with agreements between the non-government sponsor and the

government-owned research or production facility.
Add the following paragraph (6) under section 301(6).

(6) A conflict of interest could result from ownership and subsequent"

licensing.



l. Substitute the

IN LIEU OF DOE LANGUAGE AMENDMENT

following paragraph (2) under section 301(a).

(2) The contract is for the operation of a government-owned research or

production facility, provided,

(a)

(b)

that any rights so acquired shéll be ﬁormally waived by ti’le
Federal agency upon request by the contractor to retain title to a
subject invention made or to be made under such contract, subject
to the conditions of section 302(a), unless the agency determines
that commercialization of such invention should be disco:uraged,
restricted or otherwise controlled for national security purposes -
or the circumstances of paragraphs 1, 3, 4 or 5 of this section
apply. Such request may be made any time up to the end of the
period within which the contractor muslt report asubject invention
under section 305(1), and |

that to the extent that a non-government sponsor establishes a
project at a government-owned research or ﬁroduction facility

which, though related;

(i)  falls outside the planned and committed Government funded

effort, and




(ii) does not diminish or distract from such effort,

then an invention made in performance of the non-government sponsored
project is not subject to the conditions of this Act and is disposable in
accordance with agreements between the non-government sponsor and the

government-owned research or production facility,
Add the following paragraph (6) under section 301(6).

(6) A conflict of interest could result from ownership and subsequent

licensing.
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DOE SOLUTION TQ GOCO ISSUE IN S.1657 (SCHMITT BILL)

1

Place a GOCO exception in section 301(a) using the language of P.L.

96-517 as follows: _ . _

"(1) The contract is for the operation of a Government-owned

research or production facility;" Vi
Add a final paragraph to section 303 of the Schmitt bill which is
entitled "Waivers" as follows:

T

"(d) Where a Federal agency has acquired rights to subject inven-
tions under contract for the operation of a Government-owned research
or production facility as authorized in section 301(a)(1l) of this
Act, the Federal agency shall normally grant waivers upon request to
any identified subject invention== |

(1) to the contractor or to.a tﬁif&lﬁérty where the _agency
deve]opment to ach1eve practical appllcatﬂonI:gnd the contracter .
or a third party is willing to support such development; -

(2) to a third party where the third party is sponsoring
research or development activities at the facilitv; or

vy

/ C" ﬂd’wdm P ‘%

Ny

(3) to the contractor in all other cases where the contra}tor's
plans and intenticns are more likely to achieve practical
aprlication of the invention than those of the agency,

provided, however, the Federal agency may decline to grant the
waiver requestf#id if the agency determines that such action will best
serve the interests of the United States and the general public. In
making such determinations, the agency shall consider at least the
guidance of section 301(a) of this Act and the objectives of sub-

section (c¢) of this section.”

;f' 4&#4;.4'9m:}cyq?‘—g;_4ﬂ;




- 96-517 as follows:

- entitled "Waivers" as follows:
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poE/SOLUTION TO GOCD ISSUE IN S.1657 (SCHMITT BILL)

Place a GOO0 exception in section 301(a) using the language of P.L.

"(1) The contract is for the operation of a Govermment-owned
research or production facility;"

=

Add a final paragraph to section 303 of the Schmitt bill which is

‘ere

"(d) Wwhere a Federal agency has acquired rights to subject inven-
tions under contract for the operation of a Goverrment—-owned research
or prcduction facility as authorized in section 301(a)(l} of this
Act, the Federal agency shall[aeﬁmﬂﬂﬁagrant waivers upon regquest to
any identified subject invention—- .

- ; J S _ nuentic |
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(2) to a third party where the third party is sponsoring \4\
4

research or development activities at the facilit;é—efj
! .

serve the interests of the United States and the general public. In
making such determinations, the agency shall consider at least the
guidance of section 301(a) of this Act and the objectives of sub-
section (c) of this section.”

provided, however, the Federal agency may decline to grant the .
waiver requested if the agency determines that such action will best
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Following this report, HEW instituted the Institutional Patent
‘Agreements (or 1.1°.A.'s) to cope with this problem and other means
of expeditiously disposing of inventions not covered by an LIE.A.
The LP.A. program provides a first option to gualified universities
and nonprofit organizations to inventions that they make under
HEW-supported research etforts.

Since mstituting the LP.A. program a number of potentially im-
portant new d1ugs initially funded uvnder HEW research have been
delivered to the public through the involvement of private industry
in developing, testing, and marketing these discoveries. Prior to the
LI2A. progy ‘un however, not one drug had been developed and mar-
keted from HEW research because of a lack of incentives to the private
sector to commit the time and money needed o commercialize these
discoveries.®®

This program has been so successful that it has been copied by other
agencies such as the National Science Foundation and was approved
by the General Services Administration in 1978 and made available
to all interested agencies under Federal Procurement Re«ruhtmn
Amendment, 187 adopted on January 27, 1978,

Ironically, HEW now seems to be 1‘etur11mg to its pre-1968 patent
polices with the result that Senator Dole in late 1978 compiled a list
of 29 important medical discoveries that had been delayed from 9
months to well over & year before HEW was able to determine whethex
or not the agency would retain patent rights. During the delays, the
dev e]opment of the invention is in limbo because potential licensees
are afraid that the agency will insist on 1et411111ng title to the patent
g 0P Tevie TIprov ZWs
formance. (The GAO 1mte11t policy study presented to the Comuii
on May 16,1979, also found that the Department of Energy frequently

takes u?_ to 13 months to process these patent ownership requests from
COIn I&C ors

T
own a.reluctanee-drrrevent ¥Ears to admit new par-
ticipants to the LP.A. program despite the fact that universities and
nonprofit organizations have a much better record at licensing out
their patents than the agency.

There is no justification for new inventions made under university,
nonprofit organization, or small business research having to undergo
these long delays to determine patent ownership. Such delays serve
to senoush jeopardize the ability_of new inventions to be comumer-
cialized. Paﬂssatre of S. 414 will end this uncertainty and prevent these
promising inv entions from being suffocated under reams of unneces-

sary, bureancratic vedtape, .

It should be noted that the agencies can retain title to inventions
arising from research which only received a small percentage of its
iundm(r from the Government. Mr. Bremer pointed out that univer-
gities receive their funding from a number of sources both private and
public. Even the receipt of a small percéntage of Federal money how-
“ever, can throw the whole igsue of patent ownershlp into considerable
l.OllfllSlOll Many small companies have told the committee that they.
are reluctant to use umversltv research facilities because they fear

“Test:mony of Mr. Norman Latl\er patent counsel Dept. of Health, Eduestion, and
Welfare, House Subcommittee on Science, Research and Technology, Muy 26, 1977, 95th
Congress, 1st session, p, 8.
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(3)  an analysis of impact of Federal policies
on the purposes of this Act,
(e) The authorities conferred upon the Secretary by

sﬁbsections (b} through (d) of this section shall

expire seven years following the effective date of this

Act, unless renewéd by action of Congress.,
. TITLE III - ALLOCATIONS OF RIGHTS -
GOVERNMENT CONTRACTORS
RIGHTS OF THE GOVERNMENT
éec.. 301. (a) Each Federal agency may acguire on

behalf of the United States, at the time of entering

into a contract, title to or rights to license any

subject invention, or may limit the rights of a

contractor under section 302(b) of this title, if--

(1) it is deterﬁined by a Government authority
which is authorized by statute or Executive order
to conduct foreign | intelligengé or
cduntefintelligénce activities that such action  is
necessary to protect the security of such
activ}%ﬁes: | |

.(\J the agency determines, on a case-by-case
basis, that there are exceptional circumstances
requiring such action to bétter promote the poiicy
and objectives of section 101(5) of this Act;

(§) the contractor _ié_ n@t located in the

United States or does not have a place of business
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e e i i
States under section 301 or 304 of this title to any

extent necessary ‘for the.”Government to grant an
exclusive license,.
WAIVER
Séc. 303. ({(a) A Federal agency may at any time

waive all or any part of the rights of the United

subject invention or class of subject inventions made

or which may be made under a contract or class of

contracts if the agency determines that--

(1) the interests of the United States and the
generai public will be best served thereby; or
| (2) the contractJVinvolvés cosponsored, cost
sharing or joint venture research or development
~and the contractor or 'other sponscr or joint .
veﬁturér is reqguired to  make a subgtaﬁtial
contribution of funds, facilities, or eguipment to
the work performed under the contract..
(b) The agency‘shall maintain a record, which shall

be made public and periodically |updated, of

determinations made under this section.

(¢) In making determinations under subsection

(a)(1) of this section, the agency shall consider at
least the following objectives:
(1) encouraging wide availability to the

public of the benefits of the experimental,

-12-




IN LIEU OF DOE LANGUAGE AMENDMENT

L Substitute the following paragraph (2) under section 301(a).

(2)-«;_:-) The contract is for the operation of a government-owned research or
production facility, provided, that any rights so acquired shall be
normally waived by the Federal agency upon request by the contractor

to retain title to a subject invention made or to be made under such

contract, subject to the conditions of section 302(a), unless the agency
determines that commercialization of such invention should be
discouraged , restricted or otherwise controlled for national security
purposes or the circumstances of paragraphs |, 3, & or 5 of this section

apply. Such request may be made any time up to the end of the period

section 305(1).

I . N i

2.  Add the following paragraph (6) under section 301(6).

(6) A conflict of interest could result from ownership and subsequent

licensing.

within which the contractor must report a subject invention under
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.
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March 12, 1982

DOE SOLUTION TO GOCO ISSUE IN S.1657 (SCHMITT BILL)

.

Place a GOCO exception in section 301(a) using the language of P.L.
96-517 as follows:

-

(1) The con;réct is for the operation of a Government-owned
research or production facility;"

Add a final paragraph to section 303 of the Schmitt bill which is
entitled "Waivers" as follows:

"(d) Where a Federal agency has acquired rights to subject inven-
tions under contract for the operation of a Govermnment-owned research
or production facility as authorized in section 301(a) (1) of -this
Act, the Federal agency shall'(uormallygrant waivers upon request to
any identified subject inventiong- '

(1) to the contractsj@r&)- a thipéd- party where the agency

does not intend to fufther su t an invention needing further
development to achieve prag#fcal application, and the contractor
or a third party is willfng to support such development

(2) to a third party where the third party is sponsoring
research or development activities at the facilityp=er*

cﬁlik3) to the contractor in all other cases where the contractor's
plans and intentions are more ¥ikely to achieve practical
application of the inventi than those of the agency, } _

provided, however, the Federal agency may decline to grant the
waiver requestdfr if the agency determines that such action will best
serve the interests of the United States and the general public. In
making such determinations, the agency shall consider at least the
guidance of section 301(a) of this Act and the objectives of sub-
section (e¢) of this section." ' .

R




March 12, 1982

DOE SOLUTICN TO GOCO ISSUE IN S.1657 (SCHMITT BILL)

1. Place a GOCO exception in section 301(a) using the language of P.L.
96-517 as followss:

"(1) The contract is for the operation of a Government-owned
research or production facility;”

2., Add a final paragraph to section 303 of the Schmitt bill which is
entitled "Waivers" as follows:

"(d) Where a Federal agency has acquired rights to subject inven-
tions under contract for the operation of a Government-owned research
or production facility as authorized in section 301(a)(l) of this
Act, the Federal agency shall wessmeddy grant waivers upon request to
any identified subject invention—-

(1) to the contractor;or {se~a—thixd-—pa here-Ehe—agenas
does not intend to further support an inventies—rmegding further
development to-ach teve—practicalapplication, and the contractor
Bkt -8 i illino - 1l ek Sl kP LaWile Pay i TN T2y entJ

(2) to a third party where the third party is sponsoring
research or development activities at the faciligxﬁ—eﬁu

r 'S
plans and intentions are more likely to achieve practical

apptication-ef-the invention—than—these~of the ageney ?

provided, however, the Federal agency may decline to grant the
waiver requested if the agency determines that such action will best
serve the interests of the United States and the general public. In
making such determinations, the agency shall consider at least the
guidance of section 301l(a) of this Act and the objectives of sub~
section {c) of this section."
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March 12, 1982

DOE SOLUTION TO GOCO ISSUE IN S.1657 (SCHMITT BILL)

Place a QOQ0 exception in section 301(a) using the language of P.L.
96-517 as follows:

"(1) The contract is for the cperation of a Government—owned
research or production facility;"

2dd a final paragraph to section 303 of the Schmitt bill which is
entitled "Waivers" as follows:

"(d) Where a Federal agency has acquired rights to subject inven-
tions under contract for the operation of a Government-owned research
or production facility as authorized in section 301(a)(l) of this
Act, the Federal agency shall normally grant waivers upon reguest to
any identified subject invention——

(1) to the contractor or to a third party where the agency
does not intend to further support an invention needing further

development to achieve practical application, and the contractor

or a third party is willing to support such development;

(2) to a third party where the third party is sponsoring
research or development activities at the facility; or

(3) to the contractor in all other cases where the contractor's
plans and intentions are more likely to achieve practical
application of the invention than those of the agency

provided, however, the Federal agency may decline to grant the
waiver requested if the agency determines that such action will best
serve the interests of the United States and the general public. In
making such determinations, the agency shall consider at least the
guidance of section 30Ll(a) of this Act and the objectives of sub-
section (c¢) of this section."
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CFFICE OF ¥LEDERAL

| PROCUREMENT POLICY

April 20, 1982

Tenny,

Enciosed are the alternative languages we draited as a result
of our discussions last week.

We prefer the first alternative and consider it o be the
approach most consistent with the intent of this
Administration.

I have talked to OSTP's Doug Pewitt and Denis Prager and
OMB's Bill Maxwell - they too prefer the first alternative.

The second alternative is less desirable but would probably be
acceptable. ' '

Fred Dietrich



L Substitute the following for paragraph (2) under Section 30k{a)

{2) The contract is for the operatlon of a government -owned research or Fove cocos
production facility and

(a)  such invention(s) will be made in performance of a task or
program under such contract that requires the development of one
or more of the following:

(i)  a specific product or process that will be required for use by
regulations;

(ii) a product or process that the agency plans to fully fund and
promote to the markeiplace;

(iii) Nuclear fuels that will be controlled or otherwise restricted;

(iv) (you may wish to add other specific circumstances under
which contractor ownership should be restricted); or

(b)  the head of the agency believes that the ownership and licensing
of such invention(s) would either diminish or distract from
performance of tasks or programs assigned under such contract.

------------------------

2.  Add the following paragraph (6) under section 30l{a)

(6) An agency head believes that the ownership and licensing of such’ Lr
invention(s) would either diminish or distract from the performance of P oy
such contract or result in a conflict of interest. '




1 Substitute the following for paragraph (2) under section 301(a).

(2) The contract is for the operation of a governmeni-owned research or
production facility, provided that :

(a) . any rights so acquired shall be normally waived by the Federal
agency upon request by the contractor, subject to the conditions
of Section 302(a), unless,

(i} * the agency determines that such invention(s) was made or
will be made in performance of a task or program under
such contract that requires the development of one or more
of the following:

A a specific product or process that will be required for
use by regulations;

B a product or process that the agency plans to'f_uily
fund and promote to the marketplace;

'C  nuclear fuels that will be controlied or otherwise
restricted;

D (you may wish to add other specific circumstances
under which  contractor ownership should be
restricted); or

(i) the head of the agency believes that the ownership and
licensing of such invention(s) would either diminish or
distract from performance of tasks or programs assigned
under such contract, and '

(b} A contractor request under (a) above, shall be considered by the
agency any time up to the end of the period within which the
contractor must report a subject invention under Section 305(1)
and an agency determination rendered within three months of the
contractor's request. ' '

2. Add the following paragraph (6) under Section 301(a)

(6) An agency head believes that the ownership’ and licensing of such
invention(s) woul ' either diminish or distract from the performance of
such contract or result in a conflict of interest. - '
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Cﬂ{a‘ 6; kvﬁﬂ(* S. 1657 -f’- Uniform Sc1ence and Technology -%asz&e“:‘ rﬁ;’,ﬁ‘z‘g *’“*’%ﬁ’“’l
/@}ftjvf : Reeearch and Development Utilization Act "fﬁtﬁhf Ladl%eﬁwnt

i e - : (Schmitt (R) NM and-5 others)

The Administration suppcrts (enactment) Senate passage of S,

1657,ibut will seek amendments in the House to ensure that /(1)
the Federal Government can meet its international obligaticns
with respect to procurements, cooperatlve research, and sharlng

research results, (2) 1nvent10ns are reported on a tlmely basis

v@‘l'é
ébgac

i

L
»kﬁﬂi?ﬂ/ so that 1nvent1ons resultlng from federally funded R&D become
part of the technologlcal base and the Government does not 1oose:

“,gﬁ the opportunlty to patent an 1nventlon that tke prlvate sector

¥ q,'f"‘ﬂ - ?”‘/“‘9"5‘ . i f
m@ﬁpﬂ‘ 1nventor does not choose to pursue,land (3) the grant of title or @waf
‘ i 75—"/{/ e rcﬂf"&rﬂ“‘ﬁ’m e Lo P arg /af'"‘-’;f.(ﬁ»:arm i

'exclu81ve license is not likely to lessen competltlon ‘ ijm“

substantially in any markettﬂzThe Administration will also seek _ gﬂf’

technical -amendments to Title IV of the bill.
kK k kK kK k k Kk k

(Not to be Distributed Outside Executive Office of the President.)

S. 1657 extends to."big“'businesses the same rights to'inventions
resulring from federally funded R&D as ncw enjoyed ander‘P;L.
96—Sij'by small businesses and nQn—profit organizations.f(Under the
bill; as a general Federal policy, organizations that perfcrmed R&D
work asing Federal funds will hare first option to obtain titie to.

any invention that might result from the research.) The




Administration has supported the objectives of S. 1657 and has.

worked with the Senate Energy and Commerce Committee inﬁﬁ;;ﬁﬁgg}cutn

its specific provisions.

Three amendments to S. 1657, as reported, are necessary, however,

to make the bill fully acceptable.,  Language needs to be includedg'

to ensure that:

(1) the Federal Government can meet its international
obligations -- with respeét to procurements, cooperative

research and, sharing research results;
. 7 . N

[3

(2) inventions are reported so that (a) new ideas and.
approaches becomes{part df the technological base and (b) .
the Government will not lose the opportunity to patent an
inven?ion'that the private sector inventor does not elect
to patent because he bas.not reported it on a timely basis;

and

(3) the grant of a title of exclusive license.bymthe Federal

Government is clearly cove;ed'by section 7 of the Clayton
Act, which prohibits company acquisitions or mergers if
such action would likely result in lessening competition

substantially in any market.

Technical amendments are also needed in Title IV of the bill, which
amendé specified étatutes to make them Eonsistent with S. 165?;
S;%iThis position has been c¢leared by PAD/EG (Anderson), TCH (Dyer),
| OFPP (Diettigh), 0STP (Prager), DOC (Kitk), DOD {Henderson), DOE

{Johnson), NASA (Kempf), NSF (Chester), EPA (Bochenek), State




(Alba), and Justice (Logan).
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97t CONGRESS S '
2D SESSION 1 6 57
: . ¢ \ _
tReport No. 97-381] |

Entitled the *“Uniform Science and Technology Research and Development
 Utilization Aet”. '

IN THE SENATE OF THE UNITED STATES

SEPTEMBER 23 (legislative day, SEPTEMBER 9), 1981

Mr. ScaMiTT (for himself, Mr. Caxnvon, Mr. GorTON, Mrs. KasSEBAUM, Mr.
LUGAR, and Mr. Symms) introduced the following bill; which was read twice
and referred to the Committee on Commerce, Science, and Transportstion

May 5 (Jefislative day, APRIL 13), 1982
_ €d by Mr. PACKwWoOD, with an amendment
[Strike out all after the enacting clause gnd insert the part printed in italic)

Entitled the “Uniform Science and Téechnology Research and
Development Utilization Act”.

1

~ Be it enacted by the Senate and House of Representa-
2 tives of vhe United Slates of America in Congress assembled,
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seeend time it appears therein; and inserting in Heu thereof &

mgbethpfeﬂseel&ﬂﬁesa%%heeaé%he*eeﬁ-

G}B)Seeﬁaﬁé@ef%hegeﬁmer%eéﬁe%&:fe%yﬁe% |

45 U5-C- 2064(d); 88 Stat: 1311 is repealed:

(4) Seofion 3 of the Act of Aprl 5, 1044 GO TLSL.

3_%37588%&‘{—.-1-9-1-);1-31‘6?6&164—.

| {25) Scetion 8001 of the Selid Wasto Disposal Aet 42

TU.S.0: 6081 80 Stat: 2802) is repealed: |
&@Seeﬁeﬁﬁ:%@%eﬁghé}%&ﬁdseeﬁeﬁ%}eﬁﬁﬂe

a7 Section Be (1) and () of the Stovenson Wydler
Tochnology Innovation Aet of 1080 (5 U-S:0: 39056) &)

-a;né(—?—}-%S%a-t—%—l—S)rsrepe&}eé—

BFFRCGTIVE DATH
S56: 463. This Act shell take effeet & months aftor the
date of ensetment of this Aet |
. TITLE I—POLICY.

IFINDINGS

Sec. 101. The Congress, recognizing the profound

impact of science, engineering, and technology policy on the

economic, social, political, __ and technological well-being, and -

- S IRT RS

(19) Section 56) of the Tennesses Valley Authority Act
of 1033 (16 TS0 83136); 48 Stat- 61) is emended by strik-

N T IR WAL




1 the health and safety, of the Nation as a whole, héreby finds

21

2 and declares that—

3

o 0 I O o

10
11

12

13
14
15

16
17
18
19
20

21
22

23

24

(1) the Uniled Staie.g_ has recently experienced a
| deéiine in the process of industrial innovation and pro-.-
ductivity which adversely affects domestic productivit_y,._

the rate of economic growth, the level of employment,

the balance of trade, and the attainment of other na-

“tional gOals; .

@) thé national support of scientific and techno-
logical research and development is indispensable to

sustained growth and economic stability, and it is in

the national interest to mazimize the benefits to the

genéml public from such investment;

(3) scientific and technological developments .cmd

discoveries resulting from work performed with Gov-
ernment contracts constitute ¢ valuable national re-
* source which should be developed in @ manner consist-

“ent with the public interest and the equities of the re-

spective parties;

(4) current Federal policy with respect to the all_b-

cation of rights to the results of fedemlly sponsored re-

search and development delays technological progv*es‘s,‘

and inhibits commercial utilization of those results;

and

§ 1657 RS
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(5) there is a need for the establishment and im-
‘plementation of a flexible Government-wide pollcy for

the mana,gement and utzlzzatw'n of the results of fecle'r-‘-

o;lly funclecl research and development and this policy

should promote the progress of science and _the useful
arts, encourage the efficient commercial utilization of

technological developments and discoveries, guarantee

the protection of the public interest, and recognize the

equities of the contracting porties.

- PURPOSE
SEc. 102. 1t is the purpose of this Act to—

(1) establish and maintain o uniform Federal
policy applicable to the management and use of the re-
sults of feclemlly oponsored science and fechnology re-
search and development to stimulate more widespread
commercial utilization of 'thosel'results for the publie
good; and | o |

(2) insure the effective uniform implementation of
the provisions of this Act, .and to monitor on e continu-
wng basis the zmpcwt of Federal science and technology
policies on innovation and technology development

DEFINITIONS
SEc. 103. As used in this Act, the term—
(1) “coﬁlmct” medns any contract, grant, or coop-

erative agreement entered into between uny Federal

5 1637 RS
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agency (other than the Tennessee Valley Aafhority);
and any person other than a small business fzrm or
nonproﬁt organization (as defined in section 201 of
title 35, United States Code) where a purpose of the |

contract is the conduct of expemmenta_l, developmental,r

" or research work; such term includes any assignment,

substitution of parties or subcontract of any tier en-
tered into or executed for the conduct of experimental,

developmental, or research work in connection with _thé

performance of that contract;

(2) ‘contractor” means any person or enfify
; y p Y

(other than o Federal agency, nonprofit organization,

or small business firm, as defined in section 201 of

title 35, United States Code) which is a party fo the

contract;

(3) “Director’ means the Director of the Offzce of
Management and Budget, or hzs designee; |
 (4) “Federal agency’’ means an executive agency
(as defined in section 105 of titlé 5, United States
Code), and the military departments (aé defined in s'e.c.-

tion 102 of title 5, United S’tate; Code); |
(5) “Govemment” means the Government_of the
United States of A.merica,.' | |
- (6) “invention” means any invention or discovery

which is or may be patentable or otherwise protectable

S 1657 RS .
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under title 35, United States Code, or any novel vari-

ety of plant which is or may be protectable under the
Plant . Variety Protection Act (7 U.S.C. 2321 et seq.);

(7) “practical application’ means to manufacture
(in the case of a composition or product); to practice
(in the case of o processor method); or to operate (in

the case of a machine or system); in each case, under

* such conditions as to establish that the invention is

being utilized and that its benefils ave, to the extent

permitted by law or Government requlations, available

to the public on reasonable terms pr through reasonable

licensing armngementfé
(8) “Secretary”. means the Secretary of Com-

merce; and

 (9) “subject invention” means any invention of a

contractor conceived or first actual?y reduced lo prao-
tice in the performance of work under a contract: Pro-
vided, That, in the case of a variety of plant, the daote
of determination (as defined in section 41(d) of the
Plant Variety Protection Act (7 U.8.C. 240i(d)) must
also occur during the period of contract performance.
TITLE II-——IMPLEMENTATION
' RESPONSIBILIT_IES |

SEc. 201. (a¢) The Director shall issue such policies,

25; procedures, and guidelines appliéable to Federal agencies as

S 1637 RS
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are necessary and desirable to achieve uniform and consistent
implementation of the provisions of title I 1I of this Act.

(b) For the purpose of ‘oblaining consistent ag}plicatioﬁ

of the policies of this Act, the Secretary is authorized and

directed to—

(1) consult with and advise Federal ageﬁcies con;

cerning the effective tmplementation and operation of

the policies; pdmdses, and objectives of this Aet; |
2) accumulate, analyze, and disseminate data ob-

tained from Federal agencies; and :
(3) perform such other duties as may be pre-

scribed by the President or by statute.

(c) For the purpose of assuring the effective manage- |

ment of Government-owned inventions, the Secretary is au-
thorized to—

(1) assist Federal agency éfforts to promiote the lz

censing and ulilization of Government-owned inven-

tions,

(%) assist Federal agencies in seeking protection
and ﬁzaintaining.inﬁentions in foreign couniries, _iﬁ-
cluding the payment of fe.c;s and costs connected there-
with, and

(3) consult with dnd advise Federal agencies as :to
areds of science and technology research and develop-

ment with potential for commercial uiilization.

S 1637 RS,
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(@) Within 1 year after the date of enactment of this Act -

a'r_ld annually thereafter, the Secretary shall submit to Con-

gress a report of activities pursuant to this Act. Such report -

shall include—

(1) relevant stotistical data regarding the dﬁpo&i-

tion of subject inventiog‘?isclosurés resulting | from fed-
erally funded research and development, including

those inventions disclosed by small businesses and non-

profit orgi.rJ,:n,w,tsz,szns)”4 |

(@) any legislative or admtmstmtwe recommenda '
tions to better achieve the policy and purposes of this
Act; and - |

(3) an. analysis of impact of Federal policies. on
the purposes of this Act. | | |
(e} The authorities conferred upon the Secretary by sub-
sections (b) through (d) of this section shall expire 7 years

T,

following the efféctive date of this Act, unless renewed by

action of Congress.
TITLE 1II—ALLOCATIONS OF RIGHTS—
GOVERNMENT CONTRACTORS
" RIGHTS OF THE GOVERNMENT L-«
().A | [\‘ ;..-IM: L—;—gp—M / La—ta b van {
SEc. 301. (a)/\Each Fedeml agency may acquire On
behalf of the United States, at the tvme of entering info a

contmct tztle to or Tights to license any subject mvertwn or

L—ayg—wm 7) Yl e Sttt prido ot

[l S /J~.‘~——~"“K . ' \.\.E
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1 may limit the nghts of a contractor under section 302(b) of

Al

- -.,3".::-;-\..4

2 thzs title, if— | S C
3

4
5
6.
:
8
9

10

13
14
15
16
17
18
19
20
21
29

(1) it is determmed by a Govemment authonty

which is authorized by statute or Ezecutive order to |

conduct foreign intelligence or counterintelligence activ-

- ities that such action is necessary to protect the secu-

rity of such activities;
(2) the agency determines, on a case-by-case
basis, that there are eajceptional, circumstances requir-

ing such action to better promote t'h_e policy and objec-

tives of sectwn 101(5) of this Act;
o

) the contractor 18 not located in the Umted
States or does not have a place of business located in
the United States, or is a foreign govemme% or .
- (@) the contract is entered into under a program
that tmplements a formal intemational agreemgﬁt _67*
arrahgement of coopgration in science and technology,
and rights in the Government greater than a nonezclu-
sive license are }zecessary for the agency to fulﬁll _.its
obhgatwns under the international agreement or ar-
mngement |

(®)(1) The rights of the Government under subs_ection

23 (o) of this section shall not be exercised by the Federal

i .
24 agency unless it first determines that at least one of the con-

25 ditions tdentszd in pamgmphs (1) through (%) of subsection

M«—% /é ,‘N//@. "?’"—"—-Hwﬁ,‘yj
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(@) of this section exist. Except in the case of paragraph (1)

of such subsection, the agency'shallﬁoﬁhin 30 daygafter the
award of the applicable contract, file with the Secretary
statement sfating"sucﬁ 'detemination.- Iln. the case of a deter-
mination under subsection (a) (g)abr of this section, the_

statement shall include an analysis supporting the determi-

nation and justifying the limitations and conditions being

imposed. If the Secretary believes that any individual deter-

mination or patlern of delerminations is contrary lo the

terms,. policy, or objectives of this Act, the Secretary shall so -

advise the head of the agency concerned and the Director and -

recommend cor_rective aclions.
2) Wﬁenéve'r the Director has determined that one or

more Fedegal agencies are ufilizing the authority of subsec-

twn (@) (2 £o7 (i) of this section is in a manner that 18
contrary lo the terms, policy, or objectives of this Act, the

Director 1s authorized to issue policies, procedures, and.

guidelines describing classes of situations in whuéh agenczes
"3)

may not utzhze the provisions of subsection (@) () or &) of. -

this section. o
(¢c) Each contract entered into by a Federal agency shall
include appropriate provisions—
(1) to require wrilten reports on the co.m.mercial

use or other forms of utilization or efforts towa_rd ob-

S 1657 RS

taining commercial utilization made by the contractor




29
1 or its licensees or assignees with respect to any subject
invention to which the contractor elects litle, pursuant

to section 302 of this title: Provided, That any such

forts toward obtaining utilization obtained as part of a

SN G S Y- LY 7

2

3

4 report, as well as any information on utilization or efi
5

.-‘DW

if the head of the Federal agenc_y or a policy- le.'e'l

}!
desxgnee determines that it wou]d be in the na‘mona] 1nterest
to gwe the Federal agency the rights (A) to require the ’

contractor to license any state or domestmc local government—
~pursuant to any existing or future treaty or agreement

any foreign government to practice any su{bgect 1nvent1on to whuch

the contractor e]ects t\t'ie ande) to subhcense such entitities

if the: contractor refuses to license then o \

MR \

15 -~ use, and sell any subject invention througnvus we | !,
16 world by or on behalf of the United Stati.:; [ o 'Z}'};-i SRR
17 RIGHTS OF THE CONTRACTOR | |
18  8Ec. 302. (w) Whenever a contractor enters inlo o _co{n-
19 tract, unless limited in those circumstances wdentified in sec-
20 tion 301(a) of this titie, the contractor shall have the option of
21 retaining title fo any subject tnvention. Such title shall be
22 'subject[onla to the limitations set forth in sectwns 301, 304,
28 and 305 of this title,land such tztle shall not be subject to any

24 other limitations or condztwnsj
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(b) When the Government obtains title to a subject in-
véntion under section 301 of this title, the contractor shall
retain o nonexclusive, royalty-free, paid-up, worldwide li--

e . damesdils
cense, including the right-to sublicensefpffiliates, subsidiar-

‘ies, and existing licensees to whom the contractor is legally

(-J_bli;qq,ted to sublicense, which shall be revocable only to the

e::ctent' necessary for the Government fo grant an exclusive

license.

WAIVER

SEc. 303. (a) A Federal agency may at any time waive

all or any pafrt.of the rights of the United States under sec-
tion 801 or 304 of this title to any subject tnvention or class
of subject iﬁventibns made or which may be made under a
contract or class or contracts if the agency determines that—
(1) the inierests of the Uﬁii_fed States and the gen-

eral public will be best served thereby; or

(2) the contract involves co&ponsored, cost-sharing

or joint venture research or dev_elopment and the éon-
tractor or other sponsor or joini veﬁturér is required to

make a substantial contribution of funds, facilities, or

equipment to the work performed wnder the contract.
(b) The agency shall maintaiﬁ a record, which shall be

made public and periodically updated, of determinations

* made under this section.
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(¢) In making determinations under subsectio;z (a)(1) of _‘:
this section, the agency shall consider at least the following ;'
objectib&s; | o :
(1) encouraging wicie availability to the public of
the benefits of the experimental, ‘developmental, or Te-
| search progmms iﬁ the shortest practiceable time;
(2) promoting the commercial utilization of such:
inventions; |
~ (3) encouraging participation by p'r'iva,té persons
(including the most highly qualified persons) in the
Govemment-éponsored experimental, develoPmenta'l, or
research programs; and
(4) fostering competition and prevenling the c-re;
alion or maintenance of situations inconsistent with
the antitrust laws of the United States. -
MARCH-IN-RIGIEIITS
SEC. 804. (o) Where a contractor has elected to retm'ﬁ
title.to a subject invention under section 302 of this title, the
Federal agency shall have the right (unless waived under sec-
tion 303 of this title), pursuant to policies, procedures, ond
guidelines of the Director and subject to the provisions of
subsection (b} of' this section, to grant or require the contrac-
tor or his assignee to grant a nonexclusive, partially exclu-
stve, or e:ﬁclusive license to a responsible applicant or appli-

cants, upon terms reasonable under the circumstances, if the

8§ 1657 BS -
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head of the agency or his designee determines that such .

action is necessary-—

(1) because the contractor, assignee, or licensee

has not tali:_'én, or is not expected to take within a rea-
“sonable time, effective steps to achieve practical appli-

cation of the invention;

(2) to alleviate serious health or safety needs -

which are not reasonably satisfied by the contractor,

his assignees or licensees; or

(3) to meet requirements for public use specified

by Federal regulation which are not reasonably satis-

fied by the contractor, his assignees or licensees.
(b) A determination made pursuant to this section shall
not be considered a contract dispute and shall not be subject

to the Contract Disputes Act (41 U.8.C. 601 et seq.). A'ny

:con.tra,ctor adversely affected by a determination under this
_'section may, at any time within 60 days after the defermina-

tion is 1ssued, file a petition in the United States Court of

Claims, which shall have jumﬁgdictioh’ to determine the matter

“de novo and to affirm, reverse, or modify as appropriate, the

determination of the Federal agency. |
GENERAL PROVISIONS

SEc. 805. Each contract entered into by a Federal

agency shall employ a patent right clause containing appro-

pridte provisions to provide—

S 1657 RS
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h T 1 - e " (1) that the comor dzsclose each subject 1 mven- :
2 tion to the Federal agency within a reasonable ttme_5
e 3 = after 1t;%ec;):r;;isﬁgwwn to contmctor_ p_ez.?fzmel respon- |
- 4 " sible for the administration of invention and patent
L ‘ 5 matter.aand that the Federal Government may 'recéive :
N 6 title to any subject invention not disclosed to it within
s ' /\\ 7 such time; and |
T, 8 (2) unless the Government acquires title to the
~9 subject inveniion under section 301(a) of this title .
:d 10 }{Lt— _ Y MMW
8- 11 (4} the contractor make a written election to
12 'the__ Federal agency withinjL?_ yearf](_zfter disclosure
il 13 under paragraph (1) of this subsectio%r such ad-
ct 14 ditional time as moy 'be"m the Fedeml;
Wy 15 agency whether the contractor will retain title to o
18 16 subject invention. pursuant to the provisions of
a- 17 section 302 of this title: Provided, That, in any
of 18 éase where publication, on sale, or pdblic dse has
ler 19 initioted the 1-year statutory period wherein vdlid
he 20 patent protection cdn still be obtained within the
21 United States, the pehiod for election of title maé |
22 be shortened by the Federal agency to a dale that
ral 23 is mo more than 60 days prior to the end of the
ro- 24 .

statutory periodﬁ
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(B) a contractor which elects ﬁghts in a sub-

file corresponding patent applications in other
countries in which it wishes fo retain tita within

reasonable times, and that the Federal Govern-

in the United States or other countries in which
the contractor has not filed patent applications on

the subject invention within such times; and

(C) the contractor, in the event a United

States patent application 1s filed by or on its
bekalf or by any assignee of the contractor, will
include within the specification of such applica-

tion and any patent issuing thereon a statement

ernment support and that the Government has

certain rights in the invention.

/‘[\ ' BACKGROUND RIGHTS

g 22° SEC. 806. Nothing contained in this Act shall be con- -

strued to deprive the owner of any background palent or of

such rights as the owner may have under such patent.

" $ 1657 RS

ject invention agrees to ﬁle{a]pa_tent applications
ipm’or to any statutory bar date that may. occur -
‘under title 35, United States Code, due to publi- |

cation, on sale, or public use, and shall thereafter

ment may recetve title to any subject inventions

specifying that the invention was made with Gov-
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TITLE IV—MISCELLANEOUS

REPEAL OF EXISTING STATUTORY RESEARCH AND |
DEVELOPMENT AQTHORIZATIONS .
SEc. 401. The following Acts are hereby amended as

follows:

U.S.C. 1624(a)), is amended by striking the last sentence
thereof. N
(2) Section 501(c) of the Fedefal Coal Mine Health and

Safety Act of 1969 (30 U.S.C. 951(c)) is amended by strik-

ing the last sentence thereof.
(3) Séction 106(c) of the Natibnal Traffic and Motor
Vehicle Safety Act of 1966 (15 U.S.C. 1395(c)) is repealed.
(4) Section 12(a) of the National Science Foundation
Aet of 1950 (42 U.8.C. 1871(a)) is repealed. '
(5)(4) Section 152 of the Atomic Energy Aét of 1954
(42 U.S.C. 2189) is repealed: Provided, however, That such
section shall _conti_nue. to be effective with respect to any appfi-
cation for a patent in which the statement under oath referred
to in such section has been filed or requested to be filed by the
Commissioner of Patents and fimdemarks_ prior to the effec-
tive date of this Adet, , o
(B) The item relating to section 152 in the table of con-

tents of the Atomic Energy Act of 1954 1s amended to read

as follows:
“Sec. 152. Repealed.”.

S 1657 RS
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(6) The National Aeronautics and Space Act of 1958

¥’\ﬁ/ 2 (42 U.S.C. 2451 et seq.) is amended by—
WA

(4) repealing section 305 thereof (42 U.S.C.

4 9457): Provided,” however, That subsections (c), (d)
5 and (¢) of such section shall continue to be effective
6 with respect to any application for patents in which the
7 wﬂttenlstatemént referred to in subsection (¢} of such
8 section has been filed or requested _t.o be filed by the
9 Commissioner of _Paténts and Trademarks priézr to the
10 effe.ctive date of this Act; |
11 _ (B) repealing section 30.6' thereof (42 U.S.C.
12 2458); |
13 (C) adding at the end of section 203 thereof (42
14 U.8.C. 2473) the following new subsection:
15 “(d) For the purpose of chapter 17 of title 3..5,' United
16 States Code, the Administration shall be considered a defense -
17 :a_,gency of the United States.”; | |
18 and
19 (D) striking “Gincluding patents and rights there-
20_: under)” in section 203(0)(3) thereof (42 U.S.C
21 2473(c)(3)). " o
7 93 (2) Section 6 of the Act of July 7, 1960 (50 U.S.C.

. 923 666),is repealed.

8 1657 RS
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(8) Section 4 of the Helium Act Amendments of 1960

(50 U.S.C. 167b) is amended by striking all after “utiliza-
tion” and msertmg in lieu thereof a pemod | |

(9) Section 32 of the Arms Co'ntrol and Dzsarmamenl
Act (22 U.8.C. 2572) is repealed,

- (10) Subsection (e) of section 302 of the Appalaohton:
Regzonal Development Act of 1965 (40 U.S.C. App 302(c))
is repealed. | | |

(11) Subsections (a) through (lc), (m), oxnd (n)-of seclioﬂ
9 of the Federal Nonnuclear Energy Reseoﬂch and Develop

‘ment Act of 1974 (42 U.8.C. 5908) are repealed.

(12) Seotzon 5(d) of the Consumer Product Safety Act

(15 U.S.C. 2054(d)) is repealed. |
(18) Section 3 of the Act of April 5, 1944 (30 U.8.C.
323), is repealed | :

(14) Section 8001(c)(3) of the Solid Waste Disposal |

Act (42 U.S.C. 6'981(0)(3)) 18 repealed
(15) Chapter 38 of title 35, United States Code, is
amended— ' ' |
- (4) by adding “or any. novel variety of plaﬁl'
“which is or may be proteoloble under the Plant Vo,h'ety
Prolectzon det (7 US.C. 2321 et seq.)” zmmedzotely

after “Uitle” in section 201(d)

Dol

D?D

 Ane

DovE

cfSC’-

(B) by adding “: Provided, Tha!, in the case of @

variety of plant, the date of determiration (as defined
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1 n section 41(d) of the Plant Variety Protection Act (7

2 U.8.C. 2401(d)) must also oc_cﬁr during the period of |

3 contract pgffomqnce” immediately after’ “agreement”

4 | in section 201(e); | |

5 (C) in section 202(a), (i) by amending clause (i)

6 to read as’ follows: **(i) when the contractor is not locat-

1

8

ed in the United States or does not have a place of .

business located in the United States,”, and (ii) by

striking “or (itt)” and inserting in lieu thereof the fol-

T Zowing.: w (iii);fi,}hen the funding agreement is entered
~ ’ - . .

11 into under a program that implements a formal inter-
12 - national agreemefit or arrangement of cooperation in
13 science and_technolbgy, and rights in the Government
14 : greater than a nén;a:cclusive license are necessary for
15 . the agency to fulfill its obligations under the interna-
16 | tional agreement or arrangement; or (iv)’; .‘
17. (D) by amending section 202(b) to recd as fol-
18  lows:. | |

19 “()(1) The rights of the Government under paragraph

20 (a) of this section sﬁall not be emerciseql_by a Federal agency
21 unless it first determines that at least one of the conditions
22. identified in subparagraphs (i) through (’t:) of paragraph (a)
23 ewists. Ezcept in the case of paragraph (a)ﬁs’ the agency

| 24 shall file with the Secreta;‘y of Commerce, within 30 days

25 after the award of the applicable funding agreement, a state-

& 1657 RS
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39 _

ment stating such determination. In the cage 'o!’ a determina-:-
tion under'pamgmphs (@) (1) or (iii)f;;fﬁ;s;;}ement shc.zll;
include an analysis justifying the determination. If the Sec-
retﬁry of Commerce believes that any individual determina-
tion or pattern of determinations is contrary to the policies
and objectives of this chapier or otherwise not in conformance
with this chapter, the Secretary shall so advise the head of
the agency concerned and the Administrator of the Office of
Federal Procurement Policy, and recommend corrective a,c-
tions. | |
“(9) Whenever the Administrator of the Office of Feder-

al Procurement Policy has determine& that one or more Fed-
eral agencies are utilizing the authority of subparagraphs (i)
through (‘iz‘; of paragraph (a) of this section in o manner that
is contrary to the policies and objectives of this chapter, _thé |
Administrator 18 authorized to issue regulations describing
cldsses of situations in which agencies may mot exercise _thé
authorities ‘of those subparagmphs. o .
) bizamending subparagraphs (1), (2), and (3)
of section 202(2 |

o read as follows:
“(1) That the contractor_disclose each subject invention
to the Federal agency within a reasngle time after it be-

comes known to coniractor personnel resp?nsib& for the ad-

" ministration of patent matlers, and that the Federal Govern-

~
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40 .
ment may receive title to any subject invention not disclosed
it within such time. |
“2) That the con.tmctor make a written election wif_hin -

2 yeoqs after diécldsu%'e to the Federal agency (or such addi-

tional \time as may be approved by the Federal agency)
whether he contractor will retain title to a lsubject invention:
Provided, \That, in any case where publication, on sale, or
public use, initiated the 1 year statutory period in which
valid patent otection can still be obtained in ff;e United
States, the period for election may be shortened by the Feder-

al agency to a date that is not more than sizty days prior to

the end of the statulory period: And provided further, That

the Federal 'Gobemm_ent may receive title to any subject in-
vention in which the conigactor does not elect to. retain Tights
X such times.

“(3) That a contractor >’zcting rights m a subject inven-
tion agrees lo file a patent application prior to dny statutory
bar date that mdy occur under this\itle due to publication, on
sale, or public use, and shall thereafier file corresponding

patent applications in other countries in which it wishes to

retain title within reasonable times, Ema',f\ that the Federal

Government may receive title to any su.bject\inbentions in the
United States or other countries.in which the contractor has

not filed patent applications on the subject inveniion within -

such times.’’; Z :
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(X) by adding the following new paragraph at the
end of sectibn 202: | |
“(g) A Federal agency may at any. time- waive all or |
any part of the rights of the United States under paragraphs
© @) through (8) of this section, section 203, and section
204 of this chapter, to any subject invention or class of sub-
Jject inventions made br which may be made uﬁder a funding
agreement or class of ﬁmdmg agreemenis if the agency deter-
mines (4) that the intere.ét.s of rhé United States and the
general public will be best served thereby; or (B) the funding
agreement involves cosponsored, cost sharing or joint venture
research or development when the co_ntrac.toé'.or other sponsor
or joint venturer is required to make or has made o substan-
tial contribution of funds, facilities, or equipment to the work
performed under the funding agreement. The agency shall
maintain @ record, which shall be made public and periodi--
cally updated, of deteminaétons made under this paragroph.
In making such determinations under clause (4) of this
paragraph, the a_,ge.ncy shall consider at least the following
objectives.; | . |
“(1) encouraging tiz_e wide availability to the
public of .the:beneﬁts_of the. eipeﬁmental, developmen-
tal, or research programs z'n, the shortest practicable

time;

8§ 1657 RS
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“(2) promoting the commercial utilization of such
nventions;
“(3) encouraging participation by private persons,
including the most highly qualified persons, in Goo-
~‘ernment-sponsored experimental, developmental, .dr TE-
- search programs; and
“M) fostering competition preventing the creation.

or maintenance of other situations inconsistent with the

antit lows.” _ _

( ég by striking “may” in section 202(c)(5) and
inserting in liew thereof “as well as any information
on utilization or efforts at obtaining wutilization ob-
tained as part of a proceeding under sectzon 203 of this
chapte%shal?' |

C. (§) by striking clause (B) in section 202()(7)
and redeszgnatmg clauses (C) and (D) of such sectw’n
as clauses (B) and (C), respectwely, |

(‘*Z)' by adding at the end of section 203 the follow-
ing:

“A determination pursuant to this section shall not be

considered a contract dispute and shall not be subject to the

Contract Disputes Act (41 U.S.C. 601 et seq.). Any conirac-
lor, assignee, or exclusive licensee adversely affected by a

determination under this section may, at any time within 60

days after the determination is issued, file a petition n the

8 1657 RS
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United States Court of Olzt_ims, whiéh shall have jurisdiction
to determine the matier. de novo and to aﬁim,.‘reve'rse, or
-_médify as appfopf'iqte, the deteminatim;:- Of.'tﬁe Federal
'agehéé. " and R .
& by amending section 209 by srtriking; subsec-
tion (c)(2); by redesignating subsection (c)(3). as sub-
section (c)(8); and by striking all. n pafag}aph (d)
after ‘“objections” and inserting in lieu t}tereof a
period.. | . | |
(16) Section 6(e) of the Stevenson-Wydler Téch’nology AST
Innovation Act of 1980 (15 U.8.C. 3705(e)) is fepedled. Do

(17) Section 10(a) of the Act of June 29, 1935 (7
U.S.C’. 427i(a)) is amended by striking the last Sentencé U
th.e'reof. | I
(18) Section 427() of the Federal Mine Sofety and ¢
Health Act of 1977 (30 U.8.C. 937(b)) is @mendéd by strik- |
ing the last senience therebf. ' | |

(19) Section 306(d) of the S_urface_ Mining Céntrol and P g
Reclamation. Act of 1977 (30 U.8.C. 1226(d)) zs omended
by striking the first two sentences thereof. |

(20) Section 21(;:55) of the Federal Fire Prévéntion and /r &
Control Act of 1974 (15 U.8.C. 2218(d)) is_. repealed.

(21) Section 6(b) of the Solcr Photovoltaic Energy Re- /)¢ 7
search, .Development, and Demonstration Act of 1978 (42 |
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U. S C. 5585(b)) is amended by stmkmg “7 8, and 9” cmd

msertmg in-liew thereof ““7 and 8.

(22) Section 12 of the Native Late:c Comﬁzercialization'_ |

and Economic Development Act of 1978 ( 7 U S.C. 178)) is
repealed.

(23) Section 408 of the Water Research and Develop |
~ment Act of 1978 (42 U.8.C. 7879) is repealed.

(24) (4) Section 173 of the United States Synthetic
Fuels Corporation Act of 1980 (42 U.8.C. 8773) is re-
pealed. |

(B) The item relating to section 173 in the table of con-
tents of the Energy Security Act (42 U.S. C 8701 et seq. ) i

amended to read as follows:

“Sec. 173, Repealed.”.

RELATIONSHIP TO ANTITEUST LAWS

T
SEc. 402ﬂNothzng wn this Act shall be deemed to

convey to any person immunity from cwil or ecriminal Zzabzlz-- |

ty, or to create any defenses to actions, under any antitrust
law of the United States.
_ .EFFECTIT.’E DATE _

SEc. 403. (a) This Act shall take éffect 6 months after
the date of enactment of this Act. |

(b) After the effectwe date of this Act each Fedeml
agency 18 authorized, notwithstanding any other law govern-
ing the disposition of rights in subject inventions, to allow a

contractor or an tnventor to retain title to subject inventions

. S 1657 RS




(a) - In an action brought by the United States
‘alleging a violation of section 7 of the Clayton Act (15 U.S.C. 81l)
the following shall be deemed an acquisition of assets by one person

from another person:

(i) the retention of title to a subject invention by

a contractor or inventor under section 301 or 302 of this Act; and

(ii) the grant of an exclusive or partially exciusive

-iicense_under'sections 401-403 of this Act.
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-

made under contracts awarded prior to the effective date of

this Act, sul;jeCt to the same terms and conditions as would

apply _ynd'gr._;this Act and the Director’s implementing poli-

cies, procedures, and guidelines had the confract been entered

into afier the effective date of this Act.
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