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Policy and objective.

"It is the policy and objective of the Congress to use the patent
system to promote the utilization of inventiohs arising from
federally supported research or development; to encourage maximum
participation of small business firms in federally supported
research development efforts; to promote collaboration between
commercial concerns and nonprofit organizations, including
universities; to ensure that inventions made by nonprofit
organizations and small business firms are used in a manner to
promote free competition and enterprise; to promote the
commercialization and public availability of inventions made in
the United States by United States industry and labor; to ensure
that the Government obtains sufficient rights: in federally
supported inventions to meet the needs of the Government and
protect the public against nonuse or unreasonable use of
1nventlons, and to minimize the costs of admlnlsterlng pelicies

Definitions.

As used in this chapter [35 USCS §§ 200 et seq.]--

(a) The term "Federal agency" means any executive agency as
defined in section 105 of title 5, United States Code [5 USCS §
105], and the military departments as defihed by section 102 of
title 5, United States Code [5 USCS § 102].

(b) The term "funding agreement" means any contract, grant, or
cooperative agreement entered into between any Federal agency,




other than the Tennessee Valley Authority, and any contractor for
the performance of experimental, developmental, or research work
funded in whole or in part by the Federal Government. Such term
includes any assignment, substitution of parties, or subcontract
of any type entered into for the performance of experimental,
developmental, or research work under a funding agreement as
herein defined.

(c) The term "contractor" means any person, small business firm,
or nonprofit organization that is a party to a funding agreement.
(d) The term "invention" means any invention or discovery which
is or may be patentable or otherwise protectable under this title
{35 USCS §§ 1 et seq.] or any novel variety of plant which is or
may be protectable under the Plant Variety Protection Act (7
U.S.C. 2321 et seq.) [7 USCS §§ 2321 et seq.].

(e} The term "subject invention" means any invention of the
contractor conceived or first actually reduced to practice in the
performance of work under a funding agreement: Provided, That in
the case of a variety of plant, the date of determination (as
defined in Section 41(d) of the Plant Variety Protection Act (7
U.S.C. 2401(d)) [7 USCS § 2401(d)]) must also occur during the
period of contract performance.

(f) The term "practical application" means to manufacture in the
case of a composition or product, to practice in the case of a
process or method, or to operate in the case of a machine or
system; and, in each case, under such conditions as to establish
that the invention is being utilized and that its benefits are to
the extent permitted by law or Government regulations avallable
to the public on reasonable terms.

(y) The term “"made" when used in relation to any invention means
the conception or first actual reduction to practice of such
invention.

(h) The term "small business firm" means a small business concern
as defined at section 2 of Public Law 85-536 (15 U.S.C. 632) [15
USCS § 632] and implementing regulations of the Administrator of
the Small Business Administration.

(i) The term "nonprofit organization" means universities and
other institutions of higher education or an organization of the
type described in section 501i(c) (3)] and exempt from taxation
under section 501(a) of the Internal Revenue Code (26 U.S.C.
501(a)) [26 USCS § 501(a)] or any nonprofit scientific or
educational organization qualified under a State nonprofit
organization statute.

§ 202. Disposition of rights.

{(a) Each nonprofit organization or small business firm may,
within a reasonable time after disclosure as required by
paragraph (c¢) (1) of this section, elect to retain title to any
subject invention: Provided, however, That a funding agreement
may provide otherwise (i) when the contractor is not located in
the United States or does not have a place of business located in
the United States or is subject to the control of a foreign
government (ii) in exceptional circumstances when it is
determined by the agency that restriction or elimination of the
right to retain title to any subject invention will better




promote the policy and objectives of this chapter(,] (iii) when

it is determined by a Government authority which is authorized by

statute or Executive order to conduct foreign intelligence or
counter-intelligence activities that the restriction or
elimination of the right to retain title to any subject invention
is necessary to protect the security of such activities or,

[(]iv) when the funding agreement includes the operation of a

Government-owned, contractor-operated facility of the Department

of Energy primarily dedicated to that Department's naval nuclear

propulsion or weapons related programs and all funding agreement
limitations under this subparagraph on the contractor's right to
elect title to a subject invention are limited to inventions
occurring under the above two programs to the Department of

Energy.[.] The rights of the nonprofit organization or small

business firm shall be subject to the provisions of paragraph (c)

of this section and the other provisions of this chapter [35 USCS

§§ 200 et seq.].

(b) (1) The rights of the Government under subsection (a) shall
not be exercised by a Federal agency unless it first
determines that at least one of the conditions identified in
clauses (i) through (iv) of subsection (a) exists. Except in
the case of subsection (a) (iii), the agency shall file with
the Secretary of Commerce, within thirty days after the award
of the applicable funding agreement, a copy of such
determination. In the case of a determination under
subsection (a) (ii), the statement shall include an analysis
justifying the determination. In the case of determinations
applicable to funding agreements with small business firms,
copies shall be sent to the Chief Counsel for Advocacy of the
Small Business Administration. If the Secretary of Commerce
believes that any individual determination or pattern of
determinations is contrary to the policies and cbjectives of
this chapter or otherwise not in conformance with this
chapter, the Secretary shall so advise the head of the agency
concerned and the Administrator of the Office of Federal
Procurement Policy, and recommend corrective actions.

(2) Whenever the Administrator of the Office of Federal
Procurement Policy has determined that one or more Federal
agencies are utilizing the authority of clause (i) or (ii) of
subsection (a) of this section in a manner that is contrary to
the policies and objectives of this chapter, the Administrator
is authorized to issue regulations describing classes of
situations in which agencies may not exercise the authorities
of those clauses.

(3) At least once each year, the Comptroller General shall
transmit a report to the Committees on the Judiciary of the
Senate and House of Representatives on the manner in which
this chapter [35 USCS §§ 200 et seq.] is being implemented by
the agencies and on such other aspects of Government patent
policies and practices with respect to federally funded
inventions as the Comptroller General believes appropriate.
(4) If the contractor believes that a determination is
contrary to the policies and objectives of this chapter or
constitutes an abuse of discretion by the agency, the




determination shall be subject to the last paragraph of
section 203(2) [35 USCS § 203(2)].

(c) Each funding agreement with a small business firm or

nonprofit organization shall contain appropriate provisions to

effectuate the following:
(1) That the contractor disclose each subject invention to the
Federal agency within a reasonable time after it becomes known
to contractor personnel responsible for the administration of
patent matters, and that the Federal Government may receive
title to any subject invention not disclosed to it within such
time. ‘ '
(2) That the contractor make a written election within two
years after disclosure to the Federal agency (or such
additional time as may be approved by the Federal agency)
whether the contractor will retain title to a subject
invention: Provided, That in any case where publication, on
sale, or public use, has initiated the one year statutory
period in which valid patent protection can still be obtained
in the United States, the period for election may be shortened
by the Federal agency to a date that is not more than sixty
days prior to the end of the statutory period: And provided
further, That the Federal Government may receive title to any
subject invention in which the contractor does not elect to
retain rights or fails to elect rights within such times.
(3) That a contractor electing rights in a subject invention
agrees to file a patent application prior to any statutory bar
date that may occur under this title [35 USCS §§ 1 et seq.]
due to publication, on sale, or public use, and shall
thereafter file corresponding patent applications in other
countries in which it wishes to retain title within reasonable
times, and that the Federal Government may receive title to
any subject inventions in the United States or other countries
in which the contractor has not filed patent applications on
the subject invention within such times.
(4) With respect to any invention in which the contractor
elects rights, the Federal agency shall have a nonexclusive,
nontransferable, irrevocable, paid-up license to practice or
have practiced for or on behalf of the United States any
subject invention throughout the world: Provided, That the
funding agreement may provide for such additional rights:;
including the right to assign or have assigned foreign patent
rights in the subject invention, as are determined by the
agency as necessary for meeting the obligations of the United
States under any treaty, international agreement, arrangement
of cooperation, memorandum of understanding, or similar
arrangement, including military agreement relating to weapons
development and production.
(5) The right of the Federal agency to require periodic
reporting on the utilization or efforts at obtaining
utilization that are being made by the contractor or his
licensees or assignees: Provided, That any such information as
well as any information on utilization or efforts at obtaining
utilization obtained as part of a proceeding under section 203
of this chapter [35 USCS § 203] shall be treated by the




Federal agency as commercial and financial information
obtained from a person and privileged and confidential and not
subject to disclosure under section 552 of title 5 of the
United States Code [5 USCS § 552].
(6) An obligation on the part of the contracteor, in the event
a United States patent application is filed by or on its
behalf or by any assignee of the contractor, to include within
the specification of such application and any patent issuing
thereon, a statement specifying that the invention was made
with Government support and that the government has certain
rights in the invention.
(7) In the case of a nonprofit organlzatlon, (A) a prohibition
upon the assignment of rights to a subject invention in the
United States without the approval of the Federal agency,
except where such assignment is made to an organization which
has as one of its primary functions the management of
inventions (provided that such assignee shall be subject to
the same provisions a the contractor); (B) a requirement that
the contractor share royalties with the inventor; (C) except
with respect to a funding agreement for the operation of a
Government-owned~contractor-operated facility, a requirement
that the balance of any royalties or income earned by the
contractor with respect to subject inventions, after payment
of expenses (including payments to inventors) incidental to
the administration of subject inventions, be utilized for the
support of scientific research or education; (D) a requirement
that, except where it proves infeasible after a reasonable
inquiry, in the licensing of subject inventions shall be given
to small business firms; and (E) with respect to a funding
agreement for the operation of a Government-owned-~contractor-
operated facility, requirements (i) that after payment of
patenting costs, licensing costs, payments to inventors, and
other expenses incidental to the administration of subject
inventions, 100 percent of the balance of any royalties or
income earned and retained by the contractor during any fiscal
year up to an amount equal to 5 percent of the annual budget
of the facility; shall be used by the contractor for
scientific research, development, and education consistent
with the research and development mission and objectives of
the facility, including activities that increase the licensing
potential of other inventions of the facility,, including
activities that increase the licensing potential of other
inventions of the facility; provided that if said balance
exceeds 5 percent of the annual budget of the facility, that
75 percent of such excess shall be paid to the Treasury of the
United States and the remaining 25 percent shall be used for
the same purposes as described above in this clause (D); and
(ii) that, to the extent it provides the most effective
technology transfer, the licensing of subject inventions shall
be administered by contractor employees on location at the
facility.
(8) The requirements of sections 203 and 204 of this chapter
{35 USCS §§ 200 et seq.].

(£) (1) No funding agreement with a small business firm or




nonprofit organization shall contain a provision allowing a
Federal agency to require the licensing to third parties of
inventions owned by the contractor that are not subject
inventions unless such provision has been approved by the head
of the agency and a written justification has been signed by
the head of the agency. Any such provision shall clearly
state whether the licensing may be required in connection with
the practice of a subject invention, a specifically identified
work object, or both. The head of the agency may not delegate
the authority to approve provisions or sign justifications
required by this paragraph.

(2) A Federal agency shall not require the licensing of third
parties under any such provision unless the head of the agency
determines that the use of the invention by others is
necessary for the practice of a subject invention or for the
use of a work object of the funding agreement and that such
action is necessary to achieve the practical application of
the subject invention or work object. Any such determination
shall be on the record after an opportunity for an agency
hearing. Any action commenced for judicial review of such
determination shall be brought within sixty days after
notification of such determination.

§ 203, March-in rights.
(1) With respect to any subject invention in which a small
business firm or nonprofit organization has acquired title under
this chapter [35 USCS §§ 200 et seq.], the Federal agency under
whose funding agreement the subject invention was made shall have
the right, in accordance with such procedures as are provided in
regulations promulgated hereunder to require the contractor, an
assignee or exclusive licensee of a subject invention to grant a
nonexclusive, partially exclusive, or exclusive license in any
field of use to a responsible applicant or applicants, upon terms
that are reasonable under the circumstances, and if the
contractor, assignee, or exclusive licensee refuses such request,
to grant such a license itself, if the Federal agency determines
that such-- '
(a) action is necessary because the contractor or assignee has
not taken, or is not expected to take within a reasocnable
time, effective steps to achieve practical application of the
subject invention in such field of use;
(b) action is necessary to alleviate health or safety needs
which are not reasonably satisfied by the contractor,
assignee, or their licensees;
(c) action is necessary to meet requirements for public use
specified by Federal regulations and such requlrements are not
reasonably satisfied by the contractor, a551gnee, or
licensees; or
(d) action is necessary because the agreement required by
section 204 [35 USCS § 204] has not been obtained or waived or
because a licensee of the exclusive right to use or sell any
subject invention in the United States is in breach of its
agreement obtained pursuant to section 204 [[35 USCS § 204].




(2) A determination pursuant to this section or section
202 (b) (4)] shall not be subject to the contract Disputes Act (41
U.5.C. § 601 et sed.) [41 USCS §§ 601 et seqg.]l. An
administrative appeals procedure shall be established by
regulations promulgated in accordance with section 206 [35 USCS §
206]. Additionally, any contractor, inventor, assignee, or
exclusive licensee adversely affected by a determination under
this section may, at any time within sixty days after the
determination is issued, file a petition in the United States
Claims Court, which shall have jurisdiction to determine the
appeal on the record and to affirm, reverse, remand or modify,
(",) as appropriate, the determination of the Federal agency. In
cases described in paragraphs (a) and (c¢), the agency's
determination shall be held in abeyance pending the exhaustion of
appeals or petitions filed under the preceding sentence.

§ 204. Preference for the United States industry.
Notwithstanding any other provision of this chapter, [35 USCS §§
200 et seq.], no small business firm or nonprofit organization
which receives title to any subject invention and no assignee of
any such small business firm or nonprofit organization shall
grant to any person the exclusive right to use or sell any
subject invention in the United States unless such person agrees
that any products embodying the subject invention or produced
through the use of the subject invention will be manufactured
substantially in the United States. However, in individual
cases, the requirement for such an agreement may be waived by the
Federal agency under whose funding agreement the invention was
made upon a showing by the small business firm, nonprofit
organization, or assignee that reasonable but unsuccessful
efforts have been made to grant licenses on similar terms to
potential licensees that would be likely to manufacture
substantially in the United States or that under the
circumstances domestic manufacture is not commercially feasible.

§ 205. confidentiality.

Federal agencies are authorized to withhold from disclosure to
the public information disclosing any invention in which the
Federal Government owns or may own a right, title, or interest
(including a nonexclusive license) for a reasonable time in order
for a patent application to be filed. Furthermore, Federal
agencies shall not be required to release copies of any document
which is part of an application for patent filed with the United
States Patent and Trademark Office or with any foreign patent
office. :

§ 206. Uniform clauses and regulations.

The Secretary of Commerce may issue regulations which may be made
applicable to Federal agencies implementing the provisions of
sections 202 through 204 of this chapter [35 USCS §§ 202-204] and
shall establish standard funding agreement provisions required
under this chapter [35 USCS §§ 200 et seq.]. The regulations and
the standard funding agreement shall be subject to public comment
before their issuance.




§ 207. Domestic and foreign protection of federally owned
inventions.
(a) Each Federal agency is authorized to--
{1) apply for, obtain, and maintain patents or other forms
of protection in the United States and in foreign countries
on inventions in which the Federal Government owns a right,
title or interest;
(2) grant nonexclusive, exclusive, or partially exclusive
licenses under federally owned patent applications, patents,
or other forms of protection obtained, royalty-free or for
royalties or other consideration, and on such terms and
conditions, including the grant to the licensee of the right
of enforcement pursuant to the provisions of chapter 29 of
this title [35 USCS §§ 281 et seq.] as determined
appropriate in the public interest;
(3) undertake all other suitable and necessary steps to
protect and administer rights to federally owned inventions
on behalf of the Federal Government either directly or
through contact; and _
(4) transfer custody and administration, in whole or in
part, to another Federal agency, of the right, title or
interest in any federally owned invention.
(b) For the purpose of assuring the effective management of
Government-owned inventions, the Secretary of Commerce is
authorized to--
(1) assist Federal agency efforts to promote the licensing
and utilization of Government-owned inventions;
(2) assist Federal agencies in seeking protection and
maintaining inventions in foreign countries, including the
payment of fees and costs connected therewith; and
(3) consult with and advise Federal agencies as to areas of
science and technology research and development with
potential for commercialization utilization.

§ 208. Regulations governing Federal licensing.

The Secretary of Commerce is authorized to promulgate regulations
specifying the terms and conditions upon which any federally
owned invention, other than inventions owned by the Tennessee
Valley Authority, may be licensed on a nonexclusive, partially
exclusive, or exclusive basis.

§ 209. Restrictions on licensing of federally owned inventions.
(a) No Federal agency shall grant any license under a patent or
patent application on a federally owned invention unless the
person requesting the license has supplied the agency with a plan
for development and/or marketing of the invention, except that
any such plan may be treated by the Federal agency as commercial
and financial information obtained from a person and privileged
and confidential and not subject to disclosure under section 552
of title 5 of the United States Code [5 USCS § 552].

(b} A federal agency shall normally grant the right to use or
sell any federally owned invention in the United States only to a
licensee that agrees that any products embodying the invention or




produced through the use of the invention will be manufactured
substantially in the United States.
(c) (1) Each Federal agency may grant exclusive or partially
exclusive licenses in any invention covered by a federally owned
domestic patent or patent application only if, after public
notice and opportunity for filing written objections, it is
determined that--
(A) the interests of the Federal government and the public
will best be served by the proposed license in view of the
applicant's intentions, plans, and ability to bring the
invention to practical application or otherwise promote the
invention's utilization by the public;
(B) the desired practical application has not been achieved,
or is not likely expeditiously to be achieved, under any
nonexclusive license which has been granted, or which may be
granted, on the invention;
(C) exclusive . or partially exclusive licensing is a
reasonable and necessary incentive to call forth the
investment of risk capital and expenditures to bring the
invention to practical application or otherwise promote the
invention's utilization by the public; and
(D) the proposed terms and scope of exclusivity are not
greater than reasonably necessary to provide the incentive
for bringing the invention to practical application or
otherwise promote the invention's utilization by the public.
(2) A Federal agency shall not grant such exclusive or
partially exclusive license under paragraph (1) of this
subsection if it determines that the grant of such license
will tend substantially to lessen competition or result in
undue concentration in any section of the country in any line
of commerce to which the technology to be licensed relates,
or to create or maintain other situations inconsistent with
the antitrust laws.
(3) First preference in the exclusive or partially exclusive
licensing of federally owned inventions shall go to small
business firms submitting plans that are determined by the
agency to be within the capabilities of the firms and equally
likely, if executed, to bring the invention to practical
application as any plans submitted by applicants that are not
small business firms.
(d) After consideration of whether the interests of the Federal
-Government or United States industry in foreign commerce will be
enhanced, any Federal agency may grant exclusive or partially
exclusive licenses in any invention covered by a foreign patent
application or patent, after public notice and opportunity for
filing written objections, except that a Federal agency shall not
grant such exclusive or partially exclusive license if it
determines that the grant of such license will tend substantially
to lessen competition or result in undue concentration in any
section of the United States in any line of commerce to which the
technology to be licensed relates, or to create or maintain other
situations inconsistent with antitrust laws.
(e) The Federal agency shall maintain a record of determinations
to grant exclusive or partially exclusive licenses.




(£) Any grant of a license shall contain such terms and
conditions as the Federal agency determines appropriate for the
protection of the interests of the Federal Government and the
public, including provisions for the following:
(1) periodic reporting on the utilization or efforts at
obtaining utilization that are being made by the licensee with
particular reference to the plan submitted: Provided, That any
such information may be treated by the Federal agency as
commercial and financial information obtained from a person
and pr1v1leged and confidential and not subject to disclosure
under section 552 of title 5 of the United States Code [5 USCS
§ 5521;
(2) the right of the Federal agency to terminate such llcense
in whole or in part of it determines that the licensee is not
executing the plan submitted with its request for a license
and the licensee cannot otherwise demonstrate to the
satisfaction of the Federal agency that it has taken or can be
expected to take within a reasonable time, effective steps to
achieve practical application of the invention;
(3) the right of the Federal agency to terminate such license
in whole or in part if the licensee is in breach of an
agreement obtained pursuant to paragraph (b) of this section;
and
(4) the right of the Federal agency to terminate the license
in whole or in part if the agency determines that such action
is necessary to meet requirements for public use specified by
Federal regulations issued after the date of the license and
such requirements are not reasonably satisfied by the
licensee.

§ 210. Precedence of chapter.
(a) This chapter [35 USCS §§ 200 et seq.]. shall take precedence
over any other Act which would require a disposition of rights in
subject inventions of small business firms or nonprofit
organizations contractors in a manner that is inconsistent with
this chapter [35 USCS §§ 200 et seq.], including but not
necessarily limited to the following:
(1) section 10{(a) of the Act of June 29, 1935, as added by
title 1 of the Act of August 14, 1946 (7 U.S.C. 427i(a):; 60
Stat. 1085) [7 USCS § 427i(a)];
(2) section 205(a) of the Act of August 14, 1946 (7 U.S.C.
1624(a); 60 Stat. 1090) [7 USCS § 1624(a)];
(3) section 501(c) of the Federal Mine Safety and Health Act
of 1977 (30 U.S.C. 951(c); 83 Stat. 742) [30 USCS § 951(c)];
(4) section 106(c) of the National Traffic and Motor Vehicle
Safety Act of 1966 (15 U.S.C. 1395(c); 80 Stat. 721) [15 USCS
§ 1395(c)];
(5) section 12 of the National Science Foundation Act of 1950
(42 U.S.C. 1871(a); 82 Stat. 360) [42 USCS § 1871]:
(6) section 152 of the Atomic Energy Act of 1954 (42 U.s.C.
2182; 68 Stat. 943) [42 USCS § 2182);
(7) section 305 of the National Aeronautics and Space Act of
1958 (42 U.S.C. 2457) [42 USCS § 2457];
(8) section 6 of the Coal Research Development Act of 1960 (30




U.S.C. 666; 74 Stat. 337) [30 USCS § 666];
(2) section 4 of the Helium Act Amendments of 1960 (50 U.S.C.
167b; 74 Stat. 920) [50 USCS § 167b];
(10) section 32 of the Arms Control and Disarmament Act of
1961 (22 U.S.C. 2572; 75 Stat. 634) {22 USCS § 2572]:
(11) subsection (e) of section 302 of the Appalachian Regional
Development Act of 1965 (40 U.S.C. App. 302(e); 79 Stat. 5)
[40 USCS Appx. § 302(e)l:;
(12) section 9 of the Federal Nonnuclear Energy Research and
Development Act of 1974 (42 U.S.C. 5901; 88 Stat. 1878) [42
Uscs § 5901]:
(13) section 5(d) of the consumer Product Safety Act (15
U.S.C. 2054(d); 86 Stat. 1211) [15 USCS § 2054(d)]:
(14) section 3 of the Act of April 5, 1944 (30 U.S.C. 323; 58
Stat. 191) [30 USCS § 3237];
(15) section 8001(c)(3) of the Solid Waste Disposal Act (42
U.S.C. 6981(c); 90 Stat. 2829) [42 USCS § 6981(c)(3)1;:
(16) section 219 of the Foreign Assistance Act of 1961 (22
U.s.C. 2179; 83 Stat. 806) [22 USCS § 2179];
(17) section 427 (b) of the Federal Mine Health and Safety Act
of 1977 (30 U.S.C. 937(b); 86 Stat. 155) [30 USCS § 937(b)]:
(18) section 306(d) of the Surface Mining and Reclamation Act
of 1977 (30 U.S.C. 1226{(d); 91 Stat. 455) [30 USCS § 1226(d)]:
(19) section 21(d) of the Federal Fire Prevention and Control
Act of 1974 (15 U.S.C. 2218(d): 88 Stat. 1548) [15 USCS §
2218(d) ]:
(20) section 6(b) of the Solar Photovoltaic Energy Research
Development and Demonstration Act of 1978 (42 U.S.C. 5585(b);
92 Stat. 2516) [42 USCS § 5585(b)]: :
(21) section 12 of the Native Latex Commercialization and
Economic Development Act of 1978 (7 U. S C. 178(3): 92 stat.
2533) [7 USCS § 1783]; and _ -
(22) section 408 of the Water Resources and Development Act of
1978 (42 U.S.C. 7879; 92 Stat. 1360) [42 USCS § 7879].
The Act creating this chapter shall be construed to take
precedence over any future Act unless that Act specifically cites
this Act and provides that it shall take precedence over this
Act.

(b) Nothing in this chapter [35 USCS §§ 200 et seqg.] is intended
to alter the effect of the laws cited in paragraph (a) of this
section or any other laws with respect to the disposition of
rights in inventions made in the performance of funding
agreements with persons other than nonprofit organizations or
small business firms.

(c) Nothing in this chapter [35 USCS §§ 200 et seq.] is intended
to limit the authority of agencies to agree to the disposition of
rights in inventions made in the performance of work under
funding agreements with persons other than nonprofit
organizations or small business firms in accordance with the
Statement of Government Patent Policy issued on February 18,
1983, agency regulations, or other applicable regulations or to
otherwise limit the authority of agencies to allow such persons
to retain ownership of inventions. Any disposition of rights in




inventions made in accordance with the Statement or implementing
regulations, including any disposition occurring before enactment
of this section, are hereby authorized except that all funding
agreements, including those with other than small business firms
and nonprofit organizations, shall include the requirements
established in paragraph 202(c)(4) and section 203 of this title
[35 USCS §§ 202(c) (4) and 203].[.)

(d) Nothing in this chapter [35 USCS §§ 200 et seqg.] shall be
construed to require the disclosure of intelligence sources or
methods or to otherwise affect the authority granted to the
Director of Central Intelligence by statute or Executive order
for the protection of intelligence sources or methods.

§ 211. Relationship to antitrust laws.

Nothing in this chapter [35 USCS §§ 200 et seq.] shall be deemed
to convey to any person immunity from civil or criminal
liability, or to create any defenses to actions, under any
antitrust laws. ' :

§ 212, Disposition of rights in education awards.

No scholarship, fellowship, training grant, or other funding
agreement made by a Federal agency primarily to an awardee for
educational purposes will contain any provision giving the
Federal agency any rights to inventions made by the awardee.
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§ 200. Policy and objective.

It is the policy and objective of the Congress to use the patent
system to promote the utilization of inventions arising from
federally supported research or development; to encourage maximum
participation of small business firms in federally supported
research development efforts; to promote collaboration between
commercial concerns and nonprofit organizations, including
universities; to ensure that inventions made by nonprofit
organizations and small business firms are used in a manner to
promote free competition and enterprise; to promote the
commercialization and public availability of inventions made in
the United States by United States industry and labor; to ensure
that the Government obtains sufficient rights in federally
supported inventions to meet the needs of the Government and
protect the public against nonuse or unreasonable use of
inventions; and to minimize the costs of administering policies in
this area.

§ 201. Definitions.

As used in this chapter [35 USCS §§ 200 et seq.]--

(a) The term "Federal agency" means any executive agency as defined
in section 105 of title 5, United States Code [5 USCS § 105], and
the military departments as defined by section 102 of title 5,
United States Code [5 USCS § 102].

(b) The term "funding agreement" means any contract, grant, or
cooperative agreement entered into between any Federal agency,
other than the Tennessee Valley Authority, and any contractor for
the performance of experimental, developmental, or research work
funded in whole or in part by the Federal Government. Such term
includes any assignment, substitution of parties, or subcontract




of any type entered into for the performance of experimental,

developmental or research work under a funding agreement as herein
defined.

(c) The term "contractor" means any person, small business firm,
or nonprofit organization that is a party to a funding agreement.
(d) The term "invention" means any invention or discovery which is
or may be patentable or otherwise protectable under this title [35
USCS §§ 1 et seqg.] or any novel variety of plant which is or may
be protectable under the Plant Variety Protection aAct (7 U.S.C.
2321 et seq.) [7 USCS §§ 2321 et seq.].

(e) The term "subject invention" means any 1nvent10n of the
contractor conceived or first actually reduced to practice in the
performance of work under a funding agreement: Provided, That in
the case of a variety of plant, the date of determlnatlon (as
defined in Section 41(d) of the Plant Variety Protection Act [7
U.s.cC. 2401(d£ﬂ [7 USCS § 2401(d)]y must also occur during the
period of contract performance.

(f) The term "practical application" means to manufacture in the
case of a composition or product, to practice in the case of a
process or method, or to operate in the case of a machine or
system; and, in each case, under such conditions as to establish
that the invention is being utilized and that its benefits are to
the extent permitted by law or Government regulations available to
the public on reasonable terms.

(g) The term "made" when used in relation to any invention means
the conception or first actual reduction to practice of such
invention.

(h) The term "small business firm" means a small business concern
as defined at section 2 of Public Law 85-536 (15 U.S.C. 632) [15
USCS § 632] and implementing regulations of the Administrator of
the Small Business Administration.

(i) The term "nonprofit organization" means universities and other
institutions of higher education, or an organization of the type
described in section 501(c)(3)}£and exempt from taxation under
section 501(a) of the Internal Revenue Code [(26 U.S.C. 501(a)j [26
USCS § 501{(a)] or any nonprofit scientific or educational
organization qualified under a State nonprofit organization
statute.

§ 202. Disposition of rights.

(a) Each nonprofit organization or small business firm may, within
a reasonable time after disclosure as required by paragraph (c) (1)
of this section, elect to retain title to any subject invention:

Provided, however, That a funding agreement may provide otherwise
(i) when the contractor is not located in the United States or does
not have a place of business located in the United States or is
subject to the control of a foreign government (ii) in exceptional
circumstances when it is determined by the agency that restriction
or elimination of the right to retain title to any subject
invention will better promote the policy and objectives of this
chapterTfia(iii) when it is determined by a Government authority
which is authorized by statute or Executive order to conduct
foreign intelligence or counter-intelligence activities that the
restriction or elimination of the right to retain title to any



subject invention/fis necessary to protect the security of such
activities or, (Jiv) when the funding agreement includes the
operation of a Government-owned, contractor-operated facility of
the Department of Energy primarily dedicated to that Department's
naval nuclear propulsion or weapons related programs and all
funding agreement limitations under this subparagraph on the
contractor's right to elect title to a subject invention are
limited to inventions occurring under the above two programs to the

Department of Energy. The rights of the nonprofit organization

or small business fi shall be subject to the provisions of

paragraph (c¢) of this section and the other provisions of this
chapter [35 USCS §§ 200 et seq.].

(b) (1) The rights of the Government under subsection (a) shall not
be exercised by a Federal agency unless it first determines that
at least one of the conditions identified in clauses (i) through
(iv) of subsection (a) exists. Except in the case of subsection
(a) (iii), the agency shall file with the Secretary of Commerce,
within thirty days after the award of the applicable funding
agreement, a copy of such determination. In the case of a
determination under subsection (a)(ii), the statement shall
include an analysis justifying the determination. 1In the case
of determinations applicable to funding agreements with small
business firms, copies shall be sent to the Chief Counsel for
Advocacy of the Small Business Administration. If the Secretary
of Commerce believes that any individual determination or
pattern of determinations is contrary to the policies and
ocbjectives of this chapter or otherwise not in conformance with
this chapter, the Secretary shall so advise the head of the
agency concerned and the Administrator of the Office of Federal
Procurement Policy, and recommend corrective actions.

(2) Whenever the Administrator of the Office of Federal
Procurement Policy has determined that one or more Federal
agencies are utilizing the authority of clause (i) or (ii) of
subsection (a) of this section in a manner that is contrary to
the policies and objectives of this chapter, the Administrator
is authorized to issue regulations describing classes of
situations in which agencies may not exercise the authorities
of those clauses.

(3) At least once each year, the Comptroller General shall
transmit a report to the Committees on the Judiciary of the
Senate and House of Representatives on the manner in which this
chapter [35 USCS §§ 200 et seq.] is being implemented by the
agencies and on such other aspects of Government patent policies
and practices with respect to federally funded inventions as the
Comptroller General believes appropriate.

(4) If the contractor believes that a determination is contrary
to the policies and objectives of this chapter or constitutes
an abuse of discretion by the agency, the determination shall
be subject to the last paragraph of section 203(2) [35 USCS §
203(2)7.

(¢) Bach funding agreement with a small business firm or nonprofit

organization shall contain appropriate provisions to effectuate the

following: '
(1) That the contractor disclose each subject invention to the



Federal agency within a reasonable time after it becomes known
to contractor personnel responsible for the administration of
patent matters, and that the Federal Government may receive
title to any subject invention not disclosed to it within such
time. ;

(2) That the contractor make a written election within two years
after disclosure to the Federal agency (or such additional time
as may be approved by the Federal agency) whether the contractor
will retain title to a ject invention: Provided, That in any
case where publication, sale, or public use, has initiated
the one year statutory petrdilod in which valid patent protection
can still be obtained in the United States, the periocd for
election may be shortened by the Federal agency to a date that
is not more than sixty days prior to the end of the statutory
period: And provided further, That the Federal Government may
receive title to any subject invention in which the contractor
does not elect to retain rights or fails to elect rights within
such times.

{(3) That a contractor electing rights in a subject invention
agrees to file tent application prior to any statutory bar

date that may odguly under this title [35 USCS §§ 1 et seq.] due
to publication, sale, or public use, and shall thereafter
file corresponding/ patent applications in other countries in
which it wishes to retain title within reasonable times, and
that the Federal Government may receive title to any subject
inventions in the United States or other countries in which the
contractor has not filed patent applications on the subject
invention within such times.

(4) With respect to any invention in which the contractor elects
rights, the Federal agency shall have a nonexclusive,
nontransferable, irrevocable, paid-up license to practice or
have practiced for or on behalf of the United States any subject
invention throughout the world: Provided, That the funding
agreement may provide for such additional rights; including the
right to assign or have assigned foreign patent rights in the
subject invention, as are determined by the agency as necessary
for meeting the obligations of the United States under any
treaty, international agreement, arrangement of cooperation,
memorandum of understanding, or similar arrangement, including
military agreement relating to weapons development and
production. .

(5) The right of the Federal agency to require periodic
reporting on the utilization or efforts at obtaining utilization
that are being made by the contractor or his 1licensees or
assignees: Provided, That any such information as well as any
information on utilization or efforts at obtaining utilization
obtained as part of a proceeding under section 203 of this
chapter [35 USCS § 203] shall be treated by the Federal agency
as commercial and financial information obtained from a person
and privileged and confidential and not subject to disclosure
under section 552 of title 5 of the United States Code [5 USCS
§ 552].

(6) An obligation on the part of the contractor, in the event
a United States patent application is filed by or on its behalf



or by any assignee of the contractor, to include within the
specification of such -application and any patent issuing
thereon, a statement specifying that the invention was made with
Government support and that the government has certain rights
in the invention.

(7) In the case of a nonprofit organization, (A) a prohibition
upon the assignment of rights to a subject invention in the
United States without the approval of the Federal agency, except
where such assignment is made to an organization which has as
one of its primary functions the management of inventions
(provided that such assignee shall be subject to the same.
provisions a the contractor); (B) a requirement that the
contractor share royalties with the inventor; (C) except with
respect to a funding agreement for the operation of a
Government-owned~contractor-operated facility, a requirement
that the balance of any royalties or income earned by the
contractor with respect to subject inventions, after payment of
expenses (including payments to inventors) incidental to the
administration of subject inventions, be utilized for the
support of scientific research or education; (D) a requirement
that, except where it proves infeasible after a reasonable
ingquiry, in the licensing of subject inventions shall be given
to small business firms; and (E) with respect to a funding
agreement for the operation of a Government-owned-contractor-
operated facility, requirements (i) that after payment of
patenting costs, licensing costs, payments to inventors, and
other expenses incidental to the administration of subject
inventions, 100 percent of the balance of any royalties or
income earned and retained by the contractor during any fiscal
year up to an amount equal to 5 percent of the annual budget of
the facility; shall be used by the contractor for scientific
research, development, and education consistent with the
research and development mission and objectives of the facility,
including activities that increase the licensing potential of
other inventions of the facility,, including activities that
increase the licensing potential of other inventions of the
facility:; provided that if said balance exceeds 5 percent of the
annual budget of the facility, that 75 percent of such excess
shall be paid to the Treasury of the United States and the
remaining 25 percent shall be used for the same purposes as
described above in this clause (D); and (ii) that, to the extent
it provides the most effective technology transfer, the

*7 llcen51ng of subject inventions shall be administered by
contractor employees on location at the facility.

% {8) The requirements of sections 203 and 204 of this chapter [35
"S §§ 200 et sed.].

(f)(l) No fundlnq agreement with a small business firm or nonprofit
organization shall contain a provision allowing a Federal agency
to require the licensing to third parties of inventions owned
by the contractor that are not subject inventions unless such
provision has been approved by the head of the agency and a
written justification has been signed by the head of the agency.
Any such provision shall clearly state whether the licensing may
be required in connection with the practice of a subject




invention, a specifically identified work object, or both. The
head of the agency may not delegate the authority to approve
provisions or sign justifications required by this paragraph.
(2) A Federal agency shall not require the licensing of third
parties under any such provision unless the head of the agency
determines that the use of the invention by others is necessary
for the practice of a subject invention or for the use of a work
object of the funding agreement and that such action is
necessary to achieve the practical application of the subject
invention or work object. Any such determination shall be on
the record after an opportunity for an agency hearing. Any
action commenced for judicial review of such determination shall
be brought within sixty days after notification of such
determination.. :

§ 203. March-in rights.
(1) With respect to any subject invention in which a small
business firm or nonprofit organization has acquired title under
this chapter [35 USCS §§ 200 et seq.], the Federal agency under
whose funding agreement the subject invention was made shall have
the right, in accordance with such procedures as are provided in
regulations promulgated hereunder to require the contractor, an
assignee or exclusive licensee of a subject invention to grant a
nonexclusive, partially exclusive, or exclusive license in any
field of use to a responsible applicant or applicants, upon terns
that are reasonable under the circumstances, and if the contractor,
assignee, or exclusive licensee refuses such request, to grant such
a license itself, if the Federal agency determines that such--
(a) action is necessary because the contractor or assignee has
not taken, or is not expected to take within a reasonable time,
effective steps to achieve practical application of the subject
invention in such field of use;
(b) action 1is necessary to alleviate health or safety needs
which are not reasonably satisfied by the contractor, assignee,
or their licensees;
(c) action is necessary to meet requirements for public use
specified by Federal regulations and such requirements are not
reasonably satisfied by the contractor, assignee, or licensees;
or
(d) action is necessary because the agreement required by
section 204 {35 USCS § 204] has not been obtained or waived or
because a licensee of the exclusive right to use or sell any
subject invention in the United States is., in breach of its
agreement obtained pursuant to section 204(][35 UsSCs § 204)].

(2) A determination pursuant to this section or section 202(b)(4{:}
shall not be subject to the contract Disputes Act (41 U.S.C. § 60
et seqg.) [41 USCS §§ 601 et seq.]. An adnministrative appeals
procedure shall be established by regulations promulgated in
accordance with section 206 [35 USCS § 206]. Additionally, any
contractor, inventor, assignee, or exclusive licensee adversely
.affected by a determination under this section may, at any time
within sixty days after the determination is issued, file a
petition in the United States Claims Court, which shall have




he/ appeal on the record and to affirm,
reverse, remand or modify, as appropriate, the determination
of the Federal agency. In fes described in paragraphs (a) and
(c), the agency's determination shall be held in abeyance pending
the exhaustion of appeals or petitions filed under the preceding
sentence.

jurisdiction to determine

§ 204. Preference for the United States industry.
Notwithstanding any other provision of this chapter, [35 USCS §§
200 et seq.], no small business firm or nonprofit organization
which receives title to any subject invention and no assignee of
any such small business firm or nonprofit organization shall grant
to any person the exclusive right to use or sell any subject
invention in the United States unless such person agrees that any
products embodying the subject invention or produced through the
use of the subject invention will be manufactured substantially in
the United States. However, in individual cases, the requirement
for such an agreement may be waived by the Federal agency under
whose funding agreement the invention was made upon a showing by
the small business firm, nonprofit organization, or assignee that
reasonable but unsuccessful efforts have been made to dgrant
licenses on similar terms to potential licensees that would be
likely to manufacture substantially in the United States or that
under the circumstances domestic manufacture is not commercially
feasible.

§ 205. Confidentiality.

Federal agencies are authorized to withhold from disclosure to the
public information disclosing any invention in which the Federal
Government owns or may own a right, title, or interest (including
a nonexclusive license) for a reasonable time in order for a patent
application to be filed. Furthermore, Federal agencies shall not
be required to release copies of any document which is part of an
application for patent filed with the United States Patent and
Trademark Office or with any foreign patent office.

§ 206, Uniform clauses and regulations.

The Secretary of Commerce may issue regulations which may be made
applicable to Federal agencies implementing the provisions of
sections 202 through 204 of this chapter [35 USCS §§ 202-204] and
shall establish standard funding agreement provisions required
under this chapter [35 USCS §§ 200 et seqg.]. The regulations and
the standard fundlng agreement shall be subject to public comment
before their issuance.

§ 207. Domestic and foreign protection of federally owned

inventions.

(a) Each Federal agency is authorized to--
(1) apply for, obtain, and maintain patents or other forms of
protection in the United States and in foreign countries on
inventions in which the Federal Government owns a right, title
or interest;
(2) grant nonexclusive, exclusive, or partially exclusive
licenses under federally owned patent applications, patents,




or other forms of protection obtained, royalty-free or for
royalties or other consideration, and on such terms and
conditions, including the grant to the licensee of the right
of enforcement pursuant to the provisions of chapter 29 of
this title [35 USCS §§ 281 et seq.] as determined appropriate
in the public interest;
(3) undertake all other suitable and necessary steps to
protect and administer rights to federally owned inventions
on behalf of the Federal Government either directly or through
contact; and
(4) transfer custody and administration, in whole or in part,
toc another Federal agency, of the right, title or interest in
any federally owned invention.
{b) For the purpose of assuring the effective management of
Government-owned inventions, the Secretary of Commerce is
authorized to--
(1) assist Federal agency efforts to promote the licensing and
utilization of Government-owned inventions;
(2) assist Federal agencies 1in seeking protection and
maintaining inventions in foreign countries, including the
payment of fees and costs connected therewith; and
(3) consult with and advise Federal agencies as to areas of
science and technology research and development with potential
for commercialization utilization.

§ 208. Regulations governing Federal licensing.

The Secretary of Commerce is authorized to promulgate regulations
specifying the terms and conditions upon which any federally owned
invention, other than inventions owned by the Tennessee Valley
Authority, may be licensed on a nonexclusive, partially exclusive,
or exclusive basis.

§ 209. Restrictions on licensing of federally owned inventions.
(a) No Federal agency shall grant any license under a patent or
patent application on a federally owned invention unless the person
requesting the license has supplied the agency with a plan for
development and/or marketing of the invention, except that any such
plan may be treated by the Federal agency as commercial and
financial information obtained from a person and privileged and
confidential and not subject to disclosure under section 552 of
title 5 of the United States Code [5 USCS § 552].
(b) A federal agency shall normally grant the right to use or sell
any federally owned invention in the United States only to a
licensee that agrees that any products embodying the invention or
produced through the use of the invention will be manufactured
substantially in the United States.
(c) (1) Each Federal agency may grant exclusive or partially
exclusive licenses in any invention covered by a federally owned
domestic patent or patent application only if, after public notice
and opportunity for filing written objections, it is determined
that~--

(A) the interests of the Federal government and the public

will best be served by the proposed license in view of the




applicant's intentions, plans, and ability to bring the
invention to practical application or otherwise promote the
invention's utilization by the public;
(B) the desired practical application has not been achieved,
or 1is not likely expeditiously to be achieved, under any
nonexclusive license which has been granted, or which may be
granted, on the invention;
(C) exclusive or partially exclusive licensing is a reasonable
and necessary incentive to call forth the investment of risk
capital and expenditures to bring the invention to practical
application or otherwise promote the invention's utilization
by the public; and
(D) the proposed terms and scope of exclusivity are not
greater than reasonably necessary to provide the incentive for
bringing the invention to practical application or otherwise
promote the invention's utilization by the public.
(2) A Federal agency shall not grant such exclusive or
partially exclusive 1license under paragraph (1) of this
subsection if it determines that the grant of such license will
tend substantially to lessen competition or result in undue
concentration in any section of the country in any line of
commerce to which the technology to be licensed relates, or to
create or maintain other situations inconsistent with the
antitrust laws.
(3) First preference in the exclusive or partially exclu51ve
licensing of federally owned inventions shall go to small
business firms submitting plans that are determined by the
agency to be within the capabilities of the firms and equally
likely, if executed, to bring the invention to practical
application as any plans submitted by applicants that are not
small business firms.
(d) After consideration of whether the interests of the Federal
Government or United States industry in foreign commerce will be
enhanced, any Federal agency may grant exclusive or partially
exclusive licenses in any invention covered by a foreign patent
application or patent, after public notice and opportunity for
filing written objections, except that a Federal agency shall not
grant such exclusive or partially exclusive 1license if it
determines that the grant of such license will tend substantially
to lessen competition or result in undue concentration in any
section of the United States in any line of commerce to which the
technology to be licensed relates, or to create or maintain other
situations inconsistent with antitrust laws.
(e) The Federal agency shall maintain a record of determinations
to grant exclusive or partially exclusive licenses.
(£) Any grant of a license shall contain such terms and conditions
as the Federal agency determines appropriate for the protection of
the interests of the Federal Government and the public, including
provisions for the following:
(1) periodic reporting on the utilization or efforts at
obtaining utilization that are being made by the licensee with
particular reference to the plan submitted: Provided, That any
such information may be treated by the Federal agency as
commercial and financial information obtained from a person and




privileged and confidential and not subject to disclosure under
section 552 of title 5 of the United States Code [5 USCS § 552]:
(2) the rlght of the Federal agency to terminate such license
in whole or in part of it determines that the licensee is not
executing the plan submitted with its request for a license and
the licensee cannot otherwise demonstrate to the satisfaction
of the Federal agency that it has taken or can be expected to
take within a reasonable time, effective steps to achieve
practical application of the invention;

(3) the right of the Federal agency to terminate such license
in whole or in part if the licensee is in breach of an agreement
obtained pursuant to paragraph (b) of this section; and

(4) the right of the Federal agency to terminate the license in
whole or in part if the agency determines that such action is
necessary to meet requirements for public use specified by
Federal regulations issued after the date of the license and
such requirements are not reasonably satisfied by the licensee.

§ 210. Precedence of chapter.

(a) This chapter [35 USCS §§ 200 et sedq. shall take precedence
over any other Act which would require a disposition of rights in
subject inventions of small Dbusiness firms or nonprofit
organizations contractors in a manner that is inconsistent with
this chapter [35 USCS §§ 200 et seq.}, including but not
necessarily limited to the following:

(1) section 10(a) of the Act of June 29, 1935, as added by title

1 of the Act of August 14, 1946 (7 U.S.C. 427i(a); 60 Stat.

1085) [7 USCS § 427i(a)]:

(2) section 205(a) of the Act of August 14, 1946 (7 U.S.C.

1624 (a); 60 Stat. 1090) [7 USCS § 1624(a)]l;

(3) section 501(c) of the Federal Mine Safety and Health Act of

1977 (30 U.S.C. 951(c); 83 Stat. 742) [30 USCS § 951(c)]:

(4) section 106(c) of the National Traffic and Motor Vehicle

Safety Act of 1966 (15 U.S.C. 1395(c); 80 Stat. 721) [15 USCS

§ 1395(c)]:

(5) section 12 of the National Science Foundation Act of 1950

(42 U.S.C. 1871(a); 82 Stat. 360) [42 USCS § 1871];

(6) section 152 of the Atomic Energy Act of 1954 (42 U.S.C.

2182;: 68 Stat., 943) [42 USCS § 2182];:

(7) section 305 of the National Aeronautics and Space Act of

1958 (42 U.S.C. 2457) [42 USCS § 2457];

(8) section 6 of the Coal Research Development Act of 1960 (30

U.S.C. 666; 74 Stat. 337) [30 USCS § 666];

(9) section 4 of the Helium Act Amendments of 1960 (50 U s.C.

167b; 74 Stat. 920) [50 USCS § 167b];

(10) section 32 of the Arms Control and Disarmament Act of 1961

(22 U.8.C. 2572; 75 Stat. 634) [22 USCS § 2572];

(11) subsection (e} of section 302 of the Appalachian Regional

Development Act of 1965 (40 U.S.C. App. 302(e); 79 Stat. 5) [40

USCS Appx. § 302(e)]:

(12) section 9 of the Federal Nonnuclear Energy Research and

Development Act of 1974 (42 U.s.c.(§§§;) 88 Stat. 1878) [42 USCS




(13) section 5(d) of the consumer Product Safety Act (15 U.S.C.
2054 (d); 86 Stat. 1211) [15 USCS § 2054(d)]:
(14) section 3 of the Act of April 5, 1944 (30 U.S.C. 323; 58
Stat. 191) [30 USCS § 323]:
(15) section 8001(c)(3) of the Solid Waste Disposal Act (42
U.S.C. 6981(c); 90 Stat. 2829) [42 USCS § 6981(c)(3)];
(16) section 219 of the Foreign Assistance Act of 1961 (22
U.S.C. 2179; 83 Stat. 806) [22 USCS § 2179]):
(17) section 427(b) of the Federal Mine Health and Safety Act
of 1977 (30 U.S.C. 937(b); 86 Stat. 155) [30 USCS § 937(b)];:
(18) section 306(d) of the Surface Mining and Reclamation Act
of 1977 (30 U.S.C. 1226(d); 91 Stat. 455) [30 USCS § 1226(d)];
(19) section 21(d) of the Federal Fire Prevention and Control
Act of 1974 (15 U.S.C. 2218(d): 88 Stat. 1548) [15 USCS §
2218(d) ]:
(20) section 6(b) of the Solar Photovoltaic Energy Research
Development and Demonstration Act of 1978 (42 U.S.C. 5585(b):
92 Stat. 2516) [42 USCS § 5585(b)];
(21) section 12 of the Native Latex Commercialization and
Economic Development Act of 1978 (7 U.S.C. 178(j): 92 stat.
2533) [7 USCS § 1783j]; and
(22) section 408 of the Water Resources and Development Act of
1978 (42 U.S.C. 7879; 92 Stat. 1360) {42 USCS § 7879].
The Act creating this chapter shall be construed to take precedence
over any future Act unless that Act specifically cites this Act and
provides that it shall take precedence over this Act.

(k) Nothing in this chapter [35 USCS §§ 200 et seqg.] is intended
to alter the effect of the laws cited in paragraph (a) of this
section or any other laws with respect to the disposition of rights
in inventions made in the performance of funding agreements with
persons other than nonprofit organizations or small business firms.
(¢) Nothing in this chapter [35 USCS §§ 200 et seqg.] is intended
to limit the authority of agencies to agree to the disposition of
rights in inventions made in the performance of work un-er funding
agreements w1th.persons other than nonprofit organizatifns
business firms in accordance with the Statement of
Patent Policy issued on February 18, 1983, agency regulati
other applicable regulations or to otherwise limit the authority
of agencies to allow such persons to retain ownership of
inventions. Any disposition of rights in inventions made in
accordance with the Statement or implementing regulations,
including any disposition occurring before enactment of this
section, are hereby authorized except that all funding agreements,
including those with other than small business firms and nonprofit
organizations, shall include the requirements established in

raph 202(c) (4 nd section 203 of this title {35 USCS §§
202(c) (4) a 31%§:i2 -
(d) Nothing in thi hapter [35 USCS §§ 200 et seq.] shall be
construed to require the disclosure of intelligence sources or
methods or. to otherwise affect the authority granted to the
Director of Central Intelligence by statute or Executive order for
the protection of intelligence sources or methods.




§ 211. Relationship to antitrust laws.

Nothing in this chapter [35 USCS §§ 200 et seq.] shall be deemed
to convey to any person immunity from civil or criminal liability,
or to create any defenses to actions, under any antitrust laws.

§ 212, Disposition of rights in education awards.

No scholarship, fellowship, training grant, or other funding
agreement made by a Federal agency primarily to an awardee for
educational purposes will contain any provision giving the Federal
agency any rights to inventions made by the awardee.
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THE WHITE HOUSE -

Ofrlce ot the Press Secretary
(Santa Barbara, Callfornla)

For Immediate Release : , _ . , '_November'9,71984
STATEMENT BY THE PRESIDENT

1 am pleased to sign today H.R, 6163, the "Federal Listrict Ccurt
Organization Act of 1984." This legislation accomplishes a number
of key reforms that signiticantly improve the environment for
technological innovation., By strengthening the rights ot people
who are willing to risk commercializing new ideas to reap their
Jjust rewards, this legislation encourages lndlv1auals to create
and develop new teunnologles.

The most important prov151on in this Act is the creation of a new
torm of intellectual property protection tor semiconductor chip
products. It is easy to copy chip designs. InnovatueSs can invest
tens of millions of dollars to create and market these _
semiconductors, while others can copy these designs at a tiny

traction of the cost. By creating penalties against copyiang, this

leglblatlon signiricantly enhances the incentives tfor firms to
invest in new deszgns. Furthermore, the legislation includes a
provision encouraging other countries to provide comparable
protection ror U.S. semiconductors sold abroad.

The stakes in this area are tremendous. Not only does the
semiconductor industry annually ship about $14 billion of semi-~
conductors, it also employs about 200,000 people. Perhaps most

- important, increasingly more poweriul and cheaper semiconductors
are at the heart of a wide range ot technologies that have
increased American productxv;ty, competltrveness, and our standard
oi llvxng.‘ , _ _

The legislation alsu reatrirms certain basic pr1ncxples of
trademark law upon which all American businesses have
traditionally relied to protect the marks enabling them to
distinguish their pruducts from those of others. Moreover, it
extends the principle of contractor ownership oi Feaerally funded
inventions to those made in government-owned, contractor- operated
. laboratories, which takes advantage of the private sector's
ability to. commerCLallze these 1uventxons more effectLVelj than

- the qov=rnment.- R :

The Congress passed this legislation with strong bipartisan
support. My Administration strongly supported these provisiouns
that strengthen intellectual preperty rights. This legislation
takes a major. sLep in spurrlng the creative genxus ot Amerxca s
entrepreneurs. : . _

BN
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through (a)(3) above, and as their agent
does hereby so certify; and (ii) he has not
participated, and will fiot participate, in any
action contrafy to (a)1) through (a)3}
above,

(¢) This certification is not applicable to a
foreign bidder or offeror submitting a bid or
proposal for a contract which requires per-
formance or delivery outside the United

. Btates, its possessions, and Puerto Rico.

(d) A bid or proposal will not be consid-

e ered for award where (aX1), (a)(3), or (b)

above has been deleted or modified. Where
(a)2) above has been deleted or modified,
the bid or proposal will not be considered
for award unless the bidder or offeror fur-
nishes with the bid or proposal a signed
statement which sets forth in detail the eir-
cumstances of the disclosure and the head
of the agency, or his designee, determines
that such disclosure was no{ made for the
purpose of restricting competition.

(b)) The fact that a firm: (1) Has pub-
lished pricelists, rates, or tariffs cover-
ing items being procured by the Gov-
ernment, (2) has informed prospective
customers of proposed or pending pub-
lication of new or revised pricelists for
such items, or (3) has sold the same
items to commercial customers at the
same prices being offered the Govern-
ment does not constitute, without
more, a disclosure within the meaning
of paragraph (a)2) of the Certificate.
"~ {e) Tt is not required that a separate
written authorization be given to the
signer of the hid or proposal for each
procurement involved where the
signer makes the certification provid-
ed in paragraph (b)2) of the Certifi-
cate: Provided, That with respect to
any bisnket authorization given: (1)
The procurement to which the Certifi-
cate applies is clearly within the scope
of such authorization, and (2) the

person giving such authorization is the -

person responsible within the bidder's
or offeror's organization for the deci-
sion as to the prices being bid or of-
fered at the time the Certificate is
made in a particular procurement.

(d) After the execution of an initial

certificate and the award of a contract
in connection therewith, the contrac-
tor need not submit additional certifi-
cates in connection with proposals
submitted on ‘‘work orders” or similar
ordering instruments issued pursuang
to the terms of that contraet, where
the government’s requirements cannot
e met from another source.

Title 41—Public Contracts, Property Monagement

(e) The authority to make the deter-
mination described in paragraph (d) of
the above certification shall not be
delegated to an official helow the level
of the head of a procuring activity of
the agency.

(f) Where a certification is suspected

of being false or there is indication of .

collusion, the matter shall be proc-
essed in accordance with Subpart 1-1.9
and appropriate agency procedures.
For rejection of bids which are sus-
pected of being collusive and for the
negotiation of procurements subse-
quent to such rejection, see §§ 1-2.404-
i(b)6) and 1-3.214,

{28 FR 10104, July 24,°1964, as amended at
30 FR 9589, July 31, 1965; 40 FR 60020, Dec.
31, 19751

§1-1.318 Disputes.
[45 FR 10789, FPeb. 19, 19803

§1-1.318-1 General.

The Contract Disputes Act of 1978
(Pub. L. 95-563; November 1, 1979, 41
U.S.C. 601-613) provides a statutory
basis for the resolution of disputes
under Government contracts. It is the
Government’s policy, consistent with
that Act, fo try to resolve all disputes
by mutual agreement at the contract-
ing officer’s level without litigation. In

appropriate circumstances, before issu= "
ance of a contracting officer's decision,

should beé ¢énsideréd, The contracting
officertis-authorized—twithin any spe-
cifie limitations in his or her warrant)
to settle all disputes relating to a con-
tract containing the Disputes clause
prescribed by § 1-1.318-7. .

I3

[45 FR, 10788, Feb. 19, 1980}

§1-1.318-2 Applicability of Act and excep-
tions.

(a) Applicability. (1) Unless other-

wise specifically provided herein, the

Contract Disputes Act of 1978 applies

to any express or implied contract en-
tered into by an executive agency for
the procurement of:
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(i) Property, other than real proper-
ty in being,

(ii) Services, or

(ill) Construction, alteration, repair,
or maintenance of real property.

(2) The contracts to which the Act
applies include the contracts of;
" (i) The nonappropriated fund activi-
iieas1 described in 28 U.8.C. 1346 an
491. :

(i) The Tennessee Valley Authority"

which contain a disputes clause requir-
ing that a contract dispute be resolved
through an agency administrative

process (see exception in §1-1.318-

2(b)). :

(3) The Act also applies to certain
kinds of relief, such as slleged legal
entitlement to revision or reformation
for mutual mistake, which formerly
were: (i) Available within an agency
only under Pub. L. 85-804 (50 U.8.C.
1431-1435) and (i) not within the con-
tracting officer’s authority. Contract-
ing officers should obtain legal advice
regarding their authority to settle or
decide these claims.

(4) Maritime contracts are subject to
the Act to the extent provided in 41
U.S8.C. 603,

(b} Erceptions. The Act does not
apply to:

(1) Contracts with a foreign govern-
ment or an agency thereof, or with an
internationsal organization or a subsidi-
ary body thereof, if the head of the
agency determines that application of
the Contract Disputes Act of 1878 to
the contract would not be in the
public interest;

(2} Any claim or dispute for penal-
tles or forfeitures prescribed by stat-

# ute or regulation which another Fed-

eral agency is specifically authorized
to administer, settle, or determine;

(3) Any claim involving fraud:

(4) Requests for relief under Pub. ..
85-804 because they are not consid-
ered claims under the Act (see §1-
1.318-2(a)); or

(5) Contracts of the Tennesseée
Valley Authority for the sale of fertil-
1zer or electric power or related to the

conduct or operation of the electric
bower system,

[45 FR 10789, Feb, 19, 1980]

29

(&I,

claims over $50,000.

Any contractor claim over’ 7$50;006‘ .

(either initially or as amended) must

be certified under paragraph (¢) of the”

Dispt_mes clause before settlement or
ilgcism\n on the claim (see §1-7.102-
I : o :

{45 FR 10789, Feb. 19, 1980]

§1-1.318-4 Contracting off';ée_r’s decision. -

{ (a) When a claim cannot be satisfied
or settled by sgreement and a decision
on the claim is hecessary, the contract-
ing officer shall; -

(1) Review the facts pertinent to the
claim,

(2) Secure assistance from legal and.

other advisors, and
(3) Coordinate with the contract ad-
ministration office or contracting
office, when appropriate, : :
(b} The contracting officer shall fur-
nish & copy of the decision to the con-
tractor by certified mail—return re-
ceipt requested or any other method
that provides evidence of receipt. The
decision shall include:
) (1) A paragraph substantially as fol-
oOWS:

This is the final decision of the contract- «

ing officer. This decision may be appesled
to (nsert the address of the cognizant
Board of Contract Appeals). If you declde to
msake such an appesl, you must mail or oth-
erwise furnish written notice thereof to the
Board of Contract Appeals within 90 days
from the date you receive this decision, A
copy thereof shall be furnished to the eon.
tracting officer from whose deolsion the
appeal is taken. The notice shall Indicate
that an appeal is intended, should reference
this decision, and identify the contract
number. Instead of appealing to the Board

of Contract Appeals, you may bring an -

action directly to the ‘%I.S_Cmm_f_glmma :
within 12 months of*The date you receive('Kw

this decision =

(2) A deseription of the claim or dis-

pute;

(3) A reference to pertinent contract
provisions;

{4) A statement of the factual areas
of agreement or disagreement;

(5) A statement of the contracting
officer’s decision, with supporting ra-
tionale;

(8) A notification that the small
claims procedure of the cognizant

§1-1.318°4

§1-1.318-3 Contractor certification. - for:
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§1-1.318-5

Board of Contract Appeals is applica-
ble at the sole election of the contrac-
tor in the event the amount in dispute
as a result of the final decision is
£10,000 or less; and

1) A notification that the acceler-

“ated procedure of the cogmza.nt Board
- of Contract Appeals is applicable at

the sole election of the contractor in
the event the amount in dispute as a
result of the final decision is $50,000
or less.

(¢) The contracting officer shall
issue the decision within the following
time limitations:

(1) For submitted claims not exceed-

" ing $50,000, within 60 days after the

Contracting Officer receives a written
request for a decision.

(2) For submitted certified claims ex-
ceeding $50,000, within 60 days after

* the Contracting Officer receives a cer-

tifled claim. However, if a decision is
not to be issued within 60 days, the
contracting officer shall notify the
contractor, within the 80 days, of the
time within which the contracting of-
ficer will make the decision. The deci-
sion of the contracting officer on sub-

. mitted claims shall be issued within a

reasonable time. The reasonableness
of this time period will depend on the

size and complexity of the claim and

the adequacy of the contractor’s sup-
porting date and any other relevant
factors.

(d) (1) Within 30 days of receipt of
an appeal, or notice that an appeal has
been filed, the contracting officer
shall assemble and transmit to the
cognizant Board (through the agency's
General Counsel) an appeal file con-

gisting of all documents pertinent to
"~ the appeal, iIncluding:

(1} The decision from which the
appeal is taken;

¢ii) The contract, including specifica-
tions and pertinent amendments,
plans, and drawings;

(iii> All correspondence between the
parties relevant to the appesal, includ-
ing the letter or letters of claim in re-
sponse to which the decision was
issued;

(iv) Trenscripts of any testimony
taken during the course of proceed-
ings, and affidavits or statements of
any witnesses on the matter in dispute

Title 41—Public Conticets, Property Management

.made prior to the filing of the notice

of appeal with the Board; and

(v) Any additional information con-
sidered relevant to the appeal,

(2) Documents in the appeal file
may be originals or legible facsimiles
or authenticated copies, and shall be

_arranged in chronological order where

practicable, numbered sequentially,

tabbed, and indexed to identify the -

contents of the file.

(3) Within the same 30 days as speci-
fied for furnishing the appeal file to
the cognizant Board, the contracting
officer shall also furnish a coby of the
appeal file to the appellant. However,
the contracting officer may substitute
a lst of specific contractual docu-
ments in place of the documents them-
selves as required in paragraph
(dX(1)(ii) of this section.

(4) Upon request by either party, the
Board may waive the requirement to
furnish to the other party copies of
bulky, lengthy, or out-of-size docu-
ments in the appeal file when inclu-
gion. would be burdensome. At the
time a party files with the Board a
document as to which such a waiver

.has been granted, he or she shall

notify the other party that the docu-
ment or & copy is available for inspeec-

tion at its own offices or at the offices

of the Board.
(e) The amount determined payable

“under the decision; less any portion al-

-ready paid, normally should be paid

- without awaiting contractor action

concerning appeal. The payment ghall
be without prejudice to the rights of
elther party

{45 FR 10789, Feb. 19 1580]

§1-1.318-5 Govemment claims -
. the contractor.

All claims asserted by the Govern-
ment against a contractor relating to a
contract that cannot be settled by
agreement shall be the subject of a de-
cision by the contracting officer and
shall be processed in accordance with
§1-1.318-4.

(46 FR 10790, Feb. 19, 1880]

against
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§1—-1.318-6 Payment of interest on con-
tractors’ claims.

The Government shall pay interest

on contractors’ claims as prescribed in-

paragraph (d)-of the Disputes clause
(see § 1-7.102-12),

[45 FR 10790, Feb. 19, 10801

§1-1.318-7 Coniract clause.

The contracting officer shall msert
the Disputes clause set forth in § 1-
7.102-12 in all contracts to which the
Contract Disputes Act of 1978 a.pplies
(see ' 1-1.318-2).

[45 FR 10790, Feb. 19, 1980}

§1-1.313-8 Applicability of clause.

(a) With respect to contracts award-
ed before the effective date of the Act
(March 1, 1979), the contractor may
elect to proceed under the Disputes
clause included in the contraci or the
clause in § 1-7.102-12, if:

(1) The claim was initiated before

the effective date of the Act and the -

contracting officer has not rendered a
final decision, or

(2) The claim was Initiated on or
after the effective date of the Act.

(b) With respect to processing claims
asserted after the effective date of the
Act, the clause set forth in § 1-7.102-
12 applies. The clause was prescribed
by the Office of Federal Procurement
Policy on February 26, 1979 (44 FR
12519, March 7, 1979).

[45 FR 10790, Feb. 19, 1980] -

§1-1.312 DProcurement of items
jewel bhearings. :

using

(a) General To maintain a jewel .

bearing production facility in  the
United States as a part of the industri-
&l mobilization base, the Government
owns and, through g contractor, oper-
ates the William Langer Jewel Bearing
Plant at Rolla, N. Dak. The Director,
Office of Emergency Preparedness,
has requested that agencies use this
source in order to promote the use of
this plant as an established domest.lc
source of jewel bearings.

(b) Definitions. As used in this sub-
part the foliowing terms have the
meanings set forth in this paragraph:

(1) “Jewel bearing” means a piece of
synthetic sapphire or “ruby of any
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shape, except a phonograph needle,
which has one or more polished sur- -
faces and which is suitable for use in. .
an instrument, mechanism, subassem- . -

bly, or part without any additional

processing. A jewel bearing may be..
either unmounted or mounted into a. .
ring or bushing. Examples of jewel .-
Watch holes—olive,

bearings are:
watch holes—straight, paliet stones,

roler jewels (jewel pins),~end stones .
(caps), vee (cone) jewels, instrument -

rings, cups, double cups, and orifice

. Jewels. As used herein, the term “jewel |

bearings” includes “related items.”

(2) “Related items” means other.

synthetic sapphire or ruby compo-

nents. Examples of related items are )
pivots, knife edges, insulators, spacers,..
windows, and striking surfa.ces other .

than pallet stones.
(3) “Price list” is the official U.S.

Government Jewel Bearing Price List

for jewel bearings produced by the
William Langer Jewel Bearing Plant.
This list is issued periodically by the
General Services Administration.

(4) “Plant” means the Government-

owned William Langer Jewel Bea.ring- o

Plant, Rolla, N. Dak.

(5) “Military Standard Jewel Bear- - -
"ing” means a jewel bearing conform-

ing to Military Specification No. MIE~'
B-27467 (latest revision) entitled

“Bearings, Jewel, Sapphire or Ruby, .

Synthetic.”

(c) Policy. (1) The Office of Emer-

gency Preparedness has determined
that the William Langer Jewel Bear-
ing Plant is an essential part of the na-
tional mobilization base and that iis
continued operation as a domestic

source of jewel bearings is in the inter- -

est of the United States. Therefore, all

direct Government purchases of jewel

bearings shall be made from the Plant.
In addition, all procurements of items
in the Federal Supply Classes. and
Groups listed in paragraph (d) of this
section, or subassembly, component, or
part thereof, whether procured by the
Government- direct or through con-
tractors, shall provide a requirement
in the solicitations and resulting con-
tracts that jewel bearings in the quan-
titles and of the types and sizes (in-
cluding tolerances) necessary for the
end items to be supplied under the
contract must be purchased from the




Subhtle A——Federal Procuremen’r
Regulations System

The Office of the Federal Register
published the following document at

50 ¥Rt 26987, July 1, 1885.

Eprroriar. NoTeE: On September 18,
1983 (48 FR 42103), a joint document
issued by the General Services Admin-
istration, the Department of Defense
and the National Aeronautics and
Space Administration, established a
new Federal Acquisition Regulation in
Title 48 of the Code of Federal Regu-
lations (CFR). The general Federal
Acquisition Regulation (FAR) pub-
lished on that date iz codified at Chap-
ter 1 of Title 48. Chapters 2 through
49 of Title 48 were reserved and estab-
lished for individual agency implemen-
tations and supplementations of the
PFAR. The FAR in Chapfer 1 together
with the agency regulations in Chap-

ters 2 to 49 comprise the Federal Ac-

quisition Regulations System that
went into effect on April 1, 1984,

The FAR system replaced hoth the
Federal Procurement Regulations
System (FPRS) for civilian contracts
(41 CFR Subtitle A, Chapters 1 to 49)
and the Defense Acquisition Regula-
tions (DAR) for defense contracts (32
CFR Chapter 1, Parts 1 to 39), While
the new FAR regulations in Title 48
replaced the Title 32 DAR and Tifle 41
FPR regulations as of April 1, 1984,
both the DAR and FPR provisions
continue to apply to those contracts

which preceded the effective date of
the FAR.
The Office of the Federal Register

' (OFR) normally reissues its CFR revi-

sions of both Title 32 and Title 41 vol-
umes as of July of each year. Because

of numerous amendments published to

both the DAR and FPR during the
July 1, 1983 to July 1, 1984 CFR revi-
sion cycle, the Office of the Federal

. Register issued full text revisions as of

July 1, 1984, for each of the CFR vol-
umes containing DAR or FPR regula-
tions.

These 14 CFR volumes are:

DEFENSE ACQUISITION REGULATIONS

Title 32 )
{Part 1-39}, volume I
(Part 1-38), volume II
(Part 1-39), volume III

FEDERAL PROCUREMENT REGULATIONS

Title 41,
Chapter 1, (Parts 1-1 to 1-10}
Chapter 1, (Part 1-11 to Appendix)—
Chapter 2
Chapters 3 to Chapter 6
Chapter T
Chapter 8
Chapter 9
Chaptets 10 to 17
Chapter 18:
Volume I (Perts 1-5)
Volume II (Parts 6-19)
Volume III (Parts 20-52 and Appendix)
Chapter 19 to Chapter 100

Public Contracts, Dept. of Labor

These CFR volumes represent the

final codified versions of the former
procurement systems which “continue
to apply to those contracts entered
into prior to the adoption of the FAR..

Because the former FPR and DAR
- regulations do not apply to contracts
entered into subseqguent to the effec-
tiveness of the FAR on April 1, 1984, it

is unltikely that there will be any fur-
ther amendments to these regulations.
Since July 1, 1984 there has been only
one amendment published in the FEp-
ErRAL  REcisTER which affected the
former FPR or DAR regulations. This
amendment was not a substantive
amendment; it was a clarifying state-
ment to a Labor Depariment procure-
ment regulation in 41 CFR 29-70.103
(see 49 FR 38108, Sept. 27, 1984).

The FPR and DAR regulations
issued in the July 1, 1984 CFR editions
are substantively unchanged. The
Office of the Federal Register normal-

Vol \t,,,.‘ 1981 CFR

1¥ does not relssue CFR volumes when

there have been no  amendments
“issued to & particular volume during
the revision cycle. A cover is usually -

issued and sent to CFR subscribers in-

dicating that the last edition should be
retained. The Superintendent of Docu--

ments, Governnment Printing Office

continues to sell the “old™ edition -
_until supplies are exhausted.

; Since the 1984 FPR and DAR regu-

1ations were printed in the 14 volumes

listed above, OFR will not reprint the
full text of these regulations in the

July 1, 1985 CFR revisions. Users

should retain the 1984 edition of these
volumes. The 1885 revision of Titles 32
and 41 will contain only text of those
parts not affected by the FAR and a

note referring the reader to the 1984 -

edition for the text of the FPR (41

CFR Chapters 1 to 49 and DAR (32

CFR Parts 1 to 39).
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" invention for what he obtained _patent, contraet is. not S0 hroadly construed as to
© require assignment of patent. . S

L 15::1' - Chzcago Forgmg & Manufa.ct:mng Co v. Bade-Gummms Mfg.

_ ment, Westinghouse v. Boyden Power

and this was recogmzed by plamnﬂ"s ox~ _Fed (2(1) 199 (C C. A 6) There are
pert, the patentee was not: entitled to two tests of equivalency (1) identity of .
claim all structures which exercised the = function, and (2) substantial identity of
desired function, but only those which he way of performing that function. Walker

. himself mvented and a device which pro- on Patents, 6th Ed. 511, Primary as well
- duces the same result through transla- . as secondary patents are infringed by no
tion of force operates in a substantially substitutions that do not fully respond to -

different manner than ore in which foree. these tests, Even if identity of function
is directly applied. This is not infringe- were present, the patent not-being 2 pri-
mary one, the requirement of substantial
Brake Co., 170 U. . 537, 568, especially * identity of way should -0t be considered

where the patent is not 4 .generic .ope. s0 elr~*ie - e important . dif-
and the patentee is entitled to but a nar- feren... ., _uw.ner of operauon. "
row range of equivalents. See Directo- - There is no infringement, and the"de- -
.Plate Corp. v: Donaldson Lith. Co., 51 cree below is aﬂirmed S ‘
' Supreme Gourt of the Umted States SRR -
UNITED STATES OF AMERICA ¥, DUBILIER: CONDENSER CORPORATION
- Nos. 316 317, 318 Dec1ded Apr 10, 1933
: Patents—Patents-— '

Patent is not, accu'rately speakmg, a monopoly, :Eor it is not created 'by executlve'

- authority at expense of and to prejudice of all community except grantee of patent;
inventor deprives public of nothmg which it enjoyed before his.discovery but gives

something of value to community by adding to sum of human knowledge; he may
keep invention secret and reap its fruits mdeﬁnlte]y, in consideration of its dis-

' .closure and gpnsequent benefit to community, patent is granted

. Patents—Spemﬁcatmn--—Suﬁcnency of disclosure—

Lavw requires such disclosure to be made in apphcat]on for patent that others
skilled in art may understand invention and how to put it to use. )

‘Patents—Tltle——"‘mployer and- empiovee—

Patent is proverty and title can pass only by assignment; if not yet lssued agree-

" ment to assign when issved, if valid as con‘tract_ will be specifically enfor ced, re-

pective rights and o‘bligatinns of employer -and employee, fouching invention con-.
ceived by latter, spring from contraet of employment; one employed to. make inven- -

" Hon who succeeds during term of service in accomphshmg that task is bound to
assign to. employer patent obtained; on other hand if employment be general, albeit

it covers field of labor and effort in performance. of which employee  conceived the

LS

'Patents——Patentablhty—Inventlon— ‘
Invention consists neither in ﬁnchng out laws of nature nor in :Eru1tfu] research as

" to operation of natural laws but in discovering how those laws may be utilized or

applied for beneficial purpose by a process, 2 device or a machine;. it is result of
inventive act, hirth of an ides, and its reduction to practice; product of original
thought; concept demonstrated o be irue by practical application or embodiment
in tanglble form; embodxment is not the. mventlon and is not subJect of a patent

Employment mereiy to design or construct or devise methods of manufacture is
‘niot same as employment to invent; shop right iz that, where servant dering hours
of employment working with master’s materials and apphances conceives and per-
fects invention for which he obtains patent, he must accord master non-exclusive right
to practice invention; but employer has no equity to demand conyeyance of inven-
tion; this remains property of him who conceived it together with right conferred

by patent to exc]ude all others than employer :Erom accrumg beneﬁts

.Patents—--T:tle— : )
Title of the patentee is sub_]ect 1o no superlor nght of Govemment' grant is not,

-as in England a matter of grace or :Eavor 8o that conchtmns may be annexed at

-

g Patents—Title—Employer and emplovee—- : ’ -



o

£ to0 nt of hm:tatmns of respective rights of inventor and publie; Constitution .
es no public peolicy which reqmres holder of patent to cede use or beneﬁt of
u“-entmn to United States.: o . , : ‘ :

patents—Applicants—

Np servant of United States has by statute been d1squahﬁed for applmng for and
recemng patent for his invention save officers and employees of Patent Oﬂice durmg- ’

period, for which they hold thelr appomtments

Patent&*-Tltle—Guvemment employees— o ’

Supreme Court has applied rules enforced as between pr1vate employers and
"servants to relation between Government and its officers and employees; United
States is entltled, in same way and to same extent as private employer, to shop

rights, that is, free and non-exclusive use of patent which results from efforts of -

those employed in their working -hours and with material belonging to Government;

statutes, decisions and administrative practice negate existence of duty binding one-

in service of Government different from obligation of one in private employment;

United States like any other employer, if it desires assignment of employee’s rights, .

must prove contractual obligation on part of employee fo assign patents to Govern-
ment; employees of Bureau of Standards who did not agree to exercise inventive

faculties in their work and who made invention not within its scope need not assign.

patenis to Government; written evidence of employment does not mention research,
much less invention; never was word said to employees prior to discoveries concern-

ing invention or patents or duties or obligations respecting these matters; other

employees of Bureau of Standards and other departments had, while so empioyed
received numercus patents and enjoyed exclusive rights against all private persons.
without let or hindrance from Government;* no act of Congress authorizes United

States to take pafent or o hold one by asmgnment, no statutory authority exists "

for transfer of patents to any department or officer of Government or for adminis-

' tration of ‘patents or issuance of licenses on. behalf of the Unmed States; u_wentors '

do not hold patents in trust for Govemment
‘Patents—Title—Government employee-—

Act of 1883 and as amended in 1928 prowdes patent without fee for Government )
employee who in course of employ conceives invention; he should afford Government

free use thereof but should be protected in right to exclude all others; s!mﬂar rlght
acerues to Government employee paying fees for patent )

Patents—Jurisdiction of conrts—

Until 1810 Court of Claims was without Jurlschctmn to awa.rd compensation  to
owner of patent for unauthorized use by United States or its agents; power extended =~
only to trial of claimy based upon express or implied contracts for such use; in 1910 -
Congress eplarged jurisdiction to embrace former class of claims, but imposing re--
striction that it should not extend to owners of patents obtamed by employees of .

) Govemment while in service.

Patents—Title—Government employees-m- '
Cengress has refrained from imposing upon Government servants contract “obliga-
tion to assign to Govermment patent for invention discovered or developed during

period of Government service and mmdental to llne of official dutles, and court w111 o

not assume such contract obligations.

Patents-—Radio Receiving Apparatus title transfer refused—
1455141, Lowell & Dunmore, Radio Receiving Apparatus, title transfer refused
1606212 Dunmore & Lowell, Power Amplifier, title transfer refused,
163o117 Dunmore, Signal Recewmg System, title transfer refused.

- On writs of certiorari to the United LAND with him on the brief) for peti-
States Cirenit Court of Appeals for tioner; James H. HuegHES, Jr. (E. -

the Third Circuit. ENNALLS BerL, JoEN B. Bravy and
THOMAS D. THACHER, Solicitor General =~ WARD & GRAY with him on the brief)

(CuARLES B. RUGG, Assistant Attor- for respondent. .

ney General, ALEXANDER HOLTZOFF,  Mr. Justice RoBERTS delivered the

Pavr D. Mruter and H. BriaN Hoi- . opinion of the Court.——Three suits were
*The remaining portion of the. syllabus was based upon a paragraph de.'leted from the opimon_ '

by order of the ‘court. (See Note, p. m.)
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" into sections.

156 United States of America @..Diibilier Condenser -Co@oraﬁon '

brought in the Distriet Court for. Dela-

ware against the respondent as exclusive
licensee under three separate patents is-

. sued to Francizs W. Dunmore and Perci-

val D. Lowell, The-bills recite that the

- inventions were made whilé the patentees-
- were employed in the radic laboratories

of the Bureau of Standards, and are
therefore, in equity, the property of the
United States.  The prayers are for a

detlaration. that the respondent is a -~

trustee for the Government, and, as such,
reguired tc assign to the United States
all its right, title and interest in the pat-

-ents, for an accounting of all moneys re-

ceived as licensee, and for general relief.

The District Court consclidated the cases

for trial, and after a hearing dismissed
the bilis,! The Court of Appeals for the

- Third Cirenit affirmed the decree.”

The courts below concurred in findings
which are not challenged and, in sum-
mary, are: - - _

The Bureau of Standards is a2 subdi-
vision of the Department of Commeree.’
Its functions consist in the custody of
standards; the comparison of standards
-used in scientific investigations, engineer-
ing, manufacturing, commerce, and edu-
cational institutions with those adopted
or recognized by the Government; the

construction of standards; their mulii-
ple or subdivisions; the testing and cali-

bration of standard measuring appara-
tus; the solution of problems which arise
in connection with standards; and the
physical properties of materials. - In 1915
the Bureau was also charged. by Con-
gress with the duty of investigation and
standardization of methods and instrd-
ments employed in radio commurieation,

for which special appropriations were

made? In recent years it has been en-

. gaged in research and testing work of

various kinds for the benefit of private

industries, other departments of the Gov-
-ernment, and the general public? :

The Bureau is composed of divisions,

“eath charged witk a specified field of ac-

tivity, one of which is the. electrical di-
vigion. - These are further subdivided
One section of the elec-
trical division iz the radioc section. In

. 1921 and 1922 the employees in the lab-
‘oratory of this section numbered ap-

145 F. (2d) 80g [p TN. 8 Pat. Q. 1811,
58 F. (2a) 881 [18 U. S, Pat. Q. 2871,
2 See AGt of March 8. 1801, B1 Stat. 1448: Act

“of February 14, 1803, Sec. 4, 32 Stat, 826.

4 Act of March 4. 1015 88 Stat. 1044; Act of
May £p, 1020, 41 Stat. 684; Act of March 8, 1921,
41 Stat. 1803.

5 The fees charged cover merely the cost of the

service rendered, as provided in the Act of June .

80, 1982, Sec. B12, 47 Stat, 410.

-the radio- section and

proximately twenty men doing technical
work and some draftsmen and mechanics,
The twenty were engaged in testing radio
apparatus and methods and in radio ye-
search work. They were subdivided into
ten groups, each group having a chief.

"The work of each group was defined in

outlines by the chief or alternate chief
of the section. S

Dunmore and Lowell weré emploved in
engaged in re-
search and testing in the laboratory. In
the outlines of iaboratory work the sub-
jeet of “airplane radio” was assigned to
the group of which Dunmore was chief
and Lowell 2 member. The subject of

-“radio receiving sets” was assigned to-
" a group of which J. L. Preston was chief,
“but to which neither Lowell nor Dun-

more belonged. - :
In" May, 1921, the Air Corps of the

. Army and the Bureau of Standards en-

tered into an arrangement whereby the

latter undertook the prosecution of forty-

four research projects for the benefit of
the Air Corps. To pay the cost of such .
work, the Corps transferred and al-
located to the Bureau the sum of $267,-
500. Projects Nos. 37 to 42, inclusive,

-relating to the use of radio in connection -
“with atreraft, were assigned to the radio
~ section and $25,000 was aliocated to pay

the cost of the work. - Project No. 38
wag styled “visual indicator for radic
signals,” and suggested the construction
of a modification of what was known as
an “Eckhart recorder.,”” Project No. 42

“was styled “airship bomb control and

marine torpedo eontrol.” Both were

problems of design merely.

... In the summer of 1921 Dunmore, as .
‘chief of the group to.which “airplane

-radio” problems had been assigned, with-
out further instructions from his supe-

" riors, picked out for himself one of these

navy problems, that of operating a relay
for remote control of bombs on airships
and topedoes in the sea, “as one of par-
ticular interest and having perhaps a
rather easy solution, and worked on it.”
In September he solved it,

- In the midst of aireraft investigations
and numerous routine probiems of the

-section, -Dunmore  was wrestling in his
_own mind; impelled thereto solely by his

own scientific curiosity, with the subject
of substittuing house-lighting alternat-
ing current for direet battery current in
radio apparatus. He cbtained a relay
for operating =z -telegraph instrument
whieh waz in no way related to the re-
mote control reiay devised for aircraft
use. The conception of the application
of alternating current concerned partic-
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broadeast reception. This idea

: coneeived by Dunmore August 3,
;;gsj, and he reduced the invention to

ice December 16, 1921. Early in.

1822 he advised his superior of his inven- -
tion and spent additional time in per- .
fecting the details. February. 27, 1922, .

he filed an application for a patent.

In the fall of 1921 beth Dunmozre and .

Lowell were . considering the problem of
applving alternating current to broad-
cast receiving sets. This project was
not involved in or suggested by the prob-
Jems with which the radio section was
ther dealing and was mnot assigned by.
any superior as a task to be solved by

- either of these employees. It was inde-
pendent of their work and voluntarily -

“assumed.
_ While performing their regular tasks.
they experimented at the laboratory in

devising apparatus for operating a radic

receiving set by alternating current with
the hum incident thereto eliminated. The

invention was completed on December -

10, 1921. Before its completion no in-
structions were received from and no
conversations reletive to the invention
were held by these employees with the
head of the radic section, or with any
superior, :

They also conceived the idea of .ener- :

gizing & dynamic. type of Toud. speaker

from an alternating eurrent house-light- .

ing cireuit and reduced the invention to

practice on January 25, 1922. Mareh®
21, 1922, they filed an application for a -

"po.\\'gr‘ampliﬁer." The conception em-
bodied in this patent was devised by the
patentzes without 'suggestion, instruc-

tion, or assignment from any superior. -
Dunmore and. Lowell were permitted -

by. their chief, after the discoveries had
been. brought to his attention, to pursue’
their work in thé laboratory and to per-
feet the devices embodving their inven-
tions. No one advised them prior to the
filing of applications for patents that
they would be expected to assign the
batents to the United States or to grant

the Government exclusive rights -there-
under, :

_The respondent concedes that the -
- United  States may practice the inven-

tions without payment of royalty, but as-

- Serts that all others are exciuded, during

the life of the patents, from using them

without the respondent’s consent. The -

Petitioner insists that the eircumstances

require a declaration either that the
‘\MOvernment has sole and exelusive prop- .
erty in the inventions or that they have °
been dedicated to the public so that any- -
.One may use them. . - | T

' First, By Article I, Section S, 'éié.uée 8. o
of the Constitution, Congress is given -

power to promote the progress of science
and the useful arts by securing for lim-

ited times to. inventors the exclusive =

rights to their respective discoveries.

R. S. 4886 as amended (U. S. Code, Title .-
.85, § 81¥ is the last of a series of stat- *
utes which since 1793 have implemented
~the' constitutional provision. - B -
Though .often so ‘characterized a pat-

ent is not, accurately speaking, a .mo-

nopoly, for it is not created by the ex-.

. ecutive authority at the expense and to - -
the - prejudice of all the community ex-’
cept the grantee of the patent. Seymour -

v. Osborne, 11 Wall. 516, 533. The term .
monopoly connotes the giving of an ex- _
clusive . privilege for buying, selling, -
working or using a thing which the pub- = :
lic freely enjoyed prior to the grant®

Thus 3 monopoly takes something from

the people. An inventor deprives the: .

public of nothing whieh it enjoyed be-

fore hiz discovery, but gives something |

of value to the community by adding to
the sum ¢f human knowledge. - United
States v. Bell Telephone Co., 167 U. 8.

224, 239; Paper Bag Patent Case, 210

U. 8. 405, 424; Brooks v. Jenkins, 3

: McLean 432, 437; Parker v. Haworth, 4
"MecLean 8370, 372; Allen v. Hunter, .6

MeLean 303, 305-306; Attorney General
v. Rumford Chemical Works, 2 Bann. &-

. Ard. 298, 302. He may keep his inven- -

tion secret and reap its fruits indef-

initely, In consideration of its disclo- -
-sure and the consequent benefit to the

community, the patent is granted. An
exclusive enjoyment is guaranteed him-
for seventeen years, but upon the expira-
tion of that period, the knowledge of the
invention enures to the people, who are:
thus enabled -without restriction to prac-:
tice it and profit by its use. Kendall v.

Winsor, 21 How. 322, 327; United States.
. v. Bell Telephone Co., supre, p. 239. " To |
-this end the law requires such disclosure

to be made in the application for patent -

that others skilled in the art may under- -
stand the invention and how fo put it to.

use.’

pass only by assignment. If not yef is-
sued an agreement to assigh when is-

“sued, if wvalid as a contract, will be

specifically enforced. - The respective
rights and obligations of employer and

.employee, touching an invention con-.

ceived by the latter, spring from the con-
tract of employment. -

¢ Webster's. New . Intém_ational Dictionary: - '_

“Monopoty.,” - .

' 1U. 8. Code, Tit. 25, § 88,

A patent is property and title to it can . -

At e Kbtk S il for it s i e,
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.. Peck, 264 U. 8. 52.
. hand, if the emplovment be genersl;.

188 United States of America v, Dub_i!fe:;'i‘ Condenser Corgoration:

" One employed to make an invention,

who succeeds, during his term of service,

. in accomplishing that task, is bound to
- assign to his employer any patent ob-:
- tained, The reason is that he has only
produced that which he was employed to -

invent. His invention is the precise sub-

ject of the contract of employment. A
term of the agreement necessarily is that
- what he is paid to produce belongs to hig’

paymaster,  Standard Parts Company

albeit it covers a field of labor and effort
in the .performance of which the em-

. ployee eonceived the invention for whieh -
he obtained a patent, the contract is not -

so brozdiy construed as to require an
assignment of the patent. Hapgood v.
Hewitt, 119 T. 8. 226; Dalzel! v. Dueber
Wateh Case Mfg. Co., 149 U.-8.315. In

- the latter case it was saidy - -

“But’ a manufacturing corporation,
which has employed a skilled workman,
for a stated compensation, to take charge

~of its works, and to devote his time and
services to devising and making improve-
ments in articles there manufactured, is

not entitled to & conveyance of patents’

obtained . for inventions made by him:

while so employed, in the absence of ex- .
" press agreement to that effect.” -
.. The reluctance of courts to imply or'
. infer an agreement by the employee to'

assign hiz patent is due to a recognition

of the peculiar nature of the act of in-
... vention, .which consists neither in find--
. ing out the iaws of nature, nor in fruit--
~ ful research as to the operation of nat-
ural laws, but in discovering how those..
~laws may be utilized or applied for some-:
.. beneficial purpose, by a process, a device
or a machine. It is the result of an in-
‘ventive aci, the birth of an idea and its.
. reductiorn to practice; the product of

original thought; a concept demonstraied
to be true by practieal application or em-
bodiment in tangible  form. - Clark
. Tread Co. v. Willimantic Linen Co., 140
U. 8. 481, 489; Symington Co. v. National

_Castings Co., 250 U. 8. 383, 886; Pyrene

Mfg. Co. v. Boyce, 292 Fed, 480, 481.

© T Though the menta} concept is embodied
or realized in a mechanism or a physical -
or chemical aggregate, the embodiment’

is not the invention and is mnot the sub-
ject of a2 patent
" tween the idea and its application in

practiee is the basis of the rule that em- -

ployment merely to design or to con-

struet or to devise methods of manufac-

ture is not the same as employment to

act of invention ‘also defines the linits

On the other

This distinetion be-" -

of the so-called shop right, which: shortly
stated, is that-where a servant, during
his hours of .employment, working with
"his’ master’s materials ‘and appliances,
conceives and perfects an invention for
which he obtains a patent, he must sc-
cord his master a non-exclusive right to
practice. the invention. McClurg w.
Kingsland, 1 How. 202; Solomons «.

. United States, 137 U. 8. 342; Lane &

Bodley Co. v. Locke; 160 U, 8.193. This
is an application of equitable principles, -
Since the servant uses his master’s time,
facilities and materials to attain 2 con-
crete result, the_ latter is in equity en-
titled to use that which embodies his own -
property and-to duplicate’it as often as
he may find occasion to employ similar
appliances in his business. -But the em-
ployer in such 2 case has no equity io
demand a conveyance of the invention,
which is the original conception of the
employee alone, in which the employer
had no part. - This remains the property
of him who conceived it, together with
the right conferred by the patent, to ex-

= clude all others than the employer from

the accruing benefits. These principles
are settled as. respects -private employ-
ment. . ) =

Second. Does the character of the
service call for different rules as to the
relative rights of the United States and
its employees? :

The title of a patentee is subject to ho
superior right of the Government. The
grant of letters patent is not, as in Eng-
land, a matter of grace or favor, so that
conditions may be annexed at the pleas-
ure of the executive. To the laws passed
by the Congress, and to them alone, may
we look for guidance as to the extent
and the lmitdtions of the respective
vights of the inventor and the public, -
Attorney General v. Rumford Chemical -
Works, supre, at pp. 808-4. And this

. eourt has held that the Constitution

evinces no public policy which requires
. the holder of a patent to cede the use or

" benefit of the invention to the United

States, even though the discovery con- -

- cerns matters which can properly be

used only by the Government; as, for ex-
ample, munitions of war. James v.
-Campbell, 104 U. 8. 856, 358, - Hollister
v. Benedict Mfg. Co., 113 U. 8. 59, 67. -

No servant of the United States has

by statute been’disqualified from -apply-

ing for and receiving a patent for his
invention, save officers and employees of
the Patent Office during the period for

- i . : ir - int ts.!
invent. - Recognition of the nature of the which they - hold thel-r appomtments

*R. 5. 480; U, S. Code, Tit. 35, § 4.

=
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rules enforced as between private em-
ployers and their servants to the rela-
tion
officers and employees:

United States v. Burns, 12 Wall, 246,

.was & suit in the Court of Claims by an

army officer as assignee of a patent ob-

tained by another such officer for a mili-
tary tent, to recover royalty under a con-
tract made by the Secretary of War for
the use of the tents. The court said, in
affirming a judgment for the plaintiff:

“1f an officer in the military serv.ie, -

‘not specially employed to make experi-
ments with a view to suggest improve-

ments, devises a new and vainable im-

provement in arms, tents, or any other
Lkind of war material, he is entitled to
the benefit of it, and to letters-patent for
the improvement from the United States,

equally with any other citizen not .en- .

gaged in such service; and the govern-
ment cannot, after the patent is issped,

make use of the improvement any more

than a private individual, without license
of the inventor or making compensation
to him.” : : B
. In United States v. Palmer, 128 T. S.
262, Palmer, a lieutenant in the army,
patented certain improvements in infan-
try accoutrements. An army board rec-
ommended their use and the Secretary of

‘War confirmed the recommendation. The.

United States manufactured and pur-

thased 2 large number of the articles.
Palmer brought suit in the Court of,

Claims for a sum alleged to be a fair
and reasonable royalty. From a judg-
ment for the plaintiff the United States
appealed. This ecourt, in affirming, said:

“It was at one time somewhat doubted

‘whether the government might not be en--
titled to the vse and benefit of every
patented invention, by analegy to the -

English law which reserves this right to
the crown. But that notion no longer
exists,

Burns.”

These principles were recognized in-

later cases involving the relative rights

of the Government and its employees in
Instances where the subject-matter of .
the patent was useful to the public gen-.

erally. While these did not involve a
claim to an assignment of the patent,
the court reiterated the views earlier
‘ennounced.

- B, 842, 346, it was said:
“The government has no more power
to appropriate 2 man's property invested

In a patent than it has to take his prop--
erty invested in real estate; nor does the -

This being so, this court has applied the-

between the Government and its

It was ignored 'in the case of

mere fact that an inventor is at the time -
of his invention in the employ of the .

government transfer to it any title to,

or interest in it, - An employe, perform-

ing all the duties assigned to him in his
department of service, may exercise his

" inventive faculfies:in any direction he

chooses, with the assurance that -what-

ever invention he may thus conceive and-
- perfect is his individual property. There -
is no difference between the government
and any other employer in this respect.” . -
. And in Gill v. United States, 160 U. :
S. 426, 436: . - - . . g
“There is no doubt whatever of the

proposition laid down in Solomons case,
that the mere fact that = person is in

the employ of the government does not: -
preclude him from making improvements

in the machines with which he is con-

“nected,- and obtaining patents therefor, ..

as his individual property, and that in
such case the government would have no

more right to seize upon and appropri- - .. -
dte such property, than any other prop-
. rietor would have. * * ** o :

The distinction between an employ-
ment to make an invention and a general

. employment in-the course of which the;
. servant conceives an invention has been .-
- recognized by the executive department
. of the Government. A lieutenant in the . -
. navy patented an anchor while he was -
. on duty in the Bureau of Egquipment and
Recruiting, which was charged with the-
- duty of furnishing anchors for the navy;
he was not while attached to the bureau .

specially employed to make experiments
with a view to suggesting improvements

to anchors or assigned the duty of mak-.
_ing or improving. The Attorney General
advised that as the invention did not
relate to a matter as to which the lieu--
..tenant was specially directed to-experi-
ment with a view to suggesting improve-

ments he was entitled to compensation
from the Government for the use of his

. invention in addition to his salary or pay.

as a navy officer.” -

A similar ruling was made with re-.

speet to an ensign who obtained a pafent
for improvements in “B. L. R. ordnance”

~and who offered to sell the improvements,

or the right to use them, to the Govern-

ment.” It was heid that the navy might ° o

properly make a contract with him to

_.this end.® -
In Solomons v. United States, 187 U. *

*19 Opinions Atiorney-General, 407.

35 Opinlons Attorney-Genmeral, 326.  And
compare Report Judge Advocate General of the

Navy, 1901, p. 8; Digest, Opinions Judge Advo--

cate General of the Army, 1912-1950, p. 287; Opin-
ions, Judge Advocate General
Vol. 2, pp. 529, 988, 1066.
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of the Army, 1815,
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‘The United States is entitled, in the

. .same way and to the same extent as a

private empioyer, to shop-rights, that is,
the free and non-exclusive use of & pat-

-ent which results from efforts of its em-
. .ployee in his working hours. and with
.-material helonging to the Governient.
.Solomonsg v. United States, supra, pp.

346-T; McAleer v. United States, 150 U.

___S. 424; Gili v. United States, supra.

The statutes, decisions and adminis-

. trative practice negate the existence of

a duty binding one in the service of the
Government different from the obligation
of one in private employment.

Third. When the United States filed
its bills it recognized the law as hereto-

- fore declared; realized that it must like
~any other employer, if it desired an as- -

signment .of .the respondent’s rights,
prove a contractual obligatiori on- the

part of Lowell and Dunmore to assign

the patents to the Government. The
averments ciearly diselose this. The biil
in No. 316 is typical. After reciting
that the employees were laboratory ap-
prentice and associate physicist and lab-
oratory assistant and associate physicist
respectively and that one -of their duties
was “to carry on investigation research .

‘and experimentation in such problems
" relating to radio and wireless as might
_be assigned to them by their superiors,”
" it is charged “in the course of his em-

ployment as aforesaid, there was as-
gigned to said Lowell by his superiors in
said radio section, for investigation and
research, the problem of developing a

radio receiving get capable of operation .

by alternating current. * * =7
Thus the Government understood that

_regpondent could be deprived of rights
-under the patents only by proof that
Dunmore and Lowell were employed to

devise the inventions, The findings of
the courts below show how far the proofs
fell short of sustaining these averments.

The Government is consequently driven
to the contention that though the em-

" ployees were not specifically assigned the

task of making the inventions (as in.
Standard Parts Co. v. Peck, supra) still,

as the discoveries were “within the gen- -
-eral field of their research and inventive -

work” the United States is entitled to an .
assignment of the patents, The courts

"below expressly found that Dunmore and

Lowell did nét agree to exercise their
inventive faculties in their work and that
invention was not within its scope. In
this connection it is to be remembered

_“that the written evidence of their em-
.. ployment does not mention research,

much less - invention; that never was

there a. word said 1o either of “them,

prior to their discoveries, concerning in-
vention or patents or their duties or ob-

. ligations respecting these matters; that

as shown by the records of the patent
office, employees of the Burean of Stang-
ards .and -other departments. had while
se employed received numerous patents
and enjoyed the exclusive rights obtained
as against all private persons without

det.or hindrance from the Gevernment®

‘11 No exhaustive examination of the oficial ree-

.erds bas been attempted. It is sufficient, how.

ever, or present purposes, to call attention to the
following instances. -

Dr. Frederick A. Kolster was employed in the
radio section, Buresu of Standards, from Decem.

- ber, 1812, until sbout March 1, 19021. He applied

for the following patents: No. 1,808,866, for
radio apparatus, application - dated November 28,
1920. No. 1,447,165, for radic method and ape -
paratus, application dated January .80, 1s1s,
No. 1,811,654, for radio method and apparstus,

-appiication dated March 25, 1816. No. 1,894,560,
for spparatus for transmitting radiant. energy,

application dated November 24, 1916. The Patent
Office records show assignments of these patents

-to _Federa! Telegraph Company, San Franciseo,

Cal., of which Dr. Kolster js now president. He
testified that these .are all subject to a non-
exciugive license in the United States to nse and
practice the same. .

Burten MecCollum was an employee of the
Bureau of Standards between 1911 and 1824. On
the dates mentioned he filed the foliowing ap-
plications for patents, which were issued to him,
No. 1.085,378, alternating current induction mo-
tor, March 11; 1912, No, 1,156,864, induction mo-
tor, February 25, 1915. No. 1,226,001, altercating

-eurrent induction motor, Aungust 2, 1915. No,

1,724,485, method and apparatus for determining
the slope of subsurface rock boundaries, October
24, 1928, No. 1,724,720, method and apparstus
for studying subsurface contours, October 12,

_1028.  The last two ipventions were assigmed to

MeColium Geological Explorations, Inc., & Dela- -
ware corporation.

Herbert B. Brooks, while an employee of the
Bureau between 1912 and 1980, filed November 1,
1918, an application on which patent No. 1,857,
19%, for. an electric transformer, was lssued,

Willlam W.- Coblentz, an employee of the . B

Buresu of Standards from 1618, and still sech at |
the date of the trial, on the daies mentioned,
filed’ applications on which patents issued &s fol-
Jlows: No. 1418882, for electrical - resistance,
September 22, 1020, No, 1,458,185, system of

* electrical eontrol, September 22, 1520. NO. 1,430~

081, optical method for producing pulsating eiec- -
tric curreni, August 6, 1920.  No. 1,588,557, opti-
cal means for rectifying slternating currents.
September 18, 1923, The Patent Office records
show that all- of these stand in the name of
Coblentz, but are subject to s license to the
United States of Americs, . .

August Hund, who was an employee of the
Bureau from 1922 to 1927, on the dates men-
tioned filed applications on which ‘letters patent
lssued. No. 1,640,828, method of preparing Iiezo-

-electric plates, September 30, 1925, No. 1,888,718,

Piezo-electric-erystal ogeillator system, May 10,
1027. No. 1,888,714, Piezo-electriccrystal appa-
ratus, May 12, 1927. No. 1.648,880, coDdenser
transmitter, April 10, 1928, All of these patents
are shown of record to have been assipned to
‘Wired Radio Inc. a corporation.. = .

Paul X. Heyl and Lyman J. Briggs, whiic em-
ployees of the Bureau, flled an application Jan-

. -uasry 11, 1822, for patent No. 1,660,751, on in-

ductor compass, and assigned tbe same to the
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In Mo proper sense.may it be éa.id that

the contract of employment contemplated .
‘invention; everything that Dunmore and

Lowell knew negafived the theory that
they were employed to invent; they knew,

on the contrary, that the past and then
“present_practice was that the employees
of the Bureau were alowed to take pat- |

ents on their inventions and have the

penenfits thereby conferred save as fo -

use by the United States, The circum-

gtances preciude the implieation of any
. agreement to as_sign their inventichs or.

patents.

" *Moreover mo court could, however
clear the proof of such a contract, order .
‘the execution of an assipnment. No Act.

of Congress has been called to our atten-

- tion authorizing -the United States to -
take = patent or to hold one by assign-:.

ment. No statutory.authority exists for

the transfer of a patent to any depart--
ment or officer of the Government, or for:

the administration of patents, or the is-
snance of licenses on behalf of the United

States. In these circumstances no public”

poliey requires us to deprive the inven-
tor of his exclusive rights as respects

the general public and to lodge them in.
2 dead hand incapable of turning the.
patent to account for the benefit of the -

public,

The record affords even less basis for

inferring a contract on the part of the
inventors to refrain from patenting their

discoveries than for finding .an agree-

ment to assipgn them. : )
The bills aver that the inventions and

" patents are held in trust for the United

States, and that the court should so de-
clare. ' It is claimed. that as the work of

the Bureau, including all that Dunmore’

and Lowell did, was in the public inter-
est, these public servants had dedicated
the offspring of their brains to the pub-

~ lie, and so held their patents in trust for’

Aeronautical Instrument Company of Pittsbargh, : L
) “work at home, in their own time and

Pennsylvania. .
C. W. Burrows was an employee of the Burean
#f Standards between 1912 and 1919. While sureh

* emplovee he filed applications on the dates men-

tio_ned for patents which were issued, No. 1,822.-
405, October 4, 1817, method and apparatus for
testing magnetizable gbjects by magnetic leakege;

assigned to Magnetic Analysis Corporation, Long
Island City, N. Y. No. 1,829,578, relay, March

138, 1918; exclusive license issued to make, use

and sell for the fleld of railway signaling and
train control, to Union Switch & Signal Company,
. Swissvale, Pa. WNo. 1.450,070, method of and ap-

paratus for testing magnetizable objects, July 25,
1817 assigned to Magnetic Analysis Corporation,
Long Island City, N. Y. )

John A, Willoughby, an employee of the
Bureau of Stzndards between 1018 and 1922,
‘while so employed, on June 26. 1918, applied for

and was granted a patent, No. 1.555.845, for a-
. loop entenna. ST L o

—— .

*This paragraph was deleted from the opinion:
. by order of May 8, 1983. P

the common weal, represented here in a '
corporate capacity by the United States.
‘The patentees, we are told, should sur- .

render the patents for cancellation, and

" the .respondent must also give up its .

rights under the patents.

The trust cannot be express. Every .
fact in {he case negatives the existence:
* of one.

Nor can it arise ex maleficio.
The employees’ conduct was not fraudu-

lent in any respect. They promptly dis-. -
' closed their inventions. Their superiors -
~eneouraged them . to. proceed in perfeet-: ..

ing and.applying the discoveries. Their

note hooks and reports disclosed the
work they were doing, and there is not

a syllable to sugzest their use of time:
or material was clandestine or improper. ..
No. word was spoken regarding .any:

claim of title by the Government until

after applications for patents were filed,
And, as we have seen, no such trust has

- been spelled out of the relation of master

. and servant, even in the cases where the: ™ -
. employee has perfected his invention by
. the use of his employer’s time and mate-.
The cases recogmizing the doe- .
" trine of shop rights may be said to fix a
. trust upon the employee in favor of his’

Tials,

master as respects the use of the inven-

tion by the latter, but they do not affect”
‘the title to the patent and the exclusive . -
rights conferred by it against the public.’

The Government’s position in reality

" is, and must be, that a public poliey, o .

. be deélared by a court, forbids one em-

- ployed by the United States, for scientific .

research, to ¢btain 2 patent for what he

~invents, though neither the Constitution
. nor any satute so declares. S
Where shall the courts set the limit of
. y For confessedly, it must
“be limited. . The field of research i§ as-
- broad ‘as that of science itself.
.-petitioner is entitled to a cancellation of -
_the patenis in this case; would it be so - -

. the - doetrine?

entitled, if the emplovees had done their

with their own appliances and materials?
“What is to be said of an invention

-evolved as the result of the solution of a
problem in. & realm apart from that o .

which the employee is assigned by his
official superiors?
the Bureaun has numerous divisions, It
is- entirely possible that an employee in

. one division may make an invention fall-
" ing within the work of some other di-
Indeed this case presents that .
exact situation, for the inventions in -

vision.

question -had to do with radio reception,

& matter assigned to a group of which~

Dunmore and Lowell were not members.

"' Did the mere fact of their employment - .
- by the Bureau require these employees .~ .

e

1f the .
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We have seen that-




"~ naught, : L
S Apaln,- what are to be defined as bu-:
" reaus ‘devoted entirely to scientific re~
search? It is .common knowledge that
many in the Department of Agriculture -
- conduct researches and investigations,
- that divigions of the War and Navy De-
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“to cede to-the public every device they
‘might conceive? . i oo

Is the doctrine tc be applied only
-where the employment is in g bureau de- -

voted to scientific investigation pro bono
piblico? TUnless it is to be so circum-

scribed the statements of this court in-

Burns v. United Staies, supra, Solomons

v, United States, supre, and Gill v.:

United States, supra, must be, held for

partments do the like, and  doubtless

-there are many other bureaus and sec-
tions in various departments of . govern- -
. ment where employees are setthe task
. of solving problems all of which involve’
_‘'more or less of science, . Shall the field

of the scientist be distinguished from the

~art of as killed mechanic? Is it con--
ceivable that one working on a formula:

for a drug or an antiseptic in the De-

partment of Agriculture stands in a dif-

ferent class from a machinist in an ar-
senal? Is the distinetion  to be that

where the government department is, so.
‘to speak, a business department operat-
ing a business activity of the govern-
ment, the employee has the same rights

as one in private employment, whereas

. if his work be for a bureau interested
more particularly in what may be termed

seientific research he is upon notiee that

-whatever he invents in the field of activ-
© ity of the bureau, broadly defined, be-
‘longs to the public and is unpatentable?
. Ilustrations of the difficulties which.
" would  attend an attempt to define the.
policy for which the Government con-
. tends might be multiplied- indefinitely.

" The courts ought not to declare any

~..such ‘poliey; its formulation belongs |

.. solely to the Cengress. Will permission.

- to an emplovee to enjoy patent rights as
“against all' others than the Government

. tend to the improvement of the public
" -service by attracting a higher class of -
Is there in fact greater .

employees 7
benefit to the people in a dedieation to
the public of inventions conceived by
cfficers of government, than in their ex-

ploitation under patents by private in-:
Should ecertain classes of in-.

dustry ?
vention be treated in one way and other

classes differently? These are not legal’

gquestions, which courts are competent to
answer, ey .
and. the decision as to what will accom-

“plish the greatest good for the inventor, .
~.the Government and the public rests with

They - are practical .questions, -

the Congress.. ‘We should" not read. into-
the patent laws . limitations and eon. -
ditions which the legislature has not ex-
pressed. -

Fourth. Moreover, we are of opinion

" Congress has approved a policy at vari-
ance with the -petitioner’s’ contentions, -
" This is demonstrated by examination of

two statutes, with their legislative his-
tory, and the hearings and debates re-

of passage. -

. specting proposed legislation which fafled . - -

Since 1883 -there has:been in. foree an
act ¥ which provides: . .

“The Secretary of the: Inferior [now
the Secretary of Commerce, act of Feb-
ruary 14, 1908, ¢, 552, Sec. 12, 82 Stat.
830] and the Commissioner of Patents
are authorized to grant any officer of the

- government, except . officers and eln-

ployees of the Patent Office, & patent for

-any invention of the classes mentioned
-in section forty-eight hundred and eighty-.

six of. the ‘Revised ‘Statutes, when such
invention is used or te be used in the
public service, without the payment of
any fee! Provided. That the applicant
in his application shall state that the in-
vention deseribed._ therein, if patented,
mdy ‘bé used by the government cr any
‘of its officers or employees in the prose-
cution of work for the government, or by

_any other persen in the United States,

without the payment to him of any roy-
alty thereon, which stipulation shall be

“included in- the patent.” :

- -This law was evidently intended to en-
courage government employees to obtain
patents, . by relieving them of the pay-
ment of the usual fees. . The .condition.
upon which the privilege was accorded
is stated as the grant of free use by the

‘government, “its officers-or employees in
_the prosecution.of work for the govern-

ment, or by any other person in the
United States.”” For some time the ef-
fect of the italicized phrase was a mat-

- ter of doubt.

In 1910 the Judge Advocate General of
the Army rendered an opinien te the .

-effect that one taking a patent pursuant

to the act threw his invention “open to
public and private .use in the United

‘States.” ™ It was later realized that this

view made such a patent a contradiction
in terms, for it seenred no exclusive right
to anyone. In 1918 the Judge Advocate
General gave z well-reasoned opinion ™

-holding that if the statute were construed.

to involve a dedication to the publie, the
so-called patent would at most amount fo

= Act of March B, 1888, ¢, 148, 22 Siat. 625.
2 See Sguier v. Amerfcan T. & T. Co. 21 ¥

(2d) 747, 8. .

¥ November 850, 1018: Opinionazgf Judge Ad-

‘ yocate Genersl, 1918, Vol. 2, p. 10
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o publication or prior reference.. He con-

cluded that the intent of the act was.'
* that the free use of the invention ex- ...

tended only to the Government or those
doing work for it. A similar construction
wasc adopted in an opinion of the Atter-

ney General* Several federal courts re-

ferred to the statute and in dieta indi-
cated disagreement with the views ex-
“pressed in these later opinions.*

The departments of government were .

anxious to have the situation cleared and

repeatedly . requested  that the act .be

amended, Pursuant to the recommenda-
~tions of the War Department an amend-

ment was enacted April 30, 1928." The

proviso was changed to read:
“Provided, That the applicant in his ap-
plication shall state that the invention
described. therein, if patented, may ‘he
manufactured or used by or-for the Gov-
- ernment for governmental purposes with-

out the payment to him of any royalty .
‘thereon, which stipulation shall be in--

cluded jn the patent.” :
The legislative history of the amend-

ment elearly discloses the purpose to save -

to the empioyee his right to exclude the

public”* In the report of the Senate:

Committee on Patents submitted with the
amendment, the object of the bill was
said to be the protection of the interests

of the Government, primarily by secur- .
ing patents on. inventions made by offi- .
cers and employees, presently useful in
the interest of the national defense or

those which may prove useful in the in-
terest of national defense in the future;
and secondarily, to encourage the patent-
ing of inventions by officers and em-
ployvees of the Government with the view
to further protection of the Government
against suits for infringement of pat-
ents, The Committee stated that the bill

had the approval of the Commissioner of -
. Patents and was introduced at the re- .
quest of the Secretary of War. Ap--
. pended to the report is a copy of a letter
of the Secretary of War addressed to the-

committees of both Houses stating that
the language of the legislation then ex-

isting was susceptiblé of two interpreta-
tions contrary to each other. . The letter -

82 Opinions Attorney General, 143.
(2:.533 Squie;‘ v.( .gx)nericanHTel.l& Tel. Co., 7 F.
) 831, 23 F. (2d) 747; Hazeltine Corporation
¥, Electric Service Engineering Corp.. 1? F. (2d)
062; Hazeltine Coropration v. A. W. Grebe &

iine & Chemical Co., 48 F. (2d) 27e.
45 Stat, 467, 468, ;

Co., 21 ¥, (2d) 648; Selden Co. v. National Ani-

¥ Report No. 871, 70th Cong.. 1st Sess. House

.of Representatives, to accompany H, R. 6103; Re-
Port No. 765, 7oth Cong., 1st Sess,, Senate, to ac-
company H. R. 6108; Cong. Rec.,
Tesentstives, March 19, 1928, 70th Cong,, 1st Sess.,
P. 5018; Cong. Rec., Senate, April 24, 1928, 70th
Cong,, 1st Sess., p. 7066, 3

» House of Rep- . the

qu_oﬁd_mé provise of the section as VAR

then stood, and continued: - .. .

ent which does not carry with it the lim-
ited monopoly referred to in the Consti-

tution is in reality not a patent at all. .
_The only value that a patent has is the

right that it extends to the patentee to: .
.exciude all others from making, using, :
or selling the invention for =&. certain.
‘period of years. A patent that is dedi-
cated to the public is virtually the samé’

as a patent that has expired.,”

After referring io the interpretation-
of.the Judge Advocate General and the .
_Attorney General and mentioning ‘that -
-no satisfactory adjudication of the ques-
tion has been afforded by the courts, the .
“letter went on to state C

“Because of the ambiguity referred teo

and the unsettled condition that has-

arisen therefrom, it has become the policy
of the War Department to advise all its

personnel who desire to file applications :

for letters patent, to do so under the gen-

eral law and pay the required patent- = -

office fee in-each case.” _
And added: : "
“If the proposed legislation is enacted

into law, Government officers and em- .
" ployees may unhesitatingly avail them-
selves of the benefits of the act with full - :
assurance that in so doing their patent
_is not dedicated to the public by operation -
of law. The War Department has been .
favoring legislation along the lines of. -

ki

the proposed bill for the past five or six
years. ' ‘ o ‘ S

- When the bill came up for passé.ge in
" the House a colloquy occurred which:

clearly disciosed the purpose of the

- amendment.® The intent was that a gov-~
® Cong. Rec., Toth Cong. 1st ‘Sess., Vol. 69,

Part 5, p. 5018:

“Mr. LaGuardia. Mr. Speaker, reserving the . . . .
. Tight to object, is not the .proviso too bread? . -
- -Suppos¢ an employee of the Government invents
some improvement which is very valuable, is he .

compelled to give the Government free use of it?

“YMr. Vestal [who reported the bill for the Com-
mittee and was Iin charge of it].. If he iz em-
ployed by the CGovernment and the invention is
made while working in his cepacity as an agent
of the Government. ¥™“the head of the bureru
certifies this invention will be used by the Gov--
ermment, then the Government, of course, geis it
without the payment of any royalty.

“Mr. LaGuardia. The same as & factory rule?

“Mr. Vestal. Yes; but the man who takes out
e patent has his- commercial rights outside.
“Mr. LaGuardia. Outside of the Government?
“Mr. Vestal. Yes :

| “Mr. LaGuordia. But the cusiom is, und with- Sl

“It is clear that a literal construction.
of this provise would work a dedication: -
to the public of every patent taken out -

.. under the act. If the proviso must be. .
construed literally we would have & situ-"
_ation wheréin all the patents taken out.
under the act would be nullified by the
“very terms of the act under which they
were granted, for the reason that a pat- "~
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ernment employee who in the caurse of

* his' employment conceives an jnvention
should afford the: government free use -

thereof, but should be protected in his

‘right to exclude all others. If Dunmore

and Lowell, who tendered the Govern-

- ment a non-exelusive license without roy- ..
- alty, and always understood that the Gov-
~ernment might use their inventions

freely, had proceeded under the act of

1888, they would have retained their

rights as against zll but the United
States. This is clear from the execu-

. tive interpretation of the act. But for
greater security they pursued the very..

course then advised by the law officers of

“the Government. It would be surprising

if they thus lost all rights as patentees;

especially so, since Congress has now con-
“firmed the soundness of the wviews held

by. the law officers of the Government.

- Until the year 1910 the .Court of
Claims  was without jurisdiction to
award compensation to the owner of a

‘patent for unauthorized use by the -
United States or its agents. Its power:
;extended only to the trial of claims based

upon an express or implied eontract for -

such use® In that year Congress en-

" larged the jurisdiction to embrace the.
former class of claims™ In giving con-

out this bill, the Government has the right to the
use of the improvement without payment it it is -

invented in Government time end in Government

- work. - -

“Mr. Vestal. That iz correct; and then on top
of that, may T say that = number of instances
have occurred where an emplovee of the Govern.
ment, instead of taking cut & patent had some
one else take out the patent and the Government

-has been invoived in'a number of suits. - There

is now ¥600.000,00¢ worth of such claims in the
Court of Claims." = . o
It will ke noted from the last statement of the

. .gentleman in charge of the bilf that Congress was :
7 'eoncerned with questions of.poliey in the adop.
- tion of tl'tlgs amex}d%ent. Thesei. as stadte%- above, .
- are questions o usiness *policy “an uginesg ;< 11 4 "4z
_sion, the license fees to be paid into the

judgmeént—what s to the best advantage of the
Government and the public. They are oot ques-

.. tions ms to which the courts ought to invade. the
. ‘province of the Congress.

® See Belknap v, Schild, 161 U. 5. 10, 16: Eager
v, United Stetes, 85 C. Cls. 556, '

H Act of Junme 25, 1910, 86 Stat. 851: {See. -

Crozier v. Erupp, 224 U. 5. 200.}

. “That whenever an-invention deseribed in and.’

covered by a patent of the United States. shall

- hereafter be used by the United States without .

license of he owner thereof or lawful to use the
sgme, Buch oWner may recover reasopable com-
pensation for such use by suit in the Court of
Clalms: Provided, however, That said Court of

-Claims shall not entertnin a sult or reward com-

pensetion under the provisions of this Act where
the claim for cOmpensation is based on the use
by the United States of aby article heretofore

' owned. leased, used by, or in the possession of

the United States: Provided further, That in
any such suit the United States may avail itself
of any and all defenses, general or special, which
might be plesded by a defendant in an action

- for infringement, as set forth in Title Sixty of
the. Revised Statutes, or otherwige: - And pro-.

sent, to be sued, the restriction wag im.
posed that it should not extend to owners
of patents obtained by emplovees of the
Government while in the service, . From
this it is inferred that Congress. recog-
nized no right in such patentees to ex-
clude ‘the public from practicing the in-
vention. But an examination of the
legislative record completely refutes the
contention, i :

The House Committee in reporting the
bill, after referring to the law as laid
down in the Solomons case, said: “The
United States in such a case has an im-
plied licensé to use -the patent without-
compensation, for the. reason that the
inventor used the time or the money or
the material of the United States in per-
fecting his invention. The use by the
United States of such a patented inven-
tion without any authority from the
owner thereof is a lawful use under ex-

‘isting law, and we have inserted the

words ‘or lawful right to use the same’
in order to make it plain that we do not
intend to make any change in existing
law in this respect, and do not intend to

ive the owner of such a pateni any
5aim against the United States for iis
use.” *® TFrom this it is clear that Con-
gress had no purpose to declare a policy
at variance with the decisions of this
court, R : !

The executive departments have advo-
cated legislation regulating the taking of .
patents by government employees and
the administration by government
agencies of the patents so obtained. In

1919 and 1920 a bill sponsored by the In-

terior Department was introduced. It
provited for. the .wvoluntary assignment
or license by any government emplovee,
to the Federa! Trade Commission, of 2 -
patent applied for by him, and the licens-
ing of manufacturers by the Commis- .

Treasury ond such’part of them as the
President might deem’ equitable o be
turned over -to the patentee® In the
hearings and reports upon this measure

vided further, That the benefits of this Act shail

~ not inure to gny patentee, who, when he mnkes °

such claim is in the employment . or service of
the Govermment of the United States: or the as
signee of any such patentee: nor ghall this Act
apply to any device discovered or invented by
such employee during the time of his employ-
ment or serviee™ .

The Act was amended in resepets immaterial
to the present question, July 1, 1918, 40 Stat, 705,

. 8ee William Cramyp & Sons Co. v. Curtis Turbine

Co., 246 U, S. 28: Richmond -Screw Anchor Co.
v. United States, 275 U. S. 381, 848. As amended
it appears.in U. S. C,, Tit. 85, § 88,

= House Report 1288, 81st Cong., 2d Sess.

® 8 5205, 65th Cong., 8d Sess.: S, 8228, g6th
Cong., 28 Sess.; H. R. 0932, 86th Cong., 24 Sess.;
H. R, 11934, p8th Cong., 3d Sess. =~ .




was laid not only upon the fact
t action by an employee thereunder
would be voluntary, .but that the inven-

“sor would be protected at least to some
extent in his private right of exclusion. -

It was recognized that the Governmment
could not compel an assignment, was in-
capeble of taking such assignment or
administering the patent, and that it had
shop rights in a patent perfected by the
use of government material and in gov-
ernment working time. Nothing contained

in the bill itzelf or in the hearings or.
reports indicates any intent to change’

the existing and well understood rights

- of povernment employees who obtain pat-

ents for their inventions made while in

the service. The measure failed of pas-.

sage. o
%n 1923 the President sent to the Con-
gress the report of an interdepartmental
patents board created by executive order
to study the question of patents within
the government service and to recommend
regulations establishing a poliey to be
followed in respect thereof. - The report
adverted to the fact that in the absence
of a contract providing otherwise a pat-
ent taken out by a government employee,
and any invention developed by one in
the public service, is the sole property of
.the inventor. The ecommitiee recom-
. mendeéd strongly aganist public dedica-
tion of such an invention, saving that
this in effect voids a patent, and, if this

were not so, “there is littie incentive
for anyone to take up a patent and spend

time, effort, and money * * * on its
commercial development without at least
some measure of protection against oth-
ers free to take the patent as developed
by him and compete. in its use. In such
a case .one of the chief objects of the
patent law would be defeated.” * In full

accord iz the statement on. behalf of the

Department of the Interfor in a memo-

randum furnished with respect to. the

bill introdueed in 1919.% '
With respect to a policy of permitting

the patentee to tzke a patent and control.

it in hiz own interest (subject, of course,
to the government’s right of use, if any)
th?‘*coinmittee said:

that in general it is the constitutional

right of every patentee to exploit his pat-

ent as he may desire, however expedient
it may appear to endeavor to modify this
Tight in ‘the interest of the public when
the patentee is in the Government serv-
jpe 3 . . .

™ Sen, Doc. No, 88, 66th Cong., 1st Sess., p. 3.

™ Hearings, Sepate Patent Committee, 66th
Cong., 2d Sess., January 28, 1980, p. 11,

®Sen. Doc. No. B3, 68th Cong., Ist Bess., p. 8. -

it must not be lost sight of .

" Concerning & réquirement that all p_a't-,._ .
ents obtained by government employees. =
be assigned to the United States or its -

agent the committee said:

“* % * it would, on the one hand, ren-. " -
der difficult securing the best sort of .
_technical men for the service and, on the - .
other, wouid influence technical workers
to resign in order to exploit inventions
which they might evolve and suppress -

while still in the service. - There has al-

ways been more or less of a tendemey

for able men in the service to do this,
particularly in view of the comparative

meagerness of Government salaries; thus .
the Government has suffered loss among.

”

its most capable class of workers.

The committee recommended legisla- '_
tion to create an Interdepartmental Pat- -
_ents Board; and further that the law .

make it part of the express terms of em-

ployment, having the effect of a con- "
tract, that any patent application made.
or patent granted for an invention dis-
covered or developed daring the period of
_government service and incident to the
. line of official duties,'which in the judg-

ment of the board should, in the interest

of the national defense, or otherwise in
the public interest, be controlled by the
government, should upon demand by the
board be assigned by the employee fo an "~
agent of the Government. The recom-:

mended measures were not adopted.
Fifth. Congress has refrained from

‘imposing upon government servanis a

contract obligation of the sort above de-

seribed. At least one department has at-.

tempted to do se by regulation.” Since
the record in this case discloses that the

Bureau of Standards had no such regula-.
tiom, it is unnecessary to consider whether -
.the various departments have power to -
impose such a2 contract upon employees .
without authorization by act of Congress..
The question is more difficult under our . =
form of government than under that. of -
Great Britain, where such departmental .~
regulations seem to settle the matter.™ . -

All of this legislative history empha-
sizes what we have stated—that the
courts are incompetent to answer the dif-
ficult question whether the pateniee is to
be allowed his exclusive right or com-

pelled to dedicate his invention to the =~
‘publie. It is suggested that the election
rests with the authoritative officers of

the Government. Under what power, ex-

press or implied, may such. officers, by" .

= Ibid., p. 4. - s

» See Annual Reéport, Department of Agricul-

ture, for 1907, p. 775. See Selden Co. v. National
Aniline & Chemiesi Co. Inc., 48 F. {2d) 270, 278.

% Queen's Regulations (Addenda 1805, st Feb-
- rusry): Ch. 1, Instructions for Officers in Gep-

eral, pp. 1518,
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" administrative fiat, determine the nature
. and extent of rights exercised under a

charter granted a patentee pursuant to

constitutional and legislative provisions?.
Apart from the fact that express guthor- -

ity is nowhere to be found, the question
arises, who are the authoritative officers
whese détermination shall bind the

.- United States and the patentee? The
., Government’s - position comes to this— -
- that the courts may not reexamine the..
exercige of an autherity by some officer; .

not nmamed, purporting to deprive the
patentee of the rights -conferred upon

. -him by law. Nothing would be settled.
7 by such a holding, except that the de-
-* termination of the reciproeal rights and
"obligations of the Government and .its

employee as respeets inventions are fo
be adjndicated, without review, by an un<
specified department head or bureau

chief. " Hitherto both. the executive and
~ the: legislative branches of the Govern-

ment have concurred in what we con-

" gider the correet view,—that any such
°. declaration of policy must come from .
_..Congress and that no power to declare
it is wested in administrative officers.
- The decrees are affirmed. -

not contemplate that they should exer-
cige inventive faculties in théir serviece

"t to the government, and that both courts

below so found, seems to render super-
fluous mueh that is said in the opinion.
For it has not been contended and. I cer-

.. tainly do not contend, that if such were
...+ the fact there would be any. foundation
© for the claim asserted by the govern-
ment. But I think the record does not .
support the Court’s conclusion of faet.

I am also unable to agree with the rea-

_soning of the opinion, although on my

view of the facts it would lead to the

: reversal of  the. decree below, which I

favor.

When originally organized' as a sub-. -

division of the Department of Commerce,

the functions of the Bureau of Standards -
consisted principally of the custody,

comparison, construction, testing and.
calibration of standards and the solution
of problems arising in conneetion with

.- standards. But in the course of its in--
- vestigation of standards of quality and
- performance it has gradually expanded

1Act of March 8, 1801, B Stat. 1449: Act of

February 14, 1808, § 4, 32 Stat. 825, 626. For an
account of the origin and development of the

. Bureau and s predecessor, see Weber, The .
‘- Burean of Standards, 145. - S

into & laboratory for research of the

Mr, Justice STONE, dissenting.—I
. think the decrees should be reversed.

' The Court’s. conclusion that the em-
. ployment of Dunmore and Lowell did

broadest. character in various branches

of science. and industry and particularly o
in the field of engineering? Work of . -

this nature i carried on for other gov-
ernment departments,” the general pub-
ljc* and private industries” It is almost
entirely supported by public funds® ang
is maintained .in the public interest, In |
1915, as the importance of radio to the
government and to the public increased,
‘Congress appropriated funds’ to -the
Bureau “for investigation and standardi.
zation of methods and instruments em-
pioyed in radio communication.” Similar
annual appropriations- have been made
since and public funds were aliotted by
Acts of July 1, 1916, ¢. 209, 39 Stat.:

262, 824 and. October 6, 1817, ¢. 79, 40
© Stat. 845, 375, for the construction of a

* Much of -the expansion of the Bureauv's ac . -

tivities in thiz direction took place during the
war. See Annusl Report of the Director, Bureau
of Standards, for 1818, p. 25; War Work of the
Bureau of Standards (1921), Misc. Publications
of the Bureau of Standerds No. 46. The scope of
the Bureau's scientific work is revealed by the
annual reports of the Director. See also the
bibliography of Bureau publications for the years
1801-1925, Circular .of the Bureau of Standards
No. 24 {1025},

3 The Act of May 29, 1920, 41 Stat. 631, 683, 684,

" permitted other departments to transfer funds to

the Buresu of Standards for such purposes,
though even before that time it was one of the
major functions of the Bureau to be of assistance
to other branches of the pervice. See e. g An-
nual Reports of the Director for 1015, 1016, 1917,

" p- 16; Annual Report -for 1918, p. 18: compare

Annual Report for 1821, p. 25; for 1622, p. 10.

* The consuming public is directly benefited pot
only by the Bureau's work in improving the stané. . -
ards of quality and performance of industry, but
also by the assistance which it lends to govern-

cmental bodies. state and city. See Annual Re-

ports of the Director for 1915, 1816, 1015, p. 14: -
Annual Report for 1818, p. 16; National Bureau
of Standards. Its Functions and Activity, Cire-
'ularzé)tsghe- Bureaun of Standards, No, 1 {1825),
pp. 28, 83. . .

¢ Cooperation with private industry has been '
. the major method relied upen to make the ac

complishments of the Bureau effective. See An-
nual Report for 1022, p. 7; Annual Report for -
1823, p. 8. A system of research associstes per-
mits industrial groups top maintein men st the -
Burean for research of mutual concern. The
plan has facilitated co-operation. See Annual .
Report for. 1023, p. .4: Annual Report for 1824, -
P. 85; Annual Report for 1925, p. 88; Annual Re-
ports' for 1026, 1928, 1020, 1081, 1932, p. 1 Re-
search Associates at the Bureau of Standards,
Bureau Circular No. 206 (1926). For & list of .
cooperating organizations as of December 1, 1926,
see Misc. Publicatlons Ne. 98 (1927).

o No fees bave been charged. except to cover
the cost of testing, but the Act of Jjune 30, 1832,
c. 814, §. 512, 47 Stat. 410, directs that “for all
comparisons, calibrations, tests or investigations,
performed” by the Bureau, except those per-

.formed for the Governmeni of the United States

or a Btate, “a fee sufficient in each case to com- .

pensate the * * * PBurean * * * for the

entire cost of the services rendered shall be
* * £ 11

arged. .
TAct of March 4, 1915, ¢ 141, 38 Stat. 997,

1044, '
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L greproof laboratery building “to provide

_ additional space to be used for research
and testing in radio communication,” as.
well as “space and facilities for coopers-
tive research and experimental work in
radio communication” by other depart-
ments of the government. Thus, the
conduct of research and scientific inves-
tigation in the field of radio has beeh a
duty imposed by law upon the Bureau
of Standards sinée 1915. - !

Radic research has been conducted in
the Radio Section of the. Electrical Iii-
vision of the Bureau. In 1921 and 1922,
when Dunmore and Lowell made the in-
ventions in controversy, they were em- .
ploved in this section as members of the
seientific staff. They were not, of course,.
engaged to invent, in the sense in which
2 carpenter is employed to build 2 chest, -
but they were employed to conduct scien-
tific investigations in a laboratory de-
voted principally to applied rather than

pure science with full knowledge and ex- .

pectation of all concerned that their in-
vestigations might normally lead, as they "
did, to invention. The Bureau was as .
much devoted to the advancement of the
radio art by invention as by discovery
which falls short of it. Hence, invention
in the fieid of radio was a goal intimately
related to and embraced within the pur-
poses of the work of the scientifie staff. .
Both courts below found that Dunmore
and Lowel] were impelled to make these
inventions “solely by their own seientific’
curiosity.” They undoubtedly proceeded
upon their own initiative beyond the
specific probiems upon which they were
authorized or directed to work by their
superiors in the Bureau, who did not
actively supervise their work in its in-
ventive stages.  But the evidence leaves
- no doubt that in all they did they were
following the established practice of the
Bection. For members of the research
staff were expected and encouraged to
follow their own scientific impulses in
pursuing their researches and discoveries
to the point of useful application,,
whether they involved invention or not,
and even though they did not relate to
the immediate problem in hand. After
the inventions had been conceived they
- 'were disclosed by the inventors to their -
chief and they devoted considerable time
to perfecting them, with his express ap-
proval. Al the work was carried on by
‘them in the government laboratory with
-the use of government materials and fa-
cilities, during the hours for which they
received a government salary. Its prog-
ress wags recorded thromghout jn weekly
. and monthly reports which they were re-

‘quired to file, as well as in their labora- < .
It seems clear that in -

tory motebooks. at i
thus exercising their inventive powers in
the pursuit of ideas reaching beyond

their specific assignments, the inventors =

were discharging the duties expected of
scientists employed in . the laboratory;

Dunmore as well as his supervisors, tes= .-

tified that such was their conception of -

the nature of the work. The conclusion - -

ig irresistible that their scientific curios-: -

ity was precisely’ what gave the inven- . -

tors value as research workers; the gov- "
ernment employed it and gave it free -

rein in performing the broad duty of the . - .
Bureau of advancing the radio art by .

discovery and invention, : .
The courts below did not find that

‘there was any agreement between the

government and the inventors as to their -
relative rights in the patents and there .
was no evidence to support such a find-"
ing.. - They did not find, and upon .the.

facts in evidence and within the range of -

jodicial notice, they eould not find that:
the work done by Dunmore and Lowell '

leading to the inventions in controversy ..
“was not within the scope of their employ- .

ment. Such a finding was unnecessary
to support the decisions below, which

proceeded on the theory relied on by the

respondent here, that in the absence of
an express contract to assign it, an em- .
ployer is entitled to the full benefit of-
the patent granted to an employee, only

when it is for e particular invention =
which the employee was specifically hired .-

or directed to make. The bare references
by the court below to the obvious facts
that “research’” and *“invention” are not -
synonymous, and that all research work

in the Bureau is not concerned with in--

vention fail far short of a finding that -

.the work in the Bureau did not contem-.. .
Those references .

plate invention at all.
were directed to a different end, to the

" establishment of what is conceded here, .

that Dunmore and Lowell were not

- specifically hired or directed to make the

inventions because in doing so they pro--
ceeded  bevond the  assignments .given
them by their superiors.

mate fact, led inevitably to its stated

conelusion that the eclaim of the govern-.
ment is without support in reason or au-. .
. thority “unless we should regard a gen-:

eral employment for research work as )
synonymous with a particular employ- .
ment (or assighment) for inventive

~work.,”

The opinion of this Court apparently

" rejects the distinction between specific

gz_nployment or a.ssig_nment ‘and general

The court’s .
conception of the law, applied to this ulti- -
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" employment to im-rent, _adopted by the

‘eourt below and supported by authority,
in favor of the broader position urged

by the government that wherever the

employee’s duties involve the exercise of

inventive powers, the employer is entitied..
to an assignment of the patent on any .
-invention made in the scope of the gen- -

eral employment. As I view the facts,

think such a rule, to which this Court
has not hitherte given explicit support,
would require a2 decree in favor of the

government. . It would also require a de.:

cree in favor of a private employer, on

" the ground stated by the eourt that as-

the employee “has. only produced what

he is employed to invent,” a specifically
enforcible “term of the agreement neces- -
- .s&rily is that what he is paid to produce .
.belongs to hiz paymaster.” A theory of
_decision so mechanical is not forced upon.

us by precedent and eanmnot, I think, be

" supported. - B
.What the employee agrees to assign to

kis employer is always a guestion of fact.
It cannot be said that merely. because

-an employee agrees to invent, -he also
agrees to assign any patent secured for

the invention. Accordingly, if an as-
signment is ordered in such a case it is
no more to be explained and supported as
the specific enforcement of an agreement

" to transfer property in the patent than

is. the shopright which eguity likewise

decrees, where the employment does not
.. contemplate invention. All the varying
and conflicting language of the -books.
. cannoi obscure the reality that in any .
" case where the rights of the employer to
- the invention are not fixed by express
- eontract, and no agreement in fact may .
" fairly be implied, equity determines after:
the event what they shall be.- "In thus
adjudicating in invitum the conseguences’
- of the employment relationship, equity -
~...must reconcile the-conflicting  ¢laims of -

the employee¢ who has evolved the idea

"+ and the employer who has paid him for -
his time and supplied -the materials util--
ized in experimentation and construction.

- A task so delicate cannot be performed .
" by accepting the formula.advanced by
.. the petitioner any more than by adopt- -

ing that urged by the respondent, though
both are not without support in the opin-

" ioms of thiz Court. Compare Hapgood .

v. Hewitt, 119 U. 8. 226; Dalzell v,

"Dueber Mfg. Co., 149 U, 8..315;. Solo-
- mons v. United States, 137 U. 8. 3482,

846; Gill v. United States, 160 T. 8. 424,
435; Standard Parts Co. v. Pec_k, 264

1. 8..52, . :
.. 'Where the employment does not con- -
tfemplate the exercise of inventive talent .

the policy of the patent laws to stimulate- -
invention by awarding. the benefits of -
the monopoly to the inventor and not to
someone else leads o a ready compro.
mise: a shop-right gives the emplogyer -
an adequate share in the unanticipated .-
boon.’ Hapgood v. Hewitt, supre; Lane |
& Bailey "Co. v. Locke, 150 U. S. 193;
Dalzell v. Dueber Mfg: Co., supra;
Pressed ‘Steel Car Co. v. Hansen, 137

- Fed. 403; Amdyco Corp. v. Urquhart, y

39 F. (2dy 943, aff’'d 51 F. (2d) 1072;
Ingle v. Landis Tool.Co., 272 Fed. 464:.
see Beecroft & Blackman v. Rooney, 268 -
Fed. 545, 549. .. . : o

But where, as in this case, the employ- . :
ment contemplates invention, the ade-

.quacy of such & compromise is more
- doubtful not because it contravenes an .

agreement for an assignment, which may- |
not exist, but because, arguably, as the -
patent is the fruit of the very work

* Which the employee is hired to do and.

for which he is paid, it should no more
be withheld from the employer, in equity . |
and good conscience, than thé product of -
any other service which the employee en-
gages to render. This result has been .
‘reached where the contract was to devise
& means for solving a defined problem,. -

-Standard Parts Co. v. Peck, supra, and -

the decision has been thought to estab-

-lish the employer's right wherever the
~employee is hired or assigned to evolve

2 process or mechanism for meeting a’
specific need, Magnetie Mfg. Co. v. Dings :

'Magnetic Separator Co., 16 F. {2d} 739; |

-Goodyear Tire and Rubber Co. v. Miller,
22 P, (2d) 358, 356; Houghton v. United
States, 23 F. (2d) 886. But the court’: |
below and others have thought (Pressed

" Bteel Car Co, v, Hansen, supra; Hough-:
-.ton v. United States, supra; Amdyeo "}
‘Corp. v. Urquhart, supre), as the re- ‘']
.spondent argues, that only in cases |

where theé employment or assignment is

' thus specific may the emplover demand

.all the benefits of the employee's inven- -

tion. - The basis of such.a.limitation is.

not articulate in the ecases. There is at ..

least 2 question whether its' application ..

may not be attributed, in some instances, "
to the readier implication ¢f an actual °
promise to assign the patent, where the .
duty is to invent a specific thing (see .

‘Pressed Stee! Car Co. v. Hansen, supre, . | |

415), or, in any case, to the reluctance

of equity logieally to extend, in this field, .
the prineciple that the xight o claim the
.service includes the right to claim its
“product. The latter alternative may find
-support in the policy of the patent laws .

*See the cases coliected in 89 Columbla Law
Rev. 1172; 86 Harvard Law Rev. 463, et
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o secure to the inventor the fruits of
;‘,}’s sfgventive " genius, in the hardship .
which may be involved in imposing &
duoty to assign all inventions, see Dalzell
v. Dueber Mfg. Co., supra, 323, cf. As-
pinwall Mfg. Co. v."Gill, 32 Fed. 697,
700, 2nd in a possible inequality in bar-
gaining power of employer and employee..
But compare Goodyear Tire & Rubber
Co. v. Miller, supra, 355; Hulse v. Bon-.
sack Mach. Co., 65 Fed. 864, 868; see 30
. Columbia Law Rev. 1172, 1176-8. - There
" is no reason for determining now the
weight which should be accorded these.
- objections to complete control of the in-
vention by the employer, in ecases.of or-
dinary employment for private purposes,
Once it is recognized, as it must be, that
" the function of the Court in every case
"is to determine whether the employee
may, in egquity and good conscience re-
tain the benets of the patent, it is ap-
parent that the present case turns upon .
" considerations which distinguish it from
any which has thus far been decided.

The inventors were not only employed
to engage in work which unmistakabiy.
required them to exercise their inventive
genius as occasion arose; they were a
part of a public enterprise. It was de-
voted to the improvement of the art of

_radio communication for the benefit -of
the people of the United States, carried
on in a government laboratory, main-
tained by public funds. . Considerations
which might faver the employee where
the interest of the employer is oniy in
private gain are therefore of slight sig-
nificance; the policy dominating the re-
search in the Bureau, as the inventors
knew, was that of the government to
further the interests of the public by ad-
vancing the radio art, For the work to
be successful, the government must be
free to use the results for the benefit of
the public in the most effective way, A -
Ppatent monopoly in individual employees,
carrying with it the power to suppress
the invention, or at least to exclude oth--
ers from using it, would destroy  this
freedom; 2 shopright in the government
would not confer it. For these employees,”
in the circumstances, to attempt to with~
hold from the public and from the gov-
ernment the full benefit of the inventions
which it has paid them to produce, ap-
pears to me so unconscionable and in-
equitable as to demand the interposition
of a eourt exercising chancery powers. .
A court whick habitually enjoins a mort-
gagor from aecquiring and setting up :
tax title adversely to the mortgagee,
Middletown Savings Bank v. Bacharach,
46 Conn, 513, 624; Chamberlain .

. in the step.

- need arises.

'Forbes, "126 Mich. 86; Waring v. Na- |

tional Savings & Trust Co., 138 Md, 367;"

see. 2 Jones on Mortgages (8th ed),.

§-841, should find no difficulty in enjoin-
ing these employees and the respondent
claiming under them from asserting, un-

.der the patent laws, rights which would - o

defeat the very object of their employ-’

.ment. The capacity of equitable doctrine -

for growth and of courts of equity to-
mould it to new situations, was not ex-.

- ‘hausted with the establishment of the. .

employer’s shopright. - See Essex Trust .
Co. v.. Enwright, 214 Mass. 507; Mein- " -
hard v, Saimon, 249 N. Y. 458.. - . o
If, in the application of familiar prin-
ciples to the situation presented here,

we must advance somewhat beyond the R
decided cases, I see nothing revoiutionary. - .
We need not be . deterred ..

by fear of the necessity, inescapable in . °
the: development of the law, of setting
limits to the doetrine we apply, as the-

quire us to shut our eyes to the obvious
consequences of the decree which has been
rendered here. The result is repugnant
to common notions of justice and to
policy as well, and the case must ‘turn

upon these considerations if we abandon -
“the jllusion that equity is called upon-. .

merely to enforce a contract, albeit, one -
that is “implied.” - The case would be

" more_dramatic if the inventions pro-

duced at public expense were important

to the preservation of human life, or the .

public “heslth, ‘or the agricultural re-.

" sources of the country. The principle

ig the same here, though the inventions

_are of importance only in the further-

ance of human happiness. In enlisting
their scientific talent and curiosity in the
performance of the public service in .
which the Bureau was engaged, Dun- .
more and Lowell necessarily renounced

the prospect of deriving from their work

commercial rewards  incompatible with
it.’ Hence, there is nothing oppressive

~ °It has been said that many sclentists in the
employ of the Government regard the aeceptance .
of patent rights leading to eummercia]l rewards .
in any case ss an abasement of their work.
Heerings on Exploitstion of Inventions by Gov-
ernment Employees, Senate Committee on Pa’-
ents, 65th Cong., 8d Sess. (1919), pp. 16, 17: see
also the Hearings before the same Committee,

January 23, 1920, 66th Cong., 2d Sess. (1020}, .

‘p- 5. The opinion of the Court attributes im-
portance to the fact, séemingly irrelevant, that
other emplovees of the Bureac have in some In- -
stances in the past taken out patents on their
inventions which, so far as sppears, the Govern-

ment has not prevented them from enjoying. The - -

circumstances under which those inventions were
made do not appear. But even If they were the
same as those In the present case there Is mo
basis for contending that becnuse the Govern-

.ment saw fit. not to assert its rights in other cases e '

169
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" _or unconscionable in requiring them or -
- their licensee to surrender their patents .

" at the instance of the United States, as

.. there probably would be if the inventions.
-~ had not been made within the scope of -

their employment or if the employment
" did net contemplate invention at all.
The issue raised here is unaffected by
legislation. Undoubtedly the power rests
" with Congress to enact a rule of decision
~for determining the ownership and con-

R trol of patents on inventions made by.
‘government employees in the course of -

:their employment. . But.I find no basis
_ for saying that Congress has done so
or that it has manifested any affirmative
policy for the disposition of cases of this
kind, which is at variance with the con-
" siderations which are controlling here.

The Act of June 25, 1810, 36 Stat. 851, -

as amended July 1, 1918, 40 Stat. 704,
705, permitted patentees to sue the gov-
ernment in the Court of Claims for the
unauthorized use of their patents. - It

was in effeet an eminent domain statute -
by which just compensation was secured

< to the patentee, whose patent had Dbeen

. used by the government.” See Richmond
Serew Anchor Co. v. United States, 275
U. 8. 881,
ernment employees from the benefits of
the Act in order, as the House Commit-

U tee Report explieitly points out, to leave

unaffected the shoprights of the govern-
- ment.
- Cong. 2d Sess. A statute thus aimed
&t protecting in everv ease the minimum
rights of the government can hardly be
taken to deny other and greater rights
growing out of the special equity of
. cages like the present, = S

. The Act of April 30, 1928, 45 Stat.
467, 468, amending an earlier statute of
. 1883 (22 Stat. 623), s0 as to permit a
patent to.be issued to a government em-
ployee without payment of fees, for any
invention which. the head of a depart-

ment or independent .bureau ceriifies “is -
used or lable to be used in the publie .

- service,” and which the application speci-
fies may, if patented, “be manufactured
and used by or for the Government for

governmental purposes without the pay-

. mentof * * * any royalty,” was passed,
" it is true, with the general purpose of
encouraging government emplovees fto
take out patents on their inventions. But
.this purpose was not, as the opinion of
.the Court sugpests, born of a Congres-

it has lost them in this. Moreeover, there is no
necessary inconsistency in the Government's po-
sition if it concluded in those cases that the pub-
lic interest would be served best by permitiing
. . the emplovees to exploit tbelr inventions them-
selves, and adopted s contrarr conclusion here.

United S_ﬁ_z.tes of.Amé'ﬁcd 2, Dub;he‘r Condenéer CD"’PGWM

- eoncerned npeither with enlargin

This statute excluded gov- -

See H. R. Report No. 1288, 6lst -
. amendment- removed.

.other type of inequitable conduect;

sional intent that a government employee
who conceivés an invention in the courge
of his employment should -be protected
in his right to exclude all others but the
government from using it. Congress wag
no:
with narrowing the relative rights %f thz
government and its employees.® This is

. apparent from the language of the sta.

tute that the patent shall be issued with.

‘out a fee “subject to existing law,” a5

well as from the records of its legislative
history.® : :
The purpose of Congress in facilitating

-the patenting of inventions by govern-

ment employees was to protect the exist-
ing right of the government to use all.
devices invented in the service, whether
or not the patentee was employed to use
his inventive powers. Experience had
ghown that this shopright was jeopard-

“-ized -unless the emplovee applied for a

patent, since without the disclosure in-
cident to the application the government
was frequently hampered in its defense

- of claims by orders asserting priority of

invention., But doubt which had arisen
whether an application for a patent un-

“der the Act of 1888 did not eperate to

dedicate the patent to the public,® and
-reluctance to pay the fees otherwise re-
quired, had leg government employees to
neglect to make applications, even when
they were entitied to-the benefits of the
monopoly smbject only to the govern-
ment’s right of use. This doubt the
It can hardly be
contended that in removing it in order
to aid the government in the protection

~of its shopright, Congress declared a
~policy that it-should have no greater right

to control a patent procured either un-
der this special statute or under the
general patent laws. by fraud or ﬁng
a
such a policy been declared, it is difficult
to_see on what basis we could award the

3 Throughont tﬁe “various speculations in com-
mittee ag to_what those rights were, it was gen-

.erally agreed that they were intended to remain -

unchanged by the bill. See Hearings beforé the
House Committee on Patents, 68th Cong., 2d Sess.,
on H. R. 3287 and 11408 (1025); Hearings before
1ihe eame Committee, T0th Cong., 1st Sess. (1$28), .
especially .at pp, 8-18. The discussion: on the
floor of the Honse, referred to in the opinion of
the Court (see note 18) does not indicate the
contrary.

B In addition to the hearings cited -supre, note
- 1o, see H. R, Report No. 1596, 68th Cong., 2nd

Sess.; H. R. Report No. 871, Senate Report No.
765, 70th Conig., 1st Sess. The bitl was originally
& companion proposal to the Federal Trade Com-
mission bill diseussed infra, note 18. See the
references given there. ’

3 See Selden Co. v. Natlonal Aniline & Chemi-

“eal Co., 48 P, (2d) 270, 272; Squier v. American

Telephone & Telegraph Co,

. 7 F. (2d) 881, 882,
afirming 21 F. (2d) M ) - .
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overnment a remedy, as it seems to be
agreed we would, if Dunmore and Lowell
had been specifically employed to make

the inventions. There is nothing to in-
dicate that Congress adopted one policy
for such a case and a contrary one for

this. . ]

Other legislation proposed but not en-
scted,” requires but a word. Even had
Congress expressly rejected a bill pur-
porting to enact into law the rule of de-
cision which I think applicable here, its
failure to act could not be accorded-the
force of law. But no such legislation has

been proposed to -Congress; -and - that
which was suggested may have been and .

probably was defeated for reasons un-
connected with the issue presented in this
case. The legislative record does show,
as the opinion of the Court states, that
it is a diffienlt question which has been

the subject of consideration at least since.

the war, whether the p_ubli_c interest is.
® The bill referred to in the opipion of the

Court was one sponsored by the executive de- |

partments to endow the Federal Trade Commis-

slon with the power to accept assignments of

patents from Government employees and ad-
inister them in the public interest. It passed
the Senate op one occasion and the House on
another but failed to become a law. (S. 5285,
¢5th Cong., 8d Sess., S. B228, 66th Cong, 1st
Sess., H. R. 9082, 66th Cong., lst Sess., H R.
11084, 66th Cong. &d Sess.). In the course of
bearings and debates many poinis of view were
expressed. See Hearings on’ Exploitation of In-
ventions by Government Employees, Senate Com-
mittee on Patents, 85th Cong., 5 Sess, (1918)%
Hearing before the same Committee, 66th Cong.
23 Sess. (1920); Semate Report No. 405, . R.
Report No. 505, 66th Cong., 2¢ Sess., recommend-
ing passage. See 50 Cong. Rec., 2300, 2421,
2480, 3008, 4882, 4771, 8830, 8360, 8483, 8400; 60
ibid. 356: Conference Report, H No. 1284,
Sen. Doc. No. 878, 66th Cong., 84 Sess. And see
g0 Cong. Rec., 2890, 8228, §264-8260, 8587, Dif-
ferences were gtressed in the purposes and needs
of different agencies of the Government. See
especially Hearings (1819), supra, pp. 2%, 24-5.
The need of commercial incentives to private ex-
ploiters, as well as the general desirabllity of
such exploitation were admitted, but the dangers
_were recoghized as well. It was thought that
the public interest would best be served by the
establishment of & gingle agency for Government
control, with the power te determine upon some
" compensation for the inventor. S
After the .death of this- bill in  the Senate,

best served by the dedication of an _in-":'.'
vention to the public or by its.exploita-.
tion with patent protection under license-.

from the government or the inventor. ' .

But the difficulty of resolving the ques- "
tion does not justify z decree which does

. .answer it in favor of permitting govern-

ment employees such as these to exploit
their inventions without restriction, -
rather than one which would require the
.cancellation of their patents or their as-

signment to the United States. -~ .
The decrees shotld be reversed, .
Mr. Justice CARDOZO copcurs in. this

opinion,” - .

. Mr: Chief Justice HucHEs (dissent~

ing).—I agree with Mr. Justice STONE'S =~

analysis of the facts showing the nature
of -the -employment  of Dunmore and

Lowell, and with. his conclusions as to

the iegal effect of that employment, As~

the people of the United States should
have the. unrestricted benefit of the in<

ventions in such a case, I think that the ' - .

appropriate remedy would be to cancel .-

the patents. ' R

February 21, 1821, the subject was again con-
siderec by anm interdepartmental Board esiab-
lished by executive order of President Harding.
August 9, 1922, Its report wus trpnsmitied to
Congress by President Coolidge, in December,
1928, . Sen, Doc, No. BB, 6Sth Cong., 1st Sess.
The Board found that there had never been any
genera! governments] policy established with re--
gpect:to inventions, that whether public dedica-
tion, private exploitation or governmental cob-
trol snd administrazion is desirable, depends
largely on the mature of the invention. JAecord-
ingly, legislation was recommonded establishing
a permanent Interdepurtments! Patents Board
with the power to demaxnd assignments of patents
on these inveptions thereafter developed in the
- service which “in the interest of the national de-.
fense, or otherwise in the public interest™ should
be controlled by the Government. No action was
teken upon this proposal. : :
Sinee that time the Director of the Bureau of .
Standards has recommended that s ‘‘uniform,
equitable policy of procedure” be defined for the
Government by legisiation. (Annual Report for-
- 1925, p. 40.) In the Report for 1931 it Is said
(p. 46) that the ‘“‘patent policy of this Bureau
has always been that patentable devices developed
by employees paid out of public funds belong to
the. public,” and the Report for 1852 adds {p.
£0) “if . pot go dedlicated directly, the vested
rights should be held by the Governmen A
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and this was recognized by Plaintifi’s ex-

pert, the patentee was not entitled to
-elaim all structures which exercised the

. - desired function, but only those which he
- himself invented, and a device which pro-

duces the same result through transia-

" tion of force operates in a substantially

different manner than one in which.foree

- ~ig directly applied. This is not infringe-
.- ment, Westinghouse v. Boyden ¥Power
-.‘Brake Co., 170 U. 8. 537, 568, especially
. where the patent is not a generic one
-~ and the patentee is entitled to but a nar-
L See Directo- .

‘plate Corp. v. Donaldson  Lith: Co., 51

row range of equivalents.

. Supferﬁe__Cou’rﬁ of the United States L

Fed. (2d) .199°(C. C."A. 6).. There are .
two tests of equivalency (1) identity of
function, and (2)- substantial identity of
way of performing that function. Walker
on Patents, 6th Ed. 511. Primary as well
as seeondary patents are infringed by no
_ gubstitutions that do not'fully respond to
these tests.” Even if identity of funetion
were present, the patent not being a pri-
.- mary one, the requirement of substantial
identity of ‘way should .ot be:considered
50 ele~kic - 1
feren. .. .. .uw.uner.of operation. 7
There is no infringement, ‘#nd the

cree below is, afirmed. - -

 UNITED STATES OF AMERICA V. DUBILIER .CONDENSER CORPORATION

- 'Nos. 816, 817, 318

. Patents—Patents— : o S T e
.- Patent is not, accurately speaking, 4 monopoly, for it is not created by executive

" Decided Apr, 10, 1933

authority at expense of and to prejudice of all community except grantee of patent;
inventor deprives public of nothing which it enjoyed before his.diseovery but gives

i _Patents—nSpeqiﬁcation—Sufﬁciency of _disclosuré—-

. Law requires such disclosure to be made in applieation for pz_itentithat-fothe'_rs

‘ _ skilled in art may understand: invention and how 1o put it-to use. ©

. Pﬁteﬁts——eTitle-—Employer and employee—

. Patent is property and title can pass only by assig’ninent;’ if not yet issued,'agree—
ment.to assign when issued, if valid as contract, will be specifically enforced; re- -

pective rights and obligations of employer and employee, touching invention con- . '
- ceived by latter, spring from contract of employment; one employed to make inven-'
- tion who sumcceeds during term of service in accomplishing that task is. bound to

assign to employer patent obtained; on other hand if employment be genera_l,'a]beit
it covers field of labor and effort in performance . of. which employee conceived the
contract is not so broadly construed as to .

invention for what he obtained patent,

. .. Tequire assignment of patent, -

" Patents—Patentability—Invention— . B

7" Invention consists neither in finding out laws of nature nor in fruitful resggrch: a5
to operation of natural laws but in discovering how those laws may be utilized or -

- aie important .dif- -

' . gomething of value to community by adding to sum of human" knowledge; he may
- keep invention secret and reap its fruits indefinitely; in consideration of its dis-
.. closure and consequent benefit to. community, patent .is granted. | R

applied for beneficial purpose by a process, a device.or a machine; it is result of
inventive act, birth of an idea, and its reduction to practice; product of original

- Patents—Title—Employer and employee— . SR .
truct or devise methods of manufacture fg.
not same as employment to invent; shop right is that, where servant during hours

Employment merely to -design or cons

‘of employment working with niaster's materialy and appliances ‘conceives and per-
fects invention for which he obtains patent, he must accord master non-exclusive right
to practice invention; but employer has no equity to demand éonveyance of inven- ..
tion; this remains property of him who conceived it together with right conferred
- by patent to exclude all others than employer from accruing benefits. - - .

Patents—Title—

- Title of the patentee is sﬁEject to no superior right of Government; grant is not,
--as in England, a matter of grace or favor so that conditions_m_ay__he _annexe_d at )

.

© .thought; concept demonstrated to be true by practical application or 'embodiment -
- ;in tangible form; embodiment is not the invention and is not subject of 2 p_a.tent._
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gSUTE of executwe, laws passed by Congress alone may be 1eeked to fer gmdance '
a8 to extent of limitations of respective rights of inventor and public; Constitution
_ gyinces DO . public policy which: requlres holder of patent to cede use or beneﬂt of

: mgentxon ‘to United States,

Pawnts-——Apphcants—- : w . ,
‘Np servant of United States has by statute been dlsquahﬁed for epplymg for and ;

receiving patent for his invention save officers and employees of Patent Ofﬁce during -~ P

“ peried for ‘which théy hold their. appomtments

Pstents——Tltle—-Govemment employees— ' CoL '
Supreme Court has applied rules enforced as between prwate employers and
servants to relation between Government and 'its officers and -employees; United
States is entitled, in same way and to same extent as private employer, to shop
rights, ‘that is, :Eree and non-exclusive use of patent which results from efforts of
. those employed in their working hours and with material belonging to Government;
statutes, decisions and administrative practice negate existence of duty binding one .
in service of Government different from obligation of one in private employment;
United States like any other employer, if it desires assignment of employee’s rights,
must prove contractual obligation on part of employee to assign patents to Govern-
ment; employees of Bureau of Standards who did not agree to exercise inventive
iaeult1es in their work and who made invention not within its scope need not assign
patents to Government; written evidence of employment does not mention research,
much less invention; never was word said to employees prior to discoveries concern-
ing invention or patents or duties or obligations respecting these matters; other
employees of Bureau of Standards and other departments had, while so employed
received numerous patents and enjoyed exclusive rights against all private persons
without let or hindrance from Government;* no act of Congress authorizes United
States to take patent or to hold oné by asmgnment- ne statutory authority exists
for transfer of patents to any department or officer of Government or for adminis-
tration of patents or issmance of licenses on behelf of the United States; inventors

“do not hold patents in trust for Government,
Patents-—Title—Government employee— ° : :
Act of 1883 and as amended in 1928 provides patent vnthout fee :Eor Govemment S
employee who in course of employ conceives invention; he should afford Government
free mse thereof but should be protected in right to exclude all others; similar right
~aecrues to Government émployee paylng fees for patent. ' -

‘Patents—Jurisdiction of courts—

Until 1910 Court of Claims was Wlthout 3urlsd1ctmn to award compensatlon o

owner of patent for unauthorized use by United States or its agents; power extended
‘only to trial of claims based upon express or implied contracts for such use; in 1910
Congress enlarged jurisdiction to embrace former class of claims, but imposing re-
‘striction that it should not extend to owners of patents obtained by employees of
Government while in service.

" Patents—Title—Government- employees—-—- :

Congress has refrained from imposing upon. Government serva.nts contract obhga- B

tion to assign to Government patent for invention. discovered or developed during .
‘period of Government service and incidental to line- of official dutles, and court will
not assume such contract obhgatmns o :

Patents—Radio Receiving Apparatus title transfer refused—-—
1465141, Lowell & Dunmore, Radio Receiving Apparatus, title transfer refused
1606212 Dunmore & Lowell, Power Amplifier, title transfer refused.
163511‘7 Dunmore, Signal Recewmg System, title transfer refused

0!1 writs of certiorari to the United LAND with him on the bnef) for peti--
Stateg Cireuit Couirt of Appeals for tioner; JaMes H. Hucsrs, Jr, (BE.
the Third Cireuit, . ENwNALLs BeERL, JoMN B. Brapy and .

THOMAS D. THACHER, Solicitor General  WARD & GRAY with him on the brief) .
.(CeBARLES B. RuGG, Assistant Attor- - for respondent.
ney General, ALEXANDER HOLTZOFF, Mr. Justice ROBERTS dehvered the
PavL D. Minter and H. Briax How- opinion of the Court.—Three suits were

by order of  the oourt (See No‘r.e. p 1681.)

*The remainmg portion of the syllabus wes based upen a paragraph deleted trom the opinion - O
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. United States of -Aﬁé%‘ibd.v; Duiii'iie:r_Coﬁﬂeﬂéérlcwiaordiioﬁ o '

R brought in the Distriet Court. for Dela-
- ware against the respondent as exclusive
" licensee under three separate patents is-
- gued to Francis W. Dunmore and Perci-’
“:val D. Lowell, Thesbills recite that the

- .inventions were made while the patentees
" were employed in the radio laboratories
o -of the Burean of Standards, and are
i therefore, in equity, the property of the
- United States. '
~declaration that the respondent is a

.+ trustee for the Government, @nd, as such,”
S -required to assign to thé United States:
. all'tts right, title and interest in the pat-
.. ents, for an accounting of all moneys re- =

" .celved ag licensee, and for peneral relief,

" - ‘The District Court consolidated the cases
“ for trial, and after a heéaring dismissed

- the bills.! The Court of Appeals for the

- »"Third Circuit affirmed the decree! _
. " The courts below eoncurred in findings -
"‘which are not challenged and, in sum-

Lmary, are:

- The Bureau 'of Standards is a subdi- |
“-vision of the Department of Commeree.”
Its functions consist in the custody of -

- ‘standards; the comparison of standards

-used in scientific investigations, engineer-

- ing, manufacturing, commerce, and edu-
- -cational institutions with those adopted

or recognized by the Govérnment; the
construction of standards, their multi-

': ple or subdivisions; the testing and eali--

“bration of standard measuring appara-
- tus; the solution of problems which arise
-in connection with standards; and the
In 1915
the Buresu was also charged by Con-
“gress with the duty of investigation and

*-standardization of methods and instru-
ments employed in radio: communication,
“for which special appropriations were. .

" made.’ - In recent years it has been en-
gaged in research and testing work of

“various kinds for the benefit of private

- ‘industries, other departments of the Gov
ernment, and the general publie.’ o
The Bureau is composed of divisions

. ‘each charged with a specified. field of ac-

“tivity, one of which is the electrical di-
- wision. = These are further subdivided
into ‘sections, One section of the -elec-

. ~trical division is the radio section. In.

1921 and 1922 the employees-in the lab-

-oratory of ‘this section numbered ap- - )
' -+ own scientific curiosity, with the subject
- of - substittuing - house-lighting alternat-

149 F. (2d) 806 [§ U. S. Pat. Q. 181,
- asp P, (2d) 881 [18 U. §. Pat. Q. 3871,

3 See Act of March 5, 1901, 81 Stat. 14493 Act

_-of February 14, 1908, Sec. 4, 82 Stat. 826,

- 4 Act of March 4, 1015 88 Stat, 10445 Act of
May 20, 1920, 41 Stat, 684: Act of March 3, 1921,
.41 Stat, 1308, . . . B

- - 5The feeg charged cover merely the cost of the

service rendered, as provided in the Act 6f June

80, 1982, Sec. 812, 47 Stat. 410.

;.)_.ro:.c'irﬁaéely'*t\iren'ty men domg 'ﬁechnica.l
.. work and some draftsmen and mechanies,

.outlines by the chief
‘of the section. _ - o
Dunmore and Lowell were employed in
~"the  radio’ section and engaged in re.
-search ‘and festing in the laboratory. In
""the outlines of laboratory work the sub-

The prayers are.for a

- radio apparatus.
~for operating a-telegraph instrument
“which was . in no way related to the re-

- mote control relay devised for aircraft
_use. ¢
-of alternating current concerned pazftlc-

—

The twenty were engaged in testing radio
apparatus and methods and i radio re-
search work.  They were subdivided into

"ten groups, each group having a chief,

The work of each group was defined in
or: alternate chief

ject of “airplane radio” was assigned to
the group of which Dunmore was chief
and Lowell a2 ‘member. The subject of
“padic recelving sets” was assigned to

“a group of which J, L. Preston was chief,
. but to which neither Lowell nor Dun-
~-more belonged,

In May, 1921, the "Air Corps of the

" Army and the: Bureéau of Standards en-
“téred into an mrrangement whereby the
Jatter undertook the prosecution of forty-

four research projects for the benefit of
the Air Corps.: To pay the cost of such
work, the Corps transferred and al-

" located to the Bureau the sum of $267,-

500. Projects Nos. 37 to 42, inclusive,
relating to the use of radio in connection
with aireraft, were assigned to the radio
section and 325,000 was aliocated to pay’
the cost of the work. Project No. 38

“was styled “visual indieator for radio
" signals,” and suggested the construction
- 0f a modification of what was known as
-~ an “Eckhart recorder.”  Project No. 42
-was styled “airship bomb’ control and
“marine ‘torpedo eontrol.”’

Both were
problems of design merely,
.. In-the summer of 1921 Dunmore, as

‘chief of ‘the 'group to which “airplane
-radio” problems had been assigned, with- -

out further instructions from his supe-

-riors, picked out for himself one of these
“navy problems, that of operating a relay .
i for remote contrel of bombs on azirships

and topedoes in the sea, “as one of par-
ticular intérest .and having perhaps a

“rather easy solution, and worked on it.”
“.In September he solved it, C

In the midst of aircraft investigations

"and -numerous routine problems of the

section, Dunmore was wrestling in his
own mind, impelled thereto solely by his

ing current for direct battery current in |
He obtained a relay

The conception of the application

.
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_‘Practice on January 25, 1922.
21, 1922, they filed an application for a

uhriy broadeast reception.’ This - idea -

: conceived by Dunmore August B,
1921, -and he reduced the invention to
: ice’ December 16, 1921.. Early in

" 1022 he advised his superior of his inven-

tion and spent additional time in per-
fecting the details, February 27, 1922,
he filed an application for a patent.

" 1n the fall of 1921 both Dunmore and

Lowell were considering the problem of -

applying altefnating current to broad-
east ‘receiving sets. - This project was

not involved in or suggested by the prob-

lems -with which the radio section was
then dealing and was not assigned by
any superior as a task to be solved by

ceither of these employees. It was inde-

pendent of their work and voluntarily
assumed.’ S :
While performing their regular tasks
they experimented at the laboratory in
devising ‘apparatus for operating a radio
receiving set by alternating current with

- ‘the hum incident thereto eliminated. The
invention was completed ‘on December "

10, 1921, - Before its completion no in-
structions Wwere received from and ne
conversations relative to the invention

were held by these employees with the

head of the radio seetion, or with any
‘superior. o i : .
‘They also conceived the ‘idea of ener-

_gizing a dynamic type of loud speaker
irom an alternating current house-light- -

ing circuit and reduced the invention to
March

Ypower amplifier.” The conception em-
bodied in this patent was devised by the

- Patentees without suggestion, ' insiruc-
tion, or assignment’from any superior.

Dunmore and Lowell were permitted

" by their chief, after the discoveries had

b'eep.hrought'to his-attention, fo pursue
their work in the laboratory and fo per-
fect the devices embodying their inven-

" tions.. No one advised them prior to the
-filing of applications for patents that

they would be expected to assign the
Patents to the United States or to grant

-~ the Government exclusive rights there-.
" under. co _ L
The respondent concedes that the
-United States may practice the inven-

tions without payment of royalty, but as-

-.Serts that all others are excluded, during

the life of the patents, from using them
w1t?19ut the respondent’s consent. The
Petitioner insists that the eirpumstances
Tequire a declaration either that the
GOvex:nment has sole and exclusive prop-
erty in the inventions or that they have

- ‘been dedjcated to the public so that any-
-One may use them. .

" First. ‘By Article I, Section 8, clansa'8

of the Constitution, Congress is given -

“power to promote the progress of science

and the useful .arts by securing for lim-
jted times to ‘inventors the - exclusive

rights  to . their respective' discoveries. . .

R. 8. 4886 as ‘amended (U. 8. Code, Title
86, § 31y is the last of a series of stat-
utes which sinece 1793 have implemented -
the constitutional provision, .. -~ - 7°
. Though «6ften So characterized & pat- |

ent is-not, aceurately speaking, a meo- - -

nopoly, for it is not created by the ex-
ecutive authority at the expense and to
the prejudice of all the community ex-
cept-the grantee of the patent. Seymour

" v. Osborne, 11 Wall. 516, 533. . The term

monopoly connotes the giving of an ex~

_clugive privilege for buying,  seiling,

working or using a thing which the pub- -
lic freely enjoyed prior to the grant!
Thus 2 monopoly takes something from .
the people. -An inventor deprives the

-public’ of nothing which it enjoyed be-

fore his discovery, but gives something
of value t0 the community by adding to
the sum of human knowleédge. United

States v. .Bell Telephone Co., 167 U. 8.

224, -239; ‘Paper Bag Patent Case, 210
U. 8., 4056, :424; Brooks v. Jenkins, 3
MecLean 432,'487; Parker v. Haworth, 4
MecLean 370, 372; Allen v. Hunter, 6
MecLean 303, 305-306; Attorney General

v. Rumford Chemical Works, 2 Bann. &

Ard. 208, 302. He may keep his inven-
tion secret and reap ifs fruits indef-

- initely. - In consideration of its ‘disclo-
-sure and the consequent benefit to-the
‘community, the patent is granted. ~ An

exclusive enjoyment is guaranteed himi -

Cfor seventeen years, but-upon the expira-

tion of that period, the kmowledge of the
invention enures to the people, who are
thus enabled without restriction to prac-
tice it and profit by its use. Kendall v.

. Winsor, 21 How. 322, 327; United States

v. Bell Telephone Co., supra, p. 239. - To .
this end the law tequires such disclosure
to be made in the application for patent
that others skilled in the art may under-
stargd the invention and how to put it to
use. . T

pass only ‘by assignment. If not yet is-
sued. an agreement to assign when is-
sued, if wvalid as "a contraet, will be
specifically enforeed. The - respective
rights and obligations of employer and

. employee, touching an invention con-

ceived by the latter, spring from the con-
tract of employment.

s Webster’'s  New Intemationai 'Dict"ionarr: o

“Manopoly.” .
..1U. 8. Code, TIt. 85, § 3a.

A patent is property and title to it can. .- -




" paymaster.

Y

. _One employed to make an invention,-
"~ who succeeds, during his term of service,

in accomplishing that task, is bound to

“‘assign ‘to his. employer any patent ob-
~tained. The reason is that he has only -

produced that which he was eémployed to
invent. ‘His invention is the precise sub-

- jeet of the contract of -employment. A
* term of the agreement necessarily is that
- -what Le is paid to produce belongs to his
Standard Parts Company

‘v. Peck, 264 U, 8. 52. On' the other

hand, ‘if the employment ‘be general, .

albeit it covers a field of labor and effort

-7in +the performance of which - the -em-
~-ployee vonceived the invention for which
he obtained a patent, the contract is not. .

.80 -broadly - eonstrued - as. to reguire -an

‘which has employed- a skilled workman,
- for a stated compensation, to take charge "

assignment of the patent. Hapgood v.
Hewitt, 119 U. 8. 226; Dalzell v. Dueber

" Watch Case Mfg. Co., 149 T. 8. 815. In

the latter case it was said:
©#Put. a2 manufacturing corporation,

-of its works, and to devote his time and

“gervices to devising and making improve- -

ments in articles there manufactured, is
not ‘entitled to a conveyance of patents

" obtained for -inventions made by him:

“while so employed, in the absence of ex-

- 'press agreement to that effect.”

. . The reluctance of courts to imply or-
.“infer an agreement by the employee to
* assign-his patent is due to a recognition
..of ‘the peculiar nature of the act of in- -

vention, which consists neither in find-

" ing out the laws of nature, nor in fruit-

" ful research as to the operation of nat- .
ural laws, but in discovering how those

.~ 'laws may be utilized or applied for some -

*"'benefieial purpose, by a process,:a dévice

. Tt is the result of an in<.

- ventive act, the birth of 2n idea and its

- ‘veduction to practice; the product of

< original thought; a concept demonstrated -

~or.a machine.

- to be true by practieal applieation or em-

bodiment in tangible form. - Clark

“ Tread Co. v. Willimantic Linen Co., 140"

. 8. 481, 489; Symington Co, v. Naticnal

- Castings Co., 250 1. 8. 883, 386; Pyrene

_Mifg. Co. v. Boyce, 202 Fed. 480, 481.
— Though the mental concept is.embodied
or realized in a mechanism or a physical

" or -chemical aggregate, the embodiment

- is not the invention and is not the sub-

- act of invefition also defines the Tmits

ject of a patent. This distincetion be-
"tween the idea and its application in
practice is the basis of the rule that em-
ployment merely to design or tfo. con-
..struet or to devise methods of manufac-

ture is not the same as employment to
- invent. Recognition of the nature of the

' United States of Awerica v. Dubilior Condenser Corporation ™

“practice the. ‘invention.

of the so-called shop right, which shortly .
_stated;is that-where a servant, during
his hours.of .employment, Wwérking with
“his~ master’s materials and . appliarices, -
eoricetves and perfects an invention for
which he ‘obtaing a patent, he must ac-
cord his master a non-exclusive right to
MeClurg v,
Kingsland, 1 How. 202; Solomons v.
-United - States, 137 U. 8, 842; Lane &
‘Bodley Co. v. Locke, 150 U. 8.193. This
ig an -application of equitable principles, ~
Since the servant uses his master's time,

- facilities and materials to attain a con-

erete result, the latter is in equity en-
titled fo-uge that which embodies his own
property and-to duplicate it as offen as

-he may find oceasion to employ similar

appliances in: his business. But‘the em-
ployer in such & éase has ne equity to
.demand a conveyance of the invention,

“which is the original ‘conception: of the .~

employee alone, in. which the employer
had no part. This rémains the property
‘of him who conceived it, together with
the right conferred by the patent, to ex- .
¢lude all others than the employer from
‘the aceruing benefits,
are settled as respects private employ-

ment. - _ _
Second. Does the character of the

" gervice call for different rules as to the

-relative rights of the United States and
its employees? e
~ The title of a patentee is subject to no
superior’ right of the Government.” The
grant of letters patent is not, as in Eng- -
“Jand, a matter of grace or favor, so that
conditions may be annexed at the pleas-
ure of the exeeutive. 'To the laws passed
by the Congress, and to them alone, may
-we look for puidanee as to the extent
.and the . limitations of the respective
rights of the inventor and the public.
Attorney General v, Rumford Chemieal
“Works, supra, at pp. 303-4, And this

. court has held that the Constitution

evinces no public policy.which "requires
‘the-holder of a patent to cede the use or
benefit of the invention to the United
States, even though the discovery con-
cerns matters which ean properly hbe
- used eonly by the Government; as, for ex-
ample, munitions of war, “James v. .
Campbell, 104 T. 8. 856, 858. Hollister =
v. Benedict Mfg. Co., 118 U. 8. 59, 67.
Neo servant of the United States has -
by statute been disqualified from apply-
ing for and receiving a patent for his
invention, save officers and employees of
‘the Patent Office during the period for
which they hold their appointments.”

'R, S. 480; U. 5. Code, Tit. 85, § 4.

These principles
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eing so, this court has applied the
yules enforced -as between private em- .
rs and their servants to the rela-
tion between  the Government and its
- officers ‘and employees: TR
United States v. Burns, 12 Wall. 246,
was a suit in the Court of Claims by.an &
army officer as assignee of a patent ob-"
tained by another such officer for a mili-
tary tent, to recover royalty under a con-
‘fract made by the Secretary of War for-
the use of the tents. The court said, in
. affirming a judgment for the plaintif:
* I an officer in the military serv..e,
- not specially employed to make -experi-
ments with a view to suggest improve-
ments, devises a new and valuable im-
provement in arms, fents, or any other
‘kind of war material, he is entitied to
the benefit of it, and to letters-patent for.
the improvement from the United States,
equally with any -other citizen not .en- .
gaged in such serviee; and the govern-
ment cannot, after the patent is issued,
" make use of the improvement any more
than a private individual, without license
of the inventor or making compensation
to him.” ' : . e
In Tnited States v. Palmer, 128 U. 8
962, Palmer, 2 lieutenant in the army, .
patented certain improvements in infan-
fry accoutrements. An army board Trec-
ommended their use and the Secretary of
War confirmed the recommendation. The.
United States manufactured and pur-
chased a large number of the articles. -
Palmer brought suit in the Court of
Claims for a sum alleged to be a fair
‘and reasonable royalty. From a judg--
ment for the plaintiff the United States -
appealed. This court, in affirming, said:
"4t was at one time somewhat doubted
whether the government might not be en-
titled o the use and benefit of every
patented invention, by sznalogy to the
English law which reserves this right to
the crown., But that notion no longer
exists, It was ignored in the case of -
- .Bums.” . i .
_ These principles were recognized in°
later cases involving the relative rights
of the Government and its employees in~
instances where the subject-matter of
the patent was useful to the public gen-
erally. While these did not involve a
claim to an assignment of the patent,
the court reiterated the views earlier
announced, : _ ' _
In Solomons v, United States, 137 U.-
S, 842, 346, it was said: . - '
“The government has no more power
to appropriate a man’s property invested
in a patent than it has to take his prop-
erty invested in real estate; nor does the:

rhis’

~inventive faculties:in
chooses, with the assurance that what-

" ecompare Report Judge Advocate

* mere fact that an inventor is at the time ~

of his invention in the employ of the . .

‘government transfer to it any title to,

or interest in it. - An employe, perform-

Jing ‘all the duties assigned to him in his
-department of service; may exercise his -

»

any direction he:

ever invention he may thas conceive and.
perfeet is his individual property. There

“ig no difference between the government
-and any other employer in this respeet.”

. And in Gill v. United States, 160 U. -

8. 426, 435: . i
“There is mo doubt whatever of the. .~

proposition laid down in Solomons case, -
that the mere fact that a person is in

“the employ of the government does not

preclude him from making improvements
in the machines with which he is con-
nected, and obtaining patents therefor,
as his individual property, and that in
such case the government would have no

‘more right to seize upon and appropri-
“ate such property, than any other prop-

rietor would have. * * *

employment in the course of which the
servant conceives an invention has been
‘recognized by the executive department
of the Government. -A lieutenant in the
navy patented an anchor while he was
on duty in the Bureau of Eguipment and .
Recruiting, which was charged with the
duty of furnishing anchors for the navy;.
he was not while attached to the bureau

“specially employed to make experiments - 4y

with a view to suggesting improvements
to anchors or assigned the duty of mak-
ing-or improving. The Attorney General

advised that zs -the invention did not -

relate to a matter as to which the lien--

'tenant was specially directed to experi-

‘ment with a view to suggesting improve-

“ments he was entitled to compensation

from the Goverament for the use of his

invention in addition to his salary or pay -
-as a navy officer” = . S

A similar ruling was made with re-
spect to an ensign who obtained a patent
for improvements in “B. L. R. ordnance”
and who offered fo sell the improvements,
or the right to use them, to the Govern~

ment. It was held that the navy might
properly make a contract with him to
this end.™ . SN L

#1¢ Opinions Attorney-Genersl, 407.

weq Opinfons Attorney-General, 820.
General of the
Navy, 1601, p. 8; Digest, Opinlons Judge Advo-
cate General of the Army, 1012-1950, p. 287; Opin-
ions, Judge Advocate General of the Army, 1818,
Vol. £, pp. 525, 968, 1066. : R

The distinction bétween an employ- . -
" ‘ment to make an invention and a general

.And" :
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The United States is entitled, in the.
same way.and to the same extent as a-
private employer, to shop-rights, that is, -

the free and non-exclusive use of a pat-
ent which results from efforts of its em-
‘ployee in his working hours and with

- material belonging to the Government.

Solemons ‘v. United States, supra, pp.

"846-T; McAleer v. United States, 150 .U,
8. 424; Gill v. United States, supro.

The statutes, decigions and adminis-

"trative practice négate the existence of :
a duty binding one in the service of the:
.-Government different from-the obligation

of one in private employment, B
‘Third. When the United States filed

_ ‘its bills it recognized the law as hereto-
- fore declared; realized that it must like -

‘any other employer, ¥f it desired an as-
signment of the respondent’s rights,

prove a .contractual obligation on the’
- part of Lowell and Dunmore to assign
-the patents to the Government. “The
. -averments clearly disclose this. The bill -
in No. 316 is typical. After reciting -
‘that the ‘employees were laboratory sp-

prentice and associate physicist and lab-
oratory assistant and  associate physicist

weas “to carry on investigation: regsearch

be assigned to them by their superiors,”

it is charged “in the course of his em-. -

ployment as saforesaid, there was as-

said radio section, for investigation and

- research, ‘the problem of developing a
- radio receiving set capable of -operation

by alternating current. * * *7. .

"Thus the Government understood that :

respondent could be deprived of rights

under - the patents only by proof that -
- Dunmore and Lowell were employed to’

devise the inventions, - "The findings of

. . the courts below show how far the proofs

fell short of sustaining these ‘averments.

. The Government is consequently driven :
~to the contention that-though the em-
ployees were not specifically assigned the
‘task of making the inventions {(as in .
" Standard Parts Co. v. Peck, supra) still,"

as the discoveries were “within the gen-

. eral field of their research and inventive

work” the Urited States is entitled to an
assignment of the patents. The courts
below expressly found that Dunmore and
Lowell did not agree to exercise their
inventive faculties in their work and that

. invention was not within its scope. "In:
- this eonnection it is to be remémbered
 that the written evidence of their em- -
. ployment does not mention: research,”

much less invention; that never was

: there a_"\;vor_d sa.ld ‘to either’ of them,

-ware corporation.

ductor compass, snd assigned the same to the

prior to their. diseaveries, concerning in-
vention or patents or their duties or ob-
ligations ‘respecting these matters; that

.-as_shown by the’ records of the patent
~office, employees of the Bureau of Stand-
- ‘ards_and .other departments had whije

so ‘employed received numerous patents
and enjoyed the exclusive rights obtaineqd

“as against all private persons without
let or hindrance from the Government™

+ 31.No'exhaustive ‘examiniation of the official rec.

ords has béen attempted., It is sufficlent, how.

_-ever, for present:purposes, o call attention to the
. following instances, == - -

Dr, Frederick A. Kolster was employed in the
radlo secticn, Bureau of Standards, from Decem-
ber, 1912, until about March 1, 1922, He applied
for the following patents: No. 1,609,886, for
radio apparatus, application dated November 28,

©:19%0. ' No. 1,447,185, for radic method and Bp-

paratus, application’ dated January -80, 1919,

-No. 1,811,654, for radioc method and apparatus,

application dated March 25, 1916. No. 1,894,580,
for -epparatus for transmitting radiant energy,

‘application dated November 24, 1916, . The Patent
- Office records show .asgignments of these patents

to Federal Telegraph -Company, San Francisco,
Cal., of which Dr. Kolster is now president. He

‘testified that these .are all subject to a non.

exclusive license in the United States to use and

. practice the same,
respectively and that one of their daties - -

-Burten ' MecCollum -'was an - employee of the
Bureav .of Standards between 811 and 1924, On

; . h . :-the dates - mentioned he filled the followi
and experimentation in such problems’ . % ed the following ap-

relating to radio and wireless as might -

plications for patents, which were issned to him.
No. 1,085,878, alternating current induction mo-
tor, March 11, 1812.. No. 1,158,364, inducticn mo-
tor, February 25, 1815. No. 1,226,081, alternating
current induction motor, August. 2, 1915.. No.

1,724,495, method and apparatus for determining
signed to said Lowell by his superiors in -

the slope of submrface rock boundaries, October
24, 1928. No. 1,724,720, method and apparatus
for studying subsurface contours, OQctober 12,
1025. The last two inventions were assigned to
McCollum Geological ‘Explorations, Ine., ‘& Dela-

Herbert B. Brooks, while an emiployee of the
Bureau between 1912 and 1880, filed November 1,
1918, an application.on which patent No. 1,857,

. 197, for an -electric transformer, was Issned.

- Willlam “W, - Coblentz,- an employee of the

., Burean of Standards from 1918, and still such at
~the date of the trisl, ‘on.the dates mentioned.
filed’ applications on which patents jssued as fol-

lows: No. 1,418,862, for electrical resistance,
September 22, 1920. "-No. 1,458,165, system of
-electrical control, September 22, 1820, No. 1,450,-
061, optical method for producing pulsating elec-
trie current, August §,-1920. No. 1,368,357, optl-

- eal. mesns. for rectifying -slternating currents,

September 18,7128, - The Patent Office records

_show that all of . these stand in the name of

Coblentz, but are subject to a license to the

_-United - Statés of America.’

August Hund, who was an employee of the
Burean from 1922 to 1927, on the dates men-
tioned filed applications on- which letters patent
issued, No. 1,649,828, method of preparing Piezo-
electric plates, September 80, 1925, No. 1,688,718,
Piezo-electriccrystal oselllator system, May 10,
1927. No. 1,888,714, Plezo-electriccrystal appa-
ratus, May .12, 1827. No. 1,648,689, condenser

" 4ransmitter, April 10, 1926. All of these patenis

are shown of record to have been assigned to
“Wired Radio Inc., a ¢orporation.

Pau! R. Heyl and Lyman J. Briggs, while em-
.ployees of the Buresu, filed an appiication Jan-
uary 11, 1022, for patent .No, 1,660,751, on in-
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In no proper senge may it be said that
- -the eontract of employment contemplated

invéntion; everything that Dunmore and -

Lowell knew negatived the theory that
-they were employed to invent; they knew,
contrary, that the past and then

of the Bureau were zlowed to take pat-
ents on their inventions and have the
benenfits thereby conferred save as to
use by the United States, The circum-
stances preciude the implication of any
agreement to assign their inventions or
‘patents. L AR o
*Moreover To' court -could, however
clear the proof of such a cohtract, order
the execution of an-assignment. No Act
of Congress has been called to our atten-
Hion authorizing the United States to
‘take a patent or to hold one by assign-
ment. No statutory authority exists for
the transfer of a patent to any depart-
ment or officer of the Goverament, or for

the administration of patents, or the is--

-snance of licenses on behalf of the United

States. In these circumstances no public

" policy requires us to deprive the inven-
tor of his exclusive rights as respects
the general public and to lodge them in
a dead hand incapable of turning the
patent to account for the benefit of the
Ppublic. ' T I
- The record affords even 'less “basis for
inferring a contract on the part of the
inventors to refrain from patenting their
discoveries than for finding an agree-
‘ment to assign them.

The bills aver that the inventions and

patents are held in trust for the United

States, and that the court should so de-
clare. It is claimed that as the work of
the Bureau, including all that Dunmere
and Lowell did, was in the public inter-
ést, these public servants had dedicated

the offspring of their brains to the pub--

lie, and so held their patents in trust for

. Ae¥onautical Instrument Company of Pittsburgh,
Pennsylvania. . o

C. W. Barrows was an employee of the Burean
of Standards between 1912 and 1919. While such
employee he fited applications on the dates men-
tioned for patents which were issued, -No. 1,822,-
405, October 4, 1817, method and apparatus for
test‘mg magnetizable objects by magnetic leakage;
assigned to Magnetic Analysis Corporation, Long
Island City, N. Y. No. 1,829,578, relay, March
13, 1918; exclusive license issued to make, use
and sell for the fleld of railway signaling and
train contrel, to Union Switch & Signal Company,
Swissvale, Pa. No. 1,459,970, method of and ap-
paratus for testing magnetizable objects, July 25,
1917; assigned Magnetic Analysis Corporation,
Long Istand City, N. Y.

John A. Willoughby, an employee of the
Burean of Standards between X918 and 1922,
while so employed, on June 26, 1918, applied for
and was granted a patent, No, 1,555,845, for a
loop antenna. : oo

*This paragraph was deletéd from’the opinion
by order of May 8, 1985, °

the common weal, represented here ina”" -

corporate capacity by the United States. -
‘The patentees, we are told, ghould sur-
render the patents for cancellation, and

the respondent must also give up its’
rights under the patents. T
The -trust cannot be express:

of one.- Nor can it arise ex maleficio.’

- The employees’ conduct was not frandu-

lent in any respect. They promptly dis-

_clogéd their inventions., Their superiors
" encouraged them to proceed in perfect-

irig and applying the discoveries. Their .=
“note books and reports disclosed the ..
work they were doing, and there is not
2 syllable to suggest their use of time
or material was clandestine or improper. .

. No word was spoken regarding any

claim of title by the Government until
after applications for patents were filed.
And, as we have seen, no such trust has
been spelled out of the relation of master
and servant, even in the cases where
employee has perfected his invention by
the use of his employer's time and mate-
vials. The cases recognizing the doc-
trine of shop rights may be said to fix &

_trust upon the employee in favor of his -

‘master as respects the use of the inven-
tion by the latter, but they do not affect

- “the title to the patent and the exclusive’

rights conferred by it against the publiec.
The Government’s position in reality
is, and must be, that a public ‘policy, to -
-be declared by a court, forbids one em-
ployed by the United States, for scientifie
- research, to obtain a patent for what he
- invents, though neither the Constitution -
nor any satute so declares. S

Where shall the courts set the limit of
the doctrine? For confessedly, it must
be limited. The field of research is as
broad as that of science itself. If the
petitioner is entitled to a cancellation of
the patents in this case, wonld it be so
entitled, if the employees had done their

“work at home, in their own time and .-~ - - L
with their own appliances and materials? == =~

What is %o be said of an invention
evolved as the result of the solution of a

problem in a realm apart from that to. .

which the employee is assigned by his
official superiors? We have seen that
the Bureau has numercus divisions. It
is entirely possible that-an employee in
one division may make an invention fall-
ing within the work of some other di-
vision. Indeed this case presents that
exact situation, for the inventionz in
question had to do with radio reception, .
a matter assigned to a group of which

Dunmore and Lowell were not members. . . E
- Did the mere fact of their employment

by the Bureau require these employees ..

_kE{*ery R
-fact in the case negatives the existence

the




. naught, - - B A
© 7 Again, what are to be defined as bu-

_.-reaus devoted - entirely to scientific’ re- -
~-search?

- -answer.
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= to cede to-the public -éﬁéry.‘dévicé they

= might coneceive? =~ .. .

~ Is. the doctrine to be applied. on.ly ‘
where the employment is in & bureau de-

voted to scientific investigation pro bono
publico? TUnless it is to be so circam-

. “scribed the statements of this eourt in-

Burns v. United States, supra, Solomons
v. United States, supre, and Gill v.
‘United States, supra, must be held for

It is common kmowledge that

many in the Department of Agriculture
. conduct researches and investigations,
. that divisions of the War and Navy De-
-partments do the like, and doubtless
there are many .other bureaus and sec-

“tions in various. depaitments of govern-
. .ment where employees are set the task
.- of solving problems all of which involve
" 'more or less of science. -Shall the field
- of the scientist be distinguished from the -

ert of as killed mechanic?  1s it econ-

' eeivable that one working on a formula
for a drug or an antiseptic in the De~

" partment of Agriculture stands in a dif-
. ferent class from a machinist in an ar-

senal? Is the distinction- to be that
“-'where the government department is, so
* " to speak, a business department operat-
" ing a business activity of the govern-
. ment, the employee has the same rights
‘as one in private employment, whereas

- if his work be for a bureau interested

-more particularly in what may be termed
- scientific research he is upon notice that

¥ whatever he invents in the field of activ-

ity of the bureau, broadly defined, be-
longs to the public and is unpatentable?

- Tllustrations of the difficuities which

“would attend an attempt to define the

. poliey for which .the Government con--

tends might be multiplied indefinitely.

The courts’ ought not to declare any
~such policy; its formulation belongs
- solely to the Congress, Will permission
. to an employee to enjoy patent rights as
against all others than the Government
tend to the improvement of the public
service by attracting a higher elass of
—employees? . Is there in fact greater
- benefit-to the people in a dedication to
‘the public of inventions eonceived by
-officers of government, than in their ex-
ploitation under patents by private in-
dustry ?
“vention be treated in one way and other
classes differently? These are not legal

questions, which courts are eompetent to
A They are practical -questions, -
o and the decision as to what will accom- -

.. _-plish the greéatest good for the inventor,
. the Government and the public rests with

- government,

Should certain classes of in- .

the Cbngr;es;s;' “We _should not reaa into
the : patent .laws limitations. gnq . éﬁfﬁ. .

ditions which the legislature has not ex-
"pressed. T

Fourth. Moreovér,' we are. of opinion
Congress has approved a policy- at varj-'
ance with the -petitioner’s contentions,

This is demonstrated by examination of - -

two statutes, with their legislative his-
tory, and the hearings and debates re- ’
specting proposed legislation _w_'hich failed - -

.of passage.. - - - Lo R
- Since 1888 -there has-been in-force an, .-

act “ which provides: _
“The Secretary of the Interior [now .

the Secretary of Commerce, act of Feb- .

ruary 14, 1903, ¢. 552, Sec. 12, 32 Stat,

8307 and the Commissioner of Patents - -

are anthorized to grant any officer of the
except officers and eh-
ployees of the Patent Office, a patent for
any invention of the classes mentioned
in section forty-eight hundred and ejghty-
six of the Revised .Statutes, when such-
invention.is used or -te be used in the
public serviee, without the payment of
any fee: ~Provided, That the applicant

_In his application shall state that the in-
" vention deseribed. therein, if patented,

midy be used by the government or any
of its officers or employees in the proge-.
cution of work for the government, or by
any other person in the United States,

‘without the payment to him of any roy- -

included in the. patent.” :
This law was evidently intended to en-

alty thereon, whieh stipulation shall be

~courage government employees to obtain
. patents, .by relieving them of the pay-
The condition -

ment of “the usval fees.
upon which the privilege was accorded
is stated as the grant of free use by the

‘government, “its officers or employees in.
"the prosecution of work for the govern-
“ment, ‘or by any other persoi in the

United States” TFor some time the ef- -
feet of the italicized phrase was a mat-

_ter of ‘doubt.

In 1910 the Judge. Advocate General of

‘the Army rendered an opinion to the:

effect that one taking a patent pursuant .

‘to the act threw his invention “open to
-public and - private .use in the United
‘States.” ® It was later realized that this

view made such a patent a contradiction

in terms, for it secured no exclusive right -

to anyone. In 1918 the Judge Advocate
-General gave a well-reasoned opinion ™

“ holding that if the statute were construed

to involve a dedication to the public,-the

‘so-called patent would at most amount to .

32 Act of March 8, 1888; c. 148, 22 Stat. 025,

i See Squier v, American T, & T. Co,, 21 F.
(2a) 747, Ta8. o PR
© % November 30, 1918; Opinions of Judge Ad-
vocate General_. 1818, Vol. 2, p. 1029. E



170. 8, PA Q.

163

that the free use of the ‘invention ex-
" tended only to the Government.or those

doing work for it. A similar construction .
was adopted in an opinion of the Attor-
ney General.” Several federal courts re-.

“ferred to the statute and in dicig indi-

eated disagreement with the views ex-

pressed in these later opinions.™ _
The departments of government: were

-anxious to have the situation cleared and .
repeatediy. requested < that the act be

amended. Pursuant to the recommenda-
tions of the War Department an amend-
ment was enacted April 30, 1928 The
provisc was changed te read: . o
“Provided, That the applicant in his ap-.

plication shall state that the invention -

described. therein, if patented,” may be
- manufactured or used by or for the Gov-

ernment for governmental purposes with--
-+ out the payment to him of any royalty

- thereon, which stipulation shall

be in-
 cluded in the patent.” o

-~ - Thé-legislative history of the amend- ..
ment clearly discloses the purpose to gave -
to the employee his right to exclude the.

public® "In the report of the Senate
Cemmittee on Patents submitted with the
amendment, the object of the. bill was
s?d to be the protection of the interests
o
ing patents on inventions made by offi-
cers and employees, presently useful in

“the interest of the national defense or

those which may prove useful in the in-
terest of national defense in the future;

- and secondarily, to encourage the patent- "

ing of inventions by officers and em-
Ployees of the Government with the view

to further protection of the Government
pat- -
- ents. The Committee stated that the bill

against suits for infringement of

. had the approval of the Commissioner of

‘Patents’ and was introduced at the Ye-

guest of the Secretary of War. Ap-

pended to the report is a copy of a letter

‘of the Secretary of War addressed to.the

committees of both Fouses stafing that .
-the language of the legislation then ex- -

Jsting. was susceptible of two interpreta-
* tions contrary to each other.

" 32 Opinions Atforney Géneral, 145.

¥ See Squier v. American Tel. & Tel. Co., ¥ F.

(2d) 881, 21 F. (2d) 747; Hazeltine Corporation
v, Electric Service Engineering Corp.. 18 F. (2d)
852; Hazeltine Coropration v. A, W. Grebe &
Co, 21 F, {2d@) 048; Selden Co. v. National Ani-
line & Chemical Co., 48 F. (2d) 270.

¥ 45 Stat. 467, 468, .

* Report No. 871, 7ith Cong., 1st Sess., House

.of Representatives, t0 accompany H, R. 6108 Re- -

port No. 785, 70th Cong., lst Sess., Senate, to ac-
¢ompany H. R. §108; Cong. Rec., House of Rep-
_ Iesentatives, March 19, 1928, 7T0th Cong., st Sess.,
- P. 5018; Cong. Rec. Senate, April 24, 1928, 70%h
Cong., ‘18t Sess., p. 7066. Co

;i,ublicatio'n or prior reference. He con-
duded that the intent of the act was

the Government, primarily by seeur- -

The letter

quoi;eé[ the provise of the se‘étiﬁn- as 'Vit:"
then stood, and continued: ~ - R
“It-is clear that a literal construction -

“ of this proviso would work a dedication

to the public of every patent {aken.out
under the act. If the proviso mist be

" construed literally we would have a situ-

ation wherein all the patents taken out

‘under the act would’ be nullified by the
. very terms of the act under -which they
were granted, for the reason that a pat-
.ent. which does not carry with it the lim~

ited monopoly referred to in the -Consti-.

‘tution is in reality not a patent at all. -

‘The only value that a patent has is the

right that it extends to the patentee to - - '~

.exclude all others: from making, using,.
or selling the invention for a. certain
period of years. A patent that is dedi-
cated .to the public is virtually the same

“as a patent that has expired,”

After referring to the interpretation

“of the Judge Advocate Genéral. and the

Attorney General and merntioning that -

-no satisfactory adjudication of the gues- - - =
tion has been afforded by the courts, the < .

Jetter went on to state? .
“Because of the ambiguity referred to
and the unsettled condition that Hhas.
“arisen therefrom, it has become the policy
of the War Department to advise all its

. personnel who desire to file applications

for letters patent, te de so undex the gen-
eral law and pay the required patent-

. office fee in-each ecase.”

And added: . o A
“If the proposed legislation is enacted
into law, Government officers and em-
ployees may unhesitatingly avail them-
selves of the benefits of the act with full |
assurance that in so doing their -patent-

ig not dedicated to the public by operation
of law, The War Department has been

favoring - legislation along the ‘lines of -

the proposed bill for the past five or six’
‘years.” : R AU
Wher the bill came up for passage in -

-the House a colloquy oceurred which -

cléarly disclosed the purpose of the
amendment.”® The intent was that a gov-

¥ Cong. Rec,, 70th Cong., 1st Sess., Vol. 89,
Part 5, p. 5018 L o .
© “Mr. LaGuardia. Mr. Speaker, reserving the
Tight to object, i1s mot the proviso too broad?
Suppose an employee of the Government invents .

' some improvement which is very valuable, is he

compelled to give the Government free use of it? .

“Mr. Vestal {who repoirted the bill for the Com-
mittee and was in charge of it].. If he iz em-
ployed by the Goverrment and the invention is
made while working in his capacity as an agent
of the Government. Jf the head of the burean
certifies this invention will be used by the Gov-

- @rnment, then the Government, of course, gets it

without the payment of any rovalty. .
“Mr. LaGunardin, The same as a factory rule?
“Mr, Vestal. Yes; but the man who takes out

the patent has his' commercial rights outside.

Mr. LaGuardia, Outside of the Government? -

“Mr, Vestal. - Yes. o
“Mr. LaGuardia. But the custom is, -and with- -
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" ‘ernment employee who in the conrse of

his -employment conceives an  invention .

should afford the govérnment free use

thereof, but should be protected in his -
If- Dunmore

right to €xclude all others,
and. Lowell, who tendered the Govern~

. ment a non-exclusive license without roy- -

" alty, and always understood that the Gov- *
L inventions .
»-freely, "had proceeded under:the aet of -

ernment might wuse their

1883, ‘they would have retained their
‘rights as against all but the United
States,  This is clear from the execu-

tive interpretation of the act. .But for -
"’greater security they pursued the very.
. -course then advised by the law officers of -
-‘the Government. It would be surprising .

" if they thus lost all rights as patentees;
. especially so, since Congress has now con-
- firmed the soundness of the views held
by the law officers of the Government.

_Until "the year 1910 the' Court . of:

Claims was

: ‘United Btates or its agents. _
" extended only to the trial of elaims based

-upon an express or implied contract for
In that year Congress en--
larged the jurisdiction to embrace the.
former class of claims® In giving con-"

such use.®

out this bill, the Government has the right to the -
use of the improvement without payment ff :it :is .

mvel?ted in Government time and in Government
work. . . . .- :
“Mr, Vestal. That is correct; and then on top

of that, may I say that a number of instances
‘have occurred where an employee of the Govern- -

ment, instead of taking out a patent had some
one else take out the patent and the Government

has been involved in a number of suits.” Therse -
is now $600,600,000 worth of such claims in the:

. Court of Claims.”

1t will be noted from the last statement of the

-gentleman. in charge of the bilt that Congress was

‘concerned with questions of policy in the adop--

tion of the amendment. These. as stated above,

‘are questions of business policy and business.”

judgment—what is to the best advantage of the
- Government and the publie, They are not ques-

tiong as to which the courts ought to invade the.

province of the Congress.

® See Belknap v. Schild, 161 U, 5. 10, 167 Eager .
8

:¥.'United Stetes, 85 C. Cls. 556.

" Crozier v. Krupp, 224 U. S, 260.) -

“That whenever an-invention deseribed in and-. -

covered by a patent of the United States shall
hereafter be used by the United States without
" license of he owner thereof or lawful to use the
. .same, such owner may recover reasonable com-

T _pensation for such use by suit in the Court of

Claims: Provided, however, That said Court of

Claims shall not entertaln a suit or reward com-

pensation under the provisions of this Act where
the claim for compensation is based on the use

by the United States of any article heretofore ..

owned, lepsed. used by, or in the possession of
the United States: Provided further, That in

any such sult the United States may avail ftself -

of any and all defenses, genheral or special, which
" might be pleaded by a defendant in ‘an action
v+ for infringement, as set forth in Title Sixty of

United States of Americd v. Dubilier Condenser Corporation’

- the Revised Statutes, or otherwise: And pro-'

sent, to be: _sued,. the zjes'tri'ctioﬁ'wa;s im:
posed that it should not extend to ovwmers’

~of patents obtained by employees of the
‘Government while in the service. - From

this- it is inferred that Congress recog-

- nized no right in such patentees to ex-

clude; the public from practicing the in-
vention. . But @n examination of the
legislative record completely refutes the
contention. Coa ' :
The House Committee in reporting the

“bill, after referring to the law- as laid
.down in'the Solomons case, said:  “The.

TInited: States in such'a ease has an-im-
plied -license to use the patent without

“eompensation, for the reason that the
-inventor used theé time or the money or
-the material of the United States in per-
“fecting' his invention,
‘United States of such & patented inven-

The use by the

tion ‘without -‘any authority from the

~owner thereof is a lawful use under ex-
without ~jurisdietion to "~
award compensation to the owner of &
‘patent for wunauthorized 'use by the’
Its power:

isting law, and we have inserted the

words ‘or lawful right to use the same’
~in order to make it plain that we do not
Cintend to make any change in existing
~law in this respect, and do not intend fo

give the owner "of ‘such 'a patent.any

“claim against the United States for its
_use,”*®
“gress had no purpose to declare a policy
‘at variance with: the ‘decisions of this

From ‘this it is clear that Con-

eourt. - T . :
The executive departments have advo-

.cated legislation regulating the taking of
“patents by government employees: and
“the administration by government
‘agencies of the patents so obtained. In

‘1919 and 1920 z bill sponsored by the In-
terior Department was introduced. It~
provided for- the voluntary assismment
‘or license by any government employee,
to the Federal 'Trade Commission, of a
patent applied for by him, and the licens-
ing of manufacturers by the Commis-

:gion, the licenss. fees to be paid into the
“Treasury and such part of them as the
. President. might. deem . equitable to_be
“turned. over -t the patentee® In the
*“hearings and reports upon this measure
# Act of June 25, 1910, 86 Stat. 851: ‘(See - - :

“vided further, That the benefits of thls Act shall

not inure to any patentee, who, when he makes

-such claim is in the employment or service of

the Government of the United States; or the as-
-gignee of any such patentee; nor shall this Act
apply to any device discovered or invented by
such employee daring. the time of his employ-

ment or service."

The Act was amended in resepcts immaterial
to the present gquestion, July I, 1918, 40 Stat. To5.
See Willinm Cramp & Sons Co. v. Curtis Turbine
Co., 246 1J. 8. 28; Richmond Screw Anchor Co.
v. United States, 275 U. S. 881, 848. As amended
it appears.in U. S. C., Tit, 85, § 88.

= House Report 1283, 61st Cong., 2d Sess.

= S, 5265, 65th Cong., 8d Sess.: S. 8228, ofth
Cong., 2d Sess.; H. R. 0932, 6oth Cong., 2d Sess.;
'H. R. 11984, 86th Cong., 3d Sess.
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an employee thereunder

-that action by
the but that the inven-

would be voluntary,

- tor would -be protected at least to Some
extent in his private right of exclusion. -

1t was recognized that the Government
coutd not compel an assignment, was in-
‘capable of taking such assignment or
- gdministering the patent, and that it had
.- ghop rights in a patent perfected by the

use- of government material and in gov-.
" ernment working time.. Nothing contained

. in the bill itself or in the hearings or

reports indicates any intent to change.

the existing and well understood rights
of government employees who obtain pat-
ents -for their inventions made while in
the service. The measure failed of pas-

- sage. 2 .
. In 1923 the President sent to the Con-

" gress the report of an interdepartmental’
‘patents board created by executive order

to study the gquestion ‘of patents within
:the government service and to recommend
regulations establishing a policy to be
followed in respect thereof. The report
adverted to the faet that in the absence
of a contract providing otherwise a pat-

ent taken out by a government employee,

and any invention developed by one in

‘the public service, is the sole property of

© the inventor. The ecommittee recom-

- ‘mendeéd strongly aganist public dedica-
) . mended measures were not adopted.-
this in effect voids a patent, and, if this -

‘tion of such an invention, saying that

. were not so, “there is little incentive

" for anyone to take up a patent and spend-

time, effort, and money * on its

-, commercial development without at leagt

some measure of protection against oth-

ers free to take the patent as developed -
In such -
a case one of the chief objects of the .
patent law would be defeated.”* In full’
-accord is the statement on behalf of the:

by him and compete in its use.

. -Department of the Interior in a2 memo-
randum furnished with respect to the
_bﬂl introduced in 1919.*

- the patentee to take a patent and control

_ it in his own interest (subject, of course,

‘to the government’s right of use, if any)
the eommittee said: T )

“k %% it must not be lost sight of
that in general it is' the constitutional

right of every patentee to exploit his pat- -

ent as he may desire, however expedient
-t may appear to endeavor to modify this
right in the interest of the public when

ice » :

* Hearings, Senate Patent Committee, g6th
ng., 2d Sess., January 28, 1820, p. 11,

* Sen. DPoc. No. ‘83, 6gth Cong., 1st Sess., p, 2.

was laid not only upon the fact

is in the Government serv-

" .eral, pp. 15-16

" Concerning a requirement that all pat- - .

ents obtained by government employees -~ .
be assigned to the United States or its< .-

‘agent the committee said: . :

Tex % * jtwould, on the one hand, ren-". " ¢

der difficult seécuring the best sort of

" technical men for the service and, on the
-other, would influence technical workers ..

to resign in order {o exploit inventions
which they might evolve and suppress -
while still"in the service. There has al-

ways been more or less of a tendency - -

for able men in the service to do this, -
-particularly in view of the comparative
meagerness of Government galaries; thus:

-the Government has suffered loss among

92

its most capable class of workers. _
The committee recommended legisla-
tion to create an Interdepartmental Pat--

“ents Board; and further that the law. -

make it part of the express terms of em-
ployment, having the éffect of 'a con-:
tract, that any patent application made -
or patent granted for an invention dis-
covered or developed during the period of

_government service and incident to the

line of official duties,” which in the judg-

ment of the board should, in the interest

of the national defense, or. otherwise in .
-the public interest, be controlled by the
‘government, should upon'demand by the

“board be assigned by the employee to.an

agent of the Government. The recom- .

Fifth. Congress has refrained frem
imposing upon government servants a
contract obligation of the sort above de-- .

- scribed. At least one department has at-

tempted to do so by regulation® Since’
the record in this case disecloses that the
Burean of Standards had no such regula- -
tion, it is unnecessary to consider whether
the various departments have power to

Cimpose such a contract upon -employees

without authorization by act of Congress.
The guestion is more difficult under our
form of government than under that.of -

.Great Britain, where such departmental
With respect to a policy of permitting

regulations seem to settle the matter.”

ANl of this legislative history empha-
sizes what we have stated—that the

courts are iricompetent. to angwer the dif-

ficult question whether the patentee ig to - .
- 'be allowed his exclusive right or eom- :

pelled to dedicate his invention to the
publie. It is suggested that the election
rests with the authoritative officers of
the Government.  Under what power, ex- -

_press ‘or implied, may such officers, by

= Ibid., p. 4. : I e s
2 See Annual Report, Department of Agricul- =~

 Sey. Doc, No. 3'3' g8th Cong.. Ist Sess., p. 8. © - ture, for 1807, p. 775. See Seiden Co. v. National

Aniline & Chemicai Co. Inc., 48 F. {2d) 270, 273.

® Queen’s Regulations (Addenda 1895, 1st Feb-
ruary); Ch. 1, Instructions for Officers in Gen-
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- . eonstitutional and legislative provisions?
- "Apart from the fact that express author-

“arises, who are the authoritative officers
whese determination shall bind the

< United " States and - the patentee? - The
- Government's position comes' to -this—
“-that the courts may not reexamine the -

exercize of an authority by some officer,
- not named, purporting to deprive the

-patentee of the rights -eonferred upon
him by law. Nothing would "be settled

- by such a holding, except that the de- -
‘termination of the reciproeal rights and.

- obligations of the Govermment and its
employee .as respects . inventions are to

"~ be adjudicated, without review, by an un-
7. 'gpecified ‘- department head  or bureau

chief.” "Hitherto both the executive and
:the legislative branches of the Govern-
ment have concurred in what we con-

-gider the correct view,—that any such -

_declaration of policy must ‘come from

~Congress and that no power to declare
it is vested in administrative officers.
The decrees are affirmed. =

o Mr. ;Tustice STONE,
think the decrees should be reversed.
. The Court's conclusion that the em-

cise inventive faculties in their service
-to the government, and that both courts
“below so found, seems to render super-
_fluous much that is said in the opinion.

For it has not been contended and I cer--

- tainly do not contend, that if such were
“the fact there would be any foundation
for the claim asserted by the .govern-
-ment. But I think the record does not

""support the Court’s conclugion of fact. -
.1 am &lso unable to agree with the rea-
soning of the opinion, although on my

‘view of the facts it -would lead to the
;eversal of - the decree below, which I
avor. :

. When originally organized' as a sub-
division of the Department of Commeree, -
- ports for 1928, 1028, 1029, 19

the functions of the Bureau of Standards
.consisted principally  of the custody,
~ comparison, construetion, testing and

. calibration of standards and the solution

of problems arising in connection with
standards. But in the course of its in-

vestigation -of standards of quality and

. performance it has pradually expanded

2 Act of March 8, 101,81 Stat. 1449; Act of ..
Stat. 825, 826. For an .

- Februnary 14, 1808, § 4, 82
aceount of the origin and development of fhe
Bureau and its predecessor, see Weber, The

- Bureau of Standards, 1-75. -0 0 .

‘administrative fiat, determine the natire
‘and extent ‘of rights -exercised under a°
charter granted a .patentee pursuant to -’

“into a laboratory for research of the

' dissentihg;;l g

- 1923, p. 5.

.mits industrial groups to maintain men st the

- 1044,

broadest character in various branches
of science and industry and particularly
in the field of engineering? Work of

. Apa; _ _this nature is.carried on for other gov-
-ty is-nowhere to be found, the question

ernment - departments,’ the general pub-

.lie* and private industries.” It is almost

entirely supported by public funds® and
‘i maintained in the public interest, In
1915, as the importance of radio to the
-government. and to the public increased,
- Congress

appropriated funds' to the
Bureau “for investigation and standardi.

~zation of methods and instriuments em-
‘ployed in radio communiecation.” Similar

annual appropriations -have been made
since and public funds were allotted by
Acts of July 1, 1916, ¢. 208, 39 Stat.

262, 324 and" October 8, 1917, ¢. 78, 40
Stat. 345, 375, for the construction of a

3 Much of the expansion .of the Bureauw's ae

" tivities “in" this direction took place during the

war. See Annual Report of the Director, Buresn
of Standards, for 1018, p. 25; War Work of the

“Burean of Standerds (1921), Misc. Publications
'of the Burean of Standards No. 46, The scope of
--the Bureau's sclentific work is revealed by the

gonus]l reports of the Director. See also the

- bibliography of ‘Bureau publications for the years
- " 1901-1925, .Circular
" No. 24 (1825). -

.of ‘the Burean of Standards

* #The Act of May 20,1920, 41 Stat: 631, 683, 684,
permitted other departments to trensfer funds to
the Bureau of Standards for such purposes,

.though even before that time it was one of the

. "ploy‘ment of Dunmore and Lowell did .‘major functions of the Bureau to be of assistance

not contemplate that they should exer--

to other branches of the service., See e, g. An-
nual Reports of the Director for 1915, 1918, 1817,
#. 16 Annual Report for 1918, p, 18 compare

Annual Report for 19821, p. 25; for 1622, p. 10.
" -4The consuming public is directly beneflted not -

-only by the Bureau's work in improving the stand-

ards of quality and performance of fndustry, but
also by the assistance which it lends to govern-

; mental bodies, state and city. See Annual Re-

ports -of the Director for 1915, 1916, 1917, p. I4:

“Annual Report for 1518, p. 16; Natlonal Bureau

of Standsrds, ¥¢ Funections and Activity, Cire

‘ular of the Burean of. Standards, No. 1 (1925),

pn. 28, 8%, - . : :
5 Cooperation "with private industry has been
the ‘major method relled apon to make the nc-
complishments of the Bureau effective, See An-
nual Report for 1822, p. 7; Annual Report for
A gystem of research associates per-
Bureau for. research of mutual concern, The
plan has facilitated co-operation.
Report for 1023, p. 4 Anncal Report for 1924,
p. 85; Annual Report for 1925, p. 88; Anntal Re-
h.;. 1082, 1. 1; Re-

search Assoclates at the Buréau of Standards,
Bureau Circular No. 288 (182¢). For a list of

. eooperating organizations ss of December 1, 1026,
-see Mise, Publications No. 96 (1927). '

*No fees have been charged except to cover
the cost of testing, but the Act of June 80, 1932,
e, B4, & 812, .47 Stat. 410, directs that “for all

- comparisons, -calibrations, tests or investigations,

performed” by the Bureau, except those per-

‘formed for the Government of the United States

or a State, “a fee suficient in each case to com-
peénsate the * * * Bureau *
entire cost of the services rendered shall be
charged, * * -*% ) : ]
T Act of March ‘4, 1615, ¢. 141, 38 Stat. 997,

See Annual

+ .+ for the ©
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fireproof laboratory building “to -provide.
. ~gdditiong] space to be used for research
and testing in radio communication,” as
well 25 “space and facilities for coopera-
© tive research and experimental work in
yadio communication” by other depart-
ments of the government. Thus, the-
conduct of research and scientific inves-
.. tigation in the field of radio has been a
"~ duty imposed by law upon the Bureau
_. of Standards sinece 1815, - .
Radio research has been conducted in

" the Radio ‘Section of the Electrical Di-

. wvision of the Bureau. In 1921 and 1922,
-when Dunmore and Lowell made the in-

" wentions in controvérsy, they were em-
ployed in this section as members of the

- scientific staff. They were not, of course, -

engaged to invent, in the sense in which
g carpenter is employed to build a chest,
but they were employed to conduct scien-
- tific investigations in g laboratory de--.
- woted prineipally to applied rather than
. pure science with full knowledge and ex-
-pectation of all concerned that their in-
vestigations might normally lead, as they’
. did, to invention. - The Bureau was as
much devoted to the advancement of the
radio art by invention as by discovery
which falls short of it. Hence, invention
-in the field of radio was a goal intimately-
- related to and embraced within the pur--
poses of the work of the scientific staff.
Both courts below found that Dunmore
‘and Lowell were impelled to make these
inventions “solely by their ownt scientific .
cutiosity.” They undoubtedly proceeded
upon their own' initiative beyond the
specific problems upon which they were
authorized or directed to work by their
superiors in the Bureau, who did not
actively supervise their work in its“in-
ventive stages.  But the evidence leaves
no doubt that in'all they did they were
following the established practice of the
Section. For members of the research
staff ‘'were expected and encouraged to
follow their own secientifie impulses in
pursuing their researches and discoveries
‘to the point  of wuseful application,
whether they involved invention or not,-
and even though they did not relate to
-the immediate problem 'in hand. After
the inventions had been conceived they.
were disclosed by the inventors to their
.chief and they devoted considerable time
_ to perfecting them, with his express ap-’
. proval. - All the work was carried on by
‘them in the government laboratory with
the use of government materials and fa- -
“cilities, during the hours for which they -
received a government salary. Ifs prog-
ress was recorded throughout in weekly
and monthly reports which they were re-

- quiired to file, as well as in their labora- -

tory notebooks. - It seems clear that in -
thus exercising their inventive powers’in -

~the pursuit of ideas reaching beyond.
their specific assignments, the inventors - - .
* were discharging the duties expected of - . -
‘scientists employed in the . laboratory; - -

Dunmore as well ag his supervisors,; tes-

“tified that such was their conception of

the nature of the work. The conclusion

ig irresistible that their scientific curios-: -

ity -was precisely what gave the inven-
‘tors value ag research workers; the gov-
ernment employed it and gave it free

rein in performing the broad duty of the - .

Bureau of advancing the radio art by

discovery and invention. S
° The courts below did. mot find ‘that -
‘there was any agreement between the = -~

government and the inventors as to their
relative rights in the patents and there
was no evidence to support such a find- -
ing, They did not find, and upon the -

- faects in evidence and within the range of
" judicial notice, they could neot find that =

the work done by Dunmore and Lowell
leading to the inventions in controversy
was net within the scope of their employ-
ment. Such a finding was unnecessary -
to support the decisions below, which
proceeded on the theory reiied on by the -

.respondent here, that in the absence of
.an express contract to assign it, an em-

ployer is entitled to the full henefit of
-the patent granted to an employee, only

when it is for a particular invention .- :
which the employee was specifically hired -

or directed to make. The bare references

by the court below to the obvious facts -

that “research” and “invention” are not
synonymous, and that all research work -
in the Bureau is not concerned with in-

" vention fall far short of a finding that =

the work in the Bureau did not contem- -
plate invention at all. These references
were directed to a different end, to the

establishment of what is concéded here, .

that Dunmore and Lowell were not -
specifically hired or directed to make the
inventions because in doing so they pro-
ceeded beyond the " assignments .given
them - by their superiors. The court’s
conception of the law, applied to this ulti-
mate fact, led inevitably to its stated
conelusion that the claim of the govern-
ment is without support in reason or au--

thority ‘““unless we should regard a gen- -~

eral employment for research work as

synonymous with a particular employ- -

‘ment (or assignmeént) for inventive
work.” R B
The opinion of this Court apparently-
rejects the distinction between specific
employment or assignment and general -
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empioyméht to_invent, adopted by the
" eourt ‘below and supported by authority,
in favor of the broader position. urged

" by the government that wherever the

- employee's duties involve the exercise of
" inventive powers, the employer is-entitled
- to an assignment of the patent .on any

invention made in the scope of the gen-

- era]l employment. As I view the facts,
I think such a rule, to which this Court

" has not hitherto given explicit support,

would require a decree in favor of the

government, "It would also reguire g de-

cree in favor of a private employer, on

© . the ground stated by the court-that as
- the employee “has only produced what

R he is employed to invent,” a -specifically

- ‘enforeible “term of the agreement neces- -

sarily is that what he is paid to produce
_belongs to his paymaster.” A theory of
decision so mechanical is not forced upon
~ us by precedent and eannot, I think, be
- supported. - e
© . 'What the employee agrees to assign to
his employer is always a guestion of fact.
It eannot be -said that merely because
an employee agrees to invent, he also
agrees to assign any patent secured for
the invention. -Aeccordingly, if an as-
signment is ordered in such .a case it is
no more to be explained and siipported as
-the specific enforeement of an agreement
* to transfer property in the patent than
is the shopright which equity likewize

- decrees, where the employment does mnot

contemplate invention. All the varying

and conflicting language of the books'

. cannot obscure the reality that in any
case where the rights of the employer to
~ the invention are not fixed by express
contract, and no agreement in fact may

fairly be implied, equity determines after
‘the event what they shall be. In thus-

. adjudiecating in invitum the cohseguences

of the employment relationship, equity .-

" must reconcile the conflicting claims of
the employee who has evolved the idea

" and the employer who hag paid him for -

his time and supplied the materials ntil-
ized in experimentation and construction,
A task so delicate cannot be performed

by . accepting the formula advanced by
the petitioner any more than by adopt--

- ing that urged by the respondent, though
~-both are not without support in the opin-
jons of this Court. .Compare Hapgood
v, Hewitt, 119 U. 8. 226; Dalzell v.
Dueber Mfg. Co., 149 U. 8. 315; Solo-
mons v. United States, 137 U. 8. 342,
846; Gill v. United States, 160 U. S. 426,
%.?5;8 S5’c2andard Parts Co. v. Peck, 264

Where the'employmént does not con-" -
template the exerc_ise of invc_antive talent

.tﬁé-'pol_ic'y of the patent laws to stimulate )
“invention: by -awarding the benefits of

Rev, 1172; 88 Harvard Law Rev. 468,

the monopoly ‘to the inventor and not to
someone’ else leads . to a ready compro-
mise: a ‘shop-right gives the employer
an adequate share in the unanticipated -

‘boon" Hapgood: v. Hewitt, supra; Lane
‘& Bailey ‘Co. v. Locke, 160 U. S. 193;

Dzlzell v. Dueber Mfg. Co., supra;
Pressed Steel Car Co. v. Hansen, 137
Fed. 403; Amdyco. Corp. v. Urquhart,

.89 F. (2d) "943, af’d 61 F. (2d) 1072;"
‘Ingle v. Landis Tool Co., 272 Fed. 464;
" gee Beecroft & Blackman v. R_oone},_r, 268

Fed. 545, 548, - . . _
But where, as in this case, the employ-
ment contemplates ‘invention, the ade-
quacy of such @& compromise is more
doubtful not because it contravenes an

- agreement for an assignment, which may

not - exist, but because, arguably, as the
patent is the fruit of the very work
which the -employee-is hired ‘to do and

- for which he is paid, it should no more

be withheld from the employer, in equity
and good conscience, than the product of
any other service which the employee en-
gages to render. - This result has been
reached where the contract was to devise

'a means for solving a defined problem,

Standard Parts Co. v. Peck, supra, and

the decision has been thought te estab-

lish the employer's right wherever the
employee is hired or assigned to evolve
a process or mechanism for meeting a
specific need, Magnetic Mfg. Co. v. Dings
Magnetic Separator Co., 16 F. (2d) 739;
Goodyear Tire and Rubber Co. v. Miller,
22 F. (2d) 353, 356; Houghton v. United
States, 23 F. (2d) 386. But the court
below and others have thought (Pressed
Steel Car Co. v. Hansen, supra; Hough-
ton v. United States, supre; Amdyco
Corp. v. Urquhart, supra), as the re-
spondent - argues, that only in cases
where the employment or assignment is
thus specific may the employer demand
all the benefits of ‘the employee’s inven-
tion. The basis of such a limitation is
not articulate in the cases. There is at

. least .a question whether .its application
-may not be attributed, in some instances,

to the readier implication :of an aetual
promise to assign the patent, where the
duty is to invent a specific thing (see
Pressed Steel Car Co: v. Hansen, supra,
415), or, in any case, to the reluctance
of equity logically to extend, in this field,

- the principle that the wight to claim the

service includes the right to claim its

~product, - The latter alternative may find

support in the policy-of the patent laws
®See the:cases collected in 80 Columbls Law
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4n to the inverntor the fruits o
ﬁs s?fxgzgtive ‘genius, in the hardship
which may be involved in imposing 2

_duty-to assign all inventions, see Dalzell
- . Dueber Mfg. Co:, supra, 323, cf. As-

" pinwall Mfg. Co. v. Gill, 32 Fed. 697,
© 700, and in a possible inequality in bar-

- gaining power of employer and employee.’

-But compare Goodyear Tire & Rubber
Co. v. Miller, supra, 356; Hulse v, Bon-
sack’ Mach. Co,, 65 Fed. 8684, 868; see 30
“Columbia Law Rev. 1172, 1176-8. There
“is.no Teason for determining now the
weight which should be aceorded these
" objections to complete control -of the in-

" yention by the employer, in cases of or-. .

_dinary employment for private purposes.

Once it is recognized, as it must be, that -

the function of the Court in every case
je to determine whether the employee
‘may, in equity and good conscience re-
tain the benets of the patent, it is ap-
-parent that the present case turns upon

congiderations which distinguish it from.

. any which has thus far been decided.

The inventors were not only employed

to engage in work which unmistakably
required them to exercise their inventive
genius as occasion arose; they were a
part of a public enterprise. It was de-
voted to the improvement of the art of

_radio communijcation for the henefit of -

the people of the United States, earried
on in a government laboratory, main-
tained by public funds. Considerations
_which might favor the employee where
the interest of the employer is enly in
private gain are therefore of slight sig-
nificance; the policy dominating the re-
~search in the Bureau, as the inventors
" knew, was that of the government to

further the interests of the public by ad--

vancing the radio art. For the work to

be successful, the government must be .
free to use the resuits for the benefit of -

the public in the most effective way. A
patent monopely in individual employees,
carrying with it the power to suppress
the invertion, or at least to exclude oth-
ers from using if, would destroy this
freedom; a shopright in the government
"~ would not confer it, For these employees,
in the circumstances, to attempt to with-

. hold from the public and from the gov--

ernment the full benefit of the inventions
whieh it-hag paid them to produce; ap-
pears to me so unconscionable and_ in-
equitable as to demand the interposition
‘of a court exercising chancery powers.
A court which habitually enjoing a mort-
gagor from acquiring and setting up &
tax title adversely to the mortgagee,
- Middletown Savings Bank v. Bacharach,
46 Conn. 513, 524; Chamberlain v.

‘Forbes, 126 Mich. 86; Waring v. Na-

.tional Savings & Trust Co., 138 Md. 367;

“see 2 Jones om Mortgages (8th ed),

§ 841, should find no difficulty in enjoin- =
ing these employees and the respondent

. claiming under them from asserting, un-

der the patent laws, rights which would
defeat the very object of their employ-
ment. The capacity of equitable doctrine
for growth and of courts of equity to
mould it to new sgitnations, was not ex-

hausted with the -establishment" of the -
“employer’s shopright,

‘See Essex Trust
Co. v. Enwright, 214 Mass. 507; Mein-
hard v, Salmon, 249 N, Y. 458. - - ..

If, in the applieation of familiar prin-
ciples to the situation presented here,
we must advance somewhat beyond the
decided tases, I see nothing revolutionary -
in the step.
by fear of the necessity, inescapable in
the development of the law, of setting
Hmits to the doctrine we apply, as ‘the
need arises. That prospect does not re-
-quire us to shut our eyes to the obvious

“congequences of the decree which has been

rendered here. The result is repugnant
to common notions of justice and to
policy as well, and the case must turn
upon these considerations if we abandon
the illusion that eguity is called upon
merely to enforce a contract, albeit, one
that is “implied.” The case would be
more dramatic if the inventions pro-
duced at public expense were important:
to the preservation of human life, or the
public health, or the agricultural re-
sources of the country. The principle
is the same here, though the inventions
are of importance only in the further-
ance of human happiness. In enlisting
their scientific talent and curiosity in the -
performance of the public. service in
which the Bureau was engaged, Dun-
more and Lowell necessarily renounced
the prospect of deriving from their work "
commercial rewards incompatible with
it* Hence, there is nothing oppressive

*It has been sald that many scientists in the -
employ of the Government regard the acceptance

_ of patent rights leading to commercial rewards

in any case a9 -an sbasement of their work.’
Hearings on Exploitation  of Inventions by Gov-
ernment Employees, Senate Committee on Pat-
ents, 85th Cong., 8d Sess. (1019), pp. 16, 17: see
also the Hearings before the same Committee,
January 23, 1920, 66th Cong. 2d Sess. (1920},
p. 5. The opinion of the Court attributes im-
portance to the fact, seemingly irrelevant, that
other employees of the Bureau have in some in-
stances in the past taken out patents on their
inventions which, so far as appears, the Govern-
ment has not prevented them from enjoying. The
circumstances urider which those inventions were
made do not appear. But even If they were the
game as those in the present case there I8 mo
bagis for contending that becnuse the Govern-
ment saw fit not to assert 1ts rights in other cases

We need not be deterred :
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or unconscionable in requiring them or
their licensee to surrender their patents
at the instance of the United States, as
there probably would be if the inventions

" had not been made within the scope of

their employment or if the employment

' ~-did not contemplate invention at all.

The issue raised here is unzaffected by
legislation. Undoubiedly the power rests
with Congress to enact a rule of decision
for determining the ownership and con-

- trol of patents on inventions made by
.government employees in the course of .
_their employment.- But I find no basis

for saying that Congress has done. so

_or that it has manifested any affirmative
- policy for the disposition of cases of this

kind, which is at variance with the con-
giderations “which . are controlling here.
The Act of June 25, 1910, 36 Stat. 851,

as amended July 1, 1918, 40 Stat. 704, -
705, permitted pateniees to ste the gov- -
" ernment in the Court of Claims for the

unauthorized use of their patents. . It
was in effect an eminent domain statute
by ‘which just compensation was secured
to the patentee, whose patent had been
used by the government. See Richmond
Serew Anchor Co. v. United States, 275
U. 8. 2831, This statute excluded gov-
ernment employees from the benefits of

- the ‘Act in order, as the House Commit-
" tee Report explicitly points out, o leave

unaffected the shoprights of the govern-
ment.. See H. R. Report No, 1288, 61st
Cong. 2d Sess. A statute thus aimed
at protecting in every case the minimum
rights of the government can hardly be

- taken to deny other and greater rights
. growing out of the' speeial equity of

cases like the present. = - S
The Act of April 80, 1928, 45 Stat.
467, 468, amending an earlier statute of
1883 (22 Stat. 625), so as to permit a
patent to be issued to a government em-
ployee without payment of fees, for any
invention which the head of a depart-

ment or.independent burean certifies “is
used or liable to be used in the public

service,” and which the application speci-
fies may, if patented, “be manufactured
and used by or for the Government for

" governmental purposes without the pay-

ment.of * * * any royalty,” was passed,

it is true, with the general purpose of -

encouraging government employees to

take out patents on their inventions. But
this purpese was not, ag the opinion of
the Court suggests, born of a Congres-

- 1t has lost them in this. Moresover, there i no
‘necessary inconsistency in the Government's po-

sition if it concluded in those cases that the pub-

lic interest would be served best by permitting .

the emplovees to exploit their inventions them-

.sionai iﬁtéhf that é.‘ éovarnment empléyeg '

_ quired, had le

egrn)
afirming 21 F, (2d) 747,

——

who conceivés an invention in the course
of his employment should be protected

-in his right to exclude all others but the

government from using it. Congress wag

eoncerned neither' with enlarging nor .
- with narrowing the relative rights of the

government and its employees® This ig

“apparent from the language of the sta-
“tute that the patent shall be issued with-

out-a fee “subject to existing law,” a5
well as from the records of its legislative
history® - : . . :

The purpose of Congress in facilitating

- the patenting 'of inventions by govern-
ment employees was fo protect the exist-

;ing right of the government to use all

. devices invented in the service, whether

or not the patentee was employed to use
his invenfive powers. - Experience had
shown that this shopright was jeopard-

- ized unless the employee applied for a

patent, since without the disclosure in-
cident to the application the government
-was frequently hampered in its defense
of claims by orders asserting priority of
inventien. But doubt which had arisen
whether . an application for a patent un-

“der the Act of 1883 did not cperate to

dedicate the patent to the publie,” and
reluctance to gay the fees otherwise re-

government employees to
neglect to make applications, even when
they were entitied to the behefits of the
monopoly subject only to the govern-
ment's right of use, This doubt the
amendment removed. It can hardly be
contended that in removing it in order

. to aid the government in the protection

of its shopright, Congress declared a
policy that it should have no greater right
to control -a patent procured either un-
der this special statute or under the
general patent laws by fraud or any
other type of inequitabie conduct. Had
such a policy been declared, it is diffficult

to see on 'wha_,t.ba.sis we could award the

¥ Throughout the various speculations in com-
mittee as to what those rights were, it was gen-
erally agreed that they were intended to remain
unchanged by the hill., See Hearings before Lhe
Houge Committee on Patents, 63th Cong., 2d Sess.,
on H. R, 8267 and 11208 {1025); Hearings before

‘the same Committee, 70th Cong., Ist Sess. {1828),

especislly at pp. 8-13. The discnssion. on the
floor of the House, referred to in the opinion of
the Court. {see note '19) does not indicate the

" contrary.

N Tn addition to the hearings cited.supra, note
10, see_H. R. Report No. 1506, 66th Cong., 2nd
Sess.; H. R. Report No. 871, Senate Report No.
765, 70th Cong., 1st Sess. The bitl was originally

.'a companion propossl to the Federal Trade Com-
* mission bill discussed infra, note 18. See the

references glven there.

1 See Selden Co. v. National Aniline & Chemi-
cal Co., 48 F. (2d) 270, 272; Sq'}.rler v. Ameriean
Teleptione & Tel Co., 7 F. (2d) 831, 582,




17 U. S Pam Q0

o

govemment a remedy, as it seéms to be
agreed we would, if Dunmore and Lowell
had been Specifically employed. to make
" the inventions. -There is nothing to in-
'dieate that Congress adopted ome policy
for such a case and a contrary one for

this

acted.® requires but a word. -Even had
Congress expressly rejected a bill pur-
porting to enact into law the Tule of de-
cision which I think applicable here, its
failure to act could not be accorded-the
force of law. But nc such legislation has
been -proposed. to " Congress, and ‘that
which was suggested may have been and
probably was defeated for reasoms un-
connected with the issue presented in this
case. The legislative record does show,
as the opinion of the Court states, that
. it is a difficult question which has been
- the subject of consideration at least since
the war, whether the public interest is

1 The bill referred to in the opinion of the
‘Court was one sponsored by ibe executive de-
partments to endow the Federal Trade Commis-
- glon with the power to accept pssignments of
patents Trom Government - employees and ad-
minister them in the public jnterest. It passed
the Senate on one occasion and the House on
another but failed to become & law. (S. 5265,
¢sth Cong.,, &d Sess., S. 8228, 66th Cong., 18t
Sess., H. R. 09882, 86th Cong. lst Sess.,, H
11884, 68th Cong., 8d Sess.). In the course of
hearings and debates many poinis of view were
expressed. See Hearings on Exploitation of In-
ventions by Government Employees, Senate Com-
mittee on Patents, 65th Cong., 8d Sess. (1018);
 Hearing before the same Committee, ¢8th Cong.,
2d Sess. (1920); Senate Report No. 405, H
Report No. 595, 66th Cong., 2d Sess., recommend-
ing psssage., See 59 Cong. Ree., 2300, 2421,
2450, 3908, 4682, 4771, BBSS, 3860, B4ED, 8400 60
ibid. 858; Conference Report, H . No, 1284,
gen. Doc. No. .37, 66th Cong., 8d Sess. And see
60 Cong. Rec., 2890, 8229, 8264-8269, 8587, Dif-
‘ferences were stressed in the purposes and needs
of different agencies of the Government. See
especially Hearings (1018), supra, pp. 22, 24-5.
The need of commercial incentives to private ex-
plojters, as well as the zeneral desirability of
such exploitation were admitted, but the dangers
were recognized ‘as well. It was thought that
the public interest would best be gerved by the
establishment of a single agency for Government
control, with the power to determine upon some
compensation for the imventor.
After the death of this bill in the Senate,

O'Eher legislation proposed but mot en-

best served by the dedieation . o
vention to the public or: by its exploita- -

tion with patent protection under license -
from the government- or the . inventor. ..

" But the difficulty of resolving the ques-

tion does not justify a decree which does

‘answer it-in favor of permitting govern- .
ment employees such as these to exploit
their inventions without restriction, -

_ rather than one which would require the -

cancellation of their patents or their as-
signment to the United States. E
- The decrees should be reversed.

Mr. Justice CARDOZO concurs in this
-opinion. - 2 ‘

Mz, Chief Justice HUGHES (dissent- '

ing) —I agree with Mzr. Justice STONE'S .
“analysis of the facts showing the nature -

of the  employment of Dunmore and - o

Lowell, and with his conclusions as to
the legal effect of that employment. As-
the people of the United States should
have the unrestricted benefit of the in-
ventions in such a case, I think that the
‘appropriate remedy would be to cancel
the patents. : T

February 21, 1621, the subject was again cop-
gidered by an Interdepartmental Board estab-
lished by executive order of President Harding, .
August 9, 1922, Its report was transmitted to -
Congress: by Pregident Coolidge, in December,
1028, Sen. Doc, No. B3, 88th Cong., 1st Sess.
The Board found that there had never been any
general governmentsl policy established with re-
gpect to inventions, that whether public dedica-
tion, private exploiiation or governmental
trol’ and administration is desirable, depends
largely on the nature of the invention. Accord-
ingly, legislation was recommended establlshil;ﬁ
s permanent Interdepsrtments! Patents Boa
with the power to demand assignments of patenta
on those inventions thereafter developed in the
service which *in the interest of the nationsl de-
fense, or otherwige in the publie interest™ should
be controlled by the Government. No action was
‘taken. upon this proposal.

Since that time the Director of the Bureau of
Standards has recommended thot s “uniform,
equitable policy of procedure” be defined for the
Government by legislatien. (Annual Report for
1025:-p. 40.) - In the Report for 1931 it is said
(p. 469 that the “patent polley of this Buresn
has alweys been that patentable devices developed
by employees paid out of public funds belong to
the public,” and the Report for 1932 adds (p.
40) *if not so dedieated directly, the vested
rights shonld be held by the Governmen M

of an inv

con- -
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7 % "710%th CONGRESS
- 1lst Session

- To establish a national program to improve collaboration
between the national laboratory system of the
Department of Energy and the private sector so as to
foster the development of technologies in areas of
significant economic potential in order to enhance the
Nation’s economic competitiveness and strategic well-
being, and for other purposes

IN THE SENATE OF THE UNITED STATES

JANUARY , 1989

MR. DOMENICI (for himself, ‘ B jintroduced

the following bill; whlch was read twice and referred to the
~Committee on

A BILL

. To establish a national program to improve collaboration between
- the national laboratory system of the Department of Energy
'~ and the private sector so as to foster the development of
technologies in areas of significant economic potential in
order to enhance the Nation’s economic competitiveness and
strategic well-being, and for other purposes.

1 BE IT ENACTED BY THE SENATE AND THE HQUSE OF

2 REPRESENTATIVES OF THE UNITED STATES OF AMERICA IN CONGRESS

3 ASSEMBLED That this Act may befreferred to as the "Department of

4 Enerxgy Natlonal Laboratory Cooperative Research and Technology

5 Competltlveness Act of 1989“



e

1 SEC. 2. DEFINITIONS.

‘2' ' For purposes of this Act, the térm‘rd | |
3 '  (1)(A) except as proﬁided‘in subpéragréphé (B} and (C);
4 "National Laboratorf" means the following Department of |
5 ” .Energy iaboratorieé -- |
6 o | | r{i) Lawrence~Livermore National Labo#§to;yf
7 T (ii) Lawrénce-Bérkeley National Laboratcry}
8 ' (iii) Los Aiamos National:Laboratory;
9 ) '(iv) Sandia.National Laboratbry;
10 ' CA{wv) FermirNational Accelerator Laboratory;
11 - (vi)_Princeton Plasma:Physics Laboraﬁory;
12 . | (vii) Idaho National Engineeriﬁg LaborétOry;-
';3 :,_ _(viii).Argonne Natibnal Labbratory;
i4 o | {ix) Brookhaven National Laboratory;
15 (#) Oak Ridge National_Labofatory (including the
16 ¥-12 Plant); |
17 - | (xij Pacific Northwest LabOrétory;
18 . (xii) Ames Laboratory; |
19 | (xiii) Stanford Linear Aéceleratoﬁ.Center;
20 7/ixiv) Bates Linear Accelerator Fécility;
21 : (xv) Center for Energy and Envirpnmeht Resgearch;
22 | (xvi) Coal Fired Flow facility;. |
'723’ | . _(xvii) Energﬁ Technology Engineeriﬁg Center;f
24 . (kviii) Hanford Enginéerihg DevelOpmeﬁt Laboratory;
25 S (xix) Ihhalation Toxicology Research Institute;

26 .-- : (xx)_Laboratory for Energy-Related Health Research;



10

11

12

13
14
15
16
17

18

i9

20

21

22

23

24

25

26

"

g 31_
 (x2i$ Laboratory of Biomedical and Environmeﬁta;
Sciencés;' |
'(x#ii) Laboratory*of Radiobiology'and Environmental
'Health;

(xxiii) Michigan State Univeréity—DOElPlant Research

Laboratdry; o

(xxiv).Notre Dame Radiation Laboratory;

(xxv) .Oak Ridge Associaﬁed Uﬁiversities;

.(xxvi) Radipbiélogy Laborétbry;

{{xxvii).Savannah River Ecoldgy Labofatory}

(xxviii) Savannah River Laboratory;

(xxix) Solar Energy Researcﬁ Institute; and

(xxx) Stanford:Synchrotron Radiaﬁion.Laboratcry.

(B} Such term does not include Naval Nuclear |
Pgopulsién Reactér Laboratories, or their éontractors or
subcontractors performihg work covered under Executive Order
12344, as codified in section 7158 of title 42, United
State;'Code.

'(C) Such'térms shall includes any future government~

owned, contréétpr-operated laboratory facilities established

-as Department of Energy Multi—prog:am‘Laboratories or

‘Program-Dedicated Facilities.

(2) “dont:act" means ahy contract, grant, or

cooperative agreement as those terms are used in sections

6303, 6304, and 6305 of title 31, United States Code,

entered into between any Federal agency and any contractor



g -

1 ~ for the performance of research, experimental, or

2 | develoPmental activities funded in whole or in part by the.
3 |  Federal Government Such term includes any a381gnment,
é ' : substltutlon of partles, or subcontract of any type entered
5 | ‘into for the performance of such act::.v:.t:r.esf
6 ' {3) "cooperative research‘and'development agreement"
7 means any agreement between the Directors of one or more
8 National Laboratorles and one or more Federal or non- federal
9 _ parties under which the Federal government, through §ggg
10 National Laboratory or Laboratories, provides personnel,.
11 : eervices, facilities, equipment, o¢or other resources with or
12 | without reimbursement and the non-federal parties provide
f 13 | .funds, personnel, seryices; facilities, and eguipment, or
: 14 ' other resources towarq the conduct of specified resgearch,
iS' : development, and demonstration efforts that are consistent
16 : withlthe missions of the National Laboratory; except that
17 snch term does not inolude a proonrenent'contract or
16 | cooperative agreement as those terms are used inISections'
19 16303, 6304, and 6305 of title 31, United States Code.
20 S , (4)'"director of a National Laboratory" means the
21‘ - employee of the Department of Energy 1aboratory manager or
22 operator who directs the management and operation of such -
23 National Laboratory; |
24 (5) "Federal Agency“‘means any executive agendy as
..25 deflned in section 105 of tltle 5, Unlted States Code, and

26 - the mllatary departments deflned by sectlon 102 of title 5,

-
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Unitéd States.Code.

(6) "funding agreement™ means any contract, grant, or

_coopérative agreement entered into between the Sécretary of

Energy and a contractor operating a National Laboratory
that provides for such contractor to perform-fesearchL

experimental, and development activities at such National

 Laboratory;

(7) "laboratory manager or'operatbr" means‘the
contraétor who has signed a contract with the Secretary for
management and operation of a National Laboratory (but only

with respect to aétivities relating to such management or

operation); and

”(8)_"Secretary" means the Secretary of Energy.

3. FINDINGS.

The Congress finds that --

_(1) the Natioﬁ's economic'competitiveneSS'and

-gtrategic well—being depends on the development of advanced

energy technologies, such as those anticipated to evolve

from research and development on high temperature

‘superconducting materials;

{(2) the national laboratories of the'Departmehﬁ of
Energy constitute a multi—discipliné éapability in general
sciencé; énergy'science, and  defense related technology
development with incomparable feSearch and computer
faqilitieé with research and support staffs of demonstrated

international expertise;
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.(3) whilé the National'Léboratories have dembnsﬁrated
succeéées in technology transfer into the pfivate éector,
the:effeCtivehess of this effort can be significantly
enhanced if -- |

(A) industry is made mOré'aﬁare of the National
'Léboratory research and development capabilities and
activities; |

(B) tecﬁhology transfer is'established as ' a
significant element of the miSsibn of the National'

Léboratories; i

{C) the National Laborato?ies are made more aware
of industry market requiremehts; and | | |
(D) industry.becomeé mbre_involved with the

'activities of Nationél Laboratories at an early enough

in therreseérch and devélopmént process to profide

guidance on the development of commercially viable

_products; and |

(4)'a national initiative is nee&ed, if there is to be
é timély transfer of energy technology devélopments from the
National Laboratories to the privaté sector, exceptrﬁhat

nuclear weapons design, development, preoduction, and

‘maintenance must remain the primary mission of the

Department of Energy nuclear weapons complex.

4, PURPOSES.

_The purposes of this Act are to --

{1) enhance collabkoration between universities and the
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privéte sectbr énd £he Natipnai Laboratofiés of the

Départment of Energy so as to foster the deﬁelopmént of

technologies in éreas of significant econdmic'potential.
(2) establish that it is a mission of each National

ﬁabbfatories.to foster, through the transférlof'technology

to the private sector consistent with the national security

~and a fair return on the taxpayers’ investment, the

commercialization of technologies developed in connection

with its research, expefimental. and development activities;
and | |

{3) better meet the continﬁing regsponsibility of the
Federa1 Government to ensure the full use of the results of
the Nation’s Fedérai investment in the National
Laboratoriesf research and development in ﬁéeting
international competition.

5. DIRECTIVE.

SEC.

The Secretary shall --

.ill_take.such actions as he gggg§ appropriate and
consistent with iaw to further the mission seﬁ forth in .
section 3L"ggg. |

.igL ensure that the mission set forth in ééction 3 is
_parried out in a manner that is noE detrimental to the

.military mission of any National Laboratory;

“TITLE I ——NATIONAL LABORATORY CENTERS FOR TECHNOLOGY MANAGEMENT

SEC.

101. POLICY.

For the purposes of title I, it is the policy'of Congress
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that --

| | (i) intellectual property riéhts in teéhnology
de#eloped at-the National Laboratories be managed so as to
.promofe the competitiveness of United States induétries;‘

(2} the Secretary prescriﬁe regulations for Cooperative
reseérch and development agreements ahd i@tellectual
property rights arising under sﬁch agfeements; and
‘(3)‘the diréctors of the National Laboratories devise

implementing piocedures_consisﬁent with.the policy

guidelines set forth by the Secretary.

SEC. 102. COOPERATIVE RESEARCH AND DEVELOPMENT AGREEMENTS.

_(a).GENERAL'AUTHdRITY. ~- The Secretary shall prescribe
regulations ensuring that the contract for the management and
opefation.bf any Nationai Laboratory authorizes the direétor.of
such Laboratdry: |

(1) to entei into cooperative fesearEh and déveloPmént
fagreéments.and td negotiate the termé and conditions of such
agreements with--

- {A) 6thef.feaerél agencies;
(B) ﬁnits of state or local government;.
V(C) industriai organizationslinclﬁding'
corporations, partnerships and limited partnerships,
.qonsortia, and industrial_deﬁelopment organizationé;
V(D)‘pubiic and ﬁrivate foundations; |
(E) nonp#ofit organizations (including

universities); or
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(F)'dthérlpersons or entities, inciudihg
licensees of inventions or computér software owned by
.the National Laboratory managef or operator.
(2) to hegotiate intellectual property licensing
agreements for National Laboratory owﬁed inventions or
eompﬁtér softwaré, assigned or licensed tbrthe National

Laboratory by third pérties including voluntary assignment

by employeés.

' (b) SPECIFIC AUTHORITY. -- Each director of a National
Léboratory.may include proviéions in any coopérative research and
development'agreemeht negotiated and entered into purSuént to

 this- section permitting such laboratory manager or operator to --

(1) accept, retain, and use'funds, personnel,

‘services, and property from collaborative parties and

providé“persbnnél, services, and property to collaborating
parties;
{(2) grant or agree to grant in advance to a

collaborative pérty, intellectual property licenses,

" assignments, or cptions thereto, in any invention or

computer software, made, in whole or in part,-by an employee

‘of a National Laboratory under the cooperative research and

development agreement; and

(3) to the extent ponsistentrwith Department of Energy
regulations, orders, and directives pertaiﬁing to conflict

of lnterest, permlt employees or former employees of a

" laboratory manager or operator to part1c1pate in efforts to
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1 transfer to the private sector inventions or computer
2 software, such employees developed or made while in the
3 service of such laboratory.

4 SEC. 103. CRITERIA FOR ENTERING INTO AGREEMENTS.
.5 In determining whether to enter into a cooperative research
6 and development agreements, the directér of a National Laboratory

7 shall determine that --

8 o | (1) facilities at the National Labﬁratory wiil be
| 97 ) .available to conduct the agtivitieg that are the subject of
107 the cbopéfative research and development agreement;
11 ~ (2) the activities that are the subject of the
12 _cooperétivevreseafch and development agreement would not
13 ihterfere with programs of the bepartment éf Enérgy;
14 | (3) the activities that are the subject of the
15 ' Cooperative research and develqpment agréement_would not
16. | create a future detrimental burden on the National
17 Laboratory; and
18 : {4) the proposed cooperative research and deﬁélopment
19 agreement is consistent with applicable guidelines of the
20 - Secretary pursuant to section 102 for cooberative'research
21 and de%elopment agreements.

22 SEC. 104. AGREEMENT CONSIDERATIONS.

23 | In deciding which cooperative research and ¢evelopmént
24 agreements to enter into, and wﬁiCb'licensés, aSsignﬁents, and
25 options to grant, the director_qf a National Laboratory shall --

26 . - (1) give special consideration to émall business firms
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i :and'egnsortia involving small businéss firms;
2 (2) give preference to business units located in the
3 . .Uniféd States that agree that products embodying inventions
4 " or computer éoftWare, made under_the cooperative research
5 and development agreemént or produced througﬁ the use of
6 - such inventions or coméuﬁer éoftware, will be developed and .
E -7 " manufactured substantially in the United Stateé;
| é o f3) in the case of any industrial organizati6ns or
9 dtherlperson subject .to the contrbl of a foreign company or
: 10 government, as apprdpriate,-take into consideration whether
é 11 or not such foreign government permits United States
E 12 agencies, organizations, or other persons to“enter.into
E .13 cooperative reésearch and developmeht agreemen#s and
| 14 licensing agreementsf and |
15 - o (4) provide universities the oppqrtunity.to
16 | éarticipate in such cooperative reséaréh and development
17 .aéreements when such participation-will conﬁributé to the
18 . purpose of this Act. | | |

19 SECn 105. MODIFICATION Oﬁ DISAPPROVA# OF.AGREEMENT;

20 | The‘Secreﬁary may disapprove or require the madification of
21 a coopeﬁativerresearch and development agreement under subsection
22 (a).l Such agreement shall provide a 30-day period beginning on
237 the date the.agreement_is submitted to the Secretary by'the

24 director of the National.Laboratofy concerned,,within which

25 period sucﬁ'action may be taken by the Secretary. In any case in

26 which the'Secretary disapproves or requires the modification of
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any cdopefative agreement submitted under this title, the

Secrétary shall transmit a written explanation of such
disapprovél or modification to the director of the National-
Laboratory:concerned within 30 days after such submission. If
such action is not taken within this_thirty day period,.the

cooperative research and development agreement shall be deemed

“approved.

SEC. 106. LIMITATION.
| The cuﬁulative total of non—appropriafed funds cdntracted to
be received in any year under all cooperative reséarch and
development_agreemehts entered intd by the director of.any
National Laboratory under this Act may not exceed an amount
equal to 10 percent of the annual budget of such Nétional
Labératdry, ﬁnless approved in advance by the Secretary.'
SEC. 107; CONEFLICTS Of INTEREST. |

(a) In negotiating or entering into any cooperative fesearch
and development agreément under this éectiOn, and in negdtiating
or gfanﬁing.any license or assignmenﬁ with respect to

intellectual properﬁy subjéct to this section, the director of a

National Lazboratory (and any employee of a laboratory manager or

operator-who may be acting on behalf of the Director) shall carry
out such.actionslf- |
(1) in compliance with ali épplicable laws and
regulations; ' | | : -
(2) in the public interest; and

(3) not for the benefit of the director of the National
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Labégatory, fhe émpioyee; a reiafed person, fhe'laboratory
'.ménager §r operatbr, or a related entity. | |
(b} A director of a Naticnal Laboratory may not enter into
'ﬁegotiatioﬁs-4-
(I)Ifor a'pooperative'reséarch and development
agreement with a related person or a'rélagéd entity; br
~ (2) for granting a license or assignmenﬁ with respect
to intellectual property subject tb this section to a
related person .or a félateq entity until sﬁcﬁ negotiations
are appiovéd in advance by the Secretary. |
(c) Any cooperative research and de#elopmeht égreement
pfqposed to be entered into by a director of a National
Laboratory with a related person or a relaﬁed entity, and any
licensé or assignment proposed to be'granted by the director of a
Naﬁidnal Laboratory to a related person of a related ehtity, may
not become effective until it is approved by the Secretary. |
(d) For purposés of this section, the term --
{1) "related person" means arpersonlrelated to a
~director of a National Laboratory or té an employee of
' such a director by marriage, blood, or dtherwise,'as
determined by the Secretary ﬁnder-régﬁlations; and
(2) "reléted entiﬁy" méans_a parenﬁ-corporétion.of
a.laboratory manager or operator, a subsidiary or
affiliate of a labbraﬁory méhager @r operator, or any
other entity that has a financial relaﬁibnship with, or

" that is acting as an agent for, a laborétory manager or
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.opefator, as détermined by the Seéretéry under
regulations.
SEC. 105. RECORDS OF AGREEMENTS.
The director of each National Laboratory shall maintain a

record of all cooperative research and development agreements

‘entered into under this title, and shall éubmit_annually a copy

of such record to the‘Secretary.. |
SEC. 106. DUTIES ANDVRESPONSIBILITIES OF THE SECRETARY.

(a) The Secretary shall review all'existing regulations,
policy guidelines} orders, directives, procedures, and
administrative processes associated with the abilities:of the
directors of the.National Laboratories to: |

| (1) enter into cooperative relationships and
cooperative research and development agreements with privéte
industry or universities; |
(2) undertake work-for-others; and
(3)-operate.u3er facilities;

'(b) The Secretary shall review existing standards'fof

'resolving potential conflicts of interests to ensure that such

standards adequately establish guidelines for situations likely

to arise through the use of the authorities granted in this

"subtitle, including but not limited to cases where present or

former National Laboratory employees or their paftners negotiate
licenses or assignments of titles to inventions or negotiate

cooperative research and deveiopmént agreements with Federal

agencies Iiﬁcluding the Department of Energy or the laboratory
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1 'manégerfof operator with which the employee involved is or was’

2  formerly employéd).

3

4
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(c) The Secretary shall--
(1) review the impact of the exchange of scientific

information, scientific innovation, and commercialization

. resulting from cooperative research and dévelopment

agreements.

f2)'survey non-federal parties inﬁerestgd in entering
into cooperativé research and developmeﬁt agréements with
thé National Laboraﬁories to détermine if adequate measures
exist t&xencoufage scientific innovation and
commerciaiizaﬁion ;esulting from cooperative research and
development agreéments; and
- (3) based on ﬁhe results of such review and'survéy
develop policy recommendations that shall be submitted to
the Congress. | |
(d) The Secretary shall--

.(1) formulate and carry out a comprehenéive set of
policyrguidelineé to advance the goals of this subtitle,
based_dn the review under suﬁsection (a) ;

(2) ieport to Coﬁgress and the.President within 90
days after the date of the enactment of.this'subﬁitle on the
status of this review; énd
| (3) within 180 days after the date of the enactment of
this Subtitle; implemeﬁt'the policy guidelines under

paragraph (1} that do not require regulations under section
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107. DEFINITIONS.

f (a) For purposes of this title} the_term—-

}1) "collaborative‘party“ means a pértj to a
coopefative research and devélopment.agreemeht;

(2)_"computer soffware" means'récordgd informatiéﬁ,
fegardleSS of form or the.meaia on whiéh it may be recorded,
comp:iéing computer programs or décumentafiog thereof;

(3) "intellectual property" meaﬁs_paténts, trademarks,

'copyrights, mask works,'and other forms of comparable .

property rights protected by federal law;

(4) "invention" means any invention that is or may be

patentable or otherwise protected under Title 35, United

States COde;'or any novel variety of plant that is or may be

protected uﬁder thé-Plant Variety Protectiqn Act (7 U.S.C;

2321 et seq.):

(5) "laboratory owned" means any rights in

- intellectual pxoperty-conveYed under this title to a

contractor qperatingla National Laboréﬁory or any rights in
intellectual property arising uhdef the operating contract
for a National Laboratory where rights are not expressly
taken by the United States Governﬁenﬁ or by a subcontractor;

(6) "made" when used in conjunction with any invention

means the conception or first actual reduction to practice

of such invention;

(7) "subject invention" means any invention of a
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Natiéhél‘Laboratory‘first conceived or ré&uced to pfactice
in tﬁe pérforméncé of work under a contract or funding
agreementlfor the‘0peratioﬁ 6f a National Laboratbry;

(8) "third parties" means domestic eﬁtities located in
Ithe dnited States who agree to manufécture and to conduct
research and development substantiaily in the United States
inClﬁding -- | | .

(A)'Federal agencies other than the Departmeht of
Eaergi:
| (B).units of State or local government;-

(C) industrial organizaticns, such ‘as
corporationsf partnerships, limited pértnerships,
‘consortia, or industrial development_organizétions;'

:(D) public and private foundations; _

(E) nonprofit organizations such aé'universities;
and |

(F) licensees of inventions or compute; software
owned by the laboratory manager or operéﬁor.

TITLE II -- CENTERS FdR RESEARCH ON RESEARCH ON

HIGH-TEMPERATURE SUPERCONDUCTING TECHNOLOGIES

SEC, 201. FINDINGS.

For purposes of this Eitle, the Congress finds that:
(1) extensive research in supefConducting materials is

beinag conducted by the Degar;hent of Energy to support its

programmatic activities in High Energy Physics, Magnetic

Fusion Energy, Energy Storage Systems, Electric Energy

-
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Systéms; and Energy Consérvétion; pursuéht-to the Federal
Non-nuclear Energy Research aﬁd_Develophent Act of 1974
(P.L; 93-577),-the Energy Reorganization Act of 1974 (P.L.
93*483), and fhe Department of Energy Organiéation Act (P.L.
95-91) ; |

_(2)'recent developments.in‘high—température

superconducting materials hold great promise for highly‘

efficient energy storage and transmission, medical

diaghostics, magnets for physics research and fusionl
reactors, and smaller super-computers;

‘(3)';§ the United States is a world léader in basic
research on high-temperature superconducting mate:ials, then

programs supporting this research at the Department of

‘Defense, the National Science Foundation, and the Department

of Energy should be maintained and strengthened;

"(4) there is intenée interﬁatiénai interest in the
commercialization'of high;temperature superconductihg'
hate;ials and the key to success in jits commercialization
lies in the rapid development of these.méteriéls and the
identification of their applications; and

(5) the National Laboratories have demonstrated
expertise in highftemperature superdonductiﬁity research and
have a proven record in research in enabling technologies

which can benefit the industrial geggor efforts in the

 commercislization of new technologies and product

development.
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SEC. 202. PURPOSES. |
The purposes of this title are --
| (1) to provide for research on critical enabling
technologies to assist United States industry in the

' commercialization of high—ﬁémperature éuperconductors;

(2) to provide hatio$alrorganizétion;and coordinaﬁion
in the research, development aﬁd:cémmercialization of high-
temperaﬁure superconductors; and

- {3) to encourage.private industry, university, and

National Labﬁratorj interaction through centers_for_researcﬁ

onlhigh-temperature superconductivity at the National

Laboratories.

SEC. 203. ESTABLISHMENT OF THE HIGH—TEMPERATURE SUPERCONDUCTOR
- RESEARCH INITIATIVE.

The_Secretary'of Enérgy shall initiate and carry out a
cooperative program of research on enabling high-temperature
superconductor technology and on the p:acticél épplications of
such technblogy (here-in-after referred to in this title as the
"Initiative"™), |
SEC. 205. COUNCIL ON ENABLING TECHNOLOGIES.

'(aj ESTABLISHMENT. ~— The Secretary of Enefgy shall form the
"Coﬁncil for Research on Enabling Technologies" (here-in-after
referred to in this title as the "Council") that shall be
composed or represénﬁatives of apprbpriate goverhment agencies,

universgities, and industry to pfovidé advice to the Secretary in

setting goals and strategies for the Initiative.
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(bf bUTIES; -- The éouncil shall.recommen& gﬁidelines for
the‘release of tﬁe'technical findings and developments ﬁade by
the cooperative research centers establishéd pursuant to
subsection (b) . Guidelines fofrreleasing techﬁical f;ndings set

forth by the Council shall be consistent with guidelines set

forth by affected Federal agencies.

(c) AVOIDANCE OF DUPLICATION.-- The Coupéil shall keep
appfaised of ‘activities taking place at the existing Research
Cehters on Superconductivity and Supergonductiviﬁy Pilot Centers.
In.cafiying out its fesponsibilities unde; éubsection {a}, the.
Council shall-recommend to the Secretary and such Centers

measures to ensure that unnecessarily duplicative research or

‘activities are not being carried out at these Centers.

SEC. 206. CENTERS FOR RESEARCH ON ENABLING TECHNOLOGIES.
(a} The Secretary'shall establish cooperative research

centers in enabling technologies for high-temperature

_superconducting-materials and applications (here-in-after

referred to in this title as "Centers") at one or more National

Laboratories with appropriaterﬁniversity and private industry

participants. | |
(b) The Centers shall be located at National Laboratories

ﬁhat demonstrate experﬁise.in - |

(1) high-teﬁperature superconductivity.researéhf and

(2) research in'associated_technolbgies including --

(A) thin film and bulk ceramic.synﬁhesis and

processing; and
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(B) characterization of physical, chemical,

and structural properties in materials.

SEC. 207. PARTICIPATION BY THE NATIONAL LABORATORIES.

(a) MISSION OF NATIONAL LABORATORIES.-- The Secretary shall
ensure that the Naticnal Laboratories shati may participate in
the Initiative, to the extent that such participation is

consistent with the purposes of thisg Act.

{b) AGREEMENTS.-¥ The Secretary shall énter into such

contracts and agféements, with other‘Fedéral agéncies,'with_U.S.
private iﬁdustrial or researéh o;ganizatibns;'or consortia, or.
with any college or university, as may be necessary to provide
for ﬁhe'active participation of the Nationél Laboratories in the
Initiativef_ |

{c) ﬁEQUIREMENTS. = Thé Iniﬁiativé shali include provisions
for one or ﬁore National Laboratory to conduct research, |
experimental, and devélopmeht activities'felating té high-
temperature superconductivity. Such activities may include
research, exéerimeﬁtal, and development activities in associated
technologies (including thin film_and bulk ceramic synthesis and

processing and the characterization of physical, chemical, and

structural properties in materials) .

SEC. 208. PERSONNEL EXCHANGES.

The Initiative'may inglude provisions fqr'temporary
exchanges of bersdnnel betweenIanyldomeStic'firm or univérsity
refefred to in this title andithe National Laboratorie- =hat are

participating in the Initiative. The exchange of personnel may.

~
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be subject to such restrictions, limitations, terms and

conditions as the Secretary considers nécessary in the iﬁteresﬁl
of nationﬁl security.
SEC. 209. OTHER DEPARTMENT OF ENERGY RESOURCES.

{a) AVAILARILITY OF RESQURCES.-- Subject to subsection (b),
the Secretary may make availablé‘tq other'departmehts or agenqies
of the Federal Government, and to any participaht in research and
development projects under the Initiative, any facilities,
personnel, equipment,_services, and other.resources of.tpe
Department of Energy for the putp@se of conductinérreSQarch and
development projects under the Initiative.

(b) REIMBURSEMENT. -— At his discretion, the Secretary may.

to the extent practicable, make facilities_available.under this
section only to the extent that the cost of the use of such

facilities is reimbursed by the user.

SEC. 210. :BUDGETING FOR HIGH-TEMPERATURE SUPERCONDUCTIVITY

RESEARCH.

To the extent thé'Secretary considers ap§ropria£e and -
necessary; the Secretafy{ in preparing‘the.rESearch and
devélopment budget of the Department of Energy to be included in |
the annual budget submitted to theACongress by the President fdrﬂ
fiscal years 1990, 1991, 19292, 1993, 1994, and 1995 under section’
1105 (a) ofjtitle 31, United States Code, Shali provide for

programs, projects,'and activities Ehat encourage the .

- development of new technology in the field of high-temperature
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SEC. 211. COST-SHARING AGREEMENTS.

(a) PERMITTED PROVISIONS. -- The Secretary shall ensure,
pursuant to title I, that contracts for the operation of National

Laboratories provide the director of each National Laboratory

.that is participating in the Initiative or the contractor
operating any such National Laboratory the authority to receive

funds under any cooperative research and development agreement

entered into with a domestic firm or university uﬁder the

TInitiative.

(b) CONSIDERATIONS. -- The director of each National

Laboratory that is participating in the Initiative, in

- determining the type and extent of its laboratory participation

in carrying out work for others, shall undertake such work only
when facilities'are available and there use would not interfere
with Department of Energy programs, and_sﬁch nor create a future
detrimental burden on the National Laboratory.

{(c) LIMITATIONS. -- (1) Not more than 10 percent of the

annualmogerating budget of any National Laborétory'may be derived
from non*appropriaﬁgd funds derived from gontracts entered into
under the Initiative,-except to the extenﬁ apprbve# in advance by
the Secrétary. | o
(2) Undér subsection (a), no National Léboratdrj may
receiﬁe more than $10,000,000 of non-appropriated fundé, or
fhe equivalent of such amoﬁnt;‘from'any person-under any
‘cooperative research and developmenﬁ agreemént entered into

under the Initiative, except to the extent approved in
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.advaﬁce by the.Secrétary.
sEc. 212.
OVERSIGHE-RELATING-FO-PHE-INIFPIATIVE:

fa}QBESAPPRev35-AHB-HeBEFEGA?EeH-eE—thEEHEHQS:—4-—f}}—?he
Secretary—may-review-g-coopcrativé-reaearch-andmdéveiopment
agreement—forfthe;purpose~of—disapproving~or~requiringFtﬁe
modifidabion-of-thg-cocperabive—research—and-deveiopment
agréement%-—Each?sucb—agreemcnt—shaii-pro?ide—a-Bé—dﬁy*pericd
within*ﬁhich—the?agreemént~may—be*désapproved-or4modified-by-the
Secretﬁry—beginning—en—the—dnte-the~agréement—is—Submitted—to—thé
Sﬁcretaﬁyf"

| {E}-En~any~¢aae—inwwhich-the—Secretary-disapprovear-dr

réquires-the—modificaﬁion-ofr—nny—agreement—submiﬁtedfto-the.
Secretary-ﬁnder—this;sectionr—Wiéhin—ée-days-afterﬁsuch
submissiony-the-Secretary-shali-transmit-a-written-expianation-of
such-diﬁapprovai-er-modificatidﬁ-to-the-héad;of—the—Nationai
baboratory-concerneds

(a) RECORD OF AGREEMENTS. -~ Each National Laboratory shall
maintain a record of all agreements entered into uﬁder this
subtitle section and‘submit sﬁch'rédord.to the Sedretary on an
annual‘basis._
SEC. 213. AVOIDANCE OF DUPLICATION.

In carrying out the Initiative, the Secretary shall ensure

that unnecessarily duplicative research is not performed at the

research facilities of the Department of Energy (including the

National Laboratories) that are participating in the Initiative.
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- TITLE III. GENERAIL, PROVISIONS

. 301. AUTHORITY OF THE SECRETARY.

. (a) Nothing in this Act may be construed to affect or limit

(1) the authority of the Secretary to control all

"classified or sensitive (as defined pursuant to section'148

of the Atomic Energy Act of 1954, as amended) research
contracts and agreements to which the Department-of Energy
or a National Labofatory.is a party; or '

{2) the vesting of title in the Department of Energy of
all intellectual property ﬁhat is madé under classified or
sensitive (as defined pursuant to sedtion 148 of the Atomic
Energy Act of 1954, as amendéd) research in.a National
Laboratd?y cr.in a facilitf of é collaborative pafty under a
cooperative research and development agreement apd that is
classified or sensitive. |
302; REGULATIONS. .

(a) Within 180 da&s after the date of the enéctment of this

the Secretarf shall prescribe regulatiqns for implementing'

éectionsrloz, 303, and 304. In prescribing such regﬁlations the

Secretary shall provide opportunity for public comment on

prdposed regulations.

(b} Any such regulations shall be guided by the purpose of

this Act.

(c) Before the Secretaryiissues_regulations under this

gsection, the Secretary shall consult with the Office of Federal
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Procuremeﬁt Policy to reﬁiew such fggulations fo: consiétency
with this subtitle. |
SEC. 303. PATENT OWNERSHIP AND THE CONDITIONS OF OWNERSHIP.
(a) DISPOSAL.OF.TITLE TO INVENTIONS. -- Notwithstahding
section'152 of the Atomic Energy Act-of 1954 (42 U;S;C; 2182),
section 9-of.the Federél Non-nuclear Energy Research and -

Developmenﬁ'Act of 1974 (42 U.S.C. 5908), or other provisibn of

_law,'thé Secretary shall‘dispose of the title to any subject

invention made in the performance of a Déparﬁment of Enefgy

contract to manage oxr operate any-National Laboratory in the same
manner as applied to small business and nonprofit orgahizations'
undeﬁ'Chapter 18 of title 35, United States Code,-éxcépt that a
condition of such disposai'éhéll be the retention by the United
Stateé.of‘a roYalty-ffee license to use such subjecﬁ invention
for United States Government purposes. B |

(b) RETENTION OF TITLE BY UNITED STATES. -- (1) Whenever a
manager, operator or employee of a National Laboratoryrunder a.
contréct makes a subject invention to which the Secretary has
determined (at the time of.contraCting for the management and
operation of the National Laboratory) to'retaiﬁ title for o
exceptional circumstances under section 202(a) (ii) of title 35,
Unitéd States Code, the title to the subject invention shall be
retained by the Government unless the NaﬁionallLaboratory at
which thé invention is made rejuests title to such'invention and

the Secretary does not notify the director of the National

Laboratory --
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-kA} within 90 days after reCeip£ of such request that
the subjéct'invention is covefed by a determination under
‘such section 202(a) (ii); or
 (B) within 150 days after're¢eipt of such request that
£he subject invention has beén'classified or has been
designatéd sensitivé'technical information as authorized by
section 148 of the Atomic Enéfgy Act of 1854,
(2) Whene%er é manager or operator of a National
Labbfatory makes a subject invention to which the‘Secﬁetary has
determined (at the time §f contracting for the management and
operation of the National Laboratory) to retain tiﬁle because the
invention is made in the course of or under a funding.agreement |
described in section 202(a) (iv) of title 35, United States Code,

the title to the subject invention shall be retained by the

Government unless the dirgctor.of the National;Laboratory at
which the invention ié made requests'title to sucﬁ invention and
the-Secretafy does not notify the direbtor of the National
Laboratory within-Be«days—after-rcceiﬁt-of—such-fequest-that—the d&gﬂ
invention -- | | |
(a) within 150 days after receipt of such request that

the_éubject invention has been classified or has Eeen

designated sensitive technical info:mation'gs authorized by

section 148 of the Atomic Energy Act of 1954} and

(B) within 90 days after feceiét of such request that the
subject iﬁvention is cp&ered by a determination under such

subsection 202 (a) (iv).
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{3) The Secretary may not use export.control-statues or
regulations as the sole basis for refusing a request for title to

a subject invention.

' (4) If the Secretary does not notify the director of the
National Laboratory that has requested title to a subject
invention in accordance with this section, such National

Laboratory shall be deemed to have elected title to the invention

under the Government-wide contractor patentable ownership

provisions of Chapter 18 of title 35, United States'Code.

(c) The Secretary may, by rule with notice and public
comment under 5 U.3.C. 553, exempt from the operation of
subsection (b) any category of inventions that he determines is

diréctly related to :esearch and development on the design,

‘manufacture, or utilization of any nuclear weapon or component.

SEC. 304. INTELLECTUAL PROPERTY.

(a) CONTRACT PROVISIONS. ~- Any Department of Energy

contract for the management or ope:ation of a National
Laboratory shall provide -- | N |
| (lj'that any royalties or income that is earned by the
manager or operator of a Nationai Laboratory from the
licensing of iaboratory-owned intellectual property rights
in any fiscal year shall be used as aﬁthorizgd_under,
_subsection 202(c) (7) (E) of title 35, United States Code and
. Sectioh iB(a)(li(B)(i)-(if) and section 13(a) (2)-{(4} of the
Stevenson-Wydler Technology Innovatibn Act of 1980 (15

vu.s.c. 3710c(a)(1)(5)(i)-(iv) and 3710c(a)(2)4(4); and
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(2) that the costs of obtalnlng and protectlng
intellectual property rights in any invention or computer
software, owned by the National Laboratory shall be paid for

by the laboratory manager.otroperator as 'a cost'ahared- |
rexpense under a cooperative research and oeyelopment
agreement . |
(b) The Secretary shall ensure that'all'inteilectual

property granted to a 1aboratoryrmanager or operator shall be

subject to a royalty-free license to use and reproduce such

4intellectnal property for United States Government purposes.

(c) The Secretary shall establish procedures to have the

management of intellectual property rights, including

procurement, retention, and licensing of such rights, in

connection with laboratory-owned inventions and computer

software, be the'responsibility of the director of the National

Laboratory at which the invention or computer software are made,

developed or asgigned.
(d) The Secretary shall prescribe regulations, orders, or
directives prohibiting any laboratory manager or operator who has

received title to intellectual property under this section from

'receiving'money or other benefit from the use or licensing of

such property for the benefit of the laboratory manager ox

operator, exoept for research and development associated with

‘activities at the National Laboratory to promote technology

transfer as authorized by law, or in special circumstances, as

may be.approved by the appropriate Department of Energy
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Operations Office manager.

(e) COMPENSATION. -- (1) Subiject to paragréph (2), in return

for retaining title to any intellectual property rights in any

invention or discovery made in performance of a Department of

Energy cooperative research and development agreement, the
- manager or operator of any National Laboratory shall pay to the
United States reasonable compensation based on the value of the

~technology transferred. The amount of the payment arising as a

result of the transfer shall be set by an arbitration bbafd
consigting of one member selected by the manager or operator of
the Nétional Labgratory,'one member selécted byrﬁhe Secretary,
and one méﬁbef jointly selectéd bf the-mahaﬁér or operétor_and
the Secretﬁry. In determining the payment, the arbitration
boards shall set an émdﬁﬁt that is proportionate with the
researéh and d9velopment‘coéts funded by the United Statés. The
arbit;ation board shall have discretion to permit the payment to

be made in installments according to the extent the manager or

operator uses or employs the intellectual property.

{2) Paragraph (1) shall not apply if:

() the contract manager and operator is operating
the National Laboratory for no profit or fee beyond
expenses;  and | _ .

(B} such contract manager or 6peratqr is offering
the intelléctual propérty'for fair market wvalue and any

fvalpe'pr royalties the gontractér derives from the

intellectual property will be returned to the.National_
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‘Laboratory or the Federal Treasury in accordance with

Section 202(c¢) (7) (E) of title 35, United States Code.

SEC. 305. MARCH-IN RIGHTS.

The Secretary may require the licensing to third parties of
all intellectual property owned by the laboratory managér or

operéﬁdr that is subject to the provisions of this subtitle in

- the same manner as provided under section 203_Qf'title 35, United

Stateé Code.
SEC. 306. OVEﬁSIGHT.

(a) The Secretary, the Inspector General of the Department
of Energy, and the Comptreller General shaii conduct peribdic
aUdits.of.activities of the National Laboratoriés under fhis
Act. |

(b) ﬁdthing in this Act diminishes the respoﬁsibility of
the Secretary to keep Congress fully and currently informed or

the right of Congress to reviéw_and receive information with

‘respect to any agreement, license, or intellectual property

subject'tq this Act.
SEC. 307. COPYRIGHTS AND PATENTS.

This title does not confer any new authority on the
Department of Energy to obtain a copyright or.é patenﬁ;
SEC. 308. LIABILITY OF THE UNITED STATES.

The United States may not be held liable for a claim
brbught by any person al;eging injdry resulting from a product

embodying intellectual prdperty or from a.product produced

through the use of intellectual property acquired undef this
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subtitle. The preceding:sentence does not apply to such a

product if the product'is produced by the Federal Government oxr

at the reéuest of the Federal Government .
SEC. 309. EFFECTIVE DATE.

This Act shall_téke effect 180 days after the aate of the
enactmentiof thisuAct (regardless of whether reguiations have
been.promulgated under section 302). fhe Secretafy shail
immediately enter into ﬁegotiétions with each laboratory manager

or operator to amend all existing contracts for the operation of

the National Laboratories, to reflect this Act.



