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. IN THE SENATE OF THE- UNITED-STATES -

DECEMBER 11 (legislative day, DECEMBER 9), 1985

Recewed rea,d twice and referred to the Committee on Oommerce, Smence, and
B - Transportation - ' '

MarcH 20 (legislative day, MaroH 18),:1986 .

Ordered that when reported by the Committee on Commerce, Science and Trans-
. portation,the bill be referred to the Committee. on - the Judiciary for-a period
not to exceed thirty calendar da,ys to consider sectlons 4, 5 6, and 7 '

APRIL 21 1986
Reported by Mr: DANFORTH, with amendment

[Strike out all after the enacting clause and msert the part prmted in italic]

| Aerr 21, 1986
Sequentially referred to- the. Committee: on the Judiciary for a period not to extend
beyond thirty calendar days, for the purpose of cons1dermg sectlons 4 5, 6
~and 7, pursuant to the order of March 20, 1986 o ST
Mav 21 ﬂegisla,tive day, May 19, 1986 e
Committee discharged; placed on the calendar _

AN ACT

To amend the Stevenson-Wydler Technology Innovatlon Act of
71980 to promote technology transfer by authorizing Gov-
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ernment-operated laboratories to enter into cooperative re-

o search agreements and by estabhshmg a Federal Laboratory

Consortium - for Technology Transfer within the National
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Science Foundation, and for other purposes.

Be it enacted by the Senate cmd House of Representa-
tives of the Umted States of Amemca m Congfress assembled
This Aet may be eited a3 trhe i‘-Feéem«l Teehnology
Teonsfor Aot of 19852
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93 . 463y -otherwise refer these requests to he
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8 | 49) The membership of tho Consertium shall consist of

‘6 Consortium- The representatives to the Consertium shall in-

11 £(8) The representatives to the Consertinm shall eleet &
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B i) by imserting 0" elter “Potor—2 and

16 ) Ruomancss axp THGNOLOGE AprLiostions Or-
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14 1880 (as amendod-by the preceding provisions of this Aet) is

o 23 loboratories shall use the appropriste statutory suthority o
95 seiontifio; ongincoring, and tochnioal porsonnel for—
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14 - . eests for the serviees of other ageneies; persons; or of-




odo-jaoumiosop o jo @@E%%%ﬁ& poosEo ok 9]

| oY) SOWIAHOB JOWIe I0j PHG LoueZW oW jo 0AH 1 - Q

| $HOI5IEHED $BHS O %&%ﬁm §o SUIGI PUS HOHBORPY - . 9
203 “suourdofpacp P HosBos0x oH1EONS 6] (D
oo a0 HouoSs. out J0 SoH0IRIEE PoseIedo-guonrIo - - P
-403 ous Suows ofuvHoxo OPUUIWS WY O (D)5 - 8
oy sE d0 OB OSMIOWIO SF OF YoM 367 40 POR: [









E . - {B) Seetton 6e) of sueh Aet is amended to read a8
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23 (3) Seetion 13 of such Avt (a5’ redesignated by

24 E@W@m@w@ shis subseetion) is amended by striking out
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“seetion 197 in the matter pfeeed:mg subparagraph (A) and
inserting i liew theroof “geetion -
That this--Act may be cited as the “Federal Technoloyy

Transfer Act of 1986 ..

UTILIZATION OF FEDERAL TECHNOLOGY

SEc. 2. (a). Section 11(a) of -the :Stevenson-Wydler

Technology Innovation Act of 1980 (15 U.S.C. 83710(w)) is

amended— ...

(1) by wnserting - “(1)"; after “POLICY.— and
(2) by adding at the end thereof the following:
- Y2) Each -,labomtory;dz'rector_shdll ensure that efforts to

transfer technology are considered positively in laboratory job

- descriptions, employee promotion ;pol_icies, and evaluation of

the job performance of gcien_gjsts,.and engineers in the labora-
tory.”.
(b)(1) Section 11(b) of such Aet (15 U.S8.C. 3710(b)) is
amended— .
(4) by striking “a total amount budget -exceeding
- $20,000,000 shall. provide at ledst'one professional in-
dividual full-time” and inserting in lieu.thereof “200
.or more - full-time scientific,. engineering, and related
technical: positions .shall provide:one or more full-time
-equivalent positions’ . oo - _
(B) by striking “requirements sei forth in (1)

and/or (2) of this subsection” and inserting in lieu

olR 37713 PCS
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~ thereof “reqdireméntf= set forth in- clause (2) of the pre-
“ceding sentence ’.’; and e |
o (Q) by striking Ceither requirement (1)-or (8)” in

the last.sentence and inserting:in liew thereof ‘“‘such

requirement .

(9) Section 11(c) of such Act (15 T.8.C. 3710() is
amended—

" (4) by amending" paragraph - (1) to read as fol-
lows: L o '

Q) to prepare applicatioﬁ_-. assessments for select-
ed research and development. projects in which that lab- |
oratory is engaged and which in the opinion of the lab-

oratory may. have potential commercial applications;”; .

o (B) by striking “the Center for the Utilization of
‘Federal Technology” in paragraph (3) and inserting in

liew thereof “‘the National Technical Information Serv-

ice, the Federal Laboratory Consortium for Technology

[}

o Transfer,”, and by striking % and’ inserting in lieu

. thereof.a semicolon; . - .. - <

(C) by -striking “in. response- to requests from

State and local government officials.” in paragraph (4)
' and inserting in lieu thereof “to State and local gov-

“ernment officials; and’; and . . o

(D) by.adding after- paragiaph. (4) the following:

@R 3773 P(S
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- (5) to participate, where. feasible, an regional, State,

and local government programs designed.to facilitate or

stimulate -the transfer of technology: for: the benefit -of

" _the region,  Stale; or -local jurisdiction ‘in which the

Federal laboratory is located.”.

i (e) Section T1(d) of such Aet (15 U.S.C. 3710(d)) is

amended—

< (1) by strik_ingsrall@ffrom-- ). through “‘shall—"
and inserting in liev thereof the following: -

#d) - DISSEMINATION OF: TECHNICAL INFORMA-

" 110N.—The - National - Technical -« Information S‘?wice
s shall—"% peruwe
13-
14 -
15 o
16
17
18

L (2) by striking paragraph (2);

" (3) by striking ‘“‘existing” in paragraph (3), and

~redesignating such paregraph as paragraph: (2);
s (4) by striking. paragraph (4) and inserting in

- liew thereof the following: - =~

o7 *Y(8) receive requests for technical assistance from
State and local governments, respond to such requests

with published. 'infomnatioh' available to the Service,

- and refer such requests to the Federal Laboratory Con-

~sortium for Technology Transfer to the extent that suth

requests require o response involving more than the

published information dvailable to the Service;”;

@R 3773 PCS
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27
(5) by redesignating “paragraphs (5) and (6) as
paragraphs (4) and (5), respectively; and . |
(6) by striking ‘“(c)(4)” 'in-‘:-para;gmph (4), as so
“redesignated, and inserting in lieu thereof ““(c)(3)”"
(@) Section 11(e) of such Act (15 U.S.C. 8710(e)) is
dmended by. striking -“‘Center for the Utilization of Federal

“Technology” and inserting in liew thereof “Secretary”.

ESTABLISHMENT OF FEDERAL LABORATORY CONSORTIUM
f‘OR TECHNOLOGY TRANSFER

-+ SEc. 3. Section 11 of the Stevenson- Wydler Technolo-

gy Innovation Aot of 1980 (15 U.S.C. 3710), is amended by

section 2 of this Act, is further amended—

(1) by redeswgnating subsection (e) as subsection

(2) by inserting after-subsection-(d) the following:

) "ESTABLISHMENT oF FEDERAL LABORATORY

. CONSORTIUM FOR TECHNOLOGY TRANSFER.—(1) There 1s

ﬁereby established the Federal Laboratory Consortium for

-*-.f[’echnology Transfer (hereinafter referred to as the ‘Consorti-

um’) which, in cooperation with Federal laboratories and pri-

@ate sector, shalz-—— , |

. “C4) develop and, with the consent of the Federdl
. laboratory concerned, administer techniques, training
courses, and materials concerning technology transfer

to increase the awareness of Federal laboratory em-

ofR 3773 P(S
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ployees regarding the commercial potential of labora-

_1
2 tory technology and innovations;
-3 ~HB) furnish advice and assistance requested by
4 . Federal.agencies -and: laboratories for.use in thewr tech-
-5 . nology transfer programs '(inclﬁ,‘d’ing the planning of
| 6 v seminars for small business and other industry); . |
7 Y0) provide .. clearinghouse, at .the laboratory
8 v ilevel, for *req‘ueéts for technical ';assistanqe from States
9 and units of local governments, businesses, industrial
' 10 - - development organizations, not-for-profit organizations
11 - (including universities), Federal .agencz'esand laborato-
12 ries, and other persons, and— .
13- 1) to the extent that a response to such re-
14 quests can be made with published information
15 - available to the National Technical Information
16 ¢ . Service, refer such .requesté to that Service; and
17 < 4(): otherwise refer such requeéts:: to the ap-
18 - propriate Federal -labomto'riés and agencies; -
19 “D) facilitate - communication and coordination
20 between -Offices . of Research: and Technology -Applica-
21  tions of Federal laboratories; |
29 .' “(F) zutilfize (with - the ‘consent of the agency iﬁ4
28 volved) the expertise and. -semiceé-'-of__ the National Seci-
24 = - ence Foundation, the Department of Commerce, the

olR 3773 PCS
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National Aeronautics and Space Administration, and
other. Federal agencies, as ﬁecessary;' |
“(F) with the consent of any. Federal laboratory,
facilitate the use by. such laboratory of appropriqfe

technology transfer mechanisms such as personnel ex-

..changes and computer-based systems; -

(@) with the consent of anylFede:ml laboratory,

assist such laboratory to. establish. programs, such as

technical volunteer services, for the purpose of provid-

. ing technical assistance to. communities related to such

- laboratory; .and.

“(H) facilitate communication and cooperation be-

. tween Offices of Research and Technology Applications

. of Federal.laboratories. and regional, State, and local

technology transfer organizations.

“(2) The membership of the Consortium shall consist of

;the_Fed_eml- laboratories de_sc'r'ib__ed in clause (1) of subsection
i(b)-_and such o:ther_labo:gfatories as may choose, to join the
: S_Oonsortium. The representatives to the Consortium shall in-
é_clude a senior staff member of each Federal laboratory whwh
; zs a member. of the Consortium and a representative ap-
ép_ointed- from . each _Federal -agency. with < one .or._:mofe
member. labomtmrfies.\ »

“(3) The represeniatives to the Consortium shall elect o

25 fChaimnan of the Consortium.
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*“(4) The Director of the National Bureax of Standards

shall provide the Consortium, on a »re_imbﬁrébble basis, with

‘administraiive services, such as office space, personnel, and

" support services of the Bureau, as requested by the Consor-

tium and approved by such Director.
“(5) Not later than 1 yeéar after the date of the enact-

ment of this subsection, and every ye'af-'thefea'fter, the Chair-

“man of the Consortium shall submit o report to the President,

to the appropriate authorization aid appropriation commit-

teés"of. both Houses of the Congress, and to each agency with

respect to which a transfer of funding is made (for the fiscal

“year or years involved) under pamgmﬁh (6), concerning the

aclivities of the Consortiwm and the expenditures made by it
under this subsection during the yedr for which the report is
made. |

“6)(A) Subject to subparagraph (B), an amount equal

“to 0.005 percent of that portion of the research and develop-

ment budget of each Federal agency that is to be utilized by

the laboratories of such agency for a fiscal year referred to in

subparagraph’ (B)(ii) shall be transferred by such agency to

the National Bureau of ‘Standards-at the beginning of the

“fiscal year involved. Amounts so t‘mfisfew'ed shall be provided

by the Bureau to the Consortium for the purpose of carrying

“out activities of the Consortium under this subsection.

ofR 3773 P8
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' “AB) A transfer may’ be made by any Federal agency
‘under subparagraph (4), for any fiscal "yédr; ‘only if—
| 5 G) the amount sd‘-i'rdn'sfeé*md by that agency (as
" determined ‘under suck subparagraph) would exceed
$10,000; and < e

“(ii) - such- transfer is mide with respect to the
o fiscal year 1987, 1988, 1989, 1990, or:1991.
- “(C) The heads of Federal agencies and their designees,

and the directors of Federal laboratories,” may- provide such

éadditiOnal support for operations of the Consortium ‘as they
11 %con'sidér appropriate.”
12 ~ FUNCTIONS OF THE SECRETARY OF COMMERCE
13 © 8E0. 4. Section 11 of such Act (15 U.8.C. 8710), as
14 amended by this Act, is further amended by adding at the
15 end thereof the following: = = o ‘
16 “(g)- FUNCTIONS OF THE' SECRETARY. —(1) The Sec-
17 'ﬁ-retary,:_"in ‘consultation with other' Federal 'aye’ncies, may;
18 | ‘.‘(A) make available to ‘interested agencies the
19 expertise of thé'DepdrtMent’of Commerce regarding the
20 commercial potential of inventions and methods and
21 " options for commercialization ‘which -are -dvailable to
22 = Federal laboratories, ""including"}'ese@rch -and -develop-
23 ment limited parinerships; -
24 '- o YB) develop.: and - disseminate to appropriate
25 s dgency and laboratory persolnnel' model provisions for

oHR 3773 IS
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32
L use on o jv_olyntary basis. in cbopemtive research and
 development arrangements; and . .. .. . .

- “YC) furnish advice and assistance, upon request,
to,_-Fed@rql ,_agénqi_es_ concerning . their cooperative re-
search and development programs and projects.

“(@). Two.years after the date of enactment of this sub-
section; .and every 2 years thereafter, the Seéretary shaill

submit.a. report. to the President and. the Congress on the use

_ by the agencies and . the Secretary of the authorities specified

“in this Aet. Other Federal agencies shall, to the extent: per-

matted by law, provide the Secretary with all infoMation
necessary to prepare such reports.””, |
' COOPERATIVE RESEARCH AND DEVELOPMENT
AGREEMENTS - -

SEc. 5. The Stevenson- Wydl_e}ﬂ Technology- Innovation

Act of 1980 is amended by redesignating sections 12 fhrough

15 as sections 15 through 18, respectively, and by inserting
after section. 11 the following: .. -
“SEC. . 12. COOPERATIVE RESEARCH. AND. DEVELOPMENT

. % AGREEMENTS. .

. .Ya) . GENERAL -AUTHORITY.—(1) Koach Federal

.agency may. permit the director of any of its Government-

operated Federal laboratories— - ...~
““(A) to enter into cooperative research and devel-
- - opment arrangements (subject -to such regulations or

review procedures as the agency considers appropriate)

oHR 3773 PCS
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- with othér Federal agencies, units .of State or local
government, industrial organizations (including corpo-
“rations, partnerships, and limited partnerships), public

“and private foundations, non-profit orgdni'zations (in-

“cluding "uhibe’rsfities); “or other persons ‘(includihg

" licensees of inventions owned -"by" the Federal agency);

and ”

" “(B) to negotiate licénsing agreemients under sec- L

tion 207 of title 85, United States Code, or other ou-

thorities for- Gobemment_-o'wned': inventions made at the

et
o

'-labo'r;at'ofy and othér inventions of Federal employees

that may be voluntarily assigned to- the Government.

H_..
w‘

“2) Under arrangements entered into pursuant to pam-

-
,.;;

gmph (. 1) @ labomtmy may— .

o

S4) accept funds, services, and property from col-

=
oo

laborating parties and provide services and property to

.,_L.
=1

- -collaborating parties; -

H_
®©

~“(B) grant or agree to grant in advance to a col-

,__L__
w‘

" laborating party patent licenses, assignments; or

o
<

options thereto, ‘in ‘any invention made by o Federal

« employee under the armngemént; “petaining such rights

w.w.
[ R——1

“as the Federal agency considers appropriate;

)
(W]

“4(C) “waive, in whole or inpart, any right of

-
=

" ownership which the Government may have under any

S

other statute t6 any inventions made by a collaborating

ofR 3773 PCS
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1 party or employee of a collaborating: party under the
- . arrangement; and . i

| (D) to the extent consistent with any applicable

-agency requirements, permit. employees or former em-

ployees to the laboratory. to participate -in efforts to
... commercialize inventions they made while in the serp-

ice of the United States.

- “(8) Each agency shall maintain a record of oll agree-

O -1 S ot W G b

. menis.entered into under this.section, = .
10 . ‘“(b) DEFINITION.~—As used. in this section, the term—

1. (1) ‘cooperative research and _dm}elopment agree-

12. .. .ment’ means any agreement between one or more Fed-
13 eral laboratories and one or.more non-Federal parties
14 under which the Government provides per._sonngl, serv-
15 dces, facilities, equipment, or Qtﬁer resources (but not
16 . funds to non-Federal parties).and, the non-Federal par-
| 17 - ties provide fund.é, persbnnel,._sew_i_ce_s_,_.., fgcili-ties, equip-
18 . ment, or other resources toward the conduct of specified
19 . .rese_q,fr_ch or development. efforls .which are consistent
20 . with the missions of the dg_ency, except that such term
21.- - does not include. a procurement contract .or cooperative
22 agreement as those terms..are uSgd in sections 6303,

23 6304, and 6305 of title 31, United States Code; and

24 o ) llaboratory’ means a facility or group of

25 . facilities owned, leased, or otherwise used by a Federal

@HR 3773 (S




R - Wy D e O o -] [o 2 TN { H= O hD st o

35

‘agency,. . substantial purpose of which is the perform-

. ance of research.and development by employees of the
Federal Government.”.

- (c) RELATIONSHIP TO OTHER. LAWS.-—Nothing in

this section is intended to limit or diminish existing authori-

ties of any agency.”.,
REWARDS ¥FOR SCIENTIFIC, ENGINEERING, AND
.. TECHNICAL PERSONNEL OF FEDERAL AGENCIES
SEc. 6. The Stevenson-Wydler Technology Innovation
Act of 1980, as amended by this Act, is further amended by
wnserting after section 12 the following: - . o
"SEC. 13RE WAR_D_S FOR SCIENTIFIC, ENGIN_E;-‘ERINQ._AND TECH-
- NICAL PERSONNEL OF FEDERALA GEN CIES

“(a) Casa AwArDS PROGRAM.—The head of each

. Federal agency that is making expenditures at a rate of more
than ,$5'0,,_000_,:__.000 per fiscal year for research a,'n_d develop-
. ment _in its Gove%nment.—opemte_d laboratories shall use the

. appropriate statutory authority to.develop and implement o

cash awards program to reward ifs scientific, engineering,
and technical personnel for— .

- *(1) wnventions, innovations, or other outstanding
scientific or technological contributions of value to the
United States due to commercial applications or due to

- _.contributions to missions of the Federal agency or the

Fede_ml:_Gq_ugrﬁ:mgnt; and .

olR 3773 BCS
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%) exemplary activities that promote ‘the domes-
tie tmnsfer of science and teehnology developed within
the Federal Government and result in” utilization of
- such science and ‘technology by American industry or
“business, wniversities, State or local goveTnmeﬁts, or

other non-Federal parties.

“(h)  PAYMENT OF ROYALTIES.—Any royalties or

other income received by an agency from the licensing or as-

. o A ® G R W N -

signment - of inventions under ‘this section or under section

et
<

207 of title 35, United States Code, or other authority shall

[y
ok

be retained by the agency whose laboratory produced the in-

-
]

vention, except that beginning with fiscal year 1988, such

ok
]

reydltiesbr other income skall be subject to appropriations,

H‘Z.
ie?

and shall be disposed of as follows:

15 Y1) At least 15 percent of ‘the royalties or other
16 income received each year by ‘the agericy on account of
17 | ‘any invention shall be paid to the inventor or coinven-
18 * " tors if they were employees of the dgency af the time
19 " ‘the invention ioae"made. Payﬁﬁe’nts made under this
20_ - paragraph are in addition to the "regu'lar pay of’the em-
21 ployee and to any cwards made to that employee, and
29 such pa'yﬁiehfs shall not affect the entitlement or limit
23 the’ amount ‘of the regular 'de; :'-ann"uity,: or other
24 awafds‘"‘te' which the employee is otherwise entitled or
25 for which the employee is otheriwise eligible. |

ofR 3773 PCS
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(@) The. balance of any royalties or related
income earned. during. any: fiscal year aﬁer paying the

: inpe_,n_to"ré,’- portions under pdr@gmph (1) shall. be trans-

ferred to the agency’s Government-operated.laboratories

... with a substantial percentage being returned to the lab-

oratories whose. inventions . produced. the royalties or
| _income. Such royalties or income may be retained by
_the laboratory up to. the limils specified in this para-
 graph, and used—
. “4) for mission-related research and devel-
opment of the laboratory; . = | |

“(B) to: support development and. education

__programs for employees of the la_bordtory;
C) to reward employees of .the laboratory
- for contﬂbuti’ny to the development of new technol-
_ _‘c)gi.e:s_and__assisting- in the transfer of technology to
. the private sector, and for. inventions of value to
. ._‘th,é_ Government. that will not produce royalties;
. (D). to further scientific: exchange to and

from the laboratory; and o |

+ (B). for payment.of patenting costs and. fees
~-and_ other expenses incidental to. promoting,. ad-
_ministering, . and licensing  inventions, including

. the fees or. costs for services of other. agencies or

| oHR 3773 PCS
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19 Cothér persons or organizations for invention man-
.~ agement and licensing services. |
- If the balance for dny laboratory ‘after paying the in-
“ " ventors” shares under pardgraph (1) .egcc'e'edé 5 percent
" of ‘the ‘annual ‘budget of the laboratory, 75 percent of

the ewcess shall be paid io the Treasury of the United
" States _'and the "~‘1'emaz'ninj%25. p:erce')'it shall be used for

“the pliiposes listed in subparagraphs (A) through (B),

by the end of the fiscal year sz‘ibsequ'entité“t'he one in

=
<o

" which they were received. Any funds not so used or ob

[y
[y

ligated by the end of ‘such fiscal yedr shall be paid to

=t
o

“the Treasury of the United S tates.

“(c) ASSIGNED INVENTIONS.—If the invention was

=t et
A~ w

“one assigned to the agency either (1) by o contractor, grantee,

=
o

“or the recipient of a ‘CBOpéé'ati've'agréémeﬁt éf::the agency, or

|
ory

(2) by an employee of the agency thiit was not working in the

=

laboratory ‘ot the time the invention was made, the agency

-
Qo

wnit that funded or employed or assigned the assignee shall,

=
©

for purposés’of this section, be considered to be labomtof::yﬁ

[\
o

“(d) REPORTS.—Ini making their annual budget sub-

b
ey

missions,” Federal agencies shall submit to the appropridté

b
%)

* authorization and appropriations "b‘omiﬁiitteé‘.é"of both Houses

" of the Congress summaries of the amount of royalties or othér

Bo b
W= (L

“income recetved and expenditures made' (including inventor

b
ot

awards) under this section.”,
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e U EMPLOYEE ACTIVITIES

SEe¢..7. The Stevenson-Wydler Technology Innovation

- Aect of 1980, as amended by this Act, is further amended by

inserting after section 13 the following: = -

 “SEC. 14 EMPLOYEE ACTIVITIES:

- (o) IN GENERAL.—If a Federal agency which has the
right of ownership to an invention under this Act does not

intend to file for a patent application or otherwise to promote

- commereialization of such:invention, the agency may allow

the inventor, if the inventor is-a Gobe-mhient employee ‘or
former employee who made: the invention during the course of
employment with the Government, to retain title to the inven-
tion (subject to reservation by the :Government of @ nonexclu-
sive, nontransferrable, irrevocable, paid up license to practice
or have practiced: the invention throughout the world by or on

behdlf of the Government). In addition, the agency may con-

- dition the-inventor’s right to title on the timely filing of a

- patent application in cases when the Government determines

that it has or may have a need to practice: the invention.

- “) DEFINITION.—For purposes of this section, Feder-

- al employees include “special: Government employees’ as de-

fined in section 202 of title 18, United States Code:
" “le) ' RELATIONSHIP: T0. OTHER: LAWS.—Nothing in
this section-is intended to limit or diminish existing authori-

ties of any agency. .

olR 3773 PCS
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1 MISCELLANEOUS AND CONFORMING AMENDMENTS

~-SEC. 8. (&) Section 10 of the Stevenson- Wydler Tech-
~nology. Innovation Act of 1980 (15 U.S.C.-3709) is repealed.
(b)(1) Section 3(2) of such: Act (15 U.S.C. 3702(2)) is

~ anserting in-lieu thereof “‘cooperative research centers’.

2

3

4

5 amended by striking ‘“centers for indusirial technology” and
6

7 (2 Séction_,.é of such det (15 U.8.C. 3703) is amend-
8 | -
9

- (4) by striking “Industrial Technology’™ in para-
10 . ‘.graph (1) and inserting in lieu ‘thereof ‘“‘Productivity,
11 . Technology, and: Innovation”;
12 - ... (B) by striking ‘“Director’ means the Director of
13 . the Office of Industrial TeChnolbgy” in paragraph (3)

14 - and inserting in liew thereof *‘.‘Assistant Secretary’
15 . . ‘means the Assistant Secretary for. Productivity, Tech-
16 - . nology, and Innovation”;

17. ... (C) by striking “Centers for Industrial Technolo-
18 . gy” in_ paragraph (4) and: inserting inlieu . thereof
19. .. .. {“Cooperative Research Centers’;. .

20. .. (D) by striking paragraph (6), and redesignating
21 : - paragraphs (7) and.-(8) as paragraphs (6) and (7), re-
22 spectively; and ¢ ' ‘ '

23 . . o (B) by striking . “owned  and funded” in para-
24 ... graph (6),- as- so redesignated, . and inserting in lieu

oflR 3773 P(S
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thereof “‘owned, leased, or otherwise used by a Federal
. agency and funded”, - P
(8) Section 5(a) of such Act.(15 U.8.C. 3704a) is
A amended. by striking” “Industrial Technology” and inserting
in lieu thereof “Productivity, Technology, and Innovation”.
- (4) Section 5) of such Act (15 U.8.C. 3704(b)) is
amended by stﬂki@ “DIRECTOR” and inserting in lieu
3 thereof “ASSISTANT:SECRETARY”, and by striking all from
“a. Director of the Office’” and inserting in liew thereof “an
Assistant Secretary for Productwity, Technology, and Inno-
1 vation.”.
2 (5) Section 5(c) of such Act (15 U.8.C. 3704(c) is
amended by striking ‘“the Director’ each place it appears and
4 anserting in liew thereof “‘the Assistant Secretary™ = . =
(6) The heading of section 6 of such Act is amended to
read as follows: -
. . ““SEC. 6. COOPERATIVE RESEARCH CENTERS.”.
(7) Section 6(a) of :such Act (15 U.S.C. 3705(a)) is
9 amended by stﬂking' “Centers - for Industrial Technology™

0. and inserting in liew thereof “Cooperative Research Cen-

; '-ftﬂTS"‘,-'

| (8) Section 6(b)(1) of such Act (15 U.8:C. 3705(b)(1))
3. is amended by striking “basic and applied”.
. (9) Section 6(e) of such Act (15 .U.S.C. 8705()) s

amended to read as follows:

oHR 3773 PCS
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.. (e) RESEARCH AND DEVELOPMENT UﬂLIZATION.;

In the promotion of techhological innovation and commercial-

-1zation of research. and development efforts by Centers under
~.this section, chapter:18 of -title 35, United States Code, shall
~apply.”. e T _

[0001(10) Section 6(f) of such Act (15.U.8.C. 3705(f) ‘is

repealed.

s (11) The heading of section 8 of such Act is amended by

“striking “CENTERS: FOR INDUSTRIAL TECHNOLOGY” and

inserting in liew thereof “COOPERATIVE RESEARCH CEN-

TERS”,

+:7(182) Section 8(a).of such Act (15.-’U.“‘S.C. 3707()) s

-amended by striking “Centers for Industrial Technology”

and inserting in liew thereof  “Cooperative Research Cen-

ders’t oo

(c) Section 4 of such Act (15 U.8.C. 3703), as amend-
ed by subsection: (b)(2)-of this section, is further amended by

adding at the end thereof the following:

vt 4(8) ‘Federal agency’ . means any : executive

-cogency as defined in: section 105 of title 5, United

States Code, and the military dep.artments, as defined
“ian section 102 of such title. '

“9) ‘Invention’ means any invention or discovery

“hich 18 or:siay be patentable or- otherwise protected |

under title 35, United States Code, or any novel varie-

oHR 3773 PCS
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ty of plant which is or may be protectable under the

-Plant Variety Protection Act (7 U.8.C. 2321 et seq.).

“(10) ‘Made’, when used in conjunction with any
invention, means the conception or first actual reduc-
tion to practice of such invention.”.

(d)(1) Such Act (as amended by this Act) is further

-amended by redesignating sections 11 through 18 as sections
10 thmugh 17, respectively.
'.;'39.'

(2)(A) Sectwn 5(d) of such Act (15 U.S.C. 3704(d)) is
amended by znsertmg “(as then in effect)” after “det” the
second tzme zt appears -

(B) Sectzon 8(a) of such det (15 U.S.C. 8707()) s
amended by stmkmg the last sentence.

(0) Section 9@) of such Aot (15 U.8.C. 3708(d) is

amended by stmkzng ‘or . 13 ” and inserting in lieu thereof

“10 or 14” -?:':' e
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AN ACT

Te amend the Stevenson -Wydler Teehnology Innova-
tion Act of 1980 to promote technology transfer by
‘authorizing Government-operated laboratories to
‘enter into cooperative research agreements and by
establishing a Federal Laboratory Consortium for
Technology Transfer within the” National Seience
Foundation, and for other-purposes.
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'[COMMITTEE PRINT]
o JuLy 27, 1984 '

Showing Bill As Reported From Subcomﬁii_ftéé"' g

98t CONGRESS
“22" H.R.5003

" To establish a uniform Federal system for management, protéctloh and utilization

of the results of federally sponsored scientific and technologlcal resea.rch and
development, and for other purposes “

IN TIIE TOUSE OF REPRESENTATIVES
‘MarcH 1, 1984

Mr. Fugua (for hlmself Mr BROWN of Oahforma Mr. WALGREN, Mr, BOU-
CHER, Mr, SENSENBRENNER and Mr: GREGG) introduced the following bill;

’ which was referred Jomtly to the 00mm1ttees on the J U.dlCl&I‘y and Science
+..~-and Technology ' R 2 .

[Strlke out all a.fter the enactmg clause and lnsert the pa.rt prmted in 1ta]10]

[Fnr text of 1ntroduced bill, see copy of b111 as mtrodueed on March 1 1984] h

A BILL

To esta,bhsh a umform Federal System for management protec-
tion, -and utilization  ofthe results of- federally ‘sponsored

- scientific and, technologlcal research and development, and
for other purposes
| _1 Be 1t enacted by the Senate omd House of Representa-.

2 fwes of the Unated States of Amemca n Congress assembled |
J. _36—966—_0.——1




2 |
1 That thz's Act may be cited as the ~.-‘:.‘Uniform‘Soience and

2 Technology Reseaech and Development Utilization Act”

.TABLE ‘OF CONTENTS: *
TITLE -1—POLICY.
Sec. 101. ‘_Fmdmgs . .

TITLE II—IMPLEMENTA TION

Bec. 201. Functions of the Federal Coordinating Council on Science, Engineering,
and Technology.
Sec. 202. Functzons of the Secretary of Oommerce

TITLE: III——ALLOOA TION OF., RIGHTS

. Sec. 301, Rights of the Government and the contmotor

... Bec. 302. _Wa,we'r L e aloe g i)
Sec 803._ March-in mghts e )
Sec. 304, Background rights.

TITLE 1V—MISCELLA NEOUS

Sec. 401, Definitions, -

See. 402. Amendments to other Acts.

Sec. 403. Relationship to antztmst la,ws

Sec. 404, Effective dater 7 * .- S gl

3 TITLE I—POLIO’Y
4 “FINDINGS
| 5 SEC’ 101 The C’ongress reoognzzmg the profound
6 tmpacl of eolenoe amd technology, fznds and cleclares that—
7 (1) the United States has Tecently experienced a
8 oleolzne m mdustmal mnovotwn and p'roduetw@ty which
._9 ‘adversely affect-s dom st’zc pro’duclwzty, the rate of eco-
.1-1:.:-:'*'.-:_ tmde and the attaznmenﬁl- of= other%natzonal goalS'-?::
197 - (9) the mational support of SC’le?’Lt’Lf’lc and teohno-
13 loglco,l resea'roh and development is tndzspensa,ble to
14 sustained growth and economic sto;bzltty, and it is in

J. 36-966—0
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“'the national interest to. maximize the benefits to the

- public for suchinvestment; -~ .

~(3): inventions.: resulting from Government-spon-

" sored -research and development constitute: o~ valuable

national resource which should- be . developed in o

“ manner: consistent -with the public interest and the eq-
: uitiés-"o’f the respective: parties; and i . .
o (4) there is need for the establishment -and im-

- plementation of ‘o flexible -Government-wide policy. to

increase :the ulilization-of the results of -Governmeni-

i .sponsored ” research “and. development,. and this policy
. should promote the progress of science and the useful
. arts, encourage the efficient commercial utilization of

“technological ~developments -and - discoveries, -guarantee

the protection of the public interest' in:. the United

-~ States and foreign countries; and recognize the equities

of the contracting parties. - -

. \TITLE II—IMPLEMENTATION

' “FUNCTIONS OF THE FEDERAL COORDINATING COUNCIL
=3 ON:SCIENCE, ENGINEERING, AND TECHNOLOGY

+ 8Ec. 201. (@)(2) The Federal Coordinating Council for

22 Seience, Engineering, and Technology: (established by sec-

23 -tion 401 of the National Science and Technology Policy, Or-

24 ganization, and Priorities Act of 1976 (42 U.S:C. 6651)

25 and reestablished by Ezecutive Order 12039) (_hereinafter mn

1. 36-966-0
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. this.*sébtién referred to as the “‘Council ’,’).:sﬁall make recom-.
‘mendations to the Director of the Office of Science and Tech-
- nology -Polic.y (or his .designee) .and .to the: Secretary with
‘regard. to wniform policies, guidelines,-and-practices to carry

out the provisions of this Act: .

-+ () For the purpose of assuring-effective-management. of

Government-owned or. funded -inventions, “the - Secretary of

- Comimerce shall chair a committee of .the Council to formu-
:late-the recommendations required by .-.this--='éubsection. Such
_committee shall also include but not-be limited to representa-
‘ti_ves_b‘f each Federal agency with.a major research and devel-
-,opment-.-progmm.- When adopted’ by,ithe - Director any such
recommendations: shall be. tmns.mittei_d-. to Federal agencies
through. appropriate channels, including. those pfouided an
~.section 202(6). . | |

i oo o (b)-In.order to carry-out: the responsibilities set forth in

subsection (a), the Council may—:. -

18 (1) acquire data and reporis "f%om'Fedeml agen-
19 ..« cies. on: the: intefpretation_sand:jimplemen'tation of this
20 - Actand related policies; requlations, and. practices; -

210 et e (2):review '=Fede.ral:.agen'cy-._:imp'_leméntation of the

22 .‘;pro'?jisions of this Act;

- 23 o ‘_;:(3).andlyze,,on a-continuing basts;. data acquired
24 by the Council; |

). 36-966—0
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13

14 .
15

17
18

19.

20
21

24
2.

26

E5)
f;.;(é),:c,c.;msider problems @nd-_depel_opments wmn the
fields of inventions, patents, and matlers connected
- therewith a.nd.'.jﬁheu_gimpact ‘thereof on Go‘uemmeni‘ policy
or umform aa_cqmmodation or implementation by Fed-
eral agencies; and. - ‘ |
e (5)ipubl_ish annually o report on, Council efforits,
fin:d,ings;;'and_;;;_recommendd,tions made }under this sec-
tion, which réport shall include— |
- (A) relevant.: statistical data regarding the
e _:,dispos,itian of :subject .invention disclosures result’-
'mg from:: Government-sponsored. research and_de—
: _;_..--ve_lopmeﬁt,-; including those inwventions. disclosed by
L. small businesses-and nonpmﬁt"-_arganizgéions;
(B) any recommendations for changes in law
to b_e_tter achifme the-purposes of thi&ACt} and
T (C)-an analysis of Fedéral_ policies related to
this Act. . ..
. FUNCTIONS OF THE SECRETARY OF COMMERCE
- . SEc. 202. For the purpose. of assuring -the effective
, mdﬂ@ggment}_of .Govqr'{gmentqunqd- imygﬂtions, the. Sécretary

censing and. utilization of Government-owned . inven-
. tons;

. (2), assistFederal agencies in secking and main-

taining protection on inventions in foreign couniries, -

J. 36-966-—0
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R “including - the - payment of “fees and “costs connecled

- therewith;

L (8) 'consillt'“'withaaﬁd'ddvié“eﬂffFedérdl agencies as'to
areds -of -sci¢nce-and - technolojy-résearch-and develop-
ment with potential for commerial utilization;

G (4)-publish nofification Q)Esidllf-"G()vemment-owﬁ%d

' inventionsthat are “wvailable’ for- licensing or assign-

' ment; T N T: T :
S (5) evaluate inventions refeiﬂ.-}ed to him by Federal

- agencies, and potent applicotions.filed thereon, in order
4o identify those inventions with the greatest commer-
‘cial potentiol wnd. to insure promotion and utilization

by the public of inventions-so identified; and
coon (6) . initiate “requlations” and  revisions  thereof
which shallbe promulgated by the Director of the
- Office of Management and Budget after full consider-
ation of agency and public éom}ne'nts.*i‘:": N
" TITEE TIE-=ALLOCATION OF RIGHTS
' RIGHTS OF THE GOVERNMENT AND THE CONTRACTOR
- " SEe. 801 (a) Subject to subsection (¢) and to section
303, each contractor may elect to retain worldwide--”ﬁtle to
anysubject invention. Where ot in' violation of emisting
treaties or laws of the United States, a*Federal agency may,
at the time of contracting, limit or eliminate this right, place

“additional restrictions o conditions in the contract that go

J. 36-966—0
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1 ~beyond - those set forth in-subsection (c),-expdnd the rights of
2 :the Government to license-or sublicense, or alter-or eliminate

: .3 the contmctor’s right under subsectione(c)(’7)}4‘75}"—_':&_-1 -

4w o () it isidetermitned. by o Governiment authority

o which s’ authorized: by -statute or: Erecutive. order to

“econduct: foreign intelligence: -07‘r:féO‘unterinteﬂigencé de-
- tivities that this, is: necessary to:protect. the security of

“such activities; .

© o 4 o O

i (2) thescontractor Wis: not  {ocated an the United

10+ - Statesor does mot have a-place of business located in

11 the United  States; is :a- foreign-government;or is sub-
12 ject to'the control of a foreign government;

13- "o oo (8) the:contract 1s related to-or associated with an
14:1::" international treaty; ajjreement,” memorandum :of un:
15+ - - derstanding;or other arrangement with’ ?q__jj foreign “gov-
16 ... wernment including (but notlzmttedto) “agreements of
17 cooperationin: science and- technology ‘and ‘military -

18 '+ -agreements related to weapons: development -or ‘produe-

19 . - “tion, and. it is determined by the agency:that rights. in

20 i .the .‘-Goverhmént"in.ga?iyﬂ-%;subject:i}n,bieﬁtion;s‘- beyond the

21 license right-provided- in subsection (c)(3) are neces-
22 - sary-for the-ugency to-fulfill its obligations under the
23 - international  treaty, agreement, memorandum of un-

24 - derstanding; or.arrangement; - v

J. 36-966—0
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'_ A (4) . the . agency -determines, on a case by case

. b_r:asis,:--‘that: there are exceptional circumstances reqULT-
ing- Sﬁch"’aétion,ﬂ or. o
T ‘-‘-"1:.:.(5) the. contract includes. the 6pemtibn of‘,‘a_ Grov-
- eTnmen'teOw’ned,‘ -contractor-operated fa‘cili-ty’ “of Zhe De-
e partment. of Energy primarily -f';le_zdi'ccutedij to that De-
: .partment:’s -navel. nuclear: propulsion: or: nuclear weap-
ons related p'mgrdms; however, all. .contractual limita-
trons ﬁnder.-this subparagraph.on the contractor’s right
©to elect title-to a subject invention are limited to inven:
tions occurring -under the above two programs. |

(b) Each. determination made by a- Federal agency

3 uhder-;subs_ection- (@) shall-be in writing and copies of those

made under subsection.(a)(4). shall be filed with-the Federal

- Coordinating. Council for: Science, Engineering, and Tech-
mnology. In the case of a 'determination- ‘under:subsection
A@)(4), the s_.tat_eme,nt- shall include an -analysis-supporting the
‘determination and justifying the limitations and.conditions

-being impog_;éd. If the contractor-believes that a determination

18- ca:nimry-” to-the terms,. policy, :or objectives of this Act, or

-constitutes an abuse-of discretion by :t]ie: agency, the determi-
nation shall be “subject. to-.section 303(b). Whenever the Di-

-rector. of the. Office of Management and Budget has deter-

mined that one or more Federal ‘afgencies-.aré'-'utilizing the

authority of subsection (a)(4) in & manner that is contrary to

J. 36-966—0O
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11

12

13
16 ..

17

18..
19 .
20 .

21

23 o e (B)-the. ngemlwagéncy may. -consider and,.:

24

25

9
the terms, policy; or-objectives of this Act,: hé may ?romulga‘te

regulations. under: section 202(6) which establish poli_cies;

. procedures, and guidelines describing. classes of situations in

which agencies may not utilize the provisions bf subsection
@@. .

o {¢) In. accordance z‘with-.-regulgtions- which shall be pro-

Cmulgated _,_under section. 202(6), each contract under which

the contractor may elect to retain title:to a subject invention
shall include a patent rights.clause containing such provi-

sions as may be necessary and appropriate to effectuate the -

8 followiﬁg-rights and requirements: -

.. (1) The contractor- shall. disclose each subject - |

_veﬁt_ion-'to', the-contraétiﬁg-Federal agency within a rea-

sonable time after 1l 1s made and the Government may

recetve _tit.lé,.-- upon. request, to any subject. invention not

wdiselosed wiihin such reasonable time. -

 (2) Unless the Grovernment hds« acquired the right
o title in. accordance with subsection (@)—

j(A), the contractor. shall make a wrilten elec-

tion to retain title to the subject invention within

a réasonablect-ime-x after disclosure under pamr—';.

. graph(z); \

. avith. the Lconse,nf’; of the _Ctmt'f.'_acto?', grant Tequests:l."

- -_‘far,_ retention . of -rights by --‘,the‘.-.-_ihventor wmoany

- J. 36-966—0——2°
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L. country in which .«f-h‘ie‘-'-.ééﬁ:lf?"ac'tofﬂ-- has “riot “elected

L

- ditle on' such tetms and - conditions s may be

w B A B w e 1o

* " deemed -approprialte by theiagency “anid s subject - to
o section>303;

(C) o contractor v'elec_t:ing. to retain: title in

"o lamy. country ‘to a’subject -invention shall file"a

. patent-application # the elécted: country witkin' o

wooreasonable time; and v e

on 2(D) the Government may réceive title to- any

=
<

. subject invention in ‘any’ countries in:which the

—
[y

contractor or inventor fails to elect i Hias “elected

| —
Lo

I not to retain title or fias failed to file a patent ap-

[y
oo

< plication in accordance with this paragraph.

—
e

o (3) With respect-to' any subject invention to which

—-
C

~ oo contractor elects to retain title; the Government shall

Yy
o

have (in -addition to any T’ights‘—"tﬁat' have been taken

ok
-]

- under subsection (@))— -+ ' oo

-y
(o2}

- (A) a-nonexclusive, nontransferable, irrevo-

—t
w0

cable, paid-up license to practice or have practiced

b
<o

..+ -the subject invention: throughout the world by or

o
et

on behalf of the Government; .

bD
Lo

(B) if provided in the contract, such addi-

b
oo

o tional rights® o sublicense- any ‘foreign government

bo
>

- or-international organization pursuant to any ez

)
n

‘i isting or future treaty or agreement; and

J. 36-966—0
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“(C)''the right to reguire ‘the' contractor, inven-
tor; or-dssignee’ to Ticense another person to prdb—

“tice @ ‘subject invéntion on’reasonuble terms if—

L () such Ticensing 15 necessary to permit
lasful commercial manufacture, use, or sale

by third party of a ‘specified end item of a

L magor; - multiyedr research “and’ ‘dévelopment

- projéct of -the’ Department of Enétiyy or the

© m A & O A W W

- National ~Aeronautics ‘and Space Adminis-

[y
<

" tration and -such: subject invention was made

=t

“during research and development” activities

| —
b

divectly related to that project; -~

w2

L)) e similar product or process s not

b
o

-+ comimercially ovailable as“d' reasonable sub-

]
a4

o stitute for the licensing; and <

,__L_
oo

(i) such right s specified in the con

ke

-
~3

L
&L

(@) The ‘Federal agency shall require, in accord- _

H.
©

ance with “egulations - which  shall be - promulgated

[
=

'-:-*"under'ééctié’n'*202'(6'),' at least bﬁe'wﬁtteh:"%ﬁoﬁ dumng : : P

D

the ‘first 3 years dafter issuance of the patént to a con:

by
o

- tractor or thventor and may require other written re:

2o
L

- ‘ports on 'ﬁ‘fhé""‘effOﬂS“'to " obtain commerdiil "':""utilizatib:ﬁ.

)
e

> made by the contractor, inventor, licensee, or assignee

)
o

with tespect t6 any subject ihvention to which the con- .

J. 36-966—0
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: ;':..-t'.raq_tor_ eZac_t_,s Litle pursuant. tb"._ this. section, except that
.::_: any such report, as well as aﬁy_;-:infofmaﬁon on utiliza-
tion -or efforts toward_obtaining. utilization oblained os

. part.of a. procwdingunder section 303, shall be treated

. by the agency. as a, trade secret ‘or as commercial or fi-

... nancial information obtained from .a person and privi-

o Zeged_ _or -confidential. and. not..subject to disclosure

under section 552 of tulle. 5, .-,Un:i.t:ec__l_ States Code.

TR B SN TR N R

- -..(5) The contractor or. invenior, in the event a

St
)

... United States patent application-is filed by it or on s

et
=

. behalf or by any assignee, sﬁall. nclude - within the

ol
D

_ specification -of such application .and any patent 1ssu-

o
Jwo

- .ing thereon o statemeni specifying that the invention

-

-5 was. made ‘_.:L__vith_‘Govemment}suppqrt and that the Gov-

[y
ot

ernment has certawn rights in the invention.

et

- (6) The balance of any royalties or income earned

-t
-]

- on subject inventions by the contractor operaling a

=
00

Government-owned, .contractor-operated facility up to a

B
o

..total equal to 5 percent of that facility’s annual budgei

bD

. ..(if the invention was. conceived . or first actually re-

. duced _to practice in the,_chi'lit_y,and 1f .the .contractor

... elects to retain the funds) shall, after payment of pat-

. enting costs, licensing costs, -and .other expenses (in-

. cluding payments_to inventors), be. used. by such con-

[C
o

. tractor for scientific reseqrch and development consist-

J. 36-966~—-0
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“ et with the mission and objectives of such facility, in-

O w e ot R W

. ——
=)

iy cluding” activities’ that “increasé the licensing polential
- of other inventions of the facility, with any such royal-
" fies or income in”ercess of 5 percent of the facility’s
budget returned lo the Treasury; and to ‘the extent -
practical the hcensmg of the mventwns involved sha,ll ,

Be administered by contmator employees on locatwn at -

| 'the faczhty o |

(7) The contractor in cases when. it has the chowe
"-"under subsecmon (a) to retam title' to a sub]ect ‘ihven-

tion but does ot elect o Temm tztle may retain o non-

*'emcgugwe royalty frée, pald up, worldwzde lwense (m—

O SCR

""cludmg the ‘right to sublicense aflemtes subszdmmes

Y imd emstmg lwensees to whom the contmctor is legally

[y
o

_oblzgated to: -sublicense) in any subject invention o

E "Ewhwh the Govemment obtdins tztle whzch license shall-

e
© ® O »

" be' limited 67 revocable only to ‘the exteni necessary for

“the Govemment to grant an ea:cluswe ltcense ea:cept :

that the contmctor shall not be enmtled to such. a lz-

i

"'cense ’Lf the ‘contriictor has wtllfully fazled io dtsclose

the sub]ect invention. . |
(8) 4 tmnsfer by the contmctor of mghts m amy

"""”subject invention shall Be subject to ‘the mghts of the

Gover’nment promded by thzs_sectzon cmd_ sections 3_02,.

303, and 304.

J,.36-966—0
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-' - (9):The clause may impose, any cthr-,qdministra-

.. live requirements which may be:necessary.to effectuate
.. .Tights of the Government. and the contractor as speci-
- fied in this Act, lo the extent not.inconsistent. with this

WAIVER

SEC 302 (@) In accordance with regulations whwh

shall be prcmulgatcd under scctwn 202(: 6') a chcml agency
may, ot any time, waive oll or any part of the rights of the
Government under scctions 301 and 308 in any subjoct i
oention or class of subject inventions which are or may be
made unde;r' a contract of thc agency if the agéncy determines
chat thc mtcrests of thc Govemmcnt cmd the geneml public
1wzll be best scrvcd thcrcby, mcludmg but not lzmztcd to m-

stances whe'rew—

(1) the.contragt involves cosponsored, cost-shared,

_or_joint venture research or development and the con-

tmctcr cr_ot‘her sponsor or joint_ venturer 18 required to

makc e substantml contmbutzon of funds facilities,

b
j_;O

personncl data or, cquzpment to the work performed‘
under the contmct, or |

... (2) the conditions ]usmfymgacqmsztwn of title by

. the Government under section 301(a) no longer exist

. or do not apply in the case of the subject invention.

. J. 86-066—0
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L .. :o (b) The Federal agency. shall maintain a. record, which

. 2. shall be, made public and

.....

periodically. updated, of determina-
tions made underisubsection (@). . oo

- (e) In making determinations under subsection (a), the

2
3
4 .

-5 sagency shall consider at least the following objectives: . -
6 . . ...(4) Encouraging the .wide availability to the
7 public of the benefits of Glovernment-sponsored research
8 -and development in the shortest. practicable time.

9

oo, (B). Promoting  the:.commerciol” utilization of in-

10 ... wentions. made under Government funding agreements.

11 ' (C) Encouraging participation by ::h:ligﬁlya qualified

12, . private persons in. Government-sponsored research and

13 ... development programs. . ... ...

14 (D) Fostering-competition and. preventing the cre-

15 . a_tion-,__OT@,:.-,maintenancg:.‘ of .situations inconsistent with
16 ctheantitrust laas, s et s b |

17 - -(d) When.an agency.waives.-all or Pa:'rt::af‘? its. rights in

18 .an invention under subsection. (a)(2), «,ﬂle*contmctmr; shall be
19: permitted. to. take title subject. to this: section: and  sections
20 301(c), 303, and 304 of this At~ .

21. . MARCH-IN f;lq_f"q;"_s_. AND NQTIFICATION OF AVAILABILITY

23 ... SEC. 303. (a). Where.a contracior or inventor has elect-
24 ed. to retain title {o o subject invention under _sectioﬁ 301 or
25 302, the Federal agency shall have the f"i,g.ht, in accordance

26 with regulations which shall be promulgated under section

“J. 86-966—0
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Jd

"202(6), and subject to the pmv‘isibﬁs of siibsection (D), to re-
“quire the contractor or-his assignee or the inventor or his
assignee to grant a nonexclusive, pdrtially‘--em_élusive,*':'b’r ex-
clusive license to a responsible app_licant:or'apjallic'dnts, upon
terms reasonable under the circumstances, if the head of the
agency (or hzs designee) determines’ that such action is neces-
sty

(1) ‘because “the contractor, inventor, -assignee, or

© m A~ Sy v o W D

licensee has riot taken, or is not expectéd to take within

H_
=N

@& reasonable time, effective steps to-achieve the practi-

r_—,.r
o

“eal E‘“PPliéafidn"‘Of' the subject invention;

DD

- (2) -to "alleviate -serious health or  sdfety needs

Y
[M\]

which are not reasonably ‘satisfied by the’ contmctor

s
i~

‘.inbemor,i=assignee or:licensee; or T :

g
(>1 §

¢ 3) lo meet requirements - for public use specified

i
(=)

by Fedjeml regulation which are not ‘féaso*nizbly satis-

L
-1

" fied by the contractor, inventor, assignee or licensee.

=
o 2]

(b)) A determinaiion made pursuint to this section ‘or

ju—y
w

section 301(a)(4) shall not be: subjecf -tbj the Contract Dis-
pules Act (41 U.S. O 6’0j:et seq,.)'_-

Do
<o

bo
=

' (2) An administrative dppeals procedure shall Be estab-

b
[

lished by regulations j:imﬁtdlga'féd under section 202(6).

[\
L2

“(3) ‘Any contractor, inventor, assignée, or exclusive li-

1O
e

censee adversely affected by a determination under this sec-

J. 36-366—0
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tion may, at any-time within sixty days after the determina-
tion is issued— . .. : .
. (4) file an appeal under the appeals procedure es-
'_tab.lis‘h_ed;pursuaut to paragraph (), or. :
. (B) file a petition in. the United.States Claims

.. Court which. shall have jw_-i_sdiqt@on'_,;o.,d_et_ermine the

propriate; the determination.of the Federal agency. . .

5 seétion, (a), the. agency’s. determination shall be held:an abey-

1ance pending the exhaustion of any appeal.described in para-

graph 3.
. (e)(1) Minimum standards.for the commercialization of

wnventions. by contractors and inventors sholl -be. established

by _regulatio‘ﬁs; promulg@ted_..under seétionﬁ 2_@2_(6.')._’.& KRNI
i (@) If the head of an agency (or his. designee) .deter-

..mines,.on-the. basis of information contgined in the report

required to be filed with the agency by a contractor or inven-

tor under section 301(c)(4), tfq_at.such;-contmdw o7 inventor

. has-failed to meet the minimum. standards prescribed pursu- :

ant to 'pamgmph; (1) and the invention has potential commer-

. cial value, such agency head (or.designee) shall refer interest- -

-.ed parties to the patent holder. of such invention through the

licensing program of such agency or.the National Technology

- Information Service.... -

J. 36-966—0——3

- matter de novo and. to afﬁrm,,,rqperse, .or modify as ap- .

- (4) In cases described in paragraphs (1) and (3) of sub-
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" BACKGROUND' RIGHTS

SEc. 304. (a) Nothing contamed in this Adet skall be

- construed to deprivé the owner of*any back‘gmund patent of

such rights as-the owner mity have wider such patent.

(b) “No " contract >shall ‘contain a provision allowing @

- Federal ‘ageéncy to-require the licénsing to” third parties of

 inventions vioned by the contraitor that are not subject inven-

tions wnless such provision has been-approved, and a written

“Gustification has béen sighed, by the head ‘of the agency (or
“his dbsignee). Ay sich provision shall. clearly siate whether

“ithe licensing ‘may be réquired in-connection with the practice

of a subject invention, a specifically identiﬁed work object, or

“both. The head of the ayency may not delegate the authority

‘1o approve such “provisions or ‘to"sign the justification re-

qmred for such provisions to « progmm level lower than As-

- sistant Secretary in the case of ‘a Bepartment or Assistant

“ Administrator or<comparable official in'the case of any other

A e

- (o) A Federal agency shall not ‘feq@iré “the licensing ‘of

“ third paities under any- svch ‘piovision unless the head of the
“agency (or his- designee who is responsible. for ‘the program

“and who holds as - minimum the rank of Assistant "Secre-

tary; Assistant " Administrator, or it'gs“?‘egai?:jalen‘t)-‘dé’t‘erminé%’
that- the: use 'of ‘the invention by’ others is mécessary for the

practice of a subject invention or for use of a work object of

J. 36-966—0
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_the contract and, that such action. is necessary to achieve the
practical application of the subject invention or work object.

Any such determination shall be on the tecord ofter an oppor-

tunaty for an agency hearing, in which-the contractor has the

right to participate and the contractor shall be given prompt
_notification_of. the'determination by certified or registered

mail

TITLE IV—MISCELLANEOUS. ..
- DEFINITIONS

SEC 401 As used an. th?,s Act. (other than m section

‘402)—

e D) the ter’m “person’’ means. any person as de-
fmed wn sectwn 1of title, 1 United States Clode;
. (2) the_term_“Government” means. the Govern-
. ment of the United. States of America; .
| (3 theterm ‘Federal agency’’ ‘means an Ezecu:
. ?’ivé‘.@yen?,yﬁ.@é!defiﬂﬁi, in section 105 of title.5, United
Smws Code), and the military departments (as defined -
. in.section 102 of title 5, United States Code);
L (4) thetemn“small busmessfwm” means a small
. business concern_as ;I?fiﬂed in section 2 of .the Small
Business Act (15 U.8.C. 632).and implementing reg-
 wlations of the Administrator of the Small Business

. Administration; and, . .

1. 36-966—0
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(5)" the term ™ nonprofzt orgamzatwn “means a

-

j*umverszty or othér institution’ of hzgher education er
an -orgdn'i':'zation" “of the type “described in' section

501()(3) of the Internil Revenue Code of 195% and

“exempt from lazation under section 501(a) of such
Code, or any nonprofit; scientific, or educalional orga-
nization qualified under a State nonprofit organization

statigter i

© 0 -1 O o A W

(6) the ‘térm  “contract” means any contmb’t
y

—_
<

o gmnt or eooperatwe ag'reement entered mto between a

[y
[y

Federal agency (other than the Tennessee Valley A

[a—
[

thority) and any person'-other than o small business

firm or rionprofit of*gdﬁizdfioin wheré & purpose of thé

—_
W

' contract is the conduct of emperimentol, developmental,

o
e

or research work; and siuch term includes ‘any assign-

[u—
o

‘ment; substilution of parties, or subcontract of any tier

}_L
=T

‘entered into or executed for the conduct of experimen:

r-e-'
w

* tal, developmental, or research work in connection with

the “performdnce of that contract; but does not mean

et
o

" any agreement or arrangement éntered into between a

BD - DD
O

- private en‘tity" and the "oﬁemto% of ﬁ‘"‘GQbei‘"}ﬁnent-owned'

X
b

" contractor-operated facilityy

9
b

o (7) the term “‘contractor” medns any person or

BO
s

entity (other than a Federal ageﬁ'ey,"'gﬁhbﬁpﬁﬁt ergaﬁi;‘

J. 36-966—0
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15 “zation, or small business ftrm) which is a party to

v eontract;

S Q) the term “Secretary’ means the Secrelary of

o Commerce;:

() thetterm '.-‘-‘Dire'ctqr-’w’ means the Director of the
Office of Science and Technology_Pol'ic'y,:.'-..‘or:..;his desig-

Cmeey it s

- (10)-the term-“invention”’ means any invention or

0 W A ;s W

‘ "d_iscove'ry- awhich. is or' may be’ patentable or-‘%'othe'f'wisé.

10 protectablé under fitle 35, United .S:tdteé 'Godé, or any

11 novel ﬁ_d?‘iet'y of plant which s or may be protectable
12 under- the Plant- Variety Protection- Act' (7 U.8.¢.
i3« 9327l seq) | |
14 o s (11) the term “‘subject invention” means any in-

15 vention of ‘@ contractor -conceived: -or first actually - re:

16 - duced to praéticé in"the ‘performance: ofwork under @

17 :contm'ct,:_' éa:‘cepty;tha't‘ in the case of o ';sea:aally'r propagcbt.i -
187 ed 'mﬁety " of‘vjc’)lmit‘ the date of détermination (as de-
19 fined in section 41(d) of -the ‘Plant: Variety - Prolection
20 Aot (7 U.S.C. 2401(@)) must also’ oceur during the

21 = period:of contract performance; - -

29 f (12) the term “practical application’ with respect
28 o any invention means the manufacticre (in the cdsei'of |
24 a composition or prbduct), practice (in the case of a

25 process or method), or operation (in the case of a ma-

1. 36-966—0
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.« chine or.system) of such ipvention under such condi-

tions as o establish that the invention s.-being utilized
- and that its benefils are, -to-the-extent permatted by law

or (fovernment regulalions, available to{;the: public on
‘. ~reasonable terms ‘or_through reasonable: licensing ar-
B rongements; - o

(13) the term “antitrust law’” means -_t’he; laws in-

- chuded. within. the :definition of . the :term “antitrust

W o - s o e

- daws . incsection 1 of the Clayton:Aet (15.U.S.C. 12),

Lt

. as gmended; . .

—t
=

e i (14) the term “background patent’ means a do-

f—
oo

mestic patent.coveringan invention or a:discovery (4)

fay
(VL]

which is not @ subject invention;: (B) avhich-is owned

[
W

. or controlledby  the contractor at any time through

=
o

o completion wof . the contract; and. (C) “which. the contrac:

-y
(s}

s tor-bul.not .the -Government has: the right to. license o

=t

- others without, obligation. to :x,pay,:j_fo.ydlties.r.-t.hev:eOn;

- (15) .the term ! “United«S..tatgs”:,.;include’s;:-the terri

o
o

L "torie'si,‘\po.ssessibns,.cmd the ‘District of Columbia;

b
S @

e o (16) the term: “inventor!’ with _fegmﬂd to a subject

o
-

invention means-a person who.is or will be listed as an

o
g

tnpéntoron;‘the patent. for seid -invention when filed in

[
o

«ithe United ‘States Patent and Trademark . Office; and

o i AT LR SV Ty
EI ) PO N H ool ,% v .
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CULY) the term“Government-owned, bbﬁtmctor—ép-

" erated: facility” includes ‘all Federally funded research

and development centers.
- AMENDMENTS TO OTHER ACTS

SEc. 402. The following Acts are hereby ‘amended ‘as

follows:

i (1) ‘Section 205(a) of the Adt of August 14, 1946
(7 U.8.C.1684(); 60 Stat. 1090) is amended by

'stmkmg out-the last:sentence.-

() “Section:- 501(6)-' ofi'the - Federal . Coal Mine

«Health-and Safety- Act of 196930 TU.S.C. 951(c); 83
' -Stat‘.—:-:742)‘-is “amended by striking out the last sen-

< o lencess

(8). Section. 106(c) -of “the: National Traffic and |

<2+ Motor Vehicle Safety Act 'of 196'6"‘"-(15 U.8.C. 1895(c);
w800 Stat. 721} is repealed. .

o (4):Section 12(a) of the National ‘Science Foun-

"z.'datwn Actof 1950 (42-U. S;«O.-"18-71‘(a);- 82 Stat. 360)

v ds repealed. o e

(5). Section 152" 'of ‘the Atomic “Energy Act of

a 1954 ;(42%'.U.*SZ‘C. -R182; 68 Stat: 943) is repealéd;

except that such section shall continue to be effective

L awith respect to-(4) ‘any" application for a patent in

' “which: the statement under oath ‘referred to in such sec-

tion has been filed or requested to be filed by the Com-

misstoner of Patents and Trademarks prior to the ef-

J. 36-966—0
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. fective. date of. this . Act, and. (B) anyiﬁght %etained by

. the Government under sections 301(@)(4). and (5)of
this Act. | s - | r
(6). The National Aeronautics and Space Act of
1958 (42 U.8.C. 2451 et seq; 72 Stai. 426) is
- amended— _
e (4) by striking. out section 305 (42 U.S.C.
L _;,2457);; except- that subseatz'oﬁns_.(c)_,’ '(d),‘*andl (e) of

© o A o Tt A W

such section shall continue to be effective with re-

=
<

--spect to-any -application for patents in which the

s
e

. written statement referred to :in subsection (c) of

=
8O

+ such section has been--filed or requested-to be filed

[w—y
-0

by the Commissioner of Patents and: Trademarks -

o
i

o Lprior-to the effective date-of this Act;

ot

Lol (B)by striking out “(as defined by section
305)” in section 306(a) (42" U.S.C. 2458(a)) and

—
s>

Wy
-3

by striking out “the Inventions.and Contributions

e
w

“ Board, established unier section 805 of this Act”

wn such section and inserting in-liew thereof “an

Wy
Lo

- Invention and Contributions  Board which shall

[T )
= <o

_be. established by  the Administrator -within the

Lo Administration’ oo S e

fm
o

_ - (0) j_‘by:,‘adding at-the end of section 203@
. _--,;('42_:, U.8.0. - 2473(c))- :the:_.:.fdllowihg; inew parg-

SR CR X
TuoOE W

Legraphs oo
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- “(14) to ‘provide ‘effective” contractual provisions

| for the prompt and effective Tepo'ﬁ"ti'n_gi of the results of

ery, improvement, or innovation which may be made

the ‘Administration, whether: or not paténtable wnder

k;..:f."title.35.,"'United"‘-S'tate.§ Code.”; -~ | |
(D) by adding at the end of séction 203 (42

US:C. 2473) the followmg ‘new stubsection:

@) For the purposes “of chapter 17 of title 35, Umted..
’States O’ode, the Adininistration shall be cons*adered @ defense
agency of the Uniled Stdze's*"’;"“ nd |

(E) by adding ot the end of mle 111 the fol |

Zowmg new- séction:

“USE:.OF PATENTED INVENTIONS = -

o YSECs 811, (@) Any - object 'i‘?itended'-'f'-fof launch,.
launzched, or assembled in ouler space shall be: considered @

- vehicle. for purpose ‘of section ‘272 of title 35, United States

Code (35 U.8.C: 872).- .~ -

) The use or manufacture of any patented-invention

incorporated in a -space -vehicle launched “by. the United

States Government for a person other than the United 8 tates

shall not be considered to be @ use or manufacture by or for
the United Slates within the meaning of section 1498(a) of
title 28, United States Code (28 U.S.C. 1498(a)), unless the

- ). 36-966--0

" the activities of the Administration, including full and

- ‘complete technical reporting’ of -any invention, discov-

in-the: performance éf any ‘work wnder -any coniract of
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LuAdministration gives.an express.authorization or consent for
2 .such use or;manufacture.”. .-

(7). Section .6..of. .the .Act. of July 7,..1960 (30
AL S C..666; 74. Stat. 337) is. amended, by stmkmg out

<o - the first.sentence. .

- A8) - Section. 4 .of the. Helium.Act. (50 U.S.C.

16"72),74 Stat.. 920). is amended by .;strik_ing out ol

after “utilization”: and.: inserting: in  liey, thereof a

e (9) Seetiqn 32 of the: Arms-Control.and Disarma-

-ment Aet. (22 U.8.C. 2572 75 Stat. 634) is repealed.

(10) Section: 302(e) of the: Appalachmn Regional
Development Act of 1965.(40 U.S8.C. App.. 302(e); 79

. Stat. ) s repealed.

(11)(4) Section .9 of the., Fedeml Nonnuclear
Energy - Research and Development.’ Act of 1974 (42

. U.8.C..5908; 88-Stat. 1887) is amended to read ds
HSEC. 9: The Adminis_tmﬁon -shallx=be~..:censide'red:a de-
fense agency of the United States for purposes: of chapter 17

of title:35, United. States Code.” .. -~ ~ov =% 0

. (B)The heading for such --«.-se.ctieh 9.is-amended fo.

-read as. follows: - .

I. 36-966—0
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,:‘,ZQDM__INLQ;CEATIQN TREATED AS DEFENSE AGENCY FOR

.

. PURPOSES OF SECEECY OF INVENTIONS”.
| (12). . Section.. 5(d) of. the ..Consumer Product
_-,-._.safety Act, (15 U.8.0..2054(0); 88 Stat. 1811) is re- |
_.l._.,_..pealed b i e e e hn :
(13); Sectwn 3. of the Act of Apml 5, 1944 (30
U.S. c 323; 58 Stat. 191) 1s repealed. .
(14)(A),_.Seqtiqn‘ 8001(c)(3)-of the Solid Waste
. Disposal Act (42.TU.8.C. 6981(c)(3); 90 Stat. 2829) is

w o w1 o ot B W o

L
S

w1 repealed. T T e
. (B) Section 8004(0)(2) of such Act is amended by

=
b =

* striking out. “notwitistanding section 6981(c)(3) of this

et

5o titlell

f—t
W
_
<
§
"3
=
&)
“S
g
Qo
=,
<,
By
&
v
Qn
s
vy
[
S
@
o~
S
8
g
s

L

<o 18 amended—

St
er)

(A) by inserting*, but does not mean any

P
e

- .agreement. or arrangement: entered into between.a

oy
&

__pmvate entzty person and the opemtor of a Gov-

oy
o

.. .ernment-owned,. contractor-operated facility” im-

e

. .med@aﬁgly, before the period at the end of section

N

.(B).by inserting. “or- any novel variely of

STIND
P

. p_la@t.,_wﬁi_ch? 18, or. may_ be protectable under the

. Plant Variety. Protection Act (7 U.8.C. 2321 et

D
g

e D
SOk

- 8eq.)” immediately after “title” in section 201(d);

J. 36-966—0
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I

" (C) by inserting % excepl’ that in the case of

" seaually propagated variely of plant, the date of

: ‘-«i?deteﬁninciiioﬁ' (as defined in’ section 41(d) of the

o Plant '-Vaﬁéky’Protecifio'ﬁ: Aét ( }7'.?U-‘ 8.0. 2401 @)

must also occur during. the period 'of}cb'éitrdct per-

formance” immediately” after “agreement’ in sec-

tion 201(0); "

(D) in section 208@—-"

L 6) by amending clause” G) To read as

follows: (i) when the contractor'is not locat-

U ed inthe Unitéd States ‘or does not have a

place” of “husiness “locatéd “in’ the United

States or is subject to the conth“)l"bf‘a forei;(jﬁ

government” and -

(i) by striking “or (ii)” and inserting

“in liew theredf the following: “ (iii) when the
funding dgreement is related o or associatéd

Cwith an international - trealy, agreement,

" rangement with ‘o foreign government includ-

ing (but not limiled to) agreements of coop:

“eration in science and technology or military

‘agreements relatinf to ‘wedpons development

7 or produbtion, and it is determined by the

J. 36-966—0

“agency that rights in the Government greater
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- than @ noneaclusive license are necessary for
- .. the agency to. [ulfill its obligations under the
; international | treaty, . .@9‘:’7‘69?7264?1_&, .;ei_;m'emom?i-
dum of underst‘qn_ding,lorl ot.he_r_q,rmngément, |

(i), when, the fund@ng'agteement includes the

... operation, of . a. Government-owned, contrac-
o tor-operated. facility .of . the - Department of

:_t.__,é_rEne‘.rgy primarily  dedicated. to :that Depart-

B S B = < T N U

ment’s. navel nuclear. propulsion or nuclear =

10 . .. weapons related programs and .ol funding

11 . & . .. .agreement limilations under: this. subpara-

12 g}’_aph on the contractor’s right to elect title to
5 | @ subject invention are limited. o, inventions
L océ;umng under the above two programs, or
6 . | _: (E) by addmg at the end. of sectzon 202([9)‘

17 the following new paragraphs; ..

8 . “(4) If the contractor, believes that a. determination is
19 contmry to the pblicies and, objectives of t'his chaptér or con-
20 _,stztutes an, abuse of discretion by the agency, the determina-

21 twn shall be subject to section 203(d)

22 ... “(5) Whenever the Director. of ,th@.-:Offfice- of. Manage-
23 ment and, Budget has determined. that one or more Federal
24 ‘_7rdgg_nci__e§9 are. utihizing the authority of section 202(a)(ii) in.a

25 manner that is conirary.lo the policies-and objectives of this

1. 36-966--0
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hidpter, he-may promulgate requlations under section 206

o

which ‘establish pOZicie'é;" procedires, and guidelines describ-

“‘ing‘class'éﬁ” of ‘situations in 16‘71%‘71“ dgéhéfi"es may not exercise

" thé authorities of thiit section.”

NAF)E) by amendmg pamgmphs (1) (2) cmd
(3) of section 202(0) to read &5 follows
(1) 4 .'reqm'rement ‘thot “the contractor disclose

~iedeh subject “invention’ to “the 't’Eontmct’ing Fede'r‘lal

cooo-:lcmc.ﬂp#-ww

agency within & ‘reasonable time after it becomes

. known ' to ‘Gontractor personnel responsible for the ad-

_ =
- O

" ministration of patent malters ‘and that the Federal

ot
et

Governmeni may receive tille to"any subject invention

i
o

not disclosed to it within such time.

—-
=

Ce ) A "i’eqﬁire}ﬁfe?it' that the® contractor make a

—
o

written election within 2 years'-\'aftér disclosure to the

"-Fedérd‘l-'age’ﬁci]"j’(or‘Sdéh"'dd“c‘litiondz time as may be a}p;

proved by the “Federal @eh@)’%ﬁéthé? ‘the contractor

=
o0 =1

il vetain title to"a" subject ‘invention, except that (4)

| —
@

“h anycasé ‘where publication, on sale,” or public use

bo
<

Thas initiated ihe one year siatutory period in which

O
ot

valid patent protection can still be  obtained “in' the

b
b3

 United B‘tdtéé, ‘the peﬁég fb’f::'%elééf;io"n‘%:i&y ‘he 4sh'ortenéﬁ_c.l

[N
el

" by'the Federal'agency to-a date that is not more than

Lo
W

60 days prior to’ the ‘end of the statutory period, and

W]

“ “YB) the Federal Government may receive fitle to any

J. 36-966—0
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" sibject Q’in’b’entioﬁ"ih"'ibhich"‘ﬁié contractor does not elect

" to'retain rights or fails to elect rights within such time.

T 8) A requirement’ that ' contractor electing

" rights in @ subject invention agrées to file a patent ap-

" ‘plication “prior to anystatutory “bar date that may

occur under this title dué to"'f)iibliﬁd?ién, on sale, or

' public” use;’ and “shall thereafter file corresponding

patent applications in other countries in which it

‘iéis?ie's*-‘té retain title within reasonible times, and that

" the Federal Government maif ‘receive title to any sub-

“iget inventions in ‘the United S tates ‘or other countries

has ot filed patent applica-
tions on 'the: subject invéntioi within such times.”:

@) by ameiiding paragraph (4) of section

202(c) by inserting' “(A)” after “(4)", and by

U Gdding af the end theveof the following new siub-

Pamgmpﬁ} ST

“(B) ‘the right to féijhire'hikei'édniﬁ*&ctor, inventor,

- “or dssignee to’ license another person to practice @ sub-

" ject invention on reasonable termsf—""

CSG) sueh Ticensing " is necessary to permil.

Y labful commierdial manufacture, ise or sale by a

U thind party” of @ specified “end  item of o major,
multivear reseurch and débel‘opﬁ%éht project of the

Department of Energy or ‘the ‘National Aeronau-

J. 36-966—0
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. ties_and_Space Administration. and such subject
.. invention was made during research and develop-

ment activities directly funded under that project;

“G1) o similar product or process is not com-

.. ..ﬁ-merc.i:all,y,:.h@pailab_le as a reasonable substitute for

| the lzcensmg, and

“(m,) such right 1s. speczfzed m the con-
tract.’

( G).. by stmkmg out. . ‘“‘may” in section

20_2(0)__(5) and. inserting in -,;__l__ieu,therebf as well as
. .any information on utihization or efforts ~at obtain-
L. ing utlhzatwn ‘obtained as part. of a _proceeding

. under section 203 of this chapter shall’;

(H) by ‘amending pamgmph (7) of sectzon

| ___;:&.202(0) to read as follows:

A7) In the case.of a nonprofit _Qrgqnization—

“(A) @ requirement that the contractor share

_royalt?,es with the mventor amd

“(B) a_requirement that. the balance of any
roygl__t;e_s.‘or wmcome._earned by tﬁq contractor with

respect lo subject inventions, after payments of ex-

. penses (including paymenis to [inveﬁtors) inciden-
ol to :_ﬂ:LeE:‘_adm_ini_stmti_on_t.af;,.éulgjg_c_t inventions, be
. utilized for the support. of .scientific research or

. education.”:

J. 36-966—0
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Lo (Deby adding the following new paragraph al
wooenothe end of section 202(c): v e
- (9)  The.  balance ;a;qf\-..a,ﬁy_. royalties -or.income
carned .on subject inventions by the contractor: operat-

qing @ Government-owned, . contractor-operated facility

> G W i

up to-a total equal to 5. percent of that facility’s annual

-1

budget (if the invention was conceived-or first actually
8{_ wooreduced i to practice inthe facility a.nduif the contractor
9 . .elects to retain. the funds) - shall; ofter .payment “of

10 - palenting cqé-ts, -liCensing_:,costs,-: and. other expenses

11 . -‘_.(includiﬁga._:pa._y;meﬁts to’ inventors),. be used by such

12 . . coniractor . for. scientific. research .ond. development
© 18 consistent with the mission and objectives of such facil-

14 iy, including actiwities that increase the licensing po-

15 .. ¢ tential of other-inventions. of the facility, with. any su‘ch.
16 . royalties or income in excess. of 5 percent.of the facili:

17ty s bddget returned (o the Treasury; and. to the. extent

181 . practical the licensing of the inveniions, involved shall
.19:,. - be admanistered by contractor employees:on location fggi
20 - the facility.”. AR

21 - . (])by adding the: following:new subsection
92 . at the end of section 202

23 “(@N1). 4 Federal agency may at any timeé waive all or
24 “any-part of the. rights of the United -States, under sections

25 202, 203; and 204 .of this chapler, to any subject inveﬁtiojn‘_s'

J. 36-966---0
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“made:under: a fundiﬁ‘g.*agb‘eeméhtror;:blds‘s of funding agree-

ments if the agency detérmines .that ‘the interesis of the

United States and-the :general-public’ will "be best served

thereby including, but not:limited 'to; instances where—

w4 the  funding agreement involves ‘cosponsore,
cost-“shared, ‘or 'join‘ti ab’entuéﬂeseireséwrcﬁ or development
o anid theeontractor or o'tﬁ'erf“spbnsdr or joiﬁt'-venturer 18
< required: to make or has made o substantial contribu-
v itiom “of - funds; facilities, pérsohnel; " data, or equipment
- to'the work performed under the funding -agreement, or

e YB) e conditions justifying aequisition of title
by the - Government ‘under section *202(a) < no longer
: ea:zst or donot- apply in the “case” of  the subject

“The dgency: shall muintain a-record; which shall be made
- public “and- periodically -updated; " of - determinations made

“under this paragraph. - T e

e 0o q9) Inmaking determinations under paragraph (1))

" of this sibsection, the agency shall consider ot ledst the fol-

lowing objectives:
i (4) Bncouraging the wide - dvailability to the

public of the benefils of 'Govémment-'Sponsofed' research

i and: development ins the-shortest-practicable time.

= (B)Promoting the commercial utilization:of in:

~awpentions made under:Government funding dayreements.

J. 36-966—0
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35
€0 Encouraging participation by highly Quaili-
fied pf’iﬁate persons-in' Government-sponsored research
and development programs.= " s
B 72 Fostering-. competition *and -preventing the
i ereation or maintenance of situations inconsistent with
o the antitrust laws. G o v St e
v v oK) by adding at - the end of section 208 the
-+ following: new sentences: s
“A.. determination” pursuant:* to- this - séction < or - séction

202(b)(1): shall niot be-subject 16" the Contract Disputes At

(41 U.S.C. 601 et seq. )i An udministrative appeals proce-
dure sh-qll‘.'-be est@bli.?‘hé%l by regulations promulgated by the
35 Digector-of the Office of Management and Budget in accord-

‘ance with section' 206, Any contractor, invéntor,” dssignee, or

exclusive licensee adversely affected by a “detérmination

" under-this section may, at-any ‘time within sizty days after

the determination-is issued, file an ‘dppeal inder the appeals

procedure established pursuont tothepvﬂecedmgsentence or

Jile a petition_in the United States, Claims Court, which

shall have jurisdiction to determine the matter. de novo and to

of the Federal agency. In. cases described.in paragraphs (@)
.and (¢), the agency’s determination shall be heldin abeyance

.pending. the exhaustion .of oppeals. under the. preceding

) 10 . L

J. 36-966—0
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11 .

12

13

14

187

19
20
2.2"
23

24

_ | 36"
o (L)by adding at the end of the chapter the
;-,-'=foll_0wing--.new sections: .. . |
“s 212, Assignm'eﬂt of -tit_le.or..r_figl_zts._ BT S

-_‘fSubject;.gfo regulations promulgated under section 206,

‘upon a determination that to.do so-is in the best interests of

the Government, an agency may assign title or other rights to

an invention to.a. person.where such _titlé or righ.ts- are held by

the Glovernment under such terms.and, conditions as will en-

-courage the domestic commercial use of such technology.

“§ 213. Disposition of rights in educational awards - .

_“No scholarship, . fellowship,. training grant, or other

‘._funding_;iqgreement ‘made by ';Ee‘de‘ml : dgency primarily to

an awardee for. educational purposes will contain any-provi-

8o, gibing the Federal agency any rights to inventions made
15 ':_,_by the awardee,?

(M) by addmg at: the end, of -the table. of sec-

tions for the chapter. the Jollowing méw. ztems

“212. Assrgnment of title or rights. BT
213, Disposition of rights in educationil awards and

(N) by amendmg sectwn 206 to read s
follows 8 s R
“8 206, Umfarm claises and reyulatwns
“The Secretary of Oommeree may initiate the regula-
tionis a,nd revisions thereto and’ standard fundmg agreement
promszons, reqmred- to" tmplement sections 202 through 204,

to be promulge_ated by the Director of the Ofﬁce""o:f‘ "Mdnaéé‘;

© 1. 36-966—0
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1 ment and__-:_Budyet after full. consideration of. agency and
2 .. public comment.”. - | .
3 (16). Section' 6(e) of -the Stevenson- Wydler Tech-
4o ﬁology&lnnomtion Aet«-,_of"i_-l-.QSO.ie--(15,,-:.-U. 8.C» 3705();
5 | 94 Stat. 2313) 18 'repealed |
6 - - an Section “10(a) of the Act of June 29, 1935
T e ( 7. U. S O 4271(a)) is amended by stmkmg out the last
8 | sentence :
9 . (18) Section 427(b): of the-Federal Mine Safely
10, - and - Health Act of 1977 (30 U.8.Cv 937(b)) is

1t - .-.,-f.:ramended by striking -out the last sentenee

120 - (19) Section 306(d) of the Surface Mmmg ‘Con-

13 - trol - and- - Reclamation Act -of - *1"97’7 (30 U.8.C.

14 - 1226'(d)) i85 amended by stmkmg out the Sfirst two

15 sentences. . | | |

16 (20) Section 21(d) of the Federal Fire Prevention

17 and Oontml det of 1.9’74 (15 U.S.C. 2218(d)) is

18 repealed | |

19 : (21 S_ec_tion 6(b) of the Solar Photovoltaic 4
.2'0 Enerqy Research, Development, and Demonstration

91 det of 1978 (42 U.8.C. 5585(b)) is amended by in
22 serting “05 amended”’ after “this title "

923 (22) Section 12 of the Critical Agricultural Mate-
24 ' m'dls Act ( 7 U.S.C. 178)) is fepealed.

7. 36-966—0
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38
- RELATIONSHIP TO ANTITRUST LAWS-

SEc. 403. Nothing in this Act shall be deemied to

convey to any person immunity from:eivil or criminal liokil-

Yy, or-to. create any'defense fo actions;: uhde‘rrangj antitrust

law.
i 30+ EFFECTIVE DATE-
SEC 404. (@) This Act shall toke:effect six months after
the date of the enactment of this Act.

(D) After. the effective date -of this Act; each Federal

‘agency may allow e contractor or an; inventor:to retain title to
any subject anventions made under: ;congi?acts- awarded prior
to the effective.date of this Act, subject to the same terms and

-conditions @s_athosq which would;sapply‘ander\this?A'ct had the

contract. been entered into. after: the.effective date of this Act.

O










981# CONGRESS
1s'r SESSION 2 1 7 1

To amend "ﬁlﬂe 35°f the United States Code for the pﬁrﬁbse of cieahﬁg a uniform
pohcy and procedure concerning patent rlghts m mventmns developed w1th
‘" Federal a331stance and for othér’ purposes. o :

.. IN THE SENATE OF THE UNITED STATES

NoveMBER 18 (legislative day, NoveMBER.14), 1983

Mr. Dong (for himself, Mr. Laxavrt, and Mr. DeCoNCIND introduced the follow-
2. ing Pill; which was read twice and referred: to the-Committeé on'the Judici-
ary

To amend title 35 of the United States Code for thespurlibse of
creating a uniform policy and procedure coﬁt:efﬂi:ﬁgﬁp'atent‘
rights in inventions developed with Federa,l assmtance and
for other purposes

Be it enac;ed by the Senate and House of -Réﬁ?eﬁééhtaf"'
tives ofme'-Uﬁifed'rsmes-of'Amer.-:‘ca*in'ooﬁgresg assembled,
‘”‘That this Act may be: mted as’ the “Uniform’ Patent Proce-
“dures Act of 1988” | | | |

“SEC. 2 (a) Ohapter 38 of title 35, United States Code,
as added by Pubhc Law 96-517 (94 Stat.- 301-8),“iszred'esig'-:

nated as chapfei' 18 of such title andall referénces to'such

ooqmm;pgoq&'jr-t

chapfer 38 shall be considered référ‘ence‘sft‘o:c'ha;ptér 18.
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| 2 . |
(b) Part IT of title 35, United States Code, is amended

by 'inserting chapt_el'_;-.-j-l 8,.a8.redesignated herein, after chapter-

17 of such ftitle.

. o). The table of chapters for title 35-is.amended by

‘redesignating chapter 38 as. chapter 18 and inserting such

chapter and section demgnatlons at the end of part II.
SEc. 3. (a) Sectlon 35 of the Umted States Code is

amended by adding -after- chapter 18, as redemgnated herein,

anew chapter as’ follows

"i“CHAPTER 19—PATENT RIGHTS IN INVENTIONS

- MADE WITH FEDERAL ASSISTANCE BY OTHER
- THAN SMALL BUSINESS FIRMS OR NONPROFIT
ORGANIZATIONS .. -

“Sec.

%212 Policy ‘and objectives: *iw .7 Ui

f‘_21_3. Definitions. e
gy “Responsibilities”
.-.,“215.. Disposition of rights.

14
15
16.

17

18

19

21

“216. March-in rlghts
“217. Ba,ckground rights.

'8 212, Policy and objectives. . :-

) - “In addition to.the policy. and object1ves set forth in
Sg.gt;q;;_,200..,pf this title, it is the further policy and ohjective

of the Congress to ensure that all inventions ma_de,iwith}. Fed-

eral support are used in &.manner to promote free: competi-
_tion and enterprise..

20 .

“§ 213. Definitions . _

. -““As used in this.chapter, the term— .

8 2171 IS
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_.‘fUmted States of Amenca

3
:.‘i“(ﬂf":‘ﬁd@ﬂiSﬁl‘&ﬁOI‘? means the -Administrator of -

.. the Office :of Federal Procurement Policy or his or her

- designee; 7 .i

L 2*(2); ‘contract™ means’ any ' contract,:grant, or co-

operative _' agreement entered into: between any Federal

. agency ‘(other than-the-Tennessee Valley :Authority); |
¢+ -and . any-person ‘other:than a small business_ firm or

;nohprof_it‘f orgatiiza,tion (as d‘efine;daih-.'sectionzl2.01 of this

- title) :swhere 3 purpose-of the contract is-the conduct of
'exp_erﬁn'eﬁtal,? developmental, or research ‘work; such
torm Ancludes any assignment, substitution ‘of parties or
: - subcontract: ofiany‘:tier.' entered into or executed for the

.7 conduet  of - experimental, -developmental, “or research

work in connection with the performance. of ‘that con-

5 tl'af_ctif."_,'?:

“(3). ‘contractor’:means any person: or entity

“i(other than a: Federal: a;gency;:;nonbfb‘fit. organization,
~ or:small businéss firm, as defined in section 201 of this

-::.:title) which is & party to-the. contract;:

#144) ‘Federal agency’ means sn-executive agency

(as “defined in-'section 105 of title :5; United States
| - Code), and the military- depa,rtments (as deﬁned in sec<

1  "-th11 102 of* tltle 5 Umted States Oode)

) '.“(5) ‘Government mean; th ‘T_Government of _(the AR
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‘(6) “invention’ means+any:invention or discovery

~which is.0r may:be patentable:or otherwise protectable

under this title, or any novel variety :of:plant: which is

‘or may be. -proteéta,ble .under-the: ef]_:.-’léi,hi:"?Varietﬁy Protec-

tion Act (7. U:8.C. 2321 et "seq.-.f) BURD

oY) ‘practical ‘application’ means to;zm'a,jhufacturé

(in- the «case of a composition -or product); to practice (in

“the case -of a processor method), or to operate (in the
- case' of a machine or system);:in each case;under such
+.conditions: as to establish-that; the. invention is being.

.- utilized .and that its benefits -are, :to-the extent permit-
~ted-by law or GOvernmentfregulatiOns,a.available to the:

- public .on: reasonable : terms *or; sthrough..reasonable li-

- censing arrangements; iz ;o ol

“(8) ‘Secretary’ means the Secretary of Com-

.merce -or: his. or her designee;-and:
i 4(9)-‘subject invention’ means: any invention of a

~contractor conceived .or first actually reduced to prac-

tice in the performance of work under. a: contract: Pro-

vided, That, in the case of & variety of plant, the date.
“of -détermination. (as defined -in-séction:41(d) of the:
“Plant. Variety Protection: Aet (7 U.S.C. 2401(d)) must

‘also oceur -during the period of contract: performanes.’




. “8 214, Responsibilities ..

_suance. ..

~ ““a). The- Secretary is authorized. to.issue; regulations

which may he made, applicable to all Federal agencies imple-

menting - the. | provisions of this chapter, an& the - Secretary

shall proscribe standard patent rights, prowsmns for use under

- this-chapter.. The -regulations and the standard patent rights

provisions shall be subject to public comment before their is-

SRR TN CCEE B

“(b) In order to obtain consistent practices under this

. chapter and, chapter. 18 of this title, the Secretary is author-
.. ized-and directed,(),to consult, with and advise Federal agen-

. cles concermng the effectwe and.consistent implementation of

these chapters a,nd (i) to. obtain from the agencles informa-

. tion and data; relating, to, agency; practices. under these
. chapters. .

“§ 215. D:sposﬂ;lon of rlghts

“(a,) Subject 10 subsection, (c) of. thls section, and to sec-

_,___,tion 216 of th.lS t1tle each contractor may elect to, retain title,
- either worldwide or.in such countries as it may choose, to
 any, subject invention: (Provided,, however,. That & Federal
 agency may, at the time of contracting, limit or eliminate this
. Tight, place. addltlonal restrictions, or. conditions on. the con-
tract, that go heyond those set forth in,subsection () of this

- section, expand the; rights .of the: Government, to license or

sublicense, and alter or eliminate the contractdr’s right under

‘paragraph (6) of subsection (c) of this section if—

5 2171 IS




“(1) it is determined by a‘ GoVertiment authority

* which is" authorized by statuté or Executive order to
" gonduet foreign - intelligenics” orcounterintelligence ac-

" tivities ‘that this is necessafy to protect the'Security of

' such activities; Y
L (9) it is determmined that the contractor is not lo-

cated in’ the United States ‘or'doés not have a’ place of

business located in the United States, or is"4 foreign

@)Y it s determined, on'a caSe-by-case basis, that

i
<

—_
—t

thefe are’ exceptional circumstatices’ reqiiiring ’ such

=
bo

" “etion to better ‘Proriote the ‘policies ‘and ohjectives of

et

sections 200 and 212 ‘of this title.” <

ey
o

- “(h)(1) Bach determination reqiired by subsection (a) of

this section shall be in writing and, except in' ‘thé case of

ok =
o O

paragraph (1) of subsection’ (8) "of "this “seétion, the agency

i
~1

shall, - withii thlrty days Tafter thé award 'of the‘f applicable

‘contract; file with the Secretary a ¢opy of éach such dstermi-

e
0 v o)

“nation. Tnithe tase of a determination under subsection (a)(3)

20 of this section; the statémient’ shall“include an’ analysis sup-
21 porting ‘the ‘determination” and ‘jtistifying ‘the’ limitations and

99 conditions ‘befi imposed Tt the' Sécretary belisves that any

23 individual determination or pattern of deteriinations is con-
94 ‘trary to the térins; policy, or objectives of this® Act, the Sec-

LRt Y PR
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1 retary shall'so advise the head of the agency concerned and

the Administrator ahd recominend corrective ‘actions.

) Whenever the Adiministrator has determined that
“one or more Federal agericies ‘aré’ utilizing the authority of

i'péjr’égraﬁﬁ (@) or (8) of “subsection’ (2) in & ‘manner that ‘is

o OF A W b

contrary to the terms, policy, or ‘objectives of this Act, the

~1

'Administrator'is authorized to issue policies, procedures, and

g gui&elines" d'es'éribiﬁg classes of situations in which agencies
9 may not utilize the provisions of 'pafa;gi-aphf(é) or (3) of sub-
10 section (o). SR
11" “(¢) I ‘accordance with'the regulations to be issued by
12 the Secretary, attet public comment, each ‘contract that the
13 ‘Goveriiment or any .!Féderalﬁ”éigeﬁéy- acting 60 behalf of the
14 Government may enter iﬁtd"iéhéll ‘employ s patent rights
15 clause containing appropriate provisions to effectuate the fol-

177 (1) 'that the contractor disclose e'{ébhz"subject in-
18" Vention within a reasonable titne after 'i't'ié"made and

19 that; upon feqﬁéét, the contractor will assign’ the Gov-
20 ‘ernment’ titlé to ‘any subject invention not disclosed
21 - within such time;” G e
227" V() that, unless'the Governmient has acquired the
923 " right to title under subsection (a) of this ‘se'Ct'i'on—

94 7 T w(AY the confractor make a written election,

95 7% ag to the retention’ of ‘title t6°the subject invention

S 2171 IS.
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8.

. within, s, reasonshle time after disclosure under
 paragraph (1) of this subsection;
- .. B) the Government may, upon request, re-
ceive title to_any subject invention in any coun-
fries in, which, the contractor has. not. elected fo
rotoin tile within such time;
i {0) & contractor electing to retain fitle to.a
subject invention will file patent _applications

- within reasonable times; and - .

“(D) the Government may, upon request, re-

ceive title, to_any subject invention in any coun-

sfries.in which the contractor has failed to file

e
O

patent applications within the reasonable. times

specified pursuant to subparagraph (C) of this sub-

_section;

ok

' - 17 oo

18

19

91
22
23

o

“(3) that with respeet to any subject invention to

which a contractor elects to retain title, the United

.. States shall have (unless additional rights have been

., taken under subsection (a) of this section) a nonexclu-

. sive,

nontransferrable, irrevocable, paid-up. license .to

make, use and sell the subject, invention throughout the

.. world by or on behalf, of the United States: Provided,

., rIights, including the right to. assign or have assigned

., foreign patent rights i the invention, as determined by

8 2171 IS
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-1 the. ag_exi_cy as: r;e'cessary_; for meeting the .obl.i_gations of
the: United - Straﬁes,-under any treaty,.or-other interna}
. tional”agreement, arrangement of -_co()p_eration, memo-
“v- fandum . of - understanding;  or- similar- international ar-
rajng'_-ement,, - including: ‘military -agreements relating to
. weapons:development: and - production;. > .
fabe 44 t.hat,. the agency.may require; written reports

:...on the:commercial use or.cther forms of utilization or

© o A o W A w o

- .efforts toward obtaining commercial utilization made by

[y
D

-~ the contractor or.its licensees or-assignees. with respect

1% .. to any subje_q’t_ Invention to.- Which the .contractor elects
12000 title,.i"pursﬁant to this section: . Provided, That any such
13 Arep_ort;;.,-a,s.‘ well-as any information’ on utilization of ef-
14 forts toward obtaining: utilization obtained as part of. a
15 ... proceeding "‘undciar? -section:. 216 . of . this ti_t]e,- shall be
16 . treated by the Federal agency as commercial or finan-

17 % - clal information obtained. from a person and,,:privileg‘ed
18 or c’oﬁfidential--- and: not: subject to diselosure under the.
19 - Freedom of Information Act (5 U.S.C. 552);

201 o - (5) -that fh.e _contractor,. in the event a- United
21 ~States \patent,___af:)pli_cation s filed by or on its behalf or
22 . by any assignee;-of the -contractor, will: mclude : within
23 the specification of: such .a,ppiica,tiwon;;and any patent is-
24 . suing thereon, a statement specifying -that the inven-

82171 IS——2
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“tion' was made: with  Government. support and that the

7. Gtovernment has certain rights in the invention;
+174(6) that the contractor, in caseswheﬁ:it does not
~elect to retain title to a subject invention, shall retain:a
“nonexclusive, royalty free, paid-up, worldwide license,
including the right :to sublicense affiliates; subsidiaries,
-and existing licensees towhom: the’conﬁrathr is legally

“obligated:-to’ sublicense: in-.any " subject invention to

© o A o Gt A W N

" which 'the Governmient obtains: title, ‘which license shall

10" *be revocable only to the extent necessary for the Gov-
11+ + ‘eriment to grant an exclusive license: 'Brobided, how-
12 - ever, That the contractor shall not-be entitled to such’a
13 “license if the contractor has fraudulently failed to dis-
14 . close the subject invention; and * .

15 7Y *suich’ other administrative requirements that
16°-: * the Sectetary determines to be necessary to effectuate
17+ the rights of the Glovernment as specified i:ns-:this chap-
18 ‘ter;'which are not inconsistent véith-'this%chapter.

19 “(;1)5' Agencies ;:are authorized to include-awards td inven-
20 -tors to stimulate reporting of subject inventions as an allow-
21 able element ‘of cost if such reporting results in the agency

22 ‘initiating ' & statutory ‘invention disclosure, ‘the filing of a
23 " patent application, ‘or issuance of a patent. -
24 -+ “(e)1) A Federal agency may, at any time; waivé all or

25 any part of the rights of the United States under this section

8 2171 IS
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5
6
Tio
8
9

10 4
11..‘;1'_'-'
120

13
14 ;.:'::ti(?m's- made under paragraph (1) of this: subsection, *

15

16

17+
18
19
900 s
99,
93
24

11

orseetion 216 of this title to any. subject invention ‘or class of

subject inventions made or which may be:made under a con-

tract or- class-of .contracts: if: the agency determines that-—

oo o “(A) theinterests-.of the United: States and the :

general public will be best served thereby; or

o “(BY the contraet involves:cosponsored, cost-shar-

ingor-joint Veiﬂ;ure; research ‘or dévelopment and the

.- contractor or other:sponsor or:joint venturer is required

o010 makeraiisubstantial: contribution of funds,; facilities,
'or equipment to ‘fhe~ work performed’ under: the con-
tract. DI

- “2) The agency shall maintain a record, which shall be

available to the public-and periodically updated, of determina-

s 4Y8) -Inf-m,_a'king—"déter-minations' under paragraph (1) of

-this'subsection, the agency shall-consider at-least the follow-

ing objec'tives:?« G ey o

. *(A) encouraging wide availability to the public of
the benefits of the experimental, developmental, or re-

+ search programs in the: shoi'test“practica,ble time;

~+*(B) promoting ‘the commercial utilization of ‘such

inventions;: .+

*(C) "encouraging -partieipation by, private persons

-+ (including -the  most- highly ~qualified . persons)’ in the

S 2171 18
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12
i :Government-sponsored experimental; developmental, or
. - research programs;.and. - i e
i (D) fostering: cornpetition. and-preventing the: cre-
++ atlon or'maintenance. of situations inconsistent with the

antitrust laws:of the United States:i::. . e

=+ *(4)- With:respect ‘to -contracts in: which an agency in-

. vokes paragraphs (1) through (3) of subsection: (a) of section
215, -a Federal agency may, afteriia subjeéct invention has
been identified, waive any-limits.or:additional restrictions or

conditions ‘placed on:a contractor heyond those set forth in

sections 215 and 216 and may allow the contractor to retain

“the: license rights: set forth-in subsection ;,(c)(G)’- of this section

++if ‘such license rights' were otherwise’ limited in the. contract.

“(f)1f :a.contractor: does'not elect to retain: worldwide

title to-a subject. invention, the-Feéderal agency may consider -

.- and, after consultation withthe contractor, grant-requests for

retention of rights by the inventor on such terms.and condi-

- tions as'the agency deems appropriate; subjéect to section 216

cof thissAet; i -0 o o

- “(g) In-any-case when a Federal employée is:a coinven-
tor of ‘anysubject -invention, the 'Federal agency employing

such coinventor is authorized to transfer or-assign:whatever

~-rights.it may-acquire in the subject-invention from its employ-

' ee to.the .contractor subject to ‘the same conditions set forth

5 2171 IS
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~dn this title ‘as are --applicable; 40 the :.right's -the ‘contractor de-
“rived through its own-contract:« s o oo o

“§ 216, March-in rights . = oo o

. “/(a) Where:a contractor has:elected-to retain: title to a

- subject invention: under section 215 of this:title, the Federal

~-agency-shall: have the:right (unless waived under subsection

(d) of section :215: of this: title), .pursuant- to policies, proce-

= dures, and’ guidelines of the Secretary ‘and.subject to the: pro-

visions of subsection (b) of:this section, to grant-or require the

contractor or his assignee to grant:a-nonexclusive; partially

. exclusive,.or exclusive license to ‘a responsible ‘applicant or

--applicants, upon terms reasonable under the circumstances, if

the head .of the agency .or his designee determines that’such

. action:is:necessary-—-: - -

ris f4(1) because the: contractor, -assignee, or-licensee
-2 has not-taken, or is not expected to-take within a red-

.+ sonable-time; effective steps to achieve practical appli-

.y cation of the: invention; il

- ‘49) to-alleviate: serious health or:safety:needs

- which are not- reasonably satisfied by -the -eontractor,

«~ ' his-assignees. or:licensees;. or

of48) :to ‘meet requirements: for public -use: specified
. ::by Federal regulation.which' are not reasonably. satis-

fied by the contractors, his:assignees. or licensees.

8 2171 IS
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o byA determination made pursuant to this:section shall
not be considered a contract dispute-and shall:not be subject

to the Contract Disputes Act (41:¥.S.C"601 et seq.): Any

. contractor-adversely ‘affected by a'determination: under this
~-section may, at any time: within sixty days after the date the
"determination is-issued, file a petition in the United States
: Claims: 'Gourt,- which shall Have: ju'ri"saic'tion to-determine the
-~ matter de novo :'andggtora,ffirm, fever.se; or modify as appropri-
ate;=athe'detBrinin&tibn::of the Federal agency:.~. .+ o

_if.‘.'§.-2';17=." Background rights - |

"5 %(a) Nothing contained in this chapter shall be construed
: to .deprive“ the ‘owner -of’ any background- patent or ‘of such

- rights as:the:owner may have under-such patent. :-.::

“(b) No contract shall contain & provision allowing ‘&

~Federal agency ‘to require: thes:licensiilg “t0' third parties of
~inventions-owtied by: the:contractor that are not subject in<

ventions: unless:such  provision ‘has been ap'proﬁred by the

agency head and a written justification has been-signed by

::such agéncy head. Any such provision will clearly state

. whether the licensing 'may be required:in connection with the

practice of a subject invention,- a specifically identified work

““object, -or both; The-agency head may not-delegate the au-

--thority:to: approve such provisions-or to 'sign'fithé justification

required: for such provisions: - -

S 2171 IS
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“innoYe) A Federal agency. will ot require :the. licensing of

third parties _uilder any such provision unless-thie agency head

determines that' the: use of the invention by others is neces-

" sary for the practice of a:subject invention' or for the use of a

“work ‘object of the ¢ontract:and that such’action’is necessary

to achieve practical-application: of ‘the subject invention or

- work’ ob"jec_t;' Any’ such determination will: be: made on the
“record after an'epportunity foran agency hearing, and the
“contractor shall be-given:prompt notification of the determi-

“nation by eertified orregistered mail, ot o

~i(b)=The table of chapters”for: title 85, United -States

+ Qode; is amended:by adding immediatély after the item relat-

ing to-chapter 18 as redesignated herein the following:

Lo B9, Patent rights in inventions made with Federa] assistance by other than small

15 1é‘nated herem is amended—
s
20
a1’

22

busmess firms or nonproflt orga.mza,tlons

(c) Ohapter 18 of title 35 Umted States Code as redes-:
(1) by a,ddmg ‘or any novel Varlety of plant whmh |
_ 1s or may be protectable dnder the Pla,nt Vanety Pro-
‘:'tectmn Act (7 . S C. 2321 et seq )” 1mmed1ate1y after
“tltle” '1'11 section 201(d) o
(2) by addmé «. 'Promded That in the case of a
"Vaﬁetv of plant the date ‘of determmatlon (as defmed
in sectlon 41(d) of the Plant Vanety Protectlon Act (7
xz;U S C 2401((1))) must also oceur durmg the perlod of'

S8 21M1 I8
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. contraet. %~pﬁe1;tfcrmancé§isr,,< -irnmegiiatﬁlyj_-:éfafter.{-, “agreement’’

~in section: 201(e)y o s v
(8) :\'1_n}secti_cni_:sQO:Z(a);z by:: amending - claus.eeﬁ) to
-read as follows: ‘(i) ;when: the . contraetor:is not located
~ :in -the- United;;Stiaté's_ ‘or::does:not have a: ;pla_e_e gfcf--. busi-
o, Ness lﬁoca_ted intthe. United :States;:and - cpeliis nl i
o (4 hjr!-'amendin“g csection :202 (b) to read-as follows:
.« “(b)(1).The.rights: of the: Government under. paragrap_h

(a) of this section shiall not he:exercised by. a Federal agency

unless it first determines.that. at-least: ong’ of .the’ conditions:

identified in subparagraphs (i) through :(ii) of paragraph (a)

. exists. Except in ‘the’ i.c.ase,abf,;:_.:pialfag'r?eph. (a)(iii), the »Fé;genc‘ys

shall file with .the ;Secret_‘ar_.y_,;ouf,G.cmmence , within' _thirty,daysi

“after the award of the apphcable fund;ng agreement a copy

of such determlnatlon In the case. of a determmatlon under

paragraph (a) (11) the statement shall 1nclude an analys1s ]ustl— :

_‘fylng the determ1nat10n If the Secretary of OOmmerce he-

heves that any 1nd1v1dua1 determmatron or pattern of deter-

Imnatlcns 1s contrary to: __the pchc1es and obJectlves of thlS'

ehapter or 0therw13e not in. conformance w1th thls chapter,

__ _the Seeretary shall 50 adwse the head of the agency eon-'_
_‘;cerned and the Admmlstrator of the Offlce of Federal Pro—:

curement _Pohcy, and recommend correctlve actlons

“(2) Whenever the Admmlstrator of the Offlee of Feder—_

al Procurement Pollcy has determmed that one or more Fed-

8 2171 IS
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~eral agencies are utilizing the-authority;of subparagraph (i) or
- (ii),-of; parag_ra;ph}(a)s of -this-section: in. & manner:'that is con-
v trary:to j:he\: ‘policies: aigizobjectivesz of this: chapter, the Ad-

ministrator is authorized to issue.regulations  describing

es,of situatiobs-in which agencies. may not exercise the

;authorities of those-subparagraphs.”; oo oo

:.(5). by amending subparagraphs: 1), (2), (3), and

©a(4). of segtion 202(c).to read-as follows: ., ..
#0i,24(1) That the contractor disclose each. subject in-
: vention-to, the Federal agency withina reasonable time

- after it-becomes known:to. contractor. personnel respon-

sible. for; the administration of :patent -matters, and that

13

14 . jeet;invention not disclosed to;it; within: such. time.

15

16 : LA

81

| 1%5 AR

20 [

23
2547

the Federal Government may. receive. title. to any sub-

“(2) That the contractor.make .a.written election

within. two-years. after disclosure to the Federal ageney

(or .such additional time:as may-be. approved by the

Federal .agency) whether the contractor will retain title

to a subject. invention: -Provided; That in!any case

~ :where:publication, on sale, or:public use, has initiated
211 vy the. one year: statutory; period:'in. which- yalid patent

;prot_gafigna; can_still-be. obtainedfin.the: United States,
. the pe:riod_éfo.r¢-,e1_-ectio,1‘,1~,_nggy-.bea.«:Shqrtened;;-by--the Feder-
13«1,5,:34g‘§_110y=;;}§(j;%a« .date -that..is mot:more :than, __s'ikty | d#ys

. prior to:the-end of the, statutory. period: And provided

S21m I8 .
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- further, That' the - Federal Government may ‘receive
© title o’ any subjeet invention’ in ‘which’ the" éo‘ntractér
does: 1ot elect to retain rights-or fafls-to ‘elect: rights

' within such-times:
j‘ : ""‘"(3)!'That-'-aEcontraétbr electing rights in a subject

invention agrees . to file a ‘patent application -prior to

any statutory bar:date that'may:occur under this title

due to “publication; on sale, ot public use, and shall

© ®W T TGt ol W W

“thereafter- filé: corresponding ‘patent ‘applications ‘in

[y
]

- other countries in"which it wishes ‘to-retain title within

bt
=

“reasonable times; and’ that* the” Feﬁérél “Government

H
Lo

* may ' recéive’ title to-any ‘subject:inventions in the

. United States or ‘other -countries’ in-which the contrac-

~“tor has-not filed- patent applications on. the" subject in:

»
ot

‘vention ‘within:such times: ="

[y
o

~ - ™(4) With. respect 67 any invention inwhich the

bt
]

~ " contractor’elects rights; the: Federal ageticy shall have

o
®

““a nonexclusive,’ nontransferrable, irrevocable, - paid-up

L
©

+ license to practice or hiave practiced for or on behalf of

bd
S

- ‘the United States any subject itivention:throughout the

b
-

“world: Provided, That the: funding ‘agreement may pro-

b
DD

- ¥idé" for sieh’-additional! rights, including’ the right ‘to

[
W

© agsign® or - have “assighed: foreign” patent rights in the

8o
H

<.-subjéct invention, as-are ‘determined -b}f-;-th'e" ‘agency ‘as

5
e

7 necessary*for* meeting ‘the obligations' of ‘the United

§ 2171 18
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e States -undqr-.zi{any.;; treaty; international. agreement, ar-
rangement 6f cooperation, memorandum of understand-
o cing;-or sir’nil,ar; -arrangement; including military agree-

ments. relating to weapons development and produc-

tIOIl”(.

o (8) by ?%:a&ding;;:thes;f_gllowing new. paragraph at the
- end of section 202t ;v
“(g) A Federal agency may-at any-time waive all or any

part of: the:. rigshts . of the United : States- under paragraphs

{e). (4)-through (8) of this section;:section, 203, and section 204
- of ‘this- chapter; to any subject:inventions made under a fund-

- ing a,greemént_; or:class of funding :agreements if the agency

determines (1) that the interests of thé United States and the

general,_publicg-\zvgill, be.best served thereby; or (2) the funding

" agreement, involves cosponsored, cost sharing or joint venture

Tesearch or venturer is:required to make or has made a sub-

stantial contribution of funds, facilities,-or equipment to the

“work -performed under the funding agreement. The agency
_shall maintain a,-'éi'ecord', which shall-be available to the public
- -and. periodically updated,® of determinations made under this

- paragraph. In ,‘I.Iiaking ‘such . determinations .under clause (A)

of this paragraph, the agency: shall consider; at least the fol-
lowing cobjectives: .. .. R v
“(1) encouraging the wide availability to the

public of the benefits of the eiperimenta,l, developmen-

82171 I8
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#1- tal; sor' Teséarch ‘program’ in the-shortest i—-ﬁrécticable
Colglme) LR Al |
o f42). promoting -the: ‘commercial utilization of .su'é'h
1nvent10ns, RIS S Rt ST
“(3) encouraging participation by private ﬁersoris,
 inoluding-the most highly ‘qualified péréons, in Govern-

ment-sponsored experimental,” developmental, or Te-

. search programs.l; and o sl on s

B m A & o R W e

st 47y by:stiiking ‘out “may”’. in’section 202(c)(5) and

H
<

- -inserting ‘in-lieu thereof *‘as ‘wéll ‘a8 any information ‘on
rting ‘i y

b=l
[y

- -utilization or:efforts at obtaining utilization:obtained as

ok
bo

-part of’ a"proceeding: under £section'203"of this chapter
. ghall’” P T |

>

-1 L 48) by striking ‘out “‘and “which:is- not,: itself, en-

Sl
b

- “gaged in or-does not hold-a substantial iriterest in other

- organizations: engaged in the manufacture or sales of

-
e B =

“products-or the use: of processes that might ‘utilize the

Qo

invention‘or be ir:competition with :embodiments of the

~invention’ ‘in ‘clause (A) -of - section - 202(¢)(7) ‘and by

R
= A

- striking “out clause '(B) of section 202(c)(7) and redes-

)
el

* ignating clauses (C) 4nd (D) of suchsection as clauses

o
%]

“B)? and ‘(C)’;respectively; " .

o]
w

(9) by adding at the end"-*‘bf :'-se(f:_t_ion;:-?O?; the

&5

following:

82171 IS




© o0 -1 e O A W A e

E G U R R R S e S T e e e T e S o e
B N R © ® e -1 S Gt B W N e O

21

e A determination pursuant to this. section shall not be

. considered a contract dispute and:shall not be subject to the

Contract Disputes Act (41 U.8.C. 601 et}seq.).- Any contrac-

tor, assignee, or ‘e_x:(_:lusliveg.]iqergsee- adversely affected by a
.determination under. this section may, at any'time within

.gixty days after the determination is issued, file a petition. in

the United States Claims Court, which shall have jurisdiction

.to determine the manner-de. novo. and.to affirm, reverse, or

modﬁy -as,_appropriate, .the determination of the Federal

BEENCY. "

oo (10) by arhend,_inggsgﬂtion. 206 to. read as follows:

-.*'8.206. Uniform clauses and regulations:.:..;; . -

T The Secret&ry ’

-of Commerce: may:-issue regulations

which may be: .,made applicable. to.. Federal agencies imple-

menting, the provisions of sections-202 through 204 of this

.chapter and shall establish standard funding agreement provi-

sions required under this chapter. The regulations and the

.Z._Stg,nd_ial_j@ fundipg'ag;egment;fshall be subj'ect to public com-

- ment before their issuance.’; .- -

~ (11) by amending section 207 by-adding the fol-

... .lowing new paragraph at the end thereof:

““For the _pufl;pose of assuring the effective management

. of Government-owned inventions,. the:Secretary. is ‘authorized

S0 e R S N U HOCNEETIT LIS 8 e
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" YA assist Fedeéral agency efforts to promote the
.~ Ticensing “and ‘utilization “of - Government-owred inven-

. tions; |

. {B) assist Federal agencies in seeking protection

- and maintaining ifiventions in foreign countries, includ-

" ing ‘the payment of fees and costs connected-therewith;
Cgmd o i i e e e

-+ “(0) Gonisult with"and advise  Federal agéncies as

© o A & v, R W

~ to areas of ‘science and technology research and ‘devel-

-t
e

opment with potential for commercial utili_iai;‘iion'.'”r’;?

=
=

4 Lo(12) by amending' seétion’ 208 by striking out

[y
bD

“Administrator-of ‘General ‘Services” and inserting in

0

i liewthereof “Secretary of Commerce”;

—
=

~ton /(19) by amending section 209— - i

) |

s (A) By striking outsubsection (6)(2);

=
o

s (B) by redesignating subséction (o)(3) as sub-

i
=

“tsection (€)(2); and - v T Lot

o (0) by striking out ‘all i paragraph (d) after

[y
@

“objections” and inserting in lieu thereof & period;

L
o

Chandl T o

[N )
[

(14) by adding “of the: United Statés” in section

211 after “law™ oo

| ]

S iSBeS 8 Ha) Section 205(a) of - the Act of August 14,
1946 (7 U.S.C. 1624(a)), is amended by striking out the last

\\

by B> BO
ot W

sentence thereof.
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" (b). Section 501(c)-of the Federal Coal Mine Health and
Safety Act of 1969 (30 'U.S.Ci%951(0))€_i$1.-ialmen'déd by striking

- out-the last sentence thereof:

(c)-Section 106(c) of the National Traffic and Motor Ve-'

 ‘hicle ‘Safety: Aet of 1966 (15 U.S.0. 1395(c)) is repealed.
‘o0 (d) Section' 12(a) of ‘the- National: Science Foundation

“Act of 1950° (42 U.8:C:1871(a)) is repealed. .~

(e)(1) Section 152 of ‘the Atomic Energy :Act of 1954

(42 U.S.C. 2182) is repealed: Provided; however; That such
- gsection shall ‘continue to be ‘effective ?'\ﬁ:i‘thlre'spect to any ap-

- plication for-a patent in which ‘the staferiént under oath re-

ferred to in such section has been filed ‘or-requested to be

“filed by the’ Commissioner of Patents and:Trademarks prior

to the effective date of this Act.

.t (2)'The item relating: to'section 152 in:the table of con-

““tents-of the Atomic Energy:Act of 1954 is aménded to read

as follows:

CioMBecs 152, Repealed’ls o 7 o s Ly 0 s

18-
19;
2()51}}:L_f3

21

24
25

(f) The National Aeronautics and:Space Act of 1958 (42
U.8.C. 12451 et'seq.) is:amended by— . ... o o
- (1) repealing subsections (a)-(h).and () of-section
305 thereof (42 U.S.C. 2457): Provided, however, That
subse_ctions:.t(c)_,_.(d), and (e} of such section shall contin=
-ue- to. be. effective with r.\respec.t..ﬁo any. application for
i}aten.ts, in. which the: written statement.referred. to in
subsection (c) of such section has been filed or request- -

- 82171 IS
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6 to e filed by, the Commissioner of Patents and
w+. Trademarks.prior tothe effective date of this Act; -

2) stril\:i?ﬁg out 1in. section ‘30':'6(a)‘:.~thereof. 42
© 0 U.8:0. 2458(a)),.“(as defined by section 305)”, and by
" w,.striking” “the Tnventions and =Contrib1é1tionsj-Board; es-
-+ tablished: under- section 305 of this. Act-’-’.?and inserting
in lieu thereof ‘“‘an Inventions: and’ OOHtﬁbutIOIIS Board

.+ which:shall be established by :the-_sAdmmls,trator within

© o N1 o e W o

.. the Administration’; and - . - .o 50

[y
<

= +(8)-- striking: -out:sin:- Sta'ction;g-20‘3(c),. thereof (42
o U.8.C..2478(c)), the following: “(including patents and

P p—

.. rights-thereunider)” ..

- (g) Section-6 .of the: Act of July 7, 1960 (30 U.8.C.
666) is repealed. L S IS

<5 =i(h): Section. 4 ‘of the Helium: Act A_meﬁdmen_ts of 1960
(50 U8.0. 167b) s ‘amended by striking out all after “utili-

e S S S G WY
S e A W

zation” and inserting in lieu thereof a period.

J—t
an

(i} Section 32 of the Arms Control and Disgrmament

" Act (22 U.8.0:2572) is repealed: - o o

S ©

(j) Subsection (e) of section -302‘i.dfi--thé Appalachian Re:

bo
ey

" gional Development Act of 1965 (40 U.8.0. App 302(6)) is

b
I

“repealed.

[
@

+ 11(k) Subsections (a) through (k); (), and (@) of section 9

2o
.

of 'the' Federal Nonnuclesr Energy: Réééa,réh and Develop-
~ment At of 197442 U.S.C: 5908) are repealed.

b
ot
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10

11

12

181

14

15
16
17
1‘8‘)-5"Contr01 Aot of 1974 (15 U:8.C. 2218(d) is repealed
19
20’
21"

22

23
94 “and Heonomic Development Aet of 1978 (7 U S.C. 178}) is

ucgg,oo-qc'noxp;m,w':—’s

25--
(1) Section 5(d) of the Consumer ‘Prodiict Safety Act (15

- U.8.C. 2054(d)) is repealed.

~-(th) ‘Section '3 of the Act of Aprll 5,:1944 (30 U. 5.C.
828), s repealed B SR R TIE e
+ (n) Section 8001(c)(3) of the Solid Waste Disposal Act

t(4~2 U.S.C.'6981(c)(8)) isrepealed. =" s

(0) Section 6(e) of the Stévenson-Wydler Technology
Innovation Act of 1980 (15 U.S.C. 8705(e)) is ‘re'peeled: ‘
(p) Sectlon iO(a) ‘of the Act of June 29 1985 (7 U.S. C

‘4271(3)) is amended by strﬂung the last’ sentenee ‘thereof.

(q) Seetlon : 427 () of° ‘the Federal “Mine Sa:fety a,nd'
Health Act of 1977 (30 U. S C. 937(b)) is amended by strik-
ing the last sentence thereof B '

{r) Seetlon 306(d) of the Surfaee Mlmng ‘Control and'

“Reclamstion Act of 1977 (30 U.S.C. 1226(d)) is a,mended by |
"strlkmg the first two sentences thereof.” o

(s) Seetlon 21(d) of the Federal Flre Preventlon and

) Section 6(b) ‘of the' Solar Phot_ovoltare En_ergy Re-

search, Déiféldprheﬁt": “and Dbﬁioﬂ‘éﬁr&ﬁi&h”r&ét' of 1978 (42

US. C 5585(b)) is amended by Stl'lklng “7 8 and g9 and _
msertmg in lieu thereof “7 and 8", e

Yy Seetlon 12 of the Natlve Latex Cornrnerclahza,tron

repealed

. 8221M IS '
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10,

11
12,

13 :_the date of enactment of thls Aet

14

15

16

17

18
19
20

21

22

24
25

_Unlted States =

26
~ (v): Section 408 of the' Water. Research and: Develop-

ment Act of 1978 (42 U.8.C. 7879) is repealed. -

:(w){1) Section. 178 ‘of the United States Synthetic Fuels
Corporation Act of 1980 (42 U.8.C. 8778) 1s repealed
{2). The. item relating to seetlonv 173 .in:the: table of sec-
tions of the Energy Security... Act (42 U.8.C..8701 et seq.) 1s

.amended to read as. follows:

“See 173 Repealed R SIS T FIR N S B
SEO 4. Nothlng n thlS Act shall be deemed to eonvey

o any, person immunity from. ivil or criminal lishility, or to

create any defense to actions, under any antitrust law of the

SEo. 5. (a) Th1s Act shall take effeet s1x months after

(b) After the effeetlve date of thls Aet eaeh Federal

agency is autherlzed? _nqtmthstandl_ngl any e,the_r ',IE?W govern-

ing the disposition of rights in subject inventions, to allow.a

contractor or an inventor to retain.title o .subjeet in\%entions
made under contracts awarded. prior | to the effeetlve date of
th1s Act sub]ect to the same terms and eond1t10ns a8 Would-j
apply under this Aet had the eentraet been entered into- after |
the effective date of th1s Act |

_ SEC. 6. Within twenty-four months after the date of en-

-actment. of th1s Act and every two_years- thereafter the Sec--

retary of Commeree shall submit to Congress a report of thei

nnplementatmn of chapters 18 and 19 of title 35, Umted

8 2171 IS
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1 States Code, including any recommendations for legislative

2 or administrative changes to better achieve the policies and

3 objectives of such ch@pters.

O

S 2171 IS




- "

ST




