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By Mr. DOLE (for himself, Mr.
. Laxarr, and Mr. DECONCINT).
5. 2171. A bill te amend title 35 of
the United States Code for the pur-
pose of creating a uniform poliey and
procedure concerning patent rights in
inventions developed with Federal as-
sistance, and for other purposes; to
the Comunittee on Finance.
UNIFORM PATENT PROCEDURES ACT OF 1983
& Mr. DOLE. Mr. President, I am
pleased to send to the desk for appro-

- priate reference, on behalfl of myself

and Senators Laxarur and DECONCINI,
the Uniform Patent Procedures Act of
1983. This legislation is designed to en-
courage the commercialization of in-

ventions. ereated pursuant to reseach

and development work sponsored by
the Federal Government under grant
or contract; as such, it is a direct re-
sponse. to the challenge posed to
Ameriea's economic future by foreign
technological competition.

As we are all painfully aware, the
lead that the United Staites has en-
joyed over the past 30 years in techno-
logical innovation is under increasing
jeopardy as our international competi-
tors develop expertise in the research
and development skills essential to the
creationn of new, high technology in-
dustries. The last 10 years, in particu-
lar, have witnessed a steady erosion of
our competitive position in a number
of important fields of endeavor, in-
cluding ‘automebile manufacturing,
electronics, and steel production.
While we embrace this competition as
healthy and to be desired, we must
nevertheless insure that cur Govern-
ment’s policies encourage-not dis-
courage—the development and mar-

keting of inventions made by Ameri-

can entrepreneurs. .

We have heard a lot of talk lately
about the need for an industrial
policy. T'o date, most of this talk has
centered on proposals that I believe
are unworkable at worst and highly
speculative, at best-—such as the cre-
ation of an industrial plannine hnaed

sor research and development work
under Federal grants and contracts,

The bill is modeled after legislation
that former Senator Bayh.and.I spon-
sored in the 96th Congress, the Uni-
versity and Small Business Patent Pro-
cedures Act of 1880, That landmark
legislation reformed agency patent
procurement procedures that apply to
research and development contracts
with universities and small tnisinesses
in order to make possible greater com-
mercialization of the breakthrough in-
ventions that often result from such
arrangements. Prior to the passage of
that bill—mow Public Law 96-517, uni-
versity invention disclosures had
shown a steady decline. Now, such dis-
closures are ap, university and indus-
try collaboration is at an alltime high,
and many new technologies—such as
the recent advances in gene engineer-
ing—are creating new opportunitics
for econormic advancement while im-’
proving the quality of life.

What the 1880 law accomplished for
universities and small businesses, this
new legislation would accomplish for
all contractors with the Government,
regardiess of size. It would end, once
and for all, the frustrating bureauverat.-
ic maze which has hindered the reten-
tion of patent discoveries by the pri-
vate sector and thereby inhibited the
commercialization of those discoveries,
With the Government now funding
approximately 70 percent of the basic
research done in the United States, we
can no longer tolerate the abyvsmally
low rate of commercialization that ac-
companies Federal ownership of new
inventions. ¥or example: Compared to
a licensing rate ¢f 33 percent for uni-
versity-developed inventions, the Gov-
ernment has licensed less than 4 per-
cent of inventions owned by it to the
private sector for commercial use. This
is primarily because of chsaotic and in-
efficient agency patent procurement
policies that strangle innovation with
redtape.

The bill I send to the desk would
eliminate this waste by allowing all
contractors ciear ownership of the in-
ventions they make under Govern-
ment research and development con-
tracts and grants, while protecting the
legitimate rights of the agencies to use
the discoveries royalty free. In this
way, it would encourage the privaie
marketing of new discoverics and thus
stimulate innovation. Of course, the
agencies would have the power to re-
quire delivery of title to patents to the

"Government where special citcum-

stances indicate that such action is in
tha nnhlis intaract
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try, in which politics rather than eco-
nomics would inevitably be the
predominate concern, we should let
the private enterprise system do what
it does besti—produce new products
and jobs that the public wants and
needs. That is what this bill would do.
Mr. President, I send to the desk for
inclusion in the Recorp at the conclu-
sion of these remarks a brief summary
of the bili’s principal objectives, a sec-
tional analysis, and the text of the leg-
islation. I ask that these materials be
printed in full for the use of my col-
leagues. As a member of the Judiciary
Subcommittee on Patent, Copyright,
and Trademark Law, I will be working
closely with the chairman of that sub-
committee, Senator MATHIAS, in orga-
nizing hearings upon the legisiation
and I will be working diligently for

early action upon it in the next ‘session
- of this Congress.

Thank you, Mr. President.

There being no objection, the mate-
rial was ordered to be printed in the
RECORD, as follows:

SUMMARY OF UNIFORM PATENT PROCEDURES.

AcCT OF 1983

The bill would standardize agency patent
procurement policies and proeedures, and
encourage private sector development of
hew discoveries made under a federal re-
search and development contraet, in the fol-
lowing specific ways:

It creates a presumption in favor of con-
tractor ownership of new inventions devel-
oped under federal R&D contracts;

It prohibits agencies from reguiring the
surrender of so-callied “background rights'!
as a pre-condition to obtainrment of:a feder-
al R&D contract except where the sgency
head personally determines that such rights
are esseritial to the accomplishment of
agency purposes in the contract,;

It streamlines the procurement proce-
dures, establishes one policy for all govern-
ment agencies, and conforms that policy Lo

"the principles of Public Law 96-517;

It eliminates existing provisions of law
that unnecessarily complicate the procure-
ment process.

UniroRM PATENT PROCEPUAES-ACT OF 1983:

SECTIONAL ANALYSTS

Section 1: Title.

Section 2: Conforms Pub. L. 96-517 chap-
fer designations to U.S.C.A. codification.

Section 2(a): Adds a new chapter.to Title
35, US.C,, the provisions of which would do
the followmg

Section 212: States the policy ob_lecfwe of
the Act, to “insure that zall inventions made
with federal support are used in a manner
to promote free competition and enter-
prise,”

Section 213: Definitions used in the Act.

Section 214: Authorizes the Secretary of
Commerce to Issue implementing regula-
tions for the Act.

Sectlon 215: Provides that federal contrac-
tors may automatically own inventions they
make under Government R&D unless:

(1) it is determined that the discovery is
needed for foreign intelligence or counterin-
tellipence purposes;

"Background rights” refers to the contractor's
interest in Inventions and technical data which
were not developed pursuant to a federal R&D con-
tract, but which pre-deted that copiract. It has
been a common sgency practice to automatically re-
quire federal contract participants to surrender
such Interests to the agency as a condition of ob-
taining a federal R&D contract.
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(2) the contractor is not located in the
1.8., or is a forsign government; or

(3) it is determined on a case-by-case basis
that exceptional circumstances require fed-
eral ownership.

Such determinations will be made in writ-
ing and filed with the Secretary of Com-

.merce to prevent abuse of these exceptions
" to contracter ownership. In cases of abuse,-

the Secretary shall notify the Administrator
of the Office of Federal Procurement Policy
who may issue guidelines ending such prac-
tices.

This section also provides that, in in-
stances where the contractor does not elect
to file a patent application in the United
States or abroad, the agency may then
assert ownership it it desires to do s0. )

In addition, Section 215 also stipulates
that the agency may use a subject invention
royaity free and can require that it be kept
updated on utilization of the contractor,

Section 218. Provides that agencies may

force contragtors to grant licenses to com-
‘petitors for using an invention made under

federal R&D if eifective steps are not being
taken toward commercialization; to alleviate
serious health or saf=ty needs not being sat-
isfied by the contractor: or to meet raquire-
ments for public use specified by federal
regulations not being satisfied by the con-
tractor. Agency determinations on manda-
tory licenses may be appesaled by the con-
tractor within 60 days to the United Stat.es
Claitns Court.

- Hection 217: Protects contractors from the
threat that agencies might require them to
give up privately developed technologles to
corapetitors in order to secure a contraet,
unless specifically approved by the agency
head. Such determingtions can be made
only after an agency hearing with prompt
notification to the contractor.

Section 2b; Chapter headings redesigmat-
ed,

Section 2c¢: Repeals certzin limitations
Placed upon university licensing by present
law, in order to encourage more collabora.
tion hetween industry and universities.

Section 3. Repeals oid patent policies so
that this Act may be impleinented uniform-

Section 4: Specifies that nothing in this
Act shzll be construed to grant any civil or
criminal immunity from any ant;trus,t law
of the United Staces,

Section b Provides that the-Act- becomes-

effective six moniths afier enactment, and
suthorizes agencies to apply its provisions
t0 pre-existing contracte where deemed ap-
propriate.

Section 6: Provides that the Secretary of
Commerce shall report to the Congress
within 24 months, and every two years
thereafter, on the implementation of this
Act along with any recommendations for
legislative or administrative changes.

5. 2171

Be il enacled by the Senate and House of
Represenidtizes of the United States of
America in Congress assembled, That this
Act may be cited &8s the “Uniform Patent
Procedures Act of 1983, -

Sec. 2. (a) Chapter 38 of title 35, United
States Code, as added by Public Law 96-517,
04 Stat. 3018, is redesignated as chapter 18
of such title and all references to such chap-
ter 38 shall be considered references to
chapter 18,

(b) Part II of title 35, United States Code,
is amended by inserting chapter 18, as re-
giedgnated hereln, after chapter 17 of such

tie

(¢) The table of chapters for title 35 is
amended by redesignating chapter 38 as
chapter 18 and Inserting such chapter and
section designations at the end of part II.

November 18, 1983

SEc. 3. (a) Section 35 of the United States
Code is amended by adding after chapter 18,
s redesignated herein, a new chapter as fol-
lows:

“CHAPTER 19—PATENT RIGHTS IN IN-
VENTIONS MADE WITH FEDERAL AS-
SISTANCE BY OTHER THAN SMALL
BUSINESS FIRMS OR NONPROFIT
ORGANIZATIONS

“Sec.

“212, Policy and objectives.

“213. Definitions.

»#214. Responsibilities.

215, Disposition of rights.

“218, March-in rights.

“217, Background rights.

“§ 212, Policy and ohjectives
“In addition to the policy and objectives

set forth in section 200 of this title, it is the

further policy and objective of the Congress
to ensure that all inventions made with Fed-

-eral support are used in a manner to pro-

mote free competition and enterprise.
“§ 213. Definitiona

“As used in this chapter, the term—

‘“41) *‘Administrator means the Adminis-
trator of the Office of Federsl Prccuremcm
Policy or his or her designee;

*“(2) ‘contract’ means any contrant, grant,
or cooperative sgreement entered into he-
tween any Federal agency (other than the
Tennessee Valley Authority) and any
person other than a small business firm or
nonprofit organization (as defined in section
201 of this title) where a purpose of the con-
tract s the conduct of experimental, devel-
opmentkl, or research work; such tern in-
cludes sny assignment, subsiitution of par-
ties or subcontract of any tier entered into
or executed for the conduct of experimen-
tal, developmental, or research work in con-
nection with the performance of that con-
tract;

“(3) ‘contractor’ means any person or
entity {(other than a Federal agency, non-
profit organization, or small business firm,
as defined In section 201 of this title) which
is g party to the contract; -

“{4) 'Pederal agency’ means an excentive
agency (as defined in section 105 of title 5,
United States Code), and the military de-
partmenis (as defined in section 162 of title

.8, United States Code);..

“(8) ‘Government’ means thc GOVC] 193 exTald 11
of the United States of America;

“{6Y ‘invention’ means any inventisn or
discovery which Is or may be pateniable or
otherwise protectzbie under this titie, or
any novel varisty of plant which 15 or m=zy
be protectable tinder the Plant Variety Pro-
tection Act (T U.S.C. 2321 et seq.y

“(7) ‘practical applieation’ means to mani-
facture (in the case ¢f a composilion or
product), to practice (in the case of & proces-
50T method), or to operate (in the cose of a
machine or system), in each essg, under
such conditions as t0 establish that the in-
vention is being utilized and that its bene-
fits ere, to the extent permitted by law or
Government regulations, available to the
public on reasonable terms or through rea-
sonable licensing arrangements;

“(8) ‘Secretary' means the Secretary of
Commerce or his or her designee: and

“(9) 'subject Invention' means any inven-
tion of a ecntractor conceived or first actu-
ally reduced to practize in the performance
of work under s contrect: Provided, That, in
the case of g variety of plant, the date of de-
termination (es defined In section 41(d) of
the Plant Variety Protection Act (7 U.S.C.
2401¢d)) must also occur during the period
of contract performance,
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“§ 214, Responsibilifies

"(a) The Secretary Is authorized to issue
regulations which may be made applicable
to all Federal agencies impiementing the
Jorovisions of this chapter, and the Secre-

“tary shall proscribe standard patent rights
provisions for use under this chapter. The
regulations and the standard patent rights

_provisions shall be subject Lo public com-
ment before their issuance.

“{b) In order to obtain consistent practices
under this chapter and chapter 18 of ghis
Litle, the Secretary is authorized and direct-
ed (i) to consult with and advise Federal
agencies concerning the effective and con-
sistent implementation of these chapters,
and (ii) to obtain from the agencies informa-
tion and data relating to agency practices
under these chapters.

“§ 215. Disposition of righis _

“(a) Subject to subsection (¢} of this sec-
tion and to section 216 of chis title, each
contractor may elect to retain titie, either
worldwide eor in such countries as it may
choose, to any subject invention: Provided.
however, That a Federal agency may, at-the
time of contracting, Bmit or eliminate this
right, place additional restrictions or condi-
tions on the contract that go beyond those
set forth in subsection (¢) of this section,
expand the rights of the Government to li-
cense or sublicense, and alter or eliminate
the contractor's right under paragraph (63
of subsection (¢ of this section if—

“(1} it is determined by a Government au-
thority which is authorized by statute or ex-
ecutive order to conduct foreign intelligence
or counterintelligence. activities that this is
negessary to protect the security of such ac-
tivities;

"(2) it is determined that the contractor is
not located in the United States or does not
have a place of business located in the
United States, or is a foreign government; or

“(3) it is determined, on a case-by-case
basis, that there are exceptional ciréum-
stances requiring such action to better pro-
mote the policles and objectives of seetions
200 and 212 of this title,

*(h)}1) Bach determination reguired by
subsection (a)y of this section shall be in
writing and, except in the case of paragraph
(1) of subsection (&) of this section, the
ageney shall, within 30 days after the award
of the applicable contract, file with the Sec-
retary a copy of each such determination.
In the case of a determination under subsec-
tion (aX3) af this section, the statement
shall include an analysis supporting the de-
termination and Justifying the Hmitations
and conditions being imposed. If the Sccre-
tfiry believes that any individual determina-
tion or patiern of determinations is con-
traty to the terms, policy, or objectives of
this Act, the Secretary shall so advise the
head of the agency concerned and the Ad-
minigtrator and recommend corrective ac-
tlons

" {2) Whenever the Administrator has de-
iermined that one or more Federal agencies
are utilizing the authority of paragraph (2)
or (3) of subsection (a) in & manner that is
contrary to the terms, policy or objectives of
this Aet. the Administrator is anthorised to
issue polcies, procedures, and guidelines de-
seribing classes of sitnation in which agen-
ices may not utilize the provisions of para-
graph ¢2Y or (3 of subsection (a).

() In accordance with the regulations to
be issied by thé Secretary, after public com-
ment, each contract that the Government
or any Federalt agency acting on hehalf of
the Government may enter into shall
employ a pa.tent rights clause containing &p-
propriate provisions to. effectuare the fol-
lowing:

*{1) that the eontractor dxsclo.se each sub-
ject invention within a reasonable time
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after it is made and that, upon reguest, the
contracter will assign the Government title
to any subject invention not disclosed
within such time,

“(2) that, unless the Government has sc-
quired the right to title under subsection (a)
of this section—

“{A) the contractor make a written elec-
tion, as to the retention of title fo the sub-

. Jject invention within a reasonable time

after disclosure under paragraph (1) of this
subsection

“(B) the Government may, upon request,
receive titie to any subject invention in any
countries iri which the contractor has not
elected to retain title within such time;

“({C) a contractor electing to retain titie to
a subject invention will file patent applica-
tions within reasonable timas; and

¥ the Government may. upon reguest,
receive title to any suhject invention in any
countries in which the contractor has failed
to file patent applications within the rea-
sonable times specified purstinnt to subpara-
grapin {C) of this subsection;-

(3} that with respeet to zmy subiject in-
vention to which a contractor ‘elects to
retain title, the United States shall have
(uniess additional rights have been taken
under subsection €a) of this section) & non-
exclusive, rontransferable, irrevocable,
paid-up license {0 make, use and sell the
subject invention throughout the world by
or on behalf of the United States: Provided,
That the cortract may provide for such ad-
ditional rights, including the right to assign
or have assigned foreign patent rights in the

invention. as determined by the agency as

necessary for meeting the obligations of the
United Stafes under any treaty or other in-
ternational agreement, arrangement of co-
operation, memorandum of understanding,
or similar international arrangements, in-
cluding military agreements relating to
weabons development and production;

(4) that the agency may require written
reporis on the commerical use or other
forms of utilization or efforis toward ob-
taining commerical utilization made by the
contractor or its leensees or assignees with
respect to any subject imvention to which
the coniractor elects title, pursuant to this
section: Previded, That any such report, as
well as any information on utilization of
efforts towuard obtaining utilization obtained
as part of & proceeding under section 216 of
this title, shall be treated by the Federal
agency as commerieal or financial informa-

tion ebtained from. a person and privileged

or confidential and not subject to disclosure
under the Freedom of Information Act (5
0.5.C. 5525

“(5) that the contractor, in the event a
United States patent application is filed by
or ol behalf or by any assipnee of the con-
tracter, will include within the specification
of such application and any patenl issuing
thereon., a staterment specifying that the in-
vention was made with Government support
and that the Government has certain rights
in the invention:

“(6) that the contractor, in cases whetr it
does not ¢lect to retain title to & subject in-
venticn, shall retain & nonexclusive, royalty
free. paid-up. worldwide license, including
the right to sublicense affiliates, subsidiar-
ies, and existing licensees to whom the con-
tractor is legally obligated to sublicense in
any subject mvention to which the Govern-
ment cbtains title, which license shall be re-
vocable only to the extent necessary for the
Government to grant an exciusive license;
Provided, however, That the contractor
shall not be entitleld to such = license if the
contractor has fraudulently failed to dis-
close the subject invention; and

(1) such other administrative requu'e—
ments that the Secretary determines to be
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necessary to effectuate the rights of the
Government as specified in this chapter,
which are not inconsistent with this chap-
ter,

“(d) Agencles are aut‘mr.z.r'd to include
awards to inventors Lo stimulate reporting
of subject inventions as an allowable ele-
ment of cost if such reporting results in the
agency initiating a statutory invention dis-
closure, the filing of a patent application, or
issuance of a patent.,

“(e)(1) A Federal agency may, at any time,
waive all or any part of the rights of the
United States under this section or secction
216 of this title o any subject invention or
class of subject inventions made or which
may be made under a contract or class of
conktracts if the agency determines that—

“(A) the interestss of the United Stales
and the general public will be best served
thereby: or

“(B) the contract mvo]ves cosponsored.
cost-sharing or joint venture research or de-
velopment and the contractor or other spon-
sor or joint venlurer is required to make a

‘substantial- contribution of funds, facilities,

or equipment to the work performed under
the contract.

“(2) The agency shall maintain a record.
which shall be available to the public and
periodieally updated, of determinations
made under paragraph (1) of this subsec-
Lion,

“(3) In making dJdeterminations under
paragraph (1) of this subgection, the agency
shall consider at least the following objec-
tives:

“(A) encouraging wide availability {0 the
public of the benefits of the experimental,
developmental, or research programs in the
shortest practicable time;

“(B) promoting the comraercial utitization
of such mventions;

“(C) encouraging p&rtxcmatlon by private
persons (including the most highly qualified
persons) in the Government-sponsored ex-
perimental, developmental, or research pro-
grams; and

¢} fostering competition and preventing
the creation or maintenance of situations
inconsistent with the antitrust taws ol the
United States. )

“(4) With respect to contracts in which an
agency invokes paragraphs (1) through (3)
of subsection (a) of section 215, a Federal
agency may, after a subject invention has
been identified, waive any limits or addition-
al restrictions or conditions placed on 2 con-
tracter beyond those sei forth in sections
215 and 216 and may allow the contractor te
retain the license rights set forth in subsec-
tion (c)X86) of this section if such licenst
rights were otherwise limited in the con:
tract.

“(f) Tf a contractor does not elect to retain
worldwide title to a subject invention, the
Federal agency may consider and, after con-
sultation with the contractor, grant re-
guests for retention of rights by the inven-
tor on such terms and conditicns as the
ageney deems appropriate, subject to sec-
tion 216 of this Act. )

“(g) In any case when a Federal empioyee
is & coinventor of any subject inverition, the
Federal agency employing such coinventor
is authorized to transfer or assign whatever
rights it may acquire in the subject inven-
tion from its employee to the contractor
subject to the same conditions set forth in
this title as are appticable to the rights Lhe
coniractor derived through its own coniract.
“§ 216. March-in rights )

“(a) Where a contractor-has elected to
retain title to a subject invention under sec-

tion 215 of this title, the Federal agency
shall have the right (unless waived under
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subsection (d) of section 215 of this title),
pursuant to policies, procedures, and guide-
lines of the Secretary and subject to the
provisions of subsection (b) of this section,
to grant or require the contractor or his as-
signee to grant s nonexeclusive, partially ex-
clusive, or exclusive license to a responsible
abplicant or applicants, upon terms reason-

able under the circumstances, if the head of .

the agency or his designee determines tha.t‘
such action is necessary—

“{1) because the contractor, assignee, or lf-
censee has not taken, or is not expected to
take within -a reasonable time, effective
steps to achieve practical applcation of the

invention;

" *42) to alleviate serious health or safety
needs which are not reasonably satisfied by
the contractor, his assignees or licensees; or

“{3) to meet requirements for public use
specified by Federal regulation which are
not reasonably satisfied by the contractors,
his assignees of licensees.

“tk) A determination made pursuant to
this-section shall -not be considered a con-
tract dispute and shall not be subject to the
Contract Disputes Act (41 US.C. 601 et
seq.). Any contractor adversely affected by &
determination under this section may, &t
any time within 60 days after the date the
determination is issued, file a petition in the
United States Claims Court, which shall
have jurisdiction to determine the matter de
novo and to affirm, reverse, or modify as ap-
propriate, the determination of the Federsal
agency.

*§ 217. Background rights

“¢a) Nothing contained in .this chapter
shall be construed to deprive the owner of
any background patent or of such righis as
the owner may have under sizch patent.

“(b) No contract shall contain 4 provision
allowing a Federal agency to require the li-
censing to third parties of investions owned
by the contractor that are not subject in-
ventions unless such provision has been ap-
proved by the agency head and a writien
Jjustification has been signed by such agency
head. Any such provision will clearly state
whether the licensing may be required in
connection with the practice of a subject in-
vention, a specifically identified work
ohject, or both. The agency head may not
delecate the authority {o approve such pro-
visions or to sngn the justification reguired
for such provisions,

“(¢) A Federal agency will not require the
licensing ‘of third parties under any such
provision unles the agency head determines
that the use of the invention by others is
necessary for the practice of a subject in-
ventjon or for the use of a work object of
the contract and that such action Iz neces-
sary £o achieve practical application of the
subject invention or work object. Any such
determination will be made on the rzeord
afler an opportunity for an agency hearing,
and the contractor shall be given prompt
notification of the determination by certi-
fied or registered mail.”.

(b)Y The table of chapters for title 35,
United States Code, is amended by adding
immediately after the item relating to chap-
ter 18 as redesignated herein the following:
19. Patent rights in Inventions made with Federal

assistance by ofher than small busi-
ness firms or nonprofit organiza-
tions.”,

(c) Chapter 18 of title 35, United States
Code, as redesignated herein, is amended—

(1) by adding “or any novel variety of
plant which is or may ke protectable under
the Plant Variety Protection Act (7 U.S.C.
2321 et seq.)” immediately affer “title” in
section 201(d);

(2) by adding ‘. Provided, That in the case
of a variety of plant, the date of determina-
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tion (as defined in section 41(d} of the Plant
Variety Protection Act (7 U.8.C. 2401(d»)
must also oecur during the period of con-
tract performance’ immediately after
“agreement” in section 201(e);’

(3) in section 202(a), by amending clause
(i) to read as follows: *“(i) when the contrac-
tor is not located in the United States or
does not have a place of business located in
the United States; and

(4) by amending section 202(h) o read as
follows: “(b}1) The rights of the Govern-
ment under paragraph (a) of this section
shall not be exercised by a Federsl agency

‘unless it first determines that at least one of

the conditions identified in subparagraphs
(i) through (ii} of paragraph (a) exists.
Except in the case of paragraph (a){iii), the
agency shall file with the secretary of Com-
merce, within 30 days after the award of the
applicable funding agreement, s copy of

such determination. In the case of a deter-

mination under paragraph {(a)ii), the state-
ment shall include an analysis justifying the

determination; If the--Secretary-of ‘Com--

merce helieves that any individual determi-
nation or pattern of determinations is con-
trary to the policies and objectives of this
chapter or otherwise not in conformance
with this chapter, the Secreiary shall so
advise the head of the agency concerned
and the Administrator of the Office of Fed-
eral Procurement Policy, and recommend
corrective actions.

“(2) Whenever the Administrator of the
QOffice of Federal Procurement Policy has

- determined that one or more Federal agen-

cies are utilizing the authority of subpara-
graph (i) or (il) of paragraph (a) of this sec-
tion in & manner that is contrary to the
policies and objective of this chapter, the
Adminigtrator is authorized to issue regula-
tions describing classes of situations in
wiiich agencies may not exercise the au-
thorities of those subparagraphs.”;

(5) by amending subparagraphs (1), (2},
(3), and (4} of section 202(c) to read as fol-
lows:

“(1) That the contractor disctose each sub-
ject invention to the Federal agency within
a reasonable time after it becomes known to
contractor personmnel responsible for the ad-
ministration of patent matters, and that the
Federal Government may receive title to
any subjeet invention not disclosed to it
within such time.

“(2) That the contractor make s written
election within 2 years after disclosure: to
the Federal agency (or such additional time
as may be approved by the Federal agency)
whether the contractor will retain title to a
subject invention: Provided, That in any
case where publication, on sale, or public
use, has initiated the 1 year statutory period
in which valid patent protection can still be
obtained in the United States, the period
for election may be shortened by the Feder-
al agency to a date that is not more than
sixty days prior to the end of the ststutory
period: And provided further, That the Fed-
eral Government may receive title to any
subject invention in which theé contractor
deoes not elect to retain rights or fails to
elect rights within such times,

“(3) That a contractor electing rights in a
sublect invention agrees to file a patent ap-
plication prior to any statutory bar date
that may occur under this title due to publi-
cation, on sale, or public use, and shall
thereafter file corresponding patent applica-
tions in other countries in which it wishes
to retain title within reasonable times, and
that the Pederal Government may receive
title to any subject inventions in the United
States or other countries in which the con-
tractor has not filed patent applications on
the subject invention within such times.

“(4) With respect to any invention in
which the contractor elects rights, the Fed-
eral agency shall have a nonexclusive, non-
transferrable, irrevocable, paid-up license to

practice or have practiced for or on behalf"

of the United States any subject invention
throughout the world; Provided, That the
funding agreement may provide for such ad-
ditional rights, including the right to assign
or have assigned foreign patent rights in the
subject invention, as are determined by the
agency as necessary for meeting the obliga-
tions of the United States under any treaty,
international agreement, arrangement of co-
operation, memorandum of understanding,
or similar arrangement, including military
agresments relating to weapons develop-
ment and production.”.

(6) by adding the following new paragraph
at the end of section 202:

“(¢) A Federal agency may at any time
waive all or any part of the rights of the
United States under paragraphs (¢) (4)
through (8) of this section, section 203 and
section 204 of this chapter, to-any subject

- inventions made under & funding agreement

or class of funding agreements if the agency
determines (1) that the interests of the
United States and the general public will be
best served thereby: or (2) the funding
agreement involves cosponsored, cost shar-
ing or joint venture research or venturer is
required to make or has made a substantial
contribution of funds, facilities, or equip-
ment to the work performed under the
funding agreement. The agency shall main-
tain a record, which shall be available to the
public and periodically updated, of determi-
nations made under this paragraph. In
making such determinations under clause
(A) of this paragraph, the agency shall con-
sider at least the following objectives:

“(1) encouraging the wide availability to
the public of the benefits of the experimen-
tal, developmental, or research program in
the shortest practicable time;

“(2) promoting the cominercial utilization
of such inventions;

“¢3) encouraging participation by private
persons, including the most highly qualiiied
persens, in Government-sponsored experi-
mental, developmental, or research pro
grams.”; and

(48] by striking out *may” in scerion
202{c)(5) and inserting in liew thereof “as
well as any information on utilization or ef-
forts at obtaining utilization obtained as
part of a proceeding under section 203 of
this chapter shall™;

(8) by striking out “and which is not,
itself, engaged In or does hold a substantial
interest in other organizations engaged in
the manufacture or sales of products or the
use of processes that might utilize the in-
vention or be in competition with embodi-
ments of the invention” in clause (A) of sec-
tion 202(c)(T) and by striking cut clause (#)
of section 202 (eXT7) and redesignating
clauses (C) and (D) of such section as
clauses "“(B)" and ‘(C)", respectively;

(9 by udding at the end of section 203 the
following:

“A determination pursuant to this section
shall not be considered a coniract dispute
and shall not be subject to the contract Dis-
putes Act (41 U.S.C. 601 et seq.). Any con-
tractor, assignee, or exclusive licensee ad-
versely afiected by a determination under
this section may, at any time within 60 days
after the determination is issued; file a peti-
tion in the United States Claims Court,
wtiich shall have jurisdication te determine
the manner de novo and to affirm, reverse,
or modify as appropriate, the determination
of the Faderal ageney.™;

(1Y by amending ssction 206 to read as
follows:
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"8 206. Uniform clauses and regulations.
“The Secretary of Commerce may issue
regulations which may be made applicable
to Pederal agencies implementing the provi-
sions of sections 202 through 204 of this
chapter and shall establish standard fund-
ing agreement provisions required under
this chapter. The reguiations and the stand-

ard funding agreement shall be subject to-

public cornrnent befdre their issuanee,”,

“(11) by amended section 20% hy adding
the following new paragraphi at the end
thereof:

“For the purpose of assuring the effective
management of Government-owned inven-
tions, the Secretary is autheortzed to—

“(A) assist Federal agency efforts to pro-
mote the Heensing and utilization of Gov-
ernment-gwned inventions;

“(B) assist Federal agencies in sepkmg pro-
tection and maintaining inventions-in for-
eign countries, including the payment of
fees and costs connected therewith: and -

“(C) consult with and advise Federal agen-
cies-as to-areas of sclence-and technoiogy re-
search and development with potential for
commercial utilization.”;

{12y by smending secthn 208 by striking
oul “Administrator of General Services™
and inserting in lieu thereof “Secretary of
Commerce”;

(13) by amending section 208

(A) by striking our subsection (cX2);

{B) by redesignating subsection (cX3) as
subsection (¢cX(2); and

(C) by striking out all in paragraph (d)

after “ohjections” and inserting in lieu -

thereof o period; and -

{14) by adding "of the United States” In
section 211 after “law'.

Sze. 3. (a) Section 205(a) of the Act of
August 14, 1946 (T 17.5.C. 1624(2)), is amend-
ed by striking cut the last sentence thereof.,

{h) Section 501 (¢) of the Federal Coal
Mine Henlth and Safety act of 1869 (30
UV.B.C. §51(ci} is amended by striking out
the last sentence thereof.

(c) Section 106(¢c) of the National Traffic
and Mcoior Vehicle Safety Act of 196G (15
T.5.C. 1395(¢) is repealed. ]

(d) Section 12(a) of the National Science
Foundation Act of 1850 (42 U.S.C. 1871(a)n
is repealed,

(e) {1) Section 152 of the Atomic Energy
Act of 1954 (42 U.S.C. 2182) is repealed: Pro-
vided, however, That such section shall con-
tinue to be effective with respect to any ap-
plication of a patent in which the statement
under oath referred to in such section has
been filed or requested to bhe filed by the
Commissioner of Patents and Trademarks
prior to the effective date of this Act.

(2) The item relating to section 152 in the
table of condents of the Atomic Energy Act
of 1954 is amended to read as follows:

“Sec. 152, Repealed”.

(f} The National Aeronaut.xcs and Space
Act of 1858 (42 T.B.C. 2451 el seq) is
amendsad by

(1) repealing subsections {a)-(h) and (j) of
seciion 305 thereof (42 US.C. 2457 Pro-
vided, however, That subsections (c), (d),
and (e) of such section shall continue to be
effective with respect to any application for

© . patents in which the written slatement re-

ferred to in subsection (¢) of such section
has been filed or requested to be filed by
the Commissioner of Patents and Trade-
marks prior to the effective date of this Act;
(2) striking out in section 306¢a) thereof
(42 U.B.C, 2458(a)), “(as defined by section
305Y”, and by striking *‘the Inventions and
Contributions Board, established under sec-
tion 305 of this Act” and inserting in lieu
thereof “an Inventions and Contributions
Board which shall be established by the Ad-
ministrator within the Administration; and
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(3) striking out in section 203(¢c) thereof -
“(42 U.8.C, 2473(c), the following: “(includ-

ing patents and rights thereunder)”.

(g) Section 6 of the Act of July 7, 1960 (30
U.8.C. 666), is repealed.

(h} Section 4 of the Helium Act ‘Amend-
ments of 1960 (50 US.C. 167¢) is amended
by striking eut all after “utilization™ and in-
serting in lieu thereof a period.

. (1) Section 22 of the Arms Control and
Disarmament Act (22 U.S.C. 2572) is re-
pealed.

{j¥ Subsestion (e) of section 302 of the Ap-
palachian Regional Development Act of
1865 {40 U.B.C. App. 302(e)} is repealed,

(k) Subsections (a) through (k), {(m), and
(n) of section of the Federal Nonnuclear
Energy Research and Pevelopment Act of
1974 (42 U.8.C. 5908) are repealed:

{1} Section 5(d) of the Consumer Product
Safety Act (15 U.5.C, 2054(d})) is repealed.

(m) Section 3 of the Act of Aprii 5, 1944
(30 U.8,C. 323), is repealed.

(n) Section 8001(cX3) of the Solid Waste

. Disposal Act..{42 U.S.C...6981(c)(3)} is res. e

pealed.,

{0} Section 6{e) of the Stevenson-Wydler
Technology Innovation Act of 1980 (15
T.8.C. 3705(e ) is repealed,

(p) Section 13(a) of the Act of June 29,
1935 (u U.8.C. 427i(a)) is amended by strik-
ing the last sentence thereof.

() Section 427(b) of the Federal Mine
Safety and Heslth Act of 19%7 (30 US.C.
237y is amended by striking the last sen-
tence thereof.

{r) Section 306(Q) of the Surface Mining
Control and Reclamation Act of 1977 (30
U.8.C. 1226{d)) is amended by striking the
first two sentences thereof.

(s) Section 21(d) of the Federal Fire Pre-
vention and Control Act of 1974 (15 U.S.C.
2218(d ) is répealed. _

{1t} Section 6(b) of the Sclar Photovoltaic
Energy Research, Development, and Dem-
oostration Act of 1978 (42 U.S.C. 5585(b)) is
amended by striking “7, 8, and 9" and insert-
ing in lieu thereof 7 and 8.

(u) Section 12 of the Native Latex Com-
mercialization and Economic Development
Act of 1978 (7 U.8.C. 178)) is repealed.

{v) Section 408 of the Water Research and
Development Act of 1978 (42 US.C. T9TH is
repealed.

(WwX1) Section 173 of the United States
Synthetic ¥uels Corporation Act of 1980 (42
U.5.C. 8773} is repealed,

(2) The item relating to section 173 in the - - -

table of sections of the Energy Security Act
{42 U.5.C. 8701 et seq.) 1s amefided to read
as follows: )

“See. 173. Repealed.”.

Szc. 4. Nothing in this Act shall be
deemed io convey to any person immunity
from ecivil or criminal liahility, or to create
any defense to actions, onder any antitrust
law of the United States.

Src. 5. {(a) This Act shall take effect 6
months after the date of enactment of this
Act,

th) After the effective date of this Act,
each Federal agency is authorized, notwith-
standing any other law governing the dispo-
sition of rights in subject inventions, to
allow a conlractor or an inventor to retain
title to subject inveniions made under con-
tracts awarded prior to the effective date of
this Act, subject to the same terms and con-
diticns as would apply under this Act had
the contract been entered into after the ef-
fective date of this Act.

SEC. 6, Within 24 months after the date of

-enactment of this Act and every two years

thereafter, the Secretary of Commerce shall
submit to Congress a report of the ifmple-
mentation of chapters 18 and 19 of title 35,
United States Code, including any recom-

$17023
mendations for legisiative or administrative
changes to better achieve the policies and
objectives of such chapters.e







